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INFORMATION AND CORRESPONDENCE 


(1) Change of Address for Patent Applications 
and Patent Related Papers 


Effective immediately , correspondence in patent-related mat- 
ters under the direction of the Assistant Commissioner for 
Patents should be addressed to: 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


This change is being made to reflect the reorganization of the 
Patent and Trademark Office (PTO), and the integration of 
patent and trademark processing activities under the Assistant 
Commissioner for Patents and the Assistant Commissioner for 
Trademarks, respectively. The reorganization has been made 
to emphasize and facilitate better service to customers of the 
PTO. 


This change will affect correspondence such as: patent appli- 
cations, responses to notices of informality, requests for exten- 
sion of time, notices of appeal, briefs in support of an appeal, 
requests for oral hearing, extensions of term of patent, requests 
for publication of Statutory Invention Registration (SIR), 
requests for reexamination, statutory disclaimers, petitions to 
the Assistant Commissioner for Patents, submission of informa- 
tion disclosure statements, petitions to institute a public use 
proceeding, petitions to revive abandoned patent applications, 
and other correspondence related to patent applications and 
patents which is processed by organizations reporting to the 
Assistant Commissioner for Patents. However, unless otherwise 
specified, correspondence not processed by organizations 
reporting to the Assistant Commissioner for Patents, such as 
communications with the Board of Patent Appeals and Interfer- 
ences, patent services including certificates of correction, patent 
copy sales, assignments, library services, requests for lists of 
patents and SIRs in a subclass, requests for the status of mainte- 
nance fee payments, as well as patent practitioner enrollment 
matters including admission to examination, registration to 
practice, certificates of good standing, and financial service 
matters including establishing a deposit account should con- 
tinue to be addressed to the Commissioner of Patents and 
Trademarks. 


Special PTO mail boxes as currently listed in each issue of 
the Official Gazette should also be used to allow forwarding 
of particular types of mail to the appropriate areas as quickly 


as possible. Use of special box designations will facilitate the 
PTO’s timely and accurate identification and processing of the 
designated correspondence. 


All correspondence with the PTO, except for communica- 
tions relating to pending litigation as specified in 37 CFR 1.1(g), 
may continue to be filed directly at the Attorney’s Window 
located in Room 1B03 of Crystal Plaza Building 2, 2011 Jef- 
ferson Davis Highway, Arlington, Va. 

In addition to the Office of the Solicitor, as specified in 37 
CFR 1.1(g), the Office will now have three separate addresses. 
The addresses are as follows: 1) Assistant Commissioner for 
Patents for correspondence described above; 2) Assistant Com- 
missioner for Trademarks for all trademark-related mail, except 
for trademark documents sent to the Assignment Branch for 
recordation and requests for certified and uncertified copies of 
trademark documents. See: Change of Address For Trademark 
Applications and Trademark Related Papers, 1163 Off. Gaz. 
Pat. Office 80 (June 28, 1994); and 3) Commissioner of Patents 
and Trademarks for all other correspondence that does not fall 
into the categories designated above. 


Those who correspond with the PTO are requested not to 
mix correspondence which will have to be directed to different 
areas (e.g., Patents and Trademarks) of the Office in a single 
envelope. At the present time, use of the wrong mailing address 
will not affect the filing date assigned to any application or 
correspondence received in the PTO, except as specified in 37 
CFR !.1(g). 


The Office is currently preparing a notice of proposed rule- 
making to formally change the address for patent-related corre- 
spondence. Sections 1.1, 1.8, 1.10 and 1.51 of Title 37 of the 
Code of Federal Regulations are waived to the extent that a 


certificate of mailing under section 1.8 or 1.10, for patent 
applications and related patent documents, may be addressed 
either to the Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231, or to the Assistant Commissioner for 
Patents, Washington, D.C. 20231. 


March 9, 1995 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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(2) Address Change 


It has been brought to the attention of the U.S. Patent and 
Trademark Office (PTO) that Intemational Depository 
Authority (IDA), American Type Culture Collection (ATCC), 
has changed its address. The new address of ATCC is: 


American Type Culture Collection (ATCC) 
10801 University Blvd. 
Manassas, Va. 20110-2209 
USA 


37 CFR 1.809(d) sets forth the requirements for what must 
be included in the specification of a patent application with 
respect to deposited biological material. In particular, 37 CFR 
1.809(d) requires the specification to contain, inter alia, the 
name and address of the depository. For patent applications that 
are pending in the PTO in which the address of the depository 
referenced in the specification has changed, applicants should 
submit an amendment to the specification correcting the address 
of the depository. For applications which have issued as patents, 
it will not be necessary for patentees to correct the address of 
the depository in the patented file in view of the procedure to 
be implemented below. 

Where there has been a change of address of an IDA any 
member of the public mzy notify the PTO of such change of 
address of an IDA and the PTO will publish a notice of change 
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of IDA address in the Official Gazette. Thereafter, the consoli- 
dated listing of IDA address will be published in the next 
revision of the Manual of Patent Examining Procedure (MPEP). 
The new address of ATCC will be updated in the upcoming 
revision of the MPEP 
April 15, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


[1210 OG 74] 


(3) Establishment of a Special Box 
for Comments to Proposed Rulemaking 


Effective immediately, the Patent and Trademark Office has 
established a special box designator for public comments 
regarding patent related regulations and procedures. 

In order to take advantage of this new service, the envelope 
should be addressed: 


Box Comments - Patents 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Only comments regarding patent related regulations and pro- 
cedures are to be placed in the envelope. In order to assist the 
public, notices published in the Federal Register or the Official 
Gazette will specifically direct that comments be addressét to 
“Box Comments - Patents” when appropriate. 

January 11, 1996 STEPHEN G. KUNIN 
Deputy Assistant Commisioner 
for Patent Policy and Projects 


[1183 OG 14] 


Department of Commerce 
Patent and Trademark Office 


[Docket#: 950411100-6267-02] 
RIN 0651-XX01 


Extension of the Payor Number Practice 
(through “Customer Numbers”) 
to Matters Involving Pending Patent Applications 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Change in Procedure. 

Summary: The Patent and Trademark Office (PTO) is extending 
the Payor Number practice to matters involving pending patent 
applications. Payor Numbers are currently used to establish a 
“fee address” for receipt of maintenance fee correspondence. 
Through the use of “Customer Numbers,” the PTO will extend 
the Payor Number practice to matters involving patent applica- 
tions. Under this Customer Number practice, an applicant (or 
patentee) will be able to use a Customer Number to: (1) desig- 
nate the address associated with the Customer Number as the 
correspondence address for an application (or patent); (2) desig- 
nate the address associated with the Customer Number as the 
fee address (37 CFR 1.363) for a patent; and (3) submit a 
power of attorney in the application (or patent) to the registered 
practitioners associated with the Customer Number. The change 
of either the address or practitioners having a power of attorney 
in multiple patent applications through a single paper directed 
to the Customer Number should result in savings to the attomey, 
agent, or law firm, as well as the PTO. 

Effective Date: November 1, 1996. Any request to change the 
correspondence address of a pending application to the address 
associated with a currently assigned Payor Number filed before 


November 1, 1996 will not be effective until November |, * 


1996. 

For Further Information Contact: Robert W. Bahr by telephone 
at (703) 305-9285 or by facsimile at (703) 308-6916, or by 
mail addressed to Box Comments-Patents, Assistant Commis- 
sioner for Patents, Washington, D.C. 20231. 
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Supplementary Information 

Payor Numbers are currently used to establish a “fee address” 
for receipt of maintenance fee correspondence. Such Payor 
Numbers permit, inter alia, an attorney, agent or law firm to 
file a single change of address paper for the Payor Number, 
and this change of address is effective for every patent desig- 
nating the address associated with the Payor Number as the 
correspondence address for the patent. This Payor Number 
practice avoids the filing of a separate change of address paper 
for every patent affected by the change of address. 

In a Notice entitled “Extension of the Use of Payor Numbers 
to Matters Involving Pending Patent Applications” (Payor 
Number Notice), published in the Federal Register at 60 FR 
26026-28 (May 16, 1995), and in the PTO Official Gazette at 
1175 Off. Gaz. Pat. Office 14-15 (June 6, 1995), the PTO 
proposed to extend the current Payor Number practice to matters 
involving pending patent applications. In view of the comments 
received in response to the Payor Number Notice, the PTO is 
adopting the following “Customer Number” practice. 

Currently assigned “Payor Numbers” will be redesignated 
as “Customer Numbers” to avoid requiring persons or organiza- 
tions currently assigned a Payor Number to request a “new” 
Customer Number. Thus, persons or organizations currently 
assigned a “Payor Number” should not request anew “Customer 
Number.” Persons or organizations not currently assigned a 
Payor Number can request assignment of “new” Customer 
Numbers. 

The PTO has created a box designation for correspondence 
related to a Customer Number (“Box CN”), and all correspon- 
dence related to a Customer Number (e.g., requests for a Cus- 
tomer Number) should be addressed to this box designation. 

The PTO will provide standard forms to: (1) request a Cus- 
tomer Number (PTO/SB/ 125); (2) request a change in the data 
(address or list of practitioners) associated with an existing 
Customer Number (PTO/SB/124); (3) change the correspon- 
dence address of an individual application (PTO/SB/122) or 
patent (PTO/SB/123) to the address associated with a Customer 
Number, or (4) change the correspondence address of a list of 
applications or patents to the address associated with a Cus- 
tomer Number (PTO/SB/121). The PTO is also modifying its 
current standard forms (e.g., the declaration form) to permit: 
(1) the designation of the address associated with the Customer 
Number as the correspondence address for an application; (2) 
designation of the address associated with the Customer 
Number as the fee address for a patent; and (3) the submission 
of a power of attorney in the application to the practitioners 
associated with the Customer Number. The forms provided by 
the Office may be obtained by contacting the Customer Service 
Center of the Office of Initial Patent Examination at (703) 308- 
1214. Also, many standard forms have been loaded on the 
PTO’s Internet Website and may be electronically copied via the 
Internet through anonymous file transfer protocol (ftp) (address: 
ftp.uspto.gov). While use the standardized forms provided by 
the PTO is encouraged, it is not mandatory. 

This notice of change in procedure contains a collection of 
information subject to the Paperwork Reduction Act of 1995, 44 
U.S.C. 3501 et seq. This collection of information is currently 
approved by the Office of Management and Budget under 
Control No. 0651-0035. Send comments regarding this burden 
estimate or any other aspect of this collection of information, 
including suggestions for reducing this burden to the Office of 
System Quality and Enhancement, Data Administration Divi- 
sion, Patent and Trademark Office, Washington, D.C. 20231, 
and to the Office of Information and Regulatory Affairs, Office 
of Management and Budget, Washington, D.C. 20503 (ATTN: 
Paperwork Reduction Act Project 0651-0035). 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall any person be subject to a 
penalty for failure to comply with a collection of information 
subject to the requirements of the Paperwork Reduction Act 
unless that collection of information displays a currently valid 
OMB control number. 

The PTO will also accept requests submitted electronically 
via a computer-readable diskette to: (1) change the correspon- 
dence address of a list of applications or patents or the fee 
address for a list of patents to the address associated with a 
Customer Number, and (2) submit a power of attorney in a 
list of applications or patents to the registered practitioners 
associated with the Customer Number. Persons electronically 
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submitting such a request must submit an IBM-compatible 
diskette containing a Microsoft Excel spreadsheet, or a comma 
separated text file which can be imported into Microsoft Excel 
spreadsheet, formatted as follows: (1) row 1, column B con- 
taining the six-digit Customer Number, (2) row 2 being blank; 
(3) rows 3 through 9 containing the address associated with 
the Customer Number, (4) rows 10 through 15 being blank; 
and (5) row 16 starting with the list of patents or applications 
with column A containing the patent number (if appropriate), 
column B containing the application number, column C con- 
taining the patent date (if appropriate), column D containing 
the application filing date, column E indicating “YES” or “NO” 
to designate assignment of the address associated with the 
Customer Number as the correspondence address of the applica- 
tion or patent, column F indicating “YES” or “NO” to designate 
assignment of the registered practitioners associated with the 
Customer Number as the list of persons having a power of 
attorney in the applications or patents, and column G indicating 
“YES” or “NO” to designate assignment of the address associ- 
ated with the Customer Number as the fee address of the patent. 

The patent number (if appropriate), application number, 
patent date (if appropriate), and application filing date are being 
required as redundant identifiers to avoid changing the corre- 
spondence or fee address or entering a power of attorney in 
the wrong patent or application due to a typographical error 
in the patent or application number. The PTO will enter a 
change in correspondence or fee address or power of attorney 
in a listed application or patent only if the following identifiers 
are provided: (1) the patent number and the corresponding 
application number; (2) the patent number and the corres- 
ponding patent date; (3) the application number and the corres- 
ponding filing date; (4) the patent number and the corresponding 
application filing date; and (5) the application number and the 
corresponding patent date. 

A sample spreadsheet is included as an Appendix A to this 
notice of change in procedure. The phrase “Customer Number” 
in row 1, column A, and “Requester (Attorney/Firm) Informa- 
tion” in row 3, as well as the information provided in rows 
10 through 15, are provided on the sample spreadsheet for 
explanatory purposes only, and should nor be included on any 
spreadsheet submitted to the PTO. 

The diskette must be accompanied by a paper copy of the 
spreadsheet and a cover letter requesting entry of the changes 
contained on the spreadsheet into PTO records for the listed 
applications or patents. In addition, for any application or patent 
listed on such spreadsheet, the cover letter must be signed by 
the applicant or patentee, assignee in compliance with 37 CFR 
3.73(b), or registered practitioner of record in the patent or 
application. The PTO will issue a written confirmation of the 
list of applications or patents indicating the change(s) entered 
into PTO records. 

Through the use of “Customer Numbers,” the PTO is 
extending the “fee address” practice to matters involving 
pending patent applications to permit: (1) the designation of the 
correspondence address of a patent application by a Customer 
Number such that the correspondence address for the patent 
application would be the address associated with the Customer 
Number; (2) the designation of the fee address of a patent by 
a Customer Number such that the fee address for the patent 
would be the address associated with the Customer Number; 
and (3) the submission of a list of practitioners by a Customer 
Number such that an applicant may in a Power of Attorney 
appoint those practitioners associated with the Customer 
Number. While this notice discusses this new Customer 
Number practice as it regards patent applications and applicants, 
it will apply equally to patents and patentees. 

The designation in a patent application of a specific Customer 
Number as the correspondence address for such application 
will permit an attomey, agent or law firm to file a single paper 
containing a change of address, rather than a separate paper in 
each application, and this change of address paper will be 
applicable to all applications designating the Customer Number 
as the correspondence address for such application. The desig- 
nation of a Customer Number as the correspondence address 
for a patent application is optional, in that any application not 
designating a Customer Number as the correspondence address 
will not be affected by a change of address filed for a Customer 
Number, even if the correspondence address provided for such 
application is that of an attorney, agent, or law firm associated 


U.S. PATENT AND TRADEMARK OFFICE 


1218 TMOG 5 

(4) 
with a Customer Number. The change of address in multiple 
patent applications through a single paper directed to the Cus- 
tomer Number, rather than through individual letters directed 
to each application, will result in savings to the attorney, agent 
or law firm, as well as the PTO. 

This new Customer Number practice will not affect the cur- 
rent practice of permitting a patentee to provide a “fee address” 
for the receipt of maintenance fee correspondence. A patentee 
will be able to designate a “fee address” for the receipt of 
maintenance fee correspondence, and a different address for 
the receipt of all other correspondence. The designation of a 
“fee address” by reference to a Customer Number will not 
affect or be affected by the designation of a correspondence 
address by reference to another Customer Number, in that the 
PTO will send maintenance fee correspondence to the address 
associated with the Customer Number designated as the “fee 
address” and will send all other correspondence to the address 
associated with the Customer Number designated as the corre- 
spondence address. 

The association of a list of practitioners with a Customer 
Number will permit an applicant to appoint all of the prac- 
titioners associated with the Customer Number merely by refer- 
ence to the Customer Number in the Power of Attomey (i.e., 
without individually listing the practitioners in the Power of 
Attomey). The addition and/or deletion of a practitioner from 
the list of practitioners associated with a Customer Number 
will result in the addition or deletion of such practitioner from 
the list of persons authorized to represent any applicant who 
appointed all of the practitioners associated with such Customer 
Number. This will avoid the necessity for the filing of additional 
papers in each patent application affected by a change in the 
practitioners of the law firm prosecuting the application. The 
appointment of practitioners associated with a Customer 
Number will be optional, in that any applicant may continue 
to individually name those practitioners to represent the appli- 
cant in a patent application. 

Currently, the PTO must individually enter into the Patent 
Application Location and Monitoring (PALM) system the reg- 
istration number for each practitioner appointed to represent 
the applicant in a patent application. The change of persons 
authorized to represent applicants in multiple patent applica- 
tions through a single paper directing the PTO to change its 
records concerning the Customer Number will require only a 
single entry into the PALM system, where the change of persons 
authorized to represent applicants in multiple patent applica- 
tions through individual letters directed to each application 
require a separate entry into the PALM system for each affected 
application. Thus, the use of Customer Numbers in a Power 
of Attorney will significantly reduce the amount of data which 
must be entered into the PALM system, and would thus result 
in savings to the PTO. In addition, permitting a change of 
persons authorized to represent applicants in multiple patent 
applications through a single paper directing the PTO to change 
its records concerning the Customer Number would result in 
similar savings to the attorney, agent, or law firm. 

As the PTO will not recognize more than one correspondence 
address (37 CFR 1.34{c)), any inconsistencies between the 
correspondence address resulting from a Customer Number 
being provided in an application for the correspondence address 
and any other correspondence address provided in that applica- 
tion would be resolved in favor of the address of the Customer 
Number. Where an applicant appoints all of the practitioners 
associated with a Customer Number as well as a list of individu- 
ally named practitioners, such action would be treated as only 
an appointment of all of the practitioners associated with a 
Customer Number due to the potential for confusion and data 
entry errors in entering registration numbers from plural 
sources. 

The following are examples of language effective to provide 
as the correspondence address the address of, and appoint those 
practitioners associated with, a Customer Number: 


1. The following language would be effective to appoint those 
practitioners individually listed, and provide as the correspon- 
dence address the address of Customer Number 99,999: 


I hereby appoint the following practitioners to prosecute this 
application and to transact all business in the Patent and 
Trademark Office connected therewith: 
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John Doe, Registration No. 99,991, Jane Doe, Registration 
No. 99,992 and Richard Doe, Registration No. 99,993. 


Address all correspondence to: Customer Number 99,999. 


2. The following language would be effective to appoint those 
practitioners associated with, and provide as the correspondence 
address the address of, Customer Number 99,999: 


I hereby appoint the practitioners associated with the Cus- 
tomer Number provided below to prosecute this application 
and to transact all business in the Patent and Trademark 
Office connected therewith, and direct that all correspon- 
dence be addressed to that Customer Number: 


Customer Number 99,999. 
Response to Comments 


Eleven comments were received in response to the Payor 
Number Notice. The written comments have been analyzed, 
and responses to the comments follow. 

Comment (1): Ten comments supported the proposed exten- 
sion of use of the Payor Number practice to matters involving 
pending patent applications. 

Res : In view of the positive response to this proposed 
extension of use of the Payor Number practice to matters invol- 
ving pending patent applications, the PTO is extending the 
Payor Number practice to matters involving pending patent 
applications. 

Comment (2): One comment opposed combining the mainte- 
nance fee Payor Number with the practitioner responsible for 
the application or patent. The comment argued that, in many 
instances, a client instructs a practitioner that a particular service 
organization is responsible for the payment of maintenance 
fees, and, while the practitioner continues as counsel of record 
and receives correspondence unrelated to maintenance fees 
(e.g., reexamination or interference notices), the client advises 
that the practitioner is no longer responsible for payment of 
the maintenance fees or even reminding the client of the due 
date for paying such fees. 

Response: As discussed supra, the implemented “Customer 
Number” practice will not affect the current practice of pro- 
viding a “fee address” for correspondence relating to the pay- 
ment of maintenance fees. While the current “Payor Numbers” 
will be redesignated as “Customer Numbers,” a patentee will 
be permitted to specify a “fee address” by reference to one 
Customer Number (e.g., the Customer or Payor Number of a 
maintenance fee service organization) and a correspondence 
address by reference to another Customer Number (e.g., the 
Customer Number of the attorney or agent of record). Desig- 
nating a “fee address” for maintenance fee payment purposes, 
by Customer Number or otherwise, will not affect the corre- 
spondence address for correspondence unrelated to mainte- 
nance fees, regardless of whether the correspondence address 
is also specified by a Customer Number. Likewise, providing 
a “fee address” for maintenance fee payment purposes, by 
Customer Number or otherwise, will not affect any previous 
appointments of practitioners. 

Comment (3): One comment cautioned that sufficient safe- 
guards be built into the system to avoid errors. Specifically, the 
comment cautioned that: (1) a data entry error in the Customer 
Number in one application (a key field error) would result in 
correspondence for that application being sent to an entirely 
different address; (2) a single error in the look-up data base 
would result in correspondence for every application desig- 
nating a particular Customer Number being sent to an entirely 
different address; and (3) an indexing or programming error 
affecting the entire look- up data base could result in correspon- 
dence for every application designating any Customer Number 
being sent to an entirely different address. 

: Currently, the application number is entered into 
the PALM data base to look-up the actual address (i.e., the 
application number is a key field). Thus, the risk of error in 
the improper entry of a Customer Number is no greater than 
the current risk of error in the improper entry of an application 
number. Nevertheless, the PTO endeavors to reduce such errors 
by requiring that employees check the returned application 
data. 


OFFICIAL GAZETTE 


January 5, 1999 


To avoid errors in information associated with a Customer 
Number, the PTO will double enter the Customer Number 
anytime there is a change to the information associated with 
the Customer Number. In addition, the PTO is in the process 
of developing Customer Number bar code labels for use on 
incoming requests for changes to the information associated 
with a Customer Number to permit scanning and reduce data 
entry errors. 

In any event, errors in the look-up data base would result 
in correspondence for every application designating a particular 
Customer Number being sent to an entirely different address, 
and indexing or programming errors affecting the entire look-up 
data base could result in correspondence for every application 
designating any Customer Number being sent to an entirely 
different address. These errors would result in mismailings of 
such magnitude that it would be readily apparent to the attorney, 
agent or law firm of the Customer Number, if not the PTO, 
that an error has occurred. 

Comment (4): Three comments suggested that registration 
numbers be used as Customer Numbers. 

Response: The suggestion has not been adopted. The PTO 
currently has a data base of addresses (i.e., fee addresses) 
associated with the current Payor Numbers that will be redesig- 
nated as “Customer Numbers.” To avoid an adverse impact on 
the current fee address practice, the Customer Number practice 
is being implemented using the existing fee address data base. 
Thus, the PTO cannot use registration numbers as Customer 
Numbers since newly assigned Customer Numbers must be 
compatible with the existing Payor Numbers. 

Comment (5): One comment suggested that a Power of 
Attomey be permitted to include the practitioners associated 
with a Customer Number and no more than one additional 
practitioner. The comment argued that clients will desire to 
name a responsible person in the Power of Attorney, and that 
this would also be helpful in the event that a practitioner with- 
draws from a law firm and the client continues with that prac- 
titioner. The comment cautioned that if this is not permitted, 
each practitioner will establish his or her own Customer 
Number, resulting in the appointment of a large number of 
Customer Numbers. 

Response: The comment is adopted only to the extent indi- 
cated. To accommodate the desire of a client to see the respon- 
sible person mentioned by name in the Power of Attomey, a 
Power of Attorney appointing the practitioners associated with 
a specific Customer Number may also specifically mention any 
of the practitioners associated with such Customer Number. 
This mention may designate the responsible practitioner(s) as 
the principal attorney(s) or agent(s) in the application. In a 
Power of Attorney appointing those practitioners associated 
with a Customer Number, the specific mentioning of prac- 
titioner(s) will be ineffective to appoint a practitioner not associ- 
ated with the Customer Number. 

As discussed supra, the entry of a single Customer Number, 
rather than the individual registration number of each prac- 
titioner, into the PALM system is a primary benefit of permitting 
the appointment of a list of practitioners by Customer Number. 
As the individually listed practitioner is ostensibly among those 
practitioners associated with the Customer Number provided in 
the Power of Attorney, requiring the PTO to enter the individual 
registration numbers of a list of practitioners associated with 
a Customer Number, as well as the Customer Number, would 
frustrate this benefit. Thus, the PTO will treat such an appoint-_ 
ment as an appointment of only those practitioners associated 
with the Customer Number. 

Customer Numbers are designed to serve the dual purpose 
of providing a correspondence address, and providing the list 
of practitioners appointed with a power of attorney. Due to the 
prohibition against dual correspondence (37 CFR 1.33(a)), an 
applicant will be permitted to provide only a single number at 
a time as the Customer Number, and thus correspondence 
address, for the application. In an instance in which an applicant 
provides more than one Customer Number, the last provided 
Customer Number is controlling. Thus, the appointment of a 
plurality (much less a large number) of Customer Numbers 
will result in the PTO recognizing only the last mentioned 
Customer Number. Applicants are strongly cautioned not to 
attempt to appoint more than one Customer Number in a single 
communication, as such action will not have a cumulative 
effect. 
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Comment (6): Three comments suggested that in this new 
context, the term “Payor Number” could cause confusion, and 
would be demeaning to applicants and their representatives. 
Response: In view of these comments, the term “Customer 
Number” has been used to describe the number having an 
address or a list of practitioners associated with such number. 
The term “Payor Number” was used in the Payor Number 
Notice as this term had a specific meaning with regard to the 
“fee address” for maintenance fee correspondence, and thus 
served to provide a frame of reference for the extension of 
such practice. 

Comment (7): One comment suggested that the form of 
appointment refer to registered practitioners, rather than attor- 
neys and agents. 

Response: The PTO does not require any specific form of 
appointment (i.e., the forms of appointment in the Payor 
Number Notice were merely exemplary). Nevertheless, the 
phrase “practitioner” is defined in 37 CFR 10. I(r), and “regis- 
tered practitioners” is considered preferable to “attorneys or 
agents” or “attorneys and agents.” As such, the PTO will change 
its standardized forms of appointment to refer to “registered 
practitioners.” 

Comment (8): One comment questioned the form and effect of 
an appointment of all practitioners associated with a Customer 
Number. The comment specifically questioned whether the 
practitioner would have to obtain a new power of attorney in 
a situation in which: (1) a practitioner is associated with the 
Customer Number of a law firm, and is thus appointed in every 
application appointing the practitioners associated with that 
Customer Number; (2) the practitioner subsequently leaves the 
law firm; and (3) an applicant in an application appointing the 
practitioners associated with the law firm’s Customer Number 
continues with the practitioner leaving the law firm. 
Response: The practitioner should obtain a new power of 
attorney to continue to have a power of attorney in the applica- 
tion. An appointment in an application of the practitioners 
associated with a particular Customer Number is the appoint- 
ment of each of the practitioners associated with that Customer 
Number at the time any practitioner associated with such Cus- 
tomer Number seek to act for the applicant. With such an 
appointment, a practitioner is of record until removed from 
the Customer Number (i.e., until the practitioner is no longer 
associated with the Customer Number). As the practitioner’s 
former law firm should promptly remove such practitioner from 
the list of practitioners associated with the law firm’s Customer 
Number, a new power of attorney will be necessary for the 
practitioner to continue to have a power of attorney in the 
application. 

In an instance in which a particular practitioner in a law 
firm has a significant number of clients who are clients of the 
practitioner rather than the law firm (i.e., clients who would 
prefer to be represented by the practitioner, rather than the law 
firm, in the event that the practitioner left the law firm), such 
practitioner should consider establishing a Customer Number 
separate from the law firm’s Customer Number. This would 
permit the clients of the practitioner to appoint a power of 
attorney to the practitioners associated with the practitioner’s, 
rather than the law firm’s, Customer Number. The practitioner 
can list any or all of the practitioners in the law firm as prac- 
titioners associated with the Customer Number, and can change 
the practitioners associated with the Customer Number in the 
event that the practitioner left the law firm. This would avoid 
the necessity for a new power of attorney in the event that the 
practitioner leaves the law firm. 

Comment (9): One comment suggested that the proposed prac- 
tice be extended to trademark applications. 

Response: The suggestion has been forwarded to the Assistant 
Commissioner for Trademarks for consideration. 

Comment (10): One comment suggested that procedures be 
adopted such that this number could be utilized informally to 
identify the source of documents such as drawings, certified 
copies, etc., by including this number on the back of the docu- 
ment. 

Response: There is no prohibition against using a Customer 
Number on the back of a document to informally identify the 
source of the document. That is, while 37 CFR 1.52(b) and 
1.84(e) provide that the application papers contain writing or 
drawings only on one side of a sheet, these provisions are 
directed to the writing and drawings forming the application 
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papers. Thus, the inclusion of identifying information on the 
back of a sheet simply results in that information not being 
considered part of the application papers. However, the inclu- 
sion of a Customer Number to informally identify the source 
of a document is not a substitute for the inclusion on the 
document of the application number to which the document is 
directed. In addition, a telephone number should also be pro- 
vided on such document, as the Customer Number will not 
provide the telephone number (but only the address) of the 
source of the document. 
Comment (11): One comment suggested that the PTO update 
the address of all registered practitioners in the Office of Enroll- 
ment and Discipline (OED) index by a change in the Customer 
Number address. 
Response: The suggestion has been forwarded to OED for 
consideration. 
October 15, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1191 OG i87] 


(5) Establishment of Box REISSUE 
Elimination of Box 7 


The processing of reissue applications in the Patent and 
Trademark Office (PTO) has been modified with the establish- 
ment of a special box designated Box REISSUE and the elimi- 
nation of Box 7. 


(a) Effective immediately, the PTO has established a special 
box designated Box REISSUE for new and continuing reissue 
application filings under 37 CFR 1.53(b). All new and contin- 
uing reissue application filings addressed to this box will be 
forwarded immediately to the Office of Initial Patent Examina- 
tion for expedited processing. This box should not be used for 
any other reissue application correspondence. 

To maximize the advantages of the expedited processing, 
the envelope should be addressed: 


Box REISSUE 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Box REISSUE should only be used for the initial filing of 
all new and continuing reissue applications. Box REISSUE 
should not be used for any subsequently filed correspondence 
in reissue applications. 


Placing unrelated or extraneous documents in an enve- 
lope marked for any special box will significantly delay 
their reaching the area for which they were intended. 


(b) In addition, Box 7, designated for receiving correspon- 
dence in reissue applications for patents involved in litigation, 
is being ELIMINATED herewith. Correspondence addressed 
to Box 7 is rarely received in the PTO. Current PTO Mail 
Center procedures provide prompt delivery service, thus elimi- 
nating the need for continued use of Box 7. Any further corre- 
spondence addressed to Box 7 will be treated as ordinary mail 
and not given any special status by the PTO Mail Center. 


September 28, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


[1216 OG 109] 


(6) Notice Regarding Technical Center 
Box Issue Fee Mailings 


The Office will begin mailing address labels with the PTOL- 
85, “Notice of Allowance and Issue Fee Due” for patent applica- 
tions allowed in all Technology Centers. These address labels 
should be used to ensure proper routing of post-allowance 
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correspondence. This directive supersedes the “Special Boxes 
for Patent Mail” instruction. Any Notice of Allowance and 
Issue Fee Due received without the accompanying address 
labels should continue to be addressed to Box Issue Fee. 
March 11, 1998 NICHOLAS P. GODICI 
Deputy Assistant Commissioner 
for Patents (Acting) 


[1208 OG 103] 


(7) Use of Box Issue Fee 


On April 29, 1996, the Office will begin processing Issue 
Fee payments in the Office of Patent Publication. All issue 
fees mailed to the existing Box Issue Fee will be delivered 
directly to the Office of Patent Publication. Any issue fees 
received by the Office not addressed to Box Issue Fee will 
result in a delay in posting the fee. 
March 28, 1996 RICHARD BAWCOMBE 
Director, Office of Patent Publication 


[1186 OG 12} 


(8) Establishment of a Special Box for 
Design Patent Applications 


Effective immediately, the Patent and Trademark Office 
(PTO), as a part of the current reengineering effort, has estab- 
lished a special box for filing design patent applications and 
papers for design applications. Use of this box will allow the 
PTO to provide more efficient and effective handling of these 
applications and papers for customers. 


To take advantage of this new service, the envelope should be 
addressed: 


Box Design 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Because all processing of design patent applications, including 
fee processing, from the initial filing of the design patent appli- 
cation through payment of the design issue fee will now be 
performed in Examining Group 2900, design patent applica- 
tions and all papers for these applications may be hand-carried 
directly to Examining Group 2900 or mailed to Box Design. 
Petitions and amendments filed under 37 CFR 1.312 submitted 
for design patent applications will also be processed in Exam- 
ining Group 2900 and thus may be filed directly in Examining 
Group 2900 or mailed to Box Design. All regular methods of 
filing papers for design patent applications will still be available 
but the utilization of Box Design will enable the PTO to provide 
better customer service. 


In order to facilitate speedier processing of papers, it is 
requested that papers and fees for design patent applications 
be submitted separately from papers and fees for utility patent 
applications. 


Point of Contact for this Notice: 


Name: John Kittle 
Telephone number: (703) 308-1495 
Fax number: (703) 305-3600 


May 10, 1996 EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 


for Patents 


{1187 OG 37] 
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(9) Changes in How Papers May be Filed 
in the Patent and Trademark Office 


Beginning April 21, 1992, an improved service will be 
offered to people who wish to file papers directly with the 
Patent and Trademark Office (PTO) by extending the hours of 
operation for the Attorneys’ Window located in Room 1B03 
of Crystal Plaza Building 2, Arlington, Virginia. The current 
hours of operation are from 8:30 a.m. to 5:00 p.m., Monday 
through Friday, except Federal holidays within the District of 
Columbia. The change will extend the hours of operation until 
12:00 midnight on Monday through Friday, except holidays, 
on a trial basis. If, after six months, usage does not warrant 
retaining operations until midnight, the hours of operation will 
be reduced. 

This change will provide walk-up, personalized service to 
firms and individuals who are filing documents with the PTO. 
The PTO will continue to stamp postcard-type receipts to 
acknowledge the receipt of papers filed at the Attorneys’ 
Window. 

Also, effective on April 21, 1992, the PTO is discontinuing 
the use of drop boxes in the lobby of Crystal Plaza Building 
3, Arlington, Virginia, and at the main entrance of the Depart- 
ment of Commerce Building, Washington, D.C. (37 CFR 1.6(c)) 
as means for receiving papers. 

These changes will provide improved services with respect 
to receipt and processing of documents while, at the same time, 
overcoming problems with the present arrangement. 

Problems encountered with the present arrangement for the 
drop boxes have occasionally made it difficult to determine 
the dates of actual deposit of papers. For example, there have 
been many incidents of papers being found outside of the drop 
boxes (e.g., on the floor of the main lobby of the Department 
of Commerce Building, on the guard’s desk, on a nearby tabie, 
etc.). On occasion, the PTO and/or filers have been denied 
access to the drop box at the Department of Commerce by 
building security guards due to a special event taking place in 
the lobby. 

Provisions are also available for filing papers through the 
use of the certificate of mailing (37 CFR 1.8) and the Express 
Mail (37 CFR 1.10) procedures. 
March 17, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 

of Patents and Trademarks 
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(10) Relief in Certain Extraordinary Situations 

This notice addresses the extraordinary situation in which a 
Patent and Trademark Office (PTO) customer has been inten- 
tionally deceived by his or her representative, resulting in a 
potential loss of intellectual property rights. In such a situation, 
the PTO will mitigate any such potential loss, to the extent 
possible within the PTO’s statutory framework and the bounds 
of controlling law. 

To mitigate any such loss, the Commissioner of Patents and 
Trademarks may suspend or waive certain regulations. When 
that is the case, the Commissioner will exercise his power to 
do so under 37 C.F.R. §§ 1.183 and 2.148 (“In an extraordinary 
situation, when justice requires,” the Commissioner has the 
power to sua sponte suspend or waive any requirement of the 
regulations which is not required by statute.). 

In advance of the occurrence of such an extraordinary situa- 
tion, the Commissioner cannot determine what specific action 
justice will require. Such action, however, could include 
waiving of certain non-statutory fees, reviving an abandoned 
application, or granting an application filing date based on the 
PTO filing date of a copending document that has all the 
elements of a patent application required by law. 


August 11, 1995 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1178 OG 42) 
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PATENT TECHNOLOGY CENTERS 


BRUCE A. LEHMAN, Commissioner 
Q. TODD DICKINSON, Deputy Commissioner 
NICHOLAS P. GODICI, (Acting) Assistant Commissioner for Patents 
EDWARD R. KAZENSKE, Deputy Assistant Commissioner for Patents 
STEPHEN G. KUNIN, Deputy Assistant Commissioner for Patent Policy 


Telephone & 
Numbers 


TECHNOLOGY CENTERS DIRECTORS Area Code 703 


BIOTECHNOLOGY, ORGANIC CHEMISTRY & DESIGNS 


Organic chemistry, bio-affecting & John E. Kittle 308-0193 
body treating composition 308-7922 
Designs 


Immunology & plants Mary C. Lee 308-2359 


Combinatorial, linker & non-heterocyclic 308-8494 
chemistry 


Recombinant molecular & micro-biology, John J. Doll 308-1123 
multicellular organism 305-7230 
Non-recombinant molecular & micro-biology, 

non-immuno proteins & peptides 


CHEMICAL AND MATERIAL ENGINEERING 


Synthetic resins Theodore Morris 
Stock materials & miscellaneous articles 


Fluid separation & agitation, metal Richard V. Fisher 
foundry, welding, plastic molding 

apparatus, fuels & related 

compositions 

Glass & paper making, tobacco, non-metallic 

molding, adhesive bonding, tires & coating 


paratus 
Metallurgy, electrochemistry, cleaning, 
disinfecting, sterilizing, analytical chemistry & 
wave energy 


Chemical products & processes, solar cells Esther M. Kepplinger 308-1495 
& sputtering apparatuses 305-3935 
Food technology, petroleum processing, coating 

& etching 


COMMUNICATIONS AND INFORMATION PROCESSING 
Television James L. Dwyer (Acting) 
Audio, radio, telephone & speech processing 


Image & Fax Jin F. Ng 
General communications & digital 
communication systems 


Storage processing, multiple 
computers, & multiple process 
coordinating 


Specialized data processing Joseph J. Rolla 


Computer graphics & data bases Gerald Goldberg 
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New Case 
Date* 


03/07/97 
12/15/93 
05/01/97 
10/09/96 


12/04/96 
01/30/98 


04/04/97 
01/18/97 


02/20/97 


01/10/97 
06/04/96 
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305-9700 
308-5355 


Joseph J. Rolla 08/15/96 


PHYSICS, OPTICS, SYSTEMS COMPONENTS & ELECTRICAL ENGINEERING 


Semiconductors, electrical circuits, 
static memory, digital logic 
Semiconductors & electrical circuits 


Power generation & distribution 
music, electrical components & 
control circuits 


Photocopying, recorders, printing, 
measuring & testing 


Liquid crystals, optical elements, 
optical systems, fiber optics, lasers, 
electric lamps, registers, optics, 
measuring & radiant energy 


Rolf G. Hille 306-3421 


308-7725 


07/01/96 
03/21/97 


Stewart J. Levy 308-0658 


308-7722 


01/17/97 


306-3421 
308-7725 


Margaret A. Focarino 08/30/96 


Janice A. Howell 308-0530 


305-3594 


09/21/96 


TRANSPORTATION, CONSTRUCTION, AGRICULTURE & NATIONAL SECURITY 


Surface transportation & material handling 


Static structures, closures, machine elements 
& power transmissions, civil engineering, 
connections, hardware & furniture 

Supports & sign exhibiting 


Aeronautics, agriculture, earth moving/working, 
petroleum & mining, plant & animal 
husbandry, butchering, optics, radio wave & 
acoustic wave communication, data processing 
for vehicles, weaponry, nuclear systems & 
national security 


Richard A. Bertsch 308-1134 


308-2177 


09/10/96 


Al Lawrence Smith 308-1020 


305-3597 


02/25/97 


06/27/97 


306-4180 
306-4195 


John F. Terapane, Jr. 12/07/95 


MECHANICAL ENGINEERING, MANUFACTURING AND PRODUCTS 


Amusement and education devices 
Packages, containers, manufacturing 
devices & processes, machine tools 
& hand tools 


Medical instruments, diagnostic 
equipment, treatment devices, 
surgery & surgical supplies 


Thermal & combustion technology, 
motive and fluid power systems, 
textile manufacturing & apparel 
Fluid handling & dispensing 


Ethel Rollins-Cross 308-1078 


305-3579 


John J. Love 308-0873 


305-3139 


Donald G. Kelly 308-0975 


308-7763 


11/22/96 


11/22/96 


{1216 OG 58] 


(12) Identifying Application Correspondence 


With Issue Batch Number 


Applicants or their attorney or agent can facilitate matching 
incoming papers with the corresponding application file by 
indicating the Issue Batch Number on all papers filed in the 
Office after receiving the Notice of Allowance and before the 
time the Issue Fee Receipt is received. 


The Issue Batch Number is printed on the Notice of Allow- 
ance form in Box 4 in the lower left-hand comer below the 


address. The Issue Batch Number consists of a capital letter 
followed by two digits, for example; “A03,” “D18,” “F42,” 
“J79.” Any lower case letters before the Issue Batch Number 
should be ignored since they are the typist’s initials. Use of 
the Issue Batch Numbers is important since the allowed applica- 
tions are filed by these numbers. 


Any paper filed after receiving the Issue Fee Receipt should 
include the indicated patent number rather than the Issue Batch 
Number. At this time in the processing, the Issue Batch Number 
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is no longer useful since the application has been removed 

from the batch at the time the patent number was assigned. 
Jan. 16, 1976 RICHARD J. SHAKMAN 
Assistant Commissioner 
for Administration 


(943 OG 519] 


(13) Post Card Receipt Reminder 

Applicants and the agents are reminded of the provision in 
Section 717.01(a) (now Section 503) of the Manual of Patent 
Examining Procedure relating to the use of post cards as 
“receipts” of papers filed in the Patent Office. 

If a receipt for any paper filed in the Patent Office is desired, 
it may be had by enclosing with the paper a self-addressed 
post card identifying the paper. The Patent Office will stamp 
the receipt date on the card and place it in the outgoing mail. 

The identifying data on the card should be so complete as 
to match the paper with the application or other document to 
which it is to be associated. For example, the document should 
be identified by the applicant’s name(s), Serial No., filing date, 
appeal number, interference number, etc., and the paper should 
be identified by specifying the type thereof, viz, affidavit, 
amendment, appeal, application papers, brief, drawings, fees, 
motions, supplemental oath or declaration, petition, etc. 

When papers for more than one document are filed under a 
single cover a return post card should be attached to the paper 
for each document for which a receipt is desired. 

Nov. 21, 1968 RICHARD A. WAHL 
Assistant Commissioner 


[857 OG 667] 


(14) Acknowledgement of Receipt of a Patent 


or Trademark Application 


When early notification of the serial number of newly filed 
application papers is desired, a stamped, self-addressed post 
card should be submitted with each application. Immediately 
after the mail has been opened in the Patent and Trademark 
Office, the post card will be stamped with both the receipt date 
and the serial number, and then retumed to the addressee. 

Within recent months, hundreds of cards could not be suc- 
cessfully returned because of insufficient postage or incomplete 
or nonexistent forwarding addresses. Accurate and complete 
addresses, including ZIP codes, are necessary to ensure prompt 
acknowledgement of the receipt of patent and trademark appli- 
cations. 

To assist in easy identification once the post card has been 
returned, it is suggested that the post card include applicant’s 
names and title of invention. 

When more than one set of application papers is filed under 
one cover, a return post card should be attached to each set of 
papers for which a receipt is desired. 

July 19, 1982 THERESA A. BRELSFORD 
Acting Assistant Commissioner 
for Administration 


[1021 OG 96} 


(15) Treatment of Correspondence Deposited as 
First Class Mail Pursuant to 37 CFR 1.8 and 


Returned by the U.S. Postal Service 


Due to heightened security concems, effective September 1, 
1996, the United States Postal Service (USPS) is requiring 
that all domestic first-class mail, bearing stamps and weighing 
sixteen ounces, or more, be presented to a retail clerk at a 
USPS office. All such mail that is not presented to a retail 
clerk at a USPS office (e.g., placed in a mailbox) will be 
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returned by the USPS. The USPS has posted notice of this 
requirement on mailboxes. The “Express Mail” service of the 
USPS is not affected. 

37 CFR 1.8 provides that certain correspondence will be 
considered timely filed by the Patent and Trademark Office 
(PTO) if, among other things, it is deposited with the USPS 
by the due date, and includes a certificate of mailing that sets 
forth the date the person signing the certificate reasonably 
expected the correspondence to be mailed. Correspondence 
must be deposited with the USPS as first class mail in compli- 
ance with any and all applicable requirements of the USPS to 
be considered “[dJeposited with the U.S. Postal service” within 
the meaning of 37 CFR 1.8(a)(1)(i)(A). Correspondence pre- 
sented to the USPS in a manner that does not comply with the 
applicable requirements of the USPS is not “[dJeposited with 
the U.S. Postal service” within the meaning of 37 CFR 
1.8(a)(1)(i)(A) and is not entitled to any benefit under 37 CFR 
18 


To alleviate hardships caused by this change in USPS 
requirements, the PTO will treat correspondence returned by 
the USPS because of its size as “[dJeposited with the U.S. 
Postal service” within the meaning of 37 CFR 1.8(a)(1)(i)(A), 
so long as the correspondence was otherwise originally depos- 
ited with the USPS in compliance with 37 CFR 1.8(a)(1)(i) on 
or before December 1, 1996. Returned mailed that is either 
resubmitted to the USPS for delivery, or hand-delivered to the 
PTO, will be stamped by the PTO with the actual date of receipt 
in the PTO. The correspondence will, however, be accorded 
the benefit of any certificate of mailing under 37 CFR 1.8. 

Correspondence mailed after December 1, 1996, and returned 
by the USPS as not mailed in compliance with USPS require- 
ments concerning mail weighing sixteen ounces or more will 
not be entitled to any benefit under 37 CFR 1.8. 

Because this change in USPS requirements does not affect 
the “Express Mail” service of the USPS, it does not affect 
correspondence filed in compliance with 37 CFR 1.10. Persons 
filing correspondence in a manner other than by the procedures 
set forth in 37 CFR 1.8 or 1.10 do so at their own risk. 

Questions concerning this notice should be directed to Senior 
Legal Advisor Robert W. Bahr at (703) 305-9285. 

October 10, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1192 OG 43] 


(16) Waiver of Certificate of Mailing 


Requirement Under 37 CFR 1.10 


The Patent and Trademark Office (PTO) will propose to 
amend 37 CFR 1.10, regarding the “Filing of papers and fees 
by ‘Express Mail’ with certificate” by, among other things, 
deleting the requirement for a “Certificate of Mailing by 
Express Mail” currently necessary to obtain the benefit of the 
date of deposit with the United States Postal Service (U.S.P.S.) 
as the filing date of the paper. 


Background of 37 CFR 1.10 and Rationale for Amendment 


35 U.S.C. § 21 authorizes the Commissioner “by rule [to] 
prescribe that any paper or fee required to be filed in the Patent 
and Trademark Office will be considered filed in the Office 
on the date on which it was deposited with the United States 
Postal Service.” 37 CFR 1.10 was promulgated to implement 
this provision. 

Pursuant to 37 CFR 1.6, papers are stamped with the date 
of receipt in the PTO. An exception is made for papers filed 
in accordance with 37 CFR 1.10, which provides for the filing 
of papers and fees by Express Mail with a certificate. However, 
in order to claim the benefits of 37 CFR 1.10, a party must 
comply with its specific requirements that the papers have the 
number of the Express Mail label placed thereon prior to 
mailing, be properly addressed to the PTO (see “Change of 
Address For Trademark Applications and Trademark Related 
Papers,” 1163 TMOG 80 (June 28, 1994), which waived 37 
CFR 1.10 to the extent that certain trademark related. papers 
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could be addressed to the Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Va. 22202-3513; and 
“Change of Address For Patent Applications and Patent Related 
Papers,” 1173 OG 13 (April 4, 1995), which waived 37 CFR 
1.10 to the extent that patent related papers could be addressed 
to the Assistant Commissioner for Patents, Washington, D.C. 
20231 ), and include a Certificate of Mailing by Express Mail 
which states the date of mailing and is signed by the person 
mailing the papers. 

37 CFR 1.10 was promulgated in response to concerns that 
mail service was sometimes subject to delay and, except for 
hand-delivery, that there was no way to ensure the timely filing 
of time-critical documents with the PTO. “Express Mail” was 
chosen because, among other things, a person other than the 
filer, that is a disinterested third party working for the U.S.P.S., 
enters the date of deposit on the Express Mail label. 

Under the current rule, the filer is required to include a 
Certificate of Mailing by Express Mail, certifying the date of 
deposit as Express Mail. Some papers filed with the PTO, 
although deposited as Express Mail with the U.S.P.S., have 
been denied the filing date of the date of deposit as Express 
Mail because the required Certificate of Mailing by Express 
Mail was omitted or deficient. The lost filing date for a signifi- 
cant number of these papers has resulted in the loss of substan- 
tive rights. For example, a trademark registration may be 
canceled if the required affidavit of continued use or excusable 
non-use is not filed by the end of the sixth year of registration. 
15 U.S.C. § 1058. 

In light of the problematic nature of the requirement for a 
Certificate of Mailing by Express Mail and its apparent redun- 
dancy in purpose, inasmuch as the date of deposit has already 
been entered by a disinterested third party, the PTO will propose 
to delete this requirement from 37 CFR 1.10. 

This notice applies only to correspondence actually received 
(not to papers lost or misplaced by the U.S.P.S.) at the PTO 
via Express Mail Post Office to Addressee service where there 
is a clear indication of the “date in” on the Express Mail label 
by the U.S.P.S. Filers are encouraged to continue the practice 
of placing a Certificate of Mailing by Express Mail on papers 
filed in the PTO by Express Mail since, in some cases, the 
certificate may provide useful evidence. 


Interim Waiver of 37 CFR 1.10 for Documents Filed without 
Certificate of Express Mail 


Because a significant period of time will elapse before any 
final rule change can be promulgated, and because there appears 
to be no harmful consequence to any party, effective as of the 
publication date of this notice, the PTO will, sua sponte, waive 
37 CFR 1.10 to the extent of granting a filing date as of the 
“date in” entered on the Express Mail label by the U.S.P.S. 
employee (unless the “date in” is a Saturday, Sunday or Federal 
holiday within the District of Columbia; see § 1.6(a)) for all 
papers actually received at the PTO via Express Mail, regardless 
of whether the requirement for a Certificate of Mailing by 
Express Mail has been met provided all other requirements of 
37 CFR 1.10 are met. 

For all papers filed prior to the date of this notice, which 
were not in compliance with the Certificate of Mailing by 
Express Mail requirements under 37 CFR 1.10, a petition to 
the Commissioner will be required to request that the date of 
deposit as shown by the “date in” entered on the Express Mail 
label be accorded as the filing date of the paper. The petition 
should include a copy of the Express Mail label showing the 
“date in” entered by the U.S.P.S. employee and a declaration 
attesting to the contents of the envelope to which the Express 
Mail label was attached. See 37 CFR 1.183 or 2.146. 


Summary 


In summary, the PTO is waiving, sua sponte, the requirement 
of 37 CFR 1.10 for a Certificate of Mailing by Express Mail and 
will propose to amend 37 CFR 1.10 to delete the requirement for 
a Certificate of Mailing by Express Mail. This waiver becomes 
effective upon the publication of this notice. For all documents 
filed by Express Mail prior to this notice, but not in compliance 
with the Certificate of Mailing by Express Mail requirement, 
a petition to the Commissioner under either 37 CFR 1.183 or 
2.146 must be filed to request that the date of deposit as shown 
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by the “date in” entered on the Express Mail label be accorded 
as the filing date of the paper. 


PHILIP G. HAMPTON, II 
Assistant Commissioner 


for Trademarks 


EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 
for Patents 


{1174 OG 92] 


(17) Interim Waiver of 37 C.F.R. § 1.163(b) 
for Two Copies of a Specification 


of an Application for a Plant Patent 


The Patent and Trademark Office (PTO) is sua sponte 
waiving 37 C.F.R § 1,163(b) to no longer require two copies 
of a specification for an application for a plant patent. The 
reason for this waiver is that the PTO intends to amend 37 
C.F.R. § 1.163(b) to eliminate this requirement. 

Because a significant period of time will elapse before any 
final rule change can be promulgated, effective as of the publi- 
cation date of this notice, the PTO will, sua sponte, waive 37 
C.F.R. § 1.163(b) to the extent that two copies of the specifica- 
tion of a plant patent application are no longer required. 


Background of 37 C.F .R. § 1.163(b) and Rationale for Amend- 
ment 


Under the existing rule, two copies of the specification, 
including the claim, of an application for a plant patent are 
required. The reason for this requirement was so that one copy 
of the application could be forwarded to the Agricultural 
Research Service of the Department of Agriculture where nec- 
essary for examination of the application. However, the Office 
seldom requests the assistance of the Department of Agriculture 
in the examination of plant patent applications and the duplicate 
copies of the specification are removed from the application 
file and stored separately. In the unusual situation where the 
duplicate copy of the specification required by 37 C.F.R. 
1.163(b) has not been provided, plant patent examiners have 
not been requiring a duplicate copy and, instead, have been 
making the required copy. If the requirement for two copies 
is eliminated, and the Office desires the assistance of the Depart- 
ment of Agriculture, the Office will make the required duplicate 
copy. The elimination of the duplicate copy requirement will 
reduce the burden on plant patent applicants in filing an applica- 
tion for a plant patent. Furthermore, by elimination of this 
requirement, the storage space required for plant patent applica- 
tions will be reduced, since the Office will no longer have 
to store duplicate copies. Any duplicate copies of the plant 
application specification submitted after the publication date 
of this notice or that are currently being stored by the Office 
may be discarded. 

This change in practice does not effect the number of color 
drawings or color photographs that are required for a plant 
patent application. Two copies of color drawings or color photo- 
graphs continue to be required for processing of a plant patent 
application. 37 C.F.R. 1.165(b). One of the two copies of the 
drawings is placed in the application file and is used during 
prosecution of the application, including printing of the patent. 
The second copy is used in the interference files, where it is 
also available to be sent to the Department of Agriculture, 
should the need arise. The second copy is also available for 
use by the printer in the event that the first copy is lost or 
damaged. 

If there are any questions or comments about this change in 
practice, they should be forwarded to Karin Tyson, Senior 
Legal Advisor, by facsimile at (703) 308-6916, by telephone 
at (703) 305-9285, or by e-mail at karin.tyson@uspto.gov. 


July 1, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 


Patent Policy and Projects 


{1213 OG 109} 
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(18) Interim Waiver of 37 C.F.R. § 1.84(b)(1) 
for Petitions to Accept Black and White 
Photographs and Advance Notice of 


Change to M.P.E.P. § 608.02 


The Patent and Trademark Office (PTO) is sua sponte 
waiving 37 C.F.R. § 1.84(b)(1) to the extent that a petition and 
petition fee are no longer required in order to accept black and 
white photographs in lieu of drawings. The reason for this 
waiver is that the PTO intends to amend 37 C.F.R. § 1.84(b)(1) 
to eliminate the requirement for a petition and petition fee. 

Because a significant period of time will elapse before any 
final rule change can be promulgated, effective as of the publi- 
cation date of this notice, the PTO will, sua sponte, waive 37 
CF.R. § 1.84(b)(1) to the extent that a petition and petition 
fee are no longer required for acceptance of black and white 
photographs in applications that are pending as of the publica- 
tion date of this notice or any applications filed thereafter. If 
an Office action has been mailed which requires a petition 
under 37 C.F.R. § 1.84(b)(1) and/or a petition fee, an acceptable 
reply to the Office action would be a reference to this notice 
and a request that the requirement be withdrawn. However, 
any petition fees set forth in 37 C.F.R. § 1.17(i) which were 
paid prior to the publication date of this notice will not be 
refunded, since they were required at the time they were paid. 
A fee authorized to be charged to a deposit account is considered 
to have been paid on the date the paper with the authorization 
was filed. Any petition fees set forth in 37 C.F.R. § 1.17(i) 
paid or authorized to be paid after the publication date of this 
notice will not have been required at the time the fees were 
paid or authorized and may be refunded. See 37 C.F.R. § 
1.26(a). Manual of Patent Examining Procedure, Section 608.02 
will be amended consistent with this Notice. 


Background of 37 C.F .R. § 1.84(b)(1) and Rationale for Amend- 
ment 


Currently, under 37 C.F.R. § 1.84(b)(1), the PTO will accept 
black and white photographs in utility and design patent appli- 


cations in lieu of drawings upon the granting of a petition to 
accept the photographs. However, petitions under 37 C.F.R. § 
1.84(b)(1) do not serve a usefulpurpose in the examination 
process and therefore unnecessarily delay the issuance of 
patents containing black and white photographs. As noted in 
“Interim Waiver of 37 C.F.R. 1.84(b)(1) for Petitions to Accept 
Black and White Photographs Filed with Only One Set of 
Photographs,” 1211 O.G. 34 (June 9, 1998), the PTO can now 
process black and white photographs for design and utility 
applications in the same manner as drawings for design and 
utility applications. Since the special handling process has been 
eliminated, a petition is no longer necessary. In addition, the 
requirement for a petition for black and white photographs as 
set forth in 37 C.F.R. § 1.84(b)(1) does not address when black 
and white photographs are acceptable in an application instead 
of drawings. Manual of Patent Examining Procedure (MPEP), 
section 608.02, states that the photographs or photomicrographs 
“must show the invention more clearly than they can be done 
by India ink drawings,” but 37 C.F.R § 1.84(b)(1) does not 
include this language. Accordingly, petitions under 37 C.F.R. 
§ 1.84(b)(1) are grantable if the petition fee set forth in 37 
C.F.R. § 1.17(i) is included and the photographs are either 
properly mounted or on double weight photographic paper, 
even though photographs may not be acceptable instead of 
drawings in that application because the subject matter is 
capable of illustration by a drawing. See 37 C.F.R. § 1.81(c). 
For example, a photograph of a syringe would not be acceptable 
if the syringe is capable of being drawn. In addition, the require- 
ment of a petition to accept black and white photographs leads 
to delays in issuance of patents containing photographs 
(increases the cycle time of applications with photographs) 
and misuses valuable resources for several reasons. First, the 
petitions take time to decide, which adds to the processing time 
of applications with black and white photographs. Second, an 
added delay is caused by the practice of applicants first filing 
petitions under 37 C.F.R. § 1.84(b)(1) while applications are 
being prepared for issuance and are no longer in the Technology 
Centers, where such petitions are decided, which requires appli- 
cations with the petition and photograph(s) to be returned to 
the Technology Centers for treatment of the petitions. For these 
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(18) 
reasons, the requirement of 37 C.F.R. § 1.84(b)(i) for a petition 
and petition fee should be eliminated. 

This change in procedure should not change the number 
of applications in which photographs are filed. Photographs 
continue to be acceptable only in applitations in which the 
invention is not capable of being illustrated in an ink 
drawing or where the invention is shown more clearly in 
a photograph. For example, photographs or photomicrographs 
of electrophoresis gels, blots, e.g., immunological, western, 
Southem, and northerm, autoradiographs, cell cultures (stained 
and unstained), histological tissue cross sections (stained and 
unstained), animals, plants, in vivo imaging, thin layer chroma- 
tography plates, crystalline structures, metallurgical microstruc- 
tures, textile fabrics, grain structures, and omamental effects 
continue to be acceptable. 

If a photograph that is filed in an application shows an 
invention which is capable of illustration, the examiner will, 
pursuant to 37 C.F.R. § 1.81(c) and/or 37 C.F.R. § 1.83(c), 
require a drawing of the subject matter. For example, 
syringes are capable of being drawn and drawings would gener- 
ally demonstrate the details thereof more clearly (for example, 
cross hatching can be included to show the materials used). If 
a photograph (or a copy of a photograph) of a syringe is filed 
with the application, the examiner should require a drawing in 
lieu of the photograph. If the subsequently submitted drawing 
contains new matter, however, the examiner will not approve 
entry of the drawing, so applicants should be careful when 
initially submitting photographs instead of drawings. See MPEP 
608.02(h) and 608.04. (The issue of new matter can also arise 
if a poor quality photograph or a photocopy of a photograph 
which is a poor reproduction is originally submitted and a better 
quality or the original photograph is later submitted and shows 
details beyond that shown in the photograph or photocopy that 
was originally submitted.) 

It is noted that this change in procedure only applies to black 
and white photographs for utility and design applications. The 
current reouirements for petitions for color drawings or color 
photograpns are not affected. Color drawings and color photo- 
graphs require special handling in the Office and the require- 
ment for a petition is one mechanism for ensuring that these 
applications are properly processed. Thus, a petition, petition 
fee, and a reference in the specification continue to be necessary 
in design and utility applications for color drawings or color 
photographs to be accepted under 37 C.F.R. § 1.84(a)(2). 

If there are any questions or comments about this change in 
practice, they should be forwarded to Karin Tyson, Senior 
Legal Advisor, by facsimile at (703) 308-6916, by telephone 
at (703) 305-9285, or by e-mail at karin.tyson@uspto.gov. 
July 1, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commisioner for 
Patent Policy and Projects 


{1213 OG 108] 


(19) Interim Waiver of 37 C.F.R. § 1.84(b)(1) for 
Petitions to Accept Black and White Photographs 


Filed with Only One Set of Photographs 


The Patent and Trademark Office (PTO) is sua sponte 
waiving 37 C.F.R. § 1.84(b)(1)(ii) to the extent that only a 
single set of black and white photographs need be submitted 
with a petition to accept black and white photographs in lieu 
of drawings. The reason for this waiver is that the PTO intends 
to amend 37 C.F.R. § 1.84(b)(1) to reduce the requirement for 
the submission of three (3) sets of black and white photographs, 
as part of a petition to accept the photographs, to one set of 
black and white photographs as a result of patent printing 
process changes. 


Because a significant period of time will elapse before any 
final rule change can be promulgated, effective as of the publi- 
cation date of this notice, the PTO will, sua sponte, waive 37 
C.F.R. § 1.84(b)(1)(ii) to the extent that the submission of a 
single set (as opposed to three sets) of black and white photo- 
graphs will be considered acceptable upon the filing a petition 
under 37 C.F.R. § 1.84(b)(1). 
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Background of 37 C.F .R. § 1.84(b)(1) and Rationale for Amend- 
ment 


Under the existing rule, the PTO will accept black and white 
photographs in utility and design patent applications in lieu of 
drawings upon the granting of a petition to accept the photo- 
graphs. The petition must include the fee set forth in 37 C.F.R. 
§ 1.17(i) and three (3) sets of photographs. 


Until just recently, PTO processing of black and white photo- 
graphs for utility and design applications required three sets 
of photographs. One of the three sets of photographs was 
retained in the application file as part of the official file record 
so it could be used during the examination process. The second 
and third sets of photographs were used when the application 
was being prepared for publication as a patent. At that time, 
the first set of photographs was used for optical scanning to 
create a scanned version of the photograph for the patent pub- 
lishing database, and a special handling process would begin 
with the separate creation of three sets of headers. A header 
contains the patent number, issue date, and drawing sheet 
number. The three sets of headers were respectively applied 
to each sheet of each set of photographs. The second set of 
photographs was forwarded to the Patent and Trademark Copy 
Sales (PTCS) Office for use by PTCS as a master set for creating 
additional copies of the photographs when patent copies were 
sold to the public and the public requested that the copies be 
made from the original photograph(s) rather than the published 
patent. The third set of photographs was used in the official 
patent grant which was sent to the patentee. This special han- 
dling process for the headers of the photographs was disruptive 
to the normal publication process and added to the overall time 
for issuing patents. The more modern Office processing of 
drawings for utility and design applications now requires only 
a single set of formal drawings. When an application is allowed, 
the set of drawings in the application file is optically scanned 
and the images are stored in a patent publishing database. 
Copies of the drawings generated from the patent publishing 
database include the appropriate patent header information and 
are acceptable for all uses, including the preparation of Official 
Gazette notices, printed patents for the search rooms, and for 
sales by the PTCS Office, as well as for the original patent 
grant sent to the patentee. 


Scanning of black and white photographs now results in 
sufficient image quality that the special handling process 
described above is no longer necessary. Accordingly, the PTO 
can now process black and white photographs for design and 
utility applications in the same manner as drawings for design 
and utility applications. Therefore, the second and third sets 
of black and white photographs are no longer needed. 


This change in procedure will eliminate a time consuming 
special handling process and should enable applications with 
black and white photographs to be issued as patents more 
quickly. Furthermore, since the second and third sets of black 
and white photographs are no longer necessary, applicants will 
avoid the expense associated with the preparation and supplying 
of the two extra sets of black and white photographs. 

It is noted that this change in procedure only applies to black 
and white photographs for utility and design applications and 
the current requirements for color drawings or photographs are 
not affected. Thus, three sets of color photographs continue to 
be necessary for design and utility applications in which a 
petition under 37 C.F.R. § 1.84(a)(2) has been granted. Further- 
more, two sets of color photographs for plant patent applications 
continue to be required. 


If there are any questions or comments about this change in 
practice, they should be forwarded to Karin Tyson, Senior 
Legal Advisor, by facsimile at (703) 308-6916, by telephone 
at (703) 305-9285, or by e-mail at karin.tyson@uspto.gov. 


May 1, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 


Patent Policy and Projects 


[1211 OG 34] 
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(20) Information in Oath/Declaration 

Necessary to Identify the Specification 
for an Application filed under 35 USC 111 
in Accordance with 37 CFR 1.63 


This notice supersedes the previous notice published at 1035 
Off. Gaz. Pat. Office 3 on September 12, 1983, and is intended 
to make it easier for an applicant(s) to comply with the identifi- 
cation requirement of 37 CFR 1.63. 

37 CFR 1.63 requires that an oath or declaration identify 
the specification to which it is directed. The declaration form 
suggested by the Office includes spaces for filling in the names 
of the inventors, title of invention, application number, filing 
date, foreign priority application information and United States 
priority application information. While this information should 
be provided, it is not essential that all of these spaces be filled 
in order to adequately identify the specification in compliance 
with 37 CFR 1.63(a)(2). 

The following combinations of information supplied in an 
oath or declaration filed on the application filing date with a 
specification are acceptable as minimums for identifying a 
specification and compliance with any one of the items below 
will be accepted as complying with the identification require- 
ment of 37 CFR 1.63: 


(1) name of inventor(s), and reference to an attached specifi- 
cation which is both attached to the oath or declaration at the 
time of execution and submitted with the oath or declaration 
on filing; 

(2) name of inventor(s), and attommey docket number which 
was on the specification as filed; or 

(3) name of inventor(s), and title which was on the specifica- 
tion as filed. 


Filing dates are now granted on applications filed without 
an oath or declaration in compliance with 37 CFR 1.63, the 
oath or declaration being filed later with a surcharge. The 
following combinations of information supplied in an oath or 
declaration filed after the filing date are acceptable as mini- 
mums for identifying a specification and compliance with any 
one of the items below will be accepted as complying with the 
identification requirement of 37 CFR 1.63: 


(1) name of inventor(s), and application number (consisting 
of the series code and the serial number; e.g.,08/123,456); 

(2) name of inventor(s), serial number and filing date; 

(3) name of inventor(s) and attorney docket number which 
was on the specification as filed; 

(4) name of inventor(s), title which was on the specification 
as filed and filing date; 

(5) name of inventor(s), title which was on the specification 
as filed and reference to an attached specification which is both 
attached to the oath or declaration at the time of execution and 
submitted with the oath or declaration; or 

(6) name of inventor(s), title which was on the specification 
as filed and accompanied by acover letter accurately identifying 
the application for which it was intended by either the applica- 
tion number (consisting of the series code and the serial number, 
e.g.,08/ 123,456), or serial number and filing date. Absent any 
statement(s) to the contrary, it will be presumed that the applica- 
tion filed in the PTO is the application which the inventor(s) 
executed by signing the oath or declaration. 


Any specification that is filed attached to an oath or declara- 
tion on a date later than the application filing date will not be 
compared with the specification submitted on filing. Absent 
any statement(s) to the contrary, the “attached” specification 
will be presumed to be a copy of the specification and any 
amendments thereto which were filed in the Office in order to 
obtain a filing date for the application. 

Any variance from the above guidelines will only be consid- 
ered upon the filing of a petition for waiver of the rules under 
37 CFR 1.183 accompanied by a petition fee (37 CFR 1.17(h)). 

Further, an oath or declaration attached to a cover letter 
referencing an incorrect application may not become associated 
with the correct application and, therefore, could result in the 
abandonment of the correct application. 

Supplemental oaths or declarations in accordance with 37 
CFR 1.67 will be required in applications in which the oaths 
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or declarations are not in compliance with the other require- 
ments of 37 CFR 1.63 but contain sufficient information to 
identify the specifications to which they apply as detailed above. 

A copy, such as a photocopy or facsimile transmission, of 
an originally executed oath or declaration is acceptable and 
may be filed. In the event that a copy of the original is filed, 
the original should be retained as evidence of authenticity. If 
a question of authenticity arises, the Patent and Trademark 
Office may require submission of the original. See 37 CFR 
1.4(d)(2). 

See MPEP § 1896 for the identification requirements for a 
declaration filed in a U.S. national stage application filed under 
35 USC 371. 

These changes will appear in MPEP § 601.01 in the next 
revision of the Manual. 


July 13, 1995 STEPHIN G. KUNIN 
Deputy Assistant Commissioner 


for Patent Policy and Projects 


[1177 OG 60) 
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This notice is intended to supplement the discussion set forth 
in the Official Gazette Notice published at 893 Official Gazette 
810 entitled “Status Inquires” (Dec. 21, 1971). 

It has come to the attention of the Patent and Trademark 
Office (PTO) that its employees may have improperly released 
confidential information concerning pending applications. Spe- 
cifically, issue date and patent number information assigned 
to pending applications may have been improperly released. 

No information concerning pending or abandoned patent 
applications (except reissue applications and reexamination 
proceedings) may be given to the public by the PTO without 
the authorization of the applicant or the assignee or attommey 
or agent of record. 35 USC § 122 and 37 CFR § 1.14. Other 
exceptions are specified at 37 CFR § 1.14. 

However, PTO employees will release information on the 
status of patent applications to the applicant or assignee or 
attorney or agent of record if the identity of the requestor can 
be adequately verified as set forth below. 

Telephonic status inquiries should continue to be directed 
to the PTO clerical personnel. The PTO clerical personnel will 
obtain the caller’s full name, the application serial number and 
the caller’s telephone number. The PTO clerical personne! will 
ask the caller if there is an attomey or agent of record. 

If there is an attomey or agent of record, the PTO clerical 
personnel will ask for his/her registration number. If the regis- 
tration number is not known, the PTO clerical personnel will 
ask for the name of the attorney or agent of record. The PTO 
clerical personnel will inform the caller that an attorney or 
agent of record will be called after verification of his/her identity 
and that the requested status information conceming the appli- 
cation will be released to that attomey or agent. 

If there is no attorney or agent of record, the PTO clerical 
personnel will ask the caller why he/she is entitled to informa- 
tion concerning the application. If the caller identifies himself/ 
Herself as an applicant or an authorized representative of the 
assignee of record, the PTO clerical personnel will ask for 
the correspondence address of record. Then, the PTO clerical 
personnel will inform caller that his/her association with the 
application must be verified before any information concerning 
the application can be released, and that he/she will be called 
back. If the caller indicates that he/she is not an applicant or 
an authorized representative of the assignee of record, the PTO 
clerical personnel will inform caller that no information con- 
cerning that application will be released. 

The PTO clerical personnel will then verify the identity of 
any caller claiming to be associated with the application by 
checking the Patent Application Locating and Monitoring 
(PALM) system or the application file. 

If an attorney or agent is of record in the application, the 
PTO clerical personnel will release the status information con- 
cerning the application by calling the attorney’s or agent’s 
telephone number obtained from PALM or the application file. 


Handling of Status Inquiries 
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If the applicant or an authorized representative of the assignee 
of record requests information, and there is no attorney or agent 
of record and the correspondence of record has been verified, 
the PTO clerical personnel will release the status information 
to the caller using the telephone number given by the caller. 
If the caller’s association with the application cannot be veri- 
fied, no information conceming the application will be released. 
However, the caller should be informed that the caller’s associa- 
tion with the application could not be verified. 

In handling an in-person status request, PTO clerical per- 
sonnel will ask the requester to wait while verifying their identi- 
fication as set forth above. 
May 14, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 

of Patents and Trademarks 


[1115 OG 17) 


(22) Patent Assistance Center 

In an effort to support the reengineering of the patent process 
at the Patent and Trademark Office (PTO) (see Official Gazette 
Notice entitled “Reengineering the Patent Process” at 1187 Off. 
Gaz. Pat. Office 37 (June 11, 1996)), the PTO is piloting a 
Patent Assistance Center to provide enhanced telephone service 
to patent customers. This pilot is the PTO’s first step toward 
providing a “one-stop service.” During the pilot, the Patent 
Assistance Center will be housed within the current General 
Information Services Division (GISD) located in Crystal Plaza 
3, Room 2C02. Questions and inquires regarding technical 
assistance on patent applications that are beyond the scope/ 
purview of the General Information Services Division will be 
answered by the Patent Assistance Center. Questions specific 
to a pending patent application will be directed to the assigned 
examiner. The Patent Assistance Center will be staffed by a 
highly qualified, experienced, and customer friendly personnel. 
Customers may contact the Patent Assistance Center from 8:30 
a.m. to 5:00 p.m. EST by dialing GISD at 1-800 PTO-9199 
or (703) 308-HELP. 

The Patent Assistance Center will utilize a state-of-the-art 
telecommunications/PC integration system. This system will 
be used to gather data on customers’ most frequently asked 
questions. These questions will be analyzed and an informa- 
tional database will be developed to quickly provide answers. 
Customer Feedback Cards will be randomly sent to callers 
requesting feedback on their satisfaction with the products and 
services received. 


Point of Contact for this Notice: 


Name: Stuart S. Levy 
Telephone Number: (703) 308-1295 
Fax Number: (703) 305-3594 


June 6, 1996 FRED SCHMIDT, Director 


Office of Strategic Planning and 
Patent Reengineering 


[1188 OG 124] 

(23) Federal Government Holidays, 1996 
Monday, January | New Year’s Day 
Martin Luther King, Jr.’s Birthday 
Presidents’ Day 

Memorial Day 

Independence Day 

Labor Day 

Columbus Day 


Monday, January 15 
Monday, February 19 
Monday, May 27 
Thursday, July 4 
Monday, September 2 
Monday, October 14 
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Monday, November 11 
Thursday, November 28 
Wednesday, December 25 


Veterans’ Day 
Thanksgiving Day 
Christmas Day 


[1184 OG 108] 


(24) Closing of Patent and Trademark Office 


on Monday, Jan. 26, 1987 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 
politan area, including the Patent and Trademark Office, on 
Jan. 26, 1987, the Patent and Trademark Office will consider 
Jan. 26, 1987, a “federal holiday within the District of 
Columbia” under 35 U.S.C. § 21. Any action or fee due that 
day will be considered as timely for the purpose of, e.g., 35 
U.S.C. §§ 119, 133 and 151, if the action is taken, or fee paid, 
on Jan. 27, 1987. 


Jan. 28, 1987 DONALD W. PETERSON 
Acting Assistan’ Secretary 
ard Commissioner of Patents 


and Trademarks 


{1075 OG 29] 


(25) Closing of Patent and Trademark Office 


on Monday, Feb. 23, 1987 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 
politan area, including the Patent and Trademark Office, on 
Feb. 23, 1987, the Patent and Trademark Office will consider 
Feb. 23, 1987, a “federal holiday within the District of 
Columbia” under 35 U.S.C. 21. Any action or fee due that day 
will be considered as timely for the purposes of, e.g., 35 U.S.C. 
119, 133 and 151, if the action is taken, or fee paid, on Feb. 
24, 1987. 


Feb. 27, 1987 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 


and Trademarks 


[1098 OG 548} 


(26) Closing of the Patent and Trademark Office 


on Friday, Jan. 20, 1989 


In view of the fact that Federal and District of Columbia 
government offices in Washington, D.C. metropolitan area, 
including the Patent and Trademark Office were officially 
closed on Jan. 20, 1989, the Patent and Trademark Office 
will consider Jan. 20, 1989, a “holiday within the District of 
Columbia” under 35 U.S.C. 21. Any action or fee due that day 
will be considered as timely for the purposes of e.g. 35 U.S.C. 
§§ 119, 133 and 151, if the action is taken, or fee paid, on Jan. 
23, 1989. Papers deposited in U.S. Department of Commerce 
District Offices on Jan. 20, 1989, will similarly be considered 
timely for the purposes of 35 U.S.C. §§ 119, 133 and 151. 
Jan. 6, 1989 DONALD J. QUIGG 

Assistani Secretary and 
Commissioner of Patents 
and Trademarks 


[1098 OG 548] 


OFFICIAL GAZETTE 


January 5, 1999 
(27) Closing of Patent and Trademark Office 
on Thursday, January 20, 1994 
and Friday, February 11, 1994 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 
politan area, including the Patent and Trademark Office, on 
January 20, 1994 and February 11, 1994, the Patent and Trade- 
mark Office will consider each of those days a “federal holiday 
within the District of Columbia” under 35 U.S.C. § 21. Any 
action or fee due on either of those days will be considered as 
timely for the purpose of, e.g., 35 U.S.C. §§ 119, 133 and 151, 
if the action is taken, or fee paid, on the next succeeding 
business day on which the Patent and Trademark Office was 
open (i.e., Friday, January 21, 1994, and Monday, February 
14, 1994, respectively). 
March 10, 1994 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1161 OG 12] 


(28) Closing of the Patent and Trademark Office on 
Wednesday, April 27, 1994 


In view of the fact that Federal government offices in the 
Washington, D.C. metropolitan area, including the Patent and 
Trademark Office, were officially closed on April 27, 1994, 
the day proclaimed by President Clinton as a National Day of 
Mourning, the Patent and Trademark Office will consider April 
27, 1994 a “holiday within the District of Columbia” under 35 
U.S.C. § 21. Any action or fee due that day will be considered 
as timely for the purposes of e.g., 35 U.S.C. §§ 119, 133 and 
151, if the action is taken, or fee paid, on April 28, 1994. 
May 2, 1994 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1162 OG 104] 


(29) Closing of the Patent and Trademark Office 
on Monday, January 8, 1996 through 


Wednesday, January 10, 1996 


In view of the official closing of the Federal government 
offices in the Washington, D.C. metropolitan area, including 
the Patent and Trademark Office, on Monday, January 8, 1996 
through Wednesday, January 10, 1996, the Patent and Trade- 
mark Office will consider each of those days, a “federal holiday 
within the District of Columbia” under 35 U.S.C. § 21 and 37 
C.F.R. §§ 1.6, 1.7 and 1.10. Any action or fee due on any of 
those days will be considered as being timely filed if the action 
is taken, or the fee paid, on the next succeeding business day 
on which the Patent and Trademark Office was open, that is, 
Thursday, January 11, 1996. 
January 24, 1996 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1183 OG 59] 


(30) Closing of the Patent and Trademark Office 


on Friday, January 12, 1996 


In view of the official closing of the Federal government 
offices in the Washington, D.C. metropolitan area, including 
the Patent and Trademark Office, on Friday, January 12, 1996, 
the Patent and Trademark Office will consider January 12, 
1996, a “federal holiday within the District of Columbia” under 
35 U.S.C. § 21 and 37 C.F.R. §§ 1.6, 1.7 and 1.10. Any action 
or fee due on that day will be considered as being timely filed 
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if the action is taken, or the fee paid, on the next succeeding 
business day on which the Patent and Trademark Office was 
open, that is, Tuesday, January 16, 1996 (Monday, January 
15, 1996, was a federal holiday, Martin Luther King, Jr’s. 
Birthday). 
January 24, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1183 OG 60] 


(31) Closing of the Patent and Trademark Office 


on Friday, December 26, 1997 


In view of the official closing of the Federal government 
offices, including the Patent and Trademark Office, on Friday, 
December 26, 1997, by Executive order of the President, the 
Patent and Trademark Office will consider December 26, 1997, 
as a “Federal holiday within the District of Columbia” under 
35 U.S.C. § 21 and 37 C.F.R. §§ 1.6, 1.7 and 1.9. Any action 
or fee due on that day will be considered as timely for the 
purposes of, e.g., 35 U.S.C. 119, 120, 133 and 151, if the action 
is taken, or the fee paid, on the next succeeding business day 
on which the Patent and Trademark Office is open, that is, 
Monday, December 29, 1997. 

37 C.F.R. § 1.6(a)(2) provides that correspondence deposited 
as Express Mail in accordance with 37 C.F.R. § 1.10 will be 
considered filed on the date of its deposit. This will occur even 
though the date of deposit date is a Saturday, Sunday or Federal 
holiday within the District of Columbia. 

Information regarding whether or not the Office is officially 
closed on any particular day may be obtained by calling 1- 
800-786-9199 or 703-308-4357. 
December 18, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1206 OG 650} 


(32) Filing of Papers During Unscheduled Closings 
of the Patent and Trademark Office 


When the Patent and Trademark Office is officially closed by 
Executive Order of the President or by the Office of Personnel 
Management for an entire day because of some unscheduled 
event, such as adverse weather conditions, the Patent and Trade- 
mark Office will consider that day as a “federal holiday within 
the District of Columbia” under 35 U.S.C. § 21. Any action 
or fee due that day will be considered as timely for the purposes 
of, e.g., 35 U.S.C. §§ 119, 133 and 151, if the action is taken, 
or fee paid, on the next succeeding business day on which the 
Patent and Trademark Office is open. 

When the Patent and Trademark Office is open for business 
during any part of a business day between 8:30 a.m. and 5:00 
p.m., papers are due on that day even though the Office may 
be officially closed for some period of time during the business 
day because of an unscheduled event. The procedures of 37 
CFR 1.8 or 1.10 may be used, as appropriate, for the filing of 
papers. On any day the Office is open for at least part of the 
day, papers may also be deposited up to midnight in any boxes 
which are provided by the Patent and Trademark Office under 
37 CFR 1.6(c). 


Information regarding whether or not the Office is officially 
closed on any particular day may be obtained by calling (703)- 
557-INFO. 


Nov. 18, 1988 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 


and Trademarks 
[1097 OG 53] 
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(33) Iraqi Sanctions Regulations 
On January 18, 1991, the Department of the Treasury, Office 
of Foreign Assets Control (OFAC), published the Iraqi Sanc- 
tions Regulations (Regulations) (31 CFR Part 575). 56 Fed. 
Reg. 2112. The regulations implement Executive Orders 12722 
(August 2, 1990) and 12724 (August 9, 1990) relating to certain 
property and transactions in which the Government of Iraq and 
persons in Iraq may have an interest. 


It appears that the provisions of the Executive Orders and 
Regulations prohibit transactions relating to the filing or prose- 
cution of applications for patents or for registration of trade- 
marks, where an Iraqi interest is involved. The prohibited 
transactions, however, may be authorized by a specific license 
issued pursuant to the proceedures described in Section 575.801 
of Subpart H of the Regulations. 


This notice is intended to alert practitioners and applicants 
to the prohibitions which may apply to matters before the Patent 
and Trademark Office, (PTO) if Iraqi interests are involved. 
This notice is further intended to advise that where such interests 
or potential interests come to the attention of the PTO, an 
appropriate specific license from OFAC may be required. 
Jan. 29, 1991 HARRY F. MANBECK, Jr. 

Commissioner of Patents 

and Trademarks 


[1123 OG 37) 


(34) United States Postal Service Interruption and 


Emergency in South Florida 


The United States Postal Service (USPS) has informed the 
Patent and Trademark Office (PTO) that an interruption in its 
service in South Florida was caused by Hurricane Andrew. 
Normal postal delivery and collection operations of the USPS 
were impacted by Hurricane Andrew throughout South Florida 
to varying degrees from Aug. 23, 1992, through Sept. 12, 1992. 
By Sept. 12, 1992, the USPS restored delivery and collection 
operations to all of South Florida with the exception of Home- 
stead. 


The PTO is designating the interruption in the service of the 
USPS in South Florida and the overall destruction caused by 
Hurricane Andrew as a postal service interruption and an emer- 
gency within the meaning of 35 U.S.C. 21(a). Any request to 
accept a paper or fee delayed by the Hurricane Andrew emer- 
gency should be directed to Jeffrey V. Nase, Director, Office 
of Petitions, (703) 305-9285, PK2-913, for patent-related mat- 
ters and to Lynne G. Beresford, Trademark Legal Adminis- 
trator, (703) 305-9464, Pk2-910, for trademark-related matters. 
Oct. 7, 1992 DOUGLAS B. COMER 

Acting Assistant Secretary and Acting 
Commissioner of Patents and Trademarks 


[1144 OG 8] 


(35) UNITED STATES POSTAL SERVICE 
INTERRUPTION and EMERGENCY 


IN LOS ANGELES 


The January 17, 1994, Los Angeles earthquake has caused 
a service interruption in United States Postal Service (USPS) 
in the greater Los Angeles area. Normal postal delivery and 
collection operations of the USPS were impacted by the earth- 
quake throughout the greater Los Angeles area to varying 
degrees from January 17, 1994, through January 21, 1994. 


The Patent and Trademark Office (PTO) is designating the 
interruption in the service of the USPS in the greater Los 
Angeles area and the overall destruction caused by the earth- 
quake as a postal service interruption and an emergency within 
the meaning of 35 U.S.C. 21(a). Any request to accept a paper 
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or fee delayed by this emergency should be directed to Jeffrey 
V. Nase, Director, Office of Petitions, (703) 305-9285, PK3- 
704, for patent-related matters, and to Lynne G. Beresford, 
Trademark Legal Administrator, (703) 305-9464, PK2-910, for 
trademark-related matters. 
February 9, 1994 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1160 OG 39) 


(36) United States Postal Service Interruption and 


Emergency in the State of California 


A service interruption in United States Postal Service (USPS) 
in the state of California occurred on June 29, 1999, due to 
the action the UNABOM Bomber. The USPS will maintain 
heightened security procedures for mail originating in the State 
of California. These procedures will be in effect until further 
notice and are as follows: 


Mail destined for California is not affected by these proce- 
dures. 


For Express Mail, Priority Mail, First-Class Mail, interna- 
tional air mail and military mail items weighing less than 12 
ounces, normal collection, distribution, and transportation will 
remain in effect. 


Mail weighing 12 ounces or more which has been placed 
into California collection boxes will be returned to the sender. 
Postal Service window clerks will not accept Express Mail, 
Priority Mail, First-Class Mail, international air mail or military 
mail weighing 12 ounces or more. 


Postal Service marketing and sales managers will work with 
known shippers to accept mail pieces weighing 12 ounces or 
more, but this mail will not be transported on scheduled pas- 
senger airlines. 


Parcel post and international surface mail originating Cali- 
fornia are not affected by these procedures. 


The Patent and Trademark Office (PTO) is designating the 
interruption in the service of the USPS in the state of California 
caused by the UNABOM bomber as a postal service interruption 
and an emergency within the meaning of 35 U.S.C. 21(a). Any 
request to accept a paper or fee delayed by this emergency 
should be directed to Jeffrey V. Nase, Patent Legal Adminis- 
trator, (703) 305-9285, PK1-520, for patent-related matters, 
and to Lynne G. Boresford, Trademark Legal Administrator, 
(703) 308-8900, 10B10 ST, for trademark-related matters. 
June 30, 1995 L. J. GOFFNEY for 

BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1176 OG 74) 


(37) 


United States Postal Service Emergency 
in the State of California Terminated 


The service interruption in United States Postal Service 
(USPS) in the State of California that occurred on June 29, 
1995, due to the action of the UNABOM bomber, caused 
the USPS to maintain heightened security procedures for mail 
originating in the State of California. Currently there are no 
extraordinary restrictions being placed on Express Mail origi- 
nating in the State of California. Therefore, the Patent and 
Trademark Office (PTO) is terminating the postal service inter- 
ruption and emergency declared in the Official Gazette Notice 
entitled “United States Postal Service Interruption and Emer- 
gency in the State of California”, 1176 Off. Gaz. Pat. Office 
74 (July 18, 1995). Any questions regarding this Notice should 
be directed to Jeffrey V. Nase, Patent Legal Administrator, 
(703) 305-9285, PK1-520, for patent-related matters, and to 


OFFICIAL GAZETTE 


January 5, 1999 


Lynne G. Beresford, Trademark Legal Administrator, (703) 

308-8900, 10B10 ST, for trademark-related matters. 

June 4, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 

Commissioner of Patents and Trademarks 


{1188 OG 15] 


(38) United States Postal Service Non-Delivery of Mail 


This notice is to advise the public of a mail disruption which 
occurred for correspondence mailed in late July 1996, directed 
to the Patent and Trademark Office (PTO) Zip Code 20231. 
As a result of a United States Postal Service (USPS) error, 
some mail directed to Zip Code 20231 was retumed to the 
sender as “undeliverable.” The USPS has now corrected the 
problem and mail directed to Zip Code 20231 is presently being 
delivered as usual. This disruption did not affect mail addressed 
to the Assistant Commissioner for Trademarks, 2900 Crystal 
Drive, Arlington, VA 22202-3513. 

The PTO has been advised by the USPS that any mail 
returned as a result of this particular USPS error will be accepted 
by the USPS if resubmitted at a service window in the same 
envelope. No additional postage will be required. It is suggested 
that the USPS employee at the service window be consulted 
about crossing out any “undeliverable” notation on the enve- 
lope. Any problems associated with the resubmission should 
be immediately called to the attention of the USPS, particularly, 
Ms. Cynthia McMullen at (202) 636-1278/1279 or by way of 
the Internet at cmcmull2@email.usps.gov. 


1. Papers Filed Pursuant To 37 CFR 1.8 


Any correspondence mailed by first class mail with a certifi- 
cate of mailing thereon in compliance with 37 CFR 1.8 which 
was returned to the sender as a result of this particular USPS 
error and which is either resubmitted to the USPS for delivery 
or delivered to the PTO by private courier will be stamped 
by the PTO with the actual date of receipt in the PTO. The 
correspondence will, however, be accorded the benefit of any 
certificate of mailing under 37 CFR 1.8. 


2. Papers Filed Pursuant To 37 CFR 1.10 


Any correspondence mailed by “Express Mail” with the 
“Express Mail” label number placed thereon in accordance with 
37 CFR 1.10 which was retumed to the sender as a result of 
this particular USPS error and which is either resubmitted to 
the USPS for delivery or delivered to the PTO by private courier 
will be stamped with the original date of deposit as “Express 
Mail” with the USPS or the next business day, if the date of 
deposit is a Saturday, Sunday, or Federal holiday within the 
District of Columbia. 37 CFR 1.6(a)(2). The correspondence 
must be received by the PTO in the original “Express Mail” 
envelope or be accompanied by either the original “Express 
Mail” label or a legible copy thereof. 


3. Paper Not Filed Pursuant To 37 CFR 1.8 or 1.10 


Section 21(a) of title 3:5, United States Code, provides that 
(t]he Commissioner may by rule prescribe that any paper or 
fee required to be filed in the Patent and Trademark Office 
will be considered filed in the Office on the date on which it 
was deposited with the United States Postal Service ...” 

Therefore, in order to minimize the impact of this particular 
USPS error, any correspondence deposited with the USPS 
which was returned as a result of the error and which was 
originally mailed by first class mail without a certificate of 
mailing under . . . 37 CFR 1.8 or by “Express Mail” without 
the “Express Mail” labei number placed on the correspondence 
will be stamped by the PTO with the original postmark date, 
rather than the date of receipt in the PTO, or the next business 
day, if the original postmark date is a Saturday, Sunday, or 
Federal holiday within the District of Columbia. 

In order to take advantage of this temporary practice, any 
patent or trademark correspondence affected by this disruption 
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must be promptly resubmitted to the PTO in a new envelope 
addressed to the 


Assistant Commissioner for Patents 
Box Postal Disruption 
Washington, DC 20231 


Such correspondence must be accompanied by the original 
mailing envelope or a copy thereof showing the original post- 
mark date and by a certificate demonstrating the original 
mailing date. Applicant should retain a copy of the original 
mailing envelope in his or her file in case a question is later 
raised conceming the original date of mailing. 


A suggested certificate is as follows: 


The undersigned certifies that the attached correspondence 
was deposited as first class mail/“Express Mail” with the 
U.S. Postal Service with sufficient postage addressed to 
the PTO at Washington, DC 20231 on and 
was returned as a result of a Postal Service error. 


Accordingly, it is requested that the filing date 
of _______ be accorded the correspondence. 


(Printed Name) 


(Signed) 


(Date) 


Papers which were returned to the sender and forwarded to 
the PTO prior to this notice or papers promptly returned to the 
PTO in the original envelope after this notice will be given 
the postmark date to the extent possible. 

Any review of these matters would be by way of petition 
(no petition fee required) providing whatever arguments and 
evidence petitioner has that the application/correspondence is 
entitled to a different filing date. 

Questions concerning this notice should be directed to John 
F. Gonzales, Senior Legal Advisor, (703) 305-9285. 

August 9, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commmsioner of Patents and Trademarks 


[1189 OG 92] 


(39) Rules Concerning Conduct on Patent 


and Trademark Premises 

1. Applicability 

These rules apply to all premises under the charge and control 
of the U.S. Patent and Trademark Office (PTO) through the 
General Services Administration and to all persons entering 
such premises. 

2. Admission to Property 

Patent and Trademark Office facilities are closed to the public 
outside of normal working hours. During normal working hours, 
a valid User Pass is required to enter PTO premises. 


The individual’s User Pass must be displayed at all times 
while on PTO premises. 


3. Preservation of Property/Conduct on PTO Premises 


The following activities are prohibited on PTO premises: 


a. Improperly disposing of rubbish; willfully destroying or 
damaging property; theft of property; creating a hazard to per- 
sons or things; and placing Government documents or materials 
in storage lockers. 


U.S. PATENT AND TRADEMARK OFFICE 
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b. The willfull and unlawfull concealment, removal, mutila- 
tion, obliteration or destruction, or attempts to do so, or, with 
intent to do so, or taking and carrying away of any record, 
book, paper, document, or other things from the facilities shall 
result in a fine of not more than $2,000 or imprisonment of 
not more than 3 years, or both. See 18 U.S.C. § 2071. 

c. Removal of papers, materials, or other Government prop- 
erty from designated areas. Within a designated area, papers 
or other Government property must be returned to its proper 
location after use, unless otherwise posted. 

d. Using PTO premises and facilities as a place of business. 
It is prohibited to reserve work areas, use PTO as a mailing 
address, use PTO stationery, or a PTO telephone number as a 
personal telephone number. 


4. Inspection 


Packages, briefcases, storage lockers and other containers in 
the possession of visitors, employees, or other persons arriving 
at, working at, visiting, or departing from the PTO are subject 
to inspection. See 41 CFR § 101-20.301. 


5. Disturbances 


Disorderly conduct or other conduct which creates a loud 
or unusual noise or a nuisance which impedes or disrupts the 
performance of official duties by Government employees or 
which prevents the public from obtaining the administrative 
services provided on the property in a timely manner is prohib- 
ited. See 41 CFR § 101-20.305. 


6. Conformity with signs and directions 


Persons on the PTO premises shall at all times comply with 
the officical signs of a prohibitory, regulatory or directory 
nature and with the lawful direction of PTO employees. 


No rude or abusive conduct to PTO employees and fellow 
users. 


No food or beverages are permitted. 
No smoking except in designated areas. 


No mechanical or electronic equipment such as radios, televi- 
sions, typewriters, computers, or photographic equipment may 
be used without prior permission from the Assistant Commis- 
sioner for Administration. 


No use of PTO telephone and office equipment, except as 
specifically designated for public use. 


7. Penalties and other laws. 


Nothing in these rules shall be construed to abrogate any 
other Federal laws or regulations or any State and local laws 
and regulations applicable to any area in which property under 
the charge and control of the PTO through the U.S. General 
Services Administration is situated. See 40 U.S.C. §§ 318(c) 
and 486(c). 

41 CFR § 101-20.315 provides that whoever is found guilty 
of violating the rules of conduct on Federal property contained 
in 41 CFR § 101-20.3 while on any property under the charge 
and control of the U.S. General Services Administration is 
subject to a fine of not more than $50, imprisonment of not 
more than 30 days, or both. See 40 U.S.C. § 318c. 


Failure to follow these rules may result in immediate 
removal from the premises, suspension of user privileges, 
and/or enforcement of any criminal sanctions that may 
apply. 

Aug. 30, 1991 THERSA A. BRELSFORD 
Assistant Commissioner for 
Administration 


{1131 OG 7) 
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(40) Public User Identification Passes 


USPTO Public Search Facilities 


The USPTO Public Search Services Division, responsible 
for the public search facilities in the Patent Search Room and 
the Trademark Search Library, is installing the new User Identi- 
fication Pass system announced in the Official Gazette dated 
January 6, 1998. This system will replace the current passes 
used in the facilities with a new user number and a laminated 
identification badge. Later reissues of the badge are expected 
to add a photo of the user. Badges will be reissued every 
January upon validating and updating identification informa- 
tion. Information will be digitally stored so that validation and 
reissue will be speedy. There is a $15 fee for replacement of 
lost or forgotten badges; first issue and annual reissues are 
without fee. Badges must be visible at all times within the 
Patent Office building complex. The new user numbers will 
be used by the File Information Unit for public users requesting 
and checking out files. 


Patrons using the Patent and Trademark Public Search Facili- 
ties as well as office areas must obtain a new badge before 
entering the Patent and Trademark Office complex. The process 
takes five to ten minutes for a first time issue. Effective immedi- 
ately, equipment is available to issue the new badges for both 
patent and trademark public users at the Patent Search Room 
Reception Desk in Crystal Plaza 3, Lobby. The Patent Search 
Room is open Monday through Friday from 8 AM to 8 PM. 
The new User Passes will be required after August 15, 1998; 
old passes will not be valid after this date. 

August 3, 1998 WESLEY H. GEWEHR 
Administrator for 
Information Dissemination 


[1214 OG 10] 


(41) Filing of a Notice of Appeal to the Court of 
Appeals for the Federal Circuit in the Patent 


And Trademark Office 


This notice supersedes a notice entitled Filing of a Notice 
of Appeal to the Federal Circuit and Service of Court Papers 
on the Commissioner of Patents and Trademarks published at 
1079 Off. Gaz. Office 72 (June 30, 1987). 

A notice of appeal to the Court of Appeals for the Federal 
Circuit may be filed in the Patent and Trademark Office in 
any one of the following ways: 


A. By first-class mail addressed as follows, in which case the 
notice of appeal must actually reach the Patent and Trademark 
Office by the due date: 

Box 8 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 

Attention: Office of the Solicitor 


B. By “Express Mail” (U.S. Postal Service only) under 37 
CFR § 1.10 addressed as follows, in which case the notice 
of appeal is deemed filed on the date of the Express Mail 
certificate: 

Box 8 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 

Attention: Office of the Solicitor 


C. By hand (on or before the due date) to the Office of the 
Solicitor. The Office of the Solicitor is located at: 

Crystal Park Il 

Suite 918 

2121 Crystal Drive 

Arlington, Va. 


D. By facsimile transmission to the Office of the Solicitor. 
The telephone number for accessing the Office of the Solicitor 
facsimile machine is (703) 557-9373. A notice of appeal will 
be deemed timely filed on the date the facsimile transmission 
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is received by the Office of the Solicitor, provided an original 
notice of appeal is subsequently received in either of the fol- 
lowing ways: 


(1) An original, signed copy of the notice of appeal is actually 
received in the Office of the Solicitor within five calendar days 
of the facsimile transmission; or, 

(2) An original, signed copy of the notice of appeal is mailed 
by “Express Mail” (U.S. Postal Service only) under 37 CFR 
§ 1.10 on the day of the facsimile transmission. 


The facsimile machine for receiving a notice of appeal is 
located in the Office of the Solicitor and is staffed during the 
business hours of 8:30 a.m. to 5:00 p.m., Monday through 
Friday, excluding holidays. Due to possible equipment failure 
or maintenance requirements, precautions must be taken when 
relying on the availability of this service near the end of the 
time for filing a notice of appeal. 
Mar. 22, 1990 FRED E. McKELVEY 

Solicitor 
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(42) Service of Court Papers on the Commissioner 
of Patents and Trademarks 


Court papers other than a notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit may be served on the Com- 
missioner in either of the following ways: 


A. By hand between 8:30 a.m. and 5:00 p.m. at the Office 
of the Solicitor, located in Crystal Park II, Suite 918, 2121 
Crystal Drive, Arlington, Va. 


B. By mail in an envelope addressed as follows: 
Office of the Solicitor 

P.O. Box 15667 

Arlington, Va. 22215 


While the above mail service address may be supplemented 
to include the name of the particular attorney assigned to the 
court case, it must not be supplemented to refer to either the 
Commissioner of Patents and Trademarks or the U.S. Patent 
and Trademark Office (PTO). 

Court papers mailed to an address other than the above mail 
service address and court papers delivered by hand are deemed 
to have been served on the Commissioner when actually 
received in the Office of the Solicitor. 

Papers which are not court papers and are intended to be 
filed in the PTO in connection with an application or other 
proceeding pending in the Office shall not be mailed to the 
Solicitor’s mail service address. Any such papers which are 
mailed to the Solicitor’s mail service address will not be consid- 
ered to have been filed in the PTO. Instead, all such papers 
will be retumed. No exceptions will be made to this policy. 
Mar. 22, 1990 FRED E. McKELVEY 

Solicitor 
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(43) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 and 3 
[Docket No. 910246-2140] 


RIN 0651-AA43 


Changes in Patent and Trademark Assignment Practice 


Agency. Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary. The Patent and Trademark Office (Office) is 
amending the rules of practice regarding assignments in patent 
and trademark cases to improve and clarify the rules, to codify 
changes in practice and to consolidate the rules. The Office 
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has combined the assignment rules currently in Parts | and 2 
into a new Part 3 directed to assignments. 

Effective Date: Sept. 4, 1992. These rules will be applicable 
to all documents filed with the Office on or after the effective 
date. 

For Further Information Contact. Trademark related matters: 
Lynne Beresford by telephone at (703) 305-9464 or by mail 
marked to her attention addressed to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. 

Patent related matters: Jeffrey V. Nase by telephone at (703) 
305-9282 or by mail marked to his attention and addressed to 
Commissioner of Patents and Trademarks, Box DAC, Wash- 
ington, D.C. 20231. 

Supplementary Information: In a Notice of Proposed Rulem- 
aking published in the Federal Register on May 10, 1991 at 
56 FR 21641 and in the Patent and Trademark Office “Official 
Gazette” of June 4, 1991 at 1127 O.G. 8-16, the Office proposed 
to amend the rules of practice in patent and trademark cases 
to revise, simplify, remove, or clarify existing assignment rules 
or to codify certain practices currently in effect. Changes were 
proposed for rules relating to the documents that will be 
recorded, to the requirements for recording a document, to the 
effect of recording, to new cover sheet requirements, to the 
appointment of domestic representatives; and to prosecution 
by assignees and issuance to assignees. While the existing rules 
do not require a cover sheet to accompany each document 
submitted for recording, typically a cover letter is submitted 
to ensure proper processing of the document. 

The Office has encouraged the public to use a cover letter 
containing specific information concerning the document being 
submitted with each document submitted for recording. See 
“Helpful Hints”, 1114 Official Gazette 77 (May 29, 1990). The 
public has adopted the suggested procedure to such an extent 
that most documents now submitted for recordation are accom- 
panied by a cover letter which contains the suggested data. 
Documents submitted with these cover letters have enabled the 
Office to greatly improve the quality and efficiency of the 
recording process. To better ensure that the correct data is 
captured in recordation and recorded promptly, the Office is 
making a cover sheet mandatory. The cover sheet will contain 
all the information necessary for the Assignment Branch to 
properly and promptly process the document. 

Written comments were submitted by 12 firms, 2 individuals, 
4 corporationsand | organization. No one testified at the oral 
hearing held on July 17, 1991. 

The following includes a brief discussion of the rules being 

changed and the reasons for those changes, a detailed section- 
by-section analysis of the final rules, and an analysis of the 
comments received in response to the notice of proposed rulem- 
aking. 
Specific Rules to be Deleted or Added: The existing rules of 
practice in Parts | and‘2 of Title 37 of the Code of Federal 
Regulations which are deleted are §§ 1.32, 1.331, 1.332, 1.333, 
1.334, 2.185, 2.186 and 2.187. These rules are deleted in their 
entirety and rewritten and renumbered under a new Part 3. 
Table | is provided to assist readers in correlating previous 
rules with the new rules. 


TABLE 1 


Old Section New Section 
1.32 
1.331(a) 
1.331(b) 
1.331(c) 
1.332 
1.333 
1.334 
2.185(a) 
2.185(a)(1) 
2.185(a)(2) 
2.185(a)(3) 
2.185(a)(4) 
2.185(b) 
2.185(C) 
2.186 
2.187 


3.71 & 3.73 
3.11 

3.26 

3.21 

3.51 

3.56 

3.81 

3.11 

3.31 

3.26 

3.41 

3.61 
3.31(b) 
3.51 

3.71 & 3.73 
3.85 
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Consideration was given to moving § 1.12 (Assignment 

records open to public inspection.) to Part 3. However, since 
this section primarily relates to records maintained by the Office 
and procedures for accessing those records, and no comments 
were received regarding the placement of § 1.12, this section 
remains under the general heading “Records and Files” of the 
Patent and Trademark Office. 
Discussion of Specific Rules to be Changed or Added: Section 
1.12(a) is revised to reflect the fact that all assignment records 
related to pre-1955 trademark records and pre-1957 patent 
records were transferred to the National Archives and Records 
Administration (NARA) during 1990. All assignments recorded 
on or after January |, 1955, for trademarks and May |, 1957, 
for patents continue to be maintained by the Office. The pre- 
1955/1957 records have been transferred to NARA to allow 
for greater accessibility to the public, improvement of file 
integrity for the older records, and preservation of these mate- 
rials. The pre-1955/1957 assignment cards, digest books, and 
libers were stored in four locations: the Assignment Search 
Room (ASR) at the Office, the Federal Records Center in 
Suitland, Maryland, the National Archives in downtown Wash- 
ington, D.C., and the National Archives location in Alexandria, 
Virginia. Storage of information in these various locations made 
searching of old assignment records difficult. The materials 
located at the Federal Records Center could be ordered from 
the ASR. However, many times it took months to receive the 
materials. 

All assignment records from 1837 to December 31, 1954, 
for trademarks and from 1837 to April 30, 1957, for patents 
are now maintained and are open for public inspection in the 
National Archives Research Room located at the Washington 
National Records Center Building, 4205 Suitland Road, Suit- 
land, Maryland 20746. Assignments recorded before 1837 are- 
maintained at the National Archives and Records 
Administration, 841 South Pickett Street, Alexandria, Virginia 
22304. 

All requests for abstracts of title continue to be provided by 
the Office upon request and payment of fees set forth in §§ 
1.19 and 2.6. Requests for copies and certified copies of the pre- 
1955 records for trademarks and pre-1957 records for patents 
should be directed to NARA since those records are not main- 
tained by the Office. Since these records are maintained by 
NARA, it is more expeditious to request copies directly from 
NARA, rather than the Office, which would then have to route 
the requests to NARA. Payment of the fees required by NARA 
should accompany all requests for copies. 

Another change makes clear that separate assignment records 
are kept for patents and trademarks, and that an extra charge 
will be imposed by the Office on requests for copies of recorded 
assignments if the correct reel and frame number are not identi- 
fied. 

Sections 1.17 and 1.46 are amended to make reference to § 
3.81, which replaces § 1.334, and delete reference to § 1.334. 
The amount of the fee for recording a document is not affected 
by this rule change. 

Section 1.104(e) is amended to make reference to Part 3, 
which replaces § 1.331, and delete reference to § 1.331. 

Section 3.1 is added to set out definitions of terms used in 
Part 3. Terms which are defined include “application,” “assign- 
ment,” “document,” “Office” (meaning Patent and Trademark 
Office), “recorded document,” and “registration.” Definitions 
are provided to make clear the intended meanings of the terms 
used in Part 3. These definitions are intended to be applicable 
only to Part 3. For example, the term “application” is defined, 
for the purpose of Part 3, to mean a national application for 
patent, an international application for patent that designates 
the United States of America, or an application to register a 
trademark, unless otherwise indicated. 

Section 3.11 replaces and modifies the practice set forth in§ 
1.331(a) and 2.185(a), which specify the documents the Office 
will record. This section specifies that assignments of patents 
and registrations will be recorded, as well as other documents 
which affect title to applications, registrations and patents. Sec- 
tion 3.11 requires that a completed cover sheet as specified in 
§§ 3.28 and 3.31 be submitted with the document to be recorded. 

Section 3.16 is added to incorporate the limitation set out 
in 15 U.S.C. § 1060 proscribing the assignment of an intent- 
to-use trademark application prior to the filing of a statement 
of use, except as a part of the sale of an on-going business. 
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Because the rules in Part 3 are intended to address all rules 
relating to assignments, it is appropriate to refer to the statutory 
requirements of an assignment of an intent-to-use trademark 
application. 

Section 3.21 replaces and modifies the practice of § 1.331(c). 
Section 3.21 sets forth requirements for the identification of 
patents or patent applications in documents submitted for 
recording. An assignment relating to a patent must identify the 
patent by number. The name of the inventor, the issue date, 
and title of the invention as stated in the patent may also be 
given in the assignment to provide additional information on 
the patent being assigned. An assignment relating to a national 
patent application must identify the national patent application 
by application number (consisting of the series code and the 
serial number, e.g., 07/123,456) or serial number and filing 
date. An assignment relating to an international patent applica- 
tion which designates the United States of America must iden- 
tify the international application number (e.g., PCT/US90/ 
01234). The name of the inventor, date of filing, and title of 
the invention as stated in the patent application may also be 
given in the assignment. If an assignment is executed concur- 
rently with, or subsequent to, the execution of the patent applica- 
tion, but before the patent application is filed, it must identify 
the patent application by its date of execution, name of each 
inventor, and title of the invention so that there can be no 
mistake as to the patent application intended. Assignments 
submitted for recording that do not identify the patent or patent 
application as required by this section will not be recorded, but 
will be returned to the correspondence address that is required to 
be provided on the cover sheet by § 3.31(e). 

Section 3.24 is added to set out formal document require- 
ments to facilitate and expedite the recording process. This 
section requires that documents, either the original or a true 
copy of the original, submitted for recording be legible, using 
only one side of each page. The paper used should be flexible, 
white, durable, and preferably no larger than 21.6 x 33.1 cm. 
(8 x 14 inches), with a 2.5 cm. (one-inch) margin on all sides. 
Documents submitted in this form are camera-ready and can be 
recorded expeditiously with little additional handling required. 
Documents that fail to meet the legibility and single-sided paper 
requirements of this section will be returned as set forth in 
3.51. 

Section 3.26 replaces and modifies the practice of §§ 1.331(b) 
and 2.185(a)(2). Section 3.26 provides that the Office will 
accept and record non-English documents provided they are 
accompanied by a verified English translation signed by the 
translator. Documents submitted that fail to meet the require- 
ments of this section will be returned as set forth in § 3.51. 

Section 3.27 is added to set out how documents submitted 
for recording should be addressed to the Office. To ensure 
prompt and proper processing, documents and their cover sheets 
should be addressed to the Commissioner of Patents and Trade- 
marks, Box Assignments, Washington, D.C. 20231, unless they 
are filed together with new applications or with a petition under 
§ 3.81(b). Petitions under § 3.81(b) should be addressed to the 
Commissioner of Patents and Trademarks, Box DAC, Wash- 
ington, D.C. 20231. New applications and other petitions should 
be addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Section 3.28 is added to set out the requirement that all 
documents submitted to the Office for recording be accompa- 
nied by at least one coversheet referring either to the patent 
applications and patents or to the trademark applications and 
registrations against which the document is to be recorded. 
Only one set of documents and cover sheets to be recorded 
should be filed. If a document to be recorded includes interests 
in, or transactions involving, both patents and trademarks, sepa- 
rate patent and trademark coversheets must be submitted. If a 
document to be recorded is not accompanied by a completed 
cover sheet, the document and any incomplete cover sheet will 
bereturned to the correspondence address for proper completion 
of the cover sheet and resubmission of the cover sheet and 
document. While the previous rules did not require a cover 
sheet to accompany each document submitted for recording, 
typically a cover letter is submitted to ensure proper processing 
of the document. The Office is making a cover sheet mandatory 
in order to betterensure prompt and proper processing of all 
documents submitted for recording. The cover sheet contains 
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all the information necessary for the Office toprocess the docu- 
ment. 

Section 3.31 is added to set out the formal requirements 
of the cover sheet. Section 3.31 requires that each patent or 
trademark cover sheet must contain (1) the name of the party 
conveying the interest; (2) the name and address of the party 
receiving the interest; (3) a brief description of the interest 
conveyed or transaction to be recorded (e.g., assignment, 
license, change of name, merger, security agreement, etc.); (4) 
each application number, patent number or registration number 
against which the document is to be recorded, or an indication 
that the document is filed together with a patent application; 
(5) the name and address of the party to whom correspondence 
conceming the document to be recorded should be mailed; (6) 
the number of applications, patents or registrations identified 
in the cover sheet and the total fee; (7) the date the document 
was executed; (8) an indication that the assignee of a trademark 
application or registration who is not domiciled in the United 
States has designated a domestic representative; (9) a statement 
by the party submitting the document that to the best of the 
person’s knowledge and belief, the information contained on 
the cover sheet is true and correct, and (10) the signature of 
the party submitting the document. The term “party” as used 
in this rule means the person whose name appears on the 
documents to be recorded, that person’s attorney or registered 
agent, or a corporate officer where a corporation’s name appears 
on the document. Sample cover sheets for patent documents 
and for trademark documents are shown in Appendices A and 
B. 

Section 3.34 is added to set out the procedure to correct 
obvious errors in a recorded cover sheet. This section requires 
that if a recorded cover sheet contains an error that is apparent 
when the cover sheet is compared with the recorded document, 
the error will be corrected only if a corrected cover sheet 
is filed for recordation. The corrected cover sheet must be 
accompanied by the originally-recorded document or a copy 
of the originally-recorded document and by a new assignment 
recording fee in the appropriate amount. 

Section 3.41 replaces and consolidates practice under §§ 
1.331(a) and 2.185(a)(3) regarding recording fees. Section 3.41 
requires that all requests to record documents be accompanied 
by the appropriate fee. A fee is charged for each application, 
patent and registration identified in the cover sheet. The 
recording fee for patents and patent applications is specified 
in § 1.21(h). The recording fee for trademark registrations and 
applications is specified in § 2.6(q). 

Section 3.51 replaces and modifies the practice of §§ 1.332 
and 2.185(c). Section 3.51 sets the date of recording of a 
document as the date the document meeting the requirements 
for recording set forth in this Part is filed in the Office. A 
document which does not comply with the identification 
requirements of § 3.21 will not be recorded. For documents 
not accepted for recording, parties can petition under 37 CFR 
§§ 1.181 and 2.146(a). Other documents not meeting the 
requirements for recording, for example, a document submitted 
without a completed cover sheet, without the required fee, or 
without any required translation, will be returned for correction 
to the sender when a return address is available. The returned 
papers, stamped with the official date of receipt in the Office, 
will be accompanied by a letter indicating that if the retumed 
papers are corrected and resubmitted to the Office within time 
specified in the letter, the Office will consider the original date 
of filing of the papers as the date of recording of the papers. 
Submitters can use the certificate procedure under either § 1.8 
or § 1.10 for resubmissions of returned papers if they desire 
to have the benefit of the date of deposit in the United States 
Postal Service. If the returned papers are not corrected and 
resubmitted within the specified period, the date of filing of the 
corrected papers will be considered to be the date of recording of 
the papers. Extensions of time will not be available to extend 
the specified period to resubmit the returned papers. 

Section 3.54 is added to set out the effect of recording a 
document. This section states that the recording of a document 
is not a determination by the Office of the validity of the 
document or the effect that document has on the title to an 
application, a patent, or a registration. The Office will deter- 
mine, when necessary, what effect a document has, including 
whether a party has the authority to take an action in a matter 
pending before the Office. Examples of when the Office will 
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need to determine whether a party has the authority to take 
an action in a matter pending before the Office include: (1) 
prosecution by the assignee as in § 3.71; (2) consent of an 
assignee to the filing of a reissue application as provided in § 
1.172; and (3) execution of a disclaimer under § 1.321 by an 
assignee. 

Section 3.56 replaces and modifies the practice of § 1.333. 
Section 3.56 provides that an assignment, which at the time of 
its execution is conditional on a given act or event, will be 
treated by the Office as an absolute assignment. This section 
serves as notification as to how a conditional assignment will 
be treated by the Office in any proceeding requiring a determi- 
nation of the owner of an application, patent or registration. 
Since the Office will not determine whether a condition has 
been fulfilled, the Office will treat the submission of such an 
assignment for recordation as signifying that the act or event 
has occurred. 

Section 3.61 replaces and modifies the practice of § 
2.185(a)(4). Section 3.61 sets forth that an assignee of a trade- 
mark application or registration not domiciled in the United 
States must designate a domestic representative in writing to 
the Office. Assignees of patent applications or patents may 
designate domestic representatives if the assignee is not residing 
in the United States. 35 U.S.C. § 293. The designation is 
required to state the name and address of a person residing 
within the United States on whom may be served process 
or notice of proceedings affecting the application, patent or 
registration or rights thereunder. 

Section 3.71 replaces and modifies the practice of §§ 1.32 
and 2.186. Section 3.71 sets forth that the assignee of record 
of the entire right, title and interest in an application for patent 
is entitled to conduct the prosecution of the patent application 
to the exclusion of the named inventor. Similarly, the assignee 
of an application for registration is entitled to conduct the prose- 
cution of the trademark application to the exclusion of the 
applicant. 

Section 3.73 is added to set out the procedure by which an 
assignee can establish the right to take action in an application, 
patent or registration. The inventor is presumed to be the orig- 
inal owner of a patent application and any patent that may 
issue therefrom, unless there is an assignment. The original 
applicant is presumed to be the original owner of a trademark 
application and any registration that may issue therefrom, unless 
there is an assignment. Any action before the Office with respect 
to an assigned patent application, patent, or reexamination may 
be taken by the assignee of the entire right, title, and interest, 
provided ownership is established to the satisfaction of the 
Commissioner. The assignee may establish ownership by sub- 
mitting to the Office documentary evidence of a chain of title 
from the original owner to the assignee or by specifying (e.g., 
reel and frame number, etc.) where such evidence is recorded 
in the Office. Additionally, when a patent assignee is not repre- 
sented by an attorney or registered agent, a statement signed 
by the assignee must also be submitted stating the evidence 
has been reviewed and certifying that, to the best of the party’s 
knowledge and belief, title is in the party seeking to take the 
action. Documents submitted to establish ownership may be 
required to be recorded in the Office as a condition to permitting 
the requesting party to take action in a matter pending before 
the Office. Any action before the Office with respect to an 
assigned trademark registration, application or post-registration 
matter, may be taken by the assignee provided ownership is 
established to the satisfaction of the Commissioner by recording 
an assignment to the assignee or by submitting other proof of 
the assignment. 

Section 3.81 replaces and modifies the practice of § 1.334. 
Section 3.81 sets forth the procedure for issuance of a patent 
to an assignee. If an assignment of the entire right, title, and 
interest is recorded before the issue fee is paid for a patent 
application, the patent may issue in the name of the assignee. 
If the assignee holds an undivided part interest, the patent may 
issue jointly to the inventor and the assignee. At the time the 
issue fee is paid, the name of the assignee must be provided 
if the patent is to issue solely or jointly to that assignee. If the 
assignment is submitted for recording after the date of payment 
of the issue fee, but prior to issuance of the patent, the assignee 
may petition that the patent issue to the assignee. Any such 
petition must be accompanied by the fee set forth in § 1.17(i)(1). 
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Section 3.85 replaces and modifies the practice of § 2.187. 
Section 3.85 sets forth the procedure for issuance of a registra- 
tion to an assignee. The certificate of registration may be issued 
to the assignee of the applicant, or in a new name of the 
applicant, provided that the party files a written request in the 
trademark application record by the time the application is 
being prepared for issuance of the certificate of registration, 
and an appropriate document is recorded in the Office. If the 
assignment or name change document has not been recorded 
in the Office, then the written request must state that the docu- 
ment has been filed for recordation. The address of the assignee 
must be made of record in the trademark application file. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number 
of the suggested modifications have been adopted. The com- 
ments and responses are discussed below. 

In this discussion, “Patent and Trademark Office” is abbrevi- 
ated as “Office” or “PTO”. 

Comment. Two comments were received addressed to the 
overall rule package. One comment expressed concern over 
the potential confusion of instituting a new Part 3. It was 
suggested that Parts | and 2 be amended to contain the necessary 
changes. Another comment was concemed that the rules and 
specifically the new cover sheet requirement would impede 
promptness and accuracy of the recordation process. 

Response: The Office has determined that the new rules will 
result in greater efficiency and accuracy in the recordation 
process and improve the integrity of the records maintained by 
the PTO. Further, the PTO believes that a new Part 3, containing 
all rules relating to assignments, will be beneficial to the 
majority of patent and trademark system users. 

Comment. Section 3.1 was proposed to define “application” 
as an application for patent or an application to register a 
trademark. One comment questioned whether international 
applications filed under the Patent Cooperation Treaty were 
included in the definition of the word “application.” 

Two comments were received conceming the definition of 
“assignment.” As proposed, § 3.1 defines “assignment” of a 
trademark in terms of a “trademark application” or “registra- 
tion.” The comments suggested that because Section 10 of the 
Trademark Act, 15 U.S.C. § 1060, speaks in terms of a “regis- 
tered mark” or a “mark for which application to register has 
been filed,” which was reflected in previous trademark rule 
2.186, the different terminology may be construed to permit 
assignment of a trademark without assignment of the underlying 
goodwill. 

Response: The wording of § 3.1 has been changed to include 
both national applications for patent and international applica- 
tions that designate the United States in the term “application.” 

Also to avoid any potential confusion over the definition of 
a trademark assignment, the Office adopted the suggestion to 
reflect Section 10 of the Trademark Act and to refer to a 
“registered mark” or a “mark for which application to register 
has been filed” in its definition of assignment. 

Comment. As proposed, § 3.16 provides that an application 
to register a mark under 15 U.S.C. § 1051(b) cannot be assigned 
before a statement of use is filed except to a successor to 
an ongoing business of the original applicant. One comment 
suggested § 3.16 be further amended to correct a legislative 
oversight and permit assignment of the application after an 
amendment to allege use is filed. 

One other comment suggested the PTO define the statutory 
language “successor to the business of the applicant.” 

Response: As proposed, Rule 3.16 merely restates the statute. 
To permit the filing of an assignment to a successor to an on- 
going business before an amendment to allege use has been 
filed would make the rule inconsistent with the statute. 

As to the definition of “successor to the business of the 
applicant,” it has been dete ined that in the absence of any 
statutory definition, it is better left to case law to establish the 
meaning. A business, or portion thereof, can be transferred or 
assigned in a variety of ways, and the question of valid owner- 
ship might arise in a variety of circumstances. For the PTO to 
define what constitutes a successor may be duly restrictive. 

Accordingly, the suggested modifications have not been 
adopted. 
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Commenr. Section 3.21, as proposed, provides that an assign- 
ment of a patent or patent application must be identified by 
number. One comment requested a further amendment to allow 
the filing of a patent assignment after filing an application for 
patent but before knowing the application number by allowing 
identification by the execution date, inventors and title of the 
invention instead of the application number. 

Another comment suggested that assignments relating to 
trademark applications and registrations should also be required 
to have the identifying serial and registration numbers within 
the body of the assignment document. 

One comment questioned whether the patent identification 
number was required in the document or whether the number 
could just appear on the cover sheet. 

Response: Providing the identifying number in the assign- 
ment document allows for greater efficiency and accuracy in 
recording assignments. However, unlike patents, trademarks 
can have an indefinite life. Assignments may be recorded years 
after an assignment has occurred to clear up the chain of title. 
It may not be possible to execute a new assignment to include 
identifying numbers in the document years later. Accordingly, 
it is preferable for the PTO to be more flexible in recording 
trademark assignments which may contain the identifying 
number in the cover sheet rather than in the document itself. 
Because of the nature of a patent, less flexibility is permitted. 
Patent rights, unlike trademark rights, do not exist apart from 
the issued patent. Accordingly, when an interest in a patent 
is transferred, the patent identifying number must be in the 
assignment document. This requirement only applies to assign- 
ments, not to documents other than assignments. 

The PTO makes every effort to provide applicants with the 
application numbers for newly-filed patent applications as soon 
as possible. It is suggested, however, that assignment docu- 
ments may be written to allow entry of the identifying number 
after the execution of the assignment. An example of acceptable 
wording is: “I hereby authorize and request my attorney, (Insert 
name), of (Insert address), to insert here in parentheses (Appli- 
cation number. filed) the filing date and application 
number of said application when known.” 

Accordingly, the suggested modifications have not been 


Comment. Section 3.24, as proposed, provides the formal 
requirements for the documents which are to be recorded and 
the cover sheet. Three comments stated that the one-side only 
requirement was unreasonable in light of PTO’s issuance of 
two-sided patent and trademark copies and of the practices of 
other governments and corporations over which the submitter 
would have no control. 

One comment requested clarification of “bond weight paper” 
and suggested the language used in the rules setting out drawing 
requirements be adopted. 

One comment stated that the document size requirements 
should only pertain to documents prepared and executed by 
parties who wish to convey title. 

Two comments questioned whether the PTO would permit 
the filing of copies or true copies in lieu of the original docu- 
ments for recording. 

Response. The formal requirements set out in § 3.24 are 
related to PTO’s ability to capture on film papers filed with 
the PTO. The requirements are not related to the other printing 
or photocopying services PTO provides. Micrographics repro- 
duction requires that only one side of each page be used for 
efficiency. If the original document is two-sided or the wrong 
size, the practitioner can comply with this requirement by pro- 
viding a true copy of the original document using only one 
side of each page on the correct size paper. The language in 
§ 3.24 has been changed to clarify that true copies or originals 
are acceptable. Further, the language describing the type of 
paper to be used has been changed to be consistent with the 
drawing requirement rules. 

Comment. Section 3.28, as proposed, provides that all 
requests to record a document. must be accompanied by the 
document to be recorded and at least one cover sheet. One 
comment expressed confusion over whether the document must 
be accompanied by a cover letter as well as a request for 
recording. One comment stated the i t for a cover 
sheet did not help the PTO with the documents which are filed 
with applications and the commenter did not see the need 
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for an additional paper included among the papers for a new 
application. 

Response: The first sentence has been rewritten to clarify 
that only the document and a cover sheet(s) must be submitted. 
A separate request for recording is not required or needed. 
Because the cover sheet provides all pertinent information in 
one place, it will greatly assist the processing of assignments 
by the PTO. For those applications which are filed with an 
assignment, the additional cover sheet required for the assign- 
ment aids the processing of the assignment. 

Comment. Numerous comments were received on the pro- 
posed cover sheet requirements of § 3.31. One comment ques- 
tions whether the form or the contents of the form are being 
required and cautioned that the cover sheet should not become 
a technical obstacle to recordation. 

Two comments claimed the cover sheet requirement would 
be burdensome and the documents recorded should speak for 
themselves. 

Two comments objected to the requirement for the character- 
ization of the interest being conveyed. One of the commentors 
indicated it was not the best evidence of what the interest is 
and may be misleading while the second comment or was 
concemed practitioners would be subject to malpractice claims 
and be made parties to litigation involving the transfer. 

One comment stated that requiring the assignee’s address 
was burdensome and excessive. Three comments questioned 
the lack of consistency between proposed subsections (a) and 
(b) of § 3.31 which requires only the name of the conveyor 
but both the name and address of the receiver. 

Two comments stated that the language of the rule was 
unclear as to whether the list of properties within the assignment 
document should be retyped on the cover sheet, which would 
be burdensome and fraught with potential errors. 

One comment was received suggesting that properties be 
identified with as much information as possible (i.e., serial 
number, patent number, filing date, inventors, etc.). 

Four comments stated that the requirement for an execution 
date of the document is excessive and burdensome. One of the 
comments stated that the execution date may not be as important 
as the effective date of the document. One suggested the effec- 
tive date would be more accurate and another suggested the 
document should speak for itself. One additional comment 
stated that a nunc pro tunc assignment of the substantive rights 
of an assignee or assignor may be unduly affected by the 
requirement for recitation of the execution date. 

Nine comments were received objecting to the language of 
the proposed verification. Some comments recommended that 
the verification statement be deleted. Other comments recom- 
mended that the verification statement be based on “information 
and belief.” The comments indicated (1) practitioners did not 
want to be held responsible for the information entered on the 
cover sheet, (2) there was no purpose served by signing the 
cover sheet because the documents should speak for themselves 
and (3) under 37 C.F.R. § 10.18, a registered practitioner’s 
signature indicates that the filing is correct. 

One comment suggested that proposed § 3.31(i) does not 
recognize the right of some non-lawyers to practice in trademark 
matters before the PTO. 

Additionally, many comments and suggestions were received 
on the layout of the sample cover sheets. 

Response. The proposed purpose of the cover sheet is to 
provide a synopsis of the vital information contained in a 
recorded document. The cover sheet form itself is not required, 
only the information outlined in § 3.31 is required. Use of the 
sample cover sheet formats appearing as Appendices A and B 
to the rule package is encouraged. The Office will make paper 
copies of the sample cover sheets available for customer use. 
Persons wishing to obtain paper copies of the cover 
sheets should contact the Public Service Center at (703) 305- 
HELP. Questions regarding the sample cover sheets should be 
directed to the Assignment and Certification Services Division 
at (703) 308-9700. 

As indicated in the rule package, a majority of 
documents presently filed for recording are accompanied by a 
cover letter containing much of the information required in § 
3.31. The PTO does not believe standardization of the informa- 
tion submitted is an undue burden. Standardization ensures 
easy reference to all critical information. Further, the parties 
or their representatives are in a better position to know or 





January 5, 1999 


ascertain the nature of the interest involved than the PTO. The 
document will always speak for itself. However, a characteriza- 
tion assists in putting others on notice as to the nature of the 
transaction. 

It was determined that a verification is not required. The 
language has been changed to a statement on the cover sheet 
based on “information and belief.” Further, § 3.31(i) has been 
divided into two paragraphs, one for the statement that is 
required and one for the signature. 

The address of the assignee or receiving party is vital infor- 
mation for maintaining complete assignment records. The orig- 
inal owner is the applicant, for which the Office has the address 
of record. Each subsequent assignee address is then obtained 
under this requirement and is of record if the PTO or public 
needs to contact the present assignee. The execution date is 
required to determine whether an assignment has been recorded 
within three months provided in 35 U.S.C. § 261 and 15 U.S.C. 
§ 1060. 

When there is a listing of properties contained within a 
document, any listing may be copied and attached to the cover 
sheet to reduce the amount of typing necessary. A notation of 
this attachment can be made in lieu of entering every property 
identification number on the cover sheet. Should submitters 
provide information in addition to that required by § 3.31, it 
is always welcome, but not required. 

The comments received on the layout of the sample cover 
sheets have all been considered and some modifications have 
been made. However, the sample cover sheet is not required 
and it is not part of the rules. 

Comment. Section 3.34, as proposed, provides for correction 
of errors in a recorded cover sheet when the error is apparent 
by comparing the information on the cover sheet with the 
recorded document itself. One comment received expressed 
confusion regarding the correction procedure. Another com- 
ment suggested that corrections should not be limited to 
apparent errors. 

Response: The PTO will not compare the cover sheet with 
the original documents during the recording process except to 
assure that application and patent numbers are present in patent 
assignments. Otherwise, it will only check to see that the cover 
sheet is complete. When a submitter discovers an obvious error 
on the recorded cover sheet, the PTO will consider a request 
to correct it when it receives: (1) the original recorded document 
(or a copy); (2) a corrected cover sheet; and (3) the appropriate 
fee for each property to be corrected. The PTO will then com- 
pare the cover sheet with the document to determine whether 
the error is apparent on its face. If the error is obvious, the 
corrected cover sheet will be recorded and the respective Office 
records corrected. If the error is not obvious, the procedure set 
forth in the Manual of Patent Examining Procedure, MPEP § 
323 will govern for patents and the procedure set forth in Jn 
re Abacab International Computers Ltd. (Assignee of IHEC, 
Ltd.), 21 USPQ2d 1078 (Comm’r Pats. 1987), on reconsidera- 
tion, 21 USPQ2d1079 (Comm’r Pats. 1988) will govern for 
trademarks. Submitters may also petition under § 1.833 or § 
2.146 for other corrections. Typographical errors made by the 
Office will be corrected without charge when brought to our 
attention. 


Accordingly, the suggested modification has not been 
adopted. The rule has only been changed to correct a cross 
reference. 


Comment. As proposed, § 3.51 provides that the date of 
recording is the date all of the required information is filed in the 
Office. Incomplete documents will be returned. If the returned 
documents are resubmitted timely, the document will retain 
the date on which it was received as incomplete. Two comments 
were received regarding the time period to be set by the PTO. 
One comment indicated that any delay may affect the require- 
ments of 15 U.S.C. § 1060. It was therefore recommended that 
the PTO make some type of “conditional entry” in the records 
indicating an assignment has been submitted so interested mem- 
bers of the public could ascertain that there may be an effective 
recording date. The other comment suggested the time period 
for resubmission be long enough to allow communication with 
foreign parties, but it should be no longer than six months. 

Response: After a review of the proposed rule, it was deter- 
mined that the language of § 3.51 should be clarified to reflect 
that the originally-submitted papers with the official Office 
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date stamp indicating the original receipt date in the Office 
must be returned in order to retain the original date. It is the 
intent of the PTO to set the time for response at one month 
from the date of mailing of the retumed documents from the 
PTO. It is believed that most correctable errors will involve 
an incomplete cover sheet or the amount of the fee submitted, 
both of which can be corrected within one month. 


Further, it is the policy of the PTO to make of record only 
those documents which meet the requirements for recording. 
It is not beneficial to cloud title to properties with potential 
transfers. 


Comment. Section 3.56, as proposed, is a restatement of 
former § 1.333 and is made applicable to trademarks. It provides 
that an assignment which is made conditional upon a condition 
subsequent will be regarded by the Office as an absolute assign- 
ment. One comment was received inquiring as to whether § 3.56 
applied to security interests, another was received requesting a 
reference in the rules to recording of security agreements. 


Response: Section 3.56 is applicable only to assignments, 
as they are defined by § 3.1, that is, a transfer of right, title 
and interest in a patent or a trademark. A security interest or 
a security agreement is in the nature of a lien, not an assignment. 
Accordingly, § 3.56 would not apply to security interests or 
security agreements which are also recordable. It applies to 
conditional assignments because the Office has no way of 
determining whether and when conditions are satisfied and 
therefore must address this type of assignment in a uniform 
manner. The reference to the recordability of security agree- 
ments is referred to here in the final rule package. 


Comment. The second sentence of § 3.71, as proposed, pro- 
vides: “[tJhe assignee of record of the entire right title and 
interest in a trademark application or registration is entitled 
to conduct the prosecution of the trademark application or 
registration to the exclusion of the original applicant or previous 
assignee.” One comment suggested, as had been recommended 
for the definitions in § 3.1, that language be adopted consistent 
with Section 10 of the Trademark Act, 15 U.S.C. § 1060, so 
there be no confusion as to what can be assigned in the trade- 
mark area and further, that the language requiring “entire right, 
title and interest” be deleted. 


Response: As was the case with the PTO’s review of § 3.1, 
the language in § 3.71 has also been modified to eliminate any 
confusion. Accordingly, § 3.71 now provides for assignments 
of registered marks or a mark for which an application for 
registration has been filed, making it consistent with § 3.1. 
While this change cannot prevent assignments from being made 
without the underlying goodwill, it may eliminate some confu- 
sion. 


Comments. Section 3.73, as proposed, provided that a full 
assignee could take any action before the Office with respect 
to the assigned application, patent, or registration provide own- 
ership is established to the satisfaction of the Commissioner. 
The rule further provided that ownership could be established 
by providing documentary evidence of the chain of title to the 
assignee. The assignee was also required to submit a verified 
statement stating the evidence had been reviewed and certifying 
to the best of the party’s belief, title is in the party seeking 
to take the action. The Office reserved the right to require 
recordation of any ownership documents. One comment sug- 
gested the procedure was too “elaborate” and “confusing” to 
permit the submitting party to act rapidly. Another comment 
suggested the Office use the language of former § 2.186 which 
only required “the assignment has been recorded or that proof 
of the assignment has been submitted” to enable action by the 
assignee. 

Another comment suggested that a simple statement identi- 
fying the documents thought to place ownership in a party 
should be sufficient. It was believed that no additional benefit 
accrued by having the party state that they believed they were 
entitled to take the action because whether or not a party can 
act is a determination the PTO must make. 


Two comments suggested that a literal reading of the rule 
would require every paper filed on behalf of an assignee be 
accompanied by a proof of ownership. One comment suggested 
it was too harsh to preclude a party from taking action in a 
trademark matter until proof of ownership is established to the 
satisfaction of the Commissioner. Rather, it was suggested that 
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a party be permitted to take action once documents establishing 
ownership are filed. 

One comment received pointed to the proposed language of 
§ 3.73 providing the statement must be signed by the party or 
its attorney or agent of record which was a greater requirement 
than § 1.34(a), if that was intended. 

Another comment suggested that the proposed language be 
changed by deleting the provision that ownership must be estab- 
lished to the satisfaction of the Commissioner and substituting 
therefore “provided the assignee is owner of the entire right, 
title, and interest in the patent application, patent, registered- 
mark or mark for which an application for registration has been 
filed.” 

One final comment suggested that § 3.73 be changed to 
specifically set forth that it applied to secure Office acceptance 
of a Section 8 or 15 affidavit or a Section 9 application, 15 
U.S.C. §§ 1058, 1059, for trademark filings, and requested 
examples of the types of documents necessary to establish 
ownership. 

Response: Ownership need only be established the first time 
the new party wants to act in patent and trademark cases, 
provided the appropriate documents are recorded. Section 
3.73(b) is modified to provide that a statement of ownership 
need only be provided when a patent assignee wishes to act 
on a matter. For patents, the PTO believes it is appropriate 
for the patent assignee to review the documents it believes 
establishes its ownership prior to filing a paper signed by that 
assignee. Additionally, the statement will certify that to the 
best of the assignee’s knowledge and belief, title is in that 
assignee. This will establish, to the satisfaction of the Commis- 
sioner, that the assignee knows of no other document estab- 
lishing title in someone other than the assignee. The PTO will 
still make the determination of whether the assignee is entitled 
to take action after a review of the documents. 

For trademarks the action sought to be taken can be submitted 
simultaneously by the party. The action will be examined as 
will the claim of ownership and the party will be notified 
whether it is satisfactory. As in the past, “any action” refers 
to post-registration documents as well. 


Other Considerations 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12291 and 12612 and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The prin- 
cipal impact of these changes is to require that a cover sheet 
accompany each document submitted for recording. The rule 
change includes no additional or increased fees. Substantive 
rights to use trademarks and patents are not adversely affected. 

The Office has determined that these rule changes are not 
a major rule under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. Because most 
of the changes reduce procedural burdens, there will be no 
major increase in costs or prices for consumers; individual 
industries; Federal, state or local government agencies; or geo- 
graphic regions. There will be no significant adverse effects 
on competition, employment, investment, productivity, or inno- 
vation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

These rule changes contain a collection-of-information 
requirement subject to the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. The rule changes add a requirement for 
acover sheet to be submitted with each document to be recorded 
that will expedite the recording process and improve quality. 
This collection of information requirement is cleared under 
OMB Control No. 0651-0011. The public reporting burden for 
this requirement is estimated to be one-half hour per filing, 
including the time for reviewing instructions, searching exis- 
ting data sources, gathering and maintaining the data needed, 
and completing and reviewing the collections of information. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
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National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record- 
keeping requirement. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


37 CFR Part 3 


Administrative practice and procedure, Inventions and 
patents, Trademarks, Reporting and recordkeeping require- 
ment. 


For the reasons set out in the preamble and pursuant to the 
authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, parts 
1, 2 and 3 of title 37 of the Code of Federal Regulations are 
amended as set forth below. 


PART I - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section !.12 paragraphs (a) and (d) are revised to read as 
follows: 


§ 1.12 Assignment records open to public inspection. 


(a) (1) Separate assignment records are maintained in the 
Patent and Trademark Office for patents and trademarks. The 
assignment records, relating to original or reissue patents, 
including digests and indexes, for assignments recorded on or 
after May 1, 1957, and assignment records relating to pending 
or abandoned trademark applications and to trademark registra- 
tions, for assignments recorded on or after January 1, 1955, 
are open to public inspection at the Patent and Trademark 
Office, and copies of those assignment records may be obtained 
upon request and payment of the fee set forth in §§ 1.19 and 
2.6 of this Chapter. 

(2) All records of assignments of patents recorded before 
May |, 1957, and all records of trademark assignments recorded 
before January |, 1955, are maintained by the National Archives 
and Records Administration (NARA). The records are open to 
public inspection. Certified and uncertified copies of those 
assignment records are provided by NARA upon request and 
payment of the fees required by NARA. 


hee 


(d) An order for a copy of an assignment or other document 
should identify the reel and frame number where the assignment 
or document is recorded. If a document is identified without 
specifying its correct reel and frame, an extra charge as set 
forth in § 1.21(j) will be made for the time consumed in making 
a search for such assignment. 


3. Section 1.17 is amended by revising paragraph (i)(1) to 
read as follows: 


§ 1.17 Patent application processing fees. 


eee 


(i)(1) For filing a petition to the Commissioner under a 
section of this part listed below which refers to this para- 


§ 1.12 — for access to an assignment record. 
§ 1.14 — for access to an application. 
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.53 — to accord a filing date. 

.55 — for entry of late priority papers. 

.60 — to accord a filing date. 

.62 — to accord a filing date. 

.103 — to suspend action in application. 

177 — for divisional reissues to issue separately. 
3 

3 


12 — for amendment after payment of issue fee. 
13 — to withdraw an application from issue. 
.314 — to defer issuance of a patent. 
§ 1.666(b) — for access to interference settlement agreement. 
§ 3.81 — for patent to issue to assignee, assignment submitted 
after payment of the issue fee. 


MLNPLN LP LN LP SP SP GP 


*“e* 


4. Section 1.32 is removed and reserved. 
1.32 [Reserved] 

5. Section 1.46 is revised to read as follows: 
§ 1.46 Assigned inventions and patents. 


In case the whole or a part interest in the invention or in 
the patent to be issued is assigned, the application must still 
be made or authorized to be made, and an oath or declaration 
signed, by the inventor or one of the persons mentioned in §§ 
1.42, 1.43, or 1.47. However, the patent may be issued to the 
assignee or jointly to the inventor and the assignee as provided 
in § 3.81. 


6. Section 1.104 is amended by revising paragraph (e) to 
read as follows: 


§ 1.104 Nature of examination; examiner’s action. 


ee 


(e) Co-pending applications will be considered by the exam- 
iner to be owned by, or subject to an obligation of assignment 
to, the same person if: 

(1) the application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 
chapter which convey the entire rights in the applications to 
the same person or organization; or 

(2) copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization 
are filed in each of the applications; or 

(3) an affidavit or declaration by the common owner is filed 
which states that there is common ownership and states facts 
which explain why the affiant or declarant believes there is 
common ownership; or 

(4) other evidence is submitted which establishes common 
ownership of the applications. 

In circumstances where the common owner is a corporation 
or other organization, an affidavit or declaration may be signed 
by an official of the corporation or organization empowered 
to act on behalf of the corporation or organization. 


7. The undesignated center head above § 1.331 is revised 
to read as follows: 


Arbitration Awards 
8. Sections 1.331 through 1.334 are removed and reserved. 
§§ 1.331- 1.334 [Reserved] 


Part 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


9. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


10. The undesignated center head § 2.185 is removed. 
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11. Sections 2.185 through 2.187 are removed and reserved. 


§§ 2.185-2.187 [Reserved] 
12. Part 3 is added to read as follows: 


Part 3 - ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


Sec. 

3.1 Definitions 

DOCUMENTS ELIGIBLE FOR RECORDING 
3.11 Documents which will be recorded. 


3.16 Assignability of trademarks prior to filing of use state- 
ments. 


REQUIREMENTS FOR RECORDING 


3.21 Identification of patents and patent applications. 

3.24 Formal requirements for documents and cover sheets. 

3.26 English language requirement. 

3.27 Mailing address for submitting documents to be 
recorded. 


3.28 Requests for recording. 
COVER SHEET REQUIREMENTS 


3.31 Cover sheet content. 
3.34 Correction of cover sheet errors. 


FEES 

3.41 Recording fees. 

DATE AND EFFECT OF RECORDING 
3.51 Recording date. 


3.54 Effect of recording. 
3.56 Conditional assignments. 


DOMESTIC REPRESENTATIVE 
3.61 Domestic representative. 
PROSECUTION BY ASSIGNEE 


3.71 Prosecution by assignee. 
3.73 Establishing right of assignee to prosecute. 


ISSUANCE TO ASSIGNEE 


3.81 Issue of patent to assignee. 
3.85 Issue of registration to assignee. 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
§ 3.1 Definitions. 


For purposes of this part, the following definitions shall 
apply: 

Application means a national application for patent, an inter- 
national application that designates the United States of 
America, or an application to register a trademark unless other- 
wise indicated. 


Assignment means a transfer by a party of all or part of its 
right, title and interest in a patent or patent application, or a 
transfer of its entire right, title and interest in a registered mark 
or a mark for which an application to register has been filed. 


Document means a document which a party requests to be 
recorded in the Office pursuant to § 3.11 and which affects 
some interest in an application, patent, or registration. 


Office means the Patent and Trademark Office. 
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Recorded document means a document which has been 
recorded in the Office pursuant to § 3.11. 


Registration means a trademark registration issued by the 
Office. 


DOCUMENTS ELIGIBLE FOR RECORDING 
§ 3.11 Documents which will be recorded. 


Assignments of applications, patents, and registrations, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, will be recorded in the Office. Other documents, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, affecting title to applications, patents, or registrations, 
will be recorded as provided in this Part or at the discretion 
of the Commissioner. 


§ 3.16 Assignability of trademark prior to filing of use 
Statement. 


No application to register a mark under 15 U.S.C. 1051(b) 
is assignable prior to the filing of the verified statement of use 
under 15 U.S.C. 1051(d) except to a successor to the business 
of the applicant, or portion thereof, to which the mark pertains, 
if that business is ongoing and existing. 


REQUIREMENTS FOR RECORDING 
§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent 
by the patent number. An assignment relating to a national 
patent application must identify the national patent application 
by the application number (consisting of the series code and 
the serial number, e.g., 07/123,456) or the serial number and 
filing date. An assignment relating to an international patent 
application which designates the United States of America 
must identify the international application by the international 
application number (e.g., PCT/US90/01234). If an assignment 
is executed concurrently with, or subsequent to, the execution 
of the patent application, but before the patent application is 
filed, it must identify the patent application by its date of 
execution, name of each inventor, and title of the invention 
so that there can be no mistake as to the patent application 
intended. 


§ 3.24 Formal requirements for documents and cover 
sheets. 


The document and cover sheet must be legible. Either the 
original document or a true copy of the original document, 
may be submitted for recording. Only one side of each page 
shall be used. The paper used should be flexible, strong, white, 
non-shiny, durable, and preferably no larger than 21.6 x 33.1 
cm. (8 1/4 x 14 inches) with a 2.5 cm. (one-inch) margin on 
all sides. 


§ 3.26 English language requirement. 
The Office will accept and record non-English language 


documents only if accompanied by a verified English translation 
signed by the individual making the translation. 


§ 3.27 Mailing address for submitting documents to be 


Documents and cover sheets to be recorded should be 
addressed to the Commissioner of Patents and Trademarks, 
Box Assignments, Washington, D.C. 20231, unless they are 
filed together with new applications or with a petition under 
3.81(b). 


§ 3.28 Requests for recording. 


Each document submitted to the Office for recording must 
be accompanied by at least one cover sheet as specified in § 
3.31 referring either to those patent applications and patents, 
or to those trademark applications and registrations, against 
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which the document is to be recorded. If a document to be 
recorded includes interests in, or transactions involving, both 
patents and trademarks, separate patent and trademark cover 
sheets must be submitted. Only one set of documents and cover 
sheets to be recorded should be filed. If a document to be 
recorded is not accompanied by a completed cover sheet, the 
document and any incomplete cover sheet will be returned 
pursuant to § 3.51 for proper completion of a cover sheet and 
resubmission of the document and a completed cover sheet. 


COVER SHEET REQUIREMENTS 
§ 3.31 Cover sheet content. 


(a) Each patent or trademark cover sheet required by § 3.28 
must contain: 

(1) the name of the party conveying the interest; 

(2) the name and address of the party receiving the interest; 

(3) a description of the interest conveyed or transaction 
to be recorded; 

(4) each application number, patent number or registration 
number against which the document is to be recorded, or an 
indication that the document is filed together with a patent 
application; 

(5) the name and address of the party to whom correspon- 
dence concerning the request to record the document should 
be mailed; 

(6) the number of applications, patents or registrations 
identified in the cover sheet and the total fee; 

(7) the date the document was executed; 

(8) an indication that the assignee of a trademark applica- 
tion or registration who is not domiciled in the United States 
has designated a domestic representative (see § 3.61); and 

(9) a statement by the party submitting the document that 
to the best of the person’s knowledge and belief, the information 
contained on the cover sheet is true and correct and any copy 
submitted is a true copy of the original document; and 

(10) the signature of the party submitting the document. 

(b) A cover sheet may not refer to both patents and trade- 
marks. 


§ 3.34 Correction of cover sheet errors. 


(a) An error in a cover sheet recorded pursuant to 3.11 will 
be correctedonly if: 
(1) the error is apparent when the cover sheet is compared 
with the recorded document to which it pertains and 
(2) a corrected cover sheet is filed for recordation. 


(b) The corrected cover sheet must be accompanied by the 
originally recorded document or a copy of the originally 
recorded document and by the recording fee as set forth in § 
3.41. 


FEES 
§ 3.41 Recording fees. 


All requests to record documents must be accompanied by 
the appropriate fee. A fee is required for each application, 
patent and registration against which the document is recorded 
as identified in the cover sheet. The recording fee is set in § 
1.21(h) of this Chapter for patents and in § 2.6(q) of this Chapter 
for trademarks. 


DATE AND EFFECT OF RECORDING 
§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this Part is 
filed in the Office. A document which does not comply with 
the identification requirements of § 3.21 will not be recorded. 
Documents not meeting the other requirements for recording, 
for example, a document submitted without a completed cover 
sheet or without the required fee, will be returned for correction 
to the sender where a correspondence address is available. The 
returned papers, stamped with the original date of receipt by 
the Office, will be accompanied by a letter which will indicate 
that if the retumed papers are corrected and resubmitted to the 
Office within the time specified in the letter, the Office will 
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consider the original date of filing of the papers as the date of 
recording of the document. The certification procedure under 
either § 1.8 or § 1.10 of this Chapter may be used for resubmis- 
sions of returned papers to have the benefit of the date of 
deposit in the United States Postal Service. If the returned 
patent was not corrected and resubmitted within the specified 
period, the date of filing of the corrected papers will be consid- 
ered to be the date of recording of the document. The specified 
period to resubmit the returned papers will not be extended. 


§ 3.54 Effect of recording. 


The recording of a document pursuant to § 3.11 is not a 
determination by the Office of the validity of the document or 
the effect that document has on the title to an application, a 
patent, or a registration. When necessary, the Office will deter- 
mine what effect a document has, including whether a party 
has the authority to take an action in a matter pending before 
the Office. 


§ 3.56 Conditional assignments. 


Assignments which are made conditional on the performance 
of certain acts or events, such as the payment of money or other 
condition subsequent, if recorded in the Office, are regarded as 
absolute assignments for Office purposes until cancelled with 
the written consent of all parties or by the decree of a court of 
competent jurisdiction. The Office does not determine whether 
such conditions have been fulfilled. 


DOMESTIC REPRESENTATIVE 


§ 3.61 Domestic representative. 


If the assignee of a trademark application or registration is 
not domiciled in the United States, the assignee must designate, 
in writing to the Office, a domestic representative. An assignee 
of a patent application or patent may designate a domestic 
representative if the assignee is not residing in the United States. 
The designation shall state the name and address of a person 
residing within the United States on whom may be served 
process or notice of proceedings affecting the application, 
patent or registration or rights thereunder. 


PROSECUTION BY ASSIGNEE 
§ 3.71 Prosecution by assignee. 


The assignee of record of the entire right, title and interest 
in an application for patent is entitled to conduct the prosecution 
of the patent application to the exclusion of the named inventor 
or previous assignee. The assignee of a registered trademark 
or a trademark for which an application to register has been 
filed is entitled to conduct the prosecution of the trademark 
application or registration to the exclusion of the original appli- 
cant or previous assignee. 


§ 3.73 Establishing right of assignee to prosecute. 


(a) The inventor is presumed to be the owner of a patent 
application, and any patent that may issue therefrom, unless 
there is an assignment. The original applicant is presumed to 
be the owner of a trademark application unless there is an 
assignment. 

(b) When the assignee of the entire right, title and interest 
seeks to take action in a matter before the Office with respect 
to a patent application, trademark application, patent, registra- 
tion, or reexamination proceeding, the assignee must establish 
its ownership of the property to the satisfaction of the Commis- 
sioner. Ownership is established by submitting to the Office 
documentary evidence of a chain of title from the original 
owner to the assignee or by specifying (e.g. reel and frame 
number, etc.) where such evidence is recorded in the Office. 
Documents submitted to establish ownership may be required 
to be recorded as a condition to permitting the assignee to take 
action in a matter pending before the Office. In addition, the 
assignee of a patent application or patent must submit a state- 
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ment specifying that the evidentiary documents have been 
reviewed and certifying that, to the best of assignee’s knowl- 


edge and belief, title is in the assignee seeking to take the 
action. 


ISSUANCE TO ASSIGNEE 
§ 3.81 Issue of patent to assignee. 


(a) For a patent application, if an assignment of the entire 
right, title, and interest is recorded before the issue fee is paid, 
the patent may issue in the name of the assignee. If the assignee 
holds an undivided part interest, the patent may issue jointly 
to the inventor and the assignee. At the time the issue fee is 
paid, the name of the assignee must be provided if the patent 
is to issue solely or jointly to that assignee. 


(b) If the assignment is submitted for recording after the 
date of payment of the issue fee, but prior to issuance of the 
patent, the assignee may petition that the patent issue to the 
assignee. Any such petition must be accompanied by the fee 
set forth in 1.17(i)(1) of this Chapter. 


§ 3.85 Issue of registration to assignee. 


The certificate of registration may be issued to the assignee 
of the applicant, or in a new name of the applicant, provided 
that the party files a written request in the trademark application 
by the time the application is being prepared for issuance of 
the certificate of registration, and the appropriate document 
is recorded in the Office. If the assignment or name change 
document has not been recorded in the Office, then the written 
request must state that the document has been filed for recorda- 
tion. The address of the assignee must be made of record in 
the application file. 
June 24, 1992 DOUGLAS B. COMER 

Acting Assistant Secretary and 
Acting Commissioner of Patents 
and Trademarks 
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(44) Issuance of a Patent to an Assignee 

The purpose of this notice is to clarify the procedures to 
have a patent issue to an assignee. See 37 CFR 3.81 and Manual 
of Patent Examining Procedure § 307. 

Section 3.81(a) permits a patent to isssue to an assignee, 
provided that at the time the issue fee is paid, the assignment 
has been submitted for recordation and the name of the assignee 
is provided. The name of the assignee is usually provided in 
item 5 of the Issue Fee Transmittal form (PTOL-85B). 

Section 3.81(b) permits a patent to issue to an assignee when 
the assignment is submitted for recording after the date of 
payment of the issue fee, but prior to issuance of the patent, 
provided a petition and fee are filed requesting that the patent 
issue to the newly recorded assignee. 

When the correct name of the assignee was not provided in 
accordance with either section 3.81(a) or (b) (i.e., either no 
name or an incorrect name was provided in item 5 of the Issue 
Fee Transmittal when the assignment had been recorded or 
submitted for recordation at the time the issue fee was paid, 
or an incorrect name was provided in the petition required by 
section 3.81(b) when the assignment is submitted for recording 
after the date of payment of the issue fee, but prior to issuance 
of the patent), a correction can be made by filing a petition 
under 37 CFR 1.183 requesting that the requirements of 37 
CFR 3.871 be waived. This procedure is required at any time 
after the issue fee is paid, including after issuance of the patent. 
A petition under 37 CFR 1.183 should include: (1) the petition 
fee set forth in 37 CFR 1.17(h) (currently $130); (2) the correct 
name of the assignee; and (3) the reel and frame number where 
the assignment is recorded or proof of the date the assignment 
was submitted for recordation. 
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If the petition under 37 CFR 1.183 is filed and granted prior 
to issuance of the patent, the patent will either: (1) be printed 
with the correct assignee’s name; or (2) be printed without the 
correct assignee’s name. In the latter case, patentee would be 
entitled to a certificate of correction under 37 CFR 1.322 to 
correct an Office mistake in not correctly printing the assignee’s 
name on the patent. 

If the petition under 37 CFR 1.183 is filed and/or granted 
after issuance of the patent, the patent would be printed without 
the correct assignee’s name. However, if the petition is granted, 
patentee would be entitled to a certificate of correction under 
37 CFR 1.323 due to the mistake in not complying with 37 
CFR 3.81. 
March 16, 1994 CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 
Office of the Assistant Commissioner for Patents 
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(45) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


37 CFR Parts 1, 2 § 3 


[Docket No. 910246-2140] 
RIN 0651-AA43 


Changes in Patent and Trademark Assignment Practice 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule; correction. 

Summary. The Patent and Trademark Office (Office) amended 
the rules of practice regarding assignments in patent and trade- 
mark cases to improve and clarify the rules, to codify changes 
in practice and to consolidate the rules into a new Part 3 directed 
to assignments. In the final assignment rules a fee change 
promulgated in January 1992 was inadvertently omitted from 
the § 1.17(i)(1) listing. 

Effective Date: September 4, 1992. 

For Further Information Contact: Jeffery V. Nase by telephone 
at (703) 305-9282 or by mail marked to his attention and 
addressed to Commissioner of Patents and Trademarks, Box 
DAC, Washington, D.C. 20231. 

Supplementary Information: The amended assignment rules 
first appeared in a notice of proposed rulemaking published in 
the Federal Register on May 10, 1991, at 56 FR 21641, and 
the Patent and Trademark Office Official Gazette of June 4, 
1991, at 1127 OG 8-16. The final rules appeared in the Federal 
Register on July 6, 1992, at 57 FR 29634. Between the time 
the proposed and final rules were published, 37 CFR § 1.97(d) 
was amended, effective March 16, 1992, by a final rule which 
appeared in the Federal Register of January 17, 1992, 57 FR 
2021, relating to the duty of disclosure. The amendment pro- 
vided for a new petition fee which was referenced in 37 CFR 
§ 1.17, patent application processing fees. The reproduction of 
§ 1.17 in the final assignment rule package neglected to add 
the reference to the new petition under § 1.97(d). 

Section 1.17(i)(1) is reproduced in its entirety to include the 
reference to § 1.97(d) which was inadvertently omitted. The 
amount of the fee for considering an information disclosure 
statement is not affected by this rule change. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents. 


For the reasons set out in the preamble and pursuant to the 
authority contained in 35 U.S.C. 6, part | of title 37 of the 
Code of Federal Regulations has been amended as set forth 
below. 


PART 1 - RULES OF PRACTICE IN PATENT CASES 
1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
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2. Section 1.17 is amended by revising paragraph (i)(1) to 
read as follows: 


§ 1.17 Patent application processing fees. 


see 


(i)(1) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this para- 


- foraccess to an assignment record. 
- for access to an application. 
- to accord a filing date. 
- for entry of late priority papers. 
- to accord a filing date. 
to accord a filing date. 


.97(d) - to consider an information disclosure statement. 


.103 - to suspend action in application. 

.177 - for divisional reissues to issue separately. 

.312 - for amendment after payment of issue fee. 

.313 - to withdraw an application from issue. 

1.314 - to defer issuance of a patent. 

§ 1.666(b) - for access to interference settlement agreement. 
§ 3.81 - for patent to issue to assignee, assignment submitted 
after payment of the issue fee. 


1 
1 
1 
1 
l. 
l. 
l 
1 
1 
1 
1 


LP LP LP LP LP IP LP ALP LP LPYIP GP? 


***#*#* 


July 17, 1992 DOUGLAS B. COMER 
Assistant Secretary & Acting 
Commissioner of Patents 


and Trademarks 
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(46) Taking Action in a Patent Matter Before the 


Office by the Assignee under 37 CFR 3.73. 


When the assignee of the entire right, title and interest first 
seeks to take action in a matter before the Office with respect 
to a patent application, patent or reexamination proceeding, the 
assignee must establish its ownership of the property to the 
satisfaction of the Commissioner. 37 CFR 3.73(b). The 
assignee’s ownership may be established either 1) by submitting 
to the Office copies of the documentary evidence of a chain 
of title from the original inventor to the assignee, or 2) by 
specifying, by reel and frame number, for example, where such 
documentary evidence is recorded in the Office. In addition to 
the establishment of ownership, there is further requirement that 
the assignee submit a statement specifying that the evidentiary 
documents have been reviewed and certifying that, to the best 
of the assignee’s knowledge and belief, title is in the assignee 
seeking to take action. Once 37 CFR 3.73(b) is complied with 
by an assignee, that assignee may continue to take action in 
that application, patent or reexamination proceeding without 
filing a 37 CFR 3.73(b) statement each time, provided that 
ownership has not changed. 

When an assignee files a continuation or divisional applica- 
tion (under 37 CFR 1.53, 1.60 or 1.62), reference may be 
made to a statement filed under 37 CFR 3.73(b) in the parent 
application or a copy of that statement may be filed. A newly 
executed statement under 37 CFR 3.73(b) must be filed when 
a continuation-in-part application is filed by an assignee. 

The statement under 37 CFR 3.73(b) may be signed on behalf 
of the assignee in the following two manners if the assignee 
is an organization (e.g., corporation, partnership, university, 
government agency, etc.). 

(1) The statement may be signed by a person in the organi- 
zation having apparent authority to sign on behalf of the organi- 
zation. An officer (president, vice-president, secretary, or 
treasurer) is presumed to have authority to sign on behalf of 
the organization. The signature of the chairman of the board 
of directors is acceptable, but not the signature of an individual 
director. A person having a title (manager, director, adminis- 
trator, general counsel) that does not clearly set forth that person 
as an officer of the assignee is not presumed to be an officer 
of the assignee or to have authority to sign the statement on 
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behalf of the assignee. A power of attomey from the inventors 
in an organization to a practitioner to prosecute a patent applica- 
tion does not make the practitioner an official of an assignee 
or empower the practitioner to sign the statement on behalf of 
the assignee. 

(2) The statement may be signed by any person, if the 
statement includes an averment that the person is empowered 
to sign the statement on behalf of the assignee and, if not signed 
by a registered practitioner, the statement must be in oath or 
declaration form. Where a statement does not include such an 
averment, and the person signing does not hold a position in 
the organization that would give rise to a presumption that the 
person is empowered to sign the statement on behalf of the 
assignee, evidence of the person’s authority to sign will be 
required. 

Examples of situations where ownership must be established 
and the statement under 37 CFR 3.73(b) must be submitted are 
when the assignee: signs a request for status of an application 
or gives a power to inspect an application; acquiesces to express 
abandonment of an application; appoints its own legal represen- 
tative; signs a terminal disclaimer, consents to the filing of a 
reissue application; consents to the correction of inventorship; 
files an application under 37 CFR 1.47(b) or 37 CFR 1.475; 
signs an Issue Fee Transmittal (PTOL-85B); or signs a response 
to an Office action. 

Examples of situations where ownership need not be estab- 
lished and a statement under 37 CFR 3.73(b) is nor required 
to be submitted are when the assignee: signs a small entity 
declaration; signs an affidavit or declaration of common owner- 
ship of two inventions; signs a NASA or DOE property rights 
statement; signs an affidavit under 37 CFR 1.131 where the 
inventor is unavailable; signs a Certificate of Mailing under 
37 CFR 1.8; or files a request for reexamination of a patent 
under 37 CFR 1.510. 

An acceptable certification under 37 CFR 3.73(b) is attached 
to this notice. 

For further information related to actions taken by an assignee 
in patent matters, contact Jeffrey V. Nase at (703) 305-9282. 
Apr. 30, 1993 CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 

Office of the Assistant Commissioner 

for Patents 


[1150 OG 62] 


(47) Revised PTOL-85 Issue Fee 


Transmittal Form 


The purpose of this notice is to advise the public that form 
PTOL-85 has been substantially revised so as to be more effec- 
tive and easier to use. Form PTOL-85 starts out as a three page 
form. Page | is form PTOL-85B, the Issue Fee Transmittal 
form. This form is labeled “TRANSMIT THIS FORM WITH 
FEE” in red at the bottom. Form PTOL-85B is used for submit- 
ting the issue fee. The PALM data that is printed on this form 
will be much clearer than before as it is now the first (or top) 
printed copy. This should ensure that the submitted issue fee 
is promptly credited to the correct application file. 


Pages 2 and 3 of PTOL-85 are, respectively, the applicant’s 
copy and the PTO’s copy of PTOL-85, the Notice of Allowance 
and Issue Fee Due form. The applicant’s copy is labeled 
“YOUR COPY” in red at the bottom. The applicant should 
retain the applicant’s copy of form PTOL-85. 


Form PTOL-85B (i.e., page 1) has also been revised to have 
the Certificate of Mailing in the upper right comer and to 
clarify that the Certificate of Mailing is to be used for domestic 
mailings only. Additionally, the CURRENT CORRESPON- 
DENCE ADDRESS block shall permit write-in corrections for 
making minor changes in the correspondence address. Alterna- 
tively, a change in the correspondence address, or an indication 
of a “Fee Address” for maintenance fee notifications, may be 
made by checking the appropriate set of brackets in Block | 
and including the appropriate attachment. 


Block 3 of the revised form PTOL-85B will be used to 
indicate assignee data to be printed on the patent, as well as 
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the status of the assignee as: (1) individual, (2) corporation or 
other private group entity, or (3) government entity. Applicants 
are being asked to indicate the status of the assignee in order 
to increase the accuracy of the assignee category codes being 
entered by the Office into the Patent Full Text Data Base, 
which can later be extracted and used for statistical purposes. 
This has become necessary since the assignee’s category is not 
always evident at the point in the publication process when 


the assignment data is being captured from the PTOL-85B 
form. 


The applicant is requested to transmit an extra copy of PTOL- 
85B when payment of the issue fee is by way of authorization 
to debit a Deposit Account. 
February 21,1997 STEPHEN O. KUNIN 
Deputy Assistant Commissioner 

for Patent Policy and Projects 


[1196 OG 91} 


(48) “Expedited Local” and “At Cost” Services 
for Certified and Uncertified Copies 


of Patent and Trademark Office Documents 
Expedited Local Service 


The Patent and Trademark Office (PTO) offers “expedited 
local service” for three products: (1) uncertified patent and 
trademark copies; (2) certified copies of both patent and trade- 
mark applications-as-filed; and (3) certified copies of trademark 
registrations (status and title). Customers can routinely order 
these expedited services, which are specifically identified by 
separate codes in the PTO’s fee schedule. Orders for “expedited 
local service” on these three products may be placed in one of 
four ways: (1) delivered in person to the Office of Public 
Records (OPR) Customer Service Counter, Crystal Gateway 
4, Suite 300; (2) placed in drop boxes located in PTO search 
room facilities; (3) faxed to (703) 308-9759; or (4) delivered 
via overnight delivery services directly to OPR at the following 
address: 


U.S. Patent and Trademark Office 
Office of Public Records 
Customer Service, 3rd Floor 

1213 Jefferson Davis Highway 
Arlington, Va. 22202 


Orders marked “Expedite” within the product lines described 
above will be processed as “regular service” orders if the correct 
fee does not accompany the order. Please note that orders 
with notations such as “Please Rush”, “Urgent”, or “Please 
Expedite”, and which fall outside the product lines offering 
“expedited local service,” do not receive special processing. 


Customers should note that orders for “expedited local ser- 
vice” are processed based on the date of receipt, not on the 
method of delivery to OPR; fax and overnight delivery service 
orders have the same priority as hand-delivered orders received 
on the same day. Similarly, completed orders for “expedited 
local service” are closed and shipped without regard to the 
requested delivery method or location. 


At Cost Service 


The Office’s fee schedule does not specifically provide for 
other expedited document delivery, largely because of the 
uncertainty and risk involved in promising services for which 
either the media/papers to satisfy the order or PTO staff support 
might not be available. However, the Office recognizes that 
there are situations, such as litigation, due dates imposed by 
foreign intellectual property offices, or pending commercial 
transactions, which require an extraordinary level of service in 
order to meet a most urgent deadline. Accordingly, the OPR 
practice has been to receive and process these requests on a 
case-by-case basis, and to charge for them based on the pub- 
lished product/service fee code, plus a combination of “Labor 
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Services” (484, 584) and “Other Services at Cost” (485,585). 
This commonly has been referred to as “at cost service.” 


OPR’s ability to provide “at cost” services for copies of 
patent and trademark documents is based largely upon the ready 
availability of source documents, either on microform or via 
access to electronic images. Consequently, orders for copies 
of file wrappers and contents usually cannot be accepted for 
filling on an “at cost” basis. While every effort will be made 
to assist all customers, the PTO cannot always guarantee 
delivery of documents on or before requested dates. Turnaround 
time for this service is dependent on the scope and complexity 
of the specific request, staff resources which can be diverted, 
and other priority orders in inventory. 


Requests for “at cost” services must be in writing and on 
letterhead from the applicant, attorney of record, or the assignee. 
The letter must state the reason for requesting “at cost” service, 
such as active litigation or a pending commercial transaction. 
The letter must also include the dates the documents are needed. 
Detailed justification/disclosure of commercial or confidential 
business information is not required, but there must be a clear 
sense of urgency in the request. 


Requests for “at cost” services may be placed in one of three 
ways: (1) hand delivered to the OPR Customer Service Counter 
in Crystal Gateway 4, Suite 300; (2) faxed to (703) 308-9759; 
(3) or sent via overnight delivery service directly to OPR at 
the following address: 


U.S. Patent and Trademark Office 
Office of Public Records 
Customer Service, 3rd Floor 

1213 Jefferson Davis Highway 
Arlington, Va. 22202 


Based on a review of the specific request, a Customer Service 
Representative will contact the requester to discuss the feasi- 
bility of meeting the deadline and the total cost invoived. The 
minimum charge for filling an “at cost” order for copies of 
patent and trademark documents will be $120 (3 hours labor 
at $40 per hour), plus the published product/service fee per 
copy. Customers will be asked to approve all charges before 
any work begins. Customers sending requests via overnight 
delivery services must specify payment via PTO deposit 
account, MasterCard, or Visa. “Walkup” customers also may 
pay by check at the PTO Office of Finance Cashier in Crystal 
Gateway 4 following discussions with OPR Customer Services 
staff and acceptance of their order. 


“At cost” service requests dropped at PTO search room 
locations or sent to the general PTO address will be processed 
as “regular service” orders. “At cost” orders are processed 
based on the date of acceptance, not on the method of delivery 
to OPR; “at cost” requests sent via fax and overnight delivery 
service go through the same review and acceptance process as 
those hand-delivered. Regardless of which method is used to 
transmit an “at cost” the customer designated point- 
of-contact should have full authority to discuss the requirement; 
be able to discuss the impact of any possible change in the 
expected due date; and be authorized to make payment in full. 


Completed “at cost” orders will be sent to the customer via 
overnight delivery service to ensure continuous tracking while 
in transit and to confirm receipt. On request, completed “at 
cost” orders may be picked up/signed for at the OPR Customer 
Service Counter. 


Questions concerning either “expedited local service” or “at 
cost” services for copies of and trademark documents 
should be directed to OPR Customer Service at (703) 308- 
9726, or via e-mail address at certdiv@uspto.gov. 


May 29, 1998 WESLEY H. GEWEHR 
Administrator for 


Information Dissemination 
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(49) Obtaining Copies of Interference Related Files 


The Board of Patent Appeals and Interferences does not 
provide or sell copies of interference files or the application 
or patent files involved in an interference. Orders for copies 
shall not be filed with the Board unless ordered by an Adminis- 
trative Patent Judge. Individuais ordering files should note that 
interference files do not include the involved application or 
patent files, which must be ordered as separate files. Orders 
for copies must specifically identify the serial number, patent 
number or interference number of all desired files. Because of 
the confidentiality provisions of 35 U.S.C. § 122 and 37 CFR 
§§ 1.1 l(e) and 1.14, all orders for copies of pending applications 
or interference files must be accompanied with proof that the 
requester is authorized to have access to the files (e.g., copy 
of the power of attorney, power to inspect, and interference 
declaration, as appropriate). Failure to provide all necessary 
information with the order will delay obtaining copies or result 
in a denial of the order. 


Uncertified copies may be purchased from the Dissemina- 
tion Support Division (DSD). Inquiries regarding uncertified 
copies must be directed to DSD at (703) 305-8716. Orders for 
uncertified copies may be placed by FAX, when paying by 
VISA/MasterCard or PTO Deposit Account, at (703) 305-8759. 
Orders for uncertified copies may also be mailed to DSD at 
the following: 


Commissioner of Patents and Trademarks 
Box 9 
Attention: DSD File Copy 
Washington, D.C. 20231 


Certified copies may be purchased from the Certification 
Division. Inquiries regarding certified copies must be directed 
to the Certification Division at (703) 308-9726 or toll free at 
1-800-972-6382. Orders for certified copies may be placed 
by FAX, when paying by VISA/MasterCard or PTO Deposit 
Account, at (703) 308-7048. Order for uncertified copies may 
also be mailed to the Certification Division at this address: 


Commissioner of Patents and Trademarks 
Box 10 
Washington, D.C. 20231 


Orders for both certified and uncertified copies may be hand 
delivered to PTO’s Public Service Facility, located at 2183 
Jefferson Davis Highway, in the Crystal Plaza Arcade Shops 
directly below Crystal Plazas 3 and 4. 


BRUCE H. STONER, JR. 
Chief Administrative Patent Judge 
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“At Cost” Recordation of Assignment: 
Related 


‘s 
and Transactions 


Background 


The Patent and Trademark Office (PTO) offers “expedited 
local service” for three well-defined products: patent and trade- 
mark copies; certified copies of both patent and trademark 
applications-as-filed; and certified copies of trademark registra- 
tions (status and title). Customers can routinely order these 
expedited services which are specifically identified by separate 
codes in the Office’s fee schedule. The Office’s fee schedule 
does not specifically provide for other expedited service relating 
to delivery of documents or other products, largely because of 
the uncertainty and risk involved in promising services for 
which either the media/papers to satisfy the order or PTO staff 
support might not be available. 

“At Cost” Services for Recording Assignments and Related 
Transactions 

Assignments are and recorded on a “first in/first 
out” basis from the date of receipt in the Assignment Division. 
While PTO does not routinely and specifically offer expedited 
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service to record assignments, it has recognized that there are 
situations, such as pending litigation or commercial transac- 
tions, which require other than “first in/first out” processing 
in order to meet a most urgent judicial or contractual deadline. 
Accordingly, the Office of Public Records (OPR) practice has 
been to receive and process these requests on a case-by case 
basis and to assess fees based on the statutory recordation fee 
(481,482, 581), plus a combination of “Labor Services” (484, 
584) and “Other Services at Cost” (485,585). This has been 
referred to commonly as “at cost” recordation. 


Turmaround time for this extraordinary recordation service 
is dependent on the scope and complexity of the specific 
request, staff resources which can be diverted, and other priority 
work in inventory. While every effort will be made to assist 
all customers, the PTO cannot always guarantee delivery of 
recorded documents on or before requested dates. 


Requests for “at cost recordation” must be hand delivered 
or sent via overnight courier directly to OPR in the North 
Tower Building: 


U.S. Patent and Trademark Office 

Office of Public Records 

ATTN: “At Cost” Recordation Services 

2800 Crystal Drive, 10th Floor Service Counter 
Arlington, VA 22202 


Do not send requests to the general PTO address; such requests 
may be significantly delayed before delivery to OPR. 


All documents submitted for “at cost” recordation must meet 
the minimum requirements set forth in 37 CFR Part 3. In 
addition, there must be a separate letter specifically requesting 
“at cost” recordation, signed by a principal party to the transac- 
tion (owner, inventor) or the attorney of record, stating the 
specific date the recordation notice must be returned, and 
describing the reason special service is required. Detailed justi- 
fication/disclosure of commercial or confidential business 
information is not required, but there must be a clear urgency 
in the request. 


Based on their review of the specific request, Assignment 
Division staff will contact the customer to discuss the feasibility 
of meeting the deadline and the total cost involved. The min- 
imum charge for expedited assignment recordation is $90 (3 
hours labor at $30 per hour), plus the established statutory fee 
per property. Customers will be contacted and asked to approve 
all charges before work begins. Customers sending requests 
via overnight delivery services must make payment via PTO 
deposit account, MasterCard, or Visa. Local “walk up” cus- 
tomers may pay cash at the PTO Office of Finance Cashier in 
addition to the other methods. 


Once recorded, “at cost” assignments must either be picked 
up/signed for at the Office of Public Records NT Service 
Counter or sent via Federal Express (next business day service); 
charges for Federal Express delivery will be added to the total 
“at cost” bill. 

Questions concerning “at cost” recordation services should 
be directed to the Assignment Division Customer Services Desk 
at (703) 308-9723. 
May 1, 1997 WESLEY H. GEWEHR 
Administrator for Information Dissemination 
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(51) Temporary Suspension of “At Cost” Services 


for Orders for Certified Copies 


Effective immediately, and until further notice, the Certifica- 
tion Division, Office of Public Records, will temporarily sus- 
pend accepting requests for “at cost” service for orders of 
certified copies of PTO documents except where the requester 
provides documentation that the copy is required for pending 
litigation. 

The Certification Division’s ability to provide “at cost” ser- 
vices is based upon the ready availability of source documents 
either on microform or via access to electronic images. 
Increased filings of both patent and trademark applications have 
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resulted in more instances where requested documents are not 
yet available on film or electronic media to fill customer orders 
on an “at cost” basis efficiently and for a reasonable fee. 

Orders for expedited service for certified copies of both 
patent and trademark applications-as-filed and trademark regis- 
trations will continue to be accepted. Customers will be advised 
within three working days if microform or electronic images 
are not available to fill their orders on an expedited basis, and 
the order will be filled as a request for regular service with an 
appropriate adjustment and/or credit for fees paid. 

Customers are reminded that expedited service is provided 
on a “local basis” for those orders: (1) placed through the 
PTO’s Public Service Windows located in the Patent Search 
Room and the Trademark Search Library; (2) hand-delivered 
to the Office of Public Records’ (OPR) Service Counter in the 
North Tower building; (3) transmitted via fax directly to the 
Certification Division; or (4) received from an overnight 
delivery service at the OPR Service Counter. Requests for 
expedited service received through the US mail will be pro- 
cessed as regular orders. 

In those cases where Certification Division cannot fill a 
customer order within 30 days of receipt due to unavailability 
of media or the source document itself, customers will be 
provided with a certified letter documenting their request and 
the Office’s inability to fill the order as requested. These letters 
will be provided at no charge. The order itself will be closed 
and a full refund or credit made to the customer. 

Customers placing orders for certified copies may use the 
following as guidelines for expected turnaround times from 
initial receipt of an order in PTO to mailing date from the 
Office: 


Certified Product Days to Mail 

Patent Application-As-Filed, Expedited 7 
(microfiche available) 

Patent Applications-As-Filed, Regular 17 

Patent Related File Wrapper 25 

Patent Copy 10 


Trademark Application-As-Filed, Expedited 
(microfiche available) 

Trademark Application-As-Filed, Regular 17 

Trademark Related File Wrapper 25 

Trademark Registration 10 

Trademark Registration, Expedited 3 


Delivery of any specific copy will vary based on the avail- 
ability of microfilm products and/or file accessiblity. Customers 
are encouraged to fax orders for copies directly to Certification 
Division at (703) 308-9759 and to pay by PTO Deposit Account, 
MasterCard, or Visa to minimize processing time. Information 
on the status of pending orders may be obtained by calling 
(703) 308-9726 or | (800) 972-6382 (outside the Washington, 
D.C. Metro area). 


November 2, 1995 WESLEY H. GEWEHR 
Administrator for 


Information Dissemination 
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(52) Indexing Against a Recorded Assignment 

It has been the practice of the Patent and Trademark Office 
(PTO) to process requests for indexing against a recorded docu- 
ment by adding the newly requested property to the data base 
record for the previously recorded document, except if the 
previously recorded document was an assignment. The PTO 
only required a transmittal letter with the recording fee and 
not a copy of the previously recorded document to process 
the indexing request. While indexing the additional properties 
resulted in the assignment data base being updated, the indexing 
request itself was never microfilmed to become part of the 
official record. 
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Effective immediately, the PTO will no longer process such 
indexing requests. Such indexing requests do not comply with 
37 CFR 3.11, 3.28, and 3.31 which require that each request 
for recordation include the document to be recorded and a 
cover sheet. Instead of filing an indexing request, a party should 
submit a cover sheet in conformance with 37 CFR 3.31, a true 
copy of the document, and the recording fee. PTO will assign 
a new recording date to that submission, update the assignment 
data base, and microfilm the cover sheet and document to 
become part of the official record. 

Nov. 3, 1993 THERESA A. BRELSFORD 
Assistant Commissioner for 
Public Services and 
Administration 
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(53) Recordability of Foreclosures 


for Assignment Purposes 


It has been the practice of the Assignment Branch to record 
security agreements between a secured party and a debtor which 
refer specifically to a patent or a patent application and which 
are signed by the debtor. However, foreclosures by the secured 
party were not recorded because they were not signed by the 
debtor. Accordingly, before recording a foreclosure not signed 
by a debtor, the Assignment Branch required a Court order. 
This requirement forced the secured party to bring action in a 
court of law where otherwise Court action might not have been 
necessary. 

To facilitate recording of foreclosures not signed by a debtor 
and avoid unnecessary court proceedings, the Office will record 
foreclosures which comply with all of the following criteria: 


(1) Submission of the foreclosure document with original 
endorsement by the secured party, or a verified copy 
thereof, 

(2) Identification of the patent by patent number or the 
patent application by serial number, or other acceptable 
identifier(s) as specified in 37 CFR 1.331(c), in the body 
of the foreclosure document itself or any addenda incorpo- 
rated by reference; 

(3) Reference to the security agreement recorded under 37 
CFR 1.331; and 

(4) Submission of a verified statement by a representative 
of the secured party stating that the patent or the patent 
application has been legally foreclosed on based upon the 
applicable state laws. 


A foreclosure document complying with the above criteria 
will be deemed to be a recordable instrument in accordance 
with 37 CFR 1.331. 
March 14, 1988 THERESA A. BRELSFORD 

Assistant Commissioner 
for Administration 
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(54) Interim Treatment of 
Fee Deficiency Submissions under 


37 C.F.R. § 1.28(c) in view of DH Technology 


Two recent district court decisions have considered the prac- 
tice of submitting a fee deficiency under 37 C.F.R. § 1.28(c) 
and have reached conflicting conclusions. See DH Technology 
v. Synergstex International, Inc., 937 F.Supp. 902, 40 USPQ2d 
1754 (N.D. Cal. 1996); and Jewish Hospital of St. Louis v. 
Idexx Laboratories, 951 F.Supp | (D. Me. 1996). 

In DH Technology, the District Court for the Northern Dis- 
trict of California held that the submission of the balance of 
the full issue fee under 37 C.F.R. § 1.28(c) must also meet the 
requirements of 37 C.F.R. § 1.317. 937 F.Supp. at 909, 40 
USPQ2d at 1761. DH Technology is currently under appeal to 
the Court of Appeals for the Federal Circuit (Federal Circuit). 
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Since a decision by the Federal Circuit in DH Technology 
is expected to resolve the conflict concerning 37 C.F.R. § 
1.28(c), the PTO is holding the acceptance of all submissions of 
fee deficiencies under 37 C.F.R. § 1.28(c) in abeyance pending a 
decision in DH Technology by the Federal Circuit. 

Inquiries with regard to this notice should be directed to 
Robert W. Bahr at (703) 305-9285. 
April 14, 1997 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 

Patent Policy and Projects 
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(55) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 98-0713170-8289-03] 
RIN 0651-AA96 


Revision of Patent Fees for Fiscal Year 1999 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule. 


SUMMARY: The Patent and Trademark Office (PTO) is 
amending the rules of practice in patent cases to reduce patent 
“statutory” fee amounts to conform to the fee amounts set by 
law in the United States Patent and Trademark Office Reautho- 
rization Act, Fiscal Year 1999 (Public Law 105-358). The PTO 
is reducing, by a corresponding amount, a few fees that track 
the statutory fees. The PTO is also reducing a non-statutory 
fee to reflect current business practice. This final rule super- 
sedes the final rule that was published on July 24, 1998, and 
corrected on September 3, 1998. 


EFFECTIVE DATE: The effective date for the amendments 
to the fee amounts in 37 CFR 1.16, 1.17(a) through (qd), (1), 
and (m), 1.18, 1.20, and 1.492 is the date of enactment of 
Public Law 105-358 (November 10, 1998). The effective date 
for the amendments to the fee amounts in 37 CFR 1.17(r) and 
(s), and 1.21(a)(6)(ii) is December 8, 1998. 


FOR FURTHER INFORMATION CONTACT: Matthew 
Lee by telephone at (703) 305-8051, by facsimile at (703) 305- 
8007, or by e-mail at matthew.lee@uspto.gov. 


SUPPLEMENTARY INFORMATION: This final rule 
adjusts PTO fees in accordance with the United States Patent 
and Trademark Office Reauthorization Act, Fiscal Year 1999 
(Public Law 105-358). 


Background 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 376. 
The fees established under 35 U.S.C. 41(a) and (b) are referred 
to as the “statutory” fees. Subsection 41(f) of title 35, United 
States Code, provides that fees established under 35 U.S.C. 
4l(a) and (b) may be adjusted on an annual basis to reflect 
fluctuations in the Consumer Price Index (CPI). Section 10101 
of the Omnibus Budget Reconciliation Act of 1990 (amended 
by section 8001 of Public Law 103-66) provided that there 
would be a surcharge on all fees established under 35 U.S.C. 
41(a) and (b). This surcharge provision was scheduled to expire 
on October |, 1998. 


Against this background, the PTO published a final rule in the 
Federal Register of July 24, 1998, that revised patent fees for 
fiscal year 1999 (63 FR 39731). See also 63 FR 46891 (Sep- 
tember 3, 1998) (correcting one of the fee amounts specified 
in the July 24, 1998 final rule).The final rule had an effective 
date of October |, 1998. The notice provided that if superseding 
legislation were passed, the PTO would publish a document 
in the Federal Register to ensure that the fees established under 
the final rule would not take effect. 
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Superseding legislation was passed. First, a series of continuing 
resolution appropriations bills were enacted that maintained 
PTO fee amounts at fiscal year 1998 rates from October 1, 
1998, through October 21, 1998. See H.J. Res. 128, P.L. 105- 
240, HJ. Res. 133, P.L. 105-249; H.J. Res. 134, P.L. 105-254; 
H.J. Res. 135, P.L. 105-257; HJ. Res. 136, P.L. 105-260; and 
H.J. Res. 137, P.L. 105-273. In response, the PTO published 
a final rule in the Federal Register of October 1, 1998, which 
delayed the effective date of the July 24, 1998 final rule(63 
FR 46891). 


Second, the Omnibus Consolidated and Emergency Supple- 
mental Appropriations Act, 1999 (P.L. 105-277) was signed 
by the President on October 21, 1998. It maintained patent fees 
at their September 30, 1998 (fiscal year 1998) rates through 
either enactment of a reauthorization statute, or if no such 
statute, then June 15, 1999. Thus, it also superseded the PTO’s 
July 24, 1998 final rule. 


Finally, the United States Patent and Trademark Office Reau- 
thorization Act, Fiscal Year 1999 (Public Law 105-358) was 
signed by the President on November 10, 1998. Public Law 
105-358 amends 35 U.S.C. 41(a) and (b) and, thus, statutorily 
resets 35 U.S.C. 41(a) and (b) fees.That is, the fees established 
under 35 U.S.C. 41(a) and (b)}—which in previous years had 
been determined using a base amount, a surcharge amount, and 
cumulative CPI adjustments—are for the balance of fiscal year 
1999 set at the amounts specified in Public Law 105-358. (In 
future years, these fees may be adjusted to reflect fluctuations 
in the CPI.) 


This final rule conforms the patent fees set forth in 37 CFR 
1.16, 1.17(a) through (d), (1), and (m), 1.18, 1.20, and 1.492 
to the fee amounts specified in Public Law 105-358. Specifi- 
cally, it amends the following sections to correspond to the 
patent fees specified in amended 35 U.S.C. 41(a): 


1.16 (paragraphs (a) through (d), and (f) through (j)), 
1.17 (paragraphs (a) through (d), (1) and (m)), 
Be 
] 


18 (paragraphs (a) through (c)), and 
.492 (paragraphs (a) through (d)). 


Section 1.20 (paragraphs (d) through (g)) is amended to indicate 
the patent fees specified in amended 35 U.S.C. 41(b). 


This final rule also adjusts two fees that track statutory fees, 
and one non-statutory fee. Section 1.17, paragraphs (r) and (s), 
is reduced to correspond to the fee provided in 35 U.S.C. 
41\(a)(1)(A), as amended by Public Law 105-358. Section 
1.21(a)(6)(ii) is being reduced to reflect current business prac- 
tice. The adjustment to section 1.21(a)(6)(ii) was announced 
in the July 24, 1998 final rule. 


Public Law 105-358 supersedes Public Law 105-277. The 
present notice therefore supersedes any and all prior notices 
or corrections revising patent fees for fiscal year 1999. 


A comparison of the September 30, 1998 fee amounts (i.e., 
the fiscal year 1998 fee amounts) and the new fee amounts for 
fiscal year 1999 is included as an Appendix to this final rule. 


Procedures for determining the fee owed during the transition 
to the new fee schedule. With two exceptions, any fee amount 
that is paid on or after the effective date of the final fee adjust- 
ment would be subject to the new fees then in effect. As will 
be further explained below, the two exceptions are the filing 
fee required for a patent application filed under 35 U.S.C. 111 
and the national fee for an application entering the national 
stage under 35 U.S.C. 371. 


If a Certificate of Mailing or Transmission was used, and was 
proper under § 1.8(a)(1), the fee required is the lower of: 


(1) the fee in effect on the date the PTO receives the fee; 
or 

(2) the fee in effect on the date of mailing indicated on a 
proper Certificate of Mailing or Transmission under § 1.8(a)(1). 


Items for which a Certificate of Mailing or Transmission under 
§ 1.8(a)(1) is not proper include, for example, Continued Prose- 
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cution Applications (CPAs) under § 1.53(d) and other national 
and international applications for patents. See 37 CFR 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the United States 
Postal Service (USPS) is considered filed or received in the 
Office on the date of deposit with the USPS. The date of deposit 
with the USPS is shown by the “date-in” on the “Express Mail” 
mailing label or other official USPS notation. 


a. The filing fee for applications filed under 35 U.S.C. 111 
and 37 CFR 1.53 35 U.S.C. 111 provides for the filing of a patent 
application with the PTO. If the filing fee for an application filed 
under 35 U.S.C. 111 is received when the application is filed, 
the filing fee required is the filing fee in effect on the filing 
date assigned the application. If the PTO receives the filing 
fee on a date later than the filing date assigned the application, 
the filing fee required is the higher of: 


(1) the filing fee in effect on the filing date assigned the 
application; or 

(2) the filing fee in effect on the date the PTO receives the 
filing fee. 


The filing fee includes the basic fee, excess claims fees (if 
any), and the multiple dependent claim fee (if any), for claims 
present on filing (unless the excess or multiple dependent claims 
are canceled before the filing fee is paid). Of course, if the 
basic filing fee is received on a date later than the filing date 
assigned the application filed under 35 U.S.C. 111, a surcharge 
as set forth in § 1.16(e) is also required. 


b. The fees for international applications entering the national 
stage under 35 U.S.C. 371 and 37 CFR 1.494 or 1.495 


35 U.S.C. 371 provides for the national stage filing of a patent 
application under the Patent Cooperation Treaty. The basic 
national fee for an international application entering the national 
stage is due not later than the expiration of 20 months from 
the priority date in the international application (or 30 months 
from the priority date if the United States was elected prior to 
the expiration of 19 months from the priority date). The amount 
of the basic national fee that is required to be paid is the basic 
national fee in effect on the date the full fee is received. 


The excess claim fees or the multiple dependent claim fee is 
the higher of: 


(1) the excess claims fees and the multiple dependent claim 
fee in effect on the date the PTO receives the basic national 
fee; or 

(2) the excess claims fees and the multiple dependent claim 
fee in effect on the date the PTO receives (any of) these fees. 


In this respect, the practice for determining the fees due for 
excess Claims and any multiple dependent claim when entering 
into the national stage is analogous to the practice for applica- 
tions filed under 35 U.S.C. 111. 


Fees for claims which are added after entry into the national 
stage are determined by the fees in effect (for excess claims 
and multiple dependent claim) on the date the PTO receives 
the fee(s). 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This final rule has been determined to be significant 
for purposes of Executive Order 12866. 


This final rule conforms the patent fees indicated in Part | of 
title 37, Code of Federal Regulations, to the patent fee amounts 
set by law. Therefore, prior notice and an opportunity for public 
comment are not required pursuant to 5 U.S.C. 553 (or any 
other law), and 30-day prior publication in the Federal Register 
and the Official Gazette of the Patent and Trademark Office 
is not required pursuant to 35 U.S.C. 41(f). As prior notice and 
an opportunity for public comment are not required pursuant to 
5 U.S.C. 553, or any other law, the analytical requirements 
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of the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., are 
inapplicable 

Lists of Subjects 

37 CFR Part 1 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


Part | - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a) through 
(d), and (f) through (j), to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each claim in excess of 20 (Note that § 1.75(c) indicates how 
multiple dependent claims are considered for fee purposes.): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


ee+* 


(f) Basic fee for filing each design application: 


By a small entity (§ 1.9(f)) . 
By other than a small entity ..................csseceeeesesereeres $310.00 


(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) ........-.rsssssseressessssesseeeees $380.00 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 


EL 2 2k, eae $39.00 
By other than a small entity 


(j) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each claim (whether indepen- 
dent or dependent) in excess of 20 and also in excess of the 
number of claims in the original patent (Note that § 1.75(c) 
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indicates how multiple dependent claims are considered for fee 
purposes.): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


e++++* 


3. Section 1.17 is amended by revising paragraphs (a)(1) 
through (5), (b) through (d), (1), (m), (r), and (s), to read as 
follows: 

§ 1.17 Patent application processing fees. 

(a)*** 


(1) For reply within first month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(2) For reply within second month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(3) For reply within third month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(4) For reply within fourth month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) For reply within fifth month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 


By a small entity (§ 1.9 (f)) 
By other than a small entity .................c.ccccccsseeerereeee $200. 


(d) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


eee 


(1) For filing a petition: 


(1) For the revival of an unavoidably abandoned application 
under 35 U.S.C. 111, 133, 364, or 371, or 


(2) For delayed payment of the issue fee under 35 U.S.C. 151 
(§ 1.137(a)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(m) For filing a petition: 
(1) For revival of an unintentionally abandoned application, or 


(2) For the unintentionally delayed payment of the fee for 
issuing a patent (§ 1.137(b)): 
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By a small entity (§ 1.9(f)) 
By other than a small entity 


eee 


(r) For entry of a submission after final rejection under 
§1.129(a): 


By a small entity (§ 1.9(f)) ..............sceccoccecerserserereees $380.00 
By other than a small entity 


(s) For each additional invention requested to be examined 
under §1.129(b): 


ol fg: RL, ree $380.00 
By other than a small entity 


4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a small entity (§ 1.9(f)) .............-cecccccscrereeeseeres .-$215.00 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


5. Section 1.20 is amended by revising paragraphs (d) through 
(g) to read as follows: 


§ 1.20 Post issuance fees. 


eRe 


(d) For filing each statutory disclaimer (§ 1.321): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee is 
due by eleven years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


#et% 
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6. Section 1.21 is amended by revising paragraph (a)(6)(ii) to 
read as follows: 


§ 1.21 Miscellaneous fees and charges. 


EEE 
(a)*** 
(6)*** 


(ii) Regrading of afternoon section 
(Claim Drafting) 


EEE 


7. Section 1.492 is amended by revising paragraphs (a) through 
(d), to read as follows: 


§ 1.492 National stage fees. 


ERE 


(a) The basic national fee: 


(1) Where an international preliminary examination fee as set 
forth in § 1.482 has been paid on the international application 
to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(2) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office, but an international search fee as set forth 
in § 1.445(a)(2) has been paid on the international application 
to the United States Patent and Trademark Office as an Interna- 
tional Searching Authority: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(3) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid and no international search fee 
as set forth in § 1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(4) Where an international preliminary examination fee as set 
forth in §1.482 has been paid to the United States Patent and 
Trademark Office and the international preliminary examina- 
tion report states that the criteria of novelty, inventive step 
(non-obviousness), and industrial applicability, as defined in 
PCT Article 33 (1) to (4) have been satisfied for all the claims 
presented in the application entering the national stage (see § 
1.496(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) Where a search report on the international application has 
been prepared by the European Patent Office or the Japanese 
Patent Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
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By other than a small entity 
(c) In addition to the basic national fee, for filing or later 
presentation of each claim (whether independent or dependent) 


in excess of 20 (Note that § 1.75(c) indicates how multiple 
dependent claims are considered for fee calculation purposes.): 


OFFICIAL GAZETTE 


January 5, 1999 


contains, or is amended to contain, a multiple dependent 
claim(s), per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


*++e% 


By a small entity (§ 1.9(f)) 


By other than a small entity December 2, 1998 2. bec « aor 
eputy Commissioner o; 


(d) In addition to the basic national fee, if the application Patents and Trademarks 


NOTE — The following appendix is provided as a courtesy to the public, but is not a substitute for the rules. It will not appear 
in the Code of Federal Regulations. 


Appendix A - Comparison of Prior and New Reduced Fee Amounts 


— Indicates fees remain at FY 1998 amount 


FY 
1998 


$790 $760 
Basic Filing Fee (Small Entity) $395 $380 
Independent Claims $82 $78 
Independent Claims (Small Entity) $41 $39 
Claims in Excess of 20 $22 $18 
Claims in Excess of 20 (Small Entity) $il $9 
Multiple Dependent Claims $270 $260 
Multiple Dependent Claims (Smal! Entity) $135 $130 
Surcharge - Late Filing Fee $130 - 
Surcharge - Late Filing Fee (Small Entity) $65 
Design Filing Fee $330 
Design Filing Fee (Small Entity) $165 
Plant Filing Fee $540 
Plant Filing Fee (Small Entity) $270 
Reissue Filing Fee $790 
Reissue Filing Fee (Small Entity) $395 
Reissue Independent Claims $82 
Reissue Independent Claims (Small Entity) $41 
Reissue Claims in Excess of 20 $22 
Reissue Claims in Excess of 20 (Small Entity) $11 $9 
Provisional Application Filing Fee $150 : 
Provisional Application Filing Fee (Small Entity) $75 
Surcharge - Incomplete Provisional App. Filed $50 
Surcharge - Incomplete Provisional App. Filed (Small Entity) $25 
Extension - First Month $110 
Extension - First Month (Small Entity) $55 
Extension - Second Month $400 
Extension - Second Month (Small Entity) $200 
Extension - Third Month $950 
Extension - Third Month (Small! Entity) $475 
Extension - Fourth Month $1,510 
Extension - Fourth Month (Small Entity) $755 
Extension - Fifth Month $2,060 
Extension - Fifth Month (Small Entity) $1,030 
Notice of Appeal $310 
Notice of Appeal (Small Entity) $155 
Filing a Brief $310 
Filing a Brief (Small Entity) $155 
Request for Oral Hearing $270 
Request for Oral Hearing (Small Entity) $135 
Petition - Not All Inventors $130 
Petition - Correction of Inventorship $130 
Petition - Decision on Questions $130 
Petition - Suspend Rules $130 
Petition - Expedited License $130 
Petition - Scope of License $130 
Petition - Retroactive License $130 
Petition - Refusing Maintenance Fee $130 
Petition - Refusing Maintenance Fee - Expired Patent $130 
Petition - Interference $130 
Petition - Reconsider Interference $130 
Petition - Late Filing of Interference $130 
Petition - Correction of Inventorship $130 
Petition - Refusal to Publish SIR $130 
Petition - For Assignment $130 
Petition - For Application $130 
Petition - Late Priority Papers $130 


37 CFR 
Sec. 


1.16(a) 
1.16(a) 
1.16(b) 
1.16(b) 
1.16(c) 
1.16(c) 
1.16(d) 
1.16(d) 
1.16(e) 
1.16(e) 
1.16(f) 
1.16(f) 
1.16(g) 
1.16(g) 
1.16(h) 
1.16(h) 
1.16(i) 
1.16(i) 
1.16()) 
1.16(j) 
1.16(k) 
1.16(k) 
1.16(1) 
1.16(1) 
1.17(aX(1) 
1.17(ay(1) 
l 
l 
l 
l 
l 
l 
l 
l 
l 
l 
l 
1 
l 
l 
1 
1 
1 
l 
1 
l 
l 
l 
l 
l 
l 
1 


DESCRIPTION 
Basic Filing Fee 


$310 
$155 
$480 
$240 
$760 
$380 

$78 


.17(aX(2) 
-17(a)(2) 
-17(a)G3) 
-17(a)(3) 
-17(ay(4) 
-17(a)(4) 
-17(aX(5) 
.17(aX(5) 
.17(b) 
-17(b) 
.17(c) 
-17(c) 
.17(d) 
.17(d) 
-17th) 
.17(h) 
-17(h) 
.17(h) 
-17(h) 
-17(h) 
-17(h) 
-17(h) 
-17(h) 
-17(h) 
.17(h) 
.17(h) 
1.20(b) 
1.17(h) 
1.17(i) 
1.17(i) 
1.17(i) 
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Fee 
Code 


122 
122 
122 
122 
122 
122 
122 
122 
122 
122 
138 


37 C 
Sec. 


17 
17(i) 
17(i) 
17(i) 
17(i) 
17(i) 
17(i) 
17) 
17) 
-17(i) 
17(j) 
17(k) 
17(1) 
17(1) 
17(m) 
17(m) 
17(n) 
17(0) 
.17(p) 
-17(q) 
17(q) 
17(q) 
17(r) 
17(r) 


eed 


17(s) 

17(s) 
18(a) 
18(a) 
18(b) 
-18(b) 
.18(c) 
.18(c) 
19(a)(1 (i) 
19(a)(1 (ii) 
-19(a)(1 (iii) 
19(a)(2) 
19(a)(3(i) 
-19(b)(1 (i) 
-19(b)(1 (ii) 
19(b)(2) 
19(b)(3) 
19(b)(4) 
.19%(c) 
.19(d) 
.19(e) 
-19(f) 
-19(g) 
.19(h) 
1.20(a) 
1.20(c) 
1.20(d) 
1.20(d) 
1.20(e) 
1.20(e) 
1.20(f) 
1.20(f) 
1.20(g) 
1.20(g) 
1.20(h) 
1.20(h) 
1.20(i)(1) 
1.20(i)(2) 
1.20(j(1) 
1.20(j(2) 
1.20(j(3) 
1.21(ay(1 i) 
1.21(a)(1 (ii) 
1.21(a)(2) 
1.21(aX(3) 
1.21(a)(4) 
1.21(a)(4) 
1.21(a)(5) 
1.21(aX(6)(i) 
1.21(a(6\ii) 
1.21(b)(1) 


1. 
1. 
1. 
l. 
1. 
1 
1 
1 
1. 
1. 
1 
1. 
l. 
1 
1 
l. 
1. 
1. 
1 
1 
l 
1 
1 
1 


U.S. PATENT AND TRADEMARK OFFICE 


DESCRIPTION 


Petition - Suspend Action 

Petition - Divisional Reissues to Issue Separately 

Petition - For Interference Agreement 

Petition - Amendment After Issue 

Petition - Withdrawal After Issue 

Petition - Defer Issue 

Petition - Issue to Assi 

Petition - Accord a Filing Date Under §1.53 

Petition - Accord a Filing Date Under §1.62 

Petition - Make Application Special 

Petition - Public Use Proceeding 

Non-English Specification 

Petition - Revive Abandoned Appl. 

Petition - Revive Abandoned Appl. (Small Entity) 

Petition - Revive Unintentionally Abandoned Appl. 
Petition - Revive Unintent Abandoned Appl. (Small Entity) 
SIR - Prior to Examiner’s Action 

SIR - After Examiner’s Action 

Submission of an Information Disclosure Statement (§1.97) 
Petition - Correction of Inventorship (Prov. App.) 

Petition - Accord a filing date (Prov. App.) 

Petition - Entry of submission after final rejection (Prov. App.) 
Filing a submission after final rejection (1.129(a)) 

Filing a submission after final rejection (1.129(a)) 

(Small Entity) 

Per add’! invention to be examined (1.129(b)) 

Per add’! invention to be examined (1.129(b)) (Small Entity) 
Issue Fee 

Issue Fee (Small Entity) 

Design Issue Fee 

Design Issue Fee (Small Entity) 

Plant Issue Fee 

Plant Issue Fee (Small Entity) 

Copy of Patent 

Patent Copy - Overnight delivery to PTO Box or overnight fax 
Patent Copy Ordered by Expedited Mail or Fax - Exp. service 
Plant Patent Copy 

Copy of Utility Patent or SIR in Color 

Certified Copy of Patent Application as Filed 

Certified Copy of Patent Application as Filed, Expedited 
Cert or Uncert Copy of Patent-Related File Wrapper/Contents 
Cert. or Uncert. Copies of Office Records, per Document 
For Assignment Records, Abstract of Title and Certification 
Library Service 

List of Patents in Subclass 

Uncertified Statement-Status of Maintenance Fee Payment 
Copy of Non-U.S. Patent Document 

Comparing and Certifying Copies, Per Document, Per Copy 
Duplicate or Corrected Filing Receipt 

Certificate of Correction 

Reexamination 

Statutory Disclaimer 

Statutory Disclaimer (Smali Entity) 

Maintenance Fee - 3.5 Years 

Maintenance Fee - 3.5 Years(Small Entity) 

Maintenance Fee - 7.5 Years 

Maintenance Fee - 7.5 Years(Small Entity) 

Maintenance Fee - 11.5 Years 

Maintenance Fee - 11.5 Years (Small Entity) 

Surcharge - Maintenance Fee - 6 Months 

Surcharge - Maintenance Fee - 6 Months (Small Entity) 
Surcharge - Maintenance After Expiration - Unavoidable 
Surcharge - Maintenance After Expiration - Unintentional 
Extension of Term of Patent Under 1.740 

Initial Application for Interim Extension Under 1.790 
Subsequent Application for Interim Extension Under 1.790 
Application Fee (non-refundable) 

Registration examination fee 

Registration to Practice 

Reinstatement to Practice 

Certificate of Good Standing 

Certificate of Good Standing, Suitable Framing 

Review of Decision of Director, OED 

Regrading of A.M. section (PTO Practice and Procedure) 
Regrading of P.M. section (Claim Drafting 

Establish Deposit Account 
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eee 
Sas 


$950 
$2,910 
$1,455 


(55) 
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Fee 
Code 
608 
608 
577 
578 
579 
580 
581 
583 
584 
585 
592 
586 
617 
587 
588 
590 
589 
150 
153 
151 
152 
190 
191 
192 
193 
956 
957 
958 
959 
960 
961 
962 
963 
970 
971 


37 CFR 
Sec. 


1.21(b)(2) 
1.21(b)(3) 
1.21(c) 
1.21(d) 
1.21(e) 
1.21(g) 
1.21(h) 
1.21(i) 
1.21(j) 
1.21(k) 
1.21(k) 
1.21(1) 
1.21(m) 
1.21(n) 
1.21(0) 

1.24 

1.296 
1.445(a)(1) 
1.445(a)(2)(i) 
1.445(a)(2)(ii) 
1.445(a)(3) 
1.482(a)(1)(i) 
1.482(a)(1 (ii) 
1.482(a)(2)(i) 
1.482(a)(2)(ii) 
1.492(a)(1) 
1.492(a)(1) 
1.492(a)(2) 
1.492(a)(2) 
1.492(a)(3) 
1.492(a)(3) 
1.492(a)(4) 
1.492(a)(4) 
1.492(a)(5) 
1.492(a)(5S) 
1.492(b) 
1.492(b) 
1.492(c) 
1.492(c) 
1.492(d) 
1.492(d) 
1.492(e) 
1.492(e) 
1.492(f) 
2.6(a)(1) 
2.6(a)(2) 
2.6(a)(3) 
2.6(a)(4) 
2.6(a)(5) 
2.6(a)(6) 
2.€(a)(7) 
2.6(a)(8) 
2.6(a)(9) 
2.6(a)( 10) 
2.6(a)(11) 
2.6(a)( 12) 
2.6(a)(13) 
2.6(a)(14) 
2.6(a)(15) 
2.6(a)( 16) 
2.6(a)(17) 
2.6(a)(18) 
2.6(a)(19) 
2.6(b)(1 (i) 
2.6(b)(1 ii) 


2.6(b)( 1 (iii) 
2.6(b)(2){i) 
2.6(b)(2){ii) 
2.6(b)(3) 
2.6(b)(4)(i) 
2.6(b)(4)(ii) 
2.6(b)(5) 
2.6(b)(6) 
2.6(b)(6) 
2.6(b)(7) 
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DESCRIPTION 


Service Charge Below Minimum Balance 
Service Charge Below Minimum Balance 

Filing a Disclosure Document 

Box Rental 

International Type Search Report 

Self-Service Copy Charge 

Recording Patent Property 

Publication in the OG 

Labor Charges for Services 

Unspecified Other Services 

Terminal Use APS-CSIR (per hour) 

Retaining abandoned application 

Processing Returned Checks 

Handling Fee - Incomplete Application 
Terminal Use APS-TEXT 

Coupons for Patent and Trademark Copies 
Handling Fee - Withdrawal SIR 

Transmittal Fee 

PCT Search Fee - Prior U.S. Application 

PCT Search Fee - No U.S. Application 
Supplemental Search 

Preliminary Exam Fee 

Preliminary Exam Fee 

Additional Invention 

Additional Invention 

Preliminary Examining Authority 

Preliminary Examining Authority (Small Entity) 
Searching Authority 

Searching Authority (Small Entity) 

PTO Not ISA nor IPEA 

PTO Not ISA nor IPEA (Small Entity) 

Claims - IPEA 

Claims - IPEA (Small Entity) 

Filing with EPO/JPO Search Report 

Filing with EPO/JPO Search Report (Small Entity) 
Claims - Extra Individual (Over 3) 

Claims - Extra Individual (Over 3) (Small Entity) 
Claims - Extra Total (Over 20) 

Claims - Extra Total (Over 20) (Small Entity) 
Claims - Multiple Dependents 

Claims - Multiple Dependents (Small Entity) 
Surcharge 

Surcharge (Small Entity) 

English Translation - After 20 Months 
Application for Registration, Per Class 
Amendment to Allege Use, Per Class 

Statement of Use, Per Class 

Extension for Filing Statement of Use, Per Class 
Application for Renewal, Per Class 

Surcharge for Late Renewal, Per Class 
Publication of Mark Under §12(c), Per Class 
Issuing New Certificate of Registration 
Certificate of Correction of Registrant’s Error 
Filing Disclaimer to Registration 

Filing Amendment to Registration 

Filing Affidavit Under Section 8, Per Class 
Filing Affidavit Under Section 15, Per Class 
Filing Affidavit Under Sections 8 & 15, Per Class 
Petitions to the Commissioner 

Petition to Cancel, Per Class 

Notice of Opposition, Per Class 

Ex Parte Appeal to the TTAB, Per Class 
Dividing an Application, Per New Application Created 
Copy of Registered Mark 

Copy of Registered Mark, overnight delivery to PTO box 
or fax 


Copy of Reg. Mark Ordered Via Exp. Mail or Fax, Exp. Svc. 


Certified Copy of TM Application as Filed 

Certified Copy of TM Application as Filed, Expedited 

Cert. or Uncert. Copy of TM-Related File Wrapper/Contents 
Cert. Copy of Registered Mark, Title or Status 

Cert. Copy of Registered Mark, Title or Status - Expedited 
Certified or Uncertified Copy of TM Records 

Recording Trademark Property, Per Mark, Per Document 
For Second and Subsequent Marks in Same Document 

For Assignment Records, Abstracts of Title and Cert. 


FY 
1998 


$25 
$25 
$10 
$50 
$40 
$.25 
$40 
$25 
$40 
Actual Cost 
$50 
$130 
$50 
$130 
$40 
$3 
$130 
$240 
$450 
$700 
$210 
$490 
$750 
$140 
$270 
$720 
$360 
$790 
$395 
$1,070 
$535 
$98 
$49 
$930 
$465 
$82 
$41 
$22 
$11 
$270 
$135 
$130 
$65 
$130 
$245 
$100 
$100 
$100 
$300 
$100 
$100 
$100 
$100 
$100 
$100 
$100 
$100 
$200 
$100 
$200 
$200 
$100 
$100 
$3 
$6 
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FY 
1999 





January 5, 1999 


Fee 


37 CFR 
Code _ 5§ 


Sec. 
2.6(b)(8) 
. 2.6(b)(9) 


2.6(b)( 10) 
2.6(b)(1 1) 


DESCRIPTION 


Terminal Use X-SEARCH 
Self-Service Copy Charge 

Labor Charges for Services 
Unspecified Other Services 
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$40 

$0.25 

$40 

Actual Cost 


[1217 OG 148] 


Partial Payment of Patent Fees 
During Period of October 10, 1998 
through October 20, 1998 
pursuant to Continuing Resolutions 


Further continuing resolutions have been signed by the Presi- 
dent maintaining patent fees for the period from October 10, 
1998 through October 20, 1998 at the amounts charged by the 
PTO on September 30, 1998. See HJ. Res. 133, 134, 135, 136 
and 137. These continuing resolutions provided the Commis- 
sioner with the special authority to recognize a partial payment 
of a fee. 


In view of these continuing resolutions, the PTO’s temporary 
policy on partial payments, which was published in the October 
27, 1998 Official Gazette, has been extended to the time period 
(October 10, 1998 through October 20, 1998) covered by HJ. 
Res. 133, 134, 135, 136 and 137. See “Partial Payment of 
Patent Fees During Period of October |, 1998 through no later 
than October 9, 1998 pursuant to Continuing Resolution,” 1215 
Off Gaz. Pat. Office 117 (October 27, 1998). 


The special authority of the Commissioner to recognize a partial 
payment of a fee has not been extended beyond October 20, 
1998. 


Questions or comments concerning this notice should be for- 
warded to John F. Gonzales, Senior Legal Advisor, by facsimile 
at (703) 308-6916, by telephone at (703) 305-9285, or by e- 
mail at john.gonzales@uspto.gov. 


November 6, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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(57) Partial Payment of Patent Fees 
During Period of October 1, 1998 through 
no later than October 9, 1998 pursuant to 


Continuing Resolution 


Congress recently passed a continuing resolution which has 
been signed by the President that maintains patent fees at 
the amounts charged by the PTO on September 30, 1998 
for the period from October 1, 1998 through no later than 
October 9, 1998. See Pub. L. No. 105-240, § 117 (1998). 


This continuing resolution supersedes the final rule entitled 
Revision of Patent Fees for Fiscal Year 1999, which was pub- 
lished in the Federal Register at 63 Fed Reg. 39731 (July 24, 
1998), and reprinted in the Official Gazette at 1213 Off. Gaz. 
Pat. Office 153 (August 18, 1998). Section 117 of the continuing 
resolution authorizes the Commissioner, during the period of 
the continuing resolution, to recognize a partial payment of a 
fee and to require unpaid amounts to be paid within a time 
period set by the Commissioner. 


Under the above-mentioned authority provided by Section 
117 of the continuing resolution, if any patent fee is timely 
paid during the period covered by the resolution (October | 
through no later than October 9, 1998) in an amount which is 
at least equal to the fee published in the above-mentioned final 
rule but less than the fee set forth in the patent fee schedule 
in effect on September 30, 1998, the PTO will mail applicant 
a notice setting a time period in which the balance of the 
fee may be paid without any penalty, such as, payment of a 


surcharge required by 37 C.F.R. § 1.16(e), the abandonment 
of an application or the expiration of a patent. 


Examples of how the PTO will exercise the above-mentioned 
authority provided by Section 117 of the continuing resolution 
during the period from October | through no later than October 
9, 1998 with respect to the payment of: (1) a basic filing fee 
for an application under 35 U.S.C. § 11 1(a), (2) a basic national 
fee in an international application, and (3) a maintenance fee, 
are set forth in the following paragraphs. 


(1) If a nonprovisional application under 35 U.S.C. § 111(a) 
is filed with the oath or declaration required by 37 C.F.R. § 
1.51(b) and a basic filing fee which is at least equal to the 
basic filing fee published in the above-mentioned final rule but 
is less than the basic filing fee in effect on September 30, 1998, 
the PTO will mail applicant a notice setting a time period in 
which the balance of the basic filing fee must be paid. If the 
balance is paid within the time period set by the notice, the 
surcharge set forth in 37 C.F.R. § 1.16(e) will not be required. 


(2) If the United States is an elected office in an international 
application, the applicant must pay the full basic national fee 
within 30 months from the priority date in order to avoid 
abandonment of the application. See 37 C.F.R. § 1.495(b). The 
amount of the basic national fee due is the fee in effect under 
35 U.S.C. § 41(a)(9) - (12) at the time the basic national fee 
is paid. If applicant timely pays a basic national fee which at 
least equals the basic national fee published in the above- 
mentioned final rule but is less than the basic national fee in 
effect on September 30, 1998, the PTO will mail applicant a 
notice setting a time period in which the balance of the basic 
national fee must be paid to avoid abandonment of the interna- 
tional application. If the balance is paid within the time period 
set by the notice (even if that time period extends beyond 30 
months from the priority date), the full basic national fee will 
be treated as being timely paid. If the balance is not paid within 
the time period set by the notice or the remainder of the period 
of 30 months from the priority date, if any, the full basic 
national fee will be treated as not having been paid and the 
intemational application will be abandoned. 


(3) If a maintenance .fee is submitted (with the surcharge 
under 37 C.F.R. § 1.20(h) within the six-month grace period 
in 35 U.S.C. § 41(b)) which at least equals the applicable 
maintenance fee published in the above-mentioned final rule 
but is less than the applicable maintenance fee in effect on 
September 30, 1998, the PTO will mail applicant a notice 
setting a time period in which the balance of the applicable 
maintenance fee must be paid. If the balance is paid within the 
time period set by the notice (even if that time period extends 
beyond the six-month grace period in 35 U.S.C. § 41(b)), the 
maintenance fee will be treated as timely paid. If the balance 
is not paid within the time period set by the notice or the 
remainder of the six-month grace period in 35 U.S.C. § 41(b), 
if any, the maintenance fee will be treated as not having been 
paid and the patent will expire at the end of the six-month 
grace period in 35 U.S.C. § 41(b). 


Questions or comments conceming this notice should be 
forwarded to John F. Gonzales, Senior Legal Advisor, by fac- 
simile at (703) 308-6916, by telephone at (703) 305-9285, or 
by e-mail at john.gonzales@uspto.gov. 
October 1, 1998 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1215 OG 117] 





1218 TMOG 42 
(58) 


(58) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 980713170-8247-02] 
RIN 0651-AA96 
Revision of Patent Fees for Fiscal Year 1999 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final rule; Delay of effective date. 


SUMMARY: The Patent and Trademark Office (PTO) pub- 
lished a final rule in the Federal Register of July 24, 1998, 
that revised certain patent fee amounts for fiscal year 1999. 
Since then, a continuing resolution appropriations bill has been 
passed by the Congress and signed by the President. The contin- 
uing resolution maintains patent fees at their September 1998 
(fiscal year 1998) rates through October 9, 1998. This document 
delays the effective date of the PTO’s final rule until October 
10, 1998, unless it is superseded by law. 


DATES: The effective date of the final rule published at 63 
FR 46891, July 24, 1998, and corrected at 63 FR 46891, Sep- 
tember 3, 1998, is delayed until October 10, 1998, unless it is 
superseded by law. If this date is superseded by law, PTO will 
publish further notice in the Federal Register. 


FOR FURTHER INFORMATION CONTACT: Matthew 
Lee by telephone at (703) 305-8051, fax at (703) 305-8007, 
or by mail marked to his attention and addressed to the Commis- 
sioner of Patents and Trademarks, Office of Finance, Crystal 
Park 1, Suite 802, Washington, D.C. 20231. 


SUPPLEMENTARY INFORMATION: The Patent and 
Trademark Office (PTO) published a final rule in the Federal 
Register of July 24, 1998, that revised certain patent fee amounts 
for fiscal year 1999 (63 FR 39731). See also 63 FR 46891 
(September 3, 1998) (correcting one of the fee amounts speci- 
fied in the July 24, 1998 final rule). Since then, a continuing 
resolution appropriations bill was passed by the Congress and 
signed by the President on September 25, 1998. See H.R. Res. 
128, P.L. 105-240 (1998). It maintains patent fees at their 
September 1998 (fiscal year 1998) rates through the period of 
the continuing resolution enacted on September 25, 1998, which 
expires October 9, 1998. The continuing resolution supersedes 
the July 24, 1998, final rule on revision of patent fees for fiscal 
year 1999. Accordingly, this notice delays the effective date 
of the final rule until October 10, 1998. Additional continuing 
resolutions could further extend the fiscal year 1998 fee rates 
into fiscal year 1999. 

Legislation is still pending in the Congess to set new patent 
fees for fiscal year 1999. If an appropriations or authorization 
bill authorizing new patent fees is enacted prior to the expiration 
of a continuing resolution, it will supersede the continuing 
resolution. Patent customers should refer to the official PTO 
website (www.uspto.gov), or call the PTO General Information 
Services Division at (703) 308-4357 or (800) PTO-9199, for 
the most current fee amounts and information. 

Sep. 28, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(59) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 


RIN 0651-AA96 


Revision of Patent Fees for Fiscal Year 1999; 
Correction 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule; Correction. 


OFFICIAL GAZETTE 
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SUMMARY: The Patent and Trademark Office published a 
document revising certain patent fee amounts for fiscal year 
1999 in the Federal Register of July 24, 1998. Inadvertently, 
an incorrect fee amount was stated for a national stage fee in 
section 1.492(a)(5). This document corrects this national stage 
fee amount for fiscal year 1999. 


EFFECTIVE DATE: October |, 1998. 


FOR FURTHER INFORMATION CONTACT: Matthew 
Lee by telephone at (703) 305-8051, fax at (703) 305-8007, 
or by mail marked to his attention and addressed to the Commis- 
sioner of Patents and Trademarks, Office of Finance, Crystal 
Park 1, Suite 802, Washington, D.C. 20231. 


SUPPLEMENTARY INFORMATION: The Patent and 
Trademark Office published a final rule entitled “Revision of 
Patent Fees for Fiscal Year 1999” in the Federal Register of 
July 24, 1998 (63 FR 39731). The final rule contains an error 
for a national stage fee in section 1.492(a)(5). The fee amount 
for fiscal year 1999 was incorrectly stated as $395.00 for a 
small entity, and $790.00 for other than a small entity. This 
correction revises this national stage fee amount. 


In the “Revision of Patent Fees for Fiscal Year 1999” final 
rule that was published in the Federal Register of July 24, 
1998 (63 FR 39731), make the following correction. On page 
39734, in the third column, change the national stage fee amount 
for section 1.492(a)(5) to $345.00 for a small entity, and 
$690.00 for other than a small entity. 


August 28, 1998 KENNETH R. CORSELLO 
Associate Solicitor 
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(G0) Notification Regarding Reduced Patent Fee 


Schedule Effective October 1, 1998 


All patent applicants and owners should be aware of the 
current uncertainty as to what patent fees will be in effect 
on October 1, 1998, when filing correspondence involving 
fees, such as new application filing fees, extension of time 
fees, issue fees, and maintenance fees. Trademark fees are 
not affected. 


On October 1, 1998, the patent fee surcharge established in 
the Omnibus Budget Reconciliation Act of 1990 will expire. 
As a result, until Congress acts to set new patent fees, the 
patent statutory fees authorized under title 35, United States 
Code, sections 41(a) and (b), will fall automatically to pre- 
surcharge levels plus Consumer Price Index (CPI) adjustments 
on October 1, 1998. 


Both houses of Congress have initiated action to set new 
patent fees. The Senate has passed an appropriations bill, S. 
2260, and the House has passed an authorization bill, H.R. 
3723, both of which would reduce patent fees from their current 
level, but not by as much as the fees would decline in the 
absence of Congressional action. Also, if no PTO appropriations 
legislation passes before October 1, Congress may enact a 
continuing resolution which could affect the patent fee 
schedule. Any of these legislative actions may occur at any 
time before, on or after October 1, 1998. 


Anticipating the possiblity that congress might not act by 
October 1, 1998, the PTO published a final rule in the Federal 
Register establishing a fee schedule to take effect on October 
1, 1998. This fee schedule appeared in the Federal Register 
on July 24, 1998, in Volume 63, Number 142, pages 39731 to 
39737, and in the Official Gazette of the Patent and Trademark 
Office on August 18, 1998, in Volume 1213, pages 153 to 
160. 


See Appendix A at the end of Federal Register and Official 
Gazette final rule notices for an easy to follow schedule of 
the new fees. 


The Federal Register notice, including helpful Appendix A, 
may be easily found on the PTO’s Web site as explained below. 
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The final rule would reduce patent fees to reflect the expiration 
of the surcharge plus fluctuations in the CPI, and assumes no 
Congressional action prior to October 1, 1998. The fee levels 
that would be established should either S. 2260 or H.R. 3723 
be enacted may also be found in the third (H.R. 3723) column 
of the previously mentioned Appendix A. 


Under normal circumstances, patent fees are set forth in 37 
C.F.R. §§ 1.16 through 1.21 and 1.492. As discussed above, 
however, it is possible that legislation will be enacted that 
supersedes the patent fees specified in 37 C.F.R. §§ 1.16through 
1.21 and 1.492. If this happens, the fees in effect are those fees 
set forth in the enacted legislation (and not the fees specified in 
37 C.F.R. §§ 1.16 through 1.21 and 1.492). Therefore, it is 
also possible that there will be a gap in time during which 37 
C.F.R. §§ 1.16 through 1.21 and 1.492 do not accurately set 
forth the patent fees in effect. When legislation is enacted to 
reset patent fees, the PTO will publish in the Federal Register 
and in the Official Gazette an official notice setting forth the 
patent fee schedule to be followed, and will post the patent fee 
schedule on the PTO’s Web site. 


The final rule stated, in the section entitled “General Proce- 
dures” that “[a}]ny fee amount that is paid on or after the effective 
date of the final fee adjustment will be subject to the new fees 
then in effect. While this statement is correct for most patent 
fees, it is not correct with respect to the filing fee required for 
a patent application filed under 35 U.S.C. § 111 or the national 
fee for an application entering the national stage under 35 
U.S.C. § 371. A correct statement of these fees is set forth 
below in this notice. 


If you want to know what fee to pay when filing corre- 
spondence, you should refer to the PTO’s Web site (www.us- 
pto.gov), or contact the PTO General Information Services 
Division at (703) 308-4357 or (800) PTO-9199 for the most 
current fee amounts and information. 


As passage of the pending fee legislation is uncertain, the 
PTO will proceed under the assumption that the fee changes 
set forth in the final rule will become effective on October 1, 
1998. In view of the scheduled reduction in patent application 
fees effective on October 1, 1998, this notice is intended to 
clarify: (1) the filing fee required to be paid for a patent applica- 
tion filed under 35 U.S.C. § 111 prior to October 1, 1998 where 
the fee is not actually received until on or after October 1, 
1998; (2) the basic national fee and the fees for excess and 
multiple dependent claims required for international applica- 
tions entering the national stage under 35 U.S.C. § 371; and 
(3) the applicability of Certificate of Mailing and “Express 
Mail” practice to the fee in effect on the date of payment. 


35 U.S.C. § 11) and 37 CER, § 1.53 


If the filing fee is received when the application is filed, the 
filing fee required in an application filed under 35 U.S.C. § 
111 is the filing fee in effect on the filing date assigned the 
application. If the filing fee is received on a date later than the 
filing date assigned the application, the filing fee required in 
an application filed under 35 U.S.C. § 111 is the higher of: 
(1) the filing fee in effect on the filing date assigned the applica- 
tion; or (2) the filing fee in effect on the date the filing fee is 
received. The filing fee includes the basic fee, excess claims 
fees (if any), and the multiple dependent claim fee (if any), 
for claims present on filing (unless the excess or multiple 
dependent claims are canceled before the filing fee is paid). 
Of course, if the basic filing fee is received on a date later 
than the filing date assigned the application filed under 35 
U.S.C. § 111, a surcharge as set forth in 37 C.F.R. § 1.16(e) 
is also required. 


The current rules (37 C.F.R. §§ !.53({) and (g)) are designed 
to discourage the filing of an application without the basic 
filing fee by imposing a financial penalty in the form of a 
surcharge when the basic filing fee is received later than the 
filing date assigned the application. Therefore, delaying the 
payment of the filing fee in an application under 35 U.S.C. § 
111 will not reduce the filing fee required to be paid in the 
application. For example, the filing fee required to be paid in 
an application under 35 U.S.C. § 111 filed before October 1, 
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1998 cannot be reduced by delaying the payment of the filing 
fee until on or after October 1, 1998. 


It is not recommended that the filing of any application be 
delayed until October 1, 1998 for the purpose of paying a 
reduced filing fee because: (1) a delay in filing an application 
could adversely affect the patentability of the application (see, 
e.g.. 35 U.S.C. § 102(b)); and (2) it is uncertain as to what 
fees will be in effect on and after October 1, 1998. 


The basic national fee for an international application 
entering the national stage is due not later than the expiration 
of 20 months from the priority date in the international applica- 
tion (or 30 months from the priority date if the United States 
was elected prior to the expiration of 19 months from the 
priority date), and the amount of the basic national fee that is 
required to be paid is the basic national fee in effect on the 
date the full fee is received. 


If the reduced basic national fee scheduled to be effective 
on October 1, 1998 does take effect, even for a limited period 
of time, or if a different reduced fee schedule is set forth in 
enacted legislation, applicants may take advantage of such a 
reduction in fees. This is because the amount required to be 
paid for the basic national fee is determined by the fees in 
effect on the date the basic national fee is received. Applicants 
are cautioned, however, that the full basic national fee must 
be paid within the permitted (20 or 30 months) period for 
payment of the basic national fee, delaying payment of the 
basic national fee may cause a later date under 35 U.S.C. § 
102(e) to be accorded to any patent issuing on the application, 
and, as previously noted, it is uncertain what fees will be in 
effect on and after October 1, 1998. 


The excess claim fees or the multiple dependent claim fee 
required to be paid is the higher of: (1) the excess claims fees 
and the multiple dependent claim fee in effect on the date the 
basic national fee is received; or (2) the excess claims fees and 
the multiple dependent claim fee in effect on the date (any 
of) these fees are received. In this respect, the practice for 
determining the fees due for excess claims and any multiple 
dependent claim when entering into the national stage is analo- 
gous to the practice for applications filed under 35 U.S.C. § 
lil. 


Fees for claims which are added after entry into the national 
stage are determined by the fees in effect (for any excess claims 
and any multiple dependent claim) on the date the fee(s) are 
received. 


All Other Patent Fees 


The fee required to be paid for all other patent fees is the 
fee in effect on the date the fee is received (see “Certificate 
of Mailing or Transmission under 37 C.F.R. § 1.8(a)(1)” and 
“Correspondence filed by ‘Express Mail,’” discussed below). 


Centifi £ Mali T a ‘er 37 CER. § 
L&@) 


For those items for which a Certificate of Mailing or Trans- 
mission under 37 C.F.R. §§ 1.8(a)(1) is proper, the fee required 
is the lower of: (1) the fee in effect on the date of receipt of 
the fee; or (2) the fee in effect on the date of mailing indicated 
on a proper Certificate of Mailing or Transmission under 37 
C.F.R. § 1.8(a)(1). Items for which a Certificate of Mailing or 
Transmission under 37 C.F.R. § 1.8(a)(1) is not proper include, 
for example, Continued Prosecution Applications under 37 
C.F.R. § 1.53(d) and other national and international applica- 
tions for patents, see 37 C.F.R. § 1.8(a)(2). 


Filed by “E Mail” 


Under 37 C.F.R. § 1.10(a), any correspondence delivered 
by the “Express Mail Post Office to Addressee” service of the 
United States Postal Service (USPS) is considered filed or 
received in the Office on the date of deposit with the USPS. 
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The date of deposit with the USPS is shown by the “date-in” 
on the “Express Mail” mailing label or other official USPS 
notation. 


Questions or comments concerning this notice should be 
forwarded to John F. Gonzales, Senior Legal Advisor, by fac- 
simile at (703) 308-6916, by telephone at (703) 305-9285, or 
by e-mail at john.gonzales@uspto.gov. 

September 9, 1998 Q. TODD DICKINSON 
Acting Assistant Secretary 

of Commerce and Commissioner 
of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No. 980713170-8170-01) 
RIN 0651-AA96 


Revision of Patent Fees 
for Fiscal Year 1999 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (PTO) is 
amending the rules of practice in patent cases, to adjust patent 
statutory fee amounts to reflect the expiration of the surcharge 
established by the Omnibus Reconciliation Act of 1990, as 
amended, and fluctuations in the Consumer Price Index (CPI). 
Also, a few fees that track statutory fees asr being correspond- 
ingly adjusted, and a non-statutory fee is being reduced to 
recover cost. 


Patent statutory fees consist of a fee amount pursuant to title 35, 
United States Code; annual adjustments to reflect fluctuations in 
the CPI; and a surcharge, established by the Omnibus Budget 
Reconciliation Act of 1990, as amended. The intent of the 
surcharge was to finance the cost of operating the PTO from 
user fees, rather than from taxes paid to the general fund of 
the United States Treasury. In fiscal year 1998, the surcharge 
will raise $119,000,000. The surcharge will expire at the end 
of fiscal year 1998. To replace the surcharge and to ensure 
continued user-fee funding of PTO’s operations, legislation has 
been introduced in the Congress, namely, H.R. 3989 and H.R. 
3723. Should either legislation or an alternative be enacted, 
the PTO will publish a document in the Federal Register to 
ensure that this final rule and the fees established will not take 
effect. 


This final rule assumes that no legislative change to patent fees 
will take place before October 1, 1998. This final rule adjusts 
patent fees to reflect the expiration of the surcharge established 
by the Omnibus Budget Reconciliation Act of 1990, as 
amended, and to reflect fluctuations in the CPI over the previous 
twelve months. 


Effective Date: October 1, 1998. 


For Further Information Contact: Matthew Lee by telephone 
at (703) 305-8051, fax at (703) 305-8007, or by mail marked 
to his attention and addressed to the Commissioner of Patents 
and Trademarks, Office of Finance, Crystal Park 1, Suite 802, 
Washington, D.C. 20231. 


Supplementary Information: This final rule adjusts PTO fees 
in accordance with the applicable provisions of title 35, United 
States Code, and the Patent and Trademark Office Authoriza- 
tion Act of 1991 (Public Law 102-204). 


Legislation has been introduced in the Congress, namely H.R. 
3989 and H.R. 3723, to replace the surcharge and to ensure 
continued user-fee funding of PTO’s operations. H.R. 3989 
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would re-establish patent statutory fees at the fiscal year 1998 
fee levels. For patent customers, H.R. 3989 would not change 
fee levels; it would simply include the current surcharge and 
previous years’ annual inflation adjustments within the statu- 
tory fees, in accordance with the President’s budget. The Presi- 
dent’s budget further proposes to rescind $66,342,000 of PTO’s 
fiscal year 1998 budget authority, and an additional 
$50,000,000 in fees collected in fiscal year 1999, for a total 
recission of $1 16,342,000. 


H.R. 3723 would re-establish patent statutory fees below the 
levels proposed in H.R. 3989. The total amount collected under 
H.R. 3723 is expected to be $50,000,000 less than would be 
collected under H.R. 3989. H.R. 3723 does not assume recission 
of PTO budget authority from fees collected in fiscal year 1999. 
(A comparison of fee amounts for fiscal year 1998, this final 
rule for fiscal year 1999, H.R. 3723, and H.R. 3989 is included 
as an Appendix to this final rule.) 


In the absence of the enactment of these bills, or any other 
positive action by the Congress before October |, 1998, certain 
patent fees will revert to their statutory levels, as adjusted for 
previous years’ annual fluctuations in the CPI. Should this 
occur, and PTO not increase fees by CPI fiscal year 1999, PTO 
fee collections in fiscal year 1999 would be $182,000,000 less 
than would be collected under H.R. 3989 and the President’s 
budget proposal, and $1 32,000,000 less than would be collected 
under H.R. 3723. 


This final rule assumes that these bills- and any other statutory 
change to patent fees-will not be enacted before October 1, 
1998. This final rule adjusts patent fees to reflect the expiration 
of the surcharge established by the Omnibus Budget Reconcilia- 
tion Act of 1990, as amended, and to reflect fluctuations in the 
CPI over the previous twelve months. Fees collected under this 
final rule in fiscal year 1999 would be $171,000,000 less than 
would be collected under H.R. 3723. 


Patent customers should be aware that legislative changes to 
patent fees superceding this final rule may occur. If such 
changes occur, the PTO will publish a document in the Federal 
Register to ensure that this final rule and the fees established 
herein will not take effect. Patent customers may wish to refer 
to the official PTO whbsite (www.uspto.gov) for the most current 
fee amounts. Official notices of any fee changes will appear 
in the Federal Register and the Official Gazette of the Patent 
and Trademark Office. 


Background: 
5 Provisi 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 376. 
A fifty percent reduction in the fees paid under 35 U.S.C. 41(a) 
and (b) by independent inventors, small business concems, 
and nonprofit organizations who meet prescribed definitions 
is required by 35 U.S.C. 41(h). 


Subsection 41(f) of title 35, United States Code, provides that 
fees established under 35 U.S.C. 41(a) and (b) may be adjusted 
on October |, 1992, and every year thereafter, to reflect fluctua- 
tions in the Consumer Price Index (CPI) over the previous 12 
months. 


Subsection 41(d) of title 35, United States Code, authorizes 
the Commissioner to establish fees for all other processing, 
services, or materials related to patents to recover the average 
cost of providing these services or materials, except for the fees 
for recording a document affecting title, for each photocopy, and 
for each black and white copy of a patent, and for library 
services. 


Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under 
the Patent Cooperation Treaty (PCT). 


Subsection 41(g) of title 35, United States Code, provides that 
new fee amounts established by the Commissioner under sec- 
tion 41 may take effect thirty days after notice in the Federal 
Register and the Official Gazette of the Patent and Trademark 
Office. 
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Fee Adjustment Level 
The patent fees established by 35 U.S.C. 41(a) and (b) will be 
adjusted on October 1, 1998, to reflect fluctuations occurring 
during the previous twelve months in the Consumer Price Index 
for all urban consumers (CPI-U), and CPI-U adjustments, where 
applicable, from fiscal years 1992 through 1997. In calculating 
these fluctuations, the Office of Management and Budget 
(OMB) has determined that the PTO should use CPI-U data 
as determined by the Secretary of Labor. However, the Depart- 
ment of Labor does not make public the CPI-U until approxi- 
mately twenty-one days after the end of the month being 
calculated. Therefore, the latest CPI-U information available 
is for the month of May 1998. In accordance with previous 
rulemaking methodology, the PTO uses the Administration’s 
projected CPI-U for the twelve-month period ending September 


30, 1998, which is 2.2 percent. Based on this projection, patent 
statutory fees will be adjusted by 2.2 


Four patent service fees that are set by statute will not be 
adjusted. The four fees that are not being adjusted are the 
assignment recording fee, printed patent copy fee, photocopy 
charge fee, and library service fee. 


The final fee amounts were rounded by applying standard arith- 
metic rules so that the amounts rounded would be convenient 
to the user. Fees rounded to an even number so that any compa- 
rable small entity fee would be a whole number. 


General Procedures 


Any fee amount that is paid on or after the effective date of 
the final fee adjustment will be subject to the new fees then 
in effect. For purposes of determining the amount of the fee 
to be paid, the date of mailing indicated on a proper Certificate 
of Mailing or Transmission, where authorized under 37 CFR 
1.8, will be considered to be the date of receipt in the PTO. 
A Certificate of Mailing or Transmission under Section 37 
CFR 1.8(a)(1) is not proper for items which are specifically 
excluded under 37 CFR 1.8(a)(2). 37 CFR 1.8(a)(2) should be 
consulted to determine those items for which a Certificate of 
Mailing or Transmission is not proper. Such items include, 
among other things, the filing of national and international 
applications for patents and the filing of trademark applications. 
In addition, the provisions of 37 CFR 1.10 relating to filing 
papers and fees using the “Express Mail” service of the United 
States Postal Service (USPS) do apply to any paper or fee 
(including patent and trademark applications) to be filed in the 
PTO. If an application or fee is filed by “Express Mail” with 
a date of deposit with the USPS (shown by the “date in” on 
the “Express Mail” mailing label) which is dated on or after 
the effective date of the rules, as amended, the amount of the 
fee to be paid would be the fee established by the amended 
rules. 


Discussion of Specific Rules 
37 CFR 1.16 National application filing fees. 


Section 1.16, paragraphs (a) through (d), and (f) through (j), 
is revised to adjust fees established therein to reflect the expira- 
tion of the patent fee surcharge established by the Omnibus 
Budget Reconciliation Act of 1990, as amended, and fluctua- 
tions in the CPI. 


37 CFR 1.17 Patent application processing fees. 


Section 1.17, paragraphs (a) through (d), (1), (m), (r), and (s), 
is revised to adjust fees established therein to reflect the expira- 
tion of the patent fee surcharge established by the Omnibus 
Budget Reconciliation Act of 1990, as amended, and fluctua- 
tions in the CPI. 


37 CFR 1.18 Patent issue fees. 


Section 1.18, paragraphs (a) through (c), is revised to adjust 
fees established therein to reflect the expiration of the patent 
fee surcharge established by the Omnibus Budget Reconcilia- 
tion Act of 1990, as amended, andfluctuations in the CPI. 


U.S. PATENT AND TRADEMARK OFFICE 


1218 TMOG 45 
(61) 
37 CFR 1.20 Post-issuance fees. 


Section 1.20, paragraphs (d) through (g), is revised to adjust 
fees established therein to reflect the expiration of the patent 
fee surcharge established by the Omnibus Budget Reconcilia- 
tion Act of 1990, as amended, and fluctuations in the CPI. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, paragraphs (a)(6)(ii), is revised to adjust fees 
established therein to recover costs. 


37 CFR 1.492 National stage fees. 


Section 1.492, paragraphs (a) through (d), is revised to adjust 
fees established therein to reflect the expiration of the patent 
fee surcharge established by the Omnibus Budget Reconcilia- 
tion Act of 1990, as amended, and fluctuations in the CPI. 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This final rule has been determined to be not 
significant for purposes of Executive Order 12866. 


Prior notice and opportunity for public comment for patent fee 
chnages is not required by the patent statutes or the Administra- 
tive Procedure Act. While the patent statutes specifically require 
that changes to patent fees shall not take effect “until at least 
30 days after notice of the fee has been published in the Federal 
Register and in the Official Gazette of the Patent and Trademark 
Office,” 35 U.S.C. 41(g), they do not require any additional 
publication of proposed fee changes. In addition, changes in 
patent fees are exempted from the notice of proposed rulem- 
aking requirements of the Administrative Procedure Act under 
5 U.S.C. 553(a)(2) as the establishmnet of fee amounts is a 
matter related to agency management. 


As prior notice and an opportunity for public comment are not 
required pursuant ot 5 U.S.C. 553, or any other law, the analyt- 
ical requirements of the Regulatory Flexibility Act, 5 U.S.C. 
601 et seq., are inapplicable. 

A comparison of fee amounts for fiscal year 1998, this final 


rule for fiscal year 1999, H.R. 3723, and H.R. 3989 are included 
as an Appendix to this final rule. 


List of Subjects 
37 CFR Part | 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a) through 
(d), and (f) through (j) to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 
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(c) In addition to the basic filing fee in an original application, 
except provisional applications, for filling or later presentation 
of each claim in excess of 20: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


By a small entity (§ 1.9(f)) 
By other than a small entity ................ccccccescseeseeeeeee $210.00 


et++* 


(f) Basic fee for filing each design application 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity .............ccscsceseeeseseeeeees $390.00 


(h) Basic fee for filing each reissue application: 


a $305.00 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 


Dy a email catity (§ 1.D(f)) ...ccccccescsccccerecceceseccsesceeseoes $32.00 
By other than a small entity 


(j) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each claim in excess of 20 
and also in excess of the number of claims in the original 
patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


e+t+* 


3. Section 1.17 is amended by revising (a)(i) through (5), (b) 
through (d), (1), (m), (r), and (s) to read as follows: 


§ 1.17 Patent application processing fees. 
(a) *** 
(1) For reply within first month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(2) For reply within second month: 


By a small entity (§ 1.9(f)) . 
By other than a small entity ..................0ceceseeseseeeeees $310.00 


(3) For reply within third month: 


By a small entity (§ 1.9(f)) ..............scccecceseeseeeseeeeees $355.00 
By other than a small entity 


(4) For reply within fourth month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 
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(5) For reply within fifth month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity (§ 1.9 (f)) 
By other than a small entity 


(c) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 


By a small entity (§ 1.9 (f)) 
By other than a small entity 


(d) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


*++e* 


(1) For filing a petition: 


(1) For the revival of an unavoidably abandoned application 
under 35 U.S.C. 111, 133, 364, or 371, or 
(2) For delayed payment of the issue fee under 35 U.S.C. 
51: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(m) For filing a petition: 

(1) For revival of an unintentionally abandoned application, 
or 

(2) For the unintentionally delayed payment of the fee for 
issuing a patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


*++e*% 


(r) For entry of a submission after final rejection under 
§1.129(a): 


he LE Reser menrn $305.00 
By other than a small entity 


(s) For each additional invention requested to be examined 
under §1.129(b): 


By a ammall catty (6 1.DD)) occccecsncceseccectoccsccecsecoscssees $305.00 
By other than a small entity 


4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 
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5. Section 1.20 is amended by revising paragraphs (d) through 
(g) to read as follows: 


§ 1.20 Post issuance fees. 


eee 


(d) For filing each statutory disclaimer (§ 1.321): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee is 
due by eleven years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


Feet 


6. Section 1.21 is amended by revising paragraph (a)(6)(ii) to 
read as follows: 


§ 1.21 Miscellaneous fees and charges. 


Fee 
(a) +* 


(6) ++ 


(ii) Regrading of afternoon section 
(Claim Drafting) 


+44 


(7) Section 1.492 is amended by revising paragraphs (a) 
through (d) to read as follows: 


§ 1.492 National stage fees. 
eee 
(a) The basic national fee: 


(1) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid on the international application 
to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(2) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office, but an international search fee as set 
forth in § 1.445(a)(2) has been paid on the international applica- 
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tion to the United States Patent and Trademark Office as an 
International Searching Authority: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(3) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid and no international search 
fee as set forth in § 1 .445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(4) Where an international preliminary examination fee as 
set forth in §1.482 has been paid to the United States Patent 
and Trademark Office and the international preliminary exami- 
nation report states that the criteria of novelty, inventive step 
(non-obviousness), and industrial applicability, as defined in 
PCT Article 33 (1) to (4) have been satisfied for all the claims 
presented in the application entering the national stage (see § 
1.496(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) Where a search report on the international application 
has been prepared by the European Patent Office or the Japanese 
Patent Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) In addition to the basic national fee, for filling or later 
presentation of each claim (whether independent or dependent) 
in excess of 20 (Note that § 1.75(c) indicates how multiple 
dependent claims are considered for fee calculation purposes.): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic national fee, if the application 
contains, or is amended to contain, a multiple dependent 
claim(s), per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


*Fee% 


July 17, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


{1213 OG 153] 


(62) Notice of New Fee Codes 


for Continued Patent Applications 


Effective December 1, 1997, several new fee codes were 
implemented which pertain to Continued Patent Applications 
(CPAs). The new fee codes will enable better tracking and 
efficient processing of CPAs in the Revenue Accounting and 
Management system, which is the main financial system. Please 
make a note of these new fee codes for your records. 


The new fee codes are as follows: 


Fee Code 


Description 
large/small entity 


Amount 
large/small entity 
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131/231 Utility Filing Fee 
(CPA) 
Design Filing Fee 
(CPA) 

Plant Filing Fee 
(CPA) 
Reissue Filing Fee 
(CPA) 


$790.00/$395.00 


132/232 $330.00/$ 165.00 


133/233 $540.00/$270.00 


134/234 $790.00/$395.00 


{1205 OG 108] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Parts 1 and 2 
[Docket No. 970410086-7174-02] 
RIN 0651-AA92 


Revision of Patent and Trademark Fees 
for Fiscal Year 1998 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (PTO) is 
amending the rules of practice in patent and trademark cases, 
to adjust certain patent fee and trademark service fee amounts 
to reflect fluctuations in the Consumer Price Index (CPI) and 
to recover costs of operation. 


Effective Date: October |, 1997. 


For Further Information Contact: Matthew Lee by telephone 
at (703) 305-8051, fax at (703) 305-8007, or by mail marked 
to his attention and addressed to the Commissioner of Patents 
and Trademarks, Office of Finance, Crystal Park 1, Suite 802, 
Washington, D.C. 20231. 


Supplementary Information: This rule change is designed to 
adjust PTO fees in accordance with the applicable provisions 
of title 35, United States Code; section 31 of the Trademark 
(Lanham) Act of 1946 (15 U.S.C. 1113); and section 10101 
of the Omnibus Budget Reconciliation Act of 1990 (as amended 
by section 8001 of Public Law 103-66), all as amended by the 
Patent and Trademark Office Authorization Act of 1991 (Public 
Law 102-204). 

When the “Revision of Patent and Trademark Fees for Fiscal 
Year 1998” was published as a proposed rute, the PTO assumed 
that the fee revisions would not become effective until after the 
“1996 Changes to Patent Practice and Procedure” (hereinafter 
“Miscellaneous Changes”). See 61 FR 49819 (September 23, 
1996) (proposed Miscellaneous Changes rule). The changes 
proposed in the fee revision notice of proposed rulemaking 
have been modified to take into account that the fee revision 
rule will become effective before the Miscellaneous Changes 
rulemaking. 


Background: 


Statutory Provisions 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 
376. A fifty percent reduction in the fees paid under 35 U.S.C. 
41(a) and (b) by independent inventors, small business con- 
cers, and nonprofit organizations who meet prescribed defini- 
tions is required by 35 U.S.C. 41(h). 

Subsection 41(f) of title 35, United States Code, provides 
that fees established under 35 U.S.C. 41(a) and (b) may be 
adjusted on October 1, 1992, and every year thereafter, to 
reflect fluctuations in the Consumer Price Index (CPI) over the 
previous 12 months. 

Section 10101 of the Omnibus Budget Reconciliation Act 
of 1990 (amended by section 8001 of Public Law 103-66) 
provides that there shall be a surcharge on all fees established 
under 35 U.S.C. 41(a) and (b) to collect $119 million in fiscal 
year 1998. 
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Subsection 41(d) of title 35, United States Code, authorizes 
the Commissioner to establish fees for all other processing, 
services, or materials related to patents to recover the average 
cost of providing these services or materials, except for the fees 
for recording a document affecting title, for each photocopy, and 
for each black and white copy of a patent. 

Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under 
the Patent Cooperation Treaty (PCT). 

Subsection 41(g) of title 35, United States Code, provides 
that new fee amounts established by the Commissioner under 
section 41 may take effect thirty days after notice in the Federal 
Register and the Official Gazette of the Patent and Trademark 
Office. 

Section 31 of the Trademark (Lanham) Act of 1946, as 
amended (15 U.S.C. 1113), authorizes the Commissioner to 
establish fees for the filing and processing of an application 
for the registration of a trademark or other mark, and for all 
other services and materials relating to trademarks and other 
marks. 

Section 31(a) of the Trademark (Lanham) Act of 1946 (15 
U.S.C. 1113(a)), as amended, allows trademark fees to be 
adjusted once each year to reflect, in the aggregate, any fluctua- 
tions during the preceeding twelve months in the CPI. 

Section 31 also allows new trademark fee amounts to take 
effect thirty days after notice in the Federal Register and the 
Official Gazette of the Patent and Trademark Office. 


Recovery Level Determinations 


This rule adjusts patent fee and trademark service fee 
amounts for a planned recovery of $748,320,000 in fiscal year 
1998, as proposed in the Administration’s budget request to 
the Congress. 

The patent statutory fees established by 35 U.S.C. 41(a) 
and (b) will be adjusted on October 1, 1997, to reflect any 
fluctuations occurring during the previous twelve months in 
the Consumer Price Index for all urban consumers (CPI-U). 
In calculating these fluctuations, the Office of Management 
and Budget (OMB) has determined that the PTO should use 
CPI-U data as determined by the Secretary of Labor. However, 
the Department of Labor does not make public the CPI-U until 
approximately twenty-one days after the end of the month being 
calculated. Therefore, the latest CPI-U information available 
is for the month of June 1997. In accordance with previous 
rulemaking methodology, the PTO uses the Administration’s 
projected CPI-U for the twelve-month period ending September 
30, 1997, which is 2.6 percent. Based on this projection, patent 
statutory fees will be adjusted by 2.6 percent. Before the final 
fee schedule is published, the fees may be adjusted slightly 
based on updated data available from the Department of Labor. 

Certain non-statutory patent processing fees established 
under 35 U.S.C. 41(d) and PCT processing fees established 
under 35 U.S.C. 376 will be adjusted to recover their estimated 
average costs in fiscal year 1998. 

Three patent service fees that are set by statute will not be 
adjusted. The three fees that are not being adjusted are assign- 
ment recording fees, printed patent copy fees and photocopy 
charge fees. 

Certain trademark service fees established under 15 U.S.C. 
1113 will be adjusted to recover their estimated average costs 
in fiscal year 1998. 

The fee amounts were rounded by applying standard arith- 
metic rules so that the amounts rounded would be convenient 
to the user. Fees of $100 or more were rounded to the nearest 
$10. Fees between $2 and $99 were rounded to an even number 
so that any comparable small entity fee would be a whole 
number. 


Workload Projections 


Determination of workload varies by fee. Principal workload 
projection techniques are as follows: 

Patent application workloads are projected from statistical 
regression models using recent application filing trends. Patent 
issues are projected from an in-house patent production model 
and reflect examiner production achievements and goals. Patent 
maintenance fee workloads utilize patents issued 3.5, 7.5 and 
11.5 years prior to payment and assume payment rates of 78 
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percent, 54 percent and 32 percent, respectively. Service fee 
workloads follow linear trends from prior years’ activities. 


General Procedures 


Any fee amount that is paid on or after the effective date 
of the fee increase would be subject to the new fees then in 
effect. For purposes of determining the amount of the fee to 
be paid, the date of mailing indicated on a proper Certificate 
of Mailing or Transmission, where authorized under 37 CFR 
1.8, will be considered to be the date of receipt in the PTO. 
A Certificate of Mailing or Transmission under Section 1.8 is 
not proper for items which are specifically excluded from the 
provisions of Section 1.8. Section 1.8 should be consulted for 
those items for which a Certificate of Mailing or Transmission 
is not proper. Such items include, inter alia, the filing of national 
and international applications for patents and the filing of trade- 
mark applications. However, the provisions of 37 CFR 1.10 
relating to filing papers and fees using the “Express Mail” 
service of the United States Postal Service (USPS) do apply 
to any paper or fee (including patent and trademark applica- 
tions) to be filed in the PTO. If an application or fee is filed 
by “Express Mail” with a date of deposit with the USPS (shown 
by the “date in” on the “Express Mail” mailing label) which 
is dated on or after the effective date of the rules, as amended, 
the amount of the fee to be paid would be the fee established 
by the amended rules. 


In order to ensure clarity in the implementation of the new 
fees, a discussion of specific sections is set forth below. 


Discussion of Specific Rules 
37 CFR 1.16 National application filing fees. 


Section 1.16, paragraphs (a), (b), (d), and (f) through (i), is 
revised to adjust fees established therein to reflect fluctuations 
in the CPI. 


37 CFR 1.17 Patent application processing fees. 


Section 1.17, paragraphs (b) through (g), (m), (r) and (s), is 
revised to adjust fees established therein to reflect fluctuations 
in the CPI. 


Section 1.17, paragraphs (j) and (n) through (p), is revised 
to adjust fees established therein to recover costs. 
37 CFR 1.18 Patent issue fees. 


Section 1.18, paragraphs (a) through (c), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 1.19 Document supply fees. 


Section 1.19, paragraphs (a)(2) and (a)(3), is revised to adjust 
fees established therein to recover costs. 


37 CFR 1.20 Post-issuance fees. 


Section 1.20, paragraphs (c), (i), and (j), is revised to adjust 
fees established therein to recover costs. 

Section 1.20, paragraphs (e) through (g), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, paragraphs (a)(1)(ii), (a)(6) and (j), is revised 
to adjust fees established therein to recover costs. 


37 CFR 1.445 International application filing, processing, and 
search fees. 


Section 1.445, paragraph (a), is revised to adjust the fees 
authorized by 35 U.S.C. 376 to recover costs and reflect current 
business practices. 


37 CFR 1.482 International preliminary examination fees. 
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Section 1.482, paragraphs (a)(1)(i), (a)(1)(ii), and (a)(2)(ii), 

is revised to adjust the fees authorized by 35 U.S.C. 376 to 
recover costs. 


37 CFR 1.492 National stage fees. 


Section 1.492, paragraphs (a), (b) and (d), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 2.6 Trademark fees. 


Section 2.6, paragraphs (b)(4) and (b)(10), is revised to adjust 
fees established therein to recover costs. 


Response to Comments on the Rules 


A notice of proposed rulemaking to adjust patent fee and 
trademark fee service amounts was published in the Federal 
Register on May 7, 1997, at 62 FR 24865 and in the Official 
Gazette of the United States Patent and Trademark Office on 
May 27, 1997, at 1198 OG 97. 


Comment: A respondent stated that many of the elements 
comprising the U.S. Department of Labor’s Consumer Price 
Index (CPI) have no effect on PTO’s costs of operation. The 
respondent also stated that fee increases should reflect only 
that portion of the CPI affecting PTO’s costs of operation. 


Response: The PTO is required by law to base its inflationary 
fee increases on fluctuations in the CPI over the twelve months 
prior to the effective date of the fee increase. While it is true 
that some of the elements that constitute the CPI have no 
effect on the cost of operations of the PTO, the CPI itself has 
considerable impact on the PTO. Salary increases for Federal 
employees have increased at rates that closely match the CPI, 
and employee compensation alone accounts for over 55 percent 
of PTO’s annual costs. The PTO, just like any other public or 
private organization, must procure supplies, pay rent and utili- 
ties, and incur numerous other expenses in the course of opera- 
tions. Unfortunately, these costs rarely decline with each 
passing year. 


Comment: A respondent stated that the PTO should adjust 
fees that are less than $100 in increments of at least $5 to avoid 
having amounts which make the calculation of fees inconve- 
nient to the users. 


Response: In the Recovery Level Determinations section of 
this rule package, it states that “Fees between $2 and $99 were 
rounded to an even number so that any comparable small entity 
fee would be a whole number.” This rounding methodology 
enables the PTO to set large and small entity fee amounts 
which are convenient overall to the users. 


Other Considerations 


This rulemaking contains no information collection within 
the meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This rule has been determined to be not significant 
for purposes of Executive Order 12866. The PTO has deter- 
mined that this rule change has no Federalism implications 
affecting the relationship between the National Government 
and the States as outlined in Executive Order 12612. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that the 
rule change would not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The rule change increases fees to reflect the change in 
the CPI as authorized by 35 U.S.C. 41(f). Further, the principal 
impact of the major patent fees has already been taken into 
account in 35 U.S.C. 41(h), which provides small entities with 
a fifty percent reduction in the major patent fees. 

A comparison of existing and new fee amounts is included 
as an Appendix to this final rule. 


Lists of Subjects 
37 CFR Part | 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 
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37 CFR Part 2 
Administrative practice and procedure, Courts, Lawyers, Trade- 
marks 


For the reasons set forth in the preamble, the PTO is amending 
title 37 of the Code of Federal Regulations, Parts | and 2, as 
set forth below. 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | would continue 
to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a), (b), (d), 
and (f) through (i)to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 

By other than a small entity 
eoeee 
(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 

By a small entity (§ 1.9(f)) 

By other than a small entity 


e+e+* 
(f) Basic fee for filing each design application 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


+44 


3. Section 1.17 is #nended by revising paragraphs (b) through 
(g), (@), (m) througi. (p), (r), and (s) to read as follows: 


§ 1.17 Patent application processing fees. 


ete* 


(b) Extension fee for response within second month pursuant 
to § 1.136(a): 


OFFICIAL GAZETTE 


January 5, 1999 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) Extension fee for response within third month pursuant to 
§ 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) Extension fee for response within fourth month pursuant 
to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 


By a small entity (§ 1.9 (f)) 
By other than a small entity 


(g) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


e+e* 


(j) For filing a petition to institute a public use proceeding 
under § 1.292 $1,510.00 


eee 


(m) For filing a petition: 


(1) For revival of an unintentionally abandoned application, 


or 
(2) For the unintentionally delayed payment of the fee for 
issuing a patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(n) For requesting publication of a statutory invention registra- 
tion prior to the mailing of the first examiner’s action pursuant 
to § 1.104—$920.00 reduced by the amount of the application 
basic filing fee paid. 


(0) For requesting publication of a statutory invention registra- 
tion after the mailing of the first examiner’s action pursuant 
to § 1.104—$1,840.00 reduced by the amount of the application 
basic filing fee paid. 


(p) For submission of an information disclosure statement under 
§ 1.97(c) 


eee 


(r) For entry of a submission after final rejection under 
§1.129(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(s) For each additional invention requested to be examined 
under §1.129(b): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


4. Section 1.18 is revised to read as follows: 
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§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


5. Section 1.19 is amended by revising paragraphs (a)(2) and 
(a)(3) to read as follows: 


§ 1.19 Document supply fees. 
(a)*** 


(2) Printed copy of a plant patent in color 
(3) Copy of a utility patent or statutory invention registration 
containing color drawing (see § 1.84(a)(2)) 


eet 


6. Section 1.20 is amended by revising paragraphs (c), (e) 


through (g), (i)(1), (i)(2), and (j)(1) through (j)(3) to read as 
follows: 


§ 1.20 Post issuance fees. 


eee 


(c) For filing a request for reexamination 
(§ 1.510(a)) 


e++4% 


$2,520.00 


(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant: 


pe | ge $525.00 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee is 
due by eleven years and six months after the original grant: 


By a small entity (§ 1.9(f)) 580: 
By other than a small entity ............-.cessscseseeeesseee $3,160.00 


ee4e% 
(i) *+* 


(1) Unavoidable 
(2) Unintentional 
@p e*° 


(1) Application for extension under §1.740 
(2) Initial application for interim extension 
under §1.790 
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(3) Subsequent application for interim extension 
under §1.790 


7. Section 1.21 is amended by revising paragraphs (a)(1)(ii), 
(a)(6) and (j) to read as follows: 


§ 1.21 Miscellaneous fees and charges. 
(a) *** 
(1) e** 


(ii) Registration examination fee 


**eEE 


(6) For requesting regrading of an examination under § 
10.7(c): 


(i) Regrading of morning section (PTO Practice 
and Procedure) $2 
(ii) Regrading of afternoon section (Claim 

Drafting) 


FEE 


(j) Labor charges for services, per hour or fraction 
thereof 


EEE 


8. Section 1.445 is amended by revising paragraph (a) to read 
as follows: 


§ 1.445 International application filing, processing and search 
fees. 


(a) The following fees and charges for international applications 
are established by the Commissioner under the authority of 35 
U.S.C. 376: 


(1) A transmittal fee (see 35 U.S.C. 361(d) and 
PCT Rule 14) 


(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16): 


(i) Where a corresponding prior United States National 
application filed under 35 U.S.C. 111(a) with the filing fee 
under 37 CFR 1.16(a) has been filed 

(ii) For all situations not provided for in (a)(2)(i) of this 
section $700.00 


(3) A supplemental search fee when required, per additional 
invention 


EEE 


9. Section 1.482 is amended by revising paragraphs (a)(1)(i), 
(a)(1)(ii), and (a)(2)(ii) to read as follows: 


§ 1.482 International preliminary examination fees. 
(a) *** 
(1) *** 


(i) Where an international search fee as set forth in § 
1.445(a)(2) has been paid on the international application to the 
United States Patent and Trademark Office as an International 
Searching Authority, a preliminary examination 


(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office, a preliminary examination 


(2) ee 


(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office 


eee 
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10. Section 1.492 is amended by revising paragraphs (a), (b), 
and (d) to read as follows: 


§ 1.492 National stage fees. 


ete? 


(a) The basic national fee: 

(1) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid on the intemational application 
to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) ........cccccssssessreesenseeeees $360.00 
By other than a small entity 


(2) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office, but an international search fee as set 
forth in § 1.445(a)(2) has been paid on the international applica- 
tion to the United States Patent and Trademark Office as an 
International Searching Authority: 


By a small entity (§ 1.9(f)) .........ccccsccesereecsseeseees $395.00 
By other than a small entity... «+ 790.00 


(3) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid and no international search 
fee as set forth in § 1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(4) Where an international preliminary examination fee as 
set forth in §1.482 has been paid to the United States Patent 
and Trademark Office and the international preliminary exami- 
nation report states that the criteria of novelty, inventive step 
(non-obviousness), and industrial applicability, as defined in 
PCT Article 33 (1) to (4) have been satisfied for all the claims 
presented in the application entering the national stage (see § 
1.496(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) Where a search report on the international application 
has been prepared by the European Patent Office or the Japanese 
Patent Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


OFFICIAL GAZETTE 


January 5, 1999 
(b) In addition to the basic national fee, for filing or later 


presentation of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 

By other than a small entity 
ee* 
(d) In addition to the basic national fee, if the application 
contains, or is amended to contain, a multiple dependent 
claim(s), per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


+++? 
Part 2 - Rules of Practice in Trademark Cases 


1. The authority citation for 37 CFR Part 2 would continue 
to read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by revising paragraphs (b)(4) and 
(b)(10) to read as follows: 


§ 2.6 Trademark fees. 


eee 


(b) Trademark service fees. 


eee 
(4) Certified copy of a registered mark, showing title and/ 
or status: 


(i) Regular service 
(ii) Expedited local service 


...-$ 15.00 
eee 


(10) Labor charges for services, per hour or fraction 


July 22, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


NOTE- The following appendix is provided as a courtesy to the public, but is not a substitute for the rules. It will not appear 
in the Code of Federal Regulations. 


Appendix A - Comparison of Existing and Revised Fee Amounts 


37 CFR Sec. DESCRIPTION 


Basic Filing Fee 

Basic Filing Fee (Small Entity) 
Independent Claims 

Independent Claims (Small Entity) 
Claims in Excess of 20 

Claims in Excess of 20 (Small Entity) 
Multiple Dependent Claims 

Multiple Dependent Claims (Small Entity) 
Surcharge - Late Filing Fee 

Surcharge - Late Filing Fee (Small Entity) 
Design Filing Fee 

Design Filing Fee (Small Entity) 

Plant Filing Fee 

Plant Filing Fee (Small Entity) 

Reissue Filing Fee 

Reissue Filing Fee (Small Entity) 

Reissue Independent Claims 

Reissue Independent Claims (Small Entity) 


a 


Pre-Oct 1997 
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Reissue Claims in Excess of 20 $22 
Reissue Claims in Excess of 20 (Small Entity) $11 
Provisional Application Filing Fee $150 
Provisional Application Filing Fee (Small Entity) $75 
Surcharge - Incomplete Provisional App. Filed $50 
Surcharge - Incomplete Provisional App. Filed (Small Entity) $25 
Extension - First Month $110 
Extension - First Month (Small Entity) $55 
Extension - Second Month $390 
Extension - Second Month (Small Entity) $195 
Extension - Third Month $930 
Extension - Third Month (Small Entity) $465 
Extension - Fourth Month $1,470 
Extension - Fourth Month (Small Entity) $735 
Notice of Appeal $300 
Notice of Appeal (Small Entity) $150 
Filing a Brief $300 
Filing a Brief (Small Entity) $150 
Request for Oral Hearing $260 
Request for Oral Hearing (Small Entity) $130 
Petition - Not All Inventors $130 
Petition - Correction of Inventorship $130 
Petition - Decision on Questions $130 
Petition - Suspend Rules $130 
Petition - Expedited License $130 
Petition - Scope of License $130 
Petition - Retroactive License $130 
Petition - Refusing Maintenance Fee $130 
Petition - Refusing Maintenance Fee - Expired Patent $130 
Petition - Interference $130 
Petition - Reconsider Interference $130 
Petition - Late Filing of Interference $130 
Petition - Correction of Inventorship $130 
Petition - Refusal to Publish SIR $130 
Petition - For Assignment $130 
Petition - For Application $130 
Petition - Late Priority Papers $130 
Petition - Suspend Action $130 
Petition - Divisional Reissues to Issue Separately $130 
Petition - For Interference Agreement $130 
Petition - Amendment After Issue $130 
Petition - Withdrawal After Issue $130 
Petition - Defer Issue $130 
Petition - Issue to Assignee $130 
Petition - Accord a Filing Date Under § 1.53 $130 
Petition - Accord a Filing Date Under § 1.62 $130 
Petition - Make Application Special $130 
Petition - Public Use Proceeding $1,470 
Non-English Specification $130 
Petition - Revive Abandoned Appl. $110 
Petition - Revive Abandoned Appl. (Small Entity) $55 
Petition - Revive Unintentionally Abandoned Appl. $1,290 
Petition - Revive Unintent Abandoned Appl. (Small Entity) $645 
SIR - Prior to Examiner's Action $900 
SIR - After Examiner’s Action $1,790 
Submission of an Information Disclosure Statement (§ 1.97) $230 
Petition - Correction of Inventorship (Prov. App.) $50 
Petition - Accord a filing date (Prov. App.) $50 
Petition - Entry of submission after final rejection (Prov. App.) $50 
Filing a submission after final rejection (1.129(a)) 
Filing a submission after final rejection (1.129(a)) (Small 

Entity) 
Per add’! invention to be examined (1.129(b)) 
Per add’! invention to be examined (1.129(b)) (Small Entity) 
Issue Fee 
Issue Fee (Small Entity) 
Design Issue Fee 
Design Issue Fee (Small Entity) 
Plant Issue Fee 
Plant Issue Fee (Small Entity) 

.19(a(1)(i) Copy of Patent 

-19(a)(1)(ii) | Patent Copy-Overnight delivery to PTO Box or overnight fax 

.19(a)(1 (iii) | Patent Copy Ordered by Expedited Mail or Fax-Exp. service 

-19(a)(2) Plant Patent Copy 

-19(a)(3)(i) Copy of Utility Patent or SIR in Color 

-19(b)(1)(i) Certified Copy of Patent Application as Filed 

.19(b)(1)(ii) + Certified Copy of Patent Application as Filed, Expedited 


ee ee ee 
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37 CFR Sec. 


.19(b)(2) 
.19(b)(3) 
.19(b)(4) 
.19(c) 
.19(d) 
.19(e) 
.19(f) 
-19%(g) 
-19(h) 
.20(a) 
.20(c) 
.20(d) 
.20(d) 
.20(e) 


20(f) 


l. 21a 1G) 
1.21(a)(1 (ii) 
1.21(a)(2) 
! rrr 


l. 21(aX6\i) 
l. S1aXeyti 


1.445(a)(1) 
1.445(a)(2)(i) 
1.445(aX(2)ii) 
1.445(a)(3) 
1.482(a)(1 (i) 
1.482(a)(1 (ii) 
1.482(aX(2\(i) 
1.482(a)(2)(ii) 
1.492(a)(1) 
1.492(a)(1) 
1.492(a)(2) 
1.492(a)(2) 
1.492(a)(3) 
1.492(a)(3) 
1.492(a)(4) 
1.492(a)(4) 
1.492(a)(5) 
1.492(a)(5) 
1.492(b) 
1.492(b) 
1.492(c) 
1.492(c) 
1.492(d) 
1.492(d) 
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DESCRIPTION 


Cert. or Uncert. Copy of Patent-Related File Wrapper/Contents 
Cert. or Uncert. Copies of Office Records, per Document 
For Assignment Records, Abstract of Title and Certification 
Library Service 

List of Patents in Subclass 

Uncertified Statement-Status of Maintenance Fee Payment 
Copy of Non-U.S. Patent Document 

Comparing and Certifying Copies, Per Document, Per Copy 
Duplicate or Corrected Filing Receipt 

Certificate of Correction 

Reexamination 

Statutory Disclaimer 

Statutory Disclaimer (Smali Entity) 

Maintenance Fee - 3.5 Years 

Maintenance Fee - 3.5 Years (Small Entity) 

Maintenance Fee - 7.5 Years 

Maintenance Fee - 7.5 Years (Small Entity) 

Maintenance Fee - 11.5 Years 

Maintenance Fee - 11.5 Years (Small Entity) 

Surcharge - Maintenance Fee - 6 Months 

Surcharge - Maintenance Fee - 6 Months (Small Entity) 
Surcharge - Maintenance After Expiration - Unavoidable 
Surcharge - Maintenance After Expiration - Unintentional 
Extension of Term of Patent Under 1.740 

Initial Application for Interim Extension Under 1.790 
Subsequent Application for Interim Extension Under 1.790 
Application Fee (non-refundable) 

Registration examination fee 

Registration to Practice 

Reinstatement to Practice 

Certificate of Good Standing 

Certificate of Good Standing, Suitable Framing 

Review of Decision of Director, OED 

Regrading of A.M. section (PTO Practice and Procedure) 
Regrading of P.M. section (Claim Drafting) 

Establish Deposit Account 

Service Charge Below Minimum Balance 

Service Charge Below Minimum Balance 

Filing a Disclosure Document 

Box Rental 

International Type Search Report 

Self-Service Copy Charge 

Recording Patent Property 

Publication in the OG 

Labor Charges for Services 

Unspecified Other Services 

Terminal Use APS-CSIR (per hour) 

Retaining abandoned application 

Processing Returned Checks 

Handling Fee - Incomplete Application 

Terminal Use APS-TEXT 

Coupons for Patent and Trademark Copies 

Handling Fee - Withdrawal SIR 

Transmittal Fee 

PCT Search Fee - Prior U.S. Application 

PCT Search Fee - No U.S. Application 

Supplemental Search 

Preliminary Exam Fee 

Preliminary Exam Fee 

Additional Invention 

Additional Invention 

Preliminary Examining Authority 

Preliminary Examining Authority (Small Entity) 
Searching Authority 

Searching Authority (Small Entity) 

PTO Not ISA nor IPEA 

PTO Not ISA nor IPEA (Small Entity) 

Claims - IPEA 

Claims - IPEA (Small Entity) 

Filing with EPO/JPO Search Report 

Filing with EPO/JPO Search Report (Small Entity) 
Claims - Extra Individual (Over 3) 

Claims - Extra Individual (Over 3) (Small Entity) 
Claims - Extra Total (Over 20) 

Claims - Extra Total (Over 20) (Small Entity) 

Claims - Multiple Dependents 

Claims - Multiple Dependents (Small Entity) 


Pre-Oct 1997 


$150 
$25 
$25 
$50 
$3 
$10 


$100 
$40 
$10 
$20 
$130 
$225 
$530 
$10 
$25 
$25 
$10 
$50 
$40 
$.25 
$40 
$25 
$30 
Actual Cost 
$50 
$130 
$50 
$130 
$40 
$3 
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37 CFR Sec. DESCRIPTION 
1.492(e) 
1.492(e) 
1.492(f) 
2.6(a)(1) 
2.6(a)(2) 
2.6(a)(3) 
2.6(a)(4) 
2.6(a)(5) 
2.6(a)(6) 
2.6(a)(7) 
2.6(a)(8) 
2.6(a)(9) 
2.6(a)(10) 
2.6(a)(11) 
2.6(a)(12) 
2.6(a)(13) 
2.6(a)( 14) 
2.6(a)(15) 
2.6(a)( 16) 
2.6(a)(17) 
2.6(a)(18) 
2.6(a)(19) 
2.6(b)(1)(i) 
2.6(b)(1 (ii) 


2.6(b)( 1 (iii) 
2.6(b)(2)(i) 
2.6(b)(2)(ii) 
2.6(b)(3) 
2.6(b)(4)(i) 
2.6(b)(4)(ii) 
2.6(b)(5) 
2.6(b)(6) 
2.6(b)(6) 
2.6(b)(7) 
2.6(b)(8) 
2.6(b)(9) 
2.6(b)(10) 
2.6(b)(11) 


Surcharge 

Surcharge (Small Entity) 

English Translation - After 20 Months 
Application for Registration, Per Class 
Amendment to Allege Use, Per Class 
Statement of Use, Per Class 


Application for Renewal, Per Class 
Surcharge for Late Renewal, Per Class 
Publication of Mark Under § 12(c), Per Class 
Issuing New Certificate of Registration 
Certificate of Correction of Registrant’s Error 
Filing Disclaimer to Registration 

Filing Amendment to Registration 

Filing Afffidavit Under Section 8, Per Class 
Filing Affidavt Under Section 15, Per Class 


Petitions to the Commissioner 

Petition to Cancel, Per Class 

Notice of Opposition, Per Class 

Ex Parte Appeal to the TTAB, Per Class 


Copy of Registered Mark 

or fax 

Certified Copy of TM Application as Filed 
Cert. Copy of Registered Mark, Title or Statu 


Cert. Copy of Registered Mark, Title or Statu 
Certified or Uncertified Copy of TM Records 


Terminal Use X-SEARCH 
Self-Service Copy Charge 

Labor Charges for Services 
Unspecified Other Services 


—These fees are not affected by this rulemaking. 


U.S. PATENT AND TRADEMARK OFFICE 


Copy of Reg. Mark Ordered Via Exp. Mail or Fax, Exp. Svc. 


Certified Copy of TM Application as Filed, Expedited 
Cert. or Uncert. Copy of TM-Related File Wrapper/Contents 


Recording Trademark Property, Per Mark, Per Document 
For Second and Subsequent Marks in Same Document 
For Assignment Records, Abstracts of Title and Cert. 
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Extension for Filing Statement of Use, Per Class 


Filing Affidavit Under Sections 8 & 15, Per Class 


Dividing an Application, Per New Application Created 


Copy of Registered Mark, overnight delivery to PTO boxfax 


S 
s - Expedited 


ge 
ll lll seatlll 


|B) 


Actual Cost 
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Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No. 960417113-6186-02] 
RIN 0651-AA82 


Revision of Patent Fees for Fiscal Year 1997 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Final Rulemaking. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases to adjust certain patent fee 
amounts to reflect fluctuations in the Consumer Price Index 
(CPI) and to recover costs of operation. 

Effective Date: October 1, 1996. 

For Further Information Contact: Robert Harris by telephone 
at (703) 305-8510, fax at (703) 305-8525, e-mail at rharris@us- 
pto.gov, or by mail marked to his attention and addressed to 
the U.S. Patent and Trademark Office, Office of Planning and 
Evaluation, Crystal Park 1, Suite 1107, Washington, D.C. 
20231. 

Supplementary Information: This rule change is designed to 
adjust PTO fees in accordance with the applicable provisions of 
title 35, United States Code; and section 10101 of the Omnibus 
Budget Reconciliation Act of 1990 (as amended by section 
8001 of Public Law 103-66), all as amended by the Patent and 
Trademark Office Authorization Act of 1991 (Public Law 102- 
204). 


BACKGROUND: 
Statutory Provisions 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 
376. A fifty percent reduction in the fees paid under 35 U.S.C. 
41(a) and (b) by independent inventors, small business con- 
cems, and nonprofit organizations who meet prescribed defini- 
tions is required by 35 U.S.C. 41(h). 

Subsection 41(f) of title 35, United States Code, provides 
that fees established under 35 U.S.C. 41(a) and (b) may be 
adjusted on October 1, 1992, and every year thereafter, to 
reflect fluctuations in the Consumer Price Index (CPI) over the 
previous 12 months. 

Section 10101 of the Omnibus Budget Reconciliation Act 
of 1990 (amended by section 8001 of Public Law 103-66) 
provides that there shall be a surcharge on all fees established 
under 35 U.S.C. 41(a) and (b) to collect $115 million in fiscal 
year 1997. 

Subsection 41(d) of title 35, United States Code, authorizes 
the Commissioner to establish fees for all other processing, 
services, or materials related to patents to recover the average 
cost of providing these services or materials, except for the fees 
for recording a document affecting title, for each photocopy, and 
for each black and white copy of a patent. 

Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under 
the Patent Cooperation Treaty (PCT). 

Subsection 41(g) of title 35, United States Code, provides 
that new fee amounts established by the Commissioner under 
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section 41 may take effect thirty days after notice in the Federal 
Register and the Official Gazette of the Patent and Trademark 
Office. 


Recovery Level Determinations 


This rule adjusts patent fees for a planned recovery of 
$7 16,723,000 in fiscal year 1997, as proposed in the Adminis- 
tration’s budget request to the Congress. 

The patent statutory fees established by 35 U.S.C. 41(a) 
and (b) will be adjusted on October 1, 1996, to reflect any 
fluctuations occurring during the previous 12 months in the 
Consumer Price Index for all urban consumers (CPI-U). In 
calculating these fluctuations, the Office of Mangement and 
Budget (OMB) has determined that the PTO should use CPI- 
U data as determined by the Secretary of Labor. However, the 
Department of Labor does not make public the CPI-U until 
approximately 21 days after the end of the month being calcu- 
lated. Therefore, the latest CPI-U information available is for 
the month of June 1996. In accordance with previous rulem- 
aking methodology, the PTO uses the Administration’s pro- 
jected CPI-U for the 12-month period ending September 30, 
1996, which is 3.1 percent. Based on this projection, patent 
statutory fees will be adjusted by 3.1 percent. Before the final 
fee schedule is published, the fees may be adjusted slightly 
based on updated data available from the Department of Labor. 

Certain non-statutory patent processing fees established 
under 35 U.S.C. 41(d) and PCT processing fees established 
under 35 U.S.C. 376 will be adjusted to recover their estimated 
average costs in fiscal year 1996. Three patent service fees that 
are set by statute will not be adjusted. The three fees that are 
not being adjusted are assignment recording fees, printed patent 
copy fees and photocopy charge fees. 

The final fee amounts were rounded by applying standard 
arithmetic rules so that the amounts rounded would be conve- 
nient to the user. Fees of $100 or more were rounded to the 
nearest $10. Fees between $2 and $99 were rounded to an even 
number so that any comparable small entity fee would be a 
whole number. 


Workload Projections 


Determination of workload varies by fee. Principal workload 
projection techniques are as follows: 

Patent application workloads are projected from statistical 
regression models using recent application filing trends. Patent 
issues are projected from an in-house patent production model 
and reflect examiner production achievements and goals. Patent 
maintenance fee workloads utilize patents issued 3.5, 7.5 and 
11.5 years prior to payment and assume payment rates of 79 
percent, 55 percent and 32 percent, respectively. Service fee 
workloads follow linear trends from prior years’ activities. 


General Procedures 


Any fee amount that is paid on or after the effective date 
of the fee increase would be subject to the new fees then in 
effect. For purposes of determining the amount of the fee to 
be paid, the date of mailing indicated on a proper Certificate 
of Mailing or Transmission, where authorized under 37 CFR 
1.8, will be considered to be the date of receipt in the PTO. 
A Certificate of Mailing or Transmission under Section 1.8 is 
not proper for items which are specifically excluded from the 
provisions of Section 1.8. Section 1.8 should be consulted for 
those items for which a Certificate of Mailing or Transmission 
is not proper. Such items include, inter alia, the filing of national 
and international applications for patents and the filing of trade- 
mark applications. However, the provisions of 37 CFR 1.10 
relating to filing papers and fees with an “Express Mail” certifi- 
cate do apply to any paper or fee (including patent and trade- 
mark applications) to be filed in the PTO. If an application or 
fee is filed by “Express Mail” with a proper certificate dated 
on or after the effective date of the rules, as amended, the 
amount of the fee to be paid would be the fee established by 
the amended rules. 

In order to ensure clarity in the implementation of the new 
fees, a discussion of specific sections is set forth below. 
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Discussion of Specific Rules 
37 CFR 1.16 National application filing fees. 


Section 1.16, paragraphs (a), (b), (d), and (f) through (i), is 
revised to adjust fees established therein to reflect fluctuations 
in the CPI. Further, section 1.16, is revised to remove the 
undesignated text following paragraph (d), and add a new para- 
graph (k) including the provisions of such deleted undesignated 
text. In addition, § 1.16(k) is also applicable to any additional 
fees required by §§ 1.16(i) and (j). 


37 CFR 1.17 Patent application processing fees. 


Section 1.17, paragraphs (b) through (g), (m), (r) and (s), is 
revised to adjust fees established therein to reflect fluctuations 
in the CPI. 

Section 1.17, paragraphs (j) and (n) through (p), is revised 
to adjust fees established therein to recover costs. 


37 CFR 1.18 Patent issue fees. 


Section 1.18, paragraphs (a) through (c), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 1.20 Post-issuance fees. 


Section 1.20, paragraphs (c), (i), and (j), is revised to adjust 
fees established therein to recover costs. 

Section 1.20, paragraphs (e) through (g), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, paragraph (a)(1), is revised to establish a non- 
refundable application fee which reflects the costs of processing 
an application for the registration examination. Currently, the 
PTO evaluates and processes the applications of individuals 
who do not qualify for admission or those who withdraw from 
the examination, but generally refunds the examination fee to 
such applicants. Thus, other fee payers bear the costs of this 
evaluation and processing. This amendment will shift the 
expense of evaluating applications to all applicants. In order 
to offset the application fee, the examination fee will be slightly 
decreased. 

Section 1.21, paragraphs (a)(3) and (a)(6), is revised to adjust 
fees established therein to recover costs. 


37 CFR 1.445 International application filing, processing, and 
search fees. 


Section 1.445, paragraph (a), is revised to adjust the fees 
authorized by 35 U.S.C. 376 to recover costs and reflect current 
business practices. 


37 CFR 1.482 International preliminary examination fees. 


Section 1.482, paragraphs (a)(1)(i), (a)(1)(ii), and (a)(2)(ii), 
is revised to adjust the fees authorized by 35 U.S.C. 376 to 
recover costs. 


37 CFR 1.492 National stage fees. 


Section 1.492, paragraphs (a), (b) and (d), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


Response to Comments on the Rules 


A notice of proposed rulemaking to adjust patent fee amounts 
was published in the Federal Register on May 1, 1996, at 61 
FR 19224 and in the Official Gazette of the United States Patent 
and Trademark Office on May 7, 1996, at 1186 OG 14. 

A public hearing was held on June 5, 1996. Two comments 
were received and considered in adopting the rules set forth 
herein. No oral testimony was presented. 


Comment: One respondent stated that the PTO should not adjust 
patent fee amounts using the U.S. Department of Labor’s Con- 
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sumer Price Index (CPI). The respondent stated that the CPI 
does not reflect a true or accurate index of increasing consumer 
prices. 

Response: The PTO is required by law to base its inflationary 
fee increases on fluctuations in the CPI over the 12 months 
prior to the effective date of the fee increase. However, if the 
Department of Labor modifies the definition or changes the 
method of calculating the Consumer Price Index for all urban 
consumers (CPI-U), which is the version of the CPI that OMB 
has determined the PTO should use, future PTO inflationary 
fee increases could be based on the revised index. 

Comment: One respondent stated that the patent extension fees 
set in 37 CFR 1.17(a) through (d) should be reduced by at least 
50 percent for patent applications filed on or after June 8, 1995. 
Response: Patent extension fees were set in statute by Congress 
in 1982 with the enactment of Public Law 97-247. The PTO 
does not have the authority to offer a 50 percent discount for 
all patent applications filed on or after June 8, 1995. 


Other Considerations 


This rulemaking contains no information collection within 
the meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This rule has been determined to be not significant 
for purposes of Executive Order 12866. The PTO has deter- 
mined that this rule change has no Federalism implications 
affecting the relationship between the National Government 
and the States as outlined in Executive Order 12612. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that the 
rule change will not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The rule change increases fees to reflect the change in 
the CPI as authorized by 35 U.S.C. 41(f). Further, the principal 
impact of the major patent fees has already been taken into 
account in 35 U.S.C. 41(h), which provides small entities with 
a 50-percent reduction in the major patent fees. 

A comparison of existing and new fee amounts is included 
as an Appendix to this notice of final rulemaking. 


Lists of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Inventions and 


patents, Reporting and recordkeeping requirements, Small 
businesses. 


For the reasons set forth in the preamble, the PTO is 
amending title 37 of the Code of Federal Regulations, Part 1, 
as set forth below. 


Part 1 - Rules of Practice in Patent Cases 
1. The authority citation for 37 CFR Part | continues to read 


as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a), (b), 
(d), (f) through (i), and adding a new paragraph (m) before the 
note to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


eet 
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(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 


is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


*e+4% 


(f) Basic fee for filing each design application 


By a small entity (§ 1.9(f)) 
By other than a small entity...... " 


(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


ee 


(m) If the additional fees required by paragraphs (b), (c), (d), 
(i) and (j) of this section are not paid on filing or on later 
presentation of the claims for which the additional fees are 
due, they must be paid or the claims must be canceled by 
amendment, prior to the expiration of the time period set for 
reply by the Office in any notice of fee deficiency. 


3. Section 1.17 is amended by revising paragraphs (b) through 
(g), (j), (m) through (p), (r), and (s) to read as follows: 


§ 1.17 Patent application processing fees. 


SEE 


(b) Extension fee for response within second month pursuant 


to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) Extension fee for response within third month pursuant to 


§ 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) Extension fee for response within fourth month pursuant 


to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 


By a small entity (§ 1.9 (f)) 
By other than a small entity 
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(g) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


**#+* 


(j) For filing a petition to institute a public use proceeding 
under § 1.292 $1,470.00 


*+ee* 


(m) For filing a petition: 
(1) For revival of an unintentionally abandoned application, 
or 


(2) For the unintentionally delayed payment of the fee for 
issuing a patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(n) For requesting publication of a statutory invention registra- 
tion prior to the mailing of the first examiner’s action pursuant 
to § 1.104—$900.00 reduced by the amount of the application 
basic filing fee paid. 

(o) For requesting publication of a statutory invention registra- 
tion after the mailing of the first examiner’s action pursuant 
to § 1.104—$1,790.00 reduced by the amount of the application 
basic filing fee paid. 


(p) For submission of an information disclosure statement under 
§ 1.97(c) 


eee* 


(r) For entry of a submission after final rejection under 
§1.129(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(s) For each additional invention requested to be examined 
under §1.129(b): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


5. Section 1.20 is amended by revising paragraphs (c), (e) 
through (g), (i)(1), (i)(2), and (j)(1) through (j)(3) to read as 
follows: 

§ 1.20 Post issuance fees. 

eeee* 


(c) For filing a request for reexamination 
(§ 1.510(a)) 
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eee 


(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee is 
due by eleven years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


eee 
(i) ++ 


(1) unavoidable 
(2) unintentional 
(p °° 


(1) Application for extension under §1.740. 

(2) Initial application for interim extension 
under §1.790 

(3) Subsequent application for interim extension 


6. Section 1.21 is amended by revising paragraph (a)(1), (a)(3), 
and (a)(6) to read as follows: 


§ 1.21 Miscellaneous fees and charges. 
*+++% 
(a) *** 
(1) For admission to examination for registration to practice: 


(i) Application Fee (non-refundable) 
(ii) Registration examination fee 


eeeee 


(3) For reinstatement to practice 


eee 


(6) For requesting regrading of an examination under § 
10.7(c): 
(i) Regrading of moming section (PTO Practice and 
Procedure) 
(ii) Regrading of afternoon section (Claim 


*ete% 


7. Section 1.445 is amended by revising paragraph (a) to read 
as follows: 


§ 1.445 International application filing, processing and search 
fees. 


(a) The following fees and charges for international applications 
are — by the Commissioner under the authority of 35 
U.S.C. 376: 


(1) A transmittal fee (see 35 U.S.C. 361(d) and 
PCT Rule 14) 
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(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16): 
(i) Where a corresponding prior United States National 
application filed under 35 U.S.C. 111(a) with the filing fee 

under 37 CFR 1.16(a) has been filed I 
_(ii) For all situations not provided for in (a)(2)(i) of this 
$680.00 


*Ee* 


8. Section 1.482 is amended by revising paragraphs (a)(1)(i), 
(a)(1)(ii), and (a)(2)(ii) to read as follows: 


§ 1.482 International preliminary examination fees. 
(a) *** 
(1) *+* 


(i) Where an international search fee as set forth in § 
1.445(a)(2) has been paid on the international application to the 
United States Patent and Trademark Office as an International 
Searching Authority, a preliminary examination 


(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office, a preliminary examination 


(2) *+* 


(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office 


eRe 


9. Section 1.492 is amended by revising paragraphs (a), (b), 
and (d) to read as follows: 


§ 1.492 National stage fees. 


EEE 


(a) The basic national fee: 

(1) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid on the international application 
to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) ...............scccsccoessereeeeee $350.00 
By other than a small entity 


(2) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office, but an international search fee as set 
forth in § 1.445(a)(2) has been paid on the international applica- 
tion to the United States Patent and Trademark Office as an 
International Searching Authority: 


By a small entity (§ 1.9(f)) .............scssccsscssseeeeeees $385.00 
By other than a smali entity 


(3) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid and no international search 
fee as set forth in § 1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(4) Where an international preliminary examination fee as 
set forth in §1.482 has been paid to the United States Patent 
and Trademark Office and the international preliminary exami- 
nation report states that the criteria of novelty, inventive step 
(non-obviousness), and industrial applicability, as defined in 
PCT Article 33 (1) to (4) have been satisfied for all the claims 
presented in the application entering the national stage (see § 
1.496(b)): 
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By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) Where a search report on the international application 
has been prepared by the European Patent Office or the Japanese 
Patent Office: 


By a small entity (§ 1.9(f)) 
By other than 9 small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


4% 


(d) In addition to the basic national fee, if the application 
contains, or is amended to contain, a multiple dependent 
claim(s), per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


+++4% 


July 24, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


[1189 OG 62] 


(65) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


37 CFR Part 2 


Patent and Trademark Automated Search System Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Listing of suspension of final rule 
Summary. The Patent and Trademark Office (Office), on 
December 11, 1989, amended the rules of practice in patent 
and trademark cases, Parts | and 2 of Title 37, Code of Federal 
Regulations, setting forth the fees for public access to the 
Office’s text data bases: the Automated Patent System (APS) 
and the automated trademark search system (T-Search). 54 FR 
50942. That final rule became effective on February 12, 1990. 
On that date, 37 CFR 2.6(w), dealing with T-Search fees, took 
effect, but was immediately suspended by the Commissioner. 
The collection of the fee was initially suspended to permit 
users to become familiar with the T-Search system. The T- 
Search system has been available to the public since April 
1989, a sufficient time for users to become familiar with the 
system. Therefore, as provided in the final rule, the Office now 
gives notice that the suspension is lifted. The Office will begin 
to collect the fees set forth in 37 CFR 2.6(w) sixty (60) days 
from the date of this notice. Cost estimates based on usage and 
actual costs are available for inspection in the Office of Long- 
Range Planning and Evaluation, Room 507, Crystal Park 1, 
Crystal Drive, Arlington, Virginia. 
Dates: The suspension of 37 CFR 2.6(w) is lifted as of Nov. 
13, 1990. The collection of fees under 37 CFR 2.6(w) will 
begin on November 13, 1990 
For Further Information Contact. Frances Michalkewicz by 
telephone at (703) 557-1610 or by mail to her attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


September 4, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 


[1119 OG 6} 
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(66) Deposit Account Authorizations 

The rules of practice were amended effective Oct. 1, 1982, 
at 37 CFR 1.25(b) to state that: “A general authorization to 
charge all fees, or only certain fees, set forth in §§ 1.16 to 1.18 
to a deposit account may be filed in an individual application, 
either for the entire pendency of the application or with respect 
to a particular paper filed.” A general authorization would not 
apply to document supply fees under § 1.19, such as those 
required for certified copies; to post-issuance fees under § 1.20 
such as those required for maintenance fees; or to miscellaneous 
fees and charges under § 1.21, such as assignment recording 
fees. 

Many applications filed prior to Oct. 1, 1982, contain broad 
language authorizing any additional fees which might have 
been due to be charged to a deposit account. The Patent and 
Trademark Office does not interpret such broad authorizations, 
filed in an application on or after Oct. 1, 1982, will be inter- 
preted as authorization to charge the issue fee; as well as any 
other fee set forth in §§ 1.16, 1.17 or 1.18. Fees under sections 
1.19, 1.20 and 1.21 will not be charged as a result of a general 
authorization under section 1.25. 

It is recommended that authorizations to charge fees to 
deposit accounts include reference to the particular fees or fee 
sections of the rules which applicant intends to authorize. For 
example, if filing and processing fees under §§ 1.16 and 1.17 
only are intended to be included in the authorization, and not 
the issue fee under § 1.18, the authorization could read: “The 
Commissioner is hereby authorized to charge any fees under 
37 CFR 1.16 and 1.17 which may be required during the entire 
pendency of the application to Deposit Account No. : 
Such an authorization would clearly exclude issue fees under 
37 CFR 1.18 while including all the filing and processing fees 
listed in 37 CFR 1.16 and 1.17. Similarly, if it were intended 
to authorize the charging of fees relating only to a specific paper, 
the authorization could read “The Commissioner is hereby 
authorized to charge any fees under 37 CFR 1.16 and 1.17 
which may be required by this paper to Deposit Account 
No. -” Such authorizations would cover situations in 
which a check to cover a filing and processing fee under 37 
CFR 1.16 and 1.17 was omitted or was for an amount less than 
the amount required. 

It is extremely important that the authorization be clear and 
unambiguous. If applicants file authorizations which are ambig- 
uous and which deviate from the usual forms of authorizations, 
the Office may not interpret the authorizations in the manner 
applicants intend. In such cases applicants could be subject to 
further expenses, petitions, etc. in order to correct fees which 
were not charged as intended due to an ambiguous authoriza- 
tion. 

July 1, 1983 GERALD J. MOSSINGHOFF 
Commissioner of Patents 
and Trademarks 


[1032 OG 32] 


(67) Deposit Account Authorization to 


Charge Issue Fee 


This notice supplements the Official Gazette notice, dated 
July 1, 1983, published at 1032 O.G. 33 on July 26, 1983. 

The rules of practice were amended effective Oct. 1, 1982, 
at 37 CFR 1.25(b) to state that: “A general authorization to 
charge all fees, or only certain fees, set forth in 37 CFR 1.16 
to 1.18 to a deposit account may be filed in an individual 
application, either for the entire pendency of the application 
or with respect to a particular paper filed.” 

The Patent and Trademark Office will treat broad language 
to “charge any additional fees which may be required at any 
time during the prosecution of the application” as authorization 
ae the issue fee on applications filed on or after Oct. 1, 
1982. 

Sept. 30, 1988 RENE D. TEGTMEYER 
Assistant Commissioner 
for Patents 


[1095 OG 44) 
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(68) Unpaid Fee Checks 

Beginning Dec. |, 1987, the Office will change the procedure 
for handling fee checks of attorneys and agents that are returned 
to the Office unpaid. Presently, when a check submitted as 
payment for an application, a processing, an issue or any other 
fee is returned to the Office unpaid, the Office of Finance sends 
a letter to the attorney or agent who represents the applicant, 
or to the applicant if unrepresented by an attorney or agent, 
enclosing the check and calling attention to the fact that the 
check was returned unpaid. Beginning Dec. |, 1987, the Office 
of Finance will send a copy of its letter to the applicant if the 
letter is addressed to an attorney or agent. The prohibition of 
37 CFR §§ 1.33 and 2.18 against double correspondence is 
waived in view of the submission of a check that is returned 
unpaid to the Office. 

A registered patent attorney or agent who repeatedly submits 
checks that are returned unpaid through no fault of the bank 
may expect to have the matter referred to the Office of Enroll- 
ment and Discipline. 


Oct. 5, 1987 DONALD W. PETERSON 


Deputy Commissioner 
[1083 OG 44] 


(69) Use of Metric System of Measurements 


in Patent Applications 


The ability of the United States to compete in world trade 
and improve our trade balance is becoming more important 
and more difficult each day as our competitors get stronger. 
Presently, the United States is the only industrial country which 
has not adopted the metric system of weights and measures. 
The lack of U.S. goods being produced and packaged under 
metric standards results in our country being at a competitive 
disadvantage in world markets. 

To improve our competitiveness, in the 1988 trade bill, Con- 
gress established metric as the Nation’s “preferred system of 
units for United States trade and commerce,” and set a 1992 
date for Federal agencies to complete their transition to metric 
uses in “procurement, grants and other business related activi- 
ties”. 

To implement the congressional designation of the metric 
system of measurement for U.S. trade and commerce, the Presi- 
dent on July 25, 1991, issued an Executive Order (Metric Usage 
in Federal Government Programs) for the Federal Government 
to lead the way in metric usage. The Department of Commerce 
has been designated as the lead agency responsible for coordi- 
nating usage by the Federal Government. 

The Patent and Trademark Office (PTO) does not currently 
require weights and measures in patent applications to be stated 
in the metric system. However, in Section 608.01 of the Manual 
of Patent Examining Procedure, all patent applicants are 
strongly encouraged to use either (1) only metric units or (2) 
inch-pound units together with their metric equivalents, when 
describing their inventions in the specifications of patent appli- 
cations. 

In the spirit of the Executive Order, the PTO reiterates and 
emphasizes strong encouragement for patent applicants to use 
the metric system of weights and measurements in patent appli- 
cations. At some future time when there has been a sufficient 
conversion to metric usage by U.S. research and development 
industries, the PTO will consider making it a requirement that 
patent applicants use metric units in patent applications. 

Jan. 15, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1135 OG 55] 


(70) Applicants Cautioned to File Applications on 
Papers that Comply With Sheet and 


Quality Requirements of 37 CFR 1.52 and 1.84(f) and (g). 


Summary: If an application-as-filed does not meet the sheet 
size/margin and quality requirements of 37 CFR 1.52 and 
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1.84(f) and (g), certified copies of such application may be 
illegible and/or ineffective as priority documents. 


Discussion: The Patent and Trademark Office (PTO) amended 
37 CFR 1.52 and 1.84 in September of 1996 so that application 
and application-related papers (application papers) filed in the 
PTO would be of a paper size/margin and quality to permit 
the PTO to produce reliable electronic records by image and 
optical character recognition (OCR) scanning the application 
papers. See Miscellaneous Changes in Patent Practice, Final 
Rule Notice, 61 Fed. Reg. 42790 (August 19, 1996), 1190 Off. 
Gaz. Pat. Office 67 (September 17, 1996). The PTO, however, 
still receives a significant number of applications containing 
papers that do not meet the sheet size/margin and quality 
requirements of 37 CFR 1.52 and 1.84(f) and (g). 


Adverse effect of filing an application on papers that do not 
comply with 37 CFR 1.52 and 1.84(f) and (g) on the quality 
of any certified copy of the application: 


The PTO will not deny a filing date to an application simply 
because it is filed on papers that do not comply with the require- 
ments of 37 CFR 1.52 and 1.84(f) and (g). 


When an applicant requests that the PTO provide a certified 
copy of an application-as-filed and pays the fee set forth in 37 
CFR 1.19(b)(1), the PTO will make a copy of the application- 
as-filed from the records in the PICS (or microfilm) database. 
If papers submitted in the application-as-filed are not legible, 
certified copies of the application as originally filed will not be 
legible. In addition, if exception processing (discussed below) is 
required to make the PICS copy, certified copies of the applica- 
tion as originally filed may not be legible. 


If papers submitted in the application-as-filed (including any 
transmittal letter or cover sheet) do not meet the sheet size 
requirement of 37 CFR 1.52 and 1.84(f) (e.g., the papers are 
legal size (8 1/2 by 14 inches)), the PTO must reduce such 
papers to be able to image-scan the entire application and record 
it in the PICS database. In addition, if papers submitted in the 
application-as-filed do not meet the quality requirements of 37 
CFR 1.52 (e.g., the papers are shiny or non-white), the PTO 
will attempt to enhance such papers before scanning (discussed 
below) to make the resulting electronic record in the PICS 
database more readable. 


If application papers are filed that do not meet sheet size/margin 
and quality requirements, the PTO will require the applicant 
to file substitute papers that do comply with the requirements 
of 37 CFR 1.52 and 1.84(f) and (g). The substitute papers 
submitted in reply to the above-mentioned requirement will 
provide the PTO with an image- and OCR-scannable copy of 
the application for printing the application as a patent. The 
PTO, however, will NOT treat application papers submitted 
after the filing date of an application (e.g., a later filed oath 
or declaration, a translation filed under 37 CFR 1.52(d), or 
substitute papers submitted in reply to a requirement to comply 
with 37 CFR 1.52) as the original disclosure of the application 
for making a certified copy of the application-as-filed or any 
other purpose. That is, even if an applicant subsequently files 
substitute application papers that comply with 37 CFR 1.52 
and then requests that the PTO provide a certified copy of 
an application-as-filed, paying the fee set forth in 37 CFR 
1.19(b)(1), the PTO will still make a copy of the application- 
as-filed from the records in the PICS (or microfilm) database, 
and this database will not include the subsequently filed substi- 
tute papers in compliance with 37 CFR 1.52 and 1.84(f) and 
(g). 


If the certified copy of an application produced from the PTO’s 
PICS (or microfilm) database is illegible, the applicant may 
pay the fee set forth in 37 CFR 1.19(b)(2) (currently $150.00) 
and request that the PTO obtain the application file and produce 
a certified copy of the application by photocopying the applica- 
tion-as-filed as contained in the application file. The special 
handling required to produce a certified copy of the application 
from the papers in the application file will also cause a delay 
in when a certified copy is available. 
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Recurring situations in which application papers cause prob- 
lems during scanning of an application: 


The PTO performs exception processing when scanning appli- 
cation papers that do not comply with sheet size/margin and 
quality requirements. As the PTO uses high-quality scanning 
equipment, the PTO is often (through exception processing) 
able to make a readable electronic image record of an applica- 
tion even when the application papers do not comply with these 
requirements. Nevertheless, even if PTO is able to make a 
readable electronic image record of such an application, this 
exception processing is a burden on the PTO and delays the 
initial processing (and thus examination) of the application. 


The following is a list of recurring situations in which applica- 
tion papers cause problems when the papers are scanned to 
make an electronic record in the PICS database: 


(1) Applications are filed with legal size (8 1/2 by 14) papers 
and/or oversized (blueprint) drawings. The PTO can scan the 
papers to make an electronic record in the PICS database, but 
the resulting images as recorded in the PICS database are 
reduced. 


(2) Applications are filed on shiny, non-white (background) 
paper, or flimsy paper, on papers having slips or stickers, or 
on papers that are otherwise illegible to an image-scanning 
equipment. The PTO must photocopy the application papers 
and scan the photocopy to make an electronic record in the 
PICS database. 


(3) Applications are filed with writing on both sides of the 
sheets of paper. The PTO must photocopy the application papers 
so that the writing is on only one side of the sheet of paper 
and scan the photocopy to make an electronic record in the 
PICS database. 


(4) Applications are filed with unmounted photographs. The 
PTO must photocopy the photographs and scan the photocopies 
to make an electronic record in the PICS database. 


(5) Applications are filed with two-columned specifications, 
or with non-block fonts. The PTO can image-scan the papers 
to make an electronic record in the PICS database, but the 
resulting images cannot be converted into text by OCR conver- 
sion. 


(6) Applications are filed with papers having incorrect margin 
sizes. During office processing of the application, a sticker 
with the filing date of the application is placed in the left margin 
of the papers and the application number is printed on the left 
margin of each page that is scanned. Furthermore, holes are 
made in the top margins of the application papers so that the 
papers can be affixed to the application file. As a result, any 
text removed or obstructed before or during the scanning pro- 
cess will no longer be legible in the application. 


(7) Applications, particularly provisional applications, are filed 
with papers that are glued or bound together. The PTO must 
separate the papers to scan the pages, which sometimes damages 
the pages, or photocopy the bound document, and then scan the 
photocopy to make an electronic record in the PICS database. 


Questions concerning this notice should be forwarded to Karin 
L. Tyson, Senior Legal Advisor, by telephone at (703) 305- 
9285, by facsimile at (703) 308-6916, or by e-mail at 
karin.tyson@uspto.gov. 
November 3, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 

Patent Policy and Projects 
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(71) Notice of Change in Procedures 


for Recording Inventors’ Names 


The Patent and Trademark Office (PTO) has received a 
number of complaints from the public regarding improper trun- 
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cation of inventors’ names as printed on the Letters Patent. 
Changes on the printed patent currently require the filing and 
processing of certificates of correction. In an effort to address 
these complaints, the PTO has decided to change the method 
of recording and printing inventors’ names on the Letters Patent. 
This change in the manner in which inventors’ names will be 
printed on the Letters Patent is not to be confused with an 
actual change in an inventors’ name as it appears on the oath 
or declaration, which requires correction by way of a petition 
under 37 CFR 1.182 (see MPEP 605.04(c)). 

Accordingly, the PTO printing contractor will be instructed 
to print inventors’ names on the Letters Patent exactly as the 
names are typed on the oath or declaration. For example, an 
oath or declaration with a printed inventor’s name of Jonathan 
Hohenhauser Smithfield Williams, Jr., and a signature which 
is legible as Jonathan H. S. Williams, Jr., would have the Letters 
Patent printed with Jonathan Hohenhauser Smithfield Williams, 
Jr. as the inventor. 

In order to have the PTO’s records parallel as much as 
possible the above-noted changes, effective immediately, 
Application Processing Division will begin to enter into PALM 
(the PTO’s computerized database) each inventor’s name as 
printed or typed in the oath or declaration. Since the relevant 
fields in the PALM system for inventors’ given names and last 
name are each limited to 25 characters, the example given 
above would be entered into the PALM system as Jonathan 
Hohenhauser Smit Williams, Jr. This PALM entry would be 
reflected on the filing receipt mailed to applicants. While the 
name ‘Smithfield’ would be truncated in the PALM system to 
‘Smit’ as a result of the 25 character limitation, the printed 
patent will contain the full name as indicated above. 

There is a time lag between the PTO printing contractor’s 
receipt of an application to be issued as a patent and the patent’s 
actual issue date. Therefor, patents issued on or after June 17, 
1997, will contain the inventors’ full names exactly as they 
are printed on the oath or declaration. 

In all applications filed on or after April 18, 1997, applicants 
are cautioned to give their full names in the oath or declaration 
exactly as they would like them to be printed on the Letters 
Patent. In applications filed before April 18, 1997, if applicants 
do not desire to have their full names printed on the Letters 
Patent as they are printed or typed in the oath or declaration 
(at least one given name must be typed or printed in full), they 
must either: (1) request correction at the time of payment of 
the issue fee; or (2) if the issue fee has been paid prior to April 
18, 1997, request correction, as soon as possible, by writing 
to Box Issue Fee, Assistant Commissioner for Patents, Wash- 
ington, D.C. 20231. The requested correction will be made 
if sufficient time remains for the PTO to complete technical 
preparation of the text to be printed on the Letters Patent. 
February 13, 1997 EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 

for Patents 
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Department of Commerce 
Patent and Trademark Office 


[Docket #: 951019254-6136-02] 
RIN 0651-XX05 


Change in Procedure Relating to 
an Application Filing Date 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Change in Procedure. 

Summary: The Patent and Trademark Office (PTO) is imple- 
menting a change in procedure relating to the treatment of 
applications filed without all the pages of the specification or 
without all of the figures of the drawings. Under this new 
procedure, the PTO will accord a filing date to any application 
that contains something that can be construed as a written 
description, any necessary drawing, and, in a nonprovisional 
application, at least one claim, regardless of whether the appli- 
cation is filed without all the pages of the specification or 
without all of the figures of the drawings. Applications filed 
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without all the pages of the specification or without all of the 
figures of the drawings will be treated by mailing a notice 
indicating that the application has been accorded a filing date, 
but is missing pages of the specification or figures of drawings. 
The notice will indicate that failure to timely (37 CFR 1.181(f)) 
file a petition under 37 CFR 1.53(c) or 1.182 in response to 
such notice will result in the PTO treating the original applica- 
tion papers (the original disclosure of the invention) as including 
only those application papers present in the PTO on the date 
of deposit. 

Effective Date: July 22, 1996. 

For Further Information Contact: Robert W. Bahr by telephone 
at (703) 305-9285, by facsimile at (703) 308-6916, or Jeffrey 
V. Nase by telephone at (703) 305-9285, or by mail addressed 
to Box Comments-Patents, Assistant Commissioner for Patents, 
Washington, D.C. 20231. 

Supplementary Information 

The PTO is implementing a change in procedure relating to 
the treatment of applications filed without all the pages of the 
specification (Section 608.01 of the Manual of Patent Exam- 
ining Procedure (MPEP)) (e.g., with page numbering revealing 
that page(s) are missing), or without all of the figures of the 
drawings (MPEP 608.02) (e.g., without drawing figures that 
are mentioned in the specification). The procedure set forth in 
this notice will be incorporated into the next revision of the 
MPEP. 

The current treatment of applications that fail to identify the 
names of the actual inventor(s) (e.g., an application naming 
the inventorship only as “Jane Doe et al.”) as required by 37 
CFR 1.41(a) and 1.53(b) is not affected by the adoption of the 
procedure set forth in this notice. 

In a Notice entitled “Proposed Changes in Procedures 
Relating to an Application Filing Date” (Filing Date Notice), 
published in the Federal Register at 60 FR 56982-84 
(November 13, 1995), and in the PTO Official Gazette at 1181 
Off. Gaz. Pat. Office 12-13 (December 5, 1995), the PTO 
proposed a change in procedure relating to the treatment of 
applications filed without all the pages of the specification or 
without all of the figures of the drawings. In view of the 
comments received in response to the Filing Date Notice, the 
PTO is adopting the proposed change. 

The adopted procedure for the treatment of applications filed 
without all the pages of the specification or without all of the 
figures of the drawings is set forth below. 


APPLICATIONS FILED WITHOUT ALL PAGES OF 
SPECIFICATION 


The Initial Application Examination Division reviews appli- 
cation papers to determine whether all of the pages of the 
specification are present in the application. If the application 
is filed without all of the page(s) of the specification, but 
containing something that can be construed as a written descrip- 
tion, at least one drawing figure, if necessary under 35 U.S.C. 
113, the names of all the inventors, and, in a nonprovisional 
application, at least one claim, the Initial Application Examina- 
tion Division will mail a “Notice of Omitted Items” indicating 
that the application papers so deposited have been accorded a 
filing date, but are lacking some page(s) of the specification. 

The mailing of a “Notice of Omitted Items” will permit the 
applicant to either: (1) promptly establish prior receipt in the 
PTO of the page(s) at issue (generally by way of a date-stamped 
postcard receipt (MPEP 503)), or (2) promptly submit the 
omitted page(s) in a nonprovisional application and accept the 
date of such submission as the application filing date. An 
applicant asserting that the page(s) was in fact deposited in the 
PTO with the application papers must file a petition under 37 
CFR 1.53(c) (and the petition fee under 37 CFR 1.17(i) (37 CFR 
1.17(q) in a provisional application), which will be refunded if 
it is determined that the page(s) was in fact received by the PTO 
with the application papers deposited on filing) with evidence of 
such deposit within two months of the date of the “Notice of 
Omitted Items” (37 CFR 1.181(f)). An applicant desiring to 
submit the omitted page(s) in a nonprovisional application and 
accept the date of such submission as the application filing 
date must file any omitted page(s) with an oath or declaration 
in compliance with 37 CFR 1.63 and 1.64 referring to such 
page(s) and a petition under 37 CFR 1.182 (with the petition 
fee under 37 CFR 1.17(h)) requesting the later filing date within 
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two months of the date of the “Notice of Omitted Items” (37 
CFR 1.181(f)). 

An applicant willing to accept the application as deposited 
in the PTO need not respond to the “Notice of Omitted Items,” 
and the failure to file a petition under 37 CFR 1.53(c) or 1.182 
(and the requisite petition fee) as discussed above within two 
months of the date of the “Notice of Omitted Items” (37 CFR 
1.181(f)) will be treated as constructive acceptance by the 
applicant of the application as deposited in the PTO. Amend- 
ment of the specification is required in a nonprovisional applica- 
tion to renumber the pages consecutively and cancel any 
incomplete sentences caused by the absence of the omitted 
pages. Such amendment should be by way of preliminary 
amendment submitted prior to the first Office action to avoid 
delays in the prosecution of the application. 

If the application does not contain anything that can be 
construed as a written description, the Initial Application Exam- 
ination Division will mail a Notice of Incomplete Application 
(PTO-1123) indicating that the application lacks the specifica- 
tion required by 35 U.S.C. 112. The applicant may file a petition 
under 37 CFR 1.53(c) (and the petition fee under 37 CFR 
1.17(i) (37 CFR 1.17(q) in a provisional application)) asserting 
that: (1) the missing specification was submitted, or (2) the 
application papers as deposited contain an adequate written 
description under 35 U.S.C. 112. The petition under 37 CFR 
1.53(c) must be accompanied by sufficient evidence (37 CFR 
1.181(b)) to establish the applicant’s entitlement to the 
requested filing date (e.g., a date-stamped postcard receipt 
(MPEP 503) to establish prior receipt in the PTO of the missing 
specification). Alternatively, the applicant may submit the 
omitted specification, including at least one claim in a nonprovi- 
sional application, accompanied by an oath or declaration in 
compliance with 37 CFR 1.63 and 1.64 referring to the specifi- 
cation being submitted and accept the date of such submission 
as the application filing date. 

Original claims form part of the original disclosure and pro- 
vide their own written description. See In re Anderson, 47\ F.2d 
1237, 176 USPQ 331 (CCPA 1973). As such, an application that 
contains at least one claim, but does not contain anything which 
can be construed as a written description of such claim(s), 
would be unusual. 


NONPROVISIONAL APPLICATIONS FILED 
WITHOUT AT LEAST ONE CLAIM 


35 U.S.C. 111(a)(2) requires that an application for patent 
include, inter alia, “a specification as prescribed by section 
112 of this title,” and 35 U.S.C. 111(a)(4) provides that the 
“filing date of an application shall be the date on which the 
specification and any required drawing are received in the 
Patent and Trademark Office.” 35 U.S.C. 112, first paragraph, 
provides, in part, that “[t]he specification shall contain a written 
description of the invention,” and 35 U.S.C. 112, second para- 
graph, provides that “[t}he specification shall conclude with 
one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his 
invention.” Also, the Court of Appeals for the Federal Circuit 
stated in Litton Systems, Inc. v. Whirlpool Corp.: 


Both statute, 35 U.S.C. 111 [(a)], and federal regulations, 
37 CFR 1.51 [(a)(1)], make clear the requirement that an appli- 
cation for a patent must include . . . a specification and claims. 
. . . The omission of any one of these component parts makes 
a patent application incomplete and thus not entitled to a filing 
date. 


728 F.2d 1423, 1437, 221 USPQ 97, 105 (Fed. Cir. 1984) 
(citing Gearon v. United States, 121 F.Supp 652, 654, 101 
USPQ 460, 461 (Ct. Cl. 1954), cert. denied, 348 U.S. 942, 104 
USPQ 409 (1955)) (emphasis in the original). 

Therefore, in an application filed under 35 U.S.C. 111(a), a 
claim is a statutory requirement for according a filing date to 
the application. 35 U.S.C. 162 and 171 make 35 U.S.C. 112 
applicable to plant and design applications, and 35 U.S.C. 
162 specifically requires the specification in a plant patent 
application to contain a claim. 35 U.S.C.111(b)(2), however, 
provides that “[a] claim, as required by the second through 
fifth paragraphs of section 112, shall not be required in a 
provisional application.” Thus, with the exception of provi- 
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sional applications filed under 35 U.S.C. 111(b), any application 
filed without at least one claim is incomplete and not entitled 
to a filing date. 

If a nonprovisional application does not contain at least one 
claim, a “Notice of Incomplete Application” will be mailed to 
the applicant(s) indicating that no filing date has been granted 
and setting a period for submitting a claim. The filing date will 
be the date of receipt of at least one claim. See In re Mattson, 
208 USPQ 168 (Comm’r Pats. 1980). 

As 37 CFR 1.53(b)(2)(ii) permits the conversion of an appli- 
cation filed under 35 U.S.C. 111(a) to an application under 35 
U.S.C. 111(b), an applicant in an application, other than for a 
design patent, filed under 35 U.S.C. 111(a) on or after June 8, 
1995, without at least one claim has the alternative of filing a 
petition under 37 CFR 1.53(b)(2)(ii) to convert such application 
into an application under 35 U.S.C. 111(b), which does not 
require a claim to been entitled to its date of deposit as a 
filing date. Such a petition, however, must be filed prior to the 
expiration of twelve months after the date of deposit of the 
application under 35 U.S.C. 111(a), and comply with the other 
requirements of 37 CFR 1.53(b)(2)(ii). 


APPLICATIONS FILED WITHOUT ANY DRAWINGS 


35 U.S.C. 111(a)(2)(B) and 111(b)(2)(B) each provide, in 
part, that an “application shall include . . . a drawing as pre- 
scribed by section 113 of this title” and 35 U.S.C.111(a)(4) 
and 111(b)(4) each provide, in part, that the “filing date .. . 
shall be the date on which . . . any required drawing are received 
in the Patent and Trademark Office.” 35 U.S.C. 113 in tum 
provides that an “applicant shall furnish a drawing where neces- 
sary for the understanding of the subject matter sought to be 
patented.” 

Applications filed without drawings are initially inspected 
to determine whether a drawing is referred to in the specifica- 
tion, and if not, whether a drawing is necessary for an under- 
standing of the invention. 35 U.S.C. 113. 

In general, it has been PTO practice to treat an application 
that contains at least one process or method claim as an applica- 
tion for which a drawing is not necessary for an understanding 
of the invention under 35 U.S.C. 113. The same practice has 
been followed in composition applications. Other situations in 
which drawings are usually not considered necessary for an 
understanding of the invention under 35 U.S.C. 113 are: 


I. Coated articles or products: where the invention resides 
solely in coating or impregnating a conventional sheet (e.g., 
paper or cloth, or an article of known and conventional character 
with a particular composition), unless significant details of 
structure or arrangement are involved in the article claims; 


Il. Articles made from a particular material or composition: 
where the invention consists in making an article of a particular 
material or composition, unless significant details of structure 
or arrangement are involved in the article claims; 


Ill. Laminated Structures: where the claimed invention 
involves only laminations of sheets (and coatings) of specified 
material unless significant details of structure or arrangement 
(other than the mere order of the layers) are involved in the 
article claims; or 


IV. Articles, apparatus or systems where sole distinguishing 
feature is presence of a particular material: where the invention 
resides solely in the use of a particular material in an otherwise 
old article, apparatus or system recited broadly in the claims, 
for example: 

a. A hydraulic system distinguished solely by the use therein 
of a particular hydraulic fluid; 

b. Packaged sutures wherein the structure and arrangement 
of the package are conventional and the only distinguishing 
feature is the use of a particular material. 


A nonprovisional application having at least one claim, or 
a provisional application having at least some disclosure, 
directed to the subject matter discussed above for which a 
drawing is usually not considered essential for a filing date, 
not describing drawing figures in the specification, and filed 
without drawings will usually be processed for examination, 
so long as the application contains something that can be con- 
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strued as a written description and the names of all the inventors. 
A nonprovisional application having at least one claim, or a 
provisional application having at least some disclosure, directed 
to the subject matter discussed above for which a drawing is 
usually not considered essential for a filing date, describing 
drawing figure(s) in the specification, but filed without draw- 
ings will be treated as an application filed without all of the 
drawing figures referred to in the specification as discussed 
below, so long as the application contains something that can 
be construed as a written description and the names of all the 
inventors. In a situation in which the appropriate examining 
group determines that drawings are necessary under 35 U.S.C. 
113 the filing date issue will be reconsidered on reference from 
the examining group. 

If a nonprovisional application does not have at least one 
claim, or a provisional application does not have at least some 
disclosure, directed to the subject matter discussed above for 
which a drawing is usually not considered essential for a filing 
date, and is filed without drawings, the Initial Application 
Examination Division will mail a “Notice of Incomplete Appli- 
cation” indicating that the application lacks drawings and that 
35 U.S.C. 113 requires a drawing where necessary for the 
understanding of the subject matter sought to be patented. 

The applicant may file a petition under 37 CFR 1.53(c) (and 
the petition fee under 37 CFR 1.17(i) (37 CFR 1.17(q) ina 
provisional application)) asserting that (1) the drawing(s) at 
issue was submitted, or (2) the drawing(s) is not necessary 
under 35 U.S.C. 113 for a filing date. The petition must be 
accompanied by sufficient evidence to establish the applicant’s 
entitlement to the requested filing date (e.g., a date-stamped 
postcard receipt (MPEP 503) to establish prior receipt in the 
PTO of the drawing(s) at issue). Alternatively, the applicant 
may submit drawing(s) accompanied by an oath or declaration 
incompliance with 37 CFR 1.63 and 1.64 referring to the draw- 
ing(s) being submitted and accept the date of such submission 
as the application filing date. 

In design applications, the Initial Application Examination 
Division will mail a “Notice of Incomplete Application” indi- 
cating that the application lacks the drawings required under 
35 U.S.C. 113. The applicant may: (1) promptly file a petition 
under 37 CFR 1.53(c) (and the petition fee under 37 CFR 
1.17(i)) asserting that the missing drawing(s) was submitted, 
or (2) promptly submit drawing(s) accompanied by an oath or 
declaration in compliance with 37 CFR 1.63 and 1.64 and 
accept the date of such submission as the application filing 
date. 37 CFR 1.154(a) provides that the claim in a design 
application “shall be in formal terms to the omamental design 
for the article (specifying name) as shown, or as shown and 
described.” As such, petitions under 37 CFR 1.53(c) asserting 
that drawings are unnecessary under 35 U.S.C. 113 for a filing 
date in a design application will not be found persuasive. 


APPLICATIONS FILED WITHOUT ALL FIGURES 
OF DRAWINGS 


The Initial Application Examination Division reviews appli- 
cation papers to determine whether all mentioned drawing fig- 
ures in the specification are present in the application. If the 
appiication is filed without all of the drawing figure(s) referred 
to in the specification, and the application contains something 
that can be construed as a written description, at least one 
drawing, if necessary under 35 U.S.C. 113, the names of all 
the inventors, and, in a nonprovisional application, at least one 
claim, the Initial Application Examination Division will mail 
a “Notice of Omitted Items” indicating that the application 
papers so deposited have been accorded a filing date, but are 
lacking some of the drawings described in the specification. 

The mailing of a “Notice of Omitted Items” will permit the 
applicant to either: (1) promptly establish prior receipt in the 
PTO of the drawing(s) at issue (generally by way of a date- 
stamped postcard receipt (MPEP 503)), or (2) promptly submit 
the omitted drawing(s) in a nonprovisional application and 
accept the date of such submission as the application filing 
date. An applicant asserting that the drawing(s) was in fact 
deposited in the PTO with the application papers must file a 
petition under 37 CFR 1.53(c) (and the petition fee under 37 
CFR 1.17(i) (37 CFR 1.17(q) in a provisional application), 
which will be refunded if it is determined that the drawing(s) 
was in fact received by the PTO with the application papers 
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deposited on filing) with evidence of such deposit within two 
months of the date of the “Notice of Omitted Items” (37 CFR 
1.181(f)). An applicant desiring to submit the omitted drawings 
in a nonprovisional application and accept the date of such 
submission as the application filing date must file any omitted 
drawing(s) with an oath or declaration in compliance with 37 
CFR 1.63 and 1.64 referring to such drawing(s) and a petition 
under 37 CFR 1.182 (with the petition fee under 37 CFR 
1.17(h)) requesting the later filing date within two months of 
the date of the “Notice of Omitted Items” (37 CFR 1.181(f)). 

An applicant willing to accept the application as deposited 
in the PTO need not respond to the “Notice of Omitted Items,” 
and the failure to file a petition under 37 CFR1.53(c) or 1.182 
(and the requisite petition fee) as discussed above within two 
months of the date of the “Notice of Omitted Items” (37 CFR 
1.181(f)) will be treated as constructive acceptance by the 
applicant of the application as deposited in the PTO. Amend- 
ment of the specification is required in anonprovisional applica- 
tion to cancel all references to the omitted drawing, both in 
the brief and detailed descriptions of the drawings and including 
any reference numerals shown only in the omitted drawings. 
In addition, a separate letter is required in a nonprovisional 
application to renumber the drawing figures consecutively 
(showing the proposed changes in red ink), if necessary, and 
amendment of the specification is required to correct the refer- 
ences to the drawing figures to correspond with any relabelled 
drawing figures, both in the brief and detailed descriptions of 
the drawings. Such amendment and correction to the drawing 
figures, if necessary, should be by way of preliminary amend- 
ment submitted prior to the first Office action to avoid delays 
in the prosecution of the application. 


SUBSEQUENT TREATMENT OF APPLICATION 


In instances in which a “Notice of Incomplete Application” 
has been mailed, further action by the applicant is necessary 
for the application to be accorded a filing date. As such, the 
application will be retained in the Initial Application Examina- 
tion Division to await such action. Unless the applicant either 
completes the application or files a petition under 37 CFR 
1.53(c) (and the petition fee under 37 CFR 1.17(i) or 1.17(q)) 
within the period set in the “Notice of Incomplete Application,” 
the application will be processed as an incomplete application 
under 37 CFR 1.53(c). 

In instances in which a “Notice of Omitted Items” has been 
mailed, the application will be retained in the Initial Application 
Examination Division for a period of two months from the 
mailing date of “Notice of Omitted Items” to permit the appli- 
cant to either: (1) establish prior receipt in the PTO of the 
page(s) or drawing(s) at issue, or (2) promptly submit the 
omitted page(s) or drawing(s) in a nonprovisional application 
and accept the date of such submission as the application filing 
date. Extensions of time under 37 CFR 1.136 will not be appli- 
cable to this two-month time period. 

The grant of a petition under 37 CFR 1.182 to accept the 
omitted page(s) or drawing(s) in a nonprovisional application 
and accord the date of such submission as the application filing 
date will be indicated by the issuance of a new filing receipt 
indicating the filing date accorded the application. 

Unless the applicant timely files a petition under 37 CFR 
1.53(c) or 1.182 (and the requisite petition fee), the application 
will maintain the filing date as of the date of deposit of the 
application papers in the PTO, and the original application 
papers (i.e., the original disclosure of the invention) will include 
only those application papers present in the PTO on the date 
of deposit. Nonprovisional applications that are complete under 
35 CFR 1.51(a)(1) will then be forwarded to the appropriate 
examining group for examination of the application. Provisional 
applications that are complete under 35 CFR 1.51(a)(2) will 
then be forwarded to Files Repository. The current practice for 
treating applications that are not complete under 37 CFR 1.51(a) 
will remain unchanged (37 CFR 1.53(d)). 

Any petition under 37 CFR 1.53(c) or 1.182 not filed within 
this two-month period may be dismissed as untimely. 37 CFR 
1.181(f). Under the adopted procedure, the PTO may strictly 
adhere to the two-month period set forth in 37 CFR 1.181(f), 
and dismiss as untimely any petition not filed within this two- 
month period. This strict adherence to the two-month period 
set forth in 37 CFR 1.181(f) is justified as such applications 
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will now be forwarded for examination at the end of this two- 
month period. It is further justified in instances in which the 
applicant seeks to submit the omitted page(s) or drawing(s) 
in a nonprovisional application and request the date of such 
submission as the application filing date since: (1) according 
the application a filing date later than the date of deposit may 
affect the date of expiration of any patent issuing on the applica- 
tion due to the changes to 35 U.S.C. 154 contained in Public 
Law 103-465, § 532, 108 Stat. 4809 (1994), and (2) the filing 
of a continuation-in-part application is a sufficiently equivalent 
mechanism for adding additional subject matter to avoid the 
loss of patent rights. 

The submission of omitted page(s) or drawing(s) in a nonpro- 
visional application and acceptance of the date of such submis- 
sion as the application filing date is tantamount to simply filing 
a new application. Thus, applicants should consider filing a 
new application as an alternative to submitting a petition under 
37 CFR 1.182 (with the petition fee under 37 CFR 1.17(h)) 
with any omitted page(s) or drawing(s), which is a cost-effective 
alternative in instances in which an nonprovisional application 
is deposited without filing fees. Likewise, in view of the rela- 
tively low filing fee for provisional applications, and the PTO’s 
desire to minimize the processing of provisional applications, 
the PTO will not grant petitions under 37 CFR 1.182 to accept 
omitted page(s) or drawing(s) and accord an application filing 
date as of the date of such submission. Instead, the applicant 
should simply refile the complete provisional application. 


Response to Comments 


Thirteen comments were received in response to the Filing 
Date Notice. Nine comments expressly supported the proposed 
change, while the remaining four comments simply made addi- 
tional comments or suggested additional changes, but did not 
oppose the proposed change. The written comments have been 
analyzed, and responses to the comments follow. 

Comment (1): One comment suggested that the PTO should, 
by rulemaking, permit the addition of subject matter in a foreign 
application for which priority is claimed. 

Response: Where an application includes in the papers depos- 
ited on filing with the application a certified copy of a foreign 
application for which priority is claimed, the PTO will grant 
a timely petition under 37 CFR 1.182 requesting that: (1) the 
corresponding sheets of drawings in the foreign priority applica- 
tion be accepted for any omitted sheets of drawings in the 
application, or (2) the foreign priority application be accepted 
as the application as filed, which may result in the treatment 
of the foreign priority application as an application filed in a 
non-English language (37 CFR 1.52(d)). 

In instances in which the foreign priority application was 
not present among the papers deposited on filing with the 
application, any addition of subject matter from the foreign 
priority application into the application must be considered as 
new matter under 35 U.S.C. 132 (and, as such, will not be 
permitted by petition), unless the application-as-filed specifi- 
cally incorporates the foreign priority application by reference. 

Drawing figures do not require translation of the subject 
matter shown therein and individual drawing figures are suffi- 
ciently segregated that it is considered iate to permit, 
by petition under 37 CFR 1.182, the acceptance of the corres- 
ponding sheets of drawings in the foreign priority application 
for any omitted sheets of drawings in the application. The 
specification of a foreign priority application, however, is gen- 
erally subject to translation and revision prior to its filing in 
the PTO as the specification of an application. As such, it is 
considered iate to permit, by petition under 37 CFR 
1.182, the acceptance of a foreign priority application as the 
application as filed, but it is not considered acceptable to permit 
the acceptance of a translation of portions of the foreign priority 
application for omitted pages of the specification. 

Finally, the occurrence of situations in which it is necessary 
for an applicant to request that the corresponding sheets of 
drawings in the foreign priority application be accepted for any 
omitted sheets of drawings in the application, or the foreign 
priority application be accepted as the application as filed is 
relatively rare. In addition, the treatment of these few applica- 
tions on an ad hoc basis pursuant to 37 CFR 1.182 and 1.183 
has proven acceptable. 
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Comment (2): One comment suggested that the PTO should 
consider requiring a declaration from the attorney averring that 
the omitted matter was inadvertently omitted. 

Response: First, in view of a registered practitioner’s responsi- 
bilities as set forth in 37 CFR Part 10, the PTO does not 
generally require verification of statements by registered prac- 
titioners. See, e.g., 37 CFR 1.125 and 1.137. Second, as there 
is no apparent benefit to omitting material from an application 
as deposited in the PTO, there appears to be little justification 
for requiring even a statement that the omitted matter was 
inadvertently omitted. 

Comment (3): One comment questioned whether the change 
would be applicable to applications filed under 37 CFR 1.60 
or 1.62. 

Response: The adopted procedure applies to applications filed 
under 37 CFR 1.53. 

37 CFR 1.60 requires, inter alia, that the application be a 
true copy of the prior application (37 CFR 1.60(b)(2)), and a 
copy that omits pages of specification or sheets of drawings 
from the prior application is not a true copy of the prior applica- 
tion. As such, a copy that omits pages of specification or 
sheets of drawings from the prior application is an improper 
application under 37 CFR 1.60, and cannot be accorded a filing 
date as an application under 37 CFR 1.60 until the filing error 
is corrected. 

The PTO considers 37 CFR 1.60 to be unnecessary in view 
of changes to 37 CFR 1.4(d), and a trap for the unwary. The 
PTO has previously proposed to eliminate 37 CFR 1.60 (See 
notice of proposed rulemaking entitled “Changes to Implement 
20-Year Patent Term and Provisional Application” (20-Year 
Term Notice of Proposed Rulemaking) published in the Federal 
Register at 59 FR 63951 (December 12, 1994), and in the 
Patent and Trademark Office Official Gazette at 1170 Off. Gaz. 
Pat. Office 377 (January 3, 1995)), and will again propose to 
eliminate 37 CFR 1.60, as well as 37 CFR 1.62, in an impending 
rulemaking to implement the Administration’s regulatory 
reform initiative. 

A continuation or divisional application may be filed under 
35 U.S.C. 111(a) using the procedures set forth in 37 CFR 
1.53(b)(1), by providing a copy of the prior application, 
including a copy of the oath or declaration in such prior applica- 
tion, as filed. The patent statutes and rules of practice do not 
require that an oath or declaration include a recent date of 
execution, and the Examining Corps has been directed not to 
object to an oath or declaration as lacking either a recent date 
of execution or any date of execution. This change in examining 
practice will appear in the next revision of the MPEP. As is 
currently the situation under 37 CFR 1.60 and 1.62, the appli- 
cant’s duty of candor and good faith including compliance with 
the duty of disclosure requirements of § 1.56 is continuous and 
applies to the continuation or divisional application, notwith- 
standing the lack of a newly executed oath or declaration. 

37 CFR 1.60(b)(4) and 1.62(a) currently permit the filing of 
a continuation or divisional application by less than all of the 
inventors named in a prior application without a newly executed 
oath or declaration. The oath or declaration in an application 
filed under 37 CFR 1.53(b), however, must identify the inven- 
torship of such application. Thus, unless it is necessary to file 
a continuation or divisional application under 37 CFR 1.60 to 
name less than all of the inventors named in a prior application, 
applicants are encouraged to file continuing applications under 
37 CFR 1.53(b) (i.e., omit any reference to 37 CFR 1.60 in 
the application papers) to avoid an inadvertent failure to comply 
with all of the requirements of 37 CFR 1.60. 

An application under 37 CFR 1.62 uses the content of the 

ior application, and is itself only a request for an application 
under 37 CFR 1.62. As such, there is no concern that an 
application under 37 CFR 1.62 will be filed without all the 
pages of the specification or without all of the figures of the 
drawings. 

Comment (4): One comment questioned whether a filing date 
would be accorded if the name of an inventor were omitted. 
Response: 37 CFR 1.41 and 1.53 currently require that an 
application be filed in the name of the actual inventor or inven- 
tors, and this notice does not involve changes to the rules of 
practice. The PTO will propose to eliminate this requirement 
in 37 CFR 1.41 and 1.53 in the rulemaking to implement the 
Administration’s regulatory reform initiative. 
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Comment (5): One comment suggested that the notices be 
mailed out as soon as possible to avoid a loss of rights for those 
applicants who require completion or refiling of the application. 
Another comment suggested that the decision as to whether an 
application is “incomplete” should be made by the Examining 
Corps, rather than on a formalistic basis by the Initial Applica- 
tion Examination Division. 

Response: The efficient pre-examination processing of applica- 
tions is in the mutual interest of the PTO and applicants. The 
PTO is currently in the process of modifying its pre-examination 
processing procedures to avoid any unnecessary delay. This 
new procedure will not impact the pre-examination processing 
of applications, in that the Initial Application Examination 
Division will mail a “Notice of Incomplete Application,” 
“Notice of Omitted Items,” and “Notice to File Missing Parts” 
under this new procedure at the time the “Notice of Incomplete 
Application” and “Notice to File Missing Parts” are currently 
mailed. 

The adopted procedure replaces formalistic procedures with 
procedures based upon the requirements for a filing date as set 
forth in 35 U.S.C. 111, 112, and 113. Filing date issues are 
ultimately decided by the Office of Petitions in the Office 
of the Deputy Assistant Commissioner for Patent Policy and 
Projects (MPEP 1002.02(b)(35)) on the basis of whether and 
when the application meets the requirements for a filing date 
as set forth in 35 U.S.C. 111, 112, and 113, and not on the 
basis of who made the initial decision not to accord a filing 
date to the application. 

It should be recognized that there is tension between the 
comments objecting to any review of the entitlement of an 
application to a filing date by the Initial Application Examina- 
tion Division (arguing that this issue should be considered only 
by the Examining Corps) and the desire for speedy notification 
to the applicant that a portion of the application appears to 
have been omitted. To defer all review of the entitlement of 
an application to a filing date until the application is picked- 
up for examination would cause a significant delay in any such 
notification to the applicant. 

Comment (6): One comment noted that 35 U.S.C. 111(b) 
does not require a claim for a provisional application. Several 
comments suggested that the PTO automatically treat any non- 
provisional application filed without at least one claim as a 
provisional application, if such application is otherwise entitled 
to a filing date as a provisional application. 

Response: A provisional application does not require a claim 
to be entitled to a filing date. As discussed supra, an applicant 
in an application, other than for a design patent, filed under 
35 U.S.C. 111(a) on or after June 8, 1995, without at least one 
claim has the alternative of filing a petition under 37 CFR 
1.53(b)(2)(ii) to convert such application into an application 
under 35 U.S.C. 111(b). The PTO does not consider it appro- 
priate to “automatically” consider an application filed under 
35 U.S.C. 111(a) without a claim to be an application under 
35 U.S.C. 111(b) (a provisional application), since the applicant 
may not desire an application under 35 U.S.C. 111(b), and may 
desire to file a claim to obtain an application filing date as of 
the date of submission of such claim. 

Comment (7): One comment suggested that the MPEP should 
clearly indicate that applications filed without ail the pages of 
specification or all the figures of drawings described in the 
specification cannot automatically be treated as defective under 
35 U.S.C. 112, but must be considered for compliance with 
35 U.S.C. 112 by the subject matter that is present in the 
application papers. 

Response: In an effort to improve the examination of applica- 
tions, chapter 2100 of the MPEP has been revised to set forth 
specific guidelines for rejections under 35 U.S.C. 101, 102, 
103, and 112. MPEP 2161 ef seq. set forth the guidelines for 
rejections under 35 U.S.C. 112, first and second paragraphs, 
and do not authorize a rejection under 35 U.S.C. 112 based 
merely upon the fact that pages of specification or figures of 
drawing were omitted. 

Comment (8): One comment questioned whether the proposed 
procedure for the treatment of applications filed without all the 
pages of specification or all the figures of drawings described 
in the specification is applicable to provisional applications, 
noting that 35 U.S.C. 111(b) provides that a claim is not required 
in a provisional application. 
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Response: The adopted procedure applies to applications (both 
provisional and nonprovisional) filed under 37 CFR 1.53. The 
procedure recognizes that 35 U.S.C. 111(b) does not require a 
claim in a provisional application. 
Comment (9): One comment suggested that the two-month 
period for taking action would be unfair in instances in which 
the PTO prepares and enters the notice into the Patent Applica- 
tion Locating and Monitoring (PALM) system but fails to mail 
the notice or mails the notice to an incorrect correspondence 
address. 
Response: The “Notice of Omitted Items” is not an action 
within the meaning of 35 U.S.C. 133 to which a response is 
required to avoid abandonment. An applicant simply has the 
opportunity to file a petition, but need not take action, in 
response to a “Notice of Omitted Items.” Thus, the timeliness 
of any such petition is governed by 37 CFR 1.181(f). 37 CFR 
1.181(f) provides that any petition not filed within two months 
from the action complained of may be dismissed as untimely. 
Establishing prior receipt in the PTO of the page(s) or draw- 
ing(s) at issue or submitting the omitted page(s) or drawing(s) 
and accepting the date of such submission as the application 
filing date would result in an addition to the papers constituting 
the original disclosure of the application, and submitting the 
omitted page(s) or drawing(s) and accepting the date of such 
submission as the application filing date would result in a 
change in application filing date. As a change in either the 
original disclosure or filing date of an application would inter- 
fere with the examination of the application for compliance 
with 35 U.S.C. 102, 103, and 112, the PTO will not forward 
an application in which a “Notice of Omitted Items” has been 
mailed for examination until it is apparent that the applicant 
has not responded to the “Notice of Omitted Items.” Thus, a 
nonprovisional application will not be processed for examina- 
tion, and the examination of the application will be delayed, 
until the expiration of two months from the mailing date of 
“Notice of Omitted Items.” The two-month period set forth in 
37 CFR 1.181(f) is considered an appropriate balance between 
providing an applicant sufficient time to take action in response 
to a “Notice of Omitted Items” and avoiding unnecessary delays 
in the examination of the application, which would be undesir- 
able in view of 35 U.S.C. 154 as amended by Public Law 103- 
465. While an applicant willing to accept a nonprovisional 
application as deposited in the PTO need not respond to the 
“Notice of Omitted Items,” the filing of an express communica- 
tion to that effect would permit the PTO to proceed with the 
processing of the application for examination, and, as such, 
may reduce the delay in the examination of the application. 
While a “Notice of Omitted Items” is not an action within 
the meaning of 35 U.S.C. 133, the principles regarding nonre- 
ceipt or delayed receipt of a “Notice of Omitted Items,” due 
either to a failure on the part of the PTO to properly mail such 
notice or a failure on the part of the U.S. Postal Service to 
deliver such notice to the correspondence address in a timely 
manner, are applicable to the nonreceipt or delayed receipt of 
a “Notice of Omitted Items.” Applicants are directed to the 
Notice entitled “Withdrawing the Holding of Abandonment 
When Office Actions Are Not Received,” published in the PTO 
Official Gazette at 1156 Off. Gaz. Pat. Office 53 (November 
16, 1993), for the evidence necessary to establish nonreceipt 
of a “Notice of Omitted Items,” and the Notice entitled “Proce- 
dures For Restarting Response Periods,” published in the PTO 
Official Gazette at 1160 Off. Gaz. Pat. Office 14 (March 1, 
1994), for the evidence necessary to establish delayed receipt 
of a "Notice of Omitted Items." 
Comment (10): One comment suggested that while the pro- 
posed procedure is an improvement, it still conflicts with 35 
U.S.C. 112 and 113. The comment specifically argues that the 
sufficiency of an application is a matter for determination by 
an examiner skilled in the subject matter of the application, in 
that Congress did not intend that the sufficiency of an applica- 
tion be determined by the Initial Patent Examination Division. 
Response: The adopted procedure will accord a filing date to 
any application that contains something that can be construed 
as a written description, any necessary drawing, and, in a non- 
provisional application, at least one claim. This procedure is 
consistent with the requirements for a filing date as set forth 
in 35 U.S.C. 111, 112, and 113.35 U.S.C. 113, second sentence, 
contemplates that drawings may be filed after the filing date 
of an application. 35 U.S.C. 113, however, provides that an 
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“applicant shall furnish a drawing where necessary for the 
understanding of the subject matter sought to be patented,” and 
35 U.S.C. 111(a)(4) and 111(b)(4) each provide, in part, that 
the “filing date . . . shall be the date on which . . . any required 
drawing are received in the Patent and Trademark Office.” As 
such, the PTO has the statutory authority, and responsibility, 
to determine whether a drawing is necessary under 35 U.S.C. 
113 in an application filed without drawings prior to according 
a filing date to that application. 

There is nothing in 35 U.S.C. 111, 112, or 113 that limits 
the authority of the Commissioner to delegate the determination 
of whether or when any application meets the requirements for 
a filing date as set forth in 35 U.S.C. 111, 112, and 113. In 
any event, filing date issues are, as discussed supra, ultimately 
decided by Office of the Deputy Assistant Commissioner for 
Patent Policy and Projects on the basis of whether and when 
the application meets the requirements for a filing date as set 
forth in 35 U.S.C. 111, 112, and 113, and not on the basis of 
who made the initial decision not to accord a filing date to the 
application. 

Comment (11): One comment suggested that the proposed 
procedure be adopted by rulemaking. Another comment sug- 
gested that the proposed procedure either be adopted by rulem- 
aking or clearly set forth in the MPEP. 

Response: 37 CFR 1.53(b)(1) provides that the “filing date of 
an application for patent filed under this section, except for a 
provisional application, is the date on which: a specification 
containing a description pursuant to § 1.71 and at least one 
claim pursuant to § 1.75; and any drawing required by § 1.81(a), 
are filed in the Patent and Trademark Office in the name of 
the actual inventor or inventors as required by § 1.41.” 37 
CFR 1.53(b)(2) provides that the “filing date of a provisional 
application is the date on which: a specification as prescribed 
by 35 U.S.C. 112, first paragraph; and any drawing required 
by § 1.81(a), are filed in the Patent and Trademark Office in 
the name of the actual inventor or inventors as required by § 
1.41.” Thus, no change to the rules of practice is necessary to 
adopt the procedure set forth in this notice. 

It should be noted that the MPEP 608.01 sets forth the former 
procedure for treating an application filed without all of the 
pages of specification or filed under 35 U.S.C. 111(a) without 
at least one claim. Likewise, MPEP 608.02 sets forth the former 
procedure for treating an application filed without drawings or 
all of the figures of drawings. 

The next revision of the MPEP will incorporate the change 
in procedure set forth in this notice. 
June 5, 1996 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1188 OG 48) 


(73) Diligence in Filing Petitions to Revive 
and Petitions to Withdraw 


the Holding of Abandonment 


Once an application becomes inadvertently abandoned, it is 
incumbent on applicant to act with diligence in providing the 
response necessary to continue prosecution. Petitions to revive 
or to withdraw the holding of abandonment must be filed 
promptly after applicant is notified or otherwise becomes aware 
of the abandonment. Unless and until the Commissioner accepts 
applicant’s response as sufficient and complete to revive the 
application or to withdraw the holding of abandonment, the 
application remains abandoned and the burden continues to 
rest with applicant to exercise diligence. 

Some practitioners have demonstrated a lack of diligence in 
filing or renewing a petition to revive or a petition to withdraw 
the holding of abandonment. This appears to have been a con- 
scious decision on the practitioners’ part based on the belief 
that any delay in filing or renewing a petition could be cured 
by filing a terminal disclaimer equivalent to the period of delay 
in prosecuting the application. While the Office does have a 
policy of requiring a terminal disclaimer in those situations 
where there has been a delay of more than six months in filing 
a grantable petition to revive an application that has become 
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abandoned [37 CFR 1.137(c), 1.316(d) and 1.317(c)], the ter- 
minal disclaimer has never been authorized or set forth in the 
rules as a substitute for diligence. Indeed, such an interpretation 
would be contrary to the traditional concept of reasonable dili- 
gence and is contrary to the explicit requirement of 37 CFR 
1.137(a), 1.155(b), 1.181(f), 1.316(b) and 1.137(b) that a peti- 
tion to revive be filed promptly. See Jn re Application of Takao, 
17 USPQ2d 1155 (Comm’r. 1990). 


JAMES E. DENNY 
Assistant Commissioner for 
Patents-designate 

[1124 OG 23] 


(74) Withdrawing the Holding of Abandonment 


When Office Actions Are Not Received 


The purpose of this notice is to announce a practice that will 
minimize costs and burdens to the practitioner and the Office 
when an application has become abandoned due to a failure 
to receive an Office action. 

A petition to withdraw the holding of abandonment in accor- 
dance with Delgar Inc. v. Schuyler, 172 USPQ 513 (D.D.C. 
1971) is burdensome to the practitioner since the practitioner 
must Overcome a strong presumption that an Office action duly 
addressed and indicated as mailed was timely delivered to 
the addressee. To overcome this presumption, a practitioner is 
currently required to submit a persuasive showing that would 
permit the Office to conclude that the Office action was not 
received. Accordingly, evidence which is typically required 
includes: copies of records which would disclose the receipt 
of other correspondence mailed from the Patent and Trademark 
Office on or about the mail date of the non-received Office 
action, but fail to disclose receipt of the Office action mailed 
that date; copies of records on which the Office action would 
have been entered had it been received (e.g., a copy of the 
outside of the file jacket maintained by the practitioner); and 
verified statements from persons who would have handled the 
Office action (e.g., mail clerks, docket clerks, secretary, etc.). 

In order to minimize costs and burdens to the practitioner 
and the Office when an application has become abandoned due 
to a failure to receive an Office action, the Office is modifying 
the showing required to make a petition to withdraw the holding 
of abandonment grantable. The showing required to establish 
the failure to receive an Office actio must consist of a statement 
from the practitioner stating that the Office action was not 
received by the practitioner and attesting to the fact that a 
search of the file jacket and docket records indicates that the 
Office action was not received. A copy of the docket record 
where the non-received Office action would have been entered 
had it been received and docketed must be attached to and 
referenced in practitioner’s statement. 

The showing outlined above may not be sufficient if there 
are circumstances that point to a conclusion that the Office 
action may have been lost after receipt rather than a conclusion 
that the Office action was lost in the mail, e.g., if the practitioner 
has a history of not receiving Office actions. Two additional 
procedures are available for reviving an application that has 
become abandoned due a failure to respond to an Office Action: 
(1) a petition based on unintentional abandonment or delay; 
and (2) a petition based on unavoidable delay. See Manual of 
Patent Examining Procedure § 711.03(c). 

Oct. 25, 1993 CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 
Office of the Assistant Commissioner 

for Patents 


[1156 OG 53] 


(75) Video Conference Center 

In the interest of providing better service to its customers, 
the Patent and Trademark Office (PTO) has established a Video 
Conference Center (VCC) to expedite patent and trademark 
prosecution. The VCC is presently administered by the Patent 
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Academy and is available for authorized official business during 
normal business hours (8:30 AM - 5:00 PM, EST). The VCC 
equipment includes a high resolution document camera, direct 
computer input, VCR display capability and a high speed, high 
resolution G-4 facsimile machine. At this time, use of the 
VCC will be limited to our partnership Patent and Trademark 
Depository Libraries (PTDLs) located at Sunnyvale, Calif. and 
the Great Lakes Patent and Trademark Center at the Detroit 
Public Library, which have duplicate video equipment. Cus- 
tomers wishing to utilize the facilities at the above noted PTDLs 
rather than coming to the PTO for a face-to-face interview, 
should contact the patent examiner or trademark examining 
attorney and identify two alternative dates and time for a video 
conference. The patent examiner or trademark examining 
attorney will then contact Patent Academy personnel who will, 
in turn, make all the arrangements. The customer will be notified 
as to the date and time of the video conference. 


[1195 OG 16} 


(76) Procedures for Restarting Response Periods 

The purpose of this notice is to announce revised procedures 
for restarting response periods set in patent related matters. 
Occasionally, mail from the Patent and Trademark Office 
(PTO) is received late at the correspondence address or the 
mail is delayed in leaving the PTO. 

The following revised procedures are effective immediately 
and will be followed in processing a petition to reset a period 
for response due to late receipt of a PTO action or due to a 

date which is later than the mail date printed on a 
PTO action. The authority to decide such petitions is delegated 
to the Group Director, where the PTO action involved in the 
petition was mailed by a patent examining group. 


Petition to reset a period for response due to late receipt 
of a PTO action 


The PTO will grant a petition to restart the previously set period 
for response to a PTO action to run from the date of receipt 
of the PTO action at the corre address when the 
following criteria are met: (1) the petition is filed within two 
weeks of the date of receipt of the PTO action at the correspon- 
dence address; (2) a substantial portion of the set response 
period had elapsed on the date of receipt (e.g., at least one 
month of a two or three month response period had elapsed); 
and (3) the petition includes (a) evidence showing the date of 
receipt of the PTO action at the correspondence address (e.g., 
a copy of the PTO action having the date of receipt of the PTO 
action at the correspondence address stamped thereon, a copy 
of the envelope (which contained the PTO action) having the 
date of receipt of the PTO action at the correspondence address 
stamped thereon, etc.), and (b) a statement (verified if made 
by other than a registered practitioner) setting forth the date 
of receipt of the PTO action at the correspondence address and 
explaining how the evidence being presented establishes the 
date of receipt of the PTO action at the correspondence address. 

There is no statutory requirement that a shortened statutory 
period of longer than thirty days to respond to a PTO action 
be reset due to delay in the mail or in the PTO. However, when 
a substantial portion of the set response period had elapsed on 
the date of receipt at the correspondence address (e.g., at least 
one month of a two or three month response period had elapsed), 
the procedures set forth above for late receipt of a PTO action 
are available. Where a PTO action was received with less than 
two months remaining in a shortened statutory period of three 
months, the period may be restarted from the date of receipt. 
Where the period remaining is between two and three months, 
the period will be reset only in extraordinary situations—e.g., 
complex PTO action suggesting submission of comparative 
data. 


Petitions to reset a period for response due to a postmark 
date later than the mail date printed on a PTO action 


The PTO will grant a petiton to restart the previously set period 
for response to a PTO action to run from the postmark date 
shown on the PTO mailing envelope which contained the PTO 
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action when the following criteria are met: (1) the petition is 
filed within two weeks of the date of receipt of the PTO action 
at the correspondence address; (2) the response period was for 
payment of the issue fee'; or the response period set was one 
month or thirty days’; and (3) the petition includes (a) evidence 
showing the date of receipt of the PTO action at the correspon- 
dence address (e.g., a copy of the PTO action having the date 
of receipt of the PTO action at the correspondence address 
stamped thereon, etc.), (b) a copy of the envelope which con- 
tained the PTO action showing the postmark date, and (c) a 
statement (verified if made by other than a registered prac- 
titioner) setting forth the date of receipt of the PTO action at 
the correspondence address and stating that the PTO action 
was received in the post-marked envelope. 

The provision of 37 CFR 1.8 and 1.10 apply to the filing 
of the above-noted petitions with regard to the requirement 
that the petition be filed within two weeks of the date of receipt 
of the PTO action. 

The showings outlined above may not be sufficient if there 
are circumstances that point to a conclusion that the PTO action 
may have been delayed after receipt rather than a conclusion 
that the PTO action was delayed in the mail or in the PTO. 
February 3, 1994 CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 
Office of the Assistant Commissioner for Patents 
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Patent and Trademark Office 
[Docket No. 970129014-8206-02] 
RIN 0651-XX09 


Guidelines for the Examination of Claims 
Directed to Species of Chemical Compositions 
Based Upon a Single Prior Art Reference 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice. 


SUMMARY: The Patent and Trademark Office (PTO) is pub- 
lishing the final version of guidelines to be used by Office 
personnel in reviewing a certain type of patent application for 
compliance with 35 U.S.C. § 103. The guidelines are to be 
used when examining claims directed to a species or subgenus 
of chemical compositions when: (1) the claims have been 
rejected based upon a single prior art reference, and (2) the 
single prior art reference discloses a genus embracing the 
claimed species or subgenus but does not expressly describe 
the particular claimed species or subgenus. Because these 
guidelines govern internal practices, they are exempt from 
notice and comment rulemaking under 5 U.S.C. § 553(b)(A). 


DATES: The guidelines are effective September 3, 1998. 


FOR FURTHER INFORMATION CONTACT: Linda 
Moncys Isacson, Office of the Solicitor, P.O. Box 15667, 
Arlington, Virginia 22215 or Linda S. Therkom, Box Com- 
ments, Assistant Commissioner for Patents, Washington, D.C. 
20231, or by facsimile transmission to (703) 305-9373 or by 
electronic mail over the Intemet to baird-comments@usp- 
to.gov. 


SUPPLEMENTAL INFORMATION: 
Discussion of Public Comments: 


‘35 USC 151 permits payment of the issue fee within three months of the date 
that the Notice of Allowance is mailed to the applicant. 

*35 USC 133 does not permit a response period to be less than thirty days from 
the date the PTO action is given or mailed to the applicant. 
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Comments were received by the PTO from two different 
individuals and one organization in response to the Request 
for Comments on the Interim Guidelines for the Examination 
of Claims Directed to Species of Chemical Compositions Based 
Upon a Single Prior Art Reference published February 11, 1997 
(62 FR 6217). All comments have been carefully considered. 


The following comments have been substantively adopted 
to effect changes in the guidelines: 


(1) A suggestion to annotate the flowchart with references 
to corresponding sections of text in the guidelines was adopted. 


(2) One comment suggested that the guidelines inappropri- 
ately focussed solely on the number of possible members of a 
prior art genus to determine whether the prior art genus antici- 
pated a claimed species or subgenus. Attention was drawn to 
the discussion of Jn re Petering, 301 F.2d 676, 133 USPQ 275 
(CCPA 1962) in the text at section II.A.4.a and note 22, which 
seemed to suggest that size of the genus alone was sufficient 
to support a finding of anticipation. These portions of the 
guidelines have been modified to indicate that size of the genus 
is only one factor to be considered in determining anticipation. 


(3) One comment suggested that the guidelines be supple- 
mented to direct Office personnel to consider the sufficiency 
of the preparative methods disclosed in the cited reference. 
Failure of a prior art reference to disclose or render obvious a 
method for making any composition of matter may preclude 
a conclusion that the composition would have been obvious if 
the disclosure is not enabling. However, once a prima facie 
case of obviousness is made out by the PTO, the initial burden 
of going forward with evidence to show that no process was 
known in the art for preparing the compound is on the applicant. 
Accordingly, the guidelines have been changed at section II.B to 
include consideration of sufficiency of disclosure of preparative 
methods as rebuttal evidence to overcome a prima facie case 
of obviousness. 


(4) One comment suggested that the language in section 
I1.A.2 of the guidelines and in corresponding portions of the 


flowchart instructing Office personnel to make explicit findings 
on the similarities and differences between “the closest prior 
art reference” and the claimed species or subgenus be changed 
to direct findings to be made between the “closest disclosed 
species or subgenus” and the claimed species or subgenus for 
accuracy and clarity. This change has been made in the text. 


(5) One comment suggested that section I1.A.4.d be clarified 
to indicate that the utility disclosed in a reference need not be 
the same as the stated utility of the claimed compound. Lan- 
guage has been added to indicate that any useful property may 
be the basis of a finding of motivation. 


(6) One comment suggested that language in section II.B. 
stating that evidence of an unexpected property may not be 
sufficient to overcome a prima facie case of obviousness, 
regardless of the scope of the showing, is not accurate in view 
of the law. Language has been added to the associated footnote 
to clarify that a showing of an unexpected property is sufficient 
in most circumstances. 


The following comments have been considered but have not 
been adopted for the reasons discussed below: 


(1) One comment suggested that more emphasis be placed on 
additional references which may teach away from the claimed 
compound(s) due to a disclosure of related compounds having 
or expected to have disadvantages not possessed by the claimed 
compound(s). This comment was not adopted because it focuses 
on “additional references,” whereas the scope of these guide- 
lines is directed to situations involving rejections over a single 
reference. The guidelines already clearly instruct Office per- 
sonnel that they must consider any additional references or 
evidence of teaching away that are present. 


(2) One comment suggested that the guidelines were too 
limited in scope because they focused on rejections based on 
a single reference as opposed to rejections based on more than 
one reference. The scope of these guidelines is intended to 
address a specific issue, i.e., the situation where only one refer- 
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ence disclosing a genus but not the claimed species is found. 
Although the principles discussed in these guidelines are gener- 
ally applicable to all rejections under 35 U.S.C. § 103, the 
explicit scope of these guidelines will not be changed. 


(3) One comment suggested that section I1.A.4.f of the guide- 
lines inappropriately instructs Office personnel to focus only on 
evidence supporting a rejection rather than making a complete 
analysis. Section II.A.4.f of the guidelines additionally instructs 
Office personnel to consider the totality of the evidence in each 
case. Furthermore, Office personnel are instructed in section 
IIB to consider whether rebuttal evidence overcomes a prima 
facie case of obviousness and in section III to reconsider all 
evidence in reaching a conclusion. Thus, the guidelines pres- 
ently clearly require all evidence to be considered, not only 
evidence supporting a rejection. 


(4) One comment suggested that the last sentence of section 
II.A.4.c assumes that a generic teaching in a reference, by itself, 
is never enough to make out a prima facie case of obviousness. 
The referenced language does not suggest this, but rather it 
merely states the general proposition that in most cases, addi- 
tional teachings of structural similarity to the disclosed species 
or subgenus are necessary. Accordingly, no change has been 
made. 


(5) One comment suggested that the guidelines address the 
significance of the type of reference involved, i.e. whether there 
is a difference between a journal publication, a U.S. Patent, a 
foreign patent, etc. This suggestion has not been adopted, 
because for substantive analysis under 35 U. S.C. § 103, each 
reference should be considered for all of its teachings, regard- 
less of its form. 


(6) One comment suggested that the guidelines address the 
significance of the presence or absence of any activity testing 
of disclosed species in the reference. The guidelines already 
instruct Office personnel to consider any teachings of similar 
properties or uses, predictability of the technology, and any 
other teachings present in the reference that would support 
selection of the claimed compound. Consideration of any dis- 
closed testing data is subsumed in these considerations. 


I. Guidelines for the Examination of Claims Directed to 
Species of Chemical Compositions Based Upon a Single 
Prior Art Reference 


These “Genus-Species Guidelines” are to assist Office per- 
sonnel in the examination of applications which contain claims 
to species or a subgenus of chemical compositions for compli- 
ance with 35 U.S.C. § 103 based upon a single prior art reference 
which discloses a genus encompassing the claimed species or 
subgenus but does not expressly disclose the particular claimed 
species or subgenus. Office personnel should attempt to find 
additional prior art to show that the differences between the 
prior art primary reference and the claimed invention as a whole 
would have been obvious. Where such additional prior art is 
not found, Office personnel should follow these guidelines to 
determine whether a single reference 35 U.S.C. § 103 rejection 
would be appropriate. The guidelines are based on the Office’s 
current understanding of the law and are believed to be fully 
consistent with binding precedent of the Supreme Court, the 
Federal Circuit, and the Federal Circuit’s predecessor courts. 


The analysis of the guidelines begins at the point during 
examination after a single prior art reference is found disclosing 
a genus encompassing the claimed species or subgenus. Before 
reaching this point, Office personnel should follow appropriate 
antecedent examination procedures. Accordingly, Office per- 
sonnel should first analyze the claims as a whole in light of 
and consistent with the written description, considering all 
claim limitations.' Next, Office personnel should conduct a 
thorough search of the prior art and identify all relevant refer- 
ences.’ If the most relevant prior art consists of a single prior 
art reference disclosing a genus encompassing the claimed 
species or subgenus, Office personnel should follow the guide- 
lines set forth herein. 


These guidelines do not constitute substantive rulemaking 
and hence do not have the force and effect of law. Rather, they 
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are to assist Office personnel in analyzing claimed subject 
matter for compliance with substantive law. Thus, rejections 
must be based upon the substantive law, and it is these rejections 
which are appealable, not any failure by Office personnel to 
follow these guidelines. 


Office personnel are to rely on these guidelines in the event 
of any inconsistent treatment of issues between these guidelines 
and any earlier provided guidance from the Office. 


Il. Determine Whether the Claimed Species or Subgenus 
Would Have Been Obvious to One of Ordinary Skill 
in the Pertinent Art at the Time the Invention Was Made 


The patentability of a claim to a specific compound or sub- 
genus embraced by a prior art genus should be analyzed no 
differently than any other claim for purposes of 35 U.S.C. § 
103.’ A determination of patentability under 35 U.S.C. § 103 
should be made upon the facts of the particular case in view 
of the totality of the circumstances.‘ Use of per se rules by 
Office personnel is improper for determining whether claimed 
subject matter would have been obvious under 35 U.S.C. § 
103.5 The fact that a claimed species or subgenus is encom- 
passed by a prior art genus is not sufficient by itself to establish 
a prima facie case of obviousness.° 


A proper obviousness analysis involves a three step process. 
First, Office personnel should establish a prima facie case of 
unpatentability considering the factors set out by the Supreme 
Court in Graham v. John Deere.’ lf a prima facie case is estab- 
lished, the burden shifts to applicant to come forward with 
rebuttal evidence or argument to overcome the prima facie 
case." Finally, Office personnel should evaluate the totality of 
the facts and all of the evidence to determine whether they still 
support a conclusion that the claimed invention would have 
been obvious to one of ordinary skill in the art at the time the 
invention was made.’ 


A. Establishing a Prima Facie Case of Obviousness 


To establish a prima facie case of obviousness in a genus- 
species chemical composition situation, as in any other 35 
U.S.C. § 103 case, it is essential that Office personnel find 
some motivation or suggestion to make the claimed invention 
in light of the prior art teachings."° In order to find such motiva- 
tion or suggestion there should be a reasonable likelihood that 
the claimed invention would have the properties disclosed by 
the prior art teachings.'' These disclosed findings should be 
made with a complete understanding of the first three “Graham 
factors.”"* Thus, Office personnel should (1) determine the 
“scope and content of the prior art”; (2) ascertain the “differ- 
ences between the prior art and the claims at issue”; and (3) 
determine “the level of ordinary skill in the pertinent art.”"” 


1. Determine The Scope and Content of the Prior Art 


As an initial matter, Office personnel should determine the 
scope and content of the relevant prior art. Each reference must 
qualify as prior art under 35 U.S.C. § 102,'*and should be in 
the field of applicant’s endeavor, or be reasonably pertinent to 
the particular problem with which the inventor was concemed."* 


In the case of a prior art reference disclosing a genus, Office 
personnel should make findings as to (1) the structure of the 
disclosed prior art genus and that of any expressly described 
species or subgenus within the genus; (2) any physical or chem- 
ical properties and utilities disclosed for the genus, as well as 
any suggested limitations on the usefulness of the genus, and 
any problems alleged to be addressed by the genus; (3) the 
predictability of the technology; and (4) the number of species 
encompassed by the genus taking into consideration all of the 
variables possible. 


2. Ascertain The Differences Between the Closest Dis- 
closed Prior Art Species or Subgenus of Record and the 
Claimed Species or Subgenus 


Once the structure of the disclosed prior art genus and that 
of any expressly described species or subgenus within the genus 
are identified, Office personnel should compare it to the claimed 
species or subgenus to determine the differences. Through this 
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comparison, the closest disclosed species or subgenus in the 
prior art reference should be identified and compared to that 
claimed. Office personnel should make explicit findings on the 
similarities and differences between the closest disclosed prior 
art species or subgenus of record and the claimed species or 
subgenus including findings relating to similarity of structure, 
chemical properties and utilities. '° 


3. Determine the Level of Skill in the Art 


Office personnel should evaluate the prior art from the stand- 
point of the hypothetical person having ordinary skill in the 
art at the time the claimed invention was made." In most cases, 
the only facts of record pertaining to the level of skill in the 
art will be found within the prior art reference. However, any 
additional evidence presented by applicant should be evaluated. 


4. Determine Whether One of Ordinary Skill in the Art 
Would Have Been Motivated to Select the Claimed Species 
or Subgenus 


In light of the findings made relating to the three Graham 
factors, Office personnel should determine whether one of ordi- 
nary skill in the relevant art would have been motivated to 
make the claimed invention as a whole, i.e., to select the claimed 
species or subgenus from the disclosed prior art genus."* To 
address this key issue, Office personnel should consider all 
relevant prior art teachings, focusing on the following, where 
present. 


a. Consider the Size of the Genus 


Consider the size of the prior art genus, bearing in mind that 
size alone cannot support an obviousness rejection."’ There is 
no absolute correlation between the size of the prior art genus 
and a conclusion of obviousness.” Thus, the mere fact that a 
prior art genus contains a small number of members does not 
create a per se rule of obviousness. Some motivation to select 
the claimed species or subgenus must be taught by the prior 
art." However, a genus may be so small that, when considered 
in light of the totality of the circumstances, it would anticipate 
the claimed species or subgenus. For example, it has been held 
that a prior art genus containing only 20 compounds and a 
limited number of variations in the generic chemical formula 
inherently anticipated a claimed species within the genus 
because “one skilled in [the] art would . . . envisage each 
member” of the genus.” 


b. Consider the Express Teachings 


If the prior art reference expressly teaches a particular reason 
to select the claimed species or subgenus, Office personnel 
should point out the express disclosure which would have moti- 
vated one of ordinary skill in the art to select the claimed 
invention.” 


c. Consider the Teachings of Structural Similarity 


Consider any teachings of a “typical,” “preferred,” or 
“optimum” species or subgenus within the disclosed genus. If 
such a species or subgenus is structurally similar to that claimed, 
its disclosure may motivate one of ordinary skill in the art to 
choose the claimed species or subgenus from the genus,” based 
on the reasonable expectation that structurally similar species 
usually have similar properties.” The utility of such properties 
will normally provide some motivation to make the claimed 
species or subgenus.” 


In making an obviousness determination, Office personnel 
should consider the number of variables which must be selected 
or modified, and the nature and significance of the differences 
between the prior art and the claimed invention.” The closer 
the physical and chemical similarities between the claimed 
species or subgenus and any exemplary species or subgenus 
disclosed in the prior art, the greater the expectation that the 
claimed subject matter will function in an equivalent manner 
to the genus.” 


Similarly, consider any teaching or suggestion in the refer- 
ence of a preferred species or subgenus that is significantly 
different in structure from the claimed species or subgenus. 
Such a teaching may weigh against selecting the claimed species 
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or subgenus and thus against a determination of obviousness.” 
For example, teachings of preferred species of a complex nature 
within a disclosed genus may motivate an artisan of ordinary 
skill to make similar complex species and thus teach away 
from making simple species within the genus.” Concepts used 
to analyze the structural similarity of chemical compounds in 
other types of chemical cases are equally useful in analyzing 
genus-species cases.*' Generally, some teaching of a structural 
similarity will be necessary to suggest selection of the claimed 
species or subgenus.” 


d. Consider the Teachings of Similar Properties or Uses 


Consider the properties and utilities of the structurally similar 
prior art species or subgenus. It is the properties and utilities 
that provide real world motivation for a person of ordinary 
skill to make species structurally similar to those in the prior 
art.” Conversely, lack of any known useful properties weighs 
against a finding of motivation to make or select a species or 
subgenus. However, the prior art need not disclose a newly 
discovered property in order for there to be a prima facie case 
of obviousness.” If the claimed invention and the structurally 
similar prior art species share any useful property, that will 
generally be sufficient to motivate an artisan of ordinary skill 
to make the claimed species.” For example, based on a finding 
that a tri-ortho ester and a tetra-ortho ester behave similarly in 
certain chemical reactions, it has been held that one of ordinary 
skill in the relevant art would have been motivated to select 
either structure.” In fact, similar properties may normally be 
presumed when compounds are very close in structure.” Thus, 
evidence of similar properties or evidence of any useful proper- 
ties disclosed in the prior art that would be expected to be 
shared by the claimed invention weighs in favor of a conclusion 
that the claimed invention would have been obvious.” 


e. Consider the Predictability of the Technology 


Consider the predictability of the technology.” If the tech- 
nology is unpredictable, it is less likely that structurally similar 
species will render a claimed species obvious because it may not 
be reasonable to infer that they would share similar properties.“' 
However, obviousness does not require absolute predictability, 
only a reasonable expectation of success, i.e., a reasonable 
expectation of obtaining similar properties. 


f. Consider Any Other Teaching to Support the Selection 
of the Species or Subgenus 


The categories of relevant teachings enumerated above are 
those most frequently encountered in a genus-species case, but 
they are not exclusive. Office personnel should consider the 
totality of the evidence in each case. In unusual cases, there may 
be other relevant teachings sufficient to support the selection 
of the species or subgenus and, therefore, a conclusion of 
obviousness. 


5. Make Express Fact-Findings And Determine Whether 
They Support A Prima Facie Case of Obviousness 


Based on the evidence as a whole,“ Office personnel should 
make express fact-findings relating to the Graham factors, 
focusing primarily on the prior art teachings discussed above. 
The fact-findings should specifically articulate what teachings 
or suggestions in the prior art would have motivated one of 
ordinary skill in the art to select the claimed species or sub- 
genus.“ Thereafter, it should be determined whether these find- 
ings, considered as a whole, support a prima facie case that 
the claimed invention would have been obvious to one of 
ordinary skill in the relevant art at the time the invention was 
made. 


B. Determining Whether Rebuttal Evidence Is Sufficient 
To Overcome the Prima Facie Case of Obviousness 


If a prima facie case of obviousness is established, the burden 
shifts to the applicant to come forward with arguments and/or 
evidence to rebut the prima facie case.“ Rebuttal evidence and 
arguments can be presented in the specification,“ by counsel,” 
or by way of an affidavit or declaration under 37 CFR § 1.132. 
However, arguments of counsel cannot take the place of factu- 
ally supported objective evidence.” 
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Office personnel should consider all rebuttal arguments and 
evidence presented by applicants.” Rebuttal evidence may 
include evidence of “secondary considerations,” such as “com- 
mercial success, long felt but unsolved needs, [and] failure of 
others,”*' evidence that the claimed invention yields unexpect- 
edly improved properties or properties not present in the prior 
art,” or evidence that the claimed invention was copied by 
others.” It may also include evidence of the state of the art, 
the level of skill in the art, and the beliefs of those skilled in 
the art.“ For example, rebuttal evidence may include a showing 
that the prior art fails to disclose or render obvious a method 
for making the compound, which would preclude a conclusion 
of obviousness of the compound.*° 


Consideration of rebuttal evidence and arguments requires 
Office personnel to weigh the proffered evidence and argu- 
ments. Office personnel should avoid giving evidence no 
weight, except in rare circumstances.* However, to be entitled 
to substantial weight, the applicant should establish a nexus 
between the rebuttal evidence and the claimed invention,” i.e., 
objective evidence of nonobviousness must be attributable to 
the claimed invention.” Additionally, the evidence must be 
reasonably commensurate in scope with the claimed invention.” 
However, an exemplary showing may be sufficient to establish 
a reasonable correlation between the showing and the entire 
scope of the claim, when viewed by a skilled artisan.” On the 
other hand, evidence of an unexpected property may not be 
sufficient regardless of the scope of the showing." Accordingly, 
each case should be evaluated individually based on the totality 
of the circumstances. 


Office personnel should not evaluate rebuttal evidence for its 
“knockdown” value against the prima facie case® or summarily 
dismiss it as not compelling or insufficient. If the evidence is 
deemed insufficient to rebut the prima facie case of obvious- 
ness, Office personnel should specifically set forth the facts 
and reasoning that justify this conclusion. 


Ill. Reconsider All Evidence and Clearly Communicate 
Findings and Conclusions 


A determination under 35 U.S.C. § 103 should rest on all 
the evidence and should not be influenced by any earlier conclu- 
sion.“ Thus, once the applicant has presented rebuttal evidence, 
Office personnel should reconsider any initial obviousness 
determination in view of the entire record. All the proposed 
rejections and their bases should be reviewed to confirm their 
correctness. Only then should any rejection be imposed in an 
Office action. The Office action should clearly communicate 
the Office’s findings and conclusions, articulating how the 
conclusions are supported by the findings. 


Where applicable, the findings should clearly articulate 
which portions of the reference support any rejecticn. Explicit 
findings on motivation or suggestion to select the claimed 
invention should also be articulated in order to support a 35 
U.S.C. § 103 ground of rejection.® Conclusory statements of 
similarity or motivation, without any articulated rationale or 
evidentiary support, do not constitute sufficient factual findings. 


VI. Endnotes 


1. When evaluating the scope of a claim, every limitation in 
the claim must be considered. E.g., In re Ochiai, 71 F.3d 1565, 
1572, 37 USPQ2d 1127, 1133 (Fed. Cir. 1995). However, the 
claimed invention may not be dissected into discrete elements 
to be analyzed in isolation, but must be considered as a whole. 
E.g., W.L. Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540, 
1548, 220 USPQ 303, 309 (Fed. Cir. 1983), cert. denied, 469 
U.S. 851 (1984); Jones v. Hardy, 727 F.2d 1524, 1530, 220 
USPQ 1021, 1026 (Fed. Cir. 1983) (“treating the advantage 
as the invention disregards the statutory requirement that the 
invention be viewed ‘as a whole’”). 


2. Both claimed and unclaimed aspects of the invention should 
be searched if there is a reasonable expectation that the 
unclaimed aspects may be later claimed. 


3. “The section 103 requirement of unobviousness is no dif- 
ferent in chemical cases than with respect to other categories 





1218 TMOG 72 
(77) 


of patentable inventions.” In re Papesch, 315 F.2d 381, 385, 
137 USPQ 43, 47 (CCPA 1963). 


4. E.g., In re Dillon, 919 F.2d 688, 692-93, 16 USPQ2d 1897, 
1901 (Fed. Cir. 1990)(in banc). 


5. E.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 
1666 (Fed. Cir. 1996); In re Ochiai, 71 F.3d 1565, 1572, 37 
USPQ2d 1127, 1133 (Fed. Cir. 1995); In re Baird, 16 F.3d 
380, 382, 29 USPQ2d 1550, 1552 (Fed. Cir. 1994). 


6. In re Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552 
(Fed. Cir. 1994) (“The fact that a claimed compound may be 
encompassed by a disclosed generic formula does not by itself 
render that compound obvious.”); Jn re Jones, 958 F.2d 347, 
350, 21 USPQ2d 1941, 1943 (Fed. Cir. 1992) (Federal Circuit 
has "decline[d] to extract from Merck [& Co. v. Biocraft Labo- 
ratories Inc., 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir. 1989)] 
the rule that . . . regardless of how broad, a disclosure of a 
chemical genus renders obvious any species that s to 
fall within it.). See also In re Deuel, 51 F.3d 1552, 1559, 34 
USPQ2d 1210, 1215 (Fed. Cir. 1995). 


7. E.g., In re Bell, 991 F.2d 781,783, 26 USPQ2d 1529, 1531 
(Fed. Cir. 1993) (“The PTO bears the burden of establishing 
a case of prima facie obviousness.”), In re Rijckaert, 9 F.3d 
1531, 1532, 28 USPQ2d 1955, 1956 (Fed. Cir. 1993); In re 
Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. 
Cir. 1992). 


Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966), requires 
that to make out a case of obviousness, one must: (1) determine 
the scope and contents of the prior art; (2) ascertain the differ- 
ences between the prior art and the claims in issue; (3) determine 
the level of skill in the pertinent art; and (4) evaluate any 
evidence of secondary considerations. 


8. E.g., Bell, 991 F.2d at 783-84, 26 USPQ2d at 1531; Rijckaert, 
9 F.3d at 1532, 28 USPQ2d at 1956; Oetiker, 977 F.2d at 1445, 
24 USPQ2d at 1444. 


9. Id. 


10. E.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 
1666 (Fed. Cir. 1996) (“[T]he mere possibility that one of the 
esters or the active methylene group-containing compounds . 
. . could be modified or replaced such that its use would lead 
to the specific sulfoalkylated resin recited in claim 8 does not 
make the process recited in claim 8 obvious ‘unless the prior 
art suggested the desirability of [such a] modification’ or 
replacement.”) (quoting Jn re Gordon, 733 F.2d 900, 902, 221 
USPQ 1125, 1127 (Fed. Cir. 1984); In re Vaeck, 947 F.2d 488, 
493, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991) ("[A] proper 
analysis under § 103 requires, inter alia, consideration of . . . 
whether the prior art would have suggested to those of ordinary 
skill in the art that they should make the claimed composition 
or device, or carry out the claimed process.”). 


11. The prior art disclosure may be express, implicit, or inherent. 
Regardless of the type of disclosure, the prior art must provide 
some motivation to one of ordinary skill in the art to make the 
claimed invention in order to support a conclusion of obvious- 
ness. E.g., Vaeck, 947 F.2d at 493, 20 USPQ2d at 1442 (A 
proper obviousness analysis requires consideration of “whether 
the prior art would also have revealed that in so making or 
carrying out [the claimed invention], those of ordinary skill 
would have a reasonable expectation of success.”); Jn re Dow 
Chemical Co., 837 F.2d 469, 473, S USPQ2d 1529, 1531 (Fed. 
Cir. 1988) (“The consistent criterion for determination of 
obviousness is whether the prior art would have suggested to 
one of ordinary skill in the art that this process should be 
carried out and would have a reasonable likelihood of success, 
viewed in the light of the prior art.”); Hodosh v. Block Drug 
Co., 786 F.2d 1136, 1143 n.5, 229 USPQ 182, 187 n.5 (Fed. 
Cir. 1986). 


12. When evidence of secondary considerations such as unex- 
pected results is initially before the Office, for example in the 
specification, that evidence should be considered in deciding 
whether there is a prima facie case of obviousness. The determi- 
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nation as to whether a prima facie case exists should be made on 
the full record before the Office at the time of the determination. 


13. Graham v. John Deere, 383 U.S. 1, 17, 148 USPQ 459, 
467 (1966). Accord, e.g., In re Paulsen, 30 F.3d 1475, 1482, 
31 USPQ2d 1671, 1676 (Fed. Cir. 1994). 


14. E.g., Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 
1568, 1 USPQ2d 1593, 1597 (Fed. Cir. 1987) (“Before 
answering Graham's ‘content’ inquiry, it must be known 
whether a patent or publication is in the prior art under 35 
U.S.C. § 102.”). 


15. In re Oetiker, 977 F.2d 1443, 1447, 24 USPQ2d 1443, 
1445 (Fed. Cir. 1992). Accord, e.g., In re Clay, 966 F.2d 656, 
658-59, 23 USPQ2d 1058, 1060 (Fed. Cir. 1992). 


16. In Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1537, 
218 USPQ 871,877 (Fed. Cir. 1983), the Court noted that “the 
question under 35 U.S.C. § 103 is not whether the differences 
[between the claimed invention and the prior art) would have 
been obvious” but “whether the claimed invention as a whole 
would have been obvious.” (emphasis in original). 


17. See, Ryko Manufacturing Co. v. Nu-Star Inc., 950 F.2d 
714, 718, 21 USPQ2d 1053, 1057 (Fed. Cir. 1991)(“*The impor- 
tance of resolving the level of ordinary skill in the art lies in 
the necessity of maintaining objectivity in the obviousness 
inquiry.”); Uniroyal Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 
1050, 5 USPQ2d 1434, 1438 (Fed. Cir. 1988) (evidence must 
be viewed from position of ordinary skill, not of an expert). 


18. E.g., Ochiai, 71 F.3d at 1569-70, 37 USPQ2d at 1131; 
Deuel, 51 F.3d at 1557, 34 USPQ2d at 1214 (“[A] prima facie 
case of unpatentability requires that the teachings of the prior 
art suggest the claimed compounds to a person of ordinary skill 
in the art.” (emphasis in original)); Jones, 958 F.2d at 351, 21 
USPQ2d at 1943-44 (Fed. Cir. 1992); Dillon, 919 F.2d at 692, 
16 USPQ2d at 1901; In re Lalu, 747 F.2d 703, 705, 223 USPQ 
1257, 1258 (Fed. Cir. 1984) (“The prior art must provide one 
of ordinary skill in the art the motivation to make the proposed 
molecular modifications needed to arrive at the _— claimed 
compound.”). See also In re Kemps, 97 F.3d 1427, 1430, 40 
USPQ2d 1309, 1311 (Fed. Cir. 1996) (discussing motivation 
to combine). 


19. See, e.g., Baird, 16 F.3d at 383, 29 USPQ2d at 1552 
(observing that “it is not the mere number of compounds in 
this limited class which is significant here but, rather, the total 
circumstances involved”). 


20. Id. 


21. See, e.g., Deuel, 51 F.3d at 1558-59, 34 USPQ2d at 1215 
(“No particular one of these DNAs can be obvious unless there 
is something in the prior art to lead to the particular DNA 
and indicate that it should be prepared.”),; Baird, 16 F.3d at 
382-83, 29 USPQ2d at 1552; Bell, 991 F.2d at 784, 26 USPQ2d 
at 1531 (“Absent anything in the cited prior art suggesting 
which of the 10° possible sequences suggested by Rinderknecht 
corresponds to the IGF gene, the PTO has not met its burden 
of establishing that the prior art would have suggested the 
claimed sequences.”). 


22. In re Petering, 301 F.2d 676, 681, 133 USPQ 275, 280 
(CCPA 1962) (emphasis in original). More specifically, the 
court in Petering stated: 


A simple calculation will show that, excluding isomerism 
within certain of the R groups, the limited class we find in 
Karrer contains only 20 compounds. However, we wish to point 
out that it is not the mere number of compounds in this limited 
class which is significant here but, rather, the total circum- 
stances involved, including such factors as the limited number 
of variations for R, only two alternatives for Y and Z, no 
alternatives for the other ring positions, and a large unchanging 
parent structural nucleus. With these circumstances in mind, it 
is our opinion that Karrer has described to those with ordinary 
skill in this art each of the various permutations here involved 
as fully as if he had drawn each structural formula or had 
written each name. 
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Id. (emphasis in original). 


Accord In re Schaumann, 572 F.2d 312, 316, 197 USPQ 5, 9 
(CCPA 1978) (prior art genus encompassing claimed species 
which disclosed preference for lower alkyl secondary amines 
and properties possessed by the claimed compound constituted 
description of claimed compound for purposes of 35 U.S.C. § 
102(b)). Cf, In re Ruschig, 343 F.2d 965, 974, 145 USPQ 
274, 282 (CCPA 1965) (Rejection of claimed compound in 
light of prior art genus based on Petering is not appropriate 
where the prior art does not disclose a small recognizable class 
of compounds with common properties.). 


23. An express teaching may be based on a statement in the 
prior art reference such as an art recognized equivalence. For 
example, see Merck & Co. v. Biocraft Labs., 874 F.2d 804, 
807, 10 USPQ2d 1843, 1846 (Fed. Cir. 1989) (holding claims 
directed to diuretic compositions comprising a specific mixture 
of amilofide and hydrochlorothiazide were obvious over a prior 
art reference expressly teaching that amilofide was a pyrazi- 
noylguanidine which could be co-administered with potassium 
excreting diuretic agents, including hydrochlorothiazide which 
was a named example, to produce a diuretic with desirable 
sodium and potassium eliminating properties). See also, In re 
Kemps, 97 F.3d 1427, 1430, 40 USPQ2d 1309, 1312 (Fed. 
Cir. 1996) (holding there is sufficient motivation to combine 
teachings of prior art to achieve claimed invention where one 
reference specifically refers to the other). 


24. E.g., Dillon, 919 F.2d at 696, 16 USPQ2d at 1904. See 
also Deuel, 51 F.3d at 1558, 34 USPQ2d at 1214 (“Structural 
relationships may provide the requisite motivation or sugges- 
tion to modify known compounds to obtain new compounds. 
For example, a prior art compound may suggest its homologs 
because homologs often have similar properties and therefore 
chemists of ordinary skill would ordinarily contemplate making 
them to try to obtain compounds with improved properties.”). 


25. E.g., Dillon, 919 F.2d at 693, 16 USPQ2d at 1901. 
26. See id. 


27. E.g., In re Jones, 958 F.2d 347, 350, 21 USPQ2d 1941, 
1943 (Fed. Cir. 1992) (reversing obviousness rejection of novel 
dicamba salt with acyclic structure over broad prior art genus 
encompassing claimed salt, where disclosed examples of genus 
were dissimilar in structure, lacking an ether linkage or being 
cyclic); In re Susi, 440 F.2d 442, 445, 169 USPQ 423, 425 
(CCPA 1971) (the difference from the particularly preferred 
subgenus of the prior art was a hydroxyl group, a difference 
conceded by applicant “to be of little importance.”). 


In the area of biotechnology, an exemplified species may differ 
from a claimed species by a conservative substitution (“the 
replacement in a protein of one amino acid by another, chemi- 
cally similar, amino acid . . . [which] is generally expected to 
lead to pean no > change or only a small change in the properties 
of the ” Dictionary of Biochemistry and Molecular 
Biology 97 (ohn Wiley & Sons, 2d ed. 1989)). The effect of 
a conservative substitution on protein function depends on the 
nature of the substitution and its location in the chain. Although 
at some locations a conservative substitution may be benign, 
in some proteins only one amino acid is allowed at a given 
position. For example, the gain or loss of even one methyl 
group can destabilize the structure if close packing is required 
in the interior of domains. James Darnell et al., Molecular Cell 
Biology. 51 (2d ed. 1990). 


28. E.g., Dillon, 919 F.2d at 696, 16 USPQ2d at 1904 (and 
cases cited therein). C.f. Baird, 16 F.3d at 382-83, 29 USPQ2d 
at 1552 (disclosure of dissimilar species can provide teaching 
away). 


29. Baird, 16 F.3d at 382-83, 29 USPQ2d at 1552 (reversing 
obviousness rejection of ‘Species in view of large size of genus 
and disclosed “optimum” species which differed greatly from 


and were more complex than the claimed species); Jones, 958 
F.2d at 350, 21 USPQ2d at 1943 (reversing obviousness rejec- 


tion of novel dicamba salt with acyclic structure over broad 


U.S. PATENT AND TRADEMARK OFFICE 


1218 TMOG 73 
(77) 


prior art genus encompassing claimed salt, where disclosed 
examples of genus were dissimilar in structure, lacking an ether 
linkage or being cyclic). 


30. Baird, 16 F.3d at 382, 29 USPQ2d at 1552. See also Jones, 
958 F.2d at 350, 21 USPQ2d at 1943 (disclosed salts of genus 
held not sufficiently similar in structure to render claimed spe- 
cies prima facie obvious). 


31. For example, a claimed tetra-orthoester fuei composition 
was held to be obvious in light of a prior art tri-orthoester fuel 
composition based on their structural and chemical similarity 
and similar use as fuel additives. Dillon, 919 F.2d at 692-93, 
16 USPQ2d at 1900-02. 


Likewise, claims to amitriptyline used as an antidepressant were 
held obvious in light of the structural similarity to imipramine, a 
known antidepressant prior art compound, where both com- 
pounds were tricyclic dibenzo compounds and differed structur- 
ally only in the replacement of the unsaturated carbon atom 
in the center ring of amitriptyline with a nitrogen atom in 
imipramine. In re Merck & Co., 800 F.2d 1091, 1096-97, 231 
USPQ 375, 378-79 (Fed. Cir. 1986). 


Other structural similarities have been found to support aprima 
facie case of obviousness. E.g., In re May, 574 F.2d 1082, 
1093-95, 197 USPQ 601, 610-11 (CCPA 1978) (stereoisomers); 
In re Wilder, 563 F.2d 457, 460, 195 USPQ 426, 429 
(CCPA1977) (adjacent homologs and structural isomers); Jn 
re Hoch, 428 F.2d 1341, 1344, 166 USPQ 406, 409 (CCPA 
1970) (acid and ethy! ester); In re Druey, 319 F.2d 237, 240, 
138 USPQ 39, 41 (CCPA 1963)(omission of methyl group 
from pyrazole ring). 


32. Id. 


33. Dillon, 919 F.2d at 697, 16 USPQ2d at 1905; In re Stemniski, 
444 F.2d 581, 586, 170 USPQ 343, 348 (CCPA 1971). 


34. In re Albrecht, 514 F.2d 1389, 1392, 1395-96, 185 USPQ 
585, 587,590 (CCPA 1975) (The prior art compound so irritated 
the skin that it could not be regarded as useful for the disclosed 
anesthetic purpose, and therefore a person skilled in the art 
would not have been motivated to make related compounds.); 
Stemniski, 444 F 2d at 586, 170 USPQ at 348 (close structural 
similarity alone is not sufficient to create a prima facie case 
of obviousness when the reference compounds lack utility, and 
thus there is no motivation to make related compounds.). 


35. Dillon, 919 F.2d at 697, 16 USPQ2d at 1904-05 (and cases 
cited therein). 


36. E.g., id. 
37. Id. at 692, 16 USPQ2d at 1900-01. 


38. Dillon, 919 F.2d at 693, 696, 16 USPQ2d at 1901, 1904. 
See also In re Grabiak, 769 F.2d 729, 731, 226 USPQ 870, 
871 (Fed. Cir. 1985) (“When chemical compounds have ‘very 
close’ structural similarities and similar utilities, without more 
a prima facie case may be made.”). 


39. Dillon, 919 F.2d at 697-98, 16 USPQ2d at 1905; In re 
Wilder, 563 F.2d 457, 461,195 USPQ 426, 430 (CCPA 1977); 
In re Linter, 458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 
1972). 


40. See, e.g., Dillon, 919 F. 2d at 692-97, 16 USPQ2d at 1901- 
05; In re Grabiak, 769 F.2d 729, 732-33,226 USPQ 870, 872 
(Fed. Cir. 1985). 


41. See e.g., In re May, 574 F.2d 1082, 1094, 197 USPQ 
601, 611 (CCPA 1978) (prima facie obviousness of claimed 
analgesic compound based on structurally similar prior art 
isomer was rebutted with evidence demonstrating that analgesia 
and addiction properties could not be reliably predicted on the 
basis of chemical structure); In re Schechter, 205 F.2d 185, 
191, 98 USPQ 144, 150 (CCPA 1953) a in the 
insecticide field, with homologs, isomers and analogs of known 
effective insecticides having proven ineffective as insecticides, 
was considered as a factor weighing against a conclusion of 
obviousness of the claimed compounds). 
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42. See, e.g., In re O' Farrell, 853 F.2d 894, 903, 7 USPQ2d 
1673, 1681 (Fed. Cir. 1988). 


43. In re Bell, 991 F.2d 781, 784, 26 USPQ2d 1529, 1531 
(Fed. Cir. 1993 ); in re Kulling, 897 F.2d 1147, 1149, 14 
USPQ2d 1056, 1057 (Fed. Cir. 1990). 


44. Kulling, 897 F.2d at 1149, 14 USPQ2d at 1058; Panduit 
Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 1579 n.42, 1 
USPQ2d 1593, 1606 n.42 (Fed. Cir. 1987). 


45. E.g., Dillon, 919 F.2d at 692, 16 USPQ2d at 1901. 


46. In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 1687 (Fed. 
Cir. 1995). 


47. In re Chu, 66 F.3d 292, 299, 36 USPQ2d 1089, 1094-95 
(Fed. Cir. 1995). 


48. E.g., Soni, 54 F.3d at 750, 34 USPQ2d at 1687; In re 
Piasecki, 745 F.2d 1468, 1474, 223 USPQ 785, 789-90 (Fed. 
Cir. 1984). 


49. E.g., Inre Huang, 100 F.3d 135, 139-40, 40 USPQ2d 1685, 
1689 (Fed. Cir. 1996); In re De Blauwe, 736 F.2d 699, 705, 
222 USPQ 191, 196 (Fed. Cir. 1984). 


50. E.g., In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 1687 
(Fed. Cir. 1995) (error not to consider evidence presented in 
the specification). Cf, In re Alton, 76 F.3d 1168, 37 USPQ2d 
1578 (Fed. Cir. 1996) (error not to consider factual evidence 
submitted to counter a section 112 rejection); Jn re Beattie, 
974 F.2d 1309, 1313, 24 USPQ2d 1040, 1042-43 (Fed. Cir. 
1992) (Office personnel should consider declarations from 
those skilled in the art praising the claimed invention and 
opining that the art teaches away from the invention.); Piasecki, 
745 F.2d at 1472, 223 USPQ at 788 (“[Rebuttal evidence] may 
relate to any of the Graham factors including the so-called 
secondary considerations.”). 


51. Graham v. John Deere Co., 383 U.S. at 17, 148 USPQ at 
467. See also, e.g., In re Piasecki, 745 F.2d 1468, 1473, 223 
USPQ 785, 788 (Fed. Cir. 1984) (commercial success). 


52. Rebuttal evidence may consist of a showing that the claimed 
compound possesses unex properties. Dillon, 919 F.2d 
at 692-93, 16 USPQ2d at 1901. A showing of unexpected 
results must be based on evidence, not t or speculation. 
In re Mayne, 104 F.3d 1339, 1343-44, 41 USPQ2d 1451, 1455- 
56 (Fed. Cir. 1997) (conclusory statements that claimed com- 
pound possesses unusually low immune response or unexpected 
biological activity that is unsupported by comparative data held 
insufficient to overcome prima facie case of obviousness). 


53. E.g., In re GPAC, 57 F.3d 1573, 1580, 35 USPQ2d 1116, 
1121 (Fed. Cir. 1995); Hybritech Inc. v. Monoclonal Antibodies, 
802 F.2d 1367, 1380, 231 USPQ 81, 90 (Fed. Cir. 1986), cert. 
denied, 480 U.S. 947 (1987). 


54. E.g., In re Oelrich, 579 F.2d 86, 91-92, 198 USPQ 210, 
214 (CCPA 1978) (Expert opinions regarding the level of skill 
in the art were probative of the nonobviousness of the claimed 
invention.); Piasecki, 745 F.2d at 1471, 1473-74, 223 USPQ 
at 790 (Evidence of non-technological nature is pertinent to 
the conclusion of obviousness. The declarations of those skilled 
in the art regarding the need for the invention and its reception 
by the art were improperly discounted by the Board); Beattie, 
974 F.2d at 1313, 24 USPQ2d at 1042-43 (Seven declarations 
provided by music teachers opining that the art teaches away 
from the claimed invention must be considered, but were not 
probative because they did not contain facts and did not deal 
with the specific prior art that was the subject of the rejection.). 


55. A conclusion of obviousness requires that the reference(s) 
relied upon be enabling in that it put the public in possession 
of the claimed invention. The court in In re Hoeksema, 399 
F.2d 269, 274, 158 USPQ 596, 601 (CCPA 1968), stated: 


Thus, upon careful reconsideration it is our view that if the 
prior art of record fails to disclose or render obvious a method 
for making a claimed compound, at the time the invention was 
made, it may not be legally concluded that the compound itself 
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is in the possession of the public. [footnote omitted.} In this 
context, we say that the absence of a known or obvious process 
for making the claimed compounds overcomes a presumption 
that the compounds are obvious, based on close relationships 
between their structures and those of prior art compounds. 


The Hoeksema court further noted that once a prima facie 
case of obviousness is made by the PTO through citation of 
references, the burden is on the applicant to produce contrary 
evidence establishing that the reference being relied on would 
not enable a skilled artisan to produce the different compounds 
claimed. Jd. at 274-75, 158 USPQ at 601. See also Ashland 
Oil, Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 
295, 297, 227 USPQ 657, 666, 667 (Fed. Cir. 1985) (citing 
Hoeksema for the proposition above); Jn re Grose, 592 F.2d 
1161, 1168, 201 USPQ 57, 63-64 (CCPA 1979) (“One of the 
assumptions underlying a prima facie obviousness rejection 
based upon a structural relationship between compounds, such 
as adjacent homologs, is that a method disclosed for producing 
one would provide those skilled in the art with a method for 
producing the other . . . Failure of the prior art to disclose or 
render obvious a method for making any composition of matter, 
whether a compound or a mixture of compounds like a zeolite, 
precludes a conclusion that the composition would have been 
obvious.”) 


56. Id. See also In re Alton, 76 F.3d 1168, 1174-75, 37 USPQ2d 
1578, 1582-83 (Fed. Cir. 1996). 


57. The Federal Circuit has acknowledged that applicant bears 
the burden of establishing nexus, stating: 


In the ex parte process of examining a patent application, 
however, the PTO lacks the means or resources to gather evi- 
dence which supports or refutes the applicant’s assertion that 
the sales constitute commercial success. C,f, Ex parte Remark. 
1S USPQ2d 1498, 1503 ([BPAI] 1990) (evidentiary routine of 
shifting burdens in civil proceedings inappropriate in ex parte 
prosecution proceedings because examiner has no available 
means for adducing evidence). Consequently, the PTO must 
rely upon the applicant to provide hard evidence of commercial 
success. 


In re Huang, 100 F.3d 135, 139-40, 40 USPQ2d 1685, 1689 
(Fed. Cir. 1996). See also GPAC, 57 F.3d at 1580, 35 USPQ2d 
at 1121; In re Paulsen, 30 F.3d 1475, 1482, 31 USPQ2d 1671, 
1676 (Fed. Cir. 1994). 


58. E.g., Paulsen, 30 F.3d at 1482, 31 USPQ2d at 1676. (Evi- 
dence of commercial success of articles not covered by the 
claims subject to the 35 U.S.C. § 103 rejection was not probative 
of nonobviousness). 


59. E.g., In re Kulling, 897 F.2d 1147, 1149, 14 USPQ2d 1056, 
1058 (Fed. Cir. 1990); In re Grasselli, 713 F.2d 731, 743, 218 
USPQ 769, 777 (Fed. Cir. 1983). In re Soni, 54 F.3d 746, 34 
USPQ2d 1684 (Fed. Cir. 1995) does not change this analysis. 
In Soni, the Court declined to consider the Office’s argument 
that the evidence of non-obviousness was not commensurate 
in scope with the claim because it had not been raised by the 
Examiner. 54 F.3d at 751, 34 USPQ2d at 1688. 


When considering whether proffered evidence is commensurate 
in scope with the claimed invention, Office personnel should 
not require the applicant to show unexpected results over the 
entire range of properties possessed by a chemical compound 
orcomposition. E.g., Inre Chupp, 816 F.2d 643, 646, 2 USPQ2d 
1437, 1439 (Fed. Cir. 1987). Evidence that the compound or 
composition possesses superior and unexpected properties in 
one of a spectrum of common properties can be sufficient to 
rebut a prima facie case of obviousness. Id. 


For example, a showing of unexpected results for a single 
member of a claimed subgenus,or a narrow portion of a claimed 
range would be sufficient to rebut a prima facie case of obvious- 
ness if a skilled artisan “could ascertain a trend in the exempli- 
fied data that would allow him to reasonably extend the 
probative value thereof.” In re Clemens, 622 F.2d 1029, 1036, 
206 USPQ 289, 296 (CCPA 1980) (Evidence of the unobvious- 
ness of a broad range can be proven by a narrower range when 
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one skilled in the art could ascertain a trend that would allow 
him to reasonably extend the probative value thereof.). Bur see, 
Grasselli, 713 F.2d at 743, 218 USPQ at 778 (evidence of 
superior properties for sodium containing composition insuffi- 
cient to establish the non-obviousness of broad claims for acata- 
lyst with “an alkali metal” where it was well known in the 
catalyst art that different alkali metals were not interchangeable 
and applicant had shown unexpected results only for sodium 
containing materials), Jn re Greenfield, 571 F.2d 1185, 1189, 
197 USPQ 227,230 (CCPA 1978) (evidence of superior proper- 
ties in one species insufficient to establish the nonobviousness 
of a subgenus containing hundreds of compounds), /n re Lin- 
dner, 457 F.2d 506, 508, 173 USPQ 356, 358 (CCPA 1972) 
(one test not sufficient where there was no adequate basis for 
concluding the other claimed compounds would behave the 
sameway). 


60. E.g., Chupp, 816 F.2d at 646, 2 USPQ2d at 1439; Clemens, 
622 F.2d at 1036, 206 USPQ at 296. 


61. Usually, a showing of unexpected results is sufficient to 
overcome a prima facie case of obviousness. See, e.g., In re 
Albrecht, 514 F.2d 1389, 1396, 185 USPQ 585, 590 (CCPA 
1975). However, where the claims are not limited to a particular 
use, and where the prior art provides other motivation to select 
a particular species or subgenus, a showing of a new use may 
not be sufficient to confer patentability. See Dillon, 919 F.2d 
at 692, 16 USPQ2d at 1900-01. 


62. Piasecki, 745 F.2d at 1473, 223 USPQ at 788. 


63. E.g., Piasecki, 745 F.2d at 1472-73, 223 USPQ at 788; In 
re Eli Lilly & Co., 902 F.2d 943,945, 14 USPQ2d 1741, 1743 
(Fed. Cir. 1990). 


64. E.g., Piasecki, 745 F.2d at 1472, 223 USPQ at 788; Eli 
Liily, 902 F.2d at 945, 14 USPQ2d at 1743. 


65. Dillon, 919 F.2d at 693, 16 USPQ2d at 1901; Jn re Mills, 
916 F.2d 680, 683, 16 USPQ2d 1430, 1433 (Fed. Cir. 1990). 
August 26, 1998 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(78) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 


Request for Comments on Interim Guidelines for 
Examination of Patent Applications Under the 
35 U.S.C. 112 4 1 “Written Description” Requirement; 
Notice of Change in Public Hearings, 
Extension of Comment Period. 


AGENCY: Patent and Trademark Office, Commerce. 


ACTION: Notice of cancellation of public hearing in San 
Diego, California; change of location of November 4, 1998, 
public hearing; and extension of request period to present oral 
testimony. 


SUMMARY: Due to insufficient interest, the public hearing 
to be held in San Diego, California, on November 6, 1998, is 
canceled. For the same reason, the public hearing to be held 
in Boston, Massachusetts, on November 4, 1998, will be held 
in Arlington, Virginia. The period to request an opportunity to 
present oral testimony at the Arlington location has been 
extended to November 3, 1998. 


ADDRESSES: The November 4, 1998, hearing will be held 
in the Commissioner’s Conference Room located in Crystal 
Park Two, Room 912, 2121 Crystal Drive, Arlington, Virginia. 
Those interested in testifying should send their request to the 
attention of Mary Critharis addressed to Commissioner of 
Patents and Trademarks, Box 4, Patent and Trademark Office, 
Washington, D.C. 20231. Requests may also be submitted by 
facsimile transmission to Mary Critharis at (703) 305-8885. 
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FOR FURTHER INFORMATION CONTACT: Mary Cri- 
tharis by telephone at (703) 305-9300, by facsimile at (703) 
305-8885, by electronic mail at mary.critharis@uspto.gov, or 
by mail addressed to Commissioner of Patents and Trademarks, 
Box 4, Washington, D.C. 20231. 


SUPPLEMENTARY INFORMATION: On September 23, 
1998, the Patent and Trademark Office (PTO) announced its 
intention to hold public hearings relating to the “written descrip- 
tion” requirement under section 112 of title 35 of the United 
States Code. 63 Fed. Reg. 50,887 (1998). Interested members 
of the public were invited to testify on this subject at public 
hearings to be held in Boston, Massachusetts, on November 
4, 1998 and San Diego, California, on November 6, 1998. The 
period to request an opportunity to present oral testimony at 
these hearings was set to end on October 30, 1998. 


Due to insufficient interest, the public hearing in San Diego 
is canceled. For the same reason, the public hearing initially 
scheduled for Boston will instead be held in Arlington, Virginia, 
on November 4, 1998, starting at 9 a.m. and ending no later 
than 5 p.m. Those wishing to present oral testimony at the 
hearing must request an opportunity to do so no later than 
November 3, 1998. 
October 28, 1998 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1217 OG 16} 


(79) DEPARTMENT OF COMMERCE 


3510-16 Patent and Trademark Office 
[Docket No. 980605147-8147-01] 


Request for Comments on Interim Guidelines for Reexami- 
nation of Cases in View of In re Portola Packaging, Inc., 
110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments. 


SUMMARY: The Patent and Trademark Office (PTO) requests 
comments from the public on interim guidelines that will be 
used by PTO personne! in their review of requests for reexami- 
nations and ongoing reexaminations for compliance with the 
decision in In re Portola Packaging, Inc., 110 F.3d 786, 42 
USPQ2d 1295 (Fed. Cir. 1997). 


DATES: To be ensured consideration, written comments on 
the interim guidelines must be received by the PTO by Sep- 
tember 14, 1998. 


ADDRESSES: Written comments should be addressed to 
Commissioner of Patents and Trademarks, Attention: Kevin T. 
Kramer or John M. Whealan, Box 8, Washington, D.C. 20231. 
Comments may be submitted by facsimile at (703) 305-9373. 
Comments may also be submitted by electronic mail addressed 
to “kevin.kramer@uspto.gov” or “john.whealan@uspto.gov”. 


FOR FURTHER INFORMATION CONTACT: John M. 
Whealan or Kevin T. Kramer by telephone at (703) 305-9035; 
by facsimile at (703) 305-9373; by mail addressed to Box 8, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231; or by electronic mail at “john.whealan@uspto.gov” or 
“kevin.kramer@uspto.gov.” 


SUPPLEMENTARY INFORMATION: The PTO requests 
comments from the public on the following interim guidelines. 
These guidelines will be used by PTO personnel in their review 
of requests for reexaminations and ongoing reexaminations for 
compliance with the decision in In re Portola Packaging, Inc., 
110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997). Because 
these guidelines govern internal practices, they are exempt from 
notice and comment rulemaking under 5 U.S.C. § 553(b)(A). 
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Written comments should include the following information: 
(1) Name and affiliation of the individual responding; and (2) 
an indication of whether the comments offered represent views 
of the respondent’s organization or are the respondent’s per- 
sonal views. Where possible, parties presenting written com- 
ments are requested to provide their comments in machine- 
readable format. Such submissions may be provided by elec- 
tronic mail sent over the Internet, or on a 3.5" floppy disk 
formatted for use in a Windows® based computer. Preferably, 
machine-readable submissions should be provided in WordPer- 
fect® 6.1 format. 


Written comments will be available for public inspection 
in Suite 918, Crystal Park 2, 2121 Crystal Drive, Arlington, 
Virginia. In addition, comments provided in machine-readable 
format will be available through anonymous file transfer pro- 
tocol (ftp) via the Internet (address: comments.uspto.gov) and 
through the World Wide Web (address: www.uspto.gov). 


L. Interim Guidelines for Reexamination of Cases in View 
of In re Portola Packaging, Inc., 110 F.3d 786, 42 USPQ2d 
1295 (Fed. Cir. 1997) 


The following guidelines have been developed to assist 
Patent and Trademark Office (PTO) personnel in determining 
whether to order a reexamination or terminate an ongoing reex- 
amination in view of the United States Court of Appeals for 
the Federal Circuit’s decision in Jn re Portola Packaging, Inc.' 
These guidelines supersede and supplement any previous guide- 
lines issued by the PTO with respect to reexamination. These 
guidelines apply to all reexaminations regardless of whether 
they are initiated by the Commissioner, requested by the pat- 
entee, or requested by a third party. When made final, these 
guidelines will be incorporated into Chapter 2200 of the Manual 
of Patent Examining Procedure. 


A. Explanation of Portola Packaging 


In order for the PTO to conduct reexamination, prior art must 
raise a “substantial new question of patentability.”* In Portola 
Packaging, the Federal Circuit held that a combination of two 
references that were expressly relied upon individually to reject 
claims during the original examination does not raise a substan- 
tial new question of patentability.’ The Federal Circuit also held 
that an amendment of the claims during reexamination does 
not raise a substantial new question of patentability.*The court 
explained that “a rejection made during reexamination does 
not raise a substantial new question of patentability if it is 
supported only by prior art previously considered by the PTO.””” 


B. General Principles Governing Compliance with Por- 
tola Packaging 


If prior art was previously expressly relied upon to reject a 
claim in a prior related PTO proceeding,® the PTO will not 
order or conduct reexamination based only on such prior art, 
regardless of whether that prior art is to be relied upon to reject 
the same or different claims in the reexamination. 


If prior art was not expressly relied upon to reject a claim, 

but was cited in the record of a prior related PTO proceeding 

j . the PTO will not order or conduct 
reexamination based only on such prior art. 


In contrast, the PTO will order and conduct reexamination 
based on prior art that was cited but whose relevance to patent- 
ability of the claims was not discussed in any prior related 
PTO proceeding. 


C. Procedures for Determining Whether a Reexamina- 
tion May be Ordered in Compliance with Portola Packaging 


PTO personnel must adhere to the following procedures 
when determining whether a reexamination may be ordered 
in compliance with the Federal Circuit’s decision in Portola 
Packaging: 


1. Read the reexamination request to identify the prior art 
on which the request is based. 
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2. Conduct any necessary search of the prior art relevant to 
the subject matter of the patent for which reexamination was 
requested." 


3. Read the prosecution histories of prior reiated PTO pro- 
ceedings. 


4. Determine if the prior art in the reexamination request 
and the prior art uncovered in any search was: 


(a) expressly relied upon to reject any claim in a prior related 
PTO proceeding; or 


(b) cited and its relevance to patentability of any claim dis- 
cussed in a prior related PTO proceeding. 


5. Deny the reexamination request if the decision to order 
reexamination would be based only on prior art that was (a) 
expressly relied upon to reject any claim and/or (b) cited and 
its relevance to patentability of any claim discussed in a prior 
related PTO proceeding.’ 


6. Order reexamination if the decision to order reexamination 
would be based at least in part on prior art that was neither 
(a) expressly relied upon to reject any claim nor (b) cited and 
its relevance to patentability of any claim discussed in a prior 
related PTO proceeding, and a substantial new question of 
patentability is raised with respect to any claim of the patent." 


D. Procedures for Determining Whether an Ongoing 
Reexamination Must be Terminated in Compliance with 
Portola Packaging 


PTO personnel must adhere to the following procedures 
when determining whether any current or future ongoing reex- 
amination should be terminated in compliance with the Federal 
Circuit’s decision in Portola Packaging: 


1. Prior to making any rejection in an ongoing reexamination, 
determine for any prior related PTO proceeding what prior art 
was (a) expressly relied upon to reject any claim or (b) cited 
and discussed. 


2. Base any and all rejections of the patent claims under 


reexamination on prior art that was neither (a) 
expressly relied upon to reject any claim nor (b) cited and its 
relevance to patentability of any claim discussed in any prior 
related PTO proceeding. 


3. Withdraw any rejections based only on prior art that was 
previously either (a) expressly relied upon to reject any claim 
or (b) cited and its relevance to patentability of any claim 
discussed in any prior related PTO proceeding. 


4. Terminate reexaminations in which the only remaining 
rejections are entirely based on prior art that was previously 
(a) expressly relied upon to reject any claim and/or (b) cited 
and its relevance to patentability of a claim discussed in any 
prior related PTO proceeding." 


E. Application of Portola Packaging to Unusual Fact Pat- 
terns 


The PTO recognizes that each case must be decided on its 
particular facts and that cases with unusual fact patterns will 
occur. In such a case, the reexamination should be brought to 
the attention of the Group Director who will then determine 
the appropriate action to be taken. 


Unusual fact patterns may appear in cases in which prior art 
was expressly relied upon to reject any claim or cited and 
discussed with respect to the patentability of a claim in a prior 
related PTO proceeding, but other evidence clearly shows that 
the examiner did not appreciate the issues raised in the reexami- 
nation request or the ongoing reexamination with respect to 
that art. Such other evidence may appear in the reexamination 
request, in the nature of the prior art, in the prosecution history 
of the prior examination, or in an admission by the patent 
owner, applicant, or inventor.” 
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For example, if a textbook was cited during original examina- 
tion, the record of that examination may show that only select 
information from the textbook was discussed with respect to 
the patentability of the claims." If the reexamination request 
relied upon other information in the textbook that actually 
teaches what is required by the claims, it may be appropriate 
to rely on this other information in the textbook to conduct 
reexamination. “* 


Another example involves the situation where an examiner 
discussed a reference in a prior PTO proceeding, but did not 
either expressly reject a claim based upon the reference or 
maintain the rejection based on the mistaken belief that the 
reference did not qualify as prior art."* If the reexamination 
request were to explain how and why the reference actually 
does qualify as prior art, it may be appropriate to conduct 
reexamination."* 


Another example involves foreign language prior art refer- 
ences. If a foreign language prior art reference was cited and 
discussed in any prior PTO proceeding, Portola Packaging 
may not prohibit reexamination over a complete and accurate 
translation of that foreign language prior art reference. Specifi- 
cally, if a reexamination request were to explain why a more 
complete and accurate translation of that same foreign language 
prior art reference actually teaches what is required by the 
patent claims, it may be appropriate to conduct reexamination. 


Another example of an unusual fact pattern involves cumula- 
tive references. To the extent that a cumulative reference is 
repetitive of a prior art reference that was previously expressly 
applied or discussed, Portola Packaging may prohibit reexami- 
nation of the patent claims based only on the repetitive refer- 
ence.’ However, it is expected that a repetitive reference which 
cannot be considered by the PTO during reexamination will 
be a rare occurrence since most references teach additional 
information or present information in a different way than other 
references, even though the references might address the same 
general subject matter. 


F. Notices Regarding Compliance with Portola Packaging 


1. If a request for reexamination is denied under C.5. above 
in order to comply with the Federal Circuit’s decision in Portola 
Packaging, the notice of denial should state: “This reexamina- 
tion request is denied based on Jn re Portola Packaging, Inc., 
110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997). No final 
patentability determination has been made.” 


2. If an ongoing reexamination is terminated under D.4. 
above in order to comply with the Federal Circuit’s decision 
in Portola Packaging, the termination notice should state: “This 
reexamination is terminated based on /n re Portola Packaging, 
Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997). No 
final patentability determination has been made.” 


3. If a rejection in the reexamination has previously issued 
and that rejection is withdrawn under D.3. above in order to 
comply with the Federal Circuit’s decision in Portola Pack- 
aging, the Office action withdrawing such rejection should 
state: “The rejection is withdrawn in view of Jn re Portola 
Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 
1997). No final patentability determination of the claims of the 
patent in view of such prior art has been made.” If multiple 
rejections have been made, the Office action should clarify 
which rejections are being withdrawn. 


ENDNOTES 


1. 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir.), reh’g in banc 
denied, 122 F.3d 1473, 44 USPQ2d 1060 (1997). 


2. 35 U.S.C. § 304. 


3. During the original prosecution of the application which 
led to the patent, the PTO had expressly rejected the claims 
separately based upon the Hunter and Faulstich references. The 
PTO never expressly applied the references in combination. 
During reexamination, Portola Packaging amended the patent 
claims, and for the first time the PTO expressly rejected the 
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amended patent claims based upon the Hunter and Faulstich 
references in combination. Despite these facts, the Federal Cir- 
cuit determined that the PTO was precluded from conducting 
reexamination on those references. | 10 F.3d at 790, 42 USPQ2d 
at 1299. 


4. 110 F.3d at 791, 42 USPQ2d at 1299. 
5. 110 F.3d at 791, 42 USPQ2d at 1300. 


6. Prior related PTO proceedings include the original prose- 
cution history, any reissue prosecution history, and any previous 
reexamination prosecution history of a concluded PTO pro- 
ceeding. 


7. The relevance of the prior art to patentability may be dis- 
cussed by either the applicant, patentee, examiner, or any third 
party. However, 37 C.F.R. § 1.2 requires that all PTO business 
be transacted in writing. Thus, the PTO cannot presume that 
a prior art reference was previously relied upon to reject or 
discussed in a prior PTO proceeding if there is no basis in the 
written record to so conclude other than the examiner’s initials 
or a check on an information disclosure statement. Thus, any 
discussion of prior art must appear on the record of a prior 
related PTO proceeding. Examples of generalized statements 
in a prior related PTO proceeding that would not preclude 
reexamination include statements that prior art is “cited to show 
the state of the art,” “cited to show the background of the 
invention,” or “cited of interest.” 


8. See 35 U.S.C. § 303 (“On his own initiative, and any time, 
the Commissioner may determine whether a substantial new 
question of patentability is raised by patents and publication 
discovered by him . . .”); see also MPEP § 2244 (“If the 
examiner believes that additional prior art patents and publica- 
tions can be readily obtained by searching to supply any defi- 
ciencies in the prior art cited in the request, the examiner can 
perform such an additional search.”). 


9. See Portola Packaging, Inc., 110 F.3d at 790, 42 USPQ2d 
at 1299 (examiner presumed to have done his job). There may 
be unusual fact patterns and evidence which suggests that the 
PTO did not consider the prior art that was discussed in the 
prior PTO proceeding. These cases should be brought to the 
attention of the Group Director. For a discussion of the treat- 
ment of such cases, see section E above. 


10. If not specified, a reexamination generally includes all 
claims. However, reexamination may be limited to specific 
claims. See 35 U.S.C. § 304 (authorizing the power to grant 
reexamination for determination of a “substantial new question 
of patentability affecting any claim of a patent.”) (emphasis 
added). Thus, the Commissioner may order reexamination con- 
fined to specific claims. However, reexamination is not neces- 
sarily limited to those questions set forth in the reexamination 
order. See 37 C.F.R. § 1.104(a) (“The examination shall be 
complete with respect both to compliance of the application 
or patent under reexamination with the applicable statutes and 
rules and to the patentability of the invention as claimed. . . 
hn 


11. The Commissioner may conduct a search for new art prior to 
determining whether a substantial new question of patentability 
exists prior to terminating any ongoing reexamination 
ceeding. See 35 U.S.C. § 303. See also 35 U.S.C. § 305 (indi- 
cating that “reexamination will be conducted according to the 
procedures established for initial examination,” thereby sug- 
gesting that the Commissioner may conduct a search during 
an Ongoing reexamination proceeding). 


12. See 62 Fed. Reg. 53,151, 53,191 (October 10, 1997) (to 
be codified at 37 C.F.R. § 1.104(c)(2)). 


13. The file history of the prior PTO proceeding should indicate 
which portion of the textbook was previously considered. See 
37 C.F.R. § 1.98(a)(2)(ii) (an information disclosure statement 
must include a copy of each “publication or that portion which 
caused it to be listed”) (emphasis added). 





1218 TMOG 78 
(80) 


14. However, a reexamination request that merely provides a 
new interpretation of a reference already previously expressly 
relied upon or actually discussed by the PTO does not create 
a substantial new question of patentability. 


15 . For example, the examiner may have not believed that the 
reference qualified as prior art because: (i) the reference was 
undated; (ii) the applicant submitted a declaration believed to 
be sufficient to antedate the reference under 37 C.F.R. § 1.131; 
or (iii) the examiner attributed an incorrect filing date to the 
claimed invention. 


16. For example, the request could: (i) verify the date of the 
reference; (ii) undermine the sufficiency of the section 131 
declaration; or (iii) explain the correct filing date accorded a 
claim. 


17. For purposes of reexamination, a cumulative reference that 
is repetitive is one that substantially reiterates verbatim the 
teachings of a reference that was either previously expressly 
relied upon or discussed in a prior PTO proceeding even though 
the title or the citation of the reference may be different. 
June 9, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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DEPARTMENT OF COMMERCE 


Patent and Trademark Office 
[Docket No. 980605148-8148-01] 


Request for Comments on Interim Guidelines 
for Examination of Patent Applications Under 
the 35 U.S.C. § 112 4 1 “Written Description” Requirement 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments. 


SUMMARY: The Patent and Trademark Office (PTO) requests 
comments from any interested member of the public on the 
following interim guidelines. These guidelines will be used 
by PTO personnel in their review of biotechnological patent 
applications for compliance with the “written description” 
requirement of 35 U.S.C. § 112 41. Although the guidelines are 
directed primarily to written descriptions of biotechnological 
inventions, they reflect the current understanding of the PTO 
and apply across the board to all relevant technologies. 


DATES: Written comments on the interim guidelines will be 
accepted by the PTO until September 14, 1998. 
ADDRESSES: Written comments should be addressed to Box 
8, Commissioner of Patents and Trademarks, Washington, D.C. 
20231, marked to the attention of Scott A. Chambers, Associate 
Solicitor or to Box Comments, Assistant Commissioner for 
Patents, Washington, D.C. 20231 marked to the attention of 
Linda S. Therkorn. Alternatively, comments may be submitted 
to Scott Chambers via facsimile at (703) 305-9373 or by elec- 
tronic mail addressed to “scott.chambers@uspto.gov” or to 
Linda Therkorn via facsimile at (703) 305-8825 or by electronic 
mail addressed at “linda.therkorm@uspto.gov.” 

FOR FURTHER INFORMATION CONTACT: Scott 
Chambers by telephone at (703) 305-9035, by facsimile at 
(703) 305-9373, by mail to his attention addressed to Box 8, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231, or by electronic mail at “scott.chambers@uspto.gov”; 
or Linda Therkorn by telephone at (703) 305-8800, by facsimile 
at (703) 305-8825, by mail addressed to Box Comments, Assis- 
tant Commissioner for Patents, Washington, D.C. 20231, or 
by electronic mail at “linda.therkorm@uspto.gov.” 
SUPPLEMENTARY INFORMATION: The PTO requests 
comments from any interested member of the public on the 
following interim guidelines. These guidelines will be used 
by PTO personnel in their review of biotechnological patent 
applications for compliance with the “written description” 
requirement of 35 U.S.C. § 112 41. Although the guidelines are 
directed primarily to written descriptions of biotechnological 
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inventions, they reflect the current understanding of the PTO 
and apply across the board to all relevant technologies. Because 
these guidelines govern internal practices, they are exempt from 
notice and comment rulemaking under 5 U.S.C. § 553(b)(A). 


Written comments should include the following information: 
1) name and affiliation of the individual responding; and 2) an 
indication of whether the comments offered represent views of 
the respondent's organization or are they respondent’s personal 
views. The PTO is particularly interested in comments relating 
to: 1) the accuracy of the methodology; 2) relevant factors to 
consider in determining whether the written description require- 
ment of 35 U.S.C. 112 4 1 is satisfied; 3) whether the scope 
of these guidelines should be limited to certain technologies, 
such as biotechnology, or even a particular area of biotech- 
nology such as nucleic acids, or encompass all technologies 
generally; 4) whether the scope of these guidelines should 
be expanded to include processes and/or product-by-process 
claims; and 5) the impact these guidelines may have on currently 
pending applications as well as future applications. 


Parties presenting written comments are requested, where 
possible, to provide their comments in machine-readable format 
in addition to a paper copy. Such submissions may be provided 
by electronic mail messages sent over the Internet, or on a 3.5" 
floppy disk formatted for use in either a Macintosh, Windows, 
Windows for Workgroups, Windows 95, Windows NT, or MS- 
DOS based computer. 


Written comments will be available for public inspection on 
or about September 14, 1998, in Suite 918, Crystal Park 2, 
2121 Crystal Drive, Arlington, Virginia. In addition, comments 
provided in machine-readable format will be available through 
anonymous file transfer protocol (ftp) via the Internet (address: 
comments.uspto.gov) and through the World Wide Web 
(address: www.uspto.gov). 


Interim Guidelines for the Examination of Patent Appli- 
cations Under The 35 U.S.C. § 112 4 1 “Written Descrip- 
tion” Requirement 


These “Written Description Guidelines” are intended to assist 
Office personnel in the examination of patent applications for 
compliance with the written description requirement of 35 
U.S.C. § 112, 41, in view of University of California v. Eli 
Lilly' and the earlier cases Fiers v. Revel and Amgen, Inc. 
v. Chugai Pharmaceutical Co.’ These Interim Guidelines are 
directed primarily to determining whether there is written 
description support for product claims and are not intended to 
specifically address the description necessary to support process 
or product-by-process claims. Similarly, these Guidelines are 
not intended to directly address the question of new matter, 
which is currently addressed in the Manual of Patent Examining 
Procedure §§ 2163.06-.07. The Final Guidelines may address 
these additional issues if public comment suggests they should 
be addressed. These guidelines are based on the Office’s current 
understanding of the law and are believed to be fully consistent 
with binding precedent of the Supreme Court, the Federal Cir- 
cuit, and the Federal Circuit’s predecessor courts. 


These guidelines do not constitute substantive rulemaking 
and hence do not have the force and effect of law. They are 
designed to assist Office personnel in analyzing claimed subject 
matter for compliance with substantive law. Rejections will be 
based upon the substantive law, and it is these rejections which 
are appealable. Consequently, any failure by Office personnel 
to follow the guidelines is neither appealable nor petitionable. 

These guidelines are intended to form part of the normal 
examination process. Thus, where Office personnel establish 
a prima facie case of lack of written description for a claim, 
a thorough review of the prior art and examination on the merits 
for compliance with the other statutory requirements, including 
those of 35 U.S.C. §§ 101, 102, 103, and 112, is to be conducted 
prior to completing an Office action which includes a rejection 
for lack of written description. 


Office personnel are to rely on these guidelines in the event 
of any inconsistent treatment of issues involving the written 
description requirement between these guidelines and any ear- 
lier guidance provided from the Office. Although these guide- 
lines address examples principally drawn from the 
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biotechnological arts, they are intended to be equally applicable 
to all fields of invention. 


I. General Principles Governing Compliance with the 
“Written Description” Requirement For Applications 

The first paragraph of 35 U.S.C. § 112 requires that the 
“specification shall contain a written description of the inven- 
tion . . . .” This requirement is separate and distinct from the 
enablement requirement.‘ This written description requirement 
has several policy objectives. “[T]Jhe ‘essential goal’ of the 
description of the invention requirement is to clearly convey 
the information that an applicant has invented the subject matter 
which is claimed.”* Another objective is to put the public in 
possession of what the applicant claims as the invention. The 
written description requirement prevents an applicant from 
claiming subject matter that was not described in the specifica- 
tion as filed, and the proscription against the introduction of 
new matter in a patent application’ serves to prevent an applicant 
from adding information that goes beyond the subject matter 
originally filed. 

To satisfy the written description requirement, a patent speci- 
fication must describe the claimed invention in sufficient detail 
that one skilled in the art can reasonably conclude that the 
inventor had possession of the claimed invention.’ This require- 
ment of the Patent Act promotes the progress of the useful arts 
by ensuring that patentees adequately describe their inventions 
in their patent specifications for the benefit of the public in 
exchange for the right to exclude others from practicing the 
invention for the duration of the patent’s term.* 


Il. Evaluate Whether The Application Complies With 
the “Written Description” Requirement 

The inquiry into whether the description requirement is met 
must be determined on a case-by-case basis and is a question 
of fact.? The examiner has the initial burden of presenting evi- 
dence or reasons why a person skilled in the art would not 
recognize in an applicant’s disclosure a description of the inven- 
tion defined by the claims." Office personnel should adhere to 
the following procedures when reviewing patent applications 
for compliance with the written description requirement of 35 
U.S.C. § 112, 1. 


A. Review the entire application to determine what appli- 
cant has invented, the field of the inventionand the level of 
predictability in the art 

Prior to determining whether the claims satisfy the written 
description requirement, Office personnel should review the 
entire specification, including the specific embodiments, fig- 
ures, sequence listings, and the claims, to understand what 
applicant has invented and the correspondence between what 
applicant has described, i.e., has possession of, and what appli- 
cant is claiming. Such a review should be conducted from the 
standpoint of one of skill in the art at the time the application 
was filed and should include a determination of the field of 
the invention and, thus, the level of predictability in the art. 
Predictability of the structure of a species can be premised 
upon: 

(1) Whether the level of skill in the art leads to a predictability 
of structure; and/or 


(2) Whether teachings in the application or prior art lead to 
a predictability of structure. 

There is an inverse correlation between the level of predict- 
ability in the art and the amount of disclosure necessary to 
satisfy the written description requirement. For example, if 
there is a well-established correlation between structure and 
function in the art, one skilled in the art will be able to reason- 
ably predict the complete structure of the claimed invention 
from its function. Thus, in some factual situations, the written 
description requirement may be satisfied through disclosure 
of function alone when there is a well-established correlation 
between structure and function. In contrast, without such a 
correlation, prediction of structure from function is highly 
unlikely. In this latter case, disclosure of function alone will 
not satisfy the written description requirement." 

B. For each claim, determine what the claim as a whole 
covers 


Each claim must be separately analyzed and given its 
broadest reasonable interpretation.'* The entire claim, including 
its preamble language and transitional phrase, must be consid- 
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ered. “Preamble language” is that language in a claim appearing 
before a transitional phase, e.g., before “comprising,” “con- 
sisting essentially of,” or “consisting of’. The transitional term 
“comprising” (and other comparable terms, e.g., “containing” 
and “including”) is “open-ended”—it covers the expressly 
recited subject matter alone or in combination with other uns 
tated subject matter.'’ There must be adequate written descrip- 
tion to support the claimed invention including the preamble.'* 
The claim as a whole, including all limitations found in the 
preamble, the transitional phrase, and the body of the claim, 
must be described sufficiently to satisfy the written description 
requirement." For claims of the form “A [structure] comprising 
SEQ ID NO: |” there may be a written description problem 
if the claim as a whole, including its preamble and transitional 
phrase, is directed to an invention of unpredictable structure 
that is not fully described. 
For example, when the term “gene,” “mRNA,” or “cDNA” 
is recited in the preamble, it implies a specific structure (or a 
small genus of specific structures) when used in the traditional 
sense, i.¢., to mean the structure having the naturally occurring 
sequence. Thus, “A gene comprising SEQ ID NO: 1”; “A 
mRNA comprising SEQ ID NO: 1”; and “A cDNA comprising 
SEQ ID NO: |” implicitly recite specific structures such as 
promoters, enhancers, coding regions, and other regulatory ele- 
ments in the preamble which must be sufficiently described in 
the specification so as to show the applicant was in possession 
of the claimed inventions. 


In contrast, use of less specific, generic preamble language, 
such as “composition,” “nucleic acid,” “DNA,” and “RNA,” 
does not typically present a written description problem. ‘These 
terms are sufficiently general that one skilled in the art can 
readily envision a sufficient number of members of the claimed 
genus to provide written description support for the genus. 

A claim such as “A gene comprising SEQ ID NO: 1,” can 
be viewed as a species claim in which the preamble recites a 
combination and the body of the claim recites a subcombination: 
The “gene” is the combination and “SEQ ID NO: 1” (which 
is a fragment of the gene) is the subcombination. Written 
description of only the subcombination (in this example the 
fragment SEQ ID NO: 1) normally does not put one in posses- 
sion of the combination (in this example the gene). 

Likewise, generic claims to sequences can be viewed as a 
genus of such combination-subcombination claims. For 
example, a claim such as “A nucleic acid comprising SEQ ID 
NO: 1” can be viewed as a genus claim in which each member 
of the genus (each species) is itself a combination-subcombina- 
tion: Each member of the genus “nucleic acid” is a combination 
containing the subcombination “SEQ ID NO: 1” (which is a 
fragment of the nucleic acid). Again, the generic term “nucleic 
acid” does not typically present a written description problem 
because one skilled in the art can readily envision a sufficient 
number of members of the claimed genus to provide written 
description support for the genus.'® 


C. For each claimed species, determine whether there is 
sufficient written description to inform a skilled artisan 
that applicant was in possession of the claimed invention 
at the time the application was filed 


Written description may be satisfied through disclosure of 
relevant identifying characteristics, i.e., structure, other phys- 
ical and/or chemical characteristics, functional characteristics 
when coupled with a known or disclosed correlation between 
function and structure, or some combination of such character- 
istics.'" What is well known to one skilled in the art need not 
be disclosed."* If a skilled artisan would have understood the 
inventor to be in possession of the claimed invention at the 
time of filing, even if every nuance of the claims is not explicitly 
described in the specification, then the adequate description 
requirement is met." 

For each claimed species: 

(1) Determine whether a complete structure is disclosed. The 
complete structure of a species typically satisfies the require- 
ment that the description be set forth in “such full, clear, concise 
and exact terms” to show possession of the claimed invention.” 
If a complete structure is disclosed, the written description 
requirement is satisfied for that species, and a rejection under 
35 U.S.C. § 112 4 1 for lack of written description must not 
be made. 
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For example, consider the following claim: 


A probe for use in detecting nucleic acid sequences coding 
for enzyme Q from the genus Bacillus consisting of SEQ ID 
NO: 16.” 

Considering the claim as a whole, it is a species claim cov- 
ering the probe SEQ ID NO: 16.The specification discloses 
the complete sequence for SEQ ID NO: 16.Thus, this claim 
falls into the “safe harbor” described under C(1). 

(2) If the complete structure is not disclosed, determine 
whether the specification discloses other relevant identifying 
characteristics, i.e., physical and/or chemical characteristics 
and/or functional characteristics coupled with a known or dis- 
closed correlation between function and structure, sufficient to 
describe the claimed invention in such full, clear, concise and 
exact terms that a skilled artisan would recognize applicant 
was in possession of the claimed invention. Disclosure of any 
combination of such identifying characteristics that would lead 
one of skill in the art to the conclusion that the applicant was 
in possession of the claimed species is sufficient. In such a 
case, a rejection for lack of written description under 35 U.S.C. 
§ 112 4 1 must not be made. 

For example, consider the following claim: 


An isolated double-stranded DNA consisting of (1) a single- 
stranded DNA which has a molecular size of 2.57 Kb and is 
derived from golden mosaic virus, and (2) a DNA complemen- 
tary to said single-stranded DNA, giving the restriction endonu- 
clease cleavage map shown in FIG.2(a) and having no Mbo I 
restriction endonuclease site. 


Although the specification does not disclose the complete 
structure for the claimed DNA, it does disclose sufficient identi- 
fying characteristics, i.e., size, cleavage map, and source from 
which the DNA is derived. Thus, while this claim does not 
meet the C(1) criteria because the complete sequence is not 
disclosed, it does meet the C(2) criteria because one skilled in 
the art would recognize from the characteristics, e.g., size, map, 
source, that applicant was in possession of the claimed material 
at the time of filing. 

The following protein claim also falls within the C(2) criteria: 


An isolated alginate lyase enzyme wherein said enzyme lyses 
alginate in the mucous substance produced in a patient with 
cystic fibrosis and wherein said enzyme has the N-terminal 
amino acid sequence SEQ ID No. 1, obtained from Flavobacte- 
rium pepermentium and has the following physicochemical 
properties: (1) Activity: lyses alginate to saccharides having a 
non-reducing end C4-C5 double bond and ultimately to 4 
deoxy-5-ketouronic acid; (2) Molecular weight: 60,000 daltons; 
(3) Optimal pH: 8.0; (4) Stable pH: 6.0-8.0; (S) Optimal temper- 
ature: 70 degrees C; and (6) Substrate specificity: alginate. 

In this example, the specification discloses the molecular 
weight, origin, activity, and specificity but does not disclose 
the complete structure for the claimed enzyme. Thus, this claim 
would not meet the C(1) criteria because the complete sequence 
is not disclosed. However, the claim meets the C(2) criteria 
because, although the complete structure is not disclosed, one 
skilled in the art would recognize from the disclosed physical 
characteristics—e.g., molecular weight, origin, activity, and 
specificity—that applicant was in possession of the claimed 
material at the time of filing. 

In contrast, consider the following claim: 


An isolated nucleotide sequence consisting of the sequence 
of the reverse transcript of a human mRNA, which mRNA 
encodes insulin. 

The specification in this example provides the coding 
sequence for rat insulin but not that for human insulin. The 
description for the reverse transcript of human mRNA is limited 
to its function, encoding human insulin, and to a method for 
isolating the claimed sequence from its natural source. A 
sequence described only by a purely functional characteristic, 
without any known or disclosed correlation between that func- 
tion and the structure of the sequence, normally is not a suffi- 
cient identifying characteristic for written description purposes, 
even when accompanied by a method of obtaining the claimed 
species. In this case, even though a genetic code table would 
correlate a known insulin amino acid sequence with a genus 
of coding nucleic acids, the same table cannot predict the native, 
naturally occurring nucleic acid sequence of human mRNA or 
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its corresponding cDNA. Thus, the specification in this example 
does not provide adequate written description, either under the 
C(1) or C(2) criteria.” 

Any claim to a species that does not meet the test described 
under C(1) or C(2) must be rejected as lacking adequate written 
description under 35 U.S.C. § 112 { 1. 


D. For each claimed genus, determine whether there 
sufficient written description to inform a skilled artisan 
that applicant was in possession of the claimed genus at 
the time the application was filed 


The written description requirement for a claimed genus may 
be satisfied through sufficient description of a representative 
number of species by relevant identifying characteristics, i.e., 
structure or other physical and/or chemical characteristics, by 
functional characteristics coupled with a known or disclosed 
correlation between function and structure, or by a combination 
of such identifying characteristics, sufficient to show the appli- 
cant was in possession of the claimed genus.” A “representative 
number of species” requires that the species which are expressly 
described be representative of the entire genus. Thus, when 
there is substantial variation within the genus, it may require 
a description of the various species which reflect the variation 
within the genus. For example, a broadly drawn claim to a 
specific gene from ruminant mammals may require a represen- 
tative species from cattle, buffalo, bison, goat, deer, antelope, 
camel, giraffe and llama. 


What constitutes a “representative number” is an inverse 
function of the predictability of the art, as determined in IIA 
above. The number must be sufficient to reasonably identify 
the other members of genus. In an unpredictable art, adequate 
written description of a genus cannot be achieved by disclosing 
only one species within the genus. In fact, if the members 
of the genus are expected to vary widely in their identifying 
characteristics, such as structure and activity, written descrip- 
tion for each member within the genus may be necessary. 


Generalized descriptions alone, such as “vertebrate insulin 
cDNA” or “mammalian insulin cDNA,” fail to satisfy the 
written description requirement because they do not describe 
any members of the genus except by function without any 
known or disclosed correlation between function and struc- 
ture.“ If the correlation between structure and function in the 
art would not have been known to one skilled in the art and 
the specification does not describe the correlation, the written 
descriptive support cannot depend on that correlation. 


For each claim to a genus: 


(1) Determine whether a representative number of species 
have been described by complete structure as in C(1) above.If 
a representative number have been so described, then the appli- 
cant has written description support for the claimed genus and 
a rejection under § 112 41 for lack of written description must 
not be made. 


For example, consider the following claim to a genus: 


An isolated DNA probe for detecting HIV-X, wherein said 
DNA probe hybridizes to the nucleotide sequence set forth in 
SEQ ID NO:1 under the following conditions: hybridization 
in 7% sodium dodecyl sulfate (SDS), 0.5M NaPO, pH 7.0, 
ImM EDTA at 50° C.; and washing with 1% SDS at 42° C. 


In this case, the specification discloses the sequence of the 
isolated DNA molecule consisting of SEQ ID NO: | and dis- 
closes several sequences that hybridize to SEQ ID NO: 1. 
Hybridization under the stringent conditions specified here 
requires that the claimed nucleic acid probes be structurally 
similar to the complement of the nucleic acid sequence dis- 
closed as SEQ ID NO: |. In this case, the description as a 
whole is sufficient to evidence possession of the claimed genus 
because the genus is defined by relation to the structure of the 
sequence provided as SEQ ID NO: 1, and because several 
species are disclosed that possess the hybridization property 
which further defines the genus. Thus, this claim to a genus 
meets the D(1) criteria. 


(2) For each claim to a genus not supported as described 
under D(1), determine whether there is a representative number 
of adequately described species, as analyzed under C(2). The 
representative number must permit one skilled in the art to 
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reasonably identify the remaining members of the genus. If a 
representative number are so described, then the written 
description requirement is satisfied and, again, a rejection under 
§ 112 41 for lack of written description must not be made. 


For example, consider the following claim to a genus: 


A monoclonal antibody which specifically binds to the novel 
cancer associated TAG-31 antigen but which does not substan- 
tially bind normal adult human tissues, wherein said mono- 
clonal antibody has a binding affinity of greater than 3 times 
10° M" for TAG-31. 


Considering the claim as a whole, it is drawn to a genus of 
monoclonal antibodies. Although the specification does not 
disclose the complete structure of a representative number of 
species to support the claimed genus of antibodies, it does 
disclose multiple monoclonal antibodies which have the isotype 
claimed as well as the binding specificity and binding affinity 
characteristics recited in the claims. In this well-developed art, 
additional identifying characteristics for a substantial portion 
of the genus are well-known (e.g., number of chains, disulfide 
bonds, constant and variable regions, etc.). Thus, applicant’s 
disclosure combined with what was known in the art are suffi- 
cient to describe the claimed genus of monoclonal antibodies 
in such full, clear, concise and exact terms to show applicant 
was in possession of the claimed antibodies. Thus, the claim 
meets the D(2) criteria. 


As another example, consider the following claim to a genus: 


An isolated mutanase enzyme produced by Bacillus having 
the following physicochemical properties (1) to (9): (1) action: 
an ability to cleave alpha-1,3-glucosidic links of mutan; (2) 
substrate specificity: an ability to effectively decompose 
mutan;(3) optimum pH: pH 4 to 4.5 when reacting on a mutan 
substrate at 35 degrees C. for 10 minutes; (4) pH range for 
stability: pH 4 to 10 when kept at 25 degrees C for 24 hours; 
(5) optimum temperature: 50 degrees to 65 degrees C when 
reacted at pH 5 with mutan as a substrate; (6) thermal stability: 
enzyme activity remains stable below SO degrees C after incuba- 


tion at pH 5 for 10 minutes; (7) effect of metal ions: mercury 
and silver show inhibitory effect on a mutan substrate; (8) effect 
of inhibitors: p-chloromercurybenzoic acid shows inhibitory 
effect on a mutan substrate; and (9) molecular weight: about 
140,000 to about 160,000 as determined by SDS-polyacryl- 
amide gel electrophoresis. 


Considering the claim as a whole, it covers a genus of muta- 
nase enzymes. Although the specification does not disclose the 
complete structure of a representative number of species to 
support the claimed genus of enzyme compositions, it does 
disclose 3 mutanase species produced by different strains of 
Bacillus (mutanases A, B and C) which are identified by mul- 
tiple relevant identifying characteristics, i.e., molecular weight, 
substrate specificity, optimum and ranges of temperature and 
pH for mutan cleavage activity, etc. In this well-developed 
art, these identifying characteristics are sufficient for a skilled 
artisan to recognize applicant had possession of the species from 
the identifying characteristics of the three mutanase species, to 
reasonably predict sufficient identifying characteristics of the 
other members of the genus and, thus, establish possession of 
the genus. Thus, the claim meets the D(2) criteria. 


As another example, consider the following claim to a genus: 


A DNA comprising a novel DF3 enhancer and DNA 
encoding a heterologous gene but not encoding DF3 wherein 
said DF3 enhancer consists of SEQ ID NO: 1. 


Considering the claim as a whole, it covers a genus of DNA. 
The specification does not describe a representative number of 
members of the genus by complete structure. Thus, the claim 
does not meet the D(1) criteria. However, there is sufficient 
disclosure of identifying characteristics common to the mem- 
bers of the genus, i.e., DF3 enhancer, to meet the D(2) criteria. 
Because of the nature of the generic term “DNA,” one skilled 
in the art could envision a sufficient number of the members 
of the genus to describe the invention in such full, clear and 
concise terms as to show possession of the invention at the 
time of filing. 
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An isolated nucleic acid comprising the structure of the 
reverse transcript of a mammalian mRNA, which mRNA 
encodes insulin. 


Considering the claim as a whole, the claim covers the genus 
of nucleotide sequences encoding mammalian insulin. The 
specification only provides the coding sequence for rat insulin 
cDNA and a method to isolate the coding sequence from its 
natural source.” This description does not meet the criteria of 
D(1) or D(2) and thus does not satisfy the written description 
requirement. 


Also contrast the claim “A gene comprising SEQ ID NO: 
1.” Although all genes encompassed by this claim share the 
characteristic of comprising SEQ ID NO: |, and as such might 
appear to meet the D(2) criteria, there is insufficient description 
of the characteristics (e.g., promoters, enhancers, coding 
regions, and other regulatory elements) which identify the 
genes, as opposed to any DNA comprising SEQ ID NO: 1. 


If sufficient identifying characteristics are not disclosed for 
a given genus, as described in D(1) or D(2), the claim to that 
genus must be rejected as lacking adequate written description 
under 35 U.S.C. § 112 41. 


III. Complete Patentability Determination Under All 
Statutory Requirements and Clearly Communicate Find- 
ings, Conclusions and Their Bases 


The above only describes how to determine whether the 
written description requirement of 35 U.S.C. § 112 4 1 is 
satisfied. Regardless of the outcome of that determination, 
Office personnel must complete the patentability determination 
under all the relevant statutory provisions of the Patent Act. 


Once Office personnel have concluded analysis of the 
claimed invention under all the statutory provisions, including 
35 U.S.C. §§ 101, 112, 102 and 103, they should review all the 
proposed rejections and their bases to confirm their correctness. 
Only then should any rejection be imposed in an Office action. 
The Office action should clearly communicate the findings, 
conclusions and reasons which support them. 


Specific to these guidelines: 


A. For each claim lacking written description support, 
reject the claim under section 112, { 1, for lack of adequate 
written description 


In rejecting a claim, set forth express findings of fact 
regarding the above analysis which support the lack of written 
description conclusion. These findings should: 


(1) identify the claim limitation not described; and 


(2) provide reasons why a person skilled in the art at the 
time the application was filed would not have recognized the 
description of this limitation in view of the disclosure of the 
application as filed. 


When appropriate, suggest amendments to the claims which 
would bring the claims into compliance with the written 
description in the specification, bearing in mind the prohibition 
against new matter in the claims and corresponding description 
set forth in 35 U.S.C. §§ 112 and 132. 


B. Upon reply by applicant, again determine the patent- 
ability of the claimed invention, including whether the 
written description requirement is satisfied by performing 
the analysis described above in view of the whole record 


Upon reply by applicant, before repeating any rejection under 
Section 112 4 1 for lack of written descriptive basis, review 
the basis for the rejection in view of the record as a whole, 
including amendments, arguments and any evidence submitted 
by applicant. If the whole record now demonstrates that the 
written description requirement is satisfied, do not repeat the 
rejection in the next Office action. If the record still does not 
demonstrate that written description is adequate to support the 
claim(s), repeat the rejection under 35 U.S.C. § 112 41, fully 
respond to applicant’s rebuttal arguments, and properly treat 
any further showings submitted by applicant in the reply. Any 





1218 TMOG 82 
(80) 


affidavits, including those relevant to the § 112 4 1 written 
description requirement, must be thoroughly analyzed and dis- 
cussed in the Office action. 


ENDNOTES 


1. 119 F.3d 1559, 43 USPQ2d 1398 (Fed. Cir. 1997). 
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3. 927 F.2d 1200, 18 USPQ2d 1016 (Fed. Cir. 1991). 
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6. 35 U.S.C. §§ 132 & 251. 
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see Martin v. Mayer, 823 F.2d 500, 502, 3 USPQ2d 1333, 
1335 (Fed. Cir. 1987). 
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USPQ 702 (CCPA 1980) (original claims constitute their own 
description); Jn re Gardner, 475 F.2d 1389, 177 USPQ 396 
(CCPA 1973) (accord); In re Wertheim, 541 F.2d 257, 191 
USPQ 90 (CCPA 1976) (accord). It is now well-accepted that 
a Satisfactory description can be mined from the claims or any 
other portion of the originally filed specification. 


These early opinions did not address the quality or specificity 
of particularity that was required in the description, i.e., how 
much description is enough. 


8. See Eli Lilly, 119 F.3d at 1566, 43 USPQ2d at 1404. 


9. See In re Smith, 458 F.2d 1389, 1395, 173 USPQ 679, 683 
(CCPA 1972) (“Precisely how close [to the claimed invention] 
the description must come to comply with § 112 must be left 
to a case-by-case development.”); In re Wertheim, 541 F.2d 
257, 262, 191 USPQ 90, 96 (CCPA 1976) (inquiry is primarily 
factual and depends on the nature of the invention and the 
amount of knowledge imparted to those skilled in the art by 
the disclosure). 


10. Wertheim, 541 F.2d at 262, 191 USPQ at 96. 


11. See Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 1406 (written 
description requirement not satisfied by merely providing “a 
result that one might achieve if one made that invention”); Jn 
re Wilder, 736 F.2d 1516, 1521, 222 USPQ 369, 372-73 (Fed. 
Cir. 1984) (affirming a rejection for lack of written description 
because the specification does “little more than outline goals 
appellants hope the claimed invention achieves and the prob- 
lems the invention will hopefully ameliorate”). 


12. See, e.g., Inre Morris, 127 F.3d 1048, 1053-54, 44 USPQ2d 
1023, 1027 (Fed. Cir. 1997). 


13. See, e.g., Ex parte Davis, 80 USPQ 448, 450 (1948) (“com- 
prising” leaves the “claim open for the inclusion of unspecified 
ingredients even in major amounts”.), quoted with approval in 
Moleculon Research Corp v. CBS, Inc., 793 F.2d 1261, 1271, 
229 USPQ 805, 812 (Fed. Cir. 1986). 
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14. See Pac-Tec Inc. v. Amerace Corp., 903 F.2d 796, 801, 
14 USPQ2d 1871, 1876 (Fed. Cir. 1990) (determining that 
preamble language that constitutes a structural limitation is 
actually part of the claimed invention). 


15. An applicant shows possession of the claimed invention 
by describing the claimed invention with ail of its limitations. 
Lockwood v. American Airlines, Inc., 107 F.3d 1565, 1572, 41 
USPQ2d 1961, 1966 (Fed. Cir. 1997). 


16. E.g., Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 1405-06. 


17. A “relevant identifying characteristic” is one that would 
provide evidence that applicant was in possession of what is 
claimed. For example, the presence of a restriction enzyme 
map of a gene may be relevant to a statement that the gene 
has been isolated. One skilled in the art could determine whether 
the gene disclosed was the same as or different than a gene 
isolated by another by comparing the restriction enzyme map. 
In contrast, evidence that the gene could be digested with a 
nuclease would not normally represent a relevant characteristic 
since any gene would be digested with a nuclease. 


Examples of identifying characteristics include a sequence, 
structure, binding affinity, binding specificity, molecular 
weight and length. Although structural formulas provide a con- 
venient method of demonstrating possession of specific mole- 
cules, other identifying characteristics can demonstrate the 
requisite possession. For example, unique cleavage by partic- 
ular enzymes, isoelectric points of fragments, detailed restric- 
tion enzyme maps, a comparison of enzymatic activities, or 
antibody cross reactivity may be sufficient to show possession 
of the claimed invention to one of skill in the art. See Lockwood 
v. American Airlines, Inc., 107 F.3d 1565, 1572, 41 USPQ2d 
1961, 1966 (1997) (“written description” requirement may be 
satisfied by using “such descriptive means as words, structures, 
figures, diagrams, formulas, etc. that fully set forth the claimed 
invention”). 


However, a definition by function alone “does not suffice” 
to sufficiently describe a coding sequence “because it is only 
an indication of what the gene does, rather than what it is.” 
Eli Lilly, 119 F.3 at 1568, 43 USPQ2d at 1406. See also Fiers, 
984 F.2d at 1169-71, 25 USPQ2d at 1605-06 (discussing 
Amgen). 


18. See Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 
F.2d 1367, 1379-80, 231 USPQ 81, 90 (Fed. Cir. 1986). 


19. See, e.g., Vas-Cath, 935 F.2d at 1563, 19 USPQ2d at 1116; 
Martin v. Johnson, 454 F.2d 746, 751, 172 USPQ 391, 395 
(CCPA 1972) (stating “the description need not be in ipsis 
verbis to be sufficient”). 


20. 35 U.S.C. § 112 41. Cf. Fields v. Conover, 443 F.2d 1386, 
1392, 170 USPQ 276, 280 (CCPA 1971) (finding a lack of 
written description because the specification lacked the “full, 
clear, concise, and exact written description” which is necessary 
to support the claimed invention). 


21. The examples contained within these guidelines are not 
intended to represent the minimum requirements necessary to 
comply with 35 U.S.C. § 112 41. 


22. See Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 1406. 
23. See id. at 1568, 43 USPQ2d at 1406. 


24. Cf. Eli Lilly, 119 F.3d at 1567, 43 USPQ2d at 1405 (stating 
that “The name cDNA is not itself a written description of 
that DNA; it conveys no distinguishing information conceming 
itself.”). 


25. See id. 1568, 43 USPQ2d at 1406. 
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FLOW CHART TO 
Evaluate Whether The Application Complies 
With the “Written Description” Requirement 


Review the entire application to determine what applicant has invented, 
the field of the invention and the lewel of predictability in the art 


For each claim, determine what the claim as « whole covers 


Yor each claimed species, determine For each claimed genus, determine 


whether applicant was in possession of whether applicant was in possession of 
the claimed species 


Rep. 


species by 

sufficient 
identifying 
characteristics? 


WRITTEN DESCRIPTION REQUIREMENT SATISFIED 


Im ALL CASES, 
Complete Patentability Determination Under All Statutory 


Requirements and Clearly Communicate Findings, Conclusions 
and Their Bases 


For each claim lacking written description support, 
reject the claim under section 112, @ 1, for lack of 
adequate written descriptioca 


Upom reply by applicant, again determine the patentability 
of the claimed invention, including whether the written 
description requirement is satisfied by performing the 
analysis described above in view of the whole record 
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(81) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 
37 CFR Part 1 
RIN: 0651-AA88 


Requirements for Patent Applications 
Containing Nucleotide Sequence and/or 
Amino Acid Disclosures; Correction 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Correcting amendments. 


SUMMARY: This document contains a correction to the rules 
relating to the format for nucleotide and/or amino acid sequence 
disclosures in patent applications. 


EFFECTIVE DATE: September 10, 1998. 


FOR FURTHER INFORMATION CONTACT: Esther M. 
Kepplinger, by telephone at (703) 308-1495; by mail addressed 
to: Box Comments - Patents, Assistant Commissioner for 
Patents, Washington, DC 20231 marked to her attention; by 
facsimile to (703) 305-3935; or by electronic mail at esther.kep- 
plinger@uspto.gov. 

SUPPLEMENTARY INFORMATION: Appendix B to 
Subpart G to Part | of title 37 of the Code of Federal Regulations 
is a listing entitled “Headings for Information Items in § 1.823.” 
It contains the headings that were required prior to the June 
1, 1998, amendment of the rules. 


On June |, 1998, the Patent and Trademark Office published 
a final rule entitled “Requirements for Patent Applications Con- 
taining Nucleotide Sequence and/or Amino Acid Disclosures” 
in the Federal Register (63 FR 29620). The listing of headings 
in Appendix B is no longer correct in view of the final rule. 
The headings adopted in the final rule replaced those used in 
Appendix B. For this reason, Appendix B should have been 
removed from the final rule. Because Appendix B may be 
misleading, it is now being removed. 


List of Subjects in 37 CFR Part | 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Incorporation by reference, 
Reporting and recordkeeping requirements, Small businesses. 


PART | - RULES OF PRACTICE IN PATENT CASES 


Accordingly, 37 CFR Part | is corrected by making the 
following correcting amendment: 


1. The authority citation for Part | continues to read as 
follows: 

Authority: 35 U.S.C. 6, unless otherwise noted. 
Appendix B To Subpart G To Part | [Corrected] 

2. Remove Appendix B To Subpart G To Part 1. 


September 8, 1998 ALBIN F. DROST 
Deputy Solicitor 
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(82) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 


37 CFR Part 1 
[Docket No: 960828235-8109-02] 
RIN: 0651-AA88 


Requirements for Patent Applications 
Containing Nucleotide Sequence and/or 
Amino Acid Disclosures 
AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule 


SUMMARY: The Patent and Trademark Office (PTO) is 
amending the rules for submitting nucleotide or amino acid 
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sequences in computer readable form (CRF) for patent applica- 
tions. These amendments simplify the requirements of the rules, 
rearrange portions of the rules for better understanding and 
establish consistent rules to permit a single internationally 
acceptable computer readable form. Sequence Listings will be 
presented in an international, language neutral format using 
numeric identifiers rather than the current subject headings. 
The Paper Sequence Listing will preferably be a separately 
numbered section of the patent application. Sequences which 
contain fewer than four specifically identified nucleotides or 
amino acids will no longer be required to be submitted in 
computer readable form. 


DATES: EFFECTIVE DATE: July 1, 1998. 

The incorporation by reference of certain publications listed 
in the regulations is approved by the Director of the Federal 
Register as of July i, 1998. 


APPLICABILITY DATE: Sections 1.821 through 1.825 as 
amended apply to applications filed on or after July 1, 1998, 
except for: (1) applications that claim the benefit of a prior 
application under 35 U.S.C. 120 filed before July 1, 1998, and 
which do not add subject matter involving a sequence listing 
subject to §§ 1.821 through 1.825; and (2) reissue applications 
in which the application for the patent sought to be reissued 
was filed before July 1, 1998. Sections 1.821 through 1.825 
apply during a reexamination proceeding if the application for 
the patent sought to be reexamined was filed on or after July 
1, 1998. 


FOR FURTHER INFORMATION CONTACT: Esther M. 
Kepplinger, by telephone at (703) 308-1495; by mail addressed 
to: Box Comments - Patents, Assistant Commissioner for 
Patents, Washington, DC 20231 marked to her attention; by 
facsimile to (703) 305-3935; or by electronic mail at esther.kep- 
plinger@uspto.gov. 


SUPPLEMENTAL INFORMATION: Sections 1.821 
through 1.825 of title 37 provide a standardized format for the 
description of nucleotide and amino acid sequence data in patent 
applications and require the submission of such sequences in 
computer readable form (CRF).Sections 1.821 through 1.825 
provide the following benefits to the PTO: (1) improved search 
capabilities; (2) improved interference detection; (3) more effi- 
cient examination; (4) cost savings for the input of the sequence 
data; (5) more efficient and accurate printing of sequences in 
patents; (6) exchange of the sequence data with other patent 
offices electronically; and (7) improved public access to the 
sequences electronically. 


REASONS FOR THE CHANGES 


In response to the needs of our customers, the procedural 
requirements found in former §§ 1.821 through 1.825 have 
been reduced. Sections 1.821 through 1.825 are being amended 
to be consistent with World Intellectual Property Organization 
(WIPO) Standard ST.25 (signed in 1998 and effective July 1, 
1998). ST.25 replaces WIPO Standards ST.23 and ST.24 which 
deal with paper and electronic submissions of sequence listings. 


A Meeting of International Authorities (MIA) under the Patent 
Cooperation Treaty (PCT) was held in November of 1994 to 
discuss simplification of sequence listing submission require- 
ments. 


Under the previous PCT Regulations, each International 
Searching Authority, each International Preliminary Examining 
Authority and each designated/elected office was free to set 
the requirements for submission of sequence listings in paper 
and electronic form. This imposed a burden on applicants by 
requiring them to prepare sequence listings in many different 
formats. In addition, sequence listings were required to be 
translated for consideration in the national stage at considerable 
cost to applicants and at the risk that the information could be 
inaccurately translated. 


After the November 1994 MIA, the PTO, the European Patent 
Office (EPO) and the Japanese Patent Office (JPO) worked 
together with WIPO to create a new international standard 
which forms the basis of WIPO Standard ST.25 (1998). Sections 
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1.821 through 1.825 of 37 CFR, as amended herein, are consis- 
tent with WIPO Standard ST.25 (1998) and the PCT sequence 
listing requirements. Sequence listings prepared in accordance 
with §§ 1.821 through 1.825 as amended generally will be 
acceptable in all countries which adhere to WIPO Standard 
ST.25 (1998). In addition, a sequence listing prepared in accor- 
dance with the §§ 1.821 through 1.825 as amended will be 
acceptable for the national stage in all PCT member countries 
which require the submission of a sequence listing. As a result 
of this rule change, applicants will experience a reduction in 
cost since only one sequence listing in paper and electronic 
form will need to be prepared and translations of this listing 
will not be needed. 


All necessary changes to the text of §§ 1.821 through 1.825 
to reflect the new WIPO Standard ST.25 (1998), have been 
made. Each change is described below. 


OVERVIEW OF THE CHANGES 
The changes in this Final Rule include: 


(1) use of numeric identifiers to replace the language subject 
headings within the submission; 

(2) elimination of unnecessary and confusing data elements; 

(3) movement of the paper Sequence Listing to the end of 
the application, preferably with separately numbered pages; 

(4) elimination of the requirement to provide a submission 
for sequences with fewer than four specifically defined nucleo- 
tides or amino acids; 

(5) use of lower-case one-letter codes for nucleotide bases; 

(6) rearrangement of portions of the rules to improve their 
context; 

(7) clarification and simplification of the rules to aid in 
understanding; and 

(8) minor changes to accomplish harmonization with WIPO 
Standard ST.25 (1998) as well as the EPO and the JPO stan- 
dards. 


Amended §§ 1.821 through 1.825 are not mandatory for: (1) 
applications that claim the benefit of a prior application under 
35 U.S.C. 120 filed before July 1, 1998, and which do not add 
subject matter involving a sequence listing subject to §§ 1.821 
through 1.825; (2) reissue applications in which the application 
for the patent sought to be reissued was filed before July 1, 
1998; and (3) reexamination proceedings if the application for 
the patent sought to be reexamined was filed before July 1, 
1998. The PTO will accept and encourages the submission of 
sequence listings in compliance with amended §§ 1.821 through 
1.825 for any application or reexamination proceeding. All 
sequence listings (including the entire computer readable form) 
must be submitted in compliance with either §§ 1.821 through 
1.825 as amended in this Final Rule or (when permitted) former 
§§ 1.821 through 1.825. 


If the CRF for a new application would be identical to a com- 
pliant CRF already on file in the PTO, the applicant may make 
reference to the other application and the CRF in lieu of filing 
a duplicate CRF in the new application by following the proce- 
dures set forth in § 1.821(e). If exceptional circumstances do 
arise and certain applicants experience specific hardships in 
attempting to comply with amended §§ 1.821 through 1.825, 
the PTO will consider a petition under § 1.183 to waive certain 
requirements of §§ 1.821 through 1.825. 


A Notice of Proposed Rulemaking entitled “Changes Imple- 
menting Nucleotide and/or Amino Acid Sequence Listings” 
(Notice of Proposed Rulemaking) was published in the Federal 
Register at 61 FR 51855 (October 4, 1996), and in the Official 
Gazette of the Patent and Trademark Office, at 1191 Off. Gaz. 
Pat. Office 168 (October 29, 1996). Sections 1.821 through 
1.825 as adopted contain several changes from these sections. 
This Final Rule provides a discussion of the content of the 
specific rules being amended, description of the changes in 
the text of the proposed rules, and explanation of the reasons 
supporting the changes. In addition, comments received in 
response to the Notice of Proposed Rulemaking are analyzed. 
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Discussion of Specific Rules and Changes from the Proposed 
Rules: 


Title 37 of the Code of Federal Regulations, Part |, is amended 
as follows. 


SECTION 1.77 


The proposed change to 37 CFR 1.77 was previously adopted. 
See Miscellaneous Changes to Patent Practice; Final Rule, 61 
FR 42790 (August 19, 1996), 1190 Off. Gaz. Pat. Office 67 
(September 17, 1996). 


Section 1.821 


Section 1.821 incorporates by reference the World Intellectual 
Property Organization (WIPO) Handbook on Industrial Prop- 
erty Information and Documentation, Standard ST.25 (1998), 
including Tables | through 6 of Appendix 2, in accordance 
with 5 U.S.C. 552(a) and 1 CFR part 51. Copies may be obtained 
from the World Intellectual Property Organization; 34 chemin 
des Colombettes; 1211 Geneva 20 Switzerland. Copies may 
be inspected at the Patent Search Room; Crystal Plaza 3, Lobby 
Level; 2021 South Clark Place; Arlington, VA 22202. Copies 
may also be inspected at the Office of the Federal Register, 
800 North Capitol Street, NW, Suite 700, Washington, DC 
20408. These Tables are reproduced below. 


WIPO Standard ST.25 (1998), Appendix 2, Table 1, provides 
that the bases of a nucleotide sequence should be represented 
using the following one-letter code for nucleotide sequence 
characters: 


Table 1: one letter codes for nucleotide sequences 


Symbol Meaning Origin of 
designation 
adenine 
guanine 
cytosine 
thymine 

u uracil 

gora purine 

Vu orc pyrimidine 

aorce amino 

g or vu keto 

gore strong interactions 3 

H-bonds 

weak interactions 2 

H-bonds 

not a 

not c 

not g 

not t, not u 

any 


a 
8g 
c 
t 
u 
r 
y 
m 
k 
s 


< 


aor Vu 


gorcorvu 
aor gor vu 
aorc or tu 
aorgorc 

(a or g orc or 
Vu) or (unknown 
or other) 


pe mags 


WIPO Standard ST.25 (1998), Appendix 2, Table 2, provides 
that modified bases may be represented as the corresponding 
unmodified bases in the sequence itself, if the modified base 
is one of those listed below and the modification is further 
described in the Feature section of the Sequence Listing. The 
codes from the list below may be used in the description ( i.e., 
the specification and drawings, or in the Sequence Listing) but 
these codes may not be used in the sequence itself. 


Table 2: modified bases 
Symbol Meaning 


ac4c 4-acetyl cytidine 

chmSu 5-(carboxyhydroxy!methyl)uridine 

cm 2-O-methylcytidine 

cmnm5s2u 5-carboxymethylaminomethy1-2- 
thiouridine 

cmnmS5Su 5-carboxymethylaminomethyluridine 

d dihydrouridine 

fm 2-O-methylpseudouridine 

gal q beta, D-galactosylqueuosine 
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Symbol 


gm 
I 

16a 

mila 

milf 

mlg 

mli 
m22g 
m2a 

m2g 

m3c 

mS5c 

m6a 

m7g 
mam5u 
mamS5s2u 
man q 
mem5s2u 
memSu 
moSu 
ms2i6a 
ms2t6a 


mt6a 
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Meaning 

2-O-methyl guanosine 

inosine 

N6-isopentenyladenosine 
1-methyladenosine 
1-methylpseudouridine 
1-methylguanosine 

1-methylinosine 
2,2-dimethylguanosine 
2-methyladenosine 
2-methylguanosine 

3-methylcytidine 

5-methylcytidine 
N6-methyladenosine 
7-methylguanosine 
5-methylaminomethyluridine 
5-methoxyaminomethy]-2-thiouridine 
beta, D-mannosylqueuosine 
5-methoxycarbony|methy]-2-thiouridine 
5-methoxycarbonylmethyluridine 
5-methoxyuridine 
2-methylthio-N6-isopentenyladenosine 
N-((9-beta-D-ribofuranosy1-2- 
methylthiopurine-6-yl) carbamoy]) 
threonine 
N-((9-beta-D-ribofuranosy|purine- 
6-yl)N- methylcarbamoyl) threonine 
uridine-5-oxyacetic acid-methylester 
uridine-5-oxyacetic acid 
wybutoxosine 

pseudouridine 

queuosine 

2-thiocytidine 

5-methy!-2-thiouridine 

2-thiouridine 

4thiouridine 

5-methyluridine 
N-((9-beta-D-ribofuranosy|purine-6-y1)- 
carbamoy])threonine 
2-O-methy]-5-methyluridine 
2-O-methyluridine 

wybutosine 
3-(3-amino-3-carboxy-propy|)uridine, 
(acp3)u 


WIPO Standard ST.25 (1998), Appendix 2, Table 3, provides 
that the amino acids should be represented using the following 
three-letter code with the first letter as a capital. 


Table 3: amino acid three-letter codes 
Symbol Meaning 
Ala 
Cys 


Asp 
Glu 


Alanine 
Cysteine 
Aspartic Acid 
Glutamic Acid 
Phe Phenylalanine 
Gly Glycine 

His Histidine 

lle Isoleucine 

Lys Lysine 


Table 5: Feature keys related to nucleotide sequences 
Key Description 


allele 
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Symbol § Meaning 


Leu 
Met 
Asn 
Pro 


Leucine 
Methionine 
Asparagine 
Proline 
Gin Glutamine 
Arg Arginine 
Ser Serine 

Thr Threonine 
Val Valine 

Trp Tryptophan 
Tyr Tyrosine 
Asx Asp or Asn 
Glx Glu or Gin 
Xaa unknown or other 


WIPO Standard ST.25 (1998), Appendix 2, Table 4, provides 
that modified and unusual amino acids may be represented as 
the corresponding unmodified amino acids in the sequence 
itself if the modified or unusual amino acid is one of those 
listed below and the modification is further described in the 
Feature section of the Sequence Listing. The codes from the 
list below may be used in the description (i.e., the specification 
and drawings, or in Sequence Listing) but these codes may not 
be used in the sequence itself. 


Table 4: modified and unusual amino acid codes 
Symbol Meaning 


Aad 2-Aminoadipic acid 

bAad 3-aminoadipic acid 

bAla beta-Alanine, beta-Aminopropionic acid 
Abu 2-Aminobutyric acid 

4Abu 4-Aminobutyric acid, piperidinic acid 
Acp 6-Aminocaproic acid 

Ahe 2-Aminoheptanoic acid 
Aib 2-Aminoisobutyric acid 
bAib 3-Aminoisobutyric acid 
Apm 2-Aminopimelic acid 

Dbu 2,4-Diaminobu tyric acid 
Des Desmosine 

Dpm 2,2-Diaminopimelic acid 
Dpr 2,3-Diaminopropionic acid 
EtGly N-Ethylglycine 
N-Ethylasparagine 
Hydroxylysine 
allo-Hydroxylysine 

3Hyp 3-Hydroxyproline 

4Hyp 4-Hydroxyproline 

Ide Isodesmosine 

alle allo-Isoleucine 

MeGly N-Methylglycine, sarcosine 
Melle N-Methylisoleucine 

MeLys 6-N-Methyllysine 

MeVal N-Methylvaline 

Nva Norvaline 

Nle Norleucine 

Om Omithine 


EtAsn 
Hyl 
aHy! 


WIPO Standard ST.25 (1998), Appendix 2, Table 5 provides 
for feature keys related to DNA sequences. 


a related individual or strain contains stable, alternative forms of the same gene which differs from the 


presented sequence at this location (and perhaps others) 


attenuator 
of some bacterial operons; 


1) region of DNA at which regulation of termination of transcription occurs, which controls the expression 


2) sequence segment located between the promoter and the first structural gene that causes partial 


termination of transcription 
C_ region 


constant region of immunoglobulin light and heavy chains, and T-cell receptor alpha, beta, and gamma 


chains. Includes one or more exons depending on the particular chain 


CAAT _signal 


CAAT box; part of a conserved sequence located about 75 bp up-stream of the start point of eukaryotic 
transcription units which may be involved in RNA polymerase binding; consensus=GG (C or T) CAATCT 
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CDS 


conflict 


D-loop 


D-segment 


enhancer 


exon 
GC_signal 


gene 
iDNA 
intron 
J_segment 


LTR 


mat_peptide 


misc_binding 
misc_difference 
misc_eature 
misc_recomb 
misc_RNA 


misc_signal 


misc_structure 
modified_base 
mRNA 


mutation 
N_region 
old_sequence 
polyA_signal 


polyA_site 
precursor RNA 


prim_transcript 


primer_bind 


promoter 
protein_bind 
RBS 
repeat_region 
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coding sequence; sequence of nucleotides that corresponds with the sequence of amino acids in a protein 

(location includes stop codon). Feature includes amino acid conceptual translation 

independent determinations of the same sequence differ at this site or region 


displacement loop; a region within mitochondrial DNA in which a short stretch of RNA is paired with 
one strand of DNA, displacing the original partner DNA strand in this region; also used to describe the 
displacement of a region of one strand of duplex DNA by a single stranded invader in the reaction 
catalyzed by RecA protein 


diversity segment of immunoglobulin heavy chain, and T-cell receptor beta chain 


a cis-acting sequence that increases the utilization of (some) eukaryotic promoters, and can function in 
either orientation and in any location (upstream or downstream) relative to the promoter 


region of genome that codes for portion of spliced mRNA; may contain 5’UTR, all CDSs, and 3° UTR 


GC box; a conserved GC-rich region located upstream of the start point of eukaryotic transcription units 
which may occur in multiple copies or in either orientation; consensus=GGGCGG 


region of biological interest identified as a gene and for which a name has been assigned 
Intervening DNA; DNA which is eliminated through any of several kinds of recombination 


a segment of DNA that is transcribed, but removed from within the transcript by splicing together the 
sequences (exons) on either side of it 


joining segment of immunoglobulin light and heavy chains, and T-cell receptor alpha, beta, and gamma- 
chains 


long terminal repeat, a sequence directly repeated at both ends of a defined sequence, of the sort typically 
found in retroviruses 


mature peptide or protein coding sequence; coding sequence for the mature or final peptide or protein 
product following post-translational modification. The location does not include the stop codon (unlike 
the corresponding CDS) 


site in nucleic acid which covalently or non-covalently binds another moiety that cannot be described 
by any other Binding key (primer_bind or protein_bind) 

feature sequence is different from that presented in the entry and cannot be described by any other 
Difference key (conflict, unsure, old_sequence, mutation, variation, allele, or modified_base) 

region of biological interest which cannot be described by any other feature key; a new or rare feature 


site of any generalized, site-specific or replicative recombination event where there is a breakage and 
reunion of duplex DNA that cannot be described by other recombinztion keys (iDNA and virion) or 
qualifiers of source key (/insertion_seq,/transposon,/proviral) 


any transcript or RNA product that cannot be defined by other RNA keys (prim_transcript, precursor 
RNA, mRNA, S’clip, 3’clip, 5° UTR, 3’ UTR, exon, CDS, sig_peptide, transit_peptide, mat_peptide, intron, 
polyA_site, rRNA, tRNA, scRNA, and snRNA) 


any region containing a signal controlling or altering gene function or expression that cannot be described 
by other Signal keys (promoter,CAAT_signal, TATA_signal, -35_signal, -10_signal, GC_signal, RBS, 
polyA_signal, enhancer, attenuator, terminator, and rep_origin) 


any secondary or tertiary structure or conformation that cannot be described by other Structure keys 
(stem_loop and D-loop) 


the indicated nucleotide is a modified nucleotide and should be substituted for by the indicated molecule 
(given in the mod_base qualifier value) 


messenger RNA; includes 5’untranslated region (S’ UTR), coding sequences (CDS, exon) and 3’untrans- 
lated region (3’ UTR) 


a related strain has an abrupt, inheritable change in the sequence at this location 
Extra nucleotides inserted between rearranged immunoglobulin segments 
the presented sequence revises a previous version of the sequence at this location 


recognition region necessary for endonuclease cleavage of an RNA transcript that is followed by polyade- 
nylation; consensus=AATAAA 


site on an RNA transcript to which will be added adenine residues by post- transcriptional polyadenylation 


any RNA species that is not yet the mature RNA product; may include S’clipped region (S’clip), 
5’untranslated region (5’ UTR), coding sequences (CDS, exon), intervening sequences (intron), 3’untrans- 
lated region (3’UTR), and 3’clipped region (3’clip) 


primary (initial, unprocessed) transcript; includes 5’clipped region (S’clip), 5’ untranslated region 
(S°’UTR), coding sequences (CDS, exon), intervening sequences (intron), 3’untranslated region (3’ UTR), 
and 3’clipped region (3’clip) 


Non-covalent primer binding site for initiation of replication, transcription, or reverse transcription. 
Includes site(s) for synthetic e.g., PCR primer elements 


region on a DNA molecule involved in RNA polymerase binding to initiate transcription 
non-covalent protein binding site on nucleic acid 
ribosome binding site 


region of genome containing repeating units 
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repeat_unit 
rep_origin 
rRNA 


S_region 


satellite 


scRNA 
sig_peptide 


snRNA 


STS 


TATA signal 


terminator 
transit_peptide 
tRNA 

unsure 
V_region 


V_segment 


variation 
3’clip 
3';UTR 
5’clip 
S’UTR 
-10_signal 


-35_signal 
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single repeat element 

origin of replication; starting site for duplication of nucleic acid to give two identical copies 

mature ribosomal RNA; the RNA component of the ribonucleoprotein particle (ribosome) which assembles 
amino acids into proteins 


Switch region of immunoglobulin heavy chains. Involved in the rearrangement of heavy chain DNA 
leading to the expression of a different immunoglobulin class from the same B-cell 


many tandem repeats (identical or related) of a short basic repeating unit, many have a base composition 
or other property different from the genome average that allows them to be separated from the bulk 
(main band) genomic DNA 


small cytoplasmic RNA; any one of several small cytoplasmic RNA molecules present in the cytoplasm 
and (sometimes) nucleus of a eukaryote 


signal peptide coding sequence; coding sequence for an N-terminal domain of a secreted protein; this 
domain is involved in attaching nascent polypeptide to the membrane; leader sequence 


small nuclear RNA; any one of many small RNA species confined to the nucleus; several of the snRNAs 
are involved in splicing or other RNA processing reactions 


identifies the biological source of the specified span of the sequence. This key is mandatory. Every entry 
will have, as a minimum, a single source key spanning the entire sequence. More than one source key 
per sequence is permissible 

hairpin; a double-helical region formed by base-pairing between adjacent (inverted) complementary 
sequences in a single strand of RNA or DNA 


Sequence Tagged Site. Short, single-copy DNA sequence that characterizes a mapping landmark on the 
genome and can be detected by PCR. A region of the genome can be mapped by determining the order 
of a series of STSs 


TATA box; Goldberg-Hogness box; a conserved AT-rich septamer found about 25 bp before the start 
point of each eukaryotic RNA polymerase II transcript unit which may be involved in positioning the 
enzyme for correct initiation; consensus=TATA(A or T)A(A or T) 


sequence of DNA located either at the end of the transcript or adjacent to a promoter region that causes 
RNA polymerase to terminate transcription; may also be site of binding of repressor protein 


transit peptide coding sequence; coding sequence for an N-terminal domain of a nuclear-encoded orga- 
nellar protein; this domain is involved in post- translational import of the protein into the organelle 


mature transfer RNA, a small RNA molecule (75-85 bases long) that mediates the translation of a nucleic 
acid sequence into an amino acid sequence 


author is unsure of exact sequence in this region 


Variable region of immunoglobulin light and heavy chains, and T-cell receptor alpha, beta, and gamma 
chains. Codes for the variable amino terminal portion.Can be made up from V_segments, D_segments, 
N_regions, and J_segments 


variable segment of immunoglobulin light and heavy chains, and T-cell receptor alpha, beta, and gamma 
chains. Codes for most of the variable region (V_region) and the last few amino acids of the leader 
peptide 

a related strain contains stable mutations from the same gene (e.g., RFLPs, polymorphisms, etc.) which 
differ from the presented sequence at this location (and possibly others) 

3’-most region of a precursor transcript that is clipped off during processing 

region at the 3’ end of a mature transcript (following the stop codon) that is not translated into a protein 
5’-most region of a precursor transcript that is clipped off during processing 

region at the 5’ end of a mature transcript (preceding the initiation codon) that is not translated into a 
protein 

pribnow box; a conserved region about 10 bp upstream of the start point of bacterial transcription units 
which may be involved in binding RNA polymerase; consensus=TATAAT 


a conserved hexamer about 35 bp upstream of the start point of bacterial transcription units; consensus= 
TTGACA [ ] or TGTTGACA [ } 


WIPO Standard ST.25 (1998), Appendix 2, Table 6 provide for feature keys related to protein sequences. 
Table 6: Feature keys related to Protein sequences 


Key 
CONFLICT 
VARIANT 
VARSPLIC 
MUTAGEN 
MOD_RES 


ACETYLATION 


AMIDATION 


Description 

Different papers report differing sequences 

Authors report that sequence variants exist 

Description of sequence variants producedby alternative splicing 
Site which has been experimentally altered 

Post-translational modification of a residue 

N-terminal or other 

Generally at the C-terminal of a mature active peptide 
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BLOCKED 
FORMYLATION 


GAMMA-CARBOXYGLU- 
TAMIC ACID HYDROXY- 
LATION 


METHYLATION 
PHOSPHORYLATION 


PYRROLIDONE CARBOXYL- 


IC ACID 

SULFATATION 
LIPID 

MYRISTATE 


PALMITATE 


FARNESYL 
GERANYL-GERANYL 
GPI-ANCHOR 


N-ACYL DIGLYCERIDE 


DISULFID 


THIOLEST 
THIOETH 
CARBOHYD 


METAL 
BINDING 


SIGNAL 
TRANSIT 
PROPEP 
CHAIN 
PEPTIDE 
DOMAIN 


CA_BIND 
DNA_BIND 
NP_BIND 


TRANSMEM 
ZN_FING 
SIMILAR 


REPEAT 
HELIX 
STRAND 


TURN 
ACT_SITE 
SITE 
INIT_MET 
NON_TER 
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Undetermined N- or C-terminal blocking group 
Of the N-terminal methionine 
Of asparagine, aspartic acid, proline or lysine 


Generally of lysine or arginine 
Of serine, threonine, tyrosine, aspartic acidor histidine 
N-terminal glutamate which has formed an internal cyclic lactam 


Generally of tyrosine 
Covalent binding of a lipidic moiety 


Myristate group attached through an amide bond to the N- terminal glycine residue 
of the mature form of a protein or to an internal lysine residue 


Palmitate group attached through a thioether bond to a cysteine residue or throughan 
ester bond to a serine or threonine residue 


Famesyl group attached through a thioether bond to a cysteine residue 
Geranyl-geranyl group attached through a thioether bond to a cysteine residue 


Glycosyl-phosphatidylinositol (GPI) group linked to the alpha- carboxyl group of the 
C-terminal residue of the mature form of a protein 


N-terminal cysteine of the mature form of a prokaryotic lipoprotein with an amide- 
linked fatty acid and a glyceryl group to which two fatty acids are linked by ester 
linkages 


Disulfide bond. The ‘FROM’ and ‘TO’ endpoints represent the two residues which 
are linked by an intra-chain disulfide bond. If the ‘FROM’ and ‘TO’ endpoints are 
identical, the disulfide bond is an interchain one and the description field indicates 
the nature of the cross-link 


Thiolester bond. The ‘FROM’ and ‘TO’ endpoints represent the two residues which 
are linked by the thiolester bond 


Thioether bond. The ‘FROM’ and ‘TO’ endpoints represent the two residues which 
are linked by the thioether bond 


Glycosylation site. The nature of the carbohydrate (if known) is given in the description 
field 


Binding site for a metal ion. The description field indicates the nature of the metal 


Binding site for any chemical group (co-enzyme, prosthetic group, etc.). The chemical 
nature of the group is given in the description field 


Extent of a signal sequence (prepeptide) 

Extent of a transit peptide (mitochondrial, chloroplastic, or for a microbody) 
Extent of a propeptide 

Extent of a polypeptide chain in the mature protein 

Extent of a released active peptide 


Extent of a domain of interest on the sequence. The nature of that domain is given 
in the description field 


Extent of a calcium-binding region 
Extent of a DNA-binding region 


Extent of a nucleotide phosphate binding region. The nature of the nucleotide phosphate 
is indicated in the description field 


Extent of a transmembrane region 
Extent of a zinc finger region 


Extent of a similarity with another protein sequence. Precise information, relative to 
that sequence is given in the description field 


Extent of an internal sequence repetition 
Secondary structure - Helices, e.g., Alpha-helix, 3(10) helix, or Pi-helix 


Secondary structure - Beta-strand, e.g., Hydrogen bonded beta- strand, or Residue in 
an isolated beta-bridge 


Secondary structure - Turns, e.g., H-bonded turn (3-tum, 4- tum, or 5-turn) 
Amino acid(s) involved in the activity of an enzyme 

Any other interesting site on the sequence 

The sequence is known to start with an initiator methionine 


The residue at an extremity of the sequence is not the terminal residue. If applied to 
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position 1, this signifies that the first position is not the N-terminus of the complete 
molecule. If applied to the last position, it signifies that this position is not the C- 
terminus of the complete molecule. There is no description field for this key 


NON_CONS 


Non consecutive residues. Indicates that two residues in a sequence are not consecutive 


and that there are a number of unsequenced residues between them 


UNSURE 


Uncertainties in the sequence. Used to describe region(s) of a sequence for which the 


authors are unsure about the sequence assignment 


In paragraph (a) of § 1.821, the reference to “Standard ST.23: 
Recommendation for the presentation of Nucleotide and Amino 
Acid Sequence Listings in Patent Applications and in Published 
Patent Documents, paragraphs 8 through 12, April 1994” has 
been replaced by “Standard ST.25: Standard for the Presenta- 
tion of Nucleotide and Amino Acid Sequence Listings in Patent 
Applications (1998), including Tables | through 6 in Appendix 
2.” These changes reflect the correct information with regard 
to the incorporated WIPO standard and the lists of symbols 
for nucleotide and amino acid sequence characters. 


Further in paragraph (a) of § 1.821, “(Hereinafter “WIPO Stan- 
dard ST.23 (April, 1994)”)” has been changed to “(Hereinafter 
“WIPO Standard ST.25 (1998)).” This change is necessary to 
indicate the correct abbreviation for new standard ST.25. 


Further in paragraph (a) of § 1.821, both occurrences of “Copies 
of ST.23” have been changed to “Copies of WIPO Standard 
ST.25 (1998).” This change is necessary to reflect the new 
standard number. 


In paragraph (a)(1) of § 1.821, “ST.23 (April 1994), paragraph 
8” has been changed to “ST.25 (1998), Appendix 2, Table 1.” 
This change reflects the correct information with regard to the 
incorporated WIPO standard and the list of symbols to be used 
for nucleotide sequence characters. 


Further in paragraph (a)(1) of § 1.821, “ST.23 (April 1994), 

ph 9” has been changed to “ST.25 (1998), Appendix 
2, Table 2.” This change reflects the correct information with 
regard to the incorporated WIPO standard and the list of modi- 
fied bases which can be presented as unmodified nucleotide 
sequence characters. 


In paragraph (a)(2) of § 1.821, all three occurrences of “ST.23 
(April 1994), paragraph 11” have been changed to “ST.25 
(1998), Appendix 2, Table 3.” This change reflects the correct 
information with regard to the incorporated WIPO standard 
and the list of symbols to be used for amino acid sequence 
characters. 


Further in paragraph (a)(2) of § 1.821, “ST.23 (April 1994), 
paragraph 12” has been changed to “ST.25 (1998), Appendix 
2, Table 4.” This change reflects the correct information with 
regard to the incorporated WIPO standard and the list of modi- 
fied or unusual amino acids which can be presented as unmodi- 
fied amino acid sequence characters. 


In paragraph (c) of § 1.821, each of the three occurrences of 
the words “integer identifier” or “integer identifiers” has been 
changed to “sequence identifier” or “sequence identifiers” as 
appropriate. WIPO Standard ST.25 (1998), uses the term 
“sequence identifier” rather than “integer identifier.” Thus, this 
change is necessary to achieve harmonization with the interna- 
tional standard. 


In the last sentence of paragraph (c) of § 1.821, the phrase 
“The sequence omitted shall appear following the integer identi- 
fier” of the proposed rule has been replaced by the code ‘000’ 
shall be used in place of the sequence.” The response for the 
numeric identifier <160> shall include the total number of SEQ 
ID NOs, whether followed by a sequence or by the code “000”. 
The code <000> should be put into <400>. This change permits 
flexibility in the preparation and amendment of Sequence List- 
ings. It also makes the rule language-neutral and is consistent 
with WIPO Standard ST.25 (1998). 


In paragraph (d) of § 1.821, the words “integer identifier” have 
been changed to “sequence identifier.” WIPO Standard ST.25 
(1998) uses the term “sequence identifier” rather than “integer 
identifier.” Thus, this change is necessary to achieve harmoni- 
zation with the international standard. 


In paragraphs (f), (g) and (h) of § 1.821, the sentence “Such 
a statement must be a verified statement if made by a person 
not registered to practice before the Office” has been deleted. 
The separate verification requirements in § 1.821 have been 
eliminated in view of the recent amendment to §§ 1.4(d) and 
10.18. See Changes to Patent Practice and Procedure; Final 
Rule, 62 FR. 53131 (October 10, 1997), 1203 Off. Gaz. Pat. 
Office 63 (October 21, 1997). Paragraph (g) of § 1.821 has 
also been amended to provide that the Office will provide a 
“period of time” (rather than one month) within which the 
applicant must comply with the requirements of § 1.821(b) 
through (f) in order to avoid abandonment. 


Further in paragraph (f) of § 1.821, the following has been 
added at the end of the first sentence, “, e.g., the information 
recorded in computer readable form is identical to the written 
sequence listing.” WIPO Standard ST.25 (1998), paragraph 39, 
requires the language which has been added as an acceptable 
example for phrasing the required statement that the computer 
readable form and the written sequence listing are the same. 


Section 1.822 


In paragraph (b) of § 1.822, both references to WIPO Standard 
ST.23 (April 1994), paragraphs 8 and 11, as proposed have 
been changed to “WIPO Standard ST.25 (1998), Appendix 2, 
Tables 1 and 3.” These changes reflect the correct information 
with regard to the incorporated WIPO standard and the lists 
of symbols for nucleotide and amino acid sequence characters. 


Further in paragraph (b) of § 1.822, “WIPO Standard ST.23 
(April 1994), paragraphs 9 and 12” as proposed has been 
changed to “WIPO Standard ST.25 (1998), Appendix 2, Tables 
2 and 4.” This change reflects the correct information with 
regard to the incorporated WIPO standard and the lists of 
modified bases and modified or unusual amino acids which 
can be depicted in the Sequence Listing via the symbols for a 
corresponding unmodified base or amino acid. 


Further in paragraph (b) of § 1.822, the symbol designating an 
unknown nucleotide base or a nucleotide base other than those 
listed in the WIPO standard was as an upper case 
letter “N.” This symbol has been changed to a lower case letter 
“n.” This change is consistent with the use of lower case letters 
for the symbols representing the nucleotide bases. Further in 
paragraph (b) of § 1.822, the language has been clarified to 
specifically state that each “n” or “Xaa” represents only a single 
residue. Thus, for example, a single “Xaa” may not be used 
to designate a string of four amino acids, each of which is 
unknown. This represents a codification of existing practice. 


Further in paragraph (b) of § 1.822, the information required 
in the Feature section to explain the use of “n” or “Xaa” in 
a given sequence is referred to “as appropriate.” Additional 
instruction is added at the end of paragraph (b) of § 1.822 
following “the Feature section” indicating “, preferably by 
including one or more feature keys listed in WIPO Standard 
ST.25 (1998), Appendix 2, Tables 5 and 6.” This change speci- 
fies the preference for using the feature keys listed in the WIPO 
standard in order to aid applicants in filing a CRF which will 
comply with WIPO Standard ST.25 (1998). These feature keys 
are controlled vocabulary and are considered language neutral. 
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Their use is required in a PCT patent application or a patent 
application in a foreign country which has adopted WIPO Stan- 
dard ST.25 (1998). 


In paragraph (c)(1) of § 1.822, “WIPO Standard ST.23 (April 
1994), paragraph 8” as proposed has been changed to WIPO 
Standard ST.25 (1998), Appendix 2, Table 1.” This change 
reflects the correct information with regard to the incorporated 
WIPO standard and the list of symbols to be used for nucleotide 
sequence characters. 


In paragraph (d)(1) of § 1.822, “WIPO Standard ST.23 (April 
1994), paragraph 11, as proposed has been changed to “WIPO 
Standard ST.25 (1998), Appendix 2, Table 3.” This change 
reflects the correct information with regard to the incorporated 
WIPO standard and the list of symbols to be used for amino 
acid sequence characters. 


In paragraph (d)(4) of § 1.822, the section notes that enumera- 
tion requirements are applicable to amino acid sequences that 
are circular in configuration. The following language has been 
added to the end of the paragraph “, with the exception that 
the designation of the first amino acid of the sequence may be 
made at the option of the applicant.” This change is necessary 
to provide consistency with its counterpart of circular nucleotide 
sequences as provided in paragraph (c)(7) of § 1.822. This 
change is also consistent with WIPO Standard ST.25 (1998), 
paragraph 21. In paragraph (e) of § 1.822, the words “integer 
identifiers” have been changed to “sequence identifiers.” WIPO 
Standard ST.25 (1998) uses the term “sequence identifier” 
rather than “integer identifier.” Thus, this change is necessary 
to achieve harmonization with the international standard. 


Section 1.823 


In paragraph (a) of § 1.823, the entire second sentence which 
read “On a separate page of the application specification, imme- 
diately prior to the claims, there shall be a reference to the 
presence of the “Sequence Listing’ in a ‘Sequence Listing 
Annex.”” has been eliminated. The designation of the Sequence 
Listing as an annex to the specification was initially proposed 
in an early version of the international standard. This termi- 
nology is not used in WIPO Standard ST.25 (1998), however, 
and so it has also been eliminated from paragraph (a) of § 1.823, 
as proposed. Simplification results as well by the elimination of 
the requirement that the Sequence Listing must be designated 
as an annex to the specification. 


In paragraph (a) of § 1.823, the third sentence has been modified 
by deleting the words “shall appear in the ‘Sequence Listing 
Annex,” which is.” As explained above, the current version 
of the international standard does not require designating the 
Sequence Listing as an annex to the specification. 


In paragraph (a) of § 1.823, the words “preferably should 
be” have been added to the third sentence, before “numbered 
independently of the numbering of the remainder of the applica- 
tion” to describe the independent page numbering of the 
Sequence Listing in paper copy form. The term “preferably” 
was added for purposes of harmonization with WIPO Standard 
ST.25 (1998). In paragraph (a) of § 1.823, the last clause of 
the third sentence “and shall be placed in the application file” 
has been deleted as unnecessary and potentially confusing now 
that the reference to a “Sequence Listing Annex” has been 
removed from this paragraph. In paragraph (a) of § 1.823, the 
fourth sentence has been eliminated in its entirety. As explained 
above, the current version of the international standard does 
not require designating the Sequence Listing as an annex to 
the specification. 


In paragraph (a) of § 1.823, in both occurrences in the fifth 
sentence and in the single occurrence in the sixth sentence, the 
word “shall” has been changed to “should.” These changes are 
necessary for purposes of achieving consistency with WIPO 
Standard ST.25 (1998). In paragraph (b) of § 1.823, the first 
sentence has been modified by the deletion of the words “in 
addition to and immediately preceding.” This change is consis- 
tent with WIPO Standard ST.25 (1998). 
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In paragraph (b) of § 1.823, the fifth sentence has been deleted, 
eliminating the prohibition of any item of information occu- 
pying more than one line. This change is consistent with WIPO 
Standard ST.25 (1998). 


In paragraph (b) of § 1.823, the last sentence has been deleted 
to eliminate the “rep” designation for data elements of the 
“Sequence Listing.” Certain data elements may still be repeated 
within the listing but this change was made for harmonization 
of the table with WIPO Standard ST.25 (1998). 


In paragraph (b) of § 1.823, the eighth sentence has been 
modified to reflect the new numeric numbering scheme, for 
harmonization with WIPO Standard ST.25 (1998). Specifically, 
“<100> through <193>” of the proposed rule has been changed 
to “<110> through <170>.” The table in paragraph (b) of § 
1.823, has been changed to reflect the revised numbering 
scheme and data elements used in WIPO Standard ST.25 
(1998). The specific changes are as follows: 


Numeric identifier “<100>, General Information,” has been 
deleted from the proposed rules, as it is not present in WIPO 
Standard ST.25 (1998). 


Numeric identifier “<1 10>, Applicant,” in the proposed rule, 
has been changed to indicate that“preferably ” a maximum of 
ten names may be indicated. This change allows for more than 
ten names in the Applicant field for those instances in which 
such would be appropriate. This change is consistent with 
WIPO Standard ST.25 (1998). 


Numeric identifier “<120>, Title of Invention,” in the proposed 
rule, has been changed to eliminate the limitation that the title 
be a maximum of four lines. This change allows applicants more 
flexibility with respect to the title. This change is consistent with 
WIPO Standard ST.25 (1998). 


Numeric identifier “<130>, Number of Sequences,” in the pro- 
posed rule, has been changed to reflect “<130>, File Reference,” 
as stated in WIPO Standard ST.25 (1998). This numeric identi- 
fier was indicated as “<183>, File Reference/Docket Number”, 
in the rule as proposed.As proposed this was an optional 
numeric identifier. The numeric identifier remains optional 
once the application has been assigned an application number, 
e.g., a serial number. This numeric identifier is now MANDA- 
TORY when an application number has not yet been assigned 
to the application, such as on the day the application is initially 
filed. This change will assist in the matching of sequence 
information submissions with an application in the event that 
either the paper copy or the computer readable form were to 
become separated from the remainder of the application. This 
change is consistent with WIPO Standard ST.25 (1998). 


The Number of Sequences field identified as “<130>” in the 
proposed rule is now numbered“<160>” in § 1.823 as adopted 
and redefined as “Number of SEQ ID NOs.” The information 
associated with numeric identifiers “<140>” through “<153> 
.”“Correspondence Address ” through “ Operating System ” 
of the proposed rule, has been eliminated to reduce the burden 
on the applicant and to harmonize with WIPO Standard ST.25 
(1998). Some of these numeric identifiers have been used in 
the new numbering scheme and have been associated with 
different information as indicated herein and in the Table of 
§1.823.One remaining numeric identifier within the Computer 
Readable Form section, “<154>, Software,” of the proposed 
rule, will remain, with the exception that it has been reassigned 
the numeric identifier of “<170>” to reflect the numbering 
scheme presented in WIPO Standard ST.25 (1998). 


The main headings “<160>, Current Application Data ” and 
“<170>, Prior Application Data,” of the proposed rules, have 
been eliminated to harmonize with WIPO Standard ST.25 
(1998) and reduce the number of fields in the Sequence Listing. 
The information that was to appear under these main headings 
remains in the rules but has been reassigned numeric identi- 
fiers<140> through<151>. The specific changes are as follows: 
“<160>” has been redefined as “Number of SEQ ID NOs ”; 
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“<161>, Application Number,” of the proposed rule is now 
numbered as“<140>,” and is defined as “Current Application 
Number”, “<162>, Filing Date,” of the proposed rule is now 
numbered “<141>,” and is defined as “Current Filing Date”; 
“<170>” has been redefined as “Software ”; “<171>, Applica- 
tion Number,” of the proposed rule is now numbered as “<150> 
,” and is defined as “Prior Application Number”; “<172>, Filing 
Date,” of the proposed rule is now numbered as “<151>,” and 
is defined as “Prior Application Filing Date.” 


The numeric identifiers now numbered “<150>, Prior Applica- 
tion Number,”, and “<151>, Prior Application Filing Date,” 
are now mandatory only in those instances in which a claim 
for priority with respect to those prior applications is being 
made under either 35 U.S.C. 119 or 120.This change will 
provide information in this regard when it is most useful and 
was nece to harmonize these rules with WIPO Standard 
ST.25 (1998). Throughout the Sequence Listing, application 
numbers must be set forth as a combination of the two digit 
country code, as set forth in WIPO Standard ST.3, as well as 
an application number in accordance with WIPO Standard 
ST.13 or for an international application, the numbering system 
as set out in Section 307(a) of the Administrative Instructions 
under the PCT. 


Numeric identifiers “<180>, Attorney/Agent Information,” 
through “<182>, Registration Number,” of the proposed rule, 
have been eliminated to harmonize with WIPO Standard ST.25 
(1998) and reduce the number of fields in the Sequence Listing. 


Numeric identifier “<183>, File Reference/Docket Number ” 
of the proposed rule has been reassigned as numeric identifier 
“<130>,” and redefined as “File Reference” in an effort to 
harmonize with WIPO Standard ST.25 (1998). 


The Telecommunication Information section, “<190>” through 
“<193>” of the proposed rules, has been eliminated in order 
to reduce the number of fields in the Sequence Listing and 
harmonize with WIPO Standard ST.25 (1998). 


Numeric identifier “<200>, Information for SEQ ID NO:#:”, 
has been reassigned the numeric identifier “<210>, SEQ ID 
NO: #:” This numeric identifier indicates the integer, referred 
to in these final rules as the sequence identifier for both the 
sequence information and the actual sequence which follows 
the information. 


Numeric identifier “<210>, Sequence Characteristics,” of the 
proposed rule has been eliminated in order to reduce the number 
of required elements in the Sequence Listing and harmonize 
with WIPO Standard ST.25 (1998). 


The valid responses for the mandatory numeric identifier 
“<212>, Type,” have been changed from “N” and “A”, as stated 
in the proposed rule, to “DNA,” “RNA,” and “PRT” (protein) 
in order to harmonize with WIPO Standard ST.25 (1998). A 
compound that is a mixture of DNA and RNA should be repre- 
sented by “DNA.” This change is consistent with WIPO Stan- 
dard ST.25 (1998). 


Numeric identifier “<213>, Organism,” has been added to the 
Sequence Listing of these final rules in an effort to harmonize 
with WIPO Standard ST.25 (1998). A response for the 
Organism identifier is MANDATORY. The valid responses 
are the scientific name, i.e. “Genus species”, “Artificial 
Sequence”, or “Unknown.” 


Numeric identifier “<214>, Topology,” of the proposed rule, 
has been eliminated to harmonize with WIPO Standard ST.25 
(1998), and to reduce the burden on the applicant. 


Numeric identifier “<290>, Feature,” has become numeric iden- 
tifier “<220>, Feature.” This numeric identifier has become 
MANDATORY for those sequences in which numeric identifier 
“<213>, Organism,” is completed with either “Artificial 
Sequence” or “Unknown.” This numeric identifier is also 
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required if the compound sequence is a mixture of DNA and 
RNA. Numeric identifier “<220>, Feature” is a header only. No 
data are added immediately following this numeric identifier. 
These changes are required to achieve harmonization with 
WIPO Standard ST.25 (1998). 


Numeric identifier “<291>, Name/Key,” has become numeric 
identifier “<221>, Name/Key.”As proposed, the information 
provided was restricted to a maximum of four lines. The four 
line restriction has been removed to reduce the limitations on 
this field. The comment section of this numeric identifier has 
been changed in that it now indicates that the selection of a 
feature name or feature key is preferably made from those 
listed in Tables 5 and 6 of WIPO Standard ST.25 (1998). These 
tables are reproduced above and this preference for the listed 
feature names and keys is consistent with the requirement of 
WIPO Standard ST.25 (1998). Numeric identifier "<292>, 
Location,” has become “<222>, Location,” so as to be consis- 
tent with the numeric identifiers contained in WIPO Standard 
ST.25 (1998). 


Numeric identifier “<294>, Other Information,” has become 
numeric identifier “<223>, Other Information,” so as to be 
consistent with the numeric identifiers contained in WIPO Stan- 
dard ST.25 (1998). This numeric identifier has become MAN- 
DATORY for those sequences in which numeric identifier 
“<213>, Organism,” is completed with either “Artificial 
Sequence” or “Unknown”. Numeric identifier “<223>, Other 
Information,” should contain source information in those 
instances when the organism is unknown or is an artificial 
sequence. For example, the source may be unknown because 
the material was isolated from a mixed bacterial culture rather 
than a pure culture. In such acase, numeric identifier “<223> 
, Other Information,” should be completed by explaining the 
mixed culture source of the sequenced material. If a sequence 
is completely synthesized this should be indicated in numeric 
identifier “<223>, Other Information,” while numeric identifier 
“<213>, Organism,” would indicate “Artificial Sequence.” This 
change has been made to accomplish harmonization between 
these rules and WIPO Standard ST.25 (1998) which contains the 
same mandatory requirement in this regard. Numeric identifiers 
“<308>” through “<310>,” referring to the “ Patent Document 
Number,” “Filing Date ” and “ Publication Date,” of the pro- 
posed rule, have been moved to numeric identifiers “<310>” 
to “<312>,” respectively, of this Final Rule in order to harmo- 
nize with the numeric numbering scheme of WIPO Standard 
ST.25 (1998). Citations in the Sequence Listing must comply 
with WIPO Standard ST.6 for publication numbers and WIPO 
Standard ST.16 for document codes. 


New numeric identifiers “<308>, Database Accession 
Number,” and “<309>Database Entry Date,” have been added 
to the final rules to harmonize with WIPO Standard ST.25 
(1998).These fields were added to the publication information 
section of WIPO Standard ST.25 (1998) to give an applicant 
more opportunity to further identify a published citation. 


Numeric identifier<400> “ Sequence Description: SEQ ID NO: 
#.” has been changed to “Sequence ” for clarity. Also for clarity, 
the explanation in the table has been changed to "SEQ ID NO 
shall follow the numeric identifier and should appear on the 
line preceding the sequence.” The format of the date fields has 
been changed throughout the Sequence Listing to accommodate 
for international conventions. All date fields referenced in the 
Sequence Listing shall conform to WIPO Standard ST.2. 
Because compliance with §§ 1.821 through 1.825 as amended 
should produce Sequence Listings that are acceptable to all 
receiving offices, a standardized date field convention was 
required. 


Section 1.824 


In paragraph (a)(6) of § 1.824, “, the date on which the data 
were recorded on the computer readable form” was added after 
“title of the invention” to harmonize with WIPO Standard ST.25 
(1998) requirements. While this requirement of § 1.824 was 
proposed to be eliminated, that proposal is not adopted for 
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purposes of harmonization with WIPO Standard ST.25 (1998). 
Also in paragraph (a)(6) of § 1.824,“ name and type of computer 
and” was deleted to reduce the requirements. 


Section 1.825 


In paragraphs (a), (b), and (d) of § 1.825, the sentence “Such 
a statement must be a verified statement if made by a person 
not registered to practice before the Office” has been deleted. 
The separate verification requirements in § 1.825 have been 
eliminated in view of the recent amendment to §§ 1.4(d) and 
10.18. See Changes to Patent Practice and Procedure; Final 
Rule, 62 FR. 53131 (October 10, 1997), 1203 Off. Gaz. Pat. 
Office 63 (October 21, 1997). 


Response to and Analysis of Comments 


Six written comments were received in response to the Notice 
of Proposed Rulemaking. Several of these comments address 
the three specific queries set forth in the Notice of Proposed 
Rulemaking. 


The first query posed in the Notice of Proposed Rulemaking 
was: (1) Should the PTO accept voluntary submissions of com- 
puter readable forms and Sequence Listings where a D-amino 
acid is contained in the sequence? If such voluntary submissions 
are accepted, should there be a restriction on the choice of 
identifying a D-amino acid by an Xaa or by its L-amino acid 
counterpart abbreviation? 


Comment: One comment indicated that not only should the 
PTO accept voluntary submissions under these rules where a 
D-amino acid is contained in the sequence, the Office should 
make such submissions mandatory and designated by an Xaa. 
One comment indicated that sequences containing D-amino 
acids should not be in the PTO databases. 


Response: Upon careful consideration, the PTO has decided 
to accept voluntary submissions of protein sequences containing 
D-amino acids. The PTO strongly encourages anyone making 
such voluntary submissions to identify a D-amino acid with 
an Xaa, describing the D-amino acid in the Features section 
of the Sequence Listing. This section is indicated by numeric 
identifiers<220>through<223> in 37 CFR 1.823. Procedural 
concems compel this acceptance of voluntary submissions. 
Computer readable forms are processed prior to examination. 
It is cumbersome to establish a viable procedure to redact any 
voluntary submissions out of the PTO database. The use of 
Xaa to indicate a D-amino acid, should such sequence informa- 
tion be submitted in accordance with these rules, is encouraged 
SO as to alert anyone reviewing the sequence that a particular 
amino acid is other than a naturally occurring L-amino acid 
and to more accurately depict the extent of similarities between 
such a sequence and the L-amino acid containing sequences 
present in a database being searched for examination or other 
purposes. : 


Because the sequence databases do not currently include D- 
amino acids in sequences and thus are not searchable for such 
sequences, the submission of those sequences containing D- 
amino acids will not be made mandatory. 


The second query posed in the proposed rules was: (2) Should 
the provisions of 37 CFR 1.821(c) be altered to exclude some 
prior art sequences from inclusion in the Sequence Listing even 
though they are presented in a patent application disclosure as 
sequences? Should the reference to an accession number of an 
admitted prior art sequence in a publicly available, electronic, 
sequence database suffice and exclude that sequence from the 
requirements of the sequence rules? 


Comment: Four comments indicated that known “prior art” 
sequences should not be required in the Sequence Listing. A 
referral to a publicly available, electronic, sequence database 
for access to such “prior art” sequences would be an acceptable 
alternative to two of those commenting on this aspect; the other 
two did not address this point. The reasons given for excluding 
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such sequences are the expense and time required by applicants 
and their representatives in the inclusion of “prior art” 
sequences that are considered to be “non-inventive”. Reducing 
the bulk of the paper copy of the Sequence Listing was also 
mentioned. 


Response: The requirement to submit all disclosed sequences 
in the format required by §§ 1.821 through 1.825 is maintained. 
This point was discussed with officials from the JPO and 
EPO.The offices have considered the stated concerns with 
regard to costs to applicants. Sections 1.821 through 1.825 do 
not require any information to be disclosed in the form of 
a sequence, but rather require a particular format whenever 
information is presented in the form of a sequence. Those appli- 
cants for whom compliance with the rules remains a significant 
hardship may petition under § 1.183 for a waiver of the appli- 
cable requirement of §§ 1.821 through 1.825. 


The technical and legal concems mentioned in the Notice of 
Proposed Rulemaking still exist concerning the use of an alter- 
native reference to a publicly available, electronic, sequence 
database. These concerns are: (1) What constitutes a publicly 
available, electronic, sequence database? (2) Would the USPTO 
and the other patent offices which have similar rules be required 
to produce a list of internationally accepted databases? (3) What 
would be the criteria for such acceptance? (4) An additional 
issue would exist involving electronic records maintenance: is 
there any assurance that once information is contained in a 
database that it will be retained and available indefinitely 
without alteration? Changes to the information in nucleic acid 
sequence databases resulting from the discovery of sequencing 
errors are well-known. (5) Does the mere existence of the 
sequence information in such a ~ecord constitute reasonable 
means of retrieval? In other words, would one need some text 
basis or other identifier to retrieve the information? 


Additional reasons for the inclusion of these prior art sequences 
remain relevant. These reasons are: (1) the assessment of 
whether a particular sequence falls within the requirements of 
the current rules is simple; (2) the general public is assured 
that all patents which contain any sequence information contain 
all of the sequence information in the Sequence Listing and 
all sequences are available in a computer accessible form; and 
(3) as a publication, the contextual association of new and old 
information is potentially unique to the patent and very valuable 
to anyone assessing the state of the art at the time of a patented 
invention, and thus are desirable to be present in electronic 
form in association with that patent. 


The third query posed in the proposed rules was: (3) Should 
Sequence Listings filed in an international application filed 
under the PCT be published only electronically and made avail- 
able for retrieval electronically by an accession number from 
several sequence repositories? 


Comment: Two comments were received in response to this 
query, one in favor and one opposed to limiting the publication 
of the Sequence Listing to an electronic form for published 
PCT applications in the international phase. 


Response: At this time paper copies of the Sequence Listings 
filed as part of the description will continue to be published 
in applications filed under PCT. The PTO together with the 
EPO, JPO and WIPO will continue to discuss the possibility 
of electronic publication. However, any implementation of such 
electronic publication in lieu of publication in paper form will 
not be undertaken until further study has been completed. 


Comment: One comment suggested that informative English 
words be placed next to the numerical headings in the Sequence 
Listing as printed in a U.S. patent. 


Response: The PTO will provide English words corresponding 
to the numeric identifiers in the printed U.S. patents. 


Comment: One comment suggested addition of a descriptive 
comment line to the Sequence Listing. 
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Response: The “Other Information” line in the Features section, 
which is numeric identifier <223> in § 1.823, provides for a 
description of a sequence. While completion of this section is 
only mandatory when the sequence contains “n”, “Xaa”, a 
modified or unusual L-amino acid or a modified base, it is 
frequently completed in other circumstances. 


Comment: One comment requested we harmonize §§ 1.821 
through 1.825 with PCT, EPO and other authorities such that 
the differences in the requirements for Sequence Listing sub- 
missions are minimal. 


Response: This change to §§ 1.821 through 1.825 is the result 
of such an effort to harmonize the PTO, PCT, EPO and JPO 
Sequence Listing requirements to the extent possible. The 
requirements of newly developed WIPO ST.25 are substantially 
identical to the requirements of amended §§ 1.821 through 
1.825. PatentIn Version 2.0 software, now available, is drafted 
to meet all of the requirements of WIPO Standard ST.25 (1998). 
The requirements of §§ 1.821 through 1.825, however, are 
less stringent than the requirements of WIPO Standard ST.25 
(1998). Thus, applicants who wish to file in countries which 
adhere to WIPO Standard ST.25 (1998) should consider the 
following when not using Patentin Version 2.0: 


1. The WIPO Standard ST.25 (1998) does not permit submis- 
sions using a Macintosh computer. 


2. The WIPO Standard ST.25 (1998) does not accept the range 
of media permitted by amended §§ 1.821 through 1.825. 


3. The answers in field <221> and <222> must use selections 
from Tables 5 and 6 of WIPO Standard ST.25 (1998) to comply 
with that standard. The terms from these Tables are considered 
language neutral vocabulary. 


4. Any free text in numeric identifier <223> of a Sequence 
Listing will not be translated and thus must also appear in the 
specification of applications filed under WIPO Standard ST.25 
(1998) for compliance. 


5. A CRF filed after the filing of an application under the PCT 
does not form part of the disclosure and will not be published 
in the pamphlet. 


6. Paragraph 39 of WIPO Standard ST.25 (1998) requires the 
specific wording “the information recorded on the form is 
identical to the written sequence listing.” 


7. WIPO Standard ST.25 (1998), paragraph 24, requires spaces 
between specified numeric identifiers in the Sequence Listing. 


Comment: One comment requested a WINDOWS® based ver- 
sion of Patentin. 


Response: A WINDOWS® based version of Patentin, Patentin 
2.0, has been developed through a Trilaterally-sponsored joint 
initiative and is being made available. 


Comment: One comment expressed concern over application 
of the doctrine of equivalents by the courts to sequence-based 
claim language. 


Response: Sections 1.821 through 1.825 do not establish a 
disclosure requirement, nor do they alter the requirements of 35 
U.S.C. § 112. They merely require a particular format whenever 
information is presented in the form of a sequence. The use 
of sequence identification numbers (SEQ ID NO: #) only pro- 
vides a shorthand way for applicants to refer to sequence infor- 
mation. These identification numbers do not in any way restrict 
the manner in which an invention can be claimed. Similarly, 
the use of this format does not impact the potential interpreta- 
tions and legal determinations that could be made with respect 
to claims containing information in the form of a nucleotide 
or amino acid sequence. 


Comment: One comment requested the flexibility to use single- 
letter amino acid codes. 
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Response: Sections 1.821 through 1.825 as amended do not 
constrain an applicant from using single letter codes in the 
disclosure. The requirements of the sequence searching and 
the sequence storage mechanisms include only the three-letter 
codes, thus the need for the constraint on the Sequence Listing 
information. There is no such restriction on the sequence format 
in the body of the disclosure or in the figures imposed by §§ 
1.821 through 1.825, or any of the rules of practice; only the 
format for the Sequence Listing is specified by §§ 1.821 through 
1.825. 


Review Under the Paperwork Reduction Act of 1995. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act (PRA) 
unless that collection of information displays a currently valid 
OMB control number. 


This rule contains collections of information requirements sub- 
ject to the PRA. The principal impact of this Final Rule is: (1) 
elimination of certain requirements of §§ 1.821 through 1.825; 
and (2) revision of §§ 1.821 through 1.825 for consistency with 
WIPO Standard ST.25 (1998), which will permit Sequence 
Listings to be presented in an international, language neutral 
format. The public reporting burden for these collections of 
information have been approved by the Office of Management 
and Budget (OMB) under OMB control number 0651-0024. 
The public reporting burden for this collection of information 
is estimated to average 80 minutes per response, including the 
time for reviewing instructions, searching existing data sources, 
gathering and maintaining the information. Send comments 
regarding this burden estimate or any other aspect of the data 
requirements, including suggestions for reducing this burden, 
to Esther M. Kepplinger at the address specified above or to 
the Office of Information and Regulatory Affairs of OMB, 
New Executive Office Bldg., 725 17th St. NW, rm. 10235, 
Washington, DC 20230, Attn: Desk Officer for the Patent and 
Trademark Office. 


Other Considerations. 


This Final Rule is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 ef seq.), Executive 
Order 12612 (October 26, 1987), and the Paperwork Reduction 
Actof 1995 (44 U.S.C. 3501 et seq.). It has been determined that 
this rulemaking is not significant for the purposes of Executive 
Order 12866 (September 30, 1993). 


The Assistant General Counsel for Legislation and Regulation 
of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration that this 
Final Rule would not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The principal impact of this Final Rule is: (1) elimina- 
tion of certain requirements of §§ 1.821 through 1.825; and 
(2) revision of §§ 1.821 through 1.825 for consistency with 
WIPO Standard ST.25 (1998), which will permit Sequence 
Listings to be presented in an international, language neutral 
format. 


The Office has determined that this Final Rule has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects 
37 CFR Part | 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Incorporation by refer- 
ence, Reporting and record-keeping requirements, Small busi- 
nesses. 


For the reasons set forth in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
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U.S.C. 6, Title 37 of the Code of Federal Regulations, part 1, 
is amended as follows: 


PART i - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR part | continues to read 
as follows: Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.821 is revised to read as follows: 


§ 1.821 Nucleotide and/or amino acid sequence disclosures 
in patent applications. 


(a) Nucleotide and/or amino acid sequences as used in §§ 
1.821 through 1.825 are interpreted to mean an unbranched 
sequence of four or more amino acids or an unbranched 
sequence of ten or more nucleotides. Branched sequences are 
specifically excluded from this definition. Sequences with 
fewer than four specifically defined nucleotides or amino acids 
are specifically excluded from this section. “Specifically 
defined” means those amino acids other than “Xaa” and those 
nucleotide bases other than “n” defined in accordance with the 
World Intellectual Property Organization (WIPO) Handbook on 
Industrial Property Information and Documentation, Standard 
ST.25: Standard for the Presentation of Nucleotide and Amino 
Acid Sequence Listings in Patent Applications (1998), 
including Tables | through 6 in Appendix 2, herein incorporated 
by reference. (Hereinafter “WIPO Standard ST.25 (1998)”). 
This incorporation by reference was approved by the Director 
of the Federal Register in accordance with 5 U.S.C. 552(a) and 
1 CFR part 51. Copies of WIPO Standard ST.25 (1998) may 
be obtained from the World Intellectual Property Organization; 
34 chemin des Colombettes; 1211 Geneva 20 Switzerland. 
Copies of ST.25 may be inspected at the Patent Search Room; 
Crystal Plaza 3, Lobby Level; 2021 South Clark Place; 
Arlington, VA 22202. Copies may also be inspected at the 
Office of the Federal Register, 800 North Capitol Street, NW, 
Suite 700, Washington, DC. Nucleotides and amino acids are 
further defined as follows: 


(1) Nucleotides: Nucleotides are intended to embrace only 
those nucleotides that can be represented using the symbols 
set forth in WIPO Standard ST.25 (1998), Appendix 2, Table 
1.Modifications, e.g., methylated bases, may be described as 
set forth in WIPO Standard ST.25 (1998), Appendix 2, Table 
2, but shall not be shown explicitly in the nucleotide sequence. 


(2) Amino acids: Amino acids are those L-amino acids com- 
monly found in naturally occurring proteins and are listed in 
WIPO Standard ST.25 (1998), Appendix 2, Table 3. Those 
amino acid sequences containing D-amino acids are not 
intended to be embraced by this definition. Any amino acid 
sequence that contains post-translationally modified amino 
acids may be described as the amino acid sequence that is 
initially translated using the symbols shown in WIPO Standard 
ST.25 (1998), Appendix 2, Table 3 with the modified positions; 
e.g., hydroxylations or glycosylations, being described as set 
forth in WIPO Standard ST.25 (1998), Appendix 2, Table 4, 
but these modifications shall not be shown explicitly in the 
amino acid sequence. Any peptide or protein that can be 
expressed as a sequence using the symbols in WIPO Standard 
ST.25 (1998), Appendix 2, Table 3 in conjunction with a 
description in the Feature section to describe, for example, 
modified linkages, cross links and end caps, non- peptidyl 
bonds, etc., is embraced by this definition. 


(b) Patent applications which contain disclosures of nucleo- 
tide and/or amino acid sequences, in accordance with the defini- 
tion in paragraph (a) of this section, shall, with regard to the 
manner in which the nucleotide and/or amino acid sequences 
are presented and described, conform exclusively to the require- 
ments of §§ 1.821 through 1.825. 


(c) Patent applications which contain disclosures of nucleo- 
tide and/or amino acid sequences must contain, as a separate 
part of the disclosure, a paper copy disclosing the nucleotide 
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and/or amino acid sequences and associated information using 
the symbols and format in accordance with the requirements 
of §§ 1.822 and 1.823. This paper copy is hereinafter referred 
to as the “Sequence Listing.” Each sequence disclosed must 
appear separately in the “Sequence Listing.” Each sequence 
set forth in the “Sequence Listing” shall be assigned a separate 
sequence identifier. The sequence identifiers shall begin with 
1 and increase sequentially by integers. If no sequence is present 
for a sequence identifier, the code “000” shall be used in place 
of the sequence. The response for the numeric identifier <60> 
shall include the total number of SEQ ID NOs, whether fol- 
lowed by a sequence or by the code “000.” 


(d) Where the description or claims of a patent application 
discuss a sequence that is set forth in the “Sequence Listing” 
in accordance with paragraph (c) of this section, reference must 
be made to the sequence by use of the sequence identifier, 
preceded by “SEQ ID NO:” in the text of the description or 
claims, even if the sequence is also embedded in the text of 
the description or claims of the patent application. 


(e) A copy of the “Sequence Listing” referred to in paragraph 
(c) of this section must also be submitted in computer readable 
form in accordance with the requirements of § 1.824.The com- 
puter readable form is a copy of the “Sequence Listing” and 
will not necessarily be retained as a part of the patent application 
file. If the computer readable form of a new application is 
to be identical with the computer readable form of another 
application of the applicant on file in the Patent and Trademark 
Office, reference may be made to the other application and 
computer readable form in lieu of filing a duplicate computer 
readable form in the new application if the computer readable 
form in the other application was compliant with all of the 
requirements of these rules. The new application shall be 
accompanied by a letter making such reference to the other 
application and computer readable form, both of which shall 
be completely identified. In the new application, applicant must 
also request the use of the compliant computer readable 
“Sequence Listing” that is already on file for the other applica- 
tion and must state that the paper copy of the “Sequence Listing” 
in the new application is identical to the computer readable 
copy filed for the other application. 


(f) In addition to the paper copy required by paragraph (c) 
of this section and the computer readable form required by 
paragraph (e) of this section, a statement that the content of 
the paper and computer readable copies are the same must be 
submitted with the computer readable form, e.g., a statement 
that “the information recorded in computer readable form is 
identical to the written sequence listing.” 


(g) If any of the requirements of paragraphs (b) through (f) 
of this section are not satisfied at the time of filing under 35 
U.S.C. 11 1(a) or at the time of entering the national stage under 
35 U.S.C. 371, applicant will be notified and given a period 
of time within which to comply with such requirements in order 
to prevent abandonment of the application. Any submission in 
reply to a requirement under this paragraph must be accompa- 
nied by a statement that the submission includes no new matter. 


(h) If any of the requirements of paragraphs (b) through (f) of 
this section are not satisfied at the time of filing an international 
application under the Patent Cooperation Treaty (PCT), which 
application is to be searched by the United States International 
Searching Authority or examined by the United States Interna- 
tional Preliminary Examining Authority, applicant will be sent 
a notice necessitating compliance with the requirements within 
a prescribed time period. Any submission in reply to a require- 
ment under this paragraph must be accompanied by a statement 
that the submission does not include matter which goes beyond 
the disclosure in the international application as filed. If appli- 
cant fails to timely provide the required computer readable 
form, the United States International Searching Authority shall 
search only to the extent that a meaningful search can be 
performed without the computer readable form and the United 
States International Preliminary Examining Authority shall 
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examine only to the extent that a meaningful examination can 
be performed without the computer readable form. 


3. Section 1.822 is revised to read as follows: 


§ 1.822 Symbols and format to be used for nucleotide and/ 
or amino acid sequence data. 


(a) The symbols and format to be used for nucleotide and/ 
or amino acid sequence data shall conform to the requirements 
of paragraphs (b) through (e) of this section. 


(b) The code for representing the nucleotide and/or amino 
acid sequence characters shall conform to the code set forth 
in the tables in WIPO Standard ST.25 (1998), Appendix 2, 
Tables 1 and 3. This incorporation by reference was approved 
by the Director of the Federal Register in accordance with 5 
U.S.C. 552(a) and 1 CFR part 51. Copies of ST.25 may be 
obtained from the World Intellectual Property Organization; 
34 chemin des Colombettes; 1211 Geneva 20 Switzerland. 
Copies of ST.25 may be inspected at the Patent Search Room; 
Crystal Plaza 3, Lobby Level; 2021 South Clark Place; 
Arlington, VA 22202. Copies may also be inspected at the 
Office of the Federal Register, 800 North Capitol Street, NW, 
Suite 700, Washington, DC.No code other than that specified 
in these sections shall be used in nucleotide and amino acid 
sequences. A modified base or modified or unusual amino acid 
may be presented in a given sequence as the corresponding 
unmodified base or amino acid if the modified base or modified 
or unusual amino acid is one of those listed in WIPO Standard 
ST.25 (1998), Appendix 2, Tables 2 and 4, and the modification 
is also set forth in the Feature section. Otherwise, each occur- 
rence of a base or amino acid not appearing in WIPO Standard 
ST.25 (1998), Appendix 2, Tables | and 3, shall be listed in 
a given sequence as “n” or “Xaa,” respectively, with further 
information, as appropriate, given in the Feature section, prefer- 
ably by including one or more feature keys listed in WIPO 
Standard ST.25 (1998), Appendix 2, Tables 5 and 6. 


(c) Format representation of nucleotides: 


(1) A nucleotide sequence shall be listed using the lower- 
case letter for representing the one-letter code for the nucleotide 
bases set forth in WIPO Standard ST.25 (1998), Appendix 2, 
Table 1. 


(2) The bases in a nucleotide sequence (including introns) 
shall be listed in groups of 10 bases except in the coding parts 
of the sequence. Leftover bases, fewer than 10 in number, at 
the end of noncoding parts of a sequence shall be grouped 
together and separated from adjacent groups of 10 or 3 bases 
by a space. 


(3) The bases in the coding parts of a nucleotide sequence 
shall be listed as triplets (codons). The amino acids corres- 
ponding to the codons in the coding parts of a nucleotide 
sequence shall be typed immediately below the corresponding 
codons. Where a codon spans an intron, the amino acid symbol 
shall be typed below the portion of the codon containing two 
nucleotides. 


(4) A nucleotide sequence shall be listed with a maximum 
of 16. codons or 60 bases per line, with a space provided between 
each codon or group of 10 bases. 


(5) A nucleotide sequence shall be presented, only by a 
single strand, in the 5 to 3 direction, from left to right. 


(6) The enumeration of nucleotide bases shall start at the 
first base of the sequence with number |. The enumeration 
shall be continuous through the whole sequence in the direction 
5 to 3. The enumeration shall be marked in the right margin, 
next to the line containing the one-letter codes for the bases, 
and giving the number of the last base of that line. 


(7) For those nucleotide sequences that are circular in config- 
uration, the enumeration method set forth in paragraph (c)(6) 
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of this section remains applicable with the exception that the 
designation of the first base of the nucleotide sequence may 
be made at the option of the applicant. 


(d) Representation of amino acids: 


(1) The amino acids in a protein or peptide sequence shall 
be listed using the three-letter abbreviation with the first letter 
as an upper case character, as in WIPO Standard ST.25 (1998), 
Appendix 2, Table 3. 


(2) A protein or peptide sequence shall be listed with a 
maximum of 16 amino acids per line, with a space provided 
between each amino acid. 


(3) An amino acid sequence shall be presented in the amino 
to carboxy direction, from left to right, and the amino and 
carboxy groups shall not be presented in the sequence. 


(4) The enumeration of amino acids may start at the first 
amino acid of the first mature protein, with the number 1. When 
presented, the amino acids preceding the mature protein, e.g., 
pre-sequences, pro-sequences, pre-pro-sequences and signal 
sequences, shall have negative numbers, counting backwards 
starting with the amino acid next to number |. Otherwise, the 
enumeration of amino acids shall start at the first amino acid 
at the amino terminal as number |. It shall be marked below 
the sequence every 5 amino acids. The enumeration method 
for amino acid sequences that is set forth in this section remains 
applicable for amino acid sequences that are circular in configu- 
ration, with the exception that the designation of the first amino 
acid of the sequence may be made at the option of the applicant. 


(5) An amino acid sequence that contains internal terminator 
symbols (e.g., “Ter”, “*”, or “.”, etc.) may not be represented 
as a single amino acid sequence, but shall be presented as 
separate amino acid sequences. 


(e) A sequence with a gap or gaps shall be presented as a 
plurality of separate sequences, with separate sequence identi- 
fiers, with the number of separate sequences being equal in 
number to the number of continuous strings of sequence data. 
A sequence that is made up of one or more noncontiguous 
segments of a larger sequence or segments from different 
sequences shall be presented as a separate sequence. 


4. Section 1.823 is revised to read as follows: 


§ 1.823 Requirements for nucleotide and/or amino acid 
sequences as part of the application papers. 


(a) The “Sequence Listing” required by § 1.821(c), setting 
forth the nucleotide and/or amino acid sequences and associated 
information in accordance with paragraph (b) of this section, 
must begin on a new page and must be titled “Sequence 
Listing”. The “Sequence Listing” preferably should be num- 
bered independently of the numbering of the remainder of the 
application. Each page of the “Sequence Listing” should contain 
no more than 66 lines and each line should contain no more than 
72 characters. A fixed-width font should be used exclusively 
throughout the “Sequence Listing.” 


(b) The “Sequence Listing” shall, except as otherwise indi- 
cated, include the actual nucleotide and/or amino acid sequence, 
the numeric identifiers and their accompanying information as 
shown in the following table. The numeric identifier shall be 
used only in the “Sequence Listing.” The order and presentation 
of the items of information in the “Sequence Listing” shall 
conform to the arrangement given below. Each item of informa- 
tion shall begin on a new line and shall begin with the numeric 
identifier enclosed in angle brackets as shown. The submission 
of those items of information designated with an “M” is manda- 
tory. The submission of those items of information designated 
with an “O” is optional. Numeric identifiers <1 10> through 
<170> shall only be set forth at the beginning of the “Sequence 
Listing.” The following table illustrates the numeric identifiers. 
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Numeric Identifier Definition Comments and Format Mandatory (M) or 
Optional (O) 


<110> Applicant Preferably max. of 10 names; 
one name per line; preferable 
ormat: Surname, Other Names 
and/or Initials 


pees « Reference Personal file reference M when filed prior to 
<140> Current Application Specify as: US 07/999,999 or M, if available 
Number PCT/US96/99999 


> EE Filing Date Specify as: yyyy-mm-dd M, if available 


Prior Application Specify as: US 07/999,999 or M, if applicable 
Number PCT/US96/99999 include priority 


documents under 35 
USC 119 and 120 


<ISI> Prior Application Specify as: yyyy-mm-dd M, if applicable 
Filing Date 
<160> — of SEQ ID Count includes total number of 
SEQ ID NOs 


as Software Name of software used to 
create the Sequence Listing 


a SEQ ID NO:#: Response shall be an integer 
representing the SEQ ID NO 
shown 

<211> Length Respond with an integer 
expressing the number of bases 
or amino acid residues 


<212> Type Whether presented sequence 
molecule is DNA, RNA, or PRT 
(protein). If a nucleotide 
sequence contains both DNA and 
RNA fragments, the type shall 
be “DNA.” In addition, the 
combined DNA/RNA molecule 
shall be further described in 
the <220> to <223> feature 
section. 

<213> Organism ’ |Scientific name, i.e. Genus/ 
species, Unknown or Artificial 
Sequence. In addition, the 
“Unknown” or “Artificial 
Sequence” organisms shall be 
further described in the <220> 
to <223> feature section. 


<220> Leave blank after <220>. M, under the following 
<221-223> provide for a conditions: if “n,” 
description of points of “Xaa,” or a modified 
biological significance in the or unusual L-amino 
sequence. acid or modified base 
was used in a 
sequence; if 
ORGANISM 
is “Artificial 
Sequence” or 
“Unknown”; if 
molecule is combined 
DNA/RNA. 


Provide appropriate identifier M, under the following 
for feature, preferably from conditions: if “n,” 
WIPO Standard ST.25 (1998), “Xaa,” or a modified 
Appendix 2, Tables 5 and 6 or unusual L-amino 
acid or modified base 
was used in a sequence 


183-409 TMOG-99-4 - QL3 
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Numeric Identifier Definition Comments and Format Mandatory (M) or 
Optional (O) 


Specify location within M, under the following 
sequence; where appropriate conditions: if “n,” 
state number of first and last “Xaa,” or a modified 
bases/amino acids in feature or unusual L-amino 
acid or modified base 
was used in a sequence 


Other Iniormation Other relevant information; M, under the following 
four lines maximum conditions: if “n,” 

“Xaa,” or a modified 
or unusual L-amino 
acid or modified base 
was used in a 
sequence; if 
ORGANISM 
is “Artificial 
Sequence” or 
“Unknown”; if 
molecule is combined 
DNA/RNA. 


Preferably max of ten named 
authors of publication; 
specify one name per line; 
preferable format: Surname, 
a Names and/or Initials 


Journal date on which data 
published; specify as yyyy-mm- 
dd, MMM-yyyy or Season-yyyy 


<308> Database Accession Accession number assigned by 
Number database including database 

name 

<309> Database Entry Date Date of entry in database; 
specify as yyyy-mm-dd or MMM- 
yyyy 

<310> Patent Document Number Document number, for patent- 
type citations only. Specify 
as, for example, US 07/999,999 

<311> Patent Filing Date Document filing date, for 
patent-type citations only; 
specify as yyyy-mm-dd 

<312> Publication Date Document publication date, for 
patent-type citations only; 
specify as yyyy-mm-dd 


[ears [Relevant Resides FROM (position) TO (positon) JO 


<400> Sequence SEQ ID NO should follow the 
numeric identifier and should 
appear on the line preceding 
the actual sequence 


5. Section 1.824 is revised to read as follows: shall be submitted in American Standard Code for Information 


Interchange (ASCII) text. No other formats shall be allowed. 
§ 1.824 Form and format for nucleotide and/or amino acid 


sequence submissions in computer readable form. (3) The computer readable form may be created by any 


. means, such as word processors, nucleotide/amino acid 
a byte mo ee required by § 1.821(¢) shall sequence editors or other custom computer programs; however, 
—— ‘ it shall conform to all specifications detailed in this section. 
(1) The computer readable form shall contain a single 
“Sequence Listing” as either a diskette, series of diskettes, or (4) File compression is acceptable when using diskette media, 
other permissible media outlined in paragraph (c) of thissection. so long as the compressed file is in a self-extracting format 


that will decompress on one of the systems described in para- 
(2) The “Sequence Listing” in paragraph (a) (1) of this section graph (b) of this section. 
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(5) Page numbering shall not appear within the computer 
readable form version of the “Sequence Listing” file. 


(6) All computer readable forms shall have a label perma- 
nently affixed thereto on which has been hand-printed or typed: 
the name of the applicant, the title of the invention, the date 
on which the data were recorded on the computer readable 
form, the operating system used, a reference number, and an 
application serial number and filing date, if known. 


(b) Computer readable form submissions must meet these 
format requirements: 


(1) Computer: IBM PC/XT/AT, or compatibles, or Apple 
Macintosh; 


(2) Operating System: MS-DOS, Unix or Macintosh; 


(3) Line Terminator: ASCII Carriage Retum plus ASCII 
Line Feed; 


(4) Pagination: Continuous file (no “hard page break” codes 
permitted); 


(c) Computer readable form files submitted may be in any 
of the following media: 


(1) Diskette: 
3.50 inch, 1.44 Mb storage; 
3.50 inch, 720 Kb storage; 
5.25 inch, 1.2 Mb storage; 
5.25 inch, 360 Kb storage. 


(2) Magnetic tape: 
0.5 inch, up to 24000 feet; 
Density: 1600 or 6250 bits per inch, 9 track; 
Format: Unix tar command; specify blocking factor (not 
“block size”); 
Line Terminator: ASCII Carriage Return plus ASCII 
Line Feed. 


(3) 8mm Data Cartridge: 
Format: Unix tar command; specify blocking factor (not 
“block size”); 
Line Terminator: ASCII Carriage Retum plus ASCII 
Line Feed. 


(4) CD-ROM: 
Format: ISO 9660 or High Sierra Format 


(5) Magneto Optical Disk: 
Size/Storage Specifications: 5.25 inch, 640 Mb. 


(d) Computer readable forms that are submitted to the Office 
will not be returned to the applicant. 


6. Section 1.825 is revised to read as follows: 


§ 1.825 Amendments to or replacement of sequence listing 
and computer readable copy thereof. 


(a) Any amendment to the paper copy of the “Sequence 
Listing” (§ 1.821(c)) must be made by the submission of substi- 
tute sheets. Amendments must be accompanied by a statement 
that indicates support for the amendment in the application, as 
filed, and a statement that the substitute sheets include no new 
matter. 


(b) Any amendment to the paper copy of the “Sequence 
Listing,” in accordance with paragraph (a) of this section, must 


ctactctact ctactctcat ctactatctt 


ctcttgagtc ctggagatct ctectctcac 


ctgactgact ctgagatagt 
cagagcgccg 
agcgecesce 


ctecictica 


cgageccgta 
cecetgcgecg 
ctttegeggc 


cgceggtgcg 
ctttecggcg 


cttctcttec clagagaggt 
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be accompanied by a substitute copy of the computer readable 
form (§ 1.821(e)) including all previously submitted data with 
the amendment incorporated therein, accompanied by a state- 
ment that the copy in computer readable form is the same as 
the substitute copy of the “Sequence Listing.” 


(c) Any appropriate amendments to the “Sequence Listing” 
in a patent; e.g., by reason of reissue or certificate of correction, 
must comply with the requirements of paragraphs (a) and (b) 
of this section. 


(d) If, upon receipt, the computer readable form is found to 
be damaged or unreadable, applicant must provide, within such 
time as set by the Commissioner, a substitute copy of the data 
in computer readable form accompanied by a statement that 
the substitute data is identical to that originally filed. 


7. Appendix A to Subpart G to Part | is revised to read as 
follows: 


Appendix A To Subpart G to Part | - Sample Sequence Listing 


<110> Smith, John 
Smith, Jane 


<129> Example of a Sequence Listing 
<130> 01-00001 

<140> US 08/999,999 
<141> 1998-02-28 

<150> EP 91000000 
<151> 1997-12-31 

<160> 2 

<170> PatentIn ver. 2.0 
<210> 1 

<211> 403 

<212> DNA 

<213> Paramecium aurelia 
<220> 

<22i> CDS 

<222> 341..394 

<300> 

<301> Doe, Richard 


<302> Isolation and Characterization of a Gene Encoding a 
Protease from Paramecium sp. 


<303> Journal of Fictional Genes 
<304> | 

<305> 4 

<306> 1-7 

<307> 1988-06-20 

<400> | 


ctgagtctgc ctgagtggta 
cgatagatcg 
agagagtggs 
cgcecgages 
cctgagaget 
atg gtt tca atg ttc 
Met Val Ser Met Phe 


cgagactgac 
cgagggtgac 
cgcggtgggc 
cgeccctaga 
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aaa tgg cct gga tt tgt tg 
Cys Leu 


Lys Trp Pro Gly Phe 
10 15 


<210> 2 


<211> 18 
Met Val Ser Met Phe Ser Leu Ser Phe Lys 
l 5 10 


Phe Val 


May 22, 1998 
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l 
ttt gt 
Phe Val 


tgtttgctc 


<212> PRT 
<213> Paramecium aurelia 


<400> 2 


Leu 
15 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 


Notice of Public Hearing and 
Request for Comments on Procedures for 
Recording Patent Prosecution File Histories. 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of Hearing and Request for Public Comments. 


Summary: Recent decisions by the United States Supreme 
Court and the United States Court of Appeals for the Federal 
Circuit highlight the crucial role a prosecution history plays in 
determining the validity and scope of a patent. See, e.g., War- 
ner- Jenkinson Co. v. Hilton Davis Chem. Co., 117 S. Ct. 1040, 
41 USPQ2d 1865 (1997); Markman v. Westview Instruments, 
52 F.3d 967, 34 USPQ2d 1321 (Fed. Cir. 1995), aff'd 116 S. 
Ct. 1384, 38 USPQ2d 1461 (1996); Vitronics Corp. v. Concept- 
ronic Inc., 90 F.3d 1576, 39 USPQ2d 1573 (Fed. Cir. 1996). 
In response, the United States Patent and Trademark Office 
(PTO) requests public comments on issues associated with 
procedures for recording complete and accurate patent prose- 
cution history records. Interested members of the public are 
invited to testify at the hearing and to present written comments 
on any of the topics outlined in the supplementary information 
section of this notice. 


Dates: A public hearing will be held on November 18, starting 
at 9:00 a.m. and ending no later than 5:00 p.m. If sufficient 
interest warrants, an additional public hearing will be held in 
an alternate location, for example, in California, or by televideo 
conference. 

Those wishing to present oral testimony at the hearing must 
request an opportunity to do so no later than November 3, 
1997. 

To ensure consideration, written comments must be received 
at the PTO no later than November 18, 1997. Written comments 
and transcripts of the hearing will be available for public inspec- 
tion on or about December 1, 1997. 


Addresses: The November 18, 1997 hearing will be held in 
the Commissioner’s Conference Room located in Crystal Park 
Two, Room 912, 2121 Crystal Drive, Arlington, Virginia. 
Those interested in testifying or in submitting written comments 
on the topics presented in the supplementary information, or 
any other related topics, should send their request or written 
comments to the attention of Mary Critharis addressed to Com- 
missioner of Patents and Trademarks, Box 4, Patent and Trade- 
mark Office, Washington, D.C. 20231; or John M. Whealan 
addressed to Office of the Solicitor, Box 15667, Arlington, 


Va. 22215. Written comments may be submitted by facsimile 
transmission to Mary Critharis at (703) 305-8885 or John M. 
Whealan at (703) 305-9373. Comments may also be submitted 
by electronic mail through the Internet to mary.critharis@usp- 
to.gov or john.whealan@uspto.gov. Written comments will be 
maintained for public inspection in Crystal Park Two, Room 
902, 2121 Crystal Drive, Arlington, Virginia. Written com- 
ments in electronic form may be made available via the PTO’s 
World Wide Web site at http://www.uspto.gov. No requests 
for presenting oral testimony will be accepted through elec- 
tronic mail. 


For Further Information Contact: Mary Critharis by tele- 
phone at (703) 305-9300, by facsimile at (703) 305-8885, by 
electronic mail at mary.critharis@uspto.gov, or by mail 
addressed to Commissioner of Patents and Trademarks, Box 
4, Washington, D.C. 20231; or John M. Whealan by telephone 
at (703) 305-9035, by facsimile at (703) 305-9373, by electronic 
mail at john.whealan@uspto.gov, or by mail addressed to Office 
of the Solicitor, Box 15667, Arlington, Va. 22215. 


Supplementary Information: 
1. Background 


The official record detailing the prosecution of a patent appli- 
cation in the United States Patent and Trademark Office (PTO) 
is more than just a historical record. During the life of a patent, 
the prosecution record defines the scope of the claimed inven- 
tion and the patent owner’s rights. Thus, the written record 
must clearly explain the rationale for decisions made during 
the examination of a patent application, including the basis for 
the grant. Moreover, once a patent has been granted, the official 
record will be closely scrutinized by potential licensees, com- 
petitors who must avoid infringing the claimed invention, or 
even those attempting to invalidate the patent. In the event of 
litigation, the record will serve as a primary basis for court 
determinations of issues regarding the validity or scope of the 
patent. 

The written record created during the prosecution of a patent 
application, commonly referred to as the “file wrapper” or “file 
history,” consists of all correspondence between an applicant 
and the PTO. The file history typically consists of the patent 
application as originally filed, the cited prior art, all papers 
prepared by the examiner during the course of examination, 
and documents submitted by the applicant in response to the 
various requirements, objections, and rejections made by the 
examiner. In addition, the file history should contain a written 
record of all oral communications addressing patentability 
issues between the examiner and applicant. Examiners and 
applicants share the responsibility for the clarity, accuracy, and 
completeness of the file wrapper. 
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Recent decisions by the United States Supreme Court and 
the United States Court of Appeals for the Federal Circuit 
emphasize the importance of clear and complete prosecution 
histories in that they will look more closely at and place greater 
weight on patent prosecution histories. See, e.g., Warner-Jen- 
kinson Co. v. Hilton Davis Chem. Co., 117 S. Ct. 1040, 41 
USPQ2d 1865 (1997); Markman v. Westview Instruments, 52 
F.3d 967, 34 USPQ2d 1321 (Fed. Cir. 1995), affd, 116 S. 
Ct. 1384, 38 USPQ2d 1461 (1996); Vitronics Corp. v. Concept- 
ronic Inc., 90 F.3d 1576, 39 USPQ2d 1573 (Fed. Cir. 1996). 
For example, in Warner-Jenkinson, the Supreme Court 
explained the importance of the prosecution history of a patent 
in determining infringement under the doctrine of equivalents. 
117 S. Ct. at 1049-51, 41 USPQ2d at 1871-73. Specifically, 
the Court acknowledged that when the prosecution history 
reveals that a patent owner amended the claims by adding 
limitations to overcome the prior art, the patent owner will 
be estopped from alleging infringement under the doctrine of 
equivalents as to that amended limitation. /d. at 1051, 41 
USPQ2d at 1873. Subsequently, the Court held: 


Mindful that claims do indeed serve both a definitional and a notice 
function, we think the better rule is to place the burden on the patent- 
holder to establish the reason for an amendment required during patent 
prosecution .... Where no explanation is established, however, the court 
should presume that the PTO had a substantial reason related to patent- 
ability for including the limiting element added by amendment. 


Id. The emphasis on the written record, including the prose- 
cution history, to interpret the claims is further illustrated by 
the Markman and Vitronics decisions. In Markman, the Federal 
Circuit held claim interpretation is a question of law to be 
determined by the court based on three sources: the claims, 
the specification, and the prosecution history. 52 F.3d at 979, 
34 USPQ2d at 1329. Along the same lines, the Federal Circuit 
in Vitronics opined that intrinsic evidence, which includes the 
claims, the specification, and the prosecution history, is the 
“most significant source” of evidence to be used when interpre- 
ting claims. 90 F.3d at 1582, 39 USPQ2d at 1576. In explaining 
that the claims, the specification, and the prosecution history 
make up the “public record” upon which the public is entitled 
to rely, the Federal Circuit stated: 


[T]he [prosecution] history contains the complete record of all the pro- 
ceedings before the Patent and Trademark Office, including any express 
representations made by the applicant regarding the scope of the claims. 
As such, the record before the Patent and Trademark Office is often of 
critical significance in determining the meaning of the claims. 


90 F.3d at 1582, 39 USPQ2d at 1577. The Federal Circuit held 
that when the public record “unambiguously describes the scope 
of the patented invention,” reliance on extrinsic evidence such 
aS expert testimony is improper. 90 F.3d at 1583, 39 USPQ2d 
at 1477. 


The PTO imposes written recording requirements on both 
the examiner and applicant. These requirements are designed 
to furnish the patent applicant, as well as the public and the 
courts, with sufficient information to make informed decisions. 
As the agency charged with granting valid patents, the PTO is 
actively concerned with the development of clear and complete 
prosecution histories. For this reason, the PTO is interested in 
obtaining public opinion as to whether the current rules and 
procedures pertaining to recording prosecution histories are 
sufficient to provide complete and clear records. 


II. Issues for Public Comment 

Interested members of the public are invited to testify and 
present written comments on issues they believe to be relevant 
to the discussion below. Questions following the discussion 
are included to identify specific issues upon which the PTO is 
interested in obtaining public opinion. 


A. Current Procedures for Recording Patent Prosecution His- 
tories 


The emphasis on preparing complete, clear, and accurate file 
histories is prevalent throughout the patent rules which form 
title 37 of the Code of Federal Regulations (C.F.R.) and the 
guidelines of practice embodied in the Manual of Patent Exam- 
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ining Procedure (M.P.E.P.). Recognizing the importance of the 
written prosecution record, PTO rules and procedures stress 
the need for examiners to communicate clearly the basis for 
all rejections and objections so that the issues can be identified 
early and the applicant can be given an opportunity to respond. 
See 37 C.F.R. 1.105 (1996); M.P.E.P. 707.07 (6th ed. 1995, 
rev. 2, July 1996). To meet this goal, Rule 105 explicitly states 
that “[t}he examiner’s action will be complete as to all matters.” 
37 C.F.R. 1.105. This requires the examiner to treat all claims 
on their merits, provide authority and support for each ground 
of rejection, and respond to all arguments and points raised by 
applicants. 

The M.P.E.P. instructs examiners to provide clear and com- 
plete Office actions throughout the examination process. For 
instance, when making rejections such as lack of an adequate 
written description, the examiner’s position should be fully 
developed and contain detailed reasons rather than a mere 
conclusion. See M.P.E.P. 706.03 (6th ed. 1995, rev. 2, July 
1996). Moreover, upon entering an obviousness rejection under 
35 U.S.C. 103, the examiner should set forth in the Office 
action the relevant teachings of the prior art relied upon, the 
differences between the claimed invention and the applied refer- 
ences, and an explanation as to why the claimed invention 
would have been obvious to one of ordinary skill in the art. 
M.P.E.P. 706.02(j) (6th ed. 1995, rev. 2, July 1996). Further- 
more, in making a final rejection, all outstanding grounds of 
rejection should be fully developed and clearly set forth to the 
extent that the remaining issues are readily apparent. M.P.E.P. 
706.07 (6th ed.. 1995, rev. 2, July 1996). 

Concurrent with the examiner’s duty to provide clear and 
fully developed Office actions, Rule 111 mandates an appli- 
cant’s response to be complete in order to promote an early 
and full determination of the issues. 37 C.F.R. 1.111 (1996). 
Current procedure requires that the response by the patent 
applicant “must distinctly and specifically point out the sup- 
posed errors in the examiner’s action and must respond to every 
ground of objection and rejection in the prior Office action.” 
37 C.F.R. 1.111. Moreover, the requirements of Rule 111 dictate 
that applicants clearly point out the patentable novelty believed 
to render the subject claims allowable over the referenced teach- 
ings. 37 C.F.R. 1.111. See M.P.E.P. 714.02 (6th ed. 1995, rev. 
2, July 1996). Furthermore, to ensure a clear and complete file 
record, examiners are given the authority to require correction 
if a response is not complete. See M.P.E.P. 714.03 (6th ed. 
1995, rev. 2, July 1996). In limited situations, an examiner is 
authorized to make changes directly to the written portions of 
the filed application to correct obvious errors such as spelling 
and minor grammatical errors. M.P.E.P. 1302.04 (6th ed. 1995, 
rev. 2, July 1996). Other obvious informalities such as changes 
to the abstract may be corrected by a formal examiner’s amend- 
ment which is placed in the file wrapper and a copy is mailed 
to applicants. /d. Amendment or cancellation of claims by 
formal examiner’s amendment is permitted when passing an 
application to issue provided that the changes have been author- 
ized by applicant or applicant’s representative. Id. 

A complete prosecution history should clearly reflect the 
reasons why the patent application was allowed. According to 
Rule 109, an examiner may set forth reasons for allowance 
when the record, as a whole, is unclear as to why the application 
is allowable over the prior art. 37 C.F.R. 1. 109 (1996). Thus, 
the examiner must make a judgment of the record to determine 
whether reasons for allowance should be set out in that record. 
However, the M.P.E.P. cautions examiners to exercise great 
care in recording reasons for allowance so as not to misconstrue 
the claims. M.P.E.P. 1302.14 (6th ed. 1995, rev. 2, July 1996). 
If desired, an applicant may comment on an examiner’s state- 
ment of reasons for allowance. Although an applicant’s com- 
ments are entered in the application file, they will not be 
commented upon by the examiner in charge of the application. 
See id. 

Another facet of patent prosecution in which written records 
are extremely important is the recordation of interviews con- 
ducted between examiners and applicants. Examiner interviews 
concerning patent applications and other matters pending before 
the PTO serve to clarify the issues in an application and materi- 
ally advance the prosecution of a case. The substance of an 
interview must be made of record in the application by means 
of an Interview Summary Form completed by the examiner 
and placed in the file wrapper. M.P.E.P. 713.04 (6th ed. 1995, 
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rev. 2, July 1996). In addition, a complete written statement 
disclosing the substance presented at the interview must be 
filed by the applicant when reconsideration is requested in view 
of an interview with an examiner. 37 C.F.R. 1.133 (b) (1996). 
However, the examiner and applicant can agree that the Inter- 
view Summary Form satisfies applicant’s obligation under Rule 
133. M.P.E.P. 713.04. 

A complete and accurate recordation of the substance of an 
examiner interview should include the following: an identifica- 
tion of the claims and prior art discussed; a description of 
proposed amendments; the general thrust of the applicant’s and 
examiner’s arguments; and the results of the interview. /d. 
Although the recordation of the arguments presented at the 
interview need not be lengthy or highly detailed, the general 
nature of the principal arguments should be readily apparent. 
Id. 

The PTO is interested in ensuring that complete and accurate 
file histories are created and maintained. Public comments are 
invited to assist the PTO in identifying any improvements 
that can be made to increase the clarity and completeness of 
prosecution histories. The tenor of the following questions 
should not be taken as an indication that the PTO has taken a 
position on or is predisposed to any particular approach to 
creating and maintaining complete and clear file histories. 


1. Do you believe that the current rules and procedures 
pertinent to recording prosecution histories are sufficiently clear 
and effective? If not, please: 

(a) identify aspects of the rules and procedures that you 
believe lack clarity or do not facilitate the creation of adequate 
records; 

(b) identify any changes to the rules and procedures that 
you believe would improve the clarity and completeness of file 
histories; and 

(c) discuss potential advantages and hardships that patent 
applicants and examiners would face if particular changes were 


adopted. 


2. Do you believe that examiners are correctly and uniformly 
applying the existing rules and procedures governing the 
recording of file histories? If not, please: 

(a) provide or summarize examples in which you believe 
examiners have not maintained complete file histories; 

(b) identify additional steps that can be taken by the PTO 
and applicants to clarify the prosecution history; and 

(c) discuss possible advantages and drawbacks to the pro- 
posed changes. 


3. Do examiners generally notify applicants when an amend- 
ment fails to point out the ntable novelty of applicant's 
invention, as required by 37 C.F.R. 1.111? If so, do you believe 
that examiners should continue to notify applicants of their 
failure to include a statement of novelty? 


4. Is language such as “to further define and clarify the 
invention” sufficient to satisfy Rules 111 and 119 of 37 C.F.R. 
which require the applicant to point out how each amendment 
distinguishes the claims over the cited prior art? If not, please 
explain why applicants should be required to recite positively 
the rationale behind every claim amendment. 


5. Should examiners be required to recite positively the 
reasons for amendments to claims when claims are amended 
by way of a formal examiner’s amendment drafted pursuant 
to M.P.E.P. 1302.047 If so, do you believe this would dis- 
courage the practice of examiner amendments? Also, what 
effect would such a requirement have on the patent prosecution 
process? 


6. Should the current practice of having examiners prepare 
reasons for allowance, as outlined in 37 C.F.R. 1.109, be discon- 
tinued? If so, please explain why you believe this is desirable. 
If not, should 37 C.F.R. 1.109 be amended to make it mandatory 
that reasons for allowance must be provided by the examiner? 
(Currently, according to 37 C.F.R. 109, setting forth reasons 
for allowance is not mandatory on the examiner’s part.) If so, 
in which of the following instances should examiners be 
required to set forth reasons for allowance: 


(a) in all allowable patent applications; or 
(b) when the record, as a whole, is unclear as to why the 
patent application is being allowed. 


OFFICIAL GAZETTE 


January 5, 1999 


7. Do reasons for allowance recorded by examiners contain 
accurate and precise interpretations regarding the novelty or 
nonobviousness of the claims? If not, please: 

(a) explain the experiences you have had that led you to 
your conclusions; and 

(b) identify what you believe should be included in or 
omitted from an examiner’s reasons for allowance. 


8. What would prompt an applicant to comment on an exam- 
iner’s statement of reasons for allowance? 

9. If an applicant disagrees with an examiner’s reasons for 
allowance, should applicant be obligated to respond? If so, 
should applicant’s failure to file a statement commenting on 
the examiner’s reasons for allowance be deemed an admission 
that applicant acquiesces to the reasoning of the examiner? 
(Currently, pursuant to 37 C.F.R. 1.109, failure to comment 
on the reasons for allowance does not imply that the patent 
applicant agrees with the reasoning of the examiner.) 


10. Is the current practice of placing applicant’s comments 
to reasons for allowance in the application file without further 
comment by the examiner adequate? If not, how and why 
should the current practice be changed? 


11. Does the present system of recording examiner interviews 
by means of interview summary records, as outlined in M.P.E.P. 
713.04, provide a complete record of the substance of the 
interview? If not, please: 

(a) explain the experiences you have had that have led you 
to your conclusions; 

and 

(b) describe additional changes to the interview summary 
practice you believe would be desirable. 


12. Shou!d applicants be obligated to record the substance 
of every examiner interview, regardless of whether reconsidera- 
tion is sought? 


13. Should an examiner and applicant be permitted to agree 
that a written record of the substance of an interview by the 
applicant is not necessary? 


14. Should the PTO require that telephonic and/or personal 
interviews between examiners, applicants, and attorneys be 
taped by electronic devices and transcribed into a written 
medium to be included in the file wrapper? If so, please: 

(a) identify which type of interviews should be recorded 
by electronic devices; 

(b) indicate whether transcriptions should be distributed to 
applicants; 

(c) explain how this should be implemented; 

(d) identify who should bear the cost; and 

(e) discuss potential advantages and drawbacks to electronic 
recording of examiner interviews. 


In the alternative, should applicants be permitted to request 
recording of examiner interviews by electronic devices? If so, 
please: 

(a) identify which type of interviews applicants should be 
permitted to request recording; 

(b) indicate whether transcriptions should be distributed to 
applicants; 

(c) explain how this should be implemented; 

(d) identify who should bear the cost; and 

(e) discuss potential advantages and drawbacks to applicant- 
requested electronic recording of examiner interviews. 


B. Other Issues 


Parties may address related matters not specifically identified 
in the above topics. If this is done, parties are requested to: 


!. Label that portion of their response as “Other Issues”; 
2. Clearly identify the matter being addressed; 


3. Provide examples, when appropriate, that illustrate the 
matter addressed; 


4. Identify any relevant legal authorities applicable to the 
matter being addressed; and 
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5. Provide suggestions regarding how the matter should be 
addressed by the PTO. 


III. Guidelines for Oral Testimony 


Individuals wishing to testify must adhere to the following 
guidelines: 

1. Anyone wishing to testify at the hearings must request 
an opportunity to do so no later than November 3, 1997. 
Requests to testify may be accepted on the date of the hearing 
if sufficient time is available on the schedule. No one will be 
permitted to testify without prior approval. 


2. Requests to testify must include the speaker’s name, affili- 
ation and title, mailing address, and telephone number. Fac- 
simile number and Internet mail address, if available, should 
also be provided. Parties may include in their request an indica- 
tion as to whether the party wishes to testify during the moming 
or afternoon session of the hearing. 


3. Speakers will be provided between five and fifteen minutes 
to present their remarks. The exact amount of time allocated 
per speaker will be determined after the final number of parties 
testifying has been determined. All efforts will be made to 
accommodate requests for additional time for testimony pre- 
sented before the day of the hearing. 


4. Speakers may provide a written copy of their testimony 
for inclusion in the record of the proceedings. These remarks 
should be provided no later than November 25, 1997. 


5. Speakers must adhere to guidelines established for testi- 
mony. These guidelines will be provided to all speakers on or 
before November 11, 1997. A schedule providing approximate 
times for testimony will be provided to all speakers the moming 
of the day of the hearing. Speakers are advised that the schedule 
for testimony will be subject to change during the course of 
the hearings. 


IV. Guidelines for Written Comments 
Written comments should include the following information: 
1. Name and affiliation of the individual responding; 


2. If applicable, an indication of whether comments offered 
represent views of the respondent’s organization or are the 
respondent’s personal views; and 


3. If applicable, information on the respondent’s organiza- 
tion, including the type of organization (e.g., business, trade 
group, university, or non-profit organization) and respondent’s 
position, including type of experience (e.g., attorney handling 
patent prosecution and/or patent litigation, patent agent prose- 
cuting patent applications, or judge deciding patent issues). 

If possible, parties offering testimony or written comments 
should provide their comments in machine-readable format. 
Such submissions may be provided by electronic mail messages 
sent over the Internet, or on a 3.5" floppy disk formatted for use 
in either a Macintosh or MS-DOS based computer. Machine- 
readable submissions should be provided as unformatted text 
(e.g., ASCII or plain text), or as formatted text in one of the 
following file formats: Microsoft Word (Macintosh, DOS, or 
Windows versions) or WordPerfect (Macintosh, DOS, or Win- 
dows versions). 

Information that is provided pursuant to this notice will be 
made part of a public record and may be available via the 
Internet. In view of this, parties should not provide information 
that they do not wish to be publicly disclosed or made electroni- 
cally accessible. Parties who would like to rely on confidential 
information to illustrate a point are requested to summarize or 
otherwise provide the information in a way that will permit its 
public disclosure. 
Sept. 16, 1997 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 
Request for Comments on Patent Formalities Treaty 


Agency: Patent and Trademark Office, Commerce 
Action: Notice of request for public comments 


Summary: The Patent and Trademark Office is seeking com- 
ments to obtain views of the public on the international effort 
to simplify the formal requirements associated with patents and 
the consequent changes to United States law and practice. 
Comments may be offered on any aspect of this effort. 


Dates: All comments are due by December 1, 1997. 


Addresses: Persons wishing to offer written comments should 
address those comments to the Commissioner of Patents and 
Trademarks, Box 4, Patent and Trademark Office, Washington, 
D.C. 20231, marked to the attention of Mrs. Lois E. Boland. 


Comments may also be submitted by facsimile transmission 
to (703) 305-8885 or by electronic mail through the Internet 
to pit.comments@uspto.gov. All comments will be maintained 
for public inspection in Room 902 of Crystal Park Il, at 2121 
Crystal Drive, Arlington, Virginia. 


For Further Information Contact: Mrs. Lois E. Boland by 
telephone at (703) 305-9300, by fax at (703) 305-8885 or by 
mail marked to her attention and addressed to Commissioner 
of Patents and Trademarks, Box 4, Washington, D.C. 20231. 


Supplementary Information: 
1. Background 


The United States has been involved in an effort to reduce the 
formal requirements associated with patent applications and 
patents in the different countries of the world. A committee of 
experts, meeting under the auspices of the World Intellectual 
Property Organization (WIPO), continues to develop treaty 
articles and rules which attempt to minimize the formal require- 
ments associated with patent applications and patents. Upon 
conclusion, these treaty articles and rules will simplify the 
formal obligations and reduce the associated costs for patent 
applicants and owners of patents in obtaining and preserving 
their rights for inventions in many countries of the world. The 
next (Sth) committee of experts meeting will take place at 
WIPO in December of 1997. It is likely that two additional 
such meetings will take place in 1998. The issue of when a 
Diplomatic Conference will be convened to conclude these 
negotiations will be discussed in a March 1998 meeting at 
WIPO. WIPO has suggested that a 1999 Diplomatic Conference 
may be possible. 


The United States Patent and Trademark Office (USPTO), 
leading the negotiations for the United States, is interested in 
obtaining comprehensive comments to assess continued support 
for the effort. Prior to each of the previous meetings of the 
committee of experts, the USPTO informally solicited and 
received comments on the then-current drafts of the treaty 
articles, rules and notes. In light of the impending conclusion 
of this effort, the USPTO desires to ensure that the text of the 
treaty is disseminated as widely as possible and the opportunity 
to provide comments is correspondingly comprehensive. 


Written comments may be offered on any aspect of the draft 
treaty articles, rules or notes or expected implementation in 
the United States. Comments are also welcome on the following 
issues: 


— the formalities/substantive distinction, discussed, specifi- 
cally, with respect to Article 5, below; 


— the subject matter appropriate for treaty articles versus that 
which should be relegated to rules; and 


— whether this effort should be concluded by a separate treaty 
or as a protocol to the Patent Cooperation Treaty. 
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2. Brief Summary of the Draft Treaty 


The current text of the draft treaty includes 16 articles, 17 rules 
and associated notes. A brief summary of selected articles and, 
where significant, associated rules follows. To the extent that 
a given article is not summarized, it is considered to be self- 
explanatory. Insofar as this effort is focused upon and limited 
to formal matters associated with patent applications and 
patents, the USPTO expects that, upon implementation, changes 
to our patent law would be minimal. However, to the extent 
the need for any such change has been identified for a given 
draft article or rule, it is noted below. This discussion is 
intended, only, to highlight various articles and rules; it is not 
intended as a comprehensive treatment of the draft texts. The 
draft texts, identified in Part 3, below, should be consulted for 
a complete understanding of the effort that is under way. 


Article | - Abbreviated Expressions - This article provides 
definitions for terms used throughout the text of the draft articles 
and rules. For the most part, this article is self-explanatory. 
The USPTO has supported a broadening of the definition for 
the term “owner” to include owners of both applications and 
patents. 


Article 2 - Applications and Patents to Which the Treaty 
Applies - This article defines the scope of the treaty by virtue 
of the types of applications and patents that are intended to be 
encompassed by its terms. 


Article 3 - National Security - This article preserves the right 
of Contracting Parties to apply measures deemed necessary for 
the preservation of national security. 


Article 4 - Filing Date - This article is viewed by the USPTO 
as one of the more important features of this effort. It mandates 
that a Contracting Party must provide a filing date for an 
application as of the date that the following elements are filed 
with its Office: 


(i) an indication that submitted elements are intended to be 
an application; 

(ii) indications allowing the identity of the applicant or person 
submitting the application to be established or contacted; 

(iii) a description; and 

(iv) if the description is not in an accepted language, an 
indication that the application contains a description. 


This filing date requirement is fairly minimal and would greatly 
simplify the conditions imposed upon the grant of filing dates 
to patent applications throughout the world. Note that this article 
would mandate the acceptance, for filing date purposes, of 
patent applications in any language, subject to the furnishing 
of later translations. The USPTO has supported this article, 
with the knowledge that our claim requirement in section 111 
(a) of title 35, United States Code, would have to be deleted. 
Note that such a requirement is not included for provisional 
applications filed under section | 11 (b) of title 35, United States 
Code. The remainder of the article and Rule 2 provide additional 
details concerning the grant of filing dates. 


Article 5 - Application - This article is another of the more 
important features of this effort. It mandates that no Contracting 
Party may impose any requirement relating to the form or 
contents of an application which is different from or additional 
to any requirement applicable under the Patent Cooperation 
Treaty (PCT) to an international application. In essence, this 
article states that if an applicant submits an application to a 
national office that complies with the requirements of the PCT, 
that national office can impose no different or additional 
requirements on that national application. Of course, Con- 
tracting Parties would be free to impose requirements that are 
more liberal, from an applicant’s perspective, than the PCT. 
Of note, the International Bureau of WIPO has expressed the 
view that the incorporation of the “form or contents” require- 
ments from the PCT into this article would mandate the applica- 
tion of the PCT unity of invention standard for all national 
applications. The USPTO has taken exception to this view 
insofar as unity of invention is considered to be a substantive 
matter that is outside the scope of this effort. This article also 
provides that the Regulations shall include requirements 
regarding the filing of applications in paper and electronic form. 


OFFICIAL GAZETTE 


January 5, 1999 


Article 6 - Validity of Patent; Revocation - This article mandates 
that once a patent has been granted, it may not be revoked or 
invalidated on the ground of non-compliance with certain 
formal requirements enunciated in Article 5. 


Article 7 - Representation; Address for Service - This article 
addresses requirements regarding representation, address for 
service and powers of attorney. Importantly, the article provides 
that Contracting Parties may not mandate representation for, 
among other things, the filing of a translation, the furnishing 
of drawings or the payment of any fee. 


Article 8 - Signature; Article 9 - Request for Recordal of Change 
in Name and Address; Article 10 - Request for Recordal of 
Change in Ownership; Article 11 - Request for Recordal of 
Licensing Agreement or Security Interest; and Article 12 - 
Request for Correction of a Mistake. These provisions, and 
associated rules, are considered to be self-explanatory. It has 
been the position of the-USPTO that much of the detail in 
these articles would be more appropriate for a rule insofar as 
including such a level of detail in treaty articles may render 
the result unnecessarily inflexible. (While this issue is high- 
lighted here with respect to these enumerated articles, it may 
apply to the level of detail associated with other articles.) 


Article 13 - Extension of a Time Limit Fixed by the Office - 
This article, with Rule 14, mandates that the Offices of all 
Contracting Parties must provide for, at the least, a first exten- 
sion for any time limit set by the Office. 


Article 14 - Further Processing; Restoration of Rights - This 
article mandates that all Contracting Parties must provide for 
the further processing of applications and the restoration of 
rights related to applications/patents where compliance with 
a requirement takes place outside of a time limit originally 
established by an Office. The article also provides for inter- 
vening fights under certain circumstances. 


Article 15 - Addition and Restoration of Priority Claim - This 
article provides for the late claiming of priority of an earlier 
application where a subsequent application is timely filed and 
for the delayed filing of the subsequent application. The United 
States currently permits late claiming of priority and supports 
the concept of accepting the delayed filing of the subsequent 
application. With regard to accepting the delayed filing of a 
subsequent application, an amendment to section 119 of title 
35, United States Code, would be warranted. 


Article 16 - Regulations - This provision provides the basis 
for the draft rules that follow. As noted above, there are, cur- 
rently, 17 draft rules that accompany the text of the treaty. 


3. Text of the Draft Treaty, Rules and Notes 


The text of the current draft of the patent law treaty, with 
associated rules and notes, is available via the USPTO’s World 
Wide Web site at http://www.uspto.gov via a link to WIPO’s 
World Wide Web site. The documents are PLT/CE/V/2 and 
PLT/CE/V/3. 


Requests for paper copies of the text may be made in writing 
to Mrs. Lois E. Boland at the above address or by telephone 
at (703) 305-9300. 
October 15, 1997 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(85) Using Certificate of Correction to Perfect 


Claim for Priority Under 35 USC 119 


Under 35 USC 119, an applicant may assert a right of priority 
and claim the benefit of an earlier filing date in a foreign 
country. In this regard, 35 USC 119 states: 


No application for patent shall be entitled to this right or 
priority unless a claim therefor and a certified copy of the 
original foreign application, specification and drawings upon 
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which it is based are filed in the Patent and Trademark Office 
before the patent is granted. . . . 


The failure to perfect a claim to foreign priority benefits 
prior to issuance of the patent may be cured by filing a reissue 
application; Brenner v. State of Israel,158 USPQ 584 (CA DC 
1968). 


However, under certain conditions, this failure may also be 
cured by filing a Certificate of Correction request under 35 
USC 255 and 37 CFR 1.323. For example, in the case of In re 
Van Esdonk, 187 USPQ 671 (Comr. 1975), the Commissioner 
granted a request to issue a Certificate of Correction in order 
to perfect a claim to foreign priority benefits. In that case, a 
claim to foreign priority benefits had not been filed in the 
application prior to issuance of the patent. However, the appli- 
cation was a continuation of an earlier application in which 
the requirements of 35 USC 119 had been satisfied. Accord- 
ingly, the Commissioner held that the “applicants’ perfection 
of a priority claim under 35 USC 119 in the parent application 
will satisfy the statute with respect to their continuation applica- 
tion.” 


Although In re Van Esdonk involved the patent of a continua- 
tion application filed under 37 CFR 1.60, it is proper to apply 
the holding of that case in similar factual circumstances to any 
patented application having benefits under 35 USC 120. This 
is primarily because a claim to foreign priority benefits in a 
continuing application, where the claim has been perfected in 
the parent application, constitutes in essence a mere affirmation 
of the applicant’s previously expressed desire to receive benefits 
under 35 USC 119 for subject matter common to the foreign, 
parent, and continuing applications. 


In summary, a Certificate of Correction under 35 USC 255 
and 37 CFR 1.323 may be requested and issued in order to 
perfect a claim to foreign priority benefits in a patented contin- 
uing application if the requirements of 35 USC 119 had been 
satisfied in the parent application prior to issuance of the patent 
and the requirements of 37 CFR 1.55(a) are met. 


However, a claim to foreign priority benefits cannot be per- 
fected via a Certificate of Correction if the requirements of 35 
USC 119 had not been satisfied in the patented application, or 
its parent, prior to issuance and the requirements 37 CFR 155(a) 
are not met. In this latter circumstance, the claim to foreign 
priority benefits can be perfected only by way of a reissue 
application in accordance with the rationale set forth in Brenner 
v. State of Israel, supra. 
July 25, 1986 RENE D. TEGTMEYER 

Assistant Commissioner 
for Patents 


[1169 OG 38) 


(86) Right of Priority in Patent and Trademark 


Applications Available in Taiwan 


On the basis of a Memorandum of Understanding signed on 
April 10, 1996, between the American Institute in Taiwan and 
the Taipei Economic and Cultural Representative Office in 
the United States, U.S. applicants seeking patent protection in 
Taiwan may avail themselves of the right of priority based on 
patent applications filed in the United States, on or after April 
10, 1996. 


In accordance with the same Memorandum of Under- 
standing, U.S. applicants seeking trademark protection in 
Taiwan may avail themselves of the right of priority based on 
applications for trademark registration filed in the United States, 
on or after December 24, 1993. 


To receive the right of priority in Taiwan, applications for 
patents and trademark registrations must be filed there within 
such time period from the filing of the first application in the 
United States, as specified by the laws and regulations of 
Taiwan. The right of priority, on the basis of reciprocity, is also 
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available to applicants from Taiwan seeking patent protection or 

trademark registration in the United States. 

April 30, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce 

and Commissioner of Patents and Trademarks 
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(87) Notice of Right to Claim Priority Based Upon 
Applications Previously Filed in India 


On January 3, 1995, the Ministry of India (Department of 
Industrial Development) caused a Notification to be published 
in The Gazette of India: Extraordinary [Part I1-Sec. 3(ii)]. This 
Notification included the following text: 


“{I}n exercise of the powers conferred by subsection (1) of 
section 133 of the Patents Act, 1970 (39 of 1970), the 
Central Government hereby declares each of [the members 
of the World Trade Organization, which includes the United 
States of America] to be a convention country for all the 
provisions of the said Act”. 


Section 135(1) of the Patents Act, 1970 (39 of 1970) of India 
provides as follows: 


Without prejudice to the provisions contained in section 6, 
where a person has made an application for a patent in respect 
of an invention in a convention country (hereinafter referred 
to as the “basic application”), and that person or the legal 
representative or assignee of that person makes an application 
under this Act for a patent within twelve months after the 
date on which the basic application was made, the priority 
date of a claim of the complete specification, bearing a claim 
based on matter disclosed in the basic application, is the 
date of making of the basic application”. 


Given the above-referenced Notification in The Gazette of India 


and Section 135 of the Indian Patents Act, 1970, India is deemed 
a foreign country which affords privileges in the case of applica- 
tions filed in the United States or to citizens of the United 
States similar to those afforded under 35 U.S.C. § 119. 
Accordingly, an application for patent for an invention filed 
in the United States by any person who has, or whose legal 
representatives or assigns have, previously regularly filed an 
application for a patent for the same invention in India shall 
have the benefit of the filing date in India in accordance with 
35 U.S.C. § 119. Such persons became entitled to claim that 
benefit on the basis of applications filed in India on, or after, 
January 3, 1995, the date of publication of the above-referenced 
Notification in The Gazette of India. 
January 13, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1195 OG 42) 


(88) Notice of Right to Claim Priority Based Upon 
Applications Previously Filed in Thailand 


As a result of an exchange of letters between the U.S. Patent 
and Trademark Office and the Department of Intellectual Prop- 
erty of Thailand, the following benefits for U.S. applicants in 
Thailand have become available: 


Patent applications filed in the United States may serve as 
the basis for the right of priority in Thailand if a subsequent 
application is filed in Thailand on or after January 1, 1996. In 
the case of applications for invention patents, the subsequent 
filing must be made within 12 months from the first filing 
date of the application in the United States and in the case of 
applications for design patents, within 6 months from the first 
filing date in the United States. 


Thailand, therefore, is deemed a foreign country which 
affords privileges in the case of applications filed in the United 
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States or to citizens of the United States similar to those afforded 
under 35 U.S.C. § 119. 


Accordingly, an application for patent for an invention or a 
design filed in the United States on or after January 1, 1996, 
by any person who has, or whose legal representatives or assigns 
have, previously regularly filed an application for a patent for 
the same invention or design in Thailand shall have the benefit 
of the filing date in Thailand in accordance with 35 U.S.C. § 
119 and § 172. 
March 11, 1997 L. J. GOFFNEY for 

BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1197 OG 35] 


(89) Means Or Step Plus Function Limitation 


Under 35 U.S.C. § 112, 6th Paragraph 


The following guidelines have been distributed to patent 
examiners for guidance on examining practice and procedure 
relating to limitations falling under 35 U.S.C. § 112, 6th para- 
graph, after /n re Donaldson, 29 USPQ2d 1845 (Fed. Cir.1994). 
These guidelines will be incorporated into the Manual of Patent 
Examining Procedure. 
April 20, 1994 CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 


Examination Guidelines For Claims 
Reciting A “Means or Step Plus Function” Limitation 
In Accordance With 35 U.S.C. § 112, 6th Paragraph 


The purpose of this memo is to set forth guidelines for 
the examination of § 112, 6th paragraph “means or step plus 
function” limitations in a claim. The court of Appeals for the 
Federal Circuit, in its en banc decision Jn re Donaldson, 29 
USPQ2d 1845 (Fed. Cir. 1994), decided that a “means-or-step- 
plus-function” limitation should be interpreted in a manner 
different than patent examining practice has dictated for at least 
the last forty-two years. The Donaldson decision affects only 
the manner in which the scope of a “means or step plus function” 
limitation in accordance with § 112, 6th paragraph, is inter- 
preted during examination. Donaldson does not directly affect 
the manner in which any other section of the patent statutes 
is interpreted or applied. When making a determination of 
patentability under 35 U.S.C. §§ 102 or 103, past practice was 
to interpret a “means or step plus function” limitation by giving 
it the “broadest reasonable interpretation.” Under the PTO’s 
long-standing practice this meant interpreting such a limitation 
as reading on any prior art means or step which performed the 
function specified in the claim without regard for whether the 
prior art means or step was equivalent to the corresponding 
structure, material or acts described in the specification. How- 
ever, in Donaldson the Federal Circuit stated that: Per our 
holding, the “broadest reasonable interpretation” that an exam- 
iner may give means-plus-function language is that statutorily 
mandated in paragraph six. Accordingly, the PTO may not 
disregard the structure disclosed in the specification corres- 
ponding to such language when rendering a patent ability deter- 
mination.' Thus, effective immediately, examiners shall 
interpret a § 112, 6th paragraph “means or step plus function” 
limitation in a claim as limited to the corresponding structure, 
materials or acts described in the specification and equivalents 
thereof in accordance with the following guidelines. 


I. Identifying a § 112, 6th paragraph limitation 


Although there is no magic language that must appear in a 
claim in order for it to fall within the scope of § 112, 6th 
paragraph, it must be clear that the element in the claim is set 
forth, at least in part, by the function it performs as opposed 
to the specific structure, material, or acts that perform the 
function. Limitations that fall within the scope of § 112, 6th 


In re Donaldson, 29 USPQ2d 1845, 1850 (Fed. Cir. 1994). 


OFFICIAL GAZETTE 


January 5, 1999 


paragraph include: (1) a jet driving device so constructed and 
located on the rotor as to drive the rotor . . .? [“means” unneces- 
sary] 

(2) “printing means” and “means for printing” would have 
the same connotations’ 

(3) force generating means adapted to provide . . .* 

(4) call cost register means, including a digital display for 
providing a substantially instantaneous display for . . .° 

(5) reducing the coefficient of friction of the resulting film® 
{step plus function; “step” unnecessary], and 

(6) raising the Ph of the resultant pulp to about 5.0 to 
precipitate . . .” 

In the event that it is unclear whether the claim limitation 
falls within the scope of § 112, 6th paragraph, a rejection under 
§ 112, 2d paragraph may be appropriate. Donaldson does not 
affect the holding of Jn re Hyatt, 708 F.2d 712, 218 USPQ 
195 (Fed. Cir. 1983) to the effect that a single means claim 
does not comply with the enablement requirement of § 112, 
first paragraph. As Donaldson applies only to an interpretation 
of a limitation drafted to correspond to § 112, 6th paragraph, 
which by its terms is limited to “an element in a claim to a 
combination,” it does not affect a limitation in a claim which 
is not directed to a combination. 


Il. Examining procedure 


A. Scope of the Search and Identification of the Prior Art 

As noted above, in Donaldson the Federal Circuit recognized 
that it is important to retain the principle that claim language 
should be given its broadest reasonable interpretation. This 
principle is important because it helps insure that the statutory 
presumption of validity attributed to each claim of an issued 
patent is warranted by the search and examination conducted 
by the examiner. It is also important from the standpoint that 
the scope of protection afforded by patents issued prior to 
Donaldson are not unnecessarily limited by the latest interpreta- 
tion of this statutory provision. Finally, it is important from the 
standpoint of avoiding the necessity for a patent specification to 
become a catalogue of existing technology." 

The Donaldson decision thus does not substantially alter 
examining practice and procedure relative to the scope of the 
search. Both before and after Donaldson, the application of a 
prior art reference to a means or step plus function limitation 
requires that the prior art element perform the identical function 
specified in the claim. However, if a prior art reference teaches 
identity of function to that specified in a claim, then under 
Donaldson an examiner carries the initial burden of proof for 
showing that the prior art structure or step is the same as or 
equivalent to the structure, material, or acts described in the 
specification which has been identified as corresponding to the 
claimed means or step plus function. 

The “means or step plus function” limitation should be inter- 
preted in a manner consistent with the specification disclosure. 
If the specification defines what is meant by the limitation for 
the purposes of the claimed invention, the examiner should 
interpret the limitation as having that meaning. If no definition 
is provided, some judgment must be exercised in determining 
the scope of the limitation. 


B. Making a prima facie case of equivalence 

If the examiner finds that a prior art element performs the 
function specified in the claim, and is not excluded by any 
explicit definition provided in the specification for an equiva- 


?The term “device” coupled with a function is a proper definition of structure in 
accordance with the last paragraph of § 112. The addition of the words “jet driving” 
to the term “device” merely renders the latter more definite and specific. Ex partes 
Stanley, 121 USPQ 621 (Bd. App. 1958). 

Ex parte Klumb, 159 USPQ 694 (Bd. App. 1967). However, the terms “plate” and 
“wing”, as modifiers for the structureless term “means”, specify no function to be 
performed, and do not fall under the last paragraph of § 112. 

“De Graffereid v. U.S., 20 Ct. Cl. 458, 16 USPQ2d 1321 (Ct. C1. 1990) 
*Intellicall Inc. v. Phonometrics, Inc, 952 F.2d 1384, 21 USPQ2d 1383 (Fed. Cir 
1992). 

*In re Roberts, 470 F.2d 1399, 176 USPQ 313 (CCPA 1973) 

"Ex parte Zimmerley, 153 USPQ 367 (Bd. App. 1966). 

*A patent specification need not teach, and preferably omits, what is well known 
in the art. Hybritech Inc. v. Monoclonal Antibodies. Inc., 802 F.2d 1367, 1384, 
231 USPQ 81, 94 (Fed. Cir. 1986). 
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lent, the examiner should infer from that finding that the prior 
art element is an equivalent, and should then conclude that the 
claimed limitation is anticipated by the prior art element. The 
burden then shifts to applicant’ to show that the element shown 
in the prior art is not an equivalent of the structure, material 
or acts disclosed in the application. Jn re Mulder, 716 F.2d 
1542,219 USPQ 189 (Fed. Cir. 1983).'°The factors to be consid- 
ered when determining whether the applicant has successfully 
met the burden of proving that the prior art element is not 
equivalent to the structure, material or acts described in the 
applicant’s specification are discussed below. 

However, even where the applicant has met that burden of 
proof and has shown that the prior art element is not equivalent 
to the structure, material or acts described in the applicant’s 
specification, the examiner must still make a § 103 analysis to 
determine if the claimed means or step plus function is obvious 
from the prior art to one of ordinary skill in the art. Thus, while 
a finding of non-equivalence prevents a prior art element from 
anticipating a means or step plus function limitation in a claim, 
it does not prevent the prior art element from rendering the 
claim limitation obvious to one of ordinary skill in the art. 

Because the exact scope of an “equivalent” may be uncertain, 
it would be appropriate to apply a § 102/§ 103 rejection where 
the balance of the claim limitations are anticipated by the prior 
art relied on."' In addition, although it is normally the best 
practice to rely on only the best prior art references in rejecting 
a claim, alternative grounds of rejection may be appropriate 
where the prior art shows elements that are different from each 
other, and different from the specific structure, material or acts 
described in the specification, yet perform the function specified 
in the claim. 


C. Determining whether an applicant has met the burden of 
proving non-equivalence after a prima facie case is made 

If the applicant disagrees with the inference of equivalence 
drawn from a prior art reference, the applicant may provide 
reasons why the applicant believes the prior art element should 
not be considered an equivalent to the specific structure, mate- 
rial or acts disclosed in the specification. Such reasons may 
include, but are not limited to: !) teachings in the specification 
that particular prior art is not equivalent, 2) teachings in the 
prior art reference itself that may tend to show non-equivalence, 
or 3) Rule 132 affidavit evidence of facts tending to show non- 
equivalence. 

When the applicant relies on teachings in applicant’s own 
specification, the examiner must make sure that the applicant 
is interpreting the “means or step plus function” limitation in 
the claim in a manner which is consistent with the disclosure 
in the specification. If the specification defines what is meant 
by “equivalents” to the disclosed embodiments for the purpose 
of the claimed means or step plus function, the examiner should 
interpret the limitation as having that meaning. If no definition 
is provided, some judgment must be exercised in determining 


*No further analysis of equivalents is required of the examiner until applicant 
disagrees with the examiner's conclusion, and provides reasons why the prior art 
element should not be considered an equivalent. 

See also, In re Walier, 618 F.2d at 768, 205 USPQ at 407-08, (a case treating § 
112, 6th paragraph, in the context of a determination of statutory subject matter 
and noting “If the functionally-defined disclosed means and their equivalents are 
so broad that they encompass any and every means for performing the recited 
functions . . . the burden must be placed on the applicant to demonstrate that the 
claims are truly drawn to specific apparatus distinct from other apparatus capable 
of performing the identical functions”), In re Swinehart, 439 F.2d 210, 212-13, 169 
USPQ 226, 229 (C.C.P.A. 1971)(a case in which the CCPA treated as improper a 
rejection under § 112, 2d paragraph, of functional language, but noted that “where 
the Patent Office has reason to believe that a functional limitation asserted to be 
critical for establishing novelty in the claimed subject matter may, in fact, be an 
inherent characteristic of the prior art, it possesses the authority to require the 
applicant to prove that the subject matter shown to be in the prior art does not 
possess the characteristics relied on”), and Jn re Fitzgerald, 619 F.2d 67, 205 USPQ 
594 (CCPA 1980)(a case indicating that the burden of proof can be shifted to the 
applicant to show that the subject matter of the prior art does not possess the 
characteristic relied on whether the rejection is based on inherency under § 102 or 
obviousness under § 103). 

"A similar approach is authorized in the case of product-by- process claims because 
the exact identity of the claimed product or the prior art product cannot be determined 
by the examiner. In re Brown, 450 F.2d 531, 173 USPQ 685 (CCPA 1972). 
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the scope of “equivalents.” Generally, an “equivalent” is inter- 
preted as embracing more than the specific elements described 
in the specification for performing the specified function, but 
less than any element that performs the function specified in 
the claim. 

The scope of equivalents embraced by a claim limitation is 
dependent on the interpretation of an “equivalent.” The interpre- 
tation will vary depending on how the element is described in 
the supporting specification. The claim may or may not be 
limited to particular structure, material or acts (e.g. steps) as 
opposed to any and all structure, material or acts performing 
the claimed function, depending on how the specification treats 
that question. 

If the disclosure is so broad as to encompass any and all 
structure, material or acts for performing the claimed function, 
the claims must be read accordingly when determining patent- 
ability. When this happens the limitation otherwise provided 
by “equivalents” ceases to be a limitation on the scope of the 
claim in that an equivalent would be any structure, material or 
act other than the ones described in the specification that per- 
form the claimed function. For example, this situation will 
often be found in cases where (1) the claimed invention is a 
combination of elements, one or more of which are selected 
from elements that are old per se, or (2) apparatus claims are 
treated as indistinguishable from method claims." 

On the other end of the spectrum, the “equivalents” limitation 
as applied to a claim may also operate to constrict the claim 
scope to the point of covering virtually only the disclosed 
embodiments. This can happen in circumstances where the 
specification describes the invention only in the context of a 
specific structure, material or act that is used to perform the 
function specified in the claim. 

When deciding whether an applicant has met the burden of 
proof with respect to showing non-equivalence of a prior art 
element that performs the claimed function, the following fac- 
tors may be considered. First, unless an element performs the 
identical function specified in the claim, it cannot be an equiva- 
lent for the purposes of § 112, 6th paragraph.'* 

Second, while there is no litmus test for an “equivalent” that 
can be applied with absolute certainty and predictability, there 
are several indicia that are sufficient to support a conclusion 
that one element is or is not an “equivalent” of a different 
element in the context of § 112, 6th paragraph. Among the 
indicia that will support a conclusion that one element is or is 
not equivalent of another are: 

1) Whether the prior art element performs the function speci- 
fied in the claim in substantially the same way, and produces 
substantially the same results as the corresponding element 
disclosed in the specification." 

2) Whether a person of ordinary skill in the art would have 
recognized the interchangeability of the element shown in the 
prior art for the corresponding element disclosed in the specifi- 
cation." 

3) Whether the prior art element is a structural equivalent 
of the corresponding element disclosed in the specification 
being examined. 


"To interpret “means plus function” limitations as limited to a particular means set 
forth in the specification would nullify the provisions of § 112 requiring that the 
limitation shall be construed to cover the structure described in the specification 
and equivalents thereof. D.M.1., Inc. v. Deere & Co., 755 F.2d 1570, 1574, 225 
USPQ 236, 238 (Fed. Cir. 1985). 

"See, for example, /n re Meyer, 688 F.2d 789, 215 USPQ 193 (1982); In re Abele, 
618 F.2d at 768, 205 USPQ at 407-08; Jn re Walter, 618 F.2d 758, 767, 205 USPQ 
397, 406-07 (C.C_P.A. 1980); In re Maucorps, 609 F.2d 481, 203 USPQ 812 
(C.CP.A. 1979), In re Johnson, 589 F.2d 1070, 200 USPQ 199 (C.C.P.A. 1978), 
and In re Freeman, 573 F.2d at 1246, 197 USPQ at 471. 

“Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 4 USPQ2d 1737 (Fed. 
Cir 1987), cert. denied, 484 U.S. 961 (1988). 

"Lockheed Aircraft Corporation v. United States, 193 USPQ 449, 461 (Ct. Cl. 1977). 
Graver Tank concepts of equivalents are relevant to any “equivalents” determination. 
Polumbo v. Don-Joy Co., 762 F.2d 969, 975, n. 4, 226 USPQ 5, 8-9, n. 4 (Fed. 
Cir. 1985). 

“Lockheed Aircraft Corporation v. United States, 193 USPQ 449, 461 (Ct. cl. 1977). 
Data Line corp. v. Micro Technologies, Inc., 813 F.2d 1196, 1 USPQ2d 2052 (Fed. 
Cir. 1987). 
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""That is, the prior art element performs the function specified 
in the claim in substantially the same manner as the function 
is performed by the corresponding element described in the 
specification. 

4) Whether the structure, material or acts disclosed in the 
specification represents an insubstantial change which adds 
nothing of significance to the prior art element." 

These examples are not intended to be an exhaustive list of 
the indicia that would support a finding that one element is or 
is not an equivalent of another element for the purposes of § 
112, 6th paragraph. A finding according to any of the above 
examples would represent a sufficient, but not the only possible, 
basis to support a conclusion that an element is or is not an 
equivalent. There could be other indicia that also would support 
the conclusion. 

In determining whether arguments or Rule 132 evidence 
presented by an applicant are persuasive that the element shown 
in the prior art is not an equivalent, the examiner should consider 
and weigh as many of the above-indicated or other indicia as 
are presented by applicant, and should determine whether, on 
balance, the applicant has met the burden of proof to show 
non-equivalence. However, under no circumstance should an 
examiner accept as persuasive a bare statement or opinion that 
the element shown in the prior art is not an equivalent embraced 
by the claim limitation. Moreover, if an applicant argues that 
the “means” or “step” plus function language in a claim is 
limited to certain specific structural or additional functional 
characteristics (as opposed to “equivalents” thereof) where the 
specification does not describe the invention as being only 
those specific characteristics, the claim should not be allowed 
until the claim is amended to recite those specific structural or 
additional functional characteristics."” 

Finally, as in the past, applicant has the opportunity during 
proceedings before the Office to amend the claims so that the 
claimed invention meets all the statutory criteria for patent- 
ability. An applicant may choose to amend the claim by further 
limiting the function so that there is no longer identity of 
function with that taught by the prior art element, or the appli- 
cant may choose to replace the claimed means plus function 
limitation with specific structure material or acts that are not 
described in the prior art. 


D. Related issues under Section 112, first or secondpara- 
graphs 

The Donaldson decision may create some uncertainty as to 
what applicant regards as the invention. If this issue arises, it 
should be addressed in a rejection under § 112, 2d paragraph. 
While § 112, 6th paragraph permits a particular form of claim 
limitation, it cannot be read as creating an exception either to 
the description, enablement or best mode requirements of the 
paragraph or the definiteness requirement of the 2d paragraph 
of § 112. In re Knowlton, 481 F.2d 1357, 178 USPQ 486 
(CCPA 1973). 

If a “means or step plus function” limitation recited in a 
claim is not supported by corresponding structure, material or 
acts in the specification disclosure, the following rejections 
should be considered: (1) under § 112, Ist paragraph, as not 
being supported by an enabling disclosure because the person 
skilled in the art would not know how to make and use the 
invention without a description of elements to perform the 
function;” (2) under § 112, 2d paragraph, as being indefinite 
because the element or step is not defined in the specification 
by corresponding structure, material or acts; and (3) under §§ 
102 or 103 where the prior art anticipates or renders obvious 
the claimed subject matter including the means or step that 


"In re Bond, 910 F.2d 831, 1S USPQ2d 1566 (Fed. Cir. 1990). 

* Valmont Industries. Inc. v. Reinke Manufacturing Co. Inc., 983 F.2d 1039, 25 
USPQ2d 1451 (Fed. Cir. 1993). 

" Otherwise, a claim could be allowed having broad functional language which in 
reality is limited to only the specific structure or steps disclosed in the specification. 
This would be contrary to public policy of granting patents which provide adequate 
notice the public as to a claim's true scope. 

*The description of an apparatus with block diagrams describing the function, but 
not the structure, of the apparatus is not fatal under the enablement requirement of 
§ 112, Ist paragraph, as long as the structure is conventional and can be determined 
without an undue amount of experimentation. In re Ghiron, 442 F.2d 985, 991, 
169 USPQ 723, 727 (CCPA 1971). 
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performs the function specified in the claim. [Theory: since 
there is no corresponding structure, etc. in the specification to 
limit the means or step plus function limitation, an equivalent 
is any element that performs the specified function]. 


Ill. Avoid confusion with the doctrine of equivalents 


An “equivalent” for the purposes of § 112, 6th paragraph, 
should not be confused with the doctrine of equivalents. The 
doctrine of equivalents, most often associated with Graver 
Tank & Mfg. Co. v. Linde Air Products, 339 U.S. 605, 85 
USPQ 328 (1950), is sometimes applied to do equity among 
the parties before the court in an infringement action involving 
an issued patent. The doctrine typically involves a three-part 
inquiry - whether an accused device performs substantially 
the same function, in substantially the same way, to obtain 
substantially the same result as the claimed invention. Section 
§ 112, 6th paragraph limits the scope of the broad language 
of “means or step plus function” limitations, in a claim to a 
combination, to the structures, materials and acts described 
in the specification and equivalents thereof. The doctrine of 
equivalents equitably expands exclusive patent rights beyond 
the literal scope of a claim." Accordingly, decisions involving 
the doctrine of equivalents should not unduly influence a deter- 
mination under § 112, 6th paragraph during ex parte examina- 
tion. 
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Department of Commerce 
Patent and Trademark Office 


[Docket No. 950706172-5172-01) 
Utility Examination Guidelines 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice. 

Summary: The Patent and Trademark Office (PTO) is pub- 
lishing the final version of guidelines to be used by Office 
personnel in their review of patent applications for compliance 
with the utility requirement. Because these guidelines govern 
internal practices, they are exempt from notice and comment 
and delayed effective date rulemaking requirements under 5 
U.S.C. § 553(b)(A). 

Effective Date: July 14, 1995. 

For Further Information Contact: Jeff Kushan by telephone 
at (703) 305-9300, by fax at (703) 305-8885, by electronic 
mail at kushan@uspto.gov, or by mail marked to his attention 
addressed to the Commissioner of Patents and Trademarks, 
Box 4, Washington, D.C. 20231. 


Supplementary Information 
I. Discussion of Public Comments 


Forty-four comments were received by the Office in response 
to the request for public comment on the proposed version of 
utility guidelines published on January 3, 1995 (60 FR 97). 
All comments have been carefully considered. A number of 
changes have been made to the examining guidelines and the 
legal analysis supporting the guidelines in response to the com- 
ments received. 

Many of the individuals responding to the request for public 
comments suggested that the Office address the relationship 
between the requirements of 35 U.S.C. § 112, first paragraph, 
and 35 U.S.C. § 101. The Office has amended the guidelines 
to provide a clarification consistent with these requests. The 
guidelines now specify that any rejection based on a “lack of 
utility” under § 101 should be accompanied by a rejection 
based upon § 112, first paragraph. The guidelines also specify 
that the procedures for imposition and review of rejections 
based on lack of utility under § 101 shall be followed with 
respect to the § 112 rejection that accompanies the § 101 
rejection. 

A suggestion was made that the guidelines should be modi- 
fied to provide that an application shall be presumed to be 


"Valmont Industries Inc. v. Reinke Manufacturing Co., Ind., 
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compliant with § 112, first paragraph, if there is no proper 
basis for imposing a § 101 rejection. This suggestion has not 
been followed. Instead, the guidelines specify that § 112, first 
paragraph, deficiencies other than those that are based on a 
lack of utility be addressed separately from those based on lack 
of utility for the invention. 

Several individuals suggested that the guidelines address 
how § 101 compliance will be reviewed for products that are 
either intermediates or whose ultimate function or use is 
unknown. The Office has amended the guidelines to clarify 
how it will interpret the “specific utility” requirement of § 101. 

Some individuals suggested that the guidelines be amended 
to preclude Examiners from requiring that an applicant delete 
references made in the specification to the utility of an invention 
which are not necessary to support an asserted utility of the 
claimed invention. The guidelines have been amended consis- 
tent with this suggestion. 

One individual suggested that the legal analysis be amended 
to emphasize that any combination of evidence from in vitro 
or in vivo testing can be sufficient to establish the credibility 
of an asserted utility. The legal analysis has been amended 
consistent with this recommendation. 

A number of individuals questioned the legal status of the 
guidelines, particularly with respect to situations where an 
applicant believes that a particular Examiner has failed to follow 
the requirements of the guidelines in imposing a rejection under 
§ 101. The guidelines and the legal analysis supporting the 
guidelines govern the internal operations of the Patent and 
Trademark Office. They are not intended to, nor do they have 
the force and effect of law. As such they are not substantive 
rules creating or altering the rights or obligations of any party. 
Rather, the guidelines define the procedures to be followed 
by Office personnel in their review of applications for § 101 
compliance. The legal analysis supporting the guidelines articu- 
lates the basis for the procedures established in the guidelines. 
Thus, an applicant who believes his or her application has been 
rejected in a manner that is inconsistent with the guidelines 
should respond substantively to the grounds of the rejection. 
“Non-compliance” with the guidelines will not be a petitionable 
or appealable action. 

Some individuals suggested that the guidelines and legal 
analysis be amended to specify that the Office will reject an 
application for lacking utility only in those situations where 
the asserted utility is “incredible.” This suggestion has not been 
adopted. The Office has carefully reviewed the legal precedent 
governing application of the utility requirement. Based on that 
review, the Office has chosen to focus the review for compli- 
ance with § 101 and § 112, first paragraph, on the “credibility” 
of an asserted utility. 

Some individuals suggested that the guidelines be amended 
to address how a generic claim that covers many discrete species 
will be assessed with regard to the “useful invention” require- 
ments of §§ 101 and 112 when one or more, but not all, species 
within the genus do not have a credibie utility. The guidelines 
have been amended to clarify how the Office will address 
applications in which genus claims are presented that encom- 
pass species for which an asserted utility is not credible. The 
legal analysis makes clear that any rejection of any claimed 
subject matter based on lack of utility must adhere to the 
standards imposed by these guidelines. This is true regardless 
of whether the claim defines only a single embodiment of the 
invention, multiple discrete embodiments of the invention, or 
a genus encompassing many embodiments of the invention. 
As cast in the legal analysis and the guidelines, the focus of 
examination is the invention as it has been defined in the claims. 

Some individuals questioned whciher the guidelines and the 
legal analysis govern actions taken by Examining Groups other 
than Group 1800 or the Board of Patent Appeals and Interfer- 
ences. The guidelines apply to all Office personnel, and to the 
review of all applications, regardless of field of technology. 

In addition to the changes made in response to comments 
from the public, the Office has amended the guidelines to clarify 
the procedure to be followed when an applicant has failed to 
identify a specific utility for an invention. The guidelines now 
provide that where an applicant has made no assertion as to 
why an invention is believed useful, and it is not immediately 
apparent why the invention would be considered useful, the 
Office will reject the application as failing to identify any 
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specific utility for the invention. The legal analysis has also 
been amended to address evaluation of this question. 


II. Guidelines for Examination of Applications for Compli- 
ance with the Utility Requirement 


A. Introduction 


The following guidelines establish the policies and proce- 
dures to be followed by Office personnel in the evaluation of 
any application for compliance with the utility requirements 
of 35 U.S.C. § 101 and § 112. The guidelines also address issues 
that may arise during examination of applications claiming 
protection for inventions in the field of biotechnology and 
human therapy. The guidelines are accompanied by an overview 
of applicable legal precedent governing the utility requirement. 
The guidelines have been promulgated to assist Office per- 
sonnel in their review of applications for compliance with the 
utility requirement. The guidelines and the legal analysis do 
not alter the substantive requirements of 35 U.S.C. § 101 and 
§ 112, nor are they designed to obviate review of applications 
for compliance with this statutory requirement. 


B. Examination Guidelines for the Utility Requirement 


Office personnel shall adhere to the following procedures 
when reviewing applications for compliance with the “useful 
invention” (“utility”) requirement of 35 U.S.C. § 101 and 35 
U.S.C. § 112, first paragraph. 


1. Read the specification, including the claims, to: 


a) determine what the applicant has invented, noting any 
specific embodiments of the invention; 

a) ensure that the claims define statutory subject matter (e.z., 
a process, machine, manufacture, or composition of matter); 

b) note if applicant has disclosed any specific reasons why 
the invention is believed to be “useful.” 


2. Review the specification and claims to determine if the 
applicant has asserted any credible utility for the claimed inven- 
tion: 


a) If the applicant has asserted that the claimed invention is 
useful for any particular purpose (i.e., a “specific utility”) and 
that assertion would be considered credible by a person of 
ordinary skill in the art, do not impose a rejection based on 
lack of utility. Credibility is to be assessed from the perspective 
of one of ordinary skill in the art in view of any evidence of 
record (e.g., data, statements, opinions, references, etc.) that is 
relevant to the applicant’s assertions. An applicant must provide 
only one credible assertion of specific utility for any claimed 
invention to satisfy the utility requirement. 

b) If the invention has a well-established utility, regardless 
of any assertion made by the applicant, do not impose a rejection 
based on lack of utility. An invention has a well-established 
utility if a person of ordinary skill in the art would immediately 
appreciate why the invention is useful based on the characteris- 
tics of the invention (e.g., properties of a product or obvious 
application of a process). 

c) If the applicant has not asserted any specific utility for 
the claimed invention and it does not have a well established 
utility, impose a rejection under § 101, emphasizing that the 
applicant has not disclosed a specific utility for the invention. 
Also impose a separate rejection under § 112, first paragraph, 
on the basis that the applicant has not shown how to use the 
invention due to lack of disclosure of a specific utility. The § 
101 and § 1 12, rejections should shift the burden to the applicant 
to: 


— explicitly identify a specific utility for the claimed inven- 
tion, and 


— indicate where support for the asserted utility can be 
found in the specification. 


Review the subsequently asserted utility by the applicant 
using the standard outlined in paragraph (2)(a) above, and 
ensure that it is fully supported by the original disclosure. 


3. If no assertion of specific utility for the claimed invention 
made by the applicant is credible, and the claimed invention 
does not have a well-established utility, reject the claim(s) 
under § 101 on the grounds that the invention as claimed lacks 
utility. Also reject the claims under § 112, first paragraph, on 
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the basis that the disclosure fails to teach how to use the 
invention as claimed. The § 112, first paragraph, rejection 
imposed in conjunction with a § 101 rejection should incorpo- 
rate by reference the grounds of the corresponding § 101 rejec- 
tion and should be set out as a rejection distinct from any other 
rejection under § 112, first paragraph, not based on lack of 
utility for the claimed invention. 

To be considered appropriate by the Office, any rejection 
based on lack of utility must include the following elements: 

a) A prima facie showing that the claimed invention has no 
utility. 


A prima facie showing of no utility must establish that it is 
more likely than not that a person skilled in the art would not 
consider credible any specific utility asserted by the applicant 
for the claimed invention. A prima facie showing must contain 
the following elements: 


i) a well-reasoned statement that clearly sets forth the 
reasoning used in concluding that the asserted utility is not 
credible; 

ii) support for factual findings relied upon in reaching this 
conclusion; and 

iii) support for any conclusions regarding evidence pro- 
vided by the applicant in support of an asserted utility. 


b) Specific evidence that supports any fact-based assertions 
needed to establish the prima facie showing. 


Whenever possible, Office personnel must provide documen- 
tary evidence (e.g., scientific or technical journals, excerpts 
from treatises or books, or U.S. or foreign patents) as the form 
of support used in establishing the factual basis of a prima 
facie showing of no utility according to items (a)(ii) and (a)(iii) 
above. If documentary evidence is not available, Office per- 
sonnel shall note this fact and specifically explain the scientific 
basis for the factual conclusions relied on in sections (a)(ii) 
and (a)(iii). 


4. A rejection based on lack of utility should not be maintained 
if an asserted utility for the claimed invention would be consid- 
ered credible by a person of ordinary skill in the art in view 
of all evidence of record. 


Once a prima facie showing of no utility has been properly 
established, the applicant bears the burden of rebutting it. The 
applicant can do this by amending the claims, by providing 
reasoning or arguments, or by providing evidence in the form 
of a declaration under 37 CFR 1.132 or a printed publication, 
that rebuts the basis or logic of the prima facie showing. If the 
applicant responds to the prima facie rejection, Office personnel 
shall review the original disclosure, any evidence relied upon 
in establishing the prima facie showing, any claim amendments 
and any new reasoning or evidence provided by the applicant 
in support of an asserted utility. It is essential for Office per- 
sonnel to recognize, fully consider and respond to each substan- 
tive element of any response to a rejection based on lack of 
utility. Only where the totality of the record continues to show 
that the asserted utility is not credible should a rejection based 
on lack of utility be maintained. 

If the applicant satisfactorily rebuts a prima facie rejection 
based on lack of utility under § 101, withdraw the § 101 
rejection and the corresponding rejection imposed under § 112, 
first paragraph, per paragraph (3) above. 


Office personnel are reminded that they must treat as true 
a statement of fact made by an applicant in relation to an 
asserted utility, unless countervailing evidence can be provided 
that shows that one of ordinary skill in the art would have a 
legitimate basis to doubt the credibility of such a statement. 
Similarly, Office personnel must accept an opinion from a 
qualified expert that is based upon relevant facts whose accu- 
racy is not being questioned; it is improper to disregard the 
opinion solely because of a disagreement over the significance 
or meaning of the facts offered. 


Ill. Additional Information 


The PTO has prepared an analysis of the law governing the 
utility requirement to support the guidelines outlined above. 
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Copies of the legal analysis can be obtained from Jeff Kushan, 

who can be reached using the information indicated above. 
July 3, 1995 BRUCE A. LEHMAN 
Assistant Secretary of Commerce 
and Commissioner of Patents 
and Trademarks 
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Department of Commerce 
Patent and Trademark Office 


[Docket No. 970129014-7014-01) 
RIN 0651-XX09 


Interim Guidelines for the Examination of Claims Directed 
to Species of Chemical Compositions Based Upon a Single 
Prior Art Reference 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice. 


Summary: The Patent and Trademark Office (PTO) requests 
comments from any interested member of the public on interim 
guidelines to be used by office personnel in their review of 
patent applications which contain claims directed to a species 
or subgenus of chemical compositions for compliance with 35 
U.S.C. § 103 based upon a single prior art reference which 
discloses a genus embracing the claimed species or subgenus 
but does not expressly describe the particular claimed species 
or subgenus. 


Dates: The interim guidelines are effective February 11, 1997. 
Written comments on the interim guidelines will be accepted 
by the PTO until April 14, 1997. 


Addresses: Written comments should be addressed to the atten- 
tion of Linda Moncys Isacson, Office of the Solicitor, P.O. 
Box 15667, Arlington, Virginia 22215 or to Linda S. Therkom, 
Box Comments, Assistant Commissioner for Patents, Wash- 
ington, D.C. 20231, or by facsimile transmission to (703) 305- 
9373 or by electronic mail to baird-comments@uspto.gov. 


Written comments will be made available for public inspec- 
tion at the Patent Search Room, Crystal Plaza 3, 2021 South 
Clark Place, Arlington, Va. In addition, comments provided in 
machine-readable format will be available through the PTO’s 
Website at http://www.uspto.gov. 


For Further Information Contact: Linda Moncys Isacson, 
Office of the Solicitor, P.O. Box 15667, Arlington, Virginia 
22215 or Linda S. Therkorn, Box Comments, Assistant Com- 
missioner for Patents, Washington, D.C. 20231, or by facsimile 
transmission to (703) 305-9373 or by electronic mail to baird- 
comments@uspto.gov. 


Supplementary Information: The Commissioner of Patents and 
Trademarks issued a Notice in the Official Gazette (O.G.) on 
April 17, 1995 (1174.0.G. 68), withdrawing the Office’s March 
22, 1994 O.G. Notice (1161 O.G. 314). Both notices were 
entitled “In re Baird.” Pursuant to the April 17, 1995 O.G. 
Notice, the following interim examination guidelines are being 
published for public comment. The purpose of these guidelines 
is to assist PTO personnel in the examination of applications 
which contain claims directed to a species or subgenus of 
chemical compositions for compliance with 35 U.S.C. § 103 
based upon a single prior art reference which discloses a genus 
embracing the claimed species or subgenus but does not 
expressly describe the particular claimed species or subgenus. 
Therefore, these interim guidelines will be referred to as 
“Genus-Species Guidelines.” 


It has been determined that these interim guidelines are not a 
significant rule for purposes of Executive Order 12866. Because 
these guidelines govern internal practices, they are exempt from 
notice and comment rulemaking under 5 U.S.C. § 553(b)(A). 

Members of the public may present written comments on 
these guidelines. Written comments should include the fol- 
lowing information: 
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—Name and affiliation of the individual responding; 

—An indication of whether the comments offered represent 
views of the respondent’s organization or are the respon- 
dent’s personal views; and 


—If applicable, information on the respondent’s organization, 
including the type of organization (e.g., business, trade group, 
university, nonprofit organization). 


The PTO is particularly interested in comments relating to the 
accuracy of the emphasized prior art teachings, and comments 
identifying any additional teachings that should be emphasized 
in determining whether a prima facie case of obviousness exists 
in the types of cases covered by these interim guidelines. The 
PTO is also interested in comments relating to the effect these 
guidelines may have on future application submissions. 


February 5, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


I. Interim Guidelines for the Examination of Claims 
Directed to Species of Chemical Compositions Based Upon 
a Single Prior Art Reference 


These “Genus-Species Guidelines” are to assist Office per- 
sonnel in the examination of applications which contain claims 
to species or a subgenus of chemical compositions for compli- 
ance with 35 U.S.C. § 103 based upon a single prior art reference 
which discloses a genus encompassing the claimed species or 
subgenus but does not expressly disclose the particular claimed 
species or subgenus. Office personnel should attempt to find 
additional prior art to show that the differences between the 
prior art primary reference and the claimed invention as a whole 
would have been obvious. Where such additional prior art is 
not found, Office personnel should follow these guidelines to 
determine whether a single reference 35 U.S.C. § 103 rejection 
would be appropriate. The guidelines are based on the Office’s 
current understanding of the law and are believed to be fully 
consistent with binding precedent of the Supreme Court, the 
Federal Circuit, and the Federal Circuit’s predecessor courts. 


The analysis of the guidelines begins at the point during 
examination after a single prior art reference is found disclosing 
a genus encompassing the claimed species or subgenus. Before 
reaching this point, Office personnel should follow normal 
examination procedures. Accordingly, Office personnel should 
first analyze the claims as a whole in light of and consistent 
with the written description, considering all claim limitations.' 
Next, Office personnel should conduct a thorough search of 
the prior art and identify all relevant references.* If the most 
relevant prior art consists of a single prior art reference dis- 
closing a genus encompassing the claimed species or subgenus, 
Office personnel should follow the guidelines set forth herein. 


These guidelines do not constitute substantive rulemaking 
and hence do not have the force and effect of law. Rather, they 
are to assist Office personnel in analyzing claimed subject 
matter for compliance with substantive law. Thus, rejections 
must be based upon the substantive law, and it is these rejections 
which are appealable, not any failure by Office personnel to 
follow these guidelines. 


Office personnel are to rely on these guidelines in the event 
of any inconsistent treatment of issues between these guidelines 
and any earlier provided guidance from the Office. 


II. Determine Whether the Claimed Species or Subgenus 
Would Have Been Obvious to One of Ordinary Skill in the 
Pertinent Art at the Time the Invention Was Made 


The patentability of a claim to a specific compound or sub- 
genus embraced by a prior art genus should be analyzed no 
differently than any other claim for purposes of 35 U.S.C. § 
103.’ A determination of patentability under 35 U.S.C. § 103 
should be made upon the facts of the particular case in view 
of the totality of the circumstances.’ Use of per se rules by 
Office personnel is improper for determining whether claimed 
subject matter would have been obvious under 35 U.S.C. § 103.° 
The fact that a claimed species or subgenus is encompassed by 
a prior art genus is not sufficient by itself to establish a prima 
facie case of obviousness.° 
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A proper obviousness analysis involves a three-step process. 
First, Office personnel should establish a prima facie case of 
unpatentability considering the factors set out by the Supreme 
Court in Graham v. John Deere.’ lf a prima facie case is estab- 
lished, the burden shifts to applicant to come forward with 
rebuttal evidence or argument to overcome the prima facie 
case." Finally, Office personnel should evaluate the totality of 
the facts and all of the evidence to determine whether they still 
support a conclusion that the claimed invention would have 
been obvious to one of ordinary skill in the art at the time the 
invention was made.” 


A. Establishing a Prima Facie Case of Obviousness 


To establish a prima facie case of obviousness in a genus- 
species chemical composition situation, as in any other 35 
U.S.C. § 103 case, it is essential that Office personnel find 
some motivation or suggestion to make the claimed invention 
in light of the prior art teachings."° In order to find such motiva- 
tion or suggestion there should be a reasonable likelihood that 
the claimed invention would have the properties disclosed by 
the prior art teachings.'' These disclosed findings should be 
made with a complete understanding of the first three “Graham 
factors.”'? Thus, Office personnel should (1) determine the 
“scope and content of the prior art”; (2) ascertain the "differ- 
ences between the prior art and the claims at issue”; and (3) 
determine “the level of ordinary skill in the pertinent art.”” 


1. Determine The Scope and Content of the Prior Art 


As an initial matter, Office personnel should determine the 
scope and content of the relevant prior art. Each reference must 
qualify as prior art under 35 U.S.C. § 102,"* and should be in 
the field of applicant’s endeavor, or be reasonably pertinent to 
the particular problem with which the inventor was concemed."* 

In the case of a prior art reference disclosing a genus, Office 
personnel should make findings as to (1) the structure of the 
disclosed prior art genus and that of any expressly described 
species or subgenus within the genus; (2) any physical or chem- 
ical properties and utilities disclosed for the genus, as well as 
any suggested limitations on the usefulness of the genus, and 
any problems alleged to be addressed by the genus; (3) the 
predictability of the technology; and (4) the number of species 
encompassed by the genus taking into consideration all of the 
variables possible. 


2. Ascertain The Differences Between the Prior Art Genus 
and the Claimed Species or Subgenus 


Once a relevant prior art genus is identified, Office personnel 
should compare it to the claimed species or subgenus to deter- 
mine the differences. Through this comparison, the closest 
disclosed species or subgenus in the prior art reference should 
be identified and compared to that claimed. Office personnel 
should make explicit findings on the similarities and differences 
between the closest prior art reference and the claimed species 
or subgenus including findings relating to similarity of struc- 
ture, chemical properties and utilities."® 


3. Determine the Level of Skill in the Art 


Office personnel should evaluate the prior art from the stand- 
point of the hypothetical person having ordinary skill in the 
art at the time the claimed invention was made." In most cases, 
the only facts of record pertaining to the level of skill in the 
art will be found within the prior art reference. However, any 
additional evidence presented by applicant should be evaluated. 


4. Determine Whether One of Ordinary Skill in the Art 
Would Have Been Motivated to Select the Claimed Species 
or Subgenus 


In light of the findings made relating to the three Graham 
factors, Office personnel should determine whether one of ordi- 
nary skill in the relevant art would have been motivated to 
make the claimed invention as a whole, i.e., to select the claimed 
species or subgenus from the disclosed prior art genus."* To 
address this key issue, Office personnel should consider all 
relevant prior art teachings, focusing on the following, where 
present. 


a. Consider the Size of the Genus 


Consider the size of the prior art genus, bearing in mind that 
size alone cannot support an obviousness rejection." There is 
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no absolute correlation between the size of the prior art genus 
and a conclusion of obviousness.” Thus, the mere fact that a 
prior art genus contains a small number of members does not 
create a per se rule of obviousness. Some motivation to select 
the claimed species or subgenus must be taught by the prior 
art.”' However, a genus may be so small that it would anticipate 
the claimed species or subgenus. For example, it has been held 
that a prior art genus containing only 20 compounds inherently 
anticipated a claimed species within the genus because “one 
skilled in [the] art would . . . envisage each member” of the 
genus.” 


b. Consider the Express Teachings 


If the prior art reference expressly teaches a particular reason 
to select the claimed species or subgenus, Office personnel 
should point out the express disclosure which would have moti- 
vated one of ordinary skill in the art to select the claimed 
invention.” 


c. Consider the Teachings of Structural Similarity 


Consider any teachings of a “typical,” “preferred,” or 
“optimum” species or subgenus within the disclosed genus. If 
such a species or subgenus is structurally similar to that claimed, 
its disclosure may motivate one of ordinary skill in the art to 
choose the claimed species or subgenus from the genus,™ based 
on the reasonable expectation that structurally similar species 
usually have similar properties.” The utility of such properties 
will normally provide some motivation to make the claimed 
species or subgenus.” 


In making an obviousness determination, Office personnel 
should consider the number of variables which must be selected 
or modified, and the nature and significance of the differences 
between the prior art and the claimed invention.” The closer 
the physical and chemical similarities between the claimed 
species or subgenus and any exemplary species or subgenus 
disclosed in the prior art, the greater the expectation that the 
claimed subject matter will function in an equivalent manner 
to the genus.” 


Similarly, consider any teaching or suggestion in the refer- 
ence of a preferred species or subgenus that is significantly 
different in structure from the claimed species or subgenus. 
Such a teaching may weigh against selecting the claimed species 
or subgenus and thus against a determination of obviousness.” 
For example, teachings of preferred species of a complex nature 
within a disclosed genus may motivate an artisan of ordinary 
skill to make similar complex species and thus teach away 
from making simple species within the genus.” Concepts used 
to analyze the structural similarity of chemical compounds in 
other types of chemical cases are equally useful in analyzing 
genus-species cases.*' Generally, some teaching of a structural 
similarity will be necessary to suggest selection of the claimed 
species or subgenus.” 


d. Consider the Teachings of Similar Properties or Uses 


Consider the properties and utilities of the structurally similar 
prior art species or subgenus. It is the properties and utilities 
that provide real world motivation for a person of ordinary 
skill to make species structurally similar to those in the prior 
art.” Conversely, lack of any known useful properties weighs 
against a finding of motivation to make or select a species or 
subgenus.” However, the prior art need not disclose a newly 
discovered property in order for there to be a prima facie case 
of obviousness.”* If the claimed invention and the structurally 
similar prior art species share a useful property, that will gener- 

‘ally be sufficient to motivate an artisan of ordinary skill to 
make the claimed species.” For example, based on a finding 
that a tri-orthoester and a tetra-orthoester behave similarly in 
certain chemical reactions, it has been held that one of ordinary 
skill in the relevant art would have been motivated to select 
either structure.” In fact, similar properties may normally be 
presumed when compounds are very close in structure. Thus, 
evidence of similar properties weighs in favor of a conclusion 
that the claimed invention would have been obvious.” 


e. Consider the Predictability of the Technology 


Consider the predictability of the technology.” If the tech- 
nology is unpredictable, it is less likely that structurally similar 
species will render a claimed species obvious because it may not 
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be reasonable to infer that they would share similar properties.“ 
However, obviousness does not require absolute predictability, 
only a reasonable expectation of success, i.e., a reasonable 
expectation of obtaining similar properties.” 


f. Consider Any Other Teaching to Support the Selection 
of the Species or Subgenus 


The categories of relevant teachings enumerated above are 
those most frequently encountered in a genus-species case, but 
they are not exclusive. Office personnel should consider the 
totality of the evidence in each case. In unusual cases, there may 
be other relevant teachings sufficient to support the selection 
of the species or subgenus and, therefore, a conclusion of 
obviousness. 


5. Make Express Fact-Findings And Determine Whether 
They Support A Prima Facie Case of Obviousness 


Based on the evidence as a whole,” Office personnel should 
make express fact-findings relating to the Graham factors, 
focusing primarily on the prior art teachings discussed above. 
The fact-findings should specifically articulate what teachings 
or suggestions in the prior art would have motivated one of 
ordinary skill in the art to select the claimed species or sub- 
genus.“ Thereafter, it should be determined whether these find- 
ings, considered as a whole, support a prima facie case that 
the claimed invention would have been obvious to one of 
ordinary skill in the relevant art at the time the invention was 
made. 


B. Determining Whether Rebuttal Evidence Is Sufficient 
To Overcome the Prima Facie Case of Obviousness 


If a prima facie case of obviousness is established, the burden 
shifts to the applicant to come forward with arguments and/or 
evidence to rebut the prima facie case.“ Rebuttal evidence and 
arguments can be presented in the specification,“ by counsel,” 
or by way of an affidavit or declaration under 37 CFR 1.132. 
However, arguments of counsel cannot take the place of factu- 
ally supported objective evidence.” Office personnel should 
consider all rebuttal arguments and evidence presented by appli- 
cants.” Rebuttal evidence may include evidence of “secondary 
considerations,” such as “commercial success, long felt but 
unsolved needs, [and] failure of others,”*' evidence that the 
claimed invention yields unexpectedly improved properties or 
properties not present in the prior art,” or evidence that the 
claimed invention was copied by others.” It may also include 
evidence of the state of the art, the level of skill in the art, and 
the beliefs of those skilled in the art.“ 


Consideration of rebuttal evidence and arguments requires 
Office personnel to weigh the proffered evidence and argu- 
ments. Office personnel should avoid giving evidence no 
weight, except in rare circumstances.* However, to be entitled 
to substantial weight, the applicant should establish a nexus 
between the rebuttal evidence and the claimed invention,* i.e., 
objective evidence of nonobviousness must be attributable to 
the claimed invention.” Additionally, the evidence must be 
reasonably commensurate in scope with the claimed invention.* 
However, an exemplary showing may be sufficient to establish 
a reasonable correlation between the showing and the entire 
scope of the claim, when viewed by a skilled artisan.” On the 
other hand, evidence of an unexpected property may not be 
sufficient regardless of the scope of the showing.” Accordingly, 


each case should be evaluated individually based on the totality 
of the circumstances. 


Office personnel should not evaluate rebuttal evidence for its 
“knockdown” value against the prima facie case*' or summarily 
dismiss it as not compelling or insufficient. If the evidence is 
deemed insufficient to rebut the prima facie case of obvious- 
ness, Office personnel should specifically set forth the facts 
and reasoning that justify this conclusion. 


III. Reconsider All Evidence and Clearly Communicate 
Findings and Conclusions 


A determination under 35 U.S.C. § 103 should rest on all 
the evidence and should not be influenced by any earlier conclu- 
sion.” Thus, once the applicant has presented rebuttal evidence, 
Office personnel should reconsider any initial obviousness 
determination in view of the entire record.” All the proposed 
rejections and their bases should be reviewed to confirm their 
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correctness. Only then should any rejection be imposed in an 
Office action. The Office action should clearly communicate 
the Office’s findings and conclusions, articulating how the 
conclusions are supported by the findings. 


Where applicable, the findings should clearly articulate 
which portions of the reference support any rejection. Explicit 
findings on motivation or suggestion to select the claimed 
invention should also be articulated in order to support a 35 
U.S.C. § 103 ground of rejection.“ Conclusory statements of 
similarity or motivation, without any articulated rationale or 
evidentiary support, do not constitute sufficient factual findings. 


VI. Notes 


1, When evaluating the scope of a claim, every limitation 
in the claim must be considered. E.g., In re Ochiai, 71 F.3d 
1565, 1572, 37 USPQ2d 1127, 1133 (Fed. Cir. 1995). However, 
the claimed invention may not be dissected into discrete ele- 
ments to be analyzed in isolation, but must be considered as 
a whole. E.g., W.L. Gore & Assoc., Inc. v. Garlock, Inc., 721 
F.2d 1540, 1548, 220 USPQ 303, 309 (Fed. Cir. 1983), cert. 
denied, 469 U.S. 851 (1984); Jones v. Hardy, 727 F.2d 1524, 
1530, 220 USPQ 1021, 1026 (Fed. Cir. 1983) (“treating the 
advantage as the invention disregards the statutory requirement 
that the invention be viewed ‘as a whole’””). 


2. Both claimed and unclaimed aspects of the invention 
should be searched if there is a reasonable expectation that the 
unclaimed aspects may be later claimed. 


3. “The section 103 requirement of unobviousness is no 
different in chemical cases than with respect to other categories 
of patentable inventions.” Jn re Papesch, 315 F.2d 381, 385, 
137 USPQ 43, 47 (CCPA 1963). 


4. E.g., In re Dillon, 919 F.2d 688, 692-93, 16 USPQ2d 
1897, 1901 (Fed. Cir. 1990) (in banc), cert. denied, 500 U.S. 
904 (1991). 


5. E.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 
1666 (Fed. Cir. 1996); In re Ochiai, 71 F.3d 1565, 1572, 37 
USPQ2d 1127, 1133 (Fed. Cir. 1995); in re Baird, 16 F.3d 
380, 382, 29 USPQ2d 1550, 1552 (Fed. Cir. 1994). 


6. In re Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552 
(Fed. Cir. 1994) (“The fact that a claimed compound may be 
encompassed by a disclosed generic formula does not by itself 
render that compound obvious.”); In re Jones, 958 F.2d 347, 
350 21 USPQ2d 1941; 1943 (Fed. Cir. 1992) (Federal Circuit 
has “decline[d] to extract from Merck [& Co. v. Biocraft Labo- 
ratories Inc., 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir. 1989)] 
the rule that regardless of how broad, a disclosure of a chemical 
genus renders obvious any species that happens to fall within 
it.”). See also In re Deuel, 51 F.3d 1552, 1559, 34 USPQ2d 
1210, 1215 (Fed. Cir. 1995). 


7. E.g., Inre Bell, 991 F.2d 781, 783, 26 USPQ2d 1529, 1531 
(Fed. Cir. 1993) (“The PTO bears the burden of establishing a 
case of prima facie obviousness.”); In re Rijckaert, 9 F.3d 
1531, 1532, 28 USPQ2d 1955, 1956 (Fed. Cir. 1993); In re 
Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. 
Cir. 1992). 


Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966), 
requires that to make out a case of obviousness, one must: (1) 
determine the scope and contents of the prior art; (2) ascertain 
the differences between the prior art and the claims in issue; 
(3) determine the level of skill in the pertinent art; and (4) 
evaluate any evidence of secondary considerations. 


8. E.g., Bell, 991 F.2d at 783-84, 26 USPQ2d at 1531; 
Rijckaert, 9 F.3d at 1532, 28 USPQ2d at 1956; Oetiker, 977 
F.2d at 1445, 24 USPQ2d at 1444. 


9. Id. 


10. E.g., Inre Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 
1666 (Fed. Cir. 1996)(“[T}he mere possibility that one of the 
esters or the active methylene group-containing compounds . 
. . could be modified or replaced such that its use would lead 
to the specific sulfoalkylated resin recited in claim 8 does not 
make the process recited in claim 8 obvious “unless the prior 
art suggested the desirability of [such a] modification’ or 
replacement.”) (quoting Jn re Gordon, 733 F.2d 900, 902, 221 


U.S. PATENT AND TRADEMARK OFFICE 


1218 TMOG 113 
(91) 


USPQ 1125, 1127 (Fed. Cir. 1984); In re Vaeck, 947 F.2d 488, 
493, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991) (“[A] proper 
analysis under § 103 requires, inter alia, consideration of . . . 
whether the prior artwould have suggested to those of ordinary 
skill in the art that they should make the claimed composition 
or device, or carry out the claimed process.”). 


11. The prior art disclosure may be express, implicit, or 
inherent. Regardless of the type of disclosure, the prior art must 
provide some motivation to one of ordinary skill in the art to 
make the claimed invention in order to support a conclusion 
of obviousness. E.g., Vaeck, 947 F.2d at 493, 20 USPQ2d at 
1442 (A proper obviousness analysis requires consideration of 
“whether the prior art would also have revealed that in so 
making or carrying out [the claimed invention], those of ordi- 
nary skill would have a reasonable expectation of success.”); 
In re Dow Chemical Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 
1531 (Fed. Cir. 1988) (“The consistent criterion for determina- 
tion of obviousness is whether the prior art would have sug- 
gested to one of ordinary skill in the art that this process 
should be carried out and would have a reasonable likelihood 
of success, viewed in the light of the prior art.”); Hodosh v. 
Block Drug Co., 786 F.2d 1136, 1143 n.5, 229 USPQ 182, 
187 n.5 (Fed. Cir.), cert. denied, 479 U.S. 827 (1986). 


12. When evidence of secondary considerations such as unex- 
pected results is initially before the Office, for example in the 
specification, that evidence should be considered in deciding 
whether there is a prima facie case of obviousness. The determi- 
nation as to whether a prima facie case exists should be made on 
the full record before the Office at the time of the determination. 


13. Graham v. John Deere, 383 U.S. 1, 17, 148 USPQ 459, 
467 (1966). Accord, e.g., In re Paulsen, 30 F.3d 1475, 1482, 
31 USPQ2d 1671, 1676 (Fed. Cir. 1994). 


14. E.g., Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 
1568, | USPQ2d 1593, 1597 (Fed. Cir.)(“Before answering 
Graham’ s ‘content’ inquiry, it must be known whether a patent 
or publication is in the prior art under 35 U.S.C. § 102.”), cert. 
denied, 481 U.S. 1052 (1987). 


15. In re Oetiker, 977 F.2d 1443, 1447, 24 USPQ2d 1443, 
1445 (Fed. Cir. 1992). Accord, e.g., In re Clay, 966 F.2d 656, 
658-59, 23 USPQ2d 1058, 1060 (Fed. Cir. 1992). 


16. In Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 
1537, 218 USPQ 871, 877 (Fed. Cir. 1983), the Court noted 
that “the question under 35 U.S.C. § 103 is not whether the 
differences [between the claimed invention and the prior art] 
would have been obvious” but “whether the claimed invention 
as a whole would have been obvious.” (emphasis in original). 


17. See, Ryko Manufacturing Co. v. Nu-Star Inc., 950 F.2d 
714, 718, 21 USPQ2d 1053, 1057 (Fed. Cir. 1991) (“The impor- 
tance of resolving the level of ordinary skill in the art lies in 
the necessity of maintaining objectivity in the obviousness 
inquiry.”); Uniroyal Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 
1050, 5S USPQ2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U.S. 
825 (1988) (evidence must be viewed from position of ordinary 
skill, not of an expert). 


18. E.g., Ochiai, 71 F.3d at 1569-70, 37 USPQ2d at 1131; 
Deuel, 51 F.3d at 1557, 34 USPQ2d at 1214 (“[A] prima facie 
case of unpatentability requires that the teachings of the prior 
art suggest the claimed compounds to a person of ordinary skill 
in the art.” (emphasis in original)); Jones, 958 F.2d at 351, 21 
USPQ2d at 1943-44 (Fed. Cir. 1992); Dillon, 919 F.2d at 692, 
16 USPQ2d at 1901; Jn re Lalu, 747 F.2d 703, 705, 223 USPQ 
1257, 1258 (Fed. Cir. 1984) (“The prior art must provide one 
of ordinary skill in the art the motivation to make the proposed 
molecular modifications needed to arrive at the claimed com- 
pound.”). See also Inre Kemps, 97 F.3d 1427, 1430, 40 USPQ2d 
1309, 1311 (Fed. Cir. 1996) (discussing motivation to com- 
bine). 


19. See, e.g., Baird, 16 F.3d at 383, 29 USPQ2d at 1552 
(observing that “it is not the mere number of compounds in 
this limited class which is significant here but, rather, the total 
circumstances involved”). 


20. Id. 
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21. See, e.g., Deuel, 51 F.3d at 1558-59, 34 USPQ2d at 1215 
(“No particular one of these DNAs can be obvious unless there 
is something in the prior art to lead to the particular DNA and 
indicate that it should be prepared.”); Baird, 16 F.3d at 382- 
83, 29 USPQ2d at 1552; Bell, 991 F.2d at 784, 26 USPQ2d 
at 1531 (“Absent anything in the cited prior art suggesting 
which of the 10° possible sequences suggested by Rinderknecht 
corresponds to the IGF gene, the PTO has not met its burden 
of establishing that the prior art would have suggested the 
claimed sequences.”). 


22. In re Petering, 301 F.2d 676, 681, 133 USPQ 275, 280 
(CCPA 1962)(emphasis in original). Accord In re Schaumann, 
572 F.2d 312, 316, 197 USPQ 5,9 (CCPA 1978)(prior art genus 
encompassing claimed species which disclosed preference for 
= alkyl secondary amines and properties possessed by the 

aimed compound constituted description of claimed com- 
pe A for purposes of 35 U.S.C. § 102(b)). Cf, In re Ruschig, 
343 F.2d 965, 974, 145 USPQ 274, 282 (CCPA 1965)(Rejection 
of claimed compound in light of prior art genus based on 
Petering is not appropriate where the prior art does not disclose 
a small recognizable class of compounds with common proper- 
ties.). 


23. An express teaching may be based on a statement in the 
prior art reference such as an art recognized equivalence. For 
example, see Merck & Co. v. Biocraft Labs., 874 F.2d 804, 
807, 10 USPQ2d 1843, 1846 (Fed. Cir.), cert. denied, 493 U.S. 
975 (1989)(holding claims directed to diuretic compositions 
comprising a specific mixture of amiloride and hydrochlorothi- 
azide were obvious over a prior art reference expressly teaching 
that amiloride was a pyrazinoylguanidine which could be co- 
administered with potassium excreting diuretic agents, 
including hydrochlorothiazide which was a named example, 
to produce a diuretic with desirable sodium and potassium 
eliminating properties). See also, In re Kemps, 97 F.3d 1427, 
1430, 40 USPQ2d 1309, 1312 (Fed. Cir. 1996) (holding there 
is sufficient motivation to combine teachings of prior art to 
achieve claimed invention where one reference specifically 
refers to the other). 


24. E.g., Dillon, 919 F.2d at 696, 16 USPQ2d at 1904. See 
also Deuel, 5\ F.3d at 1558, 34 USPQ2d at 1214 (“Structural 
relationships may provide the requisite motivation or sugges- 
tion to modify known compounds to obtain new compounds. 
For example, a prior art compound may suggest its homologs 
because homologs often have similar properties and therefore 
chemists of ordinary skill would ordinarily contemplate making 
them to try to obtain compounds with improved properties.”). 


25. E.g., Dillon, 919 F.2d at 693, 16 USPQ2d at 1901. 
26. See id. 


27. E.g., In re Jones, 958 F.2d 347, 350, 21 USPQ2d 1941, 
1943 (Fed. Cir. 1992) (reversing obviousness rejection of novel 
dicamba salt with acyclic structure over broad prior art genus 
encompassing claimed salt, where disclosed examples of genus 
were dissimilar in structure, lacking an ether linkage or being 
cyclic); In re Susi, 440 F.2d 442, 445, 169 USPQ423, 425 
(CCPA 1971) (the difference from the particularly preferred 
subgenus of the prior art was a hydroxy! group, a difference 
conceded by applicant “to be of little importance.”). 


In the area of biotechnology, an exemplified species may 
differ from a claimed species by a conservative substitution 
(“the replacement in a protein of one amino acid by another, 


chemically similar, amino acid . . . [which] is generally expected 
to lead to either no change or only a small change in the 
properties of the protein.” Dictionary of Biochemistry and 
Molecular Biology 97 (John Wiley & Sons, 2d ed. 1989)). The 
effect of a conservative substitution on protein function depends 
on the nature of the substitution and its location in the chain. 
Although at some locations a conservative substitution may be 
benign, in some proteinsonly one amino acid is allowed at a 
given position. For example, the gain or loss of even one methy! 
group can destabilize the structure if close packing is required 
in the interior of domains. James Darnell et al., Molecular Cell 
Biology 51 (2d ed. 1990). 


28. E.g., Dillon, 919 F.2d at 696, 16 USPQ2d at 1904 (and 
cases cited therein). C.f. Baird, 16 F.3d at 382-83, 29 USPQ2d 
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at 1552 (disclosure of dissimilar species can provide teaching 
away). 


29. Baird, 16 F.3d at 382-83, 29 USPQ2d at 1552 (reversing 
obviousness rejection of species in view of large size of genus 
and disclosed “optimum” species which differed greatly from 
and were more complex than the claimed species); Jones, 958 
F.2d at 350, 21 USPQ2d at 1943 (reversing obviousness rejec- 
tion of novel dicamba salt with acyclic structure over broad 
prior art genus encompassing claimed salt, where disclosed 
examples of genus were dissimilar in structure, lacking an ether 
linkage or being cyclic). 


30. Baird, 16 F.3d at 382, 29 USPQ2d at 1552. See also 
Jones, 958 F.2d at 350, 21 USPQ2d at 1943 (disclosed salts 
of genus held not sufficiently similar in structure to render 
claimed species prima facie obvious). 


31. For example, a claimed tetra-orthoester fuel composition 
was held to be obvious in light of a prior art tri-orthoester fuel 
composition based on their structural and chemical similarity 
and similar use as fuel additives. Dillon, 919 F.2d at 692-93, 
16 USPQ2d at 1900-02. 


Likewise, claims to amitriptyline used as an antidepressant 
were held obvious in light of the structural similarity to imipra- 
mine, a known antidepressant prior art compound, where both 
compounds were tricyclic dibenzo compounds and differed 
structurally only in the replacement of the unsaturated 24 carbon 
atom in the center ring of amitriptyline with a nitrogen atom 
in imipramine. Jn re Merck & Co., 800 F.2d 1091, 1096-97, 
231 USPQ 375, 378-79 (Fed. Cir. 1986). 


Similarly, a claimed protein compound having an amino 
acid sequence including Met-Phe-Pro-Leu-(Asp),-Lys-Y was 
held to be obvious in light of structural similarities to the prior 
art. One reference provided motivation to create fusion proteins 
in the forms X-(Asp),-Lys-Y. Other references taught posi- 
tioning Met at the start of the amino acid sequence and that 
the sequences Phe-Pro-Ile or Leu-Pro-Leu could serve as X in 
the basic formula. The known structural similarity of Ile and Leu 
meant that appellants merely substituted one element known in 
the art for a known equivalent. Thus, the substitution was held 
to be obvious. /n re Mayne, No. 95-1522, slip op. at 6-8 (Fed. 
Cir. Jan. 17, 1997). 


Other structural similarities have been found to support a 
prima facie case of obviousness. E.g., In re May, 574 F.2d 
1082, 1093-95, 197 USPQ 601, 610-11 (CCPA 1978) (stereo- 
isomers); Jn re Wilder, 563 F.2d 457, 460, 195 USPQ 426, 
429 (CCPA 1977) (adjacent homologs and structural isomers); 
In re Hoch, 428 F.2d 1341, 1344, 166 USPQ 406, 409 (CCPA 
1970) (acid and ethyl ester); In re Druey, 319 F.2d 237, 240, 
138 USPQ 39, 41 (CCPA 1963) (omission of methyl group 
from pyrazole ring). 


32. Id. 


33. Dillon, 919 F.2d at 697, 16 USPQ2d at 1905; In re 
Stemniski, 444 F.2d 581, 586, 170 USPQ 343, 348 (CCPA 
1971). 


34. In re Albrecht, 514 F.2d 1389, 1392, 1395-96, 185 USPQ 
585, 587, 590 (CCPA 1975)(The prior art com So irritated 
the skin that it could not be regarded as useful for the disclosed 
anesthetic purpose, and therefore a person skilled in the art 
would not have been motivated to make related compounds.); 
Stemniski, 444 F.2d at 586, 170 USPQ at 348 (close structural 
similarity alone is not sufficient to create a prima facie case 
of obviousness when the reference compounds lack utility, and 
thus there is no motivation to make related compounds.). 


35. Dillon, 919 F.2d at 697, 16 USPQ2d at 1904-05 (and 
cases cited therein). 


36. E.g., id. 
37. Id. at 692, 16 USPQ2d at 1900-01. 


38. Dillon, 919 F.2d at 693, 696, 16 USPQ2d at 1901, 1904. 
See also In re Grabiak, 769 F.2d 729, 731, 226 USPQ 870, 
871 (Fed. Cir. 1985) (“When chemical compounds have ’very 
close’ structural similarities and similar utilities, without more 
a prima facie case may be made.”). 
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39. Dillon, 919 F.2d at 697-98, 16 USPQ2d at 1905; In re 
Wilder, 563 F.2d 457, 461, 195 USPQ 426, 430 (CCPA 1977); 
In re Linter, 458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 
1972). 


40. See, e.g., Dillon, 919 F.2d at 692-97, 16 USPQ2d at 
1901-05; In re Grabiak, 769 F.1d 729, 732-33,226 USPQ 870, 
872 (Fed. Cir. 1985). 


41. See e.g., In re May, 574 F.2d 1082, 1094, 197 USPQ 
601, 611 (CCPA 1978) (prima facie obviousness of claimed 
analgesic compound based on structurally similar prior art 
isomer was rebutted with evidence demonstrating that analgesia 
and addiction properties could not be reliably predicted on the 
basis of chemical structure); Jn re Schechter, 205 F.2d 185,191, 
98 USPQ 144, 150 (CCPA 1953) (unpredictability in the insec- 
ticide field, with homologs, isomers and analogs of known 
effective insecticides having proven ineffective as insecticides, 
was considered as a factor weighing against a conclusion of 
obviousness of the claimed compounds). 


42. See, e.g., In re O' Farrell, 853 F.2d 894, 903, 7 USPQ2d 
1673, 1681 (Fed. Cir. 1988). 


43. In re Beil, 991 F.2d 781, 784, 26 USPQ2d 1529, 1531 
(Fed. Cir. 1993); In re Kulling, 897 F.2d 1147, 1149, 14 
USPQ2d 1056, 1057 (Fed. Cir. 1990). 


44. Kulling, 897 F.2d at 1149, 14 USPQ2d at 1058; Panduit 
Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 1579 n.42, | 
USQP2d 1593, 1606 n.42 (Fed. Cir.), cert. denied, 481 U.S. 
1052 (1987). 


45. E.g., Dillon, 919 F.2d at 692, 16 USPQ2d at 1901. 


46. In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 1687 
(Fed. Cir. 1995). 


47. In re Chu, 66 F.3d 292, 299, 36 USPQ2d 1089, 1094- 
95 (Fed. Cir. 1995). 


48. E.g., Soni, 54 F.3d at 750, 34 USPQ2d at 1687; In re 
Piasecki, 745 F.2d 1468, 1474, 223 USPQ 785, 789-90 (Fed. 
Cir. 1984). 


49. E.g., In re Huang, 100 F.3d 135, 139-40, 40 USPQ2d 
1685, 1689 (Fed. Cir. 1996); In re De Blauwe, 736 F.2d 699, 
705, 222 USPQ 191, 196 (Fed. Cir. 1984). 


50. E.g., In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 
1687 (Fed. Cir. 1995) (error not to consider evidence presented 
in the specification). Cf, In re Alton, 76 F.3d 1168, 37 USPQ2d 
1578 (Fed. Cir. 1996) (error not to consider factual evidence 
submitted to counter a section 112 rejection); In re Beattie, 
974 F.2d 1309, 1313, 24 USPQ2d 1040, 1042-43 (Fed. Cir. 
1992) (Office personnel should consider declarations from 
those skilled in the art praising the claimed invention and 
opining that the art teaches away from the invention.); Piasecki, 
745 F.2d at 1472, 223 USPQ at 788 (“[Rebuttal evidence] may 
relate to any of the Graham factors including the so-called 
secondary considerations.”). 


51. Graham v. John Deere Co., 383 U.S. at 17, 148 USPQ 
at 467. See also, e.g., In re Piasecki, 745 F.2d 1468, 1473, 
223 USPQ 785, 788 (Fed. Cir. 1984) (commercial success). 


52. Rebuttal evidence may consist of a showing that the 


claimed compound possesses unexpected properties. Dillon, 
919 F.2d at 692-93, 16 USPQ2d at 1901. A showing of unex- 
pected results must be based on evidence, not argument or 
speculation. In re Mayne, No. 95-1522, slip op. at 9-10 (Fed. 
Cir. Jan. 17, 1997) (conclusory statements that claimed com- 
pound posesses unusually low immune response or unexpected 
biological activity that is unsupported by comparative data held 
insufficient to overcome prima facie case of obviousness). 


53. E.g., In re GPAC, 57 F.3d 1573, 1580, 35 USPQ2d 
1116, 1121 (Fed. Cir. 1995); Hybritech Inc. v. Monoclonal 
Antibodies, 802 F.2d 1367, 1380, 231 USPQ 81, 90 (Fed. Cir. 
1986), cert. denied, 480 U.S. 947 (1987). 


54. E.g., In re Oelrich, 579 F.2d 86, 91-92, 198 USPQ 210, 
214 (CCPA 1978) (Expert opinions regarding the level of skill 
in the art were probative of the nonobviousness of the claimed 
invention.); Piasecki, 745 F.2d at 1471, 1473-74, 223 USPQ 
at 790 (Evidence of non-technological nature is pertinent to 
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the conclusion of obviousness. The declarations of those skilled 
in the art regarding the need for the invention and its reception 
by the art were improperly discounted by the Board); Beattie, 
974 F.2d at 1313, 24 USPQ2d at 1042-43 (Seven declarations 
provided by music teachers opining that the art teaches away 
from the claimed invention must be considered, but were not 
probative because they did not contain facts and did not deal 
with the specific prior art that was the subject of the rejection.). 


55. Id. See also In re Alton, 76 F.3d 1168, 1174-75, 37 
USPQ2d 1578, 1582-83 (Fed. Cir. 1996). 


56. The Federal Circuit has acknowledged that applicant 
bears the burden of establishing nexus, stating: 


In the ex parte process of examining a patent application, 
however, the PTO lacks the means or resources to gather evi- 
dence which supports or refutes the applicant’s assertion that 
the sales constitute commercial success. c.f. Ex parte Remark, 
15 USPQ2d 1498, 1503 ({BPAI] 1990) (evidentiary routine of 
shifting burdens in civil proceedings inappropriate in ex parte 
prosecution proceedings because examiner has no available 
means for adducing evidence). Consequently, the PTO must 
rely upon the applicant to provide hard evidence of commercial 
success. 


In re Huang, 100 F.3d 135, 139-40, 40 USPQ2d 1685, 
1689 (Fed. Cir. 1996). See also GPAC, 57 F.3d at 1580, 35 
USPQ2d at 1121; In re Paulsen, 30 F.3d 1475, 1482, 31 
USPQ2d 1671,1676 (Fed. Cir. 1994). 


57. E.g., Paulsen, 30 F.3d at 1482, 31 USPQ2d at 1676. 
(Evidence of commercial success of articles not covered by 
the claims subject to the 35 U.S.C. § 103 rejection was not 
probative of nonobviousness). 


58. E.g., In re Kulling, 897 F.2d 1147, 1149, 14 USPQ2d 
1056, 1058 /Fed. Cir. 1990); In re Grasselli, 713 F.2d 731, 
743, 218 USPQ 769, 777 (Fed. Cir. 1983). In re Soni, 54 F.3d 
746, 34 USPQ2d 1684 (Fed. Cir. 1995) does not change this 
analysis. In Soni, the Court declined to consider the Office’s 
argument that the evidence of non-obviousness was not com- 
mensurate in scope with the claim because it had not been 
raised by the Examiner. 54 F.3d at 751, 34 USPQ2d at 1688. 


When considering whether proffered evidence is commen- 
surate in scope with the claimed invention, Office personnel 
should not require the applicant to show urexpected results 
over the entire range of properties possessed by a chemical 
compound or composition. E.g., In re Chupp, 816 F.2d 643,646, 
2 USPQ2d 1437, 1439 (Fed. Cir. 1987). Evidence that the 
compound or composition possesses superior and unexpected 
properties in one of a spectrum of common properties can be 
sufficient to rebut a prima facie case of obviousness. Id. 


For example, a showing of unexpected results for a single 
member of a claimed subgenus, or a narrow portion of a claimed 
range would be sufficient to rebut a prima facie case of obvious- 
ness if a skilled artisan “could ascertain a trend in the exempli- 
fied data that would allow him to reasonably extend the 
probative value thereof.” In re Clemens, 622 F.2d 1029, 1036, 
206 USPQ 289, 296 (CCPA 1980) (Evidence of the unobvious- 
ness of a broad range can be proven by a narrower range when 
one skilled in the art could ascertain a trend that would allow 
him to reasonably extend the probative value thereof.). But see, 
Grasselli, 713 F.2d at 743, 218 USPQ at 778 (evidence of 
superior properties for sodium containing composition insuffi- 
cient to establish the non-obviousness of broad claims for a 
catalyst with “an alkali metal” where it was well known in the 
catalyst art that different alkali metals were not interchangeable 
and applicant had shown unexpected results only for sodium 
containing materials); Jn re Greenfield, 571 F.2d 1185, 1189, 
197 USPQ 227, 230 (CCPA 1978) (evidence of superior proper- 
ties in one species insufficient to establish the nonobviousness 
of a subgenus containing hundreds of compounds), /n re Lin- 
dner, 457 F.2d 506, 508, 173° USPQ 356,358 (CCPA 1972) 
(one test not sufficient where there was no adequate basis for 
concluding the other claimed compounds would behave the 
same way). 
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59. E.g., Chupp, 816 F.2d at 646, 2 USPQ2d at 1439; 62. E.g., Piasecki, 745 F.2d at 1472-73, 223 USPQ at 788; 
Clemens, 622 F.2d at 1036, 206 USPQ at 296. In re Eli Lilly & Co., 902 F.2d 943, 945, 14 USPQ2d 1741, 
60. Where the claims are not limited to a particular use, !743 (Fed. Cir. 1990). 


and where the prior art provides other motivation to select a — ; _ 
particular species or subgenus, a showing of a new use may 63. E.g., Piasecki, 745 F.2d at 1472, 223 USPQ at 788; Eli 


not be sufficient to confer patentability. See Dillon, 919 F.2d Lilly. 902 F.2d at 945, 14 USPQ2d at 1743. 


at 692, 16 USPQ2d at 1900-01. 64. Dillon, 919 F.2d at 693, 16 USPQ2d at 1901; In re Mills, 
61. Piasecki, 745 F.2d at 1473, 223 USPQ at 788. 916 F.2d 680, 683, 16 USPQ2d 1430, 1433 (Fed. Cir. 1990). 


If the closest prior art is a single reference disclosing a genus, determine whether the claimed 
species or subgenus would have been obvious to one of ordinary skill in the pertinent art at the 
time the invention was made by performing the following analysis... 


Determine Whether a Prima Facie Case of Obviousness Exists 
Based on Entire Record Initially Before PTO 


e@ Consider the Graham Factors 


@ Determine Whether There Would Have Been Motivation to 
Select the Claimed Species or Subgenus 


is Genus So Smail That} No 
Each Me is is There a Teaching of 


inherently Disclosed? Ceustuset Gaiety? 


Determine Whether Rebuttal Evidence is 
Sufficient to Overcome Prima Faecie Case 
Reconsider All Evidence and Clearty Communicate Findings and Conciusions 


[1196 OG 37) 





January 5, 1999 


(92) Legal Analysis to Support 
Examination Guidelines 


for Computer-Implemented Inventions 
October 3, 1995 


Patent and Trademark Office 
United States Department of Commerce 


TABLE OF CONTENTS 


I. Introduction [Guidelines § 1.A.] ..ccccccesssssssssssssssseeeseceeseseees 


II. Determine What Applicant Has Invented and Is Seeking to 
SY 8 I a 


A. Identify and Understand the Practical Utility Asserted for 
the Invention [Guidelines § I.B.1.(a)] 


B. Review the Detailed Disclosure and Specific Embodiments 
of the Invention to Determine What the Applicant Has Invented 
[Guidelines § 1.B.1(a)] 


C. Analyze the Claims [Guidelines § I.B.1.(b)] 


Ill. Assess Claimed Invention for Compliance with 35 U.S.C. 
§ 101 [Guidelines § 1.B.1.(c)] 


A. Determine Whether The Invention is “Useful” 


B. Classify the Invention as to Its Proper Statutory Category 
1. Non-Statutory Subject Matter [Guidelines § 
1.B.1.(c)(i) & (ii)) 


(a) “Data Structures” Per Se or Computer Programs 
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and Manufactures 
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(iii) Post-Mathematical Operation Step Uses Solution 
or Merely Conveys Result of Operation 


(c) Manipulation of Abstract Ideas Without A Practical 
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B. Programmed Computer Is Defined As Composite of Func- 
tional Elements 
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Legal Analysis to Support Proposed 
Guidelines for Computer-Implemented Inventions 


I. Introduction [Guidelines § 1.A.] 


The Office has developed Proposed Examination Guidelines 
for Computer-Implemented Inventions' and this legal analysis 
(collectively, the “guidelines”) to assist Office personnel in the 
examination of applications drawn to computer-implemented 
inventions. The guidelines are based on the Office’s current 
understanding of the law, and represent the official policy of 
the Patent and Trademark Office. Office personnel are to rely 
on these guidelines in the event of any inconsistent treatment 
of issues between these guidelines and any earlier provided 
guidance from the Office. 

The guidelines alter the procedures Office personnel shall 
employ to examine applications drawn to computer-imple- 
mented inventions. 

The guidelines also clarify the Office’s position on certain 
patentability standards related to this field of technology. The 
positions set forth in these guidelines are believed to be fully 
consistent with the binding precedent of the Supreme Court, 
and the Federal Circuit and its predecessor courts. 

The Freeman-Walter-Abele’ test, while of limited value, may 
still be relied upon in analyzing claims directed solely to a 
process for solving a mathematical algorithm. “Business 
methods” are to be analyzed the same way as any other process. 

The appendix includes the proposed guidelines and a graphic 
overview of how Office personnel will conduct an examination 
to determine statutory subject matter. 


II. Determine What Applicant Has Invented and Is Seeking 
to Patent [Guidelines § I.B.1.] 


It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. Thus, Office per- 
sonnel must raise any issue that may affect patentability in the 
initial action on the merits. Under the principles of compact 
prosecution, each claim should be reviewed for compliance 
with every statutory requirement of patentability in the initial 
review of the application, even if one or more claims is found 
to be deficient with respect to one statutory requirement. Defi- 
ciencies should be explained clearly, particularly when they 
serve as a basis for a rejection. Where possible, Office personnel 
should indicate how rejections may be overcome and problems 
resolved. A failure to follow this approach can lead to unneces- 
sary delays in the prosecution of the application. 

Prior to focusing on any specific statutory requirements, 
Office personnel must begin examination by determining what, 
precisely, the applicant has invented and is seeking to patent,’ 
and how the claims relate to and define that invention. Conse- 
quently, Office personnel will no longer begin examination 
by determining if a claim recites a “mathematical algorithm.” 
Rather, they will review the complete specification, including 





1218 TMOG 118 
(92) 


the detailed description of the invention, any specific embodi- 
ments that have been disclosed, the claims and the specific 
utility that has been asserted for the invention. 


A. Identify and Understand the Practical Utility Asserted 
for the Invention [Guidelines § 1.B.1.(a)] 


The subject matter sought to be patented must be a “useful” 
process, machine, manufacture or composition of matter. 
Accordingly, a complete disclosure should contain some indica- 
tion of why the applicant believes the claimed invention is 
“useful.” This “usefulness” of the inventicn is called the “spe- 
cific” or “practical” utility of the invention. Specific or practical 
utility is simply a shorthand way of attributing “real world” 
value to the claimed subject matter, i.e., assuring there is some 
benefit to the public.* An invention that has some practical 
application satisfies the utility requirement.’ 

The applicant is in the best position to explain why an inven- 
tion is believed useful. Office personnel should therefore focus 
their efforts on identifying statements made in the specification 
that identify a practical application for the invention. Office 
personne! should rely on such statements throughout the exami- 
nation when assessing the invention for compliance with all 
statutory criteria. Deficiencies under the utility requirement 
will be rare, however. Further guidance in evaluating an asserted 
specific utility for compliance with § 101 is provided below 
and in the Utility Examination Guidelines.® If the applicant 
asserts a practical utility for the invention, Office personnel 
should review the entire disclosure to determine the features 
necessary to accomplish the asserted practical utility. 


B. Review the Detailed Disclosure and Specific Embodi- 
ments of the Invention to Determine What the Applicant 
Has Invented [Guidelines § 1.B.1(a)] 

The written description will provide the clearest explanation 
of the applicant’s invention, by exemplifying the invention, 
explaining how it relates to the prior art and by explaining 
the relative significance of various features of the invention. 
Accordingly, Office personnel should begin their evaluation of 
a computer-implemented invention as follows: 


— determine what the programmed computer does when it 
performs the processes dictated by the software (i.e., the func- 
tionality of the programmed computer);’ 


— determine how the computer is to be configured to provide 
that functionality (i.c., what elements constitute the pro- 
grammed computer and how are those elements to be configured 
to provide the specified functionality); and 


— if applicable, determine the relationship of the programmed 
computer to other subject matter that constitutes the invention 
(e.g., machines, devices, materials, or process steps other than 
those that are part of or performed by the programmed com- 
puter). 


Patent applicants can assist the Office by preparing applica- 
tions that clearly set forth these aspects of a computer-imple- 
mented invention. 


C. Analyze the Claims [Guidelines § L.B.1.(b)] 


The claims define the property rights provided by a patent, 
and thus require careful scrutiny. The goal of claim analysis 
is to identify the boundaries of the protection sought by the 
applicant and to understand how the claims relate to and define 
what the applicant has indicated is the invention. Office per- 
sonnel must analyze the language of a claim before determining 
if the claim complies with each statutory requirement for patent- 
ability. 

Office personnel should begin claim analysis by identifying 
and evaluating each claim element. For processes, the claim 
elements will define steps or acts to be performed. For products, 
i.e., machines and articles of manufacture, the claim elements 
will define discrete physical structures. The discrete physical 
structures may be comprised of hardware or a combination of 
hardware and software. 

As provided in the guidelines, Office personnel are to corre- 
late each claim element to that portion of the disclosure that 
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describes the claim element. This is to be done in all cases, 
i.e., whether or not the claimed invention is defined using 
means or step plus function language. The correlation step will 
ensure that Office personnel clearly understand the meaning 
and scope of each claim limitation. 

The subject matter of a properly construed claim is defined 
by the terms that limit its scope, and it is this subject matter 
that must be examined. As a general matter, the grammar and 
intended meaning of terms used in a claim will dictate whether 
the language limits the claim scope. Language that suggests 
or makes optional but does not require steps to be performed 
or does not limit a claim to a particular structure does not limit 
the scope of a claim or claim element. 

Office personnel must rely on the applicant’s disclosure to 
properly determine the meaning of terms used in the claims.’ 
An applicant is entitled to be his or her own lexicographer, 
and in many instances will provide an explicit definition for 
certain terms used in the claims. Where an explicit definition 
is provided by the applicant for a term, that definition will 
control interpretation of the term as it is used in the claim. 
Office personnel should determine if the original disclosure 
provides a definition consistent with the applicant’s assertions."° 
If the applicant asserts that a term has a meaning that conflicts 
with the term’s art-accepted meaning, Office personne! should 
encourage the applicant to amend the claim to better reflect 
what applicant intends to claim as the invention. 

Office personnel are to give claims their broadest reasonable 
interpretation in light of the supporting disclosure.'’ With the 
exception of claim elements defined in means or step plus 
function terminology, positive limitations on the scope of a 
claim cannot be read into the claims based on comments or 
explanations provided in the disclosure.'? While it is appropriate 
to use the specification to determine what applicant intended 
a term to mean, a positive limitation from the specification 
cannot be read into a claim that does not impose that limitation. 
A broad interpretation of the claims by the Office will reduce 
the possibility that the claim, when issued, will be interpreted 
more broadly than is justified or intended. An applicant always 
has the opportunity to amend the claims during prosecution to 
better reflect the intended scope of the claim. 

Finally, when evaluating the scope of a claim, every limita- 
tion in the claim must be considered.” Office personnel may 
not dissect a claimed invention into discrete elements and then 
evaluate the elements in isolation. Instead, each claimed ele- 
ment of the invention must be considered in the context of the 
claim as a whole. 


Ill. Assess Claimed Invention for Compliance with 35 
U.S.C. § 101 [Guidelines § 1.B.1.(c)] 


As the Supreme Court has held, Congress chose the expan- 
sive language of § 101 so as to include “anything under the 
sun that is made by man.” Accordingly, § 101 of title 35, 
United States Code, provides: 


Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title.'° 


As cast, § 101 defines four categories of inventions that 
Congress deemed to be the appropriate subject matter of a 
patent; namely, processes, machines, manufactures or composi- 
tions of matter. The latter three categories define “things” while 
the process category defines inventions that consist of “actions” 
(i.e., a series of steps or acts to be performed). 

Federal courts have held that § 101 does have certain limits. 
First, the phrase “anything under the sun that is made by man” 
is limited by the text of § 101, meaning that one may only 
patent something that is a machine, manufacture, composition 
of matter or a process.'’ Second, § 101 requires that the subject 
matter sought to be patented be a “useful” invention. Accord- 
ingly, a complete definition of the scope of § 101, reflecting 
Congressional intent, is that any new and useful process, 
machine, manufacture or composition of matter under the sun 
that is made by man is the proper subject matter of a patent. 
Subject matter not within one of the four statutory invention 
categories or which is not “useful” in a patent sense, accord- 
ingly, is not eligible to and cannot be patented. 
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The subject matter courts have found to be outside the four 
Statutory categories of invention is limited to abstract ideas, 
laws of nature and natural phenomena. While this is easily 
stated, determining whether an applicant is seeking to patent 
an abstract idea, a law of nature or a natural phenomenon has 
proven to be challenging. These three exclusions recognize that 
subject matter that is not a practical application or use of an 
idea, a law of nature or a natural phenomenon is not patentable." 

Courts have expressed a concer over “preemption” of ideas, 
law of natures or natural phenomena."’ The concer over pre- 
emption serves to bolster and justify the prohibition against 
the patenting of such subject matter. Such concems are only 
relevant to claiming a scientific truth or principle. Thus, a 
claim to an “abstract” idea is non-statutory because it does not 
represent a practical application of the idea, not because it 
would preempt the idea. 


A. Determine Whether The Invention is “Useful” 


To be patentabie, an invention must be “useful” (i.e., it must 
have a practical application). The purpose of this requirement 
is to limit patent protection to inventions that possess a certain 
level of “real world” value, as opposed to subject matter that 
represents nothing more than an idea or concept, or is simply 
a Starting point for future investigation or research.” The utility 
of an invention must be within the “technological” arts.”' This 
requirement can be discemed from the variously phrased prohi- 
bitions against the patenting of abstract ideas, laws of nature 
or natural phenomenon. Courts have indicated that any techno- 
logical or utilitarian purpose may serve as an appropriate 
utility.” 

Office personne! should confirm that the utility asserted for 
an invention is a practical application of the invention. If the 
utility of an “invention” is only as an object of philosophical 
inquiry or to be appreciated in terms of its literary or artistic 
value, the claimed invention should be rejected under § 101. 

Additionally, Office personnel have struggled with claims 
directed to methods of doing business. A method of doing 
business is to be treated like any other process. 


B. Classify the Invention as to Its Proper Statutory Category 


To properly assess compliance with the statutory invention 
requirements of § 101, Office personnel should classify each 
specifically claimed invention into one statutory or non-statu- 
tory category. If the subject matter falls into a non-statutory 
category, that should not preclude complete examination of 
the application for all other conditions of patentability. This 
classification is only an initial finding at this point in the exami- 
nation process that will be again assessed after the examination 
for compliance with §§ 112, 102 and 103 and before issuance 
of any Office action. 


1. Non-Statutory Subject Matter [Guidelines § I.B.1.(c)(i) & 
(ii)] 


Claims that are clearly non-statutory are those that define: 


— a “data structure” per se or computer program per se, 
i.e., information rather than a computer-implemented process 
or specific machine or computer readable memory manufacture; 


— a compilation or arrangement of non-functional informa- 
tion or a known machine-readable storage medium that is 
encoded with such information; 


— natural phenomena such as electricity and magnetism. 


Claims in this form are indistinguishable from abstract ideas, 
laws of nature and natural phenomena and may not be patented. 
Claims to processes that do nothing more than solve mathemat- 
ical problems or manipulate abstract ideas or concepts are more 
complex to analyze and are addressed below. See section 3 


(a) “Data Structures” Per Se or Computer Programs Per 


s 


Computers manage data by arranging the data in a particular 
order or sequence. The relationship that exists among the 
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ordered data elements (i.e., the individual facts or data) is called 
a “data structure.” Data structures in this sense are not statutory 
products because they are not physical “things” nor are the 
Statutory processes, as they are not “acts” being performed.~ 
In other words, when defined without any physical structure, 
a “data structure” is nothing more than information that explains 
a relationship that exists among ordered data, and therefore is 
non-statutory. In contrast, a memory circuit whose structure 
represents a practical application or use of a data structure is 
a statutory manufacture. Accordingly, it is important to distin- 
guish claims that define information per se from claims that 
define statutory inventions that are based on or use non-statutory 
information. 

Similarly, computer programs per se are not physical 
“things,” nor are they statutory processes, as they are not “acts” 
being performed. In contrast, a computer process that is imple- 
mented using a computer program, a specific computer recon- 
figured by a computer program, or a memory circuit whose 
structure is defined by a computer program are statutory. 

If a computer program is recited in a claim, Office personnel 
should determine if the computer program is being used to 
describe the physical structure of a manufacture or machine, 
or steps to be performed by a computer, or is intended to be 
the object of the patent, per se. 

If it is clear that the claim uses the computer program ele- 
ments to define actions to be performed by a computer, Office 
personnel should treat the claim as a process claim. If the 
computer program elements are recited in conjunction with a 
physical structure, such as acomputer memory, the claim should 
be treated as a product claim. If the claimed subject matter 
cannot be treated as a process and does not have any physical 
structure, then it is non-statutory “information.” 

If an applicant challenges the Office’s classification of a 
claim containing computer program elements without any phys- 
ical structure as a process rather than a product, the claim 
should be rejected under § 101. Office personnel should also 
object to the specification under 37 CFR 1.71(b) if such an 
assertion is made, as the complete invention contemplated by 
the applicant has not been cast precisely as being an invention 
within one of the statutory categories. 


(b) Non-Functional Information 


The term “information” is the “communication of data.” It 
is also used to mean signals representing data. It is the latter 
definition that is used in these guidelines. 

Certain information, such as music, literature, art, and photo- 
graphs, as well as mere facts or data,“ cannot impart function- 
ality to a computer. Such “information” is not a process, 
machine, manufacture or composition of matter. 

The policy that precludes the patenting of non-functional data 
would be easily frustrated if the same data could be patented as 
an article of manufacture. For example, music is commonly 
sold to consumers in the format of a compact disc. In such 
cases, the known compact disc acts as nothing more than a 
castier for non-functional data. 

The non-functional content (e.g., words, images, or other 
information) cannot provide the practical utility for the manu- 
facture. Function-imparting information is necessary to create 
a functional and useful physical manufacture (e.g., a computer 
memory encoded with data that causes a computer to function 
in a particular manner). If the utility for the encoded medium 
is dependent upon a human appreciating the artistic or other 
value of the information content, the claimed invention should 
be rejected under § 101. 


(c) Natural Phenomena Such as Electricity and Magnetism 


Claims that recite nothing but the physical characteristics of 
a form of energy, such as a specific radio frequency, voltage, 
or the strength of a magnetic field, define energy or magnetism, 
per se, and as such are non-statutory. A claim directed to a 
natural phenomenon such as energy or magnetism, which does 
not recite the practical application of that phenomenon in a 
process or a product, is to be rejected under § 101. 
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2. Statutory Subject Matter 
(a) Statutory Products 


If a claim defines a useful machine or manufacture by identi- 
fying the physical structure of the machine or manufacture in 
terms of its hardware or hardware and software combination, 
it defines a statutory product.” 


. 


(i) Product Claims—Claims Directed to Machines and Man- 
ufactures 


Claims that define a computer-implemented invention as a 
specific machine or article of manufacture must define the 
physical structure of the machine or manufacture in terms of 
its hardware and associated functional software. The applicant 
may define the physical structure of a programmed computer 
or its hardware or software components in any manner that 
can be clearly understood by a person skilled in the relevant art. 
Generally a claim drawn to a particular programmed computer 
should identify the elements of the computer and indicate how 
those elements are configured in either hardware or a combina- 
tion of hardware and software. 

A computer-related “manufacture” will typically be a compo- 
nent of a specific computer, such as a logic circuit or a computer 
memory. A manufactured computer memory containing a phys- 
ical structure representing encoded computer-readable instruc- 
tions, such as a computer program, is a statutory article of 
manufacture because the encoded computer-readable instruc- 
tions give the manufactured memory a new form or structure, 
and new qualities or properties (e.g., the ability to cause a 
computer to function in a particular, predefined manner). 

To adequately define a computer memory with a particular 
functionality, the claim must identify the physical characteris- 
tics of the memory (e.g., a logic circuit or a storage medium), 
and the functionality of the memory. A computer memory may 
be defined in a claim as: 


Applicant A 


A computer system for determining the three dimen 
sional structure of a chemical compound comprising: 
(a) means for determining the three dimensional 


structure of a compound; 


(b) means for creating and displaying an image 
representing a three-dimensional perspective of the 


compound. 


The disclosure describes computer program code 
segments that are to be employed in configuring a 
general purpose microprocessor to create specific 
logic circuits. These circuits are indicated to be the 
“means” corresponding to the claimed means ele- 


ments. 


Claim defines specific computer, patentability stands 


independently from process claim. 


Explanation 
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— a logic circuit that results when a programmed computer 
performs a series of steps dictated by a computer program;” 


— amemory defined by its functional and/or structural charac- 
teristics;” or 


— a memory whose physical structure is defined by the act of 
storing computer-executable program code on the memory. 


(ii) Claims that Encompass Any Machine or Manufacture 
Embodiment of a Process 


A claim cast in product claim format that, when read in light 
of the specification, encompasses any computer implementation 
of a process should be examined on the basis of the underlying 
process. Such a claim can be recognized as it will: 


— define the physical characteristics of a computer or computer 
component exclusively as functions or steps to be performed 
on or by a computer, and 


— encompass any product in the stated class (e.g., computer, 
computer-readable memory) configured in any manner to per- 
form that process. 


The following hypotheticals illustrate this distinction. 
Assume two applicants present a claim to the following process: 


A process for determining and displaying the structure of a 
chemical compound comprising: 


(a) solving the wavefunction parameters for the compound 
to determine the structure of a compound; 


(b) displaying the structure of the compound determined in 
step (a). 


In addition, each applicant claims an apparatus, and provides 
the noted disclosure to support the claims. 


Applicant B 


A computer system for determining the three dimen 
sional structure of a chemical compound comprising: 
(a) means for determining the three dimensional 
structure of a compound; 
(b) means for displaying the structure of the 
compound determined in step (a). 


This disclosure states that it would be a matter of 
routine skill to select an appropriate computer system 
and implement the claimed process on that computer 
system. No specific disclosure is made regarding the 
two “means” elements recited in the claim (i.e., no 
computer program or logic circuit is described that 
can perform the indicated functions). The disclosure 
does provide an explanation of how to solve the 
wavefunction equations of a chemical compound, 
and indicates that the solutions of those wavefunction 
equations can be employed to determine the physical 
structure of the corresponding compound. 


Claim encompasses any computer embodiment of 
process claim; patent ability stands or falls with 
process claim. 


In this scenario, the applicant has not provided any 
information that can serve to distinguish the “imple- 
mentation” of the process on a computer from the 

factors that will govern the patentability determina- 
tion of the process per se. As such, the patentability 
of this apparatus claim will stand or fall with that 

of the process claim. 
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Office personnel are reminded that finding a product claim 
to encompass any product embodiment a “process” invention 
simply means that the Office will presume that the product 
claim encompasses any product in the stated class that performs 
the specified set of functions. Because this is interpretive and 
nothing more, it does not provide any information as to the 
patentability of the applicant’s underlying invention or the 
product claim. 

If a claim is found to encompass any product embodiment 
of the underlying process, and if the underlying process is 
Statutory, the product claim should be classified as a statutory 
product. By the same token, if the underlying process invention 
is found to be non-statutory, Office personnel should classify 
the “product” claim as a “non-statutory product.” If the product 
claim is classified as being a non-statutory product on the basis 
of the underlying process, Office personnel should emphasize 
that they have considered all claim limitations and are basing 
their finding on the analysis of the underlying process. 


(b) Statutory Processes [Guidelines § I.B.1.(c)(iii)] 


A claim that requires one or more acts to be performed 
defines a process. Not all processes, however, are processes 
that fall within the definition of a statutory process under § 
101. A statutory process is a series of one or more acts that 
manipulate physical matter or energy resulting in some form 
of a physical transformation.” Accordingly, a claimed process 
is statutory if it: 


— manipulates some form of physical matter or energy; and 


— results in a transformation or reduction of the subject matter 
manipulated into a different state or into a different thing to 
achieve a practical application. 


(i) Appropriate Subject Matter for Manipulation Steps of 
a Process 


Consistent with the expansive Congressional intent behind 
§ 101, Office personnel shall consider any form of physical 
“matter” or “energy” to be the appropriate subject matter of 
the manipulation steps of a process. Importantly, the subject 
matter manipulated by a process does not have to be a physical 
object; it may be “intangible subject matter representative of 
or constituting physical activity or objects.” Thus, an electrical 
signal representing data corresponding to a physical object or 
physical activity is appropriate subject matter for manipulation 
by a process. If the “acts” of a process manipulate only numbers, 
abstract concepts or ideas, the acts are not being applied to 
appropriate subject matter. Thus, a process consisting solely 
of mathematical operations does not manipulate appropriate 
subject matter and thus cannot constitute a statutory process. 


(ii) Transformation or Reduction to a Different State or 
Thing 


To be statutory, the claimed process when practiced must 
physically transform the subject matter manipulated—some- 
thing must happen other than manipulating concepts or con- 
verting numbers to different numbers. The required 
transformation can take place during any step of the process 
(e.g., if a process requires three “acts” and only the last “act” 
transforms the subject matter to a different state or thing, a 
sufficient transformation has occurred). If the process does not 
result in any physical transformation, it is not statutory. 


(iii) Examples of Statutory Computer-Implemented Pro- 
cesses 


Three exemplary computer-performed processes that fully 
satisfy the requirements of § 101: 


— A process that requires physical acts to be performed inde- 
pendent of the steps to be performed by a programmed com- 
puter, where those acts involve the manipulation of tangible 
physical objects and result in the object having a different 
physical attributes or structure;” 
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— A process that requires acts to be performed on the physical 
components of a computer (i.e., the process manipulates the 
components of the computer rather than data representing some- 
thing external to the computer system) and the effect of the 
process is that the computer operates differently (such as an 
operating system process); and 


— A process that requires acts to be performed by a computer 
on data in the form of an electrical or magnetic signal, where 
the data represents a physical object or activities external to 
the computer system (e.g., physical characteristics of a chemical 
compound or a person’s heart rate), and where the process 
causes some transformation of the physical but intangible repre- 
sentation of the physical object or activities.*' 


3. Non-Statutory Processes 


In practical terms, claims define non-statutory processes if 
they: 


— consist solely of mathematical operations (i.e., a “mathemat- 
ical algorithm”); or 


— simply manipulate abstract ideas without some practical 
application (e.g., a bid, a bubble hierarchy). 


(a) Mathematical Algorithm That Defines a Law of Nature 
or Natural Phenomenon or Describes an Abstract Idea 


A process that consists solely of mathematical operations 
is non-statutory. Mathematical algorithms do not manipulate 
physical matter and cannot cause a physical effect. Courts have, 
however, recognized a distinction between types of mathemat- 
ical algorithms, namely, some define a “law of nature” in mathe- 
matical terms and others merely describe an “abstract idea.” 

Certain mathematical algorithms have been held non-statu- 
tory because they represent a mathematical definition of a law 
of nature or a natural phenomenon. For example, the formula 
E=mc’ is a “law of nature”—it defines a “fundamental scientific 
truth” (i.e., the relationship between energy and mass). To 
comprehend how the law of nature relates to any object, one 
invariably has to perform certain steps (e.g., multiplying a 
number representing the mass of an object by the square of a 
number representing the speed of light). If an applicant defines 
a process to consist solely of those steps that one must follow 
to solve the mathematical representation of the law of nature, 
the “process” is indistinguishable from the law of nature and 
would “preempt” the law of nature. A patent cannot be granted 
on such a process. 

Other mathematical algorithms have been held non-statutory 
because they merely describe an abstract idea. An “abstract 
idea” may simply be any sequence of mathematical operations 
that are combined to solve a mathematical problem. The con- 
cern addressed by holding such subject matter non-statutory is 
that the mathematical operations merely describe an idea and 
do not define a process that represents a practical application 
of the idea. 

Accordingly, when a claim is found to define non-statutory 
subject matter because of a mathematical algorithm, it is 
important to determine whether the subject matter is a law of 
nature or natural phenomenon or abstract idea. A rejection 
under § 101 should indicate the type of deficiency relied upon 
to support the rejection. 


(b) Evaluation of Certain Language Related to Mathemat- 
ical Operation Steps of a Process 


(i) Intended Use or Field of Use Statements 


Claim language that simply specifies an intended use or field 
of use for the invention generally will not limit the scope of 
a claim. Such language often will be presented in the preamble 
of claim, but may appear elsewhere in the body of the claim. 
Intended or field of use language appearing in the preamble 
will in most instances not limit the claim scope, and as such, 
Office personnel should be careful to properly interpret such 
language. For example, a claimed mathematical process “to be 
used in seismic prospecting...” is not limited by the seismic 
prospecting use statement (i.e., none of the steps were explicitly 
or implicitly limited to application to seismic prospecting activi- 
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ties). In such a case, Office personnel should identify the 
claim language that constitutes the intended use or field of use 
statements and provide the basis for their findings. This will 
shift the burden to applicant to demonstrate otherwise. 


(ii) Necessary Antecedent Step to Performance of A Mathe- 
matical Operation or Independent Limitation on a Claimed 
Process 


In rare situations, certain acts of “collecting” or “selecting” 
data for use in a process consisting of one or more mathematical 
operations will not further limit a claim beyond the specified 
mathematical operation step(s). Such acts “merely determine 
values for the variables used in the mathematical operations 
used in making the calculations.”™ In other words, the acts are 
dictated by nothing other than the performance of a mathemat- 
ical operation.” 

If aclaim requires acts to be performed to create data that will 
then be used in a process representing a practical application of 
one or more mathematical operations, those acts must be treated 
as further limiting the claim beyond the mathematical opera- 
tion(s) per se. Such acts are data gathering steps not dictated 
by the algorithm but by other limitations which require certain 
antecedent steps and as such constitute an independent limita- 
tion on the claim. 


Examples of acts that independently limit a claimed process 
involving mathematical operations include: 


— a method of conducting seismic exploration which requires 
generating and manipulating signals from seismic energy waves 
before “summing” the values represented by the signals;** and 


— a method of displaying X-ray attenuation data as a signed 
gray scale signal in a “field” using a particular anti-aliasing 
algorithm, where the antecedent steps require generating the 
data using a particular machine (e.g., a computed tomography 
scanner). 


Examples of steps that do not independently limit one or 
more mathematical operation steps include: 


— “perturbing” the values of a set of process inputs, where 
the subject matter “perturbed” was a number and the act of 
“perturbing” consists of substituting the numerical values of 
variables,” and 


— selecting a set of “arbitrary measurement point” values.” 
Such steps do not impose independent limitations on the scope 
of the claim beyond those required by the mathematical opera- 
tion limitation. 


(iii) Post-Mathematical Operation Step Uses Solution or 
Merely Conveys Result of Operation 


In rare instances, certain kinds of post-solution “acts” will 
not further limit a process claim beyond the performance of 
the preceding mathematical operation step even if the acts are 
recited in the body of a claim. If, however, the claimed acts 
represent some use of the solution, those acts will invariably 
impose an independent limitation on the claim. Thus, if a claim 
requires that the direct result of a mathematical operation be 
evaluated and transformed into something else, Office per- 
sonnel cannot treat the subsequent steps as being indistinguish- 
able from the performance of the mathematical operation and 
thus not further limiting on the claim. For example, acts that 
require the conversion of a series of numbers representing 
values of a wavefunction equation for a chemical compound 
into values representing an image that conveys information 
about the three dimensional structure of the compound cannot 
be treated as being part of the mathematical operations that 
yield the wavefunction numbers. Office personnel should be 
especially careful when reviewing claim language that requires 
the performance of “post-solution” steps to ensure that actual 
claim limitations are not ignored. 


Examples of steps found not to independently limit a process 
involving one or more mathematical operation steps include: 
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— step of “updating an alarm limit” found to constitute chan- 
ging the number value of a variable to represent the result of 
the calculation;” 


— final step of “magnetically recording” the result of a calcula- 
tion; 


— final step of “equating” the process outputs to the values 
of the last set of process inputs found to constitute storing the 
result of calculations;* 


— final step of displaying result of a calculation “as a shade 
of gray rather than as simply a number” found to not constitute 
distinct step where the data were numerical values that did not 
represent anything;® and 


— step of “transmitting electrical signals representing” the 
result of calculations.“ 


Office personnel are reminded to rely on the applicant’s charac- 
terization of the significance of the “acts” being assessed to 
resolve questions related to their relationship to the mathemat- 
ical operations recited in the claim and the invention as a 
whole. 


(c) Manipulation of Abstract Ideas Without A Practical 
Application 


A process that consists solely of the manipulation of an 
abstract idea without any limitation to a practical application 
is non-statutory.” 

In order to determine whether the claim is limited to a prac- 
tical application of an idea, Office personnel must analyze the 
claim as a whole, in light of the specification, to understand 
what subject matter is being manipulated and how it is being 
manipulated. During this procedure, Office personnel must 
evaluate any statements of intended use or field of use, any 
data gathering step and any post-manipulation activity. See 
section (b) above. 


IV. Issues Related to Compliance with Section 112, First 
and Second Paragraphs [Guidelines § I.B.2.] 


Section 112 serves to ensure that the claims are clearly 
defined and are fully supported by the disclosure. Office per- 
sonnel should focus their assessment of applications for compli- 
ance with § 112 on determining if the disclosure and claims 
clearly convey what the applicant has invented, permit others 
to determine what rights have been provided to the patentee, 
and enable one skilled in the art to the practice the invention 
without undue experimentation. 

When evaluating applications, Office personnel must always 
remember to use the perspective of one of ordinary skill in the 
art. Claims and disclosures are not to be evaluated in a vacuum. 
If elements of an invention are well known in the art, the 
applicant does not have to provide a disclosure that describes 
those elements. 

Similarly, the applicant need not explicitly recite in the claims 
every feature of the invention. Rather, if the claims, interpreted 
in light of the disclosure reasonably apprise those of ordinary 
skill in the art what the invention is, they satisfy the require- 
ments of § 112, second paragraph. For example, if an applicant 
indicates that the invention is a particular computer, the claim 
does not have to recite every element or feature of the computer. 
In fact, it is preferable for the claim to be drafted in a form 
that emphasizes what the applicant has invented (e.g., what is 
new rather than old).” 

If deficiencies are discovered with respect to § 112, Office 
personnel must be careful to rely on the appropriate paragraph 
of § 112. Deficiencies under the second paragraph of § 112 
exist if it is unclear what the claim defines (i.e., the claim fails 
to particularly point out and distinctly claim the invention),* 
or the claim as cast does not define what applicant has indicated 
to be the invention.” Deficiencies under the first paragraph of 
§ 112 can arise where there is not an adequate written descrip- 
tion that serves to identify what the applicant has invented, or 
the disclosure does not enable one skilled in the art to make and 
use the invention as claimed without undue experimentation. 
Deficiencies related to disclosure of the best mode for carrying 
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out the claimed invention are not usually encountered during 
initial examination of an application. 


A. Specification Fails to Show How to Make or Use Pro- 
— Computer Element of Invention (Guidelines § 
-B.2.(b)] 


The disclosure must enable a person skilled in the art to 
configure the computer to possess the requisite functionality, 
and, if relevant, integrate the computer with other elements to 
yield the claimed invention, without the exercise of undue 
experimentation. If the specification fails to identify how to 
configure a computer to possess the requisite functionality or 
how to integrate the programmed computer with other elements 
of the invention, the claim is likely to be deficient under § 
112, first paragraph. 

For many computer-implemented inventions, it is not unusual 
for the claimed invention to involve more than one field of 
technology. For such inventions, the disclosure must satisfy 
the enablement standard for each aspect of the invention.” As 
such, the disclosure must teach a person skilled in each art 
how to make and use the relevant aspect of the invention 
without undue experimentation. For example, to enable a claim 
to a programmed computer that determines and displays the 
three-dimensional structure of a chemical compound, the dis- 
closure must 


— enable a person skilled in the art of molecular modeling to 
understand and practice the underlying molecular modeling 
processes; and 


— enable a person skilled in the art of computer programming 
to create a program that directs a computer to create and display 
the image representing the three-dimensional structure of the 
compound. 


In other words, the disclosure corresponding to each aspect of 
the invention must be enabling to a person skilled in each 
respective art. 


B. Programmed Computer Is Defined As Composite of 


Functional Elements 

In many instances, an applicant will describe a programmed 
computer by outlining the significant elements of the pro- 
grammed computer using a functional block diagram. Office 
personnel should review the specification to ensure that along 
with the functional block diagram the disclosure provides infor- 
mation that adequately describes each “element” in hardware or 
software. If the functionally labeled elements of a programmed 
computer are not described further in the specification and one 
skilled in the art would not know what the elements are or 
how to make or use them to yield the claimed invention, a claim 
defining an invention requiring the use of that programmed 
computer is likely to be deficient under one or more require- 
ments of § 112. 


C. Elements of a Machine Defined Using Means Plus Func- 
tion Language [Guidelines § I.B.2.(a) & (b)] 


Where means plus function language is used to define the 
characteristics of a machine or manufacture invention, claim 
elements must be interpreted to read on only the structures 
or materials disclosed in the specification, and “equivalents 
thereof.”*' Thus, at the outset Office personnel must attempt 
to correlate means elements to some description of the elements 
in the written specification and drawings. 

As noted earlier, there are many appropriate ways of 
describing the elements of a programmed computer. If the 
description makes it clear that a means element corresponds 
to the physical structure of a computer or computer component, 
that description will sufficiently define the claimed means ele- 
ment. Thus, a means element may be defined to be: 


— a programmed computer with a particular functionality; 
—a logic circuit or other component of a programmed computer 


that performs a series of specifically identified operations dic- 
tated by a computer program; or 
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— a computer memory encoded with executable instructions 
representing a computer program that can cause a computer to 
function in a particular fashion. 


A claim patterned after a functional block diagram and 
defined using means plus function language may fail to particu- 
larly point out and distinctly claim the invention if the disclosure 
does not describe the specific materials or structures that corre- 
spond to the means elements. The scope of a “means” element 
is defined as the corresponding structure or material (e.g., a 
specific logic circuit) set forth in the written description and 
its equivalents. Where no structure or material is disclosed, the 
claim fails to particularly point out and distinctly claim the 
invention. For example, if the applicant discloses only the 
function to be performed and provides no description of hard- 
ware or software that performs the function, the application 
has not disclosed any “structure” to correspond to the means. 
Such a claim should be rejected under § 112, second paragraph. 
In contrast, if the corresponding structure is disclosed to be a 
memory or logic circuit that has been configured in some 
manner to perform that function (e.g., using a computer pro- 
gram), the claim satisfies § 112, second paragraph. 


Further guidance in interpreting the scope of equivalents of 
means elements is provided in the Examination Guidelines For 
Claims Reciting A Means or Step Plus Function Limitation In 
Accordance With 35 U.S.C. 112, 6th Paragraph.” 


D. Claim Does Not Define Applicant’s Invention [Guidelines 
§ 1.B.2.(a)] 


To satisfy the second paragraph of § 112, the claims must 
define the invention in a manner consistent with the applicant’s 
written description of the invention. If the applicant asserts a 
practical utility for the invention, Office personnel should 
review the entire disclosure to determine the features necessary 
to accomplish the asserted practical utility. When the claim 
recites a practical utility but fails to recite the necessary features 
to accomplish the asserted practical utility, the claim should 
be rejected under § 112, second paragraph. If a claim is so 
broad as to encompass non-statutory subject matter, the claim 
should be rejected under § 112 4 2, as well as § 101. For 
example, if applicant has described the invention as a computer- 
implemented process, but the claim is broad enough to cover 
the mental performance of the process, then it should be rejected 
under both § 112 42 and § 101.” 

A claim as a whole that defines non-statutory subject matter 
is deficient under § 101, and under § 112, second paragraph.De- 
termining the scope of a claim as a whole requires a clear 
understanding of what the applicant regards as the invention. 
If the invention as disclosed in the written description is statu- 
tory, but the claims define subject matter that is not, the defi- 
ciency can be corrected by an appropriate claim amendment. 
Therefore, reject the claims under §§ 101 and 112, second 
paragraph, but identify the features of the invention that, if 
recited in the claim, would render the claimed subject matter 
statutory. 


E. Claim Defined Using Only Computer Program Code 
[Guidelines § 1.B.2.(a)] 


A claim defined entirely in computer program code, whether 
in source or object code format, may be deficient under § 112 
q 2 if one of ordinary skill in the art would not be able to 
ascertain the metes and bounds of the claimed invention. Such 
a claim should also be objected to under 37 CFR 1.52(a).* A 
computer programming language is not the English language, 
despite the fact that English words may be used in that language. 

In certain circumstances, as where self-documenting pro- 
gramming code is employed, use of programming language in 
a claim would be permissible, since such program source code 
presents sufficiently high-level language and descriptive identi- 
fiers to make it universally understood to others in the art 
without the programmer having to insert any comments.” 

Applicants should be encouraged to functionally define the 
steps the computer will perform rather than simply providing 
source or object code. 
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V. Issues Related to Compliance with § 103 [Guidelines § 
1.B.3.] 


As is the case for inventions in any field of technology, 
assessment of a claimed computer-implemented invention for 
compliance with § 103 begins with a comparison of the claimed 
subject matter to what is known in the prior art. Once distinc- 
tions are identified between the claimed invention and the prior 
art, those distinctions must be assessed and resolved in light 
of the knowledge possessed by a person of ordinary skill in 
the art. Against this backdrop, one must determine whether the 
invention would have been obvious at the time the invention 
was made. If not, the claimed invention satisfies § 103. Factors 
and considerations dictated by law governing § 103 apply 
without modification to inventions in this field of technology. 

If the difference between the prior art and the claimed inven- 
tion is limited to information stored on or employed by a 
machine, one must determine what role the information plays 
with regard to the invention considered as a whole. Where the 
information imparts some degree of functionality to the claimed 
invention taken as a whole, it represents a critical element of 
the invention. As such, the information must be considered and 
addressed incident to application of § 103. Thus, a rejection 
of the claim as a whole under § 103 is inappropriate unless 
the functionality imparted by the information would have been 
suggested by the prior art. To establish a prima facie case of 
obviousness, Office personnel must explain why it would have 
been obvious to a person of ordinary skill in the art, at the 
time the invention was made, to impart the functionality of the 
programmed computer with that specific information. 

However, where the information imparts no functionality to 
achieve the specific utility of the invention, it cannot serve 
to render the claimed invention, considered as a whole, non- 
obvious. Generally speaking, situations where information 
imparts no functionality will be limited to the following: 


— a computer readable storage medium that differs from the 
prior art solely with respect to information encoded on the 
medium that does not alter its functionality considered as a 
whole, 


— acomputer that differs from the prior art solely with respect 
to information whose content does not alter how the machine 
functions (i.e., the information does not reconfigure the com- 
puter), or 


— a process that differs from the prior art only with respect 
to information that does not alter how the process steps are to 
be performed to achieve the utility of the invention. 


Thus, if the prior art suggests storing a song on a disk, merely 
choosing a particular song to store on the disk would be pre- 
sumed to have been obvious as being well within the level of 
ordinary skill in the art at the time the invention was made. 
Such a difference is simply a rearrangement of non-functional 
information. 


VI. Conclusion 


Once Office personnel have concluded an analysis of the 
claimed invention under all the statutory provisions, including 
§§ 101, 112, 102 and 103, when composing any Official action, 
they should review all the proposed rejections and their bases 
to confirm their correctness. Only then should any rejection 
be imposed. 


' See Request for Comments on Proposed Examination Guide- 
lines for Computer-Implemented Inventions, 60 Fed. Reg. 
28,778 (June 2, 1995). 


? In re Freeman, 573 F.2d 1237, 1245, 197 USPQ 464, 471 

‘(CCPA 1978); In re Walter, 618 F.2d 758, 767, 205 USPQ 
397, 406-07 (CCPA 1980); In re Abele, 684 F.2d 902, 905- 
07, 214 USP Q 682, 685-87 (CCPA 1982). 


> As the courts have repeatedly reminded the Office: “The goal 
is to answer the question “*What did applicants invent?’” Jn 
re Abele, 684 F.2d at 907, 214 USPQ at 687 (CCPA 1982). 
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Accord, e.g., Arrhythmia Research Tech. v. Corazonix Corp., 
958 F.2d 1053, 1059, 22 USPQ2d 1033, 1038 (Fed. Cir. 1992). 


*See Brenner v. Manson, 383 U.S. 519, 534, 148 USPQ 689, 
695 (“Whatever weight is attached to the value of encouraging 
disclosure and of inhibiting secrecy, we believe a more compel- 
ling consideration is that a process patent in the chemical field, 
which has not been developed and pointed to the degree of 
specific utility, creates a monopoly of knowledge which should 
be granted only if clearly commanded by the statute.”)(em- 
phasis added). See also Nelson v. Bowler, 626 F.2d 853, 856, 
206 USPQ 881, 883 (CCPA 1980) (Specific utility is also 
called “practical utility.”). 


* E.g., In re Alappat, 33 F.3d 1526, 1543, 31 USPQ2d 1545, 
1556-57 (Fed. Cir. 1994) (in banc) (quoting Diamond v. Diehr, 
450 U.S. 175, 192, 209 USPQ 1, 10(1981)). See also id. at 1579 
(Newman, J., concurring) (“unpatentability of the principle does 
not defeat patentability of its practical applications”) (citing 
O'Reilly v. Morse, 56 U.S. (15 How.) 62 (1854)); Arrhythmia 
958 F.2d at 1057, 22 USPQ2d at 1036. 


* 60 Fed. Reg. 36,263 (July 14, 1995). 
” Arrythmia, 958 F.2d at 1057, 22 USPQ2d at 1036: 


It is of course true that a modern digital computer manipulates 
data, usually in binary form, by performing mathematical opera- 
tions, such as addition, subtraction, multiplication, division, or 
bit shifting, on the data. But this is only how the computer 
does what it does. Of importance is the significance of the data 
and their manipulation in the real world, i.e., what the computer 
is doing. 


* Many computer-implemented inventions do not consist solely 
of a computer. Thus, Office personnel should identify those 
claimed elements of the computer-implemented invention that 
are not part of the programmed computer, and determine how 
those elements relate to the programmed computer. Office per- 
sonnel should look for specific information that explains the 
role of the programmed computer in the overall process or 
machine and how the programmed computer is to be integrated 
with the other elements of the apparatus or used in the process. 


* Markman v. Westview Instruments, 52 F.3d 967, 980, 34 
USPQ2d 1321, 1330 (Fed. Cir. 1995) (in banc). 


See, e.g., In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 
1671, 1674 (Fed. Cir. 1994) (inventor may define specific terms 
used to describe invention, but must do so “with reasonable 
clarity, deliberateness, and precision” and, if done, must “‘set 
out his uncommon definition in some manner within the patent 
disclosure’ so as to give one of ordinary skill in the art notice 
of the change” in meaning) (quoting /ntellicall, Inc. v. Phono- 
metrics, Inc., 952 F.2d 1384, 1387-1388, 21 USPQ2d 1383, 
1386 (Fed. Cir. 1992)). 


" See, e.g., In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 
1320, 1322 (Fed. Cir. 1989) (“During patent examination the 
pending claims must be interpreted as broadly as their terms 
reasonably allow . . . . The reason is simply that during patent 
prosecution when claims can be amended, ambiguities should 
be recognized, scope and breadth of language explored, and 
clarification imposed. . . An essential purpose of patent exami- 
nation is to fashion claims that are precise, clear, correct, and 
unambiguous. Only in this way can uncertainties of claim scope 
be removed, as much as possible, during the administrative 
process.”). 


See, e.g., In re Paulsen, 30 F.3d at 1480, 31 USPQ2d at 
1674 (although specification can be used to interpret what the 
patentee meant by a word or phrase in the claim, cannot add 
extraneous limitation from the specification when limitation is 
not needed to interpret any particular words or phrases in the 
claim). 


"® See, e.g., Diamond v. Diehr, 450 U.S. at 188-89, 209 USPQ 
at 9 (“In determining the eligibility of respondents’ claimed 
process for patent protection under § 101, their claims must 
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be considered as a whole. It is inappropriate to dissect the 
claims into old and new elements and then to ignore the presence 
of the old elements in the analysis. This is particularly true in 
a process claim because a new combination of steps in a process 
may be patentable even though all the constituents of the combi- 
nation were well known and in common use before the combina- 
tion was made.”). 


'* Diamond v. Chakrabarty, 447 U.S. 303, 308-09, 206 USPQ 
193, 196-97 (1980): 


In choosing such expansive terms as “manufacture” and “‘com- 
position of matter,” modified by the comprehensive “any,” 
Congress plainly contemplated that the patent laws would be 
given wide scope. The relevant legislative history also supports 
a broad construction. The Patent Act of 1793, authored by 
Thomas Jefferson, defined statutory subject matter as “any new 
and useful art, machine, manufacture, or composition of matter, 
or any new or useful improvement [thereof].” Act of Feb. 21, 
1793, § 1, 1 Stat. 319. The Act embodied Jefferson’s philosophy 
that “ingenuity should receive a liberal encouragement.” 5 Writ- 
ings of Thomas Jefferson 75-76 (Washington ed. 1871). See 
Graham v. John Deere Co., 383 U.S. 1, 7-10(1966). Subsequent 
patent statutes in 1836, 1870, and 1874 employed this same 
broad language. In 1952, when the patent laws were recodified, 
Congress replaced the word “art” with “process,” but otherwise 
left Jefferson’s language intact. The Committee Reports accom- 
panying the 1952 Act inform us that Congress intended statutory 
subject matter to “include anything under the sun that is made 
by man.” S. Rep. No. 1979, 82d Cong., 2d Sess. 5 (1952); 
H.R. Rep. No. 1923, 82d Cong., 2d Sess. 6 (1952). 


This perspective has been embraced by the Federal Circuit: 


The plain and unambiguous meaning of § 101 is that any new 
and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may be 
patented if it meets the requirements for patentability set forth 
in Title 35, such as those found in § 102, 103, and 112. The 
use of the expansive term “any” in § 101 represents Congress’s 
intent not to place any restrictions on the subject matter for 
which a patent may be obtained beyond those specifically 
recited in § 101 and the other parts of Title 35 . . . . Thus, it 
is improper to read into § 101 limitations as to the subject 
matter that may be patented where the legislative history does 
not indicate that Congress clearly intended such limitations. 
[Jn re Alappat, 33 F.3d at 1542, 31USPQ2d at 1556.) 


5 35 U.S.C. § 101 (1994). 


"© See 35 U.S.C. § 100(b) (“The term “process” means process, 
art, or method, and includes a new use of a known process, 
machine, manufacture, composition of matter, or material.”). 


" E.g., In re Alappat, 33 F.3d at 1542, 31USPQ2d at 1556; In 
re Warmerdam, 33 F.3d at 1358, 31USPQ2d at 1757. 


See, e.g., Rubber-Tip Pencil v. Howard, 87 U.S. 498, 507 
(1874) (“idea of itself is not patentable, but a new device by 
which it may be made practically useful is”); Mackay Radio & 
Telegraph Co. v. Radio Corp. of America, 306 U.S. 86, 94 
(1939) (“While a scientific truth, or the mathematical expres- 
sion of it, is not a patentable invention, a novel and useful 
structure created with the aid of knowledge of scientific truth 
may be.”); In re Warmerdam, 33 F.3d 1354, 1360, 31 USPQ2d 
1754, 1759 (Fed. Cir. 1994) (“steps of ‘locating’ a medial axis, 
and ‘creating’ a bubble hierarchy describe nothing more than 
the manipulation of basic mathematical constructs, the para- 
digmatic ‘abstract idea”). 


' The concer over preemption was expressed as early as 1852. 
See Le Roy v. Tatham, 55 U.S. 156, 175 (1852)(“A principle, 
in the abstract, is a fundamental truth; an original cause; a 
motive; these cannot be patented, as no one can claim in either 
of them an exclusive right.”); Funk Brothers Seed Co. v. Kalo 
Inoculant Co., 333 U.S. 127, 132, 76 USPQ 280, 282 (1988) 
(combination of six species of bacteria to be non-statutory 
subject matter). 
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»® In re Ziegler, 992 F.2d 1197, 1200-03, 26 USPQ2d 1600, 
1603-06 (Fed. Cir. 1993); Brenner v. Manson, 383 U.S. at 528- 
36, 148 USPQ at 693-696. 


” See, e.g., Inre Musgrave, 431 F.2d 882, 893, 167 USPQ 280, 
289-90 (CCPA 1970), cited with approval in Jn re Schrader, 22 
F3d 290, 297 (Fed. Cir. 1994) (Newman, J., dissenting). The 
definition of “technology” is the “application of science and 
engineering to the development of machines and procedures 
in order to enhance or improve human conditions, or at least 
to improve human efficiency in some respect.” Computer Dic- 
tionary 384 (2d ed. Microsoft Press 1994). 


” E.g., In re Waldbaum, 457 F.2d 997, 1003, 173 USPQ 430, 
434 (CCPA 1972) (“The phrase “technological arts,” as we 
have used it, is synonymous with the phrase “useful arts” as 
it appears in Article I, Section 8 of the Constitution.”). 


® See, e.g., In re Warmerdam, 33 F.3d at 1361, 31 USPQ2d 
at 1760 (holding non-statutory a claim to a data structure per 
Se). 


** Computer Dictionary 210 (2d ed. Microsoft Press 1994): 


The meaning of data, as it is intended to be interpreted by 
people. Data consists of facts, which become information when 
they are seen in context and convey meaning to people. Com- 
puters process data without any understanding of what that 
data represents. 


5 See, e.g., In re Lowry, 32 F.3d 1579, 1583, 32 USPQ2d 1031, 
1034-35 (Fed. Cir. 1994); In re Warmerdam, 33 F.3d at 1361- 
62, 31 USPQ2d at 17 60. 


© Inre Warmerdam, 33 F.3d at 1359, 31 USPQ2d at 1759 (claim 
to computer having specific memory defined using product-by- 
process format). 


7 In re Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 1035. 


** Diamond v. Diehr, 450 U.S. at 183, 209 USPQ at 6 (“A 
statutory process is . . . a mode of treatment of certain materials 
to produce a given result. It is an act, or a series of acts, 
performed upon the subject-matter to be transformed and 
reduced to a different state or thing . . . The process requires 
that certain things should be done with certain substances, and 
in a certain order; but the tools to be used in doing this may 
be of secondary consequence.”). 


? In re Schrader, 22 F.3d 290, 295, 30 USPQ2d 1455, 1459 
(Fed. Cir. 1994). 


* Diamond v. Diehr, 450 U.S. at 187, 209 USPQ at 8. 
*! Arrythmia, 958 F.2d at 1058-59, 22 USPQ2d at 1037-38. 


? See, e.g., In re Meyer, 688 F.2d 789, 794-95, 215 USPQ 
193, 197 (CCPA 1982) (“Scientific principles, such as the 
relationship between mass and energy, and laws of nature, such 
as the acceleration of gravity, namely, a=32 fi/sec.’, can be 
represented in mathematical format. However, some mathemat- 
ical algorithms and formulae do not represent scientific princi- 
ples or laws of nature; they represent ideas or mental processes 
and are simply logical vehicles for communicating possible 
solutions to complex problems. The presence of a mathematical 
algorithm or formula in a claim is merely an indication that a 
scientific principle, law of nature, idea or mental process may 
be the subject matter claimed and, thus, justify a rejection of that 
claim under 35 USC 101; but the presence of a mathematical 
algorithm or formula is only a signpost for further analysis.”). 
Cf. In re Alappat, 33 F.3d at 1543 n.19, 31 USPQ2d at 1556 
n.19 in which the Federal Circuit recognized the confusion: 


The Supreme Court has not been clear . . . as to whether such 
subject matter is excluded from the scope of § 101 because it 
represents laws of nature, natural phenomena, or abstract ideas. 
See Diehr, 450 U.S. at 186 (viewed mathematicalalgorithm as a 
law of nature); Benson, 409 U.S. at 71-72 (treated mathematical 
algorithm as an “idea”). The Supreme Court also has not been 
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clear as to exactly what kind of mathematical subject matter 
may not be patented. The Supreme Court has used, among 
others, the terms “mathematical algorithm,” “mathematical for- 
mula,” and “mathematical equation” to describe types of mathe- 
matical subject matter not entitled to patent protection standing 
alone. The Supreme Court has not set forth, however, any 
consistent or clear explanation of what it intended by such 
terms or how these terms are related, if at all. 


* In re Walter, 618 F.2d at 769, 205 USPQ at 409 (“Although 
the claim preambles relate the claimed invention to the art of 
seismic prospecting, the claims themselves are not drawn to 
methods of or apparatus for seismic prospecting; they are drawn 
to improved mathematical methods for interpreting the results 
of seismic prospecting.”). 


* In re Richman, 563 F.2d 1026, 1030, 195 USPQ 340, 343 
(CCPA 1977) (“In the present case too, notwithstanding that 
the antecedent steps are novel and unobvious, they merely 
determine values for the variables used in the mathematical 
formulae used in making the calculations. Thus, such antecedent 
steps do not suffice to render the claimed methods, considered 
as a whole, statutory subject matter.”). 


*In In re Sarkar, 588 F.2d 1330, 1335, 200 USPQ 132, 139 
(CCPA the court explained why this approach must be followed: 


No mathematical equation can be used, as a practical matter, 
without establishing and substituting values for the variables 
expressed therein. Substitution of values dictated by the formula 
has thus been viewed as a form of mathematical step. If the 
steps of gathering and substituting values were alone sufficient, 
every mathematical equation, formula, or algorithm having any 
practical use would be per se subject to parenting as a “process” 
under § 101. Consideration of whether the substitution of spe- 
cific values is enough to convert the disembodied ideas present 
in the formula into an embodiment of those ideas, or into an 
application of the formula, is foreclosed by the current state 
of the law. 


*° In re Taner, 681 F.2d 787, 788, 214 USPQ 678, 679 (CCPA 
1982). 


” In re Abele, 684 F.2d at 908, 214 USPQ at 687 (“The 
specification indicates that such attenuation data is available 
only when an X-ray beam is produced by a CAT scanner, 
passed through an object, and detected upon its exit. Only after 
these steps have been completed is the algorithm performed, and 
the resultant modified data displayed in the required format.”). 


* In re Gelnovatch, 595 F.2d 32, 41 n.7, 201 USPQ 136, 145 
n.7 (CCPA 1979) (“Appellants’ claimed step of perturbing the 
values of a set of process inputs (step 3), in addition to being 
a mathematical operation, appears to be a data-gathering step 
of the type we have held insufficient to change a nonstatutory 
method of calculation into a statutory process .. . . In this 
instance, the perturbed process inputs are not even measured 
values of physical phenomena, but are instead derived by 
numerically changing the values in the previous set of process 
inputs.”). 


* In re Sarkar, 588 F.2d at 1331, 200 USPQ at 135. 


” Parker v. Flook, 437 U.S. 584, 585, 198 USPQ 193, 195 
(1978). 


“ In re Walter, 618 F.2d at 770, 205 USPQ at 409 (“If § 101 
could be satisfied by the mere recordation cf the results of a 
nonstatutory process on some record medium, even the most 
unskilled patent draftsman could provide for such a step.”). 


® In re Gelnovatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7. 


© In re Abele, 684 F.2d at 909, 214 USPQ at 688 (“This claim 
presents no more than the calculation of a number and display 
of the result, albeit in a particular format. The specification 
provides no greater meaning to “data in a field” than a matrix 
of numbers regardless of by what method generated. Thus, the 
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algorithm is neither explicitly nor implicitly applied to any 
certain process. Moreover, that the result is displayed as a shade 
of gray rather than as simply a number provides no greater or 
better information, considering the broad range of applications 
encompassed by the claim.”). 


“ In re de Castelet, 562 F.2d 1236, 1244, 195 USPQ 439, 446 
(CCPA 1967) (“That the computer is instructed to transmit 
electrical signals, representing the results of its calculations, 
does not constitute the type of “post solution activity” found 
in Flook, supra, and does not transform the claim into one for 
a process merely using an algorithm. The final transmitting 
step constitutes nothing more than reading out the result of the 
calculations.”). 


“ See In re Sarkar, 588 F.2d at 1332 n.6, 200 USPQ at 136 
n.6 (“post-solution” construction that was being modeled by 
the mathematical process not considered in deciding § 101 
question because applicant indicated that such construction was 
not a material element of the invention). 


“ E.g., In re Warmerdam, 33 F.3d at 1359, 31 USPQ2d at 
1759. See also Schrader, 22 F.3d at 295, 30 USPQ2d at 1458- 
59 (although the court determined that the subject matter was 
simply a mathematical algorithm, Schrader’s process mere 
manipulated an abstract idea). 


” See, e.g., Northern Telecom, Inc. v. Datapoint Corp., 908 
F.2d 931, 941-43, 15 USPQ 2d 1321, 1328-1330 (Fed. Cir. 
1990) (judgment of invalidity reversed for clear error where 
expert testimony on both sides showed that a programer of 
reasonable skill could write a satisfactory program with ordi- 
nary effort based on the disclosure); DeGeorge v. Bernier, 768 
F.2d 1318, 1334, 226 USPQ 758, 762-63 (Fed. Cir. 1985) 
(invention was adequately disclosed for purposes of enablement 
even though all of the circuitry of a word processor was not 
disclosed, since the undisclosed circuitry was deemed inconse- 
quential because it did not pertain to the claimed circuit); Jn 
re Phillips, 608 F.2d 879, 882-83, 203 USPQ 971, 975 (CCPA 
1979) (computerized method of generating printed architectural 
specifications dependent on use of glossary of predefined stan- 
dard phrases and error-checking feature enabled by overall 
disclosure generally defining errors); In re Donohue, 550 F.2d 
1269, 1271, 193 USPQ 136, 137 (CCPA 1977) C‘Employment 
of block diagrams and descriptions of their functions is not 
fatal under 35 U.S.C. § 112, first paragraph, providing the 
represented structure is conventional and can be determined 
without undue experimentation.”); Jn re Knowlton, 481 F.2d 
1357, 1366-68, USPQ 486, 493-94 (CCPA 1973) (examiner’s 
contention that a software invention needed a detailed descrip- 
tion of all the circuitry in the complete hardware system 
reversed). 


* See Miles Labs v. Shandon, Inc., 997 F.2d 870, 875, 27 
USPQ2d 1123, 1126 (Fed. Cir. 1993) (“test for definiteness is 
whether one skilled in the art would understand the bounds of 
the claim when read in light of the specification”). 


*” In re Prater, 415 F.2d 1393, 1404, 162 USPQ 541i, 550 
(CCPA 1969) (holding that claim did not comply with 35 
U.S.C. § 112 92 because it was admittedly beyond that which 
“applicant regard[ed] as his invention”). 


® See In re Naquin, 398 F.2d 86, 866, 158 USPQ 317, 319 
(CCPA 1968) (“When an invention, in its different aspects, 
involves distinct arts, that specification is adequate which 
enables the adepts of each art, those who have the best chance 
of being enabled, to carry out the aspect proper to their spe- 
cialty.“). See also Ex parte Zechnall, 194 USPQ 461, 461 (Bd. 
App. 1973) ("appellants’ disclosure must be held sufficient if 
it would enable a person skilled in the electronic computer art, 
in cooperation with a person skilled in the fuel injection art, 
to make and use appellants’ invention”). 


*' Two in banc decisions of the Federal Circuit have made 
clear that the Office is to interpret means plus function language 
according to 35 U.S.C. § 112 ¥6. In the first, Jn re Donaldson, 
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F.3d 1189, 1193, 29 USPQ2d 1845, 1848 (Fed. Cir. 1994), the 
court held: 


The plain and unambiguous meaning of paragraph six is that 
one construing means-plus-function language in a claim must 
look to the specification and interpret that language in light of 
the corresponding structure, material, or acts described therein, 
and equivalents thereof, to the extent that the specification 
provides such disclosure. Paragraph six does not state or even 
suggest that the PTO is exempt from this mandate, and there 
is no legislative history indicating that Congress intended that 
the PTO should be. Thus, this court must accept the plain and 
precise language of paragraph six. 


Consistent with Donaldson, in the second decision, In re 
Alappat, 35 F.3d at 1540, 31 USPQ2d at 1554, the Federal 
Circuit held: 


Given Alappat’s disclosure, it was error for the Board majority 
to interpret each of the means clauses in claim 15 so broadly 
as to “read on any and every means for performing the function” 
recited, as it said it was doing, and then to conclude that claim 
15 is nothing more than a process claim wherein each means 
clause represents a step in that process. Contrary to suggestions 
by the Commissioner, this court’s precedents do not support 
the Board’s view that the particular apparatus claims at issue 
in this case may be viewed as nothing more than process claims. 


® 1162 O.G. 59 (May 17, 1994). 


* For example, in Jn re Prater, 415 F.2d at 1403-04, 162 USPQ 
at 549-50, the court considered a claim that was found to 
encompass both the mental and physical performance of a series 
of calculations (i.e., the claim was not limited to performance 
of a calculation on a machine). The applicant had argued that 
the invention was to be practiced using a machine. /d. The 
court found that while the claims defined a statutory process, 
they were deficient under the second paragraph of § 112. /d. 
The court emphasized that: 


(WJhen read in the light of the specification, claim 9 does read 
on a mental process augmented by pencil and paper markings. 
We find no express limitation in claim 9 which, even when 
interpreted in the light of the specification, would support the 
conclusion that the claim is limited to a “machine process” ur 
“machine-implemented process.” This is particularly important 
in this case since the board noted that, in their brief before the 
board, appellants acknowledged that “[though] not practical! 
for most of the needed applications, their method, theoretically, 
can be practiced by hand.” . . . Inasmuch as claim 9, thus 
interpreted, reads on subject matter for which appellants do 
not seek coverage, and therefore tacitly admit to be beyond 
that which “applicant regards as his invention,” we feel that 
the claim fails to comply with 35 USC 112 which requires that 
“(the] specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention.” (Emphasis 
added.) This is true notwithstanding appellanis’ disclosure of 
a machine-implemented process. [Id.] 


The basis of this type of rejection is that the claim, 4s cast, is 
incomplete. 


* If the invention, both as disclosed and as <\simed, is not 
statutory subject matter, reject the claims under § 101 for being 
drawn to non-statutory subject matter, and under § 112, second 
paragraph, for failing to particularly point out and distinctly 
claim an invention entitled to protection under U.S. patent law. 


% See 37 CFR § 1.52(a) (“The application, any amendments 
or corrections thereto, and the oath or declaration must be in 
the English language except as provided for in § 1.69 and 
paragraph (d) of this section....”). 


*® See Computer Dictionary 353 (Microsoft Press 1994). 
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APPENDIX 


I. Guidelines for Examination of Computer-Implemented 
Inventions 


(Proposed) 
60 Fed. Reg. 28,778 (June 2, 1995) 
A. General Considerations 


The following guidelines have been developed to assist 
Office personnel in their review of applications drawn to com- 
puter-implemented inventions. These guidelines respond to 
recent changes in the law that governs the patentability of 
computer-implemented inventions, and set forth the official 
policy of the Office regarding inventions in this field of tech- 
nology. 

It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. The Office can 
best achieve this goal by raising any issue that may affect 
patentability in the initial action on the merits. Under the princi- 
ples of compact prosecution, each claim should be reviewed 
for compliance with every statutory requirement of patentability 
in the initial review of the application, even if one or more 
claims is found to be deficient with respect to one statutory 
requirement. Deficiencies should be explained clearly, particu- 
larly when they serve as a basis of a rejection. Where possible, 
examiners should indicate how rejections may be overcome 
and problems resolved. A failure to follow this approach can 
lead to unnecessary delays in the prosecution of the application. 


B. Procedures to be Followed When Evaluating Computer- 
Implemented Inventions 


The following procedures should be used when reviewing 
applications drawn to computer-implemented inventions. 


1. Determiec what the applicant has invented by reviewing the 
written description and the claims. 


(4) Identify any specific embodiments of the invention that 
have been disclosed, review the detailed description of the 
invention and note the specific utility that has been asserted 


for the invention. 

(b) Analyze each claim carefully, correlating each claim 
element to the relevant portion of the written description that 
describes that element. Give claim elements their broadest rea- 
sonable interpretation that is consistent with the written descrip- 
tion. If elements of a claimed invention are defined in means 
plus function format, review the written description to identify 
the specific structure, materials or acts that correspond to each 
such element. 


(c) Considering each claim as a whole, classify the invention 
defined by each claim as to its statutory category (i.e., process, 
machine, manufacture or composition of matter). Rely on the 
following presumptions in making this classification. 


(i) A computer or other programmable apparatus whose 
actions are directed by a computer program or other form of 
“software” is a statutory “machine.” 


(ii) A computer readable memory that can be used to direct 
a computer to function in a particular manner when used by 
the computer [1] is a statutory “article of manufacture”. 


(iii) A series of specific operational steps to be performed 
on or with the aid of a computer is a statutory “process”. 


A claim that clearly defines a computer-implemented process 
but is not cast as an element of a computer readable memory 
or as implemented on a computer should be classified as a 
statutory “process.” [2] If an applicant responds to an action 
of the Office based on this classification by asserting that 
subject matter claimed in this format is a machine or an article 
of manufacture, reject the claim under 35 U.S.C. § 112, second 
paragraph, for failing to recite at least one physical element in 
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the claims that would otherwise place the invention in either 
of these two “product” categories. The Examiner should also 
object to the specification under 37 CFR 1.71(b) if such an 
assertion is made, as the complete invention contemplated by 
the applicant has not been cast precisely as being an invention 
within one of the statutory categories. 


A claim that defines an invention as any of the following 
subject matter should be classified as non-statutory: 


— acompilation or arrangement of data, independent of any 
physical element; 


— a known machine-readable storage medium that is 
encoded with data representing creative or artistic expression 
(e.g., a work of music, art or literature) [3], [4]; 


— a “data structure” independent of any physical element 
(i.e., not as implemented on a physical component of a computer 
such as a computer readable memory to render that component 
capable of causing a computer to operate in a particular 
manner); or 


— a process that does nothing more than manipulate abstract 
ideas or concepts (e.g., a process consisting solely of the steps 
one would follow in solving a mathematical problem [5)). 


Claims in this form are indistinguishable from abstract ideas, 
laws of nature and natural phenomena and may not be patented. 
Non-statutory claims should be handled in the manner described 
in section (2)(c) below. 


2. Analyze each claim to determine if it complies with § 112, 
second paragraph, and with § 112, first paragraph. 


(a) Determine if the claims particularly point out and dis- 
tinctly claim the invention. To do this, compare the invention 
as claimed to the invention as it has been described in the 
specification. Pay particular attention to the specific utility 
contemplated for the invention—features or elements of the 
invention that are necessary to provide the specific utility con- 
templated for that invention must be reflected in the claims. If 
the claims fail to accurately define the invention, they should 
be rejected under § 112, second paragraph. A failure to limit 
the claim to reflect features of the invention that are necessary 
to impart the specific utility contemplated may also create a 
deficiency under § 112, first paragraph. 


If elements of a claimed invention are defined using “means 
plus function” language, but it is unclear what structure, mate- 
rials or acts are intended to correspond to those elements, reject 
the claim under § 112, second paragraph. A rejection imposed 
on this basis shifts the burden to the applicant to describe the 
specific structure, material or acts that correspond to the means 
element in question, and to identify the precise location in the 
specification where a description of that means element can 
be found. Interpretation of means elements for § 112, second 
paragraph purposed must be consistent with interpretation of 
such é¢lements for §§ 102 and 103 purposes. 

Computer program-related elements of a computer-imple- 
mented [6] invention may serve as the specific structure, mate- 
rial or acts that correspond to an element of an invention defined 
using a means plus function limitation. For example, a series 
of operations performed by a computer under the direction of 
a computer program may serve as “specific acts” that corre- 
spond to a means element. Similarly, a computer-readable 
memory encoded with data representing a computer program 
that can cause a computer to function in a particular fashion, 
or a component of a computer that has been reconfigured with 
a computer program to operate in a particular fashion, can serve 
as the “specific structure” corresponding to a means element. 

Claims must be defined using the English language. See, 37 
CFR 1.52(a). A computer programming language is not the 
English language, despite the fact that English words may be 
used in that language. Thus, an applicant may not use computer 
program code, in either source or object format, to define the 
metes and bounds of a claim. A claim which attempts to define 
elements of an invention using computer program code, rather 
than the functional steps which are to be performed, should be 
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rejected under § 1 12, second paragraph, and should be objected 
to under 37 CFR 1.52(a). 


(b) Construe the scope of the claimed invention to determine 
if it is adequately supported by an enabling disclosure. Construe 
any element defined in means plus function language to encom- 
pass all reasonable equivalents of the specific structure, material 
or acts disclosed in the specification corresponding to that 
means element. Special care should be taken to ensure that each 
claim complies with the written description and enablement 
requirements of 35 U.S.C. § 112. 


(c) A claim as a whole that defines non-statutory subject 
matter is deficient under § 101, and under § 112, second para- 
graph. Determining the scope of a claim as a whole requires 
a clear understanding of what the applicant regards as the 
invention. The review performed in step | should be used to 
gain this understanding. 


(i) If the invention as disclosed in the written description 
is statutory, but the claims define subject matter that is not, 
the deficiency can be corrected by an appropriate claim amend- 
ment. Therefore, reject the claims under §§ 101 and 112, second 
paragraph, but identify the features of the invention that, if 
recited in the claim, would render the claimed subject matter 
statutory. 


(ii) If the invention, both as disclosed and as claimed, is 
not statutory subject matter, reject the claims under § 101 for 
being drawn to non-statutory subject matter, and under § 112, 
second paragraph, for failing to particularly point out and dis- 
tinctly claim an invention entitled to protection under U.S. 
patent law. 


An invention is not statutory if it falls within any of the non- 
statutory claim categories outlined in section (1)(c) above. Also, 
in rare situations, a claim classified as a statutory machine or 
article of manufacture may define non-statutory subject matter. 
Non-statutory subject matter (i.e., abstract ideas, laws of nature 
and natural phenomena) does not become statutory merely 
through a different form of claim presentation. Such a claim 
will (a) define the “invention” not through characteristics of 
the machine or article of manufacture claimed but exclusively 
in terms of a non-statutory process that is to be performed 
on or using that machine or article of manufacture, and (b) 
encompass any product in the stated class (e.g., computer, 
computer readable memory) configured in any manner to per- 
form that process. 


3. Determine if the claimed invention is novel and nonobvious 
under §§ 102 and 103. When evaluating claims defined using 
“mean plus function” language, refer to the specific guidance 
provided in the Jn re Donaldson guidelines [1 162 OG 59] and 
section (3)(a) above. 


C. Notes on the Guidelines 


{1]) Articles of manufacture encompassed by this definition 
consist of two elements: (1) a computer readable storage 
medium, such as a memory device, a compact disc or a floppy 
disk, and (2) data encoded on that storage medium in such a 
way that the storage medium causes a computer to operate in 
a specific and predefined manner. The composite of the two 
elements is a storage medium with a particular physical struc- 
ture and function (e.g., one that will impart the functionality 
represented by the data onto a computer). 


(2] For example, a claim that is cast as “a computer program” 
but which then recites specific steps to be implemented on or 
using a computer should be classified as a “process.” A claim 
to simply a “computer program” that does not define the inven- 
tion in terms of specific steps to be performed on or using a 
computer should not be classified as a statutory process. 


[3] The specific words or symbols that constitute a computer 
program represent the expression of the computer program and 
as such are a literary creation. 
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[4] A claim in this format should also be rejected under § 103, 
as being obvious over the known machine-readable storage 
medium standing alone. 


[5] A claim to a method consisting solely of the steps necessary 
to converting one set of numbers to another set of numbers 
without reciting any computer-implemented steps would be a 
non-statutory claim under this definition. 


[6] This includes the software and any associated computer 
hardware that is necessary to perform the functions directed 
by the software. 


[1180 OG 14] 


Department of Commerce 
Patent and Trademark Office 
[Docket No. 950531144-5304-02] 
RIN 0651-XX02 


Examination Guidelines for Computer-Related Inventions 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice. 

Summary: The Patent and Trademark Office (“Office”) is pub- 
lishing the final version of the guidelines to be used in examina- 
tion of computer-related inventions. 

Effective Date: March 29, 1996. 

For Further Information Contact: Karen A. Buchanan by tele- 
phone at (703) 305-8607, by facsimile at (703) 305-9373, by 
electronic mail at buchanan@uspto.gov, or by mail marked to 
her attention addressed to Office of the Solicitor, P.O. Box 
15667, Arlington, Va. 22215. 


Supplementary Information: 
A. Discussion of Public Comments 


The Office received forty-six comments in response to the 
“Request for Public Comment on the Proposed Examination 
Guidelines for Computer-Implemented Inventions” published 
on June 2, 1995 (60 FR 28778) and the supporting legal analysis 
issued on October 3, 1995. The Office has carefully considered 
all of the comments, and a number of changes have been made 
in response 

These changes include: (1) merging the guidelines and the 
legal analysis in support of the guidelines into a single docu- 
ment, (2) changing the subject title of the document from 
“computer-implemented” inventions to “computer-related” 
inventions, (3) clarifying the legal requirements for statutory 
subject matter, (4) segmenting the guidelines into separate statu- 
tory requirements for patentability, and (5) ensuring that the 
guidelines treated computer-related inventions in the same 
manner as inventions in other technologies to avoid creation 
of an artificial distinction between hardware-implemented and 
software-implemented inventions 

Several suggestions have not been adopted. These include: 
(1) determining that claims for data structures per se and com- 
puter programs per se are statutory subject matter, (2) deter- 
mining that claims for non-functional descriptive material 
embodied on computer-readable media are statutory subject 
matter, and (3) treating claims that infer functional descriptive 
material is embodied on computer-readable medium as claims 
limited to computer-readable medium embodying the func- 
tional descriptive material. The first two suggestions are 
addressed in detail in Section IV.B.1(a)-(c) and the last sugges- 
tion is addressed in detail in Section IV.B.2(d). 

Several commentors encouraged the Office to improve its 
ability to conduct effective prior art searches. Such encourage- 
ment is consistent with the current Office plan to use automated 
search tools to effectively conduct such prior art searches 


B. Examination Guidelines for Computer-Related Inven- 
tions 


I. Introduction 


These “Examination Guidelines for Computer-Related 
Inventions” (“Guidelines”) are to assist Office personnel in 
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the examination of applications drawn to computer-related 
inventions.’ The Guidelines are based on the Office’s current 
understanding of the law and are believed to be fully consistent 
with binding precedent of the Supreme Court, the Federal Cir- 
cuit and the Federal Circuit’s predecessor courts. 


These Guidelines do not constitute substantive rulemaking 
and hence do not have the force and effect of law. These 
Guidelines have been designed to assist Office personnel in 
analyzing claimed subject matter for compliance with substan- 
tive law. Rejections will be based upon the substantive law 
and it is these rejections which are appealable. Consequently, 
any failure by Office personnel to follow the Guidelines is 
neither appealable nor petitionable. 


The Guidelines alter the procedures Office personnel will 
follow when examining applications drawn to computer-related 
inventions and are equally applicable to claimed inventions 
implemented in either hardware or software. The Guidelines 
also clarify the Office’s position on certain patentability stan- 
dards related to this field of technology. Office personnel are 
to rely on these Guidelines in the event of any inconsistent 
treatment of issues between these Guidelines and any earlier 
provided guidance from the Office. 


The Freeman-Walter-Abele’ test may additionally be relied 
upon in analyzing claims directed solely to a process for solving 
a mathematical algorithm. 


Office personnel have had difficulty in properly treating 
claims directed to methods of doing business. Claims should 
not be categorized as methods of doing business. Instead, such 
claims should be treated like any other process claims, pursuant 
to these Guidelines when relevant.‘ 

The appendix includes a flow chart of the process Office 
personnel will follow in conducting examinations for computer- 
related inventions. 


Il. Determine What Applicant Has Invented and Is Seeking 
to Patent 


It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. Under the princi- 
ples of compact prosecution, each claim should be reviewed for 
compliance with every statutory requirement for patentability in 
the initial review of the application, even if one or more claims 
are found to be deficient with respect to some statutory require- 
ment. Thus, Office personne! should state all reasons and bases 
for rejecting claims in the first Office action. Deficiencies 
should be explained clearly, particularly when they serve as a 
basis for a rejection. Whenever practicable, Office personnel 
should indicate how rejections may be overcome and how 
problems may be resolved. A failure to follow this approach can 
lead to unnecessary delays in the prosecution of the application. 

Prior to focusing on specific statutory requirements, Office 
personnel must begin examination by determining what, pre- 
cisely, the applicant has invented and is seeking to patent,° and 
how the claims relate to and define that invention. Conse- 
quently, Office personnel will no longer begin examination 
by determining if a claim recites a “mathematical algorithm.” 
Rather, they will review the complete specification, including 
the detailed description of the invention, any specific embodi- 
ments that have been disclosed, the claims and any specific 
utilities that have been asserted for the invention. 


A. Identify and Understand Any Practical Application 
Asserted for the Invention 


The subject matter sought to be patented must be a “useful” 
process, machine, manufacture or composition of matter, i.e., 
it must have a practical application. The purpose of this require- 
ment is to limit patent protection to inventions that possess a 
certain level of “real world” value, as opposed to subject matter 
that represents nothing more than an idea or concept, or is 
simply a starting point for future investigation or research.® 
Accordingly, a complete disclosure should contain some indica- 
tion of the practical application for the claimed invention, i.e., 
why the applicant believes the claimed invention is useful. 

The utility of an invention must be within the “technological” 
arts.’ A computer-related invention is within the technological 
arts. A practical application of a computer-related invention is 
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Statutory subject matter. This requirement can be discerned 
from the variously phrased prohibitions against the patenting 
of abstract ideas, laws of nature or natural phenomena. An 
invention that has a practical application in the technological 
arts satisfies the utility requirement." 

The applicant is in the best position to explain why an inven- 
tion is believed useful. Office personnel should therefore focus 
their efforts on pointing out statements made in the specification 
that identify all practical applications for the invention. Office 
personnel should rely on such statements throughout the exami- 
nation when assessing the invention for compliance with all 
Statutory criteria. An applicant may assert more than one prac- 
tical application, but only one is necessary to satisfy the utility 
requirement. Office personnel should review the entire disclo- 
sure to determine the features necessary to accomplish at least 
one asserted practical application. 


B. Review the Detailed Disclosure and Specific Embodi- 
ments of the Invention to Determine What the Applicant 
Has Invented 


The written description will provide the clearest explanation 
of the applicant’s invention, by exemplifying the invention, 
explaining how it relates to the prior art and explaining the 
relative significance of various features of the invention. 
Accordingly, Office personnel should begin their evaluation of 
a computer-related invention as follows: 


— determine what the programmed computer does when it 
performs the processes dictated by the software (i.e., the func- 
tionality of the programmed computer),;’ 


— determine how the computer is to be configured to provide 
that functionality (i.e., what elements constitute the pro- 
grammed computer and how those elements are configured and 
interrelated to provide the specified functionality); and 


— if applicable, determine the relationship of the programmed 
computer to other subject matter outside the computer that 
constitutes the invention (e.g., machines, devices, materials, or 
process steps other than those that are part of or performed by 
the programmed computer). 


Patent applicants can assist the Office by preparing applica- 
tions that clearly set forth these aspects of a computer-related 
invention. 


C. Review the Claims 


The claims define the property rights provided by a patent, 
and thus require careful scrutiny. The goal of claim analysis 
is to identify the boundaries of the protection sought by the 
applicant and to understand how the claims relate to and define 
what the applicant has indicated is the invention. Office per- 
sonnel must thoroughly analyze the language of a claim before 
determining if the claim complies with each statutory require- 
ment for patentability. 

Office personnel should begin claim analysis by identifying 
and evaluating each claim limitation. For processes, the claim 
limitations will define steps or acts to be performed. For prod- 
ucts"', the claim limitations will define discrete physical struc- 
tures. The discrete physical structures may be comprised of 
hardware or a combination of hardware and software. 

Office personnel are to correlate each claim limitation to all 
portions of the disclosure that describe the claim limitation. 
This is to be done in all cases, i.e., whether or not the claimed 
invention is defined using means or step plus function language. 
The correlation step will ensure that Office personnel correctly 
interpret each claim limitation. 

The subject matter of a properly construed claim is defined 
by the terms that limit its scope. It is this subject matter that must 
be examined. As a general matter, the grammar and intended 
meaning of terms used in a claim will dictate whether the 
language limits the claim scope. Language that suggests or 
makes optional but does not require steps to be performed or 
does not limit a claim to a particular structure does not limit 
the scope of a claim or claim limitation.” 

Office personnel must rely on the applicant’s disclosure to 
properly determine the meaning of terms used in the claims." 


OFFICIAL GAZETTE 


January 5, 1999 


An applicant is entitled to be his or her own lexicographer, 
and in many instances will provide an explicit definition for 
certain terms used in the claims. Where an explicit definition 
is provided by the applicant for a term, that definition will 
control interpretation of the term as it is used in the claim. 
Office personnel should determine if the original disclosure 
provides a definition consistent with any assertions made by 
applicant."* If an applicant does not define a term in the specifi- 
cation, that term will be given its “common meaning.” 

If the applicant asserts that a term has a meaning that conflicts 
with the term’s art-accepted meaning, Office personnel should 
encourage the applicant to amend the claim to better reflect what 
applicant intends to claim as the invention. If the application 
becomes a patent, it becomes prior art against subsequent appli- 
cations. Therefore, it is important for later search purposes to 
have the patentee employ commonly accepted terminology, 
particularly for searching text-searchable databases. 

Office personnel must always remember to use the perspec- 
tive of one of ordinary skill in the art. Claims and disclosures 
are not to be evaluated in a vacuum. If elements of an invention 
are well known in the art, the applicant does not have to provide 
a disclosure that describes those elements. In such a case the 
elements will be construed as encompassing any and every art- 
recognized hardware or combination of hardware and software 
technique for implementing the defined requisite functional- 
ities. 

Office personnel are to give claims their broadest reasonable 
interpretation in light of the supporting disclosure."* Where 
means plus function language is used to define the characteris- 
tics of a machine or manufacture invention, claim limitations 
must be interpreted to read on only the structures or materials 
disclosed in the specification and “equivalents thereof.”"’ Dis- 
closure may be express, implicit or inherent. Thus, at the outset, 
Office personnel must attempt to correlate claimed means to 
elements set forth in the written description. The written 
description includes the specification and the drawings. Office 
personnel are to give the claimed means plus function limita- 
tions their broadest reasonable interpretation consistent with 
all corresponding structures or materials described in the speci- 
fication and their equivalents. Further guidance in interpreting 
the scope of equivalents is provided in the “Examination Guide- 
lines For Claims Reciting A Means or Step Plus Function 
Limitation In Accordance With 35 U.S.C. 112, 6th Paragraph” 
(“Means Plus Function Guidelines”). 

While it is appropriate to use the specification to determine 
what applicant intends a term to mean, a positive limitation 
from the specification cannot be read into a claim that does 
not impose that limitation. A broad interpretation of a claim 
by Office personnel will reduce the possibility that the claim, 
when issued, will be interpreted more broadly than is justified 
or intended. An applicant can always amend a claim during 
prosecution to better reflect the intended scope of the claim. 

Finally, when evaluating the scope of a claim, every limita- 
tion in the claim must be considered."? Office personnel may 
not dissect a claimed invention into discrete elements and then 
evaluate the elements in isolation. Instead, the claim as a whole 
must be considered. 


Ill. Conduct a Thorough Search of the Prior Art 


Prior to classifying the claimed invention under § 101, Office 
personnel are expected to conduct a thorough search of the 
prior art. Generally, a thorough search involves reviewing both 
U.S. and foreign patents and non-patent literature. In many 
cases, the result of such a search will contribute to Office 
personnel’s understanding of the invention. Both claimed and 
unclaimed aspects of the invention described in the specification 
should be searched if there is a reasonable expectation that the 
unclaimed aspects may be later claimed. A search must take 
into account any structure or material described in the specifica- 
tion and its equivalents which correspond to the claimed means 
plus function limitation, in accordance with 35 U.S.C. § 112, 
sixth paragraph and the Means Plus Function Guidelines.” 
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IV. Determine Whether the Claimed Invention Complies 
with 35 U.S.C. § 101 


A. Consider the Breadth of 35 U.S.C. § 101 Under Control- 
ling Law 


As the Supreme Court has held, Congress chose the expan- 
sive language of § 101 so as to include “anything under the 
sun that is made by man.”*' Accordingly, § 101 of title 35, 
United States Code, provides: 


Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title.” 


As cast, § 101 defines four categories of inventions that Con- 
gress deemed to be the appropriate subject matter of a patent; 
namely, processes, machines, manufactures and compositions 
of matter. The latter three categories define “things” while the 
first category defines “actions” (i.e., inventions that consist of 
a series of steps or acts to be performed).” 

Federal courts have held that § 101 does have certain limits. 
First, the phrase “anything under the sun that is made by man” 
is limited by the text of § 101, meaning that one may only 
patent something that is a machine, manufacture, composition 
of matter or a process.™ Second, § 101 requires that the subject 
matter sought to be patented be a “useful” invention. Accord- 
ingly, a complete definition of the scope of § 101, reflecting 
Congressional intent, is that any new and useful process, 
machine, manufacture or composition of matter under the sun 
that is made by man is the proper subject matter of a patent. 
Subject matter not within one of the four statutory invention 
categories or which is not “useful” in a patent sense is, accord- 
ingly, not eligible to be patented. 

The subject matter courts have found to be outside the four 
statutory categories of invention is limited to abstract ideas, 
laws of nature and natural phenomena. While this is easily 
stated, determining whether an applicant is seeking to patent 
an abstract idea, a law of nature or a natural phenomenon has 
proven to be challenging. These three exclusions recognize that 
subject matter that is not a practical application or use of an 
idea, a law of nature or a natural phenomenon is not patentable.” 

Courts have expressed a concer over “preemption” of ideas, 
laws of nature or natural phenomena.” The concem over pre- 
emption serves to bolster and justify the prohibition against 
the patenting of such subject matter. In fact, such concerns are 
only relevant to claiming a scientific truth or principle. Thus, 
a claim to an “abstract idea” is non-statutory because it does 
not represent a practical application of the idea, not because 
it would preempt the idea. 


B. Classify the Claimed Invention as to Its Proper Statutory 
Category 


To properly determine whether a claimed invention complies 
with the statutory invention requirements of § 101, Office 
personnel should classify each claim into one or more statutory 
or non-statutory categories. If the claim falls into a non-statutory 
category, that should not preclude complete examination of the 
application for satisfaction of all other conditions of patent- 
ability. This classification is only an initial finding at this point 
in the examination process that will be again assessed after 
the examination for compliance with §§ 102, 103 and 112 is 
completed and before issuance of any Office action on the 
merits. 

If the invention as set forth in the written description is 
statutory, but the claims define subject matter that is not, the 
deficiency can be corrected by an appropriate amendment of 
the claims. In such a case, Office personnel should reject the 
claims drawn to non-statutory subject matter under § 101, but 
identify the features of the invention that would render the 
claimed subject matter statutory if recited in the claim. 


1. Non-Statutory Subject Matter 


Claims to computer-related inventions that are clearly non- 
statutory fall into the same general categories as non-statutory 
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claims in other arts, namely natural phenomena such as magne- 
tism, and abstract ideas or laws of nature which constitute 
“descriptive material.” Descriptive material can be character- 
ized as either “functional descriptive material” or “non-func- 
tional descriptive material.” In this context, “functional 
descriptive material” consists of data structures” and computer 
programs which impart functionality when encoded on a com- 
puter-readable medium. “Non-functional descriptive material” 
includes but is not limited to music, literary works and a compi- 
lation or mere arrangement of data. 

Both types of “descriptive material” are non-statutory when 
claimed as descriptive material per se. When functional descrip- 
tive material is recorded on some computer-readable medium 
it becomes structurally and functionally interrelated to the 
medium and will be statutory in most cases.” When non-func- 
tional descriptive material is recorded on some computer-read- 
able medium, it is not structurally and functionally interrelated 
to the medium but is merely carried by the medium. Merely 
claiming non-functional descriptive material stored in a com- 
puter-readable medium does not make it statutory. Such a result 
would exalt form over substance.” Thus, non-statutory music 
does not become statutory by merely recording it on a compact 
disk. Protection for this type of work is provided under the 
copyright law. 


Claims to processes that do nothing more than solve mathe- 
matical problems or manipulate abstract ideas or concepts are 
more complex to analyze and are addressed below. See sections 
IV.B.2(d) and IV.B.2(e). 


(a) Functional Descriptive Material: “Data Structures” 
Representing Descriptive Material Per Se or Computer Pro- 
grams Representing Computer Listings Per Se 


Data structures not claimed as embodied in computer-read- 
able media are descriptive material per se and are not statutory 
because they are neither physical “things” nor statutory pro- 
cesses.” Such claimed data structures do not define any struc- 
tural and functional interrelationships between the data structure 
and other claimed aspects of the invention which permit the data 
structure’s functionality to be realized. In contrast, a claimed 
computer-readable medium encoded with a data structure 
defines structural and functional interrelationships between the 
data structure and the medium which permit the data structure’s 
functionality to be realized, and is thus statutory. 


Similarly, computer programs claimed as computer listings 
per se, i.e., the descriptions or expressions of the programs, 
are not physical “things,” nor are they statutory processes, as 
they are not “acts” being performed. Such claimed computer 
programs do not define any structural and functional interrela- 
tionships between the computer program and other claimed 
aspects of the invention which permit the computer program’s 
functionality to be realized. In contrast, a claimed computer- 
readable medium encoded with a computer program defines 
structural and functional interrelationships between the com- 
puter program and the medium which permit the computer 
program’s functionality to be realized, and is thus statutory. 
Accordingly, it is important to distinguish claims that define 
descriptive material per se from claims that define statutory 
inventions. 


Computer programs are often recited as part of a claim. Office 
personnel should determine whether the computer program is 
being claimed as part of an otherwise statutory manufacture 
or machine. In such a case, the claim remains statutory irrespec- 
tive of the fact that a computer program is included in the 
claim. The same result occurs when a computer program is 
used in a computerized process where the computer executes 
the instructions set forth in the computer program. Only when 
the claimed invention taken as a whole is directed to a mere 
program listing, i.e., to only its description or expression, is it 
descriptive material per se and hence non-statutory. 

Since a computer program is merely a set of instructions 
capable of being executed by a computer, the computer program 
itself is not a process and Office personnel should treat a 
claim for a computer program, without the computer-readable 
medium needed to realize the computer program’s function- 
ality, as non-statutory functional descriptive material. When a 
computer program is claimed in a process where the computer 
is executing the computer program’s instructions, Office per- 
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sonnel should treat the claim as a process claim. See Sections 
IV.B.2(b)-(e). When a computer program is recited in conjunc- 
tion with a physical structure, such as a computer memory, 
Office personnel should treat the claim as a product claim. See 
Section IV.B.2(a). 


(b) Non-Functional Descriptive Material 


Descriptive material that cannot exhibit any functional inter- 
relationship with the way in which computing processes are 
performed does not constitute a statutory process, machine, 
manufacture or composition of matter and should be rejected 
under § 101. Thus, Office personnel should consider the claimed 
invention as a whole to determine whether the necessary func- 
tional interrelationship is provided. 

Where certain types of descriptive material, such as music, 
literature, art, photographs and mere arrangements or compila- 
tions of facts or data,” are merely stored so as to be read 
or outputted by a computer without creating any functional 
interrelationship, either as part of the stored data or as part of 
the computing processes performed by the computer, then such 
descriptive material alone does not impart functionality either 
to the data as so structured, or to the computer. Such “descriptive 
material” is not a process, machine, manufacture or composition 
of matter. 

The policy that precludes the patenting of non-functional 
descriptive material would be easily frustrated if the same 
descriptive material could be patented when claimed as an 
article of manufacture.” For example, music is commonly sold 
to consumers in the format of a compact disc. In such cases, 
the known compact disc acts as nothing more than a carrier for 
non-functional descriptive material. The purely non-functional 
descriptive material cannot alone provide the practical applica- 
tion for the manufacture. 

Office personnel should be prudent in applying the foregoing 
guidance. Non-functional descriptive material may be claimed 
in combination with other functional descriptive material on a 
computer-readable medium to provide the necessary functional 
and structural interrelationship to satisfy the requirements of 
§ 101. The presence of the claimed non-functional descriptive 
material is not necessarily determinative of non-statutory sub- 
ject matter. For example, a computer that recognizes a particular 
grouping of musical notes read from memory and upon recog- 
nizing that particular sequence, causes another defined series 
of notes to be played, defines a functional interrelationship 
among that data and the computing processes performed when 
utilizing that data, and as such is statutory because it implements 
a statutory process. 


(c) Natural Phenomena Such as Electricity and Magnetism 


Claims that recite nothing but the physical characteristics of 
a form of energy, such as a frequency, voltage, or the strength 
of a magnetic field, define energy or magnetism, per se, and 
as such are non-statutory natural phenomena.” However, a 
claim directed to a practical application of a natural phenom- 
enon such as energy or magnetism is statutory. 


2. Statutory Subject Matter 
(a) Statutory Product Claims” 


If aclaim defines a useful machine or manufacture by identi- 
fying the physical structure of the machine or manufacture in 
terms of its hardware or hardware and software combination, 
it defines a statutory product.” 

A machine or manufacture claim may be one of two types: 
(1) a claim that encompasses any and every machine for per- 
forming the underlying process or any and every manufacture 
that can cause a computer to perform the underlying process, 
or (2) a claim that defines a specific machine or manufacture. 
When a claim is of the first type, Office personnel are to 
evaluate the underlying process the computer will perform in 
order to determine the patentability of the product. 


(i) Claims that Encompass Any Machine or Manufacture 
Embodiment of a Process 


Office personnel must treat each claim as a whole. The mere 
fact that a hardware element is recited in a claim does not 
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necessarily limit the claim to a specific machine or manufac- 
ture.” If a product claim encompasses any and every computer 
implementation of a process, when read in light of the specifica- 
tion, it should be examined on the basis of the underlying 
process. Such a claim can be recognized as it will: 


— define the physical characteristics of a computer or computer 
component exclusively as functions or steps to be performed 
on or by a computer, and 

— encompass any and every product in the stated class (e.g., 
computer, computer-readable memory) configured in any 
manner to perform that process. 


Office personnel are reminded that finding a product claim 
to encompass any and every product embodiment of a process 
invention simply means that the Office will presume that the 
product claim encompasses any and every hardware or hard- 
ware platform and associated software implementation that 
performs the specified set of claimed functions. Because this 
is interpretive and nothing more, it does not provide any infor- 
mation as to the patentability of the applicant’s underlying 
process or the product claim. 

When Office personnel have reviewed the claim as a whole 
and found that it is not limited to a specific machine or manufac- 
ture, they shall identify how each claim limitation has been 
treated and set forth their reasons in support of their conclusion 
that the claim encompasses any and every machine or manufac- 
ture embodiment of a process. This will shift the burden to 
applicant to demonstrate why the claimed invention should be 
limited to a specific machine or manufacture. 

If a claim is found to encompass any and every product 
embodiment of the underlying process, and if the underlying 
process is statutory, the product claim should be classified as 
a Statutory product. By the same token, if the underlying process 
invention is found to be non-statutory, Office personnel should 
classify the “product” claim as a “non-statutory product.” If 
the product claim is classified as being a non-statutory product 
on the basis of the underiying process, Office personnel should 
emphasize that they have considered all claim limitations and 
are basing their finding on the analysis of the underlying pro- 
cess. 


(ii) Product Claims—Claims Directed to Specific Machines 
and Manufactures 


If a product claim does not encompass any and every com- 
puter-implementation of a process, then it must be treated as 
a specific machine or manufacture. Claims that define a com- 
puter-related invention as a specific machine or specific article 
of manufacture must define the physical structure of the 
machine or manufacture in terms of its hardware or hardware 
and “specific software.”** The applicant may define the physical 
structure of a programmed computer or its hardware or software 
components in any manner that can be clearly understood by 
a person skilled in the relevant art. Generally a claim drawn 
to a particular programmed computer should identify the ele- 
ments of the computer and indicate how those elements are 
configured in either hardware or a combination of hardware 
and specific software. 

To adequately define a specific computer memory, the claim 
must identify a general or specific memory and the specific 
software which provides the functionality stored in the memory. 

A claim limited to a specific machine or manufacture, which 
has a practical application in the technological arts, is statutory. 
In most cases, a claim to a specific machine or manufacture 
will have a practical application in the technological arts. 


(iii) Hypothetical Machine Claims Which Illustrate Claims 
of the Types Described in Sections IV.B.2(a)(i) and (ii) 


Two applicants present a claim to the following process: 


A process for determining and displaying the structure of a 
chemical compound comprising: 


(a) solving the wavefunction parameters for the compound 
to determine the structure of a compound; and 
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(b) displaying the structure of the compound determined 
in step (a). 


Each applicant also presents a claim to the following apparatus: 


A computer system for determining the three dimensional 
structure of a chemical compound comprising: 


Applicant A 


Disclosure The disclosure describes specific soft- 
ware, i.e., specific program code seg- 
ments, that are to be employed to 
configure a general purpose micropro- 
cessor to create specific logic circuits. 
These circuits are indicated to be the 
“means” corresponding to the claimed 
means limitations. 


Claim defines specific computer, patent- 
ability stands independently from process 
claim. 


Disclosure identifies the specific machine 
capable of performing the indicated func- 
tions. 


(b) Statutory Precess Claims 


A claim that requires one or more acts to be performed 
defines a process. However, not all processes are statutory 
under § 101. To be statutory, a claimed computer-related 
process must either: (1) result in a physical transformation 
outside the computer for which a practical application in the 
technological arts is either disclosed in the specification or 
would have been known to a skilled artisan (discussed in (i) 
below),”’ or (2) be limited by the language in the claim to a 
practical application within the technological arts (discussed 
in (ii) below).” The claimed practical application must be a 
further limitation upon the claimed subject matter if the pro- 
cess is confined to the internal operations of the computer. 
If a physical transformation occurs outside the computer, it 
is not necessary to claim the practical application. A disclo- 
sure that permits a skilled artisan to practice the claimed 
invention, i.e., to put it to a practical use, is sufficient. On 
the other hand, it is necessary to claim the practical applica- 
tion if there is no physical transformation or if the process 
merely manipulates concepts or converts one set of numbers 
into another. 

A claimed process is clearly statutory if it results in a phys- 
ical transformation outside the computer, i.e., falls into one 
or both of the following specific categories (“safe harbors”). 


(i) Safe Harbors 


— Independent Physical Acts (Post-Computer Process 
Activity) 


A process is statutory if it requires physical acts to be per- 
formed outside the computer independent of and following 
the steps to be performed by a programmed computer, 
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(a) means for determining the three dimensional structure 


of a compound; and 


(b) means for creating and displaying an image repre- 


senting a three-dimensional perspective of the compound. 


In addition, each applicant provides the noted disclosures to 


support the claims: 


Applicant B 


The disclosure states that it would be a 
matter of routine skill to select an appro- 
priate conventional computer system and 
implement the claimed process on that 
computer system. The disclosure does 
not have specific disclosure that corres- 
ponds to the two “means” limitations 
recited in the claim (i.e., no specific soft- 
ware or logic circuit). The disclosure 
does have an explanation of how to 
solve the wavefunction equations of a 
chemical compound, and indicates that 
the solutions of those wavefunction equa- 
tions can be employed to determine the 
physical structure of the corresponding 
compound. 


Claim encompasses any computer 
embodiment of process claim; patent- 
ability stands or falls with process claim. 


Disclosure does not provide any informa- 
tion to distinguish the “implementation” 
of the process on a computer from the 
factors that will govern the patentability 
determination of the process per se. As 
such, the patentability of this apparatus 
claim will stand or fall with that of the 
process claim. 


where those acts involve the manipulation of tangible phys- 
ical objects and result in the object having a different phys- 
ical attribute or structure.*' Thus, if a process claim includes 
one or more post- computer process steps that result in a 
physical transformation outside the computer (beyond 
merely conveying the direct result of the computer opera- 
tion, see Section IV.B.2(d)(iii)), the claim is clearly statu- 
tory. 


Examples of this type of statutory process include the fol- 
lowing: 


— A method of curing rubber in a mold which relies upon 
updating process parameters, using a computer processor to 
determine a time period for curing the rubber, using the com- 
puter processor to determine when the time period has been 
reached in the curing process and then opening the mold at 
that stage. 

— A method of controlling a mechanical robot which relies 
upon storing data in a computer that represents various types 
of mechanical movements of the robot, using a computer 
processor to calculate positioning of the robot in relation to 
given tasks to be performed by the robot, and controlling the 
robot’s movement and position based on the calculated posi- 
tion. 


— Manipulation of Data Representing Physical Objects 
or Activities (Pre-Computer Process Activity) 


Another statutory process is one that requires the measure- 
ments of physical objects or activities to be transformed out- 
side of the computer into computer data,” where the data 
comprises signals corresponding to physical objects or activi- 
ties external to the computer system, and where the process 
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causes a physical transformation of the signals which are 
intangible representations of the physical objects or activi- 
ties.” 


Examples of this type of claimed statutory process include 
the following: 


— A method of using a computer processor to analyze elec- 
trical signals and data representative of human cardiac 
activity by converting the signals to time segments, applying 
the time segments in reverse order to a high pass filter 
means, using the computer processor to determine the ampli- 
tude of the high pass filter’s output, and using the computer 
processor to compare the value to a predetermined value. In 
this example the data is an intangible representation of phys- 
ical activity, i.e., human cardiac activity. The transformation 
occurs when heart activity is measured and an electrical 
signal is produced. This process has real world value in pre- 
dicting vulnerability to ventricular tachycardia immediately 
after a heart attack. 

— A method of using a computer processor to receive data 
representing Computerized Axial Tomography (“CAT”) scan 
images of a patient, performing a calculation to determine 
the difference between a local value at a data point and an 
average value of the data in a region surrounding the point, 
and displaying the difference as a gray scale for each point 
in the image, and displaying the resulting image. In this 
example the data is an intangible representation of a phys- 
ical object, i.e., portions of the anatomy of a patient. The 
transformation occurs when the condition of the human 
body is measured with X-rays and the X-rays are converted 
into electrical digital signals that represent the condition of 
the human body. The real world value of the invention lies 
in creating a new CAT scan image of body tissue without 
the presence of bones. 

— A method of using a computer processor to conduct 
seismic exploration, by imparting spherical seismic energy 
waves into the earth from a seismic source, generating a plu- 
rality of reflected signals in response to the seismic energy 
waves at a set of receiver positions in an array, and sum- 
ming the reflection signals to produce a signal simulating 
the reflection response of the earth to the seismic energy. In 
this example, the electrical signals processed by the com- 
puter represent reflected seismic energy. The transformation 
occurs by converting the spherical seismic energy waves 
into electrical signals which provide a geophysical represen- 
tation of formations below the earth’s surface. Geophysical 
exploration of formations below the surface of the earth has 
real world value. 

If a claim does not clearly fall into one or both of the safe 
harbors, the claim may still be statutory if it is limited by 
the language in the claim to a practical application in the 
technological arts. 


(ii) Computer-Related Processes Limited to a Practical 
Application in the Technological Arts 


There is always some form of physical transformation 
within a computer because a computer acts on signals and 
transforms them during its operation and changes the state 
of its components during the execution of a process. Even 
though such a physical transformation occurs within a com- 
puter, such activity is not determinative of whether the pro- 
cess is statutory because such transformation alone does not 
distinguish a statutory computer process from a non-statu- 
tory computer process. What is determinative is not how the 
computer performs the process, but what the computer does 
to achieve a practical application.“ 

A process that merely manipulates an abstract idea or per- 
forms a purely mathematical algorithm is non-statutory 
despite the fact that it might inherently have some useful- 
ness.“ For such subject matter to be statutory, the claimed 
process must be limited to a practical application of the 
abstract idea or mathematical algorithm in the technological 
arts.” For example, a computer process that simply calcu- 
lates a mathematical algorithm that models noise is non-statu- 
tory. However, a claimed process for digitally filtering noise 
employing the mathematical algorithm is statutory. 


OFFICIAL GAZETTE 


January 5, 1999 


Examples of this type of claimed statutory process include 
the following: 


— A computerized method of optimally controlling transfer, 
storage and retrieval of data between cache and hard disk 
storage devices such that the most frequently used data is 
readily available. 

— A method of controlling parallel processors to accom- 
plish multi-tasking of several computing tasks to maximize 
computing efficiency.” 

— A method of making a word processor by storing an exe- 
cutable word processing application program in a general 
purpose digital computer’s memory, and executing the 
stored program to impart word processing functionality to 
the general purpose digital computer by changing the state 
of the computer’s arithmetic logic unit when program 
instructions of the word processing program are executed. 
— A digital filtering process for removing noise from a dig- 
ital signal comprising the steps of calculating a mathematical 
algorithm to produce a correction signal and subtracting the 
correction signal from the digital signal to remove the noise. 


(c) Non-Statutory Process Claims 


If the “acts” of a claimed process manipulate only numbers, 
abstract concepts or ideas, or signals representing any of the 
foregoing, the acts are not being applied to appropriate sub- 
ject matter. Thus, a process consisting solely of mathemat- 
ical operations, i.e., converting one set of numbers into 
another set of numbers, does not manipulate appropriate sub- 
ject matter and thus cannot constitute a statutory process. 


In practical terms, claims define non-statutory processes if 
they: 


— consist solely of mathematical operations without some 
claimed practical application (i.e., executing a “mathematical 
algorithm”), or 

— simply manipulate abstract ideas, e.g., a bid“ or a bubble 
hierarchy,” without some claimed practical application. 


A claimed process that consists solely of mathematical opera- 
tions is non-statutory whether or not it is performed on a 
computer. Courts have recognized a distinction between 
types of mathematical algorithms, namely, some define a 
“law of nature” in mathematical terms and others merely 
describe an “abstract idea.”” 

Certain mathematical algorithms have been held to be non- 
Statutory because they represent a mathematical definition of 
a law of nature or a natural phenomenon. For example, a 
mathematical algorithm representing the formula E=mc? is a 
“law of nature”—it defines a “fundamental scientific truth” 
(i.e., the relationship between energy and mass). To compre- 
hend how the law of nature relates to any object, one invari- 
ably has to perform certain steps (e.g., multiplying a number 
representing the mass of an object by the square of a 
number representing the speed of light). In such a case, a 
claimed process which consists solely of the steps that one 
must follow to solve the mathematical representation of E= 
mc? is indistinguishable from the law of nature and would 
“preempt” the law of nature. A patent cannot be granted on 
such a process. 

Other mathematical algorithms have been held to be non-stat- 
utory because they merely describe an abstract idea. An 
“abstract idea” may simply be any sequence of mathematical 
operations that are combined to solve a mathematical 
problem. The concern addressed by holding such subject 
matter non-statutory is that the mathematical operations 
merely describe an idea and do not define a process that rep- 
resents a practical application of the idea. 

Accordingly, when a claim reciting a mathematical algo- 
rithm is found to define non-statutory subject matter the 
basis of the § 101 rejection must be that, when taken as a 
whole, the claim recites a law of nature, a natural phenom- 
enon, or an abstract idea. 
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(d) Certain Claim Language Related to Mathematical 
Operation Steps of a Process 


(i) Intended Use or Field of Use Statements 


Claim language that simply specifies an intended use or 
field of use for the invention generally will not limit the 
scope of a claim, particularly when only presented in the 
claim preamble. Thus, Office personnel should be careful to 
properly interpret such language.*' When such language is 
treated as non-limiting, Office personnel should expressly 
identify in the Office action the claim language that consti- 
tutes the intended use or field of use statements and provide 
the basis for their findings. This will shift the burden to 
applicant to demonstrate why the language is to be treated 
as a Claim limitation. 


(ii) Necessary Antecedent Step to Performance of a Math- 
ematical Operation or Independent Limitation on a 
Claimed Process 


In some situations, certain acts of “collecting” or “selecting” 
data for use in a process consisting of one or more mathe- 
matical operations will not further limit a claim beyond the 
specified mathematical operation step(s). Such acts merely 
determine values for the variables used in the mathematical 
formulae used in making the calculations.” In other words, 
the acts are dictated by nothing other than the performance 
of a mathematical operation.” 

If a claim requires acts to be performed to create data that 
will then be used in a process representing a practical appli- 
cation of one or more mathematical operations, those acts 
must be treated as further limiting the claim beyond the 
mathematical operation(s) per se. Such acts are data gath- 
ering steps not dictated by the algorithm but by other limita- 
tions which require certain antecedent steps and as such 
constitute an independent limitation on the claim. 


Examples of acts that independently limit a claimed process 
involving mathematical operations include: 


— a method of conducting seismic exploration which 
requires generating and manipulating signals from seismic 
energy waves before “summing” the values represented by 
the signals;* and 

— a method of displaying X-ray attenuation data as a 
signed gray scale signal in a “field” using a particular algo- 
rithm, where the antecedent steps require generating the data 
using a particular machine (e.g., a computer tomography 
scanner). 


Examples of steps that do not independently limit one or 
more mathematical operation steps include: 


— “perturbing” the values of a set of process inputs, where 
the subject matter “perturbed” was a number and the act of 
“perturbing” consists of substituting the numerical values of 
variables,” and 

— selecting a set of arbitrary measurement point values.” 


Such steps do not impose independent limitations on the 
scope of the claim beyond those required by the mathemat- 
ical operation limitation. 


(iii) Post-Mathematical Operation Step Using Solution or 
Merely Conveying Result of Operation 


In some instances, certain kinds of post-solution “acts” will 
not further limit a process claim beyond the performance of 
the preceding mathematical operation step even if the acts 
are recited in the body of a claim. If, however, the claimed 
acts represent some “significant use” of the solution, those 
acts will invariably impose an independent limitation on the 
claim. A “significant use” is any activity which is more than 
merely outputting the direct result of the mathematical opera- 
tion. Office personnel are reminded to rely on the appli- 
cant’s characterization of the significance of the acts being 
assessed to resolve questions related to their relationship to 
the mathematical operations recited in the claim and the 
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invention as a whole.* Thus, if a claim requires that the 
direct result of a mathematical operation be evaluated and 
transformed into something else, Office personnel cannot 
treat the subsequent steps as being indistinguishable from 
the performance of the mathematical operation and thus not 
further limiting on the claim. For example, acts that require 
the conversion of a series of numbers representing values of 
a wavefunction equation for a chemical compound into 
values representing an image that conveys information about 
the three-dimensional structure of the compound and the dis- 
playing of the three-dimensional structure cannot be treated 
as being part of the mathematical operations. 
Office personne! should be especially careful when 
reviewing claim language that requires the performance of 
“post-solution” steps to ensure that claim limitations are not 
ignored. 


Examples of steps found not to independently limit a pro- 
cess involving one or more mathematical operation steps 
include: 


— step of “updating alarm limits” found to constitute chan- 
ging the number value of a variable to represent the result of 
the calculation;” 

— final step of magnetically recording the result of a calcu- 
lation;® 

— final step of “equating” the process outputs to the values 
of the last set of process inputs found to constitute storing 
the result of calculations;*' 

— final step of displaying result of a calculation “as a shade 
of gray rather than as simply a number” found to not consti- 
tute distinct step where the data were numerical values that 
did not represent anything;® and 

— step of “transmitting electrical signals representing” the 
result of calculations.” 


(e) Manipulation of Abstract Ideas Without a Claimed 
Practical Application 


A process that consists solely of the manipulation of an 
abstract idea without any limitation to a practical application 
is non-statutory. Office personnel have the burden to estab- 
lish a prima facie case that the claimed invention taken as a 
whole is directed to the manipulation of abstract ideas 
without a practical application. 

In order to determine whether the claim is limited to a prac- 
tical application of an abstract idea, Office personnel must 
analyze the claim as a whole, in light of the srecification, to 
understand what subject matter is being manipulated and 
how it is being manipulated. During this procedure, Office 
personnel must evaluate any statements of intended use or 
field of use, any data gathering step and any post-manipula- 
tion activity. See section [V.B.2(d) above for how to treat 
various types of claim language. Only when the claim is 
devoid of any limitation to a practical application in the tech- 
nological arts should it be rejected under § 101. Further, 
when such a rejection is made, Office personnel must 
expressly state how the language of the claims has been 
interpreted to support the rejection. 


V. Evaluate Application for Compliance with 35 U.S.C. § 
112 


Office personnel should begin their evaluation of an applica- 
tion’s compliance with § 112 by considering the require- 
ments of § 112, second paragraph. The second paragraph 
contains two separate and distinct requirements: (1) that the 
claim(s) set forth the subject matter applicants regard as the 
invention, and (2) that the claim(s) particularly point out and 
distinctly claim the invention. An application will be defi- 
cient under § 112, second paragraph when (1) evidence 
including admissions, other than in the application as filed, 
shows applicant has stated that he or she regards the inven- 
tion to be different from what is claimed, or when (2) the 
scope of the claims is unclear. 

After evaluation of the application for compliance with § 
112, second paragraph, Office personnel should then eval- 
uate the application for compliance with the requirements of 
§ 112, first paragraph. The first paragraph contains three sep- 
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arate and distinct requirements: (1) adequate written descrip- 
tion, (2) enablement, and (3) best mode. An application will 
be deficient under § 112, first paragraph when the written 
description is not adequate to identify what the applicant has 
invented, or when the disclosure does not enable one skilled 
in the art to make and use the invention as claimed without 
undue experimentation. Deficiencies related to disclosure of 
the best mode for carrying out the claimed invention are not 
usually encountered during examination of an application 
because evidence to support such a deficiency is seldom in 
the record. 

If deficiencies are discovered with respect to § 112, Office 
personnel must be careful to apply the appropriate paragraph 
of § 112. 


A. Determine Whether the Claimed Invention Complies 
with 35 U.S.C. § 112, Second Paragraph Requirements 


1. Claims Setting Forth the Subject Matter Applicant 
Regards as Invention 


Applicant’s specification must conclude with claim(s) that 
set forth the subject matter which the applicant regards as 
the invention. The invention set forth in the claims is pre- 
sumed to be that which applicant regards as the invention, 
unless applicant considers the invention to be something dif- 
ferent from what has been claimed as shown by evidence, 
including admissions, outside the application as filed. An 
applicant may change what he or she regards as the inven- 
tion during the prosecution of the application. 


2. Claims Particularly Pointing Out and Distinctly 
Claiming the Invention 


Office personnel shall determine whether the claims set out 
and circumscribe the invention with a reasonable degree of 
precision and particularity. In this regard, the definiteness of 
the language must be analyzed, not in a vacuum, but always 
in light of the teachings of the disclosure as it would be 
interpreted by one of ordinary skill in the art. Applicant’s 
claims, interpreted in light of the disclosure, must reason- 
ably apprise a person of ordinary skill in the art of the inven- 
tion. However, the applicant need not explicitly recite in the 
claims every feature of the invention. For example, if an 
applicant indicates that the invention is a particular com- 
puter, the claims do not have to recite every element or fea- 
ture of the computer. In fact, it is preferable for claims to be 
drafted in a form that emphasizes what the applicant has 
invented (i.e., what is new rather than old). 

A means plus function limitation is distinctly claimed if the 
description makes it clear that the means corresponds to 
well-defined structure of a computer or computer component 
implemented in either hardware or software and its associ- 
ated hardware platform. Such means may be defined as: 


— a programmed computer with a particular functionality 
implemented in hardware or hardware and software; 

— a logic circuit or other component of a programmed com- 
puter that performs a series of specifically identified opera- 
tions dictated by a computer program, or 

— a computer memory encoded with executable instructions 
representing a computer program that can cause a computer 
to function in a particular fashion. 


The scope of a “means” limitation is defined as the corres- 
ponding structure or material (e.g., a specific logic circuit) 
set forth in the written description and equivalents.“ Thus, a 
claim using means plus function limitations without corres- 
ponding disclosure of specific structures or materials that are 
not well-known fails to particularly point out and distinctly 
claim the invention. For example, if the applicant discloses 
only the functions to be performed and provides no express, 
implied or inherent disclosure of hardware or a combination 
of hardware and software that performs the functions, the 
application has not disclosed any “structure” which corres- 
ponds to the claimed means. Office personne! should reject 
such claims under § 112, second paragraph. The rejection 
shifts the burden to the applicant to describe at least one spe- 
cific structure or material that corresponds to the claimed 
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means in question, and to identify the precise location or 
locations in the specification where a description of at least 
one embodiment of that claimed means can be found. In con- 
trast, if the corresponding structure is disclosed to be a 
memory or logic circuit that has been configured in some 
manner to perform that function (e.g., using a defined com- 
puter program), the application has disclosed “structure” 
which corresponds to the claimed means. 

When a claim or part of a claim is defined in computer pro- 
gram code, whether in source or object code format, a 
person of skill in the art must be able to ascertain the metes 
and bounds of the claimed invention. In certain circum- 
stances, as where self-documenting programming code is 
employed, use of programming language in a claim would 
be permissible because such program source code presents 
“sufficiently high-level language and descriptive identifiers” 
to make it universally understood to others in the art without 
the programmer having to insert any comments.” Applicants 
should be encouraged to functionally define the steps the 
computer will perform rather than simply reciting source or 
object code instructions. 


B. Determine Whether the Claimed Invention Complies 
with 35 U.S.C. § 112, First Paragraph Requirements 


1. Adequate Written Description 


The satisfaction of the enablement requirement does not sat- 
isfy the written description requirement.” For the written 
description requirement, an applicant’s specification must 
reasonably convey to those skilled in the art that the appli- 
cant was in possession of the claimed invention as of the 
date of invention. The claimed invention subject matter need 
not be described literally, i.e., using the same terms, in order 
for the disclosure to satisfy the description requirement. 


2. Enabling Disclosure 


An applicant’s specification must enable a person skilled in 
the art to make and use the claimed invention without undue 
experimentation. The fact that experimentation is complex, 
however, will not make it undue if a person of skill in the 
art typically engages in such complex experimentation. For a 
computer-related invention, the disclosure must enable a 
skilled artisan to configure the computer to possess the requi- 
site functionality, and, where applicable, interrelate the com- 
puter with other elements to yield the claimed invention, 
without the exercise of undue experimentation. The specifica- 
tion should disclose how to configure a computer to possess 
the requisite functionality or how to integrate the pro- 
grammed computer with other elements of the invention, 
unless a skilled artisan would know how to do so without 
such disclosure.* 

For many computer-related inventions, it is not unusual for 
the claimed invention to involve more than one field of tech- 
nology. For such inventions, the disclosure must satisfy the 
enablement standard for each aspect of the invention.” As 
such, the disclosure must teach a person skilled in each art 
how to make and use the relevant aspect of the invention 
without undue experimentation. For example, to enable a 
claim to a programmed computer that determines and dis- 
plays the three-dimensional structure of a chemical com- 
pound, the disclosure must 


— enable a person skilled in the art of molecular modeling 
to understand and practice the underlying molecular mod- 
eling processes; and 

— enable a person skilled in the art of computer program- 
ming to create a program that directs a computer to create 
and display the image representing the three-dimensional 
structure of the compound. 


In other words, the disclosure corresponding to each aspect 
of the invention must be enabling to a person skilled in each 
respective art. 

In many instances, an applicant will describe a programmed 
computer by outlining the significant elements of the pro- 
grammed computer using a functional block diagram. Office 
personnel should review the specification to ensure that 
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along with the functional block diagram the disclosure pro- 
vides information that adequately describes each “element” 
in hardware or hardware and its associated software and 
how such elements are interrelated.” 


VI. Determine Whether the Claimed Invention Complies 
with 35 U.S.C. §§ 102 and 103 


As is the case for inventions in any field of technology, 
assessment of a claimed computer-related invention for com- 
pliance with § 102 and § 103 begins with a comparison of 
the claimed subject matter to what is known in the prior art. 
If no differences are found between the claimed invention 
and the prior art, the claimed invention lacks novelty and is 
to be rejected by Office personnel under § 102. Once distinc- 
tions are identified between the claimed invention and the 
prior art, those distinctions must be assessed and resolved in 
light of the knowledge possessed by a person of ordinary 
skill in the art. Against this backdrop, one must determine 
whether the invention would have been obvious at the time 
the invention was made. If not, the claimed invention satis- 
fies § 103. Factors and considerations dictated by law gov- 
eming § 103 apply without modification to computer-related 
inventions. 

If the difference between the prior art and the claimed inven- 
tion is limited to descriptive material stored on or employed 
by a machine, Office personnel must determine whether the 
descriptive material is functional descriptive material or non- 
functional descriptive material, as described supra in Section 
IV. Functional descriptive material is a limitation in the 
claim and must be considered and addressed in assessing pat- 
entability under § 103. Thus, a rejection of the claim as a 
whole under § 103 is inappropriate unless the functional 
descriptive material would have been suggested by the prior 
art. Non-functional descriptive material cannot render non- 
obvious an invention that would have otherwise been 
obvious.”! 


Common situations involving non-functional descriptive 
material are: 


— a computer-readable storage medium that differs from the 
prior art solely with respect to non-functional descriptive 
material, such as music or a literary work, encoded on the 
medium, 

— a computer that differs from the prior art solely with 
respect to non-functional descriptive material that cannot 
alter how the machine functions (i.e., the descriptive mate- 
rial does not reconfigure the computer), or 

— a process that differs from the prior art only with respect 
to non-functional descriptive material that cannot alter how 
the process steps are to be performed to achieve the utility 
of the invention. 


Thus, if the prior art suggests storing a song on a disk, 
merely choosing a particular song to store on the disk would 
be presumed to be well within the level of ordinary skill in 
the art at the time the invention was made. The difference 
between the prior art and the claimed invention is simply a 
rearrangement of non-functional descriptive material. 


VII. Clearly Communicate Findings, Conclusions and 
Their Bases 


Once Office personnel have concluded the above analyses of 
the claimed invention under all the statutory provisions, 
including §§ 101, 112, 102 and 103, they should review all 
the proposed rejections and their bases to confirm their cor- 
rectness. Only then should any rejection be imposed in an 
Office action. The Office action should clearly communicate 
the findings, conclusions and reasons which support them. 


' These Guidelines are final and replace the “Proposed 
Examination Guidelines for Computer-Implemented Inven- 
tions,” 60 FR 28,778 (June 2, 1995) and the supporting legal 
analysis issued on October 3, 1995. 
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? “Computer-related inventions” include inventions imple- 


mented in a computer and inventions employing computer- 
readable media. 


* In re Abele, 684 F.2d 902, 905-07, 214 USPQ 682, 685-87 
(CCPA 1982); In re Walter, 618 F.2d 758, 767, 205 USPQ 
397, 406-07 (CCPA 1980); In re Freeman, 573 F.2d 1237, 
1245, 197 USPQ 464, 471 (CCPA 1978). 


* See, e.g., In re Toma, 575 F.2d 872, 877-78, 197 USPQ 
852, 857 (CCPA 1978); In re Musgrave, 431 F.2d 882, 893, 
167 USPQ 280, 289-90 (CCPA 1970). See also In re Sch- 
rader, 22 F.3d 290, 297-98, 30 USPQ2d 1455, 1461-62 
(Fed. Cir. 1994) (Newman, J., dissenting); Paine, Webber, 
Jackson & Curtis, Inc. v. Merrill Lynch, Pierce, Fenner & 
Smith, Inc., 564 F. Supp. 1358, 1368-69, 218 USPQ 212, 
220 (D. Del. 1983). 


° As the courts have repeatedly reminded the Office: “The 
goal is to answer the question “*What did applicants 
invent?’” Abele, 684 F.2d at 907, 214 USPQ at 687. Accord, 
e.g., Arrhythmia Research Tech. v. Corazonix Corp., 958 
F.2d 1053, 1059, 22 USPQ2d 1033, 1038 (Fed. Cir. 1992). 


® Brenner v. Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 
693-96 (1966); In re Ziegler, 992 F.2d 1197, 1200-03, 26 
USPQ2d 1600, 1603-06 (Fed. Cir. 1993). 


” See, e.g., Musgrave, 431 F.2d at 893, 167 USPQ at 289- 
90, cited with approval in Schrader, 22 F.3d at 297, 30 
USPQ2d at 1461 (Newman, J., dissenting). The definition of 
“technology” is the “application of science and engineering 
to the development of machines and procedures in order to 
enhance or improve human conditions, or at least to improve 
human efficiency in some respect.” Computer Dictionary 
384 (Microsoft Press, 2d ed. 1994). 


* E.g., In re Alappat, 33 F.3d 1526, 1543, 31 USPQ2d 1545, 
1556-57 (Fed. Cir. 1994) (in banc) (quoting Diamond v. 
Diehr, 450 U.S. 175, 192, 209 USPQ 1, 10 (1981)). See 
also id. at 1569, 31 USPQ2d at 1578-79 (Newman, J., con- 
curring) (“unpatentability of the principle does not defeat pat- 
entability of its practical applications”) (citing O’ Reilly v. 
Morse, 56 U.S. (15 How.) 62, 114-19 (1854)); Arrhythmia, 
958 F.2d at 1056, 22 USPQ2d at 1036; Musgrave, 431 F.2d 
at 893, 167 USPQ at 289-90 (“All that is necessary, in our 
view, to make a sequence of operational steps a statutory 
‘process’ within 35 U.S.C. 101 is that it be in the technolog- 
ical arts so as to be in consonance with the Constitutional 
purpose to promote the progress of ‘useful arts.’ Const. Art. 
1, sec. 8.”). 


* Arrhythmia, 958 F.2d at 1057, 22 USPQ2d at 1036: 

It is of course true that a modem digital computer manipu- 
lates data, usually in binary form, by performing mathemat- 
ical operations, such as addition, subtraction, multiplication, 
division, or bit shifting, on the data. But this is only how the 
computer does what it does. Of importance is the signifi- 
cance of the data and their manipulation in the real world, 
i.e., what the computer is doing. 


'° Many computer-related inventions do not consist solely of 
a computer. Thus, Office personnel should identify those 
claimed elements of the computer-related invention that are 
not part of the programmed computer, and determine how 
those elements relate to the programmed computer. Office 
personnel should look for specific information that explains 
the role of the programmed computer in the overall process 
or machine and how the programmed computer is to be inte- 
grated with the other elements of the apparatus or used in 
the process. 


"' Products may be either machines, manufactures or compo- 
sitions of matter. Product claims are claims that are directed 
to either machines, manufactures or compositions of matter. 


'? Examples of language that may raise a question as to the 
limiting effect of the language in a claim: 
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(a) statements of intended use or field of use, 
(b) “adapted to” or “adapted for” clauses, 

(c) “wherein” clauses, or 

(d) “whereby” clauses. 


This list of examples is not intended to be exhaustive. 


" Markman v. Westview Instruments, 52 F.3d 967, 980, 34 
USPQ2d 1321, 1330 (Fed. Cir.) (in banc), cert. granted, 116 
S. Ct. 40 (1995). 


* See, e.g., In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 
1671, 1674 (Fed. Cir. 1994) (inventor may define specific 
terms used to describe invention, but must do so “with rea- 
sonable clarity, deliberateness, and precision” and, if done, 
must “set out his uncommon definition in some manner 
within the patent disclosure’ so as to give one of ordinary 
skill in the art notice of the change” in meaning) (quoting 
Intellicall, Inc. v. Phonometrics, Inc., 952 F.2d 1384, 1387- 
88, 21 USPQ2d 1383, 1386 (Fed. Cir. 1992)). 


'S Jd. at 1480, 31 USPQ2d at 1674. 


See, e.g., In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 
1320, 1322 (Fed. Cir. 1989) (“During patent examination the 
pending claims must be interpreted as broadly as their terms 
reasonably allow . . . The reason is simply that during patent 
prosecution when claims can be amended, ambiguities 
should be recognized, scope and breadth of language 
explored, and clarification imposed . . . An essential purpose 
of patent examination is to fashion claims that are precise, 
clear, correct, and unambiguous. Only in this way can uncer- 
tainties of claim scope be removed, as much as possible, 
during the administrative process.”). 


"’ Two in banc decisions of the Federal Circuit have made 
clear that the Office is to interpret means plus function lan- 
guage according to 35 U.S.C. § 112, sixth paragraph. In the 
first, In re Donaldson, 16 F.3d 1189, 1193, 29 USPQ2d 
1845, 1848 (Fed. Cir. 1994), the court held: 


The plain and unambiguous meaning of paragraph six is that 
one construing means-plus-function language in a claim 
must look to the specification and interpret that language in 
light of the corresponding structure, material, or acts 
described therein, and equivalents thereof, to the extent that 
the specification provides such disclosure. Paragraph six 
does not state or even suggest that the PTO is exempt from 
this mandate, and there is no legislative history indicating 
that Congress intended that the PTO should be. Thus, this 
court must accept the plain and precise language of para- 
graph six. 


Consistent with Donaldson, in the second decision, Alappat, 
33 F.3d at 1540, 31 USPQ2d at 1554, the Federal Circuit 
held: 


Given Alappat’s disclosure, it was error for the Board 
majority to interpret each of the means clauses in claim 15 
so broadly as to “read on any and every means for per- 
forming the function” recited, as it said it was doing, and 
then to conclude that claim 15 is nothing more than a pro- 
cess claim wherein each means clause represents a step in 
that process. Contrary to suggestions by the Commissioner, 
this court’s precedents do not support the Board’s view that 
the particular apparatus claims at issue in this case may be 
viewed as nothing more than process claims. 


® 1162 O.G. 59 (May 17, 1994). 


" See, e.g., Diamond v. Diehr, 450 U.S. at 188-89, 209 
USPQ at 9 (“In determining the eligibility of respondents’ 
claimed process for patent protection under § 101, their 
claims must be considered as a whole. It is inappropriate to 
dissect the claims into old and new elements and then to 
ignore the presence of the old elements in the analysis. This 
is particularly true in a process claim because a new combi- 
nation of steps in a process may be patentable even though 
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all the constituents of the combination were well known and 
in common use before the combination was made.”). 


® See supra note 18 and accompanying text. 


"" Diamond v. Chakrabarty, 447 U.S. 303, 308-09, 206 
USPQ 193, 197 (1980): 


In choosing such expansive terms as “manufacture” and 
“composition of matter,” modified by the comprehensive 
“any,” Congress plainly contemplated that the patent laws 
would be given wide scope. The relevant legislative history 
also supports a broad construction. The Patent Act of 1793, 
authored by Thomas Jefferson, defined statutory subject 
matter as “any new and useful art, machine, manufacture, or 
composition of matter, or any new or useful improvement 
[thereof].” Act of Feb. 21, 1793, § 1, 1 Stat. 319. The Act 
embodied Jefferson’s philosophy that “ingenuity should 
receive a liberal encouragement.” 5 Writings of Thomas Jef- 
ferson 75-76 (Washington ed. 1871). See Graham v. John 
Deere Co., 383 U.S. 1, 7-10 (1966). Subsequent patent stat- 
utes in 1836, 1870, and 1874 employed this same broad lan- 
guage. In 1952, when the patent laws were recodified, 
Congress replaced the word “art” with “process,” but other- 
wise left Jefferson’s language intact. The Committee Reports 
accompanying the 1952 Act inform us that Congress 
intended statutory subject matter to “include anything under 
the sun that is made by man.” S. Rep. No. 1979, 82d Cong., 
2d Sess. 5 (1952); H.R. Rep. No. 1923, 82d Cong., 2d Sess. 
6 (1952). 


This perspective has been embraced by the Federal Circuit: 


The plain and unambiguous meaning of § 101 is that any 
new and useful process, machine, manufacture, or composi- 
tion of matter, or any new and useful improvement thereof, 
may be patented if it meets the requirements for patent- 
ability set forth in Title 35, such as those found in §§ 102, 
103, and 112. The use of the expansive term “any” in § 101 
represents Congress’s intent not to place any restrictions on 
the subject matter for which a patent may be obtained 
beyond those specifically recited in § 101 and the other 
parts of Title 35 . . . Thus, it is improper to read into § 101 
limitations as to the subject matter that may be patented 
where the legislative history does not indicate that Congress 
clearly intended such limitations. [Alappat, 33 F.3d at 1542, 
31 USPQ2d at 1556.] 


2 35 U.S.C. § 101 (1994). 


See 35 U.S.C. § 100(b) (“The term ‘process’ means pro- 
cess, art, or method, and includes a new use of a known pro- 
cess, machine, manufacture, composition of matter, or 
material.”). 


* E.g., Alappat, 33 F.3d at 1542, 31 USPQ2d at 1556; In re 
Warmerdam, 33 F.3d 1354, 1358, 31 USPQ2d 1754, 1757 
(Fed. Cir. 1994). 


> See, e.g., Rubber-Tip Pencil Co. v. Howard, 87 U.S. 498, 
507 (1874) (“idea of itself is not patentable, but a new 
device by which it may be made practically useful is”); 
Mackay Radio & Telegraph Co. v. Radio Corp. of America, 
306 U.S. 86, 94 (1939) (“While a scientific truth, or the 
mathematical expression of it, is not patentable invention, a 
novel and useful structure created with the aid of knowledge 
of scientific truth may be.”); Warmerdam, 33 F.3d at 1360, 
31 USPQ2d at 1759 (“steps of ‘locating’ a medial axis, and 
‘creating’ a bubble hierarchy . . . describe nothing more than 
the manipulation of basic mathematical constructs, the para- 
digmatic ‘abstract idea’”). 


* The concern over preemption was expressed as early as 
1852. See Le Roy v. Tatham, 55 U.S. 156, 175 (1852) (“A 
principle, in the abstract, is a fundamental truth; an original 
Cause; a motive; these cannot be patented, as no one can 
claim in either of them an exclusive right.”); Funk Brothers 
Seed Co. v. Kalo Inoculant Co., 333 U.S. 127, 132, USPQ 
280, 282 (1948) (combination of six species of bacteria held 
to be non-statutory subject matter). 


” The definition of “data structure” is “a physical or logical 
relationship among data elements, designed to support spe- 
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cific data manipulation functions.” The New IEEE Standard 
Dictionary of Electrical and Electronics Terms 308 (Sth ed. 
1993). 


** Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 
USPQ2d 1031, 1035 (Fed. Cir. 1994) (claim to data struc- 
ture that increases computer efficiency held statutory) and 
Warmerdam, 33 F.3d at 1360-61, 31 USPQ2d at 1759 
(claim to computer having specific memory held statutory 
product-by-process claim) with Warmerdam, 33 F.3d at 
1361, 31 USPQ2d at (claim to a data structure per se held 
non-statutory). 


*In re Sarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137 
(CCPA 1978): 


[E]ach invention must be evaluated as claimed; yet semanto- 
genic considerations preclude a determination based solely 
on words appearing in the claims. In the final analysis under 
§ 101, the claimed invention, as a whole, must be evaluated 
for what it is. 


Quoted with approval in Abele, 684 F.2d at 907, 214 USPQ 
at 687. See also Jn re Johnson, 589 F.2d 1070, 1077, 200 
USPQ 199, 206 (CCPA 1978) (“form of the claim is often 
an exercise in drafting”). 


” See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 
1760 (claim to a data structure per se held non-statutory). 


*' Computer Dictionary 210 (Microsoft Press, 2d ed. 1994): 


Data consists of facts, which become information when they 
are seen in context and convey meaning to people. Com- 
puters process data without any understanding of what that 
data represents. 


2 See supra note 29. 
* O'Reilly v. Morse, 56 U.S. (15 How.) at 112-14. 
4 Id. at 114-19. 


** Products may be either machines, manufactures or compo- 
sitions of matter. 


A machine is: 


a concrete thing, consisting of parts or of certain devices 
and combinations of devices. 


Burr v. Duryee, 68 U.S. (1 Wall.) 531, 570 (1863). 
A manufacture is: 


the production of articles for use from raw or prepared mate- 
rials by giving to these materials new forms, qualities, prop- 
erties or combinations, whether by hand-labor or by 
machinery. 


Diamond v. Chakrabarty, 447 U.S. at 308, 206 USPQ at 
196-97 (quoting American Fruit Growers, Inc. v. Brogdex 
Co., 283 U.S. 1, 11 (1931). 


A composition of matter is: 


a composition[] of two or more substances [or] . . . a{] com- 
posite article{], whether . . . [it] be the result of chemical 
union, or of mechanical mixture, whether . . . [it] be [a] 
gas{], fluid{], powder[], or solid{). 


Diamond v. Chakrabarty, 447 U.S. at 308, 206 USPQ at 
197 (quoting Shell Development Co. v. Watson, 149 F. 
Supp. 279, 280, 113 USPQ 265, 266 (D.D.C. 1957), aff'd 


per curiam, 252 F.2d 861, 116 USPQ 428 (D.C. Cir. 1958). 


* See, e.g., Lowry, 32 F.3d at 1583, 32 USPQ2d at 1034-35; 
Warmerdam, 33 F.3d at 1361-62, 31 USPQ2d at 1760. 


” Cf. In re Iwahashi, 888 F.2d 1370, 1374-75, 12 USPQ2d 
1908, 1911-12 (Fed. Cir. 1989), cited with approval in 
Alappat, 33 F.3d at 1544 n.24, 31 USPQ2d at 1558 n.24. 


* “Specific software” is defined as a set of instructions 
implemented in a specific program code segment. See Com- 
puter Dictionary 78 (Microsoft Press, 2d ed. 1994) for defini- 
tion of “code segment.” 


* See Diamond v. Diehr, 450 U.S. at 183-84, 209 USPQ at 
6 (quoting Cochrane v. Deener, 94 U.S. 780, 787-88 (1877) 
(“A [statutory] process is a mode of treatment of certain 
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materials to produce a given result. It is an act, or a series 
of acts, performed upon the subject-matter to be transformed 
and reduced to a different state or thing . . . . The process 
requires that certain things should be done certain sub- 
stances, and in a certain order; but the tools to be used in 
doing this may be of secondary consequence.”). 


“ See Alappat, 33 F.3d at 1543, 31 USPQ2d at 1556-57 
(quoting Diamond v. Diehr, 450 U.S. at 192, 209 USPQ at 
10). see also id. at 1569, 31 USPQ2d at 1578-79 (Newman, 
J., concurring) (“unpatentability of the principle does not 
defeat patentability of its practical applications”) (citing 
O'Reilly v. Morse, 56 U.S. (15 How.) at 114-19). 


*' Diamond v. Diehr, 450 U.S. at 187, 209 USPQ at 8. 


* See In re Gelnovatch, 595 F.2d 32, 41 n.7, 201 USPQ 
136, 145 n.7 (CCPA 1979) (data-gathering step did not mea- 
sure physical phenomenon). 


© Schrader, 22 F.3d at 294, 30 USPQ2d at 1459 citing with 
approval Arrhythmia, 958 F.2d at 1058-59, 22 USPQ2d at 7- 
38; Abele, 684 F.2d at 909, 214 USPQ at 688; In re Taner, 

681 F.2d 787, 790, 214 USPQ 678, 681 (CCPA 1982). 


“ See supra note 9. 


“In Sarkar, 588 F.2d at 1335, 200 USPQ at 139, the court 
explained why this approach must be followed: 


No mathematical equation can be used, as a practical matter, 
without establishing and substituting values for the variables 
expressed therein. Substitution of values dictated by the for- 
mula has thus been viewed as a form of mathematical step. 
If the steps of gathering and substituting values were alone 
sufficient, every mathematical equation, formula, or algo- 
rithm having any practical use would be per se subject to 
parenting as a “process” under § 101. Consideration of 
whether the substitution of specific values is enough to con- 
vert the disembodied ideas present in the formula into an 
embodiment of those ideas, or into an application of the for- 
mula, is foreclosed by the current state of the law. 


“ See supra note 40. 


” See, e.g., In re Bernhart, 417 F.2d 1395, 1400, 163 USPQ 
611, 616 (CCPA 1969). 


* Schrader, 22 F.3d at 293-94, 30 USPQ2d at 1458-59. 
” Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. 


* See, e.g., In re Meyer, 688 F.2d 789, 794-95, 215 USPQ 
193, 197 (CCPA 1982) (“Scientific principles, such as the 
relationship between mass and energy, and laws of nature, 
such as the acceleration of gravity, namely, a=32 ft,/sec.’, 
can be represented in mathematical format. However, some 
mathematical algorithms and formulae do not represent scien- 
tific principles or laws of nature; they represent ideas or 
mental processes and are simply logical vehicles for commu- 
nicating possible solutions to complex problems. The pres- 
ence of a mathematical algorithm or formula in a claim is 
merely an indication that a scientific principle, law of 
nature, idea or mental process may be the subject matter 
claimed and, thus, justify a rejection of that claim under 35 
USC § 101; but the presence of a mathematical algorithm or 
formula is only a signpost for further analysis.”). Cf. 
Alappat, 33 F.3d at 1543 n.19, 31 USPQ2d at 1556 n.19 in 
which the Federal Circuit recognized the confusion: 


The Supreme Court has not been clear . . . as to whether 
such subject matter is excluded from the scope of § 101 
because it represents laws of nature, natural phenomena, or 
abstract ideas. See Diehr, 450 U.S. at 186 (viewed mathe- 
matical algorithm as a law of nature); Benson, 409 U.S. at 
71-72 (treated mathematical algorithm as an “idea”). The 
Supreme Court also has not been clear as to exactly what 
kind of mathematical subject matter may not be patented. 
The Supreme Court has used, among others, the terms 
“mathematical algorithm,” “mathematical formula,” and 
“mathematical equation” to describe types of mathematical 
subject matter not entitled to patent protection standing 
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alone. The Supreme Court has not set forth, however, any 
consistent or clear explanation of what it intended by such 
terms or how these terms are related, if at all. 


* Walter, 618 F.2d at 769, 205 USPQ at 409 (Because none 
of the claimed steps were explicitly or implicitly limited to 
their application in seismic prospecting activities, the court 
held that “{a}lthough the claim preambles relate the claimed 
invention to the art of seismic prospecting, the claims them- 
selves are not drawn to methods of or apparatus for seismic 
prospecting; they are drawn to improved mathematical 
methods for interpreting the results of seismic pros- 
pecting.”). Cf. Alappat, 33 F.3d at 1544, 31 USPQ2d at 
1558. 


® Walter, 618 F.2d at 769-70, 205 USPQ at 409. 
* See supra note 45. 
“ Taner, 681 F.2d at 788, 214 USPQ at 679. 


*® Abele, 684 F.2d at 908, 214 USPQ at 687 (“The specifica- 
tion indicates that such attenuation data is available only 
when an X-ray beam is produced by a CAT scanner, passed 
through an object, and detected upon its exit. Only after 
these steps have been completed is the algorithm performed, 
and the resultant modified data displayed in the required 
format.”). 


* Gelnovatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7 
(“Appellants’ claimed step of perturbing the values of a set 
of process inputs (step 3), in addition to being a mathemat- 
ical operation, appears to be a data-gathering step of the 
type we have held insufficient to change a nonstatutory 
method of calculation into a statutory process . . . In this 
instance, the perturbed process inputs are not even measured 
values of physical phenomena, but are instead derived by 
numerically changing the values in the previous set of pro- 
cess inputs.”). 


” Sarkar, 588 F.2d at 1331, 200 USPQ at 135. 


* See Sarkar, 588 F.2d at 1332 n.6, 200 USPQ at 136 n.6 
(“post-solution” construction that was being modeled by the 
mathematical process not considered in deciding § 101 ques- 
tion because applicant indicated that such construction was 
not a material element of the invention). 


* Parker v. Flook, 437 U.S. 584, 585, 198 USPQ 193, 195 
(1978). 


© Walter, 618 F.2d at 770, 205 USPQ at 409 (“If § 101 
could be satisfied by the mere recordation of the results of a 
nonstatutory process on some record medium, even the most 
unskilled patent draftsman could provide for such a step.”). 


*' Gelnovatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7. 


® Abele, 684 F.2d at 909, 214 USPQ at 688 (“This claim 
presents no more than the calculation of a number and dis- 
play of the result, albeit in a particular format. The specifica- 
tion provides no greater meaning to ‘data in a field’ than a 
matrix of numbers regardless of by what method generated. 
Thus, the algorithm is neither explicitly nor implicitly 
applied to any certain process. Moreover, that the result is 
displayed as a shade of gray rather than as simply a number 
provides no greater or better information, considering the 
broad range of applications encompassed by the claim.”). 


© In re De Castelet, 562 F.2d 1236, 1244, 195 USPQ 439, 
446 (CCPA 1977) (“That the computer is instructed to 
transmit electrical signals, representing the results of its cal- 
culations, does not constitute the type of ‘post solution 
activity’ found in Flook, [437 U.S. 584, 198 USPQ 193 
(1978)], and does not transform the claim into one for a pro- 
cess merely using an algorithm. The final transmitting step 
constitutes nothing more than reading out the result of the 
calculations.”). 
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* E.g., Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. 
See also Schrader, 22 F.3d at 295, 30 USPQ2d at 1459. 


* See supra note 18 and accompanying text. 


® Computer Dictionary 353 (Microsoft Press, 2d ed. 1994) 
(definition of “self-documenting code”). 


* See In re Barker, 559 F.2d 588, 591, 194 USPQ 470, 472 
(CCPA 1977), cert. denied, Barker v. Parker, 434 U.S. 1064 
(1978) (a specification may be sufficient to enable one 
skilled in the art to make and use the invention, but still fail 
to comply with the written description requirement). See 
also In re DiLeone, 436 F.2d 1404, 1405, 168 USPQ 592, 
593 (CCPA 1971). 


® See, e.g., Northern Telecom v. Datapoint Corp., 908 F.2d 
931, 941-43, 15 USPQ2d 1321, 1328-30 (Fed. Cir.), cert. 
denied, Datapoint Corp. v. Northern Telecom, 498 U.S. 920 
(1990) (judgment of invalidity reversed for clear error where 
expert testimony on both sides showed that a programmer of 
reasonable skill could write a satisfactory program with ordi- 
nary effort based on the disclosure); DeGeorge v. Bernier, 
768 F.2d 1318, 1324, 226 USPQ 758, 762-63 (Fed. Cir. 
1985) (superseded by statute with respect to issues not rele- 
vant here) (invention was adequately disclosed for purposes 
of enablement even though all of the circuitry of a word 
processor was not disclosed, since the undisclosed circuitry 
was deemed inconsequential because it did not pertain to the 
claimed circuit); In re Phillips, 608 F.2d 879, 882-83, 203 
USPQ 971, 975 (CCPA 1979) (computerized method of gen- 
erating printed architectural specifications dependent on use 
of glossary of predefined standard phrases and error- 
checking feature enabled by overall disclosure generally 
defining errors); In re Donohue, 550 F.2d 1269, 1271, 193 
USPQ 136, 137 (CCPA 1977) (“Employment of block dia- 
grams and descriptions of their functions is not fatal under 
35 U.S.C. 112, first paragraph, providing the represented 
structure is conventional and can be determined without 
undue experimentation.”); In re Knowlton, 481 F.2d 1357, 
1366-68, 178 USPQ 486, 493-94 (CCPA 1973) (examiner’s 
contention that a software invention needed a detailed 
description of all the circuitry in the complete hardware 
system reversed). 


” See In re Naquin, 398 F.2d 863, 866, 158 USPQ 317, 319 
(CCPA 1968) (“When an invention, in its different aspects, 
involves distinct arts, that specification is adequate which 
enables the adepts of each art, those who have the best 
chance of being enabled, to carry out the aspect proper to 
their specialty.”); Ex parte Zechnall, 194 USPQ 461, 461 
(Bd. App. 1973) (“appellants’ disclosure must be held suffi- 
cient if it would enable a person skilled in the electronic 
computer art, in cooperation with a person skilled in the fuel 
injection art, to make and use appellants’ invention”). 


® See In re Scarbrough, 500 F.2d 560, 565, 182 USPQ 298, 
301-02 (CCPA 1974) (“It is not enough that a person skilled 
in the art, by carrying on investigations along the line indi- 
cated in the instant application, and by a great amount of 
work eventually might find out how to make and use the 
instant invention. The statute requires the application itself 
to inform, not to direct others to find out for themselves 
(citation omitted).”); Knowlton, 481 F.2d at 1367, 178 
USPQ at 493 (disclosure must constitute more than a 
“sketchy explanation of flow diagrams or a bare group of 
program listings together with a reference to a proprietary 
computer on which they might be run”). See also Jn re 
Gunn, 537 F.2d 1123, 1127-28, 190 USPQ 402, 405 (CCPA 
1976); In re Brandstadter, 484 F.2d 1395, 1406-07, 17 
USPQ 286, 294 (CCPA 1973); and In re Ghiron, 442 F.2d 
985, 991, 169 USPQ 723, 727-28 (CCPA 1971). 


” Cf. In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 
404 (Fed. Cir. 1983) (when descriptive material is not func- 
tionally related to the substrate, the descriptive material will 
not distinguish the invention from the prior art in terms of 
patentability). 
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Appendix to Examination Guidelines for Computer-Related Inventions 


Computer-Related Inventions 


ll. Determine What Applicant Has Invented and Is Seeking to Patent 


A. identify and Understand Any Practical Application Asserted 
for the Invention 


B. Review the Detailed Disclosure and Specific Embodiments 
of the Invention to Determine What the Applicant Has Invented 


C. Review the Claims 


lil. Conduct a Thorough Search of the Prior Art 


IV. Determine Whether the Claimed Invention Complies with 35 U.S.C. § 101 (See next chart) 


V. Evaluate Application for Compliance with 35 U.S.C. § 112 


A. Determine Whether the Claimed Invention Complies with 
35 U.S.C. § 112, Second Paragraph 


1. Claims Setting Forth the Subject Matter Applicant 
Regards as Invention 


2. Claims Particularly Pointing Out and Distinctly 
Claiming the Invention 


B. Determine Whether the Claimed Invention Complies with 
35 U.S.C. § 112, First Paragraph 


1. Adequate Written Description 
2. Enabling Disclosure 


Vil. Clearly Communicate Findings, Conclusions and Their Bases 


VI. Determine Whether the Ciaimed Invention Complies with 35 U.S.C. § § 102 and 103 
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IV. Determine Whether the Claimed invention Complies with 35 U.S.C. § 101 


Consider the Breadth of 35 U.S.C. § 101 


Classify the Claimed Invention 


Nor-functional 
Descriptive Material 
or |(@.g., music, literary works] or 
mere data) per se or on 
computer readable 
medium 


Functional 
Descriptive Material 
(data structure per se 
or computer program 
per se) 


A machine or 
manufacture for 
performing a process 


Evaluate process to determine if it... 


Manipulates data representing 
of | physical objects or activities to 
achieve a practical application 
(pre-computer process activity) 


February 16, 1996 


A Natural Phenomenon YES 
(e.g., energy or 
magnetism) 


A specific 
machine or 
manufacture? 


Merely manipulates | YES 
abstract idea or 
solves a purely 
mathematical 
problem without any] iy 
limitation to a 
practical application 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce 
and Commissioner of Patents and Trademarks 


[1184 OG 87] 


Department of Commerce 
Patent and Trademark Office 
[Docket No. 950921236-6049-03] 
RIN 0651-XX04 


Guidelines for Examination of Design Patent 
Applications For Computer-Generated Icons 


Agency: Patent and Trademark Office, Commerce 
Action: Notice 


Summary: The Patent and Trademark Office (PTO) is pub- 
lishing the final version of guidelines to be used by Office 
personnel in their review of design patent applications for com- 
puter-generated icons. Because these guidelines govern internal 
practices, they are exempt from notice and comment rulemaking 
under 5 U.S.C. 553(b)(A). 


Effective Date: April 19, 1996. 


For Further Information Contact: John Kittle by telephone at 
(703) 308-1495, by telefax at (703) 305-3600, by electronic 
mail through the INTERNET to “iconpat@uspto.gov,” or by 
mail addressed to the Assistant Commissioner for Patents, 
Washington, D.C. 20231, Attn: John Kittle, Director, Group 
1100/2900, Crystal Plaza 3, 8D19. 


Supplementary Information: 


I. Discussion of Public Comments 


Comments were received by the PTO from eleven different 
individuals in response to the request for comments on the 
interim guidelines for examination of design patent applications 
for computer-generated icons published October 5, 1995 (60 
FR 52170). All comments have been carefully considered. 

Two comments suggested the adoption of the interim guide- 
lines as proposed. However, a number of changes have been 
made to the interim guidelines in response to the other com- 
ments. 

One comment suggested that computer-generated icons are 
not “ornamental” designs within the meaning of 35 U.S.C. 171 
because they are dictated by purely functional considerations. 
These guidelines do not address the procedures to be used by 
PTO personnel in assessing design ormamentality. Compliance 
with the ornamentality requirement of 35 U.S.C. 171 will be 
addressed on a case-by-case basis pursuant to prevailing laws, 
rules, and regulations. In this regard, prevailing case law, such 
as Avia Group Int'l, Inc. v. LA. Gear California, Inc., 853 
F.2d 1557, 1563 (Fed. Cir. 1988), indicates that a distinction 
exists between the functionality of an article and the function- 
ality of the design of the article that performs the function. 
Based on this distinction, the design of a computer-generated 
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icon may not be dictated by the function associated with the 
computer-generated icon. 

Many of the comments suggested that the PTO delete the 
requirement for a solid line depiction of the article of manufac- 
ture on the ground that it is not legally required. The PTO has 
adopted this suggestion. The final guidelines simply require a 
depiction of an article of manufacture in either solid or broken 
lines. 

Two comments suggested that the PTO delete any require- 
ment to depict an article of manufacture on the ground that 
indication of an article of manufacture in the title should be 
sufficient. This suggestion was not adopted. The depiction of 
an article of manufacture is necessary to ensure that any design 
patent covers more than mere abstract, two-dimensional, sur- 
face ornamentation. 

One comment suggested that the language in the guidelines 
be amended to clarify that the guidelines satisfy the “design 
for an article of manufacture” requirement of 35 U.S.C. 171. 
This suggestion has not been followed. Computer-generated 
icons are designs within the meaning of 35 U.S.C. 171, but 
must be embodied in an article of manufacture to satisfy the 
statute. These guidelines are directed to determining whether 
the icon is embodied in an article of manufacture, not whether 
it is a design. 

One comment suggested that the guidelines be amended to 
clarify that the drawing must contain a sufficient number of 
views to constitute a complete disclosure of the appearance of 
the article as required by 37 CFR 1.152. This suggestion was 
based on the language in the interim guidelines that a computer- 
generated icon may be embodied in a portion of computer 
screen, monitor, or other display panel. This suggestion has 
been adopted. See footnote 6. 

One comment suggested that the interim guidelines be modi- 
fied to require the depiction of a central processing unit (CPU). 
This suggestion has not been adopted. The dependence of a 
computer-generated icon on a CPU for its existence is not a 
reason for requiring depiction of a CPU. 

One comment suggested deleting the rejection under 35 
U.S.C. 112, second paragraph for failure to depict the article 
of manufacture in solid lines. This suggestion has been adopted. 
Compliance with 35 U.S.C. 112, second paragraph, will be 
addressed on a case-by-case basis under the usual laws, rules, 
and regulations applied to such questions. 

One comment suggested that the guidelines include a state- 
ment that a portion of a computer screen can be represented 
by a breakout of a screen portion without screen borders, and 
some shade lines adjacent to the icon in the breakout portion 
to indicate a glass surface. The suggestion for a statement 
regarding a breakout portion was not specifically adopted. How- 
ever, a statement was added to footnote 6 indicating that the 
design drawing must meet the requirements of 37 CFR 1.84 
which provides for exploded, partial, and sectional views. 

One comment suggested that the guidelines include a state- 
ment that the characteristic feature statement can be an appro- 
priate invention title and that the title could be repeated as the 
characteristic feature statement. This suggestion has not been 
adopted. The characteristic feature statement should describe 
a particular feature of the design that is considered a feature 
of novelty or non-obviousness over the prior art. The guidelines 
already suggest appropriate titles. 

One comment suggested that some other form of intellectual 
property protection would be a more appropriate method of 
protecting rights in computer-generated icons. The availability 
of other forms of protection is not grounds for denying design 
patent protection to computer-generated icons which meet the 
requirements of section 171. 

One comment suggested that the interim guidelines may be 
construed as substantive rulemaking. The final guidelines have 
been amended to indicate that they govern the internal opera- 
tions of the PTO. The guidelines have been developed to assist 
PTO personnel in their review of design patent applications 
covering computer-generated icons for compliance with the 
“article of manufacture” requirement of 35 U.S.C. 171. 


Il. Guidelines for Examination of Design Patent Applica- 
tions for Computer-Generated Icons 


The following guidelines have been developed to assist PTO 
personnel in determining whether design patent applications 
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for computer-generated icons comply with the “article of manu- 
facture” requirement of 35 U.S.C. 171.' 


A. General Principle Governing Compliance with the 
“Article of Manufacture” Requirement 


The PTO considers designs for computer-generated icons? 
embodied in articles of manufacture to be statutory subject 
matter eligible for design patent protection under section 171. 
Thus, if an application claims a computer-generated icon shown 
on a computer screen, monitor, other display panel, or a portion 
thereof,’ the claim complies with the “article of manufacture” 
requirement of section 171.‘ 


B. Procedures for Evaluating Whether Design Patent 
Applications Drawn to Computer-Generated Icons Comply 
With the “Article of Manufacture” Requirement 


PTO personne! shall adhere to the following procedures when 
reviewing design patent applications drawn to computer-gener- 
ated icons for compliance with the “article of manufacture” 
requirement of section 171. 


1. Read the entire disclosure to determine what the applicant 
claims as the design’ and to determine whether the design is 
embodied in an article of manufacture. 37 CFR 1.71 and 1.152- 
54. 

a. Review the drawing to determine whether a computer 
screen, monitor, other display panel, or portion thereof, is 
shown. 37 CFR 1.152.° 

b. Review the title to determine whether it clearly describes 
the claimed subject matter.’ 37 CFR 1.153. 

c. Review the specification to determine whether a charac- 
teristic feature statement is present. 37 CFR 1.71. If a character- 
istic feature statement is present, determine whether it describes 
the claimed subject matter as a computer-generated icon 
embodied in a computer screen, monitor, other display panel, 
or portion thereof." 


2. If the drawing does not depict a computer-generated icon 
embodied in a computer screen, monitor, other display panel, 
or a portion thereof, in either solid or broken lines, reject the 
claimed design under section 171 for failing to comply with 
the article of manufacture requirement. 

a. If the disclosure as a whole does not suggest or describe 
the claimed subject matter as a computer-generated icon 
embodied in a computer screen, monitor, other display panel, 
or portion thereof, indicate that: (i) the claim is fatally defective 
under section 171; and (ii) amendments to the written descrip- 
tion, drawings and/or claim attempting to overcome the rejec- 
tion will not be entered because they would lack a written 
descriptive basis under 35 U.S.C. 112, first paragraph, and 
would constitute new matter under 35 U.S.C. 132. 

b. If the disclosure as a whole suggests or describes the 
claimed subject matter as a computer-generated icon embodied 
in a computer screen, monitor, other display panel, or portion 
thereof; indicate that the drawing may be amended to overcome 
the rejection under section 171. Suggest amendments which 
would bring the claim into compliance with section 171. 


3. Indicate all objections to the disclosure for failure to 
comply with the formal requirements of the Rules of Practice 
in Patent Cases. 37 CFR 1.71, 1.81-85, and 1.152-154. Suggest 
amendments which would bring the disclosure into compliance 
with the formal requirements of the Rules of Practice in Patent 
Cases. 


4. Upon response by applicant: 

a. Approve entry of any amendments which have support 
in the original disclosure; and 

b. Review all arguments and the entire record, including 
any amendments, to determine whether the drawing, title, and 
specification clearly disclose a computer-generated icon 
embodied in a computer screen, monitor, other display panel, 
or portion thereof. 


5. If, by a preponderance of the evidence,’ the applicant has 
established that the computer-generated icon is embodied in a 
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computer screen, monitor, other display panel, or portion 
thereof, withdraw the rejection under section 171. 


IIL. Effect of the Guidelines on Pending Design Applications 
Drawn to Computer-Generated Icons 


PTO personnel shall follow the procedures set forth in this 
Notice when examining design patent applications for com- 
puter-generated icons pending in the PTO as of the effective 
date of these Guidelines. 


IV. Treatment of Type Fonts 


Traditionally, type fonts have been generated by solid blocks 
from which each letter or symbol was produced. Consequently, 
the PTO has historically granted design patents drawn to type 
fonts. PTO personnel should not reject claims for type fonts 
under Section 171 for failure to comply with the “article of 
manufacture” requirement on the basis that more modem 
methods of typesetting, including computer-generation, do not 
require solid printing blocks. 


V. Notes 


1. Further procedures for search and examination of design 
patent applications to ensure compliance with all other condi- 
tions of patentability are found in the Manual of Patent Exam- 
ining Procedure, Chapter 1500. 


2. Computer-generated icons, such as full screen displays 
and individual icons, are two-dimensional images which alone 
are surface ornamentation. See, e.g., Ex parte Strijland, 26 
USPQ2d 1259, 1262 (Bd. Pat App. & Int. 1992) (computer- 
generated icon alone is merely surface ormamentation). 


3. Since a patentable “design is inseparable from the object 
to which it is applied and cannot exist alone merely as a scheme 
of surface omamentation,” a computer-generated icon must be 
embodied in a computer screen, monitor, other display panel, or 
portion thereof, to satisfy section 171. MPEP 1502; 1504.01.A. 


4. “We do not see that the dependence of the existence of 
a design on something outside itself is a reason for holding it 
is not a design ‘for an article of manufacture.’” In re Hruby, 
153 USPQ 61, 66 (CCPA 1967) (design of water fountain 
patentable design for an article of manufacture). The depen- 
dence of a computer-generated icon on a central processing 
unit and computer program for its existence itself is not a reason 
for holding that the design is not for an article of manufacture. 


5. Since the claim must be in formal terms to the design “as 
shown, or as shown and described,” the drawing provides the 
best description of the claim. 37 CFR 1.153. 


6. Although a computer-generated icon may be embodied 
in only a portion of a computer screen, monitor, or other display 
panel, the drawing “must contain a sufficient number of views 
to constitute a complete disclosure of the appearance of the 
article.” 37 CFR 1.152. In addition, the drawing must comply 
with 37 CFR 1.84. 


7. The following titles do not adequately describe a design 
for an article of manufacture under section 171: “computer 
icon;” or “icon.” On the other hand, the following titles do 
adequately describe a design for an article of manufacture under 
section 171: “computer screen with an icon;” “display panel 


” 4, 


with a computer icon;” “portion of a computer screen with an 
icon image;” “portion of a display panel with a computer icon 
image;” or “portion of a monitor displayed with a computer 
icon image.” 


8. See McGrady v. Aspenglas Corp., 487 F. Supp. 859, 861, 
208 USPQ 242, 244 (S.D.N.Y. 1980) (descriptive statement in 
design patent application narrows claim scope). 


9. See In re Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 
1444 (Fed. Cir. 1992) (“After evidence or argument is submitted 
by the applicant in response, patentability is determined on the 
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totality of the record, by a preponderance of evidence with due 
consideration to persuasiveness of argument.”). 


March 14, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


[1184 OG 60} 


(95) Guidance On Searching and Examining 
PCT Applications Drawn to 


Computer-Related Inventions 


The following guidance should be applied when searching 
and examining a PCT application drawn to a computer-related 
invention: 


Chapter I (Form 210 Search Report) 


Under Chapter I, Office personnel conduct an international 
search and prepare an international search report on all subject 
matter searched and examined in U.S. national applications. 
Routinely, such subject matter includes inter alia computer- 
related inventions. Under the Examination Guidelines for Com- 
puter-Related Inventions (Guidelines), Office personnel con- 
duct a complete examination, including a thorough search of the 
prior art, for all U.S. national applications drawn to computer- 
related inventions regardless of whether the claims recite statu- 
tory subject matter. See 61 Fed. Reg. 7478 (Feb. 28, 1996); 
1184 OG 87 (March 26, 1996). Thus, Office personnel must 
conduct an international search, and prepare an international 
search report, on all PCT applications drawn to computer- 
related inventions.' 

Office personnel are reminded that, when completing Sec- 
tion C. of the search report (Documents Considered To Be 
Relevant), the prior art references should be categorized as 
either “A”, “X” or “Y” based on the claims read in light of 
the disclosure. Also, the citations should indicate which claims 
are relevant to the reference. 


Chapter II (Form 408 Written Opinion and Form 409 IPER) 


Under Chapter II, Office personnel conduct a preliminary 
examination and prepare an international preliminary examina- 
tion report (IPER). In the examination, Office personnel deter- 
mine whether the claimed invention satisfies the criteria for 
novelty, inventive step, and industrial applicability. For PCT 
applications drawn to computer-related inventions, Office per- 
sonnel should use the Guidelines as an aid in determining 
whether the claimed invention satisfies the criteria for industrial 
applicability. Often, a claimed invention determined to be non- 
statutory under the Guidelines will not satisfy the criteria for 
industrial applicability because the claimed invention cannot 
be made or used in the technological sense in any kind of 
industry. See PCT Article 33(4). 

Office personnel are reminded, however, that written opin- 
ions and IPERs should not cite U.S. statutes, regulations, or 
case law except those which pertain to PCT. In the same manner, 
written opinions and IPERs should not reference the Guidelines 
per se. 


' Accordingly, Item |. of Box I. in the search report is not applicable. However, 
in rare circumstances, Office personnel will be unable to conduct an intemational 
search, ¢.g., it is impossible to determine the subject matter of the PCT application. 
In that circumstance, Item 2. of Box |. should be checked and explained, as it would 
be in a similar circumstance for non-computer-related subject matter. 


July 22, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


[1189 OG 58} 
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(96) Department of Commerce 
Patent and Trademark Office 


37 CFR Parts 1 and 3 


[Docket No. 9504087-5087-01) 
RIN: 0651-AA76 


Changes to Implement 20-Year Patent 
Term and Provisional Applications 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases, Parts | and 3 of title 37, 
Code of Federal Regulations, to establish procedures for: (1) 
filing and processing provisional application papers; (2) calcu- 
lating the length of any patent term extension to which an 
applicant is entitled where the issuance of a patent on an applica- 
tion filed on or after June 8, 1995 (the implementation date 
of the 20-year patent term provisions of the Uruguay Round 
Agreements Act), other than for designs, was delayed due to 
interference proceedings, the imposition of a secrecy order and/ 
or appellate review; and (3) implementing certain transitional 
provisions contained in the Uruguay Round Agreements Act. 


Effective Date: June 8, 1995. 


For Further Information Contact: Magdalen Y. Greenlief or 
John F. Gonzales, Senior Legal Advisors, Office of the Deputy 
Assistant Commissioner for Patent Policy and Projects, by 
telephone at (703) 305-9285, by fax at (703) 308-6916 or by 
mail marked to their attention and addressed to the Commis- 
sioner of Patents and Trademarks, Box DAC, Washington, D.C. 
20231. 


Supplementary Information: The Uruguay Round Agreements 
Act (Public Law 103-465) was enacted on December 8, 1994. 
Public Law 103-465 amends 35 U.S.C. 154 to provide that the 
term of patent protection begins on the date of grant and ends 
20 years from the filing date of the application. The amendment 
applies to all utility and plant putents issued on applications 
having an actual United States application filing date on or after 
June 8, 1995. Specifically, 35 U.S.C. 154(a)(2), as contained in 
Public Law 103-465, provides that the patent term will begin 
on the date on which the patent issues and will end twenty 
years from the date on which the application was filed in the 
United States. If the application contains a specific reference 
to an earlier application under 35 U.S.C. 120, 121 or 365(c), 
the patent term will end twenty years from the date on which 
the earliest application referred to was filed. As amended by 
Public Law 103-465, 35 U.S.C. 154 does not take into account 
for determination of the patent term any application on which 
priority is claimed under 35 U.S.C. 119, 365(a) or 365(b). 

Under 35 U.S.C. 154(b)(1), as contained in Public Law 103- 
465, if the issuance of an original patent is delayed due to 
interference proceedings under 35 U.S.C. 135(a) or because 
the application is placed under a secrecy order under 35 U.S.C. 
181, the term of the patent shall be extended for the period of 
delay, but in no case more than five (5) years. 

Under 35 U.S.C. 154(b)(2), as contained in Public Law 103- 
465, if the issuance of a patent is delayed due to appellate 
review by the Board of Patent Appeals and Interferences or 
by a Federal court and the patent is issued pursuant to a decision 
in the review reversing an adverse determination of patent- 
ability, the term of the patent shall be extended for a period 
of time but in no case more than five (5) years. However, a 
patent shall not be eligible for extension under 35 U.S.C. 
154(b)(2) if the patent is subject to a terminal disclaimer due 
to the issuance of another patent claiming subject matter that 
is not patentably distinct from that under appellate review. 

Under 35 U.S.C. 154(b)(3)(B) and 154(b)(3)(C), as contained 
in Public Law 103-465, the period of extension under 35 U.S.C. 
154(b)(2) shall be reduced by any time attributable to appellate 
review before the expiration of three (3) years from the filing 
date of the application and for any period of time during which 
the applicant for patent did not act with due diligence, as 
determined by the Commissioner. 
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Under 35 U.S.C. 154(b)(4), as contained in Public Law 103- 
465, the total duration of all extensions of a patent under 35 
U.S.C. 154(b) shall not exceed five (5) years. 

The provisions for patent term extension under 35 U.S.C. 
154(b) are separate from and in addition to the patent term 
extension provisions of 35 U.S.C. 156. The patent term exten- 
sion provisions of 35 U.S.C. 154(b) are designed to compensate 
the patent owner for delays in issuing a patent, whereas the 
patent term extension provisions of 35 U.S.C. 156 are designed 
to restore term lost to premarket regulatory review after the 
grant of a patent. In order to prevent a term extension under 
35 U.S.C. 154(b) from precluding a term extension under 35 
U.S.C. 156, Public Law 103-465 amends 35 U.S.C. 156(a)(2) 
to specify that the term has never been extended under 35 
U.S.C. 156(e)(1). 

The 20-year patent term provision is contained in 35 U.S.C. 
154, as amended by Public Law 103-465. Section 154 of title 
35, United States Code, applies to utility and plant patents, but 
not to design patents. The term of a design patent is defined 
in 35 U.S.C. 173 as fourteen (14) years from the date of grant. 
Therefore, the patent term and patent term extension provisions 
set forth in 35 U.S.C. 154, as amended by Public Law 103- 
465, do not apply to patents for designs. 

In addition, Public Law 103-465 establishes a domestic pri- 
ority system. In accordance with the provisions of the Paris 
Convention for the Protection of Industrial Property, the term 
of a patent cannot include the Paris Convention priority period. 
Public Law 103-465 provides a mechanism to enable applicants 
to quickly and inexpensively file provisional applications. 
Applicants will be entitled to claim the benefit of priority in 
a given application based upon a previously filed provisional 
application in the United States. The domestic priority period 
will not count in the measurement of the term. 

Section 111 of title 35, United States Code, was amended 
by Public Law 103-465 to provide for the filing of a provisional 
application on or after June 8, 1995. Section 41(a)(1) of title 
35, United States Code, was amended by Public Law 103-465 
to provide a $150.00 filing fee for each provisional application, 
subject to a fifty (SO) percent reduction for a small entity. 
The requirements for obtaining a filing date for a provisional 
application are the same as those which previously existed for 
an application filed under 35 U.S.C. 111, except that no claim 
or claims as set forth in 35 U.S.C. 112, second paragraph, is 
required. Moreover, no oath/declaration as set forth in 35 U.S.C. 
115 is required. The provisional application is also not subject to 
the provisions of 35 U.S.C. 131, 135 and 157, i.e., a provisional 
application will not be examined for patentability, placed in 
interference or made the subject of a statutory invention regis- 
tration. Further, the provisional application will automatically 
be abandoned no later than twelve (12) months after its filing 
date and will not be subject to revival to restore it to pending 
status beyond a date which is after twelve (12) months from 
its filing date. A provisional application will not be entitled to 
claim priority benefits based on any other application under 
35 U.S.C. 119, 120, 121 or 365. 

Also, Public Law 103-465 amended 35 U.S.C. 119 to allow 
an applicant to claim the benefit of the filing date of one 
or more copending provisional applications in a later filed 
application for patent under 35 U.S.C. 111(a) or 363. The later 
filed application for patent under 35 U.S.C. 111(a) or 363 must 
be filed by an inventor or inventors named in the copending 
provisional application not later than 12 months after the date 
on which the provisional application was filed and must contain 
or be amended to contain a specific reference to the provisional 
application. The provisional application must disclose an inven- 
tion which is claimed in the application for patent under 35 
U.S.C. 111(a) or 363 in the manner provided by the first para- 
graph of 35 U.S.C. 112. In addition, the provisional application 
must be pending on the filing date of the application for patent 
under 35 U.S.C. 111(a) or 363 and the filing fee set forth in 
subparagraph (A) or (C) of 35 U.S.C. 41(a)(1) must be paid. 

Since 35 U.S.C. 154(a)(3), as contained in Public Law 103- 
465, excludes from the determination of the patent term any 
application on which priority is claimed under 35 U.S.C. 119, 
365(a) or 365(b), the filing date of a provisional application 
is not considered in determining the term of any patent. 

Section 119(e)(1) of title 35, United States Code, provides 
that if all of the conditions of 35 U.S.C. 119(e)(1) and (e)(2) 
are met, an application for patent filed under 35 U.S.C. 111(a) 
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or 363 shall have the same effect as though filed on the date 
of the provisional application. Thus, the effective United States 
filing date of an application for patent filed under 35 U.S.C. 
111(a), and entitled to benefits under 35 U.S.C. 119(e), is the 
filing date of the provisional application. Any patent granted 
on such an application, is prior art under 35 U.S.C. 102(e) as 
of the filing date of the provisional application. 

Likewise, the effective United States filing date of a patent 
issued on an international application filed under 35 U.S.C. 
363, and entitled to benefits under 35 U.S.C. 119(e), is the 
filing date of the provisional application, except for the purpose 
of applying that patent as prior art under 35 U.S.C. 102(e). For 
that purpose only, 35 U.S.C. 102(e) defines the filing date of 
the international application as the date the requirements of 35 
U.S.C. 371(c)(1), (c)(2) and (c)(4) were fulfilled. 

Public Law 103-465 further includes transitional provisions 
for limited reexamination in certain applications pending for 
two (2) years or longer as of June 8, 1995, taking into account 
any reference to any earlier application under 35 U.S.C. 120, 
121 or 365(c). The transitional provisions also permit examina- 
tion of more than one independent and distinct invention in 
certain applications pending for three (3) years or longer as of 
June 8, 1995, taking into account any reference to any earlier 
application under 35 U.S.C. 120, 121 or 365(c). These transi- 
tional provisions are not applicable to any application which 
is filed after June 8, 1995, regardless of whether the application 
is a continuing application. 

The amendments to title 35 relating to 20-year patent term, 
patent term extension, provisional applications and the transi- 
tional provisions are effective on the date which is six (6) 
months after the date of enactment, i.e., on June 8, 1995. 

A Notice of Proposed Rulemaking was published in the 
Federal Register at 59 FR 63951 (December 12, 1994) and in 
the Patent and Trademark Office Official Gazette at 1170 Off. 
Gaz. Pat. Office 377-390 (January 3, 1995). 

Forty-nine written comments were received in response to 
the Notice of Proposed Rulemaking. A public hearing was held 
at 9:30 a.m. on February 16, 1995. Fourteen individuals offered 
oral comments at the hearing. The forty-nine written comments 
and a transcript of the hearing are available for public inspection 
in the Special Program Law Office, Office of the Deputy Assis- 
tant Commissioner for Patent Policy and Projects, Room 520, 
Crystal Park I, 2011 Crystal Drive, Arlington, Virginia, and 
are available on the Internet through anonymous file transfer 
protocol (ftp), address: ftp.uspto.gov. 

The following includes a discussion of the rules being added 
or amended, the reasons for those additions and amendments 
and an analysis of the comments received in response to the 
Notice of Proposed Rulemaking. 

Changes in text: The final rules contain numerous changes 
to the text of the rules as proposed for comment. Those changes 
are discussed below. Familiarity with the Notice of Proposed 
Rulemaking is assumed. 

Section 1.9(a)(1) is being changed for clarity to define a 
national application as a U.S. application for patent which was 
either filed in the Office under 35 U.S.C. 111, or which entered 
the national stage from an international application after compli- 
ance with 35 U.S.C. 371. Also, anew paragraph (a)(3) is being 
added to define the term “nonprovisional application” as a U.S. 
national application for patent which was either filed in the 
Office under 35 U.S.C. 111(a), or which entered the national 
stage from an international application after compliance with 
35 U.S.C. 371. 

The proposed deletion of § 1.60 is being withdrawn. There- 
fore, § 1.17(i) is being changed to retain the reference to § 
1.60. 

Section 1.17(q) is being changed to delete the fifty (50) 
percent reduction for small entities in the $50.00 fee established 
for filing a petition under § 1.48 in a provisional application 
and a petition to accord a provisional application a filing date 
or to convert an application filed under § 1.53(b)(1) to a provi- 
sional application. 

Sections |.17(r) and (s) are being changed to include a fifty 
(50) percent reduction for small entities in the fees established 
for entry of a submission after final rejection under § 1.129(a) 
and for each additional invention requested to be examined 
under § 1.129(b). In the final rule, the fee required by §§ 1.17(r) 
and 1.17(s) from a small entity is $365.00. The fee required 
from other than a small entity is $730.00. 


OFFICIAL GAZETTE 


January 5, 1999 


The elimination of the small entity reduction in § i.17(q) 
and the addition of the small entity reduction in §§ 1.17(r) and 
(s) are the result of additional review, which resulted in the 
conclusion that the fees established for the transitional proce- 
dures in §§ 1.129(a) and (b) may be reduced by fifty (50) 
percent for small entities. However, the petition fees required 
by § 1.17(q) are not subject to the fifty (SO) percent reduction 
for small entities. 

The proposed deletion of the retention fee practice set forth 
in former § 1.53(d), now redesignated § 1.53(d)(1), is being 
withdrawn. Therefore, § 1.21(1) is being retained and amended 
to refer to § 1.53(d)(1). Also, the proposed change in the text 
to § 1.17(n) is being withdrawn, since § 1.60 is being retained. 

Section 1.28(a) is being changed to clarify the procedure 
for establishing status as a small entity in a nonprovisional 
application claiming benefit under 35 U.S.C. 119(e), 120, 121, 
or 365(c) of a prior application. In such cases, applicants may 
file a new verified statement or they may rely on a verified 
statement filed in the prior application, if status as a small 
entity is still proper and desired. If applicants intend to rely 
on a verified statement filed in the prior application, applicants 
must include in the nonprovisional application either a reference 
to the verified statement filed in the prior application or a copy 
of the verified statement filed in the prior application. A verified 
statement in compliance with existing § 1.27 is required to be 
filed in each provisional application in which it is desired to 
pay reduced fees. 

Section 1.45(c), first sentence, is being changed for clarity 
to refer to a “nonprovisional” application. 

Section 1.48 is being changed to include a new paragraph 
(e) setting forth the procedure for deleting the name of a person 
who was erroneously named as an inventor in a provisional 
application. The procedure requires an amendment deleting the 
name of the person who was erroneously named accompanied 
by: a petition including a statement of facts verified by the 
person whose name is being deleted establishing, that the error 
occurred without deceptive intention; the fee set forth in § 
1.17(q); and the written consent of any assignee. The first 
sentences of §§ 1.48(a)-(c) are also being changed for clarity 
to refer to a “nonprovisional” application. 

Section 1.51(a)(2)(i) is being changed to require that the 
provisional application cover sheet include the residence of 
each named inventor and, if the invention was made by an 
agency of the U.S. Government or under a contract with an 
agency of the U.S. Government, the name of the U.S. Govern- 
ment agency and Government contract number. The residence 
of each named inventor is information which is necessary to 
identify those provisional applications which must be reviewed 
by the PTO for foreign filing licenses. If the invention disclosed 
in the provisional application was made by an agency of the 
U.S. Government or under a contract with an agency of the 
U.S. Government, the security review for that application 
should already have been done by that agency of the U.S. 
Government. Therefore, identification of those particular provi- 
sional applications on the cover sheet will reduce the number 
of applications which the PTO must forward to other agencies 
of the U.S. Government for security review. 

Section 1.53(b)(1) is being changed to retain the reference 
to § 1.60. 

Section 1.53(b)(2)(ii) is being changed to require that any 
petition and petition fee to convert a § 1.53(b)(1) application to 
a provisional application be filed in the § 1.53(b)(1) application 
prior to the earlier of the abandonment of the § 1.53(b)(1) 
application, the payment of the issue fee, the expiration of 
twelve (12) months after the filing date of the § 1.53(b)(1) 
application, or the filing of a request for a statutory invention 
registration under § 1.293. Where the § 1.53(b)(1) application 
was abandoned before the expiration of twelve (12) months 
after the filing date of the application, a petition to convert the 
application to a provisional application may be filed in the § 
1.53(b)(1) application if the petition to convert is filed prior 
to the expiration of twelve (12) months after the filing date of the 
§ 1.53(b)(1) application and is accompanied by an appropriate 
petition to revive an abandoned application under § 1.137. 

Section 1.53(b)(2)(iii) is being changed to indicate that the 
requirements of §§ 1.821-1.825 regarding application disclo- 
sures containing nucleotide and/or amino acid sequences are 
not mandatory for provisional applications. 
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Section 1.53(d)(1) is being changed to retain the retention 
fee practice. The proposal to delete the retention fee practice 
set forth in § 1.53(d) is being withdrawn. 

The first sentences of §§ 1.55(a) and (b) are being changed 
for clarity to refer to a “nonprovisional” application. Also, §§ 
1.55(a) and (b) are being changed to clarify that the nonprovi- 
sional application may claim the benefit of one or more prior 
foreign applications or one or more applications for inventor’s 
certificate. 

Section 1.59 is being changed to retain the reference to the 
retention fee set forth in § 1.21(1) and to clarify that the retention 
fee practice applies only to applications filed under § 1.53(b)(1). 

The proposal to delete § 1.60 is being withdrawn. Therefore, 
§ 1.60 is being retained and amended to clarify in the title of 
the section and in paragraph (b)(1) that the procedure set forth 
in the section is only available for filing a continuation or 
divisional application if the prior application was a nonprovi- 
sional application and complete as set forth in § 1.51(a)(1). 
Also, paragraph (b)(4) is being amended to delete the require- 
ment that the statement which must accompany the copy of 
the prior application include the language that “no amendments 
referred to in the oath or declaration filed to complete the prior 
application introduced new matter therein.” The requirement 
is unnecessary because any amendment filed to complete the 
prior application would be considered a part of the original 
disclosure of the prior application and, by definition, could not 
contain new matter. Also, paragraph (b)(4) is being amended 
to refer to § 1.17(i). 

Section 1.62(a) is being changed to refer to a prior complete 
“nonprovisional” application and to clarify that a continuing 
application may be filed under § 1.62 after payment of the 
issue fee if a petition under § 1.313(b)(5) is granted in the prior 
application. Section 1.62(a) is also being changed to clarify 
the existing practice that the request for a § 1.62 application 
must include identification of the inventors named in the prior 
application. 

Section |.63(a) is being changed for clarity to refer to an oath 
or declaration filed as a part of a “nonprovisional” application. 

Section 1.67(b) is being changed for clarity to refer to a 
“nonprovisional” application. 

Sections 1.78(a)(1) and (a)(2) are being changed to refer to 
a “nonprovisional” application and to clarify that the nonprovi- 
sional application may claim the benefit of one or more prior 
copending nonprovisional applications or international applica- 
tions designating the United States of America. Section 
1.78(a)(1 (ii) is being changed to retain the reference to § 1.60. 
Section 1.78(a)(1)(iii) is being retained and amended to refer 
to §§ 1.53(b)(1) and 1.53(d)(1). 

Sections 1.78(a)(3) and (a)(4) are being changed to refer to 
a “nonprovisional” application and to clarify that the nonprovi- 
sional application may claim the benefit of one or more prior 
copending provisional applications. 

Section 1.78(a)(3) is also being changed to remind applicants 
and practitioners that when the last day of pendency of a provi- 
sional application falls on a Saturday, Sunday, or Federal hol- 
iday within the District of Columbia, any nonprovisional 
application claiming benefit of the provisional application must 
be filed prior to the Saturday, Sunday, or Federal holiday within 
the District of Columbia. Section 111(b)(5) of title 35, United 
States Code, states that a provisional application is abandoned 
twelve months after its filing date. Sections 119(e)(1) and (e)(2) 
of title 35, United States Code, require that a nonprovisional 
application claiming benefit of a prior provisional application 
be filed not later than twelve months after the date on which 
the provisional application was filed and that the provisional 
application be pending on the filing date of the nonprovisional 
application. Under §§ 1.6 and 1.10, no filing dates are accorded 
to applications on a Saturday, Sunday, or Federal holiday within 
the District of Columbia. Thus, if a provisional application is 
abandoned by operation of 35 U.S.C. 111(b)(5) on a Saturday, 
Sunday, or Federal holiday within the District of Columbia, a 
nonprovisional application claiming benefit of the provisional 
application under 35 U.S.C. 119(e) must be filed no later than 
the preceding day which is not a Saturday, Sunday, or Federal 
holiday within the District of Columbia. 

Section 1.78(a)(4) is also being changed to delete the require- 
ment that the reference in the nonprovisional application to the 
provisional application indicate the relationship of the applica- 
tions. As a result of the change, § 1.78(a)(4) provides that a 
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nonprovisional application claiming benefit of one or more 
provisional applications must contain a reference to each provi- 
sional application, identifying it as a provisional application 
and including the provisional application number (consisting 
of series code and serial number). However, the section does 
not require the nonprovisional application to identify the non- 
provisional application as a continuation, divisional or continu- 
ation-in-part application of the provisional application. 

Section 1.83(a) is being changed to delete the proposed 
redesignation of paragraph (a) and to delete proposed paragraph 
(a)(2). Also, §§ 1.83(a) and (c) are being changed for clarity 
to refer to a “nonprovisional” application. Further, § 1.83(c) 
is being changed to remove the reference to paragraph (a)(1). 

Section 1.101 is being changed for clarity to refer to a “non- 
provisional” application. 

Sections 1.129(a) and (b) are being changed to identify the 
effective date of 35 U.S.C. 154(a)(2) as June 8, 1995. 

Further, § 1.129(a) is being changed to provide that the first 
and second submissions and fees set forth in § 1.17(r) must 
be filed prior to the filing of an Appeal Brief, rather than prior 
to the filing of the Notice of Appeal, and prior to abandonment 
of the application. The requirement that the fee set forth in § 
1.17(r) be filed within one month of the notice refusing entry 
is being deleted. Section 1.129(a) is also being changed to 
provide that the finality of the final rejection is automatically 
withdrawn upon the timely filing of the submission and payment 
of the fee set forth in § 1.17(r). The language indicating that 
the submission would be entered and considered after timely 
payment of the fee set forth in § 1.17(r) “to the exient that it 
would have been entered and considered if made prior to final 
rejection” is being deleted. In view of the magnitude of the 
fee set forth in § 1.17(r), the next PTO action following timely 
payment of the fee set forth in § 1.17(r) will be equivalent to 
a first action in a continuing application. Under existing PTO 
practice, it would not be proper to make final a first Office action 
in a continuing application where the continuing application 
contains material which was presented in the earlier application 
after final rejection or closing of prosecution but was denied 
entry because (1) new issues were raised that required further 
consideration and/or search, or (2) the issue of new matter was 
raised. The identical procedure will apply to examination of a 
submission considered as a result of the procedure under § 
1.129(a). Thus, under § 1.129(a), if the first submission after 
final rejection was initially denied entry in the application 
because (1) new issues were raised that required further consid- 
eration and/or search, or (2) the issue of new matter was raised, 
then the next action in the application will not be made final. 
Likewise, if the second submission after final rejection was 
initially denied entry in the application because (1) new issues 
were raised that required further consideration and/or search, 
or (2) the issue of new matter was raised, then the next action 
in the application will not be made final. In view of 35 U.S.C. 
132, no amendment considered as a result of the payment of 
the fee set forth in § 1.17(r) may introduce new matter into 
the disclosure of the application. 

Section 1.129(b)(1) is being changed to identify the date 
which is two months prior to the effective date of 35 U.S.C. 
154(a)(2) as April 8, 1995. Section 1.129(b)(1) is also being 
changed to clarify in subsection (ii) that the examiner has not 
made a requirement for restriction in the present or parent 
application prior to April 8, 1995, due to actions by the appli- 
cant. 

Section 1.129(b)(2) is being changed to delete the identifica- 
tion of the period provided for applicants to respond to a notifi- 
cation under § 1.129(b) as one month. The time period for 
response will be identified in any written notification under § 
1.129(b) and will usually be one month, but in no case will it 
be less than thirty days. The period may be extended under § 
1.136(a). The language is also being changed to provide that 
applicant may respond to the notification by (i) electing the 
invention or inventions to be searched and examined, if no 
election has been made prior to the notice, and paying the fee 
set forth in § 1.17(s) for each independent and distinct invention 
claimed in the application in excess of one which applicant 
elects, (ii) confirming an election made prior to the notice and 
paying the fee set forth in § 1.17(s) for each independent and 
distinct invention claimed in the application in addition to the 
one invention which applicant previously elected, or (iii) filing a 
petition under § 1.129(b)(2) traversing the requirement without 
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regard to whether the requirement has been made final. No 
petition fee is required. The section is also being changed to 
provide that if the petition under § 1.129(b)(2) is filed in a 
timely manner, the original time period for electing and paying 
the fee set forth in § 1.17(s) will be deferred and any decision 
on the petition affirming or modifying the requirement will set 
a new time period to elect the invention or inventions to be 
searched and examined and to pay the fee set forth in § 1.17(s) 
for each independent and distinct invention claimed in the 
application in excess of one which applicant elects. 

Section 1.129(c) is being changed to clarify that the provis- 
ions of §§ 1.129(a) and (b) are not applicable to any application 
filed after June 8, 1995. However, any application filed on 
June 8, 1995 would be subject to a 20-year patent term. 

Section 1.137 is being amended by revising paragraph (c) 
to eliminate, in all applications filed on or after June 8, 1995, 
except design applications, the requirement that a terminal 
disclaimer accompany any petition under § 1.137(a) not filed 
within six (6) months of the date of the abandonment of the 
application. The language “filed before June 8, 1995” and “filed 
on or after June 8, 1995” as used in the amended rule, refer 
to the actual United States filing date, without reference to any 
claim for benefit under 35 U.S.C. 120, 121 or 365. No change 
to § 1.137 was proposed in the Notice of Proposed Rulemaking. 
However, in all applications filed on or after June 8, 1995, 
except design applications, any delay in filing a petition under 
§ 1.137(a) will automatically result in the loss of patent term. 
The loss of patent term will be the incentive for applicants to 
promptly file any petition to revive. Therefore, no need is seen 
for requiring a terminal disclaimer in such applications. It would 
amount to a penalty if a terminal disclaimer was required. 

Section 1.316 is being amended by revising paragraph (d) 
to eliminate, in all applications filed on or after June 8, 1995, 
except design applications, the requirement that a terminal 
disclaimer accompany any petition under § 1.316(b) not filed 
within six (6) months of the date of the abandonment of the 
application. Acceptance of a late payment of an issue fee in 
a design application is specifically provided for in § 1.155. 
Therefore, § 1.316 does not apply to design applications. The 
language “filed before June 8, 1995” as used im the amended 
rule, refers to the actual United States filing date, without 
reference to any claim for benefit under 35 U.S.C. 120, 121 
or 365. No change to § 1.316 was proposed in the Notice of 
Proposed Rulemaking. However, in all applications filed on or 
after June 8, 1995, except design applications, any delay in 
filing a petition under § 1.316(b) will automatically result in 
the loss of patent term. The loss of patent term will be the 
incentive for applicants to promptly file any petition under § 
1.316(b). Therefore, no need is seen for requiring a terminal 
disclaimer in such applications. It would amount to a penalty 
if a terminal disclaimer was required. 

Section 1.317 is being amended by removing and reserving 
paragraph (d) to eliminate the requirement that a terminal dis- 
claimer accompany any petition under § 1.317(b) not filed 
within six (6) months of the date of lapse of the patent. No 
change to § 1.317 was proposed in the Notice of Proposed 
Rulemaking. However, the delay in filing a petition under § 
1.317(b) does not result in any gain of patent term. Therefore, 
no reason is seen for requiring a terminal disclaimer in such 
cases. 

Section 1.701(a) is being changed to identify the implementa- 
tion date as June 8, 1995, and to clarify that a proceeding under 
35 U.S.C. 135(a) is an interference proceeding. 

Section 1.701(b) is being changed to provide that the term 
of a patent entitled to an extension under § 1.701 shall be 
extended for the sum of the periods of delay calculated under 
paragraphs (c)(1), (c)(2), (c)(3) and (d) of § 1.701 and the 
extension will run from the expiration date of the patent. The 
reference to a terminal disclaimer is being deleted to be consis- 
tent with § 1.701(a)(3) and to avoid any confusion. 

Section 1.701(c)(1)(i) is being changed for clarity by deleting 
the phrase “if any” after the first occurrence of “interference” 
and by inserting the same phrase after the phrase “the number 
of days.” 

Section 1.701(c)(1)(ii) is being changed to clarify that the 
period referred to ends on the “date of the termination of the 
suspension” rather than on the date of the next PTO communica- 
tion reopening prosecution. 
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Section 1.701(d)(1) is being amended to clarify that the 
“time” referred to is time “during the period of appellate 
review”. 

Section 1.701(d)(2) is being amended to clarify that the 
Commissioner, under the broad discretion granted by 35 U.S.C. 
154(b)(3)(C), has decided to limit consideration of applicant’s 
due diligence only to acts occurring during the period of appel- 
late review. The supplementary information published in the 
Notice of Proposed Rulemaking contained examples of what 
might be considered a lack of due diligence for purposes of § 
1.701(d)(2) as proposed. Specifically, the supplementary infor- 
mation identified requests for extensions of time to respond to 
Office communications, submission of a response which is not 
fully responsive to an Office communication, and filing of 
informal applications as examples. In view of the comments 
received and the language adopted in the final rules, those 
examples are withdrawn. Acts which the Commissioner con- 
siders to constitute prima facie evidence of lack of due diligence 
under § 1.701(d)(2) are suspensions at applicant’s request under 
§ 1.103(a) during the period of appellate review and abandon- 
ments during the period of appellate review. 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Parts | and 3, are 
being amended as indicated below: 


Section 1.1 is being amended to add a paragraph (i) to provide 
a special “Box Provisional Patent Application” address to assist 
the Mail Room in separating and processing provisional appli- 
cations and mail relating thereto. 

Section 1.9 is being amended to redesignate paragraph (a) 
as paragraph (a)(1) and to define a national application as a 
U.S. application for patent which was either filed in the Office 
under 35 U.S.C. 111, or which entered the national stage from 
an international application after compliance with 35 U.S.C. 
371. A new paragraph (a)(2) is being added to define the term 
“provisional application” as a U.S. national application filed 
under 35 U.S.C. 111(b). Also, a new paragraph (a)(3) is being 
added to define the term “nonprovisional application” as a U.S. 
national application for patent which was either filed in the 
Office under 35 U.S.C. 111(a), or which entered the national 
stage from an international application after compliance with 
35 U.S.C. 371. 

Sections 1.12 and 1.14 are being amended to replace the 
references to § 1.17(i)(1) with references to § 1.17(i). 

Sections 1.16(a)-(e) and (g) are being amended to clarify 
that those sections do not apply to provisional applications. 
A complete provisional application does not require claims. 
However, provisional applications may be filed with one or 
more claims as part of the application. Nevertheless, no addi- 
tional claim fee or multiple dependent claim fee will be required 
in a provisional application. Section 1.16(f) is being amended 
to insert the words “basic fee”. Section 1.16(e) refers to “the 
basic filing fee”. Current Office practice allows a design appli- 
cation to be filed without the design filing fee or the oath/ 
declaration as set forth in § 1.53(d)(1). The change to § 1.16(f) 
is merely for clarification. In addition, § 1.16(a) is being 
amended to replace the word “cases” with the word “applica- 
tions”, since the word “applications” is used elsewhere in the 
rule. 

Section 1.16 is also being amended to add a new paragraph 
(k) which lists the basic filing fee for a provisional application 
as $75.00 for a small entity (see §§ 1.9(c)-(f)) or $150.00 for 
other than a small entity as contained in Public Law 103-465. 
Since the filing fee for a provisional application is established 
by Public Law 103-465 as a 35 U.S.C. 41(a) fee, the filing fee 
for a provisional application will be subject to the fifty (50) 
percent reduction provided for in 35 U.S.C. 41(h). 

Further, § 1.16 is being amended to add a new paragraph 
(1) which establishes the surcharge required by new § 1.53(d)(2) 
for filing the basic filing fee or the cover sheet required by 
new § 1.51(a)(2) for a provisional application at a time later 
than the provisional application filing date as $25.00 for a small 
entity or $50.00 for other than a small entity. 

Section 1.17(h) is being amended to clarify that the $130.00 
petition fee for filing a petition for correction of inventorship 
under § 1.48 applies to all patent applications, except provi- 
sional applications. Paragraph (i)(1) is being redesignated as 





January 5, 1999 


paragraph (i) and paragraph (i)(2) is being removed. The fee 
for a petition under § 1.102 to make an application special has 
been placed in paragraph (i). The words “of this part”, in § 1.17, 
paragraphs (h) and (i), are being deleted, since the paragraphs 
currently refer to sections in parts other than Part 1. Section 
1.17(i) is also being amended to clarify that the fee set forth 
in paragraph (i) for filing a petition to accord a filing date under 
§ 1.53 applies to all patent applications, except provisional 
applications. 

A new § 1.17(q) is being added to establish a petition fee 
of $50.00 for filing a petition for correction of inventorship 
under § 1.48 in a provisional application and for filing a petition 
to accord a provisional application a filing date or to convert 
an application filed under § 1.53(b)(1) to a provisional applica- 
tion. The petition fee set forth in § 1.17(q) is not reduced for 
a small entity. 

New §§ 1.17(r) and (s) are being added to establish the fees 
for entry of a submission after final rejection under § 1.129(a) 
and for each additional invention requested to be examined 
under § 1.129(b), respectively. These fees have been set at 
$365.00 for a small entity and $730.00 for other than a small 
entity. 

Section 1.21(1) is being amended to refer to § 1.53(d)(1). 

Section 1.28(a) is being amended to clarify the procedure 
for establishing status as a small entity in a nonprovisional 
application claiming benefit under 35 U.S.C. 119(e), 120, 121, 
or 365(c) of a prior application. In such cases, applicants may 
file a new verified statement or rely on a verified statement 
filed in the prior application, if status as a small entity is still 
proper and desired. If applicants intend to rely on a verified 
statement filed in the prior application, applicants must include 
in the nonprovisional application either a reference to the veri- 
fied statement filed in the prior application or a copy of the 
verified statement filed in the prior application. Status as a 
small entity may be established in a provisional application by 
complying with existing § 1.27. 

Section 1.45(c) is being amended to clarify that the first 
sentence applies to a “nonprovisional” application. Section 
1.45(c) is also being amended to add a second sentence relating 
to joint inventors named in a provisional application. The 
second sentence states that each inventor named in a provisional 
application must have made a contribution to the subject matter 
disclosed in the provisional application. All that § 1.45(c), 
second sentence, requires is that if a person is named as an 
inventor in a provisional application, that person must have 
made a contribution to the subject matter disclosed in the provi- 
sional application. 

Sections 1.48(a)-(c) are being amended to specify that the 
procedures for correcting an error in inventorship set forth 
in those sections apply to nonprovisional applications. New 
paragraph (d) is being added to establish a procedure for adding 
the name of an inventor in a provisional application, where the 
name was originally omitted without deceptive intent. Para- 
graph (d) does not require the verified statement of facts by 
the original inventor or inventors, the oath or declaration by 
each actual inventor in compliance with § 1.63 or the consent of 
any assignee as required in paragraph (a). Instead, the procedure 
requires the filing of a petition identifying the name or names 
of the inventors to be added and including a statement that the 
name or names of the inventors were omitted through error 
without deceptive intention on the part of the actual inventor(s). 
The statement would be required to be verified if made by a 
person not registered to practice before the PTO. The statement 
could be signed by a registered practitioner of record in the 
application or acting in a representative capacity under § 
1.34(a). The $50.00 petition fee set forth in § 1.17(q) would 
also be required. New paragraph (e) is also being added setting 
forth the procedure for deleting the name of a person who was 
erroneously named as an inventor in a provisional application. 
The procedure requires an amendment deleting the name of 
the person who was erroneously named accompanied by: a 
petition including a statement of facts verified by the person 
whose name is being deleted establishing that the error occurred 
without deceptive intention; the fee set forth in § 1.17(q); and 
the written consent of any assignee. 

Section 1.51 is being amended to redesignate § 1.51(a) as 
§ 1.51(a)(1) and to include a new paragraph (a)(2) identifying 
the required parts of a complete provisional application. As set 
forth in § 1.51(a)(2), a complete provisional application 
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includes a cover sheet, a specification as prescribed in 35 U.S.C. 
112, first paragraph, any necessary drawings and the provisional 
application filing fee. A suggested cover sheet format for a 
provisional application is included as an Appendix A to this 
Notice of Final Rulemaking and is available from the PTO free 
of charge to the public. However, the rule does not require the 
applicant to use the PTO suggested cover sheet. Any paper 
containing the information required in § 1.51(a)(2)(i) will be 
acceptable. The cover sheet is required to identify the paper 
as a provisional application and to provide the information 
which is necessary for the PTO to prepare the provisional 
application filing receipt. Also, the residence of each named 
inventor and, if the invention disclosed in the provisional appli- 
cation was made by an agency of the U.S. Government or 
under a contract with an agency of the U.S. Government, the 
name of the U.S. Government agency and Government contract 
number must be identified on the cover sheet. 

Section 1.51(b) is being amended to indicate that an informa- 
tion disclosure statement is not required and may not be filed 
in a provisional application. Any information disclosure state- 
ments filed in a provisional application will either be retumed 
or disposed of at the convenience of the Office. An information 
disclosure statement filed in a § 1.53(b)(1) application which 
has been converted to a provisional application will be retained 
in the application after the conversion, if the information disclo- 
sure statement was filed before the petition required by § 
1.53(b)(2)(ii) was filed. 

The title of § 1.53 and paragraph (a) are being amended 
to refer to application number, rather than application serial 
number. The term “application number” is found in current § 
1.5(a). 

Section 1.53(b) is being redesignated as § 1.53(b)(1) and is 
being amended to refer to § 1.17(i) rather than § 1.17(i)(1) to 
conform to the change therein. 

A new § 1.53(b)(2) is being added to set forth the require- 
ments for obtaining a filing date for a provisional application. 
Section 1.53(b)(2) states that a filing date will be accorded to 
a provisional application as of the date the specification as 
prescribed by 35 U.S.C. 112, first paragraph, any necessary 
drawings, and the name of each inventor of the subject matter 
disclosed are filed in the PTO. The filing date requirements 
for a provisional application set forth in new paragraph (b)(2) 
parallel the existing requirements set forth in former paragraph 
(b), now redesignated paragraph (b)(1), except that no claim is 
required. In order to minimize the cost of processing provisional 
applications and to reduce the handling of provisional applica- 
tions, amendments, other than those required to make the provi- 
sional application comply with applicable regulations, are not 
permitted after the filing date of the provisional application. 

Section 1.53(b)(2)(i) is being added requiring all provisional 
applications to be filed with a cover sheet identifying the appli- 
cation as a provisional application. The section also indicates 
that the PTO will treat an application as having been filed 
under § 1.53(b)(1), unless the application is identified as a 
provisional application on filing. A provisional application, 
which is identified as such on filing, but which does not include 
all of the information required by § 1.51(a)(2)(i) would still 
be treated as a provisional application. However, the omitted 
information and a surcharge would be required to be submitted 
at a later date under new § 1.53(d)(2). 

Section 1.53(b)(2)(ii) is being added to establish a procedure 
for converting an application filed under § 1.53(b)(1) to a 
provisional application. The section requires that a petition 
requesting the conversion and a petition fee be filed in the § 
1.53(b)(1) application prior to the earlier of the abandonment 
of the § 1.53(b)(1) application, the payment of the issue fee, 
the expiration of twelve (12) months after the filing date of 
the § 1.53(b)(1) application, or the filing of a request for a 
statutory invention registration under § 1.293. The grant of any 
such petition would not entitle applicant to a refund of the fees 
properly paid in the application filed under § 1.53(b)(1). 

Section 1.53(b)(2)(iii) is being added to call attention to the 
provisions of Public Law 103-465 which prohibit any provi- 
sional application from claiming a right of priority under 35 
U.S.C. 119 or 365(a) or the benefit of an earlier filing date 
under 35 U.S.C. 120, 121 or 365(c) of any other application. 
The section also calls attention to the provisions of Public Law 
103-465 which provide that no claim for benefit of an earlier 
filing date may be made in a design application based on a 
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provisional application and that no request for a statutory inven- 
tion registration may be filed in a provisional application. Sec- 
tion 1.53(b)(2)(iii) further specifies that the requirements of §§ 
1.821-1.825 are not mandatory for provisional applications. 
However, applicants are reminded that an invention being 
claimed in an application filed under 35 U.S.C. 111(a) or 365 
which claims benefit under 35 U.S.C. 119(e) of a provisional 
application must be disclosed in the provisional application in 
the manner provided by the first paragraph of 35 U.S.C. 112. 
Voluntary compliance with the requirements of §§ 1.821-1.825 
in the provisional application is recommended, in order to 
ensure that support for the invention claimed in the 35 
U.S.C.111(a) application can be readily ascertained in the provi- 
sional application. 

Section 1.53(c) is being amended to require that any request 
for review of a refusal to accord an application a filing date 
be made by way of a petition accompanied by the fee set forth 
in § 1.17(i), if the application was filed under § 1.53(b)(1), or 
by the fee set forth in § 1.17(q), if the application was filed 
under § 1.53(b)(2). This reflects the current practice set forth 
in the Manual of Patent Examining Procedure (MPEP), section 
506.02 (Sixth Edition, Jan. 1995) with regard to any request 
for review of a refusal to accord a filing date for an application. 
The PTO will continue its current practice of refunding the 
petition fee, if the refusal to accord the requested filing date 
is found to have been a PTO error. 

Section 1.53(d) is being redesignated as § 1.53(d)(1). 

Section 1.53(d)(2) is being added to provide that a provisional 
application may be filed without the basic filing fee and without 
the complete cover sheet required by § 1.51(a)(2). In such a 
case, the applicant will be notified and given a period of time 
in which to file the missing fee, and/or cover sheet and to pay 
the surcharge set forth in § 1.16(1). 

Section 1.53(e) is being redesignated as § 1.53(e)(1) and 
amended to refer to § 1.53(b)(1). Also, a new § 1.53(e)(2) is 
being added to indicate that a provisional application will not 
be given a substantive examination and will be abandoned no 
later than twelve (12) months after its filing date. 

Sections 1.55(a) and (b) are being amended to clarify that 
the sections apply to nonprovisional applications and to clarify 
that a nonprovisional application may claim the benefit of one 
or more prior foreign applications or one or more applications 
for inventor’s certificate. Also, § 1.55(a) is being amended to 
replace the reference to 35 U.S.C. 119 with a reference to 35 
U.S.C. 119(a)-(d). In addition, the reference to § 1.17(i)(1) in 
§ 1.55(a) is being replaced by a reference to § 1.17(i) to be 
consistent with the change to § 1.17. Section 1.55(b) is also 
being amended to refer to 35 U.S.C. 119(d) to conform to the 

designations contained in Public Law 103-465. 

Section 1.59 is being amended to clarify that the retention 
fee practice set forth in § 1.53(d)(1) applies only to applications 
filed under § 1.53(b)(1). 

Section 1.60 is being amended to clarify in the title of the 
section and in paragraph (b)(1) that the procedure set forth in the 
section is only available for filing a continuation or divisional 
application if the prior application was a nonprovisional appli- 
cation and complete as set forth in § 1.51(a)(1). Paragraph 
(b)(4) is being amended to delete the requirement that the 
statement which must accompany the copy of the prior applica- 
tion include the language that “no amendments referred to in 
the oath or declaration filed to complete the prior application 
introduced new matter therein.” The requirement is unnecessary 
because any amendment filed to complete the prior application 
would be considered a part of the original disclosure of the 
prior application and, by definition, could not contain new 
matter. Also, paragraph (b)(4) is being amended to refer to § 
1.17(i). 


Section | .62(a) is being amended to clarify that the procedure 
set forth in the section is only available for filing a continuation, 
continuation-in-part, or divisional application of a prior nonpro- 


visional application which is complete as defined in § 
1.51(a)(1). Section 1.62(a) is also being amended to clarify 
that a continuing application may be filed under § 1.62 after 
payment of the issue fee if a petition under § 1.313(b)(5) is 
granted in the prior application and that the request for a § 
1.62 application must include identification of the inventors 
named in the prior application. The phrase “Serial number, 
filing date” in § 1.62(a) is being changed to “application 
number.” 
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Section 1.62(e) is being amended to replace the reference 
to § 1.17(i)(1) with a reference to § 1.17(i) to be consistent 
with the change to § 1.17. Also, the term “application serial 
number” in § 1.62(e) is being changed to “application number.” 

Section 1.63(a) is being amended to replace the reference 
to § 1.51(a)(2) with a reference to § 1.51(a)(1)(ii) in order to 
conform with the changes in § 1.51 and to refer to an oath or 
declaration filed as a part of a nonprovisional application. 

Section 1.67(b) is being amended to replace the reference 
to § 1.53(d) with a reference to § 1.53(d)(1) in order to conform 
with the changes in § 1.53. Furthermore, the references to §§ 
1.53(b) and 1.118 are being deleted to make clear that the new 
matter exclusion applies to all applications including those filed 
under §§ 1.60 and 1.62.Also, the section is being amended to 
refer to a nonprovisional application. 

Sections 1.78(a)(1) and (a)(2) are being amended to clarify 
that the sections apply to nonprpvisional applications claiming 
the benefit of one or more copending nonprovisional applica- 
tions or international applications designating the United States 
of America. Section 1.78(a)(1)(iii) is being amended to refer 
to §§ 1.53(b)(1) and 1.53(d)(1). Section 1.78(a)(2) is also being 
amended to eliminate the use of serial number and filing date 
as an identifier for a prior application. The section will require 
that the prior application be identified by application number 
(consisting of the series code and serial number) or international 
application number and international filing date. 

Sections 1.78(a)(3) and (a)(4) are being added to set forth 
the conditions under which a nonprovisional application may 
claim the benefit of one or more prior copending provisional 
applications. The later filed nonprovisional application must 
be an application other than for a design patent and must be 
copending with each provisional application. There must be a 
common inventor named in the prior provisional application 
and the later filed nonprovisional application. Each prior provi- 
sional application must be complete as set forth in § 1.51(a)(2), 
or entitled to a filing date as set forth in § 1.53(b)(2) and 
include the basic filing fee. Section 1.78(a)(3) also includes 
the warning that when the last day of pendency of a provisional 
application falls on a Saturday, Sunday, or Federal holiday 
within the District of Columbia, any nonprovisional application 
claiming benefit of the provisional application must be filed 
prior to the Saturday, Sunday, or Federal holiday within the 
District of Columbia. A provisional application may be aban- 
doned by operation of 35 U.S.C. 111(b)(5) on a Saturday, 
Sunday, or Federal holiday within the District of Columbia, in 
which case, a nonprovisional application claiming benefit of 
the provisional application under 35 U.S.C. 119(e) must be 
filed no later than the preceding day which is not a Saturday, 
Sunday, or Federal holiday within the District of Columbia. 

Section 1.78(a)(4) is also being added to provide that a 
nonprovisional application claiming benefit of one or more 
provisional applications must contain a reference to each provi- 
sional application, identifying it as a provisional application 
and including the provisional application number (consisting 
of series code and serial number). The section does not require 
the nonprovisional application to identify the nonprovisional 
application as a continuation, divisional or continuation-in-part 
application of the provisional application. 

Sections 1.83(a) and (c) are being amended to clarify that 
the sections apply to nonprovisional applications. 

Section 1.97(d) is being amended to replace the reference 
to § 1.17(i)(1) with a reference to § 1.17(i) to be consistent 
with the change to § 1.17. 

Section 1.101(a) is being amended to indicate that the section 
applies to nonprovisional applications. 

Section 1.102(d) is being amended to replace the reference 
to § 1.17(i)(2) with a reference to § 1.17(i) to be consistent 
with the change to § 1.17. 

Section 1.103(a) is amended to replace the reference to § 
1.17(i)(1) with a reference to § 1.17(i) to be consistent with 
the change to § 1.17. 

Section 1.129 is being added to set forth the procedure for 
implementing certain transitional provisions contained in Public 
Law 103-465. Section 1.129(a) provides for limited reexamina- 
tion of applications pending for 2 years or longer as of June 
8, 1995, taking into account any reference to any earlier applica- 
tion under 35 U.S.C. 120, 121 or 365(c). An applicant will be 
entitled to have a first submission entered and considered on 
the merits after final rejection if the submission and the fee 
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set forth in § 1.17(r) are filed prior to the filing of an Appeal 
Brief and prior to abandonment of the application. Section 
1.129(a) also provides that the finality of the final rejection is 
automatically withdrawn upon the timely filing of the submis- 
sion and payment of the fee set forth in § 1.17(r). After submis- 
sion and payment of the fee set forth in § 1.17(r), the next 
PTO action on the merits may be made final only under the 
conditions currently followed by the PTO for making a first 
action in a continuing application final. If a subsequent final 
rejection is made in the application, applicant would be entitled 
to have a second submission entered and considered on the 
merits under the same conditions set forth for consideration of 
the first submission. Section |.129(a) defines the term “submis- 
sion” as including, but not limited to, an information disclosure 
statement, an amendment to the written description, claims or 
drawings, and a new substantive argument or new evidence 
in support of patentability. For example, the submission may 
include an amendment, a new substantive argument and an 
information disclosure statement. In view of the fee set forth 
in § 1.17(r), any information disclosure statement previously 
refused consideration in the application because of applicant’s 
failure to comply with § 1.97(c) or (d) or which is filed as part 
of either the first or second submission will be treated as though 
it had been filed within one of the time periods set forth in § 
1.97(b) and will be considered without the petition and petition 
fee required in § 1.97(d), if it complies with the requirements 
of § 1.98. In view of 35 U.S.C. 132, no amendment considered 
as a result of the payment of the fee set forth in § 1.17(r) may 
introduce new matter into the disclosure of the application. 
Section 1.129(b)(1) is being added to provide for examination 
of more than one independent and distinct invention in certain 
applications pending for 3 years or longer as of June 8, 1995, 
taking into account any reference to any earlier application 
under 35 U.S.C. 120, 121 or 365(c). Under § 1.129(b)(1), 
a requirement for restriction or for the filing of divisional 
applications would only be made or maintained in the applica- 
tion after June 8, 1995, if: (1) the requirement was made in 
the application or in an earlier application relied on under 35 
U.S.C. 120, 121 or 365(c) prior to April 8, 1995; (2) the 
examiner has not made a requirement for restriction in the 
present or parent application prior to April 8, 1995, due to 
actions by the applicant; or (3) the required fee for examination 
of each additional invention was not paid. Under § 1.129(b)(2), 
if the application contains claims to more than one independent 
and distinct invention, and no requirement for restriction or for 
the filing of divisional applications can be made or maintained, 
applicant will be notified and given a time period to (i) elect 
the invention or inventions to be searched and examined, if no 
election has been made prior to the notice, and pay the fee set 
forth in § 1.17(s) for each independent and distinct invention 
claimed in the application in excess of one which applicant 
elects, (ii) in situations where an election was made in response 
to a requirement for restriction that cannot be maintained, con- 
firm the election made prior to the notice and pay the fee set 
forth in § 1.17(s) for each independent and distinct invention 
claimed in the application in addition to the one invention 
which applicant previously elected, or (iii) file a petition under 
§ 1.129(b)(2) traversing the requirement without regard to 
whether the requirement has been made final. No petition fee 
is required. Section 1.129(b)(2) also provides that if the petition 
is filed in a timely manner, the original time period for electing 
and paying the fee set forth in § 1.17(s) will be deferred and 
any decision on the petition affirming or modifying the require- 
ment will set a new time period to elect the invention or inven- 
tions to be searched and examined and to pay the fee set forth 
in § 1.17(s) for each independent and distinct invention claimed 
in the application in excess of one which applicant elects. Under 
§ 1.129(b)(3), each additional invention for which the required 
fee set forth in § 1.17(s) has not been paid will be withdrawn 
from consideration under § 1.142(b). An applicant who desires 
examination of an invention so withdrawn from consideration 
can file a divisional application under 35 U.S.C. 121. 
Section 1.129(c) is being added to clarify that the provisions 
of §§ 1.129(a) and (b) are not applicable to any application 
filed after June 8, 1995. However, any application filed on 
June 8, 1995, would be subject to a 20-year patent term. 
Section 1.137 is being amended by revising paragraph (c) 
to eliminate, in all applications filed on or after June 8, 1995, 
except design applications, the requirement that a terminal 
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disclaimer accompany any petition under § 1.137(a) not filed 
within six (6) months of the date of the abandonment of the 
application. The language “filed before June 8, 1995” and “filed 
on or after June 8, 1995” as used in the amended rule, refer 
to the actual United States filing date, without reference to any 
claim for benefit under 35 U.S.C. 120, 121 or 365. 

Section 1.139 is being added to set forth the procedure for 
reviving a provisional application where the delay was unavoid- 
able or unintentional. Section 1.139(a) addresses the revival of 
a provisional application where the delay was unavoidable and 
§ 1.139(b) addresses the revival of a provisional application 
where the delay was unintentional. Applicant may petition to 
have an abandoned provisional application revived as a pending 
provisional application for a period of no longer than twelve 
months from the filing date of the provisional application where 
the delay was unavoidable or unintentional. It would be permis- 
sible to file a petition for revival later than twelve months from 
the filing date of the provisional application but only to revive 
the application for the twelve-month period following the filing 
of the provisional application. Thus, even if the petition were 
granted to reestablish the pendency up to the end of the twelve- 
month period, the provisional application would not be consid- 
ered pending after twelve months from its filing date. The 
requirements for reviving an abandoned provisional application 
set forth in § 1.139 parallel the existing requirements set forth 
in § 1.137. 

Sections 1.177, 1.312(b), 1.313(a), and 1.314 are being 
amended to replace the references to § 1.17(i)(1) with references 
to § 1.17(i) to be consistent with the change to § 1.17. 

Section 1.316(d) is being amended to eliminate, in all appli- 
cations filed on or after June 8, 1995, except design applications, 
the requirement that a terminal disclaimer accompany any peti- 
tion under § 1.316(b) not filed within six (6) months of the 
date of the abandonment of the application. Acceptance of a late 
payment of an issue fee in a design application is specifically 
provided for in § 1.155. Therefore, § 1.316 does not apply to 
design applications. The language “filed before June 8, 1995” 
as used in the amended rule, refers to the actual United States 
filing date, without reference to any claim for benefit under 
35 U.S.C. 120, 121 or 365. 

Section 1.317(d) is being removed and reserved to eliminate 
the requirement that a terminal disclaimer accompany any peti- 
tion under § 1.317(b) not filed within six (6) months of the 
date of lapse of the patent. 

Section 1.666 is being amended to replace the reference to 
§ 1.17(i)(1) with a reference to § 1.17(i) to be consistent with 
the change to § 1.17. 

Section 1.701 is being added to set forth the procedure the 
PTO will follow in calculating the length of any extension of 
patent term to which an applicant is entitled under 35 U.S.C. 
154(b) where the issuance of a patent on an application, other 
than for designs, filed on or after June 8, 1995, was delayed 
due to certain causes of prosecution delay. Applicants need not 
file a request for the extension of patent term under § 1.701. 
The extension of patent term is automatic by operation of law. 
It is currently anticipated that applicant will be advised as to 
the length of any patent term extension at the time of receiving 
the Notice of Allowance and Issue Fee Due. Review of the 
length of a patent term extension calculated by the PTO under 
§ 1.701 prior to the issuance of the patent would be by way 
of petition under § 1.181. If an error is noted after the patent 
issues, patentee and any third party may seek correction of the 
period of patent term granted by filing a request for Certificate 
of Correction pursuant to § 1.322. The PTO intends to identify 
the length of any patent term extension calculated under § 
1.701 on the printed patent. 

Section 1.701(a) is being added to identify those patents 
which are entitled to an extension of patent term under 35 
U.S.C. 154(b). 

Section 1.701(b) is being added to provide that the term of 
a patent entitled to extension under § 1.701(a) shall be extended 
for the sum of the periods of delay calculated under §§ 
1.701(c)(1), (c)(2), (c)(3) and (d), to the extent that those periods 
are not overlapping, up to a maximum of five years. The section 
also provides that the extension will run from the expiration 
date of the patent. 

Section 1.701(c)(1) is being added to set forth the method 
for calculating the period of delay where the delay was a result 
of an interference proceeding under 35 U.S.C. 135(a). The 
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period of delay with respect to each interference in which the 
application was involved is calculated under § 1.701(c)(1)(i) 
to include the number of days in the period beginning on the 
date the interference was declared or redeclared to involve the 
application in the interference and ending on the date that the 
interference was terminated with respect to the application. An 
interference is considered terminated as of the date the time 
for filing an appeal under 35 U.S.C. 141 or civil action under 
35 U.S.C. 146 expired. If an appeal under 35 U.S.C. 141 is 
taken to the Court of Appeals for the Federal Circuit, the 
interference terminates on the date of receipt of the court’s 
mandate by the PTO. If a civil action is filed under 35 U.S.C. 
146, and the decision of the district court is not appealed, the 
interference terminates on the date the time for filing an appeal 
from the court’s decision expires. See section 2361 of the 
MPEP. The period of delay with respect to an application 
suspended by the PTO due to interference proceedings under 
35 U.S.C. 135(a) not involving the application is calculated 
under § 1.701(c)(1)(ii) to include the number of days in the 
period beginning on the date prosecution in the application is 
suspended due to interference proceedings not involving the 
application and ending on the date of the termination of the 
suspension. The period of delay under § 1.701(a)(1) is the sum 
of the periods calculated under §§ 1.701(c)(1)(i) and (c)(1 (ii), 
to the extent that the periods are not overlapping. 

Section 1.701(c)(2) is being added to set forth the method 
for calculating the period of delay where the delay was a result 
of the application being placed under a secrecy order. 

Section 1.701(c)(3) is being added to set forth the method 
for calculating the period of delay where the delay was a result 
of appellate review. The period of delay is calculated under § 
1.701(c)(3) to include the number of days in the period begin- 
ning on the date on which an appeal to the Board of Patent 
Appeals and Interferences was filed under 35 U.S.C. 134 and 
ending on the date of a final decision in favor of the applicant 
by the Board of Patent Appeals and Interferences or by a Federal 
court in an appeal under 35 U.S.C. 141 or a civil action under 
35 U.S.C. 145. 

Section 1.701(d) is being added to set forth the method 


for calculating any reduction in the period calculated under § 


1.701(c)(3). As required by 35 U.S.C. 154(b)(3)(B), § 
1.701(d)(1) provides that the period of delay calculated under 
§ 1.701(c)(3) shall be reduced by any time during the period 
of appellate review that occurred before three years from the 
filing date of the first national application for patent presented 
for examination. The “filing date” for the purpose of § 
1.701(d)(1) would be the earliest effective U.S. filing date, but 
not including the filing date of a provisional application or 
the international filing date of a PCT application. For PCT 
applications entering the national stage, the PTO will consider 
the “filing date” for the purpose of § 1.701(d)(1) to be the date 
on which applicant has complied with the requirements of § 
1.494(b), or § 1.495(b), if applicable. 

As contained in Public Law 103-465, 35 U.S.C. 154(b)(3)(C) 
states that the period of extension referred to in 35 U.S.C. 
154(b)(2) “shall be reduced for the period of time during which 
the applicant for patent did not act with due diligence, as 
determined by the Commissioner.” Section 1.701(d)(2) is being 
added to provide that the period of delay calculated under § 
1.701(c)(3) shall be reduced by any time during the period of 
appellate review, as determined by the Commissioner, during 
which the applicant for patent did not act with due diligence. 
Section 1.701(d)(2) also provides that in determining the due 
diligence of an applicant, the Commissioner may examine the 
facts and circumstances of the applicant’s actions during the 
period of appellate review to determine whether the applicant 
exhibited that degree of timeliness as may reasonably be 
expected from, and which is ordinarily exercised by, a person 
during a period of appellate review. Acts which the Commis- 
sioner considers to constitute prima facie evidence of tack of 
due diligence under § 1.701(d)(2) are suspension at applicant’s 
request under § |.103(a) during the period of appellate review 
and abandonment during the period of appellate review. 

Section 3.21 is being amended to provide that an assignment 
relating to a national patent application must identify the 
national patent application by the application number (con- 
sisting of the series code and the serial number, e.g., 07/ 
123,456) and to eliminate the use of serial number and filing 
date as an identifier for national patent applications in assign- 


OFFICIAL GAZETTE 


January 5, 1999 


ment documents. This change is intended to eliminate any 
confusion as to whether an application identified by its serial 
number and filing date in an assignment document is an applica- 
tion filed under § 1.53(b)(1), 1.60 or 1.62 or a design application 
or a provisional application since there is a different series 
code assigned to each of these types of applications. 

Section 3.21 is also being amended to provide that if an 
assignment of a patent application filed under § 1.53(b)(1) or 
§ 1.62 is executed concurrently with, or subsequent to, the 
execution of the patent application, but before the patent appli- 
cation is filed, it must identify the patent application by its date 
of execution, name of each inventor, and title of the invention 
so that there can be no mistake as to the patent application 
intended. 

Further, § 3.21 is being amended to provide that if an assign- 
ment of a provisional application is executed before the provi- 
sional application is filed, it must identify the provisional 
application by name of each inventor and title of the invention 
so that there can be no mistake as to the provisional application 
intended. 

Section 3.81 is being amended to replace the reference to § 
1.17(i)(1) with a reference to § 1.17(i) to be consistent with 
the change to § 1.17. 


Responses to and Analysis of Comments: Forty-nine written 
comments were received in response to the Notice of Proposed 
Rulemaking. These comments, along with those made at the 
public hearing, have been analyzed. Some suggestions made 
in the comments have been adopted and others have not been 
adopted. Responses to the comments follow: 


General Comments 


1. Comment: One comment questioned the use of the word 
“proposed” in the notice of proposed rulemaking in describing 
the statutory amendments contained in Public Law 103-465. 
Response: The statutory changes contained in Public Law 103- 
465 were described as “proposed” changes in the Notice of 
Proposed Rulemaking because the President had not signed the 
legislation at the time the notice was prepared for publication. 
In fact, the legislation was signed by the President on December 
8, 1994, which is the date of enactment. 

2. Comment: Several comments urged the PTO to favorably 
consider the 17/20 patent term specified in H.R. 359 since this 
proposed legislation would overcome the existing impact of 
extended PTO prosecution and eliminate patent term extensions 
for prosecution delays. Furthermore, the proposed legislation 
is consistent with the Uruguay Round Agreements Act, Public 
Law 103-465. 

Response: The administration and the PTO strongly believe 
that the 20-year patent term as enacted in Public Law 103-465 
is the appropriate way to implement the 20-year patent term 
required by the GATT Uruguay Round Agreements Act. The 
PTO will take steps to ensure that processing and examination 
of applications are handled expeditiously. 

3. Comment: One comment stated that the proposed rules are 
premature in view of the Rohrabacher bill, H.R. 359. 
Response: The proposed rules are not premature. Public Law 
103-465 was signed into law on December 8, 1994, with an 
effective date of June 8, 1995, for the implementation of the 
20-year patent term and provisional applications. The Commis- 
sioner must promulgate regulations to implement the changes 
required by Public Law 103-465. 

4. Comment: One comment stated that there is nothing in the 
TRIPs agreement that requires ihe term to be measured from 
filing, nor that provisional applications be provided for, nor 
that new fees of $730 as set forth in §§ 1.17(r) and (s) be 
established. It is suggested that 35 U.S.C. 154 be amended to 
provide that “every patent (other than a design patent) shall be 
granted a term of twenty years from the patent issue date, subject 
to the payment of maintenance fees.” It was also suggested that 
the section regarding maintenance fees be amended to add a 
new fee payable at 16.5 years of $5000 (for large entity)/$2500 
(for small entity) for maintenance of patent between 17 and 
20 years. 

Response: The suggestion has not been adopted. The adminis- 
tration and the PTO strongly believe that the 20-year patent 
term as enacted in Public Law 103-465 is the appropriate way 
to implement the 20-year patent term required by the GATT 
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Uruguay Round Agreements Act. The establishment of a provi- 
sional application is not required by GATT. The provisional 
application has been adopted as a mechanism to provide easy 
and inexpensive entry into the patent system. The filing of 
provisional applications is optional. Provisional applications 
will place domestic applicants on an equal footing with foreign 
applicants as far as the measurement of term is concemed 
because the domestic priority period, like the foreign priority 
period, is not counted in determining the endpoint of the patent 
term. As to the §§ 1.17(r) and (s) fees, the statute authorizes the 
Commissioner to establish appropriate fees for further limited 
reexamination of applications and for examination of more than 
one independent and distinct inventions in an application. 

5. Comment: One comment suggested that the 20-year patent 
term of claims drawn to new matter in continuation-in-part 
(CIP) applications be measured from the filing date of the CIP 
application, irrespective of any reference to a parent application 
under 35 U.S.C. 120. 

Response: The suggestion has not been adopted. The term of 
a patent is not based on a claim-by-claim approach. Under 35 
U.S.C. 154(a)(2), if an application claims the benefit of the 
filing date of an earlier filed application under 35 U.S.C. 120, 
121 or 365(a), the 20-year term of that application will be 
based upon the filing date of the earliest U.S. application that 
the application makes reference to under 35 U.S.C. 120, 121 
or 365(a). For a CIP application, applicant should review 
whether any claim in the patent that will issue is supported in 
an earlier application. If not, applicant should consider can- 
celing the reference to the earlier filed application. 

6. Comment: One comment objected to the 20-year term provis- 
ions of Public Law 103-465 because it was believed that pay- 
ment of maintenance fees would be required earlier under 20- 
year term than under 17-year term. 

Response: The payment of maintenance fees are not due earlier 
under 20-year term than under 17-year term. Maintenance fees 
continue to be due at 3.5, 7.5 and 11.5 years from the issue 
date of the patent. 

7. Comment: Several comments suggested that the expiration 
date be printed on the face of the patent. 

Response: The suggestion has not been adopted. The expiration 
date will not be printed on the face of the patent. The PTO 
will publish any patent term extension that is granted as a result 
of administrative delay pursuant to § 1.701 on the face of the 
patent. The term of a patent will be readily discernible from 
the face of the patent. Furthermore, it is noted that the term 
of a patent is dependent on the timely payment of maintenance 
fees which is not printed on the face of the patent. 

8. Comment: One comment suggested that in order to aid the 
bar in advising clients as to whether a provisional application 
has had its priority claimed in a patent, the PTO should 
somehow link the provisional application number with the com- 
plete application number and/or the patent number. 
Response: \t is contemplated by the PTO that all provisional 
applications will be given application numbers, starting with 
a series code “60” followed by a six digit number, e.g., “60/ 
123,456.” If a subsequent 35 U.S.C. 111(a) application claims 
the benefit of the filing date of the provisional application 
pursuant to 35 U.S.C. 119(e) and the 35 U.S.C. 111(a) applica- 
tion results in a patent, the provisional application would be 
listed by its application number and filing date on the face of 
the patent under the heading “Related U.S. Application Data.” 
The public will be able to identify an application under the 
above-noted heading as a provisional application by checking 
to see if it has a series code of “60.” 

9. Comment: Several comments suggested that the PTO con- 
sider modifying the rules to permit the filing of all applications 
by assignees. This would promote harmonization with other 
patent laws throughout the world and would eliminate one of 
the difficulties which will occur for the PTO in considering 
claims for priority based on the filing of a provisional applica- 
tion. 

Response: Assignee filing was recommended in the 1992 Advi- 
sory Commission Report on Patent Law Reform. The PTO is 
currently undertaking a project to reengineer the entire patent 
process. The suggestion will be taken under advisement in that 


ject. 
10. Comment: Several comments stated that a complete provi- 
sional application should not be forwarded to a central reposi- 
tory for storage. 
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Response: In view of the relatively small filing fee for a provi- 
sional application and the fact that the provisional application 
will not be examined, PTO handling must be kept to a minimum 
and these provisional applications, once complete, will be sent 
to the Files Repository for storage rather than being kept in 
the examination area of the PTO. 

11. Comment: One comment suggested that the provisional 
application be maintained with the 35 U.S.C. 11 1(a) application 
because the examiner may need it to determine whether the 
35 U.S.C. 111(a) application is entitled to the benefit of the 
prior provisional application and in the event of 18-month 
publication, there will be a demand for accessibility by the 
public to the provisional and 35 U.S.C. 111(a) applications 
upon publication. 

Response: The suggestion has not been adopted. Benefit of the 
same provisional application may be claimed in a number of 
35 U.S.C. 111(a) applications. If the PTO is to maintain the 
provisional application file with one of several 35 U.S.C. 11 1(a) 
applications claiming benefit of the provisional application and 
the 35 U.S.C. 111(a) application containing the provisional 
application file were to go abandoned while one of the other 
35 U.S.C. 111(a) applications issues, the public would be enti- 
tled to inspect the provisional application file but not the aban- 
doned 35 U.S.C. 111(a) application file containing the 
provisional application file. This would create access problems. 
12. Comment: One comment suggested that provisional applica- 
tions be available in full to the public if the benefit of priority 
is being claimed. 

Response: Section 1.14 relating to access applies to all applica- 
tions including provisional applications. If the benefit of a 
provisional application is claimed in a later filed 35 U.S.C. 
111(a) application which resulted in a patent, then access to 
the provisional application will be available to the public pur- 
suant to § 1.14. The mere fact that a provisional application 
is claimed in a later filed 35 U.S.C. 111(a) application does 
not give the public access to the provisional application unless 
the 35 U.S.C. 111(a) application issues as a patent. 

13. Comment: Several comments requested that the PTO clarify 
whether a 35 U.S.C. 111(a) application will be accorded an 
effective date as a reference under 35 U.S.C. 102(e) as of the 
filing date of the provisional application for which benefit under 
35 U.S.C. 119(e) is claimed. If so, the comment questioned 
whether pending applications will be rejected under 35 U.S.C. 
102(e) on the basis that an invention was described in a patent 
granted on a provisional application by another filed in the 
U.S. before the invention thereof by the applicant for patent. 
Response: If a patent is granted on a 35 U.S.C. 111(a) applica- 
tion claiming the benefit of the filing date of a provisional 
application, the filing date of the provisional application will 
be the 35 U.S.C. 102(e) prior art date. A pending application 
will be rejected under 35 U.S.C. 102(e) on the basis that an 
invention was described in a patent granted on a 35 U.S.C. 
111(a) application which claimed the benefit of the filing date 
of a provisional application by another filed in the U.S. before 
the invention thereof by the applicant for patent. 

14. Comment: One comment suggested that the PTO issue a 
final rule stating that if a 35 U.S.C. 111(a) application claims 
the benefit of the filing date of a provisional application, the 
“inventive entity” for the purposes of 35 U.S.C. 102(e) will 
be the inventors listed on the issued patent, and the list of 
inventors in the provisional application shall have no effect on 
the identity of an “inventive entity” for the purposes of 35 
U.S.C. 102(e). 

Response: The suggestion has not been adopted. The “inventive 
entity” for the purpose of 35 U.S.C. 102(e) is determined by 
the patent and not by the inventors named in the provisional 
application. As long as the requirements of 35 U.S.C. 119(e) 
are satisfied, a patent granted on a 35 U.S.C. 111(a) application 
which claimed the benefit of the filing date of a provisional 
application has a 35 U.S.C. 102(e) prior art effect as of the 
filing date of the provisional application based on the inventive 
entity of the patent. It is clear from 35 U.S.C. 102(e) that the 
inventive entity is determined by the patent and a rule to this 
effect is not necessary. 

15. Comment: One comment requested the PTO to express its 
position as to whether the filing of a provisional application 
with the subsequent filing of a 35 U.S.C. 111(a) application 
claiming benefit of the provisional application under 35 U.S.C. 
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119(e) creates a prior art date against other patent applicants 
under 35 U.S.C. 102(g). 

Response: As to 35 U.S.C. 102(g), the filing of a provisional 
application with the subsequent filing of a 35 U.S.C. 111(a) 
application claiming benefit of the provisional application under 
35 U.S.C. 119(e) creates a prior art date under 35 U.S.C. 102(g) 
as of the filing date of the provisional application. 

16. Comment: One comment suggested that in view of the 20- 
year patent term measured from filing, § 1.103(a) should be 
deleted. The PTO should not have the right to suspend action 
on any application, thereby reducing applicant's term of protec- 
tion. 

Response: Section |.103(a) refers to suspension of action as a 
result of a request by applicant. If applicant wishes to suspend 
prosecution and thereby reduce his/her term of protection, appli- 
cant should be permitted to do so. 

17. Comment: One comment suggested that in order to avoid 
delays resulting from consideration of petitions to withdraw 
premature notices of abandonment, examiners should be 
required to contact an attorney of record prior to abandoning 
the application to find out if a response to an Office communica- 
tion has been filed. 

Response: The suggestion has not been adopted. However, in 
order to avoid loss of patent term, applicants are encouraged 
to check on the status in cases where applicants have not 
received a return postcard from the PTO within two (2) weeks 
of the filing of any response to a PTO action. 

18. Comment: One comment asked whether there is a “cut- 
off” date after which patentees may lose the opportunity to 
choose 17 vs. 20-year patent term. 

Response: The “cut-off” date is June 8, 1995. A patent that is 
in force on June 8, 1995, or a patent that issues after June 8, 
1995, on an application filed before June 8, 1995, is automati- 
cally entitled to the longer of the 20-year patent term measured 
from the earliest U.S. effective filing date or 17 years from 
grant. This is automatic by operation of law. Patentees need 
not make any election to be entitled to the longer term. A 
patent that issues on an application filed on or after June 8, 
1995 is entitled to a 20-year patent term measured from the 
earliest U.S. effective filing date. 

19. Comment: One comment stated that there is no clear guid- 
ance as to a patentee’s “bonus rights” that may arise because 
of the difference in a 17-year term vs. a 20-year term. Will 
parties that were previously in a licensing arrangement have 
to renegotiate terms for the bonus patent term? 

Response: Section 154(c) of title 35, United States Code, states 
that the remedies of sections 283 (injunction), 284 (damages) 
and 285 (attorney fees) shall not apply to acts which were 
commenced or for which substantial investment was made 
before June 8, 1995, and became infringing by reason of the 
17/20 year term and that these acts may be continued only 
upon the payment of an equitable remuneration to the patentee 
that is determined in an action brought under chapters 28 and 
29 of Title 35. There is no guidance provided in the statute 
as to the meaning of “substantial investment” and “equitable 
remuneration.” Licensing arrangements are between the parties 
to the agreement and are determined by the terms of the agree- 
ment and state law and are outside the jurisdiction of the PTO. 
20. Comment: One comment questioned whether an interna- 
tional application designating the U.S. filed before June 8, 
1995, with entry into the U.S. national stage on or after June 
8, 1995, preserves the 17-year patent term measured from grant. 
Response: An international application designating the U.S. 
that is filed before June 8, 1995, with entry into the U.S. 
national stage under 35 U.S.C. 371 on or after June 8, 1995, 
preserves the option for a 17-year patent term measured from 
date of grant. 

21. Comment: One comment suggested that 35 U.S.C. 371(c) 
be amended because a declaration should not be required to 
obtain a filing date and a prior art date under 35 U.S.C. 102(e). 
Response: The suggestion has not been adopted. This issue 
was not addressed in the Notice of Proposed Rulemaking. 
However, the suggestion will be taken under advisement as 


part of a comprehensive effort being conducted by the PTO to 
reengineer the entire patent process. 

22. Comment: One comment suggested that §§ 1.604, 1.605 
and 1.607 be amended to state that provisional applications are 
not subject to interference. 
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Response: The suggestion has not been adopted because it 
is unnecessary. By statute, 35 U.S.C. 111(b)(8), provisional 
applications are not subject to 35 U.S.C. 135, i.e., a provisional 
application will not be placed in interference. 

23. Comment: One comment suggested that §§ 1.821-1.825 be 
amended so that (1) only unbranched sequences of ten or more 
amino acids and twenty or more nucleotides which are claimed 
have to be included in Sequence Listings, (2) previously pub- 
lished sequences can be omitted, and (3) the sequences of 
primers and oligonucleotide probes should not be included 
in a Sequence Listing if encompassed by another disclosed 
sequence. 

Response: The suggestion has not been adopted. There was no 
change proposed to §§ 1.821-1.825 in the Notice of Proposed 
Rulemaking. However, the suggestion will be taken under 
advisement as part of a comprehensive effort being conducted 
by the PTO to reengineer the entire patent process. 

24. Comment: One comment suggested that §§ 5.11 to 5.15 
be amended to provide for the grant of a foreign license for a 
provisional application. 

Response: The suggestion has not been adopted. The present 
language of §§ 5.11 to 5.15 already provides for the grant of 
a foreign license for a provisional application. 

25. Comment: One comment suggested that in order to assist 
defense agencies in reviewing application for secrecy orders, 
PTO should (1) automatically impose a secrecy order on any 
application filed under 35 U.S.C. 111(a) if a secrecy order was 
previously imposed on corresponding provisional application, 
and (2) require applications filed under 35 U.S.C. 11 1(a) based 
on a previous provisional application to indicate changes made 
to the provisional application in the 35 U.S.C. 111(a) applica- 
tion by means of underlining and bracketing. 

Response: The suggestions have not been adopted. The PTO 
cannot automatically impose a secrecy order on any 35 U.S.C. 
111(a) applications even if a secrecy order was previously 
imposed on a provisional application, for which benefit under 
35 U.S.C. 119(e) is claimed, unless the agency which imposed 
the secrecy order on the provisional application specifically 
requests the PTO to do so since the 35 U.S.C. 111(a) application 
could disclose subject matter which is different from that which 
is disclosed in the provisional application. 

As to item (2), the PTO will not require applicants to identify 
the differences in subject matter disclosed in the 35 U.S.C. 
111(a) application and the provisional application. 

26. Comment: One comment suggested that in order to relieve 
defense agencies from possible liability for secrecy orders 
imposed for more than 5 years, the PTO should seek legislation 
setting patent term at 20 years from the earliest filing date or 
17 years from the issue date, whichever is longer, for any patent 
application placed under secrecy order. 

Response: The suggestion has not been adopted. The PTO 
strongly believes that the 20-year patent term as enacted in 
Public Law 103-465 is the appropriate way to implement the 
20-year patent term required by the GATT Uruguay Round 
Agreements Act. The 5-year limit for patent term extension 
set forth in § 1.701(b) is required by statute, 35 U.S.C. 154(b). 


Comments Directed To Specific Rules 


27. Comment: One comment suggested that in order to eliminate 
the need for the expression “other than a provisional applica- 
tion” in other parts of the regulations, § 1.9 should be amended 
to identify a 35 U.S.C. 111(a) application by some term that 
can be used in the rules to distinguish that type of application 
from a provisional application. 

Response: The suggestion has been adopted. The rules are being 
amended to include a definition of the term “nonprovisional 
application” in § 1.9(a) to describe an application filed under 
35 U.S.C. 111(a) or 371. Further, the term “nonprovisional 
application” is being used in the final rules where the rule 
applies only to applications filed under 35 U.S.C. 111(a) or 
371 and not to provisional applications. 

28. Comment: One comment suggested that the rules be simpli- 
fied if a “national application” could be defined in § 1.9 to 
exclude a provisional application. 

Response: The suggestion has not been adopted. Section 1.9(a), 
prior to this rulemaking, defined a national application to 
include any application filed under 35 U.S.C. 111. A provisional 
application is an application filed under 35 U.S.C. 111. It is 
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appropriate to define a provisional application as a special type 
of national application. 

29. Comment: One comment requested an explanation of the 
showing required in a petition under §§ 1.12 and 1.14 for access 
to pending applications and to assignment records for pending 
applications. 

Response: There was no substantive change proposed to either 
§ 1.12 or 1.14 in the Notice of Proposed Rulemaking. Thus, 
the showing required in a petition under § 1.12 or 1.14 remains 
the same after this final rulemaking as before. A discussion of 
such a petition can be found in section 103 of the MPEP. 
30. Comment: Several comments objected to the definition in 
§ 1.45(c) of joint inventors in provisional applications as being 
those having made a contribution to “the subject matter dis- 
closed” in the provisional application. Various language, such 
as, “the subject matter which constitutes the invention,” “subject 
matter disclosed and regarded to be the invention,” “disclosed 
invention,” “the inventive subject matter disclosed” was sug- 
gested. Another comment requested guidance as to the determi- 
nation of inventorship in a provisional application. 
Response: The suggestion has not been adopted. The term 
“invention” is typically used to refer to subject matter which 
applicant is claiming in his/her application. Since claims are 
not required in a provisional application, it would not be appro- 
priate to reference joint inventors as those who have made a 
contribution to the “invention” disclosed in the provisional 
application. If the “invention” has not been determined in the 
provisional application because no claims have been presented, 
then the name(s) of those person(s) who have made a contribu- 
tion to the subject matter disclosed in the provisional application 
should be submitted. Section 1.45(c) states that “if multiple 
inventors are named in a provisional application, each named 
inventor must have made a contribution, individually or jointly, 
to the subject matter disclosed in the provisional application.” 
All that § 1.45(c) requires is that if someone is named as an 
inventor, that person must have made a contribution to the 
subject matter disclosed in the provisional application. When 
applicant has determined what the invention ts by the filing of 
the 35 U.S.C. 111(a) application, that is the time when the 
correct inventors must be named. The 35 U.S.C. 11 1(a) applica- 
tion must have an inventor in common with the provisional 
application in order for the 35 U.S.C. 111(a) application to be 
entitled to claim the benefit of the provisional application under 
35 U.S.C. 119%e). 

31. Comment: Several comments suggested that it might be 
desirable to correct inventorship in a provisional application 
where an individual was erroneously named as an inventor and 
that the procedure for doing so should be set forth in § 1.48. 
Response: Under 35 U.S.C. 119(e), as contained in Public Law 
103-465, a later filed application under 35 U.S.C. 111(a) may 
claim priority benefits based on a copending provisional appli- 
cation so long as the applications have at least one inventor in 
common. An error in naming a person as an inventor in a 
provisional application would not require correction by deleting 
the erroneously named inventor from the provisional applica- 
tion since this would have no effect upon the ability of the 
provisional application to serve as a basis for a priority claim 
under 35 U.S.C. 119(e). However, in response to the comments, 
§ 1.48 is being amended to include a new paragraph (e) which 
sets forth the requirements for deleting the names of the inven- 
tors incorrectly named as joint inventors in a provisional appli- 
cation, namely, a petition including a verified statement by the 
inventor(s) whose name(s) are being deleted stating that the 
error arose without deceptive intent, the fee set forth in § 1.17(q) 
and the written consent of all assignees. 

32. Comment: One comment suggested that in order to make 
the procedures for provisional applications as simple as pos- 
sible, there is no need to provide any rules to add inventor(s) 
or change inventorship in a provisional application since the 
whole concept of inventorship is meaningless without a claim. 
Error in inventorship can be corrected by the filing of a 35 
U.S.C. 111(a) application within 12 months after the filing of 
a provisional application. 

Response: The suggestion has not been adopted. One of the 
requirements of 35 U.S.C. 119(e) is that a 35 U.S.C. 111(a) 
application must have at least one inventor in common with 
a provisional application in order for the 35 U.S.C. 111(a) 
application to be entitled to claim the benefit of the filing date 
of the provisional application. In situations where there is no 
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inventor in common between the 35 U.S.C. 111(a) application 
and the provisional application due to error in naming the 
inventors in the provisional application, procedures must be 
established to permit applicant to correct the inventorship in 
the provisional application. 
33. Comment: One comment suggested that an individual who 
is the inventor of subject matter disclosed in a provisional 
application, but who is not named as an inventor in the provi- 
sional application because that subject matter was not intended 
to be claimed in a later filed 35 U.S.C. 111(a) application, 
could be added as an inventor pursuant to § 1.48(d) in the 
provisional application if the subject matter was later claimed 
in the 35 U.S.C. 111(a) application. 
Response: The individual could be added as an inventor pur- 
suant to § 1.48(d) in the provisional application so long as the 
individual was originally omitted without deceptive intent. 
34. Comment: One comment questioned whether it would be 
proper for a registered practitioner who did not file the provi- 
sional application to sign the statement required by § 1.48(d) 
that the error occurred without deceptive intention on the part 
of the inventors. 
Response: \t would be proper for a registered practitioner who 
did not file the provisional application to sign the statement 
required by § 1.48(d), if the registered practitioner has a reason- 
able basis to believe the truth of the statement being signed. 
35. Comment: One comment suggested that there should be 
no diligence requirement to correct inventorship in a provisional 
application. 
Response: Diligence is not a requirement to correct inventorship 
in a provisional application in either § 1.48(d) or 1.48(e). 
36. Comment: One comment suggested that § 1.48(a) be 
amended by deleting the requirements for “a statement of facts 
verified by the original named inventor or inventors establishing 
when the error without deceptive intention was discovered and 
how it occurred” and for the written consent of any assignee. 
Response: The suggestion has not been adopted. There was no 
substantive change proposed to § 1.48(a) in the Notice of 
Proposed Rulemaking. Since the correction of inventorship 
affects ownership rights, the existing rules are designed to 
provide assurances that all parties including the original named 
inventors and all assignees agree to the change of inventorship. 
If the requirements for verified statements of facts from the 
original named inventors and written consent of the assignees 
are to be deleted, the PTO would no longer have the assurances 
that all parties agree to the change. 
37. Comment: One comment expressed concern that a provi- 
sional application filed without a claim will leave subsequent 
readers with little or no clue as to what the inventors in the 
provisional application considered to be their invention at the 
time the provisional application was filed and doubted that 
a provisional application filed without a claim defining the 
invention could ever provide a sufficient disclosure to support 
a claim for a foreign or U.S. priority date. 
Response: Claims are not required by the statute to provide a 
specification in compliance with the requirements of 35 U.S.C. 
112, first paragraph. However, if an applicant desires, one or 
more claims may be included in a provisional application. Any 
claim filed with a provisional application will, of course, be 
considered a part of the original provisional application disclo- 
sure. 
38. Comment: One comment suggested that the PTO issue a 
specification format or guideline for a provisional application 
to enable an inventor to comply with 35 U.S.C. 112, first 
paragraph. 
Response: The format of a provisional application is the same 
as for other applications and is set forth in existing § 1.77 
which is applicable to provisional applications except no claims 
are required for provisional applications. 
39. Comment: Several comments suggested that the PTO revise 
its rules to clarify that strict adherence to the enablement, 
description and best mode requirements of 35 U.S.C. 112, first 
paragraph, is not required in provisional applications. 
Response: The suggestion has not been adopted. The substan- 
tive requirements of a specification necessary to comply with 
35 U.S.C. 112, first paragraph, are established by court cases 
interpreting that section of the statute, not by rule. The case 
law applies to provisional applications as well as to applications 
filed under 35 U.S.C. 111(a). 
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40. Comment: Several comments suggested that the rules or 
comments published with the Final Rule indicate whether there 
is any requirement to update the best mode disclosed in the 
provisional application when filing the 35 U.S.C. 111(a) appli- 
cation. 

Response: No rule was proposed to address the issue when 
going from a provisional application to a 35 U.S.C. 111(a) 
application because no current rule exists when going from 
one 35 U.S.C. 111(a) application to another 35 U.S.C. 111(a) 
application. The question of whether the best mode has to be 
updated is the same when going from one 35 U.S.C. 111(a) 
application to another 35 U.S.C. 111(a) application or from 
a provisional application to a 35 U.S.C. 111(a) application. 
Accordingly, the rationale of Transco Products, Inc. v. Perfor- 
mance Contracting, Inc., 38 F.3d 551, 32 U.S.P.Q.2d 1077 
(Fed. Cir. 1994), would appear to be applicable. Clearly, if the 
substantive content of the application does not change when 
filing the 35 U.S.C. 111(a) application, there is no requirement 
tou the best mode. However, if subject matter is added 
to the 35 U.S.C. 111(a) application, there may be a requirement 
to update the best mode. 

41. Comment: One comment suggested that § 1.5l(c) be 
amended to permit a provisional application to be filed with 
an authorization to charge fees to a deposit account. 
Response: Section 1.51(c) permits an application to be filed 
with an authorization to charge fees to a deposit account. Sec- 
tion 1.51(c) applies to provisional applications. Therefore, no 
change to § 1.51(c) is necessary. 

42. Comment: One comment suggested that the PTO confirm 
that there will be no procedural examination of a provisional 
application other than to determine whether the provisional 
application complies with § 1.51(a)(2). 

Response: The PTO intends to require compliance with the 
formal requirements of §§ 1.52(a)-(c) only to the extent neces- 
sary to permit the PTO to properly microfilm and store the 
application papers. 

43. Comment: Several comments suggested that an English 
translation of a foreign language provisional application should 
not be required unless necessary in ion of the 35 U.S.C. 


111(a) application to establish benefit. If an English translation 


is required, there is no useful purpose to require the translation 
at any time earlier than the filing of 35 U.S.C. 11 1(a) application 
claiming the benefit of the provisional application. 
Response: Provisional applications may be filed in a language 
other than English as set forth in existing § 1.52(d). However, an 
English language translation is necessary for security screening 
purposes. Therefore, the PTO will require the English language 
translation and payment of the fee required in § 1.52(d) in the 
provisional application. Failure to timely submit the translation 
in response to a PTO requirement will result in the abandonment 
of the provisional application. If a 35 U.S.C. 111(a) application 
is filed without providing the English language translation in 
the provisional application, the English language translation 
will be required to be supplied in every 35 U.S.C. 111(a) 
application claiming priority of the non-English language provi- 
sional application. 

44. Comment: One comment su that a new model oath 
or declaration form for use in claiming 35 U.S.C. 119(e) priority 
and a “cover sheet” for use in filing provisional applications 
be published as an addendum to the final rules. 

Response: The suggestion has been adopted. See Appendix A 
for the sample cover sheet for filing a provisional application 
and Appendix B for the sample declaration for use in claiming 
35 U.S.C. 119(e) priority. 

45. Comment: One comment suggested that the statement in 
§ 1.53(b)(2) that the provisional application will not be given 
a filing date if all the names of the actual inventor or inventor(s) 
are not supplied be deleted and § 1.41 be amended to make an 
exception for provisional applications. The comment suggested 
that 35 U.S.C. 111(b) is satisfied as long as the name of one 
person who made an inventive contribution to the subject matter 
of the application is given. 

Response: The suggestion has not been adopted. Section | 1 1(b) 
of title 35, United States Code, states that “a provisional applica- 
tion shall be made or authorized to be made by the inventor.” 
This language parallels 35 U.S.C. 111(a). The naming of inven- 
tors for obtaining a filing date for a provisional application is 
the same as for other applications. A provisional application 
filed with the inventors identified as “Jones et al.” will not be 
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accorded a filing date earlier than the date upon which the 
name of each inventor is supplied unless a petition with the 
fee set forth in § 1.17(i) is filed which sets forth the reasons the 
delay in supplying the names should be excused. Administrative 
oversight is an acceptable reason. It should be noted that for 
a 35 U.S.C. 111(a) application to be entitled to claim the benefit 
of the filing date of a provisional application, the 35 U.S.C. 
111(a) application must have at least one inventor in common 
with the provisional application. 

46. Comment: One comment suggested that a drawing should 
not be required to obtain a filing date for a provisional applica- 
tion. Whatever is filed should be given a serial number and filing 
date in order to establish status as a provisional application, 
regardless of what is in the specification or drawing. If the 
provisional application omitted drawings, has pages missing, 
or is otherwise incomplete, then applicant may not be able 
to rely on the filing date of the provisional application in a 
subsequently filed 35 U.S.C. 111(a) application. It should not 
be the job of the Application Branch to review compliance 
with § 1.81(a). 

Response: Section 111(b) of title 35, United States Code, states 
that a provisional application must include a specification as 
prescribed by 35 U.S.C. 112, first paragraph and a drawing as 
prescribed by 35 U.S.C. 113. Drawings are required pursuant 
to 35 U.S.C. 113 if they are necessary to understand the subject 
matter sought to be patented. If a provisional application as 
filed omitted drawings and/or has pages missing, the provisional 
application is prima facie incomplete and no filing date will 
be granted. Application Branch currently reviews all applica- 
tions to make sure that no filing date will be granted to an 
application that is prima facie incomplete. Application Branch 
will perform the same type of review with provisional applica- 
tions. If a filing date is not granted to a provisional application 
because it is prima facie i te, applicant may petition 
the PTO under § 1.182 to grant a filing date to the provisional 
application as of the date of deposit of the application papers 
if it can be shown that the omitted items are not necessary for 
the understanding of the subject matter. 

47. Comment: One comment objected to the requirement in § 
1.53(b)(2)(i) for a cover sheet identifying the application as a 
provisional application because it is unnecessarily rigid and 
contrary to Congress’ desire to keep the filing of provisional 
application as simple as possible. 

Response: The requirement that a provisional application be 
specifically identified on filing as a provisional application is 
not seen to be burdensome on the applicant and is necessary 
for the PTO to properly process the papers as a provisional 
application. All an applicant is required to do in order to comply 
with the requirement of § 1.53(b)(2)(i) is to include a transmittal 
sheet identifying the papers being filed as a PROVISIONAL 
application. 

48. Comment: Several comments suggested that in § 
1.53(b)(2)(ii), as proposed, the phrase “the expiration of 12 
months after the filing date of the provisional application” 
should read “the expiration of 12 months after the filing date 
of the § 1.53(b)(1) application”. 

Response: The suggestion has been adopted. 

49. Comment: One comment objected to the requirement in § 
1.53(b)(2)(ii) for a petition to convert an application filed under 
§ 1.53(b)(1) to a provisional application and suggested that any 
confusion conceming applicant’s intention could be handled 
informally without a petition or petition fee. 

Response: The requirement for a petition and fee is intended 
to ensure that the cost of any PTO reprocessing is borne specifi- 
cally by the applicant requesting the action. 

50. Comment: Several comments suggested that the filing fee 
required in an application filed under 35 U.S.C. 111(a) claiming 
benefit of the filing date of an earlier 35 U.S.C. 111(a) applica- 
tion which has been converted to a provisional application 
under proposed § 1.53(b)(2)(ii) be reduced, since the $730/ 
$365 filing fee was paid in the earlier application. 

Response: The suggestion has not been adopted. The filing fee 
required in an application filed under 35 U.S.C. 111(a) is set 
by statute. The statute does not provide for the suggested reduc- 
tion in the filing fee. 

51. Comment: One comment suggested that proposed § 
1.53(b)(2){iii) should apply retroactively to permit applications 
filed between June 9, 1994, and June 8, 1995, to be converted 
to provisional applications. 
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Response: The suggestion has not been adopted. The statute 
does not permit a provisional application to have a filing date 
prior to June 8, 1995. 

52. Comment: One comment suggested that § 1.53(b)(2)(ii) be 
revised to state that the petition requesting conversion must 
also be filed before (1) the application becomes involved in 
interference, or (2) notice by the PTO of intent to publish the 
application as a statutory invention registration. This suggestion 
conforms with 35 U.S.C. 111(b)(8). 

Response: The suggestion has not been fully adopted. It is not 
necessary to include interference in § 1.53(b)(2)(ii) because if 
a 35 U.S.C. 111(a) application becomes involved in an interfer- 
ence proceeding and applicant files a petition requesting conver- 
sion of that 35 U.S.C. 111(a) application to a provisional 
application, the 35 U.S.C. 111(a) will be removed from the 
interference proceeding upon granting the petition to convert. 
When a subsequent 35 U.S.C. 111(a) application is filed based 
on the provisional application, the subsequent 35 U.S.C. 111(a) 
application could be placed in the interference proceeding if 
necessary. As to the reference to statutory invention registration, 
§ 1.53(b)(2)(ii) is being amended to require the petition and 
the fee be filed prior to the earlier of the abandonment of the 
35 U.S.C. 111(a) application, the payment of the issue fee, the 
expiration of 12 months after the filing date of the 35 U.S.C. 
111(a) application, or the filing of a request for a statutory 
invention registration under § 1.293. 

53. Comment: One comment suggested that the procedures for 
converting a 35 U.S.C. 111(a) application to a provisional 
application be explained in greater detail in § 1.53(b)(2)(ii) or 
in the discussion. If a 35 U.S.C. 111(a) application is converted 
to a provisional application on the last day of the 12-month 
period, and a second 35 U.S.C. 111(a) application is concur- 
rently filed, how should this be done and how should the first 
sentence in the second 35 U.S.C. 111(a) application be worded. 
Furthermore, if a 35 U.S.C. 111(a) application is converted to 
a provisional application on the last day of the 12-month period, 
will it be necessary to file a second 35 U.S.C. 111(a) application 
on the same day, or else lose the priority claim. 

Response: The suggestion has not been adopted. The language 
in § 1.53(b)(2)(ii) is clear relating to the requirements for 
converting a 35 U.S.C. 111(a) application to a provisional 
application. If applicant wishes to convert a 35 U.S.C. 111(a) 
application to a provisional application, applicant must file a 
petition requesting the conversion along with the petition fee 
set forth in § 1.17(q). The petition and the fee must be filed 
prior to the earlier of the abandonment of the 35 U.S.C. 11 1(a) 
application, the payment of the issue fee, the expiration of 12 
months after the filing date of the 35 U.S.C. 111(a) application, 
or the filing of a request for a statutory invention registration 
under § 1.293. In the example noted in the comment, if a 35 
U.S.C. 111(a) application is converted to a provisional applica- 
tion on the last day of the 12-month period, a second 35 U.S.C. 
111(a) application must be filed on that same day, otherwise, 
applicant will lose the priority pursuant to 35 U.S.C. 119(e). 
An example of how the first sentence of the second 35 U.S.C. 
111(a) application would read is, “This application claims the 
benefit of U.S. Provisional Application No. 60/—, filed—, 
which was converted from Application No.—.” 

54. Comment: One comment suggested that the PTO consider 
a rule mandating that any prior U.S. application that would 
have been eligible for conversion to a provisional application 
that is abandoned in favor of a continuing application within 
one year of the earliest priority date asserted be deemed con- 
structively converted to a provisional application. 

Response: The suggestion has not been adopted. Conversion 
of a 35 U.S.C. 111(a) application to a provisional will be 
permitted only by way of a petition and under the conditions 
set forth in § 1.53(b)(2)(ii). One reason for this is that the PTO 
plans to provide sufficient information on the printed patent to 
determine the end date of the 20-year patent term by identifying 
provisional applications using a unique series code, i.e., “60”. 
Thus, a 35 U.S.C. 111(a) application converted to a provisional 
application will need to be reprocessed by the PTO with a new 
application number. The petition fee is intended to reimburse 
the PTO for the extra processing necessitated by the conversion. 
55. Comment: One comment stated that § 1.53(b)(2)(ii) permits 
the conversion of a 35 U.S.C. 111(a) application to a provisional 
application. However, it is silent as to whether such a conversion 
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would kill any benefit the 35 U.S.C. 111(a) application had of 
domestic and/or foreign priority. 
Response: Section 111(b)(7) of title 35, United States Code, 
specifically states that a provisional application shall not be 
entitled to the right of priority of any other application under 
35 U.S.C. 119 or 365(a) or to the benefit of an earlier filing 
date in the United States under 35 U.S.C. 120, 121, or 365(c). 
If a 35 U.S.C. 111(a) application is converted to a provisional 
application, the granting of the conversion will automatically 
eliminate any claim of priority which could have been made 
in the 35 U.S.C. 111(a) application. 
56. Comment: Several comments suggested that it was inconsis- 
tent with the purpose of the provisional application to require 
any compliance with the Sequence Disclosure Rules §§ 1.821- 
1.823 and 1.825, since the provisional applications are not 
examined and there is no comparison of the sequences with 
the prior art. 
Response: The Office agrees with the comments that a provi- 
sional application need not comply with the requirements of §§ 
1.821 through 1.825. Section 1.53(b)(2)(iii) is being amended 
to indicate that the requirements of §§ 1.821 through 1.825 
regarding sequence listings are not mandatory for a provisional 
application. However, applicants are cautioned that in order 
for a 35 U.S.C. 111(a) application to obtain the benefit of the 
filing date of an earlier filed provisional application, the claimed 
subject matter of the 35 U.S.C. 111(a) application must have 
been disclosed in the provisional application in a manner pro- 
vided by 35 U.S.C. 112, first paragraph. Applicants are encour- 
aged to follow the sequence rules to ensure that support for 
the invention claimed in the 35 U.S.C. 111(a) application can 
be readily ascertained in the provisional application. 
57. Comment: One comment suggested that the language in § 
1.53(e)(2) that a provisional application will become abandoned 
no later than twelve months after its filing date was misleading 
and that the words “no later than” should be deleted because 
it was believed that a provisional application could not be 
abandoned prior to twelve months after its filing date. 
Response: The statute does not state that a provisional applica- 
tion can never be abandoned prior to twelve months after its 
filing date. In fact, a provisional application may be abandoned 
as a result of applicant’s failure to timely respond to a PTO 
requirement. For example, if a provisional application which 
has been accorded a filing date does not include the appropriate 
filing fee or the cover sheet required by § 1.51(a)(2), applicant 
will be so notified if a correspondence address has been pro- 
vided and given a period of time within which to file the fee, 
cover sheet and to pay the surcharge as set forth in § 1.16(1). 
Failure to timely respond will result in the abandonment of the 
application. This may occur prior to twelve months after its 
filing date. Furthermore, a provisional application may also be 
expressly abandoned prior to twelve months from its filing 
date. 
58. Comment: One comment objected to the deletion of the 
“retention fee” practice in § 1.53(d) since it permits an applicant 
in a first application claiming benefits under 35 U.S.C. 119(a)- 
(d) or 120 to correct inventorship by filing a second application 
without having to pay the full filing fee in the first application. 
Response: Since the comment indicated that there is a benefit 
to retain the retention fee practice, the proposal to eliminate 
the practice is withdrawn. 
59. Comment: One comment stated that the language of §§ 
1.53(d)(1) and (d)(2) indicates an intent by the PTO to mail 
the “Notice Of Missing Parts” to applicant’s post office address 
and argues that the “Notice” should be mailed to the registered 
practitioner who filed the application on behalf of the applicant. 
Response: The language in §§ 1.53(d)(1) and (d)(2) states that 
the applicant will be notified of the missing part, if a correspon- 
dence addgess is provided. This means that the “Notice” to 
applicant will be mailed to the correspondence address provided 
in the application papers. Under current PTO practice, if no 
specific correspondence address is identified in the application, 
the address of the registered practitioner who filed the applica- 
tion on behalf of the applicant is used as the correspondence 
address. If no specific correspondence address or registered 
practitioner is identified in the application, the post office 
address of the first named inventor is used as the correspondence 
address. No change in current PTO practice in this regard is 
required as a result of § 1.53(d)(2) nor is any change planned. 
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60. Comment: Several comments objected to the proposed dele- 
tion of § 1.60. One comment suggested that the deletion of § 
1.60 was a major rule change and should have been proposed 
separate from the proposed rules dealing with the changes in 
practice required by Public Law 103-465. 

Response: In view of the comments received, the proposal to 
delete § 1.60 is withdrawn. However, the proposal will be 
considered as part of a comprehensive effort being conducted 
by the PTO to reengineer the entire patent process. 

61. Comment: One comment suggested that in view of the 
deletion of § 1.60, language should be incorporated in § 
1.53(a)(1) to state that a copy of the prior application along 
with a copy of the declaration may be filed to obtain a filing 
date. Furthermore, full details and guidelines of the procedure 
should accompany the rule. 

Response: The suggestion has not been adopted. The proposal 
to delete § 1.60 is withdrawn in view of several comments 
received objecting to the deletion. 

62. Comment: One comment suggested that the removal of the 
stale oath practice be codified. 

Response: The suggestion has not been adopted. Neither the 
statute nor the rules require a recent date of execution to appear 
on the oath or declaration. The PTO practice of objecting to 
an oath or declaration where the time elapsed between the date 
of execution and the filing date of the application is more than 
three months is found in section 602.05 of the MPEP. Therefore, 
the removal of the stale oath practice will be accomplished by 
amending the MPEP. 

63. Comment: One comment questioned whether a copy of an 
application faxed to an attorney could be filed in the PTO as 
the application papers. 

Response: Yes. While a patent application may not be faxed 
directly to the PTO, an application faxed to an attorney may 
be forwarded to the PTO by mail or courier as the application 
papers provided the papers meet the formal requirements of § 
1.52. Effective November 22, 1993, § 1.4 was amended to 
include anew paragraph (d) to specify that most correspondence 
filed in the PTO, which requires a person’s signature, may be 
an original, a copy of an original or a copy of a copy. Only 
correspondence identified in §§ 1.4(e) and (f) require the orig- 
inal to be filed in the PTO. Thus, an oath or declaration required 
by § 1.63, 1.153, 1.162 or 1.175 may be an original, a copy 
of an original or a copy of a copy. See 1156 Off. Gaz. Pat. 
Office 61 (November 16, 1993). 

64. Comment: One comment suggested that applicant be per- 
mitted to use § 1.62 procedure to file the 35 U.S.C. 111(a) 
application which claims the benefit of a provisional applica- 
tion, at least in those situations where the 35 U.S.C. 111(a) 
application has been converted to a provisional application 
which is followed by the filing of a second 35 U.S.C. 111(a) 
application. 

Response: The suggestion has not been adopted. Section 1.62 
will not be amended to permit the filing a 35 U.S.C. 111(a) 
application based on a provisional application because the PTO 
sees this situation as a trap for applicants. The filing procedures 
would be made more complicated if an exception is provided 
to address situations where a 35 U.S.C. 111(a) application is 
converted to a provisional application and a second 35 U.S.C. 
111(a) application is later filed. However, the suggestion will 
be taken under advisement when greater familiarity with provi- 
sional applications is developed. 

65. Comment: One comment suggested that § 1.62 procedure be 
replaced with a simple petition procedure to reopen prosecution. 
Response: The suggestion is not being adopted. However, the 
suggestion will be taken under advisement as part of a compre- 
hensive effort being conducted by the PTO to reengineer the 
entire patent process. 

66. Comment: One comment suggested that the language in § 
1.62(a) that requires an identification of the “applicant’s name 
of the prior complete application” is confusing and should be 
clarified. 

Response: The suggestion has been . Section 1.62 is 
being amended to require the identification of the “applicants 
named in the prior complete application.” 

67. Comment: One comment suggested that § 1.62 be amended 
to state that the refiling procedures set forth in § 1.62 may be 
used after the issue fee is paid when a petition under § 
1.313(b)(S) is granted. This practice is permitted pursuant to 
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the notice published in 1138 Off. Gaz. Pat. Office 40 (May 
19, 1992). 

Response: The suggestion has been adopted. 

68. Comment: One comment suggested that § 1.62 be amended 
to clarify whether applicant need to re-list, in the § 1.62 applica- 
tion, all the references cited by the examiner and applicant in 
the parent application in order to get those references printed 
on the eventual patent. 

Response: The suggestion has not been adopted. Section 609 
of the MPEP (Sixth Edition, Jan. 1995) has been amended to 
clarify that in a § 1.62 application, references submitted and 
cited in the parent application need not be resubmitted. These 
references will be printed on the patent. However, in any contin- 
uing application filed under § 1.53(b)(1) or 1.60, a list of the 
references must be resubmitted if applicant wishes to have the 
references printed in the eventual patent. 

69. Comment: One comment suggested that § 1.67 should go 
into more detail on when supplemental oaths are required in 
§ 1.53 filings of continuation and divisional applications. 
Response: The suggestion has not been adopted because it is 
seen to be unnecessary and no substantive change was proposed 
to § 1.67 in the Notice of Proposed Rulemaking. 

70. Comment: One comment suggested that “not but” in § 
1.67(b) should read “but not”. 

Response: The suggestion has been adopted. 

71. Comment: Several comments suggested that a rule be pro- 
vided to state that an application for patent is permitted to 
claim the benefit of the filing date of more than one prior 
provisional application so long as the applicant complies with 
all statutory provisions. 

Response: The suggestion has been adopted. Section 1.78(a)(3) 
is being amended to indicate that applicants are permitted to 
separately claim the benefit of the filing date of more than one 
prior provisional application in a later filed 35 U.S.C. 111(a) 
application provided all statutory requirements of 35 U.S.C. 
119(e) are complied with. It is noted that current practice per- 
mits an application to claim the benefits of the filing date of 
more than one prior foreign application under 35 U.S.C. 1 19(a)- 
(d) and of more than one prior copending U.S. application 
under 35 U.S.C. 120, without an explicit statement to that 
effect in the rules. Since the final rules are being amended to 
specifically permit applications filed under 35 U.S.C. 111(a) 
to claim the benefits of the filing date of more than one prior 
copending provisional application, corresponding changes are 
also being made to §§ 1.55 and 1.78(a)(1) relating to claims 
for the benefits available under 35 U.S.C. 119(a)-(d) and 120 
to be consistent with § 1.78(a)(3). 

72. Comment: Several comments requested that the PTO 
specify language to use in the first sentence of an application 
when priority is based on more than one provisional application. 
Response: Section 1.78(a)(4) requires that “any application 
claiming the benefit of a prior filed copending provisional 
application must contain or be amended to contain in the first 
sentence of the specification following the title a reference to 
such prior provisional application, identifying it as a provisional 
application, and including the provisional application number.” 
Where a 35 U.S.C. 111(a) application claims the benefit of 
more than one provisional application, a suitable reference 
would read, This application claims the benefit of U.S. Provi- 
sional Application No. 60/—, filed— and U.S. Provisional 
Application No. 60/—, filed —.” In addition, for an application 
which is claiming the benefit under 35 U.S.C. 120 of a prior 
application, which in turn claims the benefit of a provisional 
application under 35 U.S.C. 119(e), a suitable reference would 
read, “This application is a continuation of U.S. application 
No. 08/—, filed —, now abandoned, which claims the benefit 
of U.S. Provisional Application No. 60/—, filed —.” 

73. Comment: One comment suggested that the rules address 
the effect on patent term where an applicant in a continuing 
application deletes the reference to the prior filed application 
before the patent issues. 

Response: An applicant has full control over claims to the 
benefit of an earlier filing date under 35 U.S.C. 120, 121 or 
365(c). The 20-year patent term will be based upon the filing 
date of the earliest U.S. application that the applicant makes 
reference to under 35 U.S.C. 120, 121 and 365(c). Whether an 
applicant is entitled to the benefit of the filing date of an earlier 
application is something that an applicant should examine 
before the patent is issued. The PTO is not, unless it comes 
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up as an issue in the examination process, going to determine 
whether any of the claims are entitled to the earlier filing date. 
Applicant however, should determine whether the claims are 
entitled to or require the benefit of the earlier filing date. If 
not, the applicant should consider canceling the reference to 
the earlier filed application to avoid having the 20-year patent 
term measured from that earlier filing date. An amendment 
adding or deleting a reference to an earlier filed application 
presented prior to a final action will be entered, however, the 
claims may be subject to possible intervening prior art. 

74. Comment: One comment stated that in view of the fact 
that a provisional application is not entitled to claim the benefit 
of a prior filed copending national or international application 
as stated in § 1.53(b)(2)(iii), the phrase “other than a provisional 
application” in § 1.78(a)(2) is unnecessary. 

Response: Section 1.78(a)(2) is being amended to state that 
“any nonprovisional application claiming the benefit of a prior 
copending nonprovisional or international application must 
contain....” Section 1.78(a)(2) addresses a 35 U.S.C. 111(a) 
application which claims the benefit of a prior copending 35 
U.S.C. 111(a) application or international application. 

75. Comment: Several comments objected to the content 
requirements for drawings filed in a provisional application as 
originally set forth in proposed § 1.83(a)(2). One comment 
suggested that no rule was necessary to set forth the required 
content of drawings in a provisional application. 

Response: In view of the comments received, the proposed 
amendment to § 1.83 is withdrawn. Under 35 U.S.C. 113, 
first sentence, applicant must furnish drawings in a provisional 
application “where necessary for the understanding of the sub- 
ject matter sought to be patented.” This requirement is also 
stated in existing § 1.81(a). Therefore, no further elaboration 
on the content of the drawings in a provisional application is 
believed necessary in the rules. 

76. Comment: One comment suggested that the rules specify 
that formal drawings are not required in a provisional applica- 
tion. 

Response: The suggestion has not been adopted. However, the 
PTO intends to examine provisional applications for require- 
ments of form only to the extent that is necessary to permit 
normal storage and microfilming of the application papers. 
Formal drawings are usually not required for those purposes. 
77. Comment: Several comments suggested that § 1.97(d) be 
amended to require the PTO to consider any information disclo- 
sure statement submitted after a final rejection or notice of 
allowance if an appropriate fee is paid. 

Response: The suggestion has not been adopted because no 
substantive change to this rule was proposed in the Notice 
of Proposed Rulemaking. The existing rules are designed to 
encourage prompt submission of information to the PTO. To 
permit applicant to merely pay a fee to have any information 
disclosure statement submitted after a final rejection or Notice 
of Allowance would be contrary to the effort to encourage 
prompt submissions. 

78. Comment: One comment suggested that § 1.97 be changed 
so that an Office action which uses a newly cited reference as 
a ground for rejection under 35 U.S.C. 102 or 103 cannot be 
made final. 

Response: The suggestion has not been adopted because no 
substantive change to this rule was proposed in the Notice of 
Proposed Rulemaking. 

79. Comment: One comment suggested that the words “which 
are not examined” in § 1.101 as proposed are unnecessary 
and could create a negative implication that some provisional 
applications are examined. 

Response: The suggestion has not been adopted. By statute, 
provisional applications are not subject to 35 U.S.C. 131, i.e., 
the Commissioner is not permitted to examine a provisional 
application for patentability. 

80. Comment: Several comments stated that it is unfair to 
require small entities to pay the full $730.00 fee set forth in 
proposed § 1.129. It is suggested that the fee be changed to 
$365.00 or less. 

Response: Pursuant to Public Law 103-465, the Commissioner 
has the authority to establish appropriate fees for the further 
limited reexamination of applications and for the examination 
of more than one independent and distinct invention in an 
application. As a result of additional review, it was concluded 
that these fees may be reduced by 50% for small entities. 
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Sections |.17(r) and (s) are being amended to indicate that the 
fees are reduced by 50% for small entities, that is, $365.00 for 
small entities. 
81. Comment: Several comments suggested that the transitional 
procedure set forth in § 1.129(a) as proposed is equivalent to 
filing one application, i.e., it provides for an extra examination 
and reexamination after the original final rejection, and, there- 
fore, the requirement for two $730.00 fees, which is equivalent 
to two filing fees, is unwarranted. Another comment suggested 
that if the proposed $730.00 fee is adopted, the examiner should 
be instructed to treat the after-final amendment as any other 
initial filing, i.e., a new application, not as an amendment 
submitted after a non-final office action. 
Response: Under existing PTO practice, it would not be proper 
to make final a first Office action in a continuing or substitute 
application where the continuing or substitute application con- 
tains material which was presented in the earlier application 
after final rejection or closing of prosecution but was denied 
entry because (1) new issues were raised that required further 
consideration and/or search, or (2) the issue of new matter was 
raised. The identical procedure will apply to examination of a 
submission considered as a result of the procedure under § 
1.129(a). Thus, under § 1.129(a), if the first submission after 
final rejection was initially denied entry in the application 
because (1) new issues were raised that required further consid- 
eration and/or search, or (2) the issue of new matter was raised, 
then the next action in the application will not be made final. 
Likewise, if the second submission after final rejection was 
initially denied entry in the application because (1) new issues 
were raised that required further consideration and/or search, 
or (2) the issue of new matter was raised, then the next action 
in the application will not be made final. Thus, the fee required 
by § 1.129(a) has been set at the amount required for filing 
an application because the procedure provided by the rule is 
equivalent to the filing of two applications. No new matter can 
be entered by payment of the fee set forth in § 1.17(r). 
82. Comment: Several comments suggested that the fees 
required for filing a provisional application and those fees 
required by §§ 1.129(a) and (b) for the transitional procedures 
should not be greater than the average cost of processing such 
matters by the PTO. Two comments stated that the fee required 
by § 1.129(a) is excessive relative to PTO costs. 
Response: The fee required for filing a provisional application 
is set by Public Law 103-465 and the PTO has no discretion 
with respect to the amount of that particular fee. As to the fee 
required by § 1.129(a), the procedures relating to the first 
submission provided by § 1.129(a) is equivalent to the filing 
of a file wrapper continuation application under § 1.62, and 
therefore, the fee required with the first submission is appropri- 
ately set at the same amount as a filing fee, which is $730.00. 
The $730.00 fee is subject to a 50% reduction for small entities. 
The second submission is equivalent to the filing of a second 
file wrapper continuation application and the fee for the second 
submission is appropriately set at the same amount as a filing 
fee. As to the fee required by § 1.129(b), the procedures set forth 
in § 1.129(b) permit applicants to retain multiple inventions in 
a single application rather than having to file multiple divisional 
applications. The fee for each independent and distinct inven- 
tion in excess of one is appropriately set at the same amount 
as the filing fee for a divisional application, which is $730.00. 
The $730.00 fee is subject to a 50% reduction for small entities. 
83. Comment: One comment suggested that the time period 
for the payment of the $730.00 fee for the transitional after- 
final practice be extended if applicant files a petition seeking 
reversal of the examiner’s refusal to enter the amendment after 
final without fee, until one month after an unfavorable decision 
on the petition. 
Response: \f an earlier filed petition seeking reversal of the 
examiner’s refusal to enter the amendment after final is granted 
by the Director finding that the final rejection was premature, 
but the petition had not been decided by the time the § 1.129(a) 
fee was due, applicant must submit the § 1.129(a) fee so as to 
toll the time period for response to the final rejection. Otherwise, 
the application would be abandoned. Upon granting of such a 
petition by the Director, the § 1.129(a) fee paid will be refund- 
able to applicant on request. Applications that fall under § 
1.129(a) are under final rejection and there is a time period 
running against the applicant. Applicant must toll that time 
period by paying the transitional after-final fee set forth in § 
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1.129(a) and any necessary extension of time fees and Notice 
of Appeal fee. Section 1.129(a) is being amended to indicate 
that the submission and the fee set forth in § 1.17(r) may be 
submitted before the filing of the Appeal Brief and prior to 
abandonment of the application. 

84. Comment: One comment suggested that if it is decided that 
the transitional after-final practice is made permanent, the PTO 
should seek legislative authorization to provide reduced fees 
for small entities. 

Response: If it is decided that the transitional after-final practice 
be made permanent, the PTO will propose legislation to accom- 
plish this change. 

85. Comment: Several comments suggested that §§ 1.129(a) 
and (b) should apply to all applications regardless of whether 
they were filed before or after June 8, 1995. Several comments 
suggested that the practices set forth in §§ 1.129(a) and (b) 
should be made permanent. 

Several comments suggested that an applicant should be 
permitted to have a submission entered and considered after 
any final rejection upon payment of a fee as set forth in § 
1.17(r), not just the first and second final rejections. 
Response: The suggestions have not been adopted at this time. 
However, the PTO is undertaking a project to reengineer the 
entire patent process. These suggestions will be taken under 
advisement in that project. 

86. Comment: One comment suggested that the PTO make an 
effort to treat applications in which a submission under § 
1.129(a) has been filed on an expedited basis. 

Response: Once the submission is filed and the fee set forth 
in § 1.17(r) is paid the finality of the last PTO action is with- 
drawn. The filing of the submission and the fee under § 1 .129(a) 
is equivalent to the filing of a continuing application and will 
be treated in the same fashion and under the same tumaround 
time frame as a continuing application. 

87. Comment: One comment suggested that PTO practice be 
changed so that a first Office action in a continuing application 
cannot be made final. 

One comment suggested that PTO practice regarding second 
action final be relaxed. 

Response: The suggestions have not been adopted at this time. 
However, the PTO is undertaking a project to reengineer the 
entire patent process. These suggestions will be taken under 
advisement in that project. 

88. Comment: One comment stated that in proposed § 1.129, 
there is no express provision for the finality of the previous 
rejection to be withdrawn if applicant complies with the pro- 
posed rule. It is suggested that the proposed rule state that the 
finality of the previous action would be withdrawn if applicant 
complied with the rule when making a first or second submis- 
sion after a final action. 

Response: The suggestion has been adopted. 

89. Comment: One comment requested that the PTO clarify 
whether § 1.129(a) required the first final rejection to be specifi- 
cally withdrawn and a different final (i.e., one containing a 
new ground of rejection) rejection made before applicant is 
entitled to make a second submission. 

Response: The final rule provides that the finality of the pre- 
vious final office action is automatically withdrawn upon the 
timely filing of the first § 1.129(a) submission and the fee set 
forth in § 1.17(r). If the first PTO action following the payment 
of the § 1.17(r) fee is a non-final office action, a further response 
from applicant will be entered and considered as a matter of 
right without payment of the fee set forth in § 1.17(r). If the 
next office action or any subsequent action is made final, the 
finality of that office action will be automatically withdrawn 
upon the timely filing of a second § 1.129(a) submission and 
the fee set forth in § 1.17(r). 

90. Comment: One comment suggested that the PTO not permit 
the first PTO action following the payment of the § 1.17(r) fee 
to be made final under any circumstances. 

Response: The suggestion has not been adopted. The first PTO 
action following the payment of the § 1.17(r) fee may be made 
final under the same conditions that a first office action may 
be made final in a continuing application (see section 706.07(b) 
of the MPEP). However, it would not be proper to make final 
a first Office action in a continuing or substitute application 
where the continuing or substitute application contains material 
which was presented in the earlier application after final rejec- 
tion or closing of prosecution but was denied entry because 
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(1) new issues were raised that required further consideration 
and/or search, or (2) the issue of new matter was raised. The 
procedure set forth in section 706.07(b) of the MPEP will apply 
to examination of a submission considered as a result of the 
procedure under § 1.129(a). 

91. Comment: Several comments suggested that the filing of 
the first submission under § 1.129(a) within the statutory period 
for response set in final rejection should toll the running of 
the six-month statutory period. 

Response: The filing of a submission, e.g., an information 
disclosure statement or an amendment, after a final rejection 
without payment of the fee set forth in § 1.17(r) will not toll 
the period for response set in the final rejection. However, § 
1.129(a) is being amended to provide in the rule that the finality 
of the previous Office action is automatically withdrawn upon 
the filing of the submission and the payment of the fee set 
forth in § 1.17(r). Thus, the filing of a submission and the 
payment of the fee set forth in § 1.17(r) and any extension of 
time fees and Notice of Appeal fee, if they are necessary to 
avoid abandonment of the application, will automatically toll 
the period for response set in the final rejection. It must be 
kept in mind that the provisions of § 1.129 apply only to an 
application, other than for reissue or 2 design patent, that has 
been pending for at least two years as of June 8, 1995, taking 
into account any reference made in such application to any 
earlier filed application under 35 U.S.C. 120, 121 and 365(c). 
92. Comment: One comment asked (1) whether it would be 
necessary to file a Notice of Appeal and appeal fee with or 
after the first submission and fee if the examiner acts on the 
first submission and before the end of the six months from the 
date of the final rejection issues (a) a notice of allowance, (b) 
a non-final action, or (c) a second final rejection; (2) would 
the Notice of Appeal and fee be due only at the end of the six 
months from the date of the final rejection regardless of whether 
the examiner has acted on the submission by then; and (3) if 
the Notice of Appeal and fee have once been paid following 
a first final rejection, would a second notice and fee need to 
be paid if a second final rejection were issued and applicant 
desired to file a second submission under § 1.129(a). 

Another comment suggested that the appeal fee set forth in 

§ 1.17(e) should not be required where the Notice of Appeal 
is filed with a § 1.129(a) submission and the fee set forth in 
§ 1.17(r). 
Response: As to questions (1) and (2) and the second comment, 
if the first submission and the proper fee set forth in § 1.17(r) 
are timely filed in response to the final rejection, the finality 
of the previous rejection will be automatically withdrawn and 
applicant need not file the Notice of Appeal or the appeal fee. 
For example, if the first submission and the proper fee set forth 
in § 1.17(r) were filed on the last day of the six-month period 
for response to the final rejection, applicant must also file a 
petition for three months extension of time with the appropriate 
fee in order to avoid abandonment of the application. In such 
case, applicant need not file the Notice of Appeal or the appeal 
fee if the proper fee set forth in § 1.17(r) was timely paid. 
However, under the same fact situation, if applicant failed to 
submit the proper fee set forth in § 1.17(r), the finality of the 
previous rejection would not be withdrawn and the time period 
for response would still be running against applicant. In such 
case, a Notice of Appeal and appeal fee must also accompany 
the papers filed at the six-month period in order to avoid aban- 
donment of the application. The proper fee set forth in § 1.17(r) 
must be filed prior to the filing of the Appeal Brief and prior 
to the abandonment of the application. 

As to question (3), if the Notice of Appeal and fee have 
once been paid following a first final rejection and applicant 
timely files a first submission and the proper fee set forth in 
§ 1.17(), the finality of the previous final rejection will be 
withdrawn and the appeal fee paid could be applied against 
any subsequent appeal. If the examiner issues a non-final rejec- 
tion in response to applicant’s first submission, a further 
response from applicant will be entered and considered as a 
matter of right. If any subsequent Office action is made final, 
applicant may file a second submission along with the proper 
fee pursuant to § 1.129(a). If the second submission and the 
proper fee set forth in § 1.17(r) are timely filed in response to 
the subsequent final rejection, the finality of the previous final 
rejection will be withdrawn. Any submission filed after a final 
rejection made in the application subsequent to the fee under 
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§ 1.129(a) having been paid twice will be treated as set forth 
in § 1.116. Applicant may, upon payment of the appeal fee, 
appeal a final rejection within the time allowed for response 
pursuant to § 1.191. 

93. Comment: One comment questioned whether the “first 
submission” under § 1.129(a) has to be the first response filed 
after a final rejection or could it include subsequent responses 
to the same final rejection. 

Response: The “first submission” under § 1.129(a) would 
include all responses filed prior to and with the payment of 
the fee required by § 1.129(a) provided the submission and fee 
are filed prior to the filing of the Appeal Brief and prior to 
abandonment of the application. 

94. Comment: One comment suggested that § 1.129(a) be 
changed to permit the procedure to be available up until the 
filing of an Appeal Brief since it is not uncommon to file an 
amendment after a Notice of Appeal is filed but before the 
filing of an Appeal Brief. 

Response: The suggestion has been adopted. 

Section 1.129(a) is being amended to indicate that the sub- 
mission and the fee set forth in § 1.17(r) must be submitted 
before the filing of the Appeal Brief and prior to abandonment 
of the application. 

95. Comment: One comment suggested that the transitional 
after-final practice be available at any time after final, including 
after the resolution of an appeal unfavorable to applicant in 
whole or in part. 

Response: The suggestion has not been adopted. Section 
1.129(a) is being amended to indicate that the submission and 
the fee set forth in § 1.17(r) must be submitted before the filing 
of the Appeal Brief and prior to abandonment of the application. 
The suggestion to extend the period to after the resolution of 
an appeal unfavorable to applicant in whole or in part has not 
been adopted because the suggestion would further unduly 
extend prosecution of the application. 

96. Comment: One comment stated that if an examiner must 
withdraw the finality of the rejection as a result of the transi- 
tional provision, the examiner should be credited with two 
counts in order to be compensated for the additional work. 
Response: The examiner credit system is not part of this rulem- 
aking package. However, as part of the Public Law 103-465 
implementation plan, some accommodation will be made for 
the extra work performed. 

97. Comment: One comment stated that regarding the transi- 
tional after-final practice, the fee should not be required if the 
only reason is to have the PTO consider recently obtained art. 
Response: Under current practice, if applicant submits prior 
art after final rejection but before the payment of issue fee, the 
art will be considered if applicant makes the required certifica- 
tion and submits a petition with the required petition fee of 
$130.00 (see section 609 of the MPEP). If applicant can make 
the certification, applicant would not have to rely on the transi- 
tional after-final procedure to have the prior art considered. In 
the event that applicant cannot make the certification, then the 
procedure under § 1.129(a) is available if applicant wishes the 
PTO to consider the prior art without refiling the application. 
98. Comment: One comment suggested that the PTO modify 
existing restriction practice to make it more difficult for exam- 
iners to require restriction, for example, by requiring every 
restriction requirement to show two-way distinctness and sepa- 
rate status in the art established by means other than reference 
to the PTO’s classification system. 

Response: The suggestion has not been adopted. However, the 
PTO is undertaking a project to reengineer the entire patent 
process. This suggestion will be taken under advisement in that 
project. 

99. Comment: One comment suggested that the pendency 
periods required by §§ 1.129(a) and (b) should be 18 months 
rather than 2-year and 3-year, respectively. 

Response: The pendency periods set forth in the rule which 
establish eligibility for the transitional procedures are set forth 
in Public Law 103-465. 

100. Comment: One comment suggested that § 1.129(a) be 
amended to permit prosecution to be reopened after a Notice 
of Allowance or final rejection upon the filing of a form 
requesting that prosecution be reopened and payment of the 
necessary fee. 

Response: The procedures set forth in § 1.129(a) are not appli- 
cable to amendments filed after a Notice of Allowance. Amend- 
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ments filed after the mailing of a Notice of Allowance are 
governed by § 1.312. The procedures set forth in § 1.129(a) 
are applicable to amendments filed after a final rejection. If 
applicant submits an amendment after final and the examiner 
notifies the applicant in writing that the amendment is not 
entered, § 1.129(a) permits applicant to submit a letter prior 
to abandonment of the application and prior to the filing of 
the Appeal Brief, requesting entry of the prior filed amendment 
along with the payment of the appropriate fee set forth in § 
1.17(r). The letter requesting entry of the prior filed amendment 
would be equivalent to “a form” as suggested in the comment. 
101. Comment: One comment suggested that the PTO liberalize 
its current practice under § 1.116 to make it easier for amend- 
ments or evidence to be entered and considered after a final 
rejection. 
Response: The suggestion has not been adopted since no change 
was proposed to § 1.116 in the Notice of Proposed Rulemaking. 
However, the suggestion will be taken under advisement as 
part of a comprehensive effort being conducted by the PTO to 
reengineer the entire patent process. It should be noted that 
any change to liberalize the current practice under § 1.116 
would necessitate increasing fees. 
102. Comment: Several comments suggested that the transi- 
tional restriction provision be modified to state that no restric- 
tion requirement shall be made or maintained in any application 
pending for three years on the effective date of the legislation. 
The comment stated that if restriction requirements made prior 
to April 8, 1995, are permitted to be maintained then applicants 
will be forced to file divisional applications resulting in the 
automatic loss of term after June 8, 1995. A heavy penalty will 
be placed on the chemical, pharmaceutical and biotechnology 
industries, who have less than 4 months to search through 
the ancestors of all pending applications and to identify all 
restriction requirements and to file divisional applications 
before June 8, 1995. The comment further suggested that the 
current restriction practice be changed in view of the implemen- 
tation of the 20-year term. 
Response: The suggestion has not been adopted. The two- 
month date set forth in § 1.129(b)(1)(i) is from the Statement 
of Administrative Action, which is part of Public Law 103- 
465. Under section 102 of Public Law 103-465, "the statement 
of administrative action approved by the Congress shall be 
regarded as an authoritative expression by the United States 
concerning the interpretation and application of the Uruguay 
Round Agreements and this Act in any judicial proceeding 
in which a question arises conceming such interpretation or 
application.” The Commissioner does not have any authority 
to establish rules which are inconsistent with the Act. It is 
noted that in cases where a restriction requirement was made 
prior to April 8, 1995, applicant will have sufficient time to 
file divisional applications prior to June 8, 1995, so as to 
retain the benefit of the 17-year patent term for those divisional 
applications. 

The PTO is currently reviewing the restriction practice in 
view of the implementation of the 20-year patent term. It is 
noted that a change in restriction practice without changes to 
other fees would have a negative impact on funding needed to 
operate the PTO. 

103. Comment: Several comments suggested that proposed 
exceptions (1) and (2) in § 1.129(b) ignore the mandatory 
language of section 532(2)(B) of Public Law 103-465 and 
should be deleted. 

Response: The suggestion has not been adopted. The exceptions 
referred to are contained in the Statement of Administrative 
Action, which is part of Public Law 103-465. Under section 
102 of Public Law 103-465, “the statement of administrative 
action approved by the Congress shall be regarded as an authori- 
tative expression by the United States conceming the interpreta- 
tion and application of the Uruguay Round Agreements and 
this Act in any judicial proceeding in which a question arises 
concerning such interpretation or application.” 

104. Comment: One comment asked whether “restriction” 
under § 1.129(b) apply to election of species under § 1.146. 
Response: “Restriction” under § 1.129(b) applies to both 
requirements under § 1.142 and elections under § 1.146. 

105. Comment: Several comments requested that clarification 
be made as to what constitutes “actions by the applicant” in § 
1.129(b)(1) and specifically, whether a request for extension 
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of time under § 1.136(a) constitutes such “actions” by the 
applicant. 

Response: Examples of what constitute “actions by the appli- 
cant” in § 1.129(b)(1) are: (1) applicant abandons the applica- 
tion and continues to refile the application such that no Office 
action can be issued in the application, and (2) applicant 
requests suspension of prosecution under § |.103(a) such that 
no Office action can be issued in the application. Extension of 
time under § 1.136(a) would not constitute such “actions by 
the applicant” under § 1.129(b)(1). 

106. Comment: One comment suggested that the one-month 
period set forth in § 1.129(b) is insufficient to give an applicant 
time to file a petition under § 1.144 from a restriction require- 
ment. Several comments suggested that § 1.129(b) be amended 
to permit applicant to challenge the restriction requirement by 
way of a petition before being required to pay the fees set forth 
in § 1.17(s). 

Response: Section 1.129(b)(2) is being amended in the final 
rule package to indicate that applicant will be given “a time 
period” to (1) make an election, if no election has been pre- 
viously made, and pay the fee set forth in § 1.17(s), (2) confirm 
an earlier election and pay the fee set forth in § 1.17(s), or (3) 
file a petition under § 1.129(b)(2) traversing the restriction 
requirement. If applicant chooses not to pay the fee set forth 
in § 1.17(s), applicant may file a petition under § 1.129(b)(2) 
requesting immediate review by the Group Director of the 
restriction requirement. No petition fee is required. A petition 
under § 1.129(b)(2) rather than under § 1.144 would be more 
appropriate under the circumstances since a petition under § 
1.144 requires the examiner to make the restriction final before 
the petition can be considered. 

107. Comment: One comment suggested that if applicant elects 
not to pay the fee set forth in § 1.17(s), applicant should be 
allowed to elect the invention to be examined. 

Response: The suggestion has been adopted. Section 1.129(b) 
is being amended to indicate that if applicant chooses not to 
pay the fees for the additional inventions, applicant must elect 
the invention to be examined and the claims directed to the 
non-elected inventions for which no fee has been paid will be 
withdrawn from consideration. 

108. Comment: One comment suggested that the PTO amend 
the rules to permit all, or at least several, inventions to be 
examined in a single application upon payment of an appro- 
priate fee. 

Response: The suggestion has not been adopted at this time. 
However, the PTO is currently undertaking a project to reen- 
gineer the entire patent process. The suggestion will be taken 
in advisement in this project. 

109. Comment: One comment suggested that PTO follow the 
wording of 35 U.S.C. 121 and only require restriction where 
an application claims two or more independent and distinct 
inventions rather than two or more independent or distinct 
inventions. 

Response: In making restriction requirements, the PTO has 
always followed the wording of 35 U.S.C. 121 to require restric- 
tion if two or more independent and distinct inventions are 
claimed in an application rather than independent or distinct 
as suggested by the comment. The term “independent” includes 
species and related inventions such as combination/subcombi- 
nation and process and product. Restriction is proper if these 
independent inventions are patentably distinct (see section 
802.01 of the MPEP). 

110. Comment: One comment suggested that the standard for 
determining whether an application contains independent and 
distinct inventions should only be the “unity of invention” 
standard used for PCT applications. 

Response: The suggestion has not been adopted. The current 
restriction practice for 35 U.S.C. 111(a) applications is gov- 
emed by 35 U.S.C. 121 and §§ 1.141, 1.142 and 1.146. The 
PCT “unity of invention” standard only applies to PCT applica- 
tions and applications filed under 35 U.S.C. 371. The PTO 
is currently reviewing the restriction practice in view of the 
implementation of the 20-year patent term. It is noted that a 
change in restriction practice without changes to other fees 
would have a negative impact on funding needed to operate 
the PTO. 

111. Comment: One comment suggested that the PTO apply 
the PCT unity of invention standard as interpreted by the EPO 


OFFICIAL GAZETTE 


January 5, 1999 


and that § 1.475(b) be amended to permit a broad range of 
claims in a single application. 

Response: The PTO is currently undertaking a project to reen- 
gineer the entire patent process. The suggestion will be taken 
under advisement in this project. 

112. Comment: One comment suggested that the PTO examiner 
should not be permitted to issue a restriction requirement or 
an election of species requirement if the ISA and the IPEA have 
found that an application complies with the unity of invention 
requirement. 

Another comment suggested that the PTO consider allowing 
applicants to retain all claims in a single application when the 
claims are related, e.g., method and apparatus claims. 

Another comment suggested that all species be searched 
before the first Office action regardless of whether one species 
is found to be unpatentable. 

Another comment suggested that election of species require- 
ments be prohibited. 

Response: The suggestions have not been adopted. These issues 
were not addressed in the Notice of Proposed Rulemaking. 
However, the PTO is currently undertaking a project to reen- 
gineer the entire patent process. The suggestions will be taken 
under advisement in that project. 

113. Comment: One comment suggested that decisions on 
whether to issue a restriction requirement be made withir two- 
three months of the application filing date, and, if the require- 
ment is traversed, the examiner should determine within four- 
five months of the filing date whether to maintain the require- 
ment. Decisions on petitions to withdraw a restriction require- 
ment should be decided within one month. 

Response: The suggestion has not been adopted. Current prac- 
tice dictates that restriction requirements be made at the earliest 
appropriate time in the pendency of a given application, e.g., in 
the first Office action. It would be difficult to issue a restriction 
requirement within two-three months of the application filing 
date as suggested since a large number of applications are filed 
with missing parts and applicants are given a time period to 
submit the missing parts. Furthermore, applications must be 
processed by the Application Branch and must be screened 
by Licensing and Review for national security. Petitions to 
withdraw a restriction requirement should be acted on by the 
Group Director expeditiously. 

114. Comment: One comment argued that the phrases, “so as 
to be pending for a period of no longer than 12 months” and 
“under no circumstances will the provisional application be 
pending after 12 months”, in § 1.139 were repetitious and 
suggested that one or both of the phrases be deleted. 
Response: The suggestion has not been adopted. The statements 
are included for emphasis. 

115. Comment: One comment suggested that § 1.139 clearly 
state that if the revival petition is filed later than 12 months 
after filing of the provisional application, then the revival is 
for the sole purpose of providing copendency for a 35 U.S.C. 
111(a) application filed during that 12-month period. 
Response: The suggestion has not been adopted. The proposed 
language is not necessary. 

116. Comment: One comment stated that 35 U.S.C. 154(b) as 
contained in Public Law 103-465 does not give the Commis- 
sioner any authority to decide the period of extension. There- 
fore, proposed § 1.701 is without statutory basis. 

Response: 35 U.S.C. 6(a) gives the Commissioner authority to 
establish regulations not inconsistent with law. 

Section 1.701 is consistent with 35 U.S.C. 154(b) and further- 
more, the Commissioner has the authority under 35 U.S.C. 
154(b)(3)(C) to establish regulations to address the standards 
for determining due diligence. 

117. Comment: One comment questioned whether patent term 
extension under 35 U.S.C. 154(b) is available for patents 
issuing: (1) before June 8, 1995, with a 17-year patent term or 
a 17/20 year patent term; (2) on or after June 8, 1995, on 
applications filed before June 8, 1995, with a 17-year patent 
term or a 17/20 year patent term. 

Response: None of the patents set forth in the examples are 
eligible for patent term extension. Under the terms of the statute, 
patent term extension is only available for patents issued on 
applications filed on or after June 8, 1995. 

118. Comment: Several comments questioned whether a patent 
issued on a continuing application is entitled to a patent term 
extension under 35 U.S.C. 154(b) due to interference, secrecy 
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order, or appellate review delays occurring in the examination 
of the parent application. 
Response: If the delay in the parent application contributed to 
a delay in the issuance of a patent in the continuing application, 
the patent granted on the continuing application may be eligible 
for an extension under 35 U.S.C. 154(b). 
119. Comment: One comment suggested that the patent term 
be extended for a period of time equal to the time necessary 
to revive an application improperly abandoned due to PTO 
error. Another comment suggested that patent term extension 
be available for other PTO delays. 
Response: The suggestions have not been adopted. Section 
154(b) of title 35, United States Code, only permits patent term 
extension for delays due to interferences, secrecy orders, and/ 
or successful appeals. 
120. Comment: One comment suggested that the period of an 
extension granted under § 1.701 be printed on the face of the 
patent. 
Response: The PTO will publish on the face of the patent any 
patent term extension that is granted pursuant to § 1.701. 
121. Comment: One comment suggested that the word “interfer- 
ence” be inserted before the word “proceedings” in § 
1.701(a)(1). 
Response: The suggestion has been adopted. 
122. Comment: One comment stated that the last sentence of 
§ 1.701(b) is confusing because it suggests that patent term 
extension will be available in cases of terminal disclaimer and 
that the extension begins on the terminal disclaimer date rather 
than the original expiration date. This statement is contrary to 
35 U.S.C. 154(b)(2) which does not permit any patent term 
extension for appellate delay if the patent is subject to a terminal 
disclaimer. 
Response: In order to reduce confusion, the last sentence of § 
1.701(b) is being amended to state that the extension will run 
from the expiration date of the patent. The reference to “terminal 
disclaimer” is being deleted. 
123. Comment: Two comments stated that if an application 
involved in an interference proceeding contains uninvolved 
claims, those uninvolved claims should not be entitled to exten- 
sion of patent term under proposed § 1.701 because app!icant 
could cancel those uninvolved claims from the application and 
refile those claims in a continuation application. It is suggested 
that if an applicant leaves conclusively uninvolved claims 
(where no § 1.633(c)(4) motion is filed) in the application in 
interference, applicant does not get the benefit of the extension 
for any claim. 
Response: The suggestion has not been adopted. The statute, 
35 U.S.C. 154(b), grants patent term extension to a patent if 
the issuance of the patent was delayed due to interference 
proceeding under 35 U.S.C. 135(a). The statute does not exclude 
applications containing uninvolved claims. The Commissioner 
does not have the authority to establish regulations which are 
inconsistent with the law. Therefore, an application involved 
in an interference which contains uninvolved claims will be 
entitled to patent term extension if the issuance of the patent 
was delayed due to interference proceeding under 35 U.S.C. 
135(a). 
124. Comment: One comment asked whether applicant is enti- 
tled to patent term extension regardless of whether an interfer- 
ence involving applicant’s application is ultimately declared. 
One comment asked if the PTO ends the suspension without 
declaring an interference, and continued prosecution results 
in filing of a continuation or divisional application, are such 
subsequent cases entitled to the extension. 
Response: An application will not be suspended unless it is 
decided that an interference can be declared involving that 
application. If prosecution of applicant’s application is sus- 
pended due to an interference not involving applicant’s applica- 
tion and an interference involving applicant’s application is 
later declared, applicant will be entitled to patent term extension 
under § 1.701(c)(1)(ii) for the suspension period and under § 
1.701(c)(1)(i) for the interference period. However, if prose- 
cution of applicant’s application is suspended due to an interfer- 
ence not involving applicant’s application and if the PTO ends 
the suspension of the application without declaring an interfer- 
ence involving applicant’s application, that application will be 
entitled to patent term extension under § 1.701(c)(1)(ii). If 
prosecution results in filing of a continuing application and if 
the delay in the parent application contributed to a delay in 
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the issuance of a patent on the continuing application, the patent 
granted on the continuing application may be eligible for an 
extension under 35 U.S.C. 154(b). 

125. Comment: One comment stated that delays in the issuance 
of a patent can exceed the five-year limit provided for in pro- 
posed § 1.701(b). Where the delay was not the fault of the 
applicant, why should there be this maximum? 

Another comment stated that in a biotechnology application, 
if suspension of the application results in a declared interfer- 
ence, the period of delay calculated under § 1.701(c)(1)(i) will 
likely consume most of the five-year maximum extension. This 
renders the value of any time period measured under § 
1.701(c)(1 (ii) negligible, thus diminishing the rights of appli- 
cant due to the unregulated suspension powers of the PTO. 
Response: The five-year limit for patent term extension set 
forth in § 1.701(b) is required by statute, 35 U.S.C. 154(b). 
126. Comment: One comment suggested that § 1.701(c)(1)(i) 
be amended to state that an application added after an interfer- 
ence is declared is entitled to an extension measured only from 
the date of redeclaration. 

Response: The suggestion has not been adopted. The language 
in § 1.701(c)(1)(i) is clear that for an application that is added 
to an interference, that application is entitled to an extension 
measured from the date of redeclaration of the interference. 
127. Comment: One comment stated that § 1.701(c)(1)(ii) does 
not address the case where a suspended application is added 
to the interference without the suspension being lifted. 
Response: Section 1.701(c)(1)(ii) is being amended to reference 
the endpoint for the suspension period to the date of termination 
of the suspension. Where prosecution of an application is sus- 
pended due to interference proceedings not involving the appli- 
cation, the suspension is made pursuant to § 1.103(b). When 
that application is added to an interference, the suspension 
pursuant to § 1.103(b) will be automatically lifted. The applica- 
tion is entitled to patent term extension for the period of suspen- 
sion pursuant to § 1.701(c)(1)(ii) and for the period of 
interference pursuant to § 1.701(c)(1)(i). Under § 
1.701(c)(1 (ii), the period of suspension begins on the date the 
application is suspended and ends on the date the suspension 
under § 1.103(b) is terminated, which in this case would be 
the same date as the date of redeclaration of the interference. 
128. Comment: One comment suggested that the phrase “, if 
any,” in § 1.701(c)(1)(i) and (ii) is unnecessary. 

Response: The suggestion has not been adopted. However, § 
1.701(c)(1)(i) is being amended for clarity by deleting the 
phrase “if any” after the first occurrence of “interference” and 
by inserting the same phrase after the phrase “the number of 
days.” 

129. Comment: Several comments suggested that the phrase 
“was declared or redeclared” in § 1.701(c)(1)(i) be changed to 
—was first declared—. 

Response: The suggestion has not been adopted. The language 
of the rule reads "with respect to each interference in which 
the application was involved, the number of days in the period 
beginning on the date the interference was declared or rede- 
clared to involve the application in the interference....” An 
interference may be declared as A vs. B and later redeclared 
as A vs. B vs. C. Under the rule, the period of extension would 
be counted, with respect to applications A and B, from the date 
the interference was declared to involve the applications A and 
B. With respect to application C, the period of extension would 
be counted from the date the interference was redeclared to 
involve the application C. No ambiguity is seen in the language 
as originally proposed. 

130. Comment: One comment suggested that the use of the 
phrase “appellate review” in reference to an action under 35 
U.S.C. 145 or 146 is incorrect, since an action under 35 U.S.C. 
145 or 146 is not considered as an “appellate review” and 
suggests that § 1.701(a)(3) be amended so that the introductory 
phrase reads “Appellate review by the Board of Patent Appeals 
and Interferences or review by a Federal court under 35 U.S.C. 
141 or 145,....” 

Response: The suggestion has not been adopted. The use of 
the phrase “appellate review” in reference to an action under 
35 U.S.C. 145 or 146 is technically incorrect. However, Public 
Law 103-465 provides for extension of patent term for “delay 
due to appellate review by the Board of Patent Appeals and 
Interferences or by a Federal court”. The introductory phrase 
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referred to in the comment uses the exact language found in 
the statute. 
131. Comment: One comment suggested that § 1.701(a) be 
amended to specify whether extensions for appellate delays are 
available for reissue applications. 
Response: The suggestion has not been adopted. Under 35 
U.S.C. 251, the term of a reissue patent is “for the unexpired 
part of the term of the original patent.” Therefore, patent term 
extension for appellate delays is not available for reissue appli- 
cations. 
132. Comment: One comment suggested that § 1.701(d) be 
deleted. 
Response: The suggestion has not been adopted. Section 
1.701(d) sets forth the language found in the statute, 35 U.S.C. 
154(b)(3) and further provides a standard for determining due 
diligence. 
133. Comment: Several comments suggested that the lack of 
due diligence set forth in § 1.701(d)(2) be limited to the acts 
which occurred during the appellate period (after the filing of 
a Notice of Appeal) and not during prosecution. 
Response: The suggestion has been adopted. Section 1.701(d) 
is being amended accordingly. 
134. Comment: One comment suggested that the rules be made 
clear that a suspension under § 1.103 does not constitute a lack 
of due diligence under § 1.701(d)(2). 
Response: The suggestion has not been adopted. A request for 
suspension pursuant to § 1.103(a) during the appellate review 
period will be considered to be prima facie evidence of lack 
of due diligence. 
135. Comment: Several comments stated that the rules permit 
extensions of time and the filing of informal applications. These 
acts should not constitute lack of due diligence since the pro- 
posed rule defined the standard for determining due diligence 
is whether the applicant exhibited that degree of timeliness as 
may reasonably be expected from, and which is ordinarily 
exercised by, a person. One comment suggested that the Office 
adopt a gross negligence standard. 
Response: The examples of acts that may constitute lack of 
due diligence set forth in the Notice of Proposed Rulemaking 
(extensions of time, filing of nonresponsive submissions, and 
filing of informal applications) are being withdrawn. The sug- 
gestion regarding the adoption of a gross negligence standard 
has not been adopted. As set forth in § 1.701(d)(2), the standard 
for determining due diligence is whether applicant exhibited 
that degree of timeliness as may reasonably be expected from, 
and which is ordinarily exercised by, a person during the appel- 
late review period. 
136. Comment: One comment stated that the PTO list in the 
rule all circumstances in which an applicant will be considered 
not to have acted with due diligence. 

Another comment suggested that objective criteria for “dili- 
gence” be set forth in § 1.701(d)(2). 
Response: The suggestion has not been adopted. Whether an 
action by the applicant constitutes lack of due diligence will 
be determined by the facts and circumstances of each case. 
Since lack of due diligence is determined on a case-by-case 
basis, it would not be possible to list all circumstances in the 
rule. Examples of acts which will constitute prima facie evi- 
dence of lack of due diligence are: (1) abandonment of the 
application during appellate review; and (2) suspension of 
action under § 1|.103(a) during appellate review. 
137. Comment: One comment suggested that guidance be pro- 
vided in the comments to the Notice of Final Rules identifying 
in what circumstance is a patent issued “pursuant to an appellate 
decision reversing an adverse determination of patentability.” 

Several comments questioned whether the reversal of all 
rejections on one of several appealed claims would entitle 
applicant to an extension under § 1.701(a)(3). Two comments 
suggested that the rule be redrafted to allow appropriate exten- 
sion of term where the Board or a court reverses at least “in 
Response: Extension of patent term under § 1.701(a)(3) is 
applicable if all the rejections of any one claim are ultimately 
reversed. The rule is clear and no clarification is needed. 
138. Comment: One comment stated that § 1.701 does not 
address the situation where applicant appeals with both allowed 
and rejected claims. In such case, patent term extension should 
be available for any claims that were allowed prior to appellate 
review, if the allowed claims were in the same application, 
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whether or not the decision of the examiner on the rejected 
claims is ultimately reversed. Applicant should not have to 
refile the allowed claims and rejected claims in separate cases 
in order to take advantage of the patent term extension. 
Response: \f applicant chooses to keep the allowed claims with 
the rejected claims in the application on appeal, patent term 
extension pursuant to 35 U.S.C. 154(b)(2) is only available if 
a patent was issued pursuant to a decision reversing an adverse 
determination of patentability and if the patent is not subject 
to a terminal disclaimer due to the issuance of another patent 
claiming subject matter that is not patentably distinct from that 
under appellate review. If the appellate review is not successful, 
applicant will not be entitled to patent term extension. 

139. Comment: One comment questioned whether the phrase 
“if the patent is not subject to a terminal disclaimer” in § 
1.701(a)(3) is intended to be limited to those applications in 
which a terminal disclaimer has actually been filed or encom- 
pass those applications in which a double patenting rejection 
has been made and a terminal disclaimer suggested by an 
examiner. 

Response: The calculation of any applicable extension under 
§ 1.701 will be made prior to the mailing of the Notice of 
Allowance and Issue Fee Due. At that time, any double pat- 
enting rejection would have been resolved and a terminal dis- 
claimer would have been filed if one was required. 

140. Comment: One comment stated that § 1.701(d)(1) is incon- 
sistent with 35 U.S.C. 154(b)(2) and (b)(3), because the period 
of extension for appellate review would be calculated under § 
1.701(d)(1) by first subtracting the period of appellate review 
occurring within three years of the filing date before the five- 
year limit is imposed. It is suggested that § 1.701 be modified 
to be consistent with 35 U.S.C. 154(b)(2) which requires the 
five-year limit to be imposed before the subtraction for appellate 
review occurring within three years of the filing date. 
Response: The suggestion has not been adopted. Section 1.701 
is not inconsistent with 35 U.S.C. 154(b)(2) and (b)(3). The 
period of extension referred to in 35 U.S.C. 154(b)(2) is defined 
in 35 U.S.C. 154(b)(3). Therefore, one must determine the 
period of extension in 35 U.S.C. 154(b)(3)(A), then reduce that 
period by the time determined in 35 U.S.C. 154(b)(3)(B) and 
(b)(3)(C). Then, according to 35 U.S.C. 154(b)(2), the resulting 
time period may not be more than five years. 

141. Comment: One comment suggested that the Commissioner 
identify a senior person who is charged with approving all 
reductions in extension of patent term rather than leaving the 
decision to the examiner or the SPE. 

One comment questioned who will make the calculation of 
the period of patent term extension under § 1.701 and whether 
that calculation can be challenged and by whom. 

Response: \t is contemplated that the period of patent term 
extension calculated and any reduction in the extension of 
patent term will not be made by an examiner. It is noted that 
the period of patent term extension will be identified in the 
Notice of Allowance and Issue Fee Due and if applicant dis- 
agrees with the period, applicant may request further review 
by way of a petition under § 1.181. If an error is noted after 
the patent issues, patentee or any third party may seek correction 
of the period of patent term extension granted by filing a request 
for a Certificate of Correction pursuant to § 1.322. 

142. Comment: One comment questioned whether a challenge 
to the period of patent term extension calculated by the PTO 
under § 1.701 would be required to be made within a fixed 
period. 

Response: No. However, the longer applicant delays filing a 
petition under § 1.181 challenging the period of extension 
calculated by the PTO, the less likely any error will be corrected 
before the patent is issued with the error printed on the patent. If 
the patent issues with an incorrect period of extension, applicant 
should file a request for a Certificate of Correction pursuant 
to § 1.322 instead of a petition under § 1.181. 

143. Comment: One comment suggested that § 1.701(d)(2) be 
amended to require PTO to notify applicant in writing of any 
intent to reduce the term extension for lack of due diligence, 
stating the specific basis, and provide applicant with a reason- 
able opportunity to respond. 

Response: The suggestion has not been adopted. The period 
of patent term extension will be identified in the Notice of 
Allowance and Issue Fee Due and if applicant disagrees with 
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the period, applicant may request further review by way of a 
petition under § 1.181. 

144. Comment: One comment suggested that a cover sheet for 
use in recording assignments be included in the final rules 
package as an addendum. 

Response: The suggestion has not been adopted. A sample 
cover sheet for use in recording assignments was published as 
Appendix B in the Federal Register on July 6, 1992, at 57 FR 
29634 and in the Official Gazette on July 28, 1992, at 1140 
Off. Gaz. Pat. Office 63 and may be obtained from Assignment 
Branch. 


Other Considerations 


This final rule change is in conformity with the requirements 
of the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Execu- 
tive Order 12612, and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. This final rule has been determined not 
to be significant for the purposes of E.O. 12866. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
these final rule changes will not have a significant economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act, 5 U.S.C. 605(b)). The principal impact of these 
changes is to provide a procedure for domestic applicants to 
quickly and inexpensively file a provisional application. The 
filing date of the provisional application will not be used to 
measure the term of a patent granted on an application which 
claims the earlier filing date of the provisional application. 

The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the relation- 
ship between the National Government and the States as out- 
lined in E.O. 12612. 

These final rules contain collections of information subject 
to the requirements of the Paperwork Reduction Act (Act). The 
provisional application has been approved by the Office of 
Management and Budget under control numbers 0651-0031 
and 065 1-0032. The cover sheet is approved under OMB control 
number 0651-0037. The cover sheet is necessary to expedite 
the processing of a provisional application and improve quality. 
Public reporting burden for the collection of information on 
the cover sheet is estimated to average 12 minutes per response, 
including the time for reviewing instructions, searching existing 
data sources, gathering and maintaining the data needed, and 
completing and reviewing the collection of information. Send 
comments regarding this burden estimate or any other aspect 
of this collection of information, including suggestions for 
reducing the burden to the Office of Assistance Quality and 
Enhancement Division, Patent and Trademark Office, Wash- 
ington, D.C. 20231, and to the Office of Information and Regu- 
latory Affairs, Office of Management and Budget, Washington, 
D.C. 20503 (ATTN: Paperwork Reduction Act Projects 0651- 
0031, 0651-0032, and 0651-0037). 


List of Subjects 


37 CFR Part | 

Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Small businesses. 


37 CFR Part 3 
Administrative practice and procedure, Inventions and 
patents, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts | 
and 3 are amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.1 is amended by adding new paragraph (i) to 
read as follows: 
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§ 1.1 All communications to be addressed to Commis- 
sioner of Patents and Trademarks. 


*_*** * 


(i) The filing of all provisional applications and any commu- 
nications relating thereto should be additionally marked “Box 
Provisional Patent Application.” 


“ee * * 


3. Section 1.9 is amended by revising paragraph (a) to read 
as follows: 


§ 1.9 Definitions. 


(a)(1) A national application as used in this chapter means 
a U.S. application for patent which was either filed in the Office 
under 35 U.S.C. 111, or which entered the national stage from 
an intermational application after compliance with 35 U.S.C. 
371. 

(2) A provisional application as used in this chapter means 
a U.S. national application for patent filed in the Office under 
35 U.S.C. 111(b). 

(3) A nonprovisional application as used in this chapter 
means a U.S. national application for patent which was either 
filed in the Office under 35 U.S.C. 111(a), or which entered 
the national stage from an international application after compli- 
ance with 35 U.S.C. 371. 


*_*e* * 


4. Section 1.12 is amended by revising paragraph (c) to read 
as follows: 


§ 1.12 Assignment records open to public inspection. 


see ¢ 


(c) Any request by a member of the public seeking copies 
of any assignment records of any pending or abandoned patent 
application preserved in secrecy under § 1.14, or any informa- 
tion with respect thereto, must 

(1) Be in the form of a petition accompanied by the petition 
fee set forth in § 1.17(i), or 

(2) Include written authority granting access to the member 
of the public to the particular assignment records from the 
applicant or applicant’s assignee or attorney or agent of record. 


ese ee * 


5. Section 1.14 is amended by revising paragraph (e) to read 
as follows: 


§ 1.14 Patent applications preserved in secrecy. 


s*#*#* 


(e) Any request by a member of the public seeking access 
to, or copies of, any pending or abandoned application preserved 
in secrecy pursuant to paragraphs (a) and (b) of this section, 
or any papers relating thereto, must 

(1) Be in the form of a petition and be accompanied by 
the petition fee set forth in § 1.17(i), or 

(2) Include written authority granting access to the member 
of the public in that particular application from the applicant 
or the applicant’s assignee or attorney or agent of record. 


ese ee 


6. Section 1.16 is amended by revising paragraphs (a)-(g) 
and by adding new paragraphs (k) and (1) to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) 
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By other than a small entity .................ccscsssssersersserees 730.00 
(b) In addition to the basic filing fee in an original application, 


except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


---38.00 


(c) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each claim (whether independent or dependent) in excess 
of 20 (Note that § 1.75(c) indicates how multiple dependent 
claims are considered for fee calculation purposes.): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation 


By a small entity (§ 1.9(f)) 
By other than a small entity .............0.-cccerseseseeeee eeeee-240.00 


(If the additional fees required by paragraphs (b), (c), and 
(d) of this section are not paid on filing or on later presentation 
of the claims for which the additional fees are due, they must 
be paid or the claims canceled by amendment, prior to the 
expiration of the time period set for response by the Office in 
any notice of fee deficiency.) 


(e) Surcharge for filing the basic filing fee or oath or declara- 
tion on a date later than the filing date of the application, except 
provisional applications: 


By a small entity (§ 1.9(f)) J 
By other than a small entity ...............c.ccscsserseresereesees 130.00 


(f) Basic fee for filing each design application: 


By a small entity (§ 1.9(f)) 
By other than a small entity ..................cccssseseeeeseeeeee- 300.00 


(g) Basic fee for filing each plant application, except provi- 
sional applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


***# + 
(k) Basic fee for filing each provisional application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(1) Surcharge for filing the basic filing fee or cover sheet (§ 
1.51(a)(2){i)) on a date later than the filing date of the provi- 
sional application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


s**t ¢ * 


7. Section 1.17 is amended by revising paragraphs (h) and 
(i), and by adding new paragraphs (q), (r) and (s) to read as 
follows: 


§ 1.17 Patent application processing fees. 


see * 


(h) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 
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§ 1.47 - for filing by other than all the inventors or a person 
not the inventor 

§ 1.48 - for correction of inventorship, except in provisional 
applications 

§ 1.84 - for accepting color drawings or photographs 

§ 1.182 - for decision on questions not specifically provided 
for 

§ 1.183 - to suspend the rules 

§ 1.295 - for review of refusal to publish a statutory invention 
registration 

§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of patent 

§ 1.378(e) - for reconsideration of decision on petition 
refusing to accept delayed payment of maintenance fee in 
expired patent 

§ 1.644(e) - for petition in an interference 

§ 1.644(f) - for request for reconsideration of a decision on 
petition in an interference 

§ 1.666(c) - for late filing of interference settlement- 
agreement 

§§ 5.12, 5.13 and 5.14 - for expedited handling of a foreign 
filing license 

§ 5.15 - for changing the scope of a license 

§ 5.25 - for retroactive license 


(i) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph................... 130.00 


§ 1.12 - for access to an assignment record 
§ 1.14 - for access to an application 
§ 1.53 - to accord a filing date, except in provisional applica- 
tions 
55 - for entry of late priority papers 
60 - to accord a filing date 
62 - to accord a filing date 
.97(d)- to consider an information disclosure statement 
.102 - to make application special 
.103 - to suspend action in application 
.177 - for divisional reissues to issue separately 
.312 - for amendment after payment of issue fee 
.313 - to withdraw an application from issue 
1.314 - to defer issuance of a patent 
§ 1.666(b) - for access to interference settlement agreement 
§ 3.81 - for patent to issue to assignee, assignment submitted 
after payment of the issue fee 


l 
1 
! 
l 
1 
l 
l 
1 
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(q) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 


§ 1.48 - for correction of inventorship in a provisional appli- 
cation 

§ 1.53 - to accord a provisional application a filing date or to 
convert an application filed under § 1.53(b)(1) to a provisional 
application 


(r) For entry of a submission after final rejection under 
§ 1.129(a): 


By a small entity (§ 1.9(f)) ........ccsceseeseseeseeesereeeeeeeeeDOO00 
By other than a small entity 


(s) For each additional invention requested to be examined 
under § 1.129(b): 


By a small entity (§ 1.9(f)) ..............ccesesseseeseeeeeeeeeseesSO-00 
By other than a small entity ......................scccssessseceeees 730.00 


8. Section 1.21 is amended by revising paragraph (1) to read 
as follows: 


§ 1.21 Miscellaneous fees and charges. 


The Patent and Trademark Office has established the fol- 
lowing fees for the services indicated: 


“see * 
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(1) For processing and retaining any application abandoned 
pursuant to § 1.53(d)(1) unless the required basic filing fee has 
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9. Section 1.28 is amended by revising paragraph (a) to read 
as follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a small entity. 


(a) The failure to establish status as a small entity (§§ 1.9(f) 
and 1.27 of this part) in any application or patent prior to 
paying, or at the time of paying, any fee precludes payment 
of the fee in the amount established for small entities. A refund 
pursuant to § 1.26 of this part, based on establishment of small 
entity status, of a portion of fees timely paid in full prior to 
establishing status as a small entity may only be obtained if a 
verified statement under § 1.27 and a request for a refund of 
the excess amount are filed within two months of the date of 
the timely payment of the full fee. The two-month time period 
is not extendable under § 1.136. Status as a small entity is 
waived for any fee by the failure to establish the status prior 
to paying, at the time of paying, or within two months of the 
date of payment of, the fee. Status as a small entity must be 
specifically established in each application or patent in which 
the status is available and desired. Status as a small entity in 
one application or patent does not affect any other application 
or patent, including applications or patents which are directly 
or indirectly dependent upon the application or patent in which 
the status has been established. A nonprovisional application 
claiming benefit under 35 U.S.C. 119(e), 120, 121, or 365(c) 
of a prior application may rely on a verified statement filed in 
the prior application if the nonprovisional application includes 
a reference to the verified statement in the prior application or 
includes a copy of the verified statement in the prior application 
and status as a small entity is still proper and desired. Once 
status as a small entity has been established in an application 
or patent, the status remains in that application or patent without 
the filing of a further verified statement pursuant to § 1.27 of 
this part unless the Office is notified of a change in status. 


***+* 


10. Section 1.45 paragraph (c) is revised to read as follows: 


§ 1.45 Joint inventors. 


s**t *#* 


(c) If multiple inventors are named in a nonprovisional appli- 
cation, each named inventor must have made a contribution, 
individually or jointly, to the subject matter of at least one 
claim of the application and the application will be considered 
to be a joint application under 35 U.S.C. 116. If multiple 
inventors are named in a provisional application, each named 
inventor must have made a contribution, individually or jointly, 
to the subject matter disclosed in the provisional application 
and the provisional application will be considered to be a joint 
application under 35 U.S.C. 116. 


11. Section 1.48 is revised to read as follows: 
§ 1.48 Correction of inventorship. 


(a) If the correct inventor or inventors are not named in a 
nonprovisional application through error without any deceptive 
intention on the part of the actual inventor or inventors, the 
application may be amended to name only the actual inventor 
or inventors. Such amendment must be diligently made and 
must be accompanied by: 

(1) a petition including a statement of facts verified by 
the original named inventor or inventors establishing when the 
error without deceptive intention was discovered and how it 
occurred; 

(2) an oath or declaration by each actual inventor or inven- 
tors as required by § 1.63; 

(3) the fee set forth in § 1.17(h); and 
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(4) the written consent of any assignee. When the applica- 
tion is involved in an interference, the petition shall comply 
with the requirements of this section and shall be accompanied 
by a motion under § 1.634. 

(b) If the correct inventors are named in the nonprovisional 
application when filed and the prosecution of the application 
results in the amendment or cancellation of claims so that less 
than all of the originally named inventors are the actual inven- 
tors of the invention being claimed in the application, an amend- 
ment shall be filed deleting the names of the person or persons 
who are not inventors of the invention being claimed. The 
amendment must be diligently made and shall be accompanied 
by: 

(1) A petition including a statement identifying each 
named inventor who is being deleted and acknowledging that 
the inventor’s invention is no longer being claimed in the 
application; and 

(2) The fee set forth in § 1.17(h). 

(c) If a nonprovisional application discloses unclaimed sub- 
ject matter by an inventor or inventors not named in the applica- 
tion, the application may be amended pursuant to paragraph 
(a) of this section to add claims to the subject matter and name 
the correct inventors for the application. 

(d) If the name or names of an inventor or inventors were 
omitted in a provisional application through error without any 
deceptive intention on the part of the actual inventor or inven- 
tors, the provisional application may be amended to add the 
name or names of the actual inventor or inventors. Such amend- 
ment must be accompanied by: 

(1) a petition including a statement that the error occurred 
without deceptive intention on the part of the actual inventor 
or inventors, which statement must be a verified statement if 
made by a person not registered to practice before the Patent 
and Trademark Office; and 

(2) the fee set forth in § 1.17(q). 

(e) If a person or persons were named as an inventor or 
inventors in a provisional application through error without 
any deceptive intention, an amendment may be filed in the 
provisional application deleting the name or names of the person 
or persons who were erroneously named. Such amendment 
must be accompanied by: 

(1) a petition including a statement of facts verified by 
the person or persons whose name or names are being deleted 
establishing that the error occurred without deceptive intention; 

(2) the fee set forth in § 1.17(q); and 

(3) the written consent of any assignee. 


12. Section 1.51 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.51 General requisites of an application. 


(a) Applications for patents must be made to the Commis- 
sioner of Patents and Trademarks. 
(1) A complete application filed under § 1.53(b)(1) com- 
prises: 
(i) A specification, including a claim or claims, see §§ 
1.71 to 1.77; 
(ii) An oath or declaration, see §§ 1.63 and 1.68; 
(iii) Drawings, when necessary, see §§ 1.81 to 1.85; 
and 
(iv) The prescribed filing fee, see § 1.16. 
(2) A complete provisional application filed under § 
1.53(b)(2) comprises: 
(i) A cover sheet identifying: 
(A) The application as a provisional application, 
(B) The name or names of the inventor or inventors, 
(see § 1.41), 
(C) The residence of each named inventor, 
(D) The title of the invention, 
(E) The name and registration number of the attomey 
or agent (if applicable), 
(F) The docket number used by the person filing the 
application to identify the application (if applicable), 
(G) The correspondence address, and 
(I) The name of the U.S. Government agency and 
Government contract number (if the invention was made by 
an agency of the U.S. Government or under a contract with an 
agency of the U.S. Government), 
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(ii) A specification as prescribed by 35 U.S.C. 112, first 
paragraph, see § 1.71; 

(iii) Drawings, when necessary, see §§ 1.81 to 1.85; 
and 

(iv) The prescribed filing fee, see § 1.16. 

(b) Applicants are encouraged to file an information disclo- 
sure statement in nonprovisional applications. See §§ 1.97 and 
1.98. No information disclosure statement may be filed in a 
provisional application. 


“eee 


13. Section 1.53 paragraphs (a)-(e) are revised to read as 
follows: 


§ 1.53 Application number, filing date, and completion of 
application. 


(a) Any application for a patent received in the Patent and 
Trademark Office will be assigned an application number for 
identification purposes. 

(b)(1) The filing date of an application for patent filed under 
this section, except for a provisional application, is the date 
on which: a specification containing a description pursuant to 
§ 1.71 and at least one claim pursuant to § 1.75; and any 
drawing required by § 1.81(a), are filed in the Patent and 
Trademark Office in the name of the actual inventor or inventors 
as required by § 1.41. No new matter may be introduced into 
an application after its filing date (§ 1.118). If all the names 
of the actual inventor or inventors are not supplied when the 
specification and any required drawing are filed, the application 
will not be given a filing date earlier than the date upon which 
the names are supplied unless a petition with the fee set forth 
in § 1.17(i) is filed which sets forth the reasons the delay in 
supplying the names should be excused. A continuation or 
divisional application (filed under the conditions specified in 
35 U.S.C. 120 or 121 and § 1.78(a)) may be filed under this 
section, § 1.60 or § 1.62. A continuation-in-part application 
may be filed under this section or § 1.62. 

(2) The filing date of a provisional application is the date 
on which: a specification as prescribed by 35 U.S.C. 112, first 
paragraph; and any drawing required by § 1.81(a), are filed in 
the Patent and Trademark Office in the name of the actual 
inventor or inventors as required by § 1.41. No amendment, 
other than to make the provisional application comply with 
all applicable regulations, may be made to the provisional 
application after the filing date of the provisional application. 
If all the names of the actual inventor or inventors are not 
supplied when the specification and any required drawing are 
filed, the provisional application will not be given a filing date 
earlier than the date upon which the names are supplied unless 
a petition with the fee set forth in § 1.17(q) is filed which sets 
forth the reasons the delay in supplying the names should be 
excused. 

(i) A provisional application must also include a cover 
sheet identifying the application as a provisional application. 
Otherwise, the application will be treated as an application 
filed under § 1.53(b)(1). 

(ii) An application for patent filed under § 1.53(b)(1) 
may be treated as a provisional application and be accorded 
the original filing date provided that a petition requesting the 
conversion, with the fee set forth in § 1.17(q), is filed prior to 
the earlier of the abandonment of the § 1.53(b)(1) application, 
the payment of the issue fee, the expiration of 12 months after 
the filing date of the § 1.53(b)(1) application, or the filing of 
a request for a statutory invention registration under § 1.293. 
The grant of any such petition will not entitle applicant to a 
refund of the fees which were properly paid in the application 
filed under § 1.53(b)(1). 

(iii) A provisional application shall not be entitled to 
the right of priority under § 1.55 or 35 U.S.C. 119 or 365(a) 
or to the benefit of an earlier filing date under § 1.78 or 35 
U.S.C. 120, 121 or 365(c) of any other application. No claim for 
priority under § |.78(a)(3) may be made in a design application 
based on a provisional application. No request under § | .293 for 
a Statutory invention registration may be filed in a provisional 
application. The requirements of §§ 1.821-1.825 regarding 
application disclosures containing nucleotide and/or amino acid 
sequences are not mandatory for provisional applications. 
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(c) If any application is filed without the specification, 
drawing or name, or names, of the actual inventor or inventors 
required by paragraph (b)(1) or (b)(2) of this section, applicant 
will be so notified and given a time period within which to 
submit the omitted specification, drawing, name, or names, of 
the actual inventor, or inventors, in order to obtain a filing date 
as of the date of filing of such submission. A copy of the “Notice 
of Incomplete Application” form notifying the applicant should 
accompany any response thereto submitted to the Office. If 
the omission is not corrected within the time period set, the 
application will be returned or otherwise disposed of; the fee, 
if submitted, will be refunded less the handling fee set forth 
in § 1.21(n). Any request for review of a refusal to accord an 
application a filing date must be by way of a petition accompa- 
nied by the fee set forth in § 1.17(i), if the application was 
filed under § 1.53(b)(1), or by the fee set forth in § 1.17(q), 
if the application was filed under § 1.53(b)(2). 

(d)(1) If an application which has been accorded a filing 
date pursuant to paragraph (b)(1) of this section does not include 
the appropriate filing fee or an oath or declaration by the 
applicant, applicant will be so notified, if a correspondence 
address has been provided and given a period of time within 
which to file the fee, oath, or declaration and to pay the sur- 
charge as set forth in § 1.16(e) in order to prevent abandonment 
of the application. A copy of the “Notice to File Missing 
Parts” form mailed to applicant should accompany any response 
thereto submitted to the Office. If the required filing fee is not 
timely paid, or if the processing and retention fee set forth in 
§ 1.21(1) is not paid within one year of the date of mailing of 
the notification required by this paragraph, the application will 
be disposed of. No copies will be provided or certified by the 
Office of an application which has been disposed of or in which 
neither the required basic filing fee nor the processing and 
retention fee has been paid. The notification pursuant to this 
paragraph may be made simultaneously with any notification 
pursuant to paragraph (c) of this section. If no correspondence 
address is included in the application, applicant has two months 
from the filing date to file the basic filing fee, oath or declaration 
and to pay the surcharge as set forth in § 1.16(e) in order to 
prevent abandonment of the application; or, if no basic filing 
fee has been paid, one year from the filing date to pay the 
processing and retention fee set forth in § 1.21(1) to prevent 
disposal of the application. 

(2) If a provisional application which has been accorded a 
filing date pursuant to paragraph (b)(2) of this section does not 
include the appropriate filing fee or the cover sheet required 
by § 1.51(a)(2), applicant will be so notified if a correspondence 
address has been provided and given a period of time within 
which to file the fee, cover sheet and to pay the surcharge as 
set forth in § 1.16(1) in order to prevent abandonment of the 
application. A copy of the “Notice to File Missing Parts” form 
mailed to applicant should accompany any response thereto 
submitted to the Office. If the required filing fee is not timely 
paid, the application will be disposed of. No copies will be 
provided or certified by the Office of an application which has 
been disposed of or in which the required basic filing fee has 
not been paid. The notification pursuant to this paragraph may 
be made simultaneously with any notification pursuant to para- 
graph (c) of this section. If no correspondence address is 
included in the application, applicant has two months from the 
filing date to file the basic filing fee, cover sheet and to pay 
the surcharge as set forth in § 1.16(1) in order to prevent 
abandonment of the application. 

(e)(1) An application for a patent filed under paragraph (b)(1) 
of this section will not be placed upon the files for examination 
until all its required parts, complying with the rules relating 
thereto, are received, except that certain minor informalities 
may be waived subject to subsequent correction whenever 
required. 

(2) A provisional application for a patent filed under para- 
graph (b)(2) of this section will not be placed upon the files for 
examination and will become abandoned no later than twelve 
months after its filing date pursuant to 35 U.S.C. 111(b)(1). 
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14. Section 1.55 is revised to read as follows: 
§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim 
the benefit of the filing date of one or more prior foreign 
applications under the conditions specified in 35 U.S.C. 119(a)- 
(d) and 172. The claim to priority need be in no special form and 
may be made by the attorney or agent if the foreign application is 
referred to in the oath or declaration as required by § 1.63. 
The claim for priority and the certified copy of the foreign 
application specified in 35 U.S.C. 119(b) must be filed in the 
case of an interference (§ 1.630), when necessary to overcome 
the date of a reference relied upon by the examiner, when 
specifically required by the examiner, and in all other cases, 
before the patent is granted. If the claim for priority or the 
certified copy of the foreign application is filed after the date 
the issue fee is paid, it must be accompanied by a petition 
requesting entry and by the fee set forth in § 1.17(i). If the 
certified copy filed is not in the English language, a translation 
need not be filed except in the case of interference; or when 
necessary to overcome the date of a reference relied upon by 
the examiner; or when specifically required by the examiner, 
in which event an English language translation must be filed 
together with a statement that the translation of the certified 
copy is accurate. The statement must be a verified statement 
if made by a person not registered to practice before the Patent 
and Trademark Office. 

(b) An applicant in a nonprovisional application may under 
certain circumstances claim priority on the basis of one or more 
applications for an inventor’s certificate in a country granting 
both inventor’s certificates and patents. To claim the right of 
priority on the basis of an application for an inventor’s certifi- 
cate in such a country under 35 U.S.C. 119(d), the applicant 
when submitting a claim for such right as specified in paragraph 
(a) of this section, shall include an affidavit or declaration. The 
affidavit or declaration must include a specific statement that, 
upon an investigation, he or she is satisfied that to the best of 
his or her knowledge, the applicant, when filing the application 
for the inventor’ s certificate, had the option to file an application 
for either a patent or an inventor’s certificate as to the subject 
matter of the identified claim or claims forming the basis for 
the claim of priority. 


15. Section 1.59 is revised to read as follows: 


§ 1.59 Papers of application with filing date not to be 
returned. 


Papers in an application which has received a filing date 
pursuant to § 1.53 will not be returned for any purpose whatever. 
If applicants have not preserved copies of the papers, the Office 
will furnish copies at the usual cost of any application in which 
either the required basic filing fee (§ 1.16) or, if the application 
was filed under § 1.53(b)(1), the processing and retention fee 
(§ 1.21(1)) has been paid. See § 1.618 for return of unauthorized 
and improper papers in interferences. 


16. Section 1.60 is amended by revising paragraph (b) to 
read as follows: 


§ 1.60 Continuation or divisional application for invention 
disclosed in a prior nonprovisional application. 


** e+e 


(b) An applicant may omit signing of the oath or declaration 
in a continuation or divisional application (filed under the con- 
ditions specified in 35 U.S.C.120 or 121 and § 1.78(a)) if: 

(1) the prior application was a nonprovisional application 
and a complete application as set forth in § 1.51(a)(1); 

(2) applicant indicates that the application is being filed 
pursuant to this section and files a true copy of the prior com- 
plete application as filed including the specification (with 
claims), drawings, oath or declaration showing the signature 
or an indication it was signed, and any amendments referred to 
in the oath or declaration filed to complete the prior application; 
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(3) the inventors named in the continuation or divisional 
application are the same or less than all the inventors named 
in the prior application; and 

(4) the application is filed before the patenting, or abandon- 
ment of, or termination of proceedings on the prior application. 
The copy of the prior application must be accompanied by a 
statement that the application papers filed are a true copy of 
the prior complete application. Such statement must be by the 
applicant or applicant’s attorney or agent and must be a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. Only amendments reducing 
the number of claims or adding a reference to the prior applica- 
tion (§ 1.78(a)) will be entered before calculating the filing fee 
and granting the filing date. If the continuation or divisional 
application is filed by less than all the inventors named in the 
prior application, a statement must accompany the application 
when filed requesting deletion of the names of the person or 
persons who are not inventors of the invention being claimed 
in the continuation or divisional application. Except as provided 
in paragraph (d) of this section, if a true copy of the prior 
application as filed is not filed with the application or if the 
statement that the application papers are a true copy is omitted, 
the application will not be given a filing date earlier than the 
date upon which the copy and statement are filed, unless a 
petition with the fee set forth in § 1.17(i) is filed which satisfac- 
torily explains the delay in filing these items. 


s**t & 


17. Section 1.62 is amended by revising paragraphs (a) and 
(e) to read as follows: 


§ 1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional appli- 
cation, which uses the specification, drawings and oath or decla- 
ration from a prior nonprovisional application which is 
complete as defined by § 1.51(a)(1), and which is to be aban- 
doned, may be filed under this section before the payment of 
the issue fee, abandonment of, or termination of proceedings 
on the prior application, or after payment of the issue fee if a 
petition under § 1.313(b)(5) is granted in the prior application. 
The filing date of an application filed under this section is the 
date on which a request is filed for an application under this 
section including identification of the application number and 
the names of the inventors named in the prior complete applica- 
tion. If the continuation, continuation-in-part, or divisional 
application is filed by less than all the inventors named in the 
prior application a statement must accompany the application 
when filed requesting deletion of the names of the person or 
persons who are not inventors of the invention being claimed in 
the continuation, continuation-in-part, or divisional application. 
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(e) An application filed under this section will utilize the 
file wrapper and contents of the prior application to constitute 
the new continuation, continuation-in-part, or divisional appli- 
cation but will be assigned a new application number. Changes 
to the prior application must be made in the form of an amend- 
ment to the prior application as it exists at the time of filing 
the application under this section. No copy of the prior applica- 
tion or new specification is required. The filing of such a copy 
or specification will be considered improper, and a filing date 
as of the date of deposit of the request for an application under 
this section will not be granted to the application unless a 
petition with the fee set forth in § 1.17(i) is filed with instruc- 
tions to cancel the copy or specification. 


ee ee * 


18. Section 1.63 is amended by revising paragraph (a) to 
read as follows: 


§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(a)(1)(ii) as a 
part of a nonprovisional application must: 
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(1) Be executed in accordance with either § 1.66 or § 
1.68; 

(2) Identify the specification to which it is directed; 

(3) Identify each inventor and the residence and country 
of citizenship of each inventor, and 

(4) State whether the inventor is a sole or joint inventor 
of the invention claimed. 


*e*** 


19. Section 1.67 is amended by revising paragraph (b) to 
read as follows: 


§ 1.67 Supplemental oath or declaration. 


**e** 


(b) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must be filed when a claim is presented for 
matter originally shown or described but not substantially 
embraced in the statement of invention or claims originally 
presented or when an oath or declaration submitted in accor- 
dance with § 1.53(d)(1) after the filing of the specification and 
any required drawings specifically and improperly refers to an 
amendment which includes new matter. No new matter may 
be introduced into a nonprovisional application after its filing 
date even if a supplemental oath or declaration is filed. In 
proper cases, the oath or declaration here required may be made 
on information and belief by an applicant other than inventor. 


eee 


20. Section 1.78 is amended by revising paragraphs (a)(1) 
and (a)(2) and by adding new paragraphs (a)(3) and (a)(4) to 
read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


(a)(1) A nonprovisional application may claim an invention 
disclosed in one or more prior filed copending nonprovisional 
applications or international applications designating the United 
States of America. In order for a nonprovisional application to 
claim the benefit of a prior filed copending nonprovisional 
application or international application designating the United 
States of America, each prior application must name as an 
inventor at least one inventor named in the later filed nonprovi- 
sional application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 
35 U.S.C. 112. In addition, each prior application must be: 

(i) complete as set forth in § 1.51(a)(1); or 

(ii) entitled to a filing date as set forth in § 1.53(b)(1), 
§ 1.60 or § 1.62 and include the basic filing fee set forth in § 
1.16; or 

(iii) entitled to a filing date as set forth in § 1.53(b)(1) 
and have paid therein the processing and retention fee set forth 
in § 1.21(1) within the time period set forth in § 1.53(d)(1). 

(2) Any nonprovisional application claiming the benefit 
of one or more prior filed copending nonprovisional applica- 
tions or international applications designating the United States 
of America must contain or be amended to contain in the first 
sentence of the specification following the title a reference to 
each such prior application, identifying it by application number 
(consisting of the series code and serial number) or international 
application number and international filing date and indicating 
the relationship of the applications. Cross-references to other 
related applications may be made when appropriate. (See § 
1.14(b)). 

(3) A nonprovisional application other than for a design 
patent may claim an invention disclosed in one or more prior 
filed copending provisional applications. Since a provisional 
application can be pending for no more than twelve months, 
the last day of pendency may occur on a Saturday, Sunday, or 
Federal holiday within the District of Columbia which for 
copendency would require the nonprovisional application to 
be filed prior to the Saturday, Sunday, or Federal holiday. In 
order for a nonprovisional application to claim the benefit of 
one or more prior filed copending provisional applications, 
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each prior provisional application must name as an inventor 
at least one inventor named in the later filed nonprovisional 
application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 
35 U.S.C. 112. In addition, each prior provisional application 
must be: 

(i) complete as set forth in § 1.51(a)(2); or 

(ii) entitled to a filing date as set forth in § 1.53(b)(2) 
and include the basic filing fee set forth in § 1.16(k). 

(4) Any nonprovisional application claiming the benefit 
of one or more prior filed copending provisional applications 
must contain or be amended to contain in the first sentence of 
the specification following the title a reference to each such 
prior provisional application, identifying it as a provisional 
application, and including the provisional application number 
(consisting of series code and serial number). 


st * 


21. Section 1.83 is amended by revising paragraphs (a) and 
(c) to read as follows: 


§ 1.83 Content of drawing. 


(a) The drawing in a nonprovisional application must show 
every feature of the invention specified in the claims. However, 
conventional features disclosed in the description and claims, 
where their detailed illustration is not essential for a proper 
understanding of the invention, should be illustrated in the 
drawing in the form of a graphical drawing symbol or a labeled 
representation (e.g., a labeled rectangular box). 


**et*# * 


(c) Where the drawings in a nonprovisional application do 
not comply with the requirements of paragraphs (a) and (b) of 
this section, the examiner shall require such additional illustra- 
tion within a time period of not less than two months from the 
date of the sending of a notice thereof. Such corrections are 
subject to the requirements of § 1.81(d). 


22. Section 1.97 is amended by revising paragraph (d) to 
read as follows: 


§ 1.97 Filing of information disclosure statement. 


*e**#*# 


(d) An information disclosure statement shall be considered 
by the Office if filed after the mailing date of either a final 
action under § 1.113 or a notice of allowance under § 1.311, 
whichever occurs first, but before payment of the issue fee, 
provided the statement is accompanied by: 

(1) A certification as specified in paragraph (e) of this 
section; 

(2) A petition requesting consideration of the information 
disclosure statement; and 

(3) The petition fee set forth in § 1.17(i). 


*s*# * 


23. Section 1.101 is amended by revising paragraph (a) to 
read as follows: 


§ 1.101 Order of examination. 


(a) Nonprovisional applications filed in the Patent and Trade- 
mark Office and accepted as complete applications are assigned 
for examination to the respective examining groups having the 
classes of inventions to which the applications relate. Nonprovi- 
sional applications shall be taken up for examination by the 
examiner to whom they have been assigned in the order in 
which they have been filed except for those applications in 
which examination has been advanced pursuant to § 1.102. See 
§ 1.496 for order of examination of international applications 
in the national stage. 


*s*#*#* 
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24. Section 1.102 is amended by revising paragraph (d) to 
read as follows: 


§ 1.102 Advancement of examination. 


+++ * 


(d) A petition to make an application special on grounds 
other than those referred to in paragraph (c) of this section 
must be accompanied by the petition fee set forth in § 1.17(i). 


25. Section 1.103 is amended by revising paragraph (a) to 
read as follows: 


§ 1.103 Suspension of action. 


(a) Suspension of action by the Office will be granted for 
good and sufficient cause and for a reasonable time specified 
upon petition by the applicant and, if such cause is not the 
fault of the Office, the payment of the fee set forth in § 1.17(i). 
Action will not be suspended when a response by the applicant 
to an Office action is required. 


i 


26. A new, undesignated center heading and new section 
1.129 are added to Subpart B - National Processing Provisions 
to read as follows: 


Transitional Provisions 


§ 1.129 Transitional procedures for limited examination 
after final rejection and restriction practice. 


(a) An applicant in an application, other than for reissue or 
a design patent, that has been pending for at least two years 
as of June 8, 1995, taking into account any reference made in 
such application to any earlier filed application under 35 U.S.C. 
120, 121 and 365(c), is entitled to have a first submission 
entered and considered on the merits after final rejection under 
the following circumstances: The Office will consider such a 
submission, if the first submission and the fee set forth in § 
1.17(r) are filed prior to the filing of an appeal brief and prior 
to abandonment of the application. The finality of the final 
rejection is automatically withdrawn upon the timely filing of 
the submission and payment of the fee set forth in § 1.17(r). 
If a subsequent final rejection is made in the application, appli- 
cant is entitled to have a second submission entered and consid- 
ered on the merits after the subsequent final rejection under 
the following circumstances: The Office will consider such a 
submission, if the second submission and a second fee set forth 
in § 1.17(r) are filed prior to the filing of an appeal brief and 
prior to abandonment of the application. The finality of the 
subsequent final rejection is automatically withdrawn upon the 
timely filing of the submission and payment of the second fee 
set forth in § 1.17(r). Any submission filed after a final rejection 
made in an application subsequent to the fee set forth in § 
1.17(r) having been twice paid will be treated as set forth in 
§ 1.116. A submission as used in this paragraph includes, 
but is not limited to, an information disclosure statement, an 
amendment to the written description, claims or drawings and 
a new substantive argument or new evidence in support of 
patentability. 

(b)(1) In an application, other than for reissue or a design 
patent, that has been pending for at least three years as of 
June 8, 1995, taking into account any reference made in the 
application to any earlier filed application under 35 U.S.C. 120, 
121 and 365(c), no requirement for restriction or for the filing 
of divisional applications shall be made or maintained in the 
application after June 8, 1995, except where: 

(i) the requirement was first made in the application or 
any earlier filed application under 35 U.S.C. 120, 121 and 
365(c) prior to April 8, 1995; 

(ii) the examiner has not made a requirement for restric- 
tion in the present or parent application prior to April 8, 1995, 
due to actions by the applicant, or 

(iii) the required fee for examination of each additional 
invention was not paid. 
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(2) If the application contains more than one independent 
and distinct invention and a requirement for restriction or for the 
filing of divisional applications cannot be made or maintained 
pursuant to this paragraph, applicant will be so notified and 
given a time period to: 

(i) elect the invention or inventions to be searched and 
examined, if no election has been made prior to the notice, and 
pay the fee set forth in § 1.17(s) for each independent and 
distinct invention claimed in the application in excess of one 
which applicant elects; 

(ii) confirm an election made prior to the notice and 
pay the fee set forth in § 1.17(s) for each independent and 
distinct invention claimed in the application in addition to the 
one invention which applicant previously elected; or 

(iii) file a petition under this section traversing the 
requirement. If the required petition is filed in a timely manner, 
the original time period for electing and paying the fee set 
forth in § 1.17(s) will be deferred and any decision on the 
petition affirming or modifying the requirement will set a new 
time period to elect the invention or inventions to be searched 
and examined and to pay the fee set forth in § 1.17(s) for each 
independent and distinct invention claimed in the application 
in excess of one which applicant elects. 

(3) The additional inventions for which the required fee has 
not been paid will be withdrawn from consideration under § 
1.142(b). An applicant who desires examination of an invention 
so withdrawn from consideration can file a divisional applica- 
tion under 35 U.S.C. 121. 

(c) The provisions of this section shall not be applicable to 
any application filed after June 8, 1995. 


27. Section 1.137 is amended by revising paragraph (c) to 
read as follows: 


§ 1.137 Revival of abandoned application. 


**t*# * 


(c) In all applications filed before June 8, 1995, and in all 
design applications filed on or after June 8, 1995, any petition 
pursuant to paragraph (a) of this section not filed within six 
months of the date of abandonment of the application, must 
be accompanied by a terminal disclaimer with fee under § 
1.321 dedicating to the public a terminal part of the term of 
any patent granted thereon equivalent to the period of abandon- 
ment of the application. The terminal disclaimer must also 
apply to any patent granted on any continuing application enti- 
tled under 35 U.S.C. 120 to the benefit of the filing date of 
the application for which revival is sought. 


eee * 


28. Section 1.139 is added to read as follows: 
§ 1.139 Revival of provisional application. 


(a) A provisional application which has been accorded a 
filing date and abandoned for failure to timely respond to an 
Office requirement may be revived so as to be pending for a 
period of no longer than twelve months from its filing date if 
it is shown to the satisfaction of the Commissioner that the delay 
was unavoidable. Under no circumstances will the provisional 
application be pending after twelve months from its filing date. 
A petition to revive an abandoned provisional application must 
be promptly filed after the applicant is notified of, or otherwise 
becomes aware of, the abandonment, and must be accompanied 
by: 

(1) the required response unless it has been previously 
filed; 

(2) the petition fee as set forth in § 1.17(1); and 

(3) a showing that the delay was unavoidable. The showing 
must be a verified showing if made by a person not registered 
to practice before the Patent and Trademark Office. 

(b) A provisional application which has been accorded a 
filing date and abandoned for failure to timely respond to an 
Office requirement may be revived so as to be pending for a 
period of no longer than twelve months from its filing date if 
the delay was unintentional. Under no circumstances will the 
provisional application be pending after twelve months from 
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its filing date. A petition to revive an abandoned provisional 
application must be: 

(1) accompanied by the required response unless it has 
been previously filed; 

(2) accompanied by the petition fee as set forth in § 
1.17(m); 

(3) accompanied by a statement that the delay was 
unintentional. The statement must be a verified statement if 
made by a person not registered to practice before the Patent and 
Trademark Office. The Commissioner may require additional 
information where there is a question whether the delay was 
unintentional; and 

(4) filed either: 

(i) within one year of the date on which the provi- 
sional application became abandoned; or 

(ii) within three months of the date of the first decision 
on a petition to revive under paragraph (a) of this section which 
was filed within one year of the date on which the provisional 
application became abandoned. 

(c) Any request for reconsideration or review of a decision 
refusing to revive a provisional application upon petition filed 
pursuant to paragraphs (a) or (b) of this section, to be considered 
timely, must be filed within two months of the decision refusing 
to revive or within such time as set in the decision. 

(d) The time periods set forth in this section cannot be 
extended, except that the three-month period set forth in para- 
graph (b)(4)(ii) of this section and the time period set forth in 
paragraph (c) of this section may be extended under the provis- 
ions of § 1.136. 


29. Section 1.177 is revised to read as follows: 
§ 1.177 Reissue in divisions. 


The Commissioner may, in his or her discretion, cause several 
patents to be issued for distinct and separate parts of the thing 
patented, upon demand of the applicant, and upon payment of 
the required fee for each division. Each division of a reissue 
constitutes the subject of a separate specification descriptive 
of the part or parts of the invention claimed in such division; 
and the drawing may represent only such part or parts, subject 
to the provisions of §§ 1.83 and 1.84. On filing divisional 
reissue applications, they shall be referred to the Commissioner. 
Unless otherwise ordered by the Commissioner upon petition 
and payment of the fee set forth in § 1.17(i), all the divisions 
of a reissue will issue simultaneously; if there is any controversy 
as to one division, the others will be withheld from issue 
until the controversy is ended, unless the Commissioner orders 
otherwise. 


30. Section 1.312 is amended by revising paragraph (b) to 
read as follows: 


§ 1.312 Amendments after allowance. 


*_*e*# * 


(b) Any amendment pursuant to paragraph (a) of this section 
filed after the date the issue fee is paid must be accompanied 
by a petition including the fee set forth in § 1.17(i) and a 
showing of good and sufficient reasons why the amendment 
is necessary and was not earlier presented. 


31. Section 1.313 is amended by revising paragraph (a) to 
read as follows: 


§ 1.313 Withdrawal from issue. 


(a) Applications may be withdrawn from issue for further 
action at the initiative of the Office or upon petition by the 
applicant. Any such petition by the applicant must include a 
showing of good and sufficient reasons why withdrawal of the 
application is necessary and, if the reason for the withdrawal 
is not the fault of the Office, must be accompanied by the fee 
set forth in § 1.17(i). If the application is withdrawn from issue, 
a new notice of allowance will be sent if the application is 
again allowed. Any amendment accompanying a petition to 
withdraw an application from issue must comply with the 
requirements of § 1.312. 
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32. Section 1.314 is revised to read as follows: 


§ 1.314 Issuance of patent. 


If payment of the issue fee is timely made, the patent will 
issue in regular course unless the application is withdrawn from 
issue (§ 1.313), or issuance of the patent is deferred. Any 
petition by the applicant requesting a deferral of the issuance 
of a patent must be accompanied by the fee set forth in § 1.17(i) 
and must include a showing of good and sufficient reasons 
why it is necessary to defer issuance of the patent. 


33. Section 1.316 is amended by revising paragraph (d) to 
read as follows: 


§ 1.316 Application abandoned for failure to pay issue fee. 


****#* 


(d) In all applications filed before June 8, 1995, any petition 
pursuant to paragraph (b) of this section not filed within six 
months of the date of abandonment of the application, must 
be accompanied by a terminal disclaimer with fee under § 
1.321 dedicating to the public a terminal part of the term of 
any patent granted thereon equivalent to the period of abandon- 
ment of the application. The terminal disclaimer must also 
apply to any patent granted on any continuing application enti- 
tled under 35 U.S.C. 120 to the benefit of the filing date of 
the application for which revival is sought. 


**#et¢ 


34. Section 1.317 is amended by removing and reserving 
paragraph (d): 


§ 1.317 Lapsed patents; delayed payment of balance of 
issue fee. 


s*+e¢#* 


(d) [Reserved] 
*_* et ** 


35. Section 1.666 is amended by revising paragraph (b) to 
read as follows: 


§ 1.666 Filing of interference settlement agreements. 


5 ad 


(b) If any party filing the agreement or understanding under 
paragraph (a) of this section so requests, the copy will be kept 
separate from the file of the interference, and made available 
only to Government agencies on written request, or to any 
person upon petition accompanied by the fee set forth in § 
1.17(i) and on a showing of good cause. 


see 


36. Section 1.701 is added to Subpart F to read as follows: 


§ 1.701 Extension of patent term due to prosecution delay. 


(a) A patent, other than for designs, issued on an application 
filed on or after June 8, 1995, is entitled to extension of the 
patent term if the issuance of the patent was delayed due to: 

(1) interference proceedings under 35 U.S.C. 135(a); 
and/or 

(2) the application being placed under a secrecy order 
under 35 U.S.C. 181; and/or 

(3) appellate review by the Board of Patent Appeals 
and Interferences or by a Federal court under 35 U.S.C. 141 
or 145, if the patent was issued pursuant to a decision reversing 
an adverse determination of patentability and if the patent is 
not subject to a terminal disclaimer due to the issuance of 





JaNuaRY 5, 1999 


another patent claiming subject matter that is not patentably 
distinct from that under appellate review. 

(b) The term of a patent entitled to extension under paragraph 
(a) of this section shall be extended for the sum of the periods 
of delay calculated under paragraphs (c)(1), (c)(2), (c)(3) and 
(d) of this section, to the extent that these periods are not 
overlapping, up to a maximum of five years. The extension 
will run from the expiration date of the patent. 

(c)(1) The period of delay under paragraph (a)(1) of this 
section for an application is the sum of the following periods, 
to the extent that the periods are not overlapping: 

(i) with respect to each interference in which the 
application was involved, the number of days, if any, in the 
period beginning on the date the interference was declared or 
redeclared to involve the application in the interference and 
ending on the date that the interference was terminated with 
respect to the application; and 

(ii) the number of days, if any, in the period beginning 
on the date prosecution in the application was suspended by 
the Patent and Trademark Office due to interference proceed- 
ings under 35 U.S.C. 135(a) not involving the application and 
ending on the date of the termination of the suspension. 

(2) The period of delay under paragraph (a)(2) of this 
section for an application is the sum of the following periods, 
to the extent that the periods are not overlapping: 

(i) the number of days, if any, the application was 
maintained in a sealed condition under 35 U.S.C. 181; 

(ii) the number of days, if any, in the period beginning 
on the date of mailing of an examiner’s answer under § 1.193 
in the application under secrecy order and ending on the date 
the secrecy order and any renewal thereof was removed; 

(iii) the number of days, if any, in the period begin- 
ning on the date applicant was notified that an interference 
would be declared but for the secrecy order and ending on the 
date the secrecy order and any renewal thereof was removed, 
and 

(iv) the number of days, if any, in the period beginning 
on the date of notification under § 5.3(c) and ending on the 
date of mailing of the notice of allowance under § 1.311. 

(3) The period of delay under paragraph (a)(3) of this 
section is the sum of the number of days, if any, in the period 
beginning on the date on which an appeal to the Board of 
Patent Appeals and Interferences was filed under 35 U.S.C. 
134 and ending on the date of a final decision in favor of the 
applicant by the Board of Patent Appeals and Interferences or 
by a Federal court in an appeal under 35 U.S.C. 141 or a civil 
action under 35 U.S.C. 145. 

(d) The period of delay set forth in paragraph (c)(3) shall 
be reduced by: 

(1) any time during the period of appellate review that 
occurred before three years from the filing date of the first 
national application for patent presented for examination; and 

(2) any time during the period of appellate review, as 
determined by the Commissioner, during which the applicant 
for patent did not act with due diligence. In determining the 
due diligence of an applicant, the Commissioner may examine 
the facts and circumstances of the applicant’s actions during the 
period of appellate review to determine whether the applicant 
exhibited that degree of timeliness as may reasonably be 
expected from, and which is ordinarily exercised by, a person 
during a period of appellate review. 


Part 3— Assignment, Recording, and Rights of Assignee 


37. The authority citation for 37 CFR Part 3 continues to 
read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
38. Section 3.21 is revised to read as follows: 
§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent 
by the patent number. An assignment relating to a national 
patent application must identify the national patent application 
by the application number (consisting of the series code and 
the serial number, e.g., 07/123,456). An assignment relating to 
an international patent application which designates the United 
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States of America must identify the international application 
by the international number (e.g., PCT/US90/01234). If an 
assignment of a patent application filed under § 1.53(b)(1) or 
§ 1.62 is executed concurrently with, or subsequent to, the 
execution of the patent application, but before the patent appli- 
cation is filed, it must identify the patent application by its date 
of execution, name of each inventor, and title of the invention so 
that there can be no mistake as to the patent application 
intended. If an assignment of a provisional application is exe- 
cuted before the provisional application is filed, it must identify 
the provisional application by name of each inventor and title 
of the invention so that there can be no mistake as to the 
provisional application intended. 


39. Section 3.81 is amended by revising paragraph (b) to 
read as follows: 


§ 3.81 Issue of patent to assignee. 


‘eee * 


(b) If the assignment is submitted for recording after the 
date of payment of the issue fee, but prior to issuance of the 
patent, the assignee may petition that the patent issue to the 
assignee. Any such petition must be accompanied by the fee 
set forth in § 1.17(i) of this Chapter. 
April 17, 1995 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1174 OG 15) 


(97) Terminal Disclaimers Required 
to Overcome Judicially-Created 
Double Patenting Rejections in Utility and Plant 


Applications Filed on or After June 8, 1995 


Section 532 of Public Law 103-465, 108 Stat. 4809 (1994), 
amended 35 U.S.C. § 154(a)(2) to provide that any patent 
issuing on a utility or plant application filed on or after June 
8, 1995 will expire twenty years from its filing date, or, if the 
application claims the benefit of an earlier filed application 
under 35 U.S.C. §§ 120, 121, or 365(c), twenty years from the 
earliest filing date for which a benefit under 35 U.S.C. §§ 120, 
121, or 365(c) is claimed. Therefore, any patent issuing on a 
continuing utility or plant application filed on or after June 8, 
1995 will expire twenty years from the earliest filing date for 
which a benefit is claimed under 35 U.S.C. §§ 120, 121, or 
365(c), subject to the provisions of 35 U.S.C. § 154(b). 


A number of applicants have argued that a terminal dis- 
claimer under 37 C.F.R. § 1.321 should not be required in a 
continuing application filed on or after June 8, 1995 to over- 
come a judicially-created double patenting rejection based upon 
an application for which a benefit is claimed under 35 U.S.C. 
§§ 120, 121, or 365(c), as any patent issuing on such continuing 
application would expire no later than the patent issuing on 
the application which formed the basis for the rejection. The 
above-mentioned amendment to 35 U.S.C. § 154 notwith- 
standing, there are at least two reasons for insisting upon a 
terminal disclaimer to overcome a judicially-created double 
patenting rejection in such an application. 


First: 35 U.S.C. § 154(b) includes provisions for patent term 
extension based upon various prosecution delays during the 
application process. Thus, 35 U.S.C. § 154 does not currently 
ensure that any patent issuing on a continuing utility or plant 
application filed on or after June 8, 1995 will necessarily expire 
twenty years from the earliest filing date for which a benefit 
is claimed under 35 U.S.C. §§ 120, 121, or 365(c). Also, 
legislation is pending in Congress (H.R. 400 and S. 507, 105th 
Cong., Ist Sess. (1997)) that would expand the opportunity for 
adjusting patent terms, prospectively or retroactively, for utility 
and plant applications applied for on or after June 8, 1995. 
Therefore, whether under the present statutory provision or 
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pending or future changes to it, the current twenty-year term 
provision of 35 U.S.C. § 154(a)(2) cannot be relied upon in 
many cases as ensuring the expiration date of a patent issuing 
on a utility or plant application filed on or after June 8, 1995. 


Second: 37 C.F.R. § 1.321(c)(3) requires that a terminal 
disclaimer filed to obviate a double patenting rejection include 
a provision that any patent granted on that application be 
enforceable only for and during the period that the patent is 
commonly owned with the application or patent which formed 
the basis for the rejection. This requirement serves to avoid 
the potential for harassment of an accused infringer by multiple 
parties with patents covering the same patentable invention (37 
C.F.R. § 1.601(n)). See, e.g., In re Van Ornum, 686 F.2d 937, 
944-48, 214 USPQ 761,767-70 (CCPA 1982). Not insisting 
upon a terminal disclaimer to overcome a judicially-created 
double patenting rejection in an application subject to twenty- 
year term under 35 U.S.C. § 154(a)(2) would result in the 
potential for the problem that 37 C.F.R. § 1.321(c)(3) was 
promulgated to avoid. 


Accordingly, a terminal disclaimer under 37 C.F.R. § 1.321 
is (still) required in an application to overcome a judicially- 
created double patenting rejection, even if the application was 
filed on or after June 8, 1995 and claims the benefit under 35 
U.S.C. §§ 120, 121, or 365(c) of the filing date of an application 
which forms the basis for the rejection. Examiners should 
respond to arguments that a terminal disclaimer under 37 C.F.R. 
§ 1.321 should not be required in a continuing application filed 
on or after June 8, 1995 to overcome a judicially-created double 
patenting rejection due to the change to 35 U.S.C. § 154 by 
citing this Official Gazette notice. 


Inquiries regarding this matter should be directed to Senior 
Legal Advisor Robert W. Bahr at (703) 305-9285. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 
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(98) Patent Term Extension Information 
under 35 U.S.C. § 154(b) and 37 C.F.R. § 1.701 


Printed on the Notice of Allowance and the Patent 


The Patent and Trademark Office has recently implemented a 
new system for automatically calculating and printing on the 
notice of allowance any Patent Term Extension (PTE) to which 
a patent is entitled under 35 U.S.C. § 154(b) and 37 C.F.R. § 
1.701. PTE information will be printed on a notice of allowance 
in the box provided for and to the right of the first inventor’s 
last name. If the PTE is less than five years, it will be printed 
in days, for example, “35 USC 154(b) term ext. = 365 days.” 
Since the maximum PTE under § 154(b) is five (5) years, if 
the PTE is equal to five (5) years, the system will simply print 
out “35 USC 154(b) term ext. = 5 years.” The PTE information 
printed on the notice of allowance will also be used to print 
PTE information on the face of a patent in generally the position 
for the terminal disclaimer information. 


If an applicant disagrees with the PTE information printed on 
the notice of allowance, the applicant may request review by 
way of a petition under 37 C.F.R. § 1.181. To avoid loss of 
patent term due to the time required to process and decide a 
§ 1.181 petition, the Office will ordinarily not postpone issuance 
of a patent while the petition is pending. If the petition is granted 
after the patent issues, a Certificate of Correction pursuant to 
37 C.F.R. § 1.322 will be issued. If an error is noted after the 
patent issues, the patent owner may seek correction of the PTE 
information printed on the face of a patent by filing a request 
for a Certificate of Correction pursuant to § 1.322. 


Petitions and Certificates of Correction regarding PTE under 
35 U.S.C. § 154(b) should be addressed to “Box DAC, Assistant 
Commissioner for Patents, Washington, D.C. 20231” and will 
be decided in the Special Program Law Office. 
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Inquiries regarding this matter should be directed to Karin 
Tyson or John F. Gonzales, Senior Legal Advisors, at (703) 
305-9285. 
November 3, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 
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Examination of Patent Applications 
Containing Nucleotide Sequences 


I. Introduction 


Biotechnology is expected to be an important growth industry 
from now until well into the twenty-first century, particularly 
in the United States, one which will produce new therapeutics 
for the benefit of mankind. The Patent and Trademark Office 
(PTO) has taken a very active role in working together with 
its customers to simplify and standardize PTO policies and 
procedures and to encourage and promote the growth of this 
industry for the benefit of humanity. 


For at least a decade, researchers in the biotechnology 
industry have been filing patent applications claiming isolated 
DNA or RNA sequences of nucleotides, referred to as nucleo- 
tide or nucleic acid sequences. Scientific and technological 
advances now permit researchers to identify large numbers of 
gene sequences rapidly. The ease of using automated techniques 
for sequencing large numbers of nucleotides in a nucleic acid 
has resulted in the filing of a growing number of patent applica- 
tions, many of which recite thousands of individual nucleotide 
sequences with each sequence reciting at least several hundred 
nucleotides. The examination of these applications presents 
unprecedented search and examination challenges, even with 
the most modem, up-to-date equipment. 


Faced with these challenges, the PTO held public hearings 
on issues relating to patent protection of nucleotide sequences 
on April 16, 1996, in San Diego, California and on April 
23, 1996, in Arlington, Virginia. At those hearings, the PTO 
received several recommendations that restriction practice pur- 
suant to 35 U.S.C. § 121 should be applied to patent applications 
claiming nucleotide sequences. 


This Notice responds to comments received during the hear- 
ings. This Notice clarifies PTO’s policy for examination of 
patent applications that claim large numbers of nucleotide 
sequences. 


II. The PTO Will Permit Applicants to Claim Up to Ten 
Independent and Distinct Nucleotide Sequences In One 
National Application 


By statute, “[i]f two or more independent and distinct inven- 
tions are claimed in one application, the Commissioner may 
require the application to be restricted to one of the inventions.” 
35 U.S.C. § 121. Pursuant to this statute, the Rules of Practice 
in Patent Cases provide that “[i]f two or more independent 
and distinct inventions are claimed in a single application, the 
examiner in his action shall require the applicant . . . to elect 
that invention to which his claim shall be restricted.” 37 CFR 
1.142(a). See also 37 CFR 1.141(a). 


Nucleotide sequences encoding different proteins are struc- 
turally distinct chemical compounds and are unrelated to one 
another. These sequences are thus deemed to normally consti- 
tute independent and distinct inventions within the meaning of 
35 U.S.C. § 121. Absent evidence to the contrary, each such 
nucleotide sequence is presumed to represent an independent 
and distinct invention, subject to a restriction requirement pur- 
suant to 35 U.S.C. § 121 and 37 CFR 1.141 et seg. Nevertheless, 
to further aid the biotechnology industry in protecting its intel- 
lectual property without creating an undue burden on the Office, 
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the Commissioner has decided sua sponte to partially waive the 
requirements of 37 CFR 1.141 ef seq. and permit a reasonable 
number of such nucleotide sequences to be claimed in a single 
application. 


Accordingly, in most cases, up to ten (10) independent and 
distinct nucleotide sequences will be examined in a single 
application without restriction. It has been determined that 
normally ten sequences constitute a reasonable number for 
examination purposes. The PTO believes that allowing appli- 
cants to claim up to ten (10) independent and distinct nucleotide 
sequences in a single application will promote efficient, cost- 
effective examination of these types of applications. In addition 
to the specifically selected sequences, those sequences which 
are patentably indistinct from the selected sequences will also 
be examined. Furthermore, nucleotide sequences encoding the 
same protein are not considered to be independent and distinct 
inventions and will continue to be examined together. 

In some exceptional cases, the complex nature of the claimed 
material, for example a protein amino acid sequence reciting 
three dimensional folds, may necessitate that the reasonable 
number of sequences to be selected be less than ten (10). In 
other cases, applicants may petition pursuant to 37 CFR 1.181 
for examination of additional nucleotide sequences by pro- 
viding evidence that the different nucleotide sequences do not 
cover independent and distinct inventions. 


Ill. Under the Unity of Invention Standard in an Interna- 
tional Application or National Stage Application Filed 
Under 35 U.S.C. § 371, Up to Ten Nucleotide Sequences 
Will Be Searched and/or Examined Without Payment of 
An Additional Fee 


International applications filed under the Patent Cooperation 
Treaty (PCT) and national stage applications filed under 35 
U.S.C. § 371 will be treated in a similar manner. Under 37 
CFR 1.475 and 1.499 et seq., when claims do not comply with 
the requirement of unity of invention, i.e., when the claimed 
subject matter does not involve “one or more of the same or 
corresponding special technical features,” 37 CFR 1.475(a), an 
additional fee is required to maintain the claims in the same 
application. 37 CFR 1.476(b). 


The Commissioner has decided sua sponte to partially waive 
37 CFR 1.475 and 1.499 et seq. to permit applicants to claim 
up to ten (10) nucleotide sequences which do not have the 
same or corresponding special technical feature, without the 
payment of an additional fee. The PCT permits inventions 
which lack unity of invention to be maintained in the same 
international application for the payment of additional fees. 
Thus, in international applications, for each group for which 
applicant has paid additional international search and/or prelim- 
inary examination fees, the PTO has determined that up to four 
(4) such additional sequences per group is a reasonable number 
for examination. Further, claims directed to the selected 
sequences will be examined with claims drawn to any sequence 
combinations which have a common technical feature with the 
selected sequences. Nucleotide sequences encoding the same 
protein are considered to satisfy the unity of invention standard 
and will continue to be examined together. 


IV. Examples of Nucleotide Sequence Claims That Are the 
Subject of this Notice 


Examples of typical nucleotide sequence claims impacted 
by this Notice include: 


(1) an isolated and purified DNA fragment comprising DNA 
having at least 95% identity to a DNA sequence selected from 
SEQ ID Nos. 1-1,000; 


(2) a combination of DNA fragments comprising SEQ ID 
Nos. 1-1,000; and 


(3) acombination of DNA fragments, said combination con- 
taining at least thirty different DNA fragments selected from 
SEQ ID Nos. 1-1,000. 
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Applications claiming more than ten (10) individual indepen- 
dent and distinct nucleotide sequences in alternative form, such 
as set forth in example 1, will be subject to a restriction require- 
ment. Only the ten (10) nucleotide sequences selected in 
response to the restriction requirement and any other claimed 
sequences which are patentably indistinct therefrom will be 
examined. 


Applications claiming only a combination of nucleotide 
sequences, such as set forth in example 2, will generally not 
be subject to a restriction requirement. The presence of one 
novel and nonobvious sequence within the combination will 
render the entire combination allowable. The combination will 
be searched until one nucleotide sequence is found to be allow- 
able. The order of searching will be chosen by the examiner 
to maximize the identification of an allowable sequence. If no 
individual nucleotide sequence is found to be allowable, the 
examiner will consider whether the combination of sequences 
taken as a whole renders the claim allowable. 


Applications containing only composition claims reciting 
different combinations of individual nucleotide sequences, such 
as set forth in example 3, will be subject to a restriction require- 
ment. Applicants will be required to select one combination 
for examination. If the selected combination contains ten or 
fewer sequences, all of the sequences of the combination will 
be searched. If the selected combination contains more than 
ten sequences, the combination will be examined following the 
procedures set forth above for example 2. More specifically, 
the combination will be searched until one nucleotide sequence 
is found to be allowable with the examiner choosing the order 
of search to maximize the identification of an allowable 
sequence. The identification of any allowable sequence(s) will 
cause all combinations containing the allowed sequence(s) to 
be allowed. 


In applications containing all three claims set forth in exam- 
ples 1-3, the PTO will require restriction of the application to 
ten sequences for initial examination purposes. Based upon the 
finding of allowable sequences, claims limited to the allowable 
sequences as in example 1, all combinations, such as in exam- 
ples 2 and 3, containing the allowable sequences and any patent- 
ably indistinct sequences will be rejoined and allowed. 

Rejoinder will be permitted for claims requiring any allow- 
able sequence(s). Any claims which have been restricted and 
non-selected and which are limited to the allowable sequence(s) 
will be rejoined and examined. 


V. Other Possible Solutions 


The PTO is pursuing other possible ways to efficiently 
examine applications that claim large numbers of nucleotide 
sequences, including the following: 


A. Software Development - Using private contractors, the 
PTO will attempt to identify, modify or develop software tools 
to aid in searching and the analysis of search results. 


B. Feedback - The PTO will pursue and evaluate suggestions 
from applicants, members of the bar, industry, scientists, gov- 
emment, and inventors. 


C. International Cooperation - The PTO will encourage 
greater cooperation between the other patent offices of the 
world in the area of biotechnology. The PTO will work with 
these offices to share resources thereby minimizing duplication 
of search and examination. 


D. PTO Outside Search Center - The PTO will explore the 
possibility of establishing an outside search center which would 
perform standard searches for all patent applicants submitting 
applications containing nucleotide sequences. 


E. Search Standards - The PTO will explore the possibility 
of establishing quality and proficiency standards for prior art 
searches so that applicants can perform their own pre-examina- 
tion searches. Applicants could then submit their searches with 
their applications, and the PTO could examine applications 
based on applicants’ searches. 
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F. Communication - The PTO will communicate its proce- 
dures for searching the prior art and how the current hardware 
and software have been optimized for examination needs. 


Any questions, comments or suggestions regarding this 
Notice should be directed to Esther M. Kepplinger, Supervisory 
Primary Examiner, Group Art Unit 1302: by mail to Box Com- 
ments-Patents, Assistant Commissioner for Patents, Wash- 
ington, DC 20231; by FAX to (703) 305-3601; or by electronic 
mail addressed to ekepplin@uspto.gov. 

October 17, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(100) Applicant Aid for Biotechnology 
Computer Readable Form (CRF) Sequence 


Listings Submissions 


The Patent and Trademark Office (PTO) has developed a 
computer program, called Checker, that will aid applicants in 
identifying and correcting errors prior to making submissions 
for compliance with the Requirements for Patent Applications 
Containing Nucleotide Sequence and/or Amino Acid Sequence 
Disclosures (sequence rules: 37 CFR 1.821 through 1.825). 
(Final rules were published in the Federal Register (SS FR 
18230) on May 1, 1990, and in the PTO Official Gazette (1114 
Off.Gaz.PatOffice 29) on May 15, 1990.) 


Checker is a DOS-based software program that is intended 
to assist users in determining whether errors may be present 
in the sequence listings, and is not intended to guarantee that 
the submission is error-free. 


The most current version of the software will be available 
via computer downloading (details below). Copies on diskette 
are also available. Updated software versions will not be auto- 
matically mailed out; any updates will be announced in the 
PTO Official Gazette. 


The software can be accessed/requested in the following 
locations: 


1)Dial-up access to the Patent and Trademark Office Bulletin 
Board System. Phone number: 703-305-8950 
Cost: Free-of-charge 


2) Dial-up access through the Internet. FTP site: ftp.uspto.gov 
Login as “anonymous”. Software is in directory /pub/checker 
Cost: Free-of-charge 


3) For diskette copies, telephone requests to 703-308-0322. 
Cost: $25.00 


For Further Information Contact: Meredith Beckhardt at 
703-308-4212. 


February 14, 1995 STEPHEN G. KUNIN 


Deputy Assistant Commissioner for 
Patent Policy and Projects 
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Department of Commerce 
Patent and Trademark Office 


37 CFR Part 5 
Patent Law Foreign Filing Amendments 
Agency: Patent and Trademark Office, Commerce 


Action: Notice of Final Rulemaking 


Summary. The Patent and Trademark Office (Office) is 
amending the rules of practice in patent cases to implement the 
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Patent Law Foreign Filing Amendments Act of 1988, Subtitle B 
of Public Law 100-418. The rules reflect changes made to 35 
U.S.C. 184 which specify that a license is not required to, 
file amendments, modifications, and supplements containing 
additional subject matter to a previously licensed foreign patent 
application if such amendments, modifications, and supple- 
ments do not change the general nature of the invention dis- 
closed in the application in a manner which would require 
a corresponding United States patent application to be made 
available for national security inspection under 35 U.S.C. 181. 
These regulatory changes are applicable to most existing foreign 
filing license holders if their patent application did not undergo 
security inspection under 35 U.S.C 181. Also, under the rules, 
a retroactive foreign filing license may be granted in situations 
where a proscribed foreign filing occurred through error and 
without deceptive intent as opposed to the earlier standard of 
inadvertence. 

Effective Date: Feb. 19, 1991. 

Supplementary Information: A notice of proposed rulemaking 
was published in the Federal Register at 5S Fed. Reg. 24270- 
24275 (June 15, 1990) and at 1116 Official Gazette 21-25 July 
10, 1990). No oral hearing was held. Three written comments 
on the proposed rulemaking were received. The comments 
received and replies thereto are listed below. 


The rules are intended to implement the Patent Law Foreign 
Filing Amendments Act of 1988, Subtitle B of Public Law 
100-418 (hereinafter the Act), which amended §§ 184, 185 and 
186 of Title 35, United States Code, in order to simplify the 
procedures for United States inventors filing and prosecuting 
patent applications in foreign countries. The Office has not 
made any rule changes to implement the amendments to 35 
U.S.C. 185 or 186 since these changes affect matters outside 
its jurisdiction. 

Section 184 of Title 35 is intended to protect United States 
national security interests by preventing the disclosure of poten- 
tially sensitive inventions made in the United States to foreign 
nationals by the act of filing a patent application in foreign 
countries. An inventor may not apply for a foreign patent on 
an invention made in the United States until at least six (6) 
months after the inventor has filed a United States patent appli- 
cation unless the inventor receives a license from the Office 
permitting an earlier foreign filing. This six month period 
assures the Office the opportunity to screen applications for 
information the disclosure of which might be detrimental to 
the national security. Also, § 184, as originally enacted, author- 
ized the Office to grant a retroactive license for an unlicensed 
foreign filing of a patent application if the foreign filing was 
inadvertent and if the disclosure of the subject matter in the 
application would not be detrimental to United States security 
interests. 


The original regulatory implementation of 35 U.S.C. 184 
required applicants to obtain a license not only for the original 
foreign patent application but also for the filing of almost 
any information in support of the application, thereby creating 
administrative problems for United States inventors seeking 
foreign patent protection. For example, foreign patent offices 
often demand that additional technical data, such as the melting 
point of a chemical, be added to a patent application. An addi- 
tional foreign filing license was usually required before the 
inventor could submit modifications, amendments, or supple- 
ments to a previously licensed foreign patent application, 
regardless of how trivial the change might be. 


Recognizing the problems involved in obtaining these addi- 
tional licenses, the Office promulgated rules in 1984 (see § 
5.15(a) and 49 Fed. Reg. 13456 (April 4, 1984)) to streamline 
the licensing procedure. The 1984 rule change provided that 
an inventor could obtain in applications, the disclosure of the 
content of which is not potentially detrimental to United States 
security interests, a license which permitted the foreign filing 
of modifications, amendments, and supplements without further 
licensing if such changes were within the scope or character 
of the originally licensed invention ( § 5.15(a)). The 1984 rule 
change, however, could not be made retroactive, and therefore 
had no effect on licenses granted under the old system. If an 
applicant wished to broaden a pre-April 4, 1984, foreign filing 
license to the scope allowed by§ 5.15(a), this involved filing 
a separate petition under§ 5.15(c) in each application. 
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The present Act clarifies the statutory basis for the current 
Patent and Trademark Office rules by providing that inventors, 
in most circumstances, are not required to obtain an additional 
license to file modifications, amendments, and supplements to 
their foreign applications for which a foreign filing license has 
been obtained under § 5.15(a). Unlike the previous Office rules, 
these rules broaden the scope of most existing licenses, provided 
that the conditions contained in the Act are met. 


The Act and these rules also address difficulties associated 
with attempts to procure a retroactive foreign filing license. 
Some applicants faced loss of their patent rights due to improper 
foreign filings even though they believed, in good faith, that 
a license was not necessary for certain minor changes to their 
foreign application. Court decisions have held that supple- 
mental information filed abroad was exempt from the license 
requirement only when it was recited verbatim in the United 
States patent application, or was so commonly known that it 
could have been said to have been expressly disclosed in the 
United States application. Jn re Gaertner, 604 F.2d 1348, 202 
USPQ 714 (CCPA 1979). If a patent applicant did not obtain 
a foreign filing license from the Office, any corresponding 
United States patent was at risk of being held invalid under 
35 U.S.C. 185 if technical information was added to the foreign 
application, even if the technical information was completely 
unrelated to United States security interests. 

Loss of United States patent rights subsequent to an “inadver- 
tent” unlicensed foreign filing could be avoided if a retroactive 
license was obtained under 35 U.S.C. 184. Twin Disc, Inc. v. 
United States, 10 Ci. Ct. 713, 231 USPQ 417 (Ct. Cl. 1986) 
and Minnesota Mining and Manufacturing Co. v. Norton Co., 
366 F.2d 238, 151 USPQ 1 (6th Cir. 1966), cert. denied, 385 
U.S. 1005 (1967). While the Gaertner decision defined a broad 
range of circumstances under which a foreign filing license 
would be required, other court decisions made correction of 
licensing errors difficult by setting forth various strict interpre- 
tations of the standard of “inadvertence.” Compare /ron Ore 
Co. of Canada v. Dow Chemical Co., 177 USPQ 34 (D. Utah 
1972), aff d, 500 F.2d 189, 182 USPQ 520 (10th Cir. 1974) 
and Reese v. Dann, 391 F. Supp. 12, 185 USPQ 492 (D.D.C. 
1975). An inventor could fail to meet the standard of “inadver- 
tence” even if the information disclosed was not significant 
in nature and did not contain any sensitive national security 
information. For example, one decision suggested that the filing 
of information abroad was intentional because the inventor first 
considered the applicability of § 184. Shelco, Inc. v. Dow 
Chemical Co., 322 F. Supp. 485, 168 USPQ 395 (N.D. Ill. 
1970), aff d, 466 F.2d 613, 173 USPQ 451 (7th Cir. 1972), 
cert. denied, 409 U.S. 876 (1972). Under the Shelco standard, if 
supplemental information had been filed abroad as a considered, 
willful act, even though done through error in the belief that 
the information disclosed abroad did not exceed the scope of 
the disclosure in the United States patent application, the filing 
would not be “inadvertent”; and, therefore, the subject informa- 
tion could not qualify for a retroactive license. 


The Act addresses these problems, and the rules implement 
the intention of the Act. The Act changes the language of the 
statute to provide that an inventor may receive a retroactive 
license if the inventor can show that the premature filing of a 
foreign patent application, or the submission of supplemental 
information in support of a foreign patent application, was made 
“through error and without deceptive intent.” This criterion is 
equivalent to that for reissue of a patent under 35 U.S.C. 251 
to correct errors made without any deceptive intention. The 
reissue error requirement has been considered by the courts. 
See, e.g., In re Weiler, 790 F.2d 1576, 229 USPQ 673 (Fed. 
Cir. 1986) and Jn re Wadlinger 496 F.2d 1200, 181 USPQ 826 
(CCPA 1974). The applicant for a retroactive license also must 
show that the foreign filing did not disclose any information 
detrimental to the national security and that diligence was exer- 
cised in seeking a retroactive license once the applicant became 
aware of the proscribed foreign filing. 

The Act became effective on August 23, 1988, but it does 
not affect any final decision made by the Office or a court, 
nor the rights or liabilities of any party under a patent in a 
case pending before a court on the above date or under any 
subsequent patent deriving priority rights from such patent 
under 35 U.S.C. 120 or 121. Therefore, the retroactive effect 
of the Act and the rules is limited. 
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Comments on the Proposed Rules 


Comment 


One comment stated that the discussion in the proposed 
rulemaking of the modification of the standard for obtaining 
a retroactive license from inadvertence to “through error and 
without deceptive intent” should have included a reference to 
In re Wadlinger, 492 F.2d 1200, 181 USPQ 826 (CCPA 1974) 
rather than to Jn re Weiler, 790 F.2d 1576, 229 U8PQ 673 
(Fed. Cir. 1986) The comment stated that Wadlinger was a 
more appropriate and illustrative case because it discusses more 
fully the meaning of the term “error” as encompassing “inadver- 
tence, accident or mistake” and as having a very broad meaning. 
The comment also noted that Wadlinger was referenced in 
comments made in the hearing on the proposed legislation as 
indicative of the reissue standard being applied to retroactive 
license requests 

Reply 

A citation to /n re Wadlinger has been added to the citation 
of In re Weiler in the discussion of the final rules. It was not 
the intent of the Office by citing the Weiler case to suggest 
that decisions on petitions for the grant of retroactive licenses 
would be limited by that case. Decisions are based on the 
particular facts in each case and the entire body of law with 
respect to the standard of “through error and without deceptive 
intent.” 


Comment 


A comment stated that the Office should provide additional 
examples in the explanatory text in the final rule as to changes 
that may be made to foreign applications that have been licensed 
under 37 CFR 5.15(a) without obtaining any additional license. 
The comment pointed out that examples were given in the 1984 
rulemaking. 

Reply 


The list of examples presented at the time that 37 CFR 5.15(a) 
was adopted in 1984 was not intended to be all-inclusive. The 
Office is not aware of any judicial decisions setting limits to 
changes that may be made under a 5.15(a) license. Depending 
on the nature and the criticality, changes in temperature, por- 
tions, size, etc., outside of a previously disclosed value or range 
that do not change the general nature of the invention from 
what was previously disclosed are within the scope of a § 
5.15(a) license. However, if the newly disclosed value or range 
does change the general nature of the invention from that of 
the originally disclosed value or range, then a separate license 
is required. Likewise, new species or subcombinations of a 
previously disclosed genus or combination would appear to 
require an additional license to include such a change in a 
foreign application. 


Comment 


One comment stated that the Office should provide clarifica- 
tion of the attorney’s ability to make decisions as to whether 
or not the added subject matter, in his opinion, changes the 
general nature of the invention. 


Reply 


Not only does the attorney have the ability to make the 
decision as to whether or not the additional subject matter 
changes the general nature of the invention, the attorney has 
the responsibility to do so. The Office will not give advisory 
opinions on whether an additional license is necessary, and 
will treat any provisional requests for a prospective or retroac- 
tive license as a request for a license. The procedure of the 
Office resolving any questions as to the security inspection 
status of any changes to previously licensed material is intended 
to apply only to those changes that have been submitted to the 
Office, i.e., the Office will reply to any inquiry as to whether 
previously submitted subject matter underwent, or should have 
undergone, security review. 

Comment 


One comment questioned what would happen if an attorney 
on considered judgment, honestly believed that a supplement 
did not change the general nature of a licensed invention, but 
that judgment later proved to be erroneous. 
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Reply 

The Act and the rules now provide for a retroactive license 
to be granted in situations where it can be shown that a filing 
was made without a license through error and without deceptive 
intent. Thus, a retroactive license could be sought under § 5.25. 


Discussion Of Specific Rule Changes 


Section 5.11(a), as amended, specifies when a license is 
required before filing any foreign application for patent, 
including any modifications, amendments and supplements or 
divisions thereof. Section 5.1 1(a) adopts the statutory definition 
of “application” in 35 U.S.C. 184. Also, the rule, as amended, 
clarifies that the provisions of this section apply only to inven- 
tions made in the United States as stated in 35 U.S.C. 184. 
However, where an improvement or modification to a foreign- 
origin invention is made in the United States, a license would 
be required for the additional subject matter. The language 
proposed for § 5.1 1(e)(3) has been redrafted for clarity but still 
provides that an inventor need not obtain a supplemental license 
to file modifications, amendments and supplements containing 
subject matter not disclosed in, or divisions of, a foreign applica- 
tion for which an initial foreign filing license was not required, 
as long as the corresponding United States application was not 
required to be made available for inspection under 35 U.S.C. 
181 and § 5.1 and the changes did not alter the general nature 
of the invention in a manner which would require the United 
States application to have been made available for inspection 
under 35 U.S.C. 181 and § 5.1. The need for a supplemental 
license depends on whether the changes altered the general 
nature of the invention, rather than the label applied to the 
changes, i.e., “Continuation”, “Continuation In-Part”, “Divi- 
sion”, etc. 

Authorized parties may determine whether a particular appli- 
cation was forwarded to the defense agencies for inspection 
under 35 U.S C. 181 either by reviewing the filing receipt to 
determine if a license is or was granted, in which case security 
inspection did not occur, or by reviewing the file wrapper to 
determine if an access acknowledgment under 35 U.S.C. 181 
is present, in which case security inspection did occur. If verifi- 
cation of the security inspection status of an application is 
needed, the authorized parties may submit a written request 
therefor to the Office, directed to the attention of Licensing 
and Review. A written response from the Office will be issued. 
In the event Office records are not available, a de novo determi- 
nation by the Office will be made of the need for defense 
agency inspection under the present national security standards. 
If security inspection was not required under 35 U.S.C. 181, 
then the provisions of the Act will convert a previously granted 
or implied license into one having the scope of proposed § 
5.15(a). 

Section 5.15(a), as amended, adopts the specific provisions 
of the Act and clarifies the existing rules by expressly stating 
that the license provisions of the paragraph are applicable to 
United States applications which were not required to be made 
available for inspection under 35 U.S.C. 181 and § 5.1. The 
inspection provisions of 35 U.S.C. 181 delegate to the Commis- 
sioner of Patents and Trademarks the authority to decide which 
applications will be forwarded to United States defense agencies 
for national security inspection when the Government has no 
property interest in the invention. The fact that an application 
was forwarded to the defense agencies does not necessarily 
mean that the application was properly within the inspection 
scope of 35 U.S.C. 181. Thus, if an application was not required 
to be inspected but was inspected by mistake, it is eligible for 
such a license. The changes to the regulation expressly apply 
to modifications, amendments, and supplements to a previously 
licensed foreign application, and divisions thereof, provided 
the not alter the general nature of the invention in a manner 
which would require a corresponding United States application 
to have been made available for inspection under 35 U.S.C. 
181. 


The language of § 5 15(a)(1) also has been clarified. If the 
filing of the foreign application was pursuant to a license 
granted under § 5.15 and issued prior to publication of the 
notice in the Federal Register at 49 Fed. Reg. 13456 (April 4, 
1984) for subject matter which was not appropriate for inspec- 
tion under 35 U.8.C. 181, the license is now expanded to 
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cover amendments, modifications, and supplements thereto, or 
divisions thereof, which do not change the general nature of 
the invention in a manner which would require such application 
to be made available for security inspection under 35 U.S.C. 
181. Also, paragraphs (a)(3) and (a)(4) of § 5.15 have been 
merged in order to more clearly define the type of subsequent 
changes to a previously licensed foreign patent application 
which may be filed without any additional license. In particular, 
it is made clear that these changes must not be such as to require 
the application to be made available for security inspection. Any 
questions about the security inspection status of any application 
or amendments, modifications, and supplements thereto, or 
divisions thereof, will be handled in the manner as described 
above. 


Section 5.15(b), as amended, clarifies the existing rule by 
expressly stating that the license provisions of § 5.12(b) are 
applicable to United States applications which were required 
to be made available for inspection under 35 U.S.C. 181 and§ 
5.1. The amendments also clarify the language of the paragraph 
and indicate that the more restrictive license under this para- 
graph includes authority to take actions in the foreign or interna- 
tional application, provided subject matter additional to that 
covered by the license is not involved Section 5.15(c), as 
amended, clarifies the existing rule by expressly stating that 
the granting of a § 5.15(a) scope to a license under § 5.15(b) 
and conversion provisions of this paragraph are only applicable 
to material submitted under § 5.13 or United States applications, 
which are not, or were not, required to be made available for 
inspection under 35 U.S.C. 181 and § 5.1. 

Sections 5.15(e) and (f), as amended, substitute a reference 
to § 5.15(a)(3) rather than to § 5.15(a)(4) which has been 
eliminated as a separate paragraph. Paragraph (e) also has been 
amended to state that changes to the general nature of the 
invention, which would require the application to have been 
made available for inspection under 35 U.S.C. 181 and § 5.1, 
require a separate license. 

Section 5.25(a), as amended, provides that the inventor may 
receive a retroactive license if the inventor can show that the 
premature filing of papers in a foreign patent office was made 
through error and without deceptive intent. This criterion is 
the same as that for “error without any deceptive intention” 
for reissue of a patent and replaces the previous standard of 
inadvertence. This section also has been amended to clarify 
that each country in which a proscribed filing occurred must 
be listed in a petition for retroactive license. Also, the rule has 
been amended to define a verified statement as being in the 
form of either an oath or a declaration. Finally, the rule has 
been clarified by defining the period over which error without 
deceptive intent must be shown as being the time leading up 
to and including the proscribed foreign filing 


Other Considerations 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 ef seq. 


The General Counsel of the Department of Commerce has 
certified to the Acting Chief Counsel for Advocacy, Small 
Business Administration, that the rule change will not have a 
significant adverse economic impact on a substantial number 
of small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)) 
because the rules simplify the procedures for all United States 
inventors who file and prosecute applications in foreign coun- 
tries. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be !ess than $100 million. 
There will be no major increase in costs or prices for consumers, 
individuals, industries, Federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of the United States-based enter- 
prises to compete with foreign-based enterprises in domestic 
or export markets. 


The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the relation- 
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ship between the National Government and the States as out- 
lined in Executive Order 12612. 


These rules contain a collection of information requirement 
subject to the Paperwork Reduction Act which has previously 
been approved by the Office of Management and Budget under 
Control No. 0651-0011 with an expiration date of March 31, 
1993. The average time for each petition for license under § 
51.12(b) or § 5.25 is estimated to be approximately thirty (30) 
minutes, including time for reviewing instructions, gathering 
and maintaining data needed, and completing and reviewing 
the petition submission. Send comments regarding this burden 
estimate to the Patent and Trademark Office, Office of Manage- 
ment and Organization, Washington, D.C. 20231, and the Office 
of Management and Budget, Washington, D.C. 20503 (Atten- 
tion: Paperwork Reduction Project 0651-001 1). 


List Of Subjects 


37 CFR Part 5 


Classified information, Exports, Foreign relations, Inven- 
tions and patents. 


For the reasons set forth in the preamble, 37 CFR Part 5 is 
amended as set forth below. 


PART 5 - SECRECY OF CERTAIN INVENTIONS 
AND LICENSES TO EXPORT AND FILE 
APPLICATIONS IN FOREIGN COUNTRIES 


1. The authority citation for Part 5 is revised to read as 
follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the 
Patent Law Foreign Filing Amendments Act of 1988, Pub. L. 
100-418 102 Stat. 1567; the Arms Export Control Act, as 
amended, 22 U.S. C. 2751 et seq., the Atomic Energy Act of 
1954, as amended, 42 U. S.C. 2011 et seq., and the Nuclear 
Non-Proliferation Act of 1978, 22 U.S.C. 3201 et seq., and the 
delegations in the regulations under these acts to the Commis- 
sioner (15 CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


2. Section 5.11, paragraphs (a) and (e), are revised to read 
as follows: 


§ 5.11 License for filing in a foreign country an applica- 
tion on an invention made in the United States or for trans- 
mitting an international application. 


(a) A license from the Commissioner of Patents and Trade- 
marks under 35 U.S.C. 184 is required before filing any applica- 
tion for patent including any modifications, amendments, or 
supplements thereto or divisions thereof or for the registration 
of a utility model, industrial design, or model, in a foreign 
patent office or any foreign patent agency or any international 
agency other than the United States Receiving Office, if the 
invention was made in the United States and: 


(1) An application on the invention has been on file in the 
United States less than six months prior to the date on which 
the application is to be filed, or 


(2) No application on the invention has been filed in the 
United States. 


**# ee * 


(e) No license pursuant to paragraph (a) of this section is 
required: 

(1) If the invention was not made in the United States, or 

(2) If the corresponding United States application is not 
subject to a secrecy order under § 5.2, and was filed at least 
six months prior to the date on which the application is filed 
in a foreign country, or 

(3) For subsequent modifications, amendments and supple- 
ments containing additional subject matter to, or divisions of, 
a foreign patent application if: 


(i) a license is not, or was not, required under paragraph 
(e)(2) of this section for the foreign patent application; 
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(ii) the corresponding United States application was not 
required to be made available for inspection under 35 U.S.C. 
181 and § 5.1; and 


(iii) such modifications, amendments, and supplements do 
not, or did not, change the general nature of the invention in 
a manner which would require any corresponding United States 
application to be or have been available for inspection under 
35 U.S.C. 181 and § 5.1. 


*es*# & & 


3. Section 5.15, paragraphs (a), (b), (c), (e) and (f), are 
revised to read as follows: 


§ 5.15 Scope of license. 


(a) Applications or other materials reviewed pursuant to § 
5.12 through 5.14, which were not required to be made available 
for inspection by defense agencies under 35 U.S.C. 181 and § 
5.1, will be eligible for a license of the scope provided in 
this paragraph. This license permits subsequent modifications, 
amendments, and supplements containing additional subject 
matter to, or divisions of, a foreign patent application, if such 
changes to the application do not alter the general nature of 
the invention in a manner which would require the United 
States application to have been made available for inspection 
under 35 U.S.C. 181 and § 5.1. This license also covers the 
inventions disclosed in foreign applications which had been 
granted a license under this part prior to April 4, 1984, and 
which were not subject to security inspection under 35 U.S.C. 
181 and § 5.1. Grant of this license authorizes the export and 
filing of an application in a foreign country or the transmitting 
of an international application to any patent agency or interna- 
tional patent agency when the subject matter of the foreign or 
international application corresponds to that of the domestic 
application. This license includes authority: 

(1) To export and file all duplicate and formal application 
papers in foreign countries or with international agencies; 

(2) To make amendments, modifications, and supplements, 
including divisions, changes or supporting matter consisting 
of the illustration, exemplification, comparison, or explanation 
of subject matter disclosed in the application; and 


(3) To take any action in the prosecution of the foreign or 
international application provided that the adding of subject 
matter or taking of any action under paragraphs (a)(1) and (2) of 
this section does not change the general nature of the invention 
disclosed in the application in a manner which would require 
such application to have been made available for inspection 
under 35 U.S.C. 181 and § 5.1 by including technical data 
pertaining to: 

(i) Defense services or articles designated in the United 
States Munitions List applicable at the time of foreign filing, 
the unlicensed exportation of which is prohibited pursuant to 
the Arms Export Control Act, as amended, and 22 CFR Parts 
121 through 130; or 


(ii) Restricted Data, sensitive nuclear technology or tech- 
nology useful in the production or utilization of special nuclear 
material or atomic energy, the dissemination of which is subject 
to restrictions of the Atomic Energy Act of 1954, as amended, 
and the Nuclear Non-Proliferation Act of 1978, as implemented 
by the regulations for Unclassified Activities in Foreign Atomic 
Energy Frograms, 10 CFR Part 810, in effect at the time of 
foreign filing. 

(b) Applications or other materials which were required to 
be made available for inspection under 35 U.S.C. 181 and § 
5.1 will be eligible for a license of the scope provided in this 
paragraph. Grant of this license authorizes the export and filing 
of an application in a foreign country or the transmitting of 
an international application to any foreign patent agency or 
international patent agency. Further, this license includes 
authority to export and file all duplicate and formal papers 
in foreign countries or with foreign and international patent 
agencies and to make amendments, modifications, and supple- 
ments to, file divisions of, and take any action in the prosecution 
of the foreign or international application, provided subject 
matter additional to that covered by the license is not involved. 


(c) A license granted under § 5.12(b) pursuant to § 5.13 or 
§ 5.14 shall have the scope indicated in paragraph (a) of this 
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section, if it is so specified in the license. A petition, accompa- 
nied by the required fee (1.17(h)), may also be filed to change 
a license having the scope indicated in paragraph (b) of this 
section to a license having the scope indicated in paragraph 
(a) of this section. No such petition will be granted if the copy 
of the material filed pursuant to § 5.13 or any corresponding 
United States application was required to be made available 
for in-spection under 35 U.S.C. 181 and § 5.1. The change in 
the scope of a license will be effective as of the date of the 
grant of the petition. 


*_ese ef 


(e) Any paper filed abroad or transmitted to an intemational 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject 
matter disclosed at the time of filing in a manner which would 
require such application to have been made available for inspec- 
tion under 35 U.S.C. 181 and § 5.1 or which involves the 
disclosure of subject matter listed in paragraphs (a)(3)(i) or (ii) 
of this section must be separately licensed in the same manner 
as a foreign or international application. Further, if no license 
has been granted under § 5.12(a) on filing the corresponding 
United States application, any paper filed abroad or with an 
international patent agency which involves the disclosure of 
additional subject matter must be licensed in the same manner 
as a foreign or international application. 


(f) Licenses separately granted in connection with two or 
more United States applications may be exercised by combining 
or dividing the disclosures, as desired, provided: 

(1) Subject matter which changes the general nature of the 
subject matter disclosed at the time of filing or which involves 
subject matter listed in paragraphs (a)(3)(i) or (ii) of this section 
is not introduced, and 

(2) In the case where at least one of the licenses was obtained 
under § 5.12(b), additional subject matter is not introduced. 


eee 
4. Section 5.25, paragraph (a), is revised to read as follows: 


§ 5.25 Petition for retroactive license 


(a) A petition for a retroactive license under 35 U.S.C. 184 
shall be presented in accordance with § 5.13 or § 5.14 (a), and 
shall include: 


(1) A listing of each of the foreign countries in which the 
unlicensed patent application material was filed, 


(2) The dates on which the material was filed in each country, 


(3) A verified statement (oath or declaration) containing: 

(i) An averment’ that the subject matter in question was not 
under a secrecy order at the time it was filed abroad, and that 
it is not currently under a secrecy order, 


(ii) A showing that the license has been diligently sought 
after discovery of the proscribed foreign filing, and 


(iii) An explanation of why the material was filed abroad 
through error and without deceptive intent without the required 
license under § 5.11 first having been obtained, and 

(4) The required fee (§ 1.17(h)). 

The above explanation must include a showing of facts rather 
than a mere allegation of action through error and without 
deceptive intent. The showing of facts as to the nature of 
the error should include statements by those persons having 
personal knowledge of the acts regarding filing in a foreign 
country and should be accompanied by copies of any necessary 
supporting documents such as letters of transmittal or instruc- 
tions for filing. The acts which are alleged to constitute error 
without deceptive intent should cover the period leading up to 
and including each of the proscribed foreign filings. 


see *#* 


Nov. 28, 1990 HARRY F. MANBECK, JR. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
{1123 OG 20) 


OFFICIAL GAZETTE 


JANUARY 5, 1999 


(102) Removal of Surface Treatment 


From Design Drawings Permitted 


In view of the decision of Jn re Daniels, 144 F.3d 1452, 46 
USPQ2d 1788 (Fed. Cir. 1998), the Patent and Trademark 
Office (Office) will, effective immediately, permit applicants 
in design applications to remove surface treatment from the 
drawings without a specific disclaimer in the original applica- 
tion papers if it is clear from the application that applicants 
were in possession of the underlying design without the surface 
treatment at the time the application was filed. 


Background: Prior to Daniels, the Design Group (2900) consid- 
ered surface indicia or treatment (color or contrast, graphic or 
written indicia, including identifying indicia of a proprietary 
nature or surface ormamentation on an article) that does not 
obscure the underlying design to be an integral part of the 
design unless initially disclaimed. Thus, without an initial dis- 
claimer, later submitted formal drawings or photographs were 
required to depict all the surface indicia, including color, present 
in the original drawings. See 37 CFR 1.152(b)(1) and (b)(2), 
amended effective December 1, 1997. 


New Office Policy: The Office intends to amend 37 CFR 
1.152(b)(1 ) and (b)(2) in an upcoming rules change to better 
conform to the Daniels decision. Effective immediately, those 
portions of 37 CFR 1.152(b)(1 ) and (b)(2) with respect to a 
specifiic disclaimer which are in conflict with the Daniels 
decision will be sua sponte waived by the Office. Thus, appli- 
cants will be permitted to remove surface indicia or treatment 
(e.g., color omamentation, decoration, or pattern) shown in a 
drawing or photograph of a design without such removal being 
treated as new matter, provided that the surface indicia does not 
obscure or override the underlying design. Removing surface 
indicia by amendment in the formal drawings may be done by 
either: 1) deleting the surface indicia entirely; or 2) converting 
the solid line showing of surface indicia to broken lines for 
illustrative purposes only. 


As part of implementing the current change, any outstanding 
rejection that does not conform to this new Office policy will 
be, upon request, withdrawn. Applicants must, therefore, timely 
reply to such rejection with a request that it be withdrawn, 
even if it is the only rejection made. 


Any general questions relating to this notice should be directed 
to Joseph Narcavage, Special Program Law Office, at (703) 
305-9285. Any specific questions relating to the implementa- 
tion of the OG Notice should be directed to James Gandy, 
Supervisory Patent Examiner, TC 1600/2900, at (703) 305- 
3290. 


November 6, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 


for Patent Policy and Projects 
[1217 OG 19) 


(103) Any Application Filed With Instructions to 
Cancel All of the Claims in the Application is 


Not Entitled to a Filing Date 


In view of the Federal Circuit decision in Baxter Int'l. Inc. v. 
McGaw Inc., 149 F.3d 1321, 47 USPQ2d 1225 (Fed. Cir. 1998), 
decided June 30, 1998, the PTO is revising its treatment of 
applications deposited with instructions contained in prelimi- 
nary amendments or transmittal letters to cancel all of the 
claims in the application. 


MPEP §§ 711.01 and 714.19 currently indicate that an amend- 
ment canceling all of the claims and presenting no new or 
substitute claims is ordinarily denied entry. The MPEP does not, 
however, differentiate between amendments submitted with 
the filing of an application and all other amendments. Baxter 
involved a patent granted on an application filed as a divisional 
application under former 37 C.F.R. § 1.60 with instructions to 
cancel all of the claims in the specification without presenting 
any new claims. The PTO accorded the application a filing 
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date (as of the date of receipt of the copy of the specification 
and drawings) and sent applicant a notice that the instructions 
were improper because they would leave the application without 
claims for examination. In response to the notice, applicant 
subsequently filed an amendment adding replacement claims. 


The court held that the (divisional) application was not entitled 
to the original filing date because the requirements of 35 U.S.C. 
§ 112, second paragraph, had not been met, i.e., the application 
was effectively filed without a claim. The court concluded that 
the earliest filing date that could be accorded was the date a 
claim was filed (which was the date the amendment was filed 
in response to the notice from the PTO). The court also stated 
that the lack of a claim was a statutory defect which the PTO 
could not waive. 


As a result of Baxter, the PTO will no longer accord a filing 
date to any application (original, continuation, divisional or 
continuation-in-part) submitted under 37 C.F.R. § 1.53(b) or 
Continued Prosecution Application (CPA) (continuation or 
divisional) submitted under 37 C.F.R. § 1.53(d) where the 
application is accompanied by a preliminary amendment which 
cancels all claims and fails to simultaneously submit any new 
claims. MPEP §§ 711.01 and 714.19 will be revised to state 
that an amendment filed after the filing date of an application 
which cancels all of the claims and presents no substitute claim 
or claims is ordinarily denied entry. In addition, MPEP § 601.01 
(e) will be revised to call attention to Baxter. 


When filing an application under 37 C.F.R. § 1.53(b) or CPA 
request under 37 C.F.R. § 1.53(d), applicants and practitioners 
are reminded to carefully review the application papers, 
including any preliminary amendments to be filed with the 
application, to ensure that the application will contain at least 
one claim after the preliminary amendments are entered. 


Questions or comments concerning this notice should be for- 
warded to John F. Gonzales, Senior Legal Advisor, by facsimile 
at (703) 308-6916, by telephone at (703) 305-9285, or by e- 
mail at john.gonzales@uspto.gov. 
September 28, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 

for Patent Policy and Projects 


[1216 OG 46] 


(104) Guidance on Treatment of Product and 
Process Claims in light of In re Ochiai, 


In re Brouwer and 35 U.S.C. § 103(b) 


The purpose of this Notice is to provide guidance to Patent 
and Trademark Office personnel and to the public on the proper 
consideration of certain claims in light of In re Ochiai, 71 F. 
3d 1565, 37 USPQ2d 1127 (Fed. Cir. 1995) and Jn re Brouwer, 
** F.3d **, 37 USPQ2d 1663 (Fed. Cir. 1996) and the passage 
of 35 U.S.C. § 103(b), which became effective November 1, 
1995. Ochiai, Brouwer and § 103(b) relate to how process 
claims directed to making or using nonobvious products are 
to be treated. 

The Court in Ochiai and Brouwer addressed the issue of 
whether an otherwise conventional process could be patented 
if it were limited to making or using a nonobvious product. In 
both cases, the Federal Circuit held that the use of per se rules 
is improper in applying the test for obviousness under the 35 
U.S.C. § 103. Rather, § 103 requires a highly fact-dependent 
analysis involving taking the claimed subject matter as a whole 
and comparing it to the prior art. To support a rejection under 
§ 103, the collective teachings of the prior art must have sug- 
gested to one of ordinary skill in the art that, at the time the 
invention was made, applicant’s claimed invention would have 
been obvious. In applying this test to the claims on appeal, the 
Court held that there simply was no suggestion or motivation 
in the prior art to make or use the nonobvious products to 
which the claims were limited and consequently overturned 
the rejections based upon § 103. 

Interpreting a claimed invention as a whole requires consider- 
ation of all claim limitations. Thus, language in a process claim 
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which recites making or using a nonobvious product must be 
treated as a material limitation, and a motivation to make or 
use the nonobvious product must be present in the prior art for 
a § 103 rejection to be sustained. 

In light of Ochiai and Brouwer, Office personnel will con- 
sider all claim limitations when analyzing process claims which 
make or use nonobvious products under § 103. Office personnel 
will focus on treating claims as a whole and follow the analysis 
set forth in Graham v. John Deere, 383 U.S. 1, 148 USPQ 
459 (1966). 

Accordingly, to facilitate examination under § 103, where 
product and process claims are presented in the same applica- 
tion, applicant may be called upon under 35 U.S.C. § 121 to 
elect claims to either the product or process. The claims to the 
non-elected invention will be withdrawn from further consider- 
ation. However, in the case of an elected product claim, 
rejoinder will be permitted when a product claim is found 
allowable and the withdrawn process claim depends from or 
otherwise includes all the limitations of an allowed product 
claim. Withdrawn process claims not commensurate in scope 
with an allowed product claim will not be rejoined. In the event 
of rejoinder, the rejoined process claims will be fully examined 
for patentability in accordance with 37 CFR 1.104 - 1.106. If 
the application containing the rejoined claims is not in condition 
for allowance, the subsequent Office action may be made final, 
or, if the application was already under final rejection, the next 
Office action may be an advisory action. 

35 U.S.C. § 103(b) is applicable to biotechnological pro- 
cesses only. Section § 103(b) precludes a rejection of process 
claims which involve the use or making of certain nonobvious 
biotechnological compositions of matter under § 103(a). Sec- 
tion § 103(b) requires that: 


1. the biotechnological process and composition of matter 
be contained in either the same application or in separate appli- 
cations having the same effective filing date; 


2. both the biotechnological process and composition of 
matter be owned or subject to an assignment to the same person 
at the time the process was invented; 


3. a patent issued on the process also contain the claims to 
the composition of matter used in or made by the process, or, 
if the process and composition of matter are in different patents, 
the patents expire on the same date; 


4. the biotechnological process falls within the definition set 
forth in § 103(b); and 


5. a timely election be made to proceed under the provisions 
of § 103(b). 


In view of the Federal Circuit’s decisions in Ochiai and 
Brouwer, an applicant’s need to rely upon § 103(b) should be 

>. Consequently, the Patent and Trademark Office will treat 

103(b) elections on a case-by-case basis by way of petition 
under 37 CFR 1.182. That petition must establish that all the 
requirements set forth in § 103(b) have been satisfied. An 
election will normally be considered timely if it is made no 
later than the earlier of either (1) the payment of the issue fee, 
or (2) the filing of an appeal brief in an application which 
contains a composition of matter claim which has not been 
rejected under 35 U.S.C. §§ 102 or 103. 

In an application where at least one composition of matter 
claim has not been rejected under 35 U.S.C. §§ 102 or 103, a 
§ 103(b) election may be made by submitting the petition 
and an amendment requesting entry of process claims which 
correspond to the composition of matter claim. 

For applications pending on or after November 1, 1995, in 
which the issue fee has been paid prior to the date of this Notice, 
the timeliness requirement for an election under § 103(b) will 
be considered satisfied if the conditions of 37 CFR 1.312(b) 
are met. However, if a patent is granted on an application 
entitled to the benefit of § 103(b) without an election having 
been made as a result of error without deceptive intent, patentees 
may file a reissue application to permit consideration of process 
claims which qualify for § 103 (b) treatment. 

Any questions, comments or suggestions regarding petitions 
under 37 CFR 1.182 filed pursuant to this Notice should be 
directed to the Special Program Law Office, attention: Hiram 
Berstein, Senior Legal Advisor. All other questions, comments 
or suggestions regarding this Notice should be directed to the 
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Solicitor’s Office, attention: Craig Kaufman, Associate Solic- 

itor. 

February 28, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 

Commissioner of Patents and Trademarks 


[1184 OG 86] 


(105) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No.: 980826226-8226-01] 
RIN 0651-AA98 
Changes to Implement the Patent Business Goals 
AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Advance notice of proposed rulemaking. 


SUMMARY: The Patent and Trademark Office (PTO) has 
established business goals for the organizations reporting to 
the Assistant Commissioner for Patents (Patent Business 
Goals). The Patent Business Goals have been established in 
response to the Vice-President’s designation of the PTO as an 
agency that has a high impact on the public, and they are 
designed to make the PTO a more business-like agency. The 
focus of the Patent Business Goals is to increase the level of 
service to the public by raising the efficiency and effectiveness 
of the PTO’s business processes. 


The PTO is considering a number of changes to the rules of 
practice and procedure to support the Patent Business Goals. 
The PTO is publishing this Advance Notice of Proposed Rulem- 
aking to allow for public input at an early stage in the rule 
making process. The PTO is soliciting comments on these 
specific changes to the rules of practice or procedures. 


DATES: COMMENT DEADLINE DATE: To be ensured of 
consideration, written comments must be received on or before 
December 4, 1998. While comments may be submitted after 
this date, the PTO cannot ensure that consideration will be 
given to such comments. No public hearing will be held. 


ADDRESSES: Comments should be sent by mail message 
over the Internet addressed to regreform@uspto.gov. Com- 
ments may also be submitted by mail addressed to: Box Com- 
ments—Patents, Assistant Commissioner for Patents, 
Washington, D.C. 20231, or by facsimile to (703) 308-6916, 
marked to the attention of Hiram H. Bernstein. Although com- 
ments may be submitted by mail or facsimile, the Office prefers 
to receive comments via the Intemet. Where comments are 
submitted by mail, the Office would prefer that the comments 
be submitted on a DOS formatted 3 1/4 inch disk accompanied 
by a paper copy. 


The comments will be available for public inspection at the 
Special Program Law Office, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects, located at Suite 
520, of One Crystal Park, 2011 Crystal Drive, Arlington, Vir- 
ginia, and will be available through anonymous file transfer 
protocol (ftp) via the Internet (address: ftp.uspto.gov). Since 
comments will be made available for public inspection, infor- 
mation that is not desired to be made public, such as an address 
or phone number, should not be included in the comments. 


FOR FURTHER INFORMATION CONTACT: With 
regard to this Advance Notice of Proposed Rulemaking in 
General: Hiram H. Bernstein or Robert W. Bahr, by telephone 
at (703) 305-9285, or by mail addressed to: Box Comments— 
Patents, Assistant Commissioner for Patents, Washington, DC 
20231, or by facsimile to (703) 308-6916, marked to the atten- 
tion of Mr. Bernstein. 


With regard to simplifying request for small entity status (Topic 
1): James E. Bryant, Ill, at the above telephone number. 
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With regard to requiring separate surcharges and supplying 
filing receipts (Topic 2), and permitting delayed submission 
of an oath or declaration, and changing time period for submis- 
sion of the basic filing fee and English translation (Topic 3), 
and creating a PTO review service for applicant-created forms 
(Topic 21): Fred A. Silverberg, at the above telephone number. 


With regard to limiting the number of claims in an application 
(Topic 4), providing for presumptive elections (Topic 14), and 
creating alternative review procedures for applications under 
appeal (Topic 18): Robert W. Bahr, at the above telephone 
number. 


With regard to harmonizing standards for patent drawings 
(Topic 5), printing patents in color (Topic 6), and reducing 
time for filing corrected or formal drawings (Topic 7): Karin 
L. Tyson, at the above telephone number. 


With regard to permitting electronic submission of voluminous 
material (Topic 8): Jay Lucas, at the above telephone number. 


With regard to imposing limits/requirements on information 
disclosure statement submissions (Topic 9), and refusing infor- 
mation disclosure statement consideration under certain cir- 
cumstances (Topic 10): Kenneth M. Schor, at the above 
~ number. 


providing no cause suspension of action (Topic 
11): Gerald A. Dost, at the above telephone number. 


With regard to requiring a handling fee for preliminary amend- 
ments and supplemental replies (Topic 12): Randall L. Green, 
at the above telephone number. 


With regard to changing amendment practice to replacement 
by paragraphs/claims (Topic 13), requiring identification of 
broadening in a reissue application (Topic 16), and changing 
multiple reissue application treatment (Topic 17): Joseph A. 
Narcavage, at the above telephone number. 


With regard to creating a rocket docket for design applications 
(Topic 15): Lawrence E. Anderson, at the above telephone 
number. 


With regard to eliminating preauthorization of payment of the 
issue fee (Topic 19), and reevaluating the Disclosure Document 
Program (Topic 20): John F. Gonzales, at the above telephone 
number. 


SUPPLEMENTARY INFORMATION: 
I. Background. 


For Fiscal Year 1999, the PTO is emphasizing its core business: 
(1) the granting of patents; (2) the registering of trademarks; 
and (3) the dissemination of the information contained in those 
documents. The Presidential themes of encouraging innovation 
and investment, enhancing our customers’ satisfaction and 
seeking efficiencies through international cooperation are 
embodied in the business goals of the organizations reporting 
to the Assistant Commissioner for Patents (Patent Business 
Goals). 


President Clinton’s Framework for Global Electronic Com- 
merce demands that the United States make its system for 
protecting patentable innovations more efficient to meet the 
needs of the fast-moving electronic age. The PTO was selected 
by Vice President Gore as one of a small group of Federal 
agencies, known as High Impact Agencies, that has a direct 
impact on the public. The products and services that the PTO 
provides to its customers must enable them to get their new 
inventions and new ideas into the American and global market- 
place. 


The PTO’s participation as a High Impact Agency is expressed 
in its Year 2000 Commitments, part of the Fiscal Year 1999 
Annual Performance Plan. Some key objectives of that plan 
include: 


1. The PTO will reduce its processing or cycle time (i.e., the 
actual time spent by the PTO in processing an application, 
which does not include the time when the PTO is awaiting a 
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reply or other action by the applicant) for inventions to twelve 
months by the year 2003. 


2. The PTO will test reengineered processes and automated 
systems, and be ready to deploy electronic processing of patent 
applications by the year 2003. 


3. The PTO will work with the World Intellectual Property 
Organization (WIPO) to achieve electronic filing of Patent 
Cooperation Treaty applications, and by the year 2000, elec- 
tronically receive and process Patent Cooperation Treaty (PCT) 
applications at the PTO. 


The activities in this plan call for changes in the very nature 
of the patent prosecution activity as it currently exists. Such 
activities are reflected in the regulations of the PTO, Title 37 
of the Code of Federal Regulations. This rulemaking is designed 
to be the vehicle of the changes to these regulations, to embody 
the spirit and substance of the PTO’s activities for self-improve- 
ment. 


Il. Specific Patent Business Goals. 


The PTO has established five specific Patent Business Goals, 
which have been adopted as part of the Fiscal Year 1999 
Corporate Plan Submission of the President. The five Patent 
Business Goals are: 


Goal 1: Reduce PTO processing time (cycle time) to twelve 
months or less for all inventions. 


Goal 2: Establish fully-supported and integrated Industry Sec- 
tors. 


Goal 3: Receive applications and publish patents electronically. 


Goal 4: Exceed our customers’ quality expectations, through 
the competencies and empowerment of our employees. 


Goal 5: Align fees commensurate with resource utilization and 
customer efficiency. 


The organizations reporting to the Assistant Commissioner for 
Patents have developed a business plan (Patent Business Plan) 
to achieve the Patents Business Goals. The rule and procedure 
changes currently under consideration by the PTO, and to which 
this Advance Notice of Proposed Rulemaking (Advance Notice) 
pertains, are in support of the Patent Business Plan. 


An example of how the PTO is considering changes to the 
rules of practice and procedure to meet the varied demands of 
its customers is shown by the consideration of both an expedited 
examination procedure for design applications as well as an 
expanded suspension of action (or deferred examination) proce- 
dure. Currently, all applications are, with limited exceptions, 
scheduled for examination based upon their filing date. See 
section 708.02 of the Manual of Patent Examining Procedure 
(6th ed., rev. 3, July 1997) (MPEP). While the rules of practice 
do provide for the advancement of applications for examination 
(37 CFR 1.102) and suspension of action in an application (37 
CFR 1.103), the current procedures are not sufficiently tailored 
to the varied needs of the PTO’s customers. 


The PTO is considering providing a procedure under which 
those design applicants who need rapid examination due to 
rapid style changes will be able to request expedited examina- 
tion of their applications. The PTO is also considering providing 
a procedure under which those applicants who do not need or 
desire examination (e.g., the cost of prosecution is a burden 
and the invention is not yet commercially viable) will be able to 
request a prolonged suspension of action. Obviously, applicants 
may be required to pay additional fees (e.g., to recover the 
PTO’s costs of exception processing for an expedited applica- 
tion) or waive certain rights (e.g., agree to publication of the 
application as a condition of a prolonged suspension of action) 
to avail themselves of the benefits of these procedures. 


Finally, the changes under consideration are intended to 
improve the PTO’s business processes in the context of the 
current legal and technological environment. Should these envi- 
ronments change (e.g., by adoption of an international Patent 
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Law Treaty, enactment of H.R. 400 or S. 507, 105th Cong., 
Ist Sess. (1997), or implementation of new automation capabili- 
ties), the PTO would have to reconsider its business processes 
and make such further changes to the rules of practice as are 
necessary. 

Ill. Topics for Public Comment. 

A. Introduction. 


The topics on which the PTO particularly desires public input 
at this rulemaking stage are: 


(1) Simplifying requests for small entity status (37 CFR 1.27); 


(2) Requiring separate surcharges and supplying filing receipts 
(37 CFR 1.53); 


(3) Permitting delayed submission of an oath or declaration, 
and changing time period for submission of the basic filing 
fee and English translation (37 CFR 1.52, 1.53); 


(4) Limiting the number of claims in an application (37 CFR 
1.75); 


(5) Harmonizing standards for patent drawings (37 CFR 1.84); 
(6) Printing patents in color (37 CFR 1.84); 


(7) Reducing time for filing corrected or formal drawings (37 
CFR 1.85); 


(8) Permitting electronic submission of voluminous material 
(37 CFR 1.96, 1.821); 


(9) Imposing limits/requirements on information disclosure 
statement submissions (37 CFR 1.98); 


(10) Refusing information disclosure statement consideration 
under certain circumstances (37 CFR 1.98); 


(11) Providing no cause suspension of action (37 CFR 1.103); 


(12) Requiring a handling fee for preliminary amendments and 
supplemental replies (37 CFR 1.111); 


(13) Changing amendment practice to replacement by para- 
graphs/claims (37 CFR 1.121); 


(14) Providing for presumptive elections (37 CFR 1.141); 


(15) Creating a rocket docket for design applications (37 CFR 
1.155); 


(16) Requiring identification of broadening in a reissue applica- 
tion (37 CFR 1.173); 


(17) Changing multiple reissue application treatment (37 CFR 
1.177); 


(18) Creating alternative review procedures for applications 
under appeal (37 CFR 1.192); 


(19) Eliminating preauthorization of payment of the issue fee 
(37 CFR 1.311); 


(20) Reevaluating the Disclosure Document Program; and 
(21) Creating a PTO review service for applicant-created forms. 
A discussion of each of these topics is set forth below. 


The topics discussed in this Advance Notice are those for 
which the PTO is considering the greatest change from current 
practice. For this reason, the PTO is publishing this Advance 
Notice (rather than a Notice of Proposed Rulemaking) to obtain 
public input on these topics at the inception of the rulemaking 
process. The public is invited to submit written comments on 
any of the topics, including issues related to changes in practice 
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as well as the implementation of any such change in practice. 
Certain topics do not conclude with questions; however, the 
PTO desires comments on such topics in general. 


Other Considerations. 


This Advance Notice is in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612 (October 26, 1987), and the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). It has been determined 
that this rulemaking is significant for the purposes of Executive 
Order 12866 (September 30, 1993). 


This Advance Notice involves information collection require- 
ments which are subject to review by the Office of Management 
and Budget (OMB) under the Paperwork Reduction Act of 
1995 (44 U.S.C. 3501 et seq.). The collections of information 
involved in this Advance Notice have been reviewed and pre- 
viously approved by OMB under the following control num- 
bers: 0651-0021, 0651-0030, 0651-0031, 0651-0032, 0651- 
0033, 0651-0035, and 0651-0037. Any collections of informa- 
tion whose requirements will be revised as a result of the 
proposed rule changes discussed in this Advance Notice will 
be submitted to OMB for approval. The principal impact of 
the changes under consideration in this Advance Rule is to 
raise the efficiency and effectiveness of the PTO’s business 
processes to make the PTO a more business-like agency and 
increase the level of the PTO’s service to the public. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
control number. 


As required by the Paperwork Reduction Act of 1995 (44 
U.S.C. 3507(d)), the PTO has submitted a copy of this Advance 
Notice to OMB for its review of these information collections. 
Interested persons are requested to send comments regarding 
these information collections, including suggestions for 
reducing this burden, to Robert J. Spar, Director, Special Pro- 
gram Law Office, Patent and Trademark Office, Washington, 
D.C. 20231, or to the Office of Information and Regulatory 
Affairs of OMB, New Executive Office Bidg., 725 17th St. 
NW, rm. 10235, Washington, DC 20503, Attn: Desk Officer 
for the Patent and Trademark Office. 


The PTO has determined that this Advance Notice has no 
Federalism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


B. Discussion of Specific Topics. 
1. Simplifying request for small entity status (37 CFR 1.27). 


Summary: The PTO is considering simplifying applicant’s 
request for small entity status. The currently used small entity 
statement forms would be eliminated as they would no longer 
be needed. 


Specifics of Change being Considered: Small entity status 
would be established at any time by a simple assertion of 
entitlement to small entity status without the currently required 
formalistic reference to 37 CFR 1.9. Payment of the (exact) 
small entity basic filing fee would be considered an assertion 
of small entity status. To establish small entity status after 
payment of the basic filing fee, a written assertion of small 
entity status would be required to be submitted with or prior 
to a fee payment. There would be no change in the current 
requirement to make an investigation in order to determine 
entitlement to small entity status; the PTO would only be chan- 
ging the ease with which small entity status can be claimed 
once it has been determined that a claim to such status is 
appropriate. 


Problem and Background: 


37 CFR 1.27 currently requires that a request for small entity 
status be accompanied by submission of an appropriate state- 
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ment that the party seeking small entity status qualifies in 
accordance with 37 CFR 1.9. Either a reference to 37 CFR 1.9 
or a specific statement relating to the provisions of 37 CFR 
1.9 is mandatory. For a small business, the small business must 
either state that exclusive rights remain with the small business, 
or if not, identify the party to which some rights have been 
transferred so that the party to which rights have been trans- 
ferred can submit its own small entity statement (37 CFR 
1.27(c)(1)(iii)). This can lead to the submission of multiple 
small entity statements for each request for small entity status 
where rights in the invention are split. The request for small 
entity status and reference/statement may be submitted prior 
to paying, or at the time of paying, any small entity fee. In 
part, to ensure that at least the reference to 37 CFR 1.9 is 
complied with, the PTO has produced four types of small 
entity statement forms (including ones for the inventors, small 
businesses and non-profit organizations) that include the 
required reference to 37 CFR 1.9 and specific statements as to 
exclusive rights in the invention. Additionally, the statement 
forms relating to small businesses and non-profit organizations 
need to be signed by an appropriate official empowered to act 
on behalf of the small business or non-profit organization. 
Refunds of non-small entity fees can only be obtained if a refund 
is specifically requested within two months of the payment of 
the full (non-small entity) fee and is supported by the required 
small entity statement. See 37 CFR 1.28(a)(1). The two-month 
refund window is not extendable. 


The rigid requirements of 37 CFR 1.27 and 1.28 have led to 
a substantial number of problems. Applicants, particularly pro 
se applicants, do not always recognize that a particular reference 
to 37 CFR 1.9 is required in their request to establish small 
entity status. They believe that all they have to do is pay the 
small entity fee and state that they are a small entity. Further, 
the time required to ascertain who are the appropriate officials 
to sign the statement and to have the statements (referring to 
37 CFR 1.9) signed and collected (where more than one is 
necessary), results, in many instances, in having to pay the 
higher non-small entity fees and then seek a refund. These 
Situations result in: (1) small entity applicants also having to 
pay additional fees (e.g., surcharges and extension(s) of time 
fees for the delayed submission of the small entity statement 
form); (2) additional correspondence with the PTO to perfect 
a claim for small entity status; and (3) the filing of petitions 
with petition fees to revive abandoned applications. This 
increases the pendency of the prosecution of the application 
in the PTO and, in some cases, results in loss of patent term. 
For example, under current procedures, if a pro se applicant 
files a new application with small entity fees but without a 
small entity statement, the PTO mails a notice to the pro se 
applicant requiring the full basic filing fee of a non-small entity. 
Even if the applicant timely files a small entity statement, the 
applicant must still timely pay the small entity surcharge for 
the delayed submission of the small entity statement to avoid 
abandonment of the application. A second example is a non- 
profit organization paying the basic filing fee as a non-small 
entity because of difficulty in obtaining the non-profit small 
entity statement form signed by an appropriate official. In this 
situation, a refund pursuant to 37 CFR 1.26, based on estab- 
lishing status as a small entity, may only be obtained if a 
statement under 37 CFR 1.27 and the request for the excess 
amount are filed within the non-extendable two-month period 
from the date of the timely payment of the full fee. A third 
example is an application filed without the basic filing fee on 
behalf of a small business by a practitioner who includes the 
standard authorization to pay additional fees. The PTO will 
immediately charge the non-small entity basic filing fee without 
specific notification thereof at the time of the charge. By the 
time the deposit account statement is received and reviewed, 
the two-month period for refund may have expired. 


Accordingly, a simpler procedure to establish small entity status 
would reduce processing time within the PTO (Patent Business 
Goal 1) and would be a tremendous benefit to small entity 
applicants as it would eliminate the time-consuming and aggra- 
vating processing requirements that are mandated by the current 
rules. Thus, the proposed simplification would help small entity 
applicants to receive patents sooner with fewer expenditures 
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in fees and resources and the PTO could issue the patent with 
fewer resources (Patent Business Goals 4 and 5). 


Simplified Request for Small Entity Status: 


The PTO is considering allowing small entity status to be 
established by the submission of an assertion of entitlement to 
small entity status. The current formal requirements of 37 CFR 
1.27, which include a reference to either 37 CFR 1.9, or to the 
exclusive rights in the invention, would be eliminated. If small 
entity status is to be requested at the time of payment of the 
basic filing fee, the payment of the (exact) small entity basic 
filing fee will be considered to be a sufficient assertion. If 
small entity status was not established when the basic filing 
fee was paid, a later claim to small entity status would be by 
way of a written assertion. Payment of a small entity fee (e.g., 
extension of time, or issue fee) without inclusion of a written 
assertion would not be sufficient. 


The written assertion will not be required to be presented in 
any particular form. Written assertions of small entity status 
or references to small entity fees will be liberally interpreted 
to represent the required assertion. The written assertion could 
be made in any paper filed in or with the application and need 
be no more than a simple sentence or a box checked in an 
application transmittal letter or reply cover sheet. Accordingly, 
small entity status could be established without submission of 
any of the current small entity statement forms (PTO/SB/09- 
12) that embody and comply with the current requirements of 
37 CFR 1.27 and which are therefore now used to establish 
small entity status. 


An applicant filing a patent application and paying the exact 
small entity basic filing fee would automatically establish small 
entity status for the application even without any further written 
assertion of small entity status. If payment is made, but it is 
not the exact small entity basic filing fee required and a written 
assertion of small entity status is not present, the PTO would 
mail a notice of insufficient filing fees as in current practice. 
The PTO would not consider a basic filing fee submitted in 
an amount above the correct small entity basic filing fee, but 
below the non-small entity filing fee, as a request to establish 
small entity status unless an additional written assertion is also 
present. Of course, the submission of a basic filing fee below 
the correct small entity basic filing fee would not serve to 
establish small entity status. Where an application is originally 
filed by a party, who is in fact a small entity, with an authoriza- 
tion to charge fees (including filing fees) and no indication 
(assertion) of entitlement to small entity status, that authoriza- 
tion would not be sufficient to establish small entity status 
unless the authorization was specifically directed to small 
entity filing fees. The general authorization to charge fees 
would continue to be acted upon immediately and the full (not 
small entity) filing fees would be charged with applicant having 
two months to request a refund by asserting entitlement to 
small entity status. This would be so even if the application 
were a continuing application where small entity status had 
been established in the prior application. 


Once small entity status is established in an application, any 
change in status from small to non-small, would also require 
a specific written assertion to that extent, similar to current 
practice. 


The party who could request small entity status would be any 
party permitted by PTO regulations to pay the basic filing fee 
and file a paper in the application. This eliminates the additional 
requirement of obtaining the signature of an appropriate party 
other than the party prosecuting the application. By way of 
example, in the case of three pro se inventors for a particular 
application, any of the three inventors upon filing the applica- 
tion could pay a small entity basic filing fee and thereby estab- 
lish small entity status for the application. For small business 
concerns and non-profit organizations, the practitioner could 
supply the assertion rather than the current requirement for an 
appropriate official of the organization to execute a small entity 
statement form. 


PTO policy and procedures already permit establishment of 
small entity status in certain applications through simplified 
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procedures. For example, small entity status may be established 
in a continuing or reissue applications simply by payment of 
the small entity basic filing fee if the prior application/patent 
had small entity status. See 37 CFR 1.28(a)(2). The instant 
concept of payment of the basic statutory filing fee to establish 
small entity status in a new application is merely a logical 
extension of that practice. 


There may be some concem that elimination of the small entity 
statement forms will result in applicants requesting small entity 
status who are not actually entitled to such status. On balance, 
it seems that more errors occur where small entity applicants 
who are entitled to such status run afoul of procedural hurdles 
formed by the requirements of 37 CFR 1.27 than the require- 
ments help to prevent status claims for those who are not in 
fact entitled to such status. 


Correction of any inadvertent and incorrect establishment of 
small entity status would be by way of a paper under 37 CFR 
1.28(c) as in current practice. 


Continued Obligations for Thorough Investigation of Small 
Entity Status: 


Applicants should not confuse the fact that the PTO is making 
it easier to qualify for small entity status with the need to do 
a complete and thorough investigation and to assert that they 
do in fact qualify for small entity status. It should be clearly 
understood that, even though it would be much easier to 
assert and thereby establish small entity status, applicants 
would continue to need to make a full and complete investi- 
gation of all facts and circumstances before making a deter- 
mination of actual entitlement to small entity status. Where 
entitlement to small entity status is uncertain it should not 
be claimed. See MPEP 509.03. The assertion of small entity 
status (even by mere payment of the exact small entity basic 
filing fee) is not appropriate until such an investigation has 
been completed. Thus, in the previous example of the three 
pro se inventors, before one of the inventors could pay the 
small entity basic filing fee to establish small entity status, the 
inventor would need to check with the other two inventors to 
determine whether small entity status was appropriate. 


The intent of 37 CFR 1.27 is that the person making the assertion 
of small entity status is the person in a position to know the 
facts about whether or not status as a small entity can be 
properly established. That person, thus, has a duty to investigate 
the circumstances surrounding entitlement to small entity status 
to the fullest extent. Therefore, while the PTO is interested in 
making it easier to claim small entity status, it is important to 
note that small entity status must not be claimed unless the 
person or persons can unequivocally make the required self- 
certification. 


Consistent with 37 CFR 1.4(d)(2), which sets forth that for the 
presentation to the PTO (whether by signing, filing, submitting, 
or later advocating) of any paper by a party, whether a prac- 
titioner or non-practitioner, the payment of a small entity basic 
filing fee would constitute a certification under 37 CFR 10.18. 
Thus, a simple payment of the small entity basic statutory filing 
fee will activate the provisions of 37 CFR 1.4(d)(2) and, by that, 
provoke the self-certification as set forth in 37 CFR 10.18(b), 
regardless of whether the party is a practitioner or non-prac- 
titioner. 


2. Requiring separate surcharges and supplying filing 
receipts (37 CFR 1.53). 


Summary: The PTO is considering charging separate sur- 
charges in a nonprovisional application for the delayed submis- 
sion of an oath/declaration, and the application filing fee, and 
issuing another filing receipt, without charge, to correct any 
errors or to update filing information, as needed. 


Specifics of Change Being Considered: The PTO would 
charge a separate surcharge (currently $130) for each missing 
part item that is submitted in a delayed manner. Thus, the 
delayed submission of both an oath/declaration under 37 CFR 
1.63, and the payment of the basic filing fee in a nonprovisional 
application filed under 35 U.S.C. 111(a), would result in the 
imposition of two surcharges (totaling $260). The change under 





1218 TMOG 186 
(105) 


consideration would not apply to provisional applications filed 
under 35 U.S.C. 111(b) and 37 CFR 1.53(c). In addition, as 
the basic national fee must be submitted by the expiration of 
the applicable twenty- or thirty-month period in 35 U.S.C. 
371(b) in a PCT application, the change under consideration 
would also be inapplicable to applications filed under the PCT. 


While the PTO would be charging a separate surcharge for 
each missing part submitted in a delayed manner, the PTO 
would also be providing three new user-friendly services which 
were requested by, and would provide benefits that are desired 
by, our customers.The three new user-friendly services are: 
(1) issuing a corrected filing receipt without the fee presently 
required by 37 CFR 1.9(h) when an oath/declaration, and/or 
the payment of the application filing fee are submitted in a 
delayed manner, (2) issuing an additional filing receipt without 
the fee presently required by 37 CFR 1.19(h), and without a 
question as to fault, for any error in the filing receipt; and (3) 
placing a copy of each filing receipt supplied to the applicant 
in the application file as evidence of issuance of the filing 
receipt. 


Background: Approximately thirty-one per cent of all nonpro- 
visional applications filed are missing parts applications, that 
is, an application filed without an executed oath/declaration 
and/or the application filing fee, with a substantial burden being 
placed on the PTO to provide additional handling, storage 
and processing for these missing part applications. Neither the 
payment of the application filing fee nor an oath/declaration 
in compliance with 37 CFR 1.63 is needed for an application 
to meet the minimum requirements to be accorded a filing date 
in a nonprovisional application. See 37 CFR 1.53(b). Currently, 
the PTO charges a single surcharge of $130 for the filing of 
an oath/declaration or the filing fee or both on a date later than 
the application filing date. At present, the PTO issues a filing 
receipt at the time a determination is made that an application 
meets the minimum requirements to receive a filing date. The 
filing receipt includes, among other things, bibliographic infor- 
mation (e.g., inventive entity/application identifier, title, contin- 
uing data, inventor’s city and state address, foreign priority, 
attorney docket number), while also denoting, among other 
things, the application number, filing date and receipt of the 
application filing fee. A “Notice Of Omitted Item(s)” (form 
PTO-1669) or a “Notice To File Missing Parts” (PTO-1533), 
if needed, are mailed separately. A “Notice of Omitted Items” 
is mailed by the PTO in an application wherein the application 
papers so deposited have been accorded a filing date, but a 
portion (e¢.g., some of the page(s) of or figure(s) of drawings 
described in the specification) has been omitted from the sub- 
mitted application parts. see Change in Procedure Relating to 
an Application Filing Date, Notice, 61 FR 30041 (June 13, 
1996), 1188 Off. Gaz. Pat. Office 48 (July 9, 1996) , and MPEP 
601.01(d)-(h). A “Notice To File Missing Parts” is mailed by 
the PTO in an application wherein a part of the application 
(e.g., the oath/declaration, or the appropriate application filing 
fee) has been omitted on filing. See Changes in Practice in 
Supplying Certified Copies and Filing Receipts, Notice, 1199 
Off. Gaz. Pat. Office 38 (June 10, 1997), and MPEP 601.01(a). 
Examination of the application does not begin until all the 
required parts (e.g., filing fee, and oath/declaration) are 
received. See 37 CFR 1.53(h). 


In addition, the PTO recently amended 37 CFR 1.41 and 1.53 
(effective December |, 1997) to provide that the names of the 
inventors are no longer required in order for an application to 
meet the minimum requirements to be accorded a filing date. 
See Changes to Patent Practice and Procedure, Final Rule 
Notice, 62 FR 53131, 53186-88 (October 10, 1997), 1203 Off. 
Gaz. Pat. Office 63, 111-13 (October 21, 1997). The names of 
all the inventors are taken from an executed oath/declaration 
timely submitted in compliance with 37 CFR 1.63, with the 
inventive entity being set at that time, 37 CFR 1.41(a)(1). The 
filing receipt is mailed even if an oath/declaration in compliance 
with 37 CFR 1.63, the application filing fee, or the actual 
names of the inventors have not been submitted on filing. In 
an application which is entitled to a filing date but not naming 
the actual inventors on filing, an identifier (e.g., the attorney's 
docket number, or all or a part of the names of the actual 
inventors) may be used to identify the application, 37 CFR 
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1.41(a)(3). In the past, upon the filing of an oath/declaration 
in compliance with 37 CFR 1.63, the PTO did not issue a 
corrected filing receipt, but only updated PTO records as to 
the actual inventors for the application. If (1) the inventive 
entity being submitted by the later filed oath/declaration was 
different from the identifier/inventive entity used to identify 
the application on filing and (2) applicant(s) desired a corrected 
filing receipt containing the corrected information or correction 
of any other information contained thereon (not due to PTO 
error), then applicant(s) had to request such in a separate paper 
filed with the PTO along with the requisite fee under 37 CFR 
1.19(h). Further, where a proper small entity statement was not 
submitted until after the mailing of the filing receipt and a 
corrected filing receipt was desired to show small entity status 
based on the small entity statement submitted after the mailing 
of the filing receipt, a request for such a corrected filing receipt 
must have been filed along with the requisite fee under 37 CFR 
1.19(h). 


Separate surcharges: The cost for processing these missing 
parts applications has increased. Further, the separate submis- 
sion of each missing part in a delayed manner causes the PTO 
to perform double the amount of work, as the application would 
be twice processed for a submitted missing part, with presently 
only one surcharge being required. Those who delay in submit- 
ting either of the items noted above should bear the costs. 
Patent Business Goal (5) is to assess fees commensurate with 
resource utilization and customer efficiency. In support of that 
goal, it is being considered that a separate surcharge be required 
for the filing of an oath/declaration in compliance with 37 CFR 
1.63, and for the payment of the application filing fee on a 
date later than the application filing date. Therefore, if both 
the oath/declaration and the application filing fee were sub- 
mitted on a date later than the application filing date, a payment 
of $260 ($130 for the late filing of the oath/declaration, and 
$130 for the late filing of the application filing fee) in current 
fees would be due on the application. 


No incentive currently exists for the submission of the basic 
filing fee on filing if an executed oath or declaration is not 
also available for submission. This change would encourage 
applicants to submit the basic filing fee on filing, even if an 
executed oath or declaration is not available for submission. 
Patent Business Goal (1) is to reduce PTO processing time 
to twelve months or less for all inventions. This change, in 
combination with the change under consideration in topic 3, 
would reduce pre-examination processing time, since it would 
encourage the submission on filing of an application in condi- 
tion for examination, even if an executed oath or declaration 
is not available for submission on filing. 


Three new services: While the PTO would be charging a 
separate surcharge for each missing part submitted in a delayed 
manner, the PTO would also be providing three new user- 
friendly services which were requested by our customers and 
provide benefits that are desired by our customers. As a first 
new service, in addition to the filing receipt being mailed at 
the time the application is accorded a filing date, a corrected 
filing receipt would always be mailed to reflect receipt of the 
oath/declaration in compliance with 37 CFR 1.63, and/or the 
payment of the application filing fee when they are submitted. 
No longer would applicant have to file a request for a new 
filing receipt, to pay a separate fee for it per 37 CFR 1.19(h), 
or submit a status letter to see if PTO records were updated 
due to the filing of the oath/declaration. The corrected filing 
receipt should reflect the actual inventive entity of the applica- 
tion, if it was mailed in response to the receipt of the oath/ 
declaration in compliance with 37 CFR 1.63. Patent Business 
Goal (4) is to exceed our customers’ quality expectations, 
through the competencies and empowerment of our employees. 
This new service would be in support of that goal. The PTO 
has begun this first new service in anticipation of the increase 
in surcharge fees and to better serve our customers’ needs. 


As a second new service, if there is an error in the data printed 
on the filing receipt and a request for a corrected receipt is 
submitted, the PTO would issue a corrected filing receipt 
without a fee and without a question as to fault. Patent Business 
Goal (1) is to reduce PTO processing time to twelve months 
or less for all inventions. Patent Business Goal (4) is to exceed 
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our customers’ quality expectations, through the competencies 
and empowerment of our employees. Without having to deter- 
mine who caused the error in the filing receipt, corrected filing 
receipts would be issued faster and with less inconvenience to 
all, which would be in support of those goals. Further, the PTO 
has received substantial feedback that timely receipt of an 
accurate filing receipt is of great importance to our customers. 
This second new service is in direct response to this repeated 
message. Again, the PTO has already begun this second new 
service in anticipation of the increase in surcharge fees and to 
better serve our customers’ needs. 


As a third new service, every time a filing receipt is issued, 
the PTO would place a copy of the filing receipt in the applica- 
tion file as evidence thereof. Today, a copy of a filing receipt 
is not placed in the application file, irrespective of the reasons 
for its issuance. By always placing a copy of the filing receipt 
in the application file, it will be easier to later determine whether 
there is still an error in the filing receipt in question, or whether 
a filing receipt or a corrected filing receipt was actually mailed. 
Further, since a copy of the filing receipt would now be located 
in the application file, the time for the PTO to answer questions 
regarding a particular filing receipt would be greatly reduced. 
Patent Business Goal (4) is to exceed our customer’s quality 
expectations, through the competencies and empowerment of 
our employees. This would be in support of that goal. 


3. Permitting delayed submission of an oath or declaration, 
and changing the time period for submission of the basic 
filing fee and English translation (37 CFR 1.52, 1.53). 


Summary: The PTO is considering amending 37 CFR 1.53 to 
provide that an executed oath or declaration for a nonprovisional 
application would not be required until the expiration of a 
period that would be set in a “Notice of Allowability” (PTOL- 
37). The PTO is also considering amending 37 CFR 1.52 and 
1.53 to provide that the basic filing fee and an English transla- 
tion (if necessary) for a nonprovisional application must be 
submitted within one month (plus any extensions under 37 
CFR 1.136) from the filing date of the application. 


Specifics of Change Being Considered: The PTO is consid- 
ering amending 37 CFR 1.53 to provide that an executed oath 
or declaration for a nonprovisional application would not be 
required until the applicant is notified that it must be submitted 
within a one-month period that would be set in a “Notice of 
Allowability,” provided that the following are submitted within 
one month (plus any extensions under 37 CFR 1.136) from the 
filing date of the application: (1) the name(s), residence(s), and 
citizenship(s) of the person(s) believed to be the inventor(s); 
(2) all foreign priority claims; and (3) a statement submitted 
by a registered practitioner that: (a) an inventorship inquiry 
has been made, (b) the practitioner has sent a copy of the 
application (as filed) to each of the person(s) believed to be 
the inventor(s), (c) the practitioner believes that the inventorship 
of the application is as indicated by the practitioner, and (d) 
the practitioner has given the person(s) believed to be the 
inventor(s) notice of their obligations under 37 CFR 1.63(b). 
In addition, the PTO is considering requiring an applicant to file 
a continuing application to file an executed oath or declaration 
naming an inventorship different from that previously stated 
by the practitioner once prosecution in an application is closed. 


The PTO is also considering amending 37 CFR 1.52 and 1.53 
to provide, by rule, that the basic filing fee and an English 
translation (if the application was filed in a language other than 
English) for a nonprovisional application must be submitted 
within one month (plus any extensions under 37 CFR 1.136) 
from the filing date of the application. Applicants will not be 
given a notice (e.g., a “Notice To File Missing Parts” (PTO- 
1533)) that the basic filing fee is missing or insufficient, unless 
the application is filed with an insufficient basic filing fee that 
at least equals the basic filing fee that was in effect the previous 
fiscal year. Finally, the filing receipt will indicate the amount 
of filing fee received and remind applicants that the basic filing 
fee must be submitted within one month (plus any extensions 
under 37 CFR 1.136) from the filing date of the application. 


These changes will permit the PTO to virtually eliminate the 
current practice of mailing notices (e.g., a “Notice To File 
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Missing Parts”) during the initial processing of a nonprovisional 
application to require submission of an oath or declaration, 
basic filing fee, or an English translation. 


Background: As discussed above, 37 CFR 1.53(b), as amended 
effective December |, 1997, does not require that a nonprovi- 
sional application under 35 U.S.C. 11 1(a) include an executed 
oath or declaration under 37 CFR 1.63, the names of the inven- 
tor(s), any filing fee, or English language application papers 
for the application to meet the minimum requirements to be 
accorded a filing date. The PTO, however, does not examine 
the application until an executed oath or declaration under 37 
CFR 1.63 (naming the inventor(s)), the filing fee, and English 
language application papers are submitted. If an executed oath 
or declaration under 37 CFR 1.63, filing fee, or English lan- 
guage application papers are not submitted with the filing of a 
nonprovisional application, the PTO will mail a notice requiring 
that they be filed (with a surcharge) within two months from 
the mail date of the notice (plus any extensions under 37 CFR 
1.136) to avoid abandonment. 


The PTO has received numerous comments from the public 
indicating that there is great difficulty in filing an executed 
oath or declaration (e.g., at times it is difficult to determine 
the names of the actual inventor(s) or it may be difficult to 
locate the inventor(s)), and that pre-examination processing of 
a nonprovisional application is a long burdensome process.Dif- 
ficulty in obtaining the signatures of all the inventor(s) has 
often resulted in a petition (and fee) under 37 CFR 1.47 (filing 
when an inventor refuses to sign or cannot be reached). The 
PTO cannot eliminate the requirement for an oath or declaration 
in a nonprovisional application without a statutory change. See 
35 U.S.C. 111(a)(2)(C) and 115. The Commissioner, however, 
has latitude as to when an oath or declaration and the filing 
fee must be submitted for a nonprovisional application. See 35 
U.S.C. 111(a)(3). 


Discussion: The PTO is considering amending 37 CFR 1.53 to 
provide that an executed oath or declaration for a nonprovisional 
application is not required until the expiration of a period that 
would be set in a “Notice of Allowability” (plus extensions 
under 37 CFR 1.136), rather than prior to examination of the 
application. Permitting delayed submission of the oath or decla- 
ration until the expiration of a period set in the mailing of a 
“Notice of Allowability” would allow practitioners additional 
time to have the oath or declaration executed by all the inven- 
tor(s). In addition, if the invention turns out to be unpatentable, 
no signatures for the oath or declaration would ever be needed. 


If an oath or declaration is not submitted within one month 
(plus any extensions under 37 CFR 1.136) from the filing date 
of the application, the PTO will require that within this period 
a registered practitioner: (1) submit the name(s), residence(s), 
and citizenship(s) of the person(s) believed to be the inventor(s); 
(2) submit all foreign priority claims; and (3) make and submit 
a statement that he or she has made an inventorship inquiry 
(i.e., ascertain the inventorship of the application to the best 
of his or her knowledge) and that he or she believes that 
the inventorship is in fact those person(s) so identified as the 
person(s) believed to be the inventor(s). In addition, the prac- 
titioner must state that he or she has sent such person(s) a 
copy of the application (specification, including claims, and 
drawings) filed in the PTO, and given such person(s) notice 
of their obligations to review and understand the contents of 
the application and of their duty to disclose to the PTO all 
information known to the person to be material to patentability 
under 37 CFR 1.56. See 37 CFR 1.63(b). 


The surcharge set forth in 37 CFR 1.16(e) would also be 
required if the oath or declaration is submitted on a date later 
than the filing date of the application, regardless of whether 
the oath or declaration is filed before a “Notice of Allowability” 
is mailed. 


For examination purposes, it would be presumed that the inven- 
tive entity is that set forth by the practitioner in the application 
as forwarded to the examiner. As discussed above, all claims 
for foreign priority benefits under 35 U.S.C. 119 or 365 would 
be submitted prior to examination. The examiner needs this 
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foreign priority claim information to determine whether an 
additional “back-up” rejection is appropriate. See MPEP 
904.02. If an oath or declaration is omitted on filing, the first 
Office action would inform applicant(s) (e.g., through an 
attached Notice of Informal Application, PTO-152 ) that an 
oath or declaration is outstanding. 


37 CFR 1.48(f)(1) would continue to provide that, in an applica- 
tion not including an executed oath or declaration, the submis- 
sion of an executed oath or declaration (such as in reply to a 
“Notice of Allowability”) naming an inventorship different 
from that previously indicated by the practitioner as the per- 
son(s) believed to be the inventor(s) would operate to correct 
the inventorship without the need for the filing of a petition 
under 37 CFR 1.48. Nevertheless, this action may cause exami- 
nation-related problems with the application, in that upon entry 
of such an oath or declaration the examiner would have to 
consider whether new rejection(s) are necessary under, for 
example, 35 U.S.C. 102(a) (“invention . . . by others”), or 
102(e) (“invention . . . by another”), or 103/102(a) or (e). 
Therefore, the PTO is considering requiring a processing fee 
(in addition to the surcharge) for submission of such an oath 
or declaration after the first Office action but before the close 
of prosecution on the merits. In addition, if such an oath or 
declaration necessitates that a new ground of rejection be made, 
the next Office action containing the new ground of rejection, 
absent anything to the contrary, may be made final. See MPEP 
706.07(a). The PTO is also considering prohibiting the submis- 
sion of such an oath or declaration that names an inventorship 
different from that previously indicated by the practitioner as 
the person(s) believed to be the inventor(s) after prosecution 
on the merits has closed (e.g., after a final Office action, allow- 
ance, or action under Ex parte Quayle, 1935 Dec. Comm’r Pat. 
11 (1935)), and requiring that a continuing application be filed 
in order to permit entry of such an oath or declaration. 


The right to prosecute an application (e.g., appoint a representa- 
tive by a power of attorney or authorization of agent) flows 
from ownership of the application, which in tum flows from 
inventorship. In the absence of an assignment the inventor has 
the right to conduct prosecution of the application (even if the 
application was prepared and filed by the company for whom 
the inventor works). Where there is an assignment, the assignee 
may intervene pursuant to 37 CFR 3.71 and conduct the prose- 
cution to the exclusion of the named inventors. In a large 
percentage of applications, inventors execute an assignment 
when the oath or declaration under 37 CFR 1.63 is executed, 
and appoint representatives as part of the oath or declaration. 


Delaying execution of the oath or declaration will, most likely, 
also encourage delaying execution of the assignment. 37 CFR 
3.71 requires an actual assignee of record and does not provide 
a right of prosecution for parties having an expectation of 
assignment (e.g., based on an employment contract or a shop 
right). Hence, since a delay in executing the oath or declaration 
under 37 CFR 1.63 will probably cause a delay in executing 
an assignment, an assignee may be unable to avail itself of 
controlling prosecution under 37 CFR 3.71. 


A registered practitioner may take some actions in a patent 
application by providing his registration number on the paper. 
See 37 CFR 1.34(b). However, only an attomey or agent that 
is of record, the inventor, or the assignee of the entire interest 
can take certain actions in an application. For example, only 
an attomey or agent that is of record can change the correspon- 
dence address. See 37 CFR 1.33(a). In addition, only an attorney 
or agent that is of record may execute a power to inspect. See 
37 CFR 1.14(e)(2). 


The PTO is also considering amending 37 CFR 1.34(b) to 
include in the definition of “attorney or agent of record” the 
attomey or agent that filed the application. With such a change, 
an appointment as a representative would not be required before 
the attorney could change the address in the application file or 
authorize another to inspect the patent application file, among 
other things. In addition, 37 CFR 1.34(b) would be amended 
to provide that a pro se inventor who signs a transmittal letter 
for an application is considered to represent all inventors for the 
purposes of prosecuting the patent application. Pro se inventors 
frequently do not realize that all inventors need to sign each 
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piece of correspondence to the Office (e.g., each amendment, 
see MPEP 714.01(a)) and a pro se inventor will frequently 
have difficulty obtaining the other inventor’s signature during 
the time provided. With such a change, pro se applicants that 
do not have the foresight of appointing a single representative 
will have an easier time filing a response to Office actions. 


Additionally, the PTO is considering amending 37 CFR 1.52(d) 
and 1.53 to provide that an English language translation (if the 
application was filed in a language other than English) and the 
basic filing fee be submitted no later than one month from the 
filing date of the nonprovisional application. This one-month 
period would be extendable under 37 CFR 1.136. The current 
process of mailing notices (e.g., a “Notice To File Missing 
Parts” (PTO-1533)) which gives a period (e.g., two months) 
for submitting the basic filing fee or English translation in a 
nonprovisional application would be eliminated, as: (1) the 
basic filing fee would be due on filing, or required with the 
surcharge under 37 CFR 1.16(e) within one month (plus exten- 
sions under 37 CFR 1.136) from the filing date of the applica- 
tion; and (2) any English translation (if the application was 
filed in a language other than English) would be required with 
the processing fee set forth in 37 CFR 1.17(k) within one month 
(plus extensions under 37 CFR 1.136) from the filing date of 
the application.Except for the situation discussed below, there 
is no apparent justification for the PTO continuing to mail 
notices to advise applicants of that which they should already 
know:(1) that they did not submit the basic filing fee with the 
application; or (2) that they did not file the application in 
English. 


For example: (1) if the basic filing fee is submitted on filing, 
no surcharge under 37 CFR 1.16(e) or extension fee under 37 
CFR 1.17(a) is required; (2) if the basic filing fee is not sub- 
mitted on filing but is submitted within one month of the 
application filing date, the surcharge under 37 CFR 1.16(e) is 
required but no extension fee under 37 CFR 1.17(a) is required; 
and (3) if the basic filing fee is not submitted on filing or 
within one month of the application filing date, but is submitted 
within six months (the one month that would be provided by 
rule plus five additional months that may be obtained pursuant 
to 37 CFR 1.136) of the application filing date, the surcharge 
under 37 CFR 1.16(e) and appropriate extension fee under 37 
CFR 1.17(a) are required. The processing fee set forth in 37 
CFR 1.17(k) is required whenever the original application is 
filed in a language other than English, regardless of when the 
English translation is submitted. 


Exception: In the situation in which an application is filed with 
an insufficient basic filing fee (due to a fee increase) that at 
least equals the basic filing fee that was in effect the previous 
Fiscal Year, the applicant will be given a filing fee deficiency 
notice, which notice will set a one-month period (extendable 
under 37 CFR 1.136) within which the balance of the current 
basic filing fee and the surcharge under 37 CFR 1.16(e) must 
be filed to avoid abandonment. In all other situations, the current 
basic filing fee, if not submitted on filing, must be submitted 
with the surcharge under 37 CFR 1.16(e) within one month 
(plus any extensions under 37 CFR 1.136) from the filing date 
of the application to avoid abandonment of the application. 
The filing receipt will indicate the filing fee received and would 
be modified to include language reminding applicants that the 
basic filing fee must be submitted within one month (plus any 
extensions under 37 CFR 1.136) from the filing date of the 
application. 


For PCT international applications: The PTO is considering 
amending 37 CFR 1.494 and 1.495 to provide that an English 
translation of the international application, if filed in a language 
other than English (35 U.S.C. 371(c)(2)), would be required 
within one month of the expiration of the applicable twenty- 
or thirty-month period in 35 U.S.C. 371(b), which one-month 
period may be extended under 37 CFR 1.136. The PTO is also 
considering amending 37 CFR 1.494 and 1.495 to provide that 
an oath or declaration (35 U.S.C. 371(c)(4)) would not be 
required until the applicant is notified that it must be submitted 
within a one-month period that would be set in a “Notice of 
Allowability,” provided that the following are submitted within 
one month (which one-month period is may be extended under 
37 CFR 1.136) of the expiration of the applicable twenty- or 
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thirty-month period in 35 U.S.C. 371(b): (1) the residence of 
each inventor (the name and citizenship of each inventor must 
be provided on the PCT Request); and (2) a statement submitted 
by a registered practitioner that: (a) the practitioner has sent a 
copy of the application (as filed) to each of the inventors, and 
(b) the practitioner has given the inventor(s) notice of their 
obligations under 37 CFR 1.63(b). The basic national fee (35 
U.S.C. 371(c)(1)) would continue to be required by the expira- 
tion of the applicable twenty- or thirty-month period in 35 
U.S.C. 371(b), which period is non-extendable. 


Patent Business Goal (1) is to reduce PTO processing time 
to twelve months or less for all inventions. Reducing pre- 
examination cycle time of an application and forwarding appli- 
cations on for examination in a shorter period of time would 
be consistent with that goal. This change (in combination with 
the change to the period within which an oath or declaration 
must be submitted) will greatly reduce the number of notices 
that the PTO must issue during the pre-examination processing 
of new applications. These changes will also result in applica- 
tions being initially processed and forwarded for examination 
in a shorter period of time, and reduce the amount of storage 
space used for and ease the tracking of applications in pre- 
examination processing. 


The PTO considers the changes to permit delayed submission 
of an oath or declaration and to require the basic filing fee and 
any necessary translation within one month of the application 
filing date to be linked, in that together they will permit a great 
reduction in the number of notices that the PTO must issue 
during the pre-examination processing of new applications. 
Thus, comments opposing any change to require the basic filing 
fee and any necessary translation within one month of the 
application filing date should consider that the PTO will prob- 
ably not adopt the change to permit delayed submission of an 
oath or declaration if the PTO does not also adopt the change 
to require the basic filing fee and any necessary translation 
within one month of the application filing date. 


Questions: The PTO is specifically requesting comments on 
the following issues: 


1. The submission of an oath or declaration after the first Office 
action which changes the names of the inventor(s) from those 
originally indicated by the practitioner may cause additional 
work to be performed by the PTO, in particular, by an examiner, 
as set forth above. As a result, the PTO is considering charging 
an additional processing fee for the submission of such an oath 
or declaration, and prohibiting the submission of such an oath 
or declaration after the close of prosecution. Would the benefits 
gained by the ability to delay the filing of the oath or declaration 
outweigh the drawbacks resulting from: (1) the PTO charging 
a fee for the submission of such an oath or declaration after 
the first Office action but before close of prosecution; and (2) 
the PTO prohibiting the submission of an oath or declaration 
that names an inventorship different from that previously indi- 
cated by the practitioner as the person(s) believed to be the 
inventor(s) after the close of prosecution? 


2. Over time, obtaining an executed oath or declaration from 
all of the inventors becomes increasingly difficult: inventors 
may forget about or lose interest in an application; they may 
leave the corporation; and they may become disgruntled. While 
delaying obtaining the inventor’s signature on an oath or decla- 
ration may be initially beneficial to the practitioner, it would be 
more difficult for the practitioner to obtain all of the inventors’ 
Signatures on an oath or declaration at the time of allowance 
(which may be years after filing). National applications 
resulting from a PCT application entering the national stage 
have a higher incidence of petitions under 37 CFR 1.47 than 
national applications filed under 35 U.S.C. 111(a). This may 
be caused by delay in filing the oath or declaration, which 
could be thirty months after the filing of the PCT application. 
Therefore, permitting applicants to delay the submission of an 
oath or declaration until the expiration of a period set in a 
“Notice of Allowability” may result in an increase in the number 
of petitions filed under 37 CFR 1.47. Would the benefits gained 
by delaying the filing of the oath or declaration outweigh the 
drawbacks resulting from the increased difficulty in obtaining 
the inventor(s)’ signatures on the oath or declaration, and an 
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increased number of petitions under 37 CFR 1.47 due to the 
inability to obtain an inventor’s signature? Is it a concern to 
applicants that these petitions under 37 CFR 1.47 will be filed 
during the publishing (and not pre-examination) process? 


3. Delaying submission of the oath or declaration in a PCT 
application until the mailing of a “Notice of Allowability” 
would delay its entry into the national stage. A PCT application 
is not accorded a 35 U.S.C. 102(e) date until the applicant 
fulfills the requirements of 35 U.S.C. 371(c)(1), (2) and (4), 
which include filing an oath or declaration in compliance with 
35 U.S.C. 115 and 37 CFR 1.497. See 35 U.S.C. 371(c)(4). Is 
it a concer that, if an applicant in a PCT application delays 
submission of the oath or declaration until the period set in a 
“Notice of Allowability,” the PCT application would be 
accorded a 35 U.S.C. 102(e) date as of the date the oath or 
declaration is submitted? 


4. Assuming the above-noted change to 37 CFR 1.34(b) is 
made giving control of the prosecution to the filer (the attomey 
or agent that filed the patent application) and the attorney or 
agent’s client is not the inventor, can the client (a potential 
assignee) take actions allowed an assignee, such as filing a 
reissue application under 37 CFR 1.172 and submitting a 37 
CFR 3.73 statement establishing the right of an assignee to 
take action? 


5. Assuming the above-noted change to 37 CFR 1.34(b) is 
made, how should an attempt by the inventor(s) to appoint 
another representative be treated? Should the inventor(s) first 
be required to file an oath or declaration under 37 CFR 1.63? 
Should an actual assignee of the inventor(s) be allowed to take 
action in an application and revoke the attorney of record if 
an executed oath or declaration of the inventor(s) has not been 
filed? 


6. Notwithstanding any change to 37 CFR 1.34(a), where the 
inventors execute an assignment but not an oath or declaration 
under 37 CFR 1.63, is the assignment effective so that the 
assignee can control prosecution under 37 CFR 3.71 and take 
necessary action in accordance with 37 CFR 3.73? Note that 
if status under 37 CFR 1.47 is accorded, if the inventor who 
originally refused to execute the oath or declaration assigns 
his interest, the non-signing inventor’s assignee cannot control 
prosecution of the application even if the inventor executes a 
declaration. Who should the attomey or agent be understood 
to represent absent an express authorization to act as a represen- 
tative in the application, the persons indicated as the inventors 
or an actual or potential assignee? 


4. Limiting the number of claims in an application (37 CFR 
1.75). 


Summary: The PTO is considering a change to 37 CFR 1.75 
to limit the number of total and independent claims that will 
be examined (at one time) in an application. 


Specific Change Being Considered: The PTO is considering 
a change to the rules of practice to: (1) limit the number of 
total claims that will be examined (at one time) in an application 
to forty; and (2) limit the number of independent claims that 
will be examined (at one time) in an application to six. In the 
event that an applicant presented more than forty total claims 
or six independent claims for examination at one time, the PTO 
would withdraw the excess claims from consideration, and 
require the applicant to cancel the excess claims. This change 
would apply to all non-reissue utility applications filed on or 
after the effective date of the rule change, to all reissue utility 
applications in which the application for the original patent 
was subject to this change, and to national applications filed 
under 35 U.S.C. 111(a), as well as national applications that 
resulted from a PCT international application. 


Discussion: Applications containing an excessive number of 
claims present a specific and significant obstacle to the PTO’s 
meeting its business goals of reducing PTO processing time 
to twelve months or less for all inventions. While the applica- 
tions that contain an excessive number of claims are relatively 
few in percentage (less than 5%), these applications impose a 
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severe burden on PTO clerical and examining resources, as 
they are extremely difficult to properly process and examine. 
The extra time and effort spent on these applications has a 
negative ripple effect, resulting in delays in the processing and 
examination of all applications, which, in tum, results in an 
increase in pendency for all applications. In view of the patent 
term provisions of 35 U.S.C. 154, as amended by the Uruguay 
Round Agreements Act (URAA), Pub. L. 103-465, 108 Stat. 
4809 (1994), PTO processing time and pendency are concerns 
to the PTO and all applicants. Thus, the PTO considers it 
inappropriate to continue to permit the proclivity of a relatively 
low number of applicants (less than 5%) for excessive claim 
presentation to result in delays in examination and unnecessary 
pendency for the vast majority of applicants. 


Approximately 215,000 utility applications were filed in the 
PTO in Fiscal Year 1997. PTO computer records indicate that 
the approximate number and percentage of applications filed 
in Fiscal Year 1997 containing the following ranges of indepen- 
dent and total claims breaks down as follows: 


Percentage 
FY 1997 
Number filings 
Over 50 independent claims: 11 00.005% 


Between 41 and 50 independent 23 
claims: 


00.011% 


Between 31 and 40 independent 77 
claims: 

Between 21 and 30 independent 275 
claims: 


00.358% 
00.128% 


Between 16 and 20 independent 536 
claims: 


00.249% 


Between 11 and 15 independent 
claims: 


1,887 00.878% 


Between 7 and 10 independent 
claims: 


7,024 03.267% 


Between 4 and 6 independent 
claims: 


27,147 12.627% 


Over 6 independent claims: 9833 4.896% 


Over 500 total claims: 5 00.002% 


Between 201 and 500 total 88 
claims: 


00.041 % 


Between 101 and 200 total 
claims: 


00.303% 


Between 61 and 100 total 
claims: 


01.169% 


Between 51 and 60 total 
claims: 


00.997 % 


Between 41 and 50 total 
claims: 


01.887% 


Between 31 and 40 total 
claims: 


04.014% 


Between 21 and 30 total 
claims: 


10.848% 


Over 40 total claims: 4.399% 


These numbers indicate that over 95% of all applications filed 
in Fiscal Year 1997 contained fewer than forty total claims 
and over 95% of all applications filed in Fiscal Year 1997 
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contained fewer than six independent claims. Thus, the rule 
change under consideration should not prevent the over- 
whelming majority of applicants from presenting the desired 
number of total and independent claims for examination. In 
addition, the rule change under consideration will benefit the 
overwhelming majority of applicants, since it will stop a rela- 
tively small number of applicants from occupying an inordinate 
amount of PTO resources. 


While the problem with applications containing an excessive 
number of claims is now reaching a critical stage, this problem 
has long confronted the PTO. In 1926, Commissioner Robertson 
remarked that applications containing an excessive number of 
claims constitute the greatest abuse confronting the PTO (then 
the Patent Office). See Ex parte McCullough, 1927 Dec. 
Comm'’r Pat. 12, 13 (1926). The issuance of patents containing 
an excessive number of claims has also long been considered 
an abuse of the courts and the public. See Carlton v. Bokee, 
84 U.S. (17 Wall) 463, 471-72 (1873) (needless multiplication 
of nebulous claims deemed calculated to deceive and mislead 
the public); Wahpeton Canvas Co. v. Frontier, Inc., 870 F.2d 
1546, 1551 n.6, 10 USPQ2d 1201, 1206 n.6 (Fed. Cir. 1989) 
(presentation of the infringement issue on an overgrown claims 
jungle to a jury and judge at trial is an unprofessional exercise 
in obfuscation). Put simply, applications (and the resulting 
patents) that contain an excessive number of claims are a 
problem that has long confronted the PTO, the courts, and the 
public. 


Historically, this problem (applications containing an excessive 
number of claims) has been dealt with on a case-by-case basis, 
in that the presentation of an unreasonable number of claims 
in an application may result in an undue multiplicity rejection. 
See MPEP 2173.05(n). The CCPA has affirmed rejections based 
upon undue multiplicity when the degree of repetition and 
multiplicity” in the claims “beclouds definition in a maze of 
confusion.” See In re Chandler, 319 F.2d 211, 225, 138 USPQ 
138, 148 (CCPA 1963); see also In re Chandler, 254 F.2d 
396, 117 USPQ 361 (CCPA 1958). In subsequent decisions, 
however, the CCPA has declined to hold that the presentation 
of any particular number of claims is so excessive as to confuse 
or obscure the inventions defined by the claims. See In re 
Wakefield, 422 F.2d 897, 164 USPQ 636 (CCPA 1970); and 
In re Flint, 411 F.2d 1353, 162 USPQ 228 (CCPA 1969). These 
subsequent decisions have severely cut back on the use of 
rejections based upon undue multiplicity. See Ex parte Sheldon, 
172 USPQ 319 (BPAI 1972). 


After the 1970s, the PTO balanced the difficulty of making 
and defending undue multiplicity rejections with likelihood of 
its success on appeal against the burden of just examining 
applications containing an excessive number of claims, and 
generally chose to simply suffer the burden of examining such 
applications. Recently, however, this problem (applications 
containing an excessive number of claims) has been exacerbated 
by the advent of word-processing equipment, which signifi- 
cantly reduces the skill and effort required to draft and present 
a seemingly endless number of claims in an application. The 
change during the last twenty years to the index of claims in 
the application file wrapper illustrates this point: the file 
wrapper for the 1979 series (the 06 series) applications had an 
index for fifty claims; the file wrapper for the 1987 series (the 
07 series) and 1993 series (the 08 series) applications had an 
index for 100 claims; the file wrapper for the 1998 series (the 
09 series) now has an index for 150 claims. 


For these reasons, it is now time for the PTO to act to limit 
the use of excessive numbers of claims in an application. The 
PTO is specifically proposing to deal with this problem now 
on a systemic basis by limiting, via rulemaking, the number 
of claims that will be examined in an application. This proposal 
supports the PTO business goals of reducing PTO processing 
time to twelve months or less for all inventions, and aligning 
fees to be commensurate with resource utilization and customer 
efficiency. 


A rule limiting the number of claims in an application is within 
the PTO’s rulemaking authority under 35 U.S.C. 6(a) if it “is 
within the [PTO’s] statutory authority and is reasonably related 
to the purposes of the enabling legislation . . . and does no 
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violence to due process.” See Patlex Corp. v. Mossinghoff, 758 
F.2d 594, 606, 225 USPQ 543, 252 (Fed. Cir. 1985) (citations 
omitted). 


35 U.S.C. 41(a)(1)(B) provides that an applicant must pay an 
additional fee for the presentation of each independent claim 
in excess of three and each claim in excess of twenty. This 
implies that an applicant is entitled to present more than three 
independent claims, and more than twenty total claims, but it 
does not imply that the PTO may place no limit on the number 
of claims that an applicant may present. See Ex parte Jenkins, 
1930 Dec. Comm’r Pat. 8 (1930) (that the patent statute now 
requires a fee for additional claims does not mean that there 
is no end to the number of claims that the applicant may 
present). In addition, PCT Rule 6.1 specifically states that “[t]he 
number of claims shall be reasonable in consideration of the 
nature of the invention claimed.” Placing a reasonable limit 
(e.g., nO more than six independent claims and no more than 
forty total claims) will: (1) permit the PTO to more equitably 
distribute its resources among the vast number of applications 
that must be examined each year (35 U.S.C. 131 and 132); and 
(2) assist the PTO, public, and the courts in ascertaining what 
it is that the applicant considers to be the invention (35 U.S.C. 
112, 4 2). 


35 U.S.C. 131 and 132 require the PTO to examine the more 
than two hundred thousand applications that are filed each year, 
and 35 U.S.C. 282 provides that each claim of the patents 
resulting from these applications is presumed to be valid, each 
independently of the others. It is the PTO’s goal to issue patents 
containing claims whose validity is based not solely upon pre- 
sumptions resulting from the patent statute and PTO regula- 
tions, but based upon the actuality that each claim of the 
applications resulting in such issued patents has been subjected 
to an effective, high-quality examination. In view of the ever 
increasing number of applications filed each year, the PTO has 
determined that it must place some limits on the number of 
total claims and independent claims that an applicant may 
present in a single application to ensure that the PTO continues 
to issue patents that contain only claims that have been subjected 
to such effective, high-quality examination. 


Such a rule would bear a reasonable relationship to the provis- 
ions of 35 U.S.C. 112, | 2, that an application conclude with 
one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his 
invention. While 35 U.S.C. 112, 9 2, provides that the claims 
describe “the subject matter which the applicant regards as 
his invention” (emphasis added), it does not preclude the PTO 
from limiting the claims in regard to matters of form. See 
Fressola v. Manbeck, 36 USPQ2d 1211, 1214 (D.D.C. 1995). 


As discussed above, the historical basis for undue multiplicity 
rejections was that the presentation of an excessive number of 
claims in an application generally operated to confuse or 
obscure the invention. This problem existed in the nineteenth 
century (Carlton) and remains a problem today (Wahpeton 
Canvas). Limiting the number of claims in an application will 
discourage applicants from presenting claims that confuse or 
obscure the point of the invention. Thus, such a rule would 
advance the statutory goal of 35 U.S.C. 112, 4 2, that an 
application or patent conclude with one or more claims particu- 
larly pointing out and distinctly claiming the subject matter 
which the applicant regards as his invention. See Fressola, 36 
USPQ2d at 1214. 


Any change to 37 CFR 1.75 to limit the number of claims in 
an application must also take into account the situation in which 
a single claim is, in actuality, a plurality of claims (e.g., multiple 
dependent claims, Markush claims (see Ex parte Markush, 
1925 Dec. Comm’r Pat. 126 (1924)), claims referencing plural 
sequence listings (see MPEP 2422.04), and claims setting forth 
(non-Markush) alternative limitations (see MPEP 2173.05(h)). 
A multiple dependent claim will be counted as the number 
of claims to which direct reference is made in that multiple 
dependent claim. See 37 CFR 1.75(c). Limits (for a claim to 
be counted as a single claim) would also be placed on: (1) the 
number of species that may be embraced within a Markush 
claim; (2) the number of sequence listings that may be refer- 
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enced in a single claim; and (3) the number of alternative 
limitations that may be included in a claim. 


The PTO is considering only a limit on the number of claims 
that will be examined in a single application, not a limit of the 
number of claims that may be presented for the invention(s) 
disclosed in an application. Forty total claims with six indepen- 
dent claims should be sufficient for an applicant to obtain 
adequate coverage for an invention. An applicant who is unable 
to limit him or herself to forty total or six independent claims 
in a single application may effectively obtain examination of 
additional claims in another application. As the PTO would 
expend more of its scarce processing and examination resources 
on ten applications containing forty claims each than the PTO 
would expend on a single application containing four hundred 
claims, the PTO’s objective is not to have applicants to spread- 
out excessive numbers of claims among multiple applications 
to increase fee revenue. The PTO’s objective is to encourage 
the few applicants who currently present an excessive number 
of claims in an application to place reasonable limits on the 
number of claims presented for examination. 


Nevertheless, an applicant would effectively be permitted to 
present any number of claims for examination by filing any 
number of continuing applications, each application presenting 
no more than forty total or six independent claims for examina- 
tion. Thus, the PTO’s refusal to examine more than forty total 
or six independent ciaims in a single application is not tanta- 
mount to a rejection of such claims, as the excess claims would 
be examined if presented in another application. See In re 
Fressola, 22 USPQ2d 1828, 1831- 32 (Comm’r Pat. 1992) (an 
objection or other requirement is not a rejection if it does not 
interfere with applicant’s substantive right of expression). 


In the extraordinary situation in which it would be more benefi- 
cial to the PTO, the public, and the applicant to permit the 
applicant to maintain more than forty claims in a single applica- 
tion (e.g., numerous species claims depending from a single 
allowable genus claim), the applicant may file a petition under 
37 CFR 1.183 requesting a waiver of this limitation. Such 
petitions would be decided on a case-by-case basis, and would 
be subject to such other requirements as may be imposed. See 
37 CFR 1.183. 


5. Harmonizing standards for patent drawings (37 CFR 
1.84). 


Summary: The PTO is considering harmonizing the require- 
ments for patent drawings in 37 CFR 1.84 with the requirements 
for drawings in the Patent Cooperation Treaty (PCT). 


Specifics of Change Being Considered: Amending 37 CFR 
1.84 to be more similar to PCT Rule 11.13. 


Discussion: The PTO is considering amending 37 CFR 1.84 
to harmonize the standards for drawings in U.S. national appli- 
cations with the standards for drawings in Patent Cooperation 
Treaty (PCT) applications, which is a well-known and widely 
accepted standard. The PTO has received a number of com- 
ments complaining that the same drawings which were 
approved and printed in PCT published applications have been 
objected to under 37 CFR 1.84 in U.S. national applications. 
This inconsistency is not understood by patent applicants who 
feel that a drawing that is acceptable for publication of a PCT 
application should also be acceptable for publication in a U.S. 
patent. Making corrections to drawings to comply with unneces- 
sary requirements increases the cost to the applicant and the 
time required to respond to an Office action, both of which 
patent applicants would like to reduce. In response to these 
comments, the PTO is looking into replacing 37 CFR 1.84 with 
the PCT standards for drawing requirements. 


The requirements for drawings in a PCT application are set 
forth in four places, namely: (1) PCT Article 7; (2) PCT Rules 
7, 9, 10, 11, and 12; (3) the PCT Applicant’s Guide, Vol. I/ 
A, pages 24-25 (paragraphs 133-141); and (4) the “Guidelines 
for Drawings Under the Patent Cooperation Treaty (PCT),” 
published in the PCT Gazette (No. 7/1978). 


Current PTO processing of applications with drawings results 
in some unnecessary delays in the handling of those applications 
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contrary to Patent Business Goal | (reducing PTO processing 
time). For example, petitions are now required in order to 
accept black and white photographs, color drawings or color 
photographs, and the PTO processing of these petitions delays 
the handling of the application by the examiner. The PCT 
permits black and white photographs, but does not permit color 
photographs or color drawings. Thus, to harmonize with the 
PCT, which does not require a petition to allow black and white 
photographs, the PTO is considering deleting the requirement 
for a petition while providing instead that black and white 
and color photographs and color drawings would be permitted 
where it is impossible to present in a drawing what is to be 
shown (e.g., crystalline structures). The examiner, however, 
may require drawings, where it is possible to present the subject 
matter in a drawing. For example, a syringe may be drawn. 
Thus, an examiner would require an applicant who has sub- 
mitted an application for a syringe and which included a photo- 
graph of the syringe to submit a drawing to replace the 
photograph. The PTO does not currently envision an examiner 
requiring color drawings or photographs in a design or utility 
application where black and white drawings or photographs 
have been submitted. 


Question: The drawing standards for PCT applications may 
not be clearly understood or known because the requirements 
are set forth in the previously identified four different docu- 
ments, and not everyone has easy access to these documents. 
Nonetheless, it is apparent that compliance with the PCT is 
easier given the experience of many patent applicants of having 
drawings approved in a PCT application, but objected to in a 
United States application. Accordingly, if adoption of the PCT 
standards for drawings is not supported, comments are 
requested as to whether the PTO should keep 37 CFR 1.84 as 
is, or how it should be modified, or should the PTO adopt 
some other standard for the drawings? 


6. Printing patents in color (37 CFR 1.84). 


Summary: The PTO is considering printing design and utility 
patents that have color drawings or color photographs in color, 
along with imposing a fee to cover the extra processing and 
publication costs. 


Specifics of Change Being Considered: The PTO is consid- 
ering deleting the current requirement for a petition (and $130 
petition fee) to accept color drawings or photographs. The PTO 
is also considering printing in color design and utility patents 
with color drawings or color photographs, and charging a fee 
to recover the PTO’s cost of processing and printing design 
and utility patents with such color drawings or color photo- 
graphs. The cost to the public for ordering color copies would 
continue to be governed by 37 CFR 1.19(a)(2) (for plant patents) 
and 1.19(a)(3) (for utility patents). 


Discussion: The PTO is considering amending 37 CFR 1.84(a) 
and (b) to delete the current requirement for a petition (and 
$130 petition fee) to accept color drawings or photographs. 
The PTO is also considering amending 37 CFR 1.84 to provide 
for processing and printing design and utility patents having 
color drawings or color photographs in color rather than in 
black and white. A fee will be required. Utility and design 
patents with color drawings or color photographs are currently 
printed in black and white, with a note indicating that color 
drawings or photographs were present in the application. Where 
color is part of applicant’s invention, such as where color is a 
feature of the claimed invention in a design application, a 
member of the public seeking to understand the subject matter 
that is claimed or an examiner seeking to understand the inven- 
tion disclosed in evaluating the patent as prior art during exami- 
nation of another application would have to order a color copy 
of the patent drawings, thereby incurring delays for the special 
handling required. If design and utility applications were to be 
printed in color in the same manner as plant patents are printed 
in color, the copy of the patent in the search files would be a 
color copy and members of the public and examiners would 
not have to take additional steps to understand the disclosure 
of the patent and the scope of the claims. Patents printed in 
color would continue to have legends indicating that drawings 
are in color so that a person inspecting a black and white copy 
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thereof would have notice as to the existence of the color 
drawings. 


Processing a patent in color would incur costs separate from 
those incurred in the printing process in that identification of 
applications filed in color would need to be made so that the 
printing contractor would know the color printing was required. 
The PTO currently scans the originally filed application papers 
in black-and-white images, and may begin scanning color draw- 
ings or photographs included with originally filed application 
paper in color images. The examination process may also be 
more complex due to questions relating to the accuracy of the 
color depiction in color photographs. In addition, printing a 
patent in color would currently require an expensive photo- 
graphic process to ensure the proper coloring of the drawings, 
as is currently required for plant patents. Pursuant to 35 U.S.C. 
41(d), the PTO may recover the cost of the service of making 
color copies of color drawings or photographs included in an 
application as originally filed available as scanned images and 
preparing color drawings or photographs as part of the patent 
publication process. Charging a fee for such additional costs 
(as compared to the normal patent publication process) would 
be consistent with Business Goal 5 (assess fees commensurate 
with resource utilization). 


Accordingly, if design and utility patents are to be printed in 
color, patentees would be required to pay the additional fee, 
and would not be allowed to not pay the fee or request that 
the patent be printed only in black and white. In addition, the 
two-tier fee system, in which a higher fee is charged for color 
copies of a patent (37 CFR 1.19(a)(3)) than for a copy without 
color (37 CFR 1.19(a)(1)(i)), for patent copy sales would con- 
tinue so that customers could obtain a black and white copy 
of a patent with color drawings for a reduced fee. 


While plant patents are currently printed in color, electronic 
copies of plant patents currently displayed with the Automated 
Patent System or from CD ROM products are in black and 
white. The Office has an ongoing project to create color images 
of plant patents for electronic searching and dissemination. 
Accordingly, if design and utility patents are printed in color, 
they also would be available in color electronically. 


7. Reducing time for filing corrected or formal drawings 
(37 CFR 1.85). 


Summary: The PTO is considering reducing the time period 
for submitting corrected or formal drawings from three months 
to one month from the mailing of the “Notice of Allowability” 
(extensions of time under 37 CFR 1.136 being permitted). The 
PTO is also requesting comment on the advisability of requiring 
submission of corrected or formal drawings upon an indication 
of allowable subject matter. 


Specifics of Change Being Considered: The PTO is consid- 
ering amending 37 CFR 1.85(c) to require either that: (1) cor- 
rected or formal drawings be submitted within one month of 
the mailing of the “Notice of Allowability” (extensions of time 
under 37 CFR 1.136 being permitted); or (2) formal drawings 
be submitted in reply to any Office action indicating allowable 
subject matter, and, if a drawing correction has been required, 
requiring that corrected drawings be submitted in reply to the 
next Office action indicating allowable subject matter. 


Discussion: Currently, 37 CFR 1.85(c) requires corrected or 
formal drawings to be filed within a period of three months of 
the mailing date of the “Notice of Allowability,” which period 
may be extended up to six months under 37 CFR 1.136. This 
causes many problems. First, permitting corrected or formal 
drawings to be filed as late as six months after the mailing of 
the “Notice of Allowability” leads to a lengthy delay in issuance 
of patents. Second, the corrected or formal drawings may be 
submitted after the payment of the issue fee (which must be 
paid within three months from the mail date of the “Notice of 
Allowance and Issue Fee Due”). Thus, if formal or corrected 
drawings are not filed before payment of the issue fee, the 
application must still be stored and tracked to await the required 
drawings. This results in increased processing costs to the PTO, 
as greater storage space is needed along with continued tracking 
and monitoring functions. Thus, the current process not only 
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causes delays in issuing patents which is inconsistent with 
Patent Business Goal |, reducing PTO processing to twelve 
months or less, but it also increases our costs which is inconsis- 
tent with Patent Business Goal 5, assessing fees commensurate 
with resource use. 


The PTO hopes to address these problems in the following 
three ways. First, as discussed with regard to 37 CFR 1.84, 
the PTO would like to make drawing requirements consistent 
with those of the PCT so as to make it easier to submit drawings 
which will be approved by the PTO draftspersons and thereby 
reduce the burden on the applicant. If drawing requirements 
are consistent with those of the PCT, as proposed with respect 
to 37 CFR 1.84, applicants would be more likely to submit 
formal drawings upon filing or while the application is being 
examined, but prior to allowance. These formal drawings should 
have a greater chance of being approved by the PTO Draft- 
sperson. Thus, this should reduce the number of applications 
that are allowed with drawings that are not accepted by the PTO 
Draftsperson. Second, the PTO intends to encourage drawing 
corrections and/or formal drawings to be submitted earlier in 
the examination process. This is because the PTO intends to 
deploy draftspersons into each of the technology centers where 
it will be easier for the Draftsperson to review such corrected or 
formal drawings without interrupting the examination process. 
Thus, this should also reduce the number of applications with 
drawings that have not been approved by the PTO Draftsperson. 
Third, with the current proposal, the PTO proposes to reduce 
the time for submitting drawings to one month from the Notice 
of Allowability. By reducing the window for submitting draw- 
ings to one month, and then charging for extension of time 
fees, applicants will be encouraged to quickly submit the draw- 
ings within the one month period and, more than likely, before 
payment of the issue fee, in order to avoid extension of time 
fees, which rapidly increase as more extensions are requested. 
Thus, the change in the period for submitting corrected/formal 
drawings under consideration should have the effect of reducing 
the number of applications that have drawing corrections or 
formal drawings submitted after the payment of the issue fee. 


Question: Should the PTO require corrected or formal drawings 
to be filed in reply to an Office action indicating allowable 
subject matter? 


8. Permitting electronic submission of voluminous material 
(37 CFR 1.96, 1.821). 


Summary: The PTO is considering rule changes to permit the 
voluntary submission of large computer program listings and 
nucleotide and/or amino acid sequence listings in only a 
machine-readable form. This would save the handling of heavy 
and voluminous paper listings. 


Specifies of Change Being Considered: Suitable changes 
would be made to 37 CFR 1.96 and 1.821 ef seq. to: (1) permit 
machine readable computer program listings to be submitted 
as the official copy provided it is submitted in an appropriate 
archival medium; (2) permit a machine-readable submission 
of the nucleotide and/or amino acid sequence listings as the 
official copy provided it is submitted in an appropriate archival 
medium; and (3) no longer require the voluminous paper sub- 
missions of computer program listings or nucleotide and/or 
amino acid sequence listings. 


Background: Since 1990, the PTO has required the submission 
of the nucleotide and/or amino acid sequence listings (sequence 
listings) associated with biotechnology applications to be pre- 
sented in computer readable form on floppy disks, as well as in 
paper. The sequence listings, which are often over ten thousand 
bases in length, are not susceptible to human eye-searching. The 
magnetic storage and processing is therefore the only practical 
means for examining this very important branch of technology, 
which grew by fifty percent in 1997 and is expected to undergo 
sustained growth. Not only are the number of pending applica- 
tions multiplying, but the number of sequence listings per appli- 
cation and the size of the sequence listings themselves have 
grown by one-hundred percent each year. The PTO recently 
received a submission containing twenty-two thousand 
sequence listings, which required eight boxes of paper for the 
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sequence listing. The PTO is also starting to see very long 
individual sequence listings of over one million residues. As 
the genome projects complete more of the genomes of various 
organisms, the PTO will see more of these voluminous applica- 
tions. 


This sequence size expansion has had a significant effect on 
electronic storage, but even worse has created paper files of 
gross size which are very difficult to manage. The paper print- 
outs are often over five thousand pages in length, and require 
boxes to contain them. Carts carry the applications to the exam- 
iners for processing. For example, the Expressed Sequence 
Tags (EST) applications include up to several thousand 
sequence listings and may be over a foot thick. In some applica- 
tions, the file wrappers are falling apart and contain only the 
sequence listing, with the specification separately preserved. 
Physically storing the applications becomes problematic 
because the entire file takes up several cubic feet of space. 
Since each examiner may have twenty or more of these applica- 
tions, the applications may take up the bulk of an examiner’s 
office. The magnitude of these problems is expected to increase. 
For example, an application with ten thousand sequence listings 
could result in one thousand applications of ten sequence list- 
ings each. See MPEP 803.04. Considering that the growth rate 
of sequence listings is such that they now approach one foot 
per application, this would require one thousand linear feet of 
shelf space. With each rack holding twenty-four linear feet, the 
PTO would need forty-two (1000/24) racks for the applications 
resulting from that one application. Clearly, something needs 
to be done to address this onslaught of paper. 


The current regulations at 37 CFR 1.821(e) indicate that the 
electronic version of the sequence listing is a “copy” of the 
paper sequence listing, and that the paper sequence listing is 
the official copy. In practice, however, the electronic version 
is the one that enters the computer database of references, and 
serves as the basis for examination, printing and copies. The 
concurrence of the electronic and paper version is assured only 
by a statement of the registered attorney or agent, and cannot 
be readily checked without the expensive and laborious effort 
usually reserved only for litigation. 


Considering the difficulty of maintaining the two independent 
versions of the sequence listing, and the irony that the official 
paper copy is effectively ignored while the unofficial electronic 
copy is the only one that is used, the PTO is proposing that 
the paper copy be eliminated in favor of the useful, handy and 
verifiable computer readable version. 


Difficulties with massive amounts of paper also plague the 
computer arts. One of the major problems facing the computer 
areas is the filing of applications having several boxes of printed 
material, which may include computer program listings, appen- 
dices and boxes of prior art. Often a single examiner may have 
several similar applications containing multiple boxes of paper 
(i.e., programs, appendices and prior art). Just the short-term 
storage of these boxes is becoming more of a headache. For 
example, if an examiner has three or four of these applications, 
he or she may be required to store six to eight boxes of paper. 
These boxes are stored either in the examiner’s office or in an 
empty room if one is available. The examiner is expected to: 
(1) keep track of these boxes of materials; (2) physically haul 
them to his or her office; and (3) consider and be familiar with 
thousands of sheets of paper. Often when related applications 
are transferred to another Art Unit, these boxes of materials 
are misplaced and the applicant is forced to resubmit the boxes 
of papers. 


Computer program listings often come to the office on 
numerous sheets of microfiche. However, the microfiche films 
are often copied to paper before printing when a patent is 
allowed. Since the copies from the microfiche are not copied 
to the standards of 37 CFR 1.52, the applications are often sent 
back to the examiner as a printer rush, slowing the publication 
of the patent. 


The PTO may accept electronically filed material in a patent 
application, regardless of whether it is considered “essential” 
or “nonessential.” The patent statute requires that “[a]n applica- 
tion for patent shall be made . . . in writing to the Commis- 
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sioner.” 35 U.S.C. 111(a)(1) (emphasis added). With regard to 
the meaning of the “in writing” requirement of 35 U.S.C. 
111(a)(1), “[i}n determining any Act of Congress, unless the 
context indicates otherwise . . . , ‘writing’ includes printing 
and typewriting and reproduction of visual symbols by photo- 
graphing, multigraphing, mimeographing, manifolding, or oth- 
erwise.” | U.S.C. 1 (emphasis added); see also Fed. R. Evid. 
1001(1) (writing defined as including magnetic impulse and 
electronic recording). An electronic document (or an electronic 
transmission of a document) is a “reproduction of visual sym- 
bols,” and the “in writing” requirement of 35 U.S.C. 11 1(a)(1) 
does not preclude the PTO from accepting an electronically 
filed document. Likewise, there is nothing in the patent statute 
that precludes the PTO from designating an “electronic” record 
of an application file as the PTO’s “official” copy of the applica- 
tion. 


The recognition of the electronically stored version of the 
sequence listings as the official copy is expected to have a 
minor consequence on our processing of these applications. 
Sequence listings are already required to be submitted in elec- 
tronic form, and a receipt system is already in place to handle 
the acceptance and storage of the electronic versions.Currently 
the machine-readable version is the copy of choice for search, 
for printing and for reference purposes. 


The submission of machine readable versions of computer pro- 
gram listings, or other voluminous materials, would require the 
PTO to establish an appropriate system for accepting and using 
such submissions such that the paper versions of such informa- 
tion will no longer be needed. The submitted archival media 
may be transferred to centralized electronic office systems to 
facilitate in-house processing of the information. 


Discussion of change under consideration: The PTO is con- 
sidering revising 37 CFR 1.821 ef seg. to permit the voluntary 
submission of a machine readable version of the sequence 
listings to be the official copy provided it is presented in an 
appropriate archival medium. The PTO cannot simply make 
the current submissions of diskettes the official copy in view 
of the regulations requiring a true archival medium (36 CFR 
1228.28(3) and 1234.30). In addition, the PTO is considering 
revising 37 CFR 1.96 to permit the voluntary submission of 
all computer program listings in machine readable form pro- 
vided they are in an appropriate archival medium. 


The changes contemplated for sequence listings and computer 
program listings would eliminate the need for submissions of 
voluminous paper sequence listings and hard to handle and 
reproduce microfiche computer program listings. To focus spe- 
cifically on the PTO’s difficult paper handling problem, and 
to simplify this project so it can be deployed in a short time 
span, only the nucleotide and/or amino acid sequences and 
the computer program listings would be accepted in machine 
readable format. The rest of the specification of a nonprovi- 
sional application will be submitted in paper in the conventional 
manner, subject to 37 CFR 1.52 and other applicable regula- 
tions. 


In addition to permitting the above-mentioned submissions in 
nonprovisional applications, the PTO is also considering chan- 
ging the rules of practice to permit provisional applications to 
be submitted in toto in a machine readable format, again pro- 
vided that it is presented in an appropriate archival medium. 


This initiative is in support of the Patent Business Goal to 
reduce PTO processing time to twelve months or less for all 
inventions (Goal 1) and to receive applications and publish 
patents electronically (Goal 3). Specifically, it would reduce 
the time and effort required to scan into our electronic archival 
systems the text of sequence listings and of computer program 
listings included in the applications as filed. 


Appropriate Archival Media: Regulations promulgated by 
National Archives and Records Administration define the 
acceptable archival media and formats for transfer and storage 
of information. See 36 CFR 1234.30 and 1228.28. 


Relationship to PTO automation plans: These changes being 
considered are understood to be temporary solutions to a diffi- 
cult PTO paper-handling problem. 
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It should be noted that the PTO is planning for full electronic 
submission of applications and related documents by Fiscal 
Year 2003. The changes described above are a smaller step in 
that direction, permitting the essential, but bulky parts of some 
applications to be submitted on an acceptable archival medium. 


Question: Other materials may also be subject to these large 
submissions, and part of this endeavor would be the identifica- 
tion and inclusion of definable entities from other technologies 
that are of a similar nature. The PTO is requesting the public 
to suggest examples. In considering responses to this question, 
issues of practical implementation will be given weight. For 
example, elements of Technical Appendices or documents of 
an Information Disclosure Statement may be flowcharts, bound 
books or other items not suitable yet for electronic submission. 


9. Imposing limits/requirements on information disclosure 
statement submissions (37 CFR 1.98). 


Summary: The PTO is considering revising 37 CFR 1.98 
to establish new requirements and/or limits on information 
submitted as part of an Information Disclosure Statement (IDS). 


Specifics of Change Being Considered: In order to limit IDS 
submissions to relevant information and to ensure full consider- 
ation of an IDS by the PTO, the PTO is considering imposing 
the following additional requirements for IDS submissions: (1) 
a statement in the IDS that each citation has been personally 
reviewed by the registered practitioner who represents appli- 
cant, or by at least one inventor where applicant is not repre- 
sented by a registered practitioner, (2) a copy of each cited 
U.S. application; and (3) a unique description of each citation’s 
importance relative to each independent claim, or specific 
dependent claim(s) if that is why it was cited, except that a 
description would not be required for: (a) any ten citations, 
and (b) any item cited in a corresponding application by a 
foreign patent office, PCT international searching authority 
(ISA), or PCT international preliminary examining authority 
(IPEA), provided the search report or office action in the 
English language is also submitted. 


The description of each citation would have to set forth a 
teaching or showing of a feature relative to the claimed inven- 
tion which is not taught or shown by other citations in the IDS 
or is taught in a different manner. The description of each 
citation must be unique to that citation, in that an applicant 
would not be permitted to provide a description of a citation 
that is merely cumulative to that of other citations. 


Background: Under the current rules (37 CFR 1.56, 1.97 and 
1.98), the PTO is being overwhelmed with voluminous IDS 
submissions which, in many situations, make it very difficult, 
if not impossible, for an examiner to fully evaluate all of the 
citations that have been submitted. This is especially true when 
the citations involved are large in size and/or when large num- 
bers of citations have been submitted. The submission of large 
numbers of citations and of the entire content of large citations 
may be due to the public’s perception that it must submit, in 
order to ensure compliance with the duty to disclose require- 
ments of 37 CFR 1.56, even questionable or marginally related 
citations (i.e., cited items that are clearly not material to patent- 
ability). The public appears to have taken the view that it 
should submit, in compliance with 37 CFR 1.97 and 1.98, even 
questionable citations in order to ensure that applicant is viewed 
by the courts as having satisfied the duty of disclosure require- 
ments. MPEP 2001.04 points out as to noncompliance with 37 
CFR 1.97 and 1.98 that “the applicant will have assumed the 
risk that the failure to submit the information in a manner that 
will result in its being considered by the examiner may be held 
to be a violation” by the courts. MPEP 2004 adds: “When in 
doubt, it is desirable and safest to submit information. Even 
though the attomey, agent, or applicant doesn’t consider it 
necessarily material, someone else may see it differently and 
embarrassing questions can be avoided”. Thus, an environment 
has been established that promotes submission of citations 
which might in some way be considered to be sufficiently 
relevant to breach the duty of disclosure (once applicant or 
applicant’s counsel becomes aware of the citation) in order to 
avoid an inference of intentional noncompliance. Applicant 
presumably does not wish to be placed in a position (in court) 





January 5, 1999 


of having to explain why a particular document of which appli- 
cant was aware was not deemed relevant enough to submit. 
Therefore, even a document of very questionabie relationship 
to the claims may very well be submitted by applicants (the 
public), in order to err on the side of caution. 


This approach has created an enormous burden on the PTO 
and seriously jeopardizes the PTO’s ability to examine applica- 
tions in a timely and efficient manner, or achieve its Business 
Goal to reduce PTO processing time (cycle time) to twelve 
months or less for all inventions (Goal 1). Applicants frequently 
cite large numbers of unrelated documents in citation “dumps” 
where applicant does not wish to expend the time to weed out 
the unrelated documents from large groups of documents (for 
example those obtained by a pre-search or found in a related 
U.S. application). In addition, large citations such as compen- 
diums are submitted where only one or two small unidentified 
portions are relevant. 


While it may have been intended under 37 CFR 1.97 and 1.98 
that applicant submit questionably related citations, it was never 
intended that large numbers of unrelated documents be sub- 
mitted solely to save applicant the effort of reviewing each of 
them to determine their relevance. Likewise, it was not intended 
that the entire volume of a large citation be submitted so that 
applicant need not take the trouble to target the one or two 
relevant portions. 


A further concern arises in those situations where current 37 
CFR 1.98 permits applicants to not supply copies of cited U.S. 
applications. It is a real burden on the examiner to locate 
and copy one or more pending applications, and this activity 
(removal of a cited application for copying) has the potential 
for interfering with the processing and examination of the cited 
application. 


The following are examples of IDS submissions which have 
placed inordinate demands on the PTO: 


(1) For one family of related applications (of several hundred 
applications), applicants have cited almost three thousand 
items in each of the several hundred applications. 


(2) In another family of five related applications, more than 
one thousand items were cited in IDS submissions in each of 
the applications. The items cited were not the same for each 
application. The five related applications are the children of 
numerous other applications, each of which had IDS submis- 
sions citing at least seven hundred items. The examiner pres- 
ently has in his office sixteen containers of cited items for these 
applications, and stacks of cited items which would fill at least 
eight more containers. 


(3) A pending application contains a citation of ten related U.S. 
applications. Additionally, about eighty-five documents were 
cited, including text citations which inciuded sixty-nine pages 
from one text book and 137 pages from another. The Examiner 
noted in his Office action that these texts appeared to be back- 
ground related to the general area of the invention. In addition, 
some of the cited documents were listed in more than one of 
multiple IDSs submitted, and the additional listings had to be 
located and crossed through on the appropriate form PTO-1449 
accompanying the IDS. 


While these three examples represent some of the more extreme 
IDS submissions, submissions of this nature are not infrequent 
nor are they isolated occurrences. Also, the PTO frequently 
receives IDS submissions which are not only large submissions, 
but they contain unrelated or non-relevant material, thereby 
making it difficult to identify and evaluate the more significant 
citations. In conjunction with this, there is a practical limit to 
the number of citations an examiner can effectively consider, 
especially where the citations have not been described and 
copies have not been supplied (and the more significant citations 
are scattered throughout the lengthy IDS submission). 


Although the PTO remains sensitive to the need for applicants 
to comply with their duty of disclosure under 37 CFR 1.56, 
the PTO must deal with the growing burden on PTO resources 
to handle IDS submissions. The PTO obviously does not desire 
to receive bulky, irrelevant IDSs and “dumps” of citations 
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in an application. Also, to the extent that these burdensome 
submissions are in fact received, it is the intent of the PTO to 
make the information contained in them as useful to the exam- 
iner as is effectively possible. Accordingly, the PTO is consid- 
ering imposing new limitations to (a) reduce both the number 
as well as the size of citations that are submitted in IDSs, and 
(b) impose requirements as to the citations which will make 
them more usable by the examiner. 


Proposal: The PTO is considering revising 37 CFR 1.98 to 
impose three new requirements/limitations as follows: 


I. A statement of personal review of each citation submitted 
in the IDS would be required. 


The IDS submitter would be required to state that he/she has 
personally reviewed each submitted IDS citation to determine 
whether or not that citation is relevant to the claimed inven- 
tion(s) and is appropriate to cite to the PTO in the IDS. This 
Statement of personal review would have to be made by: 


a registered practitioner, where applicant is represented by a 
registered practitioner, or 


at least one of the inventors where applicant is not represented 
by a registered practitioner. 


II. A copy of each cited U.S. application would have to be 
supplied. 


The current exception in 37 CFR 1.98(a)(2)(iii) for pending 
U.S. applications would be eliminated. Accordingly, 37 CFR 
1.98(a)(2) would require that an IDS include a legible copy of 
each cited pending U.S. application. 


III. Each citation submitted in the IDS would have to be 
uniquely described. 


Applicant would have to compare each of the citations to each 
of the independent claims, or specific dependent claim(s), in 
a meaningful way that is unique to each citation. The cescrip- 
tion of each citation would have to point out why applicant 
believes the citation to be unique in its teaching/showing rela- 
tive to the claimed invention(s). 


Exceptions to the unique description requirement for each of 
the citations are: 


(a) an item does not have to be described if- the item was 
previously cited (i) by a foreign patent office, and/or (ii) in a 
PCT ISA search report or IPEA office action, in a corresponding 
application; and 


applicant submits a copy of the search report or office action 
where the item was cited (issued by the foreign patent office 
or PCT) in the English language; 


(b) in addition, up to ten citations do not have to be described. 


It should be noted that no exception to the unique description 
requirement will be made for items which were cited in a 
related U.S. application, even if that related application claims 
35 U.S.C. 120 priority from, or provides 35 U.S.C. 120 priority 
to, the application in which the IDS is submitted. In addition, 
an exception will not be made for items cited in litigation 
related to the application. 


As to the exception to the unique description requirement made 
for ten citations of any type: Where more than one IDS submis- 
sion is made in one application, all of the submitted IDS docu- 
ments will be taken together as one consolidated IDS. Thus, 
applicant would not be able to circumvent the exception for 
up to ten citations by submitting multiple but separate IDS 
submissions. For example, if six U.S. applications and four 
patents are cited without descriptions in a first IDS submission, 
then all additional items included in any subsequent IDS sub- 
mission must be described or they will not be considered by 
the PTO. 


It should be noted that the choice of which ten citations would 
be submitted without the unique description is that of the IDS 
submitter, and there should be no negative inference as to 
compliance with the provisions of 37 CFR 1.56 where it is 
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chosen to submit the more relevant citations without any 
description. 


Copies of citations contain confidential information: 
Pending U.S. applications are an example of items containing 
confidential information which might be submitted in an IDS. 
In accordance with MPEP 724.02, IDS citations containing 
confidential information (e.g., that which is considered by the 
party submitting same to be either trade secret material or 
proprietary material, and any such information which is subject 
to a protective order) are to be clearly labeled as such and are 
to be filed in a sealed, clearly labeled, envelope or container. 
The party submitting an IDS citation containing information 
which is confidential may subsequently petition to expunge 
that citation from the record as set forth in MPEP 724.05. 


Explanation of the unique description requirement for each 
citation. 


Each item must be individually and uniquely described relative 
to each of the independent claims, or, if appropriate, to one or 
more of the dependent claims, in a meaningful way. When 
determining whether reexamination may be ordered in compli- 
ance with In re Portola Packaging, Inc., 110 F.3d 786, 42 
USPQ2d 1295 (Fed. Cir. 1997), the PTO would consider a 
citation described in this manner during a prior related PTO 
proceeding to have had “its relevance to patentability of any 
claim discussed.” See Request for Comments on Interim Guide- 
lines for Reexamination of Cases in View of In re Portola 
Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 
1997), Notice and Request for Public Comments; 63 FR 32646, 
32646, 1212 Off. Gaz. Pat. Office 13, 13 (July 7, 1998). 


Examples of ways to describe a citation (any of which would 
be acceptable) are as follows: 


(1) For the closest or most related citation(s): Point out the 
features of the citation which are similar to the features of each 
independent claim. For example — “Of the six ingredients 
recited in the claim | breakfast beverage, Citation A teaches 
beverage ingredients which are similar to the claimed protein, 
salt and gum. Citation B teaches beverage ingredients which 
are similar to claimed protein, sugar and carbonating agent. 


(2) Point out how the citation contains or teaches the general 
inventive concept of each independent claim. For example — 
“Citation C teaches the coating method of claim 4 using light 
to cure the coating shortly after it is cooled in a wind tunnel. 


(3) Point out how the citation represents the invention upon 
which the independent claim is an improvement. For example 
— “Citation D shows the entire conveying system of claim 7, 
except for the inventive friction roller placed between the two 
mergers.” 


(4) Indicate how the citation teaches at least one feature which 
is similar to a claim feature that is not already taught. For 
example — “Citation E shows a vaive that is the same type 
of valve set forth in dependent claim 7.” 


(5) Indicate where the citation teaches, in a different way, an 
already-taught feature which is similar to a claim feature. For 
example — “Citation F teaches a force-cooling of the exiting 
material (similar to that of dependent claim 8) as opposed to 
citation X which taught the cooling as an inherent result of the 
material exiting into the air.” 


In each situation, an additional explanation would be required 
of how each independent claim (or dependent claim(s), if the 
citation was for same) patentably defines over the citation. 


It is mot necessary that the description for each citation be 
given as related to all claims of the application. Rather, each 
citation would be described as to its relevance vis-a-vis each 
independent claim (or specific dependent claim(s) if that is 
why it was cited). Further, it is contemplated that the closest 
citations would be described in the greatest detail, and the 
remaining citations compared to the closest citations. 


Impact of compliance with 37 CFR 1.98, as it would be 
amended: The examiner will fully consider each citation in 
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an IDS which is in compliance with 37 CFR 1.97 and with 
1.98 as it would be amended. Conversely, the examiner would 
not be required to consider any citation in an IDS where the 
citation is not presented in compliance with 37 CFR 1.97 and 
1.98 as it would be amended. It should be noted that the three 
requirements set forth above would apply to any citation in an 
IDS. Thus, for example, if a related U.S. application is cited 
in an IDS and a copy of the specification, including the claims, 
and the drawings is not provided, the examiner would not be 
required to consider that U.S. application. Further, the PTO 
will discard copies of any citations that are submitted where 
a unique descnption is required but is not supplied, or where 
the statement of personal review is not made. 


Prior to discarding the citations, the PTO would notify applicant 
that the citations have been refused further consideration. In 
the notice to applicant, the PTO would point out why consider- 
ation has been refused and how the submission of the citations 
could be corrected. As is currently the practice, the notice may, 
at the examiner’s option, be set forth in the next Office action 
on the merits issued by the examiner or be provided in a separate 
notice giving the applicant an opportunity to correct the IDS. 
See MPEP 609. Thus, the examiner could delay action on 
the merits until the corrected IDS is received or the time for 
correction has expired. If the notice is included in the next 
Office action on the merits, then the application status would 
advance with the issuance of that action on the merits. Thus, 
the timeliness of the citations (and refusal of consideration for 
lack of timeliness) would quite possibly become dependent on 
a more limiting subsection of 37 CFR 1.97. For example, if 
the action on the merits is a first Office action, 37 CFR 1.97(b) 
will apply to the corrected IDS submission, while 37 CFR 
1.97(a) would have applied to the original IDS submission (had 
it been in order). If appropriate correction is made and the 
submission is considered timely under 37 CFR 1.97, the cita- 
tions will then be considered. If not, the citations would be 
removed from the record and discarded. In such a situation, 
the list of citations (e.g., PTO-1449) which was submitted with 
the IDS (the citations which were not considered being lined 
through by the examiner) would be retained in the application 
file to serve as a permanent record of what item(s) was/were 
cited. 


Rationale as to the contemplated revision: 
I. Statement of personal review of each citation submitted in 
the IDS 


With the requirement for personal review of each citation, 
applicants must review an item so that applicant can then make 
an informed decision that the item is relevant and appropriate 
to cite to the PTO. This would be effected by requiring the 
attorney, or where there is no attorney, at least one of the 
inventors, to do the personal review. In addition, the examiner 
should only be required to consider a citation where the person 
submitting the citation to the PTO has first reviewed that citation 
and determined that the citation is relevant to the claimed 
invention(s). If the submitter reviews the citation in its entirety 
and determines that the citation is relevant to the claimed inven- 
tion(s), then the examiner should consider that citation in its 
entirety. If only a portion of the citation is pertinent and thus 
only that portion of the citation has been reviewed by the IDS 
submitter, then that portion alone should be cited to the PTO, 
and that portion alone will be considered by the examiner. 


The personal review of each citation is a subjective and indi- 
vidual determination of which citations the submitter wishes 
to make of record, and the reason for doing so is not subject 
to review. It is envisioned, however, that the very act of making 
this determination should function as a screening process to 
effectively filter out marginally related and unrelated citations. 
As to the requirement to describe each citation relative to the 
claims, the PTO believes that imposing this requirement is 
reasonable and fair, and is also highly desirable, because this 
requirement (coupled with a requirement for personal review 
of each citation) would enable the PTO to achieve the relief 
it desires by: 


(1) Providing meaningful, useful and relevant information to 
the examiner, which would greatly facilitate the examiner’s 
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evaluation of each IDS citation and the examiner’s making a 
patentability determination on each of the independent and 
dependent claims. Thus, it would improve the quality of exami- 
nation, while improving the efficiency of the examination pro- 
cess; 


(2) Providing an incentive to cite only the most relevant citations 
(to avoid having to describe marginally related and unrelated 
citations). Thus, the citation of large numbers of marginally 
related and unrelated items would be diminished or eliminated; 
and 


(3) Reducing the overall number of IDS citations that are sub- 


mitted by eliminating the marginally related and the unrelated 
citations. 


Il. A copy of each U.S. application would have to be supplied 


Applicants often do not submit copies of cited pending U.S. 
applications listed in IDSs. Applicant may list multiple applica- 
tion citations in an IDS (sometimes as many as ten or twenty 
are listed), and if no copies are supplied, the examiner must 
make a time-consuming effort to obtain and copy all of the 
cited pending applications so that they can be considered. This 
will interrupt the examination of the application whenever the 
file of a cited pending application is not available for inspection 
and copying. In addition, obtaining and removing the cited 
application for copying will also interrupt the examination of 
the cited application. 


III. IDS citations would have to be uniquely described 


The present proposal would permit filers of small IDSs (i.e., 
ten or less citations) to continue filing IDSs without any descrip- 
tion, as they are currently filed under 37 CFR 1.98. While it 
is believed to be unreasonably burdensome for the PTO to 
consider unduly large numbers of IDS citations which are not 
described, the PTO is amenable to dealing with ten (or less) 
IDS citations which are not described, even though the examiner 
has no guidance from applicant as to what is actually shown 
or disclosed in the ten citations. 


PTO Goals to be Furthered: The proposal being considered 
is important to the PTO Goals of reducing PTO processing 
time (PTO Goal 1) and enhancing the quality of examination 
(PTO Goal 4). Requiring copies of all citations will reduce 
delays and help the PTO meet its twelve-month pendency goal. 
The presence of the copies of cited documents will permit those 
citations to be considered by the examiner at the earliest possible 
point after their submission and thereby enhance the quality 
of the examination. The descriptions of citations will provide 
for better quality because the examiner will have a better under- 
standing of why applicant considers the citation to be relevant 
(i.e., the citation will be made more useful to the examiner). 
Imposing a requirement of a statement of personal review of 
the citations will force applicants to evaluate all possible items 
being considered for citation to the PTO such that only the most 
relevant items will be cited to the PTO, and correspondingly, it 
should cut down on or eliminate the large dumps of citations 
that the PTO is now receiving. This will save the examiner 
time which is presently expended to read and evaluate cumula- 
tive and minimally relevant citations. This time can be better 
spent evaluating the more relevant citations, thus resulting in 
a higher quality of examination. 


The PTO has determined that it must do something to reduce 
the size of the voluminous IDS submissions. Suggestions of 
other options are welcomed. If another option is suggested, it 
should explain why and how that option would be better. 


The PTO expects that many will oppose the above-described 
proposal for a variety of reasons. These reasons may include, 
for example, concerns as to the burden being imposed on appli- 
cant to prepare the IDS, the conflicting time requirements that 
will create problems (the need to submit the IDS by a certain 
date conflicts with the extra time needed to prepare the descrip- 
tions which would be required before the IDS could be sub- 
mitted), and concerns about not properly analyzing or 
describing a citation (or all the features, embodiments or parts 
of the entire disclosure of the citation) or even overlooking a 
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relevant citation. The comments, however, should be construc- 
tive and address how (and why) some other option(s) would 


be better, or as effective, while being more acceptable to the 
public. 


10. Refusing information disclosure statement consider- 
ation under certain circumstances (37 CFR 1.98). 


Summary: The PTO is considering revising 37 CFR 1.98 to 
reserve the PTO’s authority to not consider submissions of an 
Information Disclosure Statement (IDS) in unduly burdensome 
circumstances, even where all the stated requirements of 37 
CFR 1.98 are met. 


Specifics of Change Being Considered: An unduly burden- 
some IDS submission may be denied consideration even though 
it complies with 37 CFR 1.98. For example, extremely large 
documents and compendiums may not be accepted if submitted. 
Applicant will, however, be notified and given an opportunity 
to modify the submission to eliminate the burdensome aspect 
of the IDS. 


Background: 37 CFR 1.97 states that information will be 
considered by the PTO if it satisfies the provisions of 37 CFR 
1.97 and 1.98. In the above proposal to revise 37 CFR 1.98 
(see above), the PTO is contemplating revision of 37 CFR 1.98 
to deal with unduly burdensome IDS submissions by imposing 
new requirements/limitations. 


It should be noted that even if the rules of practice are revised 
as per the above proposal for 37 CFR 1.98, applicants may still 
cite compendiums, such as compilations of individual articles, 
entire magazines, journals, encyclopedia or technical dictionary 
volumes, textbooks, and volumes of technical abstracts. In 
addition, if a compendium is submitted as one of the “excepted 
ten citations,” no description would be required as to the entire 
compendium. Even though such a submission might comply 
with the letter of 37 CFR 1.98, consideration of the submission 
would be unduly burdensome to the examiner. It clearly would 
not further the PTO mission and goals to have the examiner 
consider the entire text of the compendium. Rather, applicant 
should be required to submit and describe the specific section(s) 
or portion(s) of the compendium which applicant deems to 
provide the basis for making the citation, and such a specific 
citation would be acceptable. 


Therefore, the PTO should have a mechanism to deal with 
unusual IDS circumstances where consideration of all or some 
part of an IDS would be unduly burdensome to the examiner. 


Proposal: The PTO is contemplating revision of 37 CFR 1.98 
to reserve the authority of the examiner to refuse consideration 
of an IDS submission, or any part of it, where such consideration 
would be unduly burdensome to the examiner (such that the 
PTO mission and goais would not be furthered by requiring 
the examiner to provide consideration). 


When an unduly burdensome IDS is submitted, the PTO would 
notify applicant that the IDS, or a particular portion of it, has 
been refused further consideration. In the notice to applicant, 
the PTO would point out why it would be unduly burdensome 
for the examiner to consider the IDS (or portion thereof) and 
how the IDS could be modified to eliminate its burdensome 
aspect. As is currently the practice, the notice may, at the 
examiner’s option, be set forth in the next Office action on the 
merits issued by the examiner or be provided in a separate 
notice giving the applicant an opportunity to correct the IDS. 
See MPEP 609. Thus, the examiner could delay action on 
the merits until the corrected IDS is received or the time for 
correction has expired. If the notice is included in the next 
Office action on the merits, then the application status would 
advance with the issuance of that action on the merits. Thus, 
the timeliness of the citations (and refusal of consideration for 
lack of timeliness) would quite possibly become dependent on 
a more limiting subsection of 37 CFR 1.97. For example, if 
the action on the merits is a first Office action, 37 CFR 1.97(b) 
will apply to the corrected IDS submission, while 37 CFR 
1.97(a) would have applied to the original IDS submission (had 
it been in order). If appropriate correction is made and the 
submission is considered timely under 37 CFR 1.97, the re- 
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submitted citations will then be considered. If not, the IDS 
documents objected to as unduly burdensome would be 
removed from the record and discarded. In such a situation, 
the list of citations (e.g., PTO-1449) which was submitted with 
the IDS (the citations which were not considered being lined 
through by the examiner) would be retained in the application 
file to serve as a permanent record of what item(s) was/were 
cited. 


Examples: Presented are some examples of IDS submissions 
(in addition to the compendium submission which is discussed 
above) that comply with the letter of 37 CFR 1.98, yet the 
PTO would, most likely, regard as unduly burdensome to the 
examiner: 


(1) An IDS presents ten or less citations; however, one or more 
of the presented citations is a patent containing more than one 
hundred pages. There is no explanation as to the nature of the 
relevance of the patent(s) and no specific columns with lines 
are identified. 


(2) An IDS presents ten related U.S. applications with copies 
of voluminous records (including litigation documents) and 
there is no explanation as to the nature of the relevance nor 
is there an identification of specific parts of the application 
records. 


(3) An IDS presents five hundred citations, each uniquely 
described relative to the carving-member feature of claim 5 in 
a slightly different manner. 


(4) Applicant submits five hundred citations to a foreign patent 
office in a foreign application. Applicant then submits the five 
hundred citations in the corresponding U.S. application as cita- 
tions previously cited by a foreign patent office (see the above 
discussion of 37 CFR 1.98) together with a copy of the foreign 
patent office search report that does not identify relevancy as 
to the citations, and without any citation description in the IDS. 


The above are non-limiting examples of burdensome IDS sub- 
missions where consideration would be appropriately denied 
by the examiner. 


PTO Goals to be Furthered: This revision being considered 
is important to PTO Goals pf reducing PTO processing time 
(PTO Goal 1) and enhancing the quality of the examination 
(PTO Goal 4). At present, non-conforming and unduly burden- 
some IDSs are interfering with the PTO effectively carrying out 
its function of fully considering IDS documents. This second 
proposal for revision of 37 CFR 1.98 (coupled with the above- 
presented first proposal) would enable the PTO to reject abusive 
IDSs and thus permit examination of others in greater detail. 


11. Providing no cause suspension of action (27 CFR 1.103). 


Summary: The PTO is considering adding an additional sus- 
pension of action practice, under which an applicant may 
request deferred examination of an application without a 
showing of “good and sufficient cause,” and for an extended 
period of time. The applicant would be required to waive the 
confidential status of the application under 35 U.S.C. 122, and 
agree to publication of the application. 


Specifics of Change Being Considered: Prior to the first Office 
action of an application, the applicant may request deferred 
examination provided the application is entitled to a filing 
date, the filing fee has been paid, any needed English-language 
translation of the application has been filed, and all “outstanding 
requirements” have been satisfied, except that the oath or decla- 
ration need not be submitted. If an oath or declaration has not 
been submitted, the names of all of the persons believed to be 
the inventors must, in good faith, have been identified. Upon 
request by the applicant, the PTO may defer examination for 
a period not to exceed three years. Applicant would be required 
to waive his or her right to have the application kept in confi- 
dence under 35 U.S.C. 122, and pay a fee for publication of 
the application. 


Discussion: Under 37 CFR 1.103(a), an applicant may request 
suspension of action of an application “for good and sufficient 
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cause and for a reasonable time specified.” There may be times, 
however, when suspension of action is desired by the applicant 
even though “good and sufficient cause” is not present, and 
also for a period greater than the six months permitted under 
MPEP 709. For example, an applicant may desire deferred 
examination to obtain time to align funding, or to resolve 
ownership or potential licensing issues. To provide applicants 
some flexibility in their business affairs, and a degree of relief 
from any business constraints due to the ongoing pendency of 
an application, the PTO is considering permitting applicant to 
request deferred examination solely at the discretion of the 
applicant, and for a period of extended length. A showing of 
“good and sufficient cause” would not be required. 


This program is intended to provide better service to the public 
by making it possible to defer action on an application merely 
by asking, and paying a fee for it to be deferred. The PTO 
would benefit as well as the PTO would be better able to 
redirect its limited examining and processing resources to other 
applications in need of more immediate processing. The suspen- 
sion may also allow search and/or examination results on coun- 
terpart cases in other countries to be received and considered. 


In contrast to suspension of action under 37 CFR 1.103(a), 
which may not be granted for a period exceeding six months 
without approval of the group director (see MPEP 709), 
deferred examination under this option would continue until 
applicant requests resumption of prosecution, or the maximum 
time permitted for such deferral has expired. 


A request for deferred examination under this option would 
only be granted if, in addition to satisfying the formal require- 
ments and paying the required fee (set to recover PTO costs), 
applicant waives his or her right to have the application kept 
in confidence under 35 U.S.C. 122 and agrees to publication 
of the application. 


The PTO is considering imposing the following require- 
ments for this deferred examination program: 


(1) The application must be entitled to a filing date. 
(2) The basic application filing fee must have been paid. 


(3) Any needed English-language translation of the application 
must have been filed. 


(4) All “outstanding requirements” (e.g., requirements to a 
Notice to File Missing Parts) must have been satisfied, except 
that the oath or declaration need not be submitted. See the 
related discussion on 37 CFR 1.53 where it is indicated that 
the PTO is considering changing the rules of practice to permit 
submission of the oath or declaration to be deferred until pay- 
ment of the issue fee. 


(5) If an oath or declaration has not been submitted, the names 
of all of the persons believed to be the inventors must, in good 
faith, have been identified. 


(6) A first Office action on the merits must not have been 
mailed in the application, or any prior application assigned 
the same application number if the application is continued 
prosecution application under 37 CFR 1.53(d). 


(7) Applicant must submit “A Request for Deferred Examina- 
tion” under this program which includes: 


(a) A waiver of his or her right to have the application kept 
in confidence under 35 U.S.C. 122, and payment of the fee for 
publication of the application; 


(b) Payment of the required fee for deferred examination; and, 


(c) In a design application, a utility application filed before 
June 8, 1995, or a plant application filed before June 8, 1995, 
a terminal disclaimer dedicating to the public a terminal part 
of the term of any patent granted thereon equivalent to the 
period of suspension of the application (this terminal disclaimer 
must also apply to any patent granted on any continuing design 
application that contains a specific reference under 35 U.S.C. 
120, 121, or 365(c) to the suspended application). 
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The PTO considered not making this suspension of action 
provision inapplicable to any application not subject to the 
twenty-year patent term provisions of 35 U.S.C. 154(a)(2). 
Rather than excluding such applications from this program, the 
PTO is considering simply requiring that a terminal disclaimer 
for the period of suspension be filed as a condition of granting 
a suspension of action under this program in an application 
not subject to the twenty-year patent term provisions of 35 
U.S.C. 154(a)(2). 


The PTO is further considering the establishment of the 
following program guidelines: 


1. Maximum period of suspension. Because deferral of action 
would delay development of final claim form, and in view of 
the public’s right to early knowledge of patent rights, a max- 
imum time for suspension would be set. The maximum time 
period of suspension would be measured from the filing date 
of the application, not the date a request for suspension is 
granted. The PTO favors a maximum period of three years 
from the filing date or earliest filing date for which a benefit 
is claimed under 35 U.S.C. 119, 120, 121, or 365. A longer 
period would seem excessive, and is seen as permitting an 
applicant to unduly delay issuance of the patent. 


2. Time of publication. The PTO favors publication as soon 
as practicable after the PTO grants the request. This would 
make the specification a publication at the earliest possible 
time. 


3. Form of publication. The PTO intends to publish a notice 
of the application, and of the suspension of action in the Official 
Gazette. The notice would include bibliographic information, 
an abstract of the invention, a drawing figure and at least one 
representative claim. A copy of the application, as filed, will 
be produced and made available to the public in a manner 
similar to the present Statutory Invention Registration (SIR) 
publications. This would include placement in the PTO’s Auto- 
mated Patent System (APS) and classified search files. Copies 
would be fully available to the public. 


4. Effect of Publication. The application would be open to the 
public on the date of publication. An application, indexed or 
classified according to a classification system, and open to 
public inspection, with a publicision document including an 
abstract and claim arranged with other such documents 
according to the classification system is available as a prior 
art publication under 35 U.S.C. 102/103 (i.e., is “published”). 
See In re Wyer, 655 F.2d 221, 210 USPQ 790 (CCPA 1981); 
see also In re Hall, 781 F.2d 897, 900, 228 USPQ 453, 456 
(Fed. Cir. 1986) (a dissertation in a library open to public 
inspection by the general public, and indexed and cataloged 
with the other documents in the library, is available as a publica- 
tion under 35 U.S.C. 102/103). The published application would 
not be prior art under 35 U.S.C. 102(e) effective from the 
filing date of the so-published application. Obviously, if the 
application is subsequently issued as a patent, the patent would 
be available as prior art under 35 U.S.C. 102(e). 


Comments on the following questions are solicited. 


1. Should a maximum period for suspension be set for a period 
of other than three years? 


2. Should the application be required to include an executed 
oath or declaration before a request for suspension of action 
may be granted? It is noted that the Office is also considering 
changing 37 CFR 1.53 to permit submission of the oath or 
declaration to be deferred. 


3. Would publication of the application, coupled with the 
knowledge that a patent may be issued in the future, have a 
chilling effect on others active in the same field so as to freeze 
their activities in this area? 


12. Requiring a handling fee for preliminary amendments 
and supplemental replies (37 CFR 1.111). 


Summary: The PTO is considering imposing a handling fee 
for certain preliminary amendments and for all supplemental 
replies. 
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Specifics of Change Being Considered: The PTO is consid- 
ering replacing the current practice of allowing unlimited pre- 
liminary amendments and multiple supplemental replies to be 
filed without requiring any fee with a new practice where a 
handling fee would be charged for each preliminary amendment 
filed later than a specified time period after the filing date of 
the application, and for each supplemental reply that is filed 
after the initial reply to an Office action has been filed. 


Background: Preliminary amendments and supplemental 
replies cause the PTO to perform administrative processing, the 
cost of which is not covered by the filing fee. Some preliminary 
amendments and supplemental replies cause the PTO to perform 
examiner rework resulting in increased pendency time for the 
application when such submissions are timely filed but do 
not reach the examiner prior to the examiner acting on the 
application. For example, if a preliminary amendment or sup- 
plemental reply crosses in the mail with a PTO Office action, 
the PTO must perform rework including technical support pro- 
cessing of the submission, and further examination of the appli- 
cation by the examiner, and a new or supplemental Office 
action will most likely have to be prepared and mailed. If the 
preliminary amendment or supplemental reply is received by 
the examiner after the examiner has begun to examine the 
application, or even after the examiner’s action has been pre- 
pared, but before the Office action was mailed, the examiner 
would still have to reconsider, and then revise or even redo 
the action, whether it was ready to be mailed or not, in light 
of the preliminary amendment or supplemental reply. This may 
also require an additional search or that the previous search be 
redone. See MPEP 714.05.Accordingly, the PTO is considering 
revising its patent rules of practice to impose a handling fee 
for the filing of certain preliminary amendments and for supple- 
mental replies to recover the costs associated with these activi- 
ties. 


Such a change to the patent rules of practice would support 
the PTO’s business goals of reducing the PTO processing time 
to twelve months or less for all inventions, and assessing fees 
commensurate with resource utilization and customer effi- 
ciency. Processing time in the PTO would be reduced in that 
applicants would have an incentive to promptly file preliminary 
amendments and to timely file complete replies to Office 
actions. The assessment of a handling fee for each preliminary 
amendment filed outside of a specified time period, and each 
supplemental reply, will offset the costs accrued by the PTO 
for extra technical support and examination processing, 
including the time spent by the examiner to reconsider, and 
(re)process, such submissions. The PTO anticipates that char- 
ging a handling fee for such preliminary amendments and sup- 
plemental replies will discourage such filings, thus resulting 
in a reduction in the amount of time it normally takes to com- 
plete the examination of an application, which now includes 
delays associated with such preliminary amendments and sup- 
plemental replies. The PTO is therefore considering charging 
a handling fee for each preliminary amendment filed later than 
a specified time period after the filing date of the application 
and each supplemental reply rather than banning them in their 
entirety. 


Preliminary Amendments: Current practice permits an appli- 
cant to file preliminary amendments any time prior to the 
mailing of a first Office action. This practice often results in 
a preliminary amendment crossing in the mail with an Office 
action. Current practice has also resulted in complaints (peti- 
tions) by applicants when the PTO has refused to issue a new 
Office action when a preliminary amendment is not filed in 
the PTO before the mailing date of an Office action, but was 
mailed to the PTO before the applicant received the Office 
action, since such a preliminary amendment did not cross in 
the mail within the meaning of MPEP 714.05. Another area of 
concem with preliminary amendments is that some preliminary 
amendments are received at the PTO before the mail date of 
the first Office action, but not far enough in advance of such 
mail date that the amendment can be associated with the appli- 
cation file before the examiner has completed the first Office 
action (i.e., filed a few weeks before the mail date of the Office 
action). In either scenario, a hardship is caused on both the 
Office and applicant due to the preliminary amendments not 





1218 TMOG 200 
(105) 


being considered. Preliminary amendments also cause the 
Office to incur extra expenses in technical support processing 
of the amendments, and in most instances, the examiner having 
to modify and mail a new Office action. The applicant suffers 
by having to inquire about the preliminary amendment not 
acted upon by the examiner and from having to request a new 
examiner's action when a timely filed preliminary amendment 
did not reach the file before the examiner’s action was mailed. 


An application should be ready for examination when filed, 
and an applicant may expect the PTO to take up an application 
for examination shortly thereafter. When the PTO reduces its 
cycle time to twelve months, applications will receive a first 
Office action in less than six months after filing. Therefore an 
effort should be made to have all preliminary amendments 
before the examiner at the time the application is filed. In the 
case of a continuing prosecution application (CPA), since the 
application could be ready for the examiner to review in as 
little as one day from the date the CPA is filed, the timely 
submission of a preliminary amendment is of even greater 
importance. 


Accordingly, the PTO is considering charging a handling fee 
for each preliminary amendment filed: (1) later than one month 
from the expiration of the applicable twenty- or thirty-month 
period in 35 U.S.C. 371(b) in a PCT application; (2) later 
than one month from the filing date of the application in an 
application filed under 37 CFR 1.53(b); and (3) later than 
the filing date of the application in a continued prosecution 
application (CPA) filed under 37 CFR 1.53(d). These time 
periods would not be extendable. This handling fee will offset 
the handling costs incurred by the PTO, and act as an incentive 
for applicants to file an application in condition for examination. 
If the handling fee is not paid, the preliminary amendment 
would merely be made of record in the file but would not be 
entered. 


Exceptions: Not every preliminary amendment filed outside 
this time period would require a handling fee. For example, 
no handling fee would be required for any paper submitted in 
reply to a requirement by the PTO, either written or oral, such 
as a request to submit a signed copy of a paper previously 
submitted, but which was not signed. Another example would 
be when a preliminary amendment is required (e.g., filing of 
an English translation from a foreign filed application) as a 
result of a “Notice To File Missing Parts of Application” (37 
CFR 1.53(f)). Any amendments filed in reply to a “Notice 
To File Correct Application Papers” would also not require a 
handling fee. It should be noted, however, that if any other 
type of amendment were to be submitted with the reply to the 
PTO requirement, which was not specifically required, then a 
handling fee would be required for that reply. No handling fee 
would be required for any preliminary amendment which is 
filed solely for the purpose of reducing the number of claims 
in an application to be examined, but amendments deleting 
some claims and adding new, or substitute, claims would have 
to pay a handling fee even if the net result of the amendment 
is that fewer claims would be present. 


Supplemental Replies: Under current practice, an applicant 
must file a timely reply to avoid abandonment under 35 U.S.C. 
133 and 37 CFR 1.135, but may then file one or more supple- 
mental replies (which may include additional arguments, 
amendments, evidence, or other material) up until the mailing 
of the next Office action. This practice encourages the filing 
of a reply that, while satisfying the requirements of 37 CFR 
1.111, may not include all of the amendments or evidence that 
the applicant seeks to be considered, since the original reply 
may be supplemented. 37 CFR 1.111(b), however, provides 
that a proper reply by an applicant to an Office action “must 
reply to every ground of objection and rejection in the prior 
Office action.” Thus, no more than one reply to an Office 
action should be necessary in most situations. 


Accordingly, the PTO is considering a change to the patent 
rules of practice to require that all supplemental replies to a 
non-final Office action must be filed with a handling fee to be 
entitled to consideration. Under this practice, an applicant 
would still be permitted to file supplemental replies to an Office 
action but all additional costs associated with the processing 
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of the supplemental reply would be offset by the handling fee 
that would have to be paid. If the handling fee is not paid, the 
supplemental reply would merely be made of record in the file 
but would not be entered. 


Exceptions: A handling fee would not be required for supple- 
mental replies filed after a final Office action as such replies 
are not automatically entitled to entry. A handling fee would 
also not be required when the supplemental reply is filed after 
reaching an agreement for such with the examiner. 


An example in which a handling fee would not be required 
would be when a supplemental reply is filed in response to 
an agreement reached with an examiner. In this situation the 
examiner’s interview summary record should indicate that the 
filing of a supplemental reply was approved, and the supple- 
mental reply should clearly indicate that it was filed after 
receiving approval from the examiner in order to not be subject 
to payment of the handling fee. It should be noted that the 
examiner will not be under any obligation to permit the submis- 
sion of a supplemental reply without a handling fee. 


Handling Fee: As earlier indicated, the PTO is taking the 
approach of charging a handling fee for certain preliminary 
amendments filed after the application was filed and for each 
supplemental reply rather than considering banning them in 
their entirety. 


The PTO incurs costs associated with processing preliminary 
amendments and supplemental replies. Depending on when 
such papers are filed the costs include not only technical support 
processing time, but also additional time on the part of the 
examiner. In order to offset the costs accrued by the PTO 
in processing certain preliminary amendments filed after the 
application was filed, or supplemental replies, the handling fee 
will be set at the aggregate cost to the PTO for both administra- 
tive and examiner processing time required for the average 
preliminary amendment or supplemental reply. It is important 
to note that the paying of the handling fee does not guarantee 
that the submission forwarded therewith will be considered by 
the examiner, as all submissions must still meet the timeliness 
limitations which currently exist. 


13. Changing amendment practice to replacement by para- 
graphs/claims (37 CFR 1.121). 


Summary: The PTO is considering changing the manner of 
making amendments to require that all amendments to the 
specification including the claims be presented in the form of 
replacement paragraphs and claims, respectively. 


Specifics of Change Being Considered: The PTO is consid- 
ering replacing the current system for making amendments in 
non-reissue applications with amendment to the specification 
by replacement paragraphs and amendment to a claim by a 
replacement claim. This would eliminate the PTO’s need to 
enter changes by handwriting in red ink. Deletions of a para- 
graph or aclaim would be by instruction to cancel. Replacement 
paragraphs and claims would be a clean copy that is printer- 
ready, which can be optical character recognition (OCR) 
scanned during the publishing process. A marked-up copy of 
the changed paragraphs or claims, using the applicant’s choice 
of mark-up system, would also be supplied as an aid to the 
examiner. All paragraphs in the specification, including charts, 
tables, equations, efc., would have to be numbered. An option 
to provide substitute specifications would be retained for sub- 
mission of extensive changes. 


Background: 37 CFR 1.121(a) permits an applicant to amend 
the specification, and to a limited degree, the claims, by 
instructing the PTO to make insertions or deletions at precise 
points in the specification or claims. Alternatively, applicant 
may choose to cancel a claim or rewrite a claim in amended 
form with underlining and bracketing, designating additions or 
deletions, respectively. Under these rules, amendments are 
often many pages long, involve extensive and numerous 
changes to the specification and/or claims, have complex entry 
instructions, and sometimes include typographical errors. Entry 
of these amendments, especially when words and phrases must 
be inserted in hand-written red ink, and many such changes are 
being made, is very time-consuming and difficult to perform, 
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frequently leading to entry errors (including spelling, wording, 
and entry locations). In addition, no clean copy of the specifica- 
tion or claims is available for scanning as part of the patent 
publication process. Thus, the current amendment process leads 
to printed patents being issued which contain many errors, 
which is an unsatisfactory situation for both the PTO and appli- 
cants/patentees for a number of reasons. First, the PTO has 
to expend valuable resources to make needed corrections via 
Certificates of Correction. Second, applicants/patentees want 
their patents to be correctly printed, without errors, and they 
are very disappointed when they receive patents that do contain 
errors. Further, while Certificates of Correction are issued at 
no cost to applicants/patentees if the errors are the fault of the 
PTO, applicants/patentees must expend a substantial amount 
of time and effort carefully reviewing their printed patents, 
then preparing and submitting requests to the PTO for any 
needed corrections. It can be readily seen, therefore, that the 
PTO and its customers both feel that there is a real need for 
changes to be made to the current system for making amend- 
ments so as to reduce the number and causes of Certificates 
of Correction. 


The PTO has been considering changes to the procedure for 
making amendments to an application for several years. See 
Notice of Public Hearing and Request for Comments on 18- 
Month Publication of Patent Applications, Advance Proposed 
Rule Notice, 59 FR 63966, 63970 (December 12, 1994); 1170 
Off. Gaz. Pat. Office 390, 393-94 (January 3, 1995). The PTO 
made a specific proposal for changing the procedure for making 
amendments to an application in late 1996. See 1996 Changes 
to Patent Practice and Procedure, Proposed Rule Notice, 61 
FR 49819, 49830-31, 49852-54 (September 23, 1996); 1191 
Off. Gaz. Pat. Office 105, 113-14, 133-34 (October 22, 1996). 
This proposal, however, was withdrawn for further study in 
view of the public comments received. See Changes to Patent 
Practice and Procedure, Final Rule Notice, 62 FR 53131, 
53153 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 82 
(October 21, 1997). Comments received to date in response to 
both notices have been taken into account in arriving at the 
currently proposed procedure for making amendments. 


Discussion: The preferred option under consideration is a 
change to 37 CFR 1.121 eliminating the current system for 
making amendments in non-reissue applications and requiring 
applicants to present amendments in the form of replacement 
paragraphs for changes to the specification and replacement 
claims for any changed claims. The replacement paragraphs/ 
claims would be entered by the PTO as substitute inserts for 
the paragraphs in the specification or for the affected claims. 
Should an applicant merely wish to cancel a claim, a specific 
instruction to cancel or delete the claim would be sufficient. 
Similarly, a paragraph of the specification could be canceled 
by a specific instruction to cancel or delete. Except as currently 
provided, no claim would be canceled by the PTO without 
specific and direct instructions from the applicant to do so. 


In order for the replacement paragraph system to work, all 
the paragraphs, including headings, charts, graphs, tables, and 
equations in the specification would have to be numbered. 
Thus, it is further contemplated that, in conjunction with the 
change to 37 CFR 1.121, a change to 37 CFR 1.52 may be 
necessary in order to provide a requirement for the numbering 
of paragraphs of the specification. Once all the paragraphs are 
numbered, amendments would be made merely by submitting a 
replacement paragraph (with the same number) with the desired 
changes made in the replacement paragraph. If an amendment 
results in the addition or deletion of one or more paragraphs, 
an arrangement for identifying any such added or deleted para- 
graphs shall be established so that the numbering of other 
paragraphs shall not have to be changed. 


It should be noted that the PTO will retain the option of being 
able to require the submission of a substitute specification, as 
well as permitting the submission of a substitute specification. 
37 CFR 1.125. 


In addition to submitting a replacement paragraph/claim to 
make an amendment, applicant would also be required to submit 
a marked-up copy of the paragraph/claim to show the differ- 
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ences between the original and the replacement. The marked- 
up copy would be generated by any method applicant chooses, 
such as underlining and bracketing, redlining, or by whatever 
system is available with the compare function of applicant’s 
software. However, it must be clear enough to be readily under- 
stood by the examiner. 


The replacement paragraph/claim, which would be a clean 
version without any underlining or bracketing, would be able 
to be completely scanned as part of the printing process in the 
Office of Patent Publications which will result in a higher 
quality of printed patents. Complete scanning of amended por- 
tions of the specification and amended claims is not possible 
today because insertions of words, phrases or sentences made 
by handwriting in red ink and deletions made by words which 
have been lined through with red ink are ignored by the scanner. 
Further, while text marked with underlining and bracketing can 
be scanned, extra processing is required to delete the brackets 
and the text within the brackets and to correct misreading of 
letters caused by the underlining. Thus, using clean replacement 
paragraphs and claims would permit complete scanning which 
is a faster and more accurate method of capturing the application 
for printing while eliminating an extensive amount of key-entry 
of subject matter. This should result in patents with fewer errors 
in need of correction by certificate of correction, which clearly 
would be a benefit to the patentees while also conserving PTO 
resources. 


When an amendment in the future is presented in an Electronic 
File Wrapper (EFW) environment, applicants would only have 
to submit a single clean copy of the replacement paragraph/ 
claim, as the PTO’s system (software) would be designed to 
allow the examiner to see the differences between the original 
and the amended versions. 


Adoption of the preferred option would make the amendment 
process simpler, reduce processing time and operating costs, 
and reduce the opportunity for error associated with amendment 
entry. In addition, it would be consistent with the PTO objective 
of standardizing processing of amendments in both paper and 
electronic format in anticipation of a total EFW environment, 
which is currently under development. Further, the changes 
being considered are consistent with the PTO’s efforts to harmo- 
nize with PCT practice and any changes being contemplated 
for that system. 


The change in amendment procedure being considered would 
have a significant impact on several of the PTO’s business 
goals. Specifically, amendment entry practice would be much 
easier and would increase efficiency in the technical support 
area with better resource utilization (Business Goal 5) and a 
reduction in cycle time (Business Goal 1). In addition, the 
changes proposed herein are consistent with the PTO’s concur- 
rent development of receiving applications and publishing 
patents electronically (Business Goal 3), in that they provide 
for enhanced and more efficient paper processing, in addition 
to establishing the groundwork for transition into a full EFW 
environment. Further, the simplified amendment entry practice 
would exceed our customers’ quality expectations (Business 
Goal 4) by saving applicants a substantial amount of time and 
resources as: (1) it will be easier and take less time for applicants 
to prepare amendments to be submitted to the PTO; (2) it will 
be easier and take less time for applicants to enter amendments 
into and update their own application files; and (3) the printed 
patents should have less typographical errors, reducing the need 
for requesting Certificates of Correction. A secondary option 
under consideration is that of replacement sections of the speci- 
fication and claims. A standardized form of section and heading 
identification would also be required to achieve uniformity in 
practice. Parts of the specification, as well as individual claims, 
would be defined as “sections” and would be replaced in a 
manner similar to that described above for replacement para- 
graphs/claims. While the procedure seems viable for electronic 
processing, it does not lend itself to paper format, primarily 
due to the larger number of replacement sheets which might 
be required. 


One other option that was considered involved replacement 
pages of the specification and/or claims. Although this proce- 
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dure currently enjoys limited success in PCT amendment prac- 
tice in paper format, its future in electronic filing raises some 
apprehension. In an electronic environment, page numbering 
is dependent on word processing style and formatting and can 
be inconsistent; thus, sequential page numbering as in paper 
format would not be possible. For this reason, this option is 
not being further pursued. 


It is noted that 37 CFR 1.121 is primarily directed to setting 
forth the procedural requirements for making amendments. 
Thus, consideration is being given to shifting several of the 
more substantive sections of this rule to more appropriate sec- 
tions of the rules. For example, the provisions of 37 CFR 
1.121(b)(2)(iii) and (b)(5), which are specific to reissue require- 
ments, may be relocated to 37 CFR 1.173, and the provisions 
of 37 CFR 1.121(a)(6) relating to new matter may be relocated 
to 37 CFR 1.111. 


14. Providing for presumptive elections (37 CFR 1.141). 


Summary: The PTO is considering a change to restriction 
practice to eliminate the need for a written restriction require- 
ment and express election in most restriction situations. 


Specifics of Change Being Considered: The PTO is consid- 
ering a change to restriction practice to provide: (1) that if 
more than one independent and distinct invention is claimed 
in an application, the applicant is considered to have construc- 
tively elected the invention first presented in the claims, (2) for 
rejoinder of certain process claims in an application containing 
allowed product claims; and (3) for rejoinder of certain combi- 
nation claims in an application containing allowed subcombina- 
tion claims. This will, in most restriction situations, eliminate 
the need for a written restriction requirement separate from an 
Office action on the merits and an express election by the 
applicant, which will reduce pendency and PTO cycle time. 
This change would apply to nonreissue applications filed under 
35 U.S.C. 111(a), and would not apply to reissue applications 
or applications filed under the PCT. 


Discussion: 


The PTO is considering amending the rules of practice (37 
CFR 1.141 ef seq.) to avoid the delays inherent under current 
restriction practice. Specifically, when claims to more than one 
independent and distinct related invention are presented in an 
application, current practice is to require restriction and an 
express election by the applicant prior to an action on the 
merits. See 37 CFR 1.142(a). The PTO is considering amending 
restriction practice to provide, by rule, that if claims to more 
than one independent and distinct related invention are pre- 
sented in an application, the applicant is considered to have 
constructively elected the invention first presented in the claims. 
That is, the PTO is considering adopting a PCT-type practice in 
regard to how the PTO determines the invention to be examined 
when multiple inventions are presented in an application. See 
PCT Article 17(3)(a) (when the unity of invention requirement 
is not met, the search report shall be established on the parts 
of the application that relate to the invention first mentioned 
in the claims unless additional fees are timely paid). This change 
should eliminate the need for a requirement for an express 
election prior to action on the merits in many restriction situa- 
tions, and would support the PTO’s business goal to reduce 
PTO processing time to twelve months or less for all inventions. 


The PCT practice of permitting an applicant to obtain examina- 
tion of additional inventions in a single application upon pay- 
ment of additional fees is not currently under consideration. 
Except for the specific authorization in § 532(a)(2)(B) of Pub. 
L. 103-465 for the practice set forth in 37 CFR 1.129(b), there 
is currently no statutory authority for the PTO to simply charge 
the patent fees set forth in 35 U.S.C. 41(a) for the examination 
of additional inventions in a single application. 35 U.S.C. 41(d) 
would authorize the PTO to examine additional inventions in 
an application for a fee that recovers the estimated average 
cost to the PTO of such further examination; however, as 35 
U.S.C. 41(h) is applicable only to fees under 35 U.S.C. 41(a) 
and (b), the PTO would not be authorized to provide a small 
entity reduction in regard to such fee. Thus, the only mechanism 
by which the PTO may provide examination of additional inven- 
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tions for a fee to which the small entity reduction is applicable 
is via the divisional application practice. 


The PTO is also considering providing, by rule, that the PTO 
will examine the claims to the product if either: (1) the first 
presented claims are claims to a product; or (2) the first pre- 
sented claims are claims to a process of either using or making 
a product and the application contains claims to the product. 
If the claims to the product are determined to be allowable 
over the prior art, the PTO will also examine (permit joinder 
of) the corresponding process of making claims or the corres- 
ponding process of using claims (if the application contains 
claims to the process of using or making the product) that 
depend from or otherwise include all the limitations of the 
product claims that are allowable over the prior art. See Guid- 
ance on Treatment of Product and Process Claims in light of 
In re Ochiai, In re Brouwer, and 35 U.S.C. 103(b), 1184 Off. 
Gaz. Pat. Office 86 (March 26, 1996). 


The process of making claims or the process of using claims 
that do not depend from or otherwise include all the limitations 
of the product claims that are allowable over the prior art will, 
by rule, be treated as constructively non-elected due to the 
presentation of product claims.If the claims to such product 
are not determined to be allowable over the prior art, then, by 
rule, the presentation of product claims will be treated as a 
constructive election of the product for examination. Thus, a 
process claim will, by rule, be treated as constructively non- 
elected due to the presentation of a product claim in either of 
the following two situations: (1) if no constructively elected 
product claim is allowable over the prior art; or (2) if the 
process claim does not depend from or otherwise include all 
the limitations of a constructively elected product claim that 
is allowable over the prior art. 


The PTO is also specifically considering providing, by rule, 
that the PTO will examine the claims to the subcombination 
if either: (1) the first presented claims are claims to a subcombi- 
nation; or (2) the first presented claims are claims to a combina- 
tion and the application contains claims to the subcombination. 
If the claims to the subcombination are determined to be allow- 
able over the prior art, the PTO will also examine (permit 
joinder of) the corresponding combination claims (if the appli- 
cation contains claims to the combination) that depend from 
or otherwise include all the limitations of the subcombination 
claims that are allowable over the prior art. 


Restriction is currently not permitted in the situation in which 
the combination includes all the limitations of the subcombina- 
tion (i.e., the subcombination is essential to the patentability 
of the combination), unless there is at least one combination 
claim that does not include all the limitations of the subcombina- 
tion (i.e., a claim that evidences that the applicant does not 
consider the subcombination is essential to the patentability of 
the combination or an “evidence claim”). See MPEP 806.05(c). 
Restriction may be permitted in the situation in which the 
combination does not include all the limitations of the subcom- 
bination (i.e., the subcombination is not essential to the patent- 
ability of the combination). See id. 


The combination claims that do not depend from or otherwise 
include all the limitations of the subcombination claims that 
are allowable over the prior art will, by rule, be treated as 
constructively non-elected due to the presentation of subcombi- 
nation claims. If the claims to the subcombination are not 
determined to be allowable over the prior art, then, by rule, 
the presentation of subcombination claims will be treated as a 
constructive election of the subcombination for examination. 
Thus, a combination claim will, by rule, be treated as construc- 
tively non-elected due to the presentation of a subcombination 
claim in either of the following two situations: (1) if no con- 
structively elected subcombination claim is allowable over the 
prior art; and (2) if the combination claim does not depend 
from or otherwise include all the limitations of a constructively 
elected subcombination claim that is allowable over the prior 
art. 


The examiner would still be required to set forth the restriction 
requirement in the first Office action, and would then follow 
the requirement with an indication of which claims were con- 
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structively elected. If the applicant disagrees with the propriety 
of the restriction requirement, the applicant would continue to 
have the right to request reconsideration (37 CFR 1.143) and 
review (37 CFR 1.144) of the restriction requirement. The only 
change is that an applicant’s election would be a constructive 
election based upon the order of presentation, rather than an 
express election in reply to a restriction requirement. 


This change would apply to nonreissue applications filed under 
35 U.S.C. 111(a), and would not apply to applications filed 
under the PCT. The PTO is also considering changes to restric- 
tion practice for reissue applications, which are discussed 
below. The discussion in this topic applies solely to restriction 
practice for a nonreissue application. 


15. Creating a “rocket docket” for design applications (37 
CFR 1.155). 


Summary: The PTO is considering an expedited procedure 
to reduce the processing time for the examination of design 
applications. 


Specifics of Change Being Considered: The PTO is consid- 
ering a change to the rules of practice, so that design applicants 
may for a fee (roughly estimated at approximately $900) request 
to have their applications expedited. The PTO would also 
require the applicant to conduct a pre-examination search and 
file formal drawings. The applications would be individually 
examined with priority and the clerical processing would be 
conducted by special expediters and/or monitored by special 
expediters to achieve expeditious processing through initial 
application processing and the Design Examining Group. 


Discussion: Because of the marketplace, there is a need for 
rapid protection of certain articles which are easy to copy, such 
as athletic shoes, toys or consumer goods. Consequently, the 
time spent securing patent protection may severely erode the 
benefit of design patent protection, since if the process is 
lengthy, once the design is patented, the damage in the form 
of infringement may already be done. Currently the “Petition 
to Make Special - Accelerated” procedure set forth at MPEP 
708.02 (VIII) provides an under-utilized process for applicants 
seeking timely examination. Presumably this is because the 
procedure required to grant a Petition to Make Special is time- 
consuming in that the petitions must first be located from 
amongst the application papers and oft-times a considerable 
amount of time may transpire before the petition is acted upon 
by the required high-level official. Utilizing the proposed expe- 
dited procedure, this will be solved by having the request hand- 
delivered to the Director’s Office where the PTO can be assured 
that it will be acted upon quickly. Moreover, the current Petition 
to Make Special procedures are primarily directed to prioritizing 
the application while it is on the Examiner’s docket as opposed 
to decreasing time spent routing the application and clerical 
processing time. Certain design applicants have requested that 
additional measures, for an additional cost, be made available 
to design applicants so that their applications may be processed 
and/or monitored by expediters, who will assure hand-carrying 
of the applications between processing steps and top priority 
clerical processing of the applications. This is consistent with 
the PTO’s goals of reducing the cycle time for applications 
(Goal 1) and exceeding customers’ expectations (Goal 4). 
Accordingly, there is a need for a separate, streamlined, expe- 
dited procedure for designs. 


Consequently, the PTO is considering amending 37 CFR 1.155 
to create an additional avenue for design applicants seeking 
expedited processing during examination before the PTO. The 
fee for this expedited processing is that fee necessary to recover 
the PTO’s cost of providing such expedited examination. See 
35 U.S.C. 41(d). The initial estimate (approximately $900) is for 
the additional cost of: (1) hand-carrying/walking an application 
through processing stages in initial application processing and 
the Design Examining Group; (2) prioritizing the processing 
of the application and (3) individually searching and examining 
the application by itself and not along with other design applica- 
tions. 


Unlike utility and plant applications, design applications are 
generally searched (and examined) in groups of ten to twenty 
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which reduces the search and examination time needed for each 
design application, which in tum permits a relatively low design 
application filing fee. Under this practice, the general procedure 
results in all applications being searched before any are com- 
pleted and mailed. Given that expedited cases will be searched 
and examined individually by themselves rather than with many 
other design applications, a higher processing fee is justified. 


The expedited procedure for design cases will afford expedi- 
tious treatment from the date of filing to the date of issuance 
or abandonment, except if the application is appealed or if 
a petition is filed there is no expedited treatment while the 
application is within the jurisdiction of the Board of Patent 
Appeals and Interferences (BPAI) or Special Program Law 
Office (SPLO) under the proposed 37 CFR 1.155. As to pro- 
cessing during the printing cycle, the time for processing prior 
to printing is expected to be reduced to eight weeks, so no 
special expedited procedure is deemed necessary. 


Requirements: 


(1) The Request to Expedite along with the design application 
should be filed by hand in the Design Group Director’s Office. 
If the application has been previously filed, the request, which 
must indicate the application number, should be hand-carried 
or faxed to the Group Director’s Office. 


(2) The Request to Expedite will be treated promptly but will 
not be considered until the application is complete (i.e., includes 
the basic filing fee, executed oath or declaration and drawings). 


(3) Applicant will be required to conduct a preexamination 
search. The results of the search must be reported as set forth in 
MPEP 708.02 (VIII) “Special Examining Procedure for Certain 
New Applications - Accelerated Examination.” See MPEP 
708.02 (VIII) at 700-71. 


(4) The requisite fee must accompany the Request to Expedite. 
The fee (roughly estimated at approximately $900) charged 
will be based on expenses for additional work and processing 
time (e.g., search and examination on an individual application 
basis and special clerical processing/handling and stoppage of 
other work in progress). There will be no time limit on when 
the Request to Expedite may be filed, but the fee will be the 
same regardless of the point in the examination expedited status 
begins. 


(5) Formal drawings are required for expedited status. 


As to restriction practice, there will be a constructive election 
of the first presented invention. No right to traverse is to be 
provided. As an alternative, the applicant is given the right to 
traverse immediately following an Office action in which a 
constructive election has been set forth; but once the right to 
traverse is claimed, the expedited status under 37 CFR 1.155 
will be terminated. 


Benefits of Expedited Status: 


Once the Request to Expedite is granted, the application will be 
provided special expedited processing including (a) essentially 
walk-through processing through initial application and Design 
Examining Group stages and (b) processing out-of-tum on an 
immediate basis. There will be specially designated expediters 
for clerical processing who will personally perform certain 
processing steps where possible, and if not possible, will wait 
with the application for immediate performance of processing 
steps by regular personnel. The applications will be hand- 
carried from step to step. These special expediters might be 
designated employees in existing organizations or a special 
central clerical operation that would serve as expediters and 
do or oversee the processing for most other operations. 


Examiner processing of expedited applications (for first as well 
as subsequent actions) will be given the highest priority for 
examination and each application will be searched and exam- 
ined individually by themselves and not along with a batch of 
other applications. A courtesy copy of all Office actions (with 
references if feasible) will be faxed if a fax number is provided. 


The design group will monitor application progress using the 
Patent Application Locating and Monitoring (PALM) system to 
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ensure that expedited applications are not misplaced or delayed. 
Distinctive markings or tags will be placed on the filewrapper. 
The applications will be specially coded with a PALM transac- 
tion code and specially run PALM reports will be generated 
to ensure that any expedited application in the same status for 
more than a predetermined period of time will be noted and 
brought to the attention of the monitoring officials. 


The PTO will set a one-month Shortened Statutory Period 
(SSP) for reply for each action. 


In addition, the PTO envisions setting aside an adequate number 
of “expedited status” slots at the printer for expedited cases. 
However, the time for the printing process is expected to be 
reduced to eight weeks, so no special provision is expected to 
be required. 


The PTO is interested in whether you find this program desir- 
able and, if not, why not. Please include with your comments 
an estimate of the number of expedited requests that your office 
or firm expects to file, should the expedited procedure be 
implemented. 


16. Requiring identification of broadening in a reissue appli- 
cation (37 CFR 1.173). 


Summary: The PTO is considering a change to 37 CFR 1.173 
to require reissue applicants to identify all occurrences of broad- 
ening of the claimed invention in the reissue application. 


Specifics of Change Being Considered: Reissue applicants 
would be specifically required to point out all occurrences of 
broadening of the claims. This will alert examiners to consider 
issues involving broadening relative to the two-year limit and 
the recapture doctrine. While this requirement is being imposed 
on applicants, the examiner will still be expected to indepen- 
dently look for and to appropriately treat any broadening issues 
under 35 U.S.C. 251, #1 and 4. If applicant fails to note a 
broadening and the examiner does identify a broadening, the 
examiner would not be permitted to make any rejection or 
objection as to the failure of applicant to identify the broad- 
ening. 


Discussion: 35 U.S.C. 251, 44, provides that no reissue patent 
may enlarge (broaden) the scope of the claims of the original 
patent, unless the reissue patent was applied for within two 
years from the grant of the original patent. See In re Graff, 
111 F.3d 874, 877, 42 USPQ2d 1471, 1473-74 (Fed. Cir. 1997). 
The standard for determining whether there has been a “broad- 
ening” has been set forth by the Court of Appeals for the 
Federal Circuit as follows: 


a claim of a reissue application is broader in scope than the 
original claims if it contains within its scope any conceivable 
apparatus or process which would not have infringed the orig- 
inal patent . . . A claim that is broader in any respect is consid- 
ered to be broader than the original claims even though it may 
be narrower in other respects. 


See In re Freeman, 30 F.3d 1459, 1464, 31 USPQ2d 1444, 
1447 (Fed. Cir. 1994) (quoting Tillotson Ltd. v. Walbro Corp. 
831 F.2d 1033, 1037 n.2, 4 USPQ2d 1450, 1453 n.2 (Fed. Cir. 
1987)), see also Westvaco Corp. v. International Paper Co., 
991 F.2d 735, 741-42, 26 USPQ2d 1353, 1358-59 (Fed. Cir. 
1993); and In re Self, 671 F.2d 1344, 1346-47, 213 USPQ 1, 
3-4 (CCPA 1982). 


Further, even if a broadened reissue is applied for within two 
years (of the patent grant date), any broadening must also be 
considered in view of the recapture doctrine which prevents a 
patentee from regaining through reissue subject matter that the 
patentee surrendered in an effort to obtain the original patent 
claims. See, In re Clement, 131 F.3d 1464, 1468, 45 USPQ2d 
1161, 1164 (Fed. Cir. 1997); see also Hester Indus., Inc. v. 
Stein, 142 F.3d 1472, 1480-82, 46 USPQ2d 1641, 1648-49 
(Fed. Cir. 1998) (arguments during prosecution of the original 
patent may, even in the absence of an amendment to the claims, 
give rise to a surrender that bars recapture by reissue). There- 
fore, to properly examine any reissue application, the examiner 
must be aware of all occurrences of broadening of the original 
patent claims. 


OFFICIAL GAZETTE 


January 5, 1999 


While it is often clear when a reissue application contains one 
or more claims that are broader than the claims of the original 
patent, sometimes issues of claim interpretation arise where it 
is not clear that the reissue application contains claims that are 
broader than the claims of the original patent. For example, a 
reissue application changing the phrase “perforation means” in 
the original patent claims to “perforations” is a broadening 
change if that phrase in the original patent is considered to 
have invoked 35 U.S.C. 112, 96 VJohnston v. vac Corp., 885 
F.2d 1574, 1580, 12 USPQ2d 1382, 1386 (Fed. Cir. 1989) (35 
U.S.C. 112, 9 6, operates to cut back on the types of means 
which could literally satisfy the claim language)), but is not a 
broadening if that phrase in the original patent is not considered 
to have invoked 35 U.S.C. 112, 4 6 (Cole v. Kimberly-Clark 
Corp., 102 F.3d 524, 531, 41 USPQ2d 1001, 1006 (Fed. Cir. 
1996) (presence of the word “means” in a claim does not 
necessarily invoke 35 U.S.C. 112, 46)). Thus, in a significant 
number of reissue applications, it is not readily apparent from 
an inspection of the claims in the reissue application whether 
they are broader than the original patent claims. See Freeman, 
30*F.3d at 1464-65, 31 USPQ2d at 1448 (“we cannot agree 
with [applicant] that simply because [applicant] added words 
to [the] claims that those claims are further narrowed in scope 
. . {t]he English language is not that simple”). 


The PTO recently amended 37 CFR 1.175(a) (effective 
December 1, 1997) to require that a reissue applicant identify 
in his or her reissue oath or declaration only a single error 
being corrected in the reissue. See Changes to Patent Practice 
and Procedure, Final Rule Notice, 62 FR 53131, 53196 
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 121 (October 
21, 1997).Thus, in a reissue application containing claims that 
have been both broadened and narrowed, the applicant may 
meet the literal requirements of 37 CFR 1.175(a) by identifying 
only the error involving the narrowing of the original patent 
claims, while still asserting a correction of “more or less” than 
applicant had a right to claim in the original patent and without 
addressing the issue of broadening. Without the identification 
of all occurrences of broadening, it may not be clear when a 
reissue application contains claims that are broader than the 
claims of the original patent. 


Since this recent rule change did not specifically retain the 
requirement for indicating when an amendment (change to the 
original patent) will actually be a broadening amendment, or an 
attempt to be a broadening, amendment, the PTO is considering 
imposing a requirement for reissue applicants, at the time any 
changes are made, either at the time of filing or during the 
course of prosecution, to specifically identify the changes that 
involve, or may involve, broadening of the claims. Thus, appli- 
cants would be required to identify all occurrences of broad- 
ening of the patent claims in the reissue application. For 
example, a change from the term “rigid material,” which might 
appear in an original patent, to the term “material” in a corres- 
ponding reissue application, is an easily identifiable broadening 
of the claim. Another example would be a totally rewritten 
new claim in a reissue application which may not have an 
easily recognizable correspondence to any original patent claim. 


The intent is to impose on applicant a burden to identify all 
instances of broadening so as to alert the examiner in a timely 
manner to the fact that broadening has occurred so that the 
examiner can consider the questions of whether the broadening 
has occurred outside the two-year time period or whether the 
broadening amounts to an attempt to recapture subject matter 
previously given up in obtaining the patent. The examiner, 
however, is not relieved of his/her obligation to fully evaluate 
and examine the reissue application, including any issues 
related to broadening, as required by 35 U.S.C. 251, ¥ 4. 


If an applicant fails to identify any broadening but the examiner 
has detected occurrences of broadening, the burden on applicant 
has been satisfied and there would be no point to having the 
examiner object and require the applicant to identify the broad- 
ening already detected by the examiner. An objection or rejec- 
tion under 37 CFR 1.173 (or under 35 U.S.C. 251) would not 
be warranted. While the examiner would not be required to 
indicate that broadening had been found if an examination issue 
is not present based on the broadening, the examiner would 
have the option of reminding applicant of the requirement 
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for identification of all instances of broadening and request 
applicant to identify any instance of broadening not yet identi- 
fied by the examiner. The intent of the change is not for the 
examiner to rely upon applicant’s duty to identify each broad- 
ening, but to have the applicant and the examiner each have 
responsibility to address the issue. 


An intentional failure to identify material broadening to the 
PTO may result in a court finding that the reissue applicant 
has violated the duty of candor and good faith to the PTO 
under 37 CFR 1.56. If, however, an applicant makes a good 
faith attempt to alert the examiner to where broadening has 
occurred in the reissue claims but inadvertently omits one or 
more instances of broadening, or the applicant in good faith 
does not identify any broadening in that the applicant had no 
intent to broaden, the applicant may not have the requisite 
intent necessary for a finding that the applicant violated 37 
CFR 1.56. In any event, such issues would not be addressed 
by the PTO. 


The change to 37 CFR 1.173 under consideration would support 
the PTO’s Business Goal | (reduce PTO processing time to 
twelve months or less for all inventions ) because it would lead 
to an early identification of issues of broadening (within two 
years), recapture, and claim interpretation and, thereby, help 
to ensure that the examination process is efficiently performed. 
The change to 37 CFR 1.173 under consideration would also 
support the PTO’s Business Goal 4 (exceed our customers’ 
quality expectations, through the competencies and empower- 
ment of our employees) because it would help to ensure that 
broadening and recapture doctrine issues are addressed. Since 
it is the reissue applicant (and not the PTO or the public) who 
is seeking to change (or broaden) the original patent claims, 
the reissue applicant is in the best position to identify such 
broadening. In addition, if it is not clear that the reissue applica- 
tion contains claims that are broader than the claims of the 
original patent, the applicant’s identification on filing of all 
occurrences of broadening may assist the applicant in meeting 
the two-year statutory requirement in 35 U.S.C. 251, 44. 
See Graff, 111 F.3d at 877, 42 USPQ2d at 1473-74 (35 U.S.C. 
251, 4 4, requires that a reissue applicant give notice of pro- 
posals to broaden the claims of a patent to the public within 
two years of issuance of the patent). Thus, it is appropriate to 
place some responsibility for identifying all occurrences of 
broadening in the reissue application on the reissue applicant 
(rather than solely on the PTO examiner or the public). 


The recent amendment to 37 CFR 1.175, inter alia, eliminated 
the requirement that an applicant submit an oath or declaration 
setting forth detailed showings conceming each and every 
change being made to the patent via reissue. See Changes to 
Patent Practice and Procedure, 62 FR at 53165-66, 1203 Off. 
Gaz. Pat. Office at 92-93. The changes to 37 CFR 1.173 under 
consideration do not readdress the requirements of former 37 
CFR 1.175 because: (1) 37 CFR 1.175 relates to oath/declara- 
tion requirements and the identification of all occurrences of 
broadening need not (but may) be provided in the reissue oath 
or declaration (e.g., they may be identified by a preliminary 
remarks paper, or in the application transmittal letter); (2) the 
identification requirement applies only to broadening changes, 
not to all of the changes being made by reissue; and (3) the 
identification of all occurrences of broadening need not include 
a discussion of the nature of the broadening as was required 
by former 37 CFR 1.175. 


17. Changing multiple reissue application treatment (37 
CFR 1.177). 


Summary: The PTO is considering an amendment to 37 CFR 
1.177 to streamline the processing of divisional (or multiple) 
reissue applications. 


Specifics of the Change Being Considered: The PTO is con- 
sidering an amendment to 37 CFR 1.177 to: (1) eliminate the 
current requirements of 37 CFR 1.177 that multiple reissue 
applications be referred to the Commissioner and issue simulta- 
neously; and (2) require that each of the multiple reissue appli- 
cations contains a specific cross-reference to each of the other 
reissue applications. Each reissue application would have to 
present all original claims (amended, unamended, or deleted). 
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Issuance of reissues where no changes have been made would 
not be permitted. 


Discussion: 37 CFR 1.177 currently provides that divisional 
reissue applications: (1) must be referred to the Commissioner, 
and (2) will issue simultaneously, unless otherwise ordered by 
the Commissioner. The specifics of the exception processing 
given to divisional reissue applications is set out at MPEP 
1451. The PTO has determined that it is unnecessary to give 
this exception processing to divisional (or multiple) reissue 
applications. 


Therefore, the PTO is considering amending 37 CFR 1.177 to: 
(1) eliminate the requirements that multiple reissue applications 
be referred to the Commissioner and issue simultaneously; and 
(2) require that each of the multiple reissue applications contains 
(at the beginning of the specification) a specific cross-reference 
to each of the other reissue applications. This cross-reference 
would serve as a notification to the public that more than one 
reissue patent may/will replace the single original patent. If 
applicant fails to present such an amendment to the specifica- 
tion(s) when filed, or if the first reissue fails to include a cross- 
reference to a later filed second reissue application, and the 
error is not detected by the PTO before the reissue application 
issues, the PTO would issue a certificate of correction under 
either 37 CFR 1.322 or 1.323 to provide such notice in the 
issued reissue patent(s). 


The numbering of the claims in the multiple reissue applications 
should follow a simple basic numbering scheme. For several 
reissue patent applications being filed from a single original 
patent, all claims of the original patent should be presented in 
each reissue application as either amended, unamended, or 
deleted (shown in brackets) claims, respectively, with each 
claim bearing the same number it had in the original patent. 
The same claim of the original patent should not be presented 
in its original unamended form for examination in more than 
one of such several reissue applications or a double patenting 
rejection under 35 U.S.C. 101 shall be made. Added claims 
may be presented in any of the several apptications and should 
be numbered beginning with the next number following the 
highest numbered patent claim. For example, an original patent 
containing fifteen claims may be filed as three separate reissue 
applications, each presenting all fifteen of the original claims 
but, of the fifteen, a different five claims for examination. The 
selected five claims being presented for examination in each 
reissue application could be amended or unamended and they 
would still carry their original numbering. The ten respective 
deleted claims (appearing in brackets) would also appear in 
each reissue application.Any added claims, even if different in 
each of the applications, would be numbered “16" and above. 
Each of the printed reissue patents would include all of the 
original claims (with or without brackets) as well as any claims 
sadded only into that reissue patent. 


If the same or similar claims were presented in more than one 
of the multiple reissue applications, statutory double patenting 
(35 U.S.C. 101) or non-statutory (judicially created doctrine) 
double patenting considerations would be made by the examiner 
during examination, and appropriate rejections made. 


The amendment to 37 CFR 1.177 being considered would 
support Patent Business Goals | (reduce PTO processing time 
to twelve months or less for all inventions) by eliminating: (1) 
the processing time needed for a petition for non-simultaneous 
issuance of multiple reissue applications; and (2) the suspension 
time of a reissue application in order to provide for simultaneous 
issuance of the multiple reissue applications. 


18. Creating alternative review procedures for applications 
under appeal (37 CFR 1.192). 


Summary: The PTO is considering alternative review proce- 
dures to reduce the number of appeals forwarded to the Board 
of Patent Appeals and Interferences. 


Specifics of Change Being Considered: The PTO is consid- 
ering two alternative review procedures to reduce the number 
of appeals having to be forwarded to the Board of Patent 
Appeals and Interferences (Board) for decision. Both review 
procedures involve a review that would be available upon 
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request and payment of a fee by the appellant, and would 
involve review by at least one other PTO official. The first 
review would occur after the filing of a notice of appeal but 
before the filing of an appeal brief and involve a review of all 
rejections of a single claim being appealed to see whether 
any rejection plainly fails to establish a prima facie case of 
unpatentability. The second review would occur after the filing 
of an appeal brief and involve a review of all rejections on 
appeal. 


Discussion: To expedite resolution of appeals, the PTO is 
considering two optional review procedures. The first review 
under consideration would take place prior to the filing of an 
appeal brief, and the second review under consideration would 
take place after the filing of an appeal brief. The procedures 
under consideration would be optional as to the appellant, in 
that the appellant need not request either such review as a 
prerequisite to obtaining a decision by the Board. The appellant, 
however, upon making a timely request accompanied by the 
appropriate fee, would be entitled to either such review (or 
even both such reviews) prior to the appeal going forward to 
the Board. 


A patentee is entitled to patent term extension if, inter alia, 
“the issue of a patent is delayed due to appellate review by 
the Board of Patent Appeals and Interferences or by a Federal 
court and the patent is issued pursuant to a decision in the 
review reversing an adverse determination of patentability.” 
See 35 U.S.C. 154(b)(2). Since the appeal reviews under consid- 
eration would not be by either the Board or a Federal court, 
the issuance of a patent as a result of a decision reached during 
such an appeal review to withdraw a rejection would not entitle 
the patentee to patent term extension under 35 U.S.C. 154(b)(2). 
Nevertheless, this should not dissuade applicants from using 
these appeal review procedures because: (1) patent term exten- 
sion under 35 U.S.C. 154(a)(2) is preconditioned upon a deci- 
sion by the Board or a Federal Court in the review reversing 
an adverse determination of patentability, which is never cer- 
tain; and (2) the appeal reviews under consideration will take 
place before the preparation of any examiner’s answer, and, 
as such, will not result in the delays inherent in Board or court 
review. 


The purpose of these review procedures is not to place applica- 
tions in better condition for appeal, but to reduce the number 
of applications that must be forwarded to the Board for a 
decision. The PTO anticipates that the appeal reviews under 
consideration will lead to the elimination of the need for Board 
review in appeals involving weak rejections. 


a. Limited pre-brief review: 


The PTO is considering an optional, limited review that would 
take place after a notice of appeal has been filed, but prior to 
the filing of an appeal brief. Under the limited pre-brief review, 
the appellant may file a request (accompanied by the requisite 
fee) for review of all of the rejections in the final rejection (or 
rejection being appealed if non-final) of a selected claim. The 
application will be given to a second primary examiner 
(reviewer) who will review the application to determine whether 
each rejection(s) of the selected claim plainly fails to establish 
a prima facie case of unpatentability. The reviewer is expected 
to make an independent evaluation of the merits of the appealed 
rejection(s), but may consult with the primary examiner (or 
examiner responsible for the application if not a primary exam- 
iner). 


The limited pre-brief review would be based on the final rejec- 
tion (or rejection being appealed) without the need for the filing 
of an appeal brief. All that would be required is a request for 
such a review and an identification of the claim to be reviewed. 
Arguments would, of course, be permitted, but the review would 
be limited to whether the rejection(s) plainly failed to establish 
a prima facie case of unpatentability of the identified claim. 
For example, a request for a review of whether affidavits or 
declarations under 37 CFR 1.132 overcome a prima facie case 
of unpatentability would exceed the limits of the limited pre- 
brief review under consideration. 
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The limited review would focus on whether the rejection(s) of 
the selected claim plainly fails to establish a prima facie case 
of unpatentability. In determining whether a rejection plainly 
fails to establish a prima facie case of unpatentability, the 
reviewer will evaluate the record (e.g., the applied references) 
to determine whether it is plain that the primary examiner has 
failed to meet the burden of establishing a prima facie case 
of unpatentability, but will not evaluate the adequacy of the 
expression of the appealed rejection in the action. Obviously, 
if the reviewer must change the basic thrust of an appealed 
rejection as applied in the action to avoid the conclusion that 
it plainly fails to establish a prima facie case of unpatentability, 
the reviewer will consider the rejection to plainly fail to estab- 
lish a prima facie case of unpatentability, since changing the 
basic thrust of a rejection would require a new ground of 
rejection and the reopening of prosecution. Thus, such a limited 
review is expected to lead to the withdrawal of clearly meritless 
rejections, but may also lead to either the suggestion of amend- 
ments which could be made to avoid the rejection(s), or to a 
reopening of prosecution. 


Although the reviewer would not have the authority to overrule 
the primary examiner, that primary examiner would be made 
aware of situations in which another experienced examiner (the 
reviewer) not only disagreed with any or all of the rejections 
of the selected claim, but considered such rejection(s) to plainly 
fail to establish a prima facie case of unpatentability. It is 
generally expected that the primary examiner would withdraw 
such a rejection. Unless the review resulted in the withdrawal 
of all rejections and allowance of the application, the PTO 
would provide a notice to the appellant advising the appellant: 
(1) that the review occurred and that the period set in 37 CFR 
1.192 for filing an appeal brief runs from the mail date of such 
notice (see discussion below); and (2) of any rejection(s) that 
is withdrawn as a result of the review. 


Consideration is also required for the time frames for this type 
of review. Under the current rules, the mere filing of a such 
request would not satisfy the requirement for the filing of an 
appeal brief (and its fee) to avoid dismissal of the appeal. The 
PTO could, however, amend 37 CFR 1.192 to, in effect, stay 
the period for filing an appeal brief (and its fee) until completion 
of the review. Obviously, once an appellant has requested such 
a limited pre-brief review, the appellant would not be permitted 
to stay the period for filing an appeal brief by requesting another 
such limited review, but would be required to timely file an 
appeal brief to avoid dismissal of the appeal. 


The benefit to applicants of a limited pre-brief review is that 
it permits the appellant to obtain review of what is considered 
a rejection that plainly fails to establish a prima facie case of 
unpatentability, while saving the costs involved in preparing 
an appeal brief. The PTO expects that this type of limited pre- 
brief review would be most useful in the situation in which 
there is a single representative claim upon which the 
hinges, and the appellant considers the rejection(s) of such 
claim to be deficient on its face. In such a situation, a prompt 
resolution of the disagreement(s) as to that claim would in all 
likelihood lead to a resolution of all other issues. Specifically, 
the PTO anticipates that an appellant using this procedure would 
choose the narrowest claim that the appellant would be willing 
to accept (which may be a dependent claim) as the selected 
claim, and that the limited review would either lead to the 
examiner being informed by an experienced examiner that one 
or more rejections plainly fail to establish a prima facie case 
of unpatentability, or the appellant being informed by another 
experienced examiner that the rejection(s) do not plainly fail 
to establish a prima facie case of unpatentability. 


b. Post-brief review: 


The PTO is also considering adding an optional review that 
would take place after an appeal brief has been filed. Under 
the post-brief review, the appellant may file a request (accompa- 
nied by the requisite fee) and the application will be given to 
a second primary examiner (reviewer) who will review the 
application, focusing on the final rejection (or rejection being 
appealed) and the appeal brief. After this review, the primary 
examiner (and the examiner responsible for the application if 
not a primary examiner) and the reviewer will confer prior to 
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mailing of an examiner’s answer to review the appealed rejec- 
tions and the brief. The conference would thus include at least 
two PTO officials, but may also include an examiner who is 
not a primary examiner. Such a post-brief review would focus 
on the tenability of the appealed rejection(s) and, accordingly, 
is expected to lead to the withdrawal of rejections of doubtful 
merit. Such a review may also lead to either the suggestion of 
amendments which could be made to avoid the rejections of 
record, or to reopening of prosecution. 


Although the reviewer would not have the authority to overrule 
the primary examiner responsible for the appeal, that primary 
examiner would be made aware of weaknesses in his or her 
position as perceived by another experienced examiner. It is 
generally expected that the primary examiner will withdraw 
those rejections which another experienced examiner considers 
unlikely to be successful on appeal. If, however, a reasonable 
difference of opinion exists among the examiners as to the 
merits of the rejection(s), it should be expected that appeal will 
go forward to the Board. Unless the review resulted in the 
withdrawal of all rejections and allowance of the application, 
the examiner’s answer would be initialed by the reViewer and 
would indicate:(1) that the review occurred; and (2) any rejec- 
tion(s) that is withdrawn as a result of the review. 


c. Issues for public comment: 


The PTO requests public comment on each of the above-men- 
tioned procedures, since the PTO may implement neither, one, 
or both procedures depending upon the public comments and 
internal feasibility concerns. 


The PTO also desires public comment on the pool of PTO 
employees from which the reviewer for both reviews is taken. 
For example, the PTO could select as the reviewer: (1) a primary 
examiner from the same or related art; (2) a primary examiner 
from a different art; (3) a manager (e.g., a Supervisory Patent 
Examiner, Group Special Program Examiner, or Quality Assur- 
ance Specialist); (4) a Legal Advisor from the Special Program 
Law Office; or (5) a Quality Review Examiner. 


The PTO also desires public comment on whether it should 
establish a uniform procedure for both reviews to be used 
throughout the Examining Corps, or whether each technology 
center should be free (within specified guidelines) to establish 
its own procedures for such reviews. 


19. El preauthorization of payment of the issue 
fee (37 CFR 1.311). 


Summary: The PTO is considering amending 37 CFR 1.31 1(b) 
to eliminate the option of filing an authorization to charge an 
issue fee to a deposit account before the notice of allowance 
is mailed. 


Specifics of Change Being Considered: 37 CFR 1.311(b) 
currently permits an authorization to be filed either before or 
after the mailing of a notice of allowance. The PTO is consid- 
ering an amendment to 37 CFR 1.31 1(b) to permit an authoriza- 
tion to be filed after, but not before, the notice of allowance 
is mailed. 


Discussion: Generally, it is in applicant’s best interest not to 
pay the issue fee at the time the notice of allowance is mailed, 
since it is much easier to have a necessary amendment or an 
information disclosure statement considered if filed before the 
issue fee is paid than after the issue fee is paid. See 37 CFR 
1.97 and 1.312(b). Also, once the issue fee has been paid, 
applicant’s window of opportunity for filing a continuing appli- 
cation is reduced and the applicant no longer has the option 
of filing a continuation or divisional application as a continued 
prosecution application (CPA) under 37 CFR 1.53(d). Many 
applicants find the time period between the mailing date of the 
notice of allowance and the due date for paying the issue fee 
useful for re-evaluating the scope of protection afforded by the 
allowed claim(s) and for deciding whether to pay the issue fee 
and/or to file one or more continuing applications. Therefore, 
the PTO is considering amending 37 CFR 1.311(b) to permit 
an authorization to be filed after, but not before, the notice of 
allowance is mailed. This change in procedure would support 
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the PTO’s business goal to reduce PTO processing time to 
twelve months or less for all inventions. 


37 CFR 1.311 (b), as currently written, causes problems for 
the PTO that tend to increase PTO processing time. The lan- 
guage used by applicants to authorize that fees be charged to 
a deposit account often varies from one application to another. 
As a result, conflicts arise between the PTO and applicants as 
to the proper interpretation of authorizing language found in 
their applications. For example, some applicants are not aware 
that it is current PTO policy to interpret broad language to 
“charge any additional fees which may be required at any time 
during the prosecution of the application” as authorization to 
charge the issue fee on applications filed on or after October 
1, 1982. See Deposit Account Authorization to Charge Issue 
Fee; Notice, 1095 Off. Gaz. Pat. Office 44 (October 25, 1988), 
reprinted at 1206 Off. Gaz. Pat. Office 95 (January 6, 1998). 


Even when the language pre-authorizing payment of the issue 
fee is clear, the pre-authorization can present problems for both 
the PTO and practitioners. For example, it may not be clear 
to the PTO whether a pre-authorization is still valid after the 
practitioner withdraws or the practitioner’s authority to act as 
a representative is revoked. If the PTO charges the issue fee 
to the practitioner’s deposit account, the practitioner may have 
difficulty getting reimbursement from the practitioner’s former 
client. 


When the issue fee is actually charged at the time the notice 
of allowance is mailed, a notice to that effect is printed on the 
notice of allowance (PTOL-85) and applicant is given one 
month to submit/retum the PTOL-85B with information to 
be printed on the patent. However, applicants are sometimes 
confused by the usual three-month time period provided for 
paying the issue fee and do not, therefore, return the PTOL- 
85B until the end of the normal three-month period. Because 
the PTO recognizes that the information provided on the PTOL- 
85B is needed in order to print the assignee and the attorney 
information on the patent, the failure to respond within the one 
month period is waived and the later submission of the PTOL- 
85B is accepted. Thus, even though the issue fee was paid 
early, the issue process is delayed until the PTOL-85B is actu- 
ally returned, or three months from the mail date of the notice 
of allowance passes, whichever occurs first. If no PTOL-85B is 
timely returned, the patent is published without the information 
provided on a PTOL-85B. 


If prompt issuance of the patent is a high priority, applicant 
may promptly retum the PTOL-85B (supplying any desired 
assignee and attorney information) and pay the issue fee after 
receipt of the notice of allowance. In this way, the PTO will 
be able to process the payment of the issue fee and the informa- 
tion on the PTOL-85B as a part of a single processing step. 
Further, no time would be saved even if the issue fee was pre- 
authorized for payment as the PTO would still have to wait 
for the return of the PTOL-85B. Thus, while it is not seen that 
the proposal to eliminate the pre-authorization to pay the issue 
fee would have any adverse effects on our customers, comments 
on this proposal are requested. 


20. Reevaluating the Disclosure Document Program 


Summary: The PTO is seeking customer feedback to assess the 
value of the Disclosure Document Program. From a preliminary 
evaluation it appears that: (1) it is unclear whether many inven- 
tors actually get any benefit from this program; (2) some inven- 
tors use this program as a result of actions by invention 
promotion firms which mislead them into believing that they 
are actually filing an application for a patent; and (3) better 
benefits and protection are afforded to inventors if they file a 
provisional application for patent instead. 


Specifics of Change being Considered: The PTO is evaluating 
the Disclosure Document Program under the Paperwork Reduc- 
tion Act (44 U.S.C. ch. 35) in order to determine if it is serving 
the needs of those inventors who have been using it and whether 
the PTO can encourage use of provisional application practice 
instead of the practice of filing a Disclosure Document and, 
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subsequently, filing either a provisional or nonprovisional 
application. 


Discussion: The PTO implemented the Disclosure Document 
Program in 1969 in order to provide a more credible form of 
evidence of conception of an invention than the “self-addressed 
envelope” form of evidence formerly used by inventors. See 
Disclosure Document Program, Notice, 34 FR 6003 (April 2, 
1969), 861 Off. Gaz. Pat. Office | (May 6, 1969). An inventor 
may, under the Disclosure Document Program, file in the PTO 
a Disclosure Document which includes a written description 
and drawings of his or her invention in sufficient detail to 
enable a person of ordinary skill in the art to make and use 
the invention to establish a date of invention in the United 
States prior to the application filing date under 35 U.S.C. 104. 
The inventor must sign the Disclosure Document and include 
a separate signed cover letter identifying the papers as a Disclo- 
sure Document. A Disclosure Document does not require a 
claim in compliance with 35 U.S.C. 112, 42, nor an inventor’s 
oath under 35 U.S.C. 115, and is not accorded a patent applica- 
tion filing date. A Disclosure Document is supposed to be 
destroyed by the PTO after two years unless it is referred to 
in a separate letter in a related provisional or nonprovisional 
application filed within those two years. The filing fee for a 
Disclosure Document set forth in 37 CFR 1.21(c) is $10. See 
MPEP 1706. 


The PTO currently processes Disclosure Documents as follows: 
Each Disclosure Document is assigned an identifying number, 
the identifying number is stamped on the actual Disclosure 
Document, and the Disclosure Documents are stored in sequen- 
tial number order. The PTO also prepares and mails a notice 
with the identifying number and date of receipt in the PTO to 
the customer. When a paper referring to a Disclosure Document 
is filed in a patent application within two years after the filing 
of a Disclosure Document, a retention label is attached to the 
Disclosure Document and the applicant is notified that the 
Disclosure Document will be retained. The paper filed by the 
applicant which referred to the Disclosure Document is retained 
in the application file. 


Lately, the PTO has been receiving approximately twenty-five 
to thirty-five thousand Disclosure Documents per year. Of all 
the Disclosure Documents filed each year, however, only about 
0.1% (about thirty per year) are actually retained at the inven- 
tor’s request. The PTO perceives that inventors often file Dis- 
closure Documents to establish a date of invention before 
exploring the feasibility of their ideas and disclosing their inven- 
tions to major corporations, prototype builders, investors, patent 
attorneys, patent depository library staff, prospective partners, 
or small business development companies to guard against 
misappropriation of their inventions. The vast majority of these 
inventions may simply be put aside if the inventors are unsuc- 
cessful at attracting interest and are not pursued until they do 
get support or interest in their inventions. The PTO also per- 
ceives that inventors file a Disclosure Document on each incre- 
mental modification of a basic invention. This may result in a 
dozen or more Disclosure Documents being filed before a 
patent application is filed, if ever, on the “final” version of the 
invention. 


In 1995, Pub. L. 103-465 amended title 35, U.S.C., by providing 
for the filing of a provisional application for patent. A provi- 
sional application must contain a specification in compliance 
with 35 U.S.C. 112,41, and drawings, if drawings are necessary 
to understand the invention described in the specification. A 
provisional application must name the inventors and be accom- 
panied by a separate cover sheet identifying the papers as a 
provisional application. The basic filing fee for a provisional 
application by a small entity is $75 (37 CFR 1.16(k)). The 
filing fee and the names of the inventors may be supplied after 
the provisional application is filed, but a surcharge is required. 
A provisional application does not require a claim in compliance 
with 35 U.S.C. 112, 42, or an inventor’s oath under 35 U.S.C. 
115. While a provisional application is automatically aban- 
doned twelve months after its filing date, the file of an aban- 
doned provisional application is retained by the PTO for at 
least twenty years, or longer if it is referenced in a patent. A 
provisional application is considered a constructive reduction 
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to practice of an invention as of the filing date accorded the 
application, if it describes the invention in sufficient detail to 
enable a person of ordinary skill in the art to make and use 
the invention and discloses the best mode known by the inventor 
for carrying out the invention. In other words, except for adding 
the best mode requirement, the disclosure requirements for a 
provisional application are identical to the disclosure require- 
ments for a Disclosure Document and provide users with a 
filing date without starting the patent term period. Thus, almost 
any paper filed today as a proper Disclosure Document can 
now be filed as a provisional application with the necessary 
cover sheet. 


A provisional application is, however, more valuable to an 
inventor than a Disclosure Document. A provisional applica- 
tion, just like a nonprovisional application, establishes a con- 
structive reduction to practice date for any invention disclosed 
therein in the manner required by 35 U.S.C. 112, 41, and can 
be used under the Paris Convention to establish a priority date 
for foreign filing. On the other hand, a Disclosure Document 
may only be used as evidence of a date of conception of an 
invention under 35 U.S.C. 104. A Disclosure Document is not 
a patent application and the filing of a Disclosure Document 
does not establish a constructive reduction to practice date for 
an invention described in the Document. As a result, in order 
to use a Disclosure Document to establish prior invention under 
35 U.S.C. 102(g) or under 37 CFR 1.131, an inventor may rely 
on the Disclosure Document to demonstrate that he or she 
conceived of the invention first, but the inventor must then 
demonstrate that he or she was reasonably diligent from a date 
just prior to: (1) the date of conception by the other party in 
an interference proceeding; or (2) the effective date of a refer- 
ence being used by the PTO to reject one or more claims 
of an application until the inventor’s actual or constructive 
reduction to practice. A provisional application, however, may 
be used to establish prior invention all by itself (without any 
need to demonstrate diligence) simply by its filing date being 
before the earliest actual or constructive reduction to practice 
date of the other party or the effective date of the reference. 


Under 35 U.S.C. 102(b), any public use or sale of an invention 
in the U.S. or description of an invention in a patent or a printed 
publication anywhere in the world more than one year prior 
to the filing of a patent application on that invention will bar 
the grant of a patent. In addition, many foreign countries have 
what is known as an “absolute novelty” requirement which 
means that a public disclosure of an invention anywhere in the 
world prior to the filing date of an application for patent will 
act as a bar to the granting of any patent directed to the invention 
disclosed. Since a Disclosure Document is not a patent applica- 
tion, it does not help an inventor avoid the forfeiture of U.S. 
or foreign patent rights. For example, an inventor offers to sell 
his invention in the U.S. in March 1996. In April of 1996, the 
inventor files a Disclosure Document. In April of 1997, the 
inventor files a nonprovisional application referring to the Dis- 
closure Document. Because the inventor did not file either a 
provisional or a nonprovisional application within twelve 
months of the first offer to sell in the U.S., the inventor has 
forfeited all U.S. patent rights. On the other hand, if the inventor 
files a provisional application in April of 1996 instead of a 
Disclosure Document, the offer to sell in March of 1996 would 
not be a bar under 35 U.S.C. 102(b) to any invention claimed 
in the nonprovisional application filed in April 1996 which is 
disclosed in the provisional application in the manner required 
by 35 U.S.C. 112, 41. Thus, a provisional application protects 
inventors from losing patent rights whereas a Disclosure Docu- 
ment does not. 


Based on a sampling of Disclosure Documents filed in 1997, 
approximately 56% were filed by inventors with the assistance 
of an invention promotion firm. A recent Federal Trade Com- 
mission (FTC) consumer alert entitled “So You’ ve Got a Great 
Idea? Heads Up: Invention Promotion Firms May Promise 
More Than They Can Deliver” (July 1997), warned that some 
invention promotion firms were using the Disclosure Document 
Program to mislead independent inventors into believing that 
a Disclosure Document affords some form of patent protection. 
In requesting a temporary restraining order against a number 
of invention development companies, the FTC indicated that: 





January 5, 1999 


In a large number of cases, the [defendant invention develop- 
ment company] promises that it will “register” the inventor’s 
idea with the U.S. Patent Office’s Disclosure Document Pro- 
gram, and that doing so will “protect” the idea for 2 years. In 
fact, filing with this program provides no patent protection 
whatsoever. In some instances, customers are promised a patent 
application, but no such application is every [sic., ever] prepared 
or filed. 


See Plaintiff's Mem. In Support of Application for a T.R.O. 
at 13-14, FTC v. International Product Design, Inc., Civ. Act. 
No. 97-1114A (E.D. Va., filed July 14, 1997) (footnotes 
omitted). 


Patent Business Goal (4) is to exceed our customer’s service 
expectations. The Disclosure Document Program is being eval- 
uated because it has been brought to the PTO’s attention that 
this program has been the subject of numerous abuses and 
complaints, and therefore may be detrimental to the interests 
of a vast majority of the PTO’s customers. This evaluation of 
the Disclosure Document Program is in support of that goal. 


In view of the very small number of Disclosure Documents 
requested to be retained each year (less than one-tenth of one 
percent) versus the twenty-five to thirty-five thousand Disclo- 
sure Documents filed each year, the minimum benefits provided 
to an inventor by a Disclosure Document, the misuse of the 
Disclosure Document Program by some invention promotion 
firms and the better benefits and protection afforded by the 
provisional application option (which was not available when 
the Disclosure Document Program was initiated in 1969), the 
PTO is soliciting the opinion of its customers on whether the 
Disclosure Document Program should be continued in its 
present form, terminated, or substantially revised to serve their 
needs better. 


Replies to the following questions are solicited. 


1. As substantially fewer than one percent of the Disclosure 
Documents that are filed each year are requested by inventors 
to be retained by the PTO and the PTO does not know of any 
substantial reliance being had on Disclosure Documents, is 
there any factual evidence that Disclosure Documents do pro- 
vide meaningful benefits and value to those who file Disclosure 
Documents? If so, please supply a copy of such evidence with 
your comments. 


2. Does the Disclosure Document Program create a worthwhile 
sense of security? If so, why? 


3. Do you know of a Disclosure Document that has actually 
been relied on in a nonprovisional application to successfully 
establish a conception date in an interference proceeding or in 
a37 CFR 1.131 affidavit or declaration? If so, please identify the 
Disclosure Document number and whether it was successfully 
relied on in an interference proceeding or in a 37 CFR 1.131 
affidavit or declaration. 


4. Is the Disclosure Document Program addressing any need 
that is not being addressed by the provisional application prac- 
tice? If so, please identify such needs. 


5. In what ways can the PTO better address the needs of those 
who use the Disclosure Document Program that are not being 
addressed by provisional applications without the risks associ- 
ated with the existing Disclosure Document Program? If so, 
please elaborate. 


6. Do you know of any instance in which an invention develop- 
ment firm misled an inventor into believing that a Disclosure 
Document provides more benefit (patent protection) than it 
actually does? If so, please indicate what, if any, harm this 
caused? 


21. Creating a PTO review service for applicant-created 
forms. 


Summary: The PTO is considering establishing a new service, 
where the PTO would review, for a fee, a form prepared by a 
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member of the public that is intended to be used for future 
correspondence to the PTO. 


Specifies of Change Being Considered: A form intended to 
be used for future correspondence with the PTO could be 
submitted to the PTO for review. The PTO would charge a fee 
(roughly estimated at approximately $200) for each form up 
to four pages long for this review service. After the review is 
completed, the PTO would send the submitter a written report, 
including comments and suggestions, if any, even though the 
PTO will not formally “approve” any form. The form and all 
related documents submitted for the review would also be 
returned to the submitter. If a (reviewed) form is modified in 
view of a PTO written report, comments and/or suggestion, 
the revised form could be resubmitted to the PTO for a follow 
up review for an additional charge (roughly estimated at approx- 
imately $50). After a form has been reviewed and revised, as 
may be needed, to comply with the PTO’s written report, it 
will be acceptable for the form to indicate if it is a substitute 
for a PTO form and/or that it has been “reviewed by the PTO.” 


Background: Currently, the PTO prepares and makes available 
forms (e.g., application transmittal forms) for use by our cus- 
tomers when submitting correspondence to the PTO. The PTO 
forms are formatted to induce one to supply specific informa- 
tion. There is no requirement, however, that such PTO forms 
be used. Frequently members of the public, in particular, law 
firms and corporations, modify the PTO forms to include matter 
specific to their law firm or corporation, or find it convenient 
to create forms of a different nature or layout specific to their 
needs. A PTO form properly modified by a member of the 
public should induce one to supply at least the same information 
as the PTO form that was modified. 


In the future, the submissions to the PTO would be either by 
specially formatted paper templates or by electronic transmis- 
sion. However, until such efficiencies become the norm, many 
of our customers will be relying on pre-printed forms, created 
either by the PTO or by our customers themselves. While fully 
supporting the move to standardized formats and electronic 
submissions, it is important to today’s customers to have com- 
plete and accurate forms for their daily work. 


New Service: PTO Review of Applicant’s forms: To better 
serve our customer’s needs, the PTO is considering providing 
a new service where, upon request and payment of a non- 
refundable fee, the PTO will review blank forms prepared by 
a member of the public that are intended to be used for future 
correspondence to the PTO. Non-English language forms will 
not be reviewed. The PTO will not formally “approve” any 
forms that are submitted. The rationale for not formally 
approving a form that is submitted for review by the PTO is 
the following: (1) a form designed/reviewed for a specific 
purpose may actually be used for a different purpose, and the 
PTO cannot control how a form may be used after it is 
reviewed (e.g., filing a patent application under 37 CFR 1.53(b) 
using a Continued Prosecution Application (CPA) Request 
Transmittal form); (2) forms that have been reviewed may 
become out-of-date and be rendered obsolete due to subsequent 
changes in the patent statute (35 U.S.C.), rules of practice (37 
CFR) and office policy and procedure as set forth in the MPEP; 
(3) any approval of a form would tend to discourage improve- 
ments in the form by the customer, and (4) non-approval of 
any form avoids the appearance that the PTO endorses a person, 
a product (e.g., a particular form) or supports a business. 


The PTO would primarily review the submitted forms to note 
any non-compliance (e.g., errors, problems, defects, inaccura- 
cies) with the patent statute (35 U.S.C.), rules of practice (37 
CFR) and established office policy and procedure as set forth 
in the MPEP, and give a written report which would also include 
comments or suggestions. The PTO may also give advice as 
to matters which are related to the usefulness of the forms. 
Patent Business Goal (1) is to reduce PTO processing time to 
twelve months or less for all inventions. This new service 
would be in support of that goal since a properly prepared and 
used form by a member of the public would reduce the chance 
for error and the need for correction, and result in reduced 
PTO processing time. Patent Business Goal (4) is to exceed 
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our customers’ quality expectations, through the competencies 
and empowerment of our employees. The proactive role the 
Office will take in this area would be in support of that goal 
since this service will help our customers create better forms. 


In general, modified versions of PTO forms associated with 
PCT practice (e.g., “REQUEST FOR FILING A CONTINUA- 
TION OR DIVISIONAL APPLICATION OF AN INTERNA- 
TIONAL APPLICATION” (PTO/SB/13/PCT) and 
“PETITION FOR REVIVAL OF AN INTERNATIONAL 
APPLICATION FOR PATENT DESIGNATING THE U.S. 
ABANDONED UNINTENTIONALLY UNDER 37 CFR 
1.137(b)” (PTO/SB/64/PCT)) would be subject to review. How- 
ever, user-generated versions of the PCT Request (PCT/RO/ 
101) and the Demand (PCT/IPEA/401) would be excluded from 
this new review service at this time because they are subject 
to further review, study and consultation with the International 
Bureau (IB), as the IB has control over these forms. 


The PTO is considering charging a flat fee (roughly $200) to 
recover the cost of the review of and report on any one form 
containing up to a limit of four pages, with a further charge 
(again roughly $200) for each additional four pages or portion 
thereof. The fee is based upon an in-office, activity-based cost 
analysis. All fees submitted for this new service would be non- 
refundable. Only complete forms, not parts of forms, would 
be reviewed. Therefore, all pages of a multiple page form would 
need to be submitted r. Forms for review would have 
to be submitted to the PTO with the required fee, as a separate 
wholly contained mailing and not with other papers for another 
purpose to keep handling and paper processing time to a min- 
imum. However, multiple forms could be submitted at the same 
time, with the cost for each form being as set forth above. 
Anyone who submits a blank form (and the requisite fee) for 
review would also be encouraged to submit a completed form 
and a cover letter. The cover letter would provide the PTO 
with clear guidance as to what was intended to be reviewed. 
The completed form would aid the PTO in the review process 
as it would provide the PTO with guidance as to how the form 
was intended to be completed and used. Resubmission of a 
(reviewed) form, which was modified in view of the PTO 
written report, and comments and/or suggestions made by the 
PTO in their review of the form, for a second (follow up) 
review would require an additional charge (again roughly $50). 
The resubmission would need to include a resubmission of all 
documents (copies are acceptable) submitted for the review, 
and a submission of the previously reviewed form containing 
any PTO comments or suggestions thereon and any review 
papers (review sheet) prepared by the PTO. See discussion on 
the matter below. Patent Business Goal (5) is to assess fees 
commensurate with resource utilization and customer effi- 
ciency. The charging of a fee for this new service would be 
in support of tha: goal since the fee charged would recover 
both the cost of the review and the preparation of the report. 


Any form submitted to the PTO for review would need to be 
formatted as it is intended to be submitted to the PTO; and 
must: (1) be either 21.0 cm. by 29.7 cm. (DIN size A4) or 21.6 
cm. by 27.9 cm. (8 1/2 by 11 inches, commonly referred to as 
“letter size”), (2) have a left side margin of at least 2.5 cm. (1 
inch), and a top, right, and bottom margin of at least 2.0 cm. 
(3/4 inch), and (3) have writing on only one side. See 37 CFR 
1.52. 


Forms intended to be a substitute for a PTO form would be 
permitted to contain an indication thereon that the form is a 
substitute for a particular PTO form. To properly identify the 
particular PTO form, such indication should include, among 
other things, the form’s actual PTO form number and the PTO’s 
version date (which may be located in the upper right hand 
comer of the form), and the PTO form’s actual title (e.g., 
“SUBSTITUTE for PTO/SB/05 (4/98), UTILITY APPLICA- 
TION TRANSMITTAL,” with the words “SUBSTITUTE for” 
being separated from (on a different line from) the rest of the 
header to particularly denote that the form is a substitute for 
a PTO form.). The indication that the form is a substitute for 
a PTO form should be in a header, in the upper right hand 
comer of the form. See Example | below. Forms submitted 
for review are encouraged to include a header indicating that 
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the form is a substitute for a particular PTO form. It should 
be noted that the other verbiage contained in the header of the 
PTO forms should not be reproduced on any PTO form that 
would be modified. 


: A sample first header to be placed in the upper 
right hand comer of the form containing an indication that the 
form is a substitute for a PTO form. Note that the words 
“SUBSTITUTE for” are on a different line from the rest of 
the header to specifically denote that the form is a substitute 
for a PTO form. 


SUBSTITUTE for 
PTO/SB/05 (4/98), 
UTILITY APPLICATION TRANSMITTAL 


The PTO will review each submitted form and prepare a report, 
which will include a review sheet, and then return the original 
form with the completed review sheet to the submitter of the 
form. In the PTO review report, the PTO will identify, among 
other things, items or changes that are deemed to be critical. 
Also, the reviewed form itself may be marked up with com- 
ments by the PTO. The PTO will not retain a copy of any 
reviewed form. The PTO will, however, keep a record of the 
reviewing process. If the submitter of a form for review has a 
question about the review of the form after the review process 
has been completed and the reviewed form is no longer in the 
possession of the PTO, a submission of, among other things, 
(acopy of) of the reviewed form containing any PTO comments 
or suggestions thereon, all documents (copies are acceptable) 
submitted for the review, and any review papers (review sheet) 
prepared by the PTO may be necessary. Any form that has 
been reviewed by the PTO and has been modified to include, 
among other things, the items or changes that are deemed to 
be critical by the PTO, may include an indication on the form 
that the form has been reviewed by the PTO, provided that the 
date of the review is also included (e.g., “REVIEWED by PTO 
on XX/XX/XX”" (Date)). The indication that the form has been 
reviewed by the PTO should be in a header, in the upper left 
hand comer of the form. See Example 2 below. Forms sub- 
mitted for review are encouraged to include a header indicating 
that the form has been reviewed with the date left blank. If the 
items or changes noted in the review report as being critical 
are not adopted, no indication may be placed on the form that 
the form has been reviewed. Since the PTO will not formally 
“approve” any forms that are submitted, the use of the word 
“APPROVED” on any form that has been reviewed would be 
misleading and must not be used. 


; A sample second header to be placed in the upper 
left hand of the form containing an indication that the form 
has been reviewed. 


Reviewed by PTO on XX/XX/XX 

NOTE: When the first and second headers contained in Exam- 
ples | and 2 are used together, it is recommended that the left 
hand header in Example 2 


(“Reviewed by PTO on XX/XX/ 
XX”) be on the same line with, but spaced from the first line 


of the right hand header in Example | (‘SUBSTITUTE for”). 
See Example 3 below. 


Example 3: A single header combining the first and second 
headers set forth in Examples | and 2. 


Reviewed by PTO on XX/XX/XX 


SUBSTITUTE for 
PTO/SB/05 (4/98), 
UTILITY APPLICATION TRANSMITTAL 


Any PTO form that has been modified by a member of the 
public to be a substitute for a PTO form, but has not been 
submitted for review, would be permitted to contain an indica- 
tion thereon, as set forth above, that the form is a substitute 
for a particular PTO form. Since such modified PTO form has 
not been reviewed, no indication may be placed on the form 
that the form has been reviewed. See Example | above. 


Any pending form submitted for review is not subject to the 
confidentiality requirements of 35 U.S.C. 122, and may be 
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subject to a request under the Freedom of Information Act (5 
U.S.C. 552). 


It should be recognized that the ultimate responsibility for 
complying with statutory and regulatory requirements lies with 
an applicant(s) and their attorney, whether they utilize a form 
prepared by the PTO or some other form which may or may 
not have been reviewed by the PTO. 


It is predictable that the largest number of requests for a review 
of forms would come at a time when there has been a change 
in the PTO rules and/or procedures. The turn-around time for 
review of any form will be based on the workload of the area 
of the PTO selected to perform the review. Anyone desiring a 
form to be reviewed should allow ample time for PTO review. 
No assurances can be given that any form will be reviewed in 
a particular amount of time. Further, subsequent rule changes 
may render unusable a form that was previously used and/or 
reviewed by the PTO. 


To jump-start this new service, and to avoid problems with 
electronic incompatibility that can take a lot of time to resolve, 
the PTO will only review forms that have been properly sub- 
mitted in either paper form or by facsimile transmission. In 
the future, the PTO will consider expanding the service to 
include submission of the forms in an electronic format. 


Current PTO Forms Availability: PTO forms are available 
on the PTO Home Page, and are available either individually 
or in a single zip-compressed file from the PTO ftp server at 
ftp://ftp.uspto.gov/pub/forms/. Individual forms for patent and 
trademark submissions can also be requested from 800-PTO- 
8199 or 703-308-HELP. A specimen book of Patent Forms can 
be purchased for $25 from the Office of Electronic Information 
Products, telephone number 703-306-2600. 


Conclusion: This is a new service that the PTO is considering 
and would involve significant start-up costs. Therefore, absent 
positive feedback on the matter, the PTO does not intend to 
implement this new service. 
September 28, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Department of Commerce 


Patent and Trademark Office 
37 CFR Parts 1, 3, 5, 7, and 10 


[Docket #: 960606 163-7130-02] 
RIN 0651-AA80 


Changes to Patent Practice and Procedure 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice to simplify the requirements of 
the rules, rearrange portions of the rules for better context, and 
eliminate unnecessary rules or portions thereof as part of a 
government-wide effort to reduce the regulatory burden on the 
American public. Exemplary changes include: (1) simplifica- 
tion of the procedure for filing continuation and divisional 
applications; (2) amendment of a number of rules to permit 
the filing of a statement that errors were made without deceptive 
intent, without a requirement for a further showing of facts 
and circumstances; and (3) elimination of the requirement that 
the inventorship be named in an application on the day of its 
filing, which eliminates the need for certain petitions to correct 
inventorship. 


Effective Date: December 1, 1997. 


For Further Information Contact: Hiram H. Bernstein or 
Robert W. Bahr, Senior Legal Advisors, by telephone at (703) 
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305-9285, or by mail addressed to: Box Comments—Patents, 
Assistant Commissioner for Patents, Washington, DC 20231 


marked to the attention of Mr. Bernstein or by facsimile to 
(703) 308-6916. 


Supplementary Information: This rule change implements 
the Administration’s program of reducing the regulatory burden 
on the American public in accordance with the changes pro- 
posed in the Notice of Proposed Rulemaking entitled “1996 
Changes to Patent Practice and Procedure” (Notice of Proposed 
Rulemaking), published in the Federal Register at 61 FR 49819 
(September 23, 1996), and in the Official Gazette at 1191 Off. 
Gaz. Pat. Office 105 (October 22, 1996). The changes involve: 
(1) simplification of procedures for filing continuation and 
divisional applications, establishing lack of deceptive intent in 
reissues, petition practice, and in the filing of papers correcting 
improperly requested small entity status; (2) elimination of 
unnecessary requirements, such as certain types of petitions to 
correct inventorship under § 1.48; (3) removal of rules and 
portions thereof that merely represent instructions as to the 
internal management of the Office more appropriate for inclu- 
sion in the Manual of Patent Examining Procedure (MPEP); 
(4) rearrangement of portions of rules to improve their context; 
and (5) clarification of rules to aid in understanding of the 
requirements that they set forth. 


Changes to proposed rules: This Final Rule contains a number 
of changes to the text of the rules as proposed for comment. 
The significant changes (as opposed to additional grammatical 
corrections) are discussed below. Familiarity with the Notice 
of Proposed Rulemaking is assumed. 


Discussion of Specific Rules and Response to Comments: 
Forty-three written comments were received in response to the 
Notice of Proposed Rulemaking. The written comments have 
been analyzed. For contextual purposes, the comment on a 
specific rule and response to the comment are provided with 


the discussion of the specific rule. Comments in support of 
proposed rule changes generally have not been reported in the 
responses to comments sections. 


Title 37 of the Code of Federal Regulations, Parts 1, 3, 5, 7, 
and 10 are amended as follows: 


Part 1: 


Section 1.4: Section 1.4, paragraphs (d)(1) and (2), are amended 
to be combined into § 1.4 paragraphs (d)(1)(i) and (d)(1)(ii). 
Section 1.4(d)(1)(ii) is also amended to include the phrase 
“direct or indirect copy” to clarify that the copy of the docu- 
ment(s) constituting the correspondence submitted to the Office 
may be a copy of a copy (of any generation) of the original 
dosument(s), or a direct copy of the original document(s). 


Section 1.4(d)(2) is amended to provide that the presentation 
to the Office (whether by signing, filing, submitting, or later 
advocating) of any paper by a party, whether a practitioner or 
non-practitioner, constitutes a certification under § 10.18(b), 
and that violations of § 10.18(b)(2) may subject the party to 
sanctions under § 10.18(c). That is, by presenting a paper to 
the Office, the party is making the certifications set forth in § 
10.18(b), and is subject to sanctions under § 10.18(c) for viola- 
tions of § 10.18(b)(2), regardless of whether the party is a 
practitioner or non-practitioner. The sentence “[a]ny prac- 
titioner violating § 10.18(b) may also be subject to disciplinary 
action” clarifies that a practitioner may be subject to disciplinary 
action in lieu of or in addition to sanctions under § 10.18(c) 
for violations of § 10.18(b). 


Section 1.4(d)(2) is amended so that the certifications set forth 
in § 10.18(b) are automatically made upon presenting any paper 
to the Office by the party presenting the paper. The amendments 
to §§ 1.4(d) and 10.18 support the amendments to §§ 1.6, 1.8, 
1.10, 1.27, 1.28,1.48, 1.52, 1.55, 1.69, 1.102, 1.125, 1.137, 
1.377, 1.378, 1.804, 1.805, (§§ 1.821 and 1.825 will be reviewed 
at a later date in connection with other matters), 3.26, and 5.4 
that delete the requirement for verification (MPEP 602) of 
statements of facts by applicants and other parties who are not 
registered to practice before the Office. The absence of a 
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required verification has been a source of delay in the prose- 
cution of applications, particularly where such absence is the 
only defect noted. The change to §§ 1.4(d) and 10.18 automati- 
cally incorporates required averments thereby eliminating the 
necessity for a separate verification for each statement of facts 
that is to be presented, except for those instances where the 
verification requirement is retained. Similarly, the amendments 
to §§ 1.4(d) and 10.18 support an amendment to § 1.97 (§§ 
1.637 and 1.673 will be reviewed at a later date in connection 
with other matters) that changes the requirements for certifica- 
tions to requirements for statements. This change in practice 
does not affect the separate verification requirement for an oath 
or declaration under § 1.63, affidavits or declarations under §§ 
1.130, 1.131, and 1.132, or statements submitted in support of 
a petition under § 5.25 for a retroactive license. The statements 
in §§ 1.494(e) and 1.495(f) that verification of translations of 
documents filed in a language other than English may be 
required is also maintained, as such requirements are made 
rarely and only when deemed necessary (e.g., when persons 
persist in translations which appear on their face to be inaccu- 
rate). The requirements for certification of service on parties 
in §§ 1.248, 1.510, 1.637 and 10.142 are also maintained. 


Section 1.4 is also amended to add a new paragraph (g) related 
to an applicant who has not made of record a registered attomey 
or agent being required to state whether assistance was received 
in the preparation or prosecution of a patent application. This 
is transferred from § 1.33(b) for consistent contextual purposes. 


Section 1.6: Section 1.6(d)(3) is amended to provide that con- 
tinued prosecution applications under § 1.53(d) may be trans- 
mitted to the Office by facsimile. However, the procedures 
described in § 1.8 do not apply to, and no benefit under § 1.8 
will be given to, a continued prosecution application under § 
1.53(d). That is, an applicant may file a continued prosecution 
application by facsimile transmission, but the filing date 
accorded such continued prosecution application will be the 
date the complete transmission of the continued prosecution 
application is received in the Office. For example, a continued 
prosecution application transmitted by facsimile from Cali 
fornia at 10:30 pm (Pacific time) on November 18, 1997, and 
received in the Office at 1:30 am (Eastern time) on November 
19, 1997, will be accorded a filing date of November 19, 
1997. An applicant filing a continued prosecution application 
by facsimile transmission bears the responsibility of transmit 
ting such application in a manner and at a time that will ensure 
its complete and timely (§ 1.53(d)(1)(ii)) receipt in the Office. 


An applicant filing an application under § 1.53(d) (a continued 
prosecution application) by facsimile must include an authori- 
zation to charge (at least) the basic filing fee to a deposit 
account, or the application must be treated under § 1.53(f) as 
having been filed without the basic filing fee (as fees cannot 
otherwise be transmitted by facsimile). To avoid paying the 
late filing surcharge under § 1.16(e), an application (including 
an application under § 1.53(d)) must include the basic filing 
fee (§ 1.16(e)). As such, payment of the basic filing fee for an 
application under § 1.53(d) on any date later than the filing 
date of the application under§ 1.53(d) (even if paid within the 
period for reply to the last action in the prior application) is 
ineffective to avoid the late filing surcharge under § 1.16(e). 
Therefore, unless an application under § 1.53(d) filed by fac- 
simile includes an authorization to charge the basic filing fee 
to a deposit account, the applicant will be given a notification 
requiring payment of the appropriate filing fee (§ 1.53(d)(3)) 
and the late filing surcharge under § 1.16(e) to avoid abandon- 
ment of the § 1.53(d) application. 


Section 1.6(d)(3) is also amended to delete the reference to § 
1.8(a)(2)(ii)(D) as this paragraph was deleted in the Final Rule 
entitled “Communications with the Patent and Trademark 
Office” (“Communications with the Office”), published in the 
Federal Register at 61 FRS6439, 56443 (November 1, 1996), 
and in the Official Gazette at 1192 Off. Gaz. Pat. Office 95 
(November 26, 1996). 


Section 1.6(d)(6) is amended to reflect the transfer of material 
from §§ 5.6, 5.7, and 5.8 to §§ 5.1 through 5.5. 
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Section 1.6(e)(2) is amended to remove the requirement that 
the statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Section 1.6(f) is added to provide for the situation in which 
the Office has no evidence of receipt of an application under 
§ 1.53(d) (a continued prosecution application) transmitted to 
the Office by facsimile transmission. Section 1.6(f) requires 
that a showing thereunder include, inter alia, a copy of the 
sending unit’s report confirming transmission of the application 
under § 1.53(d) or evidence that came into being after the 
complete transmission of the application under § 1.53(d) and 
within one business day of the complete transmission of the 
application under § 1.53(d). Therefore, applicants are advised 
to retain copies of the sending unit’s reports in situations in 
which such unit is used to transmit applications under § 1.53(d) 
to the Office or otherwise maintain a log book of the transmis- 
sion of any application under § 1.53(d) to the Office. See 
also “Communications with the Patent and Trademark Office” 
Final Rule. 


No comments were received regarding the proposed change to 
§ 1.6. 


Section 1.8: Section 1.8(a)(2)(i((A) is amended to specifically 
refer to a request for a continued prosecution application under 
§ 1.53(d) as a correspondence filed for the purposes of obtaining 
an application filing date, which is excluded by § 1.8(a)(2)(i)(A) 
from the procedure set forth in § 1.8. The purpose of this 
amendment is to render it clear that, notwithstanding that a 
continued prosecution application under § 1.53(d) may be filed 
by facsimile transmission, the procedure set forth in § 1.8 does 
not apply to a request for a continued prosecution application 
under § 1.53(d) (or any correspondence filed for the purpose 
of obtaining an application filing date). That is, the date on 
the certificate of transmission (§ 1.8(a)) of an application under 
§ 1.53(d) is not controlling (or even relevant), in that an applica- 
tion under § 1.53(d) (a continued prosecution application) filed 
by facsimile transmission will not be accorded a filing date as 
of the date on the certificate of transmission (§ 1.8(a)), unless 
Office records indicate, or applicant otherwise establishes pur- 
suant to § 1.6(f), receipt in the Office of the complete application 
under § 1.53(d) on the date on the certificate of transmission, 
and that date is not a Saturday, Sunday, or Federal holiday. 


Section 1.8(b)(3) is amended to remove the requirement that 
the statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Section 1.9: Section 1.9(d) is amended to define a small business 
concern as used in 37 CFR Chapter I as any business concern 
meeting the size standards set forth in 13 CFR Part 121 to be 
eligible for reduced patent fees. The regulations of the Small 
Business Administration (SBA) set forth the size standards of 
a business concer to be eligible for reduced patent fees. See 
13 CFR 121.802. Thus, the language in § 1.9(d) duplicating 
such size standards is deleted as redundant, and to avoid confu- 
sion in the event that such size standards are subsequently 
changed by the SBA. The MPEP will include SBA’s regulations 
conceming size standards for a business concern to be eligible 
for reduced patent fees. 


Section 1.9(f) is amended to add the phrase “eligible for reduced 
patent fees” to clarify that a small entity as used in 37 CFR 
Chapter I is limited to an independent inventor, a small business 
concem or a non-profit organization that is eligible for reduced 
patent fees under 35 U.S.C. 41(h)(1). 


Section 1.10: Sections 1.10(d) and (e) are amended to remove 
the requirement for a statement that is verified. 


Comment |: One comment suggested that § 1.10 be amended 
to clearly set forth the controlling date for correspondence filed 
by “Express Mail” under § 1.10. 


Response: Section 1.10 was substantially amended in the “Com- 
munications with the Office” Rule Final (discussed supra). 
Section 1.10(a) as amended in the aforementioned Final Rule 
provides that: (1) correspondence received by the Office that 
was delivered by the “Express Mail Post Office to Addressee” 
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service of the United States Postal Service (USPS) under § 
1.10 will be considered filed in the Office on the date of deposit 
with the USPS; (2) the date of deposit with the USPS is shown 
by the “date-in” on the “Express Mail” mailing label or other 
official USPS notation; and (3) if the USPS deposit date cannot 
be determined, the correspondence will be accorded the Office 
receipt date as the filing date. 


Section 1.11: Section 1.11(b) is amended to provide that the 
filing of a continued prosecution application under § 1.53(d) 
of a reissue application will not be announced in the Official 
Gazette. Although the filing of a continued prosecution applica- 
tion of a reissue application constitutes the filing of a reissue 
application, the announcement of the filing of such continued 
prosecution application would be redundant in view of the 
announcement of the filing of the prior reissue application in 
the Official Gazette. 


Section 1.14: Section 1.14(a) is amended to: (1) clarify the 
provisions of § 1.14(a); (2) provide that copies of an application- 
as-filed may be provided to any person on written request 
accompanied by the fee set forth in § 1.19(b), without notice 
to the applicant, if the application is incorporated by reference 
in a U.S. patent; and (3) treat applications in the file jacket of 
a pending application under § 1.53(d) as pending rather than 
abandoned in determining whether copies of, and access to, 
such applications will be granted. 


Under current practice, the public is entitled to access to the 
original disclosure (or application-as-filed) of an application, 
when the application is incorporated by reference into a U.S. 
patent. See In re Gallo, 231 USPQ 496 (Comm’r Pat. 1986). 
Section 1.14{a)(2) is added to avoid the need for a petition 
under § 1.14(e) to obtain a copy of the original disclosure (or 
application-as-filed) of an application that is incorporated by 
reference into a U.S. patent. 


Section 1.14 is also amended to add a (f) to recognize 
the change to § 1.47(a) and(b) which add exceptions to main- 
taining pending applications in confidence by providing public 
notice to nonsigning inventors of the filing of a patent applica- 
tion. 

Comment 2: One comment stated that the change from “applica- 
tions preserved in secrecy” to “applications preserved in confi- 
dence” suggests a lower level of security for the applications 
permitting greater discovery by third parties. 


Response: The term “ ” in § 1.14 was changed to “confi- 
dence” in the Final Rule entitled “Miscellaneous Changes in 
Patent Practice” (“Miscellaneous Changes in Patent Practice”), 
published in the Federal Register at 61 FR 42790 (August 19, 
1996), and in the Official Gazette at 1190 Off. Gaz. Pat. Office 
67 (September 17, 1996). This change did not represent a 
change in practice, but merely conformed the language of § 
1.14 to that of 35 U.S.C. 122 (the term “secrecy” is a term of 
art in regard to matters of national security, and its former use 
in § 1.14 was inappropriate). 


Section 1.16: Section 1.16 is amended to add new paragraphs 
(m) and (n) including the unassociated text following para- 
graphs (d) and (I). 


No comments were received conceming § 1.16. 


Section 1.17: Section 1.17 (and § 1.136(a)) adds a recitation 
to an extension of time fee payment for a reply filed within a 
fifth month after a nonstatutory or shortened statutory period 
for reply was set. 


Section 1.17(a) is subdivided into paragraphs (a)(1) through 
(a(S), with paragraphs (a)(1)through (a)(4) setting forth the 
amounts for one-month through four-month extension fees. 
Section 1.17(a)(5) provides the small entity and other than 
small entity amounts for the new fifth-month extension fee. 


Section 1.17(a) is being amended to permit a petition for a 
fifth-month extension of time. As the Office may set a shortened 
statutory period for reply of one-month or thirty days, which- 
ever is longer, this authority for a petition under § 1.136(a) 
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will permit an applicant to extend the period for reply until 
the six-month statutory maximum (35 U.S.C. 133) without 
resorting to a petition under § 1.136(b), or to extend by five 
months, pursuant to § 1.136(a), anon-statutory period for taking 
action (e.g., the time period in § 1.192(a) for filing an appeal 
brief). 


Section 1.17 paragraphs (e), (f), and (g) are rewritten as § 1.17 
paragraphs (b), (c), and (d). 


Section 1.17(h) is amended to delete references to petitions 
under §§ 1.47, 1.48, and 1.84. Sections 1.47, 1.48, and 1.84(a) 
and (b) are amended to contain a reference to the petition fee 
set forth in § 1.17(i), rather than the petition fee set forth in § 
1.17(h). 


Section 1.17(i) is amended to: (1) add a petition under § 1.41 
to supply the name(s) of the inventor(s) after the filing date 
without an oath or declaration as prescribed by § 1.63, excepting 
provisional applications; (2) add a petition under § 1.47 for 
filing by other than all the inventors or a person not the inventor, 
(3) add a petition under § 1.48 for correction of inventorship, 
except in provisional applications, (4) add a petition under § 
1.59 for expungement and returm of information; (5) delete the 
references to petitions under §§ 1.60 and 1.62 in view of the 
deletion of §§ 1.60 and 1.62; (6) add a petition under § 1.84 
for accepting color drawings or photographs; and (7) add a 
petition under § 1.91 for entry of a model or exhibit. 


Section 1.17(q) is amended to add a petition under § 1.41 to 
supply the name(s) of the inventor(s) after the filing date without 
a cover sheet as prescribed by § 1.51(c)(1) in a provisional 
application. 


Section 1.17, as well as §§ 1.103, 1.112, 1.113, 1.133, 1.134, 
1.135, 1.136, 1.142, 1.144, 1.146, 1.191, 1.192, 1.291, 1.294, 
1.484, 1.485, 1.488, 1.494, 1.495, (§§ 1.530, 1.550, 1.560, 
1.605, 1.617, 1.640, and 1.652 will be reviewed at a later date 
in connection with other matters), 1.770, 1.785, (§ 1.821 will 
be reviewed at a later date in connection with other matters), 
and 5.3 are also amended to replace the phrases “response” 
and “respond” with the phrase “reply” for consistency with § 
1.111. 


Comment 3: One comment questioned why the terms “respond” 
and “response” in the rules of practice were being replaced 
with the term “reply.” 


Response: It is appropriate to use a single term (“reply”) 
throughout the rules of practice, to the extent possible, to refer 
to that “reply” by an applicant to an Office action required to 
avoid abandonment and continue prosecution. 


Comment 4: At least one comment noted that there is no statu- 
tory authority under 35 U.S.C. 41(a)(8)(C) for the $2,010 
amount set for the fifth month extension of time. 


Response: While the Notice of Proposed Rulemaking proposed 
a fifth month extension fee of $2010, a Notice of Proposed 
Rulemaking entitled “Revision of Patent and Trademark Fees 
for Fiscal Year 1998” (“1998 Fee Revision”), published in the 
Federal Register at 62 FR 24865 (May 7, 1997), and in the 
Official Gazette at 1198 Off. Gaz. Pat. Office 97 (May 27, 
1997), proposed that this fee be set at $2060. The Office is 
now adopting the $2060 fifth month extension fee as proposed 
in the “1998 Fee Revision” Notice of Proposed Rulemaking. 


Under 35 U.S.C. 41(a(8)(C) (1991), the Commissioner is 
authorized to charge $340 for any third or subsequent petition 
for a one-month extension of time. However, under 35 U.S.C. 
41(f), the additional fee established pursuant to 35 U.S.C. 
41(a)(8)(C) for a subsequent petition for a one-month extension 
of time has been increased to $560 (i.e., $560 is the current 
difference (established under 35 U.S.C. 41(a)(8)(C)) between 
the $1510 fee for a four-month extension of time and the $950 
three-month extension of time). The $1510 fee for a four-month 
extension of time plus the $560 fee for an additional month is 
$2070 (this differs from the $2060 fee proposed in the “1998 Fee 
Revision” Notice of Proposed Rulemaking due to rounding). 
Therefore, the Office is authorized under 35 U.S.C. 41(a)(8) 
to establish a fee of $2060 for a five-month extension of time. 





1218 TMOG 214 
(106) 


Section 1.21: Section 1.21(1) is amended for consistency with 
§ 1.53, and § 1.21(n) is amended to change the reference to 
an improper application under §§ 1.60 or 1.62 to a reference 
to an application in which proceedings are terminated pursuant 
to § 1.53(e). 


No comments were received regarding the proposed change to 
§ 1.21. 


Section 1.26: Section 1.26(a) is amended to better track the 
statutory language of 35 U.S.C. 42(d) and to add back language 
relating to refunds of fees paid that were not “required” that 
was inadvertently dropped in the July 1, 1993, publication of 
title 37 CFR, and from subsequent publications. 


No comments were received regarding the proposed change to 
§ 1.26. 


Section 1.27: Section 1.27 paragraphs (a) through (d) are 
amended to remove the requirement that a statement filed there- 
under be “verified,” and to replace “aver” and “averring” with 
“state” and “stating.” See comments relating to § 1.4(d). Section 
1.27(b) is also amended for clarification with the movement of 
a clause relating to “any verified statement” within a sentence. 


No comments were received regarding the proposed change to 
§ 1.27. 


Section 1.28: Section 1.28(a) is amended to remove the require- 
ment for a statement that is “verified.” See comments relating 
to § 1.4(d). 


Section 1.28(a) is also amended to provide that a new small 
entity statement is not required for a continuing or reissue 
application where small entity status is still proper and reliance 
is placed on a reference to a small entity statement filed in a 
prior application or patent or a copy thereof is supplied. Section 
1.28(a) is further amended to state that the payment of a small 
entity basic statutory filing fee in a nonprovisional application, 
which claims benefit under 35 U.S.C. 119(e), 120, 121, or 
365(c) of a prior application (including a continued prosecution 
application) or in a reissue application, where the prior applica- 
tion or the patent has small entity status, will constitute a 
reference in the continuing or reissue application to the small 
entity statement in the prior application or in the patent, thereby 
establishing small entity status in such a nonprovisional applica- 
tion. 


Section 1.28(a) is also amended to require a new determination 
of continued entitlement to small entity status for continued 
prosecution applications filed under § 1.53(d) and to clarify 
that the refiling of applications as continuations, divisions and 
continuation-in-part applications and the filing of reissue appli- 
cations also require a new determination of continued entitle- 
ment to small entity status prior to reliance on small entity 
Status in a prior application or patent. 


Comment 5: One comment asked whether the change to § 1.28 
regarding small entity requires that a small entity statement be 
filed with each continuing application. 


Response: While the filing of a continuing application requires 
a new determination of entitlement to small entity status, § 
1.28(a) continues to permit reliance on a small entity statement 
filed in a prior application for nonprovisional continuing appli- 
cations. 


Section 1.28(c) is amended to remove the requirement for a 
statement of facts explaining how an error in payment of a 
small entity fee(s) occurred in good faith and how and when 
the error was discovered. A fee deficiency payment under § 
1.28(c) must include the difference between fee(s) originally 
paid as a small entity and the other than small entity fee(s) in 
effect at the time of payment of the complete fee deficiency. 
A fee deficiency payment under§ 1.28(c) will be treated as a 
representation by the party submitting the payment that small 
entity status was established in good faith and that the original 
payment of small entity fees was made in good faith. Any 
paper submitted under § 1.28(c) will be placed in the appropriate 
file without review after the processing of any check or the 
charging of any feed efficiency payment specifically author- 
ized. 
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Comment 6: One comment suggested that § 1.28(c) be amended 
to clarify current Office practice regarding the acceptance of 
papers under § 1.28(c)(2) in light of two recent District Court 
decisions: (1) Haden Schweitzer Corp. v. Arthur B. Myr Indus- 
tries, Inc., 901 F.Supp. 1235, 36 USPQ2d 1020 (E.D. Mich. 
1995); and (2) DH Technology, Inc. v. Synergstex International, 
Inc., 937 F. Supp. 902, 40 USPQ2d 1754 (N.D. Cal. 1996). 


Response: The Office is also aware of a recent District Court 
decision in Jewish Hospital of St. Louis v. Idexx Laboratories, 
951 F. Supp 1, 42 USPQ2d 1720 (D. Me. 1996), that relies 
on § 1.28(c)(2) exclusively. The changes to § 1.28(c) are not 
directed to the issue of whether § 1.28(c)(2) must be viewed 
as the exclusive remedy. Nevertheless, an applicant or patentee 
can avoid undesirable results by not claiming small entity status 
unless it is absolutely certain that the applicant or patentee is 
entitled to small entity status (i.e., resolving any doubt,uncer- 
tainty, or lack of information in favor of payment of the full fee). 
See MPEP 509.03 (“Small entity status must not be established 
unless the person or persons signing the . . . statement can 
unequivocally make the required self-certification” (emphasis 
added)). 


Section 1.33: Section 1.33 is amended to no longer provide 
that the required residence and post office address of the appli- 
cant can appear elsewhere than in the oath or declaration under 
§ 1.63. Section 1.63(a)(3) is amended to require that the post 
office address as well as the residence be identified therein and 
not elsewhere. Permitting the residence to be elsewhere in the 
application other than the oath or declaration, as was in § 
1.33(a), would be inconsistent with unamended § 1.63(c) that 
states that the residence must appear in the oath or declaration. 
The requirement for placement of the post office address is 
equivalent to the requirement for the residence to eliminate 
confusion between the two, which often are the same destination 
and are usually provided in the oath or declaration. The refer- 
ence in § 1.33(a) to the assignee providing a correspondence 
address has been moved within § 1.33(a) for clarification. Other 
clarifying language includes a reference to § 1.34(b), use of 
the terms “provided,” “furnished” rather than “notified,” and 
“application” rather than “case,” and deletion of the expression 
“of which the Office.” 


The former language of § 1.33(b) is transferred to new § 1.4(g). 
Section 1.33(b) is amended to set forth the signature require- 
ment for papers filed in an application (formerly in § 1.33(a)). 
Section 1.33(b) is specifically amended to provide that amend- 
ments and other papers filed in an application must be signed 
by: (1) an attomey or agent of record appointed in compliance 
with § 1.34(b); (2) a registered attorney or agent not of record 
who acts in are presentative capacity under the provisioiis of 
§ 1.34(a); (3) the assignee of record of the entire interest (if 
there is such); (4) an assignee of record of an undivided part 
interest (if there is such), so long as the amendment or other 
paper is also signed by any assignee(s) of the remaining interest 
and any applicant retaining an interest; or (5) all of the appli- 
cants, including applicants under §§ 1.42, 1.43 and 1.47, unless 
there is an assignee of record of the entire interest and such 
assignee has chosen to prosecute the application to the exclusion 
of the applicant(s), and, as such, has taken action in the applica- 
tion in accordance with §§ 3.71 and 3.73. This is not a change 
in practice, but simply a clarification of current signature 
requirements. 


No comments were received regarding the proposed change to 
§ 1.33. 


Section 1.41: Section 1.41(a) (and § 1.53) is amended to no 
longer require that a patent be applied for in the name of the 
actual inventors for an application for patent to be accorded a 
filing date. The requirement for use of full names is moved to 
§ 1.63(a) for better context. Section 1.41(a) is specifically 
amended: (1) to provide that a patent is applied for in the 
name(s) of the actual inventor(s); (2) to add paragraphs (a)(1) 
and (a)(2) indicating how the inventorship is set forth in a 
nonprovisional and provisional application; and (3) to add para- 
graph (a)(3) indicating the need for an identifier consisting of 
alphanumeric characters if no name of an actual inventor is 
provided. 
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Section 1.41(a)(1) provides that the inventorship of a nonprovi- 
sional application is that inventorship set forth in the oath or 
declaration as prescribed by § 1.63, except as provided for in 
§§ 1.53(d)(4) and 1.63(d). Section 1.41(a)(1) also provides that 
if an oath or declaration as prescribed by § 1.63 is not filed 
during the pendency of anonprovisional application, the inven- 
torship is that inventorship set forth in the application papers 
filed pursuant to § 1.53(b), unless a petition under this paragraph 
accompanied by the fee set forth in § 1.17(i) is filed supplying 
the name(s) of the inventor(s). 


Section 1.41(a)(2) provides that the inventorship of a provi- 
sional application is that inventorship set forth in the cover 
sheet as prescribed by § 1.51(c)(1). Section 1.41(a)(2) also 
provides that if a cover sheet as prescribed by § 1.51(c)(1) is 
not filed during the pendency of a provisional application, the 
inventorship is that inventorship set forth in the application 
papers filed pursuant to § 1.53(c), unless a petition under this 
paragraph accompanied by the fee set forth in § 1.17(q) is filed 
supplying the name(s) of the inventor(s). 


35 U.S.C. 120 and § 1.78(a) require, inter alia, that an applica- 
tion have at least one inventor in common with a prior applica- 
tion to obtain the benefit of the filing date of such application. 
Considering the executed oath or declaration (or cover sheet 
in a provisional application) the sole mechanism for naming 
the inventor(s) would operate as a trap in the event that an 
application were abandoned prior to the filing of an oath or 
declaration in favor of a continuing application (or in the event 
that a cover sheet was not filed in a provisional application). 
To avoid this result, § 1.41 as adopted provides that the inventor- 
ship is that inventorship named in an executed oath or declara- 
tion under § 1.63 (or in the cover sheet under § 1.51(c)(1) 
in a provisional application), but that if no executed oath or 
declaration under § 1.63 (or cover sheet under § 1.51(c)(1) in 
a provisional application) is filed during the pendency of the 
application, the inventorship will be considered to be the inven- 
tor(s) named in the original application papers. 


In the peculiar situation in which no inventor is named in the 
original application papers (or the correct inventor(s) are not 
named in the original application papers), and no executed oath 
or declaration under § 1.63 (or cover sheet under § 1.51(c)(1) 
in a provisional application) is filed during the pendency of 
the application, it will be necessary for the applicant to file a 
petition under § 1.41(a) (and appropriate fee) to name the 
inventor(s). No explanation (other than that the paper is sup- 
plying or changing the name(s) of the inventor(s)) or showing 
off acts concerning the inventorship or any delay in naming 
the inventorship is required or desired in a petition under § 
1.41(a). The petition fee is required to cover (or defray in a 
provisional application) the costs of updating the Office’s 
records for the application. 


Where no inventor(s) is named on filing, the Office requests 
that an identifying name be submitted for the application. The 
use of very short identifiers should be avoided to prevent confu- 
sion. Without supplying at least a unique identifying name the 
Office may have no ability or only a delayed ability to match 
any papers submitted after filing of the application and before 
issuance of an identifying application number with the applica- 
tion file. Any identifier used that is not an inventor’s name 
should be specific, alphanumeric characters of reasonable 
length, and should be presented in such a manner that it is 
clear to application processing personnel what the identifier is 
and where it is to be found. It is strongly suggested that applica- 
tions filed without an executed oath or declaration under §§ 
1.63 or 1.175 include the name of the person(s) believed to be 
the inventor for identification purposes. Failure to apprise the 
Office of the application identifier being used may result in 
applicants having to resubmit papers that could not be matched 
with the application and proof of the earlier receipt of such 
papers where submission was time dependent. 


As any inventor(s) named in the original application papers is 
considered to be the inventor(s) only when no oath or declara- 
tion under § 1.63 is filed in a nonprovisional application or 
cover sheet under § 1.51(c)(1) filed in a provisional application, 
the recitation of the inventorship in an application submitted 
under § 1.53(b) or (d) without an executed oath or declaration 
or cover sheet, respectively, for purposes of identification may 
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be changed merely by the later submission of an oath or declara- 
tion executed by a different inventive entity without recourse 
to a petition under §§ 1.41 or 1.48. 


Comment 7: One comment noted that when an application is 
filed only an alphanumeric identifier may be used, which would 
of necessity require a correction of inventorship, and questioned 
how a verified statement under § 1.48(a) could be filed as there 
would be no person to sign such statement, whether the Office 
will require that the name(s) of the inventor(s) be submitted 
within a specified period, and whether the filing date will be 
lost if the name(s) of the inventor(s) is not submitted within 
such period. 


Response: The name(s) of the inventor(s) in a nonprovisional 
application are provided in the oath or declaration under § 1.63 
(§ 1.41(a)(2)) and the name(s) of the inventor(s) in a provisional 
application are provided in the cover sheet (§ 1.41(a)(3)). Thus, 
an application filed without the name(s) of the inventor(s) must 
also have been filed without an oath or declaration under § 
1.63 (nonprovisional) or cover sheet (provisional). 


The Office will set a time period in a nonprovisional application 
filed without an oath or declaration under § 1.63 for the filing 
of such an oath or declaration (§ 1.53(f)). The Office will set 
a time period in a provisional application filed without a cover 
sheet for the filing of such cover sheet (§ 1.53(g)). The subse- 
quently filed oath or declaration or cover sheet will provide 
the name(s) of the inventor(s). No petition under § 1.48(a) 
would be required where there was an alphanumeric identifier 
(and not a name of a person) or where the person(s) set forth 
as the inventor(s) was incorrect. 


In the event that an oath or declaration or cover sheet is not 
timely filed, the application will become abandoned and the 
inventorship will be considered to be the inventor(s) named in 
the original application papers. The failure to timely file an 
oath or declaration, cover sheet, or the name(s) of the inventor(s) 
is not a filing date issue. 


Comment 8: One comment thought that the proposed change 
eliminating the need to identify any inventor would lead to 
sloppy filing procedures and that it should in almost all cases 
be possible for practitioners to correctly identify the inventors 
at the time of filing. 


Response: Experience has demonstrated that a significant 
number of applications filed under§ 1.53(b) without an executed 
oath or declaration have been filed with incorrect inventorships 
with explanations running from “there was no time to investi- 
gate the inventorship” to “the inventors contacted either did 
not understand the inventorship requirements under U.S. patent 
law or did not appreciate that the claims as filed included or 
did not include the contribution of the omitted or erroneously 
added inventor.” Additionally, Office experience is that while 
almost all § 1.48(a) petitions concerning such matters are even- 
tually granted, only a small percentage are granted on the initial 
petition thereby causing a prolonged prosecution period, which 
is undesirable in view of the amendment to 35 U.S.C. 154 
contained in the Uruguay Round Agreements Act (URAA), 
Pub. L. 103-465, 108 Stat. 4809 (1994). 


Section 1.47: Section 1.47 paragraphs (a) and (b) are amended, 
pursuant to 35 U.S.C. 116 and 35 U.S.C 118, to provide for 
publication in the Official Gazette of a notice of filing for 
ail applications, except for continued prosecution applications 
under § 1.53(d), submitted under this section rather than only 
when notice to the nonsigning inventor(s) is returned to the 
Office undelivered or when the address of the nonsigning inven- 
tor(s) is unknown. The information to be published, after grant 
of the § 1.47 petition, will include: The application number, 
filing date, invention title and name(s) of the nonsigning inven- 
tor(s). Letters returned as undeliverable are difficult to match 
with the related application file, and when matched with the 
file, the applications are burdensome to flag as requiring further 
action by the Office. Accordingly, the return of letters is not 
a desirable means of triggering publication of a notice to a 
nonsigning inventor as to the filing of the application. Further- 
more, when a returned letter is used as such a trigger, another 
review of the application must be made for retumed correspon- 
dence. As the best time for review of returned letters is after 
allowance, but before issuance, of an application, processing 
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of the application would be delayed and done at a time that 
could be best used for printing related processing requirements. 
Printing of notice of the filing of all applications wherein § 
1.47 status is granted does not require any such review to be 
made. In order to best balance the obligation of providing notice 
to inventors and efficient processing of applications, notice in 
the Official Gazette of the filing of § 1.47 applications will be 
prepared essentially at the same time that the letter notice is 
directly sent to the nonsigning inventor. 


Paragraphs (a) and (b) of this section are also amended to 
exclude the filing of continued prosecution applications under 
§ 1.53(d) from the notice requirement. 


Section 1.47 is also amended for clarification purposes. A 
reference to an “omitted inventor” in § 1.47(a) is replaced with 
“nonsigning inventor.” The statements in § 1.47 paragraphs 
(a)and (b) that a patent will be granted upon a satisfactory 
showing to the Commissioner are deleted as unnecessary. Sec- 
tion 1.47(b) is amended to clarify that it applies only where 
none of the inventors are willing or can be found to sign the 
oath or declaration by substitution of “an inventor” by “all the 
inventors.” The use of “must state” in regard to the last known 
address is deleted as redundant in view of the explicit require- 
ment for such address in the rule. The sentence in § 1.47(b) 
referring to the filing of the assignment, written agreement to 
assign or other evidence of proprietary interest is deleted as 
redundant in view of the requirement appearing earlier in § 
1.47(b) calling for “proof of pertinent facts.” 


Comment 9: One comment believed that the amendment to § 
1.47(b) results in a change in practice permitting an assignee 
to proceed thereunder only where all the inventors refuse to 
sign, and that the assignee should not be precluded from making 
the required declaration where only one inventor refuses to 
cooperate as the other inventors may not have personal knowl- 
edge of the facts. 


Response: While the specific language of § 1.47(b) is amended 
to recite the condition that “all the inventors refuse to execute 
an application” the prior use of the term “inventor” was intended 
to mean and was interpreted as meaning all inventors. See 
MPEP 409.03(b). Accordingly, the language clarification is not 
a change in practice. 


Although it is unclear as to what particular “facts” the comment 
is addressed to that the other inventors would not have personal 
knowledge of, facts as to the inventorship of the noncooperating 
inventor would better lie with the other inventors who are after 
all required to be joint inventors, 35 U.S.C. 116, and therefore 
the other inventors should have the best knowledge of the facts 
required for a declaration under § 1.63. Any declaration of 
facts, in support of the petition, to show, e.g., that an inventor 
has refused to sign a declaration after having been given an 
opportunity to do so, should be made by someone with first- 
hand knowledge of the events, such as the attorney who pre- 
sented the inventor with the application papers. 


Section 1.48: Section 1.48 provides for correction of inventor- 
ship in an application (other than a reissue application). Section 
1.324 provides for correction of inventorship in a patent. Sec- 
tions 1.171 and 1.175 provide for correction of inventorship 
in a patent via a reissue application. 


Section 1.48 is amended in its title to clarify that the section 
concems patent applications, other than reissue applications, 
and not patents. Where a patent names an incorrect inventive 
entity, the inventorship error may be corrected by reissue. See 
MPEP 1402. Where a reissue application names an incorrect 
inventive entity in the executed reissue oath or declaration 
(whether the reissue application is filed for the sole purpose 
or in-part to correct the inventorship, or is filed for purposes 
other than correction of the inventorship), a new reissue oath 
or declaration in compliance with § 1.175 may be submitted 
with the correct inventorship without a petition under § 1.48. 
This is because it is the inventorship of the patent being reissued 
that is being corrected (via a reissue application). 

35 U.S.C. 251, 9B, provides that the provisions of title 35, 
U.S.C., relating to applications apply to reissue applications. 
35 U.S.C. 116, 9B, authorizes the Commissioner to permit 
correction of inventorship in an application under such terms 
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as the Commissioner prescribes. The Commissioner has deter- 
mined that correction of inventorship in a reissue application 
may be accomplished under 35 U.S.C. 251 via the reissue 
oath or declaration, without resort to a petition under § 1.48. 
Therefore, § 1.48 has been amended to specifically exclude its 
applicability to correction of inventorship in a reissue applica- 
tion. 


Section 1.48(a) will not require correction of the inventorship 
if the inventorship or other identification under § 1.41 was set 
forth in error on filing of the application. Section 1.48(a) is 
amended to apply only to correction of inventor or inventors, 
in applications, other than reissue applications, from that named 
in an originally filed executed oath or declaration andnot to 
the naming of inventors or others for identification purposes 
under § 1.41. The statement to be submitted will be required 
only from the person named in error as an inventor or from 
the person who through error was not named as an inventor 
rather than from all the original named inventors so as to comply 
with 35 U.S.C. 116. The requirement that any amendment of 
the inventorship under § 1.48(a) be “diligently” made has been 
removed. The applicability of a rejection under 35 U.S.C. 102(f) 
or (g) against an application with the wrong inventorship set 
forth therein and any patent that would issue thereon is a 
sufficient motivation for prompt correction of the inventorship 
without the need for a separate requirement for diligence. 


Comment 10: Two comments expressed opposition to deletion 
of the diligence requirement in § 1.48 paragraphs (a) through 
(c) in that removal thereof would seem to promote delay in 
correction of the inventorship and decrease the importance of 
having the correct inventorship. 


Response: In addition to the motivation noted in the explanation 
of the rules for not allowing a patent to issue with improper 
inventorship, the criteria for correction of the inventorship 
becomes more restrictive subsequent to issuance under § 1.324 
(having a statutory basis under 35 U.S.C. 256) than under § 
1.48(a) (having a statutory basis under 35 U.S.C. 116). 35 
U.S.C. 256 requires participation by all the parties including 
each original named inventor, which participation may be 
harder to obtain after the patent has issued. Petitions under § 
1.48(a) filed earlier while the application is pending may seek 
waiver under § 1.183 of participation of some of the parties 
needed to participate. Additionally, petitions under § 1.48 in 
pending applications are not entered as a matter of right in 
rejected (the criteria of § 1.116 applies) or allowed (the criteria 
: § 1.312 applies) applications. See § 1.48(a) and MPEP 
01.03. 


A clarifying reference to § 1.634 is added in § 1.48(a) for 
instances when inventorship correction is necessary during an 
interference and has been moved from § | .48(a)(4) for improved 
contextual purposes. 


The § 1.48(a)(1) statement requires a statement only as to the 
lack of deceptive intent rather than a statement of facts to 
establish how the inventorship error was discovered and how 
it occurred, since the latter requirement is deleted. Additionally, 
the persons from whom a statement is required now includes 
any person who through error was not named as an inventor 
but limits statements from the original named inventors to only 
those persons named in error as inventors rather than all persons 
originally named as inventors including those correctly named. 
The paragraph is amended to remove the requirement that the 
Statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Comment | 1: One comment opposed the removal of the Office 
from examining the issue of inventorship as substantive law 
invalidates patents that have issued in the names of incorrect 
inventors and the Office is charged with the duty of examining 
applications for the purpose of denying issue to those applica- 
tions that do not meet the standards of patentability. Where an 
oath has originally been filed asserting the proper inventor is 
one entity and a subsequent paper asserts that the proper 
inventor is another, under such circumstances “the facts are 
inherently suspect” and an investigation by the Office is war- 
ranted and required by statute. 





January 5, 1999 


Response: The amendments to § 1.48 have otherwise received 
overwhelming support. 


The Office has pursued the existence of improper inventorship 
in applications by rejection under 35 U.S.C. 102(f) or (g) and 
will continue to do so independent of the change in the verified 
statement requirements under § 1.48 paragraphs (a) or (c). A 
request to change inventorship, however, often requested by 
the current inventors or assignee on their own initiative is not 
seen to be inherently fraught with deceptive intent as to warrant 
a close and detailed examination absent more. A statement that 
the error was made without deceptive intent is seen to be a 
sufficient investigation complying with the statutory require- 
ment under 35 U.S.C. 116, particularly as most petitions are 
eventually granted or an application can be refiled naming the 
new desired inventive entity. Refiling of the application to 
change the inventorship will not cause the Office, absent more, 
to initiate an investigation as to the correct inventorship or 
cause a rejection under 35 U.S.C. 102(f) or (g) to be made. 
Additionally, it should be noted that the Office views a petition 
under § 1.48 to be a procedural matter and not to represent a 
substantive determination as to the actual inventorship. See 
MPEP 201.03, Verified Statement of Facts. 


For those situations where there was deceptive intent, the Office 
is lacking certain necessary tools for a thorough inquiry (e.g., 
subpoena authority) to ascertain the truth thereof (as in other 
situations under §§ 1.28 and 1.56). However, the inquiry cannot 
be waived by the Office due to the statutory requirement under 
35 U.S.C. 116. There is no other reasonable course of action 
than to accept as an explanation for the execution of a § 1.63 
oath or declaration setting forth an erroneous inventive entity 
that the inventor did not remember the contribution of the 
omitted inventor at the time the oath or declaration was executed 
(absent subpoena power and inter parties hearings), and there- 
fore further inquiries into the matter other than a statement of 
lack of deceptive intent are a waste of Office resources. 


Comment 12: One comment suggested that in limiting the 
submission of a verified statement of facts to only the parties 


being added or deleted as inventors, agreement of the original 
named inventors should also be obtained as is currently done 
when verified statements of facts from all the original named 
inventors are required. 


Response: Agreement or acquiescence of the original named 
inventors, to the extent that they remain as inventors, to the 
new inventorship will be obtained through the retained require- 
ment that the actual inventive entity complete a new oath or 
declaration under § 1.63, which must set forth the new inventive 
entity. Additionally, through the rule changes to this section 
and §§ 1.28 and 1.175 the Office is decreasing its investigation 
of claims relating to a lack of deceptive intent. The remaining 
purpose of these rules is to force the applicant(s) to merely 
make an assertion as to a lack of deceptive intent thereby 
permitting subsequent reviewers (tribunals or otherwise) to 
determine, in light of all the available facts, whether the appli- 
cant(s) complied with the statute. 


Section 1.48(a)(2) is amended for clarification purposes to 
indicate the availability of §§ 1.42, 1.43 or 1.47 in meeting 
the requirement for an executed oath or declaration under § 
1.63 from each actual inventor. Section 1.47 is only applicable 
to the person to be added as an inventor (inventors named in 
an application transmittal letter can be deleted without petition). 
For those persons already having submitted an executed oath 
or declaration under § 1.63, apetition under § 1.183, requesting 
waiver of reexecution of an oath or declaration, may be an 
appropriate remedy. The requirement for an oath or declaration 
is maintained in § 1.48(a) notwithstanding its replacement in 
§ 1.324 for issued patents by a statement of agreement or lack 
of disagreement with the requested change in view of the need 
to satisfy the duty of disclosure requirement in a pending appli- 
cation that is set forth in a § 1.63 oath or declaration. 


Section 1.48(a)(4) is amended to include a citation to § 3.73(b) 
to clarify the requirements for submitting a written consent of 
assignee, which is subject to the requirement under § 
3.73(b),and to delete the reference to an application involved 
in an interference, which is being moved to § 1.48(a). Section 
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1.48(a)(4) is also amended to clarify that the assignee required 
to submit its written consent is only the existing assignee of 
the original named inventors at the time the petition is filed 
and not any party that would become an assignee based on the 
grant of the inventorship correction. 


Section 1.48(b) is also amended to remove the requirement 
that a petition thereunder be diligently filed. The applicability 
of a rejection under 35 U.S.C. 102(f) or (g) against an applica- 
tion with the wrong inventorship set forth therein and any patent 
that would issue thereon is sufficient motivation for prompt 
correction of the inventorship without the need for a separate 
requirement for diligence. 


Section 1.48(b) is amended to have a clarifying reference to 
§ 1.634 added for instances when inventorship correction is 
necessary during an interference. 


Comment 13: A comment noted that the literal wording of § 
1.48(b) permits correction thereunder only where the correct 
inventors were named on filing thereby excluding correction 
under § 1.48(b) where an incorrect inventorship was named 
on filing that was subsequently corrected under § 1.48(a) and, 
subsequent to the correction prosecution of the application, 
required additional correction under § 1.48(b). 


Response: The comment is accepted and § 1.48(b) has been 
modified to delete “when filed” after “nonprovisional applica- 
tion” for clarification purposes. Additionally, the term “origi- 
nally” in the first sentence of paragraph (b) has been replaced 
with “currently.” 


Section 1.48(c) is amended so that a petition thereunder no 
longer needs to meet the current requirements of § 1.48(a), 
which are also changed. A statement from each inventor being 
added that the inventorship amendment is necessitated by 
amendment of the claims and that the error occurred without 
deceptive intent is required under § 1.48(c)(1) rather than the 
previous requirement of a statement from each original named 
inventor. The previous requirements under § 1.48(a) for an 
oath or declaration, the written consent of an assignee and 
the written consent of any assignee are retained, but are now 
separately set forth in §§ 1.48 paragraphs (c)(2) through (c)(4). 
The particular circumstances of a petition under this paragraph, 
adding an inventor due to an amendment of the claims that 
incorporates material attributable to the inventor to be added, 
is seen to be indicative of a lack of deceptive intent in the 
original naming of inventors. Accordingly, all that must be 
averred to is that an amendment of the claims has necessitated 
correction of the inventorship and that the inventorship error 
existing in view of the claim amendment occurred without 
deceptive intent. The previous requirement for diligence in 
filing the petition based on an amendment to the claims is not 
sretained as applicants have the right, prior to final rejection or 
allowance, to determine when particular subject matter is to 
be claimed. Applicants should note that any petition under § 
1.48 submitted after allowance is subject to the requirements 
of § 1.312, and a petition submitted after final rejection is not 
entered as a matter of right. 


Section 1.48(c)(2) is amended to clarify the availability of §§ 
1.42, 1.43 and 1.47 in meeting the requirement for an executed 
oath or declaration under § 1.63. Section 1.47 is only applicable 
to the person to be added as an inventor. For those persons 
already having an executed oath or declaration under § 1.63, 
a petition under § 1.183, requesting waiver of reexecution of 
an oath or declaration, may be an appropriate remedy. 


Section 1.48(c)(4) is amended to clarify that the assignee 
required to submit its written consent is only the existing 
assignee of the original named inventors at the time the petition 
is filed and not any party that would become an assignee based 
on the grant of the inventorship correction. A citation to § 
3.73(b) is presented. 


Section 1.48(d) is amended by addition of “their part” to replace 
“the part of the actual inventor or inventors” and of “omitted” 
to replace “actual” to require statements from the inventors to 
be added rather than from all the actual inventors so as to 
comply with 35 U.S.C.116. 
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Section 1.48(d)(1) is also clarified to specify that the error to 
be addressed is the inventorship error. It is not expected that 
the party filing a provisional application will normally need to 
correct an error in inventorship under this paragraph by adding 
an inventor therein except when necessary under § 1.78 to 
establish an overlap of inventorship with a continuing applica- 
tion. 


Section 1.48(d)(1) is also amended to remove the requirement 
that the statement be verified in accordance with the change 
to §§ 1.4(d)(2) and 10.18. 


Section |.48(e)(1) is amended to replace a requirement in provi- 
sional applications that the required statement be one “of facts” 
directed towards “establishing that the error” being corrected 
“occurred without deceptive intention,” requiring only a state- 
ment that the inventorship error occurred without deceptive 
intent. Paragraph (e)(1) is also amended to remove the require- 
ment that the statement be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. It is not expected that the 
party filing a provisional application would need to file a peti- 
tion under this paragraph since the application will go aban- 
doned by operation of law (35 U.S.C. 111(b)(5)), and the need 
to delete an inventor will not affect the overlap of inventorship 
needed to claim priority under § 1.78(a)(3) for any subsequently 
filed nonprovisional application. 


Section 1.48(e)(3) is amended to clarify that the assignee 
required to submit its written consent is only the prior existing 
assignee before correction of the inventorship is granted and 
not any party that would become an assignee based on the 
grant of the inventorship correction. A reference to § 3.73(b) 
is added. 


Section 1.48(f) is added to provide that the later filing of an 
executed oath or declaration (or cover sheet (§ 1.51(c)(1)) ina 
provisional application) during the pendency of the application 
would act to correct the inventorship without a specific petition 
for such correction and will be used to further process the 
application notwithstanding any inventorship or other identifi- 
cation name earlier presented. 


Section |.48(g) is added to specifically recognize that the Office 
may require such other information as may be deemed appro- 
priate under the particular circumstances surrounding a correc- 
tion of the inventorship. 


Section 1.51: Section 1.51, paragraphs (a)(1) and (a)(2), are 
re-written as § 1.51, paragraphs(b) and (c), respectively, and 
§ 1.51(b) is re-written as § 1.51(d). Section 1.51(c) covering 
the use of an authorization to charge a deposit account is 
removed as unnecessary in view of § 1.25(b). 


No comments were received regarding the proposed change to 
§ 1.51. 


Section 1.52: Section 1.52, paragraphs (a) and (d), are amended 
to remove the requirement that the translation be verified in 
accordance with the change to §§ 1.4(d)(2) and 10.18. Section 
1.52, paragraph (c), is amended to remove the reference to §§ 
1.123 through 1.125 to: (1) reflect a transfer of material from 
§§ 1.123 and 1.124 to § 1.121; (2) further clarify that § 1.125 
is not a vehicle amendment of an application; and (3) to clarify 
that alterations to application papers may be made on, as well 
as before, the signing of the oath or declaration. Section 1.52, 
paragranhs (a) and (d), are also amended to clarify the need 
for a statement that the translation being offered is an accurate 
translation, as in § 1.69(b). 


Comment 14: Two comments were received asking whether 
the attorney can sign the statement that the translation is accu- 
rate, and how much firsthand knowledge does a practitioner 
need to know that the translation is accurate. 


Response: The Office will accept a statement that the translation 
is accurate from any party. However, any party signing such 
statement must keep in mind the averments that are made under 
§§ 1.4(d) and 10.18. The actual firsthand knowledge needed 
by a practitioner is that amount of knowledge to comply with 
the averments in §§ 1.4(d) and 10.18. 
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Comment 15: A comment questioned whether there is any 
difference between the previous language of “verified transla- 
tion” and the present language of “accurate translation.” 


Response: The previous language was directed at a verification 
that the translation is accurate. A verification requirement is 
now unnecessary due to the amendments to §§ 1.4(d) and 10.18. 
Thus, § 1.52(d) is amended to include the more direct term 
“accurate.” 


Section 1.53: Section 1.53 is amended to include headings for 
exch paragraph for purposes of clarity. 


Section 1.53(a) is amended io state that “[a]ny papers received 
in the Patent and Trademark Office which purport to be an 
application for a patent will be assigned an application number 
for identification purposes.” That is, the Office will refer to 
papers purporting to be an application for a patent as an “appli- 
cation” and assign such “application” an application number 
for identification purposes. This reference, however, does not 
imply that such papers meet the requirements in § 1.53(b) to 
be accorded a filing date or constitute an “application” within 
the meaning of 35 U.S.C. 111. 


Section 1.53(b) is amended to provide that: (1) the filing date 
of an application for patent filed under § 1.53(b) is the date 
on which a specification as prescribed by 35 U.S.C. 112 con- 
taining a description pursuant to § 1.71 and at least one claim 
pursuant to § 1.75, and any drawing required by § 1.81(a) are 
filed in the Office; (2) no new matter may be introduced into an 
application after its filing date; (3) a continuation or divisional 
application filed by all or by fewer than all of the inventors 
named in a prior nonprovisional application may be filed under 
§ 1.53(b) or (d); and (4) a continuation or divisional application 
naming an inventor not named in the prior nonprovisional 
application or a continuation-in-part application must be filed 
under § 1.53(b). 


Section 1.53(c) is amended to provide for provisional applica- 
tions (formerly provided for in § 1.53(b)(2)). Section 1.53(c) 
includes the language of former § 1.53(b)(2), with certain 
changes for purposes of clarity. Section 1.53(c)(i), for example, 
includes language requiring either the provisional application 
cover sheet required by § 1.51(c)(1) or a cover letter identifying 
the application as a provisional application. The cover letter 
may be an application transmittal letter or some other paper 
identifying the accompanying papers as a provisional applica- 
tion. 


Section 1.53(d) is amended to provide for continued prosecution 
applications. Section 1.53(d)(1) provides that a continuation or 
divisional application, but not a continuation-in-part, of a prior 
nonprovisional application may be filed as a continued prose- 
cution application under § 1.53(d), subject to the conditions 
specified in paragraph (d)(1)(i) and (d)(1)(ii). That is, an appli- 
cation under § 1.53(d) cannot be a continuation-in-part applica- 
tion, and the prior application cannot be a provisional 
application. 


Section 1.53(d)(1)(i) specifies that the prior application be 
either: (1) complete as defined by § 1.51(b) and filed on or 
after June 8, 1995; or (2) the national stage of an international 
application in compliance with 35 U.S.C. 371 and filed on or 
after June 8, 1995. The phrase “prior” application in § 1.53(d)(1) 
means the application immediately prior to the continued prose- 
cution application under § 1.53(d), in that a continued prose- 
cution application under § 1.53(d) may claim the benefit under 
35 U.S.C. 120, 121, or 365(c) of applications filed prior to 
June 8, 1995 so long as the application that is immediately 
prior to the continued prosecution application under § 1.53(d) 
was filed on or after June 8, 1995. 


Section 1.53(d)(1)(ii) specifies that the application under § 
1.53(d) be filed before the earliest of: (1) payment of the issue 
fee on the prior application, unless a petition under § 1.313(b)(5) 
is granted in the prior application; (2) abandonment of the prior 
application; or (3) termination of proceedings on the prior 
application. 


Section 1.53(d)(2) provides that the filing date of a continued 
prosecution application is the date on which a request on a 
separate paper for an application under § 1 .53(d) is filed. That is, 
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a request for an application under § 1.53(d) cannot be submitted 
within papers filed for another purpose (e.g., the filing of a 
“conditional” request for a continued prosecution application 
within an amendment after final for the prior application is an 
improper request for a continued prosecution application under 
§ 1.53(d)). 


In addition, a “conditional” request for a continued prosecution 
application will not be permitted. Any “conditional” request 
for a continued prosecution application submitted (as a separate 
paper) with an amendment after final in an application will be 
treated as an unconditional request for a continued prosecution 
application of such application. This will result (by operation 
of § 1.53(d)(2)(v)) in the abandonment of such (prior) applica- 
tion, and (if so instructed in the request for a continued prose- 
cution application) the amendment after final in the prior 
application will be treated as a preliminary amendment in the 
continued prosecution application. 


Section 1.53(d)(2) further provides that an application filed 
under § 1.53(d): (1) must identify the prior application (§ 
1.53(d)(i)); (2) discloses and claims only subject matter dis- 
closed in the prior application (i.e., is a continuation or divi- 
sional, but not a continuation-in-part) (§ 1.53(d)(1)(ii)); (3) 
names as inventors the same inventors named in the prior 
application on the date the application under § 1.53(d) was 
filed, except as provided in § 1.53(d)(4) (§ 1.53(d)(2)(iii)); (4) 
includes the request for an application under § 1.53(d), will 
utilize the file jacket and contents of the prior application, 
including the specification, drawings and oath or declaration, 
from the prior application to constitute the new application, 
and will be assigned the application number of the prior applica- 
tion for identification purposes (§ 1.53(d)(2)(iv)); and (5) is a 
request to expressly abandon the prior application as of the 
filing date of the request for an application under § 1.53(d) (§ 
1.53(d)(2)(v)). 


Section 1.53(d)(3) provides that the filing fee for a continued 
prosecution application filed under § 1.53(d) is: (1) the basic 
filing fee as set forth in § 1.16; and (2) any additional § 1.16 
fee due based on the number of claims remaining in the applica- 
tion after entry of any amendment accompanying the request 
for an application under § 1.53(d) and entry of any amendments 
under § 1.116 not entered in the prior application which appli- 
cant has requested to be entered in the continued prosecution 
application. See 35 U.S.C. 41(a)(1)-(4). 


Section 1.53(d)(4) provides that an application filed under § 
1.53(d) may be filed by fewer than all the inventors named in 
the prior application, provided that the request for an application 
under § 1.53(d) when filed is accompanied by a statement 
requesting deletion of the name or names of the person or 
persons who are not inventors of the invention being claimed 
in the new application, and that no person may be named as 
an inventor in an application filed under § 1.53(d) who was 
not named as an inventor in the prior application on the date 
the application under § 1.53(d) was filed, except by way of a 
petition under § 1.48. Thus, an application under § 1.53(d) 
must name as inventors either the same as (§ 1.53(d)(2)(iii)) 
or fewer than all of (§ 1.53(d)(4)) the inventors named in the 
prior application. A request for an application under § 1.53(d) 
purporting to name as an inventor a person not named as an 
inventor in the prior application (even if accompanied by a 
new oath or declaration under § 1.63 listing that person as an 
inventor) will be treated as naming the same inventors named 
in the prior application (§ 1.53(d)(2)(iii)). 


Section 1.53(d)(5) provides that: (1) any new change must be 
made in the form of an amendment to the prior application; 
(2) no amendment in an application under § 1.53(d) (a continued 
prosecution application) may introduce new matter or matter 
that would have been new matter in the prior application; and 
(3) any new specification filed with the request for an applica- 
tion under § 1.53(d) will not be considered part of the original 
application papers, but will be treated as a substitute specifica- 
tion in accordance with § 1.125. Pursuant to the provisions of 
§ 1.53(d)(S), where applicant desires entry of an amendment 
in the application under § 1.53(d) that was previously denied 
entry under § 1.116 in the prior application, the applicant must 
request its entry (and pay any additional claims fee required 
by § 1.53(d)(3)(ii)) in the application under § 1.53(d) prior to 
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action by the Office in the application under § 1.53(d). Any 
amendment submitted with the request for an application under 
§ 1.53(d) that seeks to add matter that would have been new 
matter in the prior application will be objected to under § 
1.53(d), and the applicant will be required to cancel the subject 
matter that would have been new matter in the prior application. 


Section 1.53(d)(6) provides that the filing of a continued prose- 
cution application under § 1.53(d) will be construed to include 
a waiver of confidentiality by the applicant under 35 U.S.C. 
122 to the extent that any member of the public who is entitled 
under the provisions of § 1.14 to access to, copies of, or informa- 
tion concerning either the prior application or any continuing 
application filed under the provisions of this paragraph may 
be given similar access to, copies of, or similar information 
concerning, the other application(s) in the application file. 


Section 1.53(d)(7) provides that a request for an application 
under § 1.53(d) is a specific reference under 35 U.S.C. 120 to 
every application assigned the application number identified in 
such request, and that no amendment in a continued prosecution 
application under § 1.53(d) shall delete this specific reference 
to any prior application. That is, other than the identification 
of the prior application in the request required by § 1.53(d) 
for a continued prosecution application, a continued prosecution 
application needs no further identification of or reference to 
the prior application (or any prior application assigned the 
application number of such application under § 1.53(d)) under 
35 U.S.C. 120 and § 1.78(a)(2). 


Section 1.53(d)(8) provides that in addition to identifying the 
application number of the prior application, applicant is urged 
to furnish in the request for an application under § 1.53(d) the 
following information relating to the prior application to the 
best of his or her ability: (1) title of invention; (2) name of 
applicant(s); and (3) correspondence address. 


Section 1.53(d)(9) provides that: (1) envelopes containing only 
requests and fees for filing an application under § 1.53(d) should 
be marked “Box CPA” and (2) requests for an application under 
§ 1.53(d) filed by facsimile transmission should be clearly 
marked “Box CPA.” 


Section 1.53(e)(1) provides that if an application deposited 
under § 1.53 paragraphs (b), (c), or (d) does not meet the 
respective requirements in § 1.53 paragraphs (b), (c), or (d) to 
be entitled to a filing date, applicant will be so notified, if a 


corre: address has been provided, and given a time 
period within which to correct the filing error. 


Section 1.53(e)(2) provides that: (1) any request for review of 
a notification pursuant to § 1.53(e)(1), or a notification that 
the original application papers lack a portion of the specification 
or drawing(s), must be by way of a petition pursuant to § 
1.53(e); (2) any petition under § 1.53(e) must be accompanied 
by the fee set forth in § 1.17(i) in an application filed under 
§ 1.53 paragraphs (b) or (d), and the fee set forth in § 1.17(q) 
in an application filed under § 1.53(c); and (3) in the absence 
of a timely (§ 1.181(f)) petition pursuant to this paragraph, the 
filing date of an application in which the applicant was notified 
of a filing error pursuant to paragraph (e)(1) of this section 
will be the date the filing error is corrected. 


Section 1.53(e)(3) provides that if an applicant is notified of 
a filing error pursuant to § 1.53(e)(1), but fails to correct the 
filing error within the given time period or otherwise timely 
(§ 1.181(f)) take action pursuant to § 1.53(e)(2), proceedings 
in the application will be considered terminated, and that where 
proceedings in an application are terminated pursuant to § 
1.53(e)(3), the application may be disposed of, and any filing 
fees, less the handling fee set forth in § 1.21(n), will be refunded. 


Section 1.53(f) is amended to include the language of former 
§ 1.53(d)(1) and to provide that the oath or declaration required 
for a continuation or divisional application under § 1.53(b) 
may be a copy of the executed oath or declaration filed in the 
prior application (under § 1.63(d)). 


Section 1.53 paragraphs (g), (h), (i), and (j) are added and 
include the language of former § 1.53 paragraphs (d)(2), (e)(1), 
(e)(2), and (f), respectively. 
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Comment 16: The majority of the comments supported the 
deletion of §§ 1.60 and 1.62 in favor of the proposed amendment 
to § 1.53. 


Response: The Office is deleting §§ 1.60 and 1.62 in favor of 
an amended § 1.53. 


Comment 17: Several comments suggested that the Office adopt 
a continued prosecution procedure for applications filed on or 
after June 8, 1995 similar to the practice set forth in § 1.129(a), 
rather than the continued prosecution application practice set 
forth in § 1.53(d). 


Response: Section 532(a)(2)(A) of Pub. L. 103-465 provides 
specific authorization for the practice set forth in § 1.129(a). 
There is currently no statutory authority for the Office to simply 
charge the patent fees set forth in 35 U.S.C. 41(a) for further 
examination of an application. 35 U.S.C. 41(d) would authorize 
the Office to further examine an application for a fee that 
recovers the estimated average cost to the Office of such further 
examination; however, as 35 U.S.C. 41(h) is applicable only 
to fees under 35 U.S.C. 41(a) and (b), the Office would not 
be authorized to provide a small entity reduction in regard to 
such fee. Thus, the only mechanism by which the Office may 
provide further examination for a fee to which the small entity 
reduction is applicable is via a continuing application. 


Section 209 of H.R. 3460, 104th Cong., 2d Sess. (1996), would 
have provided statutory authority for the further reexamination 
of an application for a fee to which the small entity reduction 
was applicable. Section 209 of H.R. 400, 105th Cong., Ist Sess. 
(1997), ifenacted, will provide statutory authority for the further 
reexamination of an application for a fee to which the small 
entity reduction will be applicable. 


Comment 18: One comment stated that the combination of §§ 
1.53, 1.60, and 1.62 into a single § 1.53 was complex and 
confusing. Another comment suggested that § 1.53 be split into 
a number of sections, or that headings be used in § 1.53 in the 
manner that headings are used in §§ 1.84 and 1.96. 


Response: Placing the provisions of § 1.53 into multiple sec- 
tions, rather than multiple paragraphs of a single section, would 
not result in a simplification of its provisions. The Office con- 
siders it appropriate to place the filing provisions concerning 
all applications (nonprovisional, provisional, and continued 
prosecution) into a single section to reduce the confusion as 
to the filing requirements for any application for patent. Section 
1.53 as adopted includes headings in each paragraph of § 1.53 to 
indicate the subject to which each of these paragraphs pertains. 


Comment 19: One comment suggested amending § 1.53 to 
require applicants to indicate changes to the disclosure in a 
continuation or divisional application. 


Response: The suggestion is not adopted. The Office did not 
propose to amend § 1.53 to require applicants to indicate 
changes to the disclosure in any continuing application. Thus, 
adopting a change to impose this additional burden on an appli- 
cant is not considered appropriate in this Final Rule. 


Comment 20: One comment suggested that the Office permit 
applicants to file a statement requesting deletion of an inventor 
in a continuation or divisional application any time prior to or 
coincident with the mailing of an issue fee payment. The com- 
ment questioned whether the time period in § 1.53(e)(1) 
addresses this issue. 


Response: Unless a statement requesting the deletion of the 
names of the person or persons who are not inventors in the 
continuation or divisional application accompanies the copy of 
the executed oath or declaration submitted in accordance with 
§ 1.63(d) in an application filed pursuant to § 1.53(b), or 
accompanies the request for an application under § 1.53(d) in 
an application filed pursuant to § 1.53(d), the inventorship of 
the continuation or divisional application filed under § 1.53(b) 
using a copy of the oath or declaration of the prior application 
pursuant to § 1.63(d) or filed under § 1.53(d) will be considered 
identical to that in the prior application, and correction of 
the inventorship (if appropriate) must be by way of § 1.48. 
Identification of the inventorship is to the examina- 
tion of an application (e.g., 35 U.S.C. 102(f) and (g)). As such, 
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the Office must require identification of the inventorship prior 
to examination of an application. 


Section 1.53(e)(1) applies in those instances in which papers 
filed as an application under § 1.53(b), (c), or (d) do not meet 
the respective requirements of § 1.53(b), (c), or (d) to be entitled 
to a filing date. Submitting an oath or declaration is not a filing 
date issue, and naming the inventors is no longer a filing date 
issue. Thus, the provisions of § 1.53(e) do not apply to the 
filing of a statement requesting deletion of an inventor in a 
continuation or divisional application. 


Comment 21: One comment questioned whether § 1.53(d) 
applies only to applications filed on or after June 8, 1995, and 
questioned whether § 1.53(d) should be made applicable to 
pending applications filed prior to June 8, 1995. The comment 
also questioned the relationship between § 1.129(a) and § 
1.53(d). 


Response: Section § 1.53(d), by its terms, permits the filing of 
a continuation or divisional thereunder of only a nonprovisional 
application that, inter alia, is either: (1) complete as defined 
by § 1.51(b) and filed on or after June 8, 1995 or; (2) resulted 
from entry into the national stage of an international application 
in compliance with 35 U.S.C. 371 filed on or after June 8, 
1995. While § 1.53(d) and § 1.129(a) both provide for the 
continued prosecution of an application, these sections are dis- 
tinct in that they apply to a virtually mutually exclusive class 
of applications and have separate requirements (e.g., a request 
for a § 1.53(d) application may be filed subsequent to the filing 
of an appeal brief, so long as the request is filed before the 
earliest of: (1) payment of the issue fee on the prior application, 
unless a petition under § 1.313(b)(5) is granted in the prior 
application; (2) abandonment of the prior application; or (3) 
termination of proceedings on the prior application). 


Comment 22: One comment suggested that the rules of practice 
permit the execution of copies of an oath or declaration by 
fewer than all of the inventors, without cross-reference to the 
other copies to facilitate contemporaneous executions by geo- 
graphically separated inventors. 


Response: The suggestion is not adopted. Section 1.63(a)(3) 
requires that an oath (or declaration), inter alia, identify each 
inventor. The rules of practice permit inventors to execute 
separate oaths (or declarations), so long as each oath (or declara- 
tion) sets forth all of the inventors (the necessary cross-refer- 
ence). That is, § 1.63(a)(3) prohibits the execution of separate 
oaths (or declarations) in which each oath (or declaration) sets 
forth only the name of the executing inventor. An amendment 
to the rules of practice to permit an inventor to execute an oath 
or declaration that does not set forth each inventor would not 
only lead to confusion as to the inventorship of an application, 
but would be inconsistent with the requirement in 35 U.S.C. 
115 that the applicant make an oath (or declaration) that the 
applicant believes himself (or herself) to be the original and 
first inventor of the subject matter for which a patent is sought, 
as the oaths or declarations would conflict as to the inventorship 
of the application. 


Comment 23: Several comments suggested that the statement 
required under 35 U.S.C. 120 in a continued prosecution appli- 
cation will be confusing as the continued prosecution applica- 
tion will have the same application number as the prior 
application. One comment indicated that this will cause confu- 
sion: (1) as to which application is being referenced in a 35 
U.S.C. 120 statement in the divisional application when a divi- 
sional application under § 1.53(b) and a continued prosecution 
application filed under § 1.53(d) are filed from the same prior 
application; and (2) in docketing applications as most commer- 
cially available software identify applications by application 
number. Another comment questioned what sentence was 
required pursuant to § 1.78(a)(2) in a continued prosecution 
application. 


Response: 35 U.S.C. 120 provides that an application may 
obtain the benefit of the filing date of an earlier filed application 
if, inter alia, the application “contains or is amended to contain 
a specific reference to the earlier filed application.” Section 
1.78(a) requires that this specific reference be in the first sen- 
tence of the specification and identify each earlier filed applica- 
tion by application number or international application number 
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and international filing date and relationship of the applications. 
Thus, while a “specific reference to the earlier filed application” 
is a requirement of statute (35 U.S.C. 120), the particulars of 
this specific reference (by application number, filing date, and 
relationship) is a requirement of regulation (§ 1.78(a)), not the 
patent statute. 


The purpose of the “specific reference” requirement of 35 
U.S.C. 120 is to provide notice to the public of the filing date 
upon which a patentee may rely to support the validity of the 
patent: 


(35 U.S.C. 120] embodies an important public policy. The 
information required to be disclosed is information that would 
enable a person searching the records of the Patent Office to 
determine with a minimum of effort the exact filing date upon 
which a patent applicant is relying to support the validity of 
his application or the validity of a patent issued on the basis 
of one of a series of applications. In cases such as this, in 
which two or more applications have been filed and the validity 
of a patent rests upon the filing date of an application other 
than that upon which the patent was issued, a person, even if 
he had conducted a search of the Patent Office records, could 
unwittingly subject himself to exactly this type of infringement 
suit unless the later application adequately put him on notice 
that the applicant was relying upon a filing date different from 
that stated in the later application. 


Sampson v. Ampex Corp., 463 F.2d 1042, 1045, 174 USPQ 
417, 419 (2d Cir. 1972); see also Sticker Indus. Supply Corp. 
v. Blaw-Knox Co., 405 F.2d 90, 93, 160 USPQ 177, 179(7th 
Cir. 1968) (“Congress may well have thought that [35 U.S.C.] 
120 was necessary to eliminate the burden on the public to 
engage in long and expensive search of previous applications 
in order to determine the filing date of a later patent . . . . The 
inventor is the person best suited to understand the relation of 
his applications, and it is no hardship to require him to disclose 
this information”). 


To reduce the delay in processing a continued prosecution 
application, the Office will maintain in its records (e.g., in the 
Patent Application Locating and Monitoring (PALM) records 
for an application) for identification purposes the application 
number and filing date of the prior application. Thus, in a 
continued prosecution application, the application number of 
the continued prosecution application will be the application 
number of the prior application, and the filing date indicated 
on any patent issuing from a continued prosecution application 
will be the filing date of the prior application (or, in a chain 
of continued prosecution applications, the filing date of the 
application immediately preceding the first continued prose- 
cution application in the chain). In addition, as a continued 
prosecution application will use the file wrapper of the prior 
application, the prior application will be available upon inspec- 
tion of the continued prosecution application. 


Unless excepted from § 1.78(a)(2), the first sentence of a con- 
tinued prosecution application would consist of a reference to 
that application as a continuation or divisional of an application 
having the identical application number and the effective filing 
date of (the filing date to be printed on any patent issuing from) 
the continued prosecution application. Such a sentence would 
provide no useful information to the public. 


Therefore, § 1.53(d)(7) as adopted provides that a request for 
an application under § 1.53(d) is a specific reference under 35 
U.S.C. 120 to every application assigned the application number 
identified in such request, and § 1.78(a)(2) as adopted provides 
that the request for a continued prosecution application under 
§ 1.53(d) is the specific reference under 35 U.S.C. 120 to the 
prior application. That is, the continued prosecution application 
includes the request for an application under § 1.53(d) (§ 
1.53(d)(2)(iv)), and the recitation of the application number of 
the prior application in such request (as required by § 1.53(d)) 
is the “specific reference to the earlier filed application” 
required by 35 U.S.C. 120. No further amendment to the specifi- 
cation is required by 35 U.S.C. 120 or § 1.78(a) for a continued 
prosecution application for such continued prosecution applica- 
tion to contain the required specific reference to the prior appli- 
cation, as well as any other application assigned the application 
number of the prior application (e.g., in instances in which a 
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continued prosecution application is the last in a chain of con- 
tinued prosecution applications). 


Where an application claims a benefit under 35 U.S.C. 120 of 
a chain of applications, the application must make a reference 
to the first (earliest) application and every intermediate applica- 
tion. See Sampson, 463 F.2d at 1044-45, 174 USPQ at 418- 
19; Sticker Indus. Supply Corp., 405 F.2d at 93, 160 USPQ at 
179; Hovlid v. Asari, 305 F.2d 747, 751, 134 USPQ162, 165 
(9th Cir. 1962); see also MPEP 201.11. In addition, every 
intermediate application must also make a reference to the 
first (earliest) application and every application after the first 
application and before such intermediate application. 


In the situation in which there is a chain of continued prose- 
cution applications, each continued prosecution application in 
the chain will, by operation of § 1.53(d)(7), contain the required 
specific reference to its immediate prior application, as well 
as every other application assigned the application number 
identified in such request. Put simply, a specific reference to 
a continued prosecution application by application number and 
filing date will constitute a specific reference to: (1) the non- 
continued prosecution application originally assigned such 
application number (the prior application as to the first con- 
tinued prosecution application in the chain); and (2) every 
continued prosecution application assigned the application 
number of such non-continued prosecution application. 


Where the non-continued prosecution application originally 
assigned such application number itself claims the benefit of 
a prior application or applications under 35 U.S.C. 120, 121, 
or 365(c), § 1.78(a)(2) continues to require that such application 
contain in its first sentence a reference to any such prior applica- 
tion(s). As a continued prosecution application uses the specifi- 
cation of the prior application, such a specific reference in the 
prior application (as to the continued prosecution application) 
will constitute such a specific reference in the continued prose- 
cution application, as well as every continued prosecution appli- 
cation in the event that there is a chain of continued prosecution 
applications. 


Where an applicant in an application filed under § 1.53(b) 
seeks to claim the benefit of an application filed under § 1.53(d) 
under 35 U.S.C. 120 or 121 (as a continuation, divisional, or 
continuation-in-part), § 1.78(a)(2) requires a reference to the 
continued prosecution application by application number in the 
first sentence of such application. Section 1.78(a)(2) has been 
amended to also provide that “(t]he identification of an applica- 
tion by application number under this section is the specific 
reference required by 35 U.S.C. 120 to every application 
assigned that application number.” Thus, where a referenced 
continued prosecution application is in a chain of continued 
prosecution applications, this reference will constitute a refer- 
ence under 35 U.S.C. 120 and § 1.78(a)(2) to every continued 
prosecution application in the chain as well as the non-continued 
prosecution application originally assigned such application 
number. 


Therefore, regardless of whether an application is filed under 
§ 1.53(b) or (d), a claim under 35 U.S.C. 120 to the benefit 
of a continued prosecution application is, by operation of § 
1.53(d)(7) and § 1.78(a)(2), a claim to every application 
assigned the application number of such continued prosecution 
application. In addition, applicants will not be permitted to 
choose to delete such a claim as to certain applications assigned 
that application number (e.g., for patent term purposes). 


Finally, while it is recognized that using a common application 
number (and file wrapper) for a continued prosecution applica- 
tion and its prior application (which may also be a continued 
prosecution application) will necessitate docketing modifica- 
tions (as well as the Office’s PALM system), the burden of 
such modifications is outweighed by the benefits that will result 
from the elimination of the initial processing of such applica- 
tions. 


Comment 24: One comment suggested that the phrase “now 
refiled” be used in lieu of “now abandoned” to reflect the status 
of the prior application. 
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Response: Under 35 U.S.C. 120, the status of an application 
is one of three conditions: (1) pending; (2) patented; or (3) 
abandoned. See In re Morganroth, 6 USPQ2d 1802, 1803 
(Comm’r Pat. 1988). As the filing of a continued prosecution 
application under § 1.53(d) operates to expressly abandon the 
prior application under § 1.53(d)(2)(v), the status of the prior 
application is appropriately designated as “abandoned.” 


Comment 25: Several comments suggested that the proposed 
continued prosecution application practice be made applicabie 
in instances in which the prior application was filed prior to 
June 8, 1995, to expedite the prosecution of such applications. 


Response: Permitting the continued prosecution application 
practice to be applicable in instances in which the prior applica- 
tion was filed prior to June 8, 1995, would result in confusion 
as to whether the patent issuing from the continued prosecution 
application is entitled to the provisions of 35 U.S.C. 154(c). 
As the continued prosecution application practice was not in 
effect prior to June 8, 1995, na patent issuing from a continued 
prosecution application is entitled to the provisions of 35 U.S.C. 
154(c). 


As discussed supra, the application number of a continued 
prosecution application will be the application number of the 
prior application, and the filing date indicated on any patent 
issuing from a continued prosecution application will be the 
filing date of the prior application (or, in a chain of continued 
prosecution applications, the filing date of the application 
immediately preceding the first continued prosecution applica- 
tion in the chain). Thus, any patent issuing from a continued 
prosecution application, where the prior ication was filed 
prior to June 8, 1995, will indicate that the filing date of the 
application for that patent was prior to June 8, 1995, which 
will confuse the public (and possible the patentee) into believing 
that such patent is entitled to the provisions of 35 U.S.C. 154(c). 


The Office has implemented § 532(a)(2)(A) of Pub. L. 103- 
465 in § 1.129(a) to conclude the examination of applications 
pending at least two years as of June 8, 1995, taking into 
account any reference made in such ication to any earlier 
filed application under 35 U.S.C. 120,121, and 365(c). Further 
examination of any application may be obtained via the filing of 
acontinuing application under § 1.53(b). Requiring applications 
filed prior to June 8, 1995, that are not eligible for the transi- 
tional procedure set forth in § 1.129(a) to obtain further exami- 
nation via the filing of a continuing application under § 1.53(b) 
is a reasonable requirement to avoid confusion as to whether 
a patent issuing from a continued prosecution (§ 1.53(d)) appli- 
cation is entitled to the provisions of 35 U.S.C. 154(c). 


Comment 26: One comment suggested that the phrase “most 
immediate prior national application” rather than “prior applica- 
tion” was confusing. The comment further stated that if the 
prior application was one filed under § 1.62, there is no copy 
in that complete application of the (oath or) declaration filed 
in the application under § 1.62. 


Response: The phrase “most immediate prior national applica- 
tion for which priority is claimed under 35 U.S.C. 120, 121 or 
365(c)” is changed to “prior application.” An application under 
§§ 1.53(d), 1.60, or 1.62 must ultimately be a continuing appli- 
cation of an application filed under § 1.53(b). Where the prior 
application is an application under § 1.60, the oath or declaration 
is the copy of the oath or declaration from the prior application 
vis-a-vis the application under § 1.60 submitted in accordance 
with § 1.60(b)(2). Where the prior application is an application 
under §§ 1.62 or 1.53(d), the oath or declaration is the oath or 
declaration from the prior application vis-d-vis the application 
under §§ 1.62 or 1.53(d). Where there is a chain of applications 
under §§ 1.62 or 1.53(d) preceding the prior application to an 
application under § 1.53(d), the oath or declaration of the prior 
application will be the oath or declaration of the application 
under §§ 1.53 or 1.60 immediately preceding the chain of 
applications under §§ 1.62 or 1.53(d), as each application in 
the chain of applications under §§ 1.62 or 1.53(d) utilizes the 
oath or declaration of the prior application. 
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Comment 27: One comment suggested that applications filed 
under § 1.53(d) should be taken up as amended applications, 
rather than as newly filed applications. 


Response: The comment implies that taking up a continued 
prosecution application as an amended application may result 
in the examiner acting on the application in a more timely 
manner than if the application were accounted for as a new 
application. The matter is under consideration along with other 
administrative issues, and a decision shall be made in due 
course. 


Comment 28: One comment suggested that § 1.129(a) be 
amended so as not to be limited to applications under final 
rejection, such that an applicant in an application in which a 
notice of allowance under § 1.311 has been mailed may obtain 
entry of an information disclosure statement without regard to 
the requirements of § 1.97(d). 


Response: The Notice of Proposed Rulemaking did not propose 
to amend § 1.129(a). While the language of § SSMaZMA) 
of Pub. L. 103-465 does not expressly exclude the fu 
examination of an application that has been allowed (as ee 
to an application under a final rejection), § 102(d) of Pub. L. 
103-465 provides that “[t]he statement of administrative action 
approved by the Congress under section 101(a) shall be 
regarded as an authoritative expression by the United States 
conceming the interpretation and application of the Uruguay 
Round Agreements and this Act in any judicial proceeding 
in which a question arises concerning such interpretation or 
application.” The statement of administrative action specifies 
that such further examination is to facilitate the completion of 
prosecution of applications pending before the Office, and to 
permit applicants to present a submission after the Office has 
issued a final rejection on an application. See H.R. Rep. 826(i), 
103rd Cong., 2nd Sess. 1005-06, reprinted in 1984 
U.S.C.C.A.N. 3773, 4298. 


Upon mailing of a notice of allowance under § 1.311, prose- 
cution of an application before the Office is concluded. The 
amendment to obtain further examination pursuant 

1.129(a) after allowance would nullify (rather than facili- 
tate) the completion of prosecution of the above-identified 
application, and, as such, would be inconsistent with the pur- 
pose for the provisions of § 532(a)(2)(A) of Pub. L. 103-465. 


Comment 29: One comment questioned how the filing of a 
continued prosecution application would result in less delay 
than the filing of a continuing application under § 1.53(b), as 
a continued prosecution application would be subject to pre- 
examination processing delays. 


Response: The Office will not issue a new filing receipt for a 
continued prosecution application under § 1.53(d). See § 
1.54(b). By not issuing a filing receipt for a continued prose- 
cution application, the Office will be able to perform the pre- 
examination of any continued prosecution application in the 
examining group to which the prior application was assigned. 
Likewise, § 1.6(d) has been amended to permit an applicant 
to file a continued prosecution application under § 1.53(d) by 
facsimile, and the use of this means of filing a continued 
prosecution application will avoid the delay inherent in routing 
an application (or any paper) from the mailroom to the appro- 
priate examining group. These provisions will enable the Office 
to process a continued prosecution application in the manner 
that a submission under § 1.129(a) is processed. 


Comment 30: One comment questioned whether the filing date 
of a continued prosecution application is the filing date for 
determining patent term, or is significant only in establishing 
copendency. Another comment questioned what filing date was 
relevant for determining patent term. 


Response: Notwithstanding that a continued prosecution appli- 
cation is assigned the application number of the prior applica- 
tion, the filing date of the continued prosecution application is 
the date on which the request for such continued prosecution 
application was filed (§ 1.53(d)). While the filing date of the 
continued prosecution application is relevant to establishing 
the copendency required by 35 U.S.C. 120 and § 1.78(a) 
between the continuedprosecution application and the prior 
application, the filing date of a continued prosecution applica- 
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tion will never be relevant to the term under 35 U.S.C. 154(b) of 
any patent issuing from the continued prosecution application. 


Any continued prosecution application under § 1.53(d) will be 
filed on or after June 8, 1995, and will claim the benefit of an 
earlier application as a continuation or divisional application. 
Section 1.53(d)(7) specifically provides that: 


A request for an application under this paragraph is the specific 
reference required by 35 U.S.C. 120 to every application 
assigned the application number identified in such request. No 
amendment in an application under this paragraph shall delete 
this specific reference to any prior application. 


Thus, an application under § 1.53(d) cannot be amended to 
delete the specific reference to the prior application, as well 
as the specific reference to any application to which the prior 
application contains a specific reference under 35 U.S.C. 120, 
121, and 365(c). As an application under § 1.53(d) will also 
contain a specific reference to at least one other application 
under 35 U.S.C. 120, 121, and 365(c), the expiration date under 
35 U.S.C. 154(b)(2) of any patent issuing from the application 
under § 1.53(d) will be based upon the filing date of the prior 
application (or the earliest application to which the prior appli- 
cation contains a specific reference under 35 U.S.C. 120, 121, 
and 365(c)). 


Comment 31: One comment argued that the Office should 
address not only the filing requirements for continuing applica- 
tions, but also the cause of the filing of continuing applications. 
The comment specifically argued that the current second action 
final practice should be reevaluated as an applicant no longer 
has an incentive to delay the prosecution of an application due 
to Pub. L. 103-465. 


Response: The suggestion is being taken under advisement as 
part of a comprehensive effort by the Office to reengineer the 
entire patent process. However, it should be noted that any 
changes to the current second action final practice to provide 
additional examination of an application prior to a final Office 
action would necessitate a corresponding increase in patent 
fees. 


Comment 32: One comment suggested that the Office simply 
eliminate the “true copy” requirement of § 1.60, rather than 
add new provisions permitting the use of a copy of the oath 
or declaration of a prior application. The comment also sug- 
gested that the Office simply amend § 1.62 to eliminate the 
requirement that the Office assign a new application number 
to the application, rather than add a new § 1.53(d). 


Response: The amendments to § 1.53 do not simply make 
minor changes to §§ 1.60 and 1.62. Sections 1.60 and 1.62 are 
anachronisms that have outlived their usefulness. A significant 
number of applications filed under § 1.60 do not meet the 
requirements of § 1.60 (and, as such are improper), but would 
be proper under § 1.53 (in the absence of a reference to § 
1.60). The elimination of § 1.60 will result in a reduction in 
the Office’s burden in treating and the applicant’s burden in 
correcting these improper applications under § 1.60, as such 
applications would generally have been proper applications if 
filed under § 1.53 (without a reference to § 1.60). Section 
1.63(d) retains most of the benefits of § 1.60, but eliminatesthe 
filing “traps” of § 1.60. 


Section 1.62 practice also causes problems conceming its prohi- 
bition against including a new or substitute specification, and 
its permitting the filing of a continuation-in-part. To avoid 
continued prosecution application practice under § 1.53(d) 
being confused with the former file-wrapper-continuation prac- 
tice under § 1.62, the Office has deemed it advisable to use anew 
§ 1.53(d) rather than § 1.62 in regard to continued prosecution 
application practice. 


Comment 33: One comment stated that the Office should antici- 
pate the filing of applications containing a reference to § 1.60 
or § 1.62 for some period. 


Response: That applications containing a reference to §§ 1.60 
or 1.62 will continue to be filed has been anticipated. The 
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treatment of such applications is discussed infra with respect 
to the elimination of §§ 1.60 and 1.62. 


Comment 34: One comment stated that the safeguard in § 1.60 
concerning the filing of an application lacking all of the pages 
of specification or sheets of drawings of the prior application 
has not been retained in § 1.53(b). The comment suggested that 
§ 1.53 contain a presumption that a continuation or divisional be 
presumed, absent evidence to the contrary, to be the filing of 
an application identical to the prior application. 


Response: The Court of Customs and Patent Appeals (CCPA) 
has held that a mere reference to another application, patent, 
or publication is not an incorporation of anything therein into 
the application containing such reference. See In re de Seversky, 
474 F.2d 671, 177 USPQ144 (CCPA 1973); see also Dart 
Industries v. Banner, 636 F.2d 684, 207 USPQ 273 
(CCPA1980) (related decision). These decisions relied upon 
In re Lund, 376 F.2d 982, 153 USPQ625 (CCPA 1967), which 
considered the incorporation by reference issue in the context of 
whether a prior art patent adequately incorporated by reference a 
prior application. The court, in Lund, specifically stated: 


There is little in the term “continuation-in-part” which would 
suggest to the reader of the patent that a disclosure of the nature 
of Example 2 is present in the earlier application and should 
be considered a part of the patent specification. Thus, we cannot 
agree that the subject matter of claim 3 is tacitly “described” 
in the Margerison patent within the meaning of § 102(e). 


Id. at 989, 153 USPQ 631-32 (footnote discussing the definition 
of “continuation-in-part” as set forth in MPEP 201.08 omitted). 
While the holdings in Dart Industries, de Seversky and Lund 
appear to be based upon the definitions of the various categories 
of continuing applications set forth in the MPEP (and thus 
could be changed by a revision to the MPEP), the Office is 
not at this time inclined to disturb settled law in this area. 


Nevertheless, an applicant may incorporate by reference the 
prior application by including, in the continuing application- 
as-filed, a statement that such specifically enumerated prior 
application or applications are “hereby incorporated herein by 
reference.” The inclusion of this incorporation by reference of 
the prior application(s) will permit an applicant to amend the 
continuing application to include any subject matter in such 
prior application(s), without the need for a petition. 


Section 1.54: Section 1.54(b) is amended to add the phrase 
“unless the application is an application filed under § 1.53(d).” 
To minimize application processing delays in applications filed 
under § 1.53(d), such applications will not be processed by the 
Office of Initial Patent Examination as new applications. 


By comments were received regarding the proposed change to 
1.54. 


Section 1.55: Section 1.55(a) is amended to remove the require- 
ment that the statement be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.55. 


Section 1.59: Section 1.59 is amended: (1) by revising the title 
to indicate that expungement of information from an application 
file would come under this section; (2) by revising the existing 
paragraph and designating it as paragraph (a)(1); and (3) by 
adding paragraphs (a)(2),(b) and (c). Section 1.59(a)(1) retains 
the general prohibition on the return of information submitted 
in an application, but no longer limits that prohibition to an 
application that has been accorded a filing date under § 1.53. 
The portion of the paragraph relating to the Office furnishing 
copies of application papers has been shifted to new paragraph 
(c). Section 1.59(a)(2) makes explicit that information, forming 
part of the original disclosure (i.e., written specification 
including the claims, drawings, and any preliminary amendment 
specifically incorporated into an executed oath or declaration 
under §§ 1.63 and 1.175) will not be expunged from the applica- 
tion file. 
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Section 1.59(b) provides an exception to the general prohibition 
of paragraph (a) on the expungement and return of information 
and would allow for such when it is established to the satisfac- 
tion of the Commissioner that the requested expungement and 
return is appropriate. Section 1.59(b) covers the current practice 
set forth in MPEP 724.05 where information is submitted as 
part of an information disclosure statement and the submitted 
information has initially been identified as trade secret, proprie- 
tary, and/or subject to a protective order and where applicant 
may file a petition for its expungement and return that will be 
granted upon a determination by the examiner that the informa- 
tion is not material to patentability. Any such petition should 
be submitted in reply to an Office action closing prosecution 
so that the examiner can make a determination of materiality 
based on a closed record. Any petition submitted earlier than 
close of prosecution may be dismissed as premature or returned 
unacted upon. In the event pending legislation for pre-grant 
publication of applications, which provides public access to 
the application file, is enacted, then the timing of petition 
submissions under this section will be reconsidered. 


Petitions to expunge were formerly considered under § 1.182, 
with the Office of Petitions consulting with the examiner on 
the materiality of the information at issue prior to rendering a 
decision. A possible result of the amendment to § 1.59 would 
be to have petitions under § 1.59 to expunge simply decided by 
the examiner who determines the materiality of the information. 


Comment 35: One comment suggested that petitions to expunge 
under § 1.59 should be decided by Group Directors or officials 
in the Office of Petitions, rather than by examiners. The com- 
ment argued that any individual examiner would decide such 
a petition so rarely that it would be difficult to produce uniform 
and consistent decisions. 


Response: The preamble has been amended to reflect that a 
possible result of the rule change is to have petitions under § 
1.59 decided by the examiners. The heart of most petitions to 
expunge is a determination as to whether the material sought 
to be expunged is material to examination, a matter that is now 
referred to examiners prior to a decision on the petition. Given 
the major role examiners now play in expungement matters, it 
is not clear why examiners would be rendering inconsistent 
decisions, particularly as so many other matters are routinely 
assigned to examiners including petitions under § 1.48. Never- 
theless, the comment is not germane to § 1.59 as proposed (or 
adopted), but concerns the internal Office delegation of such 
petitions for consideration. Moreover, a petition to expunge a 
part of the original disclosure would have to be filed under 
§ 1.183 and would continue to be decided in the Office of 
Petitions. 


Comment 36: A comment in requesting some examples of 
things that may be expunged asked whether a design code 
listing as an appendix in an application may be expunged. 


Response: The standard set forth in paragraph (b) of § 1.59 
permits information other than what is enumerated in paragraph 
(a) of the section to be expunged if it is established to the 
satisfaction of the Commissioner that the return of the informa- 
tion is appropriate. The types of information and rationales 
why the information may be returned are varied and will be 
evaluated on a case-by-case basis with the basic inquiry being 
whether the information is material to examination of the appli- 
cation. However, to the extent that an appendix to a specifica- 
tion of an application is considered part of the original 
disclosure it cannot be expunged from the file under § 
1.59(a)(2). 


Section | .59(b) also covers information that was unintentionally 
submitted in an application, provided that: (1) the Office can 
effect such retum prior to the issuance of any patent on the 
application in issue; (2) it is stated that the information sub- 
mitted was unintentionally submitted and the failure to obtain 
its return would cause irreparable harm to the party who sub- 
mitted the information or to the party in interest on whose 
behalf the information was submitted; (3) the information has 
not otherwise been made public; (4) there is a commitment on 
the part of the petitioner to retain such information for the 
period of any patent with regard to which such information is 
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submitted; and (5) it is established to the satisfaction of the 
Commissioner that the information to be returned is not material 
information under § 1.56. A request to return information that 
has not been clearly identified as information that may be later 
subject to such a request by marking and placement in a separate 
sealed envelope or container shall be treated on a case-by-case 
basis. It should be noted that the Office intends to start electronic 
scanning of all papers filed in an application, and the practicality 
of expungement from the electronic file created by a scanning 
procedure is not as yet determinable. Applicants should also 
note that unidentified information that is a trade secret, proprie- 
tary, or subject to a protective order that is submitted in an 
Information Disclosure Statement may inadvertently be placed 
in an Office prior art search file by the examiner due to the 
lack of such identification and may not be retrievable. 


Section 1.59(b) also covers the situation where an unintended 
heading has been placed on papers so that they are present in 
an incorrect application file. In such a situation, a petition 
should request return of the papers rather than transfer of the 
papers to the correct application file. The grant of such a petition 
will be governed by the factors enumerated above in regard to 
the unintentional submission of information. Where the Office 
can determine the correct application file that the papers were 
actually intended for, based on identifying information in the 
heading of the papers (e.g., Application number, filing date, 
title of invention and inventor(s) name(s)), the Office will 
transfer the papers to the correct application file for which they 
were intended without the need of a petition. 


Section 1.59(c) retains the practice that copies of application 
papers will be furnished by the Office upon request and payment 
of the cost for supplying such copies. 


Section 1.60: Section 1.60 is removed and reserved. 


Section 1.60 is now unnecessary due to the amendment to § 
1.63(d) to expressly permit the filing in a continuation or divi- 
sional application using a copy of the oath or declaration filed 
in the prior application, and to provide (§ 1.63(d)(2)) for the 
filing of a continuation or divisional application by all or by 
fewer than all the inventors named in a prior application. 


See comments relating to § 1.53. 


Section 1.62: Section 1.62 is removed and reserved. 


Section 1.62 is unnecessary due to the addition of § 1.53(d) 
to permit the filing of a continued prosecution application. 


It is anticipated that applications purporting to be applications 
filed under §§ 1.60 or 1.62 will be filed until the deletion of 
§§ 1.60 and 1.62 become well known among patent prac- 
titioners. An application purporting to be an application filed 
under § 1.60 will simply be treated as a new application filed 
under § 1.53 (i.e., the reference to § 1.60 will simply be ignored). 


Applications purporting to be an application filed under § 1.62 
will be treated as continued prosecution applications under § 
1.53(d), and those applications that do not meet the require- 
ments of § 1.53(d) (e.g., continuation-in-part applications or 
continuations or divisional of applications filed before June 
8, 1995) will be treated as improper continued prosecution 
applications under § 1.53(d). Such an improper application 
under § 1.53(d) may be accepted and treated as a proper applica- 
tion under § 1.53(b) by way of petition under § 1.53(e) (and 
submission of the $130 fee pursuant to § 1.17(i)). 


A petition under § 1.53(e) to accept and treat an improper 
application under § 1.53(d) as a proper application under § 
1.53(b) must include: (1) the $130 petition fee; (2) a true copy 
of the complete application designated as the prior application 
in the purported § 1.62 application papers; (3) any amendments 
entered in the prior application; and (4) any amendments sub- 
mitted but not entered in the prior application and directed to 
be entered in the purported § 1.62 application papers. In an 
application purporting to be a continuation or divisional appli- 
cation under § 1.62, the true copy of the prior application will 
constitute the original disclosure of the application under § 
1.53(b), and any amendments entered in the prior application 
or not entered in the prior application but directed to be entered 
in the purported § 1.62 application papers and submitted with 
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the § 1.53(e) petition will be entered in the application under 
§ 1.53(b) and considered by the examiner for new matter under 
35 U.S.C. 112, Jl, and 132. In an application purporting to be 
a continuation-in-part application under § 1.62, the true copy 
of the prior application, any amendments entered in the prior 
application or not entered in the prior application but directed 
to be entered in the purported § 1.62 application papers and 
submitted with the § 1.53(e) petition, and any preliminary 
amendment submitted with the purported § 1.62 application 
will constitute the original disclosure of the application under 
§ 1.53(b). 


See comments relating to § 1.53. 


Section 1.63: Section 1.63(a)(3) is amended to require the post 
office address to appear in the oath or declaration and to have 
the requirement from § 1.41(a) for the full names of the inven- 
tors placed therein. 


Comment 37: Two comments raised the issue regarding the 
continued requirement that both a post office address and a 
residence be supplied and indicated that the residence is not 
required by statute, the post office address is sufficient for 
communication purposes, and that the burden of submitting 
both far outweighs the infrequent need to contact any particular 
inventor by passing counsel so that the residence alone should 
be sufficient. 


Response: Under the proposed comment the applicants would 
still be required to submit either the residence or post office 
address. To request that they also supply the other or state that 
both are the same is not seen to be a significant burden as the 
information is to be supplied on the oath or declaration form 
that they must sign anyway and spaces can be provided to ensure 
that the information is supplied. While neither the residence nor 
the post office address are statutory requirements, the Office 
requires this information for the applicant’s benefit. As more 
than one person may have the same name, a person’s name is 
often not sufficient to provide a unique identification of the 
inventor. Thus, the Office also requires an inventor’s residence 
(which is not required to be sufficiently detailed to suffice as 
a post office address) to specifically identify the person(s) 
named in the oath or declaration as the inventor(s), which is 
acommon practice for legal documents. The post office address 
is also required in the event that the Office finds it necessary 
to directly contact the inventor(s). It is not uncommon for an 
inventor to revoke a power of attorney or authorization of agent 
in a paper providing no address for future correspondence from 
the Office. Also, the Office will need to directly contact the 
inventor if the Office is notified of the death of a sole attorney 
or agent of record (MPEP 406). 


Section 1.63(d) is amended to: (1) relocate its current language 
in a new § 1.63(e); and (2) provide that a newly executed oath 
or declaration is not required under § 1.51(b)(2) and 1.53(f) 
in a continuation or divisional application filed by all or by 
fewer than all of the inventors named in a prior nonprovisional 
application containing an oath or declaration as prescribed by 
§ 1.63, provided that a copy of the executed oath or declaration 
filed in the prior application is submitted for the continuation 
or divisional application and the specification and drawings 
filed in the continuation or divisional application contain no 
matter that would have been new matter in the prior application. 
The copy of the oath or declaration must show the signature 
of the inventor(s) or contain an indication thereon that the oath 
or declaration was signed (e.g., the notation “/s/” on the line 
provided for the signature). 


A continuation or divisional application may be filed under 35 
U.S.C. 111(a) using the procedures set forth in § 1.53(b), by 
providing either: (1) a copy of the prior application, including 
a copy of the oath or declaration in such prior application, as 
filed; or (2) a new specification and drawings and a copy of 
the oath or declaration as filed in the prior application so long 
as no matter is included in the new specification and drawings 
that would have been new matter in the prior application. The 
specification and drawings of a continuation or divisional appli- 
cation is not limited to a reproduction or “true copy” of the 
prior application, but may be revised for clarity or contextual 
purposes vis-d-vis the prior application in the manner that an 
applicant may file a substitute specification (§ 1.125) or amend 


183-409 TMOG-99-8 - QL3 


U.S. PATENT AND TRADEMARK OFFICE 


1218 TMOG 225 
(106) 
the drawings of an application so long as it does not result in 
the introduction of new matter. Of course, 35 U.S.C. 115 
requires that a supplemental oath or declaration meeting the 
requirements of § 1.63 be filed in the continuation or divisional 
application, if a claim is allowed in the continuation or divi- 
sional application which is drawn to subject matter originally 
shown or described in the prior application but not substantially 
embraced in the statement of the invention or claims originally 
presented in the prior application as filed. See § 1.67(b). 


The patent statute and rules of practice do not require that an 
oath or declaration include a date of execution, and the Exam- 
ining Corps has been directed not to object to an oath or 
declaration as lacking either a recent date of execution or any 
date of execution. The applicant’s duty of candor and good 
faith including compliance with the duty of disclosure require- 
ments of § 1.56 is continuous and applies to the continuing 
application. 


A new application containing a copy of an oath or declaration 
under § 1.63 referring to an attached specification is indistin- 
guishable from a continuation or divisional application con- 
taining a copy of an oath or declaration from a prior application 
submitted pursuant to § 1.63(d). Unless an application is sub- 
mitted with a statement that the application is a continuation 
or divisional application (§ 1.78(a)(2)), the Office will process 
such application as a new non-continuing application. Appli- 
cants are advised to clearly designate any continuation or divi- 
sional application as such to avoid the issuance of a filing receipt 
that does not indicate that the application is a continuation or 
divisional. 

To continue the practice in § 1.60(b)(4) of permitting the filing 
of a continuation or divisional application by all or by fewer 
than all of the inventors named in a prior application without 
anewly executed oath or declaration, new § 1.63(d)(2) provides 
that the copy of the oath or declaration submitted for a continua- 
tion or divisional application under § 1.63(d) must be accompa- 
nied by a statement from applicant, counsel for applicant or 
other authorized party requesting the deletion of the names of 
the person or persons who are not inventors in the continuation 
or divisional application. Where the continuation or divisional 
application and copy of the oath or declaration from the prior 
application is filed without a statement from an authorized 
party requesting deletion of the names of any person or persons 
named in the prior application, the continuation or divisional 
application will be treated as naming as inventors the person 
or persons named in the copy of the executed oath or declaration 
from the prior application. Accordingly, if a petition under § 
1.48(a) or (c) was granted in the prior application, an oath or 
declaration filed in a continuation or divisional application 
pursuant to § 1.63(d) should be the oath or declaration also 
executed by the added inventor(s). For situations where an 
inventor or inventors are to be added in a continuation or 
divisional application, see § 1.63(d)(5S). 


The statement requesting the deletion of the names of the 
person or persons who are not inventors in the continuation or 
divisional application must be signed by person(s) authorized 
pursuant to § 1.33(b) to sign an amendment in the continuation 
or divisional application. 


Section 1.63(d)(3) provides for the situation in which the exe- 
cuted oath or declaration of which a copy is submitted for a 
continuation or divisional application was originally filed in a 
prior application accorded status under § 1.47. Section 
1.63(d)(3)(i) requires a copy of any decision granting a petition 
to accord § 1.47 status to such application, unless each non- 
signing inventor(s) or legal representative (pursuant to §§ 1.42 
or 1.43) has filed an oath or declaration to join in an application 
of which the continuation or divisional application claims a 
benefit under 35 U.S.C. 120, 121 or 365(c). Where a nonsigning 
inventor or legal representative (pursuant to §§ 1.42 or 1.43) 
subsequently joins in any application of which the continuation 
or divisional application claims a benefit under 35 U.S.C. 120, 
121 or 365(c), § 1.63(d)(3)(ii) also requires a copy of any oath 
or declaration filed by an inventor or legal representative to 
subsequently join in such application. 


Section 1.63(d)(4) provides that where the power of attorney (or 
authorization of agent) or correspondence address was changed 
during the prosecution of the prior application, the change in 
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power of attorney (or authorization of agent) or correspondence 
address must be identified in the continuation or divisional 
application, or the Office may not recognize in the continuation 
or divisional application the change of power of attomey (or 
authorization of agent) or correspondence address during the 
prosecution of the prior application. 


A newly executed oath or declaration will continue to be 
required in a continuation or divisional application naming an 
inventor not named in the prior application, or a continuation- 
in-part application, and § 1.63(d)(5) expressly states that a 
newly executed oath or declaration must be filed in a continua- 
tion or divisional application naming an inventor not named 
in the prior application. 


New § 1.63(e) provides that a newly executed oath or declara- 
tion must be filed in a continuation-in-part application, which 
application may name all, more, or fewer than all of the inven- 
tors named in the prior application, and includes the language 
relocated from former § 1 .63(d) concerning an oath or declara- 
tion in a continuation-in-part application. 

Comment 38: One comment suggested that the practice of 
permitting the use of an executed oath or declaration of a prior 
application creates a trap for the unwary in the situation in 
which an applicant believes in error that no new matter has 
been added in the “continuation” application and does not file 
a new declaration. 


Response: The situation outlined in the comment is less of a 
trap for the unwary than the situation in which an applicant 
files a substitute specification and believes in error that no new 
matter has been added, in that the error in the “continuation” 
may be corrected by redesignation of the application as a contin- 
uation-in-part and the filing of a new oath or declaration. Never- 
theless, it remains the applicant’s responsibility to review any 
substitute specification or new specification submitted for a 
continuation application to determine that it contains no new 
matter. See MPEP 608.01(q). An applicant is advised to simply 
file a continuing application with a newly executed oath or 
declaration when it is questionable as to whether the continuing 
application adds material that would have been new matter if 
presented in the prior application. 

Comment 39: One comment suggested that the option of sub- 
mitting “a copy of an unexecuted oath or declaration, and a 
statement that the copy is a true copy of the oath or declaration 
that was subsequently executed and filed to complete . . . the 
most immediate prior national application for which priority 
is claimed under 35 U.S.C. 120, 121 or 365(c)” was strange 
at best as the applicant or representative should have a copy 
of the oath or declaration that was filed to complete the prior 
application or could obtain one from Office records. 


Response: The suggestion is adopted. Section 1.63(d) as 
adopted provides that: “{a] newly executed oath or declaration 
is not required under § 1.51(b)(2) and § 1.53(f) in a continuation 
or divisional application filed by all or by fewer than all of 
the inventors named in a prior nonprovisional application con- 
taining an oath or declaration as prescribed by paragraphs (a) 
through (c) of this section, provided that a copy of the executed 
oath or declaration filed in the prior application is submitted 
for the continuation or divisional application.” 

Comment 40: One comment questioned whether § 1.53 (or § 
1.63) is consistent with § 1.48 as to whether the oath or declara- 
tion filed in a continuing application adding an inventor must 
be executed by all of the inventors, or just the added inventor. 


Response: The oath or declaration filed in a continuing applica- 
tion adding an inventor or a continuation-in-part application 
must name and be executed by all of the inventors. Sections 
1.48 and 1.63(e) are consistent in this regard. 


Comment 41: One comment questioned whether, in a continua- 
tion or divisional application following a chain of continuation 
or divisional applications, the copy of the executed oath or 
declaration may be a copy of the oath or declaration filed in 
the immediate prior application (which may itself be a copy 
of an oath or declaration from a prior application), or must be 
a direct copy of the originally executed oath or declaration. 


Response: Section | .63(d) requires a copy of the oath or declara- 
tion from the prior application. In instances in which the oath 
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or declaration filed in the prior application is itself a copy of 
an oath or declaration from a prior application, either a copy 
of the copy of the oath or declaration in the prior application 
or a direct copy of the original oath or declaration is acceptable, 
as both are a copy of the oath or declaration in the prior 
application. See § 1.4(d)(1)(ii). 


Section 1.67: Section 1.67 paragraph (b) is amended to change 
“§ 1.53(d)(1)” to “§ 1.53(f)” for consistency with § 1.53. 


No comments were received regarding § 1.67. 


Section 1.69: Section 1.69(b) is amended to remove the require- 
ment that the translation be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. Section 1.69(b) is also 
amended to clarify the need for a statement that the translation 
being offered is an accurate translation, as in § 1.52 paragraphs 
(a) and (d). 


Two comments were received in regard to § 1.69 that also 
raised similar issues in regard to § 1.52, which comments are 
treated with § 1.52. 


Section 1.78: Section 1.78(a)(1) is amended to remove the 
references to §§ 1.60 and 1.62 in view of the deletion of §§ 
1.60 and 1.62, and to include a reference to an “international 
application entitled to a filing date in accordance with PCT 
Article 11 and designating the United States of America.” 
Section 1.78(a)(2) is amended for consistency with the changes 
to § 1.53, and to provide that “[t}he identification of an applica- 
tion by application number under this section is the specific 
reference required by 35 U.S.C. 120 to every application 
assigned that application number.” 


No comments were received regarding the proposed change to 
§ 1.78. 


Section 1.84: Section 1.84(b) is amended by removing refer- 
ences to the filing of black and white s in design 
applications as in view of the reference in § 1.152 
(g) are amended 
for consistency in regard to the English equivalents (5/8 inch.) 
for 1.5 cm. 


No adverse comments were received regarding the proposed 
change to § 1.84. 


unnecessary 
to § 1.84(b). Section 1.84 paragraphs (c) and 


Section 1.91: The title of § 1.91 is amended to clarify that a 
certain type of material is not generally admitted in the file 
record by substitution of “admitted” for “required.” 


Section 1.91 is also amended to clarify the type of material that 
is not generally admitted into the file record of an application. 
Section 1.91(a) specifically requires a petition (with the fee set 
forth in § 1.17(i)) including an appropriate showing why nage 4 
of the model or exhibit into the file record is 

demonstrate patentability, unless the model or exhibit: (1) - 
stantially conforms with § 1.52 or § 1.84; or (2) was required 
by the Office. 


Section 1.91 is also amended to state that a model, working 
model or other physical exhibit, whose submission by appli- 
cants is generally not permitted, may be required by the Office 
if deemed necessary for any purpose in the examination of the 
application. This language is moved from § 1.92. 


Comment 42: Several adverse comments were received 
expressing concern that the addition of the term “exhibits” to 
the bar against admission of models, unless specifically required 
by the Office, would prevent applicants from making their 
best possible case for patentability, and that exhibits would be 
interpreted by the Office as barring two-dimensional as well 
as three-dimensional exhibits. 


Response: The preamble of the proposed rule indicated that 
the change to the rule is in the nature of a clarification and not 
a change in practice. Further clarification has been added to 
the rule by reference to § 1.52 or § 1.84 and to the instant 
discussion of the rule to indicate that the use of the term 
“exhibits” is in the nature of other three-dimensional models, 
such as videos, and will not bar two-dimensional exhibits cur- 
rently being accepted. Additionally, a petition route has been 
added to the rule that would permit entry of three-dimensional 
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models or exhibits where they are necessary to establish patent- 
ability. Section 1.91 is also amended to expressly provide for 
the filing of a petition thereunder (rather than to require the 
filing of a petition under § 1.183) such that an applicant may 
gain entry of a model or exhibit, without a showing of an 
extraordinary situation where justice requires grant of the relief 


sought. 


The fact that a three-dimensional model or exhibit will not 
generally be entered in the record absent an appropriate showing 
does not prevent an applicant from showing the exhibit to the 
examiner for purposes of clarifying the examiner’s under- 
standing of the invention and reducing the model or exhibit to 
two-dimensional conformance with § 1.52 or § 1.84 for entry 
of that reduction to the record (which issues are separate and 
distinct from the questions as to whether the later presented 
material was originally required for an understanding of the 
invention and its subsequent addition being subject to a new 
matter objection under 35 U.S.C.132). 


Due to the unusual difficulties of storage for three-dimensional 
materials and little demonstrated need for their presence in the 
file record over what would be provided for via petition under 
§ 1.91, it is not seen to be appropriate to permit unrestricted 
entry of three-dimensional exhibits in the file record. 


Section 1.92: Section 1.92 is removed and reserved and the 
language transferred to § 1.91(b) for improved contextual pur- 
poses. 


No comments were received regarding the proposed change to 
§ 1.92. 


Section 1.97: Sections 1.97(c) through (e) are amended by 
replacement of “certification” by “statement” (see comments 
relating to § 1.4(d)), and by clarifying the current use of “state- 
ment” by the terms “information disclosure.” 


Section 1.97(e)(2) is further amended to replace “or” by “and” 
to require that no item of information contained in the informa- 
tion disclosure statement was cited in a communication from 
a foreign patent office in a counterpart foreign application, and, 
to the knowledge of the person signing the statement, after 
making reasonable inquiry, no item of information contained 
in the information disclosure was known to any individual 
designated in § 1.56(c) more than three months prior to the 
filing of the information disclosure statement. The use of “and” 
rather than “or” is in keeping with the intent of the rule as 
expressed in the MPEP609(B)(2)(ii), that the conjunction be 
conjunctive rather than disjunctive. The mere absence of an 
item of information from a foreign patent office communication 
was clearly not intended to represent an opportunity to delay 
the submission of the item when known more than three months 
prior to the filing of an information disclosure statement to an 
individual having a duty of disclosure under § 1.56. 


No comments were received regarding the proposed change to 
§ 1.97. 


Section 1.101: Section 1.101 is removed and reserved as relating 
to internal Office instructions. 


Comment 43: A number of comments opposed the deletion of 
the rules that solely govern Office procedure. The reasons 
given for this opposition are: (1) the Office should subject 
its procedures to the notice and comment provisions of the 
Administrative Procedure Act (APA); (2) the inclusion of such 
procedures in the rules of practice imparts the force and effect 
of law to such procedures; (3) the greater deference given to 
procedures set forth in the rules of practice, rather than the 
MPEP, during court action. 


Response: The CCPA has held that applicants before the Office 
are entitled to rely not onlyon the patent statute and rules 
of practice, but on the provisions of the MPEP, during the 
prosecution of an application for patent. See In re Kaghan, 387 
F.2d 398, 401, 156 USPQ130, 132 (CCPA 1967). Thus, there 
is in practice little, if any, benefit to applicants before the Office 
in having the Office procedure set forth in the rules of practice, 
rather than the MPEP. In any event, no comment pointed to any 
specific decision, and the Office is not aware of any decision, in 
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which the result turned on the inclusion of Office procedure 
in the rules of practice (rather than simply in the MPEP). 


Nevertheless, in view of the concern expressed in the comments 
as to the rules of practice setting forth the fundamentals of 
the examination of an application, the Office will retain the 
substance of §§ 1.104 and 1.105 in the rules of practice. See 
In re Phillips, 608 F.2d 879,883 n.6, 203 USPQ 971, 974 n.6 
(CCPA 1979) (although irrelevant to the result, the Office was 
criticized for piecemeal examination contrary to §§ 1.104 and 
1.105). The substance of §§ 1.104, 1.105, 1.106, 1.107, and 
1.109, however, will be combined into § 1.104 paragraphs (a)- 
(e). 


The Office will also retain § 1.351 in the rules of practice, as 
it has been relied upon as the notice that the Office will provide 
conceming changes to the rules of practice in 37 CFR Part 1. 
See In re Nielson, 816 F.2d 1567, 1571, 2 USPQ2d 1525, 
1527 (Fed. Cir. 1987). Finally, the Office will retain § 1.181 
paragraphs (d), (e), and (g) to avoid confusing petition practice, 
and § 1.325 to avoid confusion as to the requirements for 
correction of a patent. 


The Office, however, will delete §§ 1.101, 1.108, 1.122, 1.184, 
1.318, and 1.352 from 37 CFR Part 1. The procedures set forth 
in §§ 1.101, 1.122, 1.184 and 1.318 do not provide meaningful 
safeguards to applicants (e.g., § 1.101 does not ensure or give 
an applicant the right to examination of an application within 
any reasonably specific time frame). The proscription in § 1.108 
is simply an administrative instruction based upon the fact that, 
unless otherwise publicly available, abandoned applications do 
not constitute prior art under 35 U.S.C. 102 (and thus 103). 
Finally, as former § 1.352 included a “whenever required by 
law” prerequisite, it provided no independent requirement that 
the Office publish proposed rule changes for comment. 


Section 1.102: Section 1.102(a) is amended to remove the 
requirement that the showing be verified in accordance with 
the change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.102. 


Section 1.103: Section 1.103(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.103. 


Section 1.104: Section 1.104 is amended to include paragraphs 
(a) through (e) including the substance of former §§ 1.104, 
1.105, 1.106, 1.107, and 1.109. The re-writing of §§ 1.104, 
1.105, 1.106, 1.107, and 1.109 as § 1.104(a) through (e) involves 
no change in substance. 


See comment relating to § 1.101. 

Section 1.105: Section 1.105 is removed and reserved as the 
subject matter was transferred to § 1.104(b). 

See comment relating to § 1.101. 

Section 1.106: Section 1.106 is removed and reserved as the 
subject matter was transferred to § 1.104(c). 

See comment relating to § 1.101. 

Section 1.107: Section 1.107 is removed and reserved as the 
subject matter was transferred to § 1.104(d). 

See comment relating to § 1.101. 

Section 1.108: Section 1.108 is removed and reserved as relating 
to internal Office instructions. 

See comment relating to § 1.101. 

Section 1.109: Section 1.109 is removed and reserved as the 
subject matter was transferred to § 1.104(e). 

See comment relating to § 1.101. 


Section 1.111: Section 1.111 is amended to consistently refer 
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to a “reply” to an Office action. The prior section used the 
term “response” and “reply” in an inconsistent manner and 
created some confusion. Paragraph (b) of § 1.111 is also 
amended to explicitly recognize that a reply must be reduced 
to a writing which must point out the specific distinctions 
believed to render the claims, including any newly presented 
claims, patentable. It is noted that an examiner’s amendment 
reducing a telephone interview to writing would comply with 
§ 1.2. 


Comment 44: One comment asked whether pointing out one 
distinction is sufficient or must applicant provide an exhaustive 
list of all distinctions. Additionally, inquiry is made as to 
whether it is sufficient to point out the impropriety of a rejection 
under 35 U.S.C. 102 that should have been a rejection under 
35 U.S.C. 103, or must a rejection under 35 U.S.C. 103 be 
anticipated and answered. 


Response: A distinction should be kept in mind between what 
is necessary for a reply to be considered sufficient to continue 
prosecution of the application and what will advance the appli- 
cation to issuance in the most efficient manner. While pointing 
out only one distinction, such as why a rejection under 35 U.S.C. 
102 is inappropriate, would comply with the requirements of 
§ 1.111, advancement of the prosecution of the application 
would best be served by pointing out all possible distinctions, 
so that if the t for one distinction is not persuasive, 
another may be. Similarly, anticipation of and argument against 
a rejection under 35 U.S.C. 103 where a rejection under 35 
U.S.C. 102 should have been made under 35 U.S.C. 103 could 
possibly prevent making of the rejection under 35 U.S.C. 103 
by the examiner and an earlier issuance of the application 
thereby preserving patent term under 35 U.S.C. 154 as amended 
by Pub. L. 103-465. 


Comment 45: Three comments pointed to instances where a 
reply would not necessarily require that distinctions be pointed 
out, such as: (1) where context and arguments presented make 
the distinctions clear beyond doubt; (2) where a prima facie 
case has not been established or motivation for modification 
of a reference is lacking; (3) a secondary reference is from a 
nonanalogous art improperly combined; or (4) no reference has 
been applied. 


Response: The comment has been adopted to the extent that 
the paragraph (b) of the rule has been amended to refer to 
“any” rather than “the” applied references. Any argument that 
would make the distinctions clear beyond doubt would seem 
to require identification of the distinctions therein. Where a 
reply contains an argument that motivation for a modification 
of a reference made by an examiner does not exist, or that a 
nonanalogous secondary reference has been improperly com- 
bined, the identification of the claim element involved and the 
particular factual basis that makes the modification or combina- 
tion relating to that claim element inappropriate are necessary 
elements of a reply. That an applicant considers a rejection, 
objection, or other requirement in an Office action to be inap- 
propriate does not relieve the applicant of the burden under 35 
U.S.C. 133 of prosecuting the application to avoid abandon- 
ment. 


Comment 46: A comment suggested that the requirement for 
supplying claim distinctions for a newly presented claim is at 
odds with the Office’s burden in the first instance of explaining 
any objection or rejection of an applicant’s claim, and that the 
existing requirement that an applicant distinctly and specifically 
point out the errors in the examiner’s action and reply to every 
ground of objection and rejection are sufficient without the 
added language. Another comment noted that it is believed that 
the rule already requires that specific distinctions be supplied 
and questions what new requirements are being added by that 
additional language. 


Response: To the extent that the already existing language 
would require that claim distinctions be presented, the added 
language is seen to clarify what is required of an applicant in 
ee ane teem ont es saat to be shi wih 
the Office’s burdenin first going forward with a rejection of 


the claims. Once a claim is rejected, there is a duty on applicants 
under § 1.111 to provide an appropriate reply as defined therein 
for applicant to be entitled to reconsideration or further exami- 
nation. 


OFFICIAL GAZETTE 


January 5, 1999 


Section 1.112: Section 1.112 is amended to remove as unneces- 
sary the statement that “any amendments after a second Office 
action must ordinarily be restricted to the rejection, objections 
or requirements made in the office action” to reflect actual 
practice, in which amendments after the second action need 
not be restricted to the rejection or the objections or require- 
ments set forth in an Office action. The heading of § 1.112 is 
also amended to add “before final action” to clarify that such 
reconsideration does not apply after a final Office action. 


No comments were received regarding the proposed change to 
§ 1.112. 


Section 1.113: Section 1.113(a) is amended to add “by the 
examiner” after “examination or consideration,” change “objec- 
tions to form” to “objections as to form” for clarity, and replace 
“response” with “reply” in accordance with the change to § 
1.111. 


Section 1.113(b) is amended to change “clearly stating the 
reasons therefor” to “clearly stating the reasons in support 
thereof” for clarity. 


Comment 47: A number of comments argued that first action 
final practice should be eliminated without regard to an amend- 
ment to § 1.116 as: (1) 35 U.S.C. 132 does not authorize first 
action final practice; and (2) the filing fee paid in a continuing 
application should entitle an applicant to an examination and 
reexamination in the continuing application. 


Response: The argument that 35 U.S.C. 132 does not authorize 
first action final practice has been considered by the Office 
and rejected in In re Bogese, 22 USPQ2d 1821 (Comm’r Pat. 
1992). Specifically, continuing applications have historically 
been considered part of a continuous proceeding in regard to 
the prior application. /d. at 1827. First action final practice 
denies an applicant the delay inherent in an additional Office 
action in a continuation application, thus compelling the appli- 
cant to draft claims in a continuation application in view of 
the prosecution history of the parent application (i.e., the rejec- 
tions and prior art of record in the parent application), and thus 
make a bona fide effort to define the issues for appeal or 
allowance. Id. at 1824-25. 


In addition, under the current patent fee structure, a significant 
portion of the Office’s costs of examining patent applications 
is recovered through issue and maintenance fees. That is, the 
filing fees required by 35 U.S.C. 41(a)(1)-(4) and § 1.16 for 
an application do not cover the Office’s full costs of examining 
that application pursuant to 35 U.S.C. 131 and 132. Therefore, 
the argument that first action final practice is inherently unfair 
in view of the filing fees paid by the applicant fails to appreciate 
the current patent fee structure. 


Due to the overwhelming opposition to the proposed changes 
to § 1.116 to simplify after final practice, the proposed change to 
§ 1.113 to eliminate first action final practice and the proposed 
changes to § 1.116 to simplify after final practice are not 
adopted in this Final Rule. The Office will give further consider- 
ation to the elimination of first action final practice. 


Comment 48: One comment suggested that § 1.113 should be 
clarified to reflect the intent of the rule change that a first 
action final rejection not issue in a continuation application. 


Response: The proposed change to § 1.113 to prohibit a first 
action final rejection is not being adopted. 


Section 1.115: Section 1.115 has been removed and reserved, 
rather than amended to contain the material of former §§ 1.117 
through 1.118, 1.123 and 1.124. The subject matter proposed 
to be included in § 1.115 has been transferred to § 1.121. The 
change does not constitute a change in substance; the material 
of the deleted sections has simply been rearranged and edited 
for clarity and contextual purposes in § 1.121. The reference 
in § 1.115(6)(2) relating to the rejection of claims containing 
new matter has not been retained in § 1.121 as unnecessary. 


Comment 49: One comment recognizing that the subject matter 
of § 1.118 is transferred to § 1.115 (now § 1.121) noted that 
the particular material of the second and third sentences of 
paragraph (a) of § 1.118(a) was not so transferred and should 
be. 
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Response: While the exact language of the second and third 
sentences of paragraph (a) of § 1.118 was not transferred to 
1.121 (§ 1.115 as originally proposed), the concept is retained 
in § 1.121, paragraphs (a)(6), (b)(5), and (c)(1), in condensed 
form. 


Comment 50: One comment objected to the requirement of 
paragraph (d) of § 1.115 (now § 1.121) where a disclosure 
must be amended to secure correspondence between the claims, 
the specification and the drawings. Forcing the specification 
to parrot the language of new claims, where only new claims 
originally use a term not found in the original disclosure and 
in the original claims, is said to impose an undue burden on 
applicant and jeopardize the validity of all the claims if the 
new term is found to be new matter. 


Response: The comment does not explain why a specification 
containing a later added expression subsequently found to con- 
tain new matter will adversely affect claims that do not contain 
that expression, particularly if a portion of the specification is 
retained that provides support for claims not containing that 
expression. Additionally, the requirement being criticized is 
not a new requirement but was material transferred from § 
1.117. However, the comment was adopted in-part in that § 
1.121, paragraphs (a)(5) and (b)(4), require only “substantial 
correspondence” between the claims, the remainder of the spec- 
ification, and the drawings. 


Comment 51: One comment suggested that the term “sketch” 


in paragraph (e) of § 1.115 (now § 1.121) be broadened to 
“drawing.” 


Response: Sections 1.121(a)(3)(ii) and 1.121(b)(3)(ii) recite 
sketch, which has been interpreted by the Office to include a 
copy. The use of sketch is seen to be the broader term in 
allowing a handwritten alteration of a copy of the previously 
submitted drawing to be done without the need for a color 
copy being obtained. 


Comment 52: One comment suggested that paragraph (f) of § 
1.115 (now § 1.121), requiring no interlineations to appear in 
a clause as finally presented, is inconsistent with the require- 
ments of § 1.121 requiring brackets and underlining of the 
subject matter deleted and added. 


Response: The comment was adopted by clarifying § 
1.121(a)(iii) as adopted by reciting that the interlineation prohi- 
bition relates to previous amendments being depicted in a subse- 
quent amendment, and to limit its applicability to applications 
other than reissue applications (thereby also excluding reexami- 
nation proceedings) in that all changes from the patent are 
required to be shown in reissue applications and reexamination 
proceedings. 


Section 1.116: Section 1.116 is amended by adding the phrase 
“or appeal” to its heading. This change clarifies the current 
practice that paragraphs (b) and (c) apply to amendments filed 
after an appeal, regardless of whether the application was sub- 
ject to a final rejection prior to the appeal. 


Section 1.116(a) is also amended for clarity to limit amend- 
ments after a final rejection or other final action (§ 1.113) to 
those amendments cancelling claims or complying with any 
requirement of form set forth in a previous Office action, and 
replaces the phrase “any proceedings relative thereto” with 
“any related proceedings” for clarity. The amendment does not 
represent a change in practice under § 1.1 16(a) as was originally 
proposed, but merely a clarification of when an applicant is 
entitled to entry of an amendment under § 1.116(a). 


Comment 53: Almost every comment relating to the proposed 
change to § 1.116 to limit entry of amendments after a final 
Office action based on simplification of issues for appeal 
opposed the change. The various rationales included: (1) a 
liberal practice by examiners in entering amendments after 
final rejection based on a willingness to engage in significant 
negotiations after final rejection; (2) an increased burden on 
the Board of Patent Appeals and Interferences (Board); (3) a 
loss of potential patent term under 35 U.S.C. 154 if refiling 
an application was routinely required; (4) a loss of clarity by 
applicant and the examiner of theissues involved, in that it is 
frequently only after the second action that the issues become 
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clarified, particularly as counsel are not aware of the art that 
may actually be applied against the claims and therefore do 
not submit claims that can read over such art; (5) to the extent 
the need to enter amendments causes refiling of an application, 
greater resources from the Office are required as opposed to 
simply entering the amendment in the prior application; (6) 
there will be an increase in the requests for interviews after 
first action; (7) the change represents encouragement for exam- 
iners to cut down on papers entered particularly in view of the 
crediting system; and (8) the proposal is not helpful to applicant 
and is only a revenue generator. 


Several alternative suggestions were made including: (1) a fee 
to have amendments after final entered as a matter of right; 
(2) discretion for examiners to enter any amendment should 
be explicitly stated in the rule; (3) consider substantive amend- 
ments if submitted at least one month in advance of the end of 
the reply period; (4) eliminate applicant’s concern for expedited 
handling of § 1.116 amendments by having a new period for 
appealing or refiling; (5) entry of amendment to solely correct 
rejections under 35 U.S.C. 112, 2, should be permitted; (6) 
first after final submission permitted entry under simplification 
of issuesstandard and any subsequent submission would only 
be permitted under standard as proposed without simplification 
of issues available; (7) merging of a dependent claim into an 
independent claim ought to be explicitly permitted as a matter 
of right; (8) provide a standard of entry dependent upon good 
and sufficient reason as to why the amendment after final was 
not made earlier; (9) permit consideration of the amendment 
for allowable subject matter to save applicant cost of refiling 
for such determination; and (10) change should be linked with 
a prohibition on applying a new reference in a final rejection. 


Response: In view of the issues raised and the alternative sug- 
gestions presented, it has been determined that further study 
is required. The comments have been adopted solely to the 
extent that the proposed change to delete simplification of issues 
for purpose of appeal, as a basis for entry of an amendment after 
final rejection, will not be implemented at this time. 


Section 1.117: Section 1.117 is removed and reserved as the 
subject matter was transferred to § 1.121. 


No comments were received regarding the proposed change to 
§ 1.117. 


Section 1.118: Section 1.118 is removed and reserved and its 
subject matter transferred to § 1.121. 


See first comment related to § 1.115. 


Section 1.119: Section 1.119 is removed and reserved as dupli- 
cative of the provisions of §§ 1.111 and 1.121. 


No comments were received regarding the proposed change to 
§ 1.119. 


Section 1.121: Section 1.121, paragraphs (a) through (f), are 
replaced with paragraphs (a) through (c), which separately treat 
amendments in non-reissue nonprovisional applications (para- 
graph (a)), amendments in reissue applications (paragraph (b)), 
and amendments in reexamination proceedings (paragraph (c)). 
The intent of the changes is to retain amendment practice in 
regard to non-reissue applications prior to the changes proposed 
in the Notice of Proposed Rulemaking and to make final the 
changes in amendment practice in regard to reissue applications 
proposed in the Notice of Proposed Rulemaking, except for 
requiring copies of all claims as of the date of submission of 
an amendment and a constructive cancellation in their absence. 
Additionally, while retaining the previous amendment practice 
in non-reissue applications, the regulations have been clarified 
by deletion of §§ 1.115, 1.117 through 1.118, 1.123, and 1.124 
and placement of subject matter thereof in § 1.121. 


Comment 54: Most comments received on the proposed change 
in amendment practice as it relates to non-reissue applications 
to bring it into line with reissue and reexamination amendment 
practices were very negative. In particular, the proposed 
changes to present a complete copy of the claims when any 
amendment to the claims is made, and to hold a constructive 
cancellation for any claim copy not presented were alarming. 
However, similar comments were not received in regard to the 
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proposed changes to bring reissue and reexamination practice 
closer together. 


Response: The comments were adopted in that the proposed 
changes, other than clarifications of current practice, will not 
be implemented now and further study will be undertaken to 
include suggestions presented in regard to this rule. 


Comment 55: Several comments offered suggestions and 
requested clarifications: (1) whether this was an attempt to 
push the practice closer to PCT where substitute pages are 
used; (2) use of different markings such as strikeouts of word 
processors; (3) only requirecomplete copy of claims at issue; 
(4) only have a status listing of all claims not complete copy 
with each response; (5) continuations or divisions should be 
filed showing markups; (6) require only that new claims pages 
be substituted; (7) objection to the submission of a separate 
complete set of claims in addition to the amendments being 
made; (8) some instances separate set may be appropriate and 
not too much of a burden; and (9) there should beexception, 
liberal reinstatement, or rebuttable presumption for constructive 
cancellation if clerical omission. 


Response: Paragraphs (a) and (b) of § 1.121 each separately 
treat amendment of the specification (paragraphs (a)(1) and 
(b)(1)), and of the claims (paragraphs (a)(2) and (b)(2)). In 
comparing amendment practice to the specification for non- 
reissue and reissue applications, all amendments in the reissue 
application are to be made relative to (i.e., vis-d-vis) the specifi- 
cation (including the claims) and drawings of the original patent 
as of the date of the filing of the reissue application. Changes 
are shown using underlining and bracketing relative to the 
patent specification. In addition, the entire paragraph of disclo- 
sure with the changes and the entire claim with the changes 
must be presented, in making the amendment. On the other 
hand, amendments in a non-reissue application are to be made 
relative to prior amendments (with underlining and bracketing 
in a reproduced claim reflecting changes made relative to the 
prior amendment), and insertions and deletions can be made 
without reproducing the entire paragraph of disclosure or the 
entire claim. Further (for a non-reissue application), in 
amending the text of the disclosure other than the claims, 
changes are not shown by underlining and bracketing, even 
where a paragraph of disclosure is reproduced. 


Paragraph (a) of § 1.121 relates to amendments in non-provi- 
sional applications, other than reissue applications, and retains 
a reference to § 1.52. Paragraph (a)(1) relates to the manner 
of making amendments in the specification, other than in the 
claims. Paragraph (a)(1)(i) requires the precise point in the 
specification to be indicated where an addition is to be inserted. 
Paragraph (a)(1)(ii) requires the precise point in the specifica- 
tion to be indicated where a deletion is to be made. This should 
be compared to addition or cancellation of material from the 
patent specification in a reissue application (paragraph 
(b)(1)(ii)) or in are examination proceeding (§ 1.530(d)(1)(ii), 
e.g., by way of a copy of the rewritten material). An amendment 
containing deletions mixed with additions will be treated 
according to both paragraphs (a)(1)(i) and (a)(1)(ii). Amend- 
ments to the specification, additions or deletions, do not require 
markings, only identification of an insertion point. However, 
where the changes made are not readily apparent the applicant 
may be requested by the examiner to provide an explanation 
of the changes or a marked up copy showing the changes made. 
Paragraph(a)(1)(iii) provides that to reinstate matter previously 
deleted it must be reinstated by a new amendment inserting 
the matter. 


Paragraph (a)(2) of § 1.121 relates to the manner of making 
amendments in the claims of a non-reissue application. Para- 
graph (a)(2)(i) permits amendment by instructions to the Office 
for a deletion, paragraph (a)(2)(i)(A), or for an addition limited 
to five words in any one claim, paragraph (a)(2)(i)(B). The 
ability to provide directions to the Office for the handwritten 
deletion of five words or less for each claim does not encompass 
deletion of equations, charts or other non-word material. Para- 
graph (a)(2)(ii) sets forth that a claim may be amended by a 
direction to cancel the claim, or by rewriting the claim with 
markings showing material to be added and deleted. Addition- 
ally, previously rewritten claims are required to be so marked 
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and not to have interlineations showing amendment(s) previous 
to the one currently being submitted. 


Paragraph (a)(3) of § 1.121 clarifies that amendments to the 
original application drawings for non-reissue applications are 
not permitted and are to be made by way of a substitute sheet 
for each original drawing sheet that is to be amended. The 
paragraph contains material from cancelled § 1.115. 


Paragraph (a)(4) of § 1.121 requires that any amendment pre- 
sented in a substitute specification must be presented under the 
provision of this section either prior to or concurrent with 
the submission of the substitute specification. The paragraph 
contains material from cancelled § 1.115. 


Paragraph (a)(5) of § 1.121 requires amendment of the disclo- 
sure in certain situations (i.e., to correct inaccuracies of descrip- 
tion and definition) and to secure substantial correspondence. 
The paragraph contains material from cancelled § 1.117. The 
previous requirement for “correspondence” has been modified 
by use of “substantial correspondence.” See comments to § 
1.115. 


Paragraph (a)(6) prohibits the introduction of new matter into 
the disclosure of a non-reissue, non-provisional application. 


Paragraph (b) of § 1.121 applies to amendments in reissue 
applications. Paragraph (b)(1) of § 1.121 relates to the manner 
of making amendments to the specification, other than in the 
claims, in reissue applications. Paragraph (b)(1)(i) requires that 
amendments including deletions be made by submission of a 
copy of one or more newly added or rewritten paragraphs with 
markings, except that an entire paragraph may be deleted by 
a statement deleting the paragraph without presentation of the 
text of the paragraph. Paragraph (b)(1)(ii) requires indication 
of the precise point in the specification where the paragraph 
which is being amended is located. When a change in one 
sentence, paragraph or page results in only format changes to 
other pages (e.g., shifting of non-amended text to subsequent 
pages) not otherwise being amended, such format changes are 
not to be submitted. Compare to amendments to the specifica- 
tion, other than in the claims, of non-reissue applications 
wherein deletions are permitted, paragraph (a)(1)(ii) of this 
section. Paragraph (b)(1)(iii) defines the marking set forth in 
paragraph (b)(1)(ii) of this section. Proposed paragraph 
(b)(1)(iii), relating to a requirement for submission of all 
amendments be presented when any amendment to the specifi- 
cation is made, was not implemented. 


Paragraph (b)(2) of § 1.121 relates to the manner of making 
amendments to the claims in reissue applications. Paragraph 
(b)(2)(iMA) of § 1.121 requires the entire text of each patent 
claim that is being amended by the current amendment and of 
each claim being added by the current amendment. Requests 
that the Office hand-enter changes of five or less words, former 
§ 1.121(c)(2), will no longer be permitted. Pending claims, 
whether previously amended or not, that are not being amended 
by the current amendment are not to be resubmitted. This 
procedure is different from § 1.121(a)(2)(i)(B), which permits 
requests that the Office hand-enter changes of five or less words 
in a non-reissue application. Additionally, provision is made 
for the cancellation of a patent claim by a direction to cancel 
without the need for marking by brackets. Paragraph 
(b)(2)(i)(B) requires that t claims not be renumbered. 
Paragraph (b)(2)(i)(C) identifies the type of marking required 
by paragraph (b)(2)(i)(A), single underlining for added material 
and single brackets for material deleted. 


Paragraph (b)(2)(ii) of § 1.121 requires that each amendment 
submission set forth the status (i.e., pending or cancelled) of 
all patent claims and all added claims as of the date of the 
submission, as not all claims (non-amended claims) are to 
be presented with each submission, paragraph (b)(2)(iv). The 
absence of submission of the claim status would result in an 
incomplete reply (§ 1.135(c)). 


Paragraph (b)(2)(iii) of § 1.121 requires that each claim amend- 
ment be accompanied by an explanation of the support in the 
disclosure of the patent for the amendment. The absence of an 
explanation would result in an incomplete reply (§ 1.135(c)). 


Comment 56: One comment requested that the Office clarify 
how an applicant would satisfy this requirement when the 
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amendment involves a simple editorial change, or when the 
amendment uses terms that find no explicit support in the 
patent. 


Response: When it is clear that the amendment simply involves 
an editorial change and doesnot add material for which support 
in the disclosure is required, the reply may simply explain that 
the amendment is merely making an editorial change. When 
the amendment uses terms that find no explicit support in the 
specification, the reply must set forth where the specification 
provides, at least implicitly, support for the amendment as 
required by 35 U.S.C. 112, i. In addition, an amendment to 
the specification to secure correspondence between the specifi- 
cation and the claims will also be required. See § 1.75(d)(1) 
and MPEP 608.01(0). Obviously, an amendment that does not 
find either explicit or at least implicit support in the specification 
as required by 35 U.S.C. 112, 4], is not permitted. See 35 
U.S.C. 251, Jl, (last sentence). 


Proposed paragraphs (b)(2)(iv) and (v) of this section, relating 
to a requirement for presentation of all amendments as of the 
date any amendment to the claims is made, and to the treatment 
of the failure to submit a copy of any added claim as a direction 
to cancel that claim, were not implemented. 


Paragraph (b)(3) of § 1.121 clarifies that amendments to the 
patent drawings are not permitted and that any change must 
be by way of a new sheet of drawings with the amended figures 
being identified as “amended” and with added figures identified 
as “new” for each sheet that has changed. The paragraph con- 
tains material from cancelled § 1.115. 


Paragraph (b)(4) of § 1.121, added in view of the deletion of 
§ 1.115 paragraph (d), requires amendment of the disclosure 
in certain situations (i.e., to correct inaccuracies of description 
and definition) and to secure substantial correspondence 
between the claims, the remainder of the specification, and the 
drawings. The previous requirement for “correspondence” has 
been modified by use of “substantial correspondence.” See 
comments to § 1.115. 


Paragraph (b)(S) of § 1.121, containing material transferred 
from proposed paragraph (b)(2)(vi) (now deleted), clarifies that: 
(1) No reissue patent will be granted enlarging the scope of 
the claims unless applied for within two years from the grant 
of the original patent (additional broadening outside the two- 
year limit is appropriate as long as some broadening occurred 
within the two-year period, /n re Doll, 419 F.2d 925, 164 USPQ 
218 (CCPA1970)); and (2) no amendment may introduce new 
matter or be made in an expired patent. 


pee (b)(6) of § 1.121 has been added to clarify that 

all amendments must be made relative to (i.e., vis-a-vis) the 
specification (including the claims) and drawings of the original 
patent as of the date of the filing of the reissue application. 
If there was a prior change to the patent (made via a prior 
reexamination certificate, reissue of the patent, certificate of 
correction, etc.), the first amendment must be made relative to 
the patent specification aschanged by the prior proceeding or 
other mechanism for changing the patent. In addition, all 
amendments subsequent to the first amendment must be made 
relative to the patent specification in effect as of the date of 
the filing of the reissue application, and not relative to the prior 
amendment. 


Paragraph (c) of § 1.121 clarifies that amendments in reexami- 
nation proceedings are to be made in accordance with § 
1.530(d). 


Section 1.121 as applied to reissue applications does not provide 
for replacement pages whereby a new page would be physically 
substituted for a currently existing page. However, an applicant 
can direct that a page or pages (Page(s) ”) be can- 
celled and that updated materials be inserted in its place. 


The wide availability of word processing should enable appli- 
cants to more easily submit updated material providing greater 
accuracy and thereby eliminating the need for the Office to 
hand-enter amendments. To that end, § 1.125 is amended to 
reflect current practice that a substitute specification may be 
submitted in an application, other than a reissue application, 
at any point up to payment of the issue fee as a matter of 
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right, provided that such substitute specification is submitted 
in compliance with the requirements set forth in § 1.125. 


Section 1.122: Section 1.122 is removed and reserved as repre- 
senting internal Office instruction. 


See comments related to § 1.101. 


Section 1.123: Section 1.123 is removed and reserved and its 
subject matter transferred to § 1.121 for better context. 


No comments were received regarding the proposed change to 
§ 1.123. 


Section 1.124: Section 1.124 is removed and reserved and its 
subject matter transferred to § 1.121 for better context. 


No comments were received regarding the proposed change to 
§ 1.124. 


Section 1.125: Section 1.125 is amended by addition of. para- 
graphs (a) through (d). Section 1.125(a) retains the current 
practice that a substitute specification may be required by the 
examiner and has been clarified to note that if the legibility of 
the application papers shall render it difficult to consider the 
application, the Office may require a substitute specification. 


Section 1.125 is amended in view of the continued tion 
application under § 1.53(d), to reflect the current liberalized 
practice as set forth in MPEP 608.01(q), and to delete the 
verification requirement for the no new matter statement. See 
comments to § 1.4(d). 


Section 1.125(b) specifically provides for the filing of a substi- 
tute specification, excluding the claims, at any point up to 
payment of the issue fee, if it is accompanied by: (1) a statement 
that the substitute specification includes no new matter, and 
(2) a marked-up copy of the substitute specification showing 
the matter being added to and the matter being deleted from 
the specification of record (i.e., the specification to be replaced 
by the substitute specification). While § 1.125(b)(2) requires 
the marked-up copy show the additions and deletions, it does 
not require that such additions and deletions be shown by 
underlining and bracketing. Rather, it permits the use of other 
indicia (e.g., redlining and strikeouts) to show additions and 
deletions so that the document-compare feature of conventional 
word-processing programs can be used to produce the marked- 
up substitute specification. 


Section 1.125(b), as proposed, would have required that a sub- 
stitute specification contain only changes that were previously 
or concurrently submitted by an amendment under § 1.121. 
The Office, however, is not adopting this proposal. Creating 
a copy of the substitute specification showing the additions 
and deletions is relatively easy using the document-compare 
feature of a conventional word-processing program, when com- 
pared to the burden of preparing an amendment under § 
1.121(a)(1) showing numerous changes to a specification. Thus, 
the Office is adopting the requirement currently set forth in 
MPEP 608.01 (q) for a marked-up copy of the substitute specifi- 
cation showing the additions and deletions. 


Comment 57: One comment stated that it is not clear exactly 
what is to be submitted with the substitute specification under 
paragraph (b)(2) of this section even though paragraph (c) 
requires it to be in clean form without markings. 


Response: Section 1.125 requires an applicant filing a substitute 
specification to submit:(1) the substitute specification in clean 
form without markings (§ 1.125(c)); (2) a marked-up copy 
showing the additions and deletions relative to the specification 
it is replacing (§ 1.125(b)(2)); and (3) a statement that the 
substitute specification includes no new matter (§ 1.125(b)(1)). 


Section 1.125(c) is amended to clarify that a substitute specifi- 
cation is to be submitted without markings as to amended 
material. 


Section 1.125(d) does not permit a substitute specification in 
reissue or reexamination proceedings as markings for changes 
from the patent are required therein. 


Section 1.126: Section 1.126 is amended to delete the phrase 
, except when presented in accordance with § 1.121(b)” for 
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consistency with the change to § 1.121. 
No comments were received regarding § 1.126. 


Section 1.133: Section 1.133(b) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
L111. 


No comments were received regarding the proposed change to 
§ 1.133. 


Section 1.134: Section 1.134 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
L111. 


No comments were received regarding the proposed change to 
§ 1.134. 


Section 1.135: Section 1.135 paragraphs (a) and (c) are amended 
by replacement of “response” with “reply” in accordance with 
the change to § 1.111. Section 1.135(b) is amended to clarify 
that the admission of or refusal to admit any amendment after 
final rejection, and not just an amendment not responsive to 
the last Office action, shall not operate to save the application 
from abandonment. 


Section 1.135(c) is amended to provide that a new “time period” 
under § 1.134 may be given if a reply to anon-final Office action 
is substantially complete but consideration of some matter or 
compliance with some requirement has been inadvertently 
omitted. This replaces the practice in which an applicant may 
be given an opportunity to supply the omission through the 
setting of a “time limit” of one month that is not extendable. 
Under § 1.135(c) as adopted, a one-month shortened statutory 
time period will generally be set enabling an applicant to peti- 
tion for extensions of time under § 1.136(a). Where 35 U.S.C. 
133 requires a period longer than one month (i.e., actions mailed 
in the month of February), a shortened statutory period of 30 
days will be set. 


The setting of a time period for reply under § 1.134 (rather 
than a time limit) results in the date of abandonment (when 
no further reply is filed) being the expiration of the new time 
period rather than the date of expiration of the period of reply 
set in the original Office action for which an incomplete reply 
was filed. Thus, the amendment to § 1.135(c) permits the filing 
of a continuing application as an alternative to completing the 
reply, whereas the previous practice required an applicant to 
complete the reply that was held to be incomplete orelse the 
application was held to be abandoned (retroactively) as of the 
expiration of the original period for reply. Thus, applicants had 
to file an unnecessary reply to preservependency where their 
only intent was to file a continuing application. Section 
1.135(c), as amended, sets forth a new period within which a 
continuing application can be filed, without the applicant having 
to supply the omission in the prior application to preserve 
pendency. In addition, applicant may file any other reply as 
may be appropriate under § 1.111, regardless of whether a 
continuing application is filed. 


Comment 58: Two comments objected to the change on the 
basis that it is subject to intentional misuse. It is argued that 
it encourages an applicant to send in piecemeal replies and 
permits use of the time period as a subterfuge for extending 
prosecution as § 1.135(c) does not specify how many times an 
incomplete reply can be given. 


Response: 35 U.S.C. 154 as amended by Pub. L. 103-465 should 
provide the necessary incentive for applicants to prosecute an 
application without undue delay. Additionally, the examiner 
can determine that the failure to provide a complete reply was 
not “inadvertent” (especially where an applicant was previously 
notified of the deficiencies in the reply), and not set a period 
under § 1.135(c). 


Comment 59: One comment suggested amending § 1.135(c) 
from “may” to “shall” so that an examiner must provide an 
opportunity to an applicant to complete a reply, and that § 
1.135(c) should not be limited to replies to non-final Office 
actions so that if an application is in condition for allowance 
except for an inadvertent omission it would be beneficial for 
all parties to provide the same benefit as for non-final actions. 
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Response: The term “may” is used rather than “shall” to 
encourage applicants to provide a complete reply, in that an 
applicant providing an incomplete reply cannot be certain of 
being provided with an additional time period to prosecute the 
application. 


Section 1.113(a) provides that the only reply to a final Office 
action effective to avoid abandonment of an application is: 
(1) an amendment under § 1.116 that prima facie places the 
application in condition for allowance; or (2) a notice of appeal 
(and appeal fee) under § 1.191. Thus, the only reply under § 
1.113(a) that will ensure that abandonment of the application 
will be avoided is: (1) an amendment under § 1.1 16 that cancels 
all of the rejected claims; or (2) a notice of appeal (and appeal 
fee) under § 1.191 (§ 1.113(a)). That is, an applicant filing a 
proposed amendment under § 1.116 or arguments in reply to 
a final Office action has no assurance that such reply will 
necessarily result in allowance of the application. Given the 
limited nature of the replies under § 1.113 to a final Office 
action, it is not appropriate to provide a time period under § 
1.135(c) to complete a reply to a final Office action. 


Section 1.135(c) is also amended to remove an unnecessary 
reference to consideration of the question of abandonment and 
to clarify that the reply for which applicant may be given a 
new time period to reply to must be a “non-final” Office action. 


Section 1.136: Section 1.136(a)(1) is amended to recite the 
availability of a maximum of five rather than four months as 
an extension of time, subject to any maximum period for reply 
set by statute. For example, when a one-month or 30-day period 
is set for reply to a restriction requirement or for completing 
a reply under §1.135(c), that period may be extended up to the 
six-month statutory (35 U.S.C. 133) maximum. In addition, as 
the two-month period set in § 1.192(a) for filing an appeal 
brief is not subject to the six-month maximum period specified 
in 35 U.S.C. 133, the period for filing an appeal brief may be 
extended up to seven months. 


Comment 60: At least one comment noted that there is no 
statutory authority under 35 U.S.C. 41(a)(8)(C) for the $2,010 
amount set for the fifth month extension of time. 


Response: See the response to comment 5. 


Section 1.136(a)(1) is also amended by replacement of 
“respond” with “reply” in accordance with the change to § 
1.111 and for clarification. 


Section 1.136(a)(2) is amended by replacement of “respond” 
with “reply” in accordance with the change to § 1.111 and 
other clarification changes. 


Comment 61: One comment questioned whether the addition 
in paragraph (a)(2) of § 1.136 that requires a reply to be filed 
prior to the expiration of the period of extension to avoid 
abandonment of the application will affect the timely filing of 
a reply under §§ 1.8 or 1.10 where the mail date rather than 
the receipt date is the end of the period for reply. 


Response: The referred to addition has been noted to be a 
clarification and not a change in practice. The added language 
does not change current practice under §§ 1.8 and 1.10. 


Section 1.136 is amended by addition of paragraph (a)(3) that 
provides for the filing in an application a general authorization 
to treat any reply requiring a petition for an extension of time 
for its timely submission as containing a request therefor for 
the appropriate length of time. The authorization may be filed 
at any time prior to or with the submission of a reply that 
would require an extension of time for its timely submission, 
including submission with the application papers. Previously, 
the mere presence of a general authorization, submitted prior 
to or with a reply requiring an extension of time, to charge all 
required fees does not amount to a petition for an extension 
of time for that reply (MPEP 201.06 and 714.17) and under 
the proposed amended rule the submission of a reply requiring 
an extension of time for its timely submission would not be 
treated as an inherent petition for an extension of timeabsent 
an authorization for all necessary extensions of time. The Office 
will continue to treat all petitions for an extension of time as 
requesting the appropriate extension period notwithstanding an 
inadvertent reference to a shorter period for extension and 
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will liberally interpret comparable papers as petitions for an 
extension of time. Applicants are advised to file general authori- 
zations for payment of fees and petitions for extensions of time 
as separate papers rather than as sentences buried in papers 
directed to other matters (such as an application transmittal 
letter). The use of individual papers directed only to an exten- 
sion of time or to a general authorization for payment of fees 
would permit the Office to more readily identify the presence 
of such items and list them individually on the application file 
jacket, thus facilitating future identification of these authoriza- 
tions. 


Comment 62: Two comments requested that it be clarified 
whether the reference to submission of a paper with an authori- 
zation is to be construed as allowing for submission of a stan- 
dard sentence in a general reply to an Office action that includes 
a check box on anapplication transmittal form. 


Response: The comments have been adopted and the proposed 
language of paragraph (a)(3) of § 1.136 modified to replace 
the reference to “paper” with “written request.” 


Section 1.136(a)(3) is additionally amended to provide that 
general authorizations to charge fees are effective to meet not 
only the requirement for the extension of time fee for replies 
filed concurrent or subsequent to the authorization but also 
represent a constructive petition for an extension of time, which 
is a change from current practice wherein a general authoriza- 
tion to charge additional fees does not represent a petition 
for an extension of time, which petition must be separately 
requested. 


Section 1.136(a)(3) also includes the sentence “[s]ubmission of 
the fee set forth in § 1.17(a) will also be treated as a constructive 
petition for an extension of time in any concurrent reply 
requiring a petition for an extension of time under this paragraph 
for its timely submission.” This provides for those instances 
in which an applicant files a reply with a check (or other means 
of payment under § 1.23) for the requisite fee under § 1.17(a)(1) 
through (5) for the petition under § 1.136(a) required to render 
such reply timely, but omits a request (i.e., a petition) for an 
extension of time under § 1.136(a). In such instances, the mere 
submission of the appropriate fee will be treated as a construc- 
tive petition for the extension of time to render the reply timely. 


Section 1.136(b) is amended for clarity and to replace the phrase 
“response” with the phrase “reply” for consistency with § 1.111. 


Section 1.137: Section 1.137 is amended to, inter alia, incorpo- 
rate revival of abandoned applications and lapsed patents for 
the failure: (1) to timely reply to an Office requirement in a 
provisional application (§ 1.139); (2) to timely pay the issue 
fee for a design application (§ 1.155); (3) to timely pay the 
issue fee for a utility or plant application (§ 1.316); or (4) to 
timely pay any outstanding balance of the issue fee (§ 1.317) 
(lapsed patents). 


Section 1.137(a) is amended to provide: (1) that it is the para- 
graph that applies to petitions under the “unavoidable” standard; 
(2) that “where the delay in reply was unavoidable, a petition 
may be filed to revive an abandoned application or a lapsed 
patent pursuant to [§ 1.137(a)}”; and (3) the requirements for 
a grantable petition pursuant to § 1.137(a) in paragraphs (a)(1) 
through (a)(4). 


Section 1.137(a)(1) (and § 1.137(b)(1)) are amended to provide 
that a grantable petition pursuant to § 1.137(a) must be accom- 
panied by “[t}he required reply, unless previously filed.” Sec- 
tion 1.137(a)(1) (and § 1.137(b)(1)) is amended to further 
provide that “[iJn a nonprovisional application abandoned for 
failure to prosecute, the required reply may be met by the filing 
of a continuing application” and that “[i}n an application or 
patent, abandoned or lapsed for failure to pay the issue fee or 
any portion thereof, the required reply must be the payment 
of the issue fee or any outstanding balance thereof.” 


Under § 1.137(a)(1) (and § 1.137(b)(1)), a continuing applica- 
tion is a permissive (i.e., “may be met”) reply in a nonprovi- 
sional application abandoned for failure to prosecute, in that 
an applicant in a nonprovisional application abandoned for 
failure to prosecute may file a reply under § 1.111 to a non- 
final Office action or a reply under § 1.113 (e.g., notice of 
appeal) to a final Office action, or may simply file a continuing 
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application as the required reply. The Office, however, may 
require a continuing application (or request for further examina- 
tion pursuant to § 1.129(a)) to meet the reply requirement of 
§ 1.137(a)(1) (or § 1.137(b)(1)) where, under the circumstances 
of the application, treating a reply under §§ 1.111 or 1.113 
would place an inordinate burden on the Office. Exemplary 
circumstances of when treating areply under §§ 1.111 or 1.113 
may place an inordinate burden on the Office are: (1) an applica- 
tion abandoned for an inordinate period of time; (2) the applica- 
tion file containing multiple or conflicting replies to the last 
Office action; and (3) the submission of a reply or replies under 
§ 1.137(a)(1) (or § 1.137(b)(1)) that are questionable as to 
compliance with §§ 1.111 or 1.113. 


While the revival of applications abandoned for failure to timely 
prosecute and for failure to timely pay the issue fee are incorpo- 
rated together in § 1.137, the statutory provisions for the revival 
of an application abandoned for failure to timely prosecute and 
for failure to timely submit the issue fee are mutually exclusive. 
See Brenner v. Ebbert, 398 F.2d 762, 1STUSPQ 609 (D.C. 
Cir.), cert. denied 393 U.S. 926, 159 USPQ 799 (1968). 35 
U.S.C. 151 authorizes the acceptance of a delayed payment of 
the issue fee, if the issue fee “is submitted . . . and the delay 
in payment is shown to have been unavoidable.” 35 U.S.C. 
41(a)(7) likewise authorizes the acceptance of an “unintention- 
ally delayed payment of the fee for issuing each patent.” Thus, 
35 U.S.C. 41(a)(7) and 151 each require payment of the issue 
feeas a condition of reviving an application abandoned or patent 
lapsed for failure to pay the issue fee. Therefore, the filing of 
a continuing application without payment of the issue fee or 
any outstanding balance thereof is not an acceptable proposed 
reply in an application abandoned or patent lapsed for failure 
to pay the issue fee or any portion thereof. 


The Notice of Allowance requires the timely payment of the 
issue fee in effect un the date of its mailing to avoid abandon- 
ment of the application. In instances in which there is an increase 
in the issue fee by the time of payment of the issue fee required 
in the Notice of Allowance, the Office will mail a notice 
requiring payment of the balance of the issue fee then in effect. 
See In re Mills, 12 USPQ2d 1847 (Comm’r Pat. 1989). The 
phrase “for failure to pay the issue fee or any portion thereof” 
applies to those instances in which the applicant fails to pay 
either the issue fee required in the Notice of Allowance or the 
balance of the issue feerequired in a subsequent notice. In such 
instances, the proposed reply must be the issue feethen in effect, 
if no portion of the issue fee was previously submitted, or any 
outstanding balance of the issue fee then in effect, if a portion 
of the issue fee was previously submitted. 


These changes to § 1.137(a)(1) (and § 1.137(b)(1)) are neces- 
sary to incorporate into § 1.137 the revival of abandoned appli- 
cations and lapsed patents for the failure to: (1) timely reply 
to an Office requirement in a provisional application (§ 1.139), 
(2) timely pay the issue fee (§§ 1.155 and 1.316), or (3) timely 
pay any outstanding balance of the issue fee (§ 1.317). 


Section 1.137(a)(3) is amended to provide that a grantable 
petition pursuant to § 1.137(a) must be accompanied by “[a] 
showing to the satisfaction of the Commissioner that the entire 
delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to this 
paragraph was unavoidable.” 


Section 1.137(a) deletes the requirement that a petition there- 
under be “promptly filed after the applicant is notified of, or 
otherwise becomes aware of, the abandonment.” The genesis of 
the “promptly filed” requirement in § 1.137(a) is the legislative 
history of Pub. L. 97-247, § 3, 96 Stat. 317 (1982) (which 
provides for the revival of an “unintentionally” abandoned 
application), which provides, inter alia, that: 


In order to prevent abuse and injury to the public the Commis- 
sioner could require a terminal disclaimer equivalent to the 
period of abandonment and could require applicants to act 
promptly after becoming aware of the abandonment. 


See H.R. Rep. No. 542, 97th Cong., 2d Sess. 7 (1982), reprinted 
in 1982 U.S.C.C.A.N. 771 (emphasis added). 


Nevertheless, 35 U.S.C. 133 and 151 each require a showing 
that the “delay” was “unavoidable,” which requires not only a 
showing that the delay which resulted in the abandonment 
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of the application was unavoidable, but also a showing of 
unavoidable delay until the filing of a petition to revive. See 
In re Application of Takao, 17 USPQ2d 1155 (Comm’r Pat. 
1990). The burden of continuing the process of presenting a 
grantable petition in a timely manner likewise remains with 
the applicant until the applicant is informed that the petition 
is granted. /d. Thus, an applicant seeking to revive an “unavoid- 
ably” abandoned application must cause a petition under § 
1.137(a) to be filed without delay (i.e., promptly upon becoming 
notified, or otherwise becoming aware, of the abandonment of 
the application). 


An applicant who fails to file a petition under § 1.137(a) 
“promptly” upon becoming notified, or otherwise becoming 
aware, of the abandonment of the application will not be able 
to show that “the entire delay in filing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to [§ 1.137(a)] was unavoidable.” The removal of the 
language in § 1.137(a) requiring that any petition thereunder 
be “promptly filed after the applicant is notified of, or otherwise 
becomes aware of, the abandonment” should not be viewed 
as: (1) permitting an applicant, upon becoming notified, or 
otherwise becoming aware, of the abandonment of the applica- 
= to delay the filing of a petition under § 1.137(a); or (2) 

ging (or modifying) the result in Jn re Application of S, 
$US USPQ2d 1630 (Comm’r Pat. 1988), in which a petition under 
§ 1.137(a) was denied due to the applicant’s deliberate deferral 
in filing a petition under § 1.137. An applicant who deliberately 
chooses to delay the filing of a petition under § 1.137 (as in 
Application of S) will not be able to show that “the entire delay 
in filing the required reply from the due date for the reply until 
the filing of a grantable petition pursuant to [§ 1.137(a)] was 
unavoidable” or even make an appropriate statement that “the 
entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition pursuant to [§ 
1.137(b)] was unintentional.” 


Therefore, the requirement in § 1.137(a) that a petition there- 
under be “promptly ey ae Sees. or 
otherwise becomes aware of, the t” is deleted 
solely because it is considered redundant in light of the require- 
ment for a showing that the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to § 1.137(a) was unavoidable. 


Section 1.137(a)(3) (and § 1.137(b)(3)) is further amended to 
delete the requirement that the showing (statement) must be a 
lee re nae my peep Rg tng one 
to practice before the Patent and Office. Section 
1.56 currently provides that each ‘iadivideal associated with 
the filing and prosecution of a application has a duty of 
candor and good faith. Sections 1.4(d) and 10.18 are amended 
to provide that a signature on a paper submitted to the Office 
constitutes an acknow! that willful false statements 
are punishable under 18 U.S.C. 1001, and may jeopardize the 
validity of the application or any patent issuing thereon. There- 
fore, requiring additional verification of a showing or statement 
under § 1.137 would be redundant. In addition, this requirement 
results in delays in the treatment of the merits of petitions that 
include unverified statements. 


Section 1.137(a)(4) (and § 1.137(b)(4)) are added to provide 
that a grantable petition under § 1.137 must be accompanied 
by “{a}ny terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to [§ 1.137(c)].” 


Section 1.137(b) is amended to provide: (1) that it is the para- 
graph that applies to petitions under the “unintentional” stan- 
dard; (2) that “where the delay in reply was unintentional, a 
petition may be filed to revive an abandoned application or a 
lapsed patent pursuant to [§ 1.137(b)]”; and (3) the requirements 
for a grantable petition pursuant to § 1.137(b) in paragraphs 
(b)(1) through (b)(4). 


Section 1.137(b)(1) is amended (as discussed supra) to provide 


that a grantable petition under § 1.137(b) must be accompanied 

“[t}he required reply, unless previously filed.” Section 
1.137(b)(1) is amended to further provide that “[iJn a nonprovi- 
sional application abandoned for failure to prosecute, the 
required reply may be met by the filing of a continuing applica- 
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tion” and that “[iJn an application or patent, abandoned or 
lapsed for failure to pay the issue fee or any portion thereof, 
the required reply must be the payment of the issue fee or any 
outstanding balance thereof.” 


Section 1.137(b)(3) is amended to provide that a grantable 
petition under § 1.137(b) must be accompanied by “[a] state- 
ment that the entire delay in providing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to this paragraph was unintentional” and that “[t}he 
Commissioner may require additional information where there 
is a question whether the delay was unintentional.” While the 
Office will generally require only the statement that the entire 
delay in providing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to § 
1.137(b) was unintentional, the Office may require an applicant 
to carry the burden of proof to establish that the delay from 
the due date for the reply until the filing of a grantable petition 
was unintentional within the meaning of 35 U.S.C. 41(a)(7) 
and § 1.137(b) where there is a question whether the entire 
delay was unintentional. See In re Application of G, 11 USPQ2d 
1378, 1380 (Comm’r Pat. 1989). 


Section 1.137(b)(4) is amended to delete the one-year filing 
period requirement. Section 1.137(b)(4) is amended to provide 
that a grantable petition under § 1.137 must be accompanied 
by “[aJny terminal disclaimer (and fee as set forth in § 1 Pot) 
required pursuant to [§ 1.137(c)].” 


Requirement that the entire delay until the filing of a grantable 
petition was unavoidable (§ 1.137(a)) or unintentional (§ 
1.137(b)): 


There are three periods to be considered during the evaluation 
of a petition under § 1.137: (1) the delay in reply that originally 
resulted in the abandonment; (2) the delay in filing an initial 
petition pursuant to § 1.137 to revive the application; and (3) 
the delay in filing a grantable petition pursuant to § 1.137 to 
revive the application. 


Where the applicant deliberately permits an application to 
become abandoned (e.g., due to aconclusion that the claims 
are unpatentable, that a rejection in an Office action cannot be 
overcome, or that the invention lacks sufficient commercial 
value to justify continued prosecution), the abandonment of 
such application is considered to be a deliberately chosen course 
of action, and the resulting delay cannot be considered as 
“unintentional” within the meaning of § 1.137(b). See Applica- 
tion of G, 11 USPQ2d at 1380. Likewise, where the applicant 
deliberately chooses not to seek or persist in seeking the revival 
of an application, or where the applicant deliber- 
ately chooses to delay seeking the revival of an abandoned 
application, the resulting delay in seeking revival of the aban- 
doned application cannot be considered as “unintentional” 
within the meaning of § !.137(b). An intentional delay resulting 
from a deliberate course of action chosen by the applicant 
is not affected by: (1) the correctness of the applicant’s (or 
applicant’s representative’s) decision to abandon the applica- 
tion or not to seek or persist in seeking revival of the application; 
(2) the correctness or propriety of a rejection, or other objection, 
requirement, or decision by the Office; or (3) the discovery of 
new information or evidence, or other change in circumstances 
subsequent to the abandonment or decision not to seek or 
persist in seeking revival. Obviously, delaying the revival of 
an abandoned application, by a deliberately chosen course of 
action, until the industry or a competitor shows an interest in 
the invention (a submarine application) is the antithesis of an 
“unavoidable” or “unintentional” delay. An intentional aban- 
donment of an application, or an intentional delay in seeking 
either the withdrawal of a holding of abandonment in or the 
revival of an abandoned application, precludes a finding of 
unavoidable or unintentional delay pursuant to § 1.137. See In 
re Maldague, 10 USPQ2d 1477, 1478 (Comm’r Pat. 1988). 


The Office does not generally question whether there has been 
an intentional or otherwise impermissible delay in filing an 
initial petition pursuant to § 1.137(a) or (b), when such petition 
is filed: (1) within three months of the date the applicant is 
first notified that the application is abandoned; and (2) within 
one year of the date of abandonment of the application. Thus, 
an applicant seeking revival of an abandoned application is 
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advised to file a petition pursuant to § 1.137 within three months 
of the first notification that the application is abandoned to 
avoid the question of intentional delay being raised by the 
Office (or by third parties seeking to challenge any patent 
issuing from the application). 


Where a petition pursuant to § 1.137(a) or (b) is not filed within 
three months of the date the applicant is first notified that the 
application is abandoned, the Office may consider there to be 
a question as to whether the delay was unavoidable or even 
unintentional. In such instances, the Office may require: (1) a 
showing as to how the delay between the date the applicant 
was first notified that the application was abandoned and the 
date a § 1.137(a) petition was filed was “unavoidable”; or (2) 
further information as to the cause of the delay between the 
date the applicant was first notified that the application was 
abandoned and the date a § 1.137(b) petition was filed, and 
how such delay was “unintentional.” To avoid delay in the 
consideration of a petition under § 1.137(a) or (b) in instances 
in which such petition was not filed within three months of 
the date the applicant was first notified that the application was 
abandoned, applicants should include a showing as to how the 
delay between the date the applicant is first notified by the 
Office that the application is abandoned and filing of a petition 
under § 1.137 was: (1) “unavoidable” in a petition under § 
1.137(a); or (2) “unintentional” in a petition under § 1.137(b). 


Where a petition pursuant to § 1.137(a) or (b) is not filed within 
one year of the date of abandonment of the application (note 
that abandonment takes place by operation of law, rather than 
the mailing of a Notice of Abandonment), the Office may 
require: (1) further information as to when the applicant (or 
the applicant’s representative) first became aware of the aban- 
donment of the application; and (2) a showing as to how the 
delay in discovering the abandoned status of the application 
occurred despite the exercise of due care or diligence on the 
part of the applicant (or the applicant’s representative) (see Ex 
parte Pratt, 1887 Dec. Comm’r Pat. 31 (1887)). To avoid delay 
in the consideration of a petition under § 1.137(a)or (b) in 


instances in which such petition was not filed within one year 
of the date of abandonment of the application, applicants should 
include: (1) the date that the applicant first became aware of 
the abandonment of the application; and (2) a showing as 
to how the delay in discovering the abandoned status of the 
application occurred despite the exercise of due care or dili- 
gence on the part of the applicant. 


In either instance, applicant’s failure to carry the burden of 
proof to establish that the “entire” delay was “unavoidable” or 
“unintentional” may lead to the denial of a petition under § 
1.137(a) or § 1.137(b), regardless of the circumstances that 
originally resulted in the abandonment of the application. 


Section 1.137(d) specifies a time period within which a renewed 
petition pursuant to § 1.137 must be filed to be considered 
timely. So long as a renewed petition is timely filed under § 
1.137(d) (including any properly obtained extensions of time), 
the Office will consider the delay in filing a renewed petition 
under § 1.137(a) “unavoidable” under § 1.137(a)(3), and will 
consider the delay in filing a renewed petition under § 1.137(b) 
“unintentional” under § 1.137(b)(3). Where an applicant files 
a renewed petition, request for reconsideration, or other petition 
seeking review of a prior decision on a petition pursuant to § 
1.137 outside the time period specified in § 1.137(d), the Office 
may require, inter alia, a specific showing as to how the entire 
delay was “unavoidable” (§ 1.137(a)) or “unintentional” (§ 
1.137(b)). As discussed supra, a delay resulting from the appli- 
cant deliberately choosing not to persist in seeking the revival 
of an abandoned application cannot be considered “unavoid- 
able” or “unintentional” within the meaning of § 1.137, and 
the correctness or propriety of the decision on the prior petition 
pursuant to § 1.137, the correctness of the applicant’s (or the 
applicant’s representative’s) decision not to persist in seeking 
revival, the discovery of new information or evidence, or other 
change in circumstances subsequent to the abandonment or 
decision to not persist in seeking revival are immaterial to such 
intentional delay caused by the deliberate course of action 
chosen by the applicant. 
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There was no prohibition in former § 1.137(b) against requests 
for waiver of its one-year filing period requirement; however, 
waiver of the one-year filing period requirement of former § 
1.137(b) was subject to strictly limited conditions (§ 1.183). 
See Final Rule entitled “Changes in Procedures for Revival of 
Patent Applications and Reinstatement of Patents,” published 
in the Federal Register at 58 FR 44277 (August 20, 1993), 
and in the Official Gazette at 1154 Off. Gaz. Pat. Office 35 
(September 14, 1993). Thus, under the terms of former § 1.137, 
an applicant in an application abandoned for more than one 
year could file either a petition under § 1.137(a) to revive the 
application on the basis of “unavoidable” delay, or a petition 
under §§ 1.183 and 1.137(b) to revive the application on the 
basis of “unintentional” delay. That is, where an application 
was abandoned for more than one year, and the delay was 
“unintentional” but not “unavoidable,” it was incumbent upon 
an applicant desiring revival of the application to promptly file 
a petition under §§ 1.183 and 1.137(b) to revive the application. 


While § 1.137(b), as amended, is, by its terms, applicable to 
applications abandoned prior to its effective date, § 1.137(b) 
requires, by its terms, “[a] statement that the entire delay in 
providing the required reply from the due date for the reply 
until the filing of a grantable petition pursuant to this paragraph 
was unintentional.” Thus, where an applicant (or the applicant’s 
representative) previously chose not to seek revival of an appli- 
cation (e.g., due to the opinion that the former provisions of 
§ 1.137(a) or (b) did not permit revival thereunder), the resulting 
delay in seeking revival of the application cannot be considered 
“unintentional” within the meaning of § 1.137(b). Likewise, 
where an applicant (or the applicant’s representative) previously 
requested revival of an application, received an adverse decision 
(e.g., a dismissal or denial), and chose not to persist in seeking 
revival of the application (e.g., by request for reconsideration or 
review), the resulting delay in seeking revival of the application 
likewise cannot be considered “unintentional” within the 
meaning of § 1.137(b). The elimination of the one-year filing 
period requirement in § 1.137(b) does not create a newright to 
overcome any prior intentional delay caused by a deliberate 
course of action (or inaction) chosen by the applicant. Thus, 
any applicant filing a petition under § 1.137 after the effective 
date of this Final Rule, but outside the period set in § 1.137(d) 
for seeking reconsideration of a prior adverse decision on a 
request to revive an application will be considered to have 
acquiesced in the abandonment of the application or lapse of 
the patent. 


Section 1.137(c) is amended to change the introductory phrase 
“{iJn all applications filed before June 8, 1995, and in all design 
applications filed on or after June 8, 1995” to “{iJn a design 
application, a utility application filed before June 8, 1995, or 
a plant application filed before June 8, 1995” for clarity. Section 
1.137(c) is further amended to change the phrase “any petition 
to’revive pursuant to paragraph (a) of this section” to “any 
petition to revive pursuant to this section,” and the phrase “not 
filed within six months of the date of abandonment of the 
applications” is deleted. Section 1.137(c) is further amended 
to change the phrase “must also apply to any patent granted 
on any continuing application entitled under 35 U.S.C. 120 to 
the benefit of the filing date of the application for which revival 
is sought” to “must also apply to any patent granted on any 
continuing application that contains a specific reference under 
35 U.S.C. 120, 121, or 365(c) to the application for which 
revival is sought,” since it is the claim for, and not the entitle- 
ment to, the benefit of the filing date of the application for 
which revival is sought that triggers the requirement for the 
filing of a terminal disclaimer in the continuing application. 


Section 1.137(d) is amended to change “application” to “aban- 
doned application or lapsed patent” to incorporate into § 1.137 
the revival of lapsed patents. In view of the elimination of a 
time period from § 1.137(b), the provisions of former § 1.137(e) 
are incorporated into § 1.137(d) as “[uJnless a decision indicates 
otherwise, this time period may be extended under the provis- 
ions of § 1.136.” 


Section 1.137(e) is amended to expressly provide that a provi- 
sional application, abandoned for failure to timely reply to an 
Office requirement, may be revived pursuant to § 1.137(a) or 
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(b) so as to be pending for a period of no longer than twelve 
months from its filing date. In accordance with 35 U.S.C. 
111(b)(5), § 1.137(e) clearly indicates that “[uJnder no circum- 
stances will a provisional application be regarded as pending 
after twelve months from its filing date.” Prior § 1.139(a) and 
(b) each provided that a provisional application may be revived 
so as to be pending for a period of no longer than twelve 
months from its filing date, and that under no circumstances 
will a provisional application be regarded as pending after 
twelve months from its filing date. 


Comment 63: The majority of comments opposed amending § 
1.137(a) and (b) to include time limits based upon the mail 
date of a notification of abandonment, as well as the retroactive 
application of such a change to the rules of practice. While 
these comments recognized that any filing period requirement 
§ 1.137 is better based upon the date of notification, rather 
than the date of abandonment, they argued that there will inevi- 
tably be instances in which a blameless applicant will not be 
able to meet the filing period requirement due to extenuating 
circumstances. The majority of comments supported amending 
§ 1.137(a) and (b) to remove the filing period requirement, as 
well as the retroactive application of such a change to the rules 
of practice. 


Response: The Office will adopt a § 1.137 that does not include 
filing period requirements, and will not limit the retroactive 
application of § 1.137(b) as adopted, other than by the terms 
of the rule (as discussed supra). 


Comment 64: One comment generally supported the change 
to § 1.137(b) to remove the filing period requirement, but 
expressed concems as to the routine revival of abandoned appli- 
cations. The comment specifically suggested that the Office 
continue to require a high showing to justify the revival of an 
abandoned application, especially where the petition was filed 
substantially after abandonment or applicant’s receipt of the 
notice of abandonment. 


Response: The Office does not consider the revival of an aban- 
doned application to be a “routine” matter. The Office will 
require, inter alia, a“showing to the satisfaction of the Commis- 
sioner that the entire delay in filing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to [§ 1.137(a)] was unavoidable” as a prerequisite to 
the grant of any petition based upon unavoidable delay (§ 
1.137(a)). The Office will require, inter alia, a “statement that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to 
{§ 1.137(b)] was unintentional” by a registered practitioner 
or other party in interest having firsthandknowledge of the 
circumstances surrounding the delay as a prerequisite to the 
grant of any petition based upon unintentional delay (§ 
1.137(b)). The Office expects that such statement made by a 
registered practitioner not having first hand knowledge of the 
circumstances surrounding the delay be based upon a reasonable 
investigation of the circumstances surrounding the abandon- 
ment of the application (§ 10.18), and that such statement by 
any person be consistent with the duty of candor and good 
faith and the duty to disclose material information to the Office 
(§ 1.56). 


Regardless of the length of the delay, § 1.137(a) requires that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to 
§ 1.137(a) was unavoidable. Likewise, regardless of the length 
of the delay, § 1.137(b) requires that the entire delay in filing 
the required reply from the due date for the reply until the 
filing of a grantable petition pursuant to § 1.137(b) was uninten- 
tional. As “unintentional” delay does not require that the delay 
have occurred despite the exercise of due care and diligence 
(as does “unavoidable” delay), the Office does not routinely 
require a “showing” of unintentional delay for a petition under 
§ 1.137(b). However, where there may be a question whether 
the delay was unintentional, the Office may require a showing 
of unintentional delay for a petition under § 1.137(b). Such 
question may arise from papers submitted to the Office prior 
to the petition under § 1 .137(b) (e.g., a letter of express abandon- 
ment, or other communication evidencing a desire to discon- 
tinue prosecution) or from facts set forth in the petition itself. 
Such question may also arise simply from the length of the 
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delay between the date the applicant was notified of the aban- 
doned status of the application and the date action was taken 
to revive the abandoned application, or the length of the period 
of abandonment. Specifically, where there is a delay of three 
months between the date the applicant was notified of the 
abandoned status of the application (i.e., the mail date of the 
notice of abandonment) and the date a petition under § 1.137(b) 
was filed, or where the application was abandoned for more 
than one year prior to the date a petition under § 1.137(b) was 
filed, the Office may require further information and a showing 
that the delay was unintentional. 


Finally, it should be stressed that the mere fact that a petition 
under § 1.137(b) was filed within three months of the date the 
applicant was notified of the abandoned status of the application 
(i.e., the mail date of the notice of abandonment) or within one 
year of the date of abandonment does not imply that the delay 
was “unintentional.” That is, an applicant who deliberately 
delays the filing of a petition under § 1.137 until three months 
from the mail dateof the notice of abandonment (or based upon 
the one-year anniversary of the date of abandonment) cannot 
appropriately make the statement that “the delay was uninten- 
tional.” This time frame is provided simply as an indication 
as to when an applicant should expect the Office to inquire 
further into the circumstances of the abandonment of an applica- 
tion for which a petition under § 1.137(b) is filed, and in which 
case the applicant may expedite consideration of such petition 
by providing information as to when applicant was notified of 
the abandoned status of the application, and the cause of the 
delay between the date of notification and the date a petition 
under § 1.137 was filed. 


Comment 65: One comment suggested that the Office include 
in § 1.137 all of the basic interpretations and guidelines by 
which the Office applies § 1.137. The comment specifically 
suggested that § 1.137 include the time periods (e.g., three 
months) by which the Office measures the applicant’s diligence 
in taking action to revive the application and the differences 
between post-abandonment delay in taking action to revive the 
application and any pre-abandonment delay which may have 
resulted in the abandonment. 


Response: The Office will adopt a § 1.137 that does not include 
filing period requirements, but requires that the “entire” delay 
was “unavoidable” (§ 1.137(a)) or “unintentional” (§ 1.137(b)). 
The requirements for a petition to revive an abandoned applica- 
tion or lapsed patent are set forth in § 1.137; additionally, the 
Office will set forth its basic interpretations and guidelines for 
application of § 1.137 (instructional information) in the MPEP. 


Section 1.181 provides the basis for generic requests for relief 
by petition, and sets forth a two-month time period therein for 
the timely filing of a petition (§ 1.181(f)). While the three- 
month time frame employed by the Office during the consider- 
ation petitions under § 1.137 exceeds the two-month period in 
§ 1.181(f) for the timely filing of a petition, this three-month 
period is the most frequently set period for reply by an applicant 
(see MPEP 710.02(b)). While the Office considers the two- 
month period in § 1.181(f) to be the appropriate period by 
which the timeliness of a petition should be determined, it is 
certainly reasonable to expect that any applicant desiring to 
restore an abandoned application to pending status will file a 
petition under § 1.137 to revive such abandoned application 
no later than three months after notification of abandonment 
of the application. See In re Kokaji, 1 USPQ2d 2005, 2006 
(Comm’r Pat. 1986). 


The “three-month” time frame set forth in this Final Rule is a 
guideline as to when an applicant can expect further inquiry 
by the Office (and, as such, should attempt to provide the 
relevant information in the initial petition to avoid delay), in 
that: (1) it is possible that an applicant is incapable of filing a 
petition under § 1.137 within three months of the date of 
notification of abandonment (e.g., pro se applicant incapaci- 
tated from date of notification of t until action 
taken to revive the application) rendering the entire delay in 
filing the required reply from the due date for the reply until 
the filing of a grantable petition unavoidable; and (2) it is also 
possible that an applicant, by a deliberately chosen course of 
action, delays the filing of a petition under § 1.137 until exactly 
three months after the date of notification of abandonment to 
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use this period as an extension of time, in which case a statement 
that “the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant 
to this paragraph was unintentional” is not appropriate. To 
avoid substitution of the three-month time frame for review by 
the Office forthe requirement for unavoidable or unintentional 
delay, the Office will not amend § 1.137 to include this time 
frame. 


Comment 66: One comment indicated that the phrase “the delay 
was unintentional” is unclear. The comment recited a specific 
example in which an applicant, under final rejection,submits 
an amendment or other correspondence which is believed by 
the applicant to place the application in condition for allowance 
(and thus constitute a reply within the meaning of § 1.113), 
and, as such, the applicant, in a deliberate course of action/ 
inaction, takes no further steps to ensure the filing a reply 
within the meaning of § 1.113 (e.g., a notice of appeal) to the 
final rejection. The comment suggested that § 1.137 is unclear 
as to whether the delay in this situation, which may be deliberate 
or intentional in the literal sense, would constitute an “uninten- 
tional” delay within the meaning of § 1.137(b). 


Response: The Office has amended § 1.137 to require that “the 
entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition” was “unavoid- 
able” (§ 1.137(a)) or “unintentional” (§ 1.137(b)). Thus, inten- 
tional delays occurring prior to the due date for reply to avoid 
abandonment do not preclude relief pursuant to § 1.137. Should 
the delay in the example given extend past the extendable due 
date for reply (under § 1.113) to the final rejection, an appro- 
priate statement of unintentional delay could be made as the 
applicant did not intend to have the deadline for reply under 
§ 1.113 to the final rejection expire. 


In addition, there is a distinction between: (1) a delay resulting 
from an error in judgment as to whether to permit an application 
to become abandoned (whether to prosecute the application) 
or whether to seek or persist in seeking the revival of the 
abandoned application; and (2) a delay resulting from an error 
in judgment as to the steps necessary to continue the prosecution 
delay in seeking revival of the application. Where the abandon- 
ment and ensuing delay results from an error in judgment 
as to whether to permit an application to become abandoned 
(whether to prosecute the application) or whether to seek or 
persist in seeking the revival of the abandoned application, the 
abandonment of such application is considered a deliberately 
chosen course of action, and the resulting delay cannot be 
considered “unintentional” within the meaning of § 1.137(b). 
Where, however, an error in judgment asto the steps necessary 
to continue prosecution results in abandonment of the applica- 
tion, the abandonment of such application is not necessarily 
considered a deliberately chosen course of action, and the 
resulting delay may be considered “unintentional” within the 
meaning of § 1.137(b). 


However, §§ 1.116 and 1.135(b) are manifest that proceedings 
conceming an amendment after final rejection will not operate 
to avoid abandonment of the application in the absence ofa 
timely and proper appeal. Unless the applicant is informed in 
writing that the application is allowed prior to the expiration 
of the period for reply to the final Office action, it is the 
applicant’s responsibility to timely file a notice of appeal (and 
fee) to avoid the abandonment of the application. The abandon- 
ment of an application subject to a final Office action is not 
“unavoidable” within the meaning of 35 U.S.C. 133 and § 
1.137(a) in the situation in which the applicant simply permits 
the maximum extendable statutory period for reply to a final 
Office action to expire while awaiting a notice of allowance 
or other action. 


Comment 67: One comment opposed the changes to § 1.137 
on the bases that: (1) it permits submarine patents, in that an 
applicant may permit an application to become abandoned and 
wait to see whether the invention was developed by other 
entities; and (2) the revival of along-abandoned application 
will have an adverse impact on the examiner, in that the exam- 
iner who originally examined that application may no longer 
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be at the Office, or will have to reacquaint himself or herself 
with the application. 


Response: The change to § 1.137(b) does not permit an appli- 
cant to obtain revival where either: (1) the applicant deliberately 
permitted the application to become abandoned; or (2) the 
applicant deliberately delayed seeking revival to see whether 
the invention was developed by other entities. It is well estab- 
lished that where applicant deliberately permits an application 
to become abandoned, the abandonment of such application 
is considered a deliberately chosen course of action, and the 
resulting delay cannot be considered “unintentional” within the 
meaning of § 1.137(b). See Application of G, 11 USPQ2d at 
1380. Likewise, where the applicant deliberately chooses not 
to either seek or persist in seeking the revival of an abandoned 
application, the resulting delay in seeking revival of the applica- 
tion cannot be considered “unintentional” within the meaning 
of § 1.137(b). The intentional abandonment of an application, 
or an intentional delay in seeking either the withdrawal of a 
holding of abandonment in or the revival of an abandoned 
application, precludes a finding of unavoidable or unintentional 
delay pursuant to § 1.137. See Maldague, 10 USPQ2d at 1478. 


While it is possible for an applicant to make a misleading 
statement that the delay was unintentional to obtain revival of 
an abandoned application, the Office simply must rely upon 
the candor and good faith of those prosecuting patent applica- 
tions (e.g., it is equally possible for a party to fabricate evidence 
and obtain the revival of a long-abandoned application on the 
basis of unavoidable delay). Any applicant obtaining revival 
based upon a misleading statement that the delay was uninten- 
tional may find the achievement short-lived as a result of the 
question of intentional delay being raised by third parties chal- 
lenging any patent issuing from the application. 


The revival of any long-abandoned application will have an 
adverse impact on the examiner, however, long-abandoned 
applications have been previously revived pursuant to § 
1.137(a) on the basis of unavoidable delay. See In re Lonardo, 
17 USPQ2d 1455 (Comm’r Pat. 1990) (application revived after 
being abandoned for more than sixteen years). Thus, this change 
to § 1.137(b) will not create a burden on examiners that did 
not exist before, and could ‘n fact reduce the burden as a result 
of the requirement that in ap>.ications abandoned for excessive 
periods of time would have to show that the entire delay was 
“unavoidable” or “unintentional.” 


Comment 68: One comment suggested that the two-year limita- 
tion in 35 U.S.C. 41(c) is a “good compromise” in regard 
to a filing period for filing petitions to revive based upon 
unintentional delay. 


Response: The suggestion is not adopted. Changing the one- 
year filing period requirement in § 1.137(b) to a two-year filing 
period requirement would not substantially change the problem 
caused by a filing period requirement, namely, that it causes 
inequitable results in certain instances. In addition, the inclusion 
of any filing period requirement in § 1.137(a) or (b) will likely 
induce applicants, or their representatives, to delay the filing 
of a petition under § 1.137 until the end of such filing period. 
See Application of S, 8 USPQ2d at 1632. The Office has no 
discretion in regard to the twenty-four month filing period 
requirement in 35 U.S.C. 41(c), but the presence of a twenty- 
four month filing period requirement in 35 U.S.C. 41(c) does 
not imply that the Office must place a twenty-four month 
filing period requirement into the rules implementing 35 U.S.C. 
41(a)(7), which contains no filing period requirement. 


Comment 69: One comment opposed the changes to § 1.137 
on the basis that the right to revive an abandoned application 
should be limited due to the public’s right to practice a tech- 
nology “that an applicant has abandoned.” 


Response: 35 U.S.C. 41(a)(7) authorizes the Office to revive 
an abandoned application wherethe abandonment was uninten- 
tional (or unavoidable, the epitome of unintentional), but not 
where the abandonment was intentional. Section 1.137 does 
not authorize the revival of an abandoned application where 
the applicant, by deliberate course of action, has abandoned 
an application or delayed seeking its revival. Additionally, in 
many instances the disclosure in a patent maturing from a 
revived application would not have been disclosed and the 





1218 TMOG 238 
(106) 


technology therein would not be public knowledge, but for the 
revival of the application. 


Comment 70: One comment suggested the need for an inter- 
vening rights provision to protect innocent infringers. 


Response: The issue of intervening rights relates to the enforce- 
ment of patent rights, which does not directly concern the 
conduct of proceedings in the Office. Thus, it is unclear whether 
the Office is authorized under 35 U.S.C. 6 to promulgate regula- 
tions including an intervening rights provision. 


Comment 71: Several comments suggested that § 1.137(b) 
be amended to include the “promptly filed” requirement of § 
1.137(a). 


Response: The suggestion is effectively adopted, although via 
a different mechanism as explained below. While there is con- 
siderable merit to the suggestion for the inclusion of a“promptly 
filed” requirement in both § 1.137(a) and (b), the Office has 
eliminated the “promptly filed” requirement from § 1.137(a) 
to avoid confusion between “promptly filed” and “unavoidable 
delay.” The phrase “promptly filed” has been associated with 
§ 1.137(a)and its requirement for “unavoidable” delay, and, as 
such, the inclusion of a “promptly filed” requirement in § 
1.137(b) might cause confusion in regard to the distinction 
between the circumstances that constitute unavoidable delay 
and the circumstances that constitute unintentional delay. 


Section 1.137(a)(3) and (b)(3) as adopted requires that “the 
entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition” has been 
“unavoidable” (§ 1.137(a)) or “unintentional” (§ 1.137(b)) to 
clarify the requirements for a petition under § 1.137(a) and (b). 
As discussed supra, an applicant who fails to file a petition 
under § 1.137(a) or (b) “promptly” upon becoming notified, 
or otherwise becoming aware, of the abandonment of the appli- 
cation will not be able to show that “the entire delay in filing 
the required reply from the due date for the reply until the 
filing of a grantable petition pursuant to [§ 1.137(a)] was 
unavoidable,” and will probably not even be able to make an 
appropriate statement that “the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to [§ 1.137(b)] was unintentional.” 
Obviously, any petition under § 1.137(a) or (b) should be 
“promptly filed” upon discovery of abandonment to avoid a 
question as to whether the filing of such a petition was intention- 
ally delayed. 


Comment 72: One comment questioned how a patent could 
lapse for failure to pay the issue fee, as a patent does not issue 
unless the issue fee is paid. 


Response: 35 U.S.C. 151 provides that where an applicant 
timely submits the sum specified in the Notice of Allowance 
as the issue fee, but a balance of the issue fee remains out- 
standing (due to a fee increase), the patent will lapse unless 
the balance of the issue fee is timely paid. See Mills, 12 USPQ2d 
at 1848; see also Ex parte Crissy, 201 USPQ 689 (Bd. Pat. 
App.1976). 


Comment 73: One comment suggested that § 1.137(a)(1) and 
(b)(1) not require a continuing application if the application 
became abandoned for failure to reply to a non-final Office 
action. 


Response: Section 1.137(a)(1) and (b)(1) each provide that a 
petition thereunder include: 


The required reply, unless previously filed. In a nonprovisional 
application abandoned for failure to prosecute, the required 
reply may be met by the filing of a continuing application. In 
an application or patent, abandoned or lapsed for failure to pay 
the issue fee or any portion thereof, the required reply must 
be the payment of the issue fee or any outstanding balance 
thereof. 


As discussed supra, there may be circumstances under which 
the Office may require a continuing application to meet this 
reply requirement. Nevertheless, in a nonprovisional applica- 
tion abandoned for failure to prosecute, a continuing application 
is generally apermissive (i.e., “may be met”) reply, in that an 
applicant in a nonprovisional application abandoned for failure 
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to prosecute may file a reply under § 1.111 to anon-final Office 
action or a reply under § 1.113 (e.g., notice of appeal) to a 
final Office action, or may simply file a continuing application 
as the required reply. In an application or patent, abandoned 
or lapsed for failure to pay any portion of the required issue 
fee, the issue fee or any outstanding balance thereof is the 
mandatory (i.e., “must be”) reply. As the “continuing applica- 
tion” option is limited to an abandoned nonprovisional applica- 
tion, the reply in an abandoned provisional application must 
be any outstanding reply to an Office requirement. 


Comment 74: One comment suggested that § 1.137(c) be 
amended to take into account the provision in 35 U.S.C. 154(c) 
that an application (other than a design application) is entitled 
to a patent term of not less than twenty years from its filing 
date, or if the application contains a specific reference to an 
earlier filed application(s) under 35 U.S.C. 120, 121, or 365(c), 
the date twenty years from the filing date of the earliest such 
application(s). 


Response: The suggestion is not adopted. The Office considers 
this situation to be applicableto a relatively small class of 
applications, and, as such, does not deem it prudent to introduce 
into § 1.137(c) the complexity necessary to account for this 
situation. Applicants in this situation (e.g., instances in which 
an application filed prior to June 8, 1995, is to be revived 
solely for purposes of copendency with an application filed on 
or after June 8, 1995) may file a petition pursuant to § 1.183 
requesting that the Office waive the provisions of § 1.137(c) 
to the extent that § 1.137(c) requires a disclaimer of the period 
in excess of the date twenty years from the filing date of the 
application, or if the application contains a specific reference 
to an earlier filed application(s) under 35 U.S.C. 120, 121, or 
365(c), the date twenty years from the filing date of the earliest 
such application(s). The Office will refund the § 1.17(h) petition 
fee if the § 1.183 petition is granted. 


Comment 75: One comment suggested that the last paragraph 
of § 1.137 read: 


Under no circumstance may a petition to revive a provisional 
application be filed more than twelve months after the filing 
date of the provisional application. No application filed more 
than twelve months after the filing date of a provisional applica- 
tion is entitled to a claim of priority from the provisional 
[application], notwithstanding the copendency of any petition 
to revive the provisional application. 


Response: The suggestion is not adopted. 35 U.S.C. 
111(b)(3)(C) authorizes the revival of an abandoned application 
on the basis of unavoidable or unintentional delay. 35 
U.S.C.111(6)(5) provides that a “provisional application shall 
be regarded as abandoned 12 months after the filing date of 
such application and shall not be subject to revival thereafter.” 
35 U.S.C. 111(b) does not contain any limitation on the filing 
date of a petition to revive an abandoned provisional application 
(or the date by which such a petition must be granted), but 
only a limitation as to the period of pendency of the provisional 
application. Thus, § 1.137(e) as adopted provides that [a] 
provisional application . . . may be revived . . . so as to be 
pending for a period of no longer than twelve months from its 
filing date. Under no circumstances will a provisional applica- 
tion be regarded as pending after twelve months from its filing 
date.” 


Section 1.139: Section 1.139 is removed and reserved and its 
subject matter added to§ 1.137. 


No comments were received regarding the proposed change to 
§ 1.139. 


Section 1.142: Section 1.142 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.142. 

Section 1.144: Section 1.144 is amended for clarification pur- 
poses. 


No comments were received regarding the proposed change to 
§ 1.144. 
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Section 1.146: Section 1.146 is amended for clarification pur- 
poses. 


No comments were received regarding the proposed change to 
§ 1.146. 


Section 1.152: Section 1.152 is amended to place its former 
provisions into paragraphs (a),(a)( 1), and (a)(2) for clarification. 
Section 1.152 is also amended to remove the prohibition against 
color drawings and color photographs in design applications. 
Section 1.152 is amended to permit the use of color photographs 
and color drawings in design applications subject to the petition 
requirements of § 1.84(a)(2) inasmuch as color may be an 
integral element of the ornamental design. While pen and ink 
drawings may be lined for color, a clear showing of the configu- 
ration of the design may be obscured by this drafting method. 
New technologies, such as holographic designs, fireworks and 
laser light displays may not be accurately disclosed without 
the use of color. 


The term “article” of § 1.152(a) is replaced by the term “design” 
as 35 U.S.C. 171 requires that the claim be directed to the 
“design for an article” not the article, per se. Therefore, to 
comply with the requirements of 35 U.S.C. 112, 1, it is only 
necessary that the design as embodied in the article be fully 
disclosed and not the article itself. The term “must” has been 
replaced by the term “should” to allow for latitude in the 
illustration of articles whose configuration may be understood 
without surface shading. Clarification language has been added 
to note that the use of solid black surfaces is permitted for 
representation of the color black as well as color contrast and 
that photographs and ink drawings must not be combined as 
formal drawings in one application. 


A new § 1.152(b) is added to clarify Office practice concerning 
details disclosed in the ink drawings, color drawings, or photo- 
graphs deposited with the original application papers. Specifi- 
cally, § 1.152(b) provides that any details disclosed in the ink 
or color drawings, or photographs deposited with the original 
application papers constitutes an integral part of the disclosed 
and claimed design, except as otherwise provided in § 1.152(b). 
Section 1.152(b) further specifies that this detail may include 
color or contrast, graphic or written indicia, including identi- 
fying indicia of a proprietary nature (e.g., a company logo), 
surface ornamentation on an article, or any combination thereof. 
The “but not limited to” phrase in§ 1.152(b) clarifies that this 
list is exemplary, not exhaustive. 


Section 1.152(b)(1) provides that when any detail shown in 
informal drawings or photographs does not constitute an inte- 
gral part of the disclosed and claimed design, a specific dis- 
claimer must appear in the original application papers either 
in the specification or directly on the drawings or photographs. 
This specific disclaimer in the original application papers will 
provide antecedent basis for the omission of the disclaimed 
detail(s) in later-filed drawings orphotographs. That is, in the 
absence of such a disclaimer, later-filed formal or informal 
drawings not including any detail disclosed in the original 
drawings will be considered tocontain new matter, and will be 
treated accordingly. See 35 U.S.C. 112, 1; § 1.121(a)(6). 


Comment 76: One comment stated that applicant may misun- 
derstand the implications of submitting a design drawing in 
color and suggested that § 1.152 should explain and give notice 
of the consequences of submitting an initial color drawing in 
design applications. 


Response: The comment has been adopted. 


Section |.152(b)(2) provides that when informal color drawings 
or photographs are deposited with the original application 
papers without a disclaimer pursuant to § 1.152(b)(1), formal 
color drawings or photographs, or a black and white drawing 
lined to represent color, will be required. 


Section 1.154: The heading of § 1.154 is amended to read 
“{a}rrangement of application elements” for consistency with 
§§ 1.77 and 1.163. Section 1.154 paragraph (a) is amended to 
clarify that a voluntary submission (see comments under § 
1.152 relating to substitution of “design” for “article”) may 
and should be made of “a brief description of the nature and 
intended use of the article in which the design is embodied.” 
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It is current practice for design examiners, in appropriate cases, 
to inquire as to the nature and intended use of the article in 
which a claimed design is embodied. The submission of such 
description will allow for a more accurate initial classification, 
and aid in providing a proper and complete search at the time 
of the first action on the merits. In those instances where this 
feature description is necessary to establish a clear under- 
standing of the article in which the design is embodied, provi- 
sion of the feature description would help in reducing pendency 
by eliminating the necessity for time-consuming correspon- 
dence. Specifically, requests for information prior to first action 
would be avoided. Absent an amendment requesting deletion 
of the description it would be printed on any patent that would 
issue. 


No comments were received regarding the proposed change to 
§ 1.154. 


Section 1.155: Section 1.155 is amended to include only the 
language of former § 1.155(a). The subject matter of former 
paragraphs (b) through (f) of § 1.155 were added to § 1.137. 


No comments were received regarding the proposed change to 
§ 1.155. 


Section 1.163: The heading of § 1.163 is amended to read 
“[s]pecification and arrangement of application elements” for 
consistency with §§ 1.77 and 1.154. Section 1.163(b) is 
amended to remove an unnecessary and outmoded reference 
to a “legible carbon copy of the original” specification for plant 
applications. 


No comments were received regarding the proposed change to 
§ 1.163. 


Section 1.165: The proposed amendment to § 1.165 to remove 
the reference to the artistic and competent execution of plant 
patent drawings is withdrawn. 


Comment 77: One comment argued that the language proposed 
to be deleted was actually relied upon by examiners to obtain 
new and better illustrations. 


Response: The comment was adopted to the extent that the 
proposed change is withdrawn to allow for further study of 
what language related to the type of plant drawings should 
appear in § 1.165. 


Section 1.167: Section 1.167 is amended to include only the 


language of former § 1.167(a), in that paragraph (b) is removed 
as unnecessary in view of § 1.132. 


Comment 78: One comment questioned whether § 1.132 covers 
paragraph (b) of § 1.167, which paragraph has been deleted. 


Response: Paragraph (b) of § 1.167 provided for the submission 
of affidavits by qualified agricultural or horticultural experts 
regarding the novelty and distinctiveness of the variety of plant. 
Section 1.132 relates to affidavits traversing grounds of rejec- 
tion, and is recognized as the appropriate rule under which an 
affidavit may be submitted which does not fall within or under 
other specific rules. See MPEP 716. 


Section 1.171: Section 1.171 is amended to no longer require 
an order for a title report in reissue applications as the require- 
ment for a certification on behalf of all the assignees under 
concomitantly amended § 1.172(a) obviates the need for a 
title report and fee therefor. Section 1.171 is also amended by 
deletion of the requirement for an offer to surrender the patent, 
which offer is seen to be redundant in view of § 1.178. 


No adverse comments were received regarding the proposed 
change to § 1.171. 


Section 1.172: Section 1.172 is amended to require that all 
assignees establish their ownership interest in compliance with 
§ 3.73(b). The amendment as originally proposed repeated 
requirements found in § 3.73(b) rather than incorporating § 
3.73(b), as assignees of a part interest are frequently involved 
in reissue applications. 


Comment 79: One comment noted that the proposed amend- 
ment repeated requirements already found in § 3.73(b) and was 
unnecessary. 


Response: The comment was adopted, in that § 1.172 is 
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amended to simply reference § 3.73(b). Section 3.73(b) is 
amended to replace a reference to an assignee of the entire 
right, title and interest with a reference to an assignee, so as 
to include assignees of a part interest. 


Section 1.175: Section 1.175 relating to the content of the 
reissue oath or declaration (MPEP1414), as well as §§ 1.48 
and 1.324 relating to correction of inventorship in an application 
and in a patent, respectively, are amended to remove the require- 
ment for a factual showing relating to a matter in which a lack 
of deceptive intent must be established. A statement as to 
a lack of deceptive intent is sufficient to meet the statutory 
requirement under 35 U.S.C. 251 of a lack of deceptive intent 
relating to the error(s) to be corrected by reissue, and a factual 
showing of how the error(s) to be corrected by reissue arose 
or occurred is not required. As the Office no longer investigates 
fraud and inequitable conduct issues and a reissue applicant’s 
statement of a lack of deceptive intent is normally accepted 
on its face (See MPEP 1448), the requirement in former § 
1.175(a)(5) that it be shown how the error(s) being relied upon 
arose or occurred without deceptive intent on the part of the 
applicant appears to be unduly burdensome upon applicants 
and the Office, and is deleted. This applies to the initially 
identified error(s), under paragraph (a), and any subsequently 
identified error(s) under paragraph (b). 


Comment 80: Although the elimination of the requirement for 
a factual showing relating to how the errors arose or occurred 
enjoyed overwhelming support, three comments cited the need 
for continued investigation by the Office. One comment, while 
agreeing that some relaxation of reissue oath or declaration 
requirements are in order, stated that the Office should not 
decline to investigate entirely or adopt a pro forma requirement 
that can merely be incanted. Two comments stated that it is 
hard to get the courts to review this issue and that the courts 
and the public are at a disadvantage absent an explanation of 
how the error occurred. 


Response: Current Office practice is to reject reissue applica- 
tions only where there is “smoking gun” evidence of deceptive 
intent, which will not be demonstrated by the type of inquiry 
limited to a showing of how the error arose or occurred without 
the ability to subpoena witnesses or evidence. Accordingly, the 
burden presented on all reissue applicants based on the mere 
collection of such information for every error is not seen to be 
warranted. 


Comment 81: One comment suggested that a final declaration 
is not needed, and that, as an alternative, counsel should be 
allowed to submit a statement based on information and belief 
counsel is not aware of deceptive intent. 


Response: 35 U.S.C. 251 requires that an error have been 
made without deceptive intention to be corrected via reissue. 
Accordingly, all errors being corrected by reissue must have 
been made without deceptive intention, in that an error made 
with deceptive intention cannot be bootstrapped onto an error 
made without deceptive intention and corrected via reissue. 
The parties with the best knowledge of the lack of deceptive 
intention are the patentees and owners of the patent, not counsel 
for the reissue application. 


An initial reissue oath or declaration filed pursuant to § 1.175(a) 
is limited to identification ofthe cause(s) of the reissue, and 
Stating generally that all errors being corrected in the reissue 
application at the time of filing of the oath or declaration 
arose without deceptive intent. Paragraph (a)(1) requires the 
identification of at least one error and only one error may be 
identified as the basis for reissue. The current practice under 
§ 1.175(a)(3) and (a)(5S) of specifically identifying all errors 
being corrected at the time of filing the initial oath or declaration 
is not retained. Although only one error need be identified to 
provide a basis for reissue, where only one error among more 
than one is so identified, applicant should carefully monitor 
that the error is retained or submit a supplemental oath or 
declaration identifying another error or errors. 


Comment 82: One comment suggested that since a reissued 
patent and a reexamined patent may also be reissued, paragraph 
(a)(1) of § 1.175 may be clarified to substitute for “original 
patent” “reissued,” or “existing patent” as what is wholly or 
partly inoperative or invalid. 
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Response: The effect of a reissue or reexamination proceedings 
is to cause a substitution for the original patent so that the 
reissued or reexamined patent becomes the original patent. 


Paragraph (b)(1) of § 1.175 requires a supplemental reissue 
oath or declaration for errors corrected that were not covered 
by an earlier presented reissue oath or declaration, such as the 
initial oath or declaration pursuant to paragraph (a) of this 
section or one submitted subsequent thereto (a supplemental 
oath or declaration under this paragraph), stating generally that 
all errors being corrected, which are not covered by an earlier 
presented oath or declaration pursuant to § 1.175(a) and (b), 
arose without any deceptive intention on the part of the appli- 
cant. A supplemental oath or declaration that refers to all errors 
that are being corrected, including errors covered by a reissue 
oath or declaration submitted pursuant to paragraph (a) of this 
section, would be acceptable. The specific requirement for a 
supplemental reissue oath or declaration to cover errors sought 
to be corrected subsequent to the filing of an initial reissue 
oath or declaration is not a new practice, but merely recognition 
of a current requirement for a supplemental reissue oath or 
declaration when additional errors are to be corrected. However, 
the current practice of specifically identifying all supplemental 
errors being corrected in a supplemental reissue oath or declara- 
tion is not retained. 


A supplemental oath or declaration under paragraph (b)( 1) must 
be submitted prior to allowance. The supplemental oath or 
declaration may be submitted with any amendment prior to 
allowance, paragraph (b)(1)(i), or in order to overcome a rejec- 
tion under 35 U.S.C. 251 made by the examiner where there 
are errors sought to be corrected that are not covered by a 
previously filed reissue oath or declaration, paragraph (b)(1)(ii). 
Any such rejection by theexaminer will include a statement that 
the rejection may be overcome by submission of a supplemental 
oath or declaration, which oath or declaration states that the 
errors in issue arose without any deceptive intent on the part 
of the applicant. An examiner ordinarily will be introducing a 
rejection under 35 U.S.C. 251 based on the lack of a supple- 
mental declaration for the first time in the prosecution once 
the claims are determined to be otherwise allowable. The intro- 
duction of a new ground of rejection under 35 U.S.C. 251 will 
not prevent an action from being made final, except first actions 
pursuant to § 1.113(c), because of the combination of the fol- 
lowing factors: (1) the finding of the case in condition for 
allowance is the first opportunity that the examiner has to make 
the rejection; (2) the rejection is being made in response to an 
amendment of the application (to deal with the errors in the 
patent); (3) all applicants are on notice that this rejection will 
be made upon finding of the case otherwise in condition for 
allowance where errors have been corrected subsequent to the 
last oath or declaration filed in the case, therefore, the rejection 
should have been expected by applicant; and (4) the rejection 
will not prevent applicant from exercising any rights as to curing 
the rejection, since applicant need only submit the supplemental 
oath or declaration with the above-described language, and it 
will be entered to cure the rejection provided it raises no addi- 
tional issue, such as an informality or substantive reissue ques- 
tion (e.g., a previously omitted claim for priority under 35 
U.S.C. 119). 


A supplemental oath or declaration under paragraph (b) of this 
section would only be required for errors sought to be corrected 
during prosecution of the reissue application. Where an Office 
action contains only a rejection under 35 U.S.C. 251 and indi- 
cates that a supplemental oath or declaration under this para- 
graph would overcome the rejection, applicants are encouraged 
to authorize the payment of the issue fee at the time the supple- 
mental reissue oath or declaration is submitted in view of the 
clear likelihood that the reissue application will be allowed on 
the next Office action. Such authorization will reduce the delays 
in the Office awaiting receipt of the issue fee. Where there are 
no errors to be corrected over those already covered by an oath 
or declaration submitted under paragraphs (a) and (b)(1) of this 
section (e.g., the application is allowed on first action), or 
where a supplemental oath or declaration has been submitted 
prior to allowance and no further errors have been corrected, 
a supplemental oath or declaration under this paragraph, or 
additional supplemental oath or declaration under paragraph 
(b)(1), would not be required. 
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Paragraph (b)(2) provides that for any error sought to be cor- 
rected after allowance (e.g.,under § 1.312), a supplemental oath 
or declaration must accompany the requested correction stating 
that the error(s) to be corrected arose without any deceptive 
intent on the part of the applicant. 


The quotes around lack of deceptive intent, currently found in 
§ 1.175(a)(6), are removed as the exact language is not required. 
The reference to § 1.56, currently found in § 1.175(a)(7), is 
removed as unnecessary in view of the reference to § 1.56 in 
§ 1.63 that is also referred to by § 1.175(a). The stated ability 
of applicant to file affidavits or declarations of others and 
the ability of the examiner to require additional information, 
currently found in § 1.175(b), is deleted as unnecessary in view 
of 35 U.S.C. 131 and 35 U.S.C 132. 


New paragraph (c) of § 1.175 has been rewritten to clarify its 
intent that a subsequently submitted oath or declaration under 
this section need not identify any errors other than what was 
identified in the original oath or declaration provided at least 
one of the originally identified errors to be corrected is retained 
to provide a basis for the reissue. 


In new paragraph (d) of § 1.175 a reference to § 1.53(f) is 
inserted to clarify that the initial oath or declaration under § 
1.175(a) including those requirements under § 1.63 need not 
be submitted (with the specification, drawing and claims) in 
order to obtain a filing date. 


Section 1.176: The adoption of a final change to § 1.176 is 
held in abeyance pending further consideration by the Office 
of the decision by the Federal Circuit in Jn re Graff, 111 
F.3d874, 42 USPQ2d 1471 (Fed. Cir. 1997). Graff involved 
two issues: (1) whether it is permissible to have a continuation 
of a reissue application when the reissue application has issued 
as a reissue patent; and (2) whether broadened claims can be 
presented more than two years after the original patent date in 
a reissue application which was filed within two years but did 
not include any broadened claims. While Graff is more directly 
related to § 1.177 than § 1.176, §§ 1.176 and 1.177 are suffi- 
ciently interrelated that the Office considers it appropriate to 
hold the final changes to both § 1.176 and § 1.177 in abeyance 
pending further consideration by the Office of the decision in 
Graff. 


Comment 83: A comment requested clarification regarding how 
restriction, between claims added in a reissue application and 
the original patent claims, by the examiner would be permitted 
in § 1.176 while § 1.177 would prohibit multiple reissue patents 
except among the distinct and separate parts of the thing pat- 
ented. 


Response: The comment will receive further consideration 
when a final change to § 1.176 is adopted. 


Section 1.177: Section 1.177 was proposed to be amended to 
discontinue the current practice that copending reissue applica- 
tions must be issued simultaneously unless ordered otherwise 
by the Commissioner pursuant to petition. As discussed supra, 
the adoption of a final change to § 1.177 is held in abeyance 
pending further consideration by the Office of the decision in 
Graff. 


Comment 84: One comment would limit the granting of mul- 
tiple reissue patents on different dates to where a petition for 
the grant of multiple reissue patents has been approved prior 
to the issuance of any reissue patent. Another comment thought 
that only one petition fee should be charged notwithstanding 
whether a petition in more than one reissue application is 
required. 


Response: The comments will receive further consideration 
when a final change to § 1.177 is adopted. 


Section 1.181: The proposed change to § 1.181 will not be 
made, see comments relating to § 1.101. 


Comment 85: One comment requested that the material to be 
deleted from § 1.181, paragraphs (d), (e), and (g) should be 
retained as they give fair warning to all and the consequences 
of failure to pay a petition fee. 


Response: The comment has been adopted. 
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Section 1.182: Section 1.182 is amended by providing that a 
petition under the section may be granted “subject to such 
other requirements as may be imposed” by the Commissioner, 
language similar to that appearing for petitions under § 1.183. 
The proposal to remove the statement that a decision on a 
petition thereunder will be communicated to interested parties 
in writing is withdrawn. 
Comment 86: One comment opposed the proposal to remove 
the statement that a decision on a petition under § 1.182 will 
be communicated to interested parties in writing, arguing that 
it would not be appropriate for the Office to decide a petition 
under § 1.182 without communicating the decision to the inter- 
ested parties in writing. 
Response: The suggestion is adopted. The Office did not pro- 
pose to remove the statement that a decision on a petition under 
§ 1.182 will be communicated to interested parties in writing 
because the Office intended to discontinue providing written 
decisions on petitionsunder § 1.182 (or any other petition), but 
because it was considered unnecessary to state as much in the 
tule itself. While the Office will communicate the decision on 
any petition under § 1.182 to the interested parties in writing, 
such decision may not always take the form of a traditional 
decision on petition. For example, the grant of a petition under 
§ 1.182 to accept the omitted page(s) or drawing(s) in a nonpro- 
visional application and accord the date of such submission as 
the application filing date will be indicated by the issuance of 
a new filing receipt stating the filing date accorded the applica- 
tion. See Notice entitled “Change in Procedure Relating to 
an Application Filing Date” published in the Federal Register 
at 61 FR30041, 30043 (June 13, 1996), and in the Official 
Gazette at 1188 Off. Gaz. Pat. Office 48, 50-51 (July 9, 1996). 


Section 1.184: Section 1.184 is removed and reserved as repre- 
senting internal instructions. 


Comment 87: Comments suggested that § 1.184 not be deleted 
notwithstanding its internal directions. See response to com- 
ment relating to § 1.101. 


Section 1.184 relates to the refusal of a subsequent Commis- 
sioner to reconsider a case once decided by a previous Commis- 
sioner, except in accordance with principles which gover the 
granting of new trials. As the Commissioner is free to waive any 
requirement of the rules not required by statute, the prohibition 
against reconsideration is ineffective. Additionally, the deletion 
of the material does not necessarily represent an intent to engage 
in reconsideration of matters previously decided. 


Section 1.191: Section 1.191(a) is amended to permit every 
applicant, and every owner of a patent under reexamination, 
any of whose claims have been twice or finally (§ 1.113) 
rejected (rather than “any of the claims of which have been 
twice rejected or given a final rejection (§ 1.113)”), to file an 
appeal to the Board of Patent Appeals and Interferences (Board) 
to better track the language of 35 U.S.C. 134. Section 1.191(a) 
is also amended to: (1) explicitly refer to a “notice of appeal” 
to provide antecedent for such term in § 1.192; (2) replace 
“response” with “reply” in accordance with the change to § 
1.111; and (3) refer to § 1.17(b) for consistency with the change 
to § 1.17. 


Comment 88: One comment argued that the proposed change 
to § 1.191, limiting the “twice rejected” requirement for appeal 
to a particular application, was inconsistent with 35 U.S.C.134, 
as indicated by the Board in the unpublished decision Ex parte 
Lemoine, Appeal No. 94-0216 (Bd. Pat. App. & Inter., 
December 27, 1994). A second comment argued that § 1.191 
should permit an appeal based on one rejection in a prior 
application and one rejection in a continuing application to 
avoid requiring an applicant to file a pro form a reply to meet 
the requirement that the particular application be twice rejected. 


Response: The comments have been adopted by elimination 
of the limitation to twice rejected being related to a particular 
application. To avoid inconsistency between § 1.191 and 35 
U.S.C. 134, § 1.191 as adopted tracks the language of 35 U.S.C. 
134, except that § 1.191 states “twice or finally (§ 1.113) 
rejected” rather than “twice rejected.” The patent statute and 
rules of practice do not permit an application to be finally 
rejected (even under first actionfinal practice) under 35 U.S.C. 
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132, unless the applicant is one “whose claims have been twice 
rejected” within the meaning of 35 U.S.C. 134. Thus, the phrase 
“or finally (§ 1.113)” may be viewed as redundant. Neverthe- 
less, as applicants generally delay appeal until final action 
(although Pub. L. 103-465 may change this practice), and there 
has been some confusion as to when 35 U.S.C. 134 and § 1.191 
permit an applicant to appeal a rejection, § 1.191(a) as adopted 
States “twice or finally (§ 1.113) rejected.” 


Section 1.191(b) is amended to eliminate the requirement for 
a notice of appeal to: (1) besigned; or (2) identify the appealed 
claims. These two requirements have been deleted as being 
redundant of the requirements of § 1.192 for an appeal brief, 
which is necessary to avoid dismissal of the appeal. Section 
1.33 requires that an appeal brief filed in either an application 
(§ 1.33(b)) or a reexamination proceeding (§ 1.33(c)) be signed. 
Thus, a signed appeal brief under § 1.192 (which must be filed 
to avoid dismissal of the appeal) will serve to, in effect, ratify 
any unsigned notice of appeal under § 1.191. Likewise, the 
former requirement of § 1.191(b) for an identification of the 
appealed claims is unnecessary as § 1.192(c)(3) requires that 
the appeal brief, inter alia, identify the “claims appealed.” 
While it is no longer specifically required by § 1.191(b), an 
applicant or patent owner should continue to sign notice of 
appeals under § 1.191(b) (like other papers) and to also identify 
the claims appealed. The change to § 1.191(b), in effect, permits 
an appeal brief to constitute an automatic “correction” of a 
notice of appeal that is not signed or does not identify the 
appealed claims. 


The failure to timely file an appeal brief will result in dismissal 
of an appeal (§ 1.192(b)). Thus, the failure to timely file an 
appeal brief (signed in compliance with § 1.33(b) or (c)) after 
the filing of an unsigned notice of appeal will result in dismissal 
of the appeal as of the expiration date (including any extensions 
of time actually obtained) for filing such appeal brief. It will 
not result in treatment of the application or patent under reexam- 
ination as if the notice of appeal had never been filed. This 
distinction is significant in an application containing allowed 
claims, in that dismissal of an appeal results in cancellation 
of the rejected claims and allowance of the application, not 
abandonment of the application (which would have occurred 
if the notice of appeal had never been filed). 


The Office has eliminated the requirements for a notice of 
appeal to be signed and to identify the appealed claims to avoid 
the delay and expense to the applicant and the Office that is 
involved in treating a defective notice of appeal. These changes 
were not made to encourage the filing of unsigned notices of 
appeal or notices of appeal that do not identify the claims 
being appealed; rather, a notice of appeal should be signed and 
identify the claims appealed. As the change to § 1.191(b) does 
not affect other papers submitted with a notice of appeal (e.z., 
an amendment under § 1.116) or other actions contained within 
the notice of appeal (e.g., an authorization to charge fees to a 
deposit account), the failure to sign a notice of appeal (or 
accompanying papers) may have adverse effects notwith- 
standing the change to § 1.191(b). For example, an unsigned 
notice of appeal filed with an authorization (unsigned) to charge 
the appeal fee to a deposit account as payment of the notice 
of appeal fee (§ 1.17(b)) will be unacceptable as lacking the 
appeal fee, as § 1.191(b) applies to the notice of appeal, but 
not to an authorization to charge a deposit account that happens 
to be included in the notice of appeal. 


Section 1.192: Section 1.192(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111, and to refer to § 1.17(c) for consistency with the change 
to § 1.17. 


Comment 89: One comment suggested that the appeal process 
could be improved by the imposition of a reasonable page limit 
on briefs. 


Response: The suggestion will be reviewed for further consider- 
ation. 


Section 1.193: Section 1.193, as well as §§ 1.194, 1.196, and 
1.197, are amended to change “the appellant” to “appellant” 
for consistency. Section 1.193 is also amended by revision of 
paragraph (a) into paragraphs (a)(1) and (a)(2) and revision of 
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paragraph (b) into paragraphs (b)(1) and (b)(2). Paragraph (a)(1) 
retains the subject matter of current paragraph (a), except that 
the phrase “and a petition from such decision may be taken 
to the Commissioner as provided in § 1.181” is deleted as 
superfluous. Section 1.181(a), by its terms, authorizes a petition 
from any action or requirement of an examiner in the ex parte 
prosecution of an application which is not subject to appeal. 


Section 1.193(a)(2) specifically prohibits the inclusion of anew 
ground of rejection in an examiner’s answer, but also expressly 
provides that when (1) an amendment under § 1.116 proposes 
to add or amend one or more claims, (2) appellant was advised 
(in an advisory action) that the amendment under § 1.116 would 
be entered for purposes of appeal, and (3) the advisory action 
indicates which individual rejection(s) set forth in the action 
from which the appeal was taken (e.g., the final rejection) 
would be used to reject the added or amended claim(s), then 
(1) the appeal brief must address the rejection(s) of the claim(s) 
added or amended by the amendment under § 1.116 as indicated 
in the advisory action, and (2) the examiner’s answer may 
include the rejection(s) of the claim(s) added or amended by 
the amendment under § 1.116 as indicated in the advisory 
action. This provision of § 1.193(a)(2) is intended for those 
situations in which a rejection is stated (i.e., applied to some 
claim) in the final Office action, but due to an amendment 
under § 1.116 (after final) such rejection is now applicable to 
a claim that was added or amended under § 1.116. For example, 
when an amendment under § 1.116 cancels a claim (the “can- 
celed claim”) and incorporates its limitations into the claim 
upon which it depends or rewrites the claim as a new indepen- 
dent claim (the “appealed claim”), the appealed claim has 
become the canceled claim since it now contains the limitations 
of the canceled claim (i.e., the only difference between the 
appealed claim and the canceled claim is the claim number). 
In such situations, the appellant has been given a fair opportu- 
nity to react to the ground of rejection (albeit to a claim having 
a different claim number). Thus, the Office does not consider 
such a rejection to constitute a “new ground of rejection” within 
the meaning of § 1.193(b). Nevertheless, § 1.193(b)(2) 
expressly permits such a rejection on appeal and further pro- 
vides that “(t]he filing of an amendment under § 1.116 which 
is entered for purposes of appeal represents appellant’s consent 
that when so advised any appeal proceed on those claim(s) 
added or amended by the amendmen tunder § 1.116 subject to 
any rejection set forth in the action from which the appeal was 
taken“ to eliminate controversy as to the rejection(s) to which 
claim(s) added or amended under § 1.116 may be subject on 
appeal. 


The phrase “individual rejections” in § 1.193(a)(2) addresses 
the situation in which claim 2 (which depends upon claim 1) 
was rejected under 35 U.S.C. 103 on the basis of A in view 
of B and claim 3 (which depends upon claim 1) was rejected 
under 35 U.S.C. 103 on the basis of A in view of C, but no 
claim was rejected under 35 U.S.C. 103 on the basis of A in 
view of B and C, and an amendment under § 1.116 proposes 
to combine the limitations of claims 2 and 3 together into new 
claim 4. In this situation, the action from which the appeal is 
taken sets forth no rejection on the basis of A in view of B and 
C, and, as such, § 1.193(a)(2) does not authorize the inclusion of 
rejection of newly proposed claim 4 under 35 U.S.C. 103 on 
the basis of A in view of B and C in the examiner’s answer. 
Of course, as a claim including the limitations of both claim 
2 and claim 3 is a newly proposed claim in the application, 
such an amendment under § 1.116 may properly be refused 
entry as raising new issues. Conversely, that § 1.193(a)(2) 
would authorize the rejection in an examiner’s answer of aclaim 
sought to be added or amended in an amendment under § 1.116 
has no effect on whether the amendment under § 1.116 is 
entitled to entry. The provisions of § 1.116 control whether an 
amendment under § 1.116 is entitled to entry; the provisions 
of § 1.193(a)(2) control the rejections to which a claim added 
or amended in an amendment under § 1.116 may be subject 
in an examiner’s answer. 


While § 1.193(a) generally prohibits a new ground of rejection 
in an examiner’s answer, it does not prohibit the examiner 
from expanding upon or varying the rationale for a ground of 
rejection set forth in the action being appealed. That is, the 
parenthetical definition of “new ground of rejection” in MPEP 
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1208.01 as including an “other reason for rejection” of the 
appealed claims means another basis for rejection of the 
appealed claims, and not simply another argument, rationale, 
or reason submitted in support of a rejection previously of 
record. 


There is no new ground of rejection when the basic thrust of 
the rejection remains the same such that an appellant has been 
given a fair opportunity to react to the rejection. See In re 
Kronig, 539 F.2d 1300, 1302-03, 190 USPQ 425, 426-27 
(CCPA 1976). Where the statutory basis for the rejection 
remains the same, and the evidence relied upon in support of 
the rejection remains the same, a change in the discussion of 
or rationale for supporting the rejection does not constitute a 
new ground of rejection. Jd. at 1303, 190 USPQ at 427 (reliance 
upon fewer references in affirming a rejection under 35 U.S.C. 
103 does not constitute a new ground of rejection). Where the 
examiner simply changes (or adds) a rationale for supporting 
arejection, but relies upon the same statutory basis and evidence 
in support of the rejection, there is no new ground of rejection. 


In any event, an allegation that an examiner’s answer contains 
an impermissible new ground of rejection is waived if not 
timely (§ 1.181(f)) raised by way of a petition under § 1.181(a). 


Section 1.193(b)(1) provides appellant with a right to file a 
reply brief in reply to an examiner’s answer which is not 
dependent upon a new point of argument being present in the 
examiner’s answer. The former practice of permitting reply 
briefs based solely on a finding of a new point of argument, 
as set forth in former paragraph (b), is eliminated thereby 
preventing present controversies as to whether a new point of 
argument has been made by the primary examiner. Appellant 
would be assured of having the last submission prior to review 
by the Board. Upon receipt of a reply brief, the examiner would 
either acknowledge its receipt and entry or reopen prosecution 
to respond to any new issues raised in the reply brief. Should 
the Board desire to remand the appeal to the primary examiner 
for comment on the latest submission by appellant or to clarify 
an examiner’s answer (MPEP 1211, 1211.01, and1212), appel- 
lant would be entitled to submit a reply brief in reply to the 
answer by the examiner to the Board’s inquiry, which answer 
would be by way of a supplemental examiner’s answer. 


Thus, § 1.193(a)(2) does not permit a new ground of rejection 
in an examiner’s answer, and § 1.193(b)(1) does not, in the 
absence of a remand by the Board, permit an answer (other 
than a mere acknowledgment) to a timely filed reply brief. 
Section 1.193 requires the examiner to reopen prosecution to 
either: (1) enter a new ground of rejection; or (2) provide a 
substantive answer to a reply brief. 


Section 1.193(b)(2) provides that if appellant desires that the 
appeal process be reinstated in reply to the examiner’s 
reopening of prosecution under § 1.193(b)(1), appellant would 
be able to file a request to reinstate the appeal and a supple- 
mental appeal brief as an alternative to filing a reply (under 
§§ 1.111 or 1.113, as appropriate) to the Office action. Amend- 
ments, affidavits or other new evidence, however, would not 
be entered if submitted with a request to reinstate the appeal. 
Like a reply brief, a supplemental appeal brief submitted pur- 
suant to § 1.193(b)(2)(ii) need not reiterate the contentions set 
forth in a previously filed appeal brief(or reply brief), but need 
only set forth appellant’s contention with regard to the new 
ground of rejection(s) raised in the Office action that reopened 
prosecution. The supplemental appeal brief will automatically 
incorporate all issues and arguments raised in the previously 
filed appeal brief (or reply brief), unless appellant indicates 
otherwise. 


The intent of the change to § 1.193(b) is to give appellant 
(rather than the examiner) the option to continue the appeal if 
desired (particularly under Pub. L. 103-465), or to continue 
prosecution before the examiner in the face of a new ground 
of rejection. Should a supplemental appeal brief be elected as 
the reply to the examiner reopening prosecution based on a 
new ground of rejection under § 1.193(b)(1), the examiner may 
under § 1.193(a)(1) issue an examiner’s answer. Where an 
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appeal is reinstated pursuant to § 1.193(b)(2)(ii), no additional 
appeal fee is currently required. 


Comment 90: A number of comments favored permitting appel- 
lants to file a reply brief as amatter of right. One comment 
argued that the Board, rather than the examiner, should deter- 
mine whether the appellant should be permitted to file a reply 
brief. 


Response: Section 1.193 as adopted permits an appellant to 
file a reply brief as a matter of right. This change eliminates 
the authority of an examiner to refuse entry of a timely filed 
reply brief. 


Comment 91: One comment suggested that a reasonable page 
limit could be placed on reply briefs. 


Response: The comment will be studied. 


Comment 92: A number of comments opposed the proposed 
change to require a substitute appeal brief, rather than a reply 
brief. These comments argued that requiring an entirely new 
brief reiterating previously submitted arguments, rather than a 
mere reply to the examiner’s answer, would result in a less 
readable and coherent record. 


Response: Section 1.193 as adopted permits a reply brief (rather 
than a substitute appeal brief) where the appellant desires to 
reply to an examiner’s answer or and a supplemental appeal 
brief where the appellant requests reinstatement of an appeal. 
Contentions (orinformation) set forth in a previously filed 
appeal (or reply brief) need not be reiterated in a reply brief 
or supplemental appeal brief. 


Comment 93: A number of comments favored prohibiting a 
new ground of rejection in an examiner’s answer. 


Response: Section 1.193 as adopted prohibits a new ground of 
rejection in an examiner’s answer, except under the limited 
circumstance specifically provided for in § 1.193(a)(2). 


Comment 94: Two comments suggested that if the examiner 
reopens prosecution after an appeal brief has been filed, §§ 
1.193 or 1.113 should be amended to state that the action issued 
by the examiner cannot be made final. 


Response: The finality of an Office action is determined under 
MPEP 706.07(a), which states that “any second or subsequent 
actions on the merits shall be final, except where the examiner 
introduces a new ground of rejection not necessitated by amend- 
ment of the application by applicant.” Whether the action subse- 
quent to the reopening of prosecution may be made final will 
be determined solely by whether such action includes a new 
ground of rejection not necessitated by amendment of the appli- 
cation by the applicant. Thus, where an amendment under § 
1.116 entered as a result of reopening of prosecution necessi- 
tates a new ground of rejection, the action immediately subse- 
quent to the reopening of prosecution may be made final. See 
MPEP 706.07(a) and 1208.01. 


Comment 95: One comment would go further in permitting 
applicant to reinstate an appeal as a reply to the examiner 
reopening prosecution by permitting amendments, affidavits 
and other evidence to address the new ground of rejection. 
Another comment desired the ability to reply directly to the 
Board for any new ground of rejection raised by the Board. 


Response: The comments amount to having the Board conduct 
the prosecution of the application and not act as an appellate 
review. Amended claims, affidavits and other evidence should 
be seen by the examiner first for a determination as to whether 
a new search is required, to conduct any newly required search, 
and also to evaluate the newly submitted and any newly discov- 
ered material at the examination level. See comments to § 
1.196(d). 


Comment 96: One comment would further amend § 1.193 to 
waive any subsequent appeal notice fee and appeal brief fee, 
and start the time period for extension of patent from the time 
of first appeal in that if the examiner did his or her duty properly 
there would be no need to reopen prosecution. 


Response: Under current practice, a new fee is due for each 
notice of appeal, each brief, and each request for an oral hearing, 
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so long as a decision on the merits by the Board resulted from 
the prior notice of appeal, brief, and request for an oral hearing. 
Thus, when an examiner reopens prosecution after appeal but 
prior to a decision by the Board on the appeal, the fee for the 
notice of appeal, brief, and request for an oral hearing will 
apply to a later appeal. The change to § 1.193 in this Final 
Rule is not germane to patent term extension under 35 U.S.C. 
154(b) and § 1.701. 


In any event, that prosecution is reopened subsequent to the 
filing of an appeal brief is not necessarily a concession that 
the rejection of the appealed claims was in error. It is often 
the case that prosecution is reopened subsequent to the filing 
of an appeal brief in the situation in which the examiner con- 
siders the rejection of the appealed claims to be appropriate 
(and thus the appeal to be without merit), but discovers a better 
basis for rejecting the claims at issue (e.g., even better prior 
art references). To characterize an examiner, who decides to 
reopen prosecution to avoid wasting the Board’s resources (and 
the appellant's time) with a rejection that is not the best possible 
rejection of the appealed claims, as an examiner who is not 
properly performing his or her duties, would be non-sensical. 


Comment 97: One comment opposed prohibiting a new ground 
of rejection in an examiner’s answer. The comment argued that 
this change will result in unnecessary delays inprosecution. 


Response: The proposal to prohibit a new ground of rejection 
in an examiner’s answer otherwise received overwhelming sup- 
port. Under Pub. L. 103-465, any delay in prosecution resulting 
from the reopening of prosecution is to the detriment of the 
applicant. Thus, it is considered appropriate to give the applicant 
the choice of whether to prosecute the application before the 
examiner or reinstate the appeal. 


Section 1.194: Section 1.194(b) is amended to provide that a 
request for an oral hearing must be filed in a separate paper, 
and to refer to § 1.17(d) for consistency with the change to § 
1.17. 


Section 1.194(c) is amended to provide that appellant will be 
notified when a requested oral hearing is unnecessary (e.g., a 
remand is required). 


Comment 98: One comment argued that § 1.194 leaves an open 
statement as to when the Board may decide that an oral hearing 
is not necessary, in that this section does not limit considering 
an oral hearing not necessary to when the application has been 
remanded to the examiner. 


Response: The situation in which an application has been 
remanded to the examiner was simply an exemplary situation 
of special circumstances in which the Board may determine 
that an oral hearing is not necessary. Section 1.194 was not 
meant to limit the discretion of the Board to determine that 
an oral hearing is not necessary to those situations when the 
application has been remanded to the examiner. 


Section 1.196: Section 1.196 paragraphs (b) and (d) are com- 
bined by amending paragraph § 1.196(b) to specifically provide 
therein for a new ground of rejection for both appealed claims 
and for allowed claims present in an application containing 
claims that have been appealed rather than the current practice 
under § !.196(d) of recommending a rejection of allowed claims 
that is binding on the examiner. The effect of an explicit rejec- 
tion of an allowed claim by the Board is not seen to differ 
from a recommendation of a rejection and would serve to 
advance the prosecution of the application by having the rejec- 
tion made at an earlier date by the Board rather than waiting 
for the application to be forwarded and acted upon by the 
examiner. The former practice that the examiner is not bound 
by the rejection should appellant elect to proceed under § 
1.196(b)(1) and an amendment or showing of facts not pre- 
viously of record in the opinion of the examiner overcomes 
the new ground of rejection, is not changed. A period of two 
months is now explicitly set forth for a reply to a decision by 
the Board containing a new ground of rejection pursuant to § 
1.196(b), which would alter the one month previously set forth 
for replies to recommended rejections of previously allowed 
claims. See MPEP 1214.01. Extensions of time continue to be 
governed by § 1.196(f) and § 1.136(b) (and not by § 1.136(a)). 
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The last sentence of § 1.196(b)(2) is amended to clarify that 
appellants do not have to both appeal and file a request for 
rehearing where only a rehearing of a portion of the decision 
is sought. A decision on a request for rehearing will incorporate 
the earlier decision for purposes of appeal of the earlier decision 
in situations in which only a partial request for rehearing has 
been filed. Additionally, it is clarified that decisions on 
rehearing are final unless noted otherwise in the decision in 
that under some circumstances it may not be appropriate to 
make a decision on rehearing final as is currently automatically 
provided for. Section 1.196(b) is also amended to clarify that 
the appellant must exercise one of the two options with respect 
to the new ground of rejection under § 1.196(b) to avoid termi- 
nation of proceedings (§ 1.197(c)) as to the rejected claims. 


Section 1.196(b)(2) (and §§ 1.197(b) and 1.304(a)(1)) are 
amended to change the phrase “request for reconsideration” to 
“request for rehearing” for consistency with 35 U.S.C. 7(b). 
See In re Alappat, 33 F.3d 1526, 1533, 31 USPQ2d 1545, 
1548 (Fed. Cir. 1994) (enbanc) (noting “imprecise regulation 
drafting” in regard to the phrase “request for reconsideration” 
in § 1.197). 


Section 1.196(d) is amended to provide the Board with explicit 
authority to have an appellant clarify the record in addition to 
what is already provided by way of remand to the examiner 
(MPEP 1211), and appellant’s compliance with the require- 
ments of an appeal brief (§ 1.192(d)). Section 1.196(d) specifi- 
cally provides that an appellant may be required to address any 
matter that is deemed appropriate for a reasoned decision on 
the pending appeal, which may include: (1) the applicability 
of particular case law that has not been previously identified 
as relevant to an issue in the appeal; (2) the applicability of 
prior art that has not been made of record; or (3) the availability 
of particular test data that would be persuasive in rebutting a 
ground of rejection. Section 1.196(d) also provides that appel- 
lant would be given a non-extendable time period (not a time 
limit) within which to reply to any requirementunder § 1 .196(d). 


Comment 99: One comment suggested that § 1.196(b) would 
appear to authorize the Board to reverse a restriction require- 
ment, as § 1.196(b) authorizes the Board to reject any pending 
claim. The comment suggested that § 1.196(b) authorize the 
Board to reject any examined (rather than pending) claim. 


Response: Section 1.196(b) authorizes, but does not require, 
the Board to reject claims not involved in the appeal. The Board 
has held that a restriction requirement is not an adverse decision 
within the meaning of 35 U.S.C. 7 and 134 subject to appeal, 
and the CCPA and Federal Circuit have supported this position. 
See In re Hengehold, 440 F.2d 1395, 169USPQ 473 (CCPA 
1971); see also In re Watkinson, 900 F.2d 230, 14 USPQ2d 
1407 (Fed.Cir. 1990). Thus, concerns that the Board will use 
the provisions of § 1.196(b) to review restriction requirements 
are misguided. 


Comment 100: Several comments opposed the change to § 
1.196(d) on the basis that it places the Board in the position 
of acting as an examiner in the first instance. 


Response: Section 1.196(d) authorizes, but does not require, 
the Board to require an appellant to clarify the record without 
remanding the application to the examiner. This change will 
authorize the Board to obtain clarification directly from the 
appellant in those situations in which the Board considers a 
remand to or further action by the examiner unnecessary. Where 
the Board considers action by an examiner in the first instance 
to be necessary or desirable, the Board retains the authority 
to remand the application to the examiner for such action. 
Additionally, after reply to an inquiry under § 1.196(d) (e.g., 
does there exist test data that would be persuasive in rebutting 
a particular ground of rejection), a remand to the examiner 
may be deemed to be appropriate (e.g., to evaluate test data 
received in reply to an inquiry). 


Section 1.197: Section 1.197(b) is amended to eliminate its use 
of the passive voice. Section 1.197(b) is also amended to change 
“reconsideration or modification” to “rehearing” for consis- 
tency with 35 U.S.C. 7(b). For consistency with the two-month 
period set forth in § 1.196(b), § 1.197(b) is also amended to 
provide a two-month period (rather than a one-month period) 
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within which an appellant may file the single request for 
rehearing permitted by § 1.197(b). 


No comments were received regarding the proposed change to 
§ 1.197. 


Section 1.291: Section 1.291(c) is amended by removing the 
blanket limitation of one protest per protestor and would provide 
for a second or subsequent submission in the form of additional 
prior art. Mere argument that is later submitted by an initial 
protestor would continue not to be entered and would be 
returned unless it is shown that the argument relates to a new 
issue that could not have been earlier raised. See MPEP 
1901.07(b). Although later submitted prior art would be made 
of record by a previous protestor without a showing that it 
relates to a new issue, it should be noted that entry of later 
submitted prior art in the file record does not assure its consider- 
ation by the examiner if submitted late in the examination 
process. Accordingly, initial protests should be as complete as 
possible when first filed. 


In view of the amendment to § 1.291(a) in the “Miscellaneous 
Changes in Patent Practice” Final Rule (discussed supra) to 
require that a protest be filed prior to the mailing of a notice 
of allowance under § 1.311 to be considered timely (§ 
1.291(a)(1)), the restriction of protests by number is deemed 
unnecessary and is recognized as ineffective, in that a party 
may effectively file multiple protests by submitting each protest 
through a third party agent acting on behalf of such party. 


Comment 101: One comment suggested that permitting more 
than one submission by a particular party relating to prior art 
poses a risk that a third party may sequentially submit individual 
pieces of prior art as a delaying factor. 


Response: Any delay in submission of a piece of prior art by 
a third party poses the risk that the later submitted prior art 
will not be considered, particularly if it is seen as part of a 
pattern. The review of any piece of prior art, assuming it is 
not part of a large package, to determine its value is not seen 
to result in any delay in issuing an Office action. It isrecognized 
that some delay may result where a piece of prior art in a 
second submission by a third party is utilized in a rejection 
that could have been made sooner if that art had been submitted 
earlier; however, on balance the Office would prefer to delay 
prosecution of an application and consider and apply a newly 
submitted reference not found by the examiner rather than issue 
an invalid claim. 


Section 1.291(c) is also amended to: (1) delete the sentence 
“[t}he Office may communicate with the applicant regarding 
any protest and may require the applicant to reply to specific 
questions raised by the protest” as superfluous as the Office 
may communicate with an applicant regarding any matter, and 
require the applicant to reply to specific questions, conceming 
the application; (2) replace “respond” with “reply” in accor- 
dance with the change to § 1.111. 


Section 1.293: Section 1.293 paragraph (c) is amended to 
replace the reference to § 1.106(e) with a reference to § 
1.104(c)(5), to reflect a transfer of material. 


Section 1.294: Section 1.294 paragraph (b) is amended by 
replacement of “response” with “reply” in accordance with the 
change to § 1.111. 


No comments were received regarding the proposed change to 
§ 1.294. 


Section 1.304: Section 1.304(a)(1) is amended to replace “con- 
sideration” by “reconsideration” to correct a typographical 
error. 


No comments were received regarding the proposed change to 
§ 1.304. 


Section 1.312: Section 1.312(b) is amended to have a reference 
to § 1.175(b) added in view of the change in § 1.175(b) refer- 
encing § 1.312(b). 


No comments were received regarding the proposed change to 
§ 1.312. 
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Section 1.313: Section 1.313 will not be amended with the 
addition of paragraph (c) informing applicants that unless 
written notification is received that the application has been 
withdrawn from issue at least two weeks prior to the projected 
date of issue, applicants should expect that the application will 
issue as a patent. The matter will be further studied. It should 
be noted, however, that once an application has issued, the 
Office is without authority to grant a request under § 1.313 
notwithstanding submission of the request prior to issuance of 
the patent. 


Section 1.316: Section 1.316 is amended to include only the 
language of former § 1.316(a). The subject matter of former 
paragraphs (b) through (f) of § 1.316 were added to § 1.137. 


No comments were received regarding the proposed change to 
§ 1.316. 


Section 1.317: Section 1.317 is amended to include only the 
language of former § 1.317(a). The subject matter of former 
paragraphs (b), (c), (e) and (f) of § 1.317 were added to § 
1.137. 


No comments were received regarding the proposed change to 
§ 1.317. 


Section 1.318: Section 1.318 is removed and reserved as being 
an internal Office instruction. 


See comments relating to § 1.101. 


Section 1.324: Section 1.324 is amended by creating paragraphs 
(a) and (b). The requirement for factual showings to establish 
a lack of deceptive intent is deleted, with a statement to that 
effect being sufficient, paragraph (a). 


Office practice is to require the same type and character of 
proof of facts as in petitions under § 1.48(a). See MPEP 1481. 
Unlike former § 1.48, former § 1.324 contained no diligence 
requirement. See Stark v. Advanced Magnetics, Inc., 29 F.3d 
1570, 1574, 31 USPQ2d 1290, 1293 (Fed. Cir. 1994). Section 
1.324 (and § 1.48) as adopted contain no diligence requirement, 
for the reasons set forth in the discussion of § 1.48. 


Section 1.324(b)(1) is amended to explicitly require a statement 
relating to the lack of deceptive intent only from each person 
who is being added or deleted as an inventor, as opposed to 
the current practice of requiring a statement from each original 
named inventor and any inventor to be added. 


The current requirements for an oath or declaration under § 
1.63 by each actual inventor is replaced, paragraph (b)(2) of 
§ 1.324, by a statement from the current named inventors who 
have not submitted a statement under paragraph (b)(1) of § 
1.324 either agreeing to the change of inventorship or stating 
that they have no disagreement in regard to the requested 
change. Not every original named inventor would necessarily 
have knowledge of each of the contributions of the other inven- 
tors and/or how the inventorship error occurred, in which case 
their lack of disagreement to the requested change would be 
sufficient. 


Paragraph (b)(3) of § 1.324 requires the written consent of 
the assignees of all parties who submitted a statement under 
paragraph (b)(1) and (b)(2) of this section similar to the current 
practice of consents by the assignees of all the existing paten- 
tees. A clarification reference to § 3.73(b) is added. 


Paragraph (b)(4) of § 1.324 states the requirement for a petition 
fee as set forth in § 1.20(b). 


No adverse comments were received regarding the proposed 
change to § 1.324. 


Section 1.325: The proposed removal of § 1.325 is withdrawn. 
See comments relating to § 1.101. 


Section 1.351: The proposed removal of § 1.351 is withdrawn. 
See comments relating to § 1.101. 
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Section 1.352: Section 1.352 is removed and reserved as unnec- 
essary as an internal instruction. 


See comments relating to § 1.101. 


Section 1.366: Section 1.366(b) is amended to remove the term 
“certificate” as unnecessary. Section 1.366(c) is amended for 
clarity by changing “serial number” to “application number,” 
which consists of the serial number and the series code (e.g., 
“08/"). 

Paragraph (d) removes the request for the information con- 
ceming the issue date of the original patent and filing date of 
the application for the original patent as unnecessary. The term 
“serial” is also removed from paragraph (d). 


No comments were received regarding the proposed change to 
§ 1.366. 


Section 1.377: Section 1.377(c) is amended to remove the 
requirement that the petition be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.377. 


Section 1.378: Section 1.378(d) is amended to remove the 
requirement that the statement be verified in accordance with 
the change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.378. 


Section 1.425: Section 1.425 is amended by removing para- 
graph (a) and its requirement for proof of the pertinent facts 
relating to the lack of cooperation or unavailability of the 
inventor for which status is sought. In addition, § 1.425 is 
further amended by deleting paragraph (b) and its requirements 
for proof of the pertinent facts, presence of a sufficient proprie- 
tary interest, and a showing that such action is necessary to 
preserve the rights of the parties or to prevent irreparable 
damage. Additionally, the requirement that the last known 
address of the non-signing inventor be stated has been removed. 
The current requirements are thought to be unnecessary in view 
of the need for submission of the same information in a petition 
under § 1.47 during the national stage. The paragraph added 
parallels the requirement in PCT Rule 4.15 for a statement 
explaining to the satisfaction of the Commissioner the lack of 
the signature concerned for submission of the international 
application. 

No comments were received regarding the proposed change to 
§ 1.425. 


Section 1.484: Section 1.484 paragraphs (d) through (f) are 
amended by replacement of “response” and “respond” with 
“reply” in accordance with the change to § 1.111. 

No comments were received regarding the proposed change to 
§ 1.484. 


Section 1.485: Section 1.485(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.485. 


Section 1.488: Section 1.488(b)(3) is amended by replacement 
of “response” with “reply” in accordance with the change to 
§ 1.111. 


No comments were received regarding the proposed change to 
§ 1.488. 


Section 1.492: Section 1.492 is amended to add new paragraph 
(g). See the amendment to § 1.16 adding a new paragraph (m). 


eI comments were received regarding the proposed change to 
1.492. 


Section 1.494: Section 1.494(c) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
L111. 
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No comments were received regarding the proposed change to 
§ 1.494. 


Section 1.495: Section 1.495(c) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.495. 


Section 1.510: Section 1.510(e) is amended to replace a refer- 
ence to § 1.121(f) with a reference to § 1.530(d), which sets 
forth the requirements for an amendment in a reexamination 
proceeding. 


No comments were received regarding the proposed change to 
§ 1.510. 


Section 1.530: The title has been changed by the addition of 
a semicolon to clarify that the section is intended to cover 
not only amendments submitted with the statement, but also 
amendments submitted at any other stage of the reexamination 
proceedings. 


Section 1.530(d) is replaced by paragraphs (d)(1) through (d)(7) 
removing the reference to § 1.121(f) in accordance with the 
deletion of § 1.121(f). The manner of proposing amendments 
in reexamination proceedings is governed by § 1.530(d)(1) 
through (d)(6). Paragraph (d)(1) is directed to the manner of 
proposing amendments in the specification, other than in the 
claims. Paragraph (d)(1)(i) requires that amendments including 
deletions be made by submission of a copy of one or more 
newly added or rewritten paragraphs with markings, except 
that an entire paragraph may be deleted by a statement deleting 
the paragraph without presentation of the text of the paragraph. 
Paragraph (d)(1)(ii) requires indication of the precise point in 
the specification where the paragraph which is being amended 
is located. When a change in one sentence, paragraph, or page 
results in only format changes to other pages (e.g., shifting of 
non-amended text to subsequent pages) not otherwise being 
amended, such format changes are not to be submitted. Para- 
graph (d)(1)(iii) defines the markings set forth in paragraph 
(d)(1 (ii). Proposed paragraph (d)(1)(iii), relating to a require- 
ment for submission of all amendments be presented when any 
amendment to the specification is made, was not implemented. 


Paragraph (d)(2) of § 1.530 relates to the manner of proposing 
amendments to the claims in reexamination proceedings. Para- 
graph (d)(2)(i)(A) of § 1.530 requires that a proposed amend- 
ment include the entire text of each patent claim which is 
proposed to be amended by the current amendment and each 
proposed new claim being added by the current amendment. 
Additionally, provision has been made for the cancellation of 
a patent claim or of a previously proposed new claim by a 
direction to cancel without the need for marking by brackets. 
Paragraph (d)(2)(i)(B) prohibits the renumbering of the patent 
claims and requires that any proposed new claims follow the 
number of the highest numbered patent claim. Para- 
graph(d)(2)(i)(C) identifies the type of markings required by 
paragraph (d)(2)(i(A), single underlining for added material 
and single brackets for material deleted. 


Paragraph (d)(2)(ii) requires the patent owner to set forth the 
status (i.e., pending or cancelled) of all patent claims, and of 
all currently proposed new claims, as of the date of the submis- 
sion of each proposed amendment. The absence of claim status 
would result in a notice of informal response. 


Paragraph (d)(2){iii) of § 1.530 requires an explanation of the 
support in the disclosure for any amendments to the claims 
presented for the first time on pages separate from the amend- 
ments along with any additional comments. The absence of an 
explanation would result in a notice of informal response. 


Proposed paragraphs (d)(2)(iv) and (v), relating to a require- 
ment for presentation of all amendments as of the date any 
amendment to the claims is made, and to the treatment of the 
failure to submit a copy of any added claim as a direction to 
cancel that claim, were not implemented. 


Paragraph (d)(3) of § 1.530 provides that: (1) an amendment 
may not enlarge the scope of the claims of the patent, (2) no 
amendment may be proposed for entry in an expired patent, 
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and (3) no amendment will be incorporated into the patent by 
certificate issued after the expiration of the patent. 


Paragraph (d)(4) of § 1.530 provides that amendments proposed 
to a patent during reexamination proceedings will not be effec- 
tive until a reexamination certificate is issued. This replaces 
paragraph (e) of § 1.530, which has been removed and reserved. 


Paragraph (d)(5) of § 1.530 provides the criteria for the form 
of amendments in reexamination proceedings (i.e., paper size 
must be either letter size or A4 size, and not legal size). 


Paragraph (d)(6) of § 1.530 clarifies that proposed amendments 
to the patent drawing sheets are not permitted and that any 
change must be by way of a new sheet of drawings with the 
proposed amended figures being identified as “amended” and 
with proposed added figures identified as “new” for each sheet 
that has changed. Material in paragraph (d)(6) has been trans- 
ferred from cancelled § 1.115. 


(d)(7) of § 1.530, has been added in view of the 
deletion of § 1.115 paragraph (d), requires amendment of the 
disclosure in certain situations (i.e., to correct inaccuracies of 
description and definition) and to secure substantial correspon- 
dence between the claims, the remainder of the specification, 
and the drawings. The previous requirement for “correspon- 
dence” has been modified by use of “substantial correspon- 
dence.” See comments to § 1.115. 


Paragraph (d)(8) of § 1.530 has been added to clarify that all 
amendments to the patent being reexamined must be made 
relative to (i.e., vis-a-vis) the patent specification in effect as 
of the date of the filing of the request for reexamination (the 
patent specification includes the claims). If there was a prior 
change to the patent (made via a prior reexamination certificate, 
reissue of the patent, certificate of correction, efc.), the first 
amendment must be made relative to the patent specification 
as changed by the prior proceeding or other mechanism for 
changing the patent. In addition, all amendments subsequent 
to the first amendment must be made relative to the patent 
specification in effect as of the date of the filing of the request 
for reexamination, and not relative to the prior amendment. 


Paragraph (e) of § 1.530 has been removed with the material 
formerly contained therein transferred to new paragraph (d)(4) 
of § 1.530. 


The proposed change in §§ 1.530, 1.550, and 1.560 to replace 
“response,” “responses” and “respond” with “reply” in accor- 
dance with the change to § 1.111 is not being adopted at this 
time. As the term “reply” in a reexamination proceeding refers 
to the “reply” of a third party requester (§ 1.535), the Office 
is withdrawing for further consideration what term should con- 
sistently be used for the “reply” or “response” by the patent 
owner and what term should consistently be used for the “reply” 
by a third party requester. 


Section 1.550: Paragraph (a) of § 1.550 is amended to conform 
the citation to §§ 1.104 through 1.119 to the changes to §§ 
1.104 through 1.119. Paragraphs (b) and (e) of § 1.550 are 
amended for clarification purposes. Paragraph (e) of § 1.550 
clarifies present Office practice of requiring, after filing of a 
request for reexamination by a third party requester, the service 
of any document filed by either the patent owner or the third 
party on the other party in the reexamination proceeding in the 
manner provided in § 1.248. 


No comments were received regarding the proposed change to 
§ 1.550. 


Section 1.770: Section 1.770 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
L111. 


No comments were received regarding the proposed change to 
§ 1.770. 


Section 1.785: Section 1.785 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.11. 


No comments were received regarding the proposed change to 
§ 1.785. 
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Section 1.804: Section 1.804(b) is clarified grammatically by 
changing “shall state” to “stating” and is amended to delete 
the requirement that the statement be verified in accordance 
with the change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 


§ 1.804 


Section 1.805: Section 1.805(c) is amended by deleting “veri- 
fied” in accordance with the change to §§ 1.4(d) and 10.18 
and removing unnecessary language noting that an attorney or 
agent registered to practice need not verify their statements. 


No comments were received regarding the proposed change to 
§ 1.805. 

Part 3: Portions of Part 3 are amended to incorporate Part 7, 
which part is removed and reserved. 


No comments were received regarding the proposed change to 
Part 3. 


Section 3.11: Section 3.11(a) is created for the current subject 


matter and a new paragraph(b) is added citing Executive Order 
9424 of February 18, 1944 (9 FR 1959, 3 CFR 1943-1949 
Comp., p. 303) and its requirements that several departments 
and other executive agencies of the Government forward items 
for recording. 


Section 3.21: Section 3.21 is amended to replace the reference 
to “§ 1.53(b)(1)” with a reference to “§ 1.53(b)” and to delete 
the reference to “§ 1.62” for consistency with the amendment 
to § 1.53 and the deletion of § 1.62. 


Section 3.26: Section 3.26 is amended to remove the require- 
ment that an English language translation be verified in accor- 
dance with the change to §§ 1.4(d)(2) and 10.18. 


Section 3.27: The current subject matter of § 3.27 is designated 


as paragraph (a), and a paragraph (b) is added to cite Executive 
Order 9424 and a mailing address therefor. 


Section 3.31: Section 3.31(c) is added to require that: (1) the 
cover sheet must indicate that the document is to be recorded 
on the Governmental Register, (2) the document is to be 
recorded on the Secret Register (if applicable); and (3) the 
document does not affect title (if applicable). 


Section 3.41: The current subject matter of § 3.41 is designated 
as paragraph (a), and a paragraph (b) is added to specify when 
no recording fee is required for documents required to be filed 
pursuant to Executive Order 9424. 


Section 3.51: Section 3.51 is amended by removing the term 
“certification” as unnecessary in accordance with the change 
to §§ 1.4(d)(2) and 10.18. 


Section 3.58: Section 3.58 is added to provide for the main- 
taining of a Department Register to record Government interests 
required by Executive Order 9424 in § 3.58(a). New § 3.58(b) 
provides that the Office maintain a Secret Register to record 
Government interests also required by the Executive Order. 


Section 3.73: Section 3.73(b) is amended to remove the sentence 
requiring an assignee to specifically state that the evidentiary 
documents have been reviewed and to certify that title is in 
the assignee seeking to take action. The sentence is deemed to 
be unnecessary in view of the amendment to §§ 1.4(d) and 
10.18. 


Section 3.73 paragraph (b) has also been amended to replace 
the language “assignee of the entire right, title and interest” 
with “assignee.” This change provides for the applicability of 
the paragraph to assignees with a partial interest, such as is 
often encountered in reissue applications. 


Section 3.73(b) is clarified by addition of a reference to an 
example of documentary evidence that can be submitted. 


Part 5: 


No comments were received regarding the proposed change to 
Part 5. 
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Section 5.1: Section 5.1 is amended by removing the current 
subject matter as being duplicative of material in the other 
sections of this part and is replaced by subject matter deleted 
from § 5.33. 


Section 5.2: Section 5.2(b) is amended by removing the subject 
matter as being duplicative of material in the other sections of 
this part and is replaced with subject matter of the first sentence 
from § 5.7. Section 5.2 paragraphs (c) and (d) are removed as 
repetitive of material in the other sections of this part. 


Section 5.3: Section 5.3 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


Section 5.4: Section 5.4 is amended by removing unnecessary 
subject matter from paragraph (a), eliminating, in paragraph 
(d), the requirement that the petition be verified in accordance 
with the amendment to §§ 1.4(d)(2) and 10.18, and by adding 
the first and second sentences of § 5.8 to § 5.4(d). 


Section 5.5: Section 5.5 is amended by removing unnecessary 
subject matter from paragraph (b) and by replacing current § 
5.5(e) with subject matter removed from § 5.6(a). 


Section 5.6: Section 5.6 is removed and reserved with the 
subject matter of § 5.6(a) being placed in § 5.S(e). 


Section 5.7: Section 5.7 is removed and reserved with the first 
sentence thereof being placed in § 5.2(b). 


Section 5.8: Section 5.8 is removed and reserved with the 
subject matter from the first and second sentences thereof being 
placed in § 5.4(d). 


Sections 5.11: Section 5.11, paragraphs (b), (c) and (e), are 
amended to update the references to other parts of the Code 
of Federal Regulations. 


Section 5.12: Section 5.12(b) is amended to clarify that the 
petition fee (§ 1.17(h)) is required only when expedited han- 
dling is sought for the petition. 


Section 5.13: Section 5.13 is amended by removing the last 
two sentences which are considered to be unnecessary. Section 
5.13 is also amended to remove the lan  conceming the 
requirement for the petition fee (§ 1.17(h)) for expedited han- 
dling of a petition under § 5.12(b), which is duplicative of the 
provisions of § 5.12(b). This amendment does not change cur- 
rent practice. 


Section 5.14: Section 5.14(a) is amended by removing unneces- 
sary subject matter and replacing “serial number” with the more 
appropriate designation “application number.” Section 5.14(a) 
is also amended to remove the language concerning the require- 
ment for the petition fee (§ 1.17(h)) for expedited handling of 
a petition under § 5.12(b), which is duplicative of the provisions 
of § 5.12(b). This amendment does not change current practice. 


Section 5.15: Section 5.15, paragraphs (a), (b), (c), and (e), are 
amended by removing unnecessary subject matter and to update 
the references to other parts of the Code of Federal Regulations. 


Section 5.16: Section 5.16 is removed and reserved as unneces- 
sary. 


Section 5.17: Section 5.17 is removed and reserved as unneces- 
sary. 


Section 5.18: Section 5.18 is amended to update the references 
to other parts of the Code of Federal Regulations. 


Sections 5.19: Sections 5.19(a) and (b) are amended to update 
the references to other parts of the Code of Federal Regulations. 
Section 5.19(c) is removed as unnecessary. 


Section 5.20: Section 5.20 is amended to include only the 
language of former § 5.20(a). 
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Section 5.25: Section 5.25(c) is removed as unnecessary. 


Section 5.31: Section 5.31 is removed and reserved as unneces- 
sary. 


Section 5.32: Section 5.32 is removed and reserved as unneces- 
sary. 


Section 5.33: Section 5.33 is removed and reserved and its 
subject matter added to § 5.1. 


Part 7: Part 7 is removed and reserved as the substance thereof 
is incorporated into part 3. 


No comments were received regarding the proposed change to 
Part 7. 


Part 10: 


Section 10.18: The heading of § 10.18 is amended to read 
“[s]ignature and certificate for correspondence filed in the 
Patent and Trademark Office” to reflect that it, as amended, 
applies to correspondence filed by non-practitioners as well as 
practitioners. 


Section 10.18(a) is amended to provide that for all documents 
filed in the Office in patent, trademark, and other non-patent 
matters, except for correspondeace that is required to be signed 
by the applicant or party, each piece of correspondence filed 
by a practitioner in the Patent and Trademark Office must 
bear a signature, personally signed by such practitioner, in 
compliance with § 1.4(d)(1). This amendment is simply a clari- 
fication of the requirements of former § 10.18(a). 


Section 10.18 is further amended (in § 10.18 paragraphs (b) 
and (c)) to include the changes proposed to § 1.4 paragraphs 
(d)(2) and (d)(3). These changes to 37 CFR Part 10 are to 
avoid a dual standard between 37 CFR Parts | and 10 as 
to practitioners. In addition, by operation of § 1.4(d)(2), the 
provisions of § 10.18 paragraphs (b) and (c) are applicable to 
any party (whether a practitioner or non-practitioner) presenting 
any paper to the Office. As any party (whether a practitioner 
or non-practitioner) presenting any paper to the Office is subject 
to the provisions of § 10.18 paragraphs (b) and (c), this change 
also avoids a dual standard between practitioners and non- 
practitioners as to the certification provisions of § 10.18(b) and 
the sanctions provisions of § 10.18(c). The only difference 
between a practitioner and a non-practitioner as to § 10.18 
paragraphs (b) and (c) is that a practitioner may also be subject 
to disciplinary action for violations of § 10.18(b) in addition 
to or in lieu of sanctions under § 10.18(c). 


Section 10.18(b)(1) is specifically amended to provide that, by 
presenting to the Office (whether by signing, filing, submitting, 
or later advocating) any paper, the party presenting such paper 
(whether a practitioner or non-practitioner) is certifying that 
all statements made therein of the party’s own knowledge are 
true, all statements made therein on information and belief are 
believed to be true, and all statements made therein are made 
with the knowledge that whoever, in any matter within the 
jurisdiction of the Patent and Trademark Office, knowingly 
and willfully falsifies, conceals, or covers up by any trick, 
scheme, or device a material fact, or makes any false, fictitious 
or fraudulent statements or representations, or makes or uses 
any false writing or document knowing the same to contain 
any false, fictitious or fraudulent statement or entry, shall be 
subject to the penalties set forth under 18 U.S.C. 1001, and 
that violations of this paragraph may jeopardize the validity of 
the application or document, or the validity or enforceability 
of any patent, trademark registration, or certificate resulting 
therefrom. 


Section 10.18(b)(2) is specifically amended to provide that, by 
presenting to the Office any paper, the party presenting such 
paper (whether a practitioner or non-practitioner) is certifying 
that to the best of the party’s knowledge, information and belief, 
formed after an inquiry reasonable under the circumstances, 
that: (1) the paper is not being presented for any improper 
purpose, such as to harass someone or to cause unnecessary 
delay or needless increase in the cost of prosecution before the 
Office; (2) the claims and other legal contentions therein are 
warranted by existing law or by a nonfrivolous argument for 
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the extension, modification, or reversal of existing law or the 
establishment of new law; (3) the allegations and other factual 
contentions have evidentiary support or, if specifically so identi- 
fied, are likely to have evidentiary support after a reasonable 
opportunity for further investigation or discovery; and (4) the 
denials of factual contentions are warranted on the evidence, 
or if specifically so identified, are reasonably based on a lack 
of information or belief. 


As discussed supra, the amendments to § 10.18, in combination 
with the amendment to § 1.4(d), will permit the Office to 
eliminate the verification requirement for a number of the rules 
of practice. 


Section 10.18(c) specifically provides that violations of § 
10.18(b)(1) may jeopardize the validity of the application or 
document, or the validity or enforceability of any patent, trade- 
mark registration, or certificate resulting therefrom, and that 
violations of any of § 10.18 paragraphs (b)(2)(i) through (iv) 
are, after notice and reasonable opportunity to respond, subject 
to such sanctions as deemed appropriate by the Commissioner, 
or the Commissioner’s designee, which may include, but are 
not limited to, any combination of: (1) holding certain facts to 
have been established; (2) returning papers; (3) precluding a 
party from filing a paper, or presenting or contesting an issue; 
(4) imposing a monetary sanction; (5) requiring a terminal 
disclaimer for the period of the delay; or (6) terminating the 
proceedings in the Patent and Trademark Office. 


With regard to the sanctions enumerated in § 10.18(c), 35 
U.S.C. 6(a) provides that “The Commissioner . . . may, subject 
to the approval of the Secretary of Commerce, establish regula- 
tions, not inconsistent with law, for the conduct of proceedings 
in the Patent and Trademark Office.” The issue of whether 
the Office is authorized to impose monetary sanctions was 
addressed in the rulemaking entitled “Patent Appeal and Inter- 
ference Practice,” published in the Federal Register at 60 FR 
14488 (March 17, 1995), and in the Official Gazette at 1173 
Off. Gaz. Pat. Office 36 (April 11, 1995). 


The Commissioner’s authority under 35 U.S.C. 6(a) to impose 
monetary sanctions is limited to sanctions which are remedial, 
and does not extend to sanctions that are punitive. /d. at 14494 
96, 1173 Off. Gaz. Pat. Office at 41-43. An enabling statute 
(35 U.S.C. 6(a)) alone is not the express statutory authorization 
required for an agency to impose penal monetary sanctions. 
See, e.g., Commissioner v. Acker, 361 U.S. 87,91 (1959); Gold 
Kist, Inc. v. Department of Agriculture, 741 F.2d 344, 348 
(11th Cir. 1984). Thus, the line of demarcation between permis- 
sible and impermissible monetary sanctions under 35 U.S.C. 
6(a) is that: (1) the imposition of a monetary sanction to cover 
the costs incurred by the Office due to the violation of § 
10.18(b)(2) is a remedial (and thus permissible) sanction; and 
(2) the imposition of a monetary sanction that has no relation- 
ship to the costs incurred by the Office due to the violation of 
§ 10.18(b)(2) (e.g., a pre-established or arbitrary fine or penalty) 
is a punitive (and thus impermissible) sanction. See United 
States v. Frame, 885 F.2d 1119, 1142-43 (3rd Cir. 1989) (late 
payment charge no higher than reasonable to cover lost interest 
and administrative costs incurred in the collection effort is a 
remedial sanction, and not a penalty, and, as such, is authorized 
by rulemaking enabling statute), cert. denied, 493 U.S.1094 
(1990); see also Griffin & Dickson v. United States, 16 Cl. Ct. 
347, 356-57 (1989) (agency has the inherent authority to 
manage its caseload by imposing sanctions including pre- 
cluding party from presenting further evidence, disciplining of 
representative, or imposing costs against the representative or 
the party in interest). As the Office is an entirely fee-funded 
entity, it is reasonable to impose a monetary sanction on a 
party causing an unnecessary and inordinate expenditure of 
Office resources to cover the costs incurred by the Office due 
to such action, rather than impose these costs on the Office’s 
customers in general. 


Nevertheless, the Office has amended §§ 1.4(d)(2) and 10.18 
with the objective of discouraging the filing of frivolous or 
patently unwarranted correspondence in the Office, not to rou- 
tinely review correspondence for compliance with § 10.18(b)(2) 
and impose sanctions under § 10.18(c). Thus, the amendment 
to §§ 1.4(d)(2) and 10.18 should cause no concer to prac- 
titioners and pro se applicants engaging in the ordinary course of 
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business before the Office. The Office anticipates that sanctions 
under § 10.18(c) will be imposed only in rare situations in 
which such action is necessary for the Office to halt a clear 
abuse that is resulting in a needless and inordinate expenditure 
of Office resources. 


Where the circumstances of an application or other proceeding 
warrant a determination of whether there has been a violation 
of § 10.18(b), the file or the application or other proceeding 
will be forwarded to the Office of Enrollment and Discipline 
(OED) for a determination of whether there has been a violation 
of § 10.18(b). In the event that OED determines that a provision 
of § 10.18(b) has been violated, the Commissioner, or the 
Commissioner’s designee, will determine what (if any) sanc- 
tion(s) under § 10.18(c) is to be imposed in the application or 
other proceeding. In addition, if OED determines that a provi- 
sion of § 10.18(b) has been violated by a practitioner, OED 
will determine whether such itioner is to be subject to 
disciplinary action (see §§ 1.4(d)(2) and 10.18(d)). That is, 
OED will provide a determination of whether there has been a 
violation of § 10.18(b), and if such violation is by a practitioner, 
whether such practitioner is to be subject to disciplinary action; 
however, OED will not be responsible for imposing sanctions 
under § 10.18(c) in an application or other proceeding. 


Section 10.18(d) provides that any practitioner violating the 
provisions of this section may also be subject to disciplinary 
action. This paragraph (and the corresponding provision of § 
1.4(d)(2)) clarifies that a practitioner may be subject to disci- 
plinary action in lieu of, or in addition to, the sanctions set 
forth in § 10.18(c) for violations of § 10.18. 


Comment 102: A number of comments supported the changes 
to § 1.4(d) to make its certification applicable to all papers 
signed and submitted to the Office. 


Response: The Office will adopt the changes to make such a 
certification applicable to all papers filed in the Office, but 
will do so by placing the certification requirement in § 10.18, 
and providing in § 1.4(d) that the presentation of any paper 
to the Office, whether by a practitioner or non-practitioner, 
constitutes a certification under § 10.18. Thus, the presentation 
of a paper to the Office by any person (even a non-practitioner) 
constitutes a certification under § 10.18. 


Comment 103: A number of comments opposed the change to 
§ 1.4(d) as increasing the burden on persons presenting papers 
to the Office, and, as such, inconsistent with the stated goal 
of reducing the burden on the public. One comment indicated 
that new burdens in § 1.4(d) on signers of papers submitted to 
the Office include: (1) conducting a reasonable inquiry con- 
ceming the document to be submitted to the Office; (2) not 
submitting the document to harass or seek a needless increase 
in the cost of prosecution; and (3) submitting only documents 
likely to have evidentiary support after a reasonable opportunity 
for further investigation or discovery. 


Response: The change to §§ 1.4(d) and 10.18 should discourage 
the filing of frivolous papers in the Office, and thus reduce the 
cost to the Office of treating such papers, which cost is ulti- 
mately bome by the Office’s customers. Thus, this change to 
§§ 1.4(d) and 10.18 will reduce the burden on the public and 
to the Office’s customers in general. There is no reasonable 
argument as to why a person filing a document in the Office 
should be permitted to avoid the “burden” of conducting a 
reasonable inquiry concerning the document to be submitted 
to the Office, not submitting the document to harass or seek 
a needless increase in the cost of prosecution, or submitting only 
documents likely to have evidentiary support after a reasonable 
opportunity for further investigation or discovery. 


Comment 104: Several comments opposed the addition of § 
1.4(d)(2) (now § 10.18(b)(2)) on the basis that the phrase 
“formed after an inquiry reasonable under the circumstances” 
was too vague or was unclear as to how much of an inquiry 
must be made to meet the “reasonable inquiry” requirement. 


Response: The phrase “formed after an inquiry reasonable under 
the circumstances” is taken from Rule 11(b) of the Federal 
Rules of Civil Procedure (Fed. R. Civ. P. 11(b)), which provides 
that: 
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Representations to Court. By presenting to the court (whether 
by signing, filing, submitting, or later advocating) a pleading, 
written motion, or other paper, an attorney or unrepresented 
party is certifying that to the best of the person’s knowledge, 
information and belief, formed after an inquiry reasonable under 
the circumstances, — 

(1) it is not being presented for any improper purpose, such 
as to harass or to cause unnecessary delay or needless increase 
in the cost of litigation; 

(2) the claims, defenses, and other legal contentions therein 
are warranted by existing law or by a nonfrivolous argument 
for the extension, modification, or reversal of existing law or 
the establishment of new law, 

(3) the allegations and other factual contentions have eviden- 
tiary support or, if specifically so identified, are likely to have 
evidentiary support after a reasonable opportunity for further 
investigation or discovery; and 

(4) the denials of factual contentions are warranted on the 
evidence or, if specifically so identified, are reasonably based 
on a lack of information or belief. 


See Fed. R. Civ. P. 11(6)(1993). 


Section 10.18(b)(2) tracks the language of Fed. R. Civ. P. 
11(b)(1993) to avoid confusion as to what certifications a signa- 
ture entails. The advisory committee notes to Fed. R. Civ. 
P.11(b) provide further information on the “inquiry reasonable 
under the circumstances” requirement. See Amendments to the 
Federal Rules of Civil Procedure at 50-53 (1993), reprinted 
in 146 F.R.D. 401, 584-87. The “inquiry reasonable under the 
circumstances” requirement of § 10.18(b)(2) is identical to that 
in Fed. R. Civ. P. 11(b). The Federal courts have stated in 
regard to the “reasonable inquiry” requirement of Fed. R. Civ. 
. Bee 


In requiring reasonable inquiry before the filing of any pleading 
in a civil case in federal district court, Rule 11 demands “an 
objective determination of whether a sanctioned party’s conduct 
was reasonable under the circumstances.” In effect it imposes a 
negligence standard, for negligence is a failure to use reasonable 
care. The equation between negligence and the failure to con- 
duct a reasonable precompliaint inquiry is . . . that “the amount 
of investigation required by Rule 11 depends on both the time 
available to investigate and on the probability that more investi- 
gation will turn up important evidence; the Rule does not require 
steps that are not cost-justified.” 


Hays v. Sony Electronics, 847 F.2d 412, 418, 7 USPQ2d 1043, 
1048 (7th. Cir.1988) (citations omitted) (decided prior to the 
1993 amendment to Fed. R. Civ. P. 11, but discussing a “reason- 
able under the circumstances” standard). 


Comment 105: One comment opposed the change in § 1.4(d) 
to import the verification requirement into any papers signed 
and submitted to the Office, on the basis that the presence of 
a verification actually on the paper signed and submitted to 
the Office would cause the signer to carefully consider what 
is being signed and submitted to the Office. 


Response: A separate verification requirement for certain 
papers results in delays during the examination of an application 
when such verification is omitted. The Office is convinced that 
people are inclined to either not make false, misleading or 
inaccurate statements in documents they sign, or are not 
deterred from making such statements by the presence of a 
verification clause in the document. The benefit obtained in 
the rare instance in which a person otherwise inclined to make 
a false, misleading or inaccurate statement is persuaded not to 
do so by averification clause simply does not outweigh the 
benefit obtained by the elimination of the delay that results 
from the requirement for such a verification clause. 


Comment 106: One comment opposed the change to § 1.4(d) 
(now § 10.18(b)(2)) on the basis that “reasonable inquiry” 
requirement therein will expose a practitioner to malpractice 
liability. 


Response: Legal malpractice is not an issue of Federal patent 
(or trademark) law, but of common law sounding in tort. See 
Voight v. Kraft, 342 F. Supp 821, 822, 174 USPQ 294,295 (D. 
Idaho 1972). Section 10.18(b)(2) does not affect the duty (or 
create a new duty) on the part of a practitioner to his or her 
client vis-d-vis the submission of papers to the Office. 


OFFICIAL GAZETTE 


January 5, 1999 


The party’s duties under § 10.18 are not to one’s own clients; 
it is to the public in general, other parties before the Office 
(the examination of whose applications are delayed while the 
Office is, and whose fees must be applied to the cost of, 
responding to frivolous papers), and to the Office. Cf Mars 
Steel Corp. v. Continental Bank, 880 F.2d 928, 932 (7th. 
Cir.1989) (just as tort law creates duties to one’s client, Fed. 
R. Civ. P. 11 creates a duty to one’s adversary, other litigants 
in the courts’s queue, and the court itself); Hays, 847 F.2d at 
418, TUSPQ2d at 1049 (same). 


Comment 107: One comment indicated that the requirements 
in § 1.4(d)(2) (now § 10.18(b)(2)) may be onerous as to persons 
not registered to practice before the Office. Another comment 
opposed this change on the basis that it would create new issues 
during litigation, in that few non-lawyers have enough legal 
knowledge to accurately verify that the documents they sign 
are consistent with the law. The comment suggested that § 
1.4(d)(2) simply be amended to include the verification state- 
ment from § 1.68. 


Response: There is no reasonable argument as to why the 
certification for papers submitted to the Office should be any 
less than the certification required under Fed. R. Civ. P. 11(b) 
for papers filed in the Federal courts. The Federal Rules of 
Civil Procedure do not permit a pro se litigant to avoid the 
requirements of Fed. R. Civ. P. 11(b) (“By presenting . . . an 
attorney or unrepresented party is certifying . . . .” (emphasis 
added)). It is, however, appropriate to take account of the 
special circumstances of pro se applicants in determining 
whether sanctions under § 10.18(c) are appropriate. See advi- 
sory committee notes to Fed. R. Civ. P. 11 (1983), reprinted 
in 97 F.R.D. 165, 198-99 (1983) (“Although the standard is the 
same for unrepresented parties, who are obligated themselves to 
sign the [papers], the court has sufficient discretion to take 
account of the special circumstances that often arise in pro se 
situations”). 


The Office expects that pro se applicants will often submit 
arguments that evidence little, if any, appreciation of the appli- 
cable law or procedure. The Office is not adopting §§ 1.4(d)(2) 
and 10.18(b) and (c) for the purpose of imposing, and does 
not intend to impose, sanctions on pro se applicants in situations 
in which they simply submit arguments lacking an appreciation 
of the applicable law or procedure. See Finch v. Hughes Aircraft 
Co., 926 F.2d 1574, 1582,17 USPQ2d 1914, 1921 (Fed. Cir. 
1991)(“courts are particularly cautious about imposing sanc- 
tions on a pro se litigant, whose improper conduct may be 
attributed to ignorance of the law and proper procedures”); see 
also Hornback v. U.S., 40 USPQ2d 1694, 1697 (Cl. Ct. 1996) 
(pro se without legal training is not held to the same standard 
as trained counse]). 


Where, however, a pro se applicant engages in a course of 
conduct that any reasonable person should have known was 
improper, and which causes a needless and inordinate expendi- 
ture of Office resources, such conduct may result in the imposi- 
tion of sanctions on the pro se applicant. The Federal courts 
have subjected pro se litigants to sanctions for: (1) taking or 
persisting in actions that even a non-lawyer should have known 
were frivolous; (2) taking or persisting in actions that, after 
engaging in a sufficient course of litigation, the pro se litigant 
should have known were frivolous; or (3) taking or persisting 
in actions after having been warned by the court that such 
actions were frivolous. See Constant v. U.S., 929 F.2d 654,658, 
18 USPQ2d 1298, 1301 (Fed. Cir.), cert. denied, 501 U.S. 1206 
(1991); Finch, 926F.2d at 1582-83, 17 USPQ2d at 1921; U.S. 
ex rel. Taylor v. Times Herald Record, 22 USPQ2d 1716, 1718 
(S.D.N.Y. 1992), aff d, 990 F.3d 623 (2d Cir. 1993)(table). 


Comment 108: One comment argued that the change to § 
1.4(d) would be particularly difficult to apply in the context 
of provisional applications. 


Response: The patent statute and rules of practice do not require 
any papers other than a disclosure (with or without claims) and 
a cover sheet for a provisional application (e.g., an applicant 
need and should not submit legal arguments or other contentions 
with a provisional application). Thus, it is highly unlikely that 
the filing of a provisional application will result in a violation 
of § 10.18(b). 
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Comment 109: One comment opposed the change to § 1.4(d) 
on the basis that it was not clear whether a practitioner has an 
obligation in the case of a submission of a statement off acts 
to inform the party making the statement (or the client) of this 
certification effect, and the sanctions applicable to noncompli- 
ance. Another comment indicated that practitioners will now 
be placed under the obligation of questioning their clients each 
time they are given information or instructions. 


Response: The submission by an applicant of misleading or 
inaccurate statements of facts during the prosecution of applica- 
tions for patent has resulted in the patents issuing on such 
applications being held unenforceable. See, e.g., Refac Interna- 
tional Ltd. v. Lotus Development Corp., 81 F.3d 1576, 38 
USPQ2d 1665 (Fed. Cir. 1996); Paragon Podiatry Laboratory, 
Inc. v. KLM Laboratories, Inc., 984 F.2d 1182, 25 USPQ2d 
1561 (Fed. Cir 1993); Rohm and Haas Corp. v. Crystal Chem- 
ical Co., 722 F.2d 1556, 200 USPQ 289 (Fed. Cir. 1983), cert. 
denied, 469 U.S. 851 (1984); Ort v. Goodpasture, 40 USPQ2d 
1831 (D.N. Tex. 1996); Herman v. William Brooks Shoe Co., 
39 USPQ2d 1773 (S.D. N.Y. 1996); Golden Valley Microwave 
Food Inc. v. Weaver Popcorn Co., 837 F. Supp. 1444, 
24USPQ2d 1801 (N.D. Ind. 1992), affd, 11 F.3d 1072 (Fed. 
Cir. 1993) (table), cert. denied, 511 U.S. 1128 (1994). Likewise, 
false statements by a practitioner in a paper submitted to the 
Office during the prosecution of an application for patent has 
resulted in the patent issuing on such application also being 
held unenforceable. See General Electro Music Corp. v. Samick 
Music Corp., 19 F.3d 1405, 30 USPQ2d 1149 (Fed. Cir. 1994) 
(false statement in a petition to make an application special 
constitutes inequitable conduct, and renders the patent issuing 
on such application unenforceable). In addition, the failure to 
exercise due care in ascertaining the accuracy of the statements 
in a certification submitted to the Office has also resulted in 
a patent being held invalid. See DH Technology, 937 F. Supp. 
at 910; 40USPQ2d at 1761. 


For the above-stated reasons, it is highly advisable for a prac- 
titioner to advise a client or third party that any information 
so provided must be reliable and not misleading, regardless of 
this amendment to §§ 1.4(d)(2) and 10.18. Nevertheless, §§ 
1.4(d)(2) and 10.18 as adopted do not require a practitioner to 
advise the client (or third party) providing information of this 
certification effect (or the sanctions applicable to noncompli- 
ance), or question the client (or third party) when such informa- 
tion or instructions are provided. When a practitioner is 
submitting information (e.g., a statement of fact) from the 
applicant or a third party, or relying in arguments upon informa- 
tion from the applicant or a third party, the Office will consider 
a practitioner’s “inquiry reasonable under the circumstances” 
duty under § 10.18 met so long as the practitioner has no 
knowledge of information that is contrary to the information 
provided by the applicant or third party or would otherwise 
indicate that the information provided by the applicant or third 
party was so provided for the purpose of a violation of § 10.18 
(e.g., was submitted to cause unnecessary delay). 


An applicant has no duty to conduct a prior art search as a 
prerequisite to filing an application for patent. See Nordberg, 
Inc. v. Telsmith, Inc., 82 F.3d 394, 397, 38 USPQ2d 1593, 
1595-96 (Fed. Cir. 1996); FMC Corp. v. Hennessy Indus., Inc., 
836 F.2d 521, 526 n.6, 5 USPQ2d 1272, 1275-76 n.6 (Fed. 
Cir. 1987); FMC Corp. v. Manitowoc Co., Inc., 835 F.2d 1411, 
1415, 5 USPQ2d 1112, 1115 (Fed. Cir. 1987); American 
Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 F.2d 1350, 
1362, 220 USPQ 763, 772 (Fed. Cir.), cert. denied, 469 U.S. 
821, 224 USPQ 520 (1984). The “inquiry reasonable under the 
circumstances” requirement of § 10.18 does not create any new 
duty on the part of an applicant for patent to conduct a prior 
art search. See MPEP 609; cf. Judin v. United States, 110 F.3d 
780, 42 USPQ2d 1300 (Fed. Cir 1997) (the failure to obtain 
and examine the accused infringing device prior to bringing a 
civil action for infringement violates the 1983 version of Fed. 
R. Civ. P.1 1). The “inquiry reasonable under the circumstances” 
requirement of § 10.18, however, will require an inquiry into 
the underlying facts and circumstances when a practitioner 
provides conclusive statements to the Office (e.g., a statement 
that the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant 
to § 1.137(b) was unintentional). 
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Section 10.23: Section 10.23 is amended to change the phrase 
“knowingly signing” to “signing.” This amendment to § 10.23 
is for consistency with § 10.18, which contains no “knowingly” 
provision or requirement. 


Review Under the Paperwork Reduction Act of 1995. 


This Final Rule contains information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 
(44 U.S.C. 3501 et seq.). The principal impact of this Final 
Rule is: (1) elimination of unnecessary rules of practice; (2) 
simplification or elimination of certain requirements of the 
rules of practice; (3) rearrangement of certain rules to improve 
their context; and (4) clarification of the requirements of the 
rules of practice. 


The title, description and respondent description of each of the 
information collections are shown below with an estimate of 
each of the annual reporting burdens. The collections of infor- 
mation in this Final Rule have been reviewed and approved 
by OMB under the following control numbers: 0651-0016, 
0651-0021, 0651-0022, 0651-0027, 0651-0031, 0651-0032, 
0651-0033, 0651-0034, 0651-0035, and 0651-0037. Included 
in each estimate is the time for reviewing instructions, gathering 
and maintaining the data needed, and completing and reviewing 
the collection of information. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
control number. 


OMB Number: 0651-0016. 

Title: Rules for Patent Maintenance Fees. 

Form Numbers: PTO/SB/45/46/47/65/66. 

Type of Review: Approved through July of 1999. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
emment. 

Estimated Number of Respondents: 273,800. 

Estimated Time Per Response: 0.08 hour. 

Estimated Total Annual Burden Hours: 22,640 hours. 

Needs and Uses: Maintenance fees are required to maintain 
a patent, except for design or plant patents, in force under 35 
U.S.C. 41(b). Payment of maintenance fees are required at 3 
1/2, 7 1/2 and 11 1/2 years after the grant of the patent. A 
patent number and application number of the patent on which 
maintenance fees are paid are required in order to ensure proper 
crediting of such payments. 


OMB Number: 0651-0021. 

Title: Patent Cooperation Treaty. 

Form Numbers: PCT/RO/101, ANNEX/134/144, PTO- 
1382, PCT/IPEA/401, PCT/IB/328. 

Type of Review: Approved through May of 2000. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Federal Agencies or Employees, Not-for- 
Profit Institutions, Small Businesses or Organizations. 

Estimated Number of Respondents: 102,950. 

Estimated Time Per Response: 0.9538 hour. 

Estimated Total Annual Burden Hours: 98,195 hours. 

Needs and Uses: The information collected is required by 
the Patent CooperationTreaty (PCT). The general purpose of 
the PCT is to simplify the filing of patent applications on 
the same invention in different countries. It provides for a 
centralized filing procedure anda standardized application 
format. 


OMB Number: 0651-0022. 

Title: Deposit of Biological Materials for Patent Purposes. 

Form Numbers: None. 

Type of Review: Approved through December of 1997. 

Affected Public: Individuals or Households, State or Local 
Governments, Farms, Business or Other For-Profit, Federal 
Agencies or Employees, Not-for-Profit Institutions, Small Busi- 
nesses or Organizations. 

Estimated Number of Respondents: 3,325. 

Estimated Time Per Response: 1.0 hour. 

Estimated Total Annual Burden Hours: 3,325 hours. 
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Needs and Uses: Information on depositing of biological 
materials in depositories is required for (1) Office determination 
of compliance with the patent statute where the invention sought 
to be patented relies on biological material subject to deposit 
requirement, which includes notifying interested members of 
the public where to obtain samples of deposits, and (2) deposi- 
tories desiring to be recognized as suitable by the Office. 


OMB Number: 0651-0027. 

Title: Changes in Patent and Trademark Assignment Prac- 
tices. 

Form,Numbers: PTO-1618 and PTO-1619, PTO/SB/15/41. 

Type of Review: Approved through September of 1998. 

Affected Public: Individuals or Households and Businesses 
or Other For-Profit. 

Estimated Number of Respondents: 170,000. 

Estimated Time Per Response: 0.57 hour. 

Estimated Total Annual Burden Hours: 97,000 hours. 

Needs and Uses: The Office records about 170,000 assign- 
ments or documents related to ownership of patent and trade- 
mark cases each year. The Office requires a cover sheet to 
expedite the processing of these documents and to ensure that 
they are properly recorded. 


OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08- 121 26/3 1/32/42/43/61-64/ 
67-69/9 1 -93/96/97. 

Type of Review: Approved through October of 1999. 

Affected Public: Individuals or Households, Business or 
Other For-Profit Institutions, Not-for-Profit Institutions and 
Federal Government. 

Estimated Number of Respondents: 1,690,690. 

Estimated Time Per Response: 0.361 hours. 

Estimated Total Annual Burden Hours: 644,844 hours. 

Needs and Uses: During the processing for an application 
for a patent, the applicant/agent may be required or desire to 
submit additional information to the Office concerning the 
examination of a specific application. The specific information 
required or which may be submitted includes: Information Dis- 
closure Statements; Terminal Disclaimers; Petitions to Revive; 
Express Abandonments; Appeal Notices; Small Entity; Peti- 
tions for Access; Powers to Inspect; Certificates of Mailing; 
Certificates under § 3.73(b); Amendments, Petitions and their 
Transmittal Letters; and Deposit Account Order Forms. 


OMB Number: 0651-0032. 

Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/17-20/101-109. 

Type of Review: Approved through September of 1998. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
emment. 

Estimated Number of Respondents: 243,100. 

Estimated Time Per Response: 7.88 hours. 

Estimated Total Annual Burden Hours: 1,915,500 hours. 

Needs and Uses: The purpose of this information collection 
is to permit the Office to determine whether an application 
meets the criteria set forth in the patent statute and regulations. 
The standard Fee Transmittal form, New Utility Patent Applica- 
tion Transmittalform, New Design Patent Application Trans- 
mittal form, New Plant Patent Application Transmittal form, 
Plant Color Coding Sheet, Declaration, and Plant Patent Appli- 
cation Declaration will assist applicants in complying with the 
requirements of the patent statute and regulations, and will 
further assist the Office in processing and examination of the 
application. 

OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/50-57; PTOL-85b. 

Type of Review: Approved through June of 1999. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
emment. 

Estimated Number of Respondents: 135,190. 

Estimated Time Per Response: 0.325 hour. 

Estimated Total Annual Burden Hours: 43,893 hours. 

Needs and Uses: This collection of information is required 
to administer the patent laws pursuant to title 35, U.S.C., con- 
ceming the issuance of patents and related actions including 
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correcting errors in printed patents, refiling of patent applica- 
tions, requesting reexamination of a patent, and requesting a 
reissue patent to correct an error in a patent. The affected public 
includes any individual or institution whose application for a 
patent has been allowed or who takes action as covered by the 
applicable rules. 


OMB Number: 0651-0034. 

Title: Secrecy/License to Export. 

Form Numbers: None. 

Type of Review: Approved through January of 1998. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
emment. 

Estimated Number of Respondents: 2,156. 

Estimated Time Per Response: 0.5 hour. 

Estimated Total Annual Burden Hours: 1,129 hours. 

Needs and Uses: In the interest of national security, patent 
laws and regulations place certain limitations on the disclosure 
of information contained in patents and patent applications and 
on the filing of applications for patent in foreign countries. 


OMB Number: 0651-0035. 

Title: Address-Affecting Provisions. 

Form Numbers: PTO/SB/82/83. 

Type of Review: Approved through June of 1999. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
emment. 

Estimated Number of Respondents: 44,850. 

Estimated Time Per Response: 0.2 hour. 

Estimated Total Annual Burden Hours: 8,970 hours. 

Needs and Uses: Under existing law, a patent applicant or 
assignee may appoint, revoke or change a representative to act 
in a representative capacity. Also, an appointed representative 
may withdraw from acting in a representative capacity. This 
collection includes the information needed to ensure that Office 
correspondence reaches the appropriate individual. 


OMB Number. 0651-0037. 

Title: Provisional Applications. 

Form Numbers: PTO/SB/16. 

Type of Review: Approved through January of 1998. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
emment. 

Estimated Number of Respondents: 6,000. 

Estimated Time Per Response: 0.2 hour. 

Estimated Total Annual Burden Hours: 1,200 hours. 

Needs and Uses: The information included on the provisional 
application cover sheet is needed by the Office to identify the 
submission as a provisional application and not some other kind 
of submission, to promptly and properly process the provisional 
application, to prepare the provisional application filing receipt 
which is sent to the applicant, and to identify those provisional 
applications which must be reviewed by the Office for foreign 
filing licenses. 


As required by the Paperwork Reduction Act of 1995 (44 
U.S.C. 3507(d)), the Office has submitted a copy of this Final 
Rule to OMB for its review of these information collections. 
Interested persons are requested to send comments regarding 
these information collections, including suggestions for 
reducing this burden, to the Office of Information and Regula- 
tory Affairs of OMB, New Executive Office Bidg., 725 17th 
St. NW, rm. 10235, Washington, DC 20503, Attn: Desk Officer 
for the Patent and Trademark Office. 


Other Considerations. 


This Final Rule is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612 (October 26, 1987), and the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). Ithas been determined that 
this rulemaking is not significant for the purposes of Executive 
Order 12866 (September 30, 1993). 


The Assistant General Counsel for Legislation and Regulation 
of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration that this 
Final Rule would not have a significant impact on a substantial 
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number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The principal impact of this Final Rule is: (1) elimina- 
tion of unnecessary rules of practice; (2) simplification or elimi- 
nation of certain requirements of the rules of practice; (3) 
rearrangement of certain rules to improve their context; and 
(4) clarification of the requirements of the rules of practice. 


The Office has determined that this Final Rule has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects 


37 CFR Part | 

Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Smali Businesses. 


37 CFR Part 3 

Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 

37 CFR Part 5 

Classified information, foreign relations, inventions and 
patents. 

37 CFR Part 7 

Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 

37 CFR Part 10 

Administrative practice and procedure, Inventions and patents, 
Lawyers, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts 1, 3, 
5, 7 and 10 are amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.4 is amended by revising paragraph (d) and by 
adding paragraph (g) to read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 


** et * 


(d)(1) Each piece of correspondence, except as provided in 
paragraphs (e) and (f) of this section, filed in a patent or 
trademark application, reexamination proceeding, patent or 
trademark interference proceeding, patent file or trademark 
registration file, trademark opposition proceeding, trademark 
cancellation proceeding, or trademark concurrent use pro- 
ceeding, which requires a person’s signature, must either: 


(i) Be an original, that is, have an original signature personally 
signed in permanent ink by that person; or 


(ii) Be a direct or indirect copy, such as a photocopy or 
facsimile transmission(§ 1.6(d)), of an original. In the event 
that a copy of the original is filed, the original should be retained 
as evidence of authenticity. If a question of authenticity arises, 
the Patent and Trademark Office may require submission of 
the original. 


(2) The presentation to the Office (whether by signing, filing, 
submitting, or later advocating) of any paper by a party, whether 
a practitioner or non-practitioner, constitutes a certification 
under § 10.18(b) of this chapter. Violations of § 10.18(b)(2) 
of this chapter by a party, whether a practitioner or non-prac- 
titioner, may result in the imposition of sanctions under § 
10.18(c) of this chapter. Any practitioner violating § 10.18(b) 
may also be subject to disciplinary action. See §§ 10.18(d) and 
10.23(c)(15). 


ss *##* 


(g) An applicant who has not made of record a registered 
attorney or agent may be required to state whether assistance 
was received in the preparation or prosecution of the patent 
application, for which any compensation or consideration was 
given or charged, and if so, to disclose the name or names of 
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the person or persons providing such assistance. Assistance 
includes the preparation for the applicant of the specification 
and amendments or other papers to be filed in the Patent and 
Trademark Office, as well as other assistance in such matters, 
but does not include merely making drawings by draftsmen or 
stenographic services in typing papers. 


3. Section 1.6 is amended by revising paragraphs (d)(3), (d)(6), 
and (e) and adding paragraph (f) to read as follows: 


§ 1.6 Receipt of correspondence. 


***** 
(d) * ** 


(3) Correspondence which cannot receive the benefit of 
the certificate of mailing or transmission as specified in § 
1.8(a)(2)(i(A) through (D) and (F), § 1.8(a)(2)(ii)(A), and § 
1.8(a)(2)(iii)(A), except that a continued prosecution applica- 
tion under § 1.53(d) may be transmitted to the Office by fac- 
simile; 

*** 


(6) Correspondence to be filed in a patent application subject 
to a secrecy order under §§ 5.1 through 5.5 of this chapter and 
directly related to the secrecy order content of the application; 


*e*t# * 


(e) Interruptions in U.S. Postal Service. If interruptions or 
emergencies in the United States Postal Service which have 
been so designated by the Commissioner occur, the Patent and 
Trademark Office will consider as filed on a particular date in 
the Office any correspondence which is: 


(1) Promptly filed after the ending of the designated interrup- 
tion or emergency; and 


(2) Accompanied by a statement indicating that such corre- 
spondence would have been filed on that particular date if it 
were not for the designated interruption or emergency in the 
United States Postal Service. 


(f) Facsimile transmission of a patent application under § 
1.53(d). In the event that the Office has no evidence of receipt 
of an application under § 1.53(d) (a continued prosecution 
application) transmitted to the Office by facsimile transmission, 
the party who transmitted the application under § 1.53(d) may 
petition the Commissioner to accord the application under § 
1.53(d) a filing date as of the date the application under § 
1.53(d) is shown to have been transmitted to and received in 
the Office, 


(1) Provided that the party who transmitted such application 
under § 1.53(d): 


(i) Informs the Office of the previous transmission of the 
application under § 1.53(d) promptly after becoming aware 
that the Office has no evidence of receipt of the application 
under § 1.53(d); 


(ii) Supplies an additional copy of the previously transmitted 
application under § 1.53(d); and 


(iii) Includes a statement which attests on a personal knowl- 
edge basis or to the satisfaction of the Commissioner to the 
previous transmission of the application under § 1.53(d) and is 
accompanied by a copy of the sending unit’s report confirming 
transmission of the application under § 1.53(d) or evidence 
that came into being after the complete transmission and within 
one business day of the complete transmission of the application 
under § 1.53(d). 


(2) The Office may require additional evidence to determine 
if the application under § 1.53(d) was transmitted to and 
received in the Office on the date in question. 


4. Section 1.8 is amended by revising paragraphs (a)(2)(i)(A) 
and (b) to read as follows: 
§ 1.8 Certificate of mailing or transmission. 

(a) ** * 

(2) ** * 


(ij*** 
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(A) The filing of a national patent application specification and 
drawing or other correspondence for the purpose of obtaining an 
application filing date, including a request for a continued 
prosecution application under § 1.53(d); 


*e**+** 


(b) In the event that correspondence is considered timely filed 
by being mailed or transmitted in accordance with paragraph (a) 
of this section, but not received in the Patent and Trademark 
Office, and the application is held to be abandoned or the 
proceeding is dismissed, terminated, or decided with prejudice, 
the correspondence will be considered timely if the party who 
forwarded such correspondence: 


(1) Informs the Office of the previous mailing or transmission 
of the correspondence promptly after becoming aware that the 
Office has no evidence of receipt of the correspondence; 


(2) Supplies an additional copy of the previously mailed or 
transmitted correspondence and certificate; and 


(3) Includes a statement which attests on a personal knowledge 
basis or to the satisfaction of the Commissioner to the previous 
timely mailing or transmission. If the correspondence was sent 
by facsimile transmission, a copy of the sending unit’s report 
confirming transmission may be used to support this statement. 
*esee © 


5. Section 1.9 is amended by revising paragraphs (d) and (f) 
to read as follows: 


§ 1.9 Definitions. 


*e* ee & 


(d) A small business concem as used in this chapter means 
any business concer meeting the size standards set forth in 
13 CFR Part 121 to be eligible for reduced patent fees. Ques- 
tions related to size standards for a small business concern may 
be directed to: Small Business Administration, Size Standards 
Staff, 409 Third Street, SW, Washington, DC 20416. 


eee © 


(f) A small entity as used in this chapter means an independent 
inventor, a small business concern, or a non-profit organization 
eligible for reduced patent fees. 


ese 


6. Section 1.10 is amended by revising paragraphs (d) and (e) 
to read as follows: 


§ 1.10 Filing of correspondence by “Express Mail.” 


**e te 


(d) Any person filing correspondence under this section that 
was received by the Office and delivered by the “Express Mail 
Post Office to Addressee” service of the USPS, who can show 
that the “date-in” on the “Express Mail” mailing label or other 
official notation entered by the USPS was incorrectly entered 
or omitted by the USPS, may petition the Commissioner to 
accord the correspondence a filing date as of the date the 
correspondence is shown to have been deposited with the USPS, 
provided that: 


(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
based upon an incorrect entry by the USPS; 


(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) orfee(s) that constitute the correspondence prior 
to the original mailing by “Express Mail”; and 


(3) The petition includes a showing which establishes, to 
the satisfaction of the Commissioner, that the requested filing 
date was the date the correspondence was deposited in the 
“Express Mail Post Office to Addressee” service prior to the 
last scheduled pickup for that day. Any showing pursuant to 
this paragraph must be corroborated by evidence from the USPS 
or that came into being after deposit and within one business 
day of the deposit of the correspondence in the “Express Mail 
Post Office to Addressee” service of the USPS. 


(e) Any person mailing correspondence addressed as set out 
in § 1.1(a) to the Office with sufficient postage utilizing the 
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“Express Mail Post Office to Addressee” service of the USPS 
but not received by the Office, may petition the Commissioner 
to consider such correspondence filed in the Office on the 
USPS deposit date, provided that: 


(1) The petition is filed promptly after the person becomes 
aware that the Office has no evidence of receipt of the corre- 
spondence, 


(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) or fee(s) that constitute the correspondence prior 
to the original mailing by “Express Mail”; 


(3) The petition includes a copy of the originally deposited 
paper(s) or fee(s) that constitute the correspondence showing 
the number of the “Express Mail” mailing label thereon, a copy 
of any returned postcard receipt, a copy of the “Express Mail” 
mailing label showing the “date-in,” a copy of any other official 
notation by the USPS relied upon to show the date of deposit, 
and, if the requested filing date is a date other than the “date- 
in” on the “Express Mail” mailing label or other official notation 
entered by the USPS, a showing pursuant to paragraph (d)(3) 
of this section that the requested filing date was the date the 
correspondence was deposited in the “Express Mail Post Office 
to Addressee” service prior to the last scheduled pickup for 
that day; and 


(4) The petition includes a statement which establishes, to 
the satisfaction of the Commissioner, the original deposit of 
the correspondence and that the copies of the correspondence, 
the copy of the “Express Mail” mailing label, the copy of any 
retumed postcard receipt, and any official notation entered by 
the USPS are true copies of the originally mailed correspon- 
dence, original “Express Mail” mailing label, returned postcard 
receipt, and official notation entered by the USPS. 


es*+ee 


7. Section 1.11 is amended by revising paragraph (b) to read 
as follows: 


§ 1.11 Files open to the public. 


eee *# * 


(b) All reissue applications, all applications in which the 
Office has accepted a request to open the complete application 
to inspection by the public, and related papers in the application 
file, are open to inspection by the public, and copies may be 
furnished upon paying the fee therefor. The filing of reissue 
applications, other than continued prosecution applications 
under § 1.53(d) of reissue applications, will be announced in 
the Official Gazette. The announcement shall include at least 
the filing date, reissue application and original patent numbers, 
title, class and subclass, name of the inventor, name of the 
owner of record, name of the attorney or agent of record, and 
examining group to which the reissue application is assigned. 


**et* 


8. Section 1.14 is amended by revising paragraph (a) and adding 
a new paragraph (f) to read as follows: 


§ 1.14 Patent applications preserved in confidence. 


(a) Patent applications are generally preserved in confidence 
pursuant to 35 U.S.C. 122. No information will be given con- 
cerning the filing, pendency, or subject matter of any application 
for patent, and no access will be given to, or copies furnished 
of, any applicationor papers relating thereto, except as set forth 
in this section. 


(1) Status information includes information such as whether 
the application is pending, abandoned, or patented, as well as 
the application number and filing date (or international filing 
date or date of entry into the national stage). 


(i) Status information concerning an application may be 
supplied: 


(A) When copies of, or access to, the application may be 
provided pursuant to paragraph (a)(3) of this section; 
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(B) When the application is identified by application number 
or serial number and filing date in a published patent document 
or in a U.S. application open to public inspection; or 

(C) When the application is the national stage of an interna- 
tional application in which the United States of America has 
been indicated as a Designated State. 


(ii) Status information conceming an application may also 
be supplied when the application claims the benefit of the filing 
date of an application for which status information may be 
provided pursuant to paragraph (a)(1)(i) of this section. 


<a Copies of an application-as-filed may be provided to any 

rson, upon written request accompanied by the fee set forth 

in ng 1.19(b)(1), without notice to the applicant, if the application 
is incorporated by reference in a U.S. patent. 


(3) Copies of (upon payment of the fee set forth in § 
1.19(b)(2)), and access to, an application file wrapper and 
contents may be provided to any person, upon written request, 
without notice to the applicant, when the application file is 
available and: 


(i) It has been determined by the Commissioner to be necessary 
for the proper conduct of business before the Office or war- 
ranted by other special circumstances; 

(ii) The application is open to the public as provided in § 
1.11(b); 

(iii) Written authority in that application from the applicant, 
the assignee of the application, or the attomey or agent of 
record has been granted; or 

(iv) The application is abandoned, but not if the application 
is in the file jacket of a pending application under § 1.53(d), 
and is: 

(A) Referred to in a U.S. patent; 

(B) Referred to in a U.S. application open to public inspection; 


(C) An application which claims the benefit of the filing 
date of a U.S. application open to public inspection; or 
(D) An application in which the applicant has filed an authori- 
zation to lay open the complete application to the public. 


(f) Information as to the filing of an application will be 
published in the Official Gazette in accordance with § 1.47(a) 
and (b). 


9. Section 1.16 is amended by revising paragraphs (d) and (1) 
and adding new paragraphs (m) and (n) to read as follows: 


§ 1.16 National application filing fees. 


s**t 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 

By a small entity (§ 1.9(f)) 


By other than a small entity 


es**#** 


(1) Surcharge for filing the basic filing fee or cover sheet (§ 
1.51(c)(1)) on a date later than the filing date of the provisional 
application: 

By a small entity (§ 1.9(f)) 


By other than a small entity 


(m) If the additional fees required by paragraphs (b), (c), (d), 
(i) and (j) of this section are not paid on filing or on later 
presentation of the claims for which the additional fees are 
due, they must be paid or the claims must be cancelled by 
amendment, prior to the expiration of the time period set for 
reply by the Office in any notice of fee deficiency. 
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(n) See §§ 1.445, 1.482, and 1.495 for international application 
filing and processing fees. 


10. Section 1.17 is amended by removing and reserving para- 
graphs (e) through (g) and revising paragraphs (a) through (d), 
(h), (i) and (q) to read as follows: 


§ 1.17 Patent application processing fees. 
(a) Extension fees pursuant to § 1.136(a): 
(1) For reply within first month: 

By a small entity (§ 1.9(f)) 


By other than a small entity 

(2) For reply within second month: 
By a small entity (§ 1.9(f)) 
By other than a small entity 

(3) For reply within third month: 
By a small entity (§ 1.9(f)) 
By other than a small entity 

(4) For reply within fourth month: 
By a small entity (§ 1.9(f)) 
By other than a small entity 

(5) For reply within fifth month: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) For filing a notice of appeal from the examiner to the 
Board of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) In addition to the fee for filing a notice of appeal, for 
filing a brief in support of an appeal: 


By a small entity (§ 1.9(f)) 


By other than a small entity 

(a) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(e) [Reserved] 
(f) [Reserved] 
(g) [Reserved] 


(h) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 


§ 1.182 - for decision on a question not specifically provided 
for. 
§ 1.183 - to suspend the rules. 


§ 1.295 - for review of refusal to publish a statutory invention 
registration. 


§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of a 
patent. 
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§ 1.378(e) - for reconsideration of decision on petition refusing 
to accept delayed payment of maintenance fee in an expired 
patent. 


§ 1.644(e) - 


§ 1.644(f) - for request for reconsideration of a decision on 
petition in an interference. 


for petition in an interference. 


§ 1.666(c) - for late filing of interference settlement agreement. 


§ 5.12 - for expedited handling of a foreign filing license. 
§ 5.15 - for changing the scope of a license. 
§ 5.25 - for retroactive license. 


(i) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph.............0+00«« 130.00 


§ 1.12 - for access to an assignment record. 
§ 1.14 - for access to an application. 


§ 1.41 - to supply the name or names of the inventor or 
inventors after the filing date without an oath or declaration 
as prescribed by § 1.63, except in provisional applications. 


§ 1.47 - for filing by other than all the inventors or a person 
not the inventor. 


§ 1.48 - for correction of inventorship, except in provisional 
applications. 


§ 1.53 - to accord a filing date, except in provisional applica- 
tions. 


§ 1.55 - for entry of late priority papers. 

§ 1.59 - for expungement and retum of information. 

§ 1.84 - for accepting color drawings or photographs. 

§ 1.91 - for entry of a model or exhibit. 

§ 1.97(d) - to consider an information disclosure statement. 
§ 1.102 - to make an application special. 

§ 1.103 - 
§ 1.177 - for divisional reissues to issue separately. 
§ 1.312 - for amendment after payment of issue fee. 
§ 1.313 - to withdraw an application from issue. 

§ 1.314 - to defer issuance of a patent. 


to suspend action in application. 


§ 1.666(b) - for access to an interference settlement agreement. 


§ 3.81 - for a patent to issue to assignee, assignment submitted 
after payment of the issue fee. 


eee * 


(q) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 


§ 1.41 - to supply the names or names of the inventor or 
inventors after the filing date without a cover sheet as prescribed 
by § 1.51(c)(1) in a provisional application. 

§ 1.48 - for correction of inventorship in a provisional applica- 
tion. 


§ 1.53 - to accord a provisional application a filing date or to 
convert a nonprovisional application filed under § 1.53(b) to 
a provisional application under § 1.53(c). 


s**+*#* 


11. Section 1.21 is amended by revising paragraphs (1) and (n) 
to read as follows: 
§ 1.21 Miscellaneous fees and charges. 


**+*+#** 


(1) For processing and retaining any application abandoned 
we to § 1.53(f), unless the required basic filing fee & 
1.16) has been paid 130.00 
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(n) For handling an application in which proceedings are 
terminated pursuant tO § 1.53(€) ........csrsersssesereeseeseenees 130.00 


see *# * 


12. Section 1.26 is amended by revising paragraph (a) to read 
as follows: 


§ 1.26 Refunds. 


(a) Any fee paid by actual mistake or in excess of that 
required will be refunded, but a mere change of purpose after 
the payment of money, as when a party desires to withdraw 
an application, an appeal, or a request for oral hearing, will 
not entitle a party to demand such a retum. Amounts of twenty- 
five dollars or less will not be returned unless specifically 
requested within a reasonable time, nor will the payer be noti- 
fied of such amounts; amounts over twenty-five dollars may 
be returned by check or, if requested, by credit to a deposit 
account. 


*es*#e * 


13. Section 1.27 is revised to read as follows: 
§ 1.27 Statement of status as small entity. 


(a) Any person seeking to establish status as a small entity 
(§ 1.9(f) of this part) for purposes of paying fees in an applica- 
tion or a patent must file a statement in the application or patent 
prior to or with the first fee paid as a small entity. Such a 
statement need only be filed once in an application or patent 
and remains in effect until changed. 


(b) When establishing status as a small entity pursuant to 
paragraph (a) of this section, any statement filed on behalf of 
an independent inventor must be signed by the independent 
inventor except as provided in § 1.42, § 1.43, or § 1.47 of this 
part and must state that the inventor qualifies as an independent 
inventor in accordance with § 1.9(c) of this part. Where there 
are joint inventors in an application, each inventor must file a 
Statement establishing status as an independent inventor in 
order to qualify as a small entity. Where any rights have been 
assigned, granted, conveyed, or licensed, or there is an obliga- 
tion to assign, grant, convey, or license, any rights to a small 
business concer, a nonprofit organization, or any other indi- 
vidual, a statement must be filed by the individual, the owner 
of the small business concem, or an official of the small business 
concem or nonprofit organization empowered to act on behalf 
of the small business concer or nonprofit organization identi- 
fying their status. For purposes of a statement under this para- 
graph, a license to a Federal agency resulting from a funding 
agreement with that agency pursuant to 35 U.S.C. 202(c)(4) 
does not constitute a license as set forth in § 1.9 of this part. 


(c)(1) Any statement filed pursuant to paragraph (a) of this 
section on behalf of a small business concern must: 


(i)Be signed by the owner or an official of the small business 
concem empowered to act on behalf of the concern; 


(ii) State that the concern qualifies as a small business concern 
as defined in § 1.9(d); and 


(iii) State that the exclusive rights to the invention have been 
conveyed to and remain with the small business concem or, if 
the rights are not exclusive, that all other rights belong to small 
entities as defined in § 1.9. 


(2) Where the rights of the small business concern as a small 
entity are not exclusive, a statement must also be filed by the 
other small entities having rights stating their status as such. 
For purposes of a statement under this paragraph, a license to 
a Federal agency resulting from a funding agreement with that 
agency pursuant to 35 U.S.C. 202(c)(4) does not constitute a 
license as set forth in § 1.9 of this part. 


(d)(1) Any statement filed pursuant to paragraph (a) of this 
section on behalf of a nonprofit organization must: 
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(i) Be signed by an official of the nonprofit organization 
empowered to act on behalf of the organization; 


(ii) State that the organization qualifies as a nonprofit organi- 
zation as defined in § 1.9(e) of this part specifying under which 
one of § 1.9(e)(1), (2), (3), or (4) of this part the organization 
qualifies; and 


(iii) State that exclusive rights to the invention have been 
conveyed to and remain with the organization or if the rights 
are not exclusive that all other rights belong to small entities 
as defined in § 1.9 of this part. 


(2) Where the rights of the nonprofit organization as a small 
entity are not exclusive, a statement must also be filed by the 
other small entities having rights stating their status as such. 
For purposes of a statement under this paragraph, a license to 
a Federal agency pursuant to 35 U.S.C. 202(c)(4) does not 
constitute a conveyance of rights as set forth in this paragraph. 


14. Section 1.28 is amended by revising paragraphs (a) and 
(c) to read as follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a small entity. 


(a)(1) The failure to establish status as a small entity (§§ 
1.9(f) and 1.27 of this part) in any application or patent prior 
to paying, or at the time of paying, any fee precludes payment 
of the fee in the amount established for small entities. A refund 
pursuant to § 1.26 of this part, based on establishment of small 
entity status, of a portion of fees timely paid infull prior to 
establishing status as a small entity may only be obtained if a 
statement under § 1.27 and a request for a refund of the excess 
amount are filed within two months of the date of the timely 
payment of the full fee. The two-month time period is not 
extendable under § 1.136. Status as a small entity is waived 
for any fee by the failure to establish the status prior to paying, 
at the time of paying, or within two months of the date of 
payment of, the fee. 


(2) Status as a small entity must be specifically established 
in each application or patent in which the status is available 
and desired. Status as a small entity in one application or 
patent does not affect any other application or patent, including 
applications or patents which are directly or indirectly depen- 
dent upon the application or patent in which the status has been 
established. The refiling of an application under § 1.53 as 
a continuation, division, or continuation-in-part (including a 
continued prosecution application under § 1.53(d)), or the filing 
of a reissue application requires a new determination as to 
continued entitlement to small entity status for the continuing 
or reissue application. A nonprovisional application claiming 
benefit under 35 U.S.C. 119(e), 120, 121, or 365(c) of a prior 
application, or a reissue application may rely on a statement 
filed in the prior application or in the patent if the nonprovisional 
application or the reissue application includes a reference to 
the statement in the prior application or in the patent or includes 
a copy of the statement in the prior application or in the patent 
and status as a small entity is still proper and desired. The 
payment of the small entity basic statutory filing fee will be 
treated as such a reference for purposes of this section. 


(3) Once status as a small entity has been established in an 
application or patent, the status remains in that application or 
patent without the filing of a further statement pursuant to § 
1.27 of this part unless the Office is notified of a change in 
status. 


ee 


(c) If status as a small entity is established in good faith, and 
ee in any application or 
patent, and it is later discovered that such status as a small 
entity was established in error or that through error the Office 
was not notified of a change in status as required by paragraph 
(b) of this section, the error will be excused upon payment of 
the deficiency between the amount paid and the amount due. 
The deficiency is based on the amount of the fee, for other 
than a small entity, in effect at the time the deficiency is paid 
in full. 
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15. Section 1.33 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.33 Correspondence address respecting patent applica- 
tions, reexamination proceedings, and other proceedings. 


(a) The applicant, the assignee(s) of the entire interest (see 
§§ 3.71 and 3.73) or an attorney or agent of record (see § 
1.34(b)) may specify a correspondence address to which com- 
munications about the application are to be directed. All notices, 
official letters, and other communications in the application 
will be directed to the correspondence address or, if no such 
correspondence address is specified, to an attorney or agent of 
record (see § 1.34(b)), or, if no attorney or agent is of record, 
to the applicant, so long as a post office address has been 
furnished in the application. Double correspondence with an 
applicant and an attomey or agent, or with more than one 
attorney or agent, will not be undertaken. If more than one 
attorney or agent is made of record and a correspondence 
address has not been a eee will be held 
with the one last made of record. 


(b) Amendments and other papers filed in the application 
must be signed by: 


(1) An attorney or agent of record appointed in compliance 
with § 1.34(b); 


(2) A registered attorney or agent not of record who acts in 
a representative capacity under the provisions of § 1.34(a); 


(3) The assignee of record of the entire interest, if there is 
an assignee of record of the entire interest; 


(4) An assignee of record of an undivided part interest, and 
any assignee(s) of the remaining interest and any applicant 
retaining an interest, if there is an assignee of record of an 
undivided part interest; or 


(5) All of the applicants (§§ 1.42, 1.43 and 1.47) for patent, 
unless there is an assignee of record of the entire interest and 
such assignee has taken action in the application in accordance 
with §§ 3.71 and 3.73. 


*e**# 


16. Section 1.41 is amended by revising paragraph (a) to read 
as follows: 


§ 1.41 Applicant for patent. 


(a) A patent is applied for in the name or names of the actual 
inventor or inventors. 


(1) The inventorship of a nonprovisional application is that 
inventorship set forth in the oath or declaration as prescribed 
by § 1.63, except as provided for in § 1.53(d)(4) and§ 1.63(d). 
If an oath or declaration as prescribed by § 1.63 is not filed 
during the pendency of a nonprovisional application, the inven- 
torship is that inventorship set forth in the application papers 
filed pursuant to § 1.53(b), unless a petition under this paragraph 
accompanied by the fee set forth in § 1.17(i) is filed supplying 
or changing the name or names of the inventor or inventors. 


(2) The inventorship of a provisional application is that 
inventorship set forth in the cover sheet as prescribed by § 
1.51(c)(1). mip agen oe as prescribed by § 1.51(c)(1) is not 
filed during the pendency of a provisional application, the 
inventorship is that inventorship set forth in the application 
papers filed pursuant to § 1.53(c), unless a petition under this 
paragraph accompanied by the fee set forth in § 1.17(q) is filed 
supplying or changing the name or names of the inventor or 
inventors. 


(3) In a nonprovisional application filed without an oath or 

yar paw ear ppeceny de fit a yg 
filed without a cover sheet as prescribed by § 1.51(c)(1), the 
name or nemes-f possen ox passans betioved to be Ge extudd 
inventor or inventors should be provided for identification pur. 
poses when the application papers pursuant wo § 1.530) oF) 
are filed. If no name of a person believed to be an actual 
inventor is so provided, the application should include an appli- 
cant identifier consisting of alphanumeric characters. 
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17. Section 1.47 is revised to read as follows: 


§ 1.47 Filing when an inventor refuses to sign or cannot be 
reached. 


(a) If a joint inventor refuses to join in an application for 
patent or cannot be found or reached after diligent effort, the 
application may be made by the other inventor on behalf of 
himself or herself and the nonsigning inventor. The oath or 
declaration in such an application must be accompanied by a 
petition including proof of the pertinent facts, the fee set forth 
in § 1.17(i) and the last known address of the nonsigning 
inventor. The Patent and Trademark Office shall, except in a 
continued prosecution application under § 1.53(d), forward 
notice of the filing of the application to the nonsigning inventor 
at said address and publish notice of the filing of the application 
in the Official Gazette. The nonsigning inventor may subse- 
quently join in the application on filing an oath or declaration 
complying with § 1.63. 


(b) Whenever all of the inventors refuse to execute an 
application for patent, or cannot be found or reached after 
diligent effort, a person to whom an inventor has assigned or 
agreed in writing to assign the invention or who otherwise 
shows sufficient proprietary interest in the matter justifying 
such action may make application for patent on behalf of and 
as agent for all the inventors. The oath or declaration in such 
an application must be accompanied by a petition including 
proof of the pertinent facts, a showing that such action is 
necessary to preserve the rights of the parties or to prevent 
irreparable damage, the fee set forth in § 1.17(i), and the last 
known address of all of the inventors. The Office shall, excep- 
ting a continued prosecution application under § 1.53(d), for- 
ward notice of the filing of the application to all of the inventors 
at the addresses stated in the application and publish notice of 
the filing of the application in the Official Gazette. An inventor 
may subsequently join in the application on filing an oath or 
declaration complying with § 1.63. 


18. Section 1.48 and its heading are revised to read as follows: 


§ 1.48 Correction of inventorship in a patent application, 
other than a reissue application. 


(a) If the inventive entity is set forth in error in an executed 
§ 1.63 oath or declaration in an application, other than a reissue 
application, and such error arose without any deceptive inten- 
tion on the part of the person named as an inventor in error 
or on the part of the person who through error was not named 
as an inventor, the application may be amended to name only the 
actual inventor or inventors. When the application is involved in 
an interference, the amendment must comply with the require- 
ments of this section and must be accompanied by a motion 
under § 1.634. Such amendment must be accompanied by: 


(1) A petition including a statement from each person being 
added as an inventor and from each person being deleted as 
an inventor that the error in inventorship occurred without 
deceptive intention on his or her part; 


(2) An oath or declaration by the actual inventor or inventors 
as required by § 1.63 or as permitted by §§ 1.42, 1.43 or 1.47; 


(3) The fee set forth in § 1.17(i); and 


(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(b) If the correct inventors are named in a nonprovisional 
application, other than are issue application, and the prosecution 
of the application results in the amendment or cancellation of 
claims so that fewer than all of the currently named inventors 
are the actual inventors of the invention being claimed in the 
application, an amendment must be filed deleting the name or 
names of the person or persons who are not inventors of the 
invention being claimed. When the application is involved in 
an interference, the amendment must comply with the require- 
ments of this section and must be accompanied by a motion 
under § 1.634. Such amendment must be accompanied by: 


(1) A petition including a statement identifying each named 
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inventor who is being deleted and acknowledging that the inven- 
tor’s invention is no longer being claimed in the application; 
and 


(2) The fee set forth in § 1.17(i). 


(c) If a nonprovisional application, other than a reissue 
application, discloses unclaimed subject matter by an inventor 
or inventors not named in the application, the application may 
be amended to add claims to the subject matter and name the 
correct inventors for the application. When the application is 
involved in an interference, the amendment must comply with 
the requirements of this section and must be accompanied by 
a motion under § 1.634. Such amendment must be accompanied 
by: 


(1) A petition including a statement from each person being 
added as an inventor that the amendment is necessitated by 
amendment of the claims and that the inventorship error 
occurred without deceptive intention on his or her part; 


(2) An oath or declaration by the actual inventor or inventors 
as required by § 1.63 or as permitted by §§ 1.42, 1.43 or 1.47, 


(3) The fee set forth in § 1.17(i); and 


(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(d) If the name or names of an inventor or inventors were 
omitted in a provisional application through error without any 
deceptive intention on the part of the omitted inventor or inven- 
tors, the provisional application may be amended to add the 
name or names of the omitted inventor or inventors. Such 
amendment must be accompanied by: 


(1) A petition including a statement that the inventorship 
error occurred without deceptive intention on the part of the 
omitted inventor or inventors; and 


(2) The fee set forth in § 1.17(q). 


(e) If a person or persons were named as an inventor or 
inventors in a provisional application through error without 
any deceptive intention on the part of such person or persons, 
an amendment may be filed in the provisional application 
deleting the name or names of the person or persons who were 
erroneously named. Such amendment must be accompanied 
by: 

(1) A petition including a statement by the person or persons 
whose name or names are being deleted that the inventorship 
error occurred without deceptive intention on the part of such 
person or persons; 


(2) The fee set forth in § 1.17(q); and 


(3) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(f)(1) If the correct inventor or inventors are not named on 
filing a nonprovisional application under § 1.53(b) without an 
executed oath or declaration under § 1.63, the later submission 
of an executed oath or declaration under § 1.63 during the 
pendency of the application will act to correct the earlier identi- 
fication of inventorship. 


(2) If the correct inventor or inventors are not named on 
filing a provisional application without a cover sheet under § 
1.51(c)(1), the later submission of a cover sheet under § 
1.51(c)(1) during the pendency of the application will act to 
correct the earlier identification of inventorship. 


(g) The Office may require such other information as may 
be deemed appropriate under the particular circumstances sur- 
rounding the correction of inventorship. 


19. Section 1.51 is revised to read as follows: 


§ 1.51 General requisites of an application. 


(a) Applications for patents must be made to the Commissioner 
of Patents and Trademarks. 


(b) A complete application filed under § 1.53(b) comprises: 
(1) A specification as prescribed by 35 U.S.C. 112, including 
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a claim or claims, see §§ 1.71 to 1.77; 
(2) An oath or declaration, see § 1.63 and § 1.68; 
(3) Drawings, when necessary, see §§ 1.81 to 1.85; and 
(4) The prescribed filing fee, see § 1.16. 


(c) A complete provisional application filed under § 1.53(c) 
comprises: 


(1) A cover sheet identifying: 
(i) The application as a provisional application, 


(ii) The name or names of the inventor or inventors, (see § 
1.41(a)(2)), 


(iii) The residence of each named inventor, 
(iv) The title of the invention, 


(v) The name and registration number of the attorney or 
agent (if applicable), 


(vi) The docket number used by the person filing the applica- 
tion to identify the application (if applicable), 


(vii) The correspondence address, and 


(viii) The name of the U.S. Government agency and Govern- 
ment contract number (if the invention was made by an agency 
of the U.S. Government or under a contract with an agency of 
the U.S. Government); 


(2) A specification as prescribed by the first paragraph of 
35 U.S.C. 112, see § 1.71; 


(3) Drawings, when necessary, see §§ 1.81 to 1.85; and 
(4) The prescribed filing fee, see § 1.16. 


(d) Applicants are encouraged to file an information disclosure 
statement in nonprovisional applications. See § 1.97 and § 
1.98. No information disclosure statementmay be filed in a 
provisional application. 


20. Section 1.52 is amended by revising paragraphs (a), (c) 
and (d) to read as follows: 


§ 1.52 Language, paper, writing, margins. 


(a) The application, any amendments or corrections thereto, 
and the oath or declaration must be in the English language 
except as provided for in § 1.69 and paragraph(d) of this section, 
or be accompanied by a translation of the application and a 
translation of any corrections or amendments into the English 
language together with a statement that the translation is accu- 
rate. All papers which are to become a part of the permanent 
records of the Patent and Trademark Office must be legibly 
written either by a typewriter or mechanical printer in perma- 
nent dark ink or its equivalent in portrait orientation on flexible, 
strong, smooth, non-shiny, durable, and white paper. All of the 
application papers must be presented in a form having sufficient 
clarity and contrast between the paper and the writing thereon 
to permit the direct reproduction of readily legible copies in 
any number by use of photographic, electrostatic, photo-offset, 
and microfilming processes and electronic reproduction by use 
of digital imaging and optical character recognition. If the 
papers are not of the required quality, substitute typewritten 
or mechanically printed papers of suitable quality will be 
required. See § 1.125 for filing substitute typewritten or 
mechanically printed papers constituting a substitute specifica- 
tion when required by the Office. 


ese ee 


(c) Any interlineation, erasure, cancellation or other alteration 
of the application papers filed should be made on or before 
the signing of any accompanying oath or declaration pursuant 
to § 1.63 referring to those application papers and should be 
dated and initialed or signed by the applicant on the same sheet 
of paper. Application papers containing alterations made after 
the signing of an oath or declaration referring to those applica- 
tion papers must be supported by a supplemental oath or decla- 
ration under § 1.67(c). After the signing of the oath or 
declaration referring to the application papers, amendments 
may only be made in the manner provided by § 1.121. 


(d) An application may be filed in a language other than 
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English. An English translation of the non-English-language 
application, a statement that the translation is accurate, and the 
fee set forth in § 1.17(k) are required to be filed with the 
application or within such time as may be set by the Office. 


21. Section 1.53 is revised to read as follows: 


§ 1.53 Application number, filing date, and completion of 
application. 


(a) Application number. Any papers received in the Patent 
and Trademark Office which purport to be an application for a 
patent will be assigned an application number for identification 
purposes. 


(b) Application filing requirements - Nonprovisional applica- 
tion. The filing date of an application for patent filed under this 
section, except for a provisional application under paragraph (c) 
of this section or a continued prosecution application under 
paragraph (d) of this section, is the date on which a specification 
as prescribed by 35 U.S.C. 112 containing a description pur- 
suant to § 1.71 and at least one claim pursuant to § 1.75, and 
any drawing required by § 1.81(a) are filed in the Patent and 
Trademark Office. No new matter may be introduced into an 
application after its filing date. A continuing application, which 
may be a continuation, divisional, or continuation-in-part appli- 
cation, may be filed under the conditions specified in 35 U.S.C. 
120, 121 or 365(c) and § 1.78(a). 


(1) A continuation or divisional application that names as 
inventors the same or fewer than all of the inventors named 
in the prior application may be filed under this paragraph or 
paragraph (d) of this section. 


(2) A continuation-in-part application (which may disclose 
and claim subject matter not disclosed in the prior application) 
or a continuation or divisional application naming an inventor 
not named in the prior application must be filed under this 
paragraph. 


(c) Application filing requirements - Provisional application. 
The filing date of a provisional application is the date on which 
a specification as prescribed by the first paragraph of 35 U.S.C. 
112, and any drawing required by § 1.81(a) are filed in the 
Patent and Trademark Office. No amendment, other than to 
make the provisional application comply with the patent statute 
and all applicable regulations, may be made to the provisional 
application after the filing date of the provisional application. 


(1) A provisional application must also include the cover 
sheet required by § 1.51(c)(1) or a cover letter identifying 
the application as a provisional application. Otherwise, the 
application will be treated as an application filed under para- 
graph (b) of this section. 


(2) An application for patent filed under paragraph (b) of 
this section may be converted to a provisional application and 
be accorded the original filing date of the application filed 
under paragraph (b) of this section, 


(i) Provided that a petition requesting the conversion, with 
the fee set forth in § 1.17(q), is filed prior to the earliest of: 


(A) Abandonment of the application filed under paragraph 
(b) of this section; 


(B) Payment of the issue fee on the application filed under 
paragraph (b) of this section; 


(C) Expiration of twelve months after the filing date of the 
application filed under paragraph (b) of this section; or 


(D) The filing of a request for a statutory invention registration 
under § 1.293 in the application filed under paragraph (b) of 
this section. 

(ii) The grant of any such petition will not entitle applicant 
to a refund of the fees which were properly paid in the applica- 
tion filed under paragraph (b) of this section. 


(3) A provisional application is not entitled to the right of 
priority under 35 U.S.C.119 or 365(a) or § 1.55, or to the 
benefit of an earlier filing date under 35 U.S.C. 120, 121 or 
365(c) or § 1.78 of any other application. No claim for priority 
under § 1.78(a)(3) may be made in a design application based 
on a provisional application. No request under § 1.293 for a 
statutory invention registration may be filed in a provisional 
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application. The requirements of §§ 1.821 through 1.825 
regarding application disclosures containing nucleotide and/ 
or amino acid sequences are not mandatory for provisional 
applications. 


(d) Application filing requirements - Continued prosecution 
(nonprovisional) application. 


(1) A continuation or divisional application (but not a continu- 
ation-in-part) of a prior nonprovisional application may be filed 
as a continued prosecution application under this paragraph, 
provided that: 

(i) The prior nonprovisional application is either: 


(A) Complete as defined by § 1.51(b) and filed on or after 
June 8, 1995; or 


(B) The national stage of an international application in 
compliance with 35 U.S.C. 371 and filed on or after June 8, 
1995; and 


(ii) The application under this paragraph is filed before the 
earliest of: 


(A) Payment of the issue fee on the prior application, unless 
a petition under § 1.313(b)(5) is granted in the prior application; 


(B) Abandonment of the prior application; or 
(C) Termination of proceedings on the prior application. 


(2) The filing date of a continued prosecution application is 
the date on which a request on a separate paper for an application 
under this paragraph is filed. An application filed under this 
paragraph: 

(i) Must identify the prior application; 


(ii) Discloses and claims only subject matter disclosed in 
the prior application; 

(iii) Names as inventors the same inventors named in the 
prior application on the date the application under this paragraph 
was filed, except as provided in paragraph (d)(4) of this section; 


(iv) Includes the request for an application under this para- 
graph, will utilize the file jacket and contents of the prior 
application, including the specification, drawings and oath 
ordeclaration from the prior application, to constitute the new 
application, and will be assigned the application number of the 
prior application for identification purposes; and 


(v) Is a request to expressly abandon the prior application 
as of the filing date of the request for an application under this 
paragraph. 


(3) The filing fee for a continued prosecution application 
filed under this paragraph is: 


(i) The basic filing fee as set forth in § 1.16; and 


(ii) Any additional § 1.16 fee due based on the number of 
claims remaining in the application after entry of any amend- 
ment accompanying the request for an application under this 
paragraph and entry of any amendments under § 1.116 unen- 
tered in the prior application which applicant has requested to 
be entered in the continued prosecution application. 


(4) An application filed under this paragraph may be filed 
by fewer than all the inventors named in the prior application, 
provided that the request for an application under this paragraph 
when filed is accompanied by a statement requesting deletion 
of the name or names of the person or persons who are not 
inventors of the invention being claimed in the new application. 
No person may be named as an inventor in an application filed 
under this paragraph who was not named as an inventor in the 
pricr application on the date the application under this paragraph 
was filed, except by way of a petition under § 1.48. 


(5) Any new change must be made in the form of an 
amendment to the prior application as it existed prior to the 
filing of an application under this paragraph. No amendment 
in an application under this paragraph (a continued prosecution 
application) may introduce new matter or matter that would 
have been new matter in the prior application. Any new specifi- 
cation filed with the request for an application under this para- 
graph will not be considered part of the original application 
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papers, but will be treated as a substitute specification in accor- 
dance with § 1.125. 


(6) The filing of a continued prosecution application under 
this paragraph will be construed to include a waiver of confiden- 
tiality by the applicant under 35 U.S.C. 122 to the extent that 
any member of the public, who is entitled under the provisions 
of § 1.14 to access to, copies of, or information concerning 
either the prior application or any continuing application filed 
under the provisions of this paragraph, may be given similar 
access to, copies of, or similar information concerning the other 
application or applications in the file jacket. 


(7) A request for an application under this paragraph is the 
specific reference required by 35 U.S.C. 120 to every applica- 
tion assigned the application number identified in such request. 
No amendment in an application under this paragraph may 
delete this specific reference to any prior application. 


(8) In addition to identifying the application number of the 
prior application, applicant should furnish in the request for 
an application under this paragraph the following information 
relating to the prior application to the best of his or her ability: 


(i) Title of invention; 
(ii) Name of applicant(s); and 
(iii) Correspondence address. 


(9) Envelopes containing only requests and fees for filing 
an application under this paragraph should be marked “Box 
CPA.” Requests for an application under this paragraph filed 
by facsimile transmission should be clearly marked “Box CPA.” 


(e) Failure to meet filing date requirements. 


(1) If an application deposited under paragraph (b), (c), or 
(d) of this section does not meet the requirements of such 
paragraph to be entitled to a filing date, applicant will be so 
notified, if a correspondence address has been provided, and 
given a time period within which to correct the filing error. 


(2) Any request for review of a notification pursuant to 
paragraph (e)(1) of this section, or a notification that the original 
application papers lack a portion of the specification or draw- 
ing(s), must be by way of a petition pursuant to this paragraph. 
Any petition under this paragraph must be accompanied by 
fee set forth in § 1. 17(i) in an application filed under 
(b) or (d) of this section, and the fee set forth in § 1.17(q) in 
an application filed under paragraph (c) of this section. In 
the absence of a timely (§ 1.181(f)) petition pursuant to this 
paragraph, the filing date of an application in which the appli- 
cant was notified of a filing error pursuant to paragraph (e)(1) 
of this section will be the date the filing error is corrected. 


(3) If an applicant is notified of a filing error pursuant to 
paragraph (e)(1) of this section, but fails to correct the filing 
error within the given time period or otherwise timely(§ 
1.181(f)) take action pursuant to this paragraph, proceedings 
in the application will be considered terminated. Where pro- 
ceedings in an application are terminated pursuant to this para- 
graph, the application may be disposed of, and any filing fees, 
less the handling fee set forth in § 1.21(n), will be refunded. 


(f) Completion of application subsequent to filing - Nonprovi- 
sional (including continued prosecution) application. If an 
application which has been accorded a filing date pursuant to 
paragraph (b) of this section, including a continuation, divi- 
sional, or continuation-in-part application, does not include the 
appropriate filing fee or an oath or declaration by the applicant 
pursuant to § 1.63 or § 1.175, or, if an application which has 
been accorded a filing date pursuant to paragraph (d) of this 
section does not include the appropriate filing fee, applicant 
will be so notified, if a correspondence address has been pro- 
vided, and given a period of time within which to file the fee, 
oath or declaration, and the surcharge as set forth in § 1.16(e) 
in order to prevent abandonment of the application. See § 
1.63(d) concerning the submission of a copy of the oath or 
declaration from the prior application for a continuation or 
divisional application. If the required filing fee is not timely 
paid, or if the processing and retention fee set forth in § 1.21(1) is 
not paid within one year of the date of mailing of the notification 
required by this paragraph, the application may be disposed 
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of. The notification pursuant to this paragraph may be made 
simultaneously with any notification pursuant to paragraph (e) 
of this section. If no correspondence address is included in the 
application, applicant has two months from the filing date to 
file the basic filing fee, the oath or declaration in an application 
under paragraph (b) of this section, and the surcharge as set 
forth in § 1.16(e) in order to prevent abandonment of the 
application; or, if no basic filing fee has been paid, one year 
from the filing date to pay the processing and retention fee set 
forth in § 1.21{1) to prevent disposal of the application. 


(g) Completion of application subsequent to filing - Provi- 
sional application. \f a provisional application which has been 
accorded a filing date pursuant to paragraph (c) of this section 
does not include the appropriate filing fee or the cover sheet 
required by § 1.51(c)(1), applicant will be so notified, if a 
correspondence address has been provided, and given a period 
of time within which to file the fee, cover sheet, and the sur- 
charge as set forth in § 1.16(1) in order to prevent abandonment 
of the application. If the required filing fee is not timely paid, 
the application may be disposed of. The notification pursuant 
to this paragraph may be made simultaneously with any notifi- 
cation pursuant to paragraph (e) of this section. If no correspon- 
dence address is included in the application, applicant has two 
months from the filing date to file the basic filing fee, cover 
sheet, and the surcharge as set forth in § 1.16(1) in order to 
prevent abandonment of the application. 


(h) Subsequent treatment of application - Nonprovisional 
(including continued prosecution) application. An application 
for a patent filed under paragraphs (b) or (d) of this section 
will not be placed on the files for examination until all its 
required parts, complying with the rules relating thereto, are 
received, except that certain minor informalities may be waived 
subject to subsequent correction whenever required. 


(i) Subsequent treatment of application - Provisional applica- 
tion. A provisional application for a patent filed under paragraph 
(c) of this section will not be placed on the files for examination 
and will become abandoned no later than twelve months after 
its filing date pursuant to 35 U.S.C. 111(b)(1). 


(j) Filing date of international application. The filing date 
of an international application designating the United States of 
America is treated as the filing date in the United States of 
America under PCT Article 11(3), except as provided in 35 
U.S.C. 102(e). 


22. Section 1.54 is revised to read as follows: 


§ 1.54 Parts of application to be filed together; filing receipt. 


(a) It is desirable that all parts of the complete application 
be deposited in the Office together; otherwise, a letter must 
accompany each part, accurately and clearly connecting it with 
the other parts of the application. See § 1.53(f) and (g) with 
regard to completion of an application. 


(b) Applicant will be informed of the application number 
and filing date by a filing receipt, unless the application is an 
application filed under § 1.53(d). 


23. Section 1.55 is amended by revising paragraph (a) to read 
as follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim 
the benefit of the filing date of one or more prior foreign 
applications under the conditions specified in 35 U.S.C. 119(a) 
through (d) and 172. The claim to priority need be in no special 
form and may be made by the attorney or agent if the foreign 
application is referred to in the oath or declaration as required 
by § 1.63. The claim for priority and the certified copy of the 
foreign application specified in 35 U.S.C. 119(b) must be filed 
in the case of an interference(§ 1.630), when necessary to 
overcome the date of a reference relied upon by the examiner, 
when specifically required by the examiner, and in all other 
situations, before the patent is granted. If the claim for priority 
or the certified copy of the foreign application is filed after 
the date the issue fee is paid, it must be accompanied by a 
petition requesting entry and by the fee set forth in § 1.17(i). 
If the certified copy is not in the English language, a translation 
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need not be filed except in the case of interference; or when 
necessary to overcome the date of a reference relied upon by 
the examiner; or when specifically required by the examiner, 
in which event an English language translation must be filed 
together with a statement that the translation of the certified 
copy is accurate. 
s+ * 


24. Section 1.59 and its heading are revised to read as follows: 


§ 1.59 Expungement of information or copy of papers in 
application file. 


(a)(1) Information in an application will not be expunged 
and returned, except as provided in paragraph (b) of this section. 
See § 1.618 for return of unauthorized and improper papers in 
interferences. 


(2) Information forming part of the original disclosure (i.e., 
written specification including the claims, drawings, and any 
preliminary amendment specifically incorporated into an exe- 
cuted oath or declaration under §§ 1.63 and 1.175) will not be 
expunged from the application file. 


(b) Information, other than what is excluded by paragraph 
(a)(2) of this section, maybe requested to be expunged and 
retumed to applicant upon petition under this paragraph and 
payment of the petition fee set forth in § 1.17(i). Any petition 
to expunge and return information from an application must 
establish to the satisfaction of the Commissioner that the retumn 
of the information is appropriate. 


(c) Upon request by an applicant and payment of the fee 
specified in § 1.19(b), the Office will furnish copies of an 
application, unless the application has been disposed of (see § 
1.53(e), (f) and (g)). The Office cannot provide or certify copies 
of an application that has been disposed of. 


25. Section 1.60 is removed and reserved. 


§ 1.60 [Reserved] 
26. Section 1.62 is removed and reserved. 


§ 1.62 [Reserved] 


27. Section 1.63 is amended by revising paragraphs (a) and 
(d) and adding a paragraph (e) to read as follows: 


§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(b)(2) as a part 
of an application must: 


(1) Be executed in accordance with either § 1.66 or § 1.68; 
(2) Identify the specification to which it is directed; 


(3) Identify each inventor by: full name, including the family 
name, and at least one given name without abbreviation together 
with any other given name or initial, and the residence, post 
office address and country of citizenship of each inventor; and 


(4) State whether the inventor is a sole or joint inventor of 
the invention claimed. 


eee 


(d)(1) A newly executed oath or declaration is not required 
under § 1.51(b)(2) and § 1.53(f) in a continuation or divisional 
application, provided that: 


(i)The prior nonprovisional application contained an oath or 
declaration as prescribed by paragraphs (a) through (c) of this 
section; 

(ii) The continuation or divisional application was filed by 
all or by fewer than all of the inventors named in the prior 
application; 

(iii) The specification and drawings filed in the continuation 
or divisional application contain no matter that would have 
been new matter in the prior application; and 


(iv) A copy of the executed oath or declaration filed in the 
prior application, showing the signature or an indication thereon 
that it was signed, is submitted for the continuation or divisional 
application. 
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(2) The copy of the executed oath or declaration submitted 
under this paragraph for a continuation or divisional application 
must be accompanied by a statement requesting the deletion 
of the name or names of the person or persons who are not 
inventors in the continuation or divisional application. 


(3) Where the executed oath or declaration of which a copy 
is submitted for a continuation or divisional application was 
originally filed in a prior application accorded status under § 
1.47, the copy of the executed oath or declaration for such 
prior application must be accompanied by 


(i) A copy of the decision granting a petition to accord § 
1.47 status to the prior application, unless all inventors or legal 
representatives have filed an oath or declaration to join in an 
application accorded status under § 1.47 of which the continua- 
tion or divisional application claims a benefit under 35 U.S.C. 
120, 121, or 365(c); and 


(ii) If one or more inventor(s) or legal representative(s) who 
refused to join in the prior application or could not be found 
or reached has subsequently joined in the prior application or 
another application of which the continuation or divisional 
application claims a benefit under 35 U.S.C. 120, 121, or 365(c), 
a copy of the subsequently executed oath(s) or declaration(s) 
filed by the inventor or legal representative to join in the applica- 
tion. 


(4) Where the power of attorney (or authorization of agent) 
or correspondence address was changed during the prosecution 
of the prior application, the change in power of attorney (or 
authorization of agent) or correspondence address must be iden- 
tified in the continuation or divisional application. Otherwise, 
the Office may not recognize in the continuation or divisional 
application the change of power of attomey (or authorization 
of agent) or correspondence address during the prosecution of 
the prior application. 


(5) A newly executed oath or declaration must be filed in 
a continuation or divisional application naming an inventor not 
named in the prior application. 


(e) A newly executed oath or declaration must be filed in 
any continuation-in-part application, which application may 
name all, more, or fewer than all of the inventors named in 
the prior application. The oath or declaration in any continua- 
tion-in-part application mustalso state that the person making 
the oath or declaration acknowledges the duty to disclose to 
the Office all information known to the person to be material 
to patentability as defined in§ 1.56 which became available 
between the filing date of the prior application and the national 
or PCT international filing date of the continuation-in-part 
application. 

28. Section 1.67 is amended by revising paragraph (b) to read 
as follows: 


§ 1.67 Supplemental oath or declaration. 


*e#*+** 


(b) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must be filed when a claim is presented for 
matter originally shown or described but not substantially 
embraced in the statement of invention or claims originally 
presented or when an oath or declaration submitted in accor- 
dance with § 1.53(f) after the filing of the specification and 
any required drawings specifically and improperly refers to an 
amendment which includes new matter. No new matter may 
be introduced into a nonprovisional application after its filing 
date even if a supplemental oath or declaration is filed. In 
proper situations, the oath or declaration here required may be 
made on information and belief by an applicant other than the 
inventor. 


*e+*#++* 


29. Section 1.69 is amended by revising paragraph (b) to read 
as follows: 


§ 1.69 Foreign language oaths and declarations. 


eee 


(b) Unless the text of any oath or declaration in a language 
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other than English is a form provided or approved by the Patent 
and Trademark Office, it must be accompanied by an English 
translation together with a statement that the translation is 
accurate, except that in the case of an oath or declaration filed 
under § 1.63, the translation may be filed in the Office no later 
than two months from the date applicant is notified to file the 
translation. 


30. Section 1.78 is amended by revising paragraph (a) to read 
as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


(a)(1) A nonprovisional application may claim an invention 
disclosed in one or more prior filed copending nonprovisional 
applications or copending international applications desig- 
nating the United States of America. In order for a nonprovi- 
sional application to claim the benefit of a prior filed copending 
nonprovisional application or copending international applica- 
tion designating the United States of America, each prior appli- 
cation must name as an inventor at least one inventor named 
in the later filed nonprovisional application and disclose the 
named inventor’s invention claimed in at least one claim of 
the later filed nonprovisional application in the manner provided 
by the first paragraph of 35 U.S.C. 112. In addition, each prior 
application must be: 


(i) An international application entitled to a filing date in 
accordance with PCT Article 11 and designating the United 
States of America; or 


(ii) Complete as set forth in § 1.51(b); or 


(iii) Entitled to a filing date as set forth in § 1.53(b) or § 
1.53(d) and include the basic filing fee set forth in § 1.16; or 


(iv) Entitled to a filing date as set forth in § 1.53(b) and 
have paid therein the processing and retention fee set forth in 
§ 1.21(1) within the time period set forth in § 1.53(f). 


(2) Except for a continued prosecution application filed under 
§ 1.53(d), any nonprovisional application claiming the benefit 
of one or more prior filed copending nonprovisional applica- 
tions or international applications designating the United States 
of America must contain or be amended to contain in the first 
sentence of the specification following the title a reference to 
each such prior application, identifying it by application number 
(consisting of the series code and serial number) or international 
application number and international filing date and indicating 
the relationship of the applications. The request for a continued 
prosecution application under § 1.53(d) is the specific reference 
required by 35 U.S.C. 120 to the prior application. The identifi- 
cation of an application by application number under this sec- 
tion is the specific reference required by 35 U.S.C. 120 to every 
application assigned that application number. Cross-references 
to other related applications may be made when appropriate 
(see § 1.14(a)). 


(3) A nonprovisional application other than for a design 
patent may claim an invention disclosed in one or more prior 
filed copending provisional applications. Since a provisional 
application can be pending for no more than twelve months, 
the last day of pendency may occur on a Saturday, Sunday, or 
Federal holiday within the District of Columbia which for 
copendency would require the nonprovisional application to 
be filed on or prior to the Saturday, Sunday, or Federal holiday. 
In order for a nonprovisional application to claim the benefit 
of one or more prior filed copending provisional applications, 
each prior provisional application must name as an inventor 
at least one inventor named in the later filed nonprovisional 
application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 
35 U.S.C. 112. In addition, each prior provisional application 
must be: 


(i) Complete as set forth in § 1.51(c); or 

(ii) Entitled to a filing date as set forth in § 1.53(c) and 
include the basic filing fee set forth in § 1.16(k). 

(4) Any nonprovisional application claiming the benefit of 
one or more prior filed copending provisional applications must 
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contain or be amended to contain in the first sentence of the 
specification following the title a reference to each such prior 
provisional application, identifying it as a provisional applica- 
tion, and including the provisional application number (con- 
sisting of series code and serial number). 

s**t 


31. Section 1.84 is amended by revising paragraphs (a)(2)(i), 
(b), (c) and (g) to read as follows: 


§ 1.84 Standards for drawings. 
(a) *** 
(2) *** 
(i) The fee set forth in § 1.17(i); 


**se** 
(b) Photographs. 


(1) Black and white. Photographs are not ordinarily permitted 
in utility patent applications. However, the Office will accept 
photographs in utility patent applications only after the granting 
of a petition filed under this paragraph which requests that 


photographs be accepted. Any such petition must include the 
following: 


(i) The fee set forth in § 1.17(i); and 


(ii) Three (3) sets of photographs. Photographs must either 
be developed on double weight photographic paper or be perma- 
nently mounted on bristol board. The photographs must be 
of sufficient quality so that all details in the drawings are 
reproducible in the printed patent. 


(2) Color. Color photographs will be accepted in utility patent 
applications if the conditions for accepting color drawings have 
been satisfied. See paragraph (a)(2) of this section. 


(c) Identification of drawings. Identifying indicia, if provided, 
should include the application number or the title of the inven- 
tion, inventor’s name, docket number (if any), and the name 
and telephone number of a person to call if the Office is unable 
to match the drawings to the proper application. This informa- 
tion should be placed on the back of each sheet of drawings 
a minimum distance of 1.5 cm. (5/8 inch) down from the top 
of the page. In addition, a reference to the application number, 
or, if an application number has not been assigned, the inven- 
tor’s name, may be included in the left-hand comer, provided 
that the reference appears within 1.5 cm. (5/8 inch) from the 
top of the sheet. 


eee 


(g) Margins. The sheets must not contain frames around the 
sight (i.e., the usable surface), but should have scan target 
points (i.e., cross-hairs) printed on two catercorner margin cor- 
ners. Each sheet must include a top margin of at least 2.5 cm. 
(1 inch), a left sidemargin of at least 2.5 cm. (1 inch), a right 
side margin of at least 1.5 cm. (5/8 inch), and a bottom margin 
of at least 1.0 cm. (3/8 inch), thereby leaving a sight no greater 
than 17.0 cm. by 26.2 cm. on 21.0 cm. by 29.7 cm. (DIN size 
A4) drawing sheets, and a sight no greater than 17.6 cm. by 
24.4 cm. (6 15/16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. 
(8 1/2 by 11 inch) drawing sheets. 


ee ee * 


32. Section 1.91 and its heading are revised to read as follows: 


§ 1.91 Models or exhibits not generally admitted as part of 
application or patent. 


(a) A model or exhibit will not be admitted as part of the 
record of an application unless it: 


(1) Substantially conforms to the requirements of § 1.52 or 
§ 1.84; 


(2) Is specifically required by the Office; or 
(3) Is filed with a petition under this section including: 
(i) The petition fee as set forth in § 1.17(i); and 


(ii) An explanation of why entry of the model or exhibit in 
the file record is necessary to demonstrate patentability. 
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(b) Notwithstanding the provisions of paragraph (a) of this 
section, a model, working model, or other physical exhibit may 
be required by the Office if deemed necessary for any purpose 
in examination of the application. 


33. Section 1.92 is removed and reserved. 


§ 1.92 [Reserved] 


34. Section 1.97 is amended by revising paragraphs (c) through 
(e) to read as follows: 


§ 1.97 Filing of information disclosure statement. 


**#e*# 


(c) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (b) of this section, provided that the information 
disclosure statement is filed before the mailing date of either 
a final action under § 1.113, or a notice of allowance under § 
1.311, whichever occurs first, and is accompanied by either: 


(1) A statement as specified in paragraph (e) of this section; 
or 


(2) The fee set forth in § 1.17(p). 


(d) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (c) of this section, provided that the information 
disclosure statement is filed on or before payment of the issue 
fee and is accompanied by: 


(1) A statement as specified in paragraph (e) of this section; 


(2) A petition requesting consideration of the information 
disclosure statement; and 


(3) The petition fee set forth in § 1.17(i). 
(e) A statement under this section must state either: 


(1) That each item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application not 
more than three months prior to the filing of the information 
disclosure statement; or 


(2) That no item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, 
to the knowledge of the person signing the statement after 
making reasonable inquiry, no item of information contained 
in the information disclosure statement was known to any indi- 
vidual designated in § 1.56(c) more than three months prior to 
the filing of the information disclosure statement. 


see 


35. Section 1.101 is removed and reserved. 


§ 1.101 [Reserved] 


36. Section 1.102 is amended by revising paragraph (a) to read 
as follows: 


§ 1.102 Advancement of examination. 


(a) Applications will not be advanced out of tum for examina- 
tion or for further action except as provided by this part, or 
upon order of the Commissioner to expedite the business of 
the Office, or upon filing of a request under paragraph (b) of 
this section or upon filing a petition under paragraphs (c) or 
(d) of this section with a showing which, in the opinion of the 
Commissioner, will justify so advancing it. 

***** 


37. Section 1.103 is amended by revising paragraph (a) to read 
as follows: 


§ 1.103 Suspension of action. 


(a) Suspension of action by the Office will be granted for 
good and sufficient cause and for a reasonable time specified 
upon petition by the applicant and, if such cause is not the 
fault of the Office, the payment of the fee set furth in § 1.17(i). 
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Action will not be suspended when a reply by the applicant to 
an Office action is required. 


****#* 
38. Section 1.104 and its heading are revised to read as follows: 


§ 1.104 Nature of examination. 
(a) Examiner's action. 


(1) On taking up an application for examination or a patent 
in a reexamination proceeding, the examiner shall make a thor- 
ough study thereof and shall make a thorough investigation of 
the available prior art relating to the subject matter of the 
claimed invention. The examination shall be complete with 
respect both to compliance of the application or patent under 
reexamination with the applicable statutes and rules and to the 
patentability of the invention as claimed, as well as with respect 
to matters of form, unless otherwise indicated. 


(2) The applicant, or in the case of a reexamination proceeding, 
both the patent owner and the requester, will be notified of the 
examiner’s action. The reasons for any adverse action or any 
objection or requirement will be stated and such information 
or references will be given as may be useful in aiding the 
applicant, or in the case of a reexamination proceeding the 
patent owner, to judge the propriety of continuing the prose- 
cution. 


(3) An international-type search will be made in all national 
applications filed on and after June 1, 1978. 


(4) Any national application may also have an international- 
type search report prepared thereon at the time of the national 
examination on the merits, upon specific written request 
therefor and payment of the international-type search report 
fee set forth in § 1.21(e). The Patent and Trademark Office 
does not require that a formal report of an international-type 
search be prepared in order to obtain a search fee refund in a 
later filed international application. 


(5) Copending applications will be considered by the examiner 
to be owned by, or subject to an obligation of assignment to, 
the same person if: 

(i) The application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 


chapter which convey the entire rights in the applications to 
the same person or organization; or 


(ii) Copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization are 
filed in each of the applications; or 


(iii) An affidavit or declaration by the common owner is 
filed which states that there is common ownership and states 
facts which explain why the affiant or declarant believes there 
is common ownership, which affidavit or declaration may be 
signed by an official of the corporation or organization empow- 
ered to act on behalf of the corporation or organization when 
the common owner is a corporation or other organization; or 


(iv) Other evidence is submitted which establishes common 
ownership of the applications. 


(b) Completeness of examiner’ s action. The examiner's action 
will be complete as to all matters, except that in appropriate 
circumstances, such as misjoinder of invention, fundamental 
defects in the application, and the like, the action of the exam- 
iner may be limited to such matters before further action is 
made. However, matters of form need not be raised by the 
examiner until a claim is found allowable. 


(c) Rejection of claims. 


(1) If the invention is not considered patentable, or not 
considered patentable as claimed, the claims, or those consid- 
ered unpatentable will be rejected. 


(2) In rejecting claims for want of novelty or for obviousness, 
the examiner must cite the best references at his or her com- 
mand. When a reference is complex or shows or describes 
inventions other than that claimed by the applicant, the partic- 
ular part relied on must be designated as nearly as practicable. 
The pertinence of each reference, if not apparent, must be 
clearly explained and each rejected claim specified. 
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(3) In rejecting claims the examiner may rely upon admissions 
by the applicant, or the patent owner in a reexamination pro- 
ceeding, as to any matter affecting patentability and, insofar 
as rejections in applications are concerned, may also rely upon 
facts within his or her knowledge pursuant to paragraph (d)(2) 
of this section. 


(4) Subject matter which is developed by another person 
which qualifies as prior art only under 35 U.S.C. 102(f) or (g) 
may be used as prior art under 35 U.S.C. 103 against a claimed 
invention unless the entire rights to the subject matter and the 
claimed invention were commonly owned by the same person 
or organization or subject to an obligation of assignment to 
the same person or organization at the time the claimed inven- 
tion was made. 


(5S) The claims in any original application naming an inventor 
will be rejected as being precluded by a waiver in a published 
statutory invention registration naming that inventor if the same 
subject matter is claimed in the application and the statutory 
invention registration. The claims in any reissue application 
naming an inventor will be rejected as being precluded by a 
waiver in a published statutory invention registration naming 
that inventor if the reissue application seeks to claim subject 
matter: 


(i) Which was not covered by claims issued in the patent 
prior to the date of publication of the statutory invention regis- 
tration; and 


(ii) Which was the same subject matter waived in the statutory 
invention registration. 


(d) Citation of references. 


(1) If domestic patents are cited by the examiner, their 
numbers and dates, and the names of the patentees must be 
stated. If foreign published applications or patents are cited, 
their nationality or country, numbers and dates, and the names 
of the patentees must be stated, and such other data must be 
furnished as may be necessary to enable the applicant, or in 
the case of a reexamination proceeding, the patent owner, to 
identify the published applications or patents cited. In citing 
foreign published applications or patents, in case only a part 
of the document is involved, the particular pages and sheets 
containing the parts relied upon must be identified. If printed 
publications are cited, the author (if any), title, date, pages or 
plates, and place of publication, or place where a copy can be 
found, shall be given. 


(2) When a rejection in an application is based on facts 
within the personal knowledge of an employee of the Office, 
the data shall be as specific as possible, and the reference must 
be supported, when called for by the applicant, by the affidavit 
of such employee, and such affidavit shall be subject to contra- 
diction or explanation by the affidavits of the applicant and 
other persons. 


(e) Reasons for allowance. If the examiner believes that the 
record of the prosecution as a whole does not make clear his 
or her reasons for allowing a claim or claims, the examiner 
may set forth such reasoning. The reasons shall be incorporated 
into an Office action rejecting other claims of the application 
or patent under reexamination or be the subject of a separate 
communication to the applicant or patent owner. The applicant 
or patent owner may file a statement commenting on the reasons 
for allowance within such time as may be specified by the 
examiner. Failure to file such a statement does not give rise 
to any implication that the applicant or patent owner agrees 
with or acquiesces in the reasoning of the examiner. 


39. Section 1.105 is removed and reserved. 


§ 1.105 [Reserved] 
40. Section 1.106 is removed and reserved. 


§ 1.106 [Reserved] 
41. Section 1.107 is removed and reserved. 


§ 1.107 [Reserved] 
42. Section 1.108 is removed and reserved. 
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§ 1.108 [Reserved] 
43. Section 1.109 is removed and reserved. 


§ 1.109 [Reserved] 


44. Section 1.111 is amended by revising paragraph (b) to read 
as follows: 


§ 1.111 Reply by applicant or patent owner. 


es*#ee¢ 


(b) In order to be entitled to reconsideration or further 
examination, the applicant or patent owner must reply to the 
Office action. The reply by the applicant or patent owner must 
be reduced to a writing which distinctly and specifically points 
out the supposed errors in the examiner’s action and must reply 
to every ground of objection and rejection in the prior Office 
action. The reply must present arguments pointing out the 
specific distinctions believed to render the claims, including 
any newly presented claims, patentable over any applied refer- 
ences. If the reply is with respect to an application, a request 
may be made that objections or requirements as to form not 
necessary to further consideration of the claims beheld in abey- 
ance until allowable subject matter is indicated. The applicant’s 
or patent owner’s reply must appear throughout to be a bona 
fide attempt to advance the application or the reexamination 
proceeding to final action. A general allegation that the claims 
define a patentable invention without specifically pointing out 
how the language of the claims patentably distinguishes them 
from the references does not comply with the requirements of 
this section. 

e**e** 


45. Section 1.112 and its heading are revised to read as follows: 


§ 1.112 Reconsideration before final action. 


After reply by applicant or patent owner (§ 1.111) to a non- 
final action, the application or patent under reexamination will 
be reconsidered and again examined. The applicant or patent 
owner will be notified if claims are rejected, or objections 
or requirements made, in the same manner as after the first 
examination. Applicant or patent owner may reply to such 
Office action in the same manner provided in § 1.111, with or 
without amendment, unless such Office action indicates that it 
is made final (§ 1.113). 


46. Section 1.113 is revised to read as follows: 


§ 1.113 Final rejection or action. 


(a) On the second or any subsequent examination or consider- 
ation by the examiner the rejection or other action may be 
made final, whereupon applicant’s or patent owner’s reply is 
limited to appeal in the case of rejection of any claim (§ 1.191), 
or to amendment as specified in § 1.116. Petition may be takerf 
to the Commissioner in the case of objections or irements 
not involved in the rejection of any claim (§ 1.181). Reply to 
a final rejection or action must include cancellation of, or appeal 
from the rejection of, each rejected claim. If any claim stands 
allowed, the reply to a final rejection or action must comply 
with any requirements or objections as to form. 


(b) In making such final rejection, the examiner shall repeat 
or state all grounds of rejection then considered applicable to 
the claims in the application, clearly stating the reasons in 
support thereof. 


47. Section 1.115 is removed and reserved. 


§ 1.115 [Reserved] 


48. Section 1.116 is amended by revising its heading and para- 
graph (a) to read as follows: 


§ 1.116 Amendments after final action or appeal. 


(a) After a final rejection or other final action (§ 1.113), 
amendments may be made cancelling claims or complying with 
any requirement of form expressly set forth in a previous Office 
action. Amendments presenting rejected claims in better form 
for consideration on appeal may be admitted. The admission 
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of, or refusal to admit, any amendment after final rejection, 
and any related proceedings, will not operate to relieve the 
application or patent under reexamination from its condition 
as subject to appeal or to save the application from abandonment 
under § 1.135. 


se*e+** 
49. Section 1.117 is removed and reserved. 


§ 1.117 [Reserved] 
50. Section 1.118 is removed and reserved. 


§ 1.118 [Reserved] 
51. Section 1.119 is removed and reserved. 


§ 1.119 [Reserved] 
52. Section 1.121 is revised to read as follows: 


§ 1.121 Manner of making amendments. 


(a) Amendments in nonprovisional applications, other than 
reissue applications: Amendments in nonprovisional applica- 
tions, excluding reissue applications, are made by filing a paper, 
in compliance with § 1.52, directing that specified amendments 
be made. 


(1) Specification other than the claims. Except as provided 
in § 1.125, amendments to add matter to, or delete matter from, 
the specification, other than to the claims, may only be made 
as follows: 


(i) Instructions for insertions: The precise point in the specifi- 
cation must be indicated where an insertion is to be made, and 
the matter to be inserted must be set forth. 


(ii) Instructions for deletions: The precise point in the specifi- 
cation must be indicated where a deletion is to be made, and 
the matter to be deleted must be set forth or otherwise indicated. 


(iii) Matter deleted by amendment can be reinstated only 
by a subsequent amendment presenting the previously deleted 
matter as a new insertion. 


(2) Claims. Amendments to the claims may only be made 
as follows: 


(i) Instructions for insertions and deletions: A claim may be 
amended by specifying only the exact matter to be deleted or 
inserted by an amendment and the precise point where the 
deletion or insertion is to be made, where the changes are 
limited to: 

(A) Deletions and/or 


(B) The addition of no more than five (5) words in any one 
claim; or 

(ii) Claim cancellation or rewriting: A claim may be amended 
by directions to cancel the claim or by rewriting such claim 
with underlining below the matter added and brackets around 
the matter deleted. The rewriting of a claim in this form will 
be construed as directing the deletion of the previous version 
of that claim. If a previously rewritten claim is again rewritten, 
underlining and bracketing will be applied relative to the pre- 
vious version of the claim, with the parenthetical expression 
“twice amended,” “three times amended,” efc., following the 
original claim number. The original claim number followed by 
that parenthetical expression must be used for the rewritten 
claim. No interlineations or deletions of any prior amendment 
may appear in the currently submitted version of the claim. A 
claim canceled by amendment (not deleted and rewritten) can 
be reinstated only by a subsequent amendment presenting the 
claim as a new claim with a new claim number. 

(3) Drawings. 

(i) Amendments to the original application drawings are not 
permitted. Any change to the application drawings must be by 
way of a substitute sheet of drawings for each sheet changed 
submitted in compliance with § 1.84. 

(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become 
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part of the record, must be filed for approval by the examiner 
and should be in a separate paper. 


(4) Any amendment to an application that is present in a 
substitute specification submitted pursuant to § 1.125 must be 
presented under the provisions of this paragraph either prior 
to or concurrent with submission of the substitute specification. 


(5) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition, 
and to secure substantial correspondence between the claims, 
the remainder of the specification, and the drawings. 


(6) No amendment may introduce new matter into the disclo- 
sure of an application. 


(b) Amendments in reissue applications: Amendments in 
reissue applications are made by filing a paper, in compliance 
with § 1.52, directing that specified amendments be made. 


(1) Specification other than the claims. Amendments to the 
specification, other than to the claims, may only be made as 
follows: 


(i) Amendments must be made by submission of the entire 
text of a newly added or rewritten paragraph(s) with markings 
pursuant to paragraph (b)(1)(iii) of this section, except that an 
entire paragraph may be deleted by a statement deleting the 
paragraph without presentation of the text of the paragraph. 


(ii) The precise point in the specification must be indicated 
where the paragraph to be amended is located. 


(iii) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. 


(2) Claims. Amendments to the claims may only be made 
as follows: 


(iA) The amendment must be made relative to the patent 
claims in accordance with paragraph (b)(6) of this section and 
must include the entire text of each claim which is being 
amended by the current amendment and of each claim being 
added by the current amendmentwith markings pursuant to 
paragraph (b)(2)(i)(C) of this section, except that a patent claim 
or added claim should be cancelled by a statement cancelling 
the patent claim or added claim without presentation of the 
text of the patent claim or added claim. 


(B) Patent claims must not be renumbered and the numbering 
of any claims added to the patent must follow the number of 
the highest numbered patent claim. 


(C) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. If a claim 
is amended pursuant to paragraph (b)(2)(i)(A) of this section, 
a parenthetical expression “amended,” “twice amended,” etc., 
should follow the original claim number. 


(ii) Each amendment submission must set forth the status 
(i.e., pending or cancelled) as of the date of the amendment, 
of all patent claims and of all added claims. 


(iii) Each amendment when originally submitted must be 
accompanied by an explanation of the support in the disclosure 
of the patent for the amendment along with any additional 
comments on page(s) separate from the page(s) containing the 
amendment. 


(3) Drawings. 


(i) Amendments to the original patent drawings are not 
permitted. Any change to the patent drawings must be by way 
of a new sheet of drawings with the amended figures identified 
as “amended” and with added figures identified as “new” for 
each sheet changed submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become 
part of the record, must be filed for approval by the examiner 
and should be in a separate paper. 


(4) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition, 
and to secure substantial correspondence between the claims, 
the remainder of the specification, and the drawings. 
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(5) No reissue patent shall be granted enlarging the scope 
of the claims of the original patent unless applied for within 
two years from the grant of the original patent, pursuant to 35 
U.S.C. 251. No amendment to the patent may introduce new 
matter or be made in an expired patent. 


(6) All amendments must be made relative to the patent 
specification, including the claims, and drawings, which is in 
effect as of the date of filing of the reissue application. 


(c) Amendments in reexamination proceedings: Any proposed 
amendment to the description and claims in patents involved 
in reexamination proceedings must be made in accordance with 


§ 1.530(d). 
53. Section 1.122 is removed and reserved. 


§ 1.122 [Reserved] 
54. Section 1.123 is removed and reserved. 


§ 1.123 [Reserved] 
55. Section 1.124 is removed and reserved. 


§ 1.124 [Reserved] 
56. Section 1.125 is revised to read as follows: 


§ 1.125 Substitute specification. 


(a) If the number or nature of the amendments or the legibility 
of the application papers’ renders it difficult to consider the 
application, or to arrange the papers for printing or copying, 
the Office may require the entire specification, including the 
claims, or any part thereof, be rewritten. 


(b) A substitute specification, excluding the claims, may be 
filed at any point up to payment of the issue fee if it is accompa- 
nied by: 


(1) A statement that the substitute specification includes no 
new matter, and 


(2) A marked-up copy of the substitute specification showing 
the matter being added to and the matter being deleted from 
the specification of record. 


(c) A substitute specification submitted under this section must 
be submitted in clean form without markings as to amended 
material. 


(d) A substitute specification under this section is not permitted 
in a reissue application or in a reexamination proceeding. 


57. Section 1.126 is revised to read as follows: 


§ 1.126 Numbering of claims. 


The original numbering of the claims must be preserved 
throughout the prosecution. When claims are canceled the 
remaining claims must not be renumbered. When claims are 
added, they must be numbered by the applicant consecutively 
beginning with the number next following the highest numbered 
claim previously presented (whether entered or not). When the 
application is ready for allowance, the examiner, if necessary, 
will renumber the claims consecutively in the order in which 
they appear or in such order as may have been requested by 
applicant. 


58. Section 1.133 is amended by revising paragraph (b) to read 
as follows: 


§ 1.133 Interviews. 


esse * 


(b) In every instance where reconsideration is requested in 
view of an interview with an examiner, a complete written 
statement of the reasons presented at the interview as warranting 
favorable action must be filed by the applicant. An interview 
does not remove the necessity for reply to Office actions as 
specified in §§ 1.111 and 1.135. 


59. The undesignated center heading in Subpart B-National 
Processing Provisions, following § 1.133 is revised to read as 
follows: 
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TIME FOR REPLY BY APPLICANT; ABANDONMENT 
OF APPLICATION 


60. Section 1.134 and its heading are revised to read as follows: 


§ 1.134 Time period for reply to an Office action. 


An Office action will notify the applicant of any non-statutory 
or shortened statutory time period set for reply to an Office 
action. Unless the applicant is notified in writing that a reply 
is required in less than six months, a maximum period of six 
months is allowed. 


61. Section 1.135 and its heading are revised to read as follows: 


§ 1.135 Abandonment for failure to reply within time period. 


(a) If an applicant of a patent application fails to reply 
within the time period provided under § 1.134 and § 1.136, 
the application will become abandoned unless an Office action 
indicates otherwise. 

(b) Prosecution of an application to save it from abandonment 
pursuant to paragraph (a) of this section must include such 
complete and proper reply as the condition of the application 
may require. The admission of, or refusal to admit, any amend- 
ment after final rejection or any amendment not responsive to 
the last action, or any related proceedings, will not operate to 
save the application from abandonment. 


(c) When reply by the applicant is a bona fide attempt to 
advance the application to final action, and is substantially a 
complete reply to the non-final Office action, but consideration 
of some matter or compliance with some requirement has been 
inadvertently omitted, applicant may be given a new time period 
for reply under § 1.134 to supply the omission. 


62. Section 1.136 and its heading are revised to read as follows: 
§ 1.136 Extensions of time. 


(a)(1) If an applicant is required to reply within a nonstatutory 
or shortened statutory time period, applicant may extend the 


time period for reply up to the earlier of the expiration of any 
maximum period set by statute or five months after the time 
period set for reply, if a petition for an extension of time and 
the fee set in § 1.17(a) are filed, unless: 


(i) Applicant is notified otherwise in an Office action; 
(ii) The reply is a reply brief submitted pursuant to § 1.193(b); 


(iii) The reply is a request for an oral hearing submitted 
pursuant to § 1.194(b); 


(iv) The reply is to a decision by the Board of Patent Appeals 
and Interferences pursuant to § 1.196, § 1.197 or § 1.304; or 


(v) The application is involved in an interference declared 
pursuant to § 1.611. 


(2) The date on which the petition and the fee have been 
filed is the date for purposes of determining the period of 
extension and the corresponding amount of the fee. The expira- 
tion of the time period is determined by the amount of the fee 
paid. A reply must be filed prior to the expiration of the period 
of extension to avoid abandonment of the application (§ 1.135), 
but in no situation may an applicant reply later than the max- 
imum time period set by statute, or be granted an extension of 
time under paragraph (b) of this section when the provisions 
of this paragraph are available. See § 1.136(b) for extensions 
of time relating to proceedings pursuant to §§ 1.193(b), 1.194, 
1.196 or 1.197; § 1.304 for extension of time to appeal to the 
U.S. Court of Appeals for the Federal Circuit or to commence 
a civil action; § 1.550(c) for extension of time in reexamination 
proceedings; and § 1.645 for extension of time in interference 
proceedings. 


(3) A written request may be submitted in an application 
that is an authorization to treat any concurrent or future reply, 
requiring a petition for an extension of time under this paragraph 
for its timely submission, as incorporating a petition for exten- 
sion of time for the appropriate length of time. An authorization 
to charge all required fees, fees under § 1.17, or all required 
extension of time fees will be treated as a constructive petition 
for an extension of time in any concurrent or future reply 
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requiring a petition for an extension of time under this paragraph 
for its timely submission. Submission of the fee set forth in § 
1.17(a) will also be treated as a constructive petition for an 
extension of time in any concurrent reply requiring a petition 
for an extension of time under this paragraph for its timely 
submission. 


(b) When a reply cannot be filed within the time period set 
for such reply and the provisions of paragraph (a) of this section 
are not available, the period for reply will be extended only 
for sufficient cause and for a reasonable time specified. Any 
request for an extension of time under this paragraph must be 
filed on or before the day on which such reply is due, but the 
mere filing of such a request will not effect any extension under 
this paragraph. In no situation can any extension carry the date 
on which reply is due beyond the maximum time period set 
by statute. See § 1.304 for extension of time to appeal to the 
U.S. Court of Appeals for the Federal Circuit or to commence 
a civil action; § 1.645 for extension of time in interference 
proceedings; and § 1.550(c) for extension of time in reexamina- 
tion proceedings. 


63. Section 1.137 and its heading are revised to read as follows: 


§ 1.137 Revival of abandoned application or lapsed patent. 


(a) Unavoidable. Where the delay in reply was unavoidable, 
a petition may be filed to revive an abandoned application or 
a lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 


(1) The required reply, unless previously filed. In a nonprovi- 
sional application abandoned for failure to prosecute, the 
required reply may be met by the filing of a continuing applica- 
tion. In an application or patent, abandoned or lapsed for failure 
to pay the issue fee or any portion thereof, the required reply 
must be the payment of the issue fee or any outstanding balance 
thereof; 


(2) The petition fee as set forth in § 1.17(1); 


(3) A showing to the satisfaction of the Commissioner that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to 
this paragraph was unavoidable; and 


(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (c) of this section. 


(b) Unintentional. Where the delay in reply was unintentional, 
a petition may be filed to revive an abandoned application or 
a lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 


(1) The required reply, unless previously filed. In a nonprovi- 
sional application abandoned for failure to prosecute, the 
required reply may be met by the filing of a continuing applica- 
tion. In an application or patent, abandoned or lapsed for failure 
to pay the issue fee or any portion thereof, the required reply 
must be the payment of the issue fee or any outstanding balance 
thereof, 


(2) The petition fee as set forth in § 1.17(m); 


(3) A statement that the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to this paragraph was unintentional. 
The Commissioner may require additional information where 
there is a question whether the delay was unintentional; and 


(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (c) of this section. 


(c) In a design application, a utility application filed before 
June 8, 1995, or a plant application filed before June 8, 1995, 
any petition to revive pursuant to this section must be accompa- 
nied by a terminal disclaimer and fee as set forth in § 1.321 
dedicating to the public a terminal part of the term of any 
patent granted thereon equivalent to the period of abandonment 
of the application. Any terminal disclaimer pursuant to this 
paragraph must also apply to any patent granted on any contin- 
uing application that contains a specific reference under 35 
U.S.C. 120, 121, or 365(c) to the application for which revival 
is sought. The provisions of this paragraph do not apply to 
lapsed patents. 
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(d) Any request for reconsideration or review of a decision 
refusing to revive an abandoned application or lapsed patent 
upon petition filed pursuant to this section, to be considered 
timely, must be filed within two months of the decision refusing 
to revive or within such time as set in the decision. Unless a 
decision indicates otherwise, this time period may be extended 
under the provisions of § 1.136. 


(e) A provisional application, abandoned for failure to timely 
respond to an Office requirement, may be revived pursuant to 
this section so as to be pending for a period of no longer than 
twelve months from its filing date. Under no circumstances 
will a provisional application be regarded as pending after 
twelve months from its filing date. 


64.Section 1.139 is removed and reserved. 
§ 1.139 [Reserved] 


65. Section 1.142 is amended by revising paragraph (a) to read 
as follows: 


§ 1.142 Requirement for restriction. 


(a) If two or more independent and distinct inventions are 
claimed in a single application, the examiner in an Office action 
will require the applicant in the reply to that action to elect an 
invention to which the claims will be restricted, this official 
action being called a requirement for restriction (also known 
as a requirement for division). Such requirement will normally 
be made before any action on the merits; however, it may be 
made at any time before final action. 


e+e 


66. Section 1.144 is revised to read as follows: 
§ 1.144 Petition from requirement for restriction. 


After a final requirement for restriction, the applicant, in addi- 
tion to making any reply due on the remainder of the action, 
may petition the Commissioner to review the requirement. 
Petition may be deferred until after final action on or allowance 
of claims to the invention elected, but must be filed not later 
than appeal. A petition will not be considered if reconsideration 
of the requirement was not requested (see § 1.181). 


67. Section 1.146 is revised to read as follows: 
§ 1.146 Election of species. 


In the first action on an application containing a generic claim 
to a generic invention (genus) and claims to more than one 
patentably distinct species embraced thereby, the examiner may 
require the applicant in the reply to that action to elect a species 
of his or her invention to which his or her claim will be restricted 
if no claim to the genus is found to be allowable. However, 
if such application contains claims directed to more than a 
reasonable number of species, the examiner may require restric- 
tion of the claims to not more than a reasonable number of 
species before taking further action in the application. 


68. Section 1.152 is revised to read as follows: 


§ 1.152 Design drawings. 


(a) The design must be represented by a drawing that complies 
with the requirements of § 1.84, and must contain a sufficient 
number of views to constitute a complete disclosure of the 
appearance of the design. 


(1) Appropriate and adequate surface shading should be used 
to show the character or contour of the surfaces represented. 
Solid black surface shading is not permitted except when used 
to represent the color black as well as color contrast. Broken 
lines may be used to show visible environmental structure, but 
may not be used to show hidden planes and surfaces which 
cannot be seen through opaque materials. Alternate positions 
of a design component, illustrated by full and broken lines in 
the same view are not permitted in a design drawing. 


(2) Color photographs and color drawings are not permitted 
in design applications in the absence of a grantable petition 
pursuant to § 1.84(a)(2). Photographs and ink drawings are not 
permitted to be combined as formal drawings in one application. 
Photographs submitted in lieu of ink drawings in design patent 
applications must comply with § 1.84(b) and must not disclose 


OFFICIAL GAZETTE 


January 5, 1999 


environmental structure but must be limited to the design for 
the article claimed. 


(b) Any detail shown in the ink or color drawings or photo- 
graphs (formal or informal) deposited with the original applica- 
tion papers constitutes an integral part of the disclosed and 
claimed design, except as otherwise provided in this paragraph. 
This detail may include, but is not limited to, color or contrast, 
graphic or written indicia, including identifying indicia of a 
proprietary nature, surface ornamentation on an article, or any 
combination thereof. 


(1) When any detail shown in informal drawings or photo- 
graphs does not constitute an integral part of the disclosed and 
claimed design, a specific disclaimer must appear in the original 
application papers either in the specification or directly on the 
drawings or photographs. This specific disclaimer in the orig- 
inal application papers will provide antecedent basis for the 
omission of the disclaimed detail(s) in later-filed drawings or 
photographs. 


(2) When informal color drawings or photographs are depos- 
ited with the original application papers without a disclaimer 
pursuant to paragraph (b)(1) of this section, formal color draw- 
ings or photographs, or a black and white drawing lined to 
represent color, will be required. 

69. Section 1.154 is amended by revising its heading and para- 
graph (a)(3) as to readfollows: 


§ 1.154 Arrangement of application elements. 
(a) *** 
(3) Preamble, stating name of the applicant, title of the 


design, and a brief description of the nature and intended use 
of the article in which the design is embodied. 


eset * 
70. Section 1.155 and its heading are revised to read as follows: 


§ 1.155 Issue of design patents. 


If, on examination, it appears that the applicant is entitled to 
a design patent under the law, a notice of allowance will be 
sent to the applicant, or applicant’s attorney or agent, calling 
for the payment of the issue fee (§ 1.18(b)). If this issue fee 
is not paid within three months of the date of the notice of 
allowance, the application shall be regarded as abandoned. 


71. Section 1.163 is amended by revising its heading and para- 
graph (b) to read asfollows: 


§ 1.163 Specification and arrangement of application ele- 
ments. 


eee * 

(b) Two copies of the specification (including the claim) 
must be submitted, but only one signed oath or declaration is 
required. 


s**t 
72. Section 1.167 is revised to read as follows: 


§ 1.167 Examination. 


Applications may be submitted by the Patent and Trademark 
Office to the Department of Agriculture for study and report. 


73. Section 1.171 is revised to read as follows: 
§ 1.171 Application for reissue. 


An application for reissue must contain the same parts required 
for an application for an original patent, complying with all 
the rules relating there to except as otherwise provided, and in 
addition, must comply with the requirements of the rules 
relating to reissue applications. 


74. Section 1.172 is amended by revising paragraph (a) to read 
as follows: 


§ 1.172 Applicants, assignees. 


(a) A reissue oath must be signed and sworn to or declaration 
made by the inventor or inventors except as otherwise provided 
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(see §§ 1.42, 1.43, 1.47), and must be accompanied by the 
written consent of all assignees, if any, owning an undivided 
interest in the patent, but a reissue oath may be made and 
swom to or declaration made by the assignee of the entire 
interest if the application does not seek to enlarge the scope 
of the claims of the original patent. All assignees consenting 
to the reissue must establish their ownership interest in the 
patent by filing in the reissue application a submission in accor- 
dance with the provisions of § 3.73(b). 


s**t * 


75. Section 1.175 is amended by revising paragraphs (a) and 
(b) and adding paragraphs (c) and (d) to read as follows: 


§ 1.175 Reissue oath or declaration. 


(a) The reissue oath or declaration in addition to complying 
with the requirements of § 1.63, must also state that: 


(1) The applicant believes the original patent to be wholly 
or partly inoperative or invalid by reason of a defective specifi- 
cation or drawing, or by reason of the patentee claiming more 
or less than the patentee had the right to claim in the patent, 
Stating at least one error being relied upon as the basis for 
reissue; and 

(2) All errors being corrected in the reissue application up 
to the time of filing of the oath or declaration under this para- 
graph arose without any deceptive intention on the part of the 
applicant. 


(b)(1) For any error corrected, which is not covered by the oath 
or declaration submitted under paragraph (a) of this section, 
applicant must submit a supplemental oath or declaration stating 
that every such error arose without any deceptive intention on 
the part of the applicant. Any supplemental oath or declaration 
required by this paragraph must be submitted before allowance 
and may be submitted: 


(i) With any amendment prior to allowance; or 


(ii) In order to overcome a rejection under 35 U.S.C. 251 
made by the examiner where it is indicated that the submission 
of a supplemental oath or declaration.as required byt his para- 
graph will overcome the rejection. 


(2) For any error sought to be corrected after allowance, a 
supplemental oath or declaration must accompany the requested 
correction stating that the error(s) to be corrected arose without 
any deceptive intention on the part of the applicant. 


(c) Having once stated an error upon which the reissue is 
based, as set forth in paragraph (a)(1), unless all errors pre- 
viously stated in the oath or declaration are no longer being 
corrected, a subsequent oath or declaration under paragraph 
(b) of this section need not specifically identify any other error 
or errors being corrected. 


(d) The oath or declaration required by paragraph (a) of this 
section may be submitted under the provisions of § 1.53(f). 


76. Section 1.182 is revised to read as follows: 


§ 1.182 Questions not specifically provided for. 


All situations not specifically provided for in the regulations 
of this part will be decided in accordance with the merits of 
each situation by or under the authority of the Commissioner, 
subject to such other requirements as may be imposed, and 
such decision will be communicated to the interested parties 
in writing. Any petition seeking a decision under this section 
must be accompanied by the petition fee set forth in § 1.17(h). 


77. Section 1.184 is removed and reserved. 


§ 1.184 [Reserved] 


78. Section 1.191 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interfer- 
ences. 


(a) Every applicant for a patent or for reissue of a patent, 
and every owner of a patent under reexamination, any of whose 
claims has been twice or finally (§ 1.113) rejected, may appeal 
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from the decision of the examiner to the Board of Patent Appeals 
and Interferences by filing a notice of appeal and the fee set 
forth in § 1.17(b) within the time period provided under §§ 
1.134 and 1.136 for reply. 


(b) The signature requirement of § 1.33 does not apply to 
a notice of appeal filed under this section. 


see * 


79. Section 1.192 is amended by revising paragraph (a) to read 
as follows: 


§ 1.192 Appellant’s brief. 


(a) Appeliant must, within two months from the date of the 
notice of appeal under § 1.191 or within the time allowed for 
reply to the action from which the appeal was taken, if such 
time is later, file a brief in triplicate. The brief must be accompa- 
nied by the fee set forth in § 1.17(c) and must set forth the 
authorities and arguments on which appellant will rely to main- 
tain the appeal. Any arguments or authorities not included in 
the brief will be refused consideration by the Board of Patent 
Appeals and Interferences, unless good cause is shown. 


*et ee & 
80. Section 1.193 and its heading are revised to read as follows: 


§ 1.193 Examiner’s answer and reply brief. 


(a)(1) The primary examiner may, within such time as may 
be directed by the Commissioner, furnish a written statement 
in answer to appellant’s brief including such explanation of 
the invention claimed and of the references and grounds of 
rejection as may be necessary, supplying a copy to appellant. 
If the primary examiner finds that the appeal is not regular in 
form or does not relate to an appealable action, the primary 
examiner shall so state. 


(2) An examiner’s answer must not include a new ground 
of rejection, but if an amendment under § 1.116 proposes to 
add or amend one or more claims and appellant was advised that 
the amendment under § 1.116 would be entered for purposes of 
appeal and which individual rejection(s) set forth in the action 
from which the appeal was taken would be used to reject the 
added or amended claim(s), then the appeal brief must address 
the rejection(s) of the claim(s) added or amended by the amend- 
ment under § 1.116 as appellant was so advised and the exam- 
iner’s answer may include the rejection(s) of the claim(s) added 
or amended by the amendment under § 1.116 as appellant was 
so advised. The filing of an amendment under § 1.116 which 
is entered for purposes of appeal represents appellant’s consent 
that when so advised any proceed on those claim(s) 
added or amended by the amendment under § 1.116 subject to 
any rejection set forth in the action from which the appeal was 
taken. 


(b)(1) Appellant may file a reply brief to an examiner’s 
answer within two months from the date of such examiner’s 
answer. See § 1.136(b) for extensions of time for filing a reply 
brief in a patent application and § 1.550(c) for extensions of 
time for filing a reply brief in a reexamination proceeding. The 
primary examiner must either acknowledge receipt and entry 
of the reply brief or withdraw the final rejection and reopen 
prosecution to respond to the reply brief. A supplemental exam- 
iner’s answer is not permitted, unless the application has been 
remanded by the Board of Patent Appeals and Interferences 
for such purpose. 


(2) Where prosecution is reopened by the primary examiner 
after an appeal or reply brief has been filed, appellant must 
exercise one of the following two options to avoid abandonment 
of the application: 


(i) File a reply under § 1.111, if the Office action is not 
final, or a reply under § 1.113, if the Office action is final; or 


(ii) Request reinstatement of the appeal. If reinstatement of 
the appeal is requested, such request must be accompanied by 
a supplemental appeal brief, but no new amendments, affidavits 
(§§ 1.130, 1.131 or 1.132) or other evidence are permitted. 


81. Section 1.194 is revised to read as follows: 
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§ 1.194 Oral hearing. 


(a) An oral hearing should be requested only in those circum- 
stances in which appellant considers such a hearing necessary 
or desirable for a proper presentation of the appeal. An appeal 
decided without an oral hearing will receive the same consider- 
ation by the Board of Patent Appeals and Interferences as 
appeals decided after oral hearing. 


(b) If appellant desires an oral hearing, appellant must file, 
in a separate paper, a written request for such hearing accompa- 
nied by the fee set forth in § 1.17(d) within two months from 
the date of the examiner’s answer. If appellant requests an oral 
hearing and submits therewith the fee set forth in § 1.17(d), 
an oral argument may be presented by, or on behalf of, the 
primary examiner if considered desirable by either the primary 
examiner or the Board. See § 1.136(b) for extensions of time 
for requesting an oral hearing in a patent application and § 
1.550(c) for extensions of time for requesting an oral hearing 
in are examination proceeding. 


(c) If no request and fee for oral hearing have been timely 
filed by appellant, the appeal will be assigned for consideration 
and decision. If appellant has requested an oral hearing and 
has submitted the fee set forth in § 1.17(d), a day of hearing 
will be set, and due notice thereof given to appellant and to 
the primary examiner. A hearing will be held as stated in the 
notice, and oral argument will be limited to twenty minutes 
for appellant and fifteen minutes for the primary examiner 
unless otherwise ordered before the hearing begins. If the Board 
decides that a hearing is not necessary, the Board will so notify 
appellant. 


82. Section 1.196 is amended by revising paragraphs (b) and 
(d) to read as follows: 


§ 1.196 Decision by the Board of Patent Appeals and Inter- 
ferences. 


eee 


(b) Should the Board of Patent Appeals and Interferences 
have knowledge of any grounds not involved in the appeal for 
rejecting any pending claim, it may include in the decision a 
statement to that effect with its reasons for so holding, which 
statement constitutes a new ground of rejection of the claim. 
A new ground of rejection shall not be considered final for 
purposes of judicial review. When the Board of Patent Appeals 
and Interferences makes a new ground of rejection, the appel- 
lant, within two months from the date of the decision, must 
exercise one of the following two options with respect to the 
new ground of rejection to avoid termination of proceedings 
(§ 1.197(c)) as to the rejected claims: 


(1) Submit an appropriate amendment of the claims so rejected 
or a showing of facts relating to the claims so rejected, or both, 
and have the matter reconsidered by the examiner, in which 
event the application will be remanded to the examiner. The 
new ground of rejection is binding upon the examiner unless 
an amendment or showing of facts not previously of record be 
made which, in the opinion of the examiner, overcomes the 
new ground of rejection stated in the decision. Should the 
examiner reject the claims, appellant may again appeal pursuant 
to §§ 1.191 through 1.195 to the Board of Patent Appeals and 
Interferences. 


(2) Request that the application be reheard under § 1.197(b) 
by the Board of Patent Appeals and Interferences upon the 
same record. The request for rehearing must address the new 
ground of rejection and state with particularity the points 

apprehended 


believed to have been mi or overlooked in ren- 
dering the decision and also state all other grounds upon which 
rehearing is sought. Where request for such rehearing is made, 
the Board of Patent Appeals and Interferences shall rehear the 
new ground of rejection and, if necessary, render anew decision 
which shall include all grounds of rejection upon which a patent 
is refused. The decision on ing is deemed to incorporate 
the earlier decision for purposes of appeal, except for those 
portions specifically withdrawn on rehearing, and is final for 
the purpose of judicial review, except when noted otherwise 
in the decision. 


sett 
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(d) The Board of Patent Appeals and Interferences may require 
appellant to address any matter that is deemed appropriate for 
a reasoned decision on the pending appeal. Appellant will be 
given a non-extendable time period within which to respond 
to such a requirement. 


sete * 


83. Section 1.197 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.197 Action following decision. 


(a) After decision by the Board of Patent Appeals and 
Interferences, the application will be returned to the examiner, 
subject to appellant’s right of appeal or other review, for such 
further action by appellant or by the examiner, as the condition 
of the application may require, to carry into effect the decision. 


(b) Appellant may file a single request for rehearing within 
two months from the date of the original decision, unless the 
original decision is so modified by the decision on rehearing 
as to become, in effect, a new decision, and the Board of Patent 
Appeals and Interferences so states. The request for rehearing 
must state with particularity the points believed to have been 
misapprehended or overlooked in rendering the decision and 
also state all other grounds upon which rehearing is sought. 
See § 1.136(b) for extensions of time for seeking rehearing in 
a patent application and § 1.550(c) for extensions of time for 
seeking rehearing in a reexamination proceeding. 
set * * 


84. Section 1.291 is amended by revising paragraph (c) to read 
as follows: 


§ 1.291 Protests by the public against pending applications. 


*eet*# 


(c) A member of the public filing a protest in an application 
under paragraph (a) of this section will not receive any commu- 
nications from the Office relating to the protest, other than the 
return of a self-addressed postcard which the member of the 
public may include with the protest in order to receive an 
acknowledgment by the Office that the protest has been 
received. In the absence of a request by the Office, an applicant 
has no duty to, and need not, reply to a protest. The limited 
involvement of the member of the public filing a protest pur- 
suant to paragraph (a) of this section ends with the filing of 
the protest, and no further submission on behalf of the protestor 
will be considered, except for additional prior art, or unless 
such submission raises new issues which could not have been 
earlier presented. 


85. Section 1.293 is amended by revising paragraph (c) to read 
as follows: 


§ 1.293 Statutory invention registration. 


eee 


(c) A waiver filed with a request for a statutory invention 
registration will be effective, upon publication of the statutory 
invention registration, to waive the inventor’s right to receive 
a patent on the invention claimed in the statutory invention 
registration, in any application for an original patent which is 
pending on, or filed after, the date of publication of the statutory 
invention registration. A waiver filed with a request for a statu- 
tory invention registration will not affect the rights of any other 
inventor even if the subject matter of the statutory invention 
registration and an application of another inventor are com- 
monly owned. A waiver filed with a request for a statutory 
invention registration will not affect any rights in a patent to 
the inventor which issued prior to the date of publication of 
the statutory invention registration unless a reissue application 
is filed seeking to enlarge the scope of the claims of the patent. 
See also § 1.104(c)(5). 


86. Section 1.294 is amended by revising paragraph (b) to read 
as follows: 


dane meyer =e eg pee ange 
invention registration patent application to which the 
request is directed. 
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(b) Applicant will be notified of the results of the examination 
set forth in paragraph (a) of this section. If the requirements 
of § 1.293 and this section are not met by the request filed, 
the notification to applicant will set a period of time within 
which to comply with the requirements in order to avoid aban- 
donment of the application. If the application does not meet 
the requirements of 35 U.S.C. 112, the notification to applicant 
will include a rejection under the appropriate provisions of 35 
U.S.C. 112. The periods for reply established pursuant to this 
section are subject to the extension of time provisions of § 
1.136. After reply by the applicant, the application will again 
be considered for publication of a statutory invention registra- 
tion. If the requirements of § 1.293 and this section are not 
timely met, the refusal to publish will be made final. If the 
requirements of 35 U.S.C. 112 are not met, the rejection pur- 
suant to 35 U.S.C. 112 will be made final. 


e+e * 


87. Section 1.304 is amended by revising paragraph (a)(1) to 
read as follows: 


§ 1.304 Time for appeal or civil action. 


(a)(1) The time for filing the notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit (§ 1.302) or for commencing a 
civil action (§ 1.303) is two months from the date of the decision 
of the Board of Patent Appeals and Interferences. If a request 
for rehearing or reconsideration of the decision is filed within 
the time period provided under § 1.197(b) or § 1.658(b), the 
time for filing an appeal or commencing a civil action shall 
expire two months after action on the request. In interferences, 
the time for filing a cross-appeal or cross-action expires: 


(i) 14 days after service of the notice of appeal or the summons 
and complaint; or 


(ii) Two months after the date of decision of the Board of 
Patent Appeals and Interferences, whichever is later. 


s**t *# * 


88. Section 1.312 is amended by revising paragraph (b) to read 
as follows: 


§ 1.312 Amendments after allowance. 


***+*# € 


(b) Any amendment pursuant to paragraph (a) of this section 
filed after the date the issue fee is paid must be accompanied 
by a petition including the fee set forth in § 1.17(i) and a 
showing of good and sufficient reasons why the amendment 
is necessary and was not earlier presented. For reissue applica- 
tions, see § 1.175(b), which requires a supplemental oath or 
declaration to accompany the amendment. 


89. Section 1.316 is revised to read as follows: 


§ 1.316 Application abandoned for failure to pay issue fee. 


If the issue fee is not paid within three months from the date 
of the notice of allowance, the application will be regarded as 
abandoned. Such an abandoned application will not be consid- 
ered as pending before the Patent and Trademark Office. 


90. Section 1.317 is revised to read as follows: 
§ 1.317 Lapsed patents; delayed payment of balance of issue 
fee. 


If the issue fee paid is the amount specified in the notice of 
allowance, but a higher amount is required at the time the issue 
fee is paid, any remaining balance of the issue fee is to be 
paid within three months from the date of notice thereof and, 
if not paid, the patent will lapse at the termination of the three- 
month period. 


91. Section 1.318 is removed and reserved. 


§ 1.318 [Reserved] 
92. Section 1.324 is revised to read as follows: 


§ 1.324 Correction of inventorship in patent. 
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(a) Whenever through error a person is named in an issued 
patent as the inventor, or through error an inventor is not named 
in an issued patent and such error arose without any deceptive 
intention on his or her part, the Commissioner may, on petition, 
or on order of a court before which such matter is called in 
question, issue a certificate naming only the actual inventor or 
inventors. A petition to correct inventorship of a patent involved 
in an interference must comply with the requirements of this 
section and must be accompanied by a motion under § 1.634. 


(b) Any petition pursuant to paragraph (a) of this section 
must be accompanied by: 


(1) A statement from each person who is being added as an 
inventor and from each person who is being deleted as an 
inventor that the inventorship error occurred without any decep- 
tive intention on his or her part; 


(2) A statement from the current named inventors who have 
not submitted a statement under paragraph (b)(1) of this section 
either agreeing to the change of inventorship or stating that 
they have no disagreement in regard to the requested change; 


(3) A statement from all assignees of the parties submitting 
a statement under paragraphs (b)(1) and (b)(2) of this section 
agreeing to the change of inventorship in the t, which 
statement must comply with the requirements of § 3.73(b); and 


(4) The fee set forth in § 1.20(b). 
93. Section 1.352 is removed and reserved. 


§ 1.352 [Reserved] 


94. Section 1.366 is amended by revising paragraphs (b) through 
(d) to read as follows: 


§ 1.366 Submission of maintenance fees. 


es*#e+ te 


(b) A maintenance fee and any necessary surcharge submitted 
for a patent must be submitted in the amount due on the date 
the maintenance fee and any necessary surcharge are paid. A 
maintenance fee or surcharge may be paid in the manner set 
forth in § 1.23 or by an authorization to charge a deposit account 
established pursuant to § 1.25. Payment of a maintenance fee 
and any necessary surcharge or the authorization to charge a 
deposit account must be submitted within the periods set forth 
in § 1.362(d), (e), or (f). Any payment or authorization of 
maintenance fees and surcharges filed at any other time will 
not be accepted and will not serve as a payment of the mainte- 
nance fee except insofar as a delayed payment of the mainte- 
nance fee is accepted by the Commissioner in an expired patent 
pursuant to a petition filed under § 1.378. Any authorization 
to charge a deposit account must authorize the immediate char- 
ging of the maintenance fee and any necessary surcharge to 
the deposit account. Payment of less than the required amount, 
payment in a manner other than that set forth § 1.23, or in the 
filing of an authorization to charge a deposit account having 
insufficient funds will not constitute payment of a maintenance 
fee or surcharge on a patent. The procedures set forth in § 1.8 
or § 1.10 may be utilized in paying maintenance fees and any 
necessary surcharges. 


(c) In submitting maintenance fees and any necessary sur- 
charges, identification of the patents for which maintenance 
fees are being paid must include the following: 


(1) The patent number, and 


(2) The application number of the United States application 
for the patent on which the maintenance fee is being paid. 


(d) Payment of maintenance fees and any surcharges should 
identify the fee being paid for each patent as to whether it is 
the 3 1/2, 7 1/2, or 11 1/2-year fee, whether small entity status 
is being changed or claimed, the amount of the maintenance 
fee and any surcharge being paid, and any assigned customer 
number. If the maintenance fee and any necessary surcharge 
is being paid on a reissue patent, the payment must identify the 
reissue patent by reissue patent number and reissue application 
number as required by paragraph (c) of this section and should 
also include the original patent number. 
se *#* 
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95. Section 1.377 is amended by revising paragraph (c) to read 
as follows: 


§ 1.377 Review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of 
patent. 


*“s** * 


(c) any petition filed under this section must comply with the 
requirements of § 1.181(b) and must be signed by an attomey or 
agent registered to practice before the Patent and Trademark 
Office, or by the patentee, the assignee, or other party in interest. 


96. Section 1.378 is amended by revising paragraph (d) to read 
as follows: 


§ 1.378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent. 


*e*** * 


(d) Any petition under this section must be signed by an 
attomey or agent registered to practice before the Patent and 
Trademark Office, or by the patentee, the assignee, or other 
party in interest. 


**** * 


97. Section 1.425 is revised to read as follows: 


§ 1.425 Filing by other than inventor. 


Where an international application which designates the United 
States of America is filed and where one or more inventors 
refuse to sign the Request for the international application or 
cannot be found or reached after diligent effort, the Request 
need not be signed by such inventor if it is signed by another 
applicant. Such international application must be accompanied 
by a statement explaining to the satisfaction of the Commis- 
sioner the lack of the signature concemed. 


98. Section 1.484 is amended by revising paragraphs (d) through 
(f) to read as follows: 


§ 1.484 Conduct of international preliminary examination. 


*e**# + 


(d) The International Preliminary Examining Authority will 
establish a written opinion if any defect exists or if the claimed 
invention lacks novelty, inventive step or industrial applica- 
bility and will set a non-extendable time limit in the written 
opinion for the applicant to reply. 


(e) If no written opinion under paragraph (d) of this section 
is necessary, or after any written opinion and the reply thereto 
or the expiration of the time limit for reply to such written 
opinion, an international preliminary examination report will 
be established by the International Preliminary Examining 
Authority. One copy will be submitted to the International 
Bureau and one copy will be submitted to the applicant. 


(f) An applicant will be permitted a personal or telephone 
interview with the examiner, which must be conducted during 
the non-extendable time limit for reply by the applicant to a 
written opinion. Additional interviews may be conducted where 
the examiner determines that such additional interviews may be 
helpful to advancing the international preliminary examination 
procedure. A summary of any such personal or telephone inter- 
view must be filed by the applicant as a part of the reply to 
the written opinion or, if applicant files no reply, be made of 
record in the file by the examiner. 


99. Section 1.485 is amended by revising paragraph (a) to read 
as follows: 


§ 1.485 Amendments by applicant during international pre- 
liminary examination. 


(a) The applicant may make amendments at the time of filing 
of the Demand and within the time limit set by the International 
Preliminary Examining Authority for reply to any notification 
under § 1.484(b) or to any written opinion. Any such amend- 
ments must: 
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(1) Be made by submitting a replacement sheet for every 
sheet of the application which differs from the sheet it replaces 
unless an entire sheet is cancelled; and 


(2) Include a description of how the replacement sheet differs 
from the replaced sheet. 


see ¢ * 


100. Section 1.488 is amended by revising paragraph (b)(3) to 
read as follows: 


§ 1.488 Determination of unity of invention before the Inter- 
national Preliminary Examining Authority. 


see 
(b) * * * 


(3) If applicant fails to restrict the claims or pay additional fees 
within the time limit set for reply, the International Preliminary 
Examining Authority will issue a written opinion and/or estab- 
lish an international preliminary examination report on the main 
invention and shall indicate the relevant facts in the said report. 
In case of any doubt as to which invention is the main invention, 
the invention first mentioned in the claims and previously 
searched by an International Searching Authority shall be con- 
sidered the main invention. 


***#** 


101. Section 1.492 is amended by adding a new paragraph (g) 
to read as follows: 


§ 1.492 National stage fees. 


**# ee 


(g) If the additional fees required by paragraphs (b), (c), and 
(d) are not paid on presentation of the claims for which the 
additional fees are due, they must be paid or the claims cancelled 
by amendment, prior to the expiration of the time period set 
for reply by the Office in any notice of fee deficiency. 


102. Section 1.494 is amended by revising paragraph (c) to 
read as follows: 


§ 1.494 Entering the national stage in the United States of 
America as a Designated Office. 


*_**e* * 


(c) If applicant complies with paragraph (b) of this section 
before expiration of 20 months from the priority date but omits: 


(1) A translation of the international application, as filed, 
into the English language, if it was originally filed in another 
language (35 U.S.C. 371(c)(2)); and/or 


(2) The oath or declaration of the inventor (35 U.S.C. 
371(c)(4); see § 1.497), applicant will be so notified and given 
a period of time within which to file the translation and/or 
oath or declaration in order to prevent abandonment of the 
application. The payment of the processing fee set forth in § 
1.492(f) is required for acceptance of an English translation 
later than the expiration of 20 months after the priority date. 
The payment of the surcharge set forth in § 1.492(e) is required 
for acceptance of the oath or declaration of the inventor later 
than the expiration of 20 months after the priority date. A copy 
of the notification mailed to applicant should accompany any 
reply thereto submitted to the Office. 


ses et € 


103. Section 1.495 is amended by revising paragraph (c) to 
read as follows: 


§ 1.495 Entering the national stage in the United States of 
America as an Elected Office. 


** et *#* 
(c) If applicant complies with paragraph (b) of this section 
before expiration of 30 months from the priority date but omits: 


(1) A translation of the international application, as filed, 
into the English language, if it was originally filed in another 
language (35 U.S.C. 371(c)(2)); and/or 


(2) The oath or declaration of the inventor (35 U.S.C. 
371(c)(4); see § 1.497), applicant will be so notified and given 
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a period of time within which to file the translation and/or 
oath or declaration in order to prevent abandonment of the 
application. The payment of the processing fee set forth in § 
1.492(f) is required for acceptance of an English translation 
later than the expiration of 30 months after the priority date. 
The payment of the surcharge set forth in § 1.492(e) is required 
for acceptance of the oath or declaration of the inventor later 
than the expiration of 30 months after the priority date. A copy 
of the notification mailed to applicant should accompany any 
reply there to submitted to the Office. 


*e*t# *# * 


104. Section 1.510 is amended by revising paragraph (e) to 
read as follows: 


§ 1.510 Request for reexamination. 


e+e + © 


(e) A request filed by the patent owner may include a proposed 
amendment in accordance with § 1.530(d). 


eee 


105. Section 1.530 is amended by removing paragraph (e) and 
revising its heading and paragraph (d) to read as follows: 


§ 1.530 Statement; amendment by patent owner. 


s**t 


(d) Amendments in reexamination proceedings. Amendments 
in reexamination proceedings are made by filing a paper, in 
compliance with paragraph (d)(5) of this section, directing that 
specified amendments be made. 


(1) Specification other than the claims. Amendments to the 
specification, other than to the claims, may only be made as 
follows: 


(i)Amendments must be made by submission of the entire 
text of a newly added or rewritten paragraph(s) with markings 
pursuant to paragraph (d)(1)(iii) of this section, except that an 
entire paragraph may be deleted by a statement deleting the 
paragraph without presentation of the text of the paragraph. 


(ii) The precise point in the specification must be indicated 
where the paragraph to be amended is located. 


(iii) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. 


(2) Claims. Amendments to the claims may only be made 
as follows: 


(iA) The amendment must be made relative to the patent 
claims in accordance with paragraph (d)(8) of this section and 
must include the entire text of each claim which is being pro- 
posed to be amended by the current amendment and each 
proposed new claim being added by the current amendment 
with markings pursuant to paragraph (d)(2)(i)(C) of this section, 
except that a patent claim or previously proposed new claim 
should be cancelled by a statement cancelling the patent claim 
or proposed new claim without presentation of the text of the 
patent claim or proposed new claim. 


(B) Patent claims must not be renumbered and the numbering 
of any new claims proposed to be added to the patent must 
follow the number of the highest numbered patent claim. 


(C) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. If a claim 
is amended pursuant to paragraph (d)(2)(i)(A) of this section, 
a parenthetical expression “amended,” “twice amended,” etc., 
should follow the original claim number. 


(ii) Each amendment submission must set forth the status 
(i.e., pending or cancelled) as of the date of the amendment, 
of all patent claims and of all new claims currently or previously 


proposed. 


(iii) Each amendment, when submitted for the first time, 
must be accompanied by an explanation of the support in the 
disclosure of the patent for the amendment along with any 
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additional comments on page(s) separate from the page(s) con- 
taining the amendment. 


(3) No amendment may enlarge the scope of the claims of 
the patent or introduce new matter. No amendment may be 
proposed for entry in an expired patent. Moreover, no amend- 
ment will be incorporated into the patent by certificate issued 
after the expiration of the patent. 


(4) Although the Office actions will treat proposed amend- 
ments as though they have been entered, the proposed amend- 
ments will not be effective until the reexamination certificate 
is issued. 


(5) The form of amendments other than to the patent drawings 
must be in accordance with the following requirements. All 
amendments must be in the English language and must be 
legibly written either by a typewriter or mechanical printer in 
at least 11 point type in permanent dark ink or its equivalent 
in portrait orientation on flexible, strong, smooth, non-shiny, 
durable, white paper. All amendments must be presented in a 
form having sufficient clarity and contrast between the paper 
and the writing thereon to permit the direct reproduction of 
readily legible copies in any number by use of photographic, 
electrostatic, photo-offset, and microfilming processes and 
electronic reproduction by use of digital imaging or optical 
character recognition. If the amendments are not of the required 
quality, substitute typewritten or mechanically printed papers 
of suitable quality will be required. The papers, including the 
drawings, must have each page plainly written on only one 
side of a sheet of paper. The sheets of paper must be the same 
size and either 21.0 cm. by 29.7 cm. (DIN sizeA4) or 21.6 cm. 
by 27.9 cm. (8 and 1/2 by 11 inches). Each sheet must include 
a top margin of at least 2.0 cm. (3/4 inch), a left side margin 
of at least 2.5 cm. (1 inch), a right side margin of at least 2.0 
cm. (3/4 inch), and a bottom margin of at least 2.0 cm. (3/4 
inch), and no holes should be made in the sheets as submitted. 
The lines must be double spaced, or one and one-half spaced. 
The pages must be numbered consecutively, starting with 1, 
the numbers being centrally located, preferably below the text, 
or above the text. 


(6) Drawings. 


(i) The original patent drawing sheets may not be altered. 
Any proposed change to the patent drawings must be by way 
of a new sheet of drawings with the amended figures identified 
as “amended” and with added figures identified as “new” for 
each sheet change submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become 
part of the record, must be filed for approval by the examiner 
and should be in a separate paper. 


(7) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition and 
to secure substantial correspondence between the claims, the 
remainder of the specification, and the drawings. 


(8) All amendments to the patent must be made relative to 
the patent specification, including the claims, and drawings, 
which is in effect as of the date of filing of the request for 
reexamination. 


106. Section 1.550 is amended by revising paragraphs (a), (b) 
and (e) to read as follows: 


§ 1.550 Conduct of reexamination proceedings. 


(a) All reexamination proceedings, including any appeals to 
the Board of Patent Appeals and Interferences, will be con- 
ducted with special dispatch within the Office. After issuance 
of the reexamination order and expiration of the time for submit- 
ting any responses thereto, the examination will be conducted 
in accordance with §§ 1.104, 1.110 through 1.113 and 1.116, 
and will result in the issuance of a reexamination certificate 
under § 1.570. 


(b) The patent owner will be given at least thirty days to 
respond to any Office action. Such response may include further 
statements in response to any rejections or proposed amend- 
ments or new claims to place the patent in a condition where 
all claims, if amended as proposed, would be patentable. 
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(e) The reexamination requester will be sent copies of Office 
actions issued during the reexamination proceeding. After filing 
of a request for reexamination by a third party requester, any 
document filed by either the patent owner or the third party 
requester must be served on the other party in the reexamination 
proceeding in the manner provided by § 1.248. The document 
must reflect service or the document may be refused consider- 
ation by the Office. 


(1) The active participation of the reexamination requester 
ends with the reply pursuant to § 1.535, and no further submis- 
sions on behalf of the reexamination requester will be acknowl- 
edged or considered. Further, no submissions on behalf of any 
third parties will be acknowledged or considered unless such 
submissions are: 


(i) In accordance with § 1.510; or 


(ii) Entered in the patent file prior to the date of the order 
to reexamine pursuant to § 1.525. 


(2) Submissions by third parties, filed after the date of 
the order to reexamine pursuant to § 1.525, must meet the 
requirements of and will be treated in accordance with § 
1.501(a). 


107. Section 1.770 is revised to read as follows: 


§ 1.770 Express withdrawal of application for extension of 
patent term. 


An application for extension of patent term may be expressly 
withdrawn before a determination is made pursuant to § 1.750 
by filing in the Office, in duplicate, a written declaration of 
withdrawal signed by the owner of record of the patent or its 
agent. An application may not be expressly withdrawn after 
the date permitted for reply to the final determination on the 
application. An express withdrawal pursuant to this section is 
effective when acknowledged in writing by the Office. The 
filing of an express withdrawal pursuant to this section and its 
acceptance by the Office does not entitle applicant to a refund 
of the filing fee (§ 1.20(j)) or any portion thereof. 


108. Section 1.785 is amended by revising paragraph (d) to 
read as follows: 


§ 1.785 Multiple applications for extension of term of the 
same patent or of different patents for the same regulatory 
review period for a product. 


**e*#* 


(d) An application for extension shall be considered complete 
and formal regardless of whether it contains the identification 
of the holder of the regulatory approval granted with respect 
to the regulatory review period. When an application contains 
such information, or is amended to contain such information, 
it will be considered in determining whether an application is 
eligible for an extension under this section. A request may be 
made of any applicant to supply such information within a 
non-extendable period of not less than one month whenever 
multiple applications for extension of more than one patent are 
received and rely upon the same regulatory review period. 
Failure to provide such information within the period for reply 
set shall be regarded as conclusively establishing that the appli- 
cant is not the holder of the regulatory approval. 


eee * 


109. Section 1.804 is amended by revising paragraph (b) to 
read as follows: 


§ 1.804 Time of making an original deposit. 


eee * 


(b) When the original deposit is made after the effective 
filing date of an application for patent, the applicant must 
promptly submit a statement from a person in a position to 
corroborate the fact, stating that the biological material which 
is deposited is a biological material specifically identified in 
the application as filed. 


110. Section 1.805 is amended by revising paragraph (c) to 
read as follows: 
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§ 1.805 Replacement or supplement of deposit. 


see + 


(c) A request for a certificate of correction under this section 
shall not be granted unless the request is made promptly after 
the replacement or supplemental deposit has been made and 
the request: 


(1) Includes a statement of the reason for making the replace- 
ment or supplemental deposit; 


(2) Includes a statement from a person in a position to corrobo- 
rate the fact, and stating that the replacement or supplemental 
deposit is of a biological material which is identical to that 
originally deposited; 


(3) Includes a showing that the patent owner acted 
diligently — 


(i) In the case of a replacement deposit, in making the deposit 
after receiving notice that samples could no longer be furnished 
from an earlier deposit; or 


(ii) In the case of a supplemental deposit, in making the 
deposit after receiving notice that the earlier deposit had become 
contaminated or had lost its capability to function as described 
in the specification; 


(4) Includes a statement that the term of the replacement or 
supplemental deposit expires no earlier than the term of the 
deposit being replaced or supplemented; and 


(5) Otherwise establishes compliance with these regulations. 
*e*+**# * 


PART 3 - ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


111. The authority citation for 37 CFR Part 3 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
112. Section 3.11 is revised to read as follows: 


§ 3.11 Documents which will be recorded. 


(a) Assignments of applications, patents, and registrations, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, will be recorded in the Office. Other documents, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, affecting title to applications, patents, or registrations, 
will be recorded as provided in this part or at the discretion 
of the Commissioner. 


(b) Executive Order 9424 of February 18, 1944 (9 FR 
1959, 3 CFR 1943-1948 Comp., p. 303) requires the several 
departments and other executive agencies of the Government, 
including Government-owned or Government-controlled cor- 
porations, to forward promptly to the Commissioner of Patents 
and Trademarks for recording all licenses, assignments, or other 
interests of the Government in or under patents or patent appli- 
cations. Assignments and other documents affecting title to 
patents or patent applications and documents not affecting title 
to patents or patent applications required by Executive Order 
9424 to be filed will be recorded as provided in this part. 


113. Section 3.21 is revised to read as follows: 


§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent by 
the patent number. An assignment relating to a national patent 
application must identify the national patent application by the 
application number (consisting of the series code and the serial 
number, e.g., 07/123,456). An assignment relating to an interna- 
tional patent application which designates the United States 
of America must identify the international application by the 
international application number (e.g., PCT/US90/01234). If 
an assignment of a patent application filed under § 1.53(b) is 
executed concurrently with, or subsequent to, the execution of 
the patent application, but before the patent application is filed, 
it must identify the patent application by its date of execution, 
name of each inventor, and title of the invention so that there 
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can be no mistake as to the patent application intended. If 
an assignment of a provisional application under § 1.53(c) is 
executed before the provisional application is filed, it must 
identify the provisional application by name of each inventor 
and title of the invention so that there can be no mistake as to 
the provisional application intended. 


114. Section 3.26 is revised to read as follows: 


§ 3.26 English language requirement. 


The Office will accept and record non-English language docu- 
ments only if accompanied by an English translation signed 
by the individual making the translation. 


115. Section 3.27 is revised to read as follows: 


§ 3.27 Mailing address for submitting documents to be 
recorded. 


(a) Except as provided in paragraph (b) of this section, 
documents and cover sheets to be recorded should be addressed 
to the Commissioner of Patents and Trademarks, Box Assign- 
ment, Washington, D.C. 20231, unless they are filed together 
with new applications or with a petition under § 3.81(b). 


(b) A document required by Executive Order 9424 to be 
filed which does not affect title and is so identified in the cover 
sheet (see § 3.31(c)(2)) must be addressed and mailed to the 
Commissioner of Patents and Trademarks, Box Government 
Interest, Washington, D.C. 20231. 


116. Section 3.31 is amended by adding paragraph (c) to read 
as follows: 


§ 3.31 Cover sheet content. 


ese * 


(c) Each patent cover sheet required by § 3.28 seeking to 
record a governmental interest as provided by § 3.1 1(b) must: 


(1) Indicate that the document is to be recorded on the 
Governmental Register, and, if applicable, that the document 
is to be recorded on the Secret Register (see § 3.58); and 


(2) Indicate, if applicable, that the document to be recorded 
is not a document affecting title (see § 3.41(b)). 


117. Section 3.41 is revised to read as follows: 


§ 3.41 Recording fees. 


(a) All requests to record documents must be accompanied 
by the appropriate fee. Except as provided in paragraph (b) of 
this section, a fee is required for each application, patent and 
registration against which the document is recorded as identified 
in the cover sheet. The recording fee is set in § 1.21(h) of this 
chapter for patents and in § 2.6(q) of this chapter for trademarks. 


(b) No fee is required for each patent application and patent 
against which a document required by Executive Order 9424 
is to be filed if: 


(1) The document does not affect title and is so identified 
in the cover sheet (see§ 3.31(c)(2)); and 


(2) The document and cover sheet are mailed to the Office 
in compliance with§ 3.27(b). 


118. Section 3.51 is revised to read as follows: 


§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this part is 
filed in the Office. A document which does not comply with 
the identification requirements of § 3.21 will not be recorded. 
Documents not meeting the other requirements for recording, 
for example, a document submitted without a completed cover 
sheet or without the required fee, will be returned for correction 
to the sender where a correspondence address is available. The 
returned papers, stamped with the original date of receipt by 
the Office, will be accompanied by a letter which will indicate 
that if the returned papers are corrected and resubmitted to the 
Office within the time specified in the letter, the Office will 
consider the original date of filing of the papers as the date of 
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recording of the document. The procedure set forth in § 1.8 or 
§ 1.10 of this chapter may be used for resubmissions of retuned 
papers to have the benefit of the date of deposit in the United 
States Postal Service. If the returned papers are not corrected 
and resubmitted within the specified period, the date of filing 
of the corrected papers will be considered to be the date of 
recording of the document. The specified period to resubmit 
the returned papers will not be extended. 


119. Section 3.58 is added to read as follows: 


§ 3.58 Governmental registers. 


(a) The Office will maintain a Departmental Register to 
record governmental interests required to be recorded by Execu- 
tive Order 9424. This Departmental Register will not be open 
to public inspection but will be available for examination and 
inspection by dulyauthorized representatives of the Govern- 
ment. Governmental interests recorded on the Departmental 
Register will be available for public inspection as provided in 
§ 1.12. 


(b) The Office will maintain a Secret Register to record 
governmental interests required to be recorded by Executive 
Order 9424. Any instrument to be recorded will be placed on 
this Secret Register at the request of the department or agency 
submitting the same. No information will be given concerning 
any instrument in such record or register, and no examination 
or inspection thereof or of the index thereto will be permitted, 
except on the written authority of the head of the department 
or agency which submitted the instrument and requested 
secrecy, and the approval of such authority by the Commis- 
sioner of Patents and Trademarks. No instrument or record 
other than the one specified may be examined, and the examina- 
tion must take place in the presence of a designated official of 
the Patent and Trademark Office. When the department or 
agency which submitted an instrument no longer requires 
secrecy with respect to that instrument, it must be recorded 
anew in the Departmental Register. 


120. The undesignated center heading in Part 3 - Assignment, 
Recording and Rights of Assignee, following § 3.61 is revised 
to read as follows: 


ACTION TAKEN BY ASSIGNEE 


121. Section 3.73 is amended by revising its heading and para- 
graph (b) to read as follows: 


§ 3.73 Establishing right of assignee to take action. 


ee¢e+e#8 


(b) When an assignee seeks to take action in a matter 
before the Office with respect to a patent application, trademark 
application, patent, registration, or reexamination proceeding, 
the assignee must establish its ownership of the property to 
the satisfaction of the Commissioner. Ownership is established 
by submitting to the Office, in the Office file related to the 
matter in which action is sought to be taken, documentary 
evidence of a chain of title from the original owner to the 
assignee (e.g., copy of an executed assignment submitted for- 
recording) or by specifying (e.g., reel and frame number) where 
such evidence is recorded in the Office. The submission estab- 
lishing ownership must be signed by a party authorized to act 
on behalf of the assignee. Documents submitted to establish 
ownership may be required to be recorded as a condition to 
oe” | (cence aaa saris 
the Office. 


PART 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


122. The authority citation for 37 CFR Part 5 continues to read 
as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100- 
418, 102 Stat. 1567; the Arms Export Control Act, as amended, 
22 U.S.C. 2751 et seq.; the Atomic Energy Act of 1954, as 
amended, 42 U.S.C. 2011 et seq.; and the Nuclear Non-Prolifer- 
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ation Act of 1978, 22 U.S.C. 3201 et seq.; and the delegations 
in the regulations under these Acts to the Commissioner (15 
CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


123. Section 5.1 and its heading are revised to read as follows: 


§ 5.1 Correspondence. 


All correspondence in connection with this part, including peti- 
tions, must be addressed to “Assistant Commissioner for Patents 
(Attention Licensing and Review), Washington, DC 20231.” 


124. Section 5.2 is amended by removing paragraphs (c) and 
(d) and revising paragraph (b)to read as follows: 


§ 5.2 Secrecy order. 


eee 


(b) Any request for compensation as provided in 35 U.S.C. 
183 must not be made to the Patent and Trademark Office, but 
directly to the department or agency which caused the secrecy 
order to be issued. 


125. Section 5.3 is amended by revising paragraph (c) to read 
as follows: 


§ 5.3 Prosecution of application under secrecy orders; with- 
holding patent. 


eee 


(c) When the national application is found to be in condition 
for allowance except for the secrecy order the applicant and 
the agency which caused the secrecy order to be issued will 
be notified. This notice (which is not a notice of allowance 
under § 1.311 of this chapter) does not require reply by the 
applicant and places the national application in a condition of 
suspension until the secrecy order is removed. When the secrecy 
order is removed the Patent and Trademark Office will issue 
a notice of allowance under § 1.311 of this chapter, or take 
such other action as may then be warranted. 


126. Section 5.4 is amended by revising paragraphs (a) and 
(d) to read as follows: 


§ 5.4 Petition for rescission of secrecy order. 


(a) A petition for rescission or removal of a secrecy order 
may be filed by, or on behalf of, any principal affected thereby. 
Such petition may be in letter form, and it must be in duplicate. 


eee 


(d) Appeal to the Secretary of Commerce, as provided by 
35 U.S.C. 181, from a secrecy order cannot be taken until after 
a petition for rescission of the secrecy order has been made 
and denied. Appeal must be taken within sixty days from the 
date of the denial, and the party appealing, as well as the 
department or which caused the order to be issued, will 
be notified of the time and place of hearing. 


127. Section 5.5 is amended by revising paragraphs (b) and 
(e) to read as follows: 


§ 5.5 Permit to disclose or modification of secrecy order. 


ee*** 


(b) Petitions for a permit or modification must fully recite 
the reason or purpose for the disclosure. Where any 
proposed disclosee is known to be cleared by a defense agency 
to receive classified information, adequate explanation of such 
clearance should be made in the petition including the name 
of the agency or department granting the clearance and the 
date and degree thereof. The petition must be filed in duplicate. 


eee * 


(e) Organizations requiring consent for disclosure of applica- 
tions under secrecy order to persons or organizations in connec- 
tion with repeated routine operation may petition for such 
consent in the form of a general permit. To be successful such 
petitions must ordinarily recite the security clearance status of 
the disclosees as sufficient for the highest classification of 
material that may be involved. 
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128. Section 5.6 is removed and reserved. 
§ 5.6 [Reserved] 
129. Section 5.7 is removed and reserved. 
§ 5.7 [Reserved] 
130. Section 5.8 is removed and reserved. 


§ 5.8 [Reserved] 


131. Section 5.11 is amended by revising paragraphs (b), (c) 
and (e)(3) to read as follows: 


§ 5.11 License for filing in a foreign country an application 
on an invention made in the United States or for transmit- 
ting international application. 


s**t 


(b) The license from the Commissioner of Patents and 
Trademarks referred to in paragraph (a) would also authorize 
the export of technical data abroad for purposes relating to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application without separately complying with the regu- 
lations contained in 22 CFR Parts 121 through 130 (Intema- 
tional Traffic in Arms Regulations of the Department of State), 
15 CFR Part 779 (Regulations of the Office of Export Adminis- 
tration, International Trade Administration, De! t of 
Commerce) and 10 CFR Part 810 (Foreign Atomic Energy 
Programs of the Department of Energy). 


(c) Where technical data in the form of a patent application, 
or in any form, is being exported for purposes related to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application, without the license from the Commissioner 
of Patents and Trademarks referred to in paragraphs (a) or (b) 
of this section, or on an invention not made in the United 
States, the export regulations contained in 22 CFR Parts 120 
through 130 (International Traffic in Arms Regulations of the 
Department of State), 15 CFR Parts 768-799 (Export Adminis- 
tration Regulations of the Department of Commerce) and 10 
CFR Part 810 (Assistance to Foreign Atomic Energy Activities 
Regulations of the Department of Energy) must be complied 
with unless a license is not required because a United States 
application was on file at the time of export for at least six 
months without a secrecy order under § 5.2 being placed 
thereon. The term “exported” means export as it is defined in 
22 CFR Part 120, 15 CFR Part 779 and activities covered by 
10 CFR Part 810. 


s**t 
(e)*** 


(3) For subsequent modifications, amendments and supple- 
ments containing additional subject matter to, or divisions of, 
a foreign patent application if: 

(i) A license is not, or was not, required under paragraph 
(e)(2) of this section for the foreign patent application; 


(ii) The corresponding United States application was not 
required to be made available for inspection under 35 U.S.C. 
181; and 


(iii) Such modifications, amendments, and supplements do 
not, or did not, change the general nature of the invention in 
a manner which would require any corresponding United States 
application to be or have been available for inspection under 
35 U.S.C. 181. 


s**t 


132. Section 5.12 is amended by revising paragraph (b) to read 
as follows: 


§ 5.12 Petition for license. 


e+e 


(b) Petitions for license should be presented in letter form, 
and must include the petitioner’s address and full instructions 
for delivery of the requested license when it is to be delivered 
to other than the petitioner. If expedited handling of the petition 
under this paragraph is sought, the petition must also include 
the fee set forth in § 1.17(h). 
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133. Section 5.13 is revised to read as follows: 


§ 5.13 Petition for license; no corresponding application. 


If no corresponding national or international application has 
been filed in the United States, the petition for license under 
§ 5.12(b) must also be accompanied by a legible copy of the 
material upon which a license is desired. This copy will be 
retained as a measure of the license granted. 


134. Section 5.14 is amended by revising paragraph (a) to read 
as follows: 


§ 5.14 Petition for license; corresponding U.S. application. 


(a) When there is a corresponding United States application 
on file, a petition for license under § 5.12(b) must also identify 
this application by application number, filing date, inventor, 
and title, but a copy of the material upon which the license is 
desired is not required. The subject matter licensed will be 
measured by the disclosure of the United States application. 


s**t *# 


135. Section 5.15 is amended by revising paragraph (a), (b), 
(c) and (e) to read as follows: 


§ 5.15 Scope of license. 


(a) Applications or other materials reviewed pursuant to §§ 
5.12 through 5.14, which were not required to be made available 
for inspection by defense agencies under 35 U.S.C. 181, will 
be eligible for a license of the scope provided in this paragraph. 
This license permits subsequent modifications, amendments, 
and supplements containing additional subject matter to, or 
divisions of, a foreign patent application, if such changes to 
the application do not alter the general nature of the invention 
in a manner which would require the United States application 
to have been made available for inspection under 35 U.S.C. 
181. Grant of this license authorizing the export and filing of 
an application in a foreign country or the transmitting of an 
international application to any foreign patent agency or inter- 
national patent agency when the subject matter of the foreign 
or international application corresponds to that of the domestic 
application. This license includes authority: 


(1) To export and file all duplicate and formal application 
papers in foreign countries or with intemmational agencies; 


(2) To make amendments, modifications, and supplements, 
including divisions, changes or supporting matter consisting 
of the illustration, exemplification, comparison, or explanation 
of subject matter disclosed in the application; and 


(3) To take any action in the prosecution of the foreign or 
international application provided that the adding of subject 
matter or taking of any action under paragraphs (a)(1) or (2) of 
this section does not change the general nature of the invention 
disclosed in the application in a manner which would require 
such application to have been made available for inspection 
under 35 U.S.C. 181 by including technical data pertaining to: 


(i) Defense services or articles designated in the United 
States Munitions List applicable at the time of foreign filing, 
the unlicensed exportation of which is prohibited pursuant to 
the Arms Export Control Act, as amended, and 22 CFR Parts 
121 through 130; or 


(ii) Restricted Data, sensitive nuclear technology or tech- 
nology useful in the production or utilization of special nuclear 
material or atomic energy, dissemination of which is subject 
to restrictions of the Atomic Energy Act of 1954, as amended, 
and the Nuclear Non-Proliferation Act of 1978, as implemented 
by the regulations for Unclassified Activities in Foreign Atomic 
Energy Programs, 10 CFR Part 810, in effect at the time of 
foreign filing. 


**e#*# € 


(b) Applications or other materials which were required to 
be made available for inspection under 35 U.S.C. 181 will be 
eligible for a license of the scope provided in this paragraph. 
Grant of this license authorizes the export and filing of an 
application in a foreign country or the transmitting of an interna- 
tional application to any foreign patent agency or international 
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patent agency. Further, this license includes authority to export 
and file all duplicate and formal papers in foreign countries or 
with foreign and international patent agencies and to make 
amendments, modifications, and supplements to, file divisions 
of, and take any action in the prosecution of the foreign or 
international application, provided subject matter additional to 
that covered by the license is not involved. 


(c) A license granted under § 5.12(b) pursuant to § 5.13 or 
§ 5.14 shall have the scope indicated in paragraph (a) of this 
section, if it is so specified in the license. A petition, accompa- 
nied by the required fee (§ 1.17(h)), may also be filed to change 
a license having the scope indicated in paragraph (b) of this 
section to a license having the scope indicated in paragraph 
(a) of this section. No such petition will be granted if the copy 
of the material filed pursuant to § 5.13 or any corresponding 
United States application was required to be made available 
for inspection under 35 U.S.C. 181. The change in the scope 
of a license will be effective as of the date of the grant of the 
petition. 
eee 


(e) Any paper filed abroad or transmitted to an international 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject 
matter disclosed at the time of filing in a manner which would 
require such application to have been made available for inspec- 
tion under 35 U.S.C. 181 or which involves the disclosure of 
subject matter listed in paragraphs (a)(3)(i) or (ii) of this section 
must be separately licensed in the same manner as a foreign 
or international application. Further, if no license has been 
granted under § 5.12(a) on filing the corresponding United 
States application, any paper filed abroad or with an interna- 
tional patent agency which involves the disclosure of additional 
subject matter must be licensed in the same manner as a foreign 
or international application. 

*_s**# e+ 


136. Section 5.16 is removed and reserved. 


§ 5.16 [Reserved] 
137. Section 5.17 is removed and reserved. 


§ 5.17 [Reserved] 
138. Section 5.18 is revised to read as follows: 


§ 5.18 Arms, ammunition, and implements of war. 


(a) The exportation of technical data relating to arms, ammuni- 
tion, and implements of war generally is subject to the Interna- 
tional Traffic in Arms Regulations of the Department of State 
(22 CFR Parts 120 through 130); the articles designated as 
arms, ammunitions, and implements of war are enumerated in 
the U.S. Munitions List (22 CFR Part 121). However, if a 
patent applicant complies with regulations issued by the Com- 
missioner of Patents and Trademarks under 35 U.S.C. 184, no 
separate approval from the Department of State is required 
unless the applicant seeks to export technical data exceeding 
that used to support a patent application in a foreign country. 
This exemption from Department of State regulations is appli- 
cable regardless of whether a license from the Commissioner 
is required by the provisions of §§ 5.11 and 5.12 (22 CFR Part 
125). 


(b) When a patent application containing subject matter on 
the Munitions List (22 CFR Part 121) is subject to a secrecy 
order under § 5.2 and a petition is made under § 5.5 for a 
modification of the secrecy order to permit filing abroad, a 
separate request to the Depariment of State for authority to 
export classified information is not required (22 CFR Part 125). 


139. Section 5.19 is revised to read as follows: 


§ 5.19. Export of technical data. 


(a) Under regulations (15 CFR 770.10(j)) established by the 
Department of Commerce, a license is not required in any case 
to file a patent application or part thereof in a foreign country 
if the foreign filing is in accordance with the regulations (§§ 
5.11 through 5.25) of the Patent and Trademark Office. 
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(b) An export license is not required for data contained 
in a patent application prepared wholly from foreign-origin 
technical data where such application is being sent to the foreign 
inventor to be executed and returned to the United States for 
subsequent filing in the U.S. Patent and Trademark Office (15 
CFR 779A.3(e)). 


140. Section 5.20 is revised to read as follows: 


§ 5.20 Export of technical data relating to sensitive nuclear 
technology. 


Under regulations (10 CFR 810.7) established by the United 
States Department of Energy, an application filed in accordance 
with the regulations (§§ 5.11 through 5.25) of the Patent and 
Trademark Office and eligible for foreign filing under 35 U.S.C. 
184, is considered to be information available to the public 
in published form and a generally authorized activity for the 
purposes of the Department of Energy regulations. 

141. Section 5.25 is amended by removing paragraph (c). 
142. Section 5.31 is removed and reserved. 

§ 5.31 [Reserved] 

143. Section 5.32 is removed and reserved. 

§ 5.32 [Reserved] 

144. Section 5.33 is removed and reserved. 

§ 5.33 [Reserved] 


PART 7 - REGISTER OF GOVERNMENT INTERESTS 
IN PATENTS 


145. Part 7 is removed and reserved. 
Part 7 [Reserved] 


PART 10 - REPRESENTATION OF OTHERS BEFORE 
THE PATENT AND TRADEMARK OFFICE 


146. The authority citation for 37 CFR Part 10 continues to 
read as follows: 


Authority: 5 U.S.C. 500, 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


147. Section 10.18 and its heading are revised to read as follows: 


§ 10.18 Signature and certificate for correspondence filed 
in the Patent and Trademark Office. 


(a) For all documents filed in the Office in patent, trademark, 
other non-patent matters, except for correspondence that 

is required to be signed by the applicant or party, each piece 
of correspondence filed by a practitioner in the Patent and 
Trademark Office must bear a si , personally signed by 
such practitioner, in compliance with § 1.4(d)(1) of this chapter. 


(b) By presenting to the Office (whether by signing, filing, 
submitting, or later advocating) any paper, the party presenting 
such paper, whether a practitioner or non-practitioner, is certi- 
fying that — 


(1) All statements made therein of the party’s own knowledge 
are true, all statements made therein on information and belief 
are believed to be true, and all statements made therein are 
made with the knowledge that whoever, in any matter within 
the jurisdiction of the Patent and Trademark Office, knowingly 
and willfully falsifies, conceals, or covers up by any trick, 
scheme, or device a material fact, or makes any false, fictitious 
or fraudulent statements or representations, or makes or uses 
any false writing or document knowing the same to contain 
any false, fictitious or fraudulent statement or entry, shall be 
subject to the penalties set forth under 18 U.S.C. 1001, and 
that violations of this paragraph may jeopardize the validity of 
the application or document, or the validity or enforceability 
of any patent, trademark registration, or certificate resulting 
therefrom, and 


(2) To the best of the party’s knowledge, information and 
belief, formed after an inquiry reasonable under the circum- 
stances, that— 


(i) The paper is not being presented for any improper purpose, 
such as to harass someone or to cause unnecessary delay or 
needless increase in the cost of prosecution before the Office; 
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(ii) The claims and other legal contentions therein are war- 
ranted by existing law or by a nonfrivolous argument for the 
extension, modification, or reversal of existing law or the estab- 
lishment of new law; 


(iii) The allegations and other factual contentions have eviden- 
tiary support or, if specifically so identified, are likely to have 
evidentiary support after a reasonable opportunity for further 
investigation or discovery; and 


(iv) The denials of factual contentions are warranted on the 
evidence, or if specifically so identified, are reasonably based 
on a lack of information or belief. 


(c) Violations of paragraph (b)(1) of this section by a prac- 
titioner or non-practitionermay jeopardize the validity of the 
application or document, or the validity or enforceability of any 
patent, trademark registration, or certificate resulting therefrom. 
Violations of any of paragraphs (b)(2)(i) through (iv) of this 
section are, after notice and reasonable opportunity to respond, 
subject to such sanctions as deemed appropriate by the Commis- 
sioner, or the Commissioner’s designee, which may include, 
but are not limited to, any combination of — 


(1) Holding certain facts to have been established; 
(2) Returning papers; 


(3) Precluding a party from filing a paper, or presenting or 
contesting an issue; 


(4) Imposing a monetary sanction; 


(5) Requiring a terminal disclaimer for the period of the 
delay; or 


(6) Terminating the proceedings in the Patent and Trademark 
Office. 


(d) Any practitioner violating the provisions of this section 
may also be subject to disciplinary action. See § 10.23(c)(15). 


148. Section 10.23 is amended by revising paragraph (c)(15) 
to read as follows: 


§ 10.23 Misconduct. 


-e+e+*#* 
 (-} Tallnadlinnd 


(15) Signing a aes filed in the Office in violation of the 
pro-visions of § 10.18 or making a scandalous or indecent 
sists dentine wandiies 


see 


September 26, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
[1203 OG 63] 


(107) Changes In Practice In Supplying 


Certified Copies And Filing Receipts 


For many years, all newly filed patent applications were 
microfilmed by the Patent and Trademark Office (PTO) after 
all required parts of the applications were received. Since a 
certified copy of an application was supplied from the microfilm 
record, when available, the certified copy typically included a 
copy of the signed oath/declaration required by 37 CFR § 
1.63. Recently, however, the PTO began phasing out the old 
microfilm process in favor of a new electronic Patent Image 
Capture System (PICS). Under the PICS, newly filed patent 
application papers are optically scanned and an electronic image 
file is saved in a secure electronic data base which is accessible 
only to certain authorized PTO employees. In addition, instead 
of waiting until any required, but missing, parts of the applica- 
tions are received, the scanning will take place as soon as the 
applications are found to meet the minimum requirements for 
granting a filing date under 37 CFR § 1.53(b). This means that 
these newly filed applications may be scanned before basic 
filing fees and/or oaths/declarations are received. 
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During the initial pilot phase, a small percentage of newly 
filed patent applications were both microfilmed under the old 
process and optically scanned using the new PICS to test the 
scanning process, After the initial pilot confirmed the viability 
of the PICS system, new applications have been either scanned 
or microfilmed, and the Office pians to increase the percentage 
of applications being scanned until all newly filed patent appli- 
cations are scanned and no applications are microfilmed. The 
PICS system should be fully implemented by the end of May 
1997. The new electronic data base is presently being used to 
supply certified copies of newly filed patent applications, if 
the electronic data base contains the particular patent applica- 
tion for which a certified copy is requested. 


In conjunction with the implementation of the PICS, the 
Office of Initial Patent Examination (OIPE) has instituted new 
procedures for issuing filing receipt notices to all new patent 
applications that meet the minimum requirements for granting 
a filing date under 37 CFR § 1.53(b). Previously, a filing receipt 
was issued only after the patent application met all requirements 
necessary for the application to begin examination. Thus, the 
issuance of the filing receipt (and the corresponding notification 
of granting of the foreign filing license) was delayed whenever 
either a “Notice Of Omitted Item(s)” or a “Notice To File 
Missing Parts” was mailed in the application. Under OIPE’s 
new procedures, the PTO will begin issuing filing receipts at 
the time a determination is made that the application meets the 
minimum requirements to receive a filing date. The filing 
receipt will provide the same bibliographic information as 
before when the information is available in the application as 
filed. A “Notice Of Omitted Item(s)” or a “Notice To File 
Missing Parts,” if needed, will be mailed separately. Examina- 
tion of the application will not begin until all the required parts 
(e.g., filing fee and oath/declaration) are received. 37 CFR § 
1.53(e)(1). 


As a result of the above changes in practice, applicants may 
notice that a certified copy supplied by the PTO of a newly 
filed patent application may or may not include a copy of the 
signed oath or declaration, depending on when the oath or 
declaration was filed in the PTO and on whether the application 
was scanned or microfilmed. Applicants are reminded, how- 
ever, that a copy of the signed oath or declaration is not required 
to comply with the requirements of the Paris Convention. 
Copies of individual papers filed after the application filing 
date, e.g., an oath/declaration or a preliminary amendment, will 
be supplied separately upon request at the published fee. See 
37 CFR § 1.19(b)(3). If a petition for a later filing date under 
37 CFR § 1.182 is granted, a new filing receipt will be issued. 
A certified copy of the application supplied after the petition 
has been granted will include both the papers actually filed on 
the original deposit date as well as the page/figure supplied on 
the later filing date of the application. 


In order to further reduce the time for processing requests 
for certified copies, the PTO is waiving, sua sponte, the require- 
ments of 37 CFR §§ 1.53(d)(1), (d)(2) and 1.59 for payment 
of either the basic filing fee or the processing and retention 
fee in an application before any copies of the application will 
be provided by the PTO. Effective immediately, copies of an 
application will now be provided by the PTO upon request at 
the usual cost without regard to whether the basic filing fee or 
the processing and retention fee has been paid in the application. 
While copies of an application will now be provided without 
regard to whether the basic filing fee or the processing and 
retention fee has been paid, the basic filing fee or the processing 
and retention fee must still be paid in a nonprovisional applica- 
tion, if any claim for benefits under 35 U.S.C. §§ 120, 121, or 
365(c) based on that application is made in a subsequently filed 
copending nonprovisional application. 37 CFR § 1.78(a)(1). For 
any claim to be made under 35 U.S.C. § 119(e) based on a 
prior copending provisional patent application, the basic filing 
fee must still be paid in the provisional application. 37 CFR 
§ 1.78(a)(3). 


Applicants are also reminded that requests for certified copies 
of applications should not be requested until the filing receipt 
is received. Also, if the individual requesting the certified copy 
is not a named inventor, an attorney or agent of record, or an 
assignee of record, the certified copy will only be supplied 
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by mailing the certified copy to the correspondence address 
provided in the application. 


These changes in practice should reduce delays in the issu- 
ance of filing receipt notices and enable the Certification Divi- 
sion to supply certified copies of the application, as filed, more 
promptly after the filing receipt is received. 


Questions regarding the change in procedure relating to filing 
receipts should be directed to OIPE’s Customer Service Center 
at (703) 308-1202. 


Questions regarding the change in procedure relating to certi- 
fied copies should be directed to the Certification Division at 
(703) 308-9700 or E-mail address: certdiv@uspto.gov. 


May 13, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1199 OG 38] 


(108) Training and Implementation Guide 
for the Final Rule entitled 


“Changes to Patent Practice and Procedure” 


The U. S. Patent and Trademark Office (PTO), announces 
the availability of the Training and Implementation Guide for 
the Final Rule entitled “Changes to Patent Practice and Proce- 
dure.” The Training and Implementation Guide will be offered 
for sale in paper for $40 per copy or on CD-ROM for $50 per 
copy. Information contained in the Training and Implementa- 
tion Guide is also available at no cost on the PTO’s Web site 
at www.uspto.gov. 


A Notice of Proposed Rulemaking entitled “1996 Changes 
to Patent Practice and Procedure” was published in the Federal 
Register at 61 Fed. Reg. 49819 (September 23, 1996), and in 
the Official Gazette at 1191 Off, Gaz, Pat, Office 105 (October 
22, 1996). A Final Rule (entitled “Changes to Patent Practice 
and Procedure”) adopting a number of changes proposed in 
the Notice of Proposed Rulemaking has been published in the 

and the Official Gazette. The changes made 
by the Final Rule became effective on December 1, 1997. 


Among the changes to the rules of practice included in the 
Final Rule are: 

1) New procedures for filing continuation and divisional 
applications, including a new streamlined filing procedure (con- 
tinued prosecution application or CPA); 

2) Simplified requirements for oaths or declarations in reissue 
applications; 

3) Simplified requirements for establishing lack of deceptive 
intent in petition practice, and in the filing of papers correcting 
improperly asserted small entity status; 

4) Elimination of unnecessary requirements, such as certain 
types of petitions to correct inventorship under 37 C.F.R. § 
1.48(a); 

5) Changes in appeal practice, such as limitations on new 
grounds of rejection and increased admissibility of reply briefs; 

6) New time frames for replies to Office actions, and for 
the revival of abandoned applications, and simplification of 
petitions for an extension of time; 

7) Changes in the manner of naming inventors, for correction 
of inventorship errors, and for establishing small entity status 
in continuing and reissue applications; and 

8) Provisions for multiple prior art protests by a single party. 


The Training and Implementation Guide will contain: 
1) The text of the entire Final Rule as published in the 
, which includes the revised rule language, the 
preamble portion explaining the revisions, and an Index to the 
Final Rule; 

2) A rule-by-rule summary and three by-topic summaries 
(four summaries in total), the three by-topic summaries 
including a two-page highlights of the significant revisions, a 
condensed summary of the significant revisions, and a detailed 
summary of the revisions; 

3) Selected revised forms for filing applications; 
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4) An extensive set of Questions and Answers; 

5) Copies of presentation slides developed for examiner 
training sessions, including slides comparing the old and new 
requirements for filing applications, and 

6) A section on amendments in reissues and reexaminations. 


Order forms are available at the Reception Desk, Patent 
Search Room, Crystal Plaza 3, Rm. 1A01; on the PTO’s Web 
site; and by calling the Office of Electronic Information Prod- 
ucts (OEIP) at 703-306-2600. 


Those wishing to place orders should submit an order form, 
together with payment or payment authorization, to: 

U.S. Patent and Trademark Office 

Office of Electronic Information Products 

Crystal Park 3 - Suite 441 

Washington, D.C. 20231 


Orders will also be taken by facsimile at 703-306-2737, or 
in person by OEIP in Crystal Park 3-Suite 411, Arlington, Va. 
22202. 


Payments should be by check or money order payable to 
the Commissioner of Patents and T. , or, with authori- 
zation, charged to a PTO deposit account, VISA®, or Master- 
Card®. Notebooks and CD-ROMs will be mailed by first-class 
mail to addresses in the United States, Canada, and Mexico, 
and by airmail to all other addresses; or, at the requestor’s 
expense, by FedEx. 

October 8, 1997 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 

Patent Policy and Projects 


[1204 OG 100] 


(109) Continued Prosecution Application 


(CPA) Practice 


Summary: This notice will clarify how the Patent and Trade- 
mark Office (PTO) processes requests for a continued prose- 
cution application (CPA) under 37 C.F.R. § 1.53(d), indicate 
that patent examiners act on a CPA with priority, and, in addi- 
tion, inform the public about a new PTO service to acknowledge 
receipt of a request for a CPA which has been transmitted by 
facsimile to the PTO. 


First: If a request for a CPA also includes an instruction 
and/or reference that is inconsistent with the CPA practice (e.g., 
an instruction “not to abandon the prior application” and/or a 
reference to a “continuation-in-part CPA“ and/or “CPA under 
37 C.F.R. § 1.53(b)”), the request will be processed by the 
PTO solely as a request for a continuation CPA under 37 C.F.R. 
§ 1.53(d) (unless it is also designated as a divisional application, 
in which case the request will be processed as a request for a 
divisional CPA under 37 C.F.R. § 1.53(d)) and the inconsistent 
instruction and/or reference will be ignored. 


Second: The PTO will treat continuation CPAs, for examina- 
tion priority purposes only, as if they were “amended” applica- 
tions (as of the CPA filing date) and not as “new” applications. 
As “amended” applications generally have a shorter time frame 
for being acted on by examiners than “new” applications, this 
treatment (of CPAs as “amended” applications) will result in 
first Office actions being mailed in continuation CPAs much 
sooner than if they had been filed as continuations under 37 
C.F.R. § 1.53(b) (or under former 37 C.F.R. §§ 1.60 or 1.62). 
Therefore, applicants are strongly to file any pre- 
liminary amendment in a CPA at the time the CPA is filed. 


Third: The PTO shall offer, as a new service, the following: 
The PTO will acknowledge receipt of a CPA filed by facsimile 
transmission, if: (1) the CPA is accompanied by a “Receipt 
for Facsimile Transmitted CPA” (PTO/SB/29A) properly iden- 
tifying the prior application; and (2) the CPA is transmitted 
by facsimile directly to a center/examining group. 
The PTO will stamp the “Receipt for Facsimile Transmitted 
CPA” with the date of receipt of the CPA and return the 

“Receipt for Facsimile Transmitted CPA” by mail to the mailing 
address indicated thereon. The CPA request form (PTO/SB/29) 
has been modified to include a separate “Receipt for Facsimile 
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Transmitted CPA” (PTO/SB/29A) which must be used in order 
to take advantage of this new service. 


Discussion: Effective December 1, 1997, the PTO adopted 
the CPA practice (37 C.F.R. § 1.53(d)) to provide a streamlined 
procedure to obtain further examination via a continuation/ 
divisional application. See Changes to Patent Practice and 
Procedure, Final Rule Notice, 62 Fed. Reg. 53131 (October 
10, 1997), 1203 Off. Gaz. Pat. Office 63 (October 21, 1997), 
and Changes to Continued Prosecution Application Practice, 
Interim Rule Notice, 63 Fed. Reg. 5732 (February 4, 1998), 
1207 Off. Gaz. Pat. Office 83 (February 24, 1998). 


With respect to the first subject: A CPA, by definition, is 
an application filed under 37 C.F.R. § 1.53(d). The filing of a 
CPA is, by rule, a request to expressly abandon the prior appli- 
cation as of the filing date of the CPA. See 37 C.F.R. § 
1.53(d)(2)(v). An applicant may file a continuation or divisional 
application as a CPA, but a continuation-in-pan may not be 
filed as a CPA. See 37 C.F.R. § 1.53(d)(1); see also 37 C.F.R. 
§ 1.53(b)(2) (a continuation-in-part must be filed under this 
paragraph) and § 1.53(d)(5) (no amendment in a CPA may 
introduce new matter or matter that would have been new 
matter in the prior application). The PTO, however, has received 
a number of papers requesting a CPA, but also containing some 
instruction and/or reference that is inconsistent with the CPA 
practice. Since streamlined processing is the essence of the 
CPA practice, the PTO will not hold the request to be improper 
and deny a filing date to a CPA simply because it contains an 
instruction and/or reference that is inconsistent with the CPA 
practice. Rather, assuming that the request otherwise meets the 
requirements to be entitled to a filing date as a CPA (see 
37 C.F.R. § 1.53(d)(1)), the inconsistent instruction and/or 
reference will be ignored and the request will be processed 
solely as a request for a continuation (or divisional, if so indi- 
cated) CPA under 37 C.F.R. § 1.53(d). 


If applicant wants the PTO to disregard a previously filed 
request for a CPA (and not recognize its inherent request to 
expressly abandon the prior application) and to treat the paper 
as the filing of an application under 37 C.F.R. § 1.53(b), the 
applicant must file a petition under 37 C.F.R. § 1.182. A request 
to expressly abandon an application is not effective until the 
abandonment is acknowledged, including the express abandon- 
ment of the prior application of a CPA that occurs by operation 
of 37 C.F.R. § 1.53(d)(2)(v). See Changes to Patent Practice 
and Procedure, Training and Implementation Guide, Question 
and Answer 66 (December 1997). The express abandonment 
of the prior application is acknowledged and becomes effective 
upon processing and entry of the CPA into the file of the prior 
application. Thus, such a petition under 37 C.F.R. § 1.182 
should be filed expeditiously since the petition will not be 
granted once the request for a CPA has been entered into the 
prior application (and the inherent request to expressly abandon 
the prior application has been acknowledged). If the request 
for a CPA has been entered into the prior application by the 
time the petition under 37 C.F.R. § 1.182 and the application 
file are before the deciding official for a decision on the petition, 
the petition will be denied. 


It is noted, however, that if the applicant intended to file a 
second application (either a continuation or a divisional) 
without abandoning the prior application, applicant can still 
achieve that result without loss of the benefit of the original 
filing date by: (1) continuing the prosecution of the original 
application via the CPA; and (2) filing a new continuation/ 
divisional under 37 C.F.R. § 1.53(b) claiming benefit of the 
CPA and its parent applications under 35 U.S.C. § 120 during 
the pendency of the CPA. 


Any (new) specification filed with a CPA request will not 
be considered pan of the original CPA papers, but will be treated 
as a submission of a substitute specification in accordance with 
37 CFR. § 1.125. See 37 C.F.R. § 1.53(d)(5). Thus, applicant 
will have to comply with the requirements of 37 C.F.R. § 
1.125(b) before the substitute specification will be entered into 


the CPA. See Changes to Patent Practice and Procedure; 
Training and Implementation Guide, Question and Answer 61. 
Since 37 C.F.R. § 1.125(b) requires that a substitute specifica- 
tion be accompanied by, inter alia, a statement that the substi- 
tute specification includes no new matter, any substitute 
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specification containing new matter will be denied entry by 
the examiner. Any preliminary amendment to the written 
description and claims, other than a substitute specification, 
filed with a CPA request will ordinarily be entered. Any new 
matter which is entered, however, will be required to be can- 
celed pursuant to 35 U.S.C. § 132 from the descriptive portion 
of the specification. See Final Rule Notice, 62 Fed. Reg. at 
53141, 1203 Off. Gaz. Pat. Office at 71. Further, any claim(s) 
which relies upon such new matter for support will be rejected 
under 35 U.S.C. Z§ 112, first paragraph. See MPEP 2163.06. 


In the event that a substitute specification or preliminary 
amendment containing new matter was filed with a request for 
a CPA, applicant may file a petition under 37 C.F.R. § 1.182 
requesting that the substitute specification or preliminary 
amendment be removed from the CPA application file, and be 
accorded the status as a separate application by being placed 
in a new file wrapper and assigned a new application number, 
with the new application being accorded a filing date as of 
the date the request for a CPA and substitute specification/ 
preliminary amendment were filed. 


Of course, a request for a CPA is not improper simply because 
the request is accompanied by a substitute specification or 
preliminary amendment containing new matter. Thus, an appli- 
cant will not be entitled to a refund of the filing fee paid in a 
proper CPA as a result of the granting of a petition under 37 
C.F.R. § 1.182 requesting that the substitute specification or 
preliminary amendment be removed from the CPA application 
file. 


With respect to the second subject: The PTO has received 
several comments from practitioners who have been surprised 
at receiving a first Office action (in a CPA application) fairly 
quickly after filing a request for the CPA. The CPA procedure 
permits the PTO to perform all pre-examination processing of 
a CPA in a technology center/examining group to which the 
prior application is assigned, which reduces the time it takes 
to provide a first Office action in a CPA. See Final Rule Notice, 
62 Fed. Reg. at 53145, 1203 Off. Gaz. Pat. Office at 74 (response 
to comment 29). In addition, the PTO has decided to treat all 
continuation CPAs, for examination priority purposes only, as 
though they are amended applications: (as of the filing date of 
the CPA) which generally results in examiners acting on the 
CPAs fairly quickly, as amended applications will ordinarily 
be acted on by examiners within one or two months of docketing 
of the applications to the examiners. As a result, continuation 
CPAs would be acted on by an examiner much sooner than if 
they were treated, for examination priority purposes, as new 
applications. See Final Rule Notice, 62 Fed. Reg. at 53144, 
1203 Off. Gaz. Pat. Office at 74 (comment 27). Therefore, 
applicants are strongly encouraged to file any preliminary 
amendment in a CPA at the time the CPA is filed, especially 
where the preliminary amendment is a resubmission of an 
amendment filed after final rejection which was denied entry 
via an advisory action in the prior application. While the PTO 
consistently encourages applicants to file acomplete application 
in condition for examination, applicants should note that the 
PTO will not examine a CPA, or any new application, until 
the appropriate filing fee (37 C.F.R. § 1.16) has been submitted. 
Applicants should also note, however, that deposit account 
charge authorizations carry-over to a CPA from the prior appli- 
cation. See Changes to Patent Practice and Procedure, Training 
and Implementation Guide, Question and Answer 39. Thus, an 
authorization in the prior application to charge all fees, fees 
under 37 C.F.R. § 1.16, or filing fees to a deposit account in 
the prior application will be treated as payment of the basic 
filing fee (and result in a charge to the deposit account) in a 
CPA of the prior application. 


With respect to the third subject: While 37 C.F.R. § 1.6(f) 
provides a remedy (if the appropriate records are maintained) 
in the event that a CPA transmitted to the PTO by facsimile is 
lost, the PTO has received several comments from practitioners 
indicating that they do not file CPAs by facsimile transmission 
due to the lack of a prompt acknowledgment of receipt of the 
CPA by the PTO. To address this concern, the PTO has decided 
that it will acknowledge receipt of requests for CPAs trans- 
mitted to the PTO by facsimile, if: (1) the CPA is accompanied 
by a “Receipt for Facsimile Transmitted CPA” (PTO/SB/29A) 
properly identifying the prior application; and (2) the CPA 
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is transmitted by facsimile directly to a technology center/ 
examining group. 

The PTO has modified its CPA request form (PTO/SB/29) 
to include a separate “Receipt for Facsimile Transmitted CPA” 
(PTO/SB/29A). A CPA request form (PTO/SB/29) including 
a “Receipt for Facsimile Transmitted CPA” (PTO/SB/29A) is 
appended to this notice for illustrative purposes. Applicants 
are not required to use the PTO created “Receipt for Facsimile 
Transmitted CPA” (PTO/SB/29A), or the PTO created CPA 
request form (PTO/SB/29), when filing a CPA. The PTO, how- 
ever, will acknowledge receipt of a facsimile transmitted CPA 
as set out in this notice only if the CPA is accompanied by a 
copy of the PTO created “Receipt for Facsimile Transmitted 
CPA“ (PTO/SB/29A) completed by the applicant, and will not 
acknowledge non-PTO versions of a “Receipt for Facsimile 
Transmitted CPA.” 


A request for a CPA transmitted to the PTO by facsimile 
should be transmitted directly to the technology center/exam- 
ining group to which the prior application is assigned. See 
Changes to Patent Practice and Procedure, Training and 
Implementation Guide, Question and Answer 44. In order to 
encourage applicants to transmit CPA requests directly to the 
technology centers/examining groups, the PTO will only 
acknowledge receipt of a CPA request filed by facsimile trans- 
mission where the CPA request is transmitted directly to a 
technology center/examining group. 

All PTO forms, including the CPA request form (PTO/SB/ 
29) and “Receipt for Facsimile Transmitted CPA” (PTO/SB/ 
29A), are available on the PTO Home Page, either individually 
or in a single zip-compressed file from the PTO ftp server at 
ftp://ftp.uspto.gov/pub/forms/. Individual forms for patent and 
trademark submissions can also be requested from 800-PTO- 
8199 or 703-308-HELP. A specimen book of Patent Forms can 
be purchased for $25 from the Office of Electronic information 
Products, telephone number 703-306-2600. 


Applicants filing a CPA by facsimile transmission may 
include a “Receipt for Facsimile Transmitted CPA” (PTO/SB/ 
29A) containing a mailing address and identifying information 
(e.g., the prior application number, filing date, title, first named 
inventor) with the request for a CPA. The PTO will: (1) separate 
the “Receipt for Facsimile Transmitted CPA” from the CPA 
request papers; (2) date-stamp the “Receipt for Facsimile Trans- 
mitted CPA”; (3) verify that the identifying information pro- 
vided by the applicant on the “Receipt for Facsimile 
Transmitted CPA” is the same information provided on the 
accompanying request for a CPA; and (4) mail the “Receipt for 
Facsimile Transmitted CPA” to the mailing address provided on 
the “Receipt for Facsimile Transmitted CPA.” The “Receipt 
for Facsimile Transmitted CPA” cannot be used to acknowledge 
receipt of any paper(s) other than the request for a CPA. 

A returned “Receipt for Facsimile Transmitted CPA” may 
be used as prima facie evidence that a request for a CPA 
containing the identifying information provided on the “Receipt 
for Facsimile Transmitted CPA” was filed by facsimile trans- 
mission on the date stamped thereon by the PTO. As the PTO 
will verify only the identifying information contained on the 
request for a CPA, and will not verify whether the CPA was 
accompanied by other papers (e.g., a preliminary amendment), 
the “Receipt for Facsimile Transmitted CPA” cannot be used 
as evidence that papers other than a CPA were filed by facsimile 
transmission in the PTO. Likewise, applicant-created “receipts” 
for acknowledgment of facsimile transmitted papers (whether 
created for the acknowledgment of a CPA or other papers) 
cannot be used as evidence that papers were filed by facsimile 
in the PTO. 


Finally, applicants are cautioned not to include information 
on a “Receipt for Facsimile Transmitted CPA” that is intended 
for retention in the application file, as the PTO does not plan 
on retaining a copy of such receipts in the file of the application. 

Inquiries regarding this matter should be directed to Fred A. 
Silverberg or John F. Gonzales, Senior Legal Advisors, at (703) 
305-9285. 


August 12, 1998 STEPHAN G. KUNIN 
Deputy Assistant Commissioner 


for Patent Policy and Projects 
(1214 OG 32] 
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Approved tor use thro » enananee. os "ome a 081 201 
p-— — 3 


CONTINUED PROSECUTION APPLICATION (CPA) 
REQUEST TRANSMITTAL 


. CHECK 80x Fegpieoe 
Submit an ongmnat. aed a duplicate for fee proce 331g oO DUPLICATE 
(Onty ®©+ Continuation or Onision al a ppicato ns under 37 CFR. § 1. S3¢t)) u 


Assistant Commissioner for Patents 
Box CPA 


Washington, DC 20231 


a 
Coenmeriawim | 


This is a request for a C continuation or () divisional application under 37 C.F.R. § 1.53(d), 
(continued prosecution application (CPA)) of por application number / 
filed on , entitled 


MOTES 


FILING QUALIFICATIONS: The pror appic ation identified above must be 2 nonprovisione! appic ation that is eRher (1) complete 
@s defined by 37 CFR. § 1.51(), or (2) the national stage of an intematinnal appication n compliance wth 35 U.S.C. 371 
A Notice wil be pieced on @ petent issuing from @ CPA, except for reissues and designs, to the effect thet the patent issved on a 


CPA and is sutyect to the brentyyear patent term provisions of 35 U.S.C. § 154(@X2). Therefore, the pror appication of @ CPA 
may have been filed before, on or after dune 8, 1995. 


C+P MOT PERAATTED: A continueton-n-pert application cannot be fied as @ CPA under 37 CFR. § 153d) but must be fied 
under 37 CFR § 1.53(d) 


EXPRESS ABANDONMENT OF PRIOR APPLICATIOND § The filing of this CPA is a requedt to expressly abendon the prior 
a@ppication as of the fling date of the request for @ CPA. 37 C.F.R § 1.53(b) must be used to fie 2 continuetion, divisional or 
conbauetion-in-pert of an appic ation thet i not to be abendoned 


ACCESS TO PRIOR APPLICATIONS The (ling of this CPA wil be construed to inchde a waiver of confidentially by the appicant 
wander 35 U.S.C. 122 to the extent that any member of the pubic who is enttied under the provisions of 37 C.F.R. § 1.14 to access 
to, copies of, or information concerning, the poor appication may be given similar access to, copies of, or similar formation 
conceming, the other appicetion or applic ations in the file jacket 


35 US.C 120 STATEMENT: in a CPA, no reference to the prior appication 1s needed in the first sentence of the specification and 
pone shoul! be wimited a sentence referencing the por appication is wbimitted, t wii not be entered. A request for a CPA 
is the specfic reference required by 35 U.S.C. 120 and to every application assigned the application number mentiied in such 


1. [J Enter the unentered amendment previously filed on 
under 37 C.F.R. § 1.116 in the prior nonprovisional application 
2.0 Apreliminary amendment is enclosed. 
3. This application is filed by fewer than all the inventors named in the prior application, 37 C.F_R. § 1.53 (d)(4) 
a. (1) DELETE the following inventor(s) named in the prior nonprovisional application 


60 The inventor(s) to be deleted are set forth on a separate sheet attached herete. 
4. C1) Anew power of attorney or authorization of agent (PTO/SB81) is enclosed 
5. information Disclosure Statement (IDS) is enclosed: 

a O Pto-1449 

b. [] Copies of IDS Citations 


[Page 1 of 2) 
Burden Hour Staement. This trrn is estireted w take 0 4 hours to complete. Time wil vary depending upon the needs of the indwdual case Any 
preggers A you ae required to complet this form should be sera to the Chief nbrmation Officer, Patert and Trademark 


OC 20231. 00 NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Comerissioner for 
Box PA Washington. OC 20231 
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PT O/SB/28 (848) 
proved bruse h 08202000. OMB 0051-0032 i 


‘ad 
Puerta ard poset: Ofe Ofee U Sola 2 ahd Oh conte OF COMMERCE 
Underthe Paperwork Reduction Act of 1995.no persons are re quired to respond to a collecton of information unless « displa 


[CLAMS] cron __fommeenruco] craumeerexira | «rare _ |ecacuarons 
OTA CLAMS 
Semimeee | =| |__| 
INDEP ENDENT CLAIMS 
ACERS BCOO® -j" = 


BASIC FEE 
ACER $116 


Recucdion by S0% tor ting by anal erty Oicte 37 CF R. $519,127 6 1.28) ~ eames 


Res ef. aad al patent wr 
= Reborn: ~~ sanehhie mare olent ooae TOTAL = 
6. Small entity status 
a.) Asmall entity statement is enclosed, if (b) and (c) do not apply 


Asmall ent stateme nt was file rior nonprovisional application 
bO ‘and su st@tus ts ai proper and pte: P PP 


c.C) !sno longer claimed 


7. The Commissioner is hereby authorized to credit overpayments or charge the following fees to 
Deposit AccountNo.  - 


a. Fees required under 37 C.F.R. §1 16. 
b.0) Fees required under 37 C.F. R.§1.17 
c.0) Fees required under 37 C.F.R.§1.18 
8.0 Acheck in the amount of $ is enclosed 


90) New Attorney Docket Number, if desired 
{Prior application Ath mey Doclat Num ber wil carryover to this CPA unless a new Altomey Onde Chalet Nem der has been pro vided herein} 
10 a) Receipt For Facsimile Transmitted CPA (PT O/SB/29A) 
b.) Return Receipt Postcard (Should be specifically temized, See MPEP 503) 
1100) Other ae Nene ss ’ 
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PTO/SB29A CAE 

Approved for use twough 06/30/2000 OMB 0651-00: + 
Patert and Trademark Offce: U.S. DEPARTMENT OF COMMERCE 

Under the Paperwork Reduction Act of 1995. no persons are required to respond to a collection of informamon uniess « displays a valid OMB control number 


& Gis RECEIPT «2 inclnded with a request for a CPA Gied by facsimihk 
trams mission, Rw iil be dam stamped and mailed to the ADORESS in fem 1. 


RECEIPT 
1. ADDRESS Applicant's Maiing Address for this receipt must be 
7 CLEARLY PRINTED or TYPED in the box betbw. FOR 


FACSIMILE TRANSMITTED 


NOTE: By this receipt, the PTO (a) acknowledges that a 

request for a CPA was filed by facsimile transmission on 

the date stamped below by the PTO and (b) verifies only that the application number provided 
by the applicant on this receipt & the same as the application number provided on the 
accompanying request fora CPA. This receipt CANNOT be used to acknowledge receipt of any 
papers) other than the request for a CPA. 


2. APPLICATION IDENTIFICATION: 
(Pro tcte at east enough infoam ation bb ite nitty the app hoation) 


a. For prior application 
Application No: 
Filing Date 
Title 
Attorney Docket No 
First Named Inventor 


b. For instant CPA application 


New Attorney Docket No 
Of ap pica bie) 


The PTO date stamp, which appears in the box to (THIS AREA FOR PTO DATE STAMP USE) 
the right, is an acknowledgement by the PTO of 

receipt of a request for a CPA filed by facsimile 

transmission on the date indicated below. 


PTO HANDLING INSTRUCTIONS 

Please stamp area to the night with the date the complete 
transmission of the request for a CPA was receved in the PTO and 
@lso incde the PTO organization name that provided the date 
stamp (stamp may include both tems). Verily that the application 
number provided by appicant on this receipt is the same as the 
appication number provided by applicant on the request for 2 CPA 
accompany ing this recept Mf there is an Inconsistency between the 
application number provided on this receipt and the request for @ 
CPA, strike through the nconsistent appic ation number provided on 
this receipt and insert the corect appication number, f possible. 
Then place in a window envelope and mei 


Burden Hour Statement: This form is estimated to take 0.4 hours to complete. Time 
wl vary depending upon the needs of the individual case. Any comments on the 
amount of time you are required to complete this form should be sera to the Chief 

+ brrwton Offcer, Patent and Trademark Sa . OC 20231. DO NOT 
SEND FEES OR COMPLETED FORMS TO THIS ADORESS. SEND TO: Assisant 
Comeras sioner for Patents, Box Patent Application, Washington, OC 20731 
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(110) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 
37 CFR Part 1 


[Docket No. 980108007-8131-02] 
RIN0651-AA97 


Changes to Continued Prosecution Application Practice 
AGENCY: Patent 
ACTION: Final rule. 


and Trademark Office, Commerce. 


SUMMARY: The Patent and Trademark Office (Office) is 
confirming the amendment of its regulations that removed the 
requirement that the prior application of a continued prosecution 
application (CPA) must have been filed on or after June 8, 
1995. This requirement was removed in response to requests 
from the public. 


DATES: This final rule is effective on July 2, 1998. The interim 
rule, published at 63 FR 5732, was effective February 4, 1998. 


APPLICABILITY DATE: This rule change applies to all con- 


tinued prosecution applications filed on or after December 1, 
1997. 


FOR FURTHER INFORMATION CONTACT: Con- 
cerning this final rule: Hiram H. Bernstein or Robert W. Bahr, 
Senior Legal Advisors, by telephone at (703) 305-9285; or by 
mail addressed to: Box Comments—Patents, Assistant Com- 
missioner for Patents, Washington, DC 20231; or by facsimile 
to (703) 308-6916, marked to the attention of Mr. Bernstein. 


Concerning § 1.53 in General: John F. Gonzales, Fred A. 
Silverberg, or Robert W. Bahr, Senior Legal Advisors, at the 
above-mentioned telephone number. 


SUPPLEMENTARY INFORMATION: Continued Prose- 
cution Application (CPA) practice under § 1.53(d) was adopted 
to permit applicants to obtain further examination of an applica- 
tion. See Changes to Patent Practice and Procedure; Final 
Rule Notice, 62 FR 53 13 1, 53 147 (October 10, 1997), 1203 
Off. Gaz. Pat. Office 63, 76-77 (October 21, 1997). Section 
1.53(d) as adopted, effective December 1, 1997, required, inter 
alia, that the prior application of a CPA be filed on or after 
June 8, 1995. See Final Rule Notice, 62 FR at 53186, 1203 
Off. Gaz, Pat. Office at 112. Thus, if an application was filed 
before June 8, 1995, the applicant was required to file a continu- 
ation (or divisional) under § 1.53(b) to obtain further examina- 
tion. 


Section 1.53(b) requires that any application filed thereunder 
(including a continuation or divisional) contain a specification 
(including at least one claim) and any necessary drawing. While 
§ 1.53(b) permits the submission of a rewritten specification 
(with all prior amendments incorporated), such an option is 
only practical to those who have the prior application in elec- 
tronic form. For those applicants who do not have the prior 
application in electronic form, their only option is to submit a 
copy of the prior application (including any appendix) along 
with a copy of all the amendments made in the prior application, 
as well as copies of all other papers filed in the prior application 
(e.g., information disclosure statements (IDSs), affidavits, dec- 
larations) that are to be considered in the continuing application. 


Subsequent to the adoption of the change to § 1.53(d), the 
Office received a number of comments indicating that it takes 
a considerable amount of time to prepare the papers required 
by § 1.53(b), even when copied from a prior application. In 
view of these concerns, the Office amended § 1.53(d)(1)(i) by 
an immediately effective interim rule to eliminate its require- 
ment that the prior application of a CPA be filed on or after 
June 8, 1995, and requested public comment on this interim 
rule change. See Changes to Continued Prosecution Application 
Practice; Interim Rule Notice, 63 FR 5732 (February 4, 1998), 
1207 Off. Gaz, Pat. Office 83 (February 24, 1998). 
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The Office has received a number of comments by telephone 
expressing support for the change to § 1.53(d)(1)(i), as well 
as its immediate adoption and applicability to CPAs filed on 
or after December 1, 1997 (i.e., all CPAs). The Office, however, 
has received no written comments on the change to § 
1.53(d)(1){i). Accordingly, the change to § 1.53(d)(1)(i) in 
the interim rule—removal of the requirement that the prior 
application of a continued prosecution application (CPA) under 
§ 1.53(d) must have been filed on or after June 8, 1995—is 
adopted as a final rule. 


As discussed in the Interim Rule Notice, no patent issuing 
from a CPA under § 1.53(d) is entitled to the provisions of 35 
U.S.C. 154(c). To avoid confusion as to the term of any patent 
issuing on a CPA, other than an application for a reissue or 
design patent, of an application filed before June 8, 1995, the 
Office will include the following notice on any patent, other 
than a reissue or design, issuing on a CPA: 


This patent issued on a continued prosecution application 
filed under 37 CFR 1.53(d), and is subject to the twenty- 
year patent term provisions of35 U.S.C. 154(a)(2). 


The term of a design patent is fourteen years beginning on 
the date of grant as provided in 35 U.S.C. 173. The term of a 
reissue patent is the unexpired part of the term of the original 
patent as provided in 35 U.S.C. 251. Since the term of a reissue 
or design patent is not affected by the filing of a CPA, the 
above-mentioned notice will not be printed on any reissue or 
design patent. 


Other Considerations. 


This final rule is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612 (October 26, 1987), and the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). It has been determined that 
this rulemaking is not significant for the purposes of Executive 
Order 12866 (September 30, 1993). 


This final rule involves a collection of information subject 
to the Paperwork Reduction Act. This final rule involves the 
deletion of the requirement which stated that the prior applica- 
tion of a continued prosecution application must have been 
filed on or after June 8, 1995. This collection of information 
has been previously approved by the Office of Management 
and Budget (OMB) under OMB Control Number 0651-0032. 
The public reporting burden for this collection of information 
is estimated to average 7.88 hours per response, including the 
time for reviewing instructions, searching existing data sources, 
gathering and maintaining the information. Send comments 
regarding this burden estimate or any other aspect of the data 
requirement, including suggestions for reducing the burden to 
Hiram H. Bernstein or Robert W. Bahr at the address specified 
above and to the Office of Information and Regulatory Affairs, 
OMB, 725 17th Street, N.W., Washington, D.C., 20503 (Attn: 
PTO Desk Officer). 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
Control Number. 


The principal impact of this final rule is to relieve a restriction 
in § 1.53(d)(1)(i) to permit applicants to file a CPA in the 
situation in which the prior application was filed before June 

5. 


, 


The Office has determined that this final rule has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612 (October 26, 1987). 


List of Subjects in 37 CYR Part 1 
Administrative practice and procedure, Courts, Freedom of 


information, Inventions and patents, Reporting and record 
keeping requirements, Small Businesses. 
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For the reasons set forth in the preamble, the interim rule 
mending 37 CFR Part | which was published at 63 FR 5732- 
5734 on February 4, 1998, is adopted as a final rule without 
change. 


June 25, 1998 BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1213 OG 105) 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket #: 980108007-8007-01) 
RIN 0651-AA97 


(111) 


Changes to Continued Prosecution Application Practice 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Interim Rule with Request for Comments. 


SUMMARY: The Patent and Trademark Office (Office) is 
amending § 1.53(d)(1){i) to remove the requirement that the 
prior application of a continued prosecution application (CPA) 
under 8153 (d) must have been filed on or after June 8, 1995. 
This requirement is being removed in response to requests from 
the public. 


DATES: EFFECTIVE DATE: February 4, 1998, 
APPLICABILITY DATE: This rule change applies to all con- 


tinued prosecution applications filed on or after December 1, 
1997. 


COMMENT DEADLINE DATE: To be ensured of consider- 
ation, written comments must be received on or before April 
6, 1998. No public hearing will be held. 


ADDRESSES: Comments should be sent by mail message 
over the Internet addressed to regreform@uspto.gov. Com- 
ments may also be submitted by mail addressed to: Box Com- 


ments — Patents, Assistant Commissioner for Patents, 
Washington, D.C. 20231, or by facsimile to (703) 308-6916, 
marked to the attention of Hiram H. Bernstein. Although com- 
ments may be submitted by mail or facsimile, the Office prefers 
to receive comments yia the Internet. Where comments are 
submitted by mail, the Office would prefer that the comments 
be submitted on a DOS formatted 3 1/4 inch disk accompanied 
by a paper copy. 

The comments will be available for public inspection in Suite 
520, of One Crystal Park, 2011 Crystal Drive, Arlington, Vir- 
ginia, and will be available through anonymous file transfer 
protocol (ftp) via the Internet (address: ftp.uspto.gov). Since 
comments will be made available for public inspection, infor- 
mation that is not desired to be made public, such as an address 
or phone number, should not be included in the comments. 


FOR FURTHER INFORMATION CONTACT: 

this Interim Rule: Hiram H. Bernstein or Robert W. Bahr, 
Senior Legal Advisors, by telephone at (703) 305-9285, or by 
mail addressed to: Box Comments—Patents, Assistant Com- 
missioner for Patents, Washington, D.C. 20231, or by facsimile 
to (703) 308-6916, marked to the attention of Mr. Bernstein. 


Conceming § 1.53 in General: John F. Gonzales, Fred A. Silver- 
berg, or Robert W. Bahr, Senior Legal Advisors, at the above- 
mentioned telephone number. 


SUPPLEMENTARY INFORMATION: Section 1.53(d), as 
amended on December |, 1997, provides for the filing of a 
continued prosecution application (CPA). See Changes to 
Patent Practice and Procedure; Final Rule, 62 FR 53131 
(October 10, 1997), 1203 Off. Gaz, Pat. Office 63 (October 
21, 1997) (Final Rule). Section 1.53(d)(1)(i) requires, inter alia, 
that the prior application of a CPA under § 1.53(d) had been 
filed on or after June 8, 1995. See Final Rule, 62 FR at 53186, 
1203 Off. Gaz. Pat. Office at 112. The rationale for this require- 
ment was: 
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Permitting the continued prosecution application practice to 
be applicable in instances in which the prior application was 
filed prior to June 8, 1995, would result in confusion as to 
whether the patent issuing from the continued prosecution appli- 
cation is entitled to the provisions of 35 U.S.C. 154(c). As the 
continued prosecution application practice was not in effect 
prior to June 8, 1995, no patent issuing from a continued 
prosecution application is entitled to the provisions of 35 U.S.C. 
154(c). 


[The] application number of a continued prosecution applica- 
tion will be the application number of the prior application, 
and the filing date indicated on any patent issuing from a 
continued prosecution application will be the filing date of 
the prior application (or, in a chain of continued prosecution 
applications, the filing date of the application immediately 
preceding the first continued prosecution application in the 
chain). Thus, any patent issuing from a continued prosecution 
application, where the prior application was filed prior to June 
8, 1995, will indicate that the filing date of the application for 
that patent was prior to June 8, 1995, which will confuse the 
public (and possible [sic] the patentee) into believing that such 
patent is entitled to the provisions of 35 U.S.C. 154(c). 


See Final Rule, 62 FR at 53144, 1203 Off. Gaz. Pat. Office at 
74 (response to comment 25). 


The rules of practice formerly permitted an applicant to obtain 
further examination by the filing of a file wrapper continuing 
(FWC) application under § 1.62. Effective December 1, 1997, 
however, FWC practice under § 1.62 was abolished in favor 
of CPA practice under § 1.53(d). See Final Rule, 62 FR at 
53147, 1203 Off. Gaz. Pat. Office at 76-77. As discussed above, 
§ 1.53(d)(1)(i) requires that the prior application of a CPA be 
filed on or after June 8, 1995. When the prior application was 
filed before June 8, 1995, and an applicant desires to file 
what would formerly have been a file wrapper continuation 
(or divisional), § 1.53 as adopted requires that such a continua- 
tion (or divisional) application be filed under § 1.53(b). 


Section 1.53(b) requires that any application filed thereunder 
(including a continuation or divisional) contain a specification 
(including at least one claim) and any necessary drawing. While 
§ 1.53(b) permits the submission of a rewritten specification 
(with all prior amendments incorporated), such an option is 
only practical to those who have the prior application in elec- 
tronic form. For those applicants who do not have the prior 
application in electronic form, their only option is to submit a 
copy of the prior application (including any appendix) along 
with a copy of all the amendments made in the prior application, 
as well as copies of all other papers filed in the prior application 
(e.g., information disclosure statements (IDS’s), affidavits, dec- 
larations) that are to be considered in the continuing application. 


Subsequent to the adoption of the change to § 1.53(d), the 
Office has received a number of comments indicating that it 
will take a considerable amount of time to prepare the papers 
required by § 1.53(b), even when copied from a prior applica- 
tion. 

In view of these concerns, the Office is amending § 1.53(d)(1)(i) 
to eliminate the requirement that the prior application of a CPA 
had been filed on or after June 8, 1995. Section 1.53(d)(1)(i) 
as adopted will require that the prior application of a CPA be 
a nonprovisional application that is either: (1) complete as 
defined by § 1.51(b); or (2) the national stage of an international 
application in compliance with 35 U.S.C. 371. 


As noted in the Final Rule (quoted above), no patent issuing 
from a CPA under § 1.53(d) is entitled to the provisions of 35 
U.S.C. 154(c). To avoid confusion as to the term of any patent 
issuing on a CPA of an application filed before June 8, 1995, 
the Office will include a notice on any patent issuing on a 
CPA, other than a reissue or a design patent, that: (1) the patent 
issued on a CPA; and (2) the patent is subject to the twenty- 
year patent term set forth in 35 U.S.C. 154(a)(2). The term of 
a design patent is defined in 35 U.S.C. 173 as fourteen (14) 
years from the date of grant. The term of a reissue patent is 
defined in 35 U.S.C. 251 as the unexpired part of the term of 
the original patent. Since the term of any reissue or design 
patent is not affected by the filing of a CPA, no notice will be 
printed on either a reissue or a design patent. 
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Interested members of the public are invited to present written 
comments on the change to § 1.53(d)(1)(i) contained in this 
Interim Rule. 


Other Considerations. 


The Commissioner of Patents and Trademarks, pursuant to 
authority at 5 U.S.C. 553(b)(3)(B), finds good cause to adopt 
the changes made in this Interim Rule without prior notice and 
an opportunity for public comment, as such procedures are 
contrary to the public interest. Delay in the promulgation of 
this rule to provide notice and comment procedures would 
cause harm to those applicants who must file a continuation 
or divisional application promptly to meet the copendency 
requirements of 35 U.S.C. 120 and who would not be permitted 
to file a CPA due to the restriction in § 1.53(d)(1)(i). Moreover, 
immediate implementation of this rule is in the public interest 
because those applicants currently subject to the prohibition 
will benefit from the efficiencies and savings resulting from 
the new rule. See Nat. Customs Brokers & Forwarders Ass'n 
yv. US., 59 F.3d 1219, 1223-24 (Fed. Cir. 1995). Finally, pur- 
suant to authority at 5 U.S.C. 553(d)(1), this rule may be made 
immediately effective because it relieves a restriction. 


As prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553, or any other law, the analyt- 
ical requirements of the Regulatory Flexibility Act, 5 U.S.C. 
601 et seq., are inapplicable. 


This rule involves a collection of information subject to the 
Paperwork Reduction Act, 44 U.S.C. ch. 35, previously 
approved by the Office of Management and Budget under 
OMB Control Number 0651-0032. Notwithstanding any other 
provision of law, no person is required to respond nor shall a 
person be subject to a penalty for failure to comply with a 
collection of information subject to the requirements of the 
Paperwork Reduction Act unless that collection of information 
displays a currently valid OMB Control Number. 


This rule does not contain policies with federalism implications 
sufficient to warrant preparation of a Federalism Assessment 
under Executive Order 12612 (October 26, 1987). 


This rule has been determined to be not significant for purposes 
of Executive Order 12866 (September 30, 1993). 


List of Subjects 


37 CFR Part |! 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Small Businesses. 


For the reasons set forth in the preamble, 37 CFR Part | is 
amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.53 is revised by amending paragraph (d)(1)(i) to 
read as follows: 


§ 1.53 Application number, filing date, and completion of 
application. 


eee * 
(d) *_** 
(1) *“* * 
(i) The prior nonprovisional application is either: 
(A) Complete as defined by § 1.51(b); or 


(B) The national stage of an international application in 
compliance with 35 U.S.C. 371; and 


**# ee * 


January 28, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


[1217 OG 83} 
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(112) DEPARTMENT OF COMMERCE 
[Docket No. 970428100-7256-02] 
Patent and Trademark Office 
37 CFR Parts 2 and 3 
RIN 0651-AA87 


Miscellaneous Changes to Trademark 
Trial and Appeal Board Rules 


AGENCY: Patent and Trademark Office, Commerce. 


ACTION: Proposed rule; notice of hearing and reopening of 
comment period. 


SUMMARY: The Patent and Trademark Office (PTO) will 
hold a public hearing, and reopen the comment period, on 
changes to certain rules and practices of the Trademark Trial and 
Appeal Board that were proposed in June of 1997. Interested 
members of the public are invited to testify at the public hearing 
and to submit written comments on these proposed changes. 


DATES: The public hearing will be held on Wednesday, 
December 10, 1997, beginning at 9:00 a.m. 


Those wishing to present oral testimony at the hearing must 


request an opportunity to do so no later than Friday, December 
5, 1997. 


Speakers may provide a written copy of their testimony 
for inclusion in the record of the proceedings no later than 
Wednesday, December 17, 1997. 


Written comments will be accepted by the PTO until 
December 10, 1997. 


Written comments and transcripts of the hearing will be 
available for public inspection on or about Wednesday, January 
7, 1998. 


ADDRESSES: The hearing will be held on Wednesday, 
December 10, 1997, beginning at 9:00 a.m. in the Commis- 
sioner’s Conference Room, located on the 9th floor of Crystal 
Park 2, 2121 Crystal Drive, Arlington, Virginia 22202. 


Requests to testify should be sent to Ellen Seeherman by 
telephone at (703) 308-9300, ext. 206, by facsimile transmission 
at (703) 308-9333, or by mail marked to her attention and 
addressed to Assistant Commissioner for Trademarks, Box 
TTAB-No Fee, 2900 Crystal Drive, Arlington, Virginia 22202- 
3513. 


Written comments may be sent by mail addressed to Assistant 
Commissioner for Trademarks, Box TTAB-No Fee, 2900 
Crystal Drive, Arlington, Virginia 22202-3513, marked to the 
attention of Ellen J. Seeherman. Written comments may also 
be sent by facsimile transmission to (703) 308-9333, marked 
to the attention of Ellen J. Seeherman. 


Written comments and transcripts of the hearing will be 
maintained for public inspection in Suite 900, on the 9th Floor 
of the South Tower Building, 2900 Crystal Drive, Arlington, 
Virginia 22202-3513. 


FOR FURTHER INFORMATION CONTACT: Ellen J. 
Seeherman, Administrative Trademark Judge, Trademark Trial 
and Appeal Board, by telephone at (703) 308-9300, ext. 206, 
or by mail marked to her attention and addressed to Assistant 
Commissioner for Trademarks, Box TTAB-No Fee, 2900 
Crystal Drive, Arlington, Virginia 22202-3513 or by facsimile 
transmission marked to her attention and sent to (703) 308- 
9333. 


SUPPLEMENTARY INFORMATION: A notice of pro- 
posed rulemaking to amend certain rules governing practice 
before the Trademark Trial and Appeal Board was published 
in the Federal Register on June 5, 1997 (62 FR 30802) and in 
the Official Gazette on June 24, 1997 (1199 TMOG 88). A 
number of the comments made in response to that notice sug- 
gested that a public hearing be held on the proposed rules 
changes. Accordingly, the PTO has decided to hold a public 
hearing on the proposed rules changes on December 10, 1997. 
Moreover, some trade organizations expressed the concern that, 
because the comment period occurred during the summer 
months, some practitioners and other interested parties and 
entities were not aware of the proposed amendments. Accord- 
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ingly, the PTO has decided to reopen the comment period. All 
comments previously submitted will be considered together 
with any additional written comments which are submitted by 
December 10, 1997. 


It should be noted that, in view of the comments already 
received, the PTO has determined that it will not adopt the 
proposed changes to Sections 2.120(d) and 2.120(h) regarding 
limiting the number of requests for production of documents 
and the requests for admission which may be served. 

Oct. 29, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1204 OG 90) 


(113) Identification Of Affidavits/Declarations 
FiledUnder 37 CFR 1.131 Which Establish 
A Date of Invention In A 


NAFTA or WTO Member Country 


35 U.S.C. 104 was amended by Public Law 103-182 and 
103-465 to permit applicant/patentee to establish a date of 
invention in a NAFTA country no earlier than December 8, 
1993 and in a WTO member country no earlier than January 
1, 1996, respectively. 37 CFR 1.131 was amended, effective 
May 31, 1995, to implement the changes made to 35 U.S.C. 
104. In order to study the impact of the changes to 35 U.S.C. 
104 and to track affidavits/declarations filed under 37 CFR 
1.131 as a result of the changes to 35 U. S.C. 104, the U.S. 
Patent and Trademark Office (Office) is requesting applicanv/ 
patentee to identify in the title of affidavits/declarations filed 
under 37 CFR 1.131 whether the affidavit/declaration is filed 
to establish a date of invention in a NAFTA country other than 
the U.S. or in a WTO member country other than a NAFTA 
country by providing the following: 


“131 N” - for NAFTA country other than the U.S.; and 
“131 W” - for WTO member country other than a NAFTA 
country. 


The Office is in the process of modifying the Patent Applica- 
tion Location and Monitoring system (PALM) to record the 
receipt of the types of affidavits/declarations filed under 37 
CFR |. a identified supra. 

The new procedure for identifying affidavits/declarations 
filed under 3 7 CFR 1.131 of the “131 N” or“131 W” categories 
is effective immediately. 
Sept. 30, 1997 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 

Patent Policy and Projects 


[1203 OG 155] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


[Docket No: 950620162-6014-02) 
RIN 0651-AA75 


Miscellaneous Changes in Patent Practice 


(114) 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (Office) is 


Rulemaking), cor in 
42352 (August 15, 1995), and 


Applications’ of 

the Federal Register at & 
in the Patent and Trademark Office Official Gazette 1177 Off. 
Gaz. Pat. Office 61 (August 15, 1995), that are not directly 
related to the 18-month publication of patent applications. 
While the proposed rule changes in the Notice of Proposed 


OFFICIAL GAZETTE 


January 5, 1999 


Rulemaking were designed primarily to implement the changes 
in practice related to the publication of patent applications 
provided for in H.R. 1733, these miscellaneous proposed 
changes clarify current rules of practice, without regard to the 
publication of patent applications. 


Effective Date: September 23, 1996. 

Sections 1.52(a) and (b), 1.58, 1.72(b), 1.75(g), (h) and (i), 
1.77, 1.84(c), (f), (g) and (x), 1.96, 1.154, and 1.163 of 37 
CFR apply to applications filed on or after September 23, 1996. 


For Further Information Contact: Stephen G. Kunin by tele- 
phone at (703) 305-8850, by facsimile at (703) 305-8825, by 
electronic mail at rbahr@uspto.gov, or Jeffrey V. Nase by 
telephone at (703) 305-9285, or by mail marked to the attention 
of Stephen G. Kunin, addressed to the Assistant Commissioner 
for Patents, Washington, D.C. 20231. For copies of the forms 
discussed in this final rule package, contact the Customer Ser- 
vice Center of the Office of Initial Patent Examination at (703) 
308-1214. 


Supplementary Information 


This final rule package is designed to implement the miscella- 
neous changes set forth in the proposed rulemaking entitled 
“Changes to Implement 18-Month Publication of Patent Appli- 
cations” (Notice of Proposed Rulemaking) that are not directly 
related to 18-month publication of patent applications and that 
are considered desirable even in the absence of an 18-month 
publication system. 


The Notice of Proposed Rulemaking indicated that, in addi- 
tion to implementing the 18-month publication of patent appli- 
cations, the Office also proposed to: (1) clarify which 
applications claiming the benefit of prior applications, or which 
prior applications for which a benefit is claimed in a later 
application, will be preserved in confidence; (2) amend the 
rules pertaining to the format and standards for application 
papers and drawings to improve the standardization of patent 
applications; (3) provide for those instances in which inventions 
of a pending application or patent under reexamination and 
inventions of a patent held by a single party are not identical, but 
not patentably distinct; (4) clarify the practice for the delivery 
or mailing of patents; (5) expedite the entry of international 
applications into the national stage; and (6) amend a number 
of rules for consistency and clarity. The Notice of Proposed 
Rulemaking stated that these proposed rule changes may be 
adopted as final rules even in the absence of an 18-month 
publication system, and advised interested persons to comment 
on any proposed rule change, regardless of whether H.R. 1733 
is enacted. 


To avoid delays in the implementation of rule changes con- 
sidered desirable even in the absence of an 18-month publica- 
tion system, this final rule package provides for changes to 37 
CFR §§ 1.12(c), 1.14, 1.52(a) and (b), 1.54, 1.58, 1.62(e) and 
(f), 1.72(b), 1.75(g), 1.77, 1.78(a) and (c), 1.84(c), (f), (g) and 
(x), 1.96, 1.97, 1.107, 1.110, 1.131, 1.132, 1.154, 1.163, 1.291, 
1.292, 1.315, 1.321 and 1.497, and adds new §§ 1.5(f), 1.75(h) 
and (i), and 1.130, all of which are based upon the changes 
proposed in the Notice of Proposed Rulemaking. 


ae of 18-month publication held in abeyance 
pending Congressional action on H.R. 1733 


The Notice of Proposed Ru! 1 ote apa 
to 37 CFR §§ 1.4, 1.5(a , 1.9, 1.11, 1.12(a) and (b), 1.13, 1.16, 
1.17, 1.18, 1.19, 1.20, 1.24, 1.51, 1.52(d), 1.53, 1.55, 1.60, 
1.78(a), 1.84(j), 1.85, 1.98, 1.108, 1.136, 1.138, 1.492, 1.494, 
1.495, 1.701, 1.808, 3.31, 5.1, new $$ 1.5(g), 1.306 through 
1.308 and 5.9, and further changes to §§ 1.14, 1.54, _ 
1.107, 1.131, 1.132, 1.291 and 1.292 to implement the 1 
sunt peihuten heumn nineties is eam ae 
1733 and provide procedures for the treatment of national secu- 
rity classified applications. The adoption of changes to these 
ellen ane a ae action on H.R. 
1733. 


The proposed rule changes in the Notice of Proposed Rulem- 
aking to provide new for the treatment of national 
security classified applications are also being held in abeyance. 
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These proposed rule changes are separable from the implemen- 
tation of 18-month publication; however, they are sufficiently 
related to the implementation of 18-month publication that they 
are also being held in abeyance pending Congressional action 
on H.R. 1733. 


In the event that H.R. 1733 is enacted, a final rule package 
to implement this legislation will be published. Final rules to 
implement 18-month publication of patent applications based 
upon the Notice of Proposed Rulemaking and the comments 
received in response to the Notice of Proposed Rulemaking 
may be adopted without either an additional public hearing or 
an additional proposal being published for comment. 


Implementation of the miscellaneous changes proposed in 
the Notice of Proposed Rulemaking 


The following paragraphs of this section include: (1) adiscus- 
sion of the rules being added or amended in this final rule 
package, (2) the reasons for those additions and amendments, 
and (3) an analysis of the comments received in response to 
the Notice of Proposed Rulemaking. 


Changes to proposed rules: These final rules contain a number 
of changes to the text of the rules as proposed for comment. 
The significant changes are discussed below. Familiarity with 
the Notice of Proposed Rulemaking is assumed. 

Sections 1.14(a) and (b) have been re-written for clarity. 
Section 1.14(a)(1) provides that patent applications are gener- 
ally preserved in confidence. Section 1.14(a)(2) sets forth the 
circumstances under which status information conceming an 
application may be supplied, and § 1.14({a)(3) sets forth the 
circumstances under which access to, or copies of, an applica- 
tion may be provided. Section 1.14(b) provides that abandoned 
applications may be destroyed after 20 years from their filing 
date. The reference to paragraph (b) in § 1.14(e) has been 
deleted for consistency with the changes to paragraphs (a) and 
(b) of § 1.14. 


Section 1.52(a) is being changed to provide that all papers 
which are to become a part of the permanent records of the 
Patent and Trademark Office must be legibly “written either 
by a typewriter or mechanical printer in permanent dark ink 
or its equivalent,” rather than “typed in permanent dark ink.” 
This change will permit the filing of papers printed by any 
computer operated printer, such as a laser printer which uses 
toner rather than ink, and will avoid a conflict between § 1.52(a) 
and Patent Cooperation Treaty (PCT) Rule 11.9. The phrase 
“when required by the Office” was also added to § 1.52(a). 


Section 1.52(b) is being changed to provide that: (1) the 
application papers must be plainly written with each page 
printed on only one side of a sheet of paper, with the claim 
or claims commencing on a separate sheet and the abstract 
commencing on a separate sheet; (2) the lines of the specifica- 
tion, and any amendments to the specification, must be | 1/2 or 
double spaced; and (3) the pages of the specification including 
claims and abstract must be numbered consecutively, starting 
with 1, the numbers being centrally located above or preferably, 
below, the text. This change will clarify: (1) the separate sheet 
requirement for both the claims and abstract, (2) that the lines 
of the papers not comprising the specification and amendments 
thereto need not be | 1/2 or double spaced, and (3) that the 
specification, and not the transmittal sheets or other forms, 
must be numbered. 


Section 1.58 is being changed to provide that chemical and 
mathematical formulae and tables must be presented in compli- 
ance with §§ 1.52(a) and (b), except that chemical and mathe- 
matical formulae or tables may be placed in a landscape 
orientation if they cannot be presented satisfactorily in a portrait 
orientation. This replaces the requirement that “[t]o facilitate 
camera copying when printing, the width of formulas and tables 
as presented should be limited normally to 12.7 cm. (5 inches) 
so that it may appear as a single column in the printed patent.” 
However, chemical and mathematical formulae and tables must 
still otherwise comply with §§ 1.52(a) and (b). This change 
will avoid a conflict between § 1.58 and PCT Rule 11.10(d). 
Section 1.58 is also being changed to require “0.21 cm.” rather 
than “2.1 mm.” to ensure consistency. 
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Section 1.72 is being changed to provide that the abstract 
must commence on a separate sheet, preferably following the 
claims. This change will avoid renumbering pages of a specifi- 
cation submitted in the arrangement set forth in § 1.77 when 
filing the application as an international application. 

Section 1.75(h) is being changed to provide that the claim 
or claims must commence on a separate sheet. This change will 
clarify that § 1.75 requires that the claim or claims commence or 
begin on a separate sheet, rather than requiring that all of the 
claims must be on a single separate sheet or that each claim 
must be on a separate sheet. 


Section 1.77 is being changed to position the abstract as 
element “(12)” following the claims, rather than element “(3)” 
prior to the first page of the specification to conform to § 1.72. 

Section 1.78(a)(2) is being changed to replace the reference 
to § 1.14(b) with a reference to § 1.14(a). 


Section 1.78(c) is being changed to replace the phrase 
“{w]here an application or a patent under reexamination and 
an application or a patent” with the phrase “[wJhere an applica- 
tion or a patent under reexamination and at least one other 
application,” since conflicting claims between an application 
or a patent under reexamination and a patent will be provided 
for in new § 1.130. Section 1.78(c) is also being changed to 
delete the sentence “[iJn addition to making said statement, the 
assignee may also explain why an interference should or should 
not be declared,” since the Office will not, unless good cause 
is shown, declare or continue an interference when the applica- 
tion(s) and patent are owned by a single party. 


Section 1.78(d) is removed. The provisions of § 1.78(d), as 
proposed, are in new § 1.130(b), since § 1.130 provides for 
conflicting claims between an application or a patent under 
reexamination and a patent. 


Section 1.84(x) is being changed from “[nJo holes should 
be provided in the drawings sheets” to “[nJo holes should be 
made by the applicant in the drawing sheets” to clarify that 
the application papers, including drawings, should be submitted 
by the applicant without holes provided therein, but that the 
Office will drill holes through the application papers during 
the pre-examination processing of the application. 


Section 1.96(b) is being changed to provide that a listing 
submitted as part of the specification “must be direct printouts 
(i.e., not copies) from the computer’s printer” for clarity. 


Section 1.96(c) is being changed to substitute a reference to 
36 CFR Part 1230 (Micrographics) for the enumerated Amer- 
ican National Standards Institute (ANSI) and National Micro- 
graphics Association (NMA) standards. As 36 CFR Part 1230 
sets forth the micrographic requirements for government 
records, it is appropriate to reference this provision, rather than 
promulgate separate standards for micrographics employed in 
patent applications. 


Section 1.97 is being changed to delete any reference to a 
reexamination proceeding or a patent owner. The submission 
of an information disclosure statement during a reexamination 
proceeding is governed by § 1.555(a). 


Section 1.97(a) is being changed from “[i)n order for an 
applicant for patent or for reissue of a patent to have information 
considered by the Office during the pendency of a patent appli- 
cation, an information disclosure statement in compliance with 
§ 1.98 should be filed in accordance with this section” to “{i}n 
order for an applicant for a patent or for a reissue of a patent 
to have an information disclosure statement in compliance with 
§ 1.98 considered by the Office during the y of the 
application, it must satisfy paragraph (b), (c), or (d) of this 
section” for clarity. Sections 1.97(c) and (d) are also being 
changed to clarify the conditions in § 1.97(c) under which a 
certification as specified in § 1.97(e) or the fee set forth in § 
1.17(p) is required, and the conditions in § 1.97(d) under which 
a certification as specified in § 1.97(e), a petition, and the 
petition fee set forth in § 1.17(i) are required. 


Section 1.110 is amended to change the reference to § 1.78(d) 
to a reference to § 1.130 for consistency. 
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The proposed addition of a new § 1.131(a)(3) is being with- 
drawn in this final rule package. This proposed change, as well 
as the provisions of former § 1.78(d), has been re-written as 
a new § 1.130. New § 1.130(a) will provide a procedure for 
the disqualification of a commonly owned patent claiming a 
patentably indistinct but not identical invention. New § 1.130(b) 
will include the provisions of former § 1.78(d). 


Section 1.131(a) is being changed to replace the phrase “U.S. 
patent to another” with “U.S. patent to another or others.” 
Section 1.154(a)(7) is being changed to add “[fleature” prior 
to “[dJescription,” and § 1.154(a)(8) is being changed to add 
“a single” prior to “claim.” 


Section 1.163 is being changed to position the abstract as 
element “(11)” following the claims, rather than element “(3)” 
prior to the first page of the specification. This change will 
parallel the change to § 1.77. In addition, § 1.163(c)(10) is 
being changed to add “a single” prior to “claim.” 

Section 1.497(b)(2) is being changed to provide that “[iJf 
the person making the oath or declaration is not the inventor, 
the oath or declaration shall state the relationship of the person 
to the inventor, the facts required by §§ 1.42, 1.43 or 1.47, 
and, upon information and belief, the facts which the inventor 
would have been required to state“ to better set forth the require- 
ments of an oath or declaration by a person who is not the 
inventor. Section 1.497(c) is being changed to delete the initial 
phrase “[t}he oath or declaration must comply with the require- 
ments of § 1.63; however,” since it is unnecessary. 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Part | is amended 
as follows: 


Section 1.5(f) is added to provide that a paper concerning 
a provisional application must identify the application as such 
and by the application number. 


Section 1.12 is amended to revise paragraph (c) to read 
“preserved in confidence under § 1.14” for consistency with 
§ 1.14. 


Section 1.14 is amended to revise the title and paragraphs 
(a) and (e) to read “preserved in confidence” for consistency 
with the language in 35 U.S.C. 122. 


Section 1.14(a) is amended to add a paragraph (a)(1) to 
provide that patent applications are generally preserved in con- 
fidence pursuant to 35 U.S.C. 122, and that no information 
will be given concerning the filing, pendency, or subject matter 
of any application for patent, and no access will be given to, 
or copies furnished of, any application or papers relating thereto, 
except as set forth in § 1.14. 


Section 1.14(a) is also amended to add a paragraph (a)(2) 
to provide that status may be supplied: (1) concerning an appli- 
cation or any application claiming the benefit of the filing date 
of the application, if the application has been identified by 
application number or serial number and filing date in a pub- 
lished patent document, (2) concerning the national stage appli- 
cation or any application claiming the benefit of the filing date 
of a published international application, if the United States 
of America has been indicated as a Designated State in the 
international application; or (3) when it has been determined 
by the Commissioner to be necessary for the proper conduct 
of business before the Office. Status information includes infor- 
mation such as whether the application is pending, abandoned, 
or patented, as well as the application number and filing date. 
The inclusion of applications claiming the benefit of the filing 
date of applications so identified is to avoid misleading the 
public in instances in which the application identified as set 
forth in § 1.14(a)(2) is abandoned, but an application claiming 
the benefit of the filing date of the identified application (e.g., 
a continuing application) is pending. 


Section 1.14(a) is also amended to add a new paragraph 
(a)(3) to provide that access to, or copies of, an application 
may be provided: (1) when the application is open to the public 
as provided in § 1.11(b); (2) when written authority in that 
application from the applicant, the assignee of the application, 
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or the attorney or agent of record has been granted; (3) when 
it has been determined by the Commissioner to be necessary 
for the proper conduct of business before the Office, or (4) to 
any person on written request, without notice to the applicant, 
when the application is abandoned and available and is: (a) 
referred to in a U.S. patent, (b) referred to in an application 
open to public inspection, (c) an application which claims 
the benefit of the filing date of an application open to public 
inspection, or (d) an application in which the applicant has 
filed an authorization to lay open the complete application to 
the public. 


Section 1.14(b) is amended to provide that complete applica- 
tions (§ 1.51(a)) which are abandoned may be destroyed and 
hence may not be available for access or copies as permitted 
by paragraph (a)(3)(iv) of this section after 20 years from their 
filing date, except those to which particular attention has been 
called and which have been marked for preservation. The sen- 
tence in § 1.14(b) conceming the non-retum of abandoned 
applications is deleted as duplicative of the provision in § 1.59, 
which provides that papers in an application which has received 
a filing date will not be returned, and is unrelated to the preser- 
vation of applications in confidence under § 1.14. 


Section 1.52(a) is amended to provide that all papers which 
are to become a part of the permanent records of the Office 
must be legibly written by a typewriter or mechanical printer 
in permanent dark ink or its equivalent in portrait orientation 
on flexible, strong, smooth, non-shiny, durable and white paper. 
Section 1.52(a) is further amended to provide that the applica- 
tion papers must be presented in a form having sufficient clarity 
and contrast between the paper and the writing thereon to permit 
electronic reproduction by use of digital imaging and optical 
character recognition, as well as the direct photocopy reproduc- 
tion currently provided for. Section 1.52(a) is further amended 
to provide that substitute typewritten or mechanically printed 
papers “will” be required if the original application papers are 
not of the required quality. As any substitute typewritten or 
mechanically printed papers containing the subject matter of the 
originally filed application papers would constitute a substitute 
specification, the provisions of § 1.125 governing the entry of 
a substitute specification would be applicable, and § 1.52(a) 
is amended to include a specific reference to § 1.125. 


Section 1.52(b) is amended to provide that the claim or 
claims must commence on a separate sheet and the abstract 
must commence on a separate sheet. Section 1.72(b) provides 
that the abstract must commence on a separate sheet, and § 
1.75(h) provides that the claim or claims must commence on 
a separate sheet. Section 1.52(b) is amended to provide that 
the sheets of paper must all be the same size and either 21.0 
cm. by 29.7 cm. (DIN size A4) or 21.6 cm. by 27.9 cm. (8 1/ 
2 by 11 inches), with a top margin of at least 2.0 cm. (3/4 
inch), a left side margin of at least 2.5 cm. (1 inch), a right 
side margin of at least 2.0 cm. (3/4 inch), and a bottom margin 
of at least 2.0 cm. (3/4 inch), and that no holes should be 
made in the submitted paper sheets. Section 1.52(b) is further 
amended to provide that the lines of the specification, and any 
amendments to the specification, “must” be 1 1/2 or double 
spaced, and that the pages of the specification “must” be num- 
bered consecutively, starting with page one, with the numbers 
being centrally located above or below the text. Finally, § 
1.52(b) is amended to specifically reference drawings to clarify 
that drawings are part of the application papers, but that the 
standards for drawings are set forth in § 1.84. 


The proposed changes to §§ 1.52(a) and (b), 1.58, 1.72(b), 
1.75(g), (h), and (i), 1.77, 1.84(c), (f), (g), and (x), 1.96, 1.154, 
and 1.163 pertaining to the format and standards for application 
papers and drawings in the Notice of Proposed Rulemaking 
are considered desirable, regardless of whether H.R. 1733 is 
enacted. 


While the vast majority of applications currently comply 
with §§ 1.52(a) and (b), 1.58, 1.72(b), 1.75(h), 1.84(c), (f), (g), 
and (x), and 1.96 as adopted in this final rule, those applications 
which do not comply with §§ 1.52(a) and (b), 1.58, 1.84(c), 
(f), (g), and (x), and 1.96 as adopted in this final rule (e.g., 
applications containing hand-written papers) create an inordi- 
nate administrative burden on the Office during the initial pro- 
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cessing, examination, and publishing of the application as a 
patent. In addition, the Office plans to replace or augment the 
current microfilming process with electronic data capture of at 
least the technical content (i.e., the specification, abstract, 
claims and drawings) of the application-as-filed for internal 
Office use, regardless of whether H.R. 1733 is enacted. There- 
fore, the Office will no longer permit these relatively few 
applicants to submit application papers and drawings that do 
not meet the standards set forth in §§ 1.52(a) and (b), 1.58, 
1.84{c), (f), (g), and (x), and 1.96 as adopted in this final rule. 


The application format set forth in §§ 1.75(g) and (i), 1.77, 
1.154, and 1.163 as adopted in this final rule merely expresses 
the Office’s preferences for format of utility, design and plant 
applications. They do not set forth mandatory requirements for 
application papers and drawings. 


Section 1.54(b) is amended to change “application serial 
number” to “application number” for consistency with § 1 .5(a). 

Section 1.58(b) is removed and is reserved as unnecessary 
in view of the amendments to §§ 1.52(a) and (b). 


Section 1.58(c) is amended to provide that chemical and 
mathematical formulae and tables must be presented in compli- 
ance with §§ 1.52(a) and (b), except that chemical and mathe- 
matical formulae or tables may be placed in a landscape 
orientation if they cannot be presented satisfactorily in a portrait 
orientation. Section 1.58(c) is further amended to delete the 
following sentences to conform to the writing and paper size 
and orientation limitations in §§ 1.52(a) and (b): (1) “[t]o 
facilitate camera copying when printing, the width of formulas 
and tables as presented should be limited normally to 12.7 cm. 
(5 inches) so that it may appear as a single column in the 
printed patent”; (2) “[i}f it is not possible to limit the width of 
a formula or table to 5 inches (12.7 cm.), it is permissible to 
present the formula or table with a maximum width of 10 3/ 
4 inches (27.3 cm.) and to place it sideways on the sheet”; and 
(3) “{hjand lettering must be neat, clean, and have a minimum 
character height of 0.08 inch (2.1 mm.).” Section 1.58(c) is 
further amended to insert “chosen” between “must be” and 
“from a block (nonscript) type font.” Section 1.58(c) is further 
amended to provide metric dimensions with English equivalents 
in parentheticals, rather than vice versa. 


Section 1.62(e) is amended to change “application serial 
number” to “application number” for consistency with § 1.5(a). 


Section 1.62(f) is amended to change “secrecy” to “confi- 
dence” as is found in 35 U.S.C. 122 and § 1.14, and change 
“37 CFR 1.14” to “§ 1.14” for consistency. 


Section 1.72(b) is amended to provide that the abstract must 
“commence,” rather than “be set forth,” on a separate sheet. 
This change will conform the “separate sheet” requirement for 
the abstract with that for the claims. 


Section 1.75 is amended to include an amendment to para- 
graph (g), and would add two new paragraphs. Section 1.75(g) 
is amended to add the phrase “[tJhe least restrictive claim 
should be presented as claim number 1” to the beginning of 
the paragraph. Section 1.75(h) is added to provide that the 
claim or claims must commence on a separate sheet. Section 
1.75(i) is added to provide that where a claim sets forth a 
plurality of elements or steps, each element or step of the claim 
should be separated by a line indentation. 


Section 1.77 is amended to provide that the elements of the 
application, if applicable, should appear in the following order: 
(1) Utility Application Transmittal Form; (2) Fee Transmittal 
Form; (3) title of the invention; or an introductory portion 
stating the name, citizenship, and residence of the applicant, 
and the title of the invention; (4) cross-reference to related 
applications; (5) statement regarding federally sponsored 
research or development; (6) reference to a “Microfiche 
appendix; (7) background of the invention; (8), brief summary 
of the invention; (9) brief description of the several views of 
the drawing; (10) detailed description of the invention; (11) 
claim or claims; (12) abstract of the disclosure; (13) drawings; 
(14) executed oath or declaration; and (15) sequence listing. 
The phrase “if applicable” is inserted in the heading, rather 
than associated with any particular listed element, to clarify 
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that § 1.77 does not per se require that an application include 
all of the listed elements, but merely provides that any listed 
element included in the application should appear in the order 
set forth in § 1.77. Section 1.77 is further amended to provide 
that the (1) title of the invention; (2) cross-reference to related 
applications; (3) statement regarding federally sponsored 
research or development; (4) background of the invention; (5) 
brief summary of the invention; (6) brief description of the 
several views of the drawing; (7) detailed description of the 
invention; (8) claim or claims; (9) abstract of the disclosure; 
and (10) sequence listing, should appear in upper case, without 
underlining or bold type, as section headings, and if no text 
follows the section heading, the phrase “Not Applicable” should 
follow the section heading. Finally, § 1.77 is amended to change 
the reference to § 1.96(b) in § 1.77(a)(6) to § 1.96(c) for 
consistency with § 1.96. 


Section 1.78(a)(2) is amended to replace the reference to § 
1.14(b) with a reference to § 1.14(a) for consistency with §§ 
1.14(a) and (b) as amended. 


Section 1.78(c) is amended to change “two or more applica- 
tions, or an application and a patent” to “an application or a 
patent under reexamination and at least one other application” 
such that the provisions of § 1.78(c) will also be applicable to 
a patent under reexamination. Section 1.78(c) is also amended 
to correct “inventors and owned by the same party contain 
conflicting claims” to read “inventors are owned by the same 
party and contain conflicting claims.” Section 1.78(c) is also 
amended to delete the sentence “[i]n addition to making said 
Statement, the assignee may also explain why an interference 
should or should not be declared.” 


Section 1.78(d) is removed. The provisions of former § 
1.78(d), as proposed, are in new § 1.130(b). 


Section 1.84(c) is amended to provide that a reference to 
the application number, or, if an application number has not 
been assigned, the inventor’s name, may be included in the 
left-hand comer of the drawing sheet, provided that reference 
appears within 1.5 cm. (9/16 inch) from the top of the sheet. 


Section 1.84(f) is amended to provide that the size of all 
drawing sheets in an application must be either 21.0 cm. by 
29.7 cm. (DIN size A4) or 21.6 cm. by 27.9 cm. (8 1/2 by 11 
inches) to conform to the requirement in § 1.52(b) conceming 
papers in an application. 


Section 1.84(g) is amended to delete the margin requirements 
for the sheet sizes that are no longer acceptable in view of the 
changes to § 1.84(f). Section 1.84(g) is further amended to 
provide that the sheets should have scan targets (cross-hairs) on 
two catercomer margin comers. Finally, § 1.84(g) is amended to 
increase the bottom and side margins such that each sheet must 
include a top margin of at least 2.5 cm. (1 inch), a left side 
margin of at least 2.5 cm. (1 inch), a right side margin of at 
least 1.5 cm. (9/16 inch), and a bottom margin of at least 1.0 
cm. (3/8 inch), thereby leaving a sight no greater than 17.0 
cm. by 26.2 cm. on 21.0 cm. by 29.7 cm. (DIN size A4) drawing 
sheets, and a sight no greater than 17.6 cm. by 24.4 cm. (6 15/ 
16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) 
drawing sheets. 


Section |.84(x) is amended to delete the provisions indicating 
the proper location for holes in a drawing sheet, and provide 
that no holes should be provided in the drawing sheets. 


Section 1.96 is amended to designate the text preceding 
current paragraph (a) as paragraph (a) “General,” and would 
redesignate current paragraphs (a) and (b) as paragraphs (b) 
and (c), respectively. New § 1.96(a) is further amended to insert 
a period between “specification” and “[a] computer,” to change 
“these rules” to “this section,” and to change “may be submitted 
in patent applications in the following forms” to “may be sub- 
mitted in patent applications as set forth in paragraphs (b) and 
(c) of this section.” 


New § 1.96(b) is further amended to: (1) change the sentences 
“(t]he listing may be submitted as part of the specification in 
the form of computer printout sheets (commonly 14 by 11 
inches in size) for use as "camera ready copy’ when a patent 
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is subsequently printed“ and “[s]uch computer printout sheets 
must be original copies from the computer with dark solid 
black letters not less than 0.21 cm. high, on white, unshaded 
and unlined paper, the printing on each sheet must be limited 
to an area 9 inches high by 13 inches wide, and the sheets 
should be submitted in a protective cover” to “[a}ny listing 
submitted as part of the specification must be direct printouts 
(i.e., not copies) from the computer’s printer with dark solid 
black letters not less than 0.21 cm. high, on white, unshaded 
and unlined paper, and the sheets should be submitted in a 
protective cover”; (2) delete the sentence “[wJhen printed in 
patents, such computer printout sheets will appear at the end 
of the description but before the claims and will usually be 
reduced about 1/2 in size with two printout sheets being printed 
as one patent specification page”; and (3) delete the phrase “if 
the copy is to be used for camera ready copy.” New § 1.96(b)(1) 
provides that the requirements of § 1.84 apply to computer 
program listings submitted as sheets of drawings, and new § 
1.96(b)(2) provides that the requirements of § 1.52 apply to 
computer program listings submitted as part of the specification. 


New § 1.96(c) is amended to: (1) change the references to 
§ 1.77(c)(2) in § 1.96(c) to § 1.77(a)(6) for consistency with 
§ 1.77; (2) change “may” and “should” to “must”, (3) delete 
the sentence “[ajll computer program listings submitted on 
paper will be printed as part of the patent”; (4) relocate the 
phrase “except as modified or clarified below” in subsection 
(c)(2); (S) change the phrase “computer-generated information 
submitted as an appendix to an application for patent shall be 
in the form of microfiche in accordance with the standards” 
to “computer-generated information submitted as a ‘microfiche 
appendix’ to an application shall be in accordance with the 
standards” for clarity; (6) change the references to the specific 
American National Standards Institute (ANSI) or National 

Micrographics Association (NMA) standards with 36 CFR Part 
1230; (7) change “serial number” to “application number”; 
and (8) provide metric dimensions with English equivalents in 
parentheticals, rather than vice versa. 


Section 1.97(a) is amended to include the phrase “for an 
applicant for patent or for reissue of a patent.” 


Paragraphs 
(a)}(d) are amended to include the phrase “by the applicant” 
to clarify that § 1.97 is not available for any third party seeking 


to have information considered in a pending application. Any 
third party seeking to have information considered in a pending 
application must proceed under §§ 1.291 or 1.292. As discussed 
supra, §§ 1.97(a), (c) and (d) are also being amended for 
clarity. Section 1.97(c) is further amended to correct the phrase 
“certification as specified in paragraph (3) of this section” to 
read “certification as specified in paragraph (e) of this section.” 


Section 1.107 is amended to delete the phrase “and the classes 
of inventions.” 


Section 1.110 is amended to change the reference to § 1.78(d) 
to a reference to § 1.130 for consistency with the removal of 
§ 1.78(d), and the location of the provisions of former § 1.78(d) 
in § 1.130(b). 


A new paragraph (a)(3) in § 1.131 was proposed in the 
Notice of Proposed Rulemaking to permit a showing of prior 
invention in a pending application or patent under reexamina- 
tion to avoid a rejection under 35 U.S.C. 103 based upon a 
patent which qualifies as prior art only under 35 U.S.C. 102(a) 
or (e), where the application or patent under reexamination and 
the patent upon which the rejection is based are both owned 
by a single party, so long as the invention claimed in the 
pending application or patent under reexamination and in the 
other patent are not identical as set forth in 35 U.S.C. 102. 
Upon further study, it is considered appropriate to disqualify 
such patents, and provide for the obviation of judicially created 
double patenting rejections in an application or a patent under 
reexamination by the filing of a terminal disclaimer in accor- 
dance with § 1.321(c), in a separate § 1.130. 


New § 1.130(a) provides that when any claim of an applica- 
tion or a patent under reexamination is rejected under 35 U.S.C. 
103 on a U.S. patent to another or others which is not prior 
art under 35 U.S.C. 102(b), and the inventions defined by the 
claims in the application or patent under reexamination and by 


OFFICIAL GAZETTE 


January 5, 1999 


the claims in the patent are patentably indistinct but not identical 
as set forth in 35 U.S.C. 101, and the inventions are owned 
by the same party, the applicant or owner of the patent under 
reexamination may disqualify the patent as prior art. Section 
1.130(a) specifically provides that the patent can be disqualified 
as prior art by submission of: (1) a terminal disclaimer in 
accordance with § 1.321(c), and (2) an oath or declaration 
Stating that the application or patent under reexamination and 
the patent are currently owned by the same party, and that the 
inventor named in the application or patent under reexamination 
is the prior inventor under 35 U.S.C. 104. 


Where inventions defined by the rejected claims in the appli- 
cation or a patent under reexamination and by the claims in 
the patent upon which the rejection is based are patentably 
distinct, the rejection may be overcome pursuant to § 1.131. 
Since § 1.130 applies only when inventions defined by the 
claims in an application or a patent under reexamination and 
by the claims in the patent are patentably indistinct, § 1.130 
expressly provides that an oath or declaration submitted pur- 
suant to § 1.130 to disqualify a patent must be accompanied 
by a terminal disclaimer in accordance with § 1.321(c). 


As the conflict between two pending applications can be 
avoided by filing a continuation-in-part application merging 
the conflicting inventions into a single application, § 1.130 is 
limited to rejections based upon a patent. 


New § 1.130(b) includes the provisions of former § 1.78(d), 

as proposed in the Notice of Proposed Rulemaking. Former § 
1.78(d) was proposed to be amended to change “obviousness- 
type double patenting rejection” to “non-statutory double pat- 
enting rejections” as current examining procedures authorize 
non-obviousness-type double patenting rejections, as well as 
obviousness-type double patenting rejections (See section 
804(II) of the Manual of Patent Examining Procedure (MPEP)), 
and either may be obviated by filing a terminal disclaimer in 
accordance with § 1.321(c). The phrase “non-statutory double 
patenting rejection,” however, is being replaced with “judicially 
created double patenting rejection” to better set forth the legal 
basis for the rejection. 


Section 1.78(d) was also proposed to be amended to change 
each instance of “application” to “application or a patent under 
reexamination” for consistency with § 1.321 and to clarify that 
double patenting is a proper consideration in reexamination 
(Ex parte Obiaya, 227 USPQ 58, 60-61 (Bd. Pat. App. & Inter. 
1985)), and that a judicially created double patenting rejection 
in a patent under reexamination may be obviated by filing a 
terminal disclaimer in accordance with § 1.321(c). 


New § 1.130(b) specifically provides that where an applica- 
tion or a patent under reexamination claims an invention which 
is not patentably distinct from an invention claimed in a com- 
monly owned patent with the same or a different inventive 
entity, a double patenting rejection will be made in the applica- 
tion or a patent under reexamination, and that a judicially 
created double patenting rejection may be obviated by filing 
a terminal disclaimer in accordance with § 1.321(c). 


Section 1.131 is amended to change “U.S. patent to another” 
to “U.S. patent to another or others” to parallel the language 
in 35 U.S.C. 102(a), as well as 35 U.S.C. 102(e). 


Section 1.132 is amended to change “domestic patent” to 
“U.S. patent,” and “does not claim the invention” to “does not 
claim the same patentable invention, as defined in § 1.601(n)” 
for consistency with § 1.131. 


Section 1.154 is amended to provide that the elements of a 
design application, if applicable, should appear in the following 
order: (1) Design Application Transmittal Form; (2) Fee Trans- 
mittal Form, (3) preamble, stating name of the applicant and 
title of the design; (4) cross-reference to related applications; 
(5) statement regarding federally sponsored research or devel- 
opment; (6) description of the figure or figures of the drawing; 
(7) feature description; (8) a single claim; (9) drawings or 

s; and (10) executed oath or declaration. The phrase 
“(t]he following order of arrangement should be observed in 
framing design specifications” is changed to “[t]he elements 
of the design application, if applicable, should appear in the 
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following order” to clarify that § 1.154 does not per se require 
that an application include all of the listed elements, but merely 
provides that any listed element included in the application 
should appear in the order set forth in § 1.154. This amendment 
to § 1.154, however, does not modify the current requirement 
that an application for a design patent have but a single claim. 


A new § 1.163(c) is added to provide that the elements of 
a plant application, if applicable, should appear in the following 
order: (1) Plant Application Transmittal Form; (2) Fee Trans- 
mittal Form; (3) title of the invention; (4) cross-reference to 
related applications; (5) statement regarding federally spon- 
sored research or development; (6) background of the invention; 
(7) brief summary of the invention; (8) brief description of the 
drawing; (9) detailed botanical description; (10) a single claim; 
(11) abstract of the disclosure; (12) drawings (in duplicate); 
(13) executed oath or declaration; and (14) Plant Color Coding 
Sheet. The phrase “if applicable” is included in the heading, 
rather than associated with any particular listed element, to 
clarify that § 1.163 does not per se require that an application 
include all of the listed elements, but merely provides that any 
listed element included in the application should appear in the 
order set forth in § 1.163. This amendment to § 1.163, however, 
does not modify the current requirement that an application 
for a plant patent have but a single claim. 


A new § 1.163(d) is added to define a plant color coding 
sheet. A plant color coding sheet is a sheet that specifies a 
color coding system as designated in a color dictionary, and 
lists every plant structure to which color is a distinguishing 
feature and the corresponding color code which best represents 
that plant structure. The plant color coding sheet will provide 
a means for applicants to uniformly convey detailed color char- 
acteristics of the plant. Providing this information in a system- 
atic manner will facilitate the examination of the application. 


Section 1.291 is amended to provide that a protest must be 
filed prior to the mailing of a Notice of Allowance to be 
considered timely. As a protest cannot be considered subsequent 
to issuance of the application as a patent, § 1.291(b) is amended 
to provide that the protest will be considered if the application 
is still pending when the protest and application file are provided 
to the examiner (i.e., that the application was pending at the 
time the protest was filed would be immaterial to its ultimate 
consideration). Finally, the sentences “[p]rotests raising fraud 
or other inequitable conduct issues will be entered in the appli- 
cation file, generally without comment on those issues” and 
“[p]rotests which do not adequately identify a pending patent 
application will be disposed of and will not be considered by 
the Office” in § 1.291 are changed to “[p]rotests raising fraud 
or other inequitable conduct issues will be entered in the appli- 
cation file, generally without comment on those issues” and 
“[p]rotests which do not adequately identify a pending patent 
application will be returned to the protestor and will not be 
further considered by the Office,” respectively, and are located 
in paragraph (b). The Office will acknowledge protests prior 
to their entry into the application file or return to the protestor, 
as appropriate. 


Section 1.292 is amended to delete the phrase “is filed by 
one having information of the pendency of an application” as 
unnece , and would move the requirement for the fee set 
forth in § 1.17(j) from paragraph (a) to paragraph (b) where 
the conditions for entry of a petition for the institution of public 
use proceedings are set forth. Section 1.292 is amended to 
further require that any petition be served on the applicant in 
accordance with § 1.248, or be filed with the Office in duplicate 
in the event that service on the applicant is not possible. Finally, 
§ 1.292 is amended to provide that a petition to institute public 
use proceedings to be considered timely must be filed prior to 
the mailing of a Notice of Allowance. 


Section 1.315 is amended to change “the attomey or agent 
of record, if there be one; or if the attorney or agent so request, 
to the patentee or assignee of an interest therein; or, if there 
be no attorney or agent, to the patentee or to the assignee of 
the entire interest, if he so request“ to "the correspondence 
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address of record. See § 1.33(a).” This change is to simplify 
§ 1.315, and because patents are currently mailed to the patentee 


at the correspondence address of record. 

Section 1.321(c) is amended to change “double patenting 
rejection” to “judicially created double patenting rejection” for 
consistency with § 1.78(c) and to clarify that the filing of a 
terminal disclaimer is ineffective to overcome a statutory double 
patenting rejection. 


Section 1.497(a) is amended to provide that an applicant in 
an international application must file an oath or declaration 
that: (1) is executed in accordance with either §§ 1.66 or 1.68, 
(2) identifies the specification to which it is directed, (3) identi- 
fies each inventor and the country of citizenship of each 
inventor, and (4) states that the person making the oath or 
declaration believes the named inventor or inventors to be the 
original and first inventor or inventors of the subject matter 
which is claimed and for which a patent is sought, rather than 
an oath or declaration in accordance with § 1.63, to enter the 
national stage pursuant to §§ 1.494 or 1.495. Currently, the 
failure to file an oath or declaration in strict compliance with 
§ 1.63 results in non-compliance with § 1.497, and thus 35 
U.S.C. 371, which in turn delays the entry of the international 
application into the national stage. To expedite the entry of 
international applications into the national stage, § 1.497(a) is 
amended to require only an oath or declaration that is properly 
executed, identifies the specification to which it is directed, 
and, as required by 35 U.S.C. 115, identifies each inventor and 
the country of citizenship of each inventor and states that the 
person making the oath or declaration believes the named 
inventor or inventors to be the original and first inventor or 
inventors of the subject matter which is claimed and for which 
a patent is sought. 


Section 1.497(b) is subdivided into paragraphs (b)(1) and 
(b)(2). Section 1.497(b)(1) is amended to provide that the oath 
or declaration must be made by all of the actual inventors except 
as provided for in §§ 1.42, 1.43 or 1.47. Section 1.497(b)(2) is 
amended to change “[i}f the international application was made 
as provided in §§ 1.422, 1.423 or 1.425, the applicant shall state 
his or her relationship to the inventor and, upon information and 
belief, the facts which the inventor is required by § 1.63 to 
state” to “[i]f the person making the oath or declaration is not 
the inventor, the oath or declaration shall state the relationship 
of the person to the inventor, the facts required by §§ 1.42, 
1.43 or 1.47, and, upon information and belief, the facts which 
the inventor would have been required to state.” 


Section 1.497(c) is added to provide that the oath or declara- 
tion must comply with the requirements of § 1.63. Section 
1.497(c) further provides that in instances where the oath or 
declaration does not comply with § 1.63, but meets the require- 
ments of § 1.497(a) and (b), the oath or declaration will be 
accepted as complying with 35 U.S.C. 371(c)(4) and §§ 1.494(c) 
or 1.495(c), thus permitting the application to enter the national 
stage and the assignment of dates under 35 U.S.C. 102(e) and 
371(c). A supplemental oath or declaration in compliance with 
§ 1.63, however, will be required in accordance with § 1.67. 


Response to Comments 


Two hundred and forty-two written comments were received 
in response to the Notice of Proposed Rulemaking. A public 
hearing was held on September 19, 1995. Eight persons testified 
at the public hearing. 


The written comments, and the testimony at the public 
hearing, have been analyzed. In the event that H.R. 1733 is 
enacted, the comments directed to the proposed changes to the 
rules of practice to implement the 18-month publication of 
patent applications will be considered and addressed in the final 
rule package to implement 18-month publication. Responses to 
the comments germane to the changes in this final rule package 
follow. 


Comment (1): One comment suggested that, in the absence 
of an 18-month publication system, the proposed rules relating 
to application format and standardization of applications be 
republished to give the public an opportunity to comment on 
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the desirability of these changes in the absence of an 18-month 
publication system. 


Response: The Notice of Proposed Rulemaking specifically 
stated that the proposed rules relating to application format and 
standardization of applications may be adopted as final rules 
even in the absence of an 18-month publication system, and 
specifically advised interested members of the public to com- 
ment on the advisability of the proposed rules relating to appli- 
cation format and standardization of applications, regardless 
of the legislative action on H.R. 1733. Thus, the public was 
given an opportunity to comment on the desirability of these 
changes in the absence of an 18-month publication system. 
Because the standardization of applications is generally favored 
and will substantially improve the Office’s ability to efficiently 
and effectively process applications, delaying their adoption as 
final rules is not justified. 


Comment (2): One comment stated that the Office has the 
authority to require that applications be submitted in computer- 
readable form, and in fact requires sequence listings to be 
submitted in such form. The comment suggested that the cost 
of electronically scanning application papers, as well as errors 
in scanning the application papers, can be avoided by requiring 
applicants to provide the specification in computer-readable 
form. Another comment stated that the Office has the authority 
to permit electronic filing, and electronic filing should be per- 
mitted. Several other comments indicated that scanning an 
application into a data base, rather than permitting applicants 
to provide a copy of the application on an electronic medium, 
is more costly, and is further more likely to introduce errors that 
could render text searching unreliable. And, several comments 
suggested that the scanning and typesetting costs associated 
with the current publication process for issued patents could 
be reduced by the acceptance of electronic media in place of 
or in addition to the paper medium currently provided for in 
the rules of practice. These comments further suggested that 
the Office should establish fees that reflect the reduced cost 
to the Office when a copy of an application is provided on an 
electronic medium (i.e., should establish reduced fees for those 
who submit a copy of their application on an electronic 
medium), which fee structure would provide an incentive to 
supply a copy of an application on an electronic medium. 


Response: As discussed in the Notice of Proposed Rulemaking, 
while the Office is considering the legislative and regulatory 
changes that would be necessary to permit purely electronic 
filing of application papers, it does not currently have in place 
an automated system for the acceptance and processing of 
application papers in electronic form, other than for sequence 
listings. Moreover, the Office does not currently have the statu- 
tory authority to rebate statutory patent filing fees to reflect 
any reduced cost to the Office due to the submission of a copy 
of an application on an electronic medium. The Office will 
give the comments further consideration as it designs and 
develops the Patent Application Management (PAM) system. 


Comment (3): Several comments noted that §§ 1.52(a) and 
(b) impose a standard on applicants not currently observed by 
the Office, and questioned whether papers in the application 
file prepared by the Office will comply with §§ 1.52(a) and 
(b). 


Response: Sections 1.52(a) and (b) apply to the application 
papers, and amendments or corrections thereto. As such, §§ 
1.52(a) and (b) do not apply to those papers in the application 
file prepared by the Office, since they do not become part of 
the printed patent. 


Comment (4): One comment noted that proposed § 1.52 
appears to be neutral with regard to numbering the lines (e.g., 
a line number every five lines) of the specification, and sug- 
gested that line numbering is a beneficial practice which should 
be permitted, and even encouraged. 


Response: Section |.52 neither requires nor prohibits line num- 
bering. Applicants are encouraged, but not required, to number 
the lines of the specification. The Office will give the suggestion 
further study and consideration in future rulemaking. 
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Comment (5): One comment noted that when paragraphs are 
separated by a blank line only (i.e., no indentation) and end 
between pages, it is not possible to tell that a paragraph break 
occurred. The comment suggested that the application format 
requirements should additionally require an indentation at the 
beginning of each new paragraph. 


Response: It is desirable that a specification include an indenta- 
tion at the beginning of a new paragraph. This requirement, 
however, was not proposed for comment in the Notice of Pro- 
posed Rulemaking. In addition, PCT Rule 11 does not require 
that the beginning of each new paragraph in the specification 
be indented. 


Comment (6): One comment noted that § 1.52(a) would 
prohibit handwriting or hand-printing on papers which are to 
become permanent Office records. The comment questioned 
whether this requirement would also apply to papers issued in 
the Office. The comment suggested revising Office practice to 
prohibit an examiner from handwriting comments on official 
papers (e.g., advisory actions or interview summary records) 
because: (1) the handwriting is not always decipherable, and 
(2) the handwriting as it comes through on the carbon copies 
furnished to applicants is frequently too light at least in part 
to be decipherable. 


Response: The Office’s goal is to create a readable administra- 
tive record of the prosecution of every application. The Office is 
currently designing, testing and implementing electronic forms 
and Office action writing software to avoid or minitnize the 
need for hand-writing/printing in Office communications. Any 
applicant receiving an Office communication in which the hand- 
writing is not decipherable, or does not adequately appear on 
the carbon copies to be decipherable, should request a legible 
copy of such communication from the Office. 


Comment (7): Several comments noted that the limitations 
in §§ 1.52(a) and (b) regarding “typed” and “ink” appear to 
exclude computer and laser printers, as well as commercially or 
mechanically printed papers such as declaration forms. Another 
comment noted that the limitations in §§ 1.52(a) and (b) 
regarding “typed” and “ink” are more restrictive than PCT Rule 
11.9(a) and (d). 


Response: The phrase “printed” was proposed to be deleted 
since it could be read to mean that hand-printing is acceptable. 
Section 1.52(a) will require, in part, that “{a}ll papers which 
are to become a part of the permanent records of the Patent 
and Trademark Office must be legibly written either by a type- 
writer or mechanical printer in permanent dark ink or its equiva- 
lent in portrait orientation on flexible, strong, smooth, ncn- 
shiny, durable, and white paper.” This will clarify that papers 
printed by a computer-operated laser, or any mechanical printer 
are acceptable, but that hand-printed papers are not. This change 
will also avoid inconsistencies with the requirements of PCT 
Rule 11.9. 


Comment (8): One comment noted that the proposed changes 
to § 1.52(a) did not include any limitations regarding permis- 
sible type fonts. The comment questioned, since the purpose 
of the proposed rule change was to permit optical character 
recognition (OCR) scanning of the application papers, whether 
script fonts would be permissible. 


Response: Section 1.52(a) does not include any express prohi- 
bition against the use of script fonts. Nevertheless, § 1.52(a) 
requires that “the application papers must be presented in a 
form having sufficient clarity and contrast between the paper 
and the writing thereon to permit . . . electronic reproduction 
by use of digital imaging and optical character recognition.” 
Any application papers, including application papers containing 
a script font, that are not in a form having sufficient cabrity 
and contrast between the paper and the writing thereon to permit 
electronic reproduction by use of digital imaging and optical 
character recognition will be objected to as not in compliance 
with § 1.52(a). Therefore, the Office cautions applicants not 
to submit application papers having script fonts. 


Comment (9): One comment noted that § 1.52(b) would 
require that all papers (including drawings per proposed § 1.84) 
be limited to either DIN size A4 or 8 1/2 by 11 inches, which 
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would eliminate the currently allowed paper sizes of 8 1/2 by 
13 or 14 inches. The comment questioned whether this would 
also apply to the official papers issued by the Office, noting 
that the Office currently issues papers having a paper size mix 
of 8 1/2 by 11, 13, and 14 inches, which presents problems 
for applicants. The comment suggested that the Office should 
not issue papers of a size not permitted in § 1.52. 


Response: The Office is currently in the process of standard- 
izing to either 21.0 cm. by 29.7 cm. (DIN size A4) or 21.6 
cm. by 27.9 cm. (8 1/2 by 11 inches). 


Comment (10): One comment suggested that the Office should 
not issue papers with writing on the back side in accordance 
with § 1.52(b). 


Response: The Office currently includes informational lan- 
guage on the back side of certain forms. The alternatives to 
issuing such forms with writing on the back side are: (1) not 
providing this information to applicants, (2) reducing the print 
size to permit all of the information to be located on the front 
of the form, or (3) routinely providing multiple page forms. 
Since none of the alternatives are preferable to simply including 
informational language on the back side of certain forms, the 
Office will continue to include information language on the 
back of papers issued by the Office, until it fully transforms 
all of its forms to electronically generated forms. 


Comment (11): One comment questioned whether the phrase 
“claims on a separate sheet” in § 1.52(b) means that: (1) all 
of the claims must appear on a single separate sheet, (2) each 
claim must appear on a separate sheet, or (3) the claims (claim 
1) must begin or commence on a separate sheet. The comment 
suggested the PCT wording that the claims shall commence 
on a separate sheet if the rule is intended to require that the 
claims (claim 1) must begin or commence on a separate sheet. 


Response: The phrase has been changed to “the claim or claims 
commencing on a separate sheet” to clarify that the claims 
must begin or commence on a se sheet to parallel PCT 
requirements. Thus, §§ 1.52(b) and 1.75(h) require that the 
claims (claim 1) must begin or commence on a separate sheet. 
Sections 1.52(b) and 1.75(h) do not require that all of the claims 
be set forth on a single sheet, or that each claim be set forth 
on a separate sheet. 


Comment (12): One comment questioned whether the phrase 
“abstract and claims on a separate sheet” in § 1.52(b) means 
that the abstract is to be on one separate sheet, and the claims 
are to be (or commence) on another separate sheet. 


Response:The phrase has been changed to “the claim or claims 
commencing on a separate sheet and abstract commencing on 
a separate sheet” to clarify that the claims must commence on 
one separate sheet and the abstract must commence on another 
separate sheet. 


Comment (13): One comment noted that the requirement in 
§ 1.52(b), as proposed, will require that the lines in the oath 
or declaration, as well as quotations from the rules, the MPEP, 
and court decisions in subsequently filed amendments, be | 1/ 
2 or double spaced, and is inconsistent with the forms included 
for comment with the Notice of Proposed Rulemaking. 


Response: Section 1.52(b) has been changed to require, inter 
alia, that “[t}he lines of the specification, and any amendments 
to the specification, must be | 1/2 or double spaced.” The 
requirement for | 1/2 or double spacing will not apply to oaths 
or declarations, pre-printed forms, or all of the statements in 
the “Remarks” section of an amendment. Applicants are never- 
theless requested to submit papers with lines | 1/2 or double 
spaced, except in standardized forms or where single-spacing 
may be stylistically necessary (e.g., block quotations). 


Comment (14): One comment questioned whether the require- 
ment in § 1.52(b), as proposed, that papers have lines | 1/2 
or double spaced will apply to Office actions. The comment 
suggested that not placing block quotations from the statutes 
and regulations in single spacing will decrease the readability 
of Office actions. 
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Response: As discussed supra, §§ 1.52(a) and (b) are designed 
to facilitate patent printing and do not apply to Office actions. 
Section 1.52(b) has been changed to require, inter alia, that 
“[t}he lines of the specification, and any amendments to the 
specification, must be | 1/2 or double spaced.” Therefore, the 


requirement for | 1/2 or double spaced lines will not apply to 
Office actions. 


Comment (15): Several comments objected to the requirement 
that tables be in portrait orientation as inconsistent with PCT 
rules, and as causing tables to be split over multiple pages. 


Response: The suggestions are adopted. Section 1.58 will state 
that “[cJhemical and mathematical formulae and tables must 
be presented in compliance with §§ 1.52(a) and (b), except 
that chemical and mathematical formulae or tables may be 
placed in a landscape orientation if they cannot be presented 
satisfactorily in a portrait orientation,“ rather than “[t}o facilitate 
camera copying when printing, the width of formulae and tables 
as presented should be limited normally to 12.7 cm. (5 inches) 
so that it may appear as a single column in the printed patent.” 


Comment (16): One comment stated that § 1.72 is contrary 
to PCT Rule 11.4{a), and will require renumbering of the appli- 
cation pages for later filing of that application in the European 
Patent Office (EPO) or under the PCT. 


Response: Section 1.72, as proposed in the Notice of Proposed 
Rulemaking, provided that the abstract be “preferably prior to 
the first page of the specification,” and, as such, merely 
expressed the Office’s preference for the location of the abstract 
as prior to the first page of the specification. Nevertheless, 
to avoid the undesirable result of requiring an applicant who 
submitted an application in the format set forth in § 1.77 to 
renumber the specification pages for filing that application in 
the EPO or under the PCT, § 1.72 is changed to state that the 
preferable location of the abstract is following the claims. 


Comment (17): One comment stated that requiring that the 
rarely used section headings (e.g., statement regarding federally 
sponsored research and development) be followed by the phrase 
“not-applicable” is confusing. 


Response: Section 1.77 is permissive rather than mandatory. 
As such, any applicant finding the format suggested therein to 
be confusing is at liberty to simply include those section head- 
ings applicable to the particular application. The use of each 
section heading, even when the section is “not-applicable,” is 
desirable in that it apprises the Office that the section at issue 
has been considered and deemed inapplicable. Simply not pro- 
viding a section heading is ambiguous as to whether the appli- 
cant considers the section inapplicable or has not considered 
whether the section is applicable to the application. In addition, 
the use of such section headings will be of greater benefit when 
the Office implements procedures to permit the electronic filing 
-of patent applications. 


Comment (18): One comment stated that the requirements 
set forth in § 1.77 are in addition to those required by the PCT. 
The comment argued that the Office cannot require international 
applications entering the national stage under 35 U.S.C. 371 
to comply with these requirements. 


Response: As discussed supra, § 1.77 merely expresses the 
Office’s preference for the arrangement of the application ele- 
ments. The Office may advise an applicant that the application 
does not comply with the format set forth in § 1.77, and suggest 
this format for the applicant’s consideration; however, the 
Office will not require any application to comply with the 
format set forth in § 1.77. Therefore, there is no conflict between 
§ 1.77 and the PCT. 


Comment (19): One comment noted that §§ 1.154 and 1.163 
apply to design and plant applications, and, as such, they are 
not in conflict with PCT Rules. The comment suggested that it 
would, however, be preferable that all types of U.S. applications 
maintain the same order of application elements, and that this 
order be the order set forth by the PCT Rules. 


Response: As discussed supra, the arrangement of the elements 
of an application set forth in § 1.77 is not mandatory, and, as 
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such, § 1.77 is not in conflict with the PCT or PCT Rules. 
Section 1.77 merely expresses the Office’s preference for the 
arrangement of the elements of an application. The Office’s 
preference for the format of design applications (§ 1.154) and 
plant applications (§ 1.163) is the same as the Office’s prefer- 
ence for utility applications (§ 1.77). 


Comment (20): One comment stated that in the absence of 
statutory requirements for the application elements proposed 
in §§ 1.77, 1.154, and 1.163, the rule should clearly state that 
these application elements or arrangements are preferred but 
not mandatory. 


Response: Sections 1.77, 1.154, and 1.163 employ the phrase 
“should” rather than “must,” which is the language of a preca- 
tory statement. Therefore, §§ 1.77, 1.154, and 1.163 currently 
state that these application elements or arrangements are pre- 
ferred, but are not 


Comment (21): One comment questioned whether the Appli- 
cation Transmittal Form, and Fee Transmittal Form set forth 
in § 1.77 should be numbered pages | and 2 pursuant to § 
1.52, and further questioned where the drawings and oath or 
declaration are to be numbered. 


Response: Section 1.52 has been changed to provide that the 
pages of the specification, not the application, should be consec- 
utively numbered beginning with page 1. The Application 
Transmittal and Fee Transmittal Form set forth in § 1.77 
are not part of the specification. As such, they should not be 
numbered as pages | and 2, respectively. Likewise, the draw- 
ings and oath or declaration are not part of the specification, 
and need not be numbered. 


Comment (22): One comment stated that the failure to include 
the phrase “not applicable” by all of the application elements 
not required by statute or regulation rendered it unclear as to 
whether the Office would object to the lack of an application 
applicable” is not included. 


: The Office anticipates that an = choosing 


element for which the phrase “not 


to use the Transmittal forms provided by the Office will arrange 
his or her application in the format suggested by the Office. 
The patent statutes and regulations set forth the requirements 
for a complete application, as well as the requirements for 
obtaining a filing date in an application. Applications are exam- 
ined for compliance with the patent statutes and regulations, 
not for consistency with any particular transmittal form. 


Comment (23): One comment noted, in regard to § 1.84{c), 
that the drawings of an international application, which are 
often used for processing in the Office, will have the World 
Organization (WO) publication number and International 
Bureau (IB) publication date on the top of the drawing. 


Response: The WO publication number and IB publication 
date placed on the top of the drawing of an international applica- 
tion is not objectionable under § 1.84({c). 


Comment (24): One comment stated that the scan target points 
conflict with PCT Rule 11.6(e). As such, the scan target points 
would have to be removed from applications to be filed as an 
international application. The comment further stated that these 
target points are unnecessary in view of the paper size and 
margin requirements. 


Response: Section 1.84(g) states that drawings “should,” and 
not “must,” have scan target points printed on two catercomer 
margin corners. Thus, § 1.84(g) merely expresses the Office’s 
preference for scan target points on the drawings for filming 
andprinting purposes, which are considered desirable due to 
the different sights on 21.0 cm. by 29.7 cm. (DIN size A4) 
and 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) drawing sheets. 
An applicant wishing to provide scan target points on drawings 
that will later be filed in the EPO may simply copy the drawings 
to be filed in the EPO, place the scan target points only on the 
Office copy of the drawings, and submit the copy of the draw- 
ings containing the scan target points to the Office. Likewise, 
applicants filing drawings that were previously filed in the EPO 
should simply add scan target points only to the copy of the 
drawings to be filed in the Office. Nevertheless, as § 1.84(g) 


OFFICIAL GAZETTE 


January 5, 1999 


merely expresses a preference for scan target points for Office 
filming and printing purposes, an applicant intending to later 
file the application in the EPO, or any applicant, is at liberty 
to not include such scan target points on the drawings. The 
Office will not object to the absence of scan target points on 
any drawings filed in the Office. Therefore, § 1.84(g) does not 
include a requirement in excess of, or inconsistent, with PCT 
Rules. 


Comment (25): One comment stated that the term “cater- 
comer” is slang, and suggested that it be replaced i in § 1.84(g) 
with a phrase such as “diagonally opposite.” 


Response: The term “catercomer” is not slang. While there 
are a number of acceptable English phrases to denote diagonally 
opposite, the term “catercomer” was selected to avoid using a 
multiple word phrase where a single word will suffice. 


Comment (26): One comment stated that the language pro- 
posed to be added to § 1.97 regarding a reexamination or patent 
owner is inconsistent with § 1.533 and suggested that it be 
deleted. 


Response: The suggestion is adopted. 


Comment (27): One comment stated that § 1.131 does not 
specify whether the phrase “application” includes provisional 
applications. The comment suggested that § 1.131 be amended 
to state “unless the date of such patent or publication is more 
than one year prior to the earliest date on which the inventor’s 
or patent owner’s application or provisional application from 
which that application claims priority therefrom was filed in 
this country.” 


Response: The proposed change to § 1.131 is not adopted. It 
is well established that the filing date of any abandoned applica- 
tion co-pending with and referred to in a patent is the effective 
date of the patent with respect to the common subject matter 
disclosed in the patent and abandoned application. See In re 
Switzer, 166 F.2d 827, 77 USPQ 156 (CCPA 1948). Section 
1.131 does not make a specific reference to nonprovisional 
applications for which a benefit is claimed under 35 U.S.C. 
120; however, it is understood that the effective date of any 
patent sought to be antedated pursuant to § 1.131 is the earliest 
filing date of any application to which the patent is entitled to 
under 35 U.S.C. 120 with respect to the common subject matter 
disclosed in the patent and the application. The provisions of 
title 35, except for 35 U.S.C. 115, 131, 135 and 157, apply to 
provisional applications. 35 U.S.C. 111(b)(8). It is therefore 
likewise unnecessary to specifically reference provisional 
applications in § 1.131. 


Comment (28): Several comments objected to §§ 1.291 and 
1.292 as pre-grant opposition, especially in view of the pre- 
grant publication of pending applications that would be pro- 
vided for in H.R. 1733, if enacted, and the expanded reexamina- 
tion that would be provided for in H.R. 1732, if enacted. The 
comments either suggested that the protest and public use pro- 
ceeding provisions of §§ 1.291 and 1.292 be severely limited 
or abolished. 


Response: The changes to §§ 1.291 and 1.292 place greater 
obligations on third parties seeking to use these sections. As 
such, this rule change does not add to any third party’s ability 
to participate in the prosecution of a pending application. Never- 
theless, as neither H.R. 1732 nor H.R. 1733 has presently been 
enacted, analysis of whether modification of §§ 1.291 and 
1.292 in addition to that proposed in the Notice of Proposed 
Rulemaking is desirable in a pre-grant publication or expanded 
reexamination system is held in abeyance pending enactment 
of H.R. 1733 or 1732. 


Comment (29): One comment noted that any standardization 
of patent applications should not include pre-printed forms 
taking eleven hours to complete. The comment further sug- 
gested that word-processor versions of any collection of infor- 
mation, rather than pre-printed forms, would be of greater 
assistance to members of the public. 


Response: Initially, the Notice of Proposed Rulemaking indi- 
cated that the initial patent application (e.g., the specification, 
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drawings, as well as the standard forms), not merely the pro- 
posed standardized forms, is a collection of information esti- 
mated to average eleven hours to complete. The Notice of 
Proposed Rulemaking stated that the public reporting burden 
for these collections of information is estimated to average: 
(1) twelve minutes per response for the Fee Transmittal form, 
(2) twelve minutes per response for the Utility Patent Applica- 
tion Transmittal form, (3) twelve minutes per response for the 
Design Patent Application Transmittal form, (4) twelve minutes 
per response for the Plant Patent Application Transmittal form, 
(5) twelve minutes per response for the Plant Color Coding 
Sheet, (6) twenty-four minutes per response for the Declaration 
form, and (7) twenty-four minutes per response for the Plant 
Patent Application Declaration. Nevertheless, the final rules 
do not require the use of any standardized form. The Office 
publishes standardized forms only as an aid to practitioners 
and applicants. 


Comment (30): One comment questioned whether use of the 
standardized versions of the various forms would be required. 
Another comment stated that the Office has no authority to 
require the use of the published forms in the absence of statutory 
authority. 


Response: Use of the forms included for comment with the 
Notice of Proposed Rulemaking is not mandatory. That is, an 
applicant need not use the standardized versions of the Fee 
Transmittal form, Utility Patent Application Transmittal form, 
Design Patent Application Transmittal form, Plant Patent 
Application Transmittal form, Plant Color Coding Sheet, Decla- 
ration form and Plant Patent Application Declaration form, and 
need not use any fee transmittal form, application transmittal 
form, or plant color coding sheet. These forms were created 
to assist applicants in filing a patent application and to help 
ensure the filing of a complete application accompanied by the 
appropriate fees, thereby avoiding unnecessary delays in the 
examination of the application. 


Comment (31): One comment stated that the Office should 
not require the use of mandated forms, and if the Office requires 
the use of mandated forms, the Office should revise the forms 
to render them readily reproducible by conventional software, 
and should arrange for versions of these forms in various for- 
mats to be distributed by the Internet, bulletin board, or floppy 
disk. Another comment suggested that the Office should make 
its form or templates available for electronic copying. 


Response: Copies of the standard forms provided by the Office 
may be obtained by contacting the Customer Service Center 
of the Office of Initial Patent Examination at (703) 308-1214. 
Also, many standardized forms have been loaded on the 
Office’s Internet Website and may be electronically copied 
via the Internet through anonymous file transfer protocol (ftp) 
(address: ftp.uspto.gov). Nevertheless, use of the forms 
included for comment with the Notice of Proposed Rulemaking 
is not mandatory. 


Comment (32): One comment questioned why there is a box 
with an instruction to type a plus sign in the box at the very 
top of the standardized forms. 


Response: As discussed supra, the Office plans to replace or 
augment the current microfilming process with an electronic 
data base which captures at least the technical content of the 
application-as-filed for internal Office use. Typing a plus sign 
(+) into this box will facilitate the image scanner in aligning 
the remaining typing on the form during the scanning process. 


Comment (33): One comment questioned: (1) why the applica- 
tion transmittal forms do not have a place for applicant to 
indicate the type of new utility application being transmitted 
(e.g., a provisional, original, continuation, division, continua- 
tion-in-part, reissue), and (2) how the Office official will obtain 
this information for entry in the official use “application type” 
box. 


Response: The Utility Patent Application Transmittal form sets 
forth instructions for filing utility applications under § 1.53 in 
the arrangement set forth in § 1.77. All non-reissue, nonprovi- 
sional utility applications (i.e., original, continuation, divi- 
sional, and continuation-in-part applications) filed under § 1.53 
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should be submitted using the Utility Patent Application Trans- 
mittal form. The Design Patent Application Transmittal form 
sets forth instructions for filing design applications in the 
arrangement set forth in § 1.154. All non-reissue design applica- 
tions should be submitted using the Design Patent Application 
Transmittal form. The Plant Patent Application Transmittal 
form sets forth instructions for filing plant applications in the 
arrangement set forth in § 1.163. All non-reissue, nonprovi- 
sional plant applications should be submitted using the Plant 
Patent Application Transmittal form. 


A Reissue Patent Application Transmittal form is also avail- 
able, and all applications for the reissue of a patent should be 
submitted using the Reissue Patent Application Transmittal 
form. The cover sheet provided for in § 1.53(b)(2)(i) for a 
provisional application functions as a transmittal sheet for a 
provisional application. As such, the standardized Provisional 
Application Cover Sheet is the transmittal form for a provisional 
application. The provisional application cover sheet was pub- 
lished in the rulemaking entitled “Changes to Implement 20- 
Year Patent Term and Provisional Applications,” in the Federal 
Register at 60 FR 20230-31 (April 25, 1995), and in the Patent 
and Trademark Office Official Gazette at 1174 Off. Gaz. Pat 
Office 45-46 (May 2, 1995). 


To provide a place on the Application Transmittal form for 
claims under 35 U.S.C. 119, 120, or 121 would require the use 
of an unacceptably smaller font on the Application Transmittal 
form. The Declaration forms provide a place for stating claims 
under 35 U.S.C. 119, 120 or 121. The inclusion on filing of 
an executed or unexecuted Declaration form containing this 
information would assist the Office in ascertaining whether the 
application is an original, continuation, divisional, or continua- 
tion-in-part application. In addition, in the event that H.R. 
1733 is enacted, and the proposed changes to §§ 1.55(a) and 
1.78(a)(2) are adopted substantially as proposed, the routine 
inclusion of claims for priority under 35 U.S.C. 119, 120, or 
121 in an executed or unexecuted declaration form accompa- 
nying the application papers would be an excellent mechanism 
for avoiding an inadvertent failure to timely submit a claim 
for priority under 35 U.S.C. 119, 120, or 121. 


Comment (34): One comment noted that the heading “DEC- 
LARATION” does not state the types of applications with 
which the declaration form could be used. The comment ques- 
tioned whether it is intended to be used with any type of 
nonprovisional application except plant applications for which 
a separate form is proposed. 


Response: The declaration form containing the heading “DEC- 
LARATION” is intended to be used with any type of nonprovi- 
sional application except plant applications, for which a 
separate Plant Declaration form is provided. 


Comment (35): One comment suggested that in the foreign 
priority claim section of the Declaration form, the last line, the 
phrase “having a filing date before that of the application on 
which priority is claimed” should be changed to “for which 
priority is not claimed,” to cover those foreign applications 
which have a filing date after that of the application on which 
priority is claimed and the benefit of which applicant does not 
want to claim. The comment also indicated that, frequently, 
an application is filed after the Convention Year. 


Response: The suggestion is not adopted. Section 1.63(c) 
requires that an oath or declaration in any application in which 
a claim for priority is made pursuant to § 1.55 identify . . . 
“any foreign application having a filing date before that of the 
application on which priority is claimed, by specifying the 
application number, country, day, month, and year of its filing.” 
Thus, the language in the Declaration form aids applicants in 
submitting a declaration in compliance with § 1.63(c). Any 
foreign application having a filing date before that of the appli- 
cation on which priority is claimed is, by definition, a foreign 
application for which priority is not claimed. 


Comment (36): One comment suggested that in the foreign 
priority claim section, the right hand columns, the heading 
should be corrected to “Certified Copy Attached” since the 
Office does not routinely want uncertified copies. 
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Response: The suggestion is adopted. The Declaration form 
nas been modified accordingly. 


Comment (37): One comment noted that the Fee Calculation 
and Application Transmittal are currently on a single sheet/ 
form, where the proposed forms provide a separate sheet/form 
for each. The comment also noted that the current Declaration 
form is a single sheet, where the proposed Declaration form 
contains multiple sheets. 

Response: The Office currently receives application transmit- 
tals, fee calculations/transmittals and declarations in a variety 
of forms and in a multitude of formats. The proposed forms 
were developed as a result of an analysis of the current practices 
and requirements of applicants, as well as the Office’s plans 
to scan application data from these forms into an electronic data 
base. The Fee Transmittal form was created to aid applicants in 
submitting the fees due on filing a new patent application, as 
well as the fees that may be due throughout the prosecution 
of the application. The Application Transmittal serves to both 
aid applicants in filing a complete application, and simplify 
the pre-examination processing of the application. To permit 
the inclusion of additional fee calculation and application trans- 
mittal information on the standardized forms, and to provide 
a Fee Transmittal form for use throughout the prosecution of 
the application, a separate Fee Transmittal form and Application 
Transmittal form were developed. A multi-page Declaration 
form is necessary to accommodate the Office’s plans to scan 
application data from this Declaration form into an electronic 
data base. 


Comment (38): One comment indicated that the meaning or 
purpose of “suffix” in the inventor signature block is unclear, 
and requested an explanation as to whether it refers to “Jr.” or 
“II,” or whether it is a place to put the mother’s name for those 
inventors whose family name is followed by their mother’s 
name. 


Response: The field on the Declaration form labeled (inventor) 
“suffix” is intended to provide the applicant with an option to 
indicate family position relative to age. Examples of an inven- 
tor’s suffix are: Jr., Sr., and Ill. This information is tracked by 
the Office and is necessary to print patents which accurately 
reflect bibliographic information about the inventor. The use 
of this field and the data expected will be clarified and specified 
in the form instructions. 


Comment (39): One comment questioned the meaning or 
purpose of “Applicant Authority” in the last line of the inventor 
data block. 


Response: The phrase “Applicant Authority” indicates the 
authority that the applicant has in executing the application 
(e.g., inventor, executor (§ 1.42), assignee (§ 1.47(b)). This 
field is an optional field for the applicant to complete. The 
electronic versions of the proposed standard declaration forms 
would provide the applicant with directions and a list of valid 
codes that correspond with a specific identification of the 
authority the applicant retains (e.g., the Authority Code for an 
executor will be “04”). 


Comment (40): One comment stated that due to the spacing 
and small fonts on the fee transmittal form, this sheet cannot 
be used with a conventional word processor. 


Response: To accommodate all the fee descriptions on a one- 
page fee transmittal it was necessary to use smaller fonts in 
the form’s design. These fonts are available in Word and Wor- 
dPerfect. An electronic version of the fee transmittal will be 
available from the Office soon. 


Comment (41): One comment stated that the “one form fits 
all” mentality of the fee transmittal form should be reconsidered 
since certain fees are submitted only once during the prose- 
cution of an application. 


Response: The proposed standard one-page fee form is pri- 
marily to facilitate and simplify the fee payment process. The 
one-page fee transmittal is intended to aid applicants in pro- 
viding complete fee information to the Office for each applica- 
tion and paper submission. This will enable the Office to more 
efficiently process and record fee payments, which will avoid 
delays in the prosecution of an application. 
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Other Considerations 


This final rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612, and the Paperwork Reduction Act of 1995, 44 
U.S.C. 3501 et seq. It has been determined that this final rule 
is not significant for the purposes of Executive Order 12866. 


The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
this rule change will not have a significant economic impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, 5 U.S.C. 605(b)). The principal effect of this rule change 
is to simplify and clarify the rules governing the form of patent 
application papers. 


The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall any person be subject to a 
penalty for failure to comply with a collection of information 
subject to the requirements of the Paperwork Reduction Act 
unless that collection of information displays a currently valid 
OMB control number. 


This final rule package contains a collection of information 
subject to the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This collection of information is currently approved 
by the Office of Management and Budget under Control No. 
0651-0032. This collection of information includes the initial 
patent application filing, the Fee Transmittal form, the Utility 
Patent Application Transmittal form, the Design Patent Appli- 
cation Transmittal form, the Plant Patent Application Trans- 
mittal form, the Plant Color Coding Sheet, the Declaration 
form, and the Plant Patent Application Declaration form. The 
above-mentioned forms will reduce the burden and uncertainty 
associated with the submission of an application and related 
information, and enhance the Office’s ability to use standard- 
ized automation techniques (optical character recognition, efc.) 
to record and process information concerning applications. The 
public reporting burden for these collections of information 
is estimated to average: (1) ten hours per response for the 
specification and drawings of an application, (2) twelve minutes 
per response for the Fee Transmittal form, (3) twelve minutes 
per response for the Utility Patent Application Transmittal form, 
(4) twelve minutes per response for the Design Patent Applica- 
tion Transmittal form, (5) twelve minutes per response for the 
Plant Patent Application Transmittal form, (6) twelve minutes 
per response for the Plant Color Coding Sheet, (7) twenty-four 
minutes per response for the Declaration form, and (8) twenty- 
four minutes per response for the Plant Patent Application 
Declaration. These estimates include the time for reviewing 
instructions, searching existing data sources, gathering and 
maintaining the data needed, and completing and reviewing 
the collections of information. 


Send comments regarding this burden estimate or any other 
aspect of this collection of information, including suggestions 
for reducing this burden to the Office of System Quality and 
Enhancement, Data Administration Division, Patent and Trade- 
mark Office, Washington, D.C. 20231, and to the Office of 
Information and Regulatory Affairs, Office of Management 
and Budget, Washington, D.C. 20503 (ATTN: Paperwork 
Reduction Act Project 0651-0032). 


List of Subjects 
37 CFR Part | 

Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 


keeping requirements, Smal! Businesses. 


For the reasons set forth in the preamble, 37 CFR Part | is 
amended as follows: 
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PART 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.5 is amended by adding paragraph (f) to read 
as follows: 


§ 1.5 Identification of application, patent or registration. 


*e*** 


(f) When a paper concerns a provisional application, it should 
identify the application as such and include the application 
number. 


3. Section 1.12 is amended by revising paragraph (c) to read 
as follows: 


§ 1.12 Assignment records open to public inspection. 


e**e+e4* 


(c) Any request by a member of the public seeking copies 
of any assignment records of any pending or abandoned patent 
application preserved in confidence under § 1.14, or any infor- 
mation with respect thereto, must: 

(1) Be in the form of a petition accompanied by the petition 
fee set forth in § 1.17(i); or 

(2) Include written authority granting access to the member 
of the public to the particular assignment records from the 
applicant or applicant’s assignee or attorney or agent of record. 


*eee* 


4. Section 1.14 is amended by revising the section heading 
and paragraphs (a), (b), and (e) to read as follows: 


§ 1.14 Patent applications preserved in confidence. 


(a)(1) Patent applications are generally preserved in confi- 
dence pursuant to 35 U.S.C. 122. No information will be given 
concerning the filing, pendency, or subject matter of any appli- 
cation for patent, and no access will be given to, or copies 
furnished of, any application or papers relating thereto, except 
as set forth below. 


(2) Status information, which includes information such as 
whether the application is pending, abandoned, or patented, as 
well as the application number and filing date, may be supplied: 


(i) Concerning an application or any application claiming 
the benefit of the filing date of the application, if the application 
has been identified by application number or serial number and 
filing date in a published patent document, 


(ii) Concerning the national stage application or any applica- 
tion claiming the benefit of the filing date of a published interna- 
tional application, if the United States of America has been 
indicated as a Designated State in the international application, 
or 


(iii) When it has been determined by the Commissioner to 
be necessary for the proper conduct of business before the 
Office. 


(3) Access to, or copies of, an application may be provided: 


(i) When the application is open to the public as provided 
in § 1.11(), 


(ii) When written authority in that application from the appli- 
cant, the assignee of the application, or the attorney or agent 
of record has been granted, 


(iii) When it has been determined by the Commissioner to 
be necessary for the proper conduct of business before the 
Office, or 
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(iv) To any person on written request, without notice to the 
applicant, when the application is abandoned and available and 
is: 


(A) Referred to in a U.S. patent, 
(B) Referred to in an application open to public inspection, 


(C) An application which claims the benefit of the filing 
date of an application open to public inspection, or 


(D) An application in which the applicant has filed an authori- 
zation to lay open the complete application to the public. 


(b) Complete applications (§ 1.51(a)) which are abandoned 
may be destroyed and hence may not be available for access 
or copies as permitted by paragraph (a)(3)(iv) of this section 
after 20 years from their filing date, except those to which 
particular attention has been called and which have been marked 
for preservation. 


*e¢ee88 


(e) Any request by a member of the public seeking access 
to, or copies of, any pending or abandoned application preserved 
in confidence pursuant to paragraph (a) of this section, or any 
papers relating thereto, must: 

(1) Be in the form of a petition and be accompanied by the 
petition fee set forth in § 1.17(i); or 

(2) Include written authority granting access to the member 
of the public in that particular application from the applicant 
or the applicant’s assignee or attorney or agent of record. 


sete 


5. Section 1.52 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.52 Language, paper, writing, margins. 


(a) The application, any amendments or corrections thereto, 
and the oath or declaration must be in the English language 
except as provided for in § 1.69 and paragraph (d) of this 
section, or be accompanied by a verified translation of the 
application and a translation of any corrections or amendments 
into the English language. All papers which are to become a 
part of the permanent records of the Patent and Trademark 
Office must be legibly written either by a typewriter or mechan- 
ical printer in permanent dark ink or its equivalent in portrait 
orientation on flexible, strong, smooth, non-shiny, durable, and 
white paper. All of the application papers must be presented 
in a form having sufficient clarity and contrast between the 
paper and the writing thereon to permit the direct reproduction 
of readily legible copies in any number by use of photographic, 
electrostatic, photo-offset, and microfilming processes and 
electronic reproduction by use of digital imaging and optical 
character recognition. If the papers are not of the required 
quality, substitute typewritten or mechanically printed papers 
of suitable quality will be required. See § 1.125 for filing 
substitute typewritten or mechanically printed papers consti- 
tuting a substitute specification when required by the Office. 


(b) Except for drawings, the application papers (specification, 
including claims, abstract, oath or declaration, and papers as 
provided for in §§1.42, 1.43, 1.47, etc.) and also papers subse- 
quently filed, must have each page plainly written on only one 
side of a sheet of paper, with the claim or claims commencing 
on a separate sheet and the abstract commencing on a separate 
sheet. See §§ 1.72(b) and 1.75(h). The sheets of paper must 
be the same size and either 21.0 cm. by 29.7 cm. (DIN size 
A4) or 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches). Each sheet 
must include a top margin of at least 2.0 cm. (3/4 inch), a left 
side margin of at least 2.5 cm. (1 inch), a right side margin of 
at least 2.0 cm. (3/4 inch), and a bottom margin of at least 2.0 
cm. (3/4 inch), and no holes should be made in the sheets as 
submitted. The lines of the specification, and any amendments 
to the specification, must be | 1/2 or double spaced. The pages 
of the specification including claims and abstract must be num- 
bered consecutively, starting with 1, the numbers being cen- 
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trally located above or preferably, below, the text. See § 1.84 
for drawings. 


6. Section 1.54 is amended by revising paragraph (b) to read 
as follows: 


§ 1.54 Parts of application to be filed together; filing receipt. 


eee 


(b) Applicant will be informed of the application number 
and filing date by a filing receipt. 

7. Section 1.58 is amended by removing and reserving para- 
graph (b) and revising the section heading and paragraph (c) 
to read as follows: 


§ 1.58 Chemical and mathematical formulae and tables. 


(b) [Reserved] 

(c) Chemical and mathematical formulae and tables must be 
presented in compliance with § 1.52(a) and (b), except that 
chemical and mathematical formulae or tables may be placed 
in a landscape orientation if they cannot be presented satisfacto- 
rily in a portrait orientation. Typewritten characters used in 
such formulae and tables must be chosen from a block (non- 
script) type font or lettering style having capital letters which 
are at least 0.21 cm. (0.08 inch) high (e.g., elite type). A space 
at least 0.64 cm. (1/4 inch) high should be provided between 
complex formulae and tables and the text. Tables should have 
the lines and columns of data closely spaced to conserve space, 
consistent with a high degree of legibility. 

8. Section 1.62 is amended by revising paragraphs (e) and 
(f) to read as follows: 


§ 1.62 File wrapper continuing procedure. 


eee 


(e) An application filed under this section will utilize the 
file wrapper and contents of the prior application to constitute 
the new continuation, continuation-in-part, or divisional appli- 
cation but will be assigned a new application number. Changes 
to the prior application must be made in the form of an amend- 
ment to the prior application as it exists at the time of filing 
the application under this section. No copy of the prior applica- 
tion or new specification is required. The filing of such a copy 
or specification will be considered improper, and a filing date 
as of the date of deposit of the request for an application under 
this section will not be granted to the application unless a 
petition with the fee set forth in § 1.17(i) is filed with instruc- 
tions to cancel the copy or specification. 


(f) The filing of an application under this section will be 
construed to include a waiver of confidence by the applicant 
under 35 U.S.C. 122 to the extent that any member of the 
public who is entitled under the provisions of § 1.14 to access 
to, or information conceming either the prior application or 
any continuing application filed under the provisions of this 
section may be given similar access to, or similar information 
conceming, the other application(s) in the file wrapper. 


eee 


9. Section 1.72 is amended by revising paragraph (b) to read 
as follows: § 1.72 Title and abstract. 


(b) A brief abstract of the technical disclosure in the specifi- 
cation must commence on a separate sheet, preferably following 
the claims, under the heading “Abstract of the Disclosure.” 
The purpose of the abstract is to enable the Patent and Trade- 
mark Office and the public generally to determine quickly 
from a cursory inspection the nature and gist of the technical 
disclosure. The abstract shall not be used for interpreting the 
scope of the claims. 


10. Section 1.75 is amended by revising paragraph (g) and 
adding paragraphs (h) and (i) to read as follows: 
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§ 1.75 Claim(s). 


see 


(g) The least restrictive claim should be presented as claim 
number 1, and all dependent claims should be grouped together 
with the claim or claims to which they refer to the extent 
practicable. 


(h) The claim or claims must commence on a separate sheet. 


(i) Where a claim sets forth a plurality of elements or steps, 
each element or step of the claim should be separated by a line 
indentation. 


11. Section 1.77 is revised to read as follows: 
§ 1.77 Arrangement of application elements. 


(a) The elements of the application, if applicable, should 
appear in the following order: 


(1) Utility Application Transmittal Form. 
(2) Fee Transmittal Form. 


(3) Title of the invention; or an introductory portion stating 
the name, citizenship, and residence of the applicant, and the 
title of the invention. 


(4) Cross-reference to related applications. 


(5) Statement regarding federally sponsored research or 
development. 


(6) Reference to a “Microfiche appendix.” (See § 1.96 (c)). 
The total number of microfiche and total number of frames 
should be specified. 


(7) Background of the invention. 

(8) Brief summary of the invention. 

(9) Brief description of the several views of the drawing. 
(10) Detailed description of the invention. 

(11) Claim or claims. 

(12) Abstract of the Disclosure. 

(13) Drawings. 

(14) Executed oath or declaration. 

(15) Sequence Listing (See §§ 1.821 ef. seq.). 


(b) The elements set forth in paragraphs (a)(3) through (a)(5), 
(aX(7) through (a)(12) and (a)(15) of this section should appear 
in upper case, without underlining or bold type, as section 
headings. If no text follows the section heading, the phrase 
“Not Applicable” should follow the section heading. 


12. Section 1.78 is amended by removing paragraph (d) and 
revising paragraphs (a)(2) and (c) to read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross 
references to other applications. 


(ap *eee2? 


(2) Any nonprovisional application claiming the benefit of 
one or more prior filed copending nonprovisional applications 
or international applications designating the United States of 
America must contain or be amended to contain in the first 
sentence of the specification following the title a reference to 
each such prior application, identifying it by application number 
(consisting of the series code and serial number) or international 
application number and international filing date and indicating 
the relationship of the applications. Cross-references to other 
related applications may be made when appropriate. (See § 
1.14(a)). 


eee 
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(c) Where an application or a patent under reexamination 
and at least one other application naming different inventors 
are owned by the same party and contain conflicting claims, 
and there is no statement of record indicating that the claimed 
inventions were commonly owned or subject to an obligation 
of assignment to the same person at the time the later invention 
was made, the assignee may be called upon to state whether 
the claimed inventions were commonly owned or subject to 
an obligation of assignment to the same person at the time the 
later invention was made, and if not, indicate which named 
inventor is the prior inventor. 


13. Section 1.84 is amended by revising paragraphs (c), (f)- 
(g), and (x) to read as follows: 


§ 1.84 Standards for drawings. 


eee 


(c) Identification of drawings. \dentifying indicia, if pro- 
vided, should include the application number or the title of the 
invention, inventor’s name, docket number (if any), and the 
name and telephone number of a person to call if the Office 
is unable to match the drawings to the proper application. This 
information should be placed on the back of each sheet of 
drawings a minimum distance of 1.5 cm. (5/8 inch) down from 
the top of the page. In addition, a reference to the application 
number, or, if an application number has not been assigned, 
the inventor’s name, may be included in the left-hand comer, 
provided that the reference appears within 1.5 cm. (9/16 inch) 
from the top of the sheet. 


see 


(f) Size of paper. All drawing sheets in an application must 
be the same size. One of the shorter sides of the sheet is regarded 
as its top. The size of the sheets on which drawings are made 
must be: 


(1) 21.0 cm. by 29.7 cm. (DIN size A4), or 
(2) 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches). 


(g) Margins. The sheets must not contain frames around the 
sight; i.e., the usable surface, but should have scan target points, 
i.e., cross-hairs, printed on two catercorner margin comers. 
Each sheet must include a top margin of at least 2.5 cm. (1 
inch), a left side margin of at least 2.5 cm. (1 inch), a right 
side margin of at least 1.5 cm. (9/16 inch), and a bottom margin 
of at least 1.0 cm. (3/8 inch), thereby leaving a sight no greater 
than 17.0 cm. by 26.2 cm. on 21.0 cm. by 29.7 cm. (DIN size 
A4) drawing sheets, and a sight no greater than 17.6 cm. by 
24.4 cm. (6 15/16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. 
(8 1/2 by 11 inch) drawing sheets. 


eee 


(x) Holes. No holes should be made by applicant in the 
drawing sheets. 


(See § 1.152 for design drawings, § 1.165 for plant drawings, 
and § 1.174 for reissue drawings.) 


14. Section 1.96 is revised to read as follows: 
§ 1.96 Submission of computer program listings. 


(a) General. Descriptions of the operation and general con- 
tent of computer program listings should appear in the descrip- 
tion portion of the specification. A computer program listing 
for the purpose of this section is defined as a printout that lists 
in appropriate sequence the instructions, routines, and other 
contents of a program for a computer. The program listing may 
be either in machine or machine-independent (object or source) 
language which will cause a computer to perform a desired 
procedure or task such as solve a problem, regulate the flow 
of work in a computer, or control or monitor events. Computer 
program listings may be submitted in patent applications as set 
forth in paragraphs (b) and (c) of this section. 
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(b) Material which will be printed in the patent. If the com- 
puter program listing is contained on ten printout pages or 
less, it must be submitted either as drawings or as part of the 
specification. 


(1) Drawings. If the listing is submitted as drawings, it must 
be submitted in the manner and complying with the require- 
ments for drawings as provided in § 1.84. At least one figure 
numeral is required on each sheet of drawing. 


(2) Specification. 


(i) If the listing is submitted as part of the specification, it 
must be submitted in accordance with the provisions of § 1.52, 
at the end of the description but before the claims. 


(ii) Any listing submitted as part of the specification must 
be direct printouts (i.e., not copies) from the computer’s printer 
with dark solid black letters not less than 0.21 cm. high, on 
white, unshaded and unlined paper, and the sheets should be 
submitted in a protective cover. Any amendments must be 
made by way of submission of substitute sheets. 


(c) As an appendix which will not be printed. \f a computer 
program listing printout is eleven or more pages long, applicants 
must submit such listing in the form of microfiche, referred to 
in the specification (see § 1.77(a)(6)). Such microfiche filed 
with a patent application is to be referred to as a “microfiche 
appendix.” The “microfiche appendix” will not be part of the 
printed patent. Reference in the application to the “microfiche 
appendix” must be made at the beginning of the specification 
at the location indicated in § 1.77(a)(6). Any amendments 
thereto must be made by way of revised microfiche. 


(1) Availability of appendix. Such computer program listings 
on microfiche will be available to the public for inspection, 
and microfiche copies thereof will be available for purchase 
with the file wrapper and contents, after a patent based on such 
application is granted or the application is otherwise made 
publicly available. 


(2) Submission requirements. Except as modified or clarified 
in this paragraph (c)(2), computer-generated information sub- 
mitted as a “microfiche appendix” to an application shall be 
in accordance with the standards set forth in 36 CFR Part 1230 
(Micrographics). 


(i) Film submitted shall be a first generation (camera film) 
negative appearing microfiche (with emulsion on the back side 
of the film when viewed with the images right-reading). 


(ii) Reduction ratio of microfiche submitted should be 24:1 
or a similar ratio where variation from said ratio is required in 
order to fit the documents into the image area of the microfiche 
format used. 


(iii) At least the left-most third (SO mm. x 12 mm.) of the 
header or title area of each microfiche submitted shall be clear 
or positive appearing so that the Patent and Trademark Office 
can apply an application number and filing date thereto in an 
eye-readable form. The middle portion of the header shall be 
used by applicant to apply an eye-readable application identifi- 
cation such as the title and/or the first inventor’s name. The 
attorney’s docket number may be included. The final right-hand 
portion of the microfiche shall contain sequence information for 
the microfiche, such as | of 4, 2 of 4, etc. 


(iv) Additional requirements which apply specifically to 
microfiche of filmed paper copy: 


(A) The first frame of each microfiche submitted shall contain 
a test target. 


(B) The second frame of each microfiche submitted must 
contain a fully descriptive title and the inventor’s name as filed. 


(C) The pages or lines appearing on the microfiche frames 
should be consecutively numbered. 


(D) Pagination of the microfiche frames shall be from left 
to right and from top to bottom. 
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(E) At a reduction of 24:1, resolution of the original micro- 
film shall be at least 120 lines per mm. (5.0 target). 


(F) An index, when included, should appear in the last frame 
(lower right-hand comer when data is right-reading) of each 
microfiche. 


(v) Microfiche generated by Computer Output Microfilm. 


(A) The first frame of each microfiche submitted should 
contain a resolution test frame. 


(B) The second frame of each microfiche submitted must 
contain a fully descriptive title and the inventor’s name as filed. 


(C) The pages or lines appearing on the microfiche frames 
should be consecutively numbered. 


(D) It is preferred that pagination of the microfiche frames 
be from left to right and top to bottom but the alternative, i.e., 
from top to bottom and from left to right, is also acceptable. 


(E) An index, when included, should appear on the last frame 
(lower right-hand corner when data is right-reading) of each 
microfiche. 


15. Section 1.97 is amended by revising paragraphs (a) 
through (d) to read as follows: 


§ 1.97 Filing of information disclosure statement. 


(a) In order for an applicant for a patent or for a reissue 
of a patent to have an information disclosure statement in 
compliance with § 1.98 considered by the Office during the 
pendency of the application, it must satisfy paragraph (b), (c), 
or (d) of this section. 


(b) An information disclosure statement shall be considered 
by the Office if filed by the applicant: 


(1) Within three months of the filing date of a national 
application; 


(2) Within three months of the date of entry of the national 
stage as set forth in § 1.491 in an international application; or 


(3) Before the mailing date of a first Office action on the 
merits, whichever event occurs last. 


(c) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (b) of this section, provided that the statement is 
accompanied by either a certification as specified in paragraph 


(e) of this section or the fee set forth in § 1.17(p), and is filed 
before the mailing date of either: 


(1) A final action under § 1.113; or 


(2) A notice of allowance under § 1.311, whichever occurs 
first. 


(d) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (c) of this section, provided that the statement is 
filed on or before payment of the issue fee and is accompanied 
by: 


(1) A certification as specified in paragraph (e) of this section; 


(2) A petition requesting consideration of the information 
disclosure statement; and 


(3) The petition fee set forth in § 1.17(i). 


eee 


16. Section 1.107 is amended by revising paragraph (a) to 
read as follows: 


§ 1.107 Citation of references. 


(a) If domestic patents are cited by the examiner, their num- 
bers and dates, and the names of the patentees must be stated. 
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If foreign published applications or patents are cited, their 
nationality or country, numbers and dates, and the names of 
the patentees must be stated, and such other data must be 
furnished as may be necessary to enable the applicant, or in 
the case of a reexamination proceeding, the patent owner, to 
identify the published applications or patents cited. In citing 
foreign published applications or patents, in case only a part 
of the document is involved, the particular pages and sheets 
containing the parts relied upon must be identified. If printed 
publications are cited, the author (if any), title, date, pages or 
plates, and place of publication, or place where a copy can be 
found, shall be given. 


**e¢* 


17. Section 1.110 is revised to read as follows: 


§ 1.110 Inventorship and date of invention of the subject 
matter of individual claims. 


When more than one inventor is named in an application or 
patent, the Patent and Trademark Office, when necessary for 
purposes of an Office proceeding, may require an applicant, 
patentee, or owner to identify the inventive entity of the subject 
matter of each claim in the application or patent. Where appro- 
priate, the invention dates of the subject matter of each claim 
and the ownership of the subject matter on the date of invention 
may be required of the applicant, patentee or owner. See also 
§§ 1.78(c) and 1.130. 


18. A new § 1.130 is added after the undesignated center 
heading “Affidavits Overcoming Rejections” to read as fol- 
lows: 


§ 1.130 Affidavit or declaration to disqualify commonly 
owned patent as prior art. 


(a) When any claim of an application or a patent under 
reexamination is rejected under 35 U.S.C. 103 in view of a 
U.S. patent which is not prior art under 35 U.S.C. 102(b), and 
the inventions defined by the claims in the application or patent 
under reexamination and by the claims in the patent are not 
identical but are not patentably distinct, and the inventions are 
owned by the same party, the applicant or owner of the patent 
under reexamination may disqualify the patent as prior art. The 
patent can be disqualified as prior art by submission of: 


(1) A terminal disclaimer in accordance with § 1.321(c), 
and 


(2) An oath or declaration stating that the application or 
patent under reexamination and the patent are currently owned 
by the same party, and that the inventor named in the application 
or patent under reexamination is the prior inventor under 35 
U.S.C. 104. 


(b) When an application or a patent under reexamination 
claims an invention which is not patentably distinct from an 
invention claimed in a commonly owned patent with the same 
or a different inventive entity, a double patenting rejection will 
be made in the application or a patent under reexamination. A 
judicially created double patenting rejection may be obviated 
by filing a terminal disclaimer in accordance with § 1.321(c). 


19. Section 1.131 is amended by revising paragraph (a) to 
read as follows: 


§ 1.131 Affidavit or declaration of prior invention to over- 
come cited patent or publication. 


(a)(1) When any claim of an application or a patent under 
reexamination is rejected under 35 U.S.C. 102(a) or (e), or 35 
U.S.C. 103 based on a U.S. patent to another or others which 
is prior art under 35 U.S.C. 102(a) or (e) and which substantially 
shows or describes but does not claim the same patentable 
invention, as defined in § 1.601(n), or on reference to a foreign 
patent or to a printed publication, the inventor of the subject 
matter of the rejected claim, the owner of the patent under 
reexamination, or the party qualified under §§ 1.42, 1.43, or 
1.47, may submit an appropriate oath or declaration to overcome 





January 5, 1999 


the patent or publication. The oath or declaration must include 
facts showing a completion of the invention in this country or 
in a NAFTA or WTO member country before the filing date 
of the application on which the U.S. patent issued, or before 
the date of the foreign patent, or before the date of the printed 
publication. When an appropriate oath or declaration is made, 
the patent or publication cited shall not bar the grant of a patent 
to the inventor or the confirmation of the patentability of the 
claims of the patent, unless the date of such patent or printed 
publication is more than one year prior to the date on which 
the inventor’s or patent owner’s application was filed in this 
country. 


(2) A date of completion of the invention may not be estab- 
lished under this section before December 8, 1993, ina NAFTA 
country, or before January |, 1996, in a WTO member country 
other than a NAFTA country. 


20. Section 1.132 is revised to read as follows: 


§ 1.132 Affidavits or declarations traversing grounds of 
rejection. 


When any claim of an application or a patent under reexami- 
nation is rejected on reference to a U.S. patent which substan- 
tially shows or describes but does not claim the same patentable 
invention, as defined in § 1.601(n), on reference to a foreign 
patent, on reference to a printed publication, or on reference 
to facts within the personal knowledge of an employee of the 
Office, or when rejected upon a mode or capability of operation 
attributed to a reference, or because the alleged invention is 
held to be inoperative, lacking in utility, frivolous, or injurious 
to public health or morals, affidavits or declarations traversing 
these references or objections may be received. 


21. Section 1.154 is revised to read as follows: 
§ 1.154 Arrangement of specification. 


(a) The elements of the design application, if applicable, 
should appear in the following order: 


(1) Design Application Transmittal Form. 
(2) Fee Transmittal Form. 


(3) Preamble, stating name of the applicant and title of the 
design. 


(4) Cross-reference to related applications. 


(5) Statement regarding federally sponsored research or 
development. 


(6) Description of the figure or figures of the drawing. 
(7) Feature Description. 


(8) A single claim. 
(9) Drawings or photographs. 
(10) Executed oath or declaration (See § 1.153(b)). 


(b) [Reserved] 
22. Section 1.163 is amended by adding new paragraphs (c) 
and (d) to read as follows: 


§ 1.163 Specification. 
eseee8 


(c) The elements of the plant application, if applicable, should 
appear in the following order: 


(1) Plant Application Transmittal Form. 
(2) Fee Transmittal Form. 

(3) Title of the invention. 

(4) Cross-reference to related applications. 
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(5) Statement regarding federally sponsored research or 
development. 


(6) Background of the invention. 
(7) Brief summary of the invention. 
(8) Brief description of the drawing. 
(9) Detailed Botanical Description. 
(10) A single claim. 

(11) Abstract of the Disclosure. 
(12) Drawings (in duplicate). 

(13) Executed oath or declaration. 
(14) Plant color coding sheet. 


(d) A plant color coding sheet as used in this section means 
a sheet that specifies a color coding system as designated in a 
color dictionary, and lists every plant structure to which color 
is a distinguishing feature and the corresponding color code 
which best represents that plant structure. 

23. Section 1.291 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.291 Protests by the public against pending applications. 


(a) Protests by a member of the public against pending appli- 
cations will be referred to the examiner having charge of the 
subject matter involved. A protest specifically identifying the 
application to which the protest is directed will be entered in 
the application file if: 


(1) The protest is submitted prior to the mailing of a notice 
of allowance under § 1.311; and 


(2) The protest is either served upon the applicant in accor- 
dance with § 1.248, or filed with the Office in duplicate in the 
event service is not possible. 


(b) Protests raising fraud or other inequitable conduct issues 
will be entered in the application file, generally without com- 
ment on those issues. Protests which do not adequately identify 
a pending patent application will be returned to the protestor 
and will not be further considered by the Office. A protest 
submitted in accordance with the second sentence of paragraph 
(a) of this section will be considered by the Office if the 
application is still pending when the protest and application 
file are brought before the examiner and it includes: 


(1) A listing of the patents, publications, or other information 
relied upon; 


(2) A concise explanation of the relevance of each listed 
item; 


(3) A copy of each listed patent or publication or other item 
of information in written form or at least the pertinent portions 
thereof; and 


(4) An English language translation of all the necessary and 
pertinent parts of any non-English language patent, publication, 
or other item of information in written form relied upon. 


eee 


24. Section 1.292 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.292 Public use proceedings. 


(a) When a petition for the institution of public use proceed- 
ings, supported by affidavits or declarations is found, on refer- 
ence to the examiner, to make a prima facie showing that the 
invention claimed in an application believed to be on file had 
been in public use or on sale more than one year before the 
filing of the application, a hearing may be had before the 
Commissioner to determine whether a public use proceeding 
should be instituted. If instituted, the Commissioner may desig- 
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nate an appropriate official to conduct the public use pro- 
ceeding, including the setting of times for taking testimony, 
which shall be taken as provided by §§ 1.671 through 1.685. 
The petitioner will be heard in the proceedings but after decision 
therein will not be heard further in the prosecution of the 
application for patent. 


(b) The petition and accompanying papers, or a notice that 
such a petition has been filed, shall be entered in the application 
file if: 


(1) The petition is accompanied by the fee set forth in § 
1.17(j); 


(2) The petition is served on the applicant in accordance 
with § 1.248, or filed with the Office in duplicate in the event 
service is not possible; and 


(3) The petition is submitted prior to the mailing of a notice 
of allowance under § 1.311. 


25. Section 1.315 is revised to read as follows: 
§ 1.315 Delivery of patent. 


The patent will be delivered or mailed upon issuance to the 
correspondence address of record. See § 1.33(a). 


26. Section 1.321 is amended by revising paragraph (c) to 
read as follows: 


§ 1.321 Statutory disclaimers, including terminal dis- 
claimers. 


(c) A terminal disclaimer, when filed to obviate a judicially 
created double patenting rejection in a patent application or in 
a reexamination proceeding, must: 


(1) Comply with the provisions of paragraphs (b)(2) through 
(b)(4) of this section; 


(2) Be signed in accordance with paragraph (b)(1) of this 
section if filed in a patent application or in accordance with 
paragraph (a)(1) of this section if filed in a reexamination 
proceeding; and 

(3) Include a provision that any patent granted on that appli- 
cation or any patent subject to the reexamination proceeding 
shall be enforceable only for and during such period that said 
patent is commonly owned with the application or patent which 
formed the basis for the rejection. 


27. Section 1.497 is revised to read as follows: 


§ 1.497 Oath or declaration under 35 U.S.C. 371(c)(4). 


(a) When an applicant of an international application desires 
to enter the national stage under 35 U.S.C. 371 pursuant to §§ 
1.494 or 1.495, he or she must file an oath or declaration that: 

(1) Is executed in accordance with either §§ 1.66 or 1.68; 


(2) Identifies the specification to which it is directed; 


(3) Identifies each inventor and the country of citizenship 
of each inventor, and 


(4) States that the person making the oath or declaration 
believes the named inventor or inventors to be the original and 
first inventor or inventors of the subject matter which is claimed 
and for which a patent is sought. 


(b) (1) The oath or declaration must be made by all of the 
actual inventors except as provided for in §§ 1.42, 1.43 or 
1.47. 
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(2) If the person making the oath or declaration is not the 
inventor, the oath or declaration shall state the relationship of 
the person to the inventor, the facts required by §§ 1.42, 1.43 
or 1.47, and, upon information and belief, the facts which the 
inventor would have been required to state. 


(c) If the oath or declaration meets the requirements of para- 
graphs (a) and (b) of this section, the oath or declaration will 
be accepted as complying with 35 U.S.C. 371(c)(4) and §§ 
1.494(c) or 1.495(c). However, if the oath or declaration does 
not also meet the requirements of § 1.63, a supplemental oath 
or declaration in compliance with § 1.63 will be required in 
accordance with § 1.67. 
August 13, 1996 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(115) Availability of Interference Files and 
Interference Related Application and Patent Files 


This notice describes simplified procedures for inspecting 
and/or obtaining copies of interference files and related applica- 
tion and patent files. Prior to April, 1995, pending and termi- 
nated interference files and other files involved in pending 
interferences could be inspected and released for copying at 
the self-service copy center located at the Board of Patent 
Appeals and Interferences. Because of (1) repeated and substan- 
tial file integrity problems with released files and (2) the 
growing space needs of the Board, this facility was discon- 
tinued. Copies of files could only be obtained through Certifica- 
tion Division. In order to improve the availability of these files 
this procedure has been modified. The new procedures are 
described below. 


Terminated interferences 


Subject to statutory and regulatory limitations on availability 
(35 U.S.C. § 122; 37 C.F.R. §§ 1.11 and 1.14) terminated 
interference files and application and patent files involved in 
terminated interferences may be in at and copies 
obtained through the Files Information Unit. ((703) 308-2733.) 


Pending interferences 


As a general matter, pending applications and interference 
files are not available to the public. 35 U.S.C. § 122; 37 C.F.R. 
§§ 1.11(e) and 1.14. The parties to an interference or their 
representatives (e.g., those having a duly executed power to 
inspect) may inspect pending interference files and involved 
application and patented files, by appointment, at the Board of 
Patent Appeals and Interferences. Appointments should be 
made with the Clerk of the Board at (703) 308-9797. The 
parties to a pending interference or their representatives may 
obtain copies of pending interference files and involved files 
by placing an order through Certification Division ((703) 308- 
9726 in the Washington, D.C., Metro Area or (800) 972-6382 
outside Washington, D.C.). 


BRUCE H. STONER, JR. 
Acting Chief Administrative 
Patent Judge 


[1184 OG 15] 


(116) Publication of Opinions and Orders 
Entered by the Board of 


Patent Appeals and Interferences 


The vast majority of opinions and orders entered by the 
Board of Patent Appeals and Interferences in both ex parte 
and interference cases are non-precedential. The opinions and 
orders ordinarily contain at the top of the first page the following 
notice: 
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THIS OPINION WAS NOT WRITTEN 
FOR PUBLICATION 


The opinion in support of the decision being entered today 
(1) was not written for publication in a law journal and (2) is 
not binding precedent of the Board. 


The Board of Patent Appeals and Interferences has received 
numerous requests that more of its opinions and orders be 
published. Although the board itself can, and does, decide that 
certain of its opinions and orders should be published, the 
provisions of 35 U.S.C. § 122 generally preclude, without prior 
permission of a patent applicant, publication of opinions and 
orders not otherwise available to the public. 

Nothing in the notice normally appearing on opinions and 
orders entered by the board and nothing in the provisions of 
35 U.S.C. § 122, precludes any applicant or patentee who has 
received an opinion or order entered in either an ex parte or 
interference case from publishing that opinion or order. Opin- 
ions may be published by forwarding the opinion directly to 
a publisher, such as The Bureau of National Affairs, LEXIS, 
and West Publishing Co. Alternatively, any applicant or pat- 
entee may authorize the Patent and Trademark Office to publish 
an opinion or order on the Web Page of the Patent and Trade- 
mark Office. Those wishing to authorize publication on the Web 
Page should communicate that wish to the Chief Administrative 
Patent Judge via letter addressed as follows: 


Chief Administrative Patent Judge 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Any non-precedential opinion or order which is published 
in a law publication or otherwise or which appears on the PTO 
Web Page may be cited to the board, but will not be considered 
binding precedent. A copy of the opinion or order should 
accompany the paper in which it is cited if the applicant or 
patentee citing the opinion or order wishes that it be considered. 
November 6, 1998 BRUCE H. STONER, JR. 
Chief Administrative Patent Judge 


{1217 OG 17) 


(117) 


Interference Practice - New Procedures 
for Handling Interference Cases at the 
Board of Patent Appeals and Interference 


A Trial Section has been established within the Interference 
Division of the Board of Patent Appeals and Interferences. 
Three administrative patent judges, an interference adminis- 
trator, a paralegal and a legal technician have been assigned 
to the Trial Section. Two additional interference administrators 
will be assigned to the Trial Section in the near future. 

The purpose of the Trial Section is to handle what has been 
previously known as the interlocutory phase of interferences, 
including declaration of the interference and setting times for 
taking action during the preliminary motion, testimony and 
briefings phases of the interference. 


The personnel currently assigned to the Trial Section are: 


Fred E. McKelvey 
Senior Administrative Patent Judge 


Richard E. Schafer 
Administrative Patent Judge 


Jameson Lee 
Administrative Patent Judge 


Merrell C. Cashion, Jr. 
Interference Administrator 


Yolunda Townes 
Paralegal 


Sonja Despertt 
Legal Technician 
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Questions regarding procedure to be used by the Trial Section 
may be made by telephone call placed to the paralegal or legal 
technician at 703-308-9797. 

The Trial Section will normally assign times for taking action 
during the preliminary motion, testimony and briefing phases 
of interferences such that the interference will be ready for 
final hearing in eighteen (18) months. A final hearing will be 
set before a merits panel of judges designated by the Chief 
Judge. 

Certain procedures will be adopted by the Trial Section 
with the view to making administration of interferences more 
efficient. Those procedures will be set out in a NOTICE 
DECLARING INTERFERENCE and orders relating to the 
setting of times for taking action during the — motion 
and testimony/briefing phases of an interferen 

A copy of the current version of the NOTICE DECLARING 
INTEFERENCE or the orders to be used in setting times for 
taking action during the preliminary motion and/or testimony/ 
briefing phases of an interference may be obtained from the 
Trial Section by letter addressed as follows: 


BOX INTERFERENCE 
Trial Section 
Washington, D.C. 20231 


or by e-mail addressed as follows: 
yolunda.townes@uspto.gov 
or 
sonja.despertt@uspto.gov 


November 6, 1998 BRUCE H. STONER, JR. 
Chief Administrative Patent Judge 


{1217 OG 18] 


(118) Interference Practice - Interference Rules 
uire a Party to 


Which Req 
“Show the Patentability” of a Claim 


Certain preliminary motions require a party in an interference 
to “show the patentability” of claims. For example, a prelimi- 
nary motion under 37 CFR § 1.633(c)(2) to amend or add a 
claim to an application involved in an interference, requires 
the moving party to: 


Show the patentability to the applicant of each claim pro- 
posed to be amended or added and apply the terms of the claim 
proposed to be amended or added to the disclosure of the 
application***. 


37 CFR § 1,637(c)(2)iii). Similar requirements appear in 


(1) 37 CFR § 1,637(c)(1)(ii) [preliminary motion to add or 
substitute a count); 


(2) 37 CFR § 1,637(c)(1)(iii) [preliminary motion to add or 
substitute a count]; 


(3) 37 CFR § 1.637(c)(S)(ii) [preliminary motion to have an 
opponent add a claim to its application); 


(4) 37 CFR § 1.637(d)(3) [preliminary motion to substitute 
a party’s different application); 


(5) 37 CFR § 1.637(e)(1)(iv) [preliminary motion to declare 
an additional interference]; 


(6) 37 CFR § 1.637(e)(1)(v) [preliminary motion to declare 
an additional interference]; 


(7) 37 CFR § 1,637(e)(2)(iii) [preliminary motion to declare 
an additional interference]; 


(8) 37 CFR § 1.637(e)(2)(iv) [preliminary motion to declare 
an additional interference]; and 


(9) 37 CFR § 1.637(h)(3) [preliminary motion to add reissue 
application to interference). 
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The requirement of the rules that a party “show the patent- 
ability” of a claim may have led to some confusion as to 
precisely what is required to comply with the rules. This notice 
provides guidance with respect to the requirement to “show 
the patentability.” 

The requirement that a party “show the patentability” of a 
claim should not be construed as requiring a party to prove a 
negative, i.e., that there is no prior art which would anticipate 
the claim under 35 U.S.C. § 102 or render the claim unpatent- 
able under 35 U.S.C. § 103. In this respect, the burden of 
establishing that a claim is not patentable generally falls on 
the party or individual alleging unpatentability. See, e.g., 35 
U.S.C. § 102 which provides that an applicant is “entitled to 
a t unless ***.” See also, Horton v. Stevens, 7 USPQ2d 
1245, 1246-47 (Bd. Pat. App. & Int. 1988). Consistent with 
37 CFR § 1,601, which provides that the rules should be con- 
strued to secure the just, speedy and inexpensive determination 
of interferences, the rules requiring a party to “show the patent- 
ability” of a claim normally should be interpreted as requiring 
that a party establish that the subject matter of the claim is 
described in the specification in the manner required by the 
first paragraph of 35 U.S.C. § 112. See also 37 CFR § 1.75(d)(1). 
The requirement can most effectively be met by reproducing 
the claim, and following each element recited in the claim, and 
within braces { } and in bold, inserting a specific reference to 
the column and line and/or drawing figure and numeral where 
the element is described in the specification. 

An exception would be a situation where a party files a 
preliminary motion under 37 CFR § 1.633(i) in response to an 
opponent’s preliminary motion under 37 CFR § 1.633(a) for 
judgment. Since the party knows the basis for the opponent’s 
preliminary motion for judgment, the party should also “show 
the patentability” of the claims proposed to be added by the 
preliminary motion under 37 CFR § 1.633(i) vis-a-vis the oppo- 
nent’s basis in the preliminary motion under 37 CFR § 1. 
633(a). Compare 37 CFR §§ 1.111(c) and 1.119. 

The precise basis upon which a party is required to “show 
the patentability” necessarily will vary on a case-by-case basis. 
November 6, 1998 BRUCE H. STONER, JR. 
Chief Administrative Patent Judge 


{1217 OG 17) 


(119) Admissibility of Electronic Records 


in Interferences 


Pursuant to 37 CFR § 1.671, electronic records are admissible 
as evidence in interferences before the Board of Patent Appeals 
and Interferences to the same extent that electronic records are 
admissible under the Federal Rules of Evidence. The weight 
to be given any particular record necessarily must be determined 
on a case-by-case basis. 
January 12, 1998 BRUCE H. STONER, Jr. 
Chief Administrative Patent Judge 


[1208 OG 35) 


(120) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 910514-1195] 


[RIN: 0651-AA49} 
Patent Interference Proceedings 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule 

Summary. The Patent and Trademark Office (PTO) is amending 
its rules of practice in patent interference cases. The U.S. Dis- 
trict Court for the District of Columbia recently decided Kochler 
v. Mustonen, Civil Action No. 90-1074 (D.D.C. Apr. 23, 1991). 
The District Court held that PTO practice regarding taking of 
testimony abroad was not clear. PTO rules require that a testi- 
mony period be set. The rules also require that testimony be 
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taken during the testimony period. Rule 684 authorizes testi- 
mony to be taken abroad. However, rule 684 requires that a 
motion be filed for leave to take testimony abroad and that the 
motion be filed before the close of a party’s testimony period. 
The District Court suggested that a motion to take testimony 
abroad, filed in PTO on the last day of the testimony period, 
could be considered timely even though taking of the testimony 
might occur after the testimony period. By this amendment, 
PTO will continue to authorize the filing of a motion to take 
testimony abroad. However, a party will have to file the motion 
within a time such that the testimony can be taken during the 
testimony period set under PTO rule 651. 

Effective Date: Sept. 27, 1991 

For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, DC 20231. 

Supplementary Information. The PTO conducts interference 
proceedings to determine who as between two or more appli- 
cants for patent or one or more applicants and one or more 
patentees is the first inventor of a patentable invention. As part 
of its proofs in an interference, a party may request leave to 
take testimony abroad. 37 CFR § 1.684 (1990). 

The U.S. District Court for the District of Columbia recently 
decided Kochler V. Mustonen, Civil Action No. 90-1074 
(D.D.C. Apr. 23, 1991). The District Court held that PTO 

ice regarding taking of testimony abroad was not clear. 
PTO rule 651 (37 CFR § 1.651 (1990)) requires that a testimony 
period be set. Rule 651 also requires that testimony be taken 
during the testimony period. Rule 684 (37 CFR § 1.684 (1990)) 
authorizes testimony to be taken abroad. However, rule 684 
requires that a motion be filed for leave to take testimony 
abroad and that the motion be filed before the close of a party’s 
testimony period. The District Court suggested that a motion 
to take testimony abroad, filed in PTO on the last day of 
the testimony period, could be considered timely even though 
taking of the testimony might occur after the testimony period. 

In a notice of proposed rule making published in the FED- 
ERAL REGISTER on June 12, 1991 56 FR 26949, paragraphs 
(a) and (d) of rule 651 and rule 684 were proposed to be revised 
to require a party to file the motion to take testimony abroad 
within a time such that the testimony could be taken during 
the testimony period set under PTO rule 651. 

One written comment was submitted by a Chief Executive 

Officer who stated his support of the proposed amendment. 
An attorney commented that the proposed amendment of § 
1.684 appeared to foreclose the taking of testimony beyond 
any original time set under § 1.651. The attorney suggested 
language be added to paragraph (c) stating the alternative that 
testimony abroad must be completed within the time set under 
§ 1.651 or by the Examiner-in-Chief. This suggestion has been 
adopted. 
Other Considerations: The rule changes are in conformity with 
the requirements of the Regulatory Flexibility Act (5 U.S.C. 601 
et. seq.), Executive Orders 12291 and 12612 and the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et. seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The prin- 
cipal impact of these changes is to clarify the need for taking 
testimony abroad during the testimony period. The rule changes 
include no additional or increased fees. Substantive rights are 
not adversely affected. 

The Office has determined that these rule changes are not 
a major rule under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. Because most 
of the changes do not change burdens, there will be no major 
increase in costs or prices for consumers; individual industries; 
Federal, state or local government agencies; or geographic 
regions. There will be no significant adverse effects on competi- 
tion, employment, investment, productivity or innovation, or 
on the ability of United States-based enterprises to compete 
with foreign-based enterprises in domestic or export markets. 

The rule change will not impose any additional burden under 
the paperwork Reduction Act of 1980, 44 U.S.C. 350 let seq. 

The Office has also determined that this rule change has no 
Federalism implications affecting the relationship between the 
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National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions 
and patents. 


For the reasons set forth in the preamble and pursuant to 
the authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6 and 135, the PTO is amending 37 CFR 
part | as follows: 


Part 1 —Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR part 1, Suspart E, 
continues to read as follows: 


Authority: 35. U.S.C. 6, 23, 41 and 135. 
2. Section 1.651 is revised as follows: 


§ 1.651 Setting times for discovery and taking testimony, 
parties entitled to take testimony. 


(a) At an appropriate stage in an interference, an examiner- 
in-chief shall set (1) a time for filing motions (§ 1.635) for 
additional discovery under § |.687(c) and (2) testimony periods 
for taking any necessary testimony (testimony includes testi- 
mony to be taken abroad under § 1.684). 

(b) Where appropriate, testimony periods will be set to permit 
a party to: 

(1) Present its case-in-chief and/or case-in-rebuttal and/ 
or 

(2) Cross-examine an opponent’s case-in-chief and/or a 
case-in-rebuttal. 

(c) A party is not entitled to take testimony to present a 
case-in-chief unless: 

(1) The examiner-in-chief orders the taking of testimony 
under § 1.639(c); 

(2) The party alleges in its preliminary statement a date 
of invention prior to the earlier of the filing date or effective 
filing date of the senior party; 

(3) A testimony period has been set to permit an opponent 
to prove a date of the invention prior to the earlier of the filing 
date or effective filing date of the party and the party has filed 
a preliminary statement alleging a date of invention prior to 
the date; or 

(4) A motion (§ 1.635) is filed showing good cause why 
a testimony period should be set. 

(d) Testimony, including any testimony to be taken abroad 
under § 1.684, shall be taken and completed during the testi- 
mony periods set under paragraph (a) of this section. A party 
seeking to extend the period for taking testimony must comply 
with § 1.635 and § 1.645(a). 


3. Section 1.684 is revised as follows: 
§ 1.684 Testimony in a foreign country. 


(a) An examiner-in-chief may authorize testimony of a wit- 
ness to be taken in a foreign country. A party seeking to take 
testimony in a foreign country shall, promptly after the testi- 
mony period is set, file a motion (§ 1.635): 

(1) Naming the witness 

(2) Describing the particular facts to which it is expected 
that the witness will testify. 

(3) Stating the grounds on which the moving party believes 
that the witness will testify. 

(4) Demonstrating that the expected testimony is relevant. 

(5) Demonstrating that the testimony cannot be taken in 
this country at all or cannot be taken in this country without 
hardship to the moving party greatly exceeding the hardship 
to which all opposing parties will be exposed by the taking of 
the testimony in a foreign country. 

(6) Accompanied by an affidavit stating that the motion 
is made in good faith and not for the purpose of delay or 
harassing any party. 
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(7) Accompanied by written interrogatories to be asked 
of the witness. 

(b) Any opposition under § 1.638(a) shall state any objection 
to the written interrogatories and shall include any cross-inter- 
rogatories to be asked of the witness. A reply under § 1.638(b) 
may be filed and shall be limited to stating any objection to 
any cross-interrogatories proposed in the opposition. 

(c) If the motion is granted, taking of the testimony abroad 
must be completed within the testimony period set under § 
1.651 or within such time as may be set by the Examiner-in- 
Chief. The moving party shall be responsible for obtaining 
answers to the interrogatories and cross-interrogatories before 
an officer qualified to administer oaths in the foreign country 
under the laws of the United States or the foreign country. The 
officer shall prepare a transcript of the interrogatories, cross- 
interrogatories, and recorded answers to the interrogatories and 
cross-interrogatories and shall transmit the transcript to BOX 
INTERFERENCE, Commissioner of Patents and Trademarks, 
Washington, DC 20231, with a certificate signed and sealed 
by the officer and showing: 

(1) The witness was duly swom by the officer before 
answering the interrogatories and cross-interrogatories. 

(2) The recorded answers are a true record of the answers 
given by the witness to the interrogatories and cross-interroga- 
tories. 

(3) The name of the person by whom the answers were 
recorded and, if not recorded by the officer, whether the answers 
were recorded in the presence of the officer. 

(4) The presence or absence of any party. 

(5) The place, day, and hour that the answers were 
recorded. 

(6) A copy of the recorded answers was read by or to the 
witness before the witness signed the recorded answers and 
that the witness signed the recorded answers in the presence 
of the officer. The officer shall state the circumstances under 
which a witness refuses to read or sign recorded answers. 

(7) The officer is not disqualified under § 1.674. 

(d) If the parties agree in writing, the testimony may be 
taken before the officer on oral deposition. 

(e) A party taking testimony in a foreign country shall have 
the burden of proving that false swearing in the giving of 
testimony is punishable as perjury under the laws of the foreign 
country. Unless false swearing in the giving of testimony before 
the officer shall be punishable as perjury under the laws of the 
foreign country where testimony is taken, the testimony shall 
be entitled to the same weight as testimony taken in the United 
States. The weight of the testimony shall be determined in each 
case. 

Aug. 22, 1991 HARRY F. MANBECK, JR. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1136 OG 40) 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 921118-3184] 
RIN: 0651-AA63 


Patent Interference Practice Burden of Proof 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is amending 
its rules of practice in patent interference cases. The amended 
rules specify that a party filing a motion has the burden of 
proof for that motion. The amended rules also more clearly 
state the nature of expert-witness and fact-witness evidence 
that must accompany a preliminary motion. Moreover, a defini- 
tion of “interlocutory order,” as contrasted with a final decision, 
is added to clarify the meaning of “interlocutory order.” 
Effective Date: Oct. 25, 1993. These rules will apply to all 
papers filed with the PTO on or after the effective date. 

For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 305-9035 or by mail marked to his attention and 
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addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington D.C. 20231. 

Supplementary Information: A Notice of Proposed Rulemaking 
was published in the Federal Register (S8 FR 528) on Jan. 6, 
1993, and in the Official Gazette of the PTO (1147 Off. Gaz. 
11) on Feb. 2, 1993. Comments were due Mar. 8, 1993. Four 
comments were received. 

The PTO proposed moving the presumption of correctness 
of an interlocutory order, which is presently in 37 CFR § 
1.655(a), to a proposed new subsection 1.601(q). The PTO also 
proposed to make explicit in 37 CFR § 1.637(a) that a party 
filing a motion has the burden of proving why it is entitled to 
the relief sought in the motion. 

The PTO proposed to amend 37 CFR § 1.639 to incorporate 
guidance provided in Hanagan v. Kimura, 16 USPQ2d 1791, 
1794 (Comm’r Pat. 1990). Subsection (c) of § 1.639 was pro- 
posed to be amended to refer to “additional evidence in the 
form of testimony” so as to distinguish the evidence needed 
under subsection (c) from evidence submitted under subsections 
(a) and (b). Subsection (d) to 37 CFR § 1.639 was proposed 
to be added to specify that the nature of evidence that must 
be submitted when an opinion of an expert is needed. Subsection 
(e) was proposed to be added to specify the nature of evidence 
that must be submitted when a statement of a fact witness is 
to be relied upon. Subsection (f) was proposed to be added to 
specify the nature of a showing that should be made when a 
statement of an opponent is needed or evidence in possession 
of an opponent is needed. Subsection (g) was proposed to be 
added to specify the nature of evidence that must be supplied 
if inter partes tests are to be conducted. 

Present 37 CFR 1.655(a) was proposed to be amended by 
deleting the last sentence, which would be moved to and be 
included in the proposed definition of interlocutory order in 
proposed subsection 1.601(g). 

The PTO received one comment that endorsed the proposed 
rulemaking, but was otherwise directed to an earlier rulemaking. 

The PTO received two comments regarding proposed subsec- 
tion 1.601(q). One comment suggested that procedural rules 
should not be placed in a definition. The comment suggested 
that the last two sentences of proposed subsection 1.601(q), 
which deal with the presumed correctness of interlocutory 
orders, be in anew subsection of section 1.655. This suggestion 
is adopted in part. The last two sentences of subsection | .601(q) 
will be moved to the end of subsection 1.655(a). 

A second comment challenged the sufficiency of the notice 
in the proposed rulemaking. The comment noted that the word 
“manifest” was omitted from the portion of existing subsection 
1.655(a) that was moved to new subsection 1.601(q) and that 
the word “manifestly” was omitted from the remainder of sub- 
section 1.655(a). The comment argued that the Notice of Pro- 
posed Rulemaking did not provide sufficient notice of these 
omissions, which the comment characterized as substantive 
changes, and thus violates the requirements of 5 U.S.C. § 553. 
This comment is not adopted. 

The Notice of Proposed Rulemaking gave specific notice of 
the actual terms of the proposed rule. Cf. § 553(b) (requiring 
“{g)eneral notice” of “either the terms or substance of the 
proposed rule or a description of the subjects and issues 
involved.”) In any case, no change actually occurs because 
the omitted words, “manifest” and “manifestly”, in 37 CFR § 
1.655(a) are unnecessary. No board decision is known to have 
relied on the distinction between “error”, “clear error”, and 
“manifest error”. In appellate courts, manifest error is an 
extremely deferential standard of review that is closely tied to 
the abuse-of-discretion standard. See e.g., Datascope Corp. v. 
SMEC, Inc., 879 F.2d 820, 827-28, 11 USPQ2d 1321, 1326 
(Fed. Cir. 1989) (finding no manifest error). Board review of an 
examiner-in-chief’s interlocutory orders is not an independent 
review of a final decision by a lower tribunal. The board is 
the only entity that may decide interferences, 35 U.S.C. § 
135(a), and the examiner-in-chief, who is a member of the 
board, 35 U.S.C. § 7(a), is almost always a member of the panel 
that ultimately decides the interference. Thus, an extremely 
deferential standard of appeal in this context is inappropriate. 

The PTO received one comment regarding proposed subsec- 
tion 1.637(a). The comment noted that subsection 1.637(a) had 
been misprinted so that the text “a statement of the precise 
relief requested, (2)” had been omitted following the “(1)”. 
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The comment is correct, the omission was a misprint, and the 
omitted text has been restored. 

The PTO received one comment regarding 37 CFR § 
1.639(b). The comment suggested that all proofs introduced 
under subsection | .639(b) remain in the record after the decision 
on the preliminary motions unless the proofs are expressly 
withdrawn. The opposing party could treat such proofs as sub- 
section 1.672(b) declarations and request an opportunity to 
cross examine the declarants. The suggestion is not adopted 
because it is beyond the scope of the present rulemaking. 

The PTO received one comment regarding subsection 
1.639(c). The comment assumed that the word “needed” had 
been intentionally deleted from the end of the first sentence 
of subsection 1.639(c), but noted that the deletion was not 
mentioned in the summary. The assumption is correct. This 
deletion is grammatically required after the addition of the text 
amending subsection 1.639(c). 

The PTO received two comments regarding codification of 
the Hanagan guidelines in subsections |.639(d)-(g). One com- 
ment endorsed codification of the Hanagan guidelines, but 
suggested that the codification be reformulated to increase flexi- 
bility. In particular, the comment pointed to the unusual case 
described in the Notice of Proposed Rulemaking where an 
Opponent to a preliminary motion was overwhelmed with evi- 
dence. The comment suggested that the mandatory require- 
ments of subsection 1.639, as amended, be revised to state that 
the information required under the Hanagan guidelines “should 
ordinarily” be provided. The comment is not adopted. 

When necessary, a party opposing a preliminary motion 
should request an extension of time to submit the information 
described in subsections 1.639(d) through (g), which do not 
require the submission of the actual testimony or evidence. In 
contrast, in the example discussed in the Notice of Proposed 
Rulemaking, the examiner-in-chief deferred consideration of 
the preliminary motion until the final hearing to allow the 
Opponent time to prepare a full opposition, which included 
the actual evidence the opponent relied upon to support the 
opposition. As the Notice of Proposed Rulemaking pointed 
out, examiners-in-chief have, and should exercise, discretion 
to extend time or otherwise remedy problems that may arise 
when applying the requirements of section 1.639 in specific 
cases. 

A second comment suggested that the requirements of sub- 
sections 1.639(d) and (e) duplicate the declarations submitted 
under 37 CFR § 1.672(b). The comment recommends that the 
rules be revised to require a subsection 1.672(b) declaration 
be submitted once, during the motions period, in support of an 
Opposition to a preliminary motion. The recommendation is 
not adopted. 

Subsection |.672(b) is directed to the technical requirements 
for submitting affidavits or depositions for testimony that will 
not be compelled. Subsection 1.639(c), which invokes the 
requirements of subsections !.639(d) and (e), requires adescrip- 
tion of the proposed testimony, not an affidavit or deposition 
of the testimony itself. A request under subsection 1.639(c) 
must describe the nature of the testimony being sought so 
the examiner-in-chief can determine whether the testimony is 
actually needed. Hanagan, 16 USPQ2d at 1794. Subsection 
1.639(c) is intended to address the situation where evidence in 
the form of testimony is not available to the party asserting a 
need for the evidence. The Hanagan guidelines require such 
a party to justify the delay and inconvenience that may result 
by explaining what the party expects the testimony to prove. 
To this end, subsection 1.639(c) is revised to clarify that it 
only applies to testimony that is unavailable to the party seeking 
the testimony. 


OTHER CONSIDERATION 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C.601 et seq.), Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et. seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principle 
impact of these changes would be to clarify procedure in patent 
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interferences and thereby eliminate ambiguity that may exist 
in current rules. 

The Office has determined that these rule changes are not 
a major rule under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. There will be 
no major increase in costs or prices for consumers; individuals; 
industries, Federal, state or local government agencies; or geo- 
graphic regions. There will be no significant effects on competi- 
tion, employment, investment, productivity, innovation, or on 
the ability of the United States-based enterprises to compete 
with foreign-based enterprises in domestic or export markets. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


These rule changes will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
recordkeeping or reporting requirements within the coverage 
of the Act are placed upon the public. 

List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions 
and patents. 
PART | - RULES OF PRACTICE IN PATENT CASES 

1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.601 is amended by adding paragraph (q) to read 
as follows: 


§ 1.601 Scope of rules, definitions. 


**e*#*#* 


(q) A final decision is a decision awarding judgement as to 
all counts. An interlocutory order is any other action taken by 
an examiner-in-chief or a panel of the Board in an interference, 
including the notice declaring an interference. 

3. Section 1.637 is amended by revising paragraph (a) to 
read as follows: 


§ 1.637 Content of motions. 


(a) A party filing a motion has the burden of proof to show 
that it is entitled to the relief sought in the motion. Every motion 
shall include (1) a statement of the precise relief requested, (2) 
a statement of the material facts in support of the motion, and 
(3) a full statement of the reasons why the relief requested 
should be granted. 


**#ett 


4. Section 1.639 is amended by revising paragraph (c) and 
by adding paragraphs (d) through (g) as follows: 


§ 1.639 Evidence in support of motion, opposition, or reply. 


e*t+*#* 


(c) If a party believes that additional evidence in the form 
of testimony that is unavailable to the party is necessary to 
support or oppose a preliminary motion under § 1.633 or a 
motion to correct inventorship under § 1.634, the party shall 
describe the nature of any proposed testimony as specified in 
paragraphs (d) through (g) of this section. If the examiner-in- 
chief finds that testimony is needed to decide the motion, the 
examiner-in-chief finds that testimony is needed to decide the 
motion, the examiner-in-chief may grant appropriate interlocu- 
tory relief and enter an order authorizing the taking of testimony 
and deferring a decision on the motion to final hearing. 

(d) When additional evidence in the form of expert-witness 
testimony is needed in support of or opposition to a preliminary 
motion, the moving party or opponent should: 

(1) identify the person whom it expects to call as an expert; 
(2) state the field in which the person is alleged to be an 
expert; and 
(3) state: 
(i) the subject matter on which the person is expected 
to testify; 
(ii) the facts and opinions to which the person is 
expected to testify: and 
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(iii) a summary of the grounds and basis for each 
opinion. 

(e) When additional evidence in the form of fact-witness 
testimony is necessary, state the facts to which the witness is 
expected to testify. 

(f) If the opponent is to be called, or if evidence in the 
possession of the opponent is necessary, explain the evidence 
sought, what it will show, and why it is needed. 

(g) When inter partes tests are to be performed, describe the 
tests stating what they will be expected to show. 


5. Section 1.655 is amended by revising paragraph (a) to 
read as follows: 


§ 1.655 Matters considered in rendering a final decision. 


(a) In rendering a final decision, the Board may consider 
any properly raised issue including (1) priority of invention, (2) 
derivation by an opponent from a party who filed a preliminary 
statement under § 1.625, (3) patentability of the invention, (4) 
admissibility of evidence, (5) any interlocutory matter deferred 
to final hearing, and (6) any other matter to resolve 
the interference. The Board may also consider whether any 
interlocutory order was erroneous or an abuse of discretion. 
All interlocutory orders shall be presumed to have been correct 
and the burden of showing error or an abuse of discretion 
shall be on the party attacking the order. When two or more 
interlocutory orders involve the same issue, the last entered 
order shall be presumed to have been correct. 


*e**te 


Sept. 16, 1993 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


[1155 OG 65] 


(122) Interference Practice: Matters Relating to 


Belated Preliminary Motions 


In some interference proceedings, evidence which would 
provide a basis for a preliminary motion under 37 CFR 1.633 
does not come to light until after a decision on preliminary 
motions has been entered. For example, a party may conclude, 
after hearing the opponent’s testimony, that the opponent’s 
application or patent does not comply with the “best mode” 
requirement of 35 USC § 112, first paragraph; or a prior art 
reference may be found which the party could not previously 
have located. The purpose of this notice is to clarify the policy 
of the Board of Patent Appeals and Interferences as to what 
steps the party must take if it wishes to have an issue based 
on such evidence considered by the Board. 

If the time for filing preliminary motions has expired, and 
then evidence comes to light which in the opinion of a party 
would provide basis for a preliminary motion under 37 CFR 
1.633, that party may not simply raise the matter in its brief 
at final hearing for the Board’s consideration. Rather, it is the 
policy of the Board that it will not consider the matter unless 
the party files promptly after the evidence becomes available: 

(1) the appropriate preliminary motion under 37 CFR 
1.633; and 

(2) amotion under 37 CFR 1.635 showing sufficient cause 
why the preliminary motion was not timely filed, as required 
by 37 CFR 1.645(b). This motion must include the certificate 
required by 37 CFR 1.637(b). 

If either party believes that additional evidence or discovery 
conceming the matter raised by the motion(s) is necessary, 
motions (1) and (2) should also be accompanied by or responded 
to by such other motions as may be appropriate, as for example, 
motions under 37 CFR 1.651(b) (4) or 1.687(c). 


Oct. 6, 1992 SAUL I. SEROTA 
Chairman, Board of Patent 


Appeals and Interferences 


[1144 OG 8} 
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(123) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


[Docket No. 50103-7058] 
Arbitration of Patent Interference Cases 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary. The Patent and Trademark Office is amending its 
rules to implement the arbitration provisions of section 105 of 
the Patent Law Amendments Act of 1984, Pub. L. 98-622. 
Effective Date: May 27, 1987. 

For Further Information Contact. lan A. Calvert or Michael 
Sofocleous by telephone at (703) 557-4000 or by mail marked 
to the attention of either and addressed to Box Interference, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 

Supplementary Information: Section 105 of the Patent Law 
Amendments Act of 1984, enacted Nov. 8, 1984, provides for 
the arbitration of patent interference cases. Section 105, codified 
as 35 U.S.C. 135(d), provides: 


Parties to a patent interference, within such time as may be 
specified by the Commissioner by regulation, may determine 
such contest or any aspect thereof by arbitration. Such arbitra- 
tion shall be governed by the provisions of title 9 to the extent 
such title is not inconsistent with this section. The parties shall 
give notice of any arbitration award to the Commissioner, and 
such award shall, as between the parties to the arbitration, be 
dispositive of the issues to which it relates. The arbitration 
award shall be unenforceable until such notice is given. Nothing 
in this subsection shall preclude the Commissioner from deter- 
mining patentability of the invention involved in the interfer- 
ence. 

The Patent and Trademark Office (PTO) conducts interfer- 
ence proceedings to determine any question of patentability 
and priority of invention between two or more parties claiming 
the same patentable invention. An interference may be declared 
between two or more pending applications naming different 
inventors when, in the opinion of an examiner, the applications 
contain claims for the same patentable invention. An interfer- 
ence may be declared between one or more pending applications 
and one or more unexpired patents naming different inventors 
when, in the opinion of an examiner, any application and any 
unexpired patent contain claims for the same patentable inven- 
tion. Patent interference cases can be quite expensive. Arbitra- 
tion may prove useful to minimize expenses in interference 
cases. The arbitration rule applies to all pending interferences. 


The PTO published an advance notice of rulemaking in the 
Federal Register of Jan. 16, 1985 (SO FR 2294-2296). The 
notice was also published in the Official Gazette on Feb. 12, 
1985 (1051 O.G. 9-10). The notice also appeared in the Bureau 
of National Affairs’ Patent, Trademark and Copyright Journal, 
Vol. 29, p. 310 (Jan. 24, 1985), hereinafter “BNA.” Five written 
comments were received in response to the advance notice. 

A notice of proposed rulemaking was published in the Federal 
Register on Sept. 15, 1986 (51 FR 32756-32762), in the Official 
Gazette on Oct. 21, 1986 (1071 O.G. 25-31), and in BNA’s 
Patent, Trademark and Copyright Journal, Vol. 32, pp. 552- 
558 (Sept. 18, 1986). In response to the notice, three comments, 
two in writing and one by telephone, were received. These 
comments are discussed herein. 

All written comments are available for public inspection in 
Rm. 10C01, Crystal Gateway 2, 1225 Jefferson Davis Hwy., 
Arlington, Va. 


Discussion of the Rule 


Under § 1.690 the arbitrator can determine issues of patent- 
ability as between the parties but a determination by him or 
her that the subject matter is patentable would not be binding 
upon the PTO. If the arbitrator’s award holds that a party’s 
claims corresponding to the count are unpatentable over prior 
art or under 35 U.S.C. 112, that determination would be binding 
on that party vis-a-vis the party’s opponent and would result 
in a judgment adverse to that party. The judgment, however, 
would not discharge the duty that each party has under 37 CFR 
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1.56 to bring to the attention of the examiner in charge of its 
respective application any prior art and/or reason relied upon 
by the arbitrator in the determination of unpatentability. 

It is the longstanding practice of the PTO to favor the settle- 
ment of interferences and the PTO looks with favor on all proper 
efforts in that direction as being conducive to the termination of 
the proceeding. See 4 Revise and Caesar, Interference Law 
and Practice, section 861, p. 2956 (Michie Co. 1948) and the 
Commissioner's Notice of Nov. 9, 1976, titled, “Extensions of 
Time and Filing of Papers in Interferences,” 953 Official 
Gazette 2 (Dec. 7, 1976). In this regard, the notice states that: 


* * * stipulation or motions for extensions of time under 
37 CFR 1.245 will not henceforth be approved or granted, 
respectively, unless accompanied by a detailed showing of facts 
sufficient to establish that the action for which the extension 
is sought could not have been or cannot be taken or completed 
during the time previously set therefor, and that the entire 
extension appears necessary for the taking or completion of 
that action. Since the Office favors the amicable settlement of 
interferences, the foregoing requirement will be liberally 
applied in the case of a first request for extension of time for 
the purpose of negotiating settlement. 


Consequently, the examiner-in-chief may give favorable con- 
sideration to a motion for an extension of time for purposes 
of settlement; however, a further motion for an extension for 
that purpose would not be granted unless it is accompanied by 
a schedule of specific dates showing that the parties will make 
a good faith effort to promptly terminate the proceeding. If 
preliminary motions under 37 CFR 1.633 have not been filed, 
the examiner-in-chief would not normally extend the time for 
their filing merely for purposes of settlement. In these circum- 
stances, the examiner-in-chief would require that the prelimi- 
nary motions be filed or that their filing be waived. 

If the proceeding is in the testimony stage, the examiner-in- 
chief could grant the parties’ motion to extend all the unexpired 
testimony times to close concurrently on the date the record 
is due provided they file a stipulation that any evidence to be 
submitted wiil be in one of the forms specified in 37 CFR 
1.672(e) and (f), i.e., affidavit testimony or a stipulation either 
as to what a particular witness would testify to if called or the 
facts in the case of any party. 

Analogously, the aforesaid practice would apply to arbitra- 
tion. Section 1.690 requires that parties who intend to arbitrate 
an interference notify the examiner-in-chief in writing of their 
intention to arbitrate and file a copy of the arbitration agreement 
within 20 days of its execution. Pursuant to 35 U.S.C. 135(c) 
an agreement to arbitrate is considered to be one “made in 
connection with and in contemplation of the termination of the 
interference”. The agreement must be in writing a copy filed 
in the PTO within 20 days after its execution. The notification 
of intention to arbitrate must be made in a separate paper. 
Merely incorporating the notification in the agreement is not 
sufficient to comply with § 1.690(a). The parties also will be 
required to adhere to a time schedule approved by the examiner- 
in-chief such that the interference proceeding can be expedi- 
tiously resolved so as to prevent the unnecessary postponement 
of the beginning of the running of the term of any patent 
resulting from an application involved in the interference. 
Pritchard v. Loughlin, 361 F.2d 483, 149 USPQ 841 (CCPA 
1966). 

If the parties desire to arbitrate an interference prior to the 
close of the motion period, the examiner-in-chief will not nor- 
mally grant an extension of time for the purpose. The parties 
will be required to file their preliminary motions under 37 CFR 
1.633. After the motions are filed, the examiner-in-chief could 
grant an extension only upon compliance with 37 CFR 1.645 
which requires a showing of “good cause.” Such a “good cause” 
showing would normally include a schedule, agreed to by the 
parties, setting forth, inter alia, the dates for (1) executing the 
arbitration agreement, (2) determining priority and (3) termi- 
nating the interference. 


Section 1.690(a) requires that an arbitration agreement 
include the following: 
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(1) The name of the arbitrator or a date certain (not more 
than 30 days after the execution of the agreement) for his or 
her selection. 

(2) The issues to be decided by the arbitrator. 

(3) A provisions that the arbitrator’s award is binding on 
the parties and that the Board can enter a judgment based 
thereon. 


Section 1.690(c) requires that a copy of the arbitration award 
be filed within 20 days from the date of the award or by a date 
set by the examiner-in-chief. 

If the proceeding is in the testimony stage and the parties 
desire to arbitrate, the examiner-in-chief could grant a reason- 
able extension for that purpose. A motion for a further extension 
for that purpose would not be granted unless it were accompa- 
nied by a schedule, agreed to by the parties, setting forth, inter 
alia, the dates for (1) executing the arbitration agreement, (2) 
determining priority, and (3) terminating the interference. If 
the parties are to submit the required schedule, a motion for a 
further extension could be granted. If the parties file a copy 
of the arbitration agreement and they agree that any evidence 
submitted in the proceeding will be in one of the forms specified 
by 37 CFR 1.672(e) or (f), the examiner-in-chief could give 
favorable consideration to the parties’ motion that all the unex- 
pired times be extended to close concurrently on the date the 
record is due. By that date, the parties would be required to 
file the arbitrator’s award and their records, if necessary for 
the resolution of any issue not decided by the arbitrator. If the 
award is not dispositive of all the issues in the interference, 
the examiner-in-chief would set brief times so that parties could 
explain their evidence relating to any issues which the arbitrator 
did not, or was unable to decide. For example, the award might 
be dispositive of the issue of priority between the parties and 
leave for the Board’s determination the question of substituting 
a new count raised in a preliminary motion under 37 CFR 
1.633. 

The arbitration award, filed by the parties, would be in the 
nature of a final decision and should include the following: 

(1) The style (e.g., Jones v. Smith), the number of the interfer- 
ence and the names of the real parties in interest. 

(2) The subject matter in issue, i.e., the counts and a table 
of counts, if necessary, indicating the relationship of the parties’ 
claims corresponding to each count and those claims not corres- 
ponding thereto. 

(3) The issues for decision before the arbitrator. 

(4) The arbitrator’s decision. The decision may also include 
a statement of the grounds and reasoning in support thereof. 

(5) A summary, if appropriate, indicating, inter alia, that 
judgment should be awarded to one of the parties. 

Any party to the arbitration can attack the award only in the 
manner provided by 9 U.S.C. 10 and 11. 


9 U.S.C. 10 reads as follows: 


In either of the following cases the United States court in 
and for the district wherein the award was made may make an 
order vacating the award upon the application of any party to 
the arbitration— 

(a) Where the award was procured by corruption, fraud, or 
undue means. 

(b) Where there was evident partiality or corruption in the 
arbitrators, or either of them. 

(c) Where the arbitrators were guilty of misconduct in 
refusing to postpone the hearing, upon sufficient cause shown, 
or in refusing to hear evidence pertinent and material to the 
controversy; or of any other misbehavior by which the rights 
of any part have been prejudiced. 

(d) Where the arbitrators exceeded their powers, or so imper- 
fectly execute them that a mutual, final, and definite award 
upon the subject matter submitted was not made. 

(e) Where an award is vacated and the time within which 
the agreement required the award to be made has not expired the 
court may, in its discretion, direct a rehearing by the arbitrators. 


9 U.S.C. 11 reads as follows: 


In either of the following cases, the United States court in 
and for the district wherein the award was made may make an 
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order modifying or correcting the award upon the application 
of any party to the arbitration— 

(a) Where there was an evident material miscalculation of 
figures or an evident material mistake in the description of any 
person, thing, or property referred to in the award. 

(b) Where the arbitrators have awarded upon a matter not 
submitted to them, unless it is a matter not affecting the merits 
of the decision upon the matter submitted. 

(c) Where the award is imperfect in matter of form not 
affecting the merits of the controversy. 

The order may modify and correct the award, so as to effect 
the intent thereof and promote justice between the parties. 


See, for example, Fairchild and Co., Inc. v. Richmond, F. 
and P.R. Co.,516 F.Supp. 1305 (D.D.C. 1981). If such an attack 
were to be made by one of the parties while the interference 
is pending before the Board, the Board would not stay the 
interference. Rather, the Board would issue its judgment in 
accordance with the award. So long as the award is in compli- 
ance with £ 1.690, it would carry the presumption that the 
arbitrator acted correctly in making his decision and accord- 
ingly, the party designated by the award as the prevailing party 
would be entitled prima facie to a judgment in its favor. If the 
dissatisfied party brings an action in an appropriate United 
States district court and if the court vacates, modifies or corrects 
the award, the Board would take action consistent with the 
court’s findings. No action would lie in the PTO to vacate or 
correct an arbitration award, unless all parties agreed in writing. 

The following examples illustrate the practice of the PTO 
concerning arbitration. 


Example 1 


Arbitration Practice-Preliminary Stage 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The parties decide to arbitrate the interference 
in accordance with § 1.690 and file a motion for an extension 
of time so that they can “freely” arbitrate the interference, but 
do not file a waiver of their right to file motions. 

The examiner-in-chief would deny the motion because the 
parties’ intention to arbitrate, in and of itself, does not constitute 
a showing of “good cause” within the meaning of 37 CFR 
1.645(a). Even if the parties file an agreement to arbitrate, the 
PTO would not grant any extension of time to permit the parties 
to “freely” arbitrate an interference prior to the expiration of 
the time for filing preliminary motions. 


Example 2 
Arbitration Practice-Testimony Stage 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633. The parties 
file preliminary motions; the examiner-in-chief renders a deci- 
sion thereon and sets the testimony times. The parties file a 
notice of intent to arbitrate the interference under § 1.690(a) 
and a motion for a one month extension of the testimony 
times. The examiner-in-chief could grant the motion, but would 
indicate that if the parties file another motion for an extension 
for that purpose, the motion must be accompanied by a schedule, 
agreed to by the parties, setting forth the dates for (1) executing 
the arbitration agreement, (2) determining priority and (3) ter- 
minating the interference. 


The parties file a motion for an additional one month exten- 
sion of time to permit the parties to arbitrate the interference. 
Accompanying the motion is a proposed schedule of times and 
a copy of the arbitration agreement which provides, inter alia, 
(i) the name of the arbitrator or a date certain for his selection, 
(ii) that the arbitrator’s award will be binding on the parties, 
(iii) the issues to be decided by the arbitrator and (iv) that the 
award will be filed by the date the record is due. The parties 
also indicate that the evidence to be filed in the proceeding 
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will be in one of the forms specified by 37 CFR 1.672(e) or 
(f). The examiner-in-chief could grant the motion and indicate 
that he will give favorable consideration to a motion to extend 
all the unexpired times to close concurrently on the date the 
record is due should the parties request such. 

On the date for filing the record, the parties file the arbitra- 
tor’s award and their evidentiary records, if necessary. The 
award states (i) the style and number of the interference and 
the real parties in interest, (ii) the subject matter in issue and 
the parties’ claims which thereto and which do 
not correspond thereto, (iii) the issues for decision before the 
arbitrator, (iv) the arbitrator’s decision (which may include a 
statement of the grounds and reasoning in support thereof) and 
(v) that judgment should be awarded to one of the parties. The 
examiner-in-chief examines the award to ensure that it complies 
with § 1.690 and is dispositive of the issues in the interference 
which can be decided by the arbitrator. If the award is otherwise 
acceptable, the Board would issue a judgment based on the 
award. If the award is not dispositive of all the issues in the 
interference, the examiner-in-chief would determine how the 
interference will proceed. 


Example 3 


Arbitration Practice-Award Decides Interference-in-Fact Issue 
and Junior Party Takes No Testimony 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CFR 1.633(b) on the ground that there is no interfer- 
ence-in-fact between his claims corresponding to the count and 
his opponent’s claims corresponding thereto. The examiner- 
in-chief denies the motion, examines the preliminary statements 
and sets the testimony times. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intent to 
arbitrate and file an arbitration t which is approved 
by the examiner-in-chief. On the date for filing the record, the 
junior party files the award together with a motion requesting 
that the interference be terminated in view of the award. He 
does not file a record. In his award the arbitrator holds that no 
interference-in-fact exists between the parties’ claims corres- 
ponding to the count. 

The motion would be denied because the award decides a 
matter of patentability which would not result in a judgment 
adverse to one of the parties. Consequently, the junior party 
would be placed under an order to show cause why judgment 
under 37 CFR 1.652 should not be entered against him for his 
failure to file an evidentiary record by the time set therefore. 
In response to the order, the junior party requests final hearing 
to review the examiner-in-chief’s denial of the motion for judg- 
ment and a testimony period to show no interference-in-fact. 
The examiner-in-chief would grant the junior party’s request 
to the extent that final hearing is set and would deny the 
request for testimony because the junior party already had the 
Opportunity to take testimony on the matter. 


Example 4 
Arbitration Practice—Cannot Decide Patentability 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CFR 1.633(a) on the ground that the claims corres- 
ponding to the count are unpatentable over prior art. In his 
decision on motions, the examiner-in-chief grants the motion 
and places both parties under an order pursuant to 37 CFR 
1.640(d)(1) to show cause why judgment should not be entered 
against them as to the count. In response to the order, the 
senior party files a paper in accordance with 37 CFR 1.640(e) 
purportedly showing good cause why judgment should not be 
entered in accordance with the order and a motion requesting 
permission to arbitrate the patentability issue. The examiner- 
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in-chief would deny the motion. The arbitrator is without 
authority to establish vis-a-vis the public that the subject matter 
of the court is patentable. Thus, the arbitration will serve no 
useful purpose. The Board would consider the senior party’s 
paper and enter an appropriate order. 


Example 5 
Arbitration Practice—Award After Decision on Motions 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CFR 1.633(a) on the ground that the claims corres- 
ponding to counts | and 2 are unpatentable over prior art. In 
his decision on motions, the examiner-in-chief grants the 
motion with respect to count 1, denies the motion with respect 
to count 2 and places both parties under an order pursuant to 
37 CFR 1.640(d)(1) to show cause why judgment should not 
be entered against them as to count |. The senior party files 
a paper in accordance with 37 CFR 1.640(e); the junior party, 
a response thereto. The Board considers the paper and the 
response thereto and based on the record enters judgment 
adverse to both parties as to count |. Thereafter, the examiner- 
in-chief examines the preliminary statements and sets dates for 
taking testimony and filing the record. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intent to 
arbitrate and file an arbitration agreement which is approved 
by the examiner-in-chief. In his award, the arbitrator decides 
that judgment should be awarded to the junior party. On the 
date for filing the record, both parties file the award together 
with a motion requesting that the interference be terminated 
in view of the award. No record is filed. 

The motion would be granted and accordingly it would be 
held that the senior party is not entitled to a patent containing 
his claims corresponding to count 2. 


Example 6 
Arbitration Practice—Award Decides Patentability 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions for judgment under 37 CFR 1.633 
are filed and after the examination of the preliminary state- 
ments, the examiner-in-chief sets the testimony times. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intent to 
arbitrate and file an arbitration agreement which is approved 
by the examiner-in-chief. In his award, the arbitrator finds (1) 
that the evidence is insufficient to establish a prior public use 
bar under 35 U.S.C. 102(b) against the junior party, (2) that 
the claims of the junior party corresponding to the count are 
patentable under 35 U.S.C. 103 over the prior art cited by the 
senior party to the junior party, and (3) that judgment on priority 
should be awarded to junior party. On the date for filing together 
with a motion requesting that the interference be terminated 
in view of the award. 

The motion would be granted and accordingly it would be 
held that the senior party is not entitled to a patent containing 
his claims corresponding to the count. After the termination 
of the proceeding, each party has the duty under 37 CFR 1.56 
to bring before the primary examiner the evidence concerning 
the purported public use bar and the prior art cited by the senior 
party and/or considered by the arbitrator. 


Example 7 


Arbitration Practice—Award Grants Priority to Junior Party 
oan Upon Granting of Preliminary Motion Under 
1.633( 
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An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion under 37 CFR 
1.633(c)(1) to substitute another count. The examiner-in-chief 
denies the motion, examines the preliminary statements and 
sets the testimony times. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intention 
to arbitrate and enter into an arbitration agreement which is 
approved by the examiner-in-chief. The agreement provides 
that any evidence to be submitted by the parties will be in the 
form of a stipulation under 37 CFR 1.672(e) and (f). The parties 
file a motion requesting that all the unexpired testimony times 
be extended to close concurrently on the date the record is due. 
The motion would be granted. 

On the date for filing the record, the junior party files his 
record and the award. The award states, inter alia, that if the 
Board at final hearing should grant the junior party’s motion 
under 37 CFR 1.633(c)(1) to substitute a new count, judgment 
should be awarded to the junior party based on the evidence. 
Otherwise, the award states that judgment should be awarded 
to the senior party. 

The examiner-in-chief sets the brief times and after the filing 
thereof the interference would be set for final hearing so that 
the Board can review the examinter-in-chief’s denial of the 
junior party’s motion under 37 CFR 1.633(c) and issue an 
appropriate judgment based on the award. 


Example 8 
Arbitration Practice—Award Attacked 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No preliminary motions are filed. The exam- 
iner-in-chief examines the preliminary statements and sets the 
testimony times. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intention 
to arbitrate and file an arbitration agreement which is approved 
by the examiner-in-chief. 

On the date for filing the record, both parties file their records. 
The junior party files the award which states that judgment 
should be awarded to him and a motion for judgment based 
on that award. The senior party files an opposition to the motion 
for judgment on the grounds (i) that the award contains errors 
of law, (ii) that the award was procured by “corruption, fraud 
or undue means” in violation of 9 U.S.C. 10(a), and (iii) that 
the arbitrator exhibited “evident partiality” in violation of 9 
U.S.C. 10(b) and was “guilty of misconduct * * * in refusing 
to hear evidence pertinent and material” to the interference, 
citing 9 U.S.C. 10(c). 

The Board would grant the judgment based on the award, 
holding that the senior party is not entitled to a patent containing 
his claims corresponding to the count. So long as the award 
is in compliance with the provisions of § 1.690, it would carry 
a presumption that the arbitrator acted properly in all respects. 
Consequently, before the PTO the award is binding upon the 
parties and the junior party is prima facie entitled to a judgment 
in its favor. Thus, no action lies in the PTO as regards the 
matter raised by the senior party. The senior party’s action lies 
in an appropriate United States district court and the PTO would 
take any action consistent with the court’s decision. 


Example 9 


Arbitration Practice—Award Cannot Modify Board’s Final 
Decision 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions are filed. The examiner-in-chief 
examines the preliminary statements and sets the testimony 
times. 
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During the testimony period, the parties decide to arbitrate 
the interference and enter into an arbitration agreement. Neither 
party notifies the examiner-in-chief of their intent to arbitrate 
nor do they file a copy of the agreement in the interference. 
Both parties timely file their records and briefs. Both waive 
oral argument. The Board enters a final decision after consider- 
ation of the evidence in favor of the senior party. 

The junior party requests reconsideration of the Board’s final 
decision, submits a copy of the arbitration award and moves 
that the Board set aside its final decision and enter judgment 
in his favor based on the award. In support of its request, the 
junior party cites 9 U.S.C. 9, which provides that “any party 
to the arbitration may apply to the court so specified for an 
order confirming the award” and 35 U.S.C. 135(d) which pro- 
vides that title 9 applies to interference arbitrations. 

The Board would deny the motion to set aside. The parties 
did not comply with § 1.690(a), i.e., notify the examiner-in- 
chief in writing of their intention to arbitrate and file a copy 
of the arbitration agreement within twenty (20) days of its 
execution. The denial of the motion is an appropriate sanction 
under 37 CFR 1.616. Such action by the Board is considered 
consistent with long-standing interference practice. Cf. Hum- 
phrey v. Fickert, 1904 Dec. Comm’r. Pat. 447 (Comm’r. 1904) 
wherein the Board, after it had considered the evidence, refused 
to set aside its award of priority to Fickert and act upon the 
Fickert’s concession of priority in favor of Humphrey, the 
losing party. 


Example 10 


Arbitration Award Filed With Record—No Notice to Exam- 
iner-In-Chief 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions are filed. The examiner-in-chief 
examines the preliminary statements and sets the testimony 
times. 

During the testimony period, the parties decide to arbitrate 
the interference and enter into an arbitration agreement. Neither 
party notifies the examiner-in-chief of the agreement. The 
junior party timely files its record together with a copy of the 
arbitration award and a motion for judgment based on the 
award. 

The motion would be denied. Under the provisions of 37 
CFR 1.616, the examiner-in-chief would place both parties 
under an order to show cause why judgment should not be 
rendered against them for their failure to comply with 1.690(a), 
i.e., failing to notify him of their intent to arbitrate and file a 
copy of the arbitration agreement. 


Discussion of Comments 


One commentor suggested that the expression “An interfer- 
ence or any aspect thereof shall be arbitrated” in part (b) of 
proposed § 1.690 might be construed as going beyond the terms 
of the statute by authorizing an examiner-in-chief to require 
the parties to arbitrate an interference, and proposed that the 
quoted language be changed to “An arbitration proceeding 
under this section shall be conducted.” To eliminate any pos- 
sible misconstruction of the rule, this proposal has been adopted. 

A second commentor suggested, by telephone, that a provi- 
sion be added to proposed § 1.690 requiring that the arbitrator 
be familiar with United States interference practice, and that 
United States law be applied by the arbitrator in making the 
determination. He expressed the fear that a foreign arbitrator 
might reach a result contrary to established domestic law. 

This suggestion has not been adopted. It is incumbent upon 
the parties to select the arbitrator, and to satisfy themselves as 
to his or her qualifications. Presumably if the arbitrator’s deci- 
sion is contrary to established law, any resulting patent would 
be subject to attack on that ground by a third party in subsequent 
litigation. 

Kester commentor stated that, with the arbitration rule, the 
PTO was “attempting to apply a band-aid to a system which 
cannot be cured by application of a band-aid,” and that the 
first-to-file system should be adopted in place of the first-to- 
invent system. This suggestion is obviously far beyond the 
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scope of the rule change under consideration. The first-to- 
invent system is mandated by statute and could not be replaced 
merely by a change in the rules. The purpose of § 1.690 is to 
establish a specific procedure governing the optional arbitration 
of interferences provided by section 105 of Pub. L. 98-622. 


Other Considerations 


This rule does not have a significant impact on the quality of 
the human environment or the conservation of natural resources. 
The rule is in conformity with the requirements of the Regula- 
tory Flexibility Act (Pub. L. 96-354), Executive Order 12291, 
and the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et 


seq. 

The General Counsel of the Department of Commerce certi- 
fied to the Small Business Administration that the rule will not 
have a significant adverse economic impact on a substantial 
number of small entities (Regulatory Flexibility Act. Pub. L. 
96-354) because arbitration intended to minimize expenses in 
interference cases. 

The Patent and Trademark Office has determined that this 
rule is not a major rule under Executive Order 12291. The 
annual effects on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets 


The rule will not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no record 
keeping or reporting requirements within the coverage of the 
Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delega- 
tions, Conflicts of interest, Courts, Inventions and patents, Law- 
yers. 

For the reasons set out in the preamble and under the authority 
given to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6 and 135, Part | of Title 37 CFR is amended as follows: 


PART 1-RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | would continue 
to read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 
2. New § 1.690 is added to Subpart E to read as follows: 
$ 1.690 Arbitration of Interferences. 


(a) Parties to a patent interference may determine the interfer- 
ence or any aspect thereof by arbitration. Such arbitration shall 
be governed by the provisions of Title 9, United States Code. 
The parties must notify the Board in writing of their intention 
to arbitrate. An agreement to arbitrate must be in writing, 
specify the issues to be arbitrated, the name of the arbitrator 
or a date not more than thrity (30) days after the execution of 
the agreement for the selection of the arbitrator, and provide 
that the arbitrator’s award shall be binding on the parties and 
that judgment thereon can be entered by the Board. A copy of 
the agreement must be filed within twenty (20) days after its 
execution. The parties shall be solely responsible for the selec- 
tion of the arbitrator and the rules for conducting proceedings 
before the arbitrator. Issues not disposed of by arbitration will 
be resolved in accordance with the procedures established in 
37 CFR, Subpart E of Part 1, as determined by the examiner- 
in-chief. 

(b) An arbitration proceeding under this section shall be 
conducted within such time as may be authorized on a case- 
by-case basis by an examiner-in-chief. 

(c) An arbitration award will be given no consideration unless 
it is binding on the parties, is in writing and states in a clear 
and definite manner (1) the issue or issues arbitrated and (2) 
the disposition of each issue. The award may also include a 
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statement of the grounds and reasoning in support thereof. 
Unless otherwise ordered by an examiner-in-chief, the parties 
shall give notice to the Board of an arbitration award by filing 
within twenty (20) days from the date of the award a copy of 
the award signed by the arbitrator or arbitrators. When an award 
is timely filed, the award shall, as to the parties to the arbitration, 
be dispositive of the issue or issues to which it relates. 

(d) An arbitration award shall not preclude the Office from 
determining patentability of any invention involved in the inter- 
ference. 


Mar. 16, 1987 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 


and Trademarks 


[FR Doc. 87-9373 Filed 4-24-87; 8:45 am] 
BILLING CODE 3510-16-M 


[1080 OG 15} 


(124) Disclosure Document Program 

This notice consolidates and supersedes the notices of Mar. 
26, 1969 (862 O.G. 1) and Aug. 11, 1970 (878 O.G. 1) relating 
to the Patent Office Disclosure Document Program. Under this 
program the Patent Office accepts and preserves, for a period 
of two years, papers referred to as “Disclosure Documents.” 
These papers may be used as evidence of the dates of conception 
of inventions. 


The Program 


A paper disclosing an invention and signed by the inventor 
or inventors may be forwarded to the Patent Office by the 
inventor (or by any one of the inventors when there are joint 
inventors), by the owner of the invention, or by the attomey 
or agent of the inventor(s) or owner. It will be retained for two 
years and then be destroyed unless it is referred to in a separate 
letter in a related patent application within said two years. 

A Disclosure Document is not a patent application and the 
date of its receipt in the Patent Office will not become the 
effective filing date of any patent application subsequently 
filed. However, like patent applications, these documents will 
be kept in confidence by the Patent Office. If patent protection 
is desired, a patent application should be filed as soon as 
possible. 

This program does not diminish the value of conventional 
witnessed and notarized records as evidence of conception of 
an invention, but it should provide a more credible form of 
evidence than that provided by the popular practice of mailing 
a disclosure to oneself or another person by registered mail. 
The program is made available as a service to those persons 
desiring to use it. 


Content of Disclosure Document 


Although there are no restrictions as to content and claims 
are not necessary, the benefits afforded by a Disclosure Docu- 
ment will depend directly upon the adequacy of the disclosure. 
Therefore, it is strongly urged that the document contain a clear 
and complete explanation of the manner and process of making 
and using the invention in sufficient detail to enable a person 
having ordinary knowledge in the field of the invention to make 
and use the invention. When the nature of the invention permits, 
a drawing or sketch should be included. The use or utility 
of the invention should be described, especially in chemical 
inventions. 

The Disclosure Document must be limited to written matter 
or drawings on paper or other thin, flexible material, such as 
linen or plastic drafting material, having dimensions or being 
folded to dimensions not to exceed 8 1/2 by 13 inches. Photo- 
graphs also are acceptable. Each page should be numbered. Text 
and drawings should be sufficiently dark to permit reproduction 
with commonly used office copying machines. 

A $10 fee is charged for filing a Disclosure Document. 
Payment must accompany the Disclosure Document when it 
is submitted to the Patent Office. 
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In addition to the $10 fee, the Disclosure Document must 
be accompanied by a stamped, self-addressed envelope and a 
separate paper in duplicate, signed by the inventor, stating that 
he is the inventor and requesting that the material be received 
for processing under the Disclosure Document Program. The 
papers will be stamped by the Patent Office with an identifying 
number and date of receipt, and the duplicate request will be 
retumed in the self-addressed envelope together with a warming 
notice indicating that the Disclosure Document may be relied 
upon only as evidence and that a patent application should be 
diligently filed if patent protection is desired. The inventor’s 
request may take the following form: 


“The undersigned, being the inventor of the disclosed inven- 
tion, requests that the enclosed papers be accepted under the 
Disclosure Document Program, and that they be preserved for 
a period of two years.” 


Retention 


The Disclosure Document will be preserved in the Patent 
Office for two years after its receipt and will then be destroyed 
unless it is referred to in a separate letter in a related patent 
application filed within the two-year period. The Disclosure 
Document must be referred to in the separate letter by title, 
number, and date of receipt. Acknowledgment of receipt of 
such letters will be made in the next official communication 
or in separate letter from the Patent Office. Unless it is desired 
to have the Patent Office retain the Disclosure Document 
beyond the two-year period, it is not required that it be referred 
to in a patent application. 


Warning as to Limitations 


The two-year retention period should not be considered to 
be a “grace period” during which the inventor can wait to file 
his patent application without possible loss of benefits. It should 
be recognized that in establishing priority of invention an affi- 
davit or testimony referring to a Disclosure Document must 
usually also establish diligence in completing the invention or 
in filing the patent application since the filing of the Disclosure 
Document. 

Inventors are also reminded that any public use or sale in 
the United States, or publication of the invention anywhere in 
the world, more than one year prior to the filing of a patent 
application on that invention will prohibit the granting of a 
patent on that invention. 

If the inventor is not familiar with what is considered to 
be “diligence in completing the invention” or “reduction to 
practice” under the patent law, or if he has other questions 
about patent matters, the Patent Office advises him to consult 
an attorney or agent registered to practice before the Patent 
Office. Patent attorneys and agents may be found in the tele- 
phone directories of most major cities. Also, many large cities 
have associations of patent attorneys which may be consulted. 
Jan. 4, 1971 RICHARD A. WAHL 
Assistant Commissioner 

of Patents 


[883 OG 3) 


(125) Changes to Disclosure Document Program 

The PTO is revising and clarifying the Disclosure Document 
Program to improve processing and to simplify customer 
requirements. The following changes to the Disclosure Docu- 
ment Program are effective upon publication: 


e Duplicate copies of documents are no longer required. Only 
the original document is required for submission. 


e The original Disclosure Document will not be returned to 
the customer. 


e A self addressed, stamped envelope is no longer required. 
e A standard format for the disclosure Document is required: 


1) The document must be written on one side only, on white 
letter-size (21.6 cm x 27.9 cm or 8 1/2 by 11 inches) or DIN 
Size A4 (21.0 x 29.7 cm) paper. (Oversized paper, although 
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foldable to the above dimensions, is not acceptable.) 2) Draw- 
ings or sketches must be on paper the same size as the rest of 
the document. 


e The fee for filing a Disclosure Document is $10.00. Docu- 
ments submitted without the full fee will be retumed. 


e A copy of a Disclosure Document will be furnished upon 
receipt of a written request (from the inventor or attomey/agent 
only) and with a fee of $25.00. 37 CFR § 1.19(b)(3). 


Section 1706 of the Manual of Patent Examining Procedures 
(MPEP) will be revised in accordance with this notice. The 
section also contains further information regarding the Disclo- 
sure Document Program. 
July 21, 1995 JAMES O. THOMAS, JR. 
Deputy Assistant Commissioner 

for Patent Process Services 


[1177 O.G. 60) 


Department of Commerce 
Patent and Trademark Office 


37 CFR Parts 15 and 15a 
[Docket No. 960722200-6200-01] 
RIN 0651-XX07 


Service of Process; Testimony by Employees and the 
Production of Documents in Legal Proceedings 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: This final rule removes parts dealing with service 
of process on Patent and Trademark Office (PTO) employees 
in their official capacity and with testimony by employees and 
production of documents in legal proceedings. The PTO will 
rely on analogous Commerce Department regulations found in 
title 15 of the Code of Federal Regulations. 

Effective Date: August 19, 1996 

For Further Information Contact: Kenneth Corsello by tele- 
phone at (703) 305-9041; by mail marked to his attention and 
addressed to the Office of the Solicitor, Box 8, Washington, 
D.C. 20231; by electronic mail to corsello@uspto.gov; or by 
fax marked to his attention at (703) 305-9373. 
Supplementary Information: In March 1995, President Clinton 
issued a directive to Federal agencies regarding their responsi- 
bilities under his Regulatory Reform Initiative. This initiative 
is part of the National Performance Review and calls for imme- 
diate, comprehensive regulatory reform. The President directed 
all agencies to undertake, as part of this initiative, an exhaustive 
review of all of their regulations—with an emphasis on elimi- 
nating or modifying those that are osbolete or otherwise in 
need of reform. This final rule is part of the Regulatory Reform 
Initiative. 

The Department of Commerce regulations dealing with ser- 
vice of process (15 CFR Part 15) and with employee testimony 
and the production of documents (15 CFR Part 15a) apply to 
the PTO. Therefore, the PTO is removing 37 CFR Parts 15 
and 15a because they are unnecessary and duplicative. 

This rule is not a significant rule for the purposes of Executive 
Order 12866. Notice and comment is not required for this 
rulemaking because it relates to agency management or per- 
sonnel, 5 U.S.C. 553(a)(2), and thus no regulatory flexibility 
analysis is required, 5 U.S.C. 603(a). This rule does not change 
the paperwork burden imposed on the public. See 44 U.S.C. 
3501 et seq. 


List of Subjects 
37 CFR Part 15 


Attorneys, Administrative practice and procedure, Courts, 
Government employees. 


37 CFR Part 15a 


Attorneys, Administrative practice and procedure, Courts, 
Government employees. 
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For the reasons set forth in the preamble, and pursuant to 
the authority contained in 35 U.S.C. 6, 37 CFR Chapter I is 
amended as follows: 


Part 15 — [Removed and Reserved] 
1. Part 15 is removed and reserved. 
Part 15a — [Removed and Reserved] 


1. Part 15a is removed and reserved. 


August 13, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


[1190 OG 46) 


(127) Department of Commerce 


Patent and Trademark Office 


United States Adherence to the 
International Union for the Protection of New Varieties 
of Plants (UPOV) 


On Nov. 12, 1980, the United States deposited its instrument 
of acceptance of the 1978 text of the UPOV Convention. The 
United States was the second State to adhere to this text, New 
Zealand having earlier done so. 

The UPOV Convention will take effect with respect to the 
United States and the other adherents to the 1978 text upon a 
total of five adherences, three of which must be by present 
member States (States adhering to the text of the Convention). 
We expect at least three present member States to adhere shortly 
and the 1978 text to take effect, therefore, during 1981. 

The United States deposited its instrument of acceptance on 
the basis of the legal protection offered for asexually reproduced 
plants under the plant patent law (35 U.S.C. 161-164). Accord- 
ingly, the Convention will apply only to asexually reproduced 
plants protected under this law. Steps are now being taken, 
however, by the Plant Variety Protection Office of the Depart- 
ment of Agriculture to conform the implementation of the Plant 
Variety Protection Act (7 U.S.C. 2321 et seq.) to the Conven- 
tion’s requirements. When this is done, the United States will 
notify the UPOV Secretariat that the Convention is also appli- 
cable in the United States to sexually reproduced plants pro- 
tected under that Act. 

Questions concerning the UPOV Convention may be directed 
to the Office of Legislation and International Affairs of the 
Patent and Trademark Office. This Office may be addressed 
as follows: Box 4, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. The Office’s telephone number is 
(703) 557-3065. 
Dec. 16, 1980 SIDNEY A. DIAMOND 
Commissioner of Patents 

and Trademarks 


[1002 OG 102] 


(128) Taking Effect in the United States 
of the International Convention for 


the Protection of New Varieties of Plants 


The International Convention for the Protection of New Vari- 
eties of Plants (the UPOV Convention) will take effect in the 
United States on Nov. 8, 1981. It will apply to all applications 
for the patenting of plants under the provisions of Title 35, 
United States Code, which are filed on or after Nov. 8, 1981. 
The actual filing date will govern in determining whether the 
Convention wil! apply to an application, even though the appli- 
cation may be entitled to an earlier effective date under section 
119 or 120 of Title 35, United States Code. 
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In addition to the United States, the UPOV Convention will 
be in effect as of Nov. 8, 1981, in the following fourteen States: 
Belgium, Denmark, Federal Republic of Germany, France, Ire- 
land, Israel, Italy, Netherlands, New Zealand, Republic of South 
Africa, Spain, Sweden, Switzerland, and the United Kingdom. 

No changes in the patent law are needed to implement the 
UPOV Convention in the United States. An applicant for a 
plant patent will be required, however, to submit for registration 
a variety name for the plant to be patented. Registration is 
required by Article 13 of the UPOV Convention. 

Registrability shall be determined in accordance with the 
International Code of Nomenclature for Cultivated Plants 
(1980). As an interim procedure pending the promulgation 
of an appropriate rule, inclusion of the variety name in the 
application will be accepted as a submission of the name for 
registration. No plant patent as a result of an application filed 
on or after Nov. 8, 1981, shall be issued without the registration 
of a variety name. Questions concerning this variety naming 
requirement or the UPOV Convention may be addressed to: 


Mr. Michael K. Kirk, Director 

Office of Legislation and 

International Affairs Box 4 

U.S. Patent and Trademark Office Washington, D.C. 20231 


Mr. Kirk’s telephone number is (703) 557-3065. 
Oct. 15, 1981 GERALD J. MOSSINGHOFF 


Commissioner of Patents 
and Trademarks 


[1011 OG 27) 


(129) Announcement on the Starting Date 
of Operations under the Eurasian 


Patent Convention 


The United States Patent and Trademark Office received 
notification from the World Intellectual Property Organization 
(WIPO) that: 


1. The starting date of operation under the Eurasian Patent 
Convention* which was done at Moscow on September 9, 
1994, is January 1, 1996. As from that date, the Eurasian Patent 
Office receives Eurasian patent applications and Eurasian 
patents can be sought** in international applications under the 
Patent Cooperation Treaty (PCT). 

Name of the Office: Evraziiskoe patentnoe vedoms- 
trvo (EAPV) Eurasian Patent 
Office (EAPO) 


Location and mailing 


M. Cherkassky per. 2/6, EAPV 
address: 


address: Moscow Centre, GSP, 
103621 Russian Federation 


Telephone: 
Facsimile: 


(70-95) 206 63 21 
(70-95) 921 24 23 


The President of the Eurasian Patent Office is Mr. Viktor I 
Blinnikov. 


2. By December 31, 1995, the following nine States (hereafter 
referred to as “the Contracting States”) have deposited their 
instruments of accession to, or ratification of, the Eurasian 
Patent Convention with the Director General of the World 
Intellectual Property Organization: Armenia, Azerbaijan, 
Belarus, Kazakstan, Kyrgyzstan, Republic of Moldova, Russian 
Federation, Tajikistan and Turkmenistan.*** 


3. The Convention allows anyone—irrespective of nation- 
ality or domicile—to obtain a Eurasian patent for invention, 
having effect in all the Contracting States, by filing a single 
application with, and making a single payment to, the Eurasian 
Patent Office in Moscow. The request part of an application 
for the grant of a Eurasian patent must be in Russian. Other 
parts of the Eurasian application may, at the moment of the 
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filing of the application, be in Russian or in any other language. 
For any parts that are not in Russian, a Russian translation 
must be furnished by the applicant within two months following 
the date of receipt, by the Eurasian Patent Office, of the Eurasian 
application. The Eurasian Patent Office accepts the filing of 
applications by facsimile, but the signed original must reach 
the Office within 14 days. 


4. The procedure in the Eurasian Patent Office follows the 
usual rules: there is an examination as to form; this is followed 
by search, publication after the expiry of 18 months from the 
priority date, substantive examination (which is done on the 
request of the applicant; such a request must be made before 
the expiry of six months from the date of publication of the 
search report), and grant or refusal of grant of the Eurasian 
patent. 


5. If the grant of the Eurasian patent is refused, the applicant 
may transform his Eurasian application into national applica- 
tions having the filing date and the priority date, if any, of the 
Eurasian application, in those Contracting States in which he 
wishes to obtain a national patent under the national procedure. 


6. The granted Eurasian patent is not a bundle of national 
patents but has, in the Contracting States, a unitary legal effect 
governed by the Convention and the Patent Regulations adopted 
by the Administrative Council. 


7. Any dispute concerning the validity in a given Contracting 
State, or an infringement in a given Contracting State, of a 
Eurasian patent will be decided by the national courts or other 
competent authorities of that State on the basis of the Conven- 
tion and the Patent Regulations. Such a decision has legal effect 
only in the territory of that Contracting State. 


8. In the case of a dispute, any national court or other compe- 
tent authority of a Contracting State in which Russian is not 
a State language may require that the plaintiff furnish to it a 
translation of the Eurasian patent in the State language. 


9. There is no requirement and no possibility to designate 
Contracting States in the Eurasian patent application. The Eur- 
asian patent has effect on the territory of all Contracting States 
from the date of its publication by the Eurasian Patent Office. 
However, at the time when the annual maintenance fees are 
due and are paid, the owner of the patent must designate by 
name those Contracting States in which he wishes the effect 
of the patent to continue. Designations must be addressed to 
the Eurasian Patent Office, and the patent maintenance fees 
must be paid at the same time. A separate fee is payable in 
respect of each designated Contracting State. 


10. Any person who has the right to be a representative 
before the national Patent Office of a Contracting State and 
who is registered with the Eurasian Patent Office as a patent 
agent may act as representative before the Eurasian Patent 
Office. Where the applicant does not have his residence or 
principal place of business in the territory of a Contracting 
State, he is required to be represented by a so registered patent 
agent. 


11. The fee to be paid at the filing of a Eurasian application 
(so called “unitary procedural fee”) is US$ 800, plus US$ 50 
for each claim in excess of ten, if any. This fee covers also 
search and publication. This fee is reduced by 25% when the 
application, filed via the PCT, enters the regional phase before 
the Eurasian Patent Office and is accompanied by an interna- 
tional (PCT) search report. A further amount of US$ 800 is 
payable when examination is requested. Finally, US$ 500 are 
payable when the Eurasian patent is granted. 


12. The list of registered patent agents, the schedule of fees 
and printed application (and other) forms are available from 
the Eurasian Patent Office. 


* For the text of the Eurasian Patent Convention, see Industrial Property Laws and 
Treaties, MULTILATERAL TREATIES - Text 2-013, Industrial Property and 
Copyright, July/August 1995. 

** For designation of States party to the Eurasian Patent Convention, see PCT 
Newsletter No. 11/1995, pages | and 6. 
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*** As to the date of entry into force of the Convention for a given State, see the 
corresponding EAPC Notification issued by WIPO. 
February 13, 1996 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1184 OG 40) 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 10 
[Docket No. 9511277-5277-01] 
RIN 0651-AA65 


Cross-Appeals in Patent and Trademark Office 
Disciplinary Proceedings 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (PTO) is amending 
a rule of practice in disciplinary cases to provide a time period 
for filing a cross-appeal to the Commissioner of Patents and 
Trademarks after the initial decision of the Administrative Law 
Judge (ALJ). This amendment will simplify the appeals practice 
in disciplinary cases by eliminating the need to file contingent 
appeals. 


Effective Date: January 16, 1996. 


For Further Information Contact: Karen L. Bovard, 703-308- 
5316. 


Supplementary Information: The PTO issued a second notice of 
proposed rulemaking to amend a rule of practice in practitioner 
disciplinary proceedings. 60 FR 4395, Jan. 23, 1995. Under 
the existing practice, after the ALJ’s initial decision, a party 
(either the respondent or the Director of the office of Enrollment 
and Discipline) might be obliged to file a contingent appeal to 
protect cross-appealable issues in the event the opposing party 
filed an appeal. The amended rule provides a time period for 
the party to file a cross-appeal after the opposing party has 
appealed to the Commissioner from the ALJ’s initial decision. 
No comment to the second notice of proposed rulemaking 
was received. The proposed rule is adopted. 
Other Considerations 


This rule change conforms with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12612 and 12866, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et seq. 


The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy of the Small Business Administration 
that the rule change will not have a significant impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 605(b)). The principal impact of the rule change is to 
provide a time period to file across-appeal in a PTO disciplinary 
proceeding. See the first notice of proposed rulemaking. 58 FR 
at 38996. 

The PTO has determined that the rule change has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
order 12612. The rule change is not significant for the purposes 
of Executive Order 12866. 

The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
record keeping or reporting requirements within the coverage 
of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 10 


Administrative practice and procedure, Inventions and 
patents, Lawyers, Reporting and recordkeeping requirements. 
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Pursuant to the authority contained in 35 U.S.C. 6, the PTO 
amends 37 CFR part 10 as follows: 


Part 10-Representation of Others Before the Patent and 
Trademark Office 


1. The authority citation for 37 CFR part 10 would continue 
to read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


2. Section 10.155 is amended by revising paragraph (a) to 
read as follows: 


§ 10.155 Appeal to the Commissioner. 


(a) Within thirty (30) days from the date of the initial decision 
of the administrative law judge under § 10.154, either party 
may appeal to the Commissioner. If an appeal is taken, the 
time for filing a cross-appeal expires (1) 14 days after the date 
of service of the appeal pursuant to § 10.142 or (2) 30 days 
after the date of the initial decision of the administrative law 
judge, whichever is later. An appeal or cross-appeal by the 
respondent will be filed and served with the Director in dupli- 
cate and will include exceptions to the decisions of the adminis- 
trative law judge and supporting reasons for those exceptions. 
If the Director files the appeal or cross-appeal, the Director 
shall serve on the other party a copy of the appeal or cross- 
appeal. The other party to an appeal or cross-appeal may file 
a reply brief. A respondent’s reply brief shall be filed and 
served in duplicate with the Director. The time for filing any 
reply brief expires thirty (30) days after the date of service 
pursuant to § 10.142 of an appeal, cross-appeal or copy thereof. 
If the Director files a reply brief, the Director shall serve on 
the other party a copy of the reply brief. Upon the filing of an 
appeal, cross-appeal, if any, and reply briefs, if any, the Director 
shall transmit the entire record to the Commissioner. 


December 7, 1995 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


[182 OG 517] 


(131) Practitioner’s 


nsibility to Avoid 
Prejudice to the Rights 


a Client/Patent Applicant 


Under 37 CFR Part 10, a practitioner is responsible for taking 
reasonable steps to avoid foreseeable prejudice to the rights 
of a client/patent applicant. This responsibility exists in all 
circumstances including those where the practitioner is opera- 
ting through a corporate liaison or foreign agent and has no 
direct contact with the client/patent applicant, who in most 
cases is the one being represented. 

This notice is intended to clarify the appropriate course of 
action for a practitioner to follow when the practitioner is 
operating through such a corporate liaison or foreign agent. In 
such arrangements, the registered practitioner may rely upon the 
advice of the corporate liaison or the client/patent applicant’s 
foreign agent as to the action to be taken so long as the prac- 
titioner is aware that the client/patent applicant has consented 
after full disclosure to be represented by the liaison or agent. 
It will be assumed by the Patent and Trademark Office that 
the client/patent applicant has an agreement with the liaison 
or agent, arrived at after full disclosure, to be represented by 
the liaison or agent. Registered practitioners, if they wish, 
however, may maintain a copy of the agreement in this regard 
between the client/patent applicant and the liaison or agent in 
practitioner's file of the application or other proceeding before 
the Office. If there is, in fact, no such agreement between the 
client/patent applicant and the liaison or agent, the registered 
practitioner must communicate to the client/patent applicant. 
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In circumstances where the practitioner is aware that there 
is an agreement between the client/patent applicant and the 
liaison or agent, the practitioner may fully rely upon the advice 
of the liaison or agent as to the wishes of the client/patent 
applicant. For example, if the registered practitioner is 
instructed by the client/patent applicant’s liaison or agent to 
allow an application to go abandoned rather than to respond 
to an Office action within a set period for response, the prac- 
titioner may properly do so without any further notice to the 
client/patent applicant. 

It is assumed that withdrawal from employment by a prac- 
titioner will remain a relatively rare occurrence, particularly in 
view of this clarification. This notice should not be taken to 
require or encourage withdrawal. If a practitioner should decide 
to withdraw, however, the practitioner must take reasonable 
steps to avoid foreseeable prejudice to the rights of the client/ 
patent applicant including allowing time for employment of 
another practitioner (37 CFR 10.40). Therefore, at least thirty 
days would be required between the date of approval by the 
Office of the withdrawal and the later of the expiration date 
of the response period or the expiration date of the period 
which can be obtained by a petition for extension of time and 
fee under 37 CFR 1.136(a). This is necessary so that the client 
patent applicant would have sufficient time to obtain other 
representation or to take other action. If a period has been set 
for response and the period may be extended without a showing 
of cause pursuant to 37 CFR 1.136(a) by filing a petition for 
extension of time and fee, the practitioner will not be required 
to seek such extension of time for withdrawal to be approved. 
In such a situation, however, withdrawal will not be approved 
unless at least thirty days would remain between the date of 
approval and the last date on which such a petition for extension 
of time and fee could properly be filed. 
Dec. 10, 1987 DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


[1086 OG 457] 


(132) Responsibilities of Practitioners Representing 
Clients in Proceedings Before 
The Patent and Trademark Office 


This notice is intended to remind practitioners of certain 
aspects of their responsibilities in representing clients in pro- 
ceedings before the Office. The Notice is also intended to 
supplement the discussion set forth in the Official Gazette 
Notice published at 1086 Official Gazette 457 (Jan. 12, 1988) 
entitled “Practitioner’s Responsibility to Avoid Prejudice to 
the Rights of a Client/Patent Applicant” and to amplify and 
supersede the Helpful Hint published at 1084 Official Gazette 
34 (Nov. 24, 1987) titled “Correspondence Address and/or Fee 
Address of Maintenance Fees.” 

Part 10 of title 37, Code of Federal Regulations, sets forth 
the Patent and Trademark Office (PTO) Code of Professional 
Responsibility. Each attorney or agent who practices before 
the PTO is subject to the rules set forth in Part 10 and should 
carefully study the rules promulgation originally published at 
50 Federal Register 5158 (Feb. 6, 1985) and at 1052 Official 
Gazette 4 (Mar. 5, 1985) and reproduced as item number 172 
in the Consolidated Listing of Official Gazette Notices, pub- 
lished at 1086 Trademark Official Gazette 3 (Jan. 5, 1988). 


Practitioner's Client 


During the promulgation of Part 10, 37 CFR, severai individ- 
uals suggested that “it may be difficult to determine the identity 
of the ’client’. . ., particularly in corporate patent departments.” 
The response to that suggestion was that “[t]he PTO will presume 
that practitioners know the identities of their clients . . ..” 50 
Federal Register 5163 (Feb. 6, 1985); 1086 Trademark Official 
Gazette 356 (Jan. 5, 1988). For example, in a patent application, 
practitioner’s client is ordinarily the inventor who gives prac- 
titioner a power of attorney to prosecute the application (37 CFR 
1.31). A practitioner may represent only the assignee of the entire 
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interest in a patent application if the assignee has filed a power 
of attorney and the assignee is conducting the prosecution of the 
application to the exclusion of the inventor. (37 CFR 1.32). 

In the promulgation of Part 10, 37 CFR, a commenter raised 
a question of who is the client when an application is filed 
on behalf of an individual, but the individual’s assignee pays 
practitioner’s bill. The question was answered in the following 
manner: 


“Practitioners are expected to know the identities of their 
clients. If a practitioner is hired by a corporation and wishes 
to make that fact plain on the record of a patent application, 
the practitioner may file an assignment and a power of 
attorney signed by the assignee. If a dispute should then 
occur between the individual and the assignee, the record 
would be clear that the assignee is the client.” 50 Federal 
Register 5164 (Feb. 6, 1985); 1086 Trademark Official 
Gazette 357 (Jan. 5, 1988). 


In some instances, practitioners deal with a corporate liaison 
or foreign agent. Such arrangements do not automatically 
change the person whom practitioner represents, e.g., the 
inventor or trademark owner. The fact that a U.S. practitioner 
receives instructions from the inventor or trademark owner 
through a foreign attorney or agent does not change the fact 
that the client is still the inventor or trademark owner rather 
than the foreign attorney or agent. See Strojirenstvi v. Toyoda, 
2 USPQ 2nd 1222 (Comm’r Pat. 1986), which at 1223 cited 
Yetter Manufacturing Co. v. Hiniker Co., 213 USPQ 119, 120 
(D. Minn. 1981) for the principle that “when attorney served 
as local counsel for a law firm representing Hiniker Co., the 
attomey represented Hiniker and not the law firm” and also 
cited Toulmin v. Becker, 10S USPQ 511 (Ohio Ct. App. 1954) 
for the principle that “foreign patent agents or attorneys were 
not clients of U.S. patent attomey.” The PTO expects prac- 
titioners to know the identities of their clients and to take 
reasonable steps to avoid foreseeable prejudice to the rights of 
their clients. 


Obtaining Instructions Through Persons Other Than The Client 


In practice, it is common for instructions relating to the 
application of an inventor or trademark owner, who is the client 
of the U.S. practitioner, to be passed to the U.S. practitioner 
through intermediaries, such as corporate liaisons or foreign 
agents. Clearly, a client may choose to use a corporate liaison 
or a foreign agent to convey instructions, etc., to a practitioner. 
In such an arrangement, the practitioner may rely upon instruc- 
tions of, and accept compensation from, the corporate liaison 
or the foreign agent as to the action to be taken in a proceeding 
before the Office so long as the practitioner is aware that the 
client has consented to have instructions conveyed through the 
liaison or agent. See 37 CFR 10.68(a) and (b). An agreement 
between the client and the liaison or agent establishes an agency 
relationship between the liaison or agent and the client such 
that the U.S. practitioner can rely upon the liaison or agent as 
the representative of the client for the purpose of communi- 
cating the client’s instructions about the proceeding to the 
U.S. practitioner. The PTO will assume that the client has an 
agreement with the liaison or agent to be represented by the 
liaison or agent. It is the responsibility of the client to notify 
the practi tioner that the agency relationship between the client 
and the liaison or agent has ceased to exist and that instructions 
from the liaison or agent should no longer be accepted. 

A practitioner could secure evidence that such an agreement 
exists by having a patent or trademark applicant sign a statement 
to that effect at the same time that the power of attorney is 
executed. For example, the following language could be 
inserted in an oath, declaration, or power of attorney form: 


“The undersigned hereby authorizes the U.S. attorney or 
agent named herein to accept and follow instructions from 
as to any action to be taken in the Patent and Trademark 
Office regarding this application without direct communica- 
tion between the U.S. attorney or agent and the undersigned. 
In the event of a change in the persons from whom instruc- 
tions may be taken, the U.S. attorney or agent named herein 
will be so notified by the undersigned.” 
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Without an agency relationship between the liaison or agent 
and the client, a practitioner would be bound by 37 CFR 
10.68(b) to “not permit a person who recommends, employs, 
or pays the practitioner to render legal services for another, to 
direct or regulate the practitioner’s professional judgment in 
rendering such legal services.” 


Practitioner's Responsibility to a Client After the Client's 
Patent Issues or Trademark is Registered 


The Office has received inquiries from practitioners as to 
their responsibilites to a client (patent or trademark applicant) 
after the client’s patent was issued or trademark has been regis- 
tered. In response thereto, it is pointed out that a power of 
attomey given during prosecution of a patent or trademark 
application is considered to be viable after the patent is issued 
or the trademark is registered. See 50 Federal Register 5164 
(Feb. 6, 1985); 1086 Trademark Official Gazette 357 (Jan. 5, 
1988). While the Office considers such a power of attorney to 
be viable for purposes of the practitioner taking actions in 
proceedings before the Office if practitioner and the client so 
desire, the existence of the power of attorney to file and/or 
prosecute the application through issuance of the patent or 
registration of the trademark does not establish whether prac- 
titioner has a responsibility, and a dutaffirmatively in a pro- 
ceeding before the Office on behalf of the client after the patent 
issues or the trademark is registered. 

Practitioner’s responsibility to take affirmative action in a 
proceeding before the Office after the patent issues or the 
trademark is registered depends upon whether practitioner still 
has a practitioner-client relationship with the client which has 
continued after the patent issued or trademark is registered. 
The mere existence of the power of attorney to file and/or 
prosecute the application through issuance of the patent or 
registration of the trademark would not establish such a prac- 
titioner client relationship in the absence of other facts estab- 
lishing such a relationship since the purpose for which the 
power of attorney was originally given has been accomplished. 


Practitioner's Responsibility to a Former Client 


While practitioner may no longer have a practitioner-client 
relationship with a client and therefore has no duty to represent 
the client in a proceeding before the Office, a practitioner 
nevertheless has certain obligations to a former client. These 
obligations are placed upon practitioner by the Office rules and 
are necessary for the proper conduct of proceedings before the 
Office. Under 37 CFR 10.23(c)(8), practitioners have a duty 
to inform a client or former client or timely notify the Office 
of an inability to notify a client or former client of certain 
correspondence received from the Office and also from the 
client’s or former client’s opponent in an inter partes pro- 
ceeding before the Office. Practitioners have an obligation 
whether the client is a present client or a former client. Included 
among the items of correspondence of which practitioners have 
the obligation to inform clients or former clients are notices 
regarding maintenance fees, reexamination proceedings, and 
institution of inter partes patent and trademark proceedings. 


Address to Which Correspondence is Sent Regarding Patent 
Maintenance Fees and Reexamination Proceedings 


Under 37 CFR 1.33(d), a “correspondence address” or a 
change thereto may be filed with the Office during the enforce- 
able life of a patent. This “correspondence address” will be 
used in any correspondence relating to maintenance fees unless 
a separate “fee address” has been specified solely for mainte- 
nance fee purposes as provided by 37 CFR 1.363. Practitioners 
who do not wish to receive correspondence relating to mainte- 
nance fees must change the correspondence address in the 
patented file or provide the PTO with a fee address to which 
the correspondence should be sent. It is not required that a 
practitioner file a request for permission to withdraw pursuant 
to 37 CFR 1.36 solely for the purpose of changing the corre- 
spondence address in a patent even though a withdrawal of a 
practitioner would change the correspondence address. 


Since 37 CFR 1.33(c) specifies that all notices, official letters 
and other communications for the patent owner or owners in 
a reexamination proceeding will be directed to the attomey or 
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agent of record in the patent file, a request for permission to 
withdraw pursuant to 37 CFR 1.36 must be filed in the patent 
if the attommey or agent of record does not desire to receive 
correspondence relating to reexamination. For information on 
requests to withdraw, see the discussion in the Jan. 12, 1988 
Official Gazette Notice cited above. 


Contact Points For Information 


If a practitioner has questions about the conduct of, or 
requirements relating to a particular proceeding before the 


OFFICIAL GAZETTE 


January 5, 1999 


Office, those questions should be directed to the particular area 
of the Office responsible for the proceeding. If practitioners 
have questions about their responsibilities to their clients, those 
questions should be directed to the Office of Enrollment and 
Discipline. The telephone number of that Office is (703) 557- 
2012. 


May 25, 1988 DONALD J. QUIGG 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
[1091 OG 26] 


(133) Patent Cooperation Treaty Update 


Accession by India 


The United States Patent and Trademark Office received notification from the World Intellectual Property Organization (WIPO) 
that India deposited its instrument of accession to the PCT on September 7, 1998. India will become a Contracting State of the 


PCT on December 7, 1998. 


Consequently, nationals and residents of India are entitled to file international applications under the PCT on and after December 
7, 1998, and from the same date it is possible to file international applications designating and electing India (country code: 


IN). 


Listing of PCT Member Countries 


Country Instrument 
(1) Central African Republic? 

(2) Senegal? 

(3) Madagascar... 

(4) Malawi? 


Ratification... 


Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 


(15) Russian Federation® 
(16) Brazil 
(17) Luxembourg’ 


Ratification 
Ratification 
(25) Norway 
(26) Liechtenstein’ 
(27) Australia 


(29) Democratic People’s Republic of 
Korea (North Korea) Accession 

Ratification 

(31) Belgium’ 

(32) Sri Lanka 

(33) Mauritania’ 


(35) Bulgaria 
(36) Republic of Korea (South Korea) 
(37) Mali? 


(42) Spain’ 
(43) Canada 
(44) Greece’ ... 


(46) Céte d'Ivoire’... 
(47) Guinea’ 


Date of Deposit 
of Instrument 


27 March 1972 

16 May 1972 

15 March 1973 

12 February 1974.. 
28 January 1975.... 


26 November 1975 
19 July 1976 

08 August 1977 

14 September 1977 
24 October 1977.... 
25 November 1977 
29 December 1977 
09 January 1978... 
31 January 1978. .... 
17 February 1978 .. 
01 July 1978 

01 September 1978 
23 January 1979 .... 
22 March 1979 


23 April 1979 

01 October 1979... 
19 December 1979 
31 December 1979 
27 March 1980 


01 July 1980 

14 September 1981 
26 November 1981 
13 January 1983.... 
16 January 1984.... 


19 July 1984 

12 December 1984 
28 December 1984 
26 November 1986 
21 December 1988 
16 August 1989 


25 September 1990 
31 January 1991 .... 
27 February 1991 .. 


Entry into 
Force' 


24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
25 February 1978 
29 March 1978 
09 April 1978 
30 April 1978 
17 May 1978 

01 October 1978 
01 December 1978 
23 April 1979 
22 June 1979 

10 July 1979 

23 July 1979 

01 January 1980 
19 March 1980 
31 March 1980 
27 June 1980 


08 July 1980 

01 October 1980 

14 December 1981 

26 February 1982 

13 April 1983 

16 April 1984 

21 May 1984 

10 August 1984 

19 October 1984 

12 March 1985 

28 March 1985 

26 February 1987 

21 March 1989 

16 November 1989 
J 1990 


27 May 1991 
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Country 


(48) Mongolia 
Czech Republic 


Ireland’ 


(59) 

(60) 

(61) 

(62) Slovenia 

(63) Trinidad and Tobago 
(64) Georgia 

(65) Kyrgyzstan® 


(66) Republic of Moldova’... 


(67) Tajikistan 
(68) Kenya’® 

(69) Lithuania 
(70) Armenia*® 


(74) Mexico 

(75) Uganda‘ 

(76) Singapore 
(77) Iceland 

(78) Turkmenistan® 


(79) The former Yugoslav Republic of Macedonia 


(80) Albania 
(81) Lesotho*® 
(82) Azerbaijan*® 
(83) Turkey 
(84) Israel.. 
(85) Cuba 

(86) Saint Luc 


(87) Bosnia and Herzegovina 
(88) Federal Republic of Yugoslavia’ 


(89) Ghana‘ 

(90) Zimbabwe* 
(91) Sierra Leone.... 
(92) Indonesia 

(93) Gambia’ 

(94) Guinea-Bissau 
(95) Cyprus 

(96) Croatia .. 

(97) Grenada 

(98) India 
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Date of Deposit 
Instrument of Instrument 
27 February 1991 .. 
18 December 1992 
01 May 1992 
24 August 1992 
01 September 1992 
21 September 1992 
10 December 1992 
30 December 1992 
21 December 1992 
16 February 1993 .. 
14 April 1993........ 
07 June 1993 
18 August 1993 
01 October 1993... 
01 December 1993 
10 December 1993 
18 January 1994.... 
14 February 1994.. 
14 February 1994.. 


Accession 
Declaration‘ 


Declaration* 
Declaration* 
Declaration‘ 


OS April 1994 
17 May 1994 
24 May 1994 
27 May 1994 


01 October 1994... 
09 November 1994 
23 November 1994 
23 December 1994 


10 May 1995 
04 July 1995 
21 July 1995 
25 September 1995 
01 October 1995.... 


01 November 1996 
26 November 1996 
11 March 1997 
17 March 1997 


09 September 1997 
12 September 1997 
01 January 1998 .... 
01 April 1998 


07 September 1998 


1218 TMOG 321 
(133) 
Entry into 
Force! 


27 May 1991 

Ol January 1993 
01 August 1992 
24 November 1992 
01 December 1992 
25 December 1991 
10 March 1993 

01 January 1993 
21 March 1993 

25 December 1991 
25 December 1991 
07 September 1993 
25 December 1991 
01 January 1994 
01 March 1994 

10 March 1994 

25 December 1991 
25 December 1991 
25 December 1991 
25 December 1991 
08 June 1994 

05 July 1994 

25 December 1991 
24 August 1994 
27 August 1994 
20 September 1994 
01 January 1995 
09 February 1995 
23 February 1995 
23 March 1995 

25 December 1991 
10 August 1995 
04 October 1995 
21 October 1995 
25 December 1995 
01 January 1996 
01 June 1996 

16 July 1996 

30 August 1996 

7 September 1996 
01 February 1997 
26 February 1997 
11 June 1997 

17 June 1997 

0S September 1997 
09 December 1997 
12 December 1997 
01 April 1998 

01 July 1998 

22 September 1998 
07 December 1998 


‘Although the PCT entered into force on January 24, 1978, the Assembly of the PCT Union fixed June 1, 1978, as the date 
from which international applications could be filed and demands for international preliminary examination could be submitted. 


?Member of African Intellectual Property Organization (OAPI) regional patent system. 
’Member of European Patent Convention (EPC) regional patent system. 

“Declaration of continued application. 

‘Member of African Regional Industrial Property Organization (ARIPO) regional patent system. 
*Member of Eurasian Patent Organization (EAPO) regional patent system. 


7The Federal Republic of Yugoslavia is comprised of the Republics of Serbia and Montenegro. The World Intellectual Property 
Organization has utilized the two-letter code “YU” to refer to the Federal Republic of Yugoslavia becoming a party to the Patent 
Cooperation Treaty. The United States understands that the scope of the territory covered by the designation encompasses only 
the Republics of Serbia and Montenegro. 


October 13, 1998 BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1216 OG 30) 


183-409 TMOG-99-11 - QL3 
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(134) Announcement of Certain Amendments to 
the Regulations Under the 


Patent Cooperation Treaty (PCT) 


Certain of the Regulations under the Patent Cooperation Treaty 
were amended with effect from July 1, 1998, unless a different 
date is indicated in a footnote to the amended Regulations 
which are reproduced below. The following highlight some of 
the amendments made: 


(1) PCT Gazette - the two separate English and French paper 
editions of the Gazette were replaced by a single bilingual 
paper version; 


(2) Language of the international application - the existing 
provisions as to the languages in which international applica- 
tions may be filed, 


(3) Priority claims - PCT Rule 4.10 has been completely 
revised to simplify correction procedures in cases of mistakes 
and/or omissions, to simplify requirements relating to the con- 
tents of priority claims and to liberalize requirements relating 
to the furnishing of priority documents; 


(4) Demand for international preliminary examination - a 
safeguard has been introduced for the situation in which a 
demand is not filed with the competent International Prelimi- 
nary Examining Aiuthority (IPEA),; 


(5) Access - copies of documents in the files of the Interna- 
tional Bureau and the IPEA will become more readily available 
to third parties after international publication for international 
applications filed on or after July 1, 1998; 


(6) Payment of fees - time limits for payment of different 
fees during the international phase have been made more uni- 
form and other features of relevant rules have been clarified; 


(7) Sequence listings - a new standard for the presentation 
of nucleotide and amino acid sequences will be adopted and 
will replace the current various requirements of the International 
Searching Authorities, IPEAs and designated and elected 
offices; and 


(8) Deposits - the scope of PCT Rule 13bis has been broad- 
ened to cover deposits of biological material. 


AMENDMENTS OF THE REGULATIONS UNDER 
THE PATENT COOPERATION TREATY (PCT) 


TEXT OF THE AMENDED RULES" 


Rule 3 
The Request (Form) 
3.1 and 3.2 [No change] 


3.3 Check List 
(a) The request shall contain a list indicating: 


(i) the total number of sheets constituting the international 
application and the number of the sheets of each element of 
the international application: request, description (separately 
indicating the number of sheets of any sequence listing part of 
the description), claims, drawings, abstract; 


(ii) where applicable, that the international application as filed 
is accompanied by a power of attomey (i.e., a document 
appointing an agent or a common representative), a copy of a 
general power of attorney, a priority document, a sequence 
listing in computer readable form, a document relating to the 
payment of fees, or any other document (to be specified in the 
check list); 


(iii) [No change] 
(b) [No change] 
3.4 [No change] 
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Rule 4 
The Request (Contents) 


4.1 to 4.9 [No change] 
4.10 Priority Claim 


(a) Any declaration referred to in Article 8(1) (“priority claim”) 
shall, subject to Rule 26bis.1, be made in the request; it shall 
consist of a statement to the effect that the priority of an earlier 
application is claimed and shall indicate: 


(i) the date on which the earlier application was filed, being 
a date falling within the period of 12 months preceding the 
international filing date; 


(ii) the number of the earlier application; 


(iii) where the earlier application is a national application, the 
country party to the Paris Convention for the Protection of 
Industrial Property in which it was filed; 


(iv) where the earlier application is a regional application, the 
authority entrusted with the granting of regional patents under 
the applicable regional patent treaty; 


(v) where the earlier application is an international application, 
the receiving Office with which it was filed. 


(b) In addition to any indication required under paragraph (a)(iv) 
or (v): 


(i) where the earlier application is a regional application or an 
international application, the priority claim may indicate one 
or more countries party to the Paris Convention for the Protec- 
tion of Industrial Property for which that earlier application 
was filed; 


(ii) where the earlier application is a regional application and 
the countries party to the regional patent treaty are not all party 
to the Paris Convention for the Protection of Industrial Property, 


the priority claim shall indicate at least one country party to 
that Convention for which that earlier application was filed. 


(c) For the purposes of paragraphs (a) and (b), Article 2(vi) 
shall not apply. 


(d) [Deleted] 
(e) [Deleted] 
4.11 to 4.17 [No change] 


Rule 5 
The Description 


5.1 [No change] 
5.2 Nucleotide and/or Amino Acid Sequence Disclosure 


(a) Where the international application contains disclosure of 
one or more nucleotide and/or amino acid sequences, the 
description shall contain a sequence listing complying with the 
standard provided for in the Administrative Instructions and 
presented as a separate part of the description in accordance 
with that standard. 


(b) Where the sequence listing part of the description contains 
any free text as defined in the standard provided for in the 
Administrative Instructions, that free text shall also appear in 
the main part of the description in the language thereof. 


Rule 11 
Physical Requirements of the International Application 


11.1 to 11.13 [No change] 
11.14 Later Documents 
Rules 10, and 11.1 to 11.13, also apply to any document- 


for example, corrected pages, amended claims, translations- 
submitted after the filing of the international application. 
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Rule 12 
Language of the International Application 
and Translation for the Purposes of International Search 


12.1 Languages Accepted for the Filing of International Appli- 
cations 


(a) An international application shall be filed in any language 
which the receiving Office accepts for that purpose. 


(b) Each receiving Office shall, for the filing of international 
applications, accept at least one language which is both: 


(i) a language accepted by the Intemational Searching 
Authority, or, if applicable, by at least one of the International 
Searching Authorities, competent for the intemational 
searching of international applications filed with that receiving 
Office, and 


(ii) a language of publication. 
(iii) [Deleted] 


(c) Notwithstanding paragraph (a), the request shall be filed in 
a language which is both a language accepted by the receiving 
Office under that paragraph and a language of publication. 


(d) Notwithstanding paragraph (a), any text matter contained 
in the sequence listing part of the description referred to in 
Rule 5.2(a) shall be presented in accordance with the standard 
provided for in the Administrative Instructions. 


12.2 Language of Changes in the International Application 


(a) Any amendment of the international application shall, sub- 
ject to Rules 46.3, 55.3 and 66.9, be in the language in which 
the application is filed. 


(b) Any rectification under Rule 91.1 of an obvious error in 
the international application shall be in the language in which 
the application is filed, provided that: 


(i) where a translation of the international application is required 
under Rule 12.3(a), 48.3(b) or 55.2(a), rectifications referred 
to in Rule 91.1(e)(ii) and (iii) shall be filed in both the language 
of the application and the language of that translation; 


(ii) where a translation of the request is required under Rule 
26.3ter(c), rectifications referred to in Rule 91.1(e)(i) need only 
be filed in the language of that translation. 


(c) Any correction under Rule 26 of a defect in the international 
application shall be in the language in which the international 
application is filed. Any correction under Rule 26 of a defect 
in a translation of the international application furnished under 
Rule 12.3 or 55.2(a), or in a translation of the request furnished 
under Rule 26.3ter(c), shall be in the language of the translation. 


12.3 Translation for the Purposes of International Search 


(a) Where the language in which the international application 
is filed is not accepted by the International Searching Authority 
that is to carry out the international search, the applicant shall, 
within one month from the date of receipt of the international 
application by the receiving Office, furnish to that Office a 
translation of the international application into a language which 
is all of the following: 


(i) a language accepted by that Authority, and 
(ii) a language of publication, and 


(iii) a language accepted by the receiving Office under Rule 
12.1(a), unless the international application is filed in a language 
of publication. 


(b) Paragraph (a) shall not apply to the request nor to any 
sequence listing part of the description. 


(c) Where, by the time the receiving Office sends to the appli- 
cant the notification under Rule 20.5(c), the applicant has not 
furnished a translation required under paragraph (a), the 
receiving Office shall, preferably together with that notification, 
invite the applicant: 
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(i) to furnish the required translation within the time limit under 
paragraph (a), 


(ii) in the event that the required translation is not furnished 
within the time limit under paragraph (a), to furnish it and to 
pay, where applicable, the late furnishing fee referred to in 
paragraph (e), within one month from the date of the invitation 
or two months from the date of receipt of the international 
application by the receiving Office, which ever expires later. 


(d) Where the receiving Office has sent to the applicant an 
invitation under paragraph (c) and the applicant has not, within 
the applicable time limit under paragraph (c)(ii), furnished the 
required translation and paid any required late furnishing fee, 
the international application shall be considered withdrawn and 
the receiving Office shall so declare. Any translation and any 
payment received by the receiving Office before that Office 
makes the declaration under the previous sentence and before 
the expiration of 15 months from the priority date shall be 
considered to have been received before the expiration of that 
time limit. 

(e) The furnishing of a translation after the expiration of the 
time limit under paragraph (a) may be subjected by the receiving 
Office to the payment to it, for its own benefit, of a late 
furnishing fee equal to 50% of the basic fee. 


Rule 13bis 
Inventions Relating to Biological Material 


13bis.1 Definition 


For the purposes of this Rule, “reference to deposited biological 
material” means particulars given in an international application 
with respect to the deposit of biological material with a deposi- 
tary institution or to the biological material so deposited. 


13bis.2 References (General) 


Any reference to deposited biological material shall be made 
in accordance with this Rule and, if so made, shall be considered 
as satisfying the requirements of the national law of each desig- 
nated State. 


13bis.3 References: Contents; Failure to Include Reference or 
Indication 


(a) A reference to deposited biological material shall indicate: 
(i) [No change] 

(ii) the date of deposit of the biological material with that 
institution; 

(iii) and (iv) [No change] 

(b) Failure to include a reference to deposited biological mate- 
rial or failure to include, in a reference to deposited biological 
material, an indication in accordance with paragraph (a), shall 
have no consequence in any designated State whose national 


law does not require such reference or such indication in a 
national application. 


13bis.4 References: Time Limit for Furnishing Indications 


(a) Subject to paragraphs (b) and (c), if any of the indications 
referred to in Rule 13bis.3(a) is not included in a reference to 
deposited biological material in the international application 
as filed but is furnished to the International Bureau: 


(i) within 16 months from the priority date, the indication shall 
be considered by any designated Office to have been furnished 
in time; 

(ii) after the expiration of 16 months from the priority date, 
the indication shall be considered by any designated Office to 
have been furnished on the last day of that time limit if it reaches 
the International Bureau before the technical preparations for 
intemational publication have been completed. 


(b) If the national law applicable by a designated Office so 
requires in respect of national applications, that Office may 
require that any of the indications referred to in Rule 13bis.3(a) 





1218 TMOG 324 
(134) 


be furnished earlier than 16 months from the priority date, 
provided that the International Bureau has been notified of such 
requirement pursuant to Rule 13bis.7(a)(ii) and has published 
such requirement in the Gazette in accordance with Rule 
13bis.7(c) at least two months before the filing of the interna- 
tional application. 

(c) Where the applicant makes a request for early publication 
under Article 21(2)(b), any designated Office may consider 
any indication not furnished before the technical preparations 
for international publication have been completed as not having 
been furnished in time. 


(d) The International Bureau shall notify the applicant of the 
date on which it received any indication furnished under para- 
graph (a), and 


(i) if the indication was received before the technical prepara- 
tions for international publication have been completed, indicate 
that date, and include the relevant data from the indication, in 
the pamphlet published under Rule 48; 

(ii) if the indication was received after the technical preparations 
for international publication have been completed, notify that 
date and the relevant data from the indication to the designated 
Offices. 


13bis.S References and Indications for the Purposes of One 
or More Designated States; Different Deposits for Different 
Desi, States; Deposits with Depositary Institutions Other 
than Notified 

(a) A reference to deposited biological material shall be consid- 
ered to be made for the purposes of all designated States, unless 
it is expressly made for the purposes of certain of the designated 
States only; the same applies to the indications included in the 
reference. 


(b) References to different deposits of the biological material 
may be made for different designated States. 


(c) Any designated Office may disregard a deposit made with 
a ma a ty institution other than one notified by it under Rule 
13bis.7(b). 


13bis.6 Furnishing of Samples 
(a) [Deleted] 


Pursuant to Articles 23 and 40, no furnishing of samples of 
the deposited biological material to which a reference is made 
in an international application shall, except with the authoriza- 
tion of the applicant, take place before the expiration of the 
applicable time limits after which national processing may start 
under the said Articles. However, where the applicant performs 
the acts referred to in Articles 22 or 39 after international 
publication but before the expiration of the said time limits, 
the furnishing of samples of the deposited biological material 
may take place, once the said acts have been performed. Not- 
withstanding the previous provision, the furnishing of samples 
of the deposited biological material may take place under the 
national law applicable by any designated Office as soon as, 
under that law, the international publication has the effects of 
the compulsory national publication of an unexamined national 


13bis.7 National Requirements: Notification and Publication 


(a) Any national Office may notify the International Bureau 
of any requirement of the national law: 


(i) that any matter specified in the notification, in addition to 
those referred to in Rule 13bis.3(a)(i), (ii) and (iii), is required 
to be included in a reference to deposited biological material 
in a national application; 

(ii) that one or more of the indications referred to in Rule 
13bis.3(a) are required to be included in a national application 
as filed or are required to be furnished at a time specified in 


the notification which is earlier than 16 months from the priority 
date. 


(b) Each national Office shall notify the International Bureau of 
the depositary institutions with which the national law permits 
deposits of biological materials to be made for the purposes 
of patent procedure before that Office or, if the national law 
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does not provide for or permit such deposits, of that fact. 
(c) [No change] 


Rule 13ter 
Nucleotide and/or Amino Acid Sequence Listings 


13%er.1 Sequence Listing for International Authorities 


(a) Where the International Searching Authority finds that the 
international application contains disclosure of one or more 
nucleotide and/or amino acid sequences but: 


(i) the international application does not contain a sequence 
listing complying with the standard provided for in the Adminis- 
trative Instructions, that Authority may invite the applicant to 
furnish to it, within a time limit fixed in the invitation, a 
sequence listing complying with that standard; 


(ii) the applicant has not already furnished a sequence listing 
in computer readable form complying with the standard pro- 
vided for in the Administrative Instructions, that Authority may 
invite the applicant to furnish to it, within a time limit fixed 
in the invitation, a sequence listing in such a form complying 
with that standard. 


(b) [Deleted] 


(c) If the applicant does not comply with an invitation under 
paragraph (a) within the time limit fixed in the invitation, the 
International Searching Authority shall not be required to search 
the international application to the extent that such noncompli- 
ance has the result that a meaningful search cannot be carried 
out. 


(d) Where the International Searching Authority finds that the 
description does not comply with RuleS.2(b), it shall invite the 
applicant to file the required correction. Rule 26.4 shall apply 
mutatis mutandis to any correction offered by the applicant. 
The International Searching Authority shall transmit the correc- 
tion to the receiving Office and to the International Bureau. 


(e) Paragraphs (a) and (c) shall apply mutatis mutandis to 
the procedure before the International Preliminary Examining 
Authority. 


(f) Any sequence listing not contained in the international appli- 
cation as filed shall not, subject to Article 34, form part of the 
international application. 


13ter.2 Sequence Listing for Designated Office 


Once the processing of the international application has started 
before a designated Office, Rulel3ser.1(a) shall apply mutatis 
mutandis to the procedure before that Office. No designated 
Office shall require the applicant to furnish to it a sequence 
listing other than a sequence listing complying with the standard 
provided for in the Administrative Instructions. 


(b) [Deleted] 


Rule 14 
The Transmittal Fee 


14.1 The Transmittal Fee 
(a) [No change] 


(b) The amount of the transmittal fee, if any, shall be fixed by 
the receiving Office. 


(c) The transmittal fee shall be paid within one month from 
the date of receipt of the international application. The amount 
payable shall be the amount applicable on that date of receipt. 


Rule 15 
The International Fee 


15.1 Basic Fee and Designation Fee 


Each international application shall be subject to the payment 
of a fee for the benefit of the International Bureau (“interna- 
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tional fee”) to be collected by the receiving Office and con- 
sisting of, 


(i) [No change] 


(ii) as many “designation fees” as there are national patents 
and regional patents sought under Rule4.9(a), except that, where 
Article 44 applies in respect of a designation, only one designa- 
tion fee shall be due for that designation, and that the Schedule 
of Fees may indicate a maximum number of designation fees 
payable. 


15.2 Amounts 
(a) [No change] 


(b) The basic fee and the designation fee shall be payable in 
the currency or one of the currencies prescribed by the receiving 
Office (“prescribed currency”), it being understood that, when 
transferred by the receiving Office to the International Bureau, 
they shall be freely convertible into Swiss currency. The 
amounts of the basic fee and of the designation fee shall be 
established, for each receiving Office which prescribes the 
payment of those fees in any currency other than Swiss cur- 
rency, by the Director General after consultation with the 
receiving Office of, or acting under Rule19.1(b) for, the State 
whose official currency is the same as the prescribed currency. 
The amounts so established shall be the equivalents, in round 
figures, of the amounts in Swiss currency set out inthe Schedule 
of Fees. They shall be notified by the International Bureau to 
each receiving Office prescribing payment in that prescribed 
currency and shall be published in the Gazette. 


(c) [No change] 


(d) Where the exchange rate between Swiss currency and any 
prescribed currency becomes different from the exchange rate 
last applied, the Director General shall establish new amounts 
in the prescribed currency according to directives given by 
the Assembly. The newly established amounts shall become 
applicable two months after the date of their publication in the 
Gazette, provided that the receiving Office referred to in the 
second sentence of paragraph (b) and the Director General may 
agree on a date falling during the said two-month period, in 
which case the said amounts shall become applicable from that 
date. 


15.3 [Deleted] 
15.4 Time Limit for Payment; Amount Payable 


(a) The basic fee shall be paid within one month from the date 
of receipt of the international application. The amount payable 
shall be the amount applicable on that date of receipt. 


(b) The designation fee shall be paid within a time limit of: 
(i) one year from the priority date, or 


(ii) one month from the date of receipt of the international 
application if that one-month period expires later than one year 
from the priority date. 


(c) Where the designation fee is paid before the expiration of 
one month from the date of receipt of the international applica- 
tion, the amount payable shall be the amount applicable on 
that date of receipt. Where the time limit under paragraph (b)(i) 
applies and the designation fee is paid before the expiration of 
that time limit but later than one month from the date of receipt 
of the international application, the amount payable shall be 
the amount applicable on the date of payment. (i) and (ii) 
[Deleted] 


15.5 Fees Under Rule 4.9(c) 


(a) Notwithstanding Rule 15.4(b), the confirmation under Rule 
4.9(c) of any designations made under Rule 4.9(b) shall be 
subject to the payment to the receiving Office of as many 
designation fees (for the benefit of the International Bureau) 
as there are national patents and regional patents sought by 
the applicant by virtue of the confirmation, together with a 
confirmation fee (for the benefit of the receiving Office) equal 
to 50% of the sum of the designation fees payable under this 
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paragraph. Such fees shall be payable in respect of each designa- 
tion so confirmed, even if the maximum number of designation 
fees referred to in item 2(a) of the Schedule of Fees is already 
payable or if a designation fee is already payable in respect of 
the designation under Rule 4.9(a) of the same State for a dif- 
ferent purpose. 


(b) [No change] 
15.6 Refund 


The receiving Office shall refund the international fee to the 
applicant: 


(i) if the determination under Article 11(1) is negative, 


(ii) if, before the transmittal of the record copy to the Interna- 
tional Bureau, the international application is withdrawn or 
considered withdrawn, or 


(iii) if, due to prescriptions concerning national security, the 
international application is not treated as such. 


Rule 16 
The Search Fee 


16.1 Right to Ask for a Fee 
(a) [No change] 


(b) The search fee shall be collected by the receiving Office. 
The said fee shall be payable in the currency or one of the 
currencies prescribed by that Office (“receiving Office cur- 
rency”), it being understood that, if any receiving Office cur- 
rency is not that, or one of those, in which the International 
Searching Authority has fixed the said fee (“fixed currency”), 
it shall, when transferred by the receiving Office to the Interna- 
tional Searching Authority, be freely convertible into the cur- 
rency of the State in which the Intemational Searching 
Authority has its headquarters (“headquarters currency”). The 
amount of the search fee in any receiving Office currency, 
other than the fixed currency, shall be established by the 
Director General after consultation with the receiving Office 
of, or acting under Rule 19.1(b) for, the State whose official 
currency is the same as the receiving Office currency. The 
amounts so established shall be the equivalents, in round fig- 
ures, of the amount established by the International Searching 
Authority in the headquarters currency. They shall be notified 
by the International Bureau to each receiving Office prescribing 
payment in that receiving Office currency and shall be published 
in the Gazette. 


(c) [No change] 


(d) Where the exchange rate between the headquarters currency 
and any receiving Office currency, other than the fixed currency 
or currencies, becomes different from the exchange rate last 
applied, the Director General shall establish the new amount 
in the said receiving Office currency according to directives 
given by the Assembly. The newly established amount shall 
become applicable two months after its publication in the 
Gazette, provided that any receiving Office referred to in the 
third sentence of paragraph (b) and the Director General may 
agree on a date falling during the said two-month period, in 
which case the said amount shall become applicable for that 
Office from that date. 


(e) [No change] 

(f) As to the time limit for payment of the search fee and the 
amount payable, the provisions of Rule15.4(a) relating to the 
basic fee shall apply mutatis mutandis. 

16.2 Refund 

The receiving Office shall refund the search fee to the applicant: 
(i) if the determination under Article 11(1) is negative, 

(ii) if, before the transmittal of the search copy to the Interna- 


tional Searching Authority, the international application is with- 
drawn or considered withdrawn, or 





1218 TMOG 326 
(134) 


(iii) if, due to prescriptions conceming national security, the 
international application is not treated as such. 


16.3 [No change] 


Rule 16bis 
Extension of Time Limits for Payment of Fees 


16bis.1 Invitation by the Receiving Office 


(a) Where, by the time they are due under Rules 14.1(c), 15.4(a) 
and 16.1(f), the receiving Office finds that no fees were paid 
to it, or that the amount paid to it is insufficient to cover the 
transmittal fee, the basic fee and the search fee, the receiving 
Office shall invite the applicant to pay to it the amount required 
to cover those fees, together with, where applicable, the late 
payment fee under Rule 16bis.2, within a time limit of one 
month from the date of the invitation. 


(b) Where, by the time they are due under Rule 15.4(b), the 
receiving Office finds that no fees were paid to it, or that the 
amount paid to it is insufficient to cover the designation fees 
necessary to cover all the designations under Rule 4.9(a), the 
receiving Office shall invite the applicant to pay to it the amount 
required to cover those fees, together with, where applicable, 
the late payment fee under Rule 16bis.2, within a time limit 
of one month from the date of the invitation. The amount 
payable in respect of any designation fee shall be the amount 
applicable on the last day of the one-year period from the 
priority date if the time limit under Rule 15.4(b)(i) applies or 
the amount applicable on the date of receipt of the international 
application if the time limit under Rule 15.4(b)(ii) applies. 


(c) Where the receiving Office has sent to the applicant an 
invitation under paragraph (a) or (b) and the applicant has not, 
within the time limit referred to in that paragraph, paid in full 
the amount due, including, where applicable, the late payment 
fee under Rule 16bis.2, the receiving Office shall, subject to 
paragraph (d): 


(i) to (iii) [No change] 


(d) Any payment received by the receiving Office before that 
Office sends the invitation under paragraph (a) or (b) shall be 
considered to have been received before the expiration of the 
time limit under Rule 14.1(c), 15.4(a) or (b) or 16.1(f), as the 
case may be. 


(e) Any payment received by the receiving Office before that 
Office makes the applicable declaration under Article 14(3) 
shall be considered to have been received before the expiration 
of the time limit referred to in paragraph (a) or (b). 


16bis.2 Late Payment Fee 


(a) The payment of fees in response to an invitation under Rule 
16bis.1(a) or (b) may be subjected by the receiving Office to 
the payment to it, for its own benefit, of a late payment fee. 
The amount of that fee shall be: 


(i) and (ii) [No change] 


(b) The amount of the late payment fee shall not, however, 
exceed the amount of the basic fee referred to in item I(a) of 
the Schedule of Fees. 


Rule 17 
The Priority Document 


17.1 Obligation to Submit Copy of Earlier National or Interna- 
tional Application 


(a) Where the priority of an earlier national or international 
application is claimed under Article 8, a copy of that earlier 
application, certified by the authority with which it was filed 
(“the priority document”), shall, unless already filed with the 
receiving Office together with the international application in 
which the priority claim is made, and subject to paragraph (b), 
be submitted by the applicant to the International Bureau or 
to the receiving Office not later than 16 months after the priority 
date, provided that any copy of the said earlier application which 
is received by the International Bureau after the expiration of 
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that time limit shall be considered to have been received by 
that Bureau on the last day of that time limit if it reaches it 
before the date of international publication of the international 
application. 


(b) Where the priority document is issued by the receiving 
Office, the applicant may, instead of submitting the priority 
document, request the receiving Office to prepare and transmit 
the priority document to the International Bureau. Such request 
shall be made not later than 16 months after the priority date 
and may be subjected by the receiving Office to the payment 
of a fee. 


(c) If the requirements of neither of the two preceding para- 
graphs are complied with, any designated State may disregard 
the priority claim, provided that no designated Office shall 
disregard the priority claim before giving the applicant an 
Opportunity to furnish the priority document within a time limit 
which shall be reasonable under the circumstances. 


17.2 Availability of Copies 


(a) Where the applicant has complied with Rule 17.1(a) or (b), 
the International Bureau shall, at the specific request of the 
designated Office, promptly but not prior to the international 
publication of the international application, furnish a copy of 
the priority document to that Office. No such Office shall ask 
the applicant himself to furnish it with a copy. The applicant 
shall not be required to furnish a translation to the designated 
Office before the expiration of the applicable time limit under 
Article 22. Where the applicant makes an express request to the 
designated Office under Article 23(2) prior to the international 
publication of the international application, the International 
Bureau shall, at the specific request of the designated Office, 
furnish a copy of the priority document to that Office promptly 
after receiving it. 


(b) [No change] 
(c) Where the international application has been published 
under Article 21, the International Bureau shall furnish a copy 
of the priority document to any person upon request and subject 
to reimbursement of the cost unless, prior to that publication: 
(i) [No change] 


(ii) the relevant priority claim was withdrawn or considered, 
under Rule 26bis.2(b), not to have been made. 


(iii) [Deleted] 
(d) [Deleted] 


Rule 19 
The Competent Receiving Office 


19.1 to 19.3 [No change] 
19.4 Transmittal to the Intemational Bureau as Receiving Office 


(a) Where an international application is filed with a national 
Office which acts as a receiving Office under the Treaty but 


(i) that national Office is not competent under Rule 19.1 or 
19.2 to receive that international application, or 


(ii) that international application is not in a language accepted 
under Rule 12.1(a) by that national Office but is in a language 
accepted under that Rule by the International Bureau as 
receiving Office, or 


(iii) that national Office and the International Bureau agree, 
for any reason other than those specifiedunder items (i) and 
(ii), and with the authorization of the applicant, that the proce- 
dure under this Rule should apply, 


that international application shall, subject to paragraph (b), be 
considered to have been received by that Office on behalf 
of the International Bureau as receiving Office under Rule 
19.1(a)(iii). 


(b) [No change] 
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(c) For the purposes of Rules 14.1(c), 15.4(a) to (c) and 16.1(f), 
where the international application was transmitted to the Inter- 
national Bureau under paragraph (b), the date of receipt of the 
international application shall be considered to be the date on 
which the international application was actually received by 
the International Bureau. For the purposes of this paragraph, 
the last sentence of paragraph (b) shall not apply. 


Rule 20 
Receipt of the International Application 


20.1 to 20.3 [No change] 
20.4 Determination Under Article 11(1) 
(a) and (b) [No change] 


(c) For the purposes of Article 11(1)(ii), it shall be sufficient 
that the part which appears to be a description (other than any 
sequence listing part thereof) and the part which appears to be 
a claim or claims be in a language accepted by the receiving 
Office under Rule 12.1(a). 


(d) If, on October 1, 1997, paragraph (c) is not compatible 
with the national law applied by the receiving Office, paragraph 
(c) shall not apply to that receiving Office for as long as it 
continues not to be compatible with that law, provided that the 
said Office informs the International Bureau accordingly by 
December 31, 1997. The information received shall be promptly 
published by the International Bureau in the Gazette. 


20.5 to 20.9 [No change] 


Rule 22 
Transmittal of the Record Copy and Translation 


22.1 Procedure 
(a) to (g) [No change] 


(h) Where the international application is to be published in 
the language of a translation furnished under Rule 12.3, that 
translation shall be transmitted by the receiving Office to the 
International Bureau together with the record copy under para- 
graph (a) or, if the receiving Office has already transmitted the 
record copy to the International Bureau under that paragraph, 
promptly after receipt of the translation. 


22.2 [Remains deleted] 
22.3 [No change] 


Rule 23 
Transmittal of the Search Copy, 
Translation and Sequence Listing 


23.1 Procedure 


(a) Where no translation of the international application is 
required under Rule 12.3(a), the search copy shall be transmitted 
by the receiving Office to the International Searching Authority 
at the latest on the same day as the record copy is transmitted 
to the International Bureau unless no search fee has been paid. 
In the latter case, it shail be transmitted promptly after payment 
of the search fee. 


(b) Where a translation of the international application is fur- 
nished under Rule 12.3, a copy of that translation and of the 
request, which together shall be considered to be the search 
copy under Article 12(1), shall be transmitted by the receiving 
Office to the International Searching Authority, unless no 
search fee has been paid. In the latter case, a copy of the said 
translation and of the request shall be transmitted promptly 
after payment of the search fee. 


(c) Any sequence listing in computer readable form which is 
furnished to the receiving Office shall be transmitted by that 
Office to the International Searching Authority. 
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Rule 26 
Checking by, and Correcting Before, the Receiving Office 
of Certain Elements of the International Application 


26.1 and 26.2 [No change] 


26.3 Checking of Physical Requirements Under Article 
14(1)(a)(v) 


(a) Where the international application is filed in a language 
of publication, the receiving Office shall check: 


(i) the international application for compliance with the physical 
requirements referred to in Rule 11 only to the extent that 
compliance therewith is necessary for the purpose of reasonably 
uniform international publication; 


(ii) any translation furnished under Rule 12.3 for compliance 
with the physical requirements referred to in Rule 11 to the 
extent that compliance therewith is necessary for the purpose 
of satisfactory reproduction. 


(b) Where the international application is filed in a language 
which is not a language of publication, the receiving Office 
shall check: 


(i) the international application for compliance with the physical 
requirements referred to in Rule 11 only to the extent that 
compliance therewith is necessary for the purpose of satisfac- 
tory reproduction; 


(ii) any translation furnished under Rule 12.3 and the drawings 
for compliance with the physical requirements referred to in 
Rule 11 to the extent that compliance therewith is necessary 
for the purpose of reasonably uniform intemational publication. 


26.3bis Invitation under Article 14(1)(b) to Correct Defects 
Under Rule 11 


The receiving Office shall not be required to issue the invitation 
under Article 14(1)(b) to correct a defect under Rule 11 where 
the physical requirements referred to in that Rule are complied 
with to the extent required under Rule 26.3. 


26.3ter Invitation to Correct Defects Under Article 3(4)(i) 


(a) Where the abstract or any text matter of the drawings is 
filed in a language which is different from the language of the 
description and the claims, the receiving Office shall, unless(i) 
a translation of the international application is required under 
Rule 12.3(a), or 


(ii) the abstract or the text matter of the drawings is in the 
language in which the international application is to be pub- 
lished, 


invite the applicant to furnish a translation of the abstract or 
the text matter of the drawings into the language in which the 
international application is to be published. Rules 26.1(a), 26.2, 
26.3, 26.3bis, 26.5 and 29.1 shall apply mutatis mutandis. 


(b) If, on October 1, 1997, paragraph (a) is not compatible 
with the national law applied by the receiving Office, paragraph 
(a) shall not apply to that receiving Office for as long as it 
continues not to be compatible with that law, provided that the 
said Office informs the International Bureau accordingly by 
December 31, 1997. The information received shall be promptly 
published by the International Bureau in the Gazette. 


(c) Where the request does not comply with Rule 12.1(c), the 
receiving Office shall invite the applicant to file a translation 
so as to comply with that Rule. Rules 3, 26.1(a), 26.2, 26.5 
and 29.1 shall apply mutatis mutandis. 


(d) If, on October 1, 1997, paragraph (c) is not compatible 
with the national law applied by the receiving Office, paragraph 
(c) shall not apply to that receiving Office for as long as it 
continues not to be compatible with that law, provided that the 
said Office informs the International Bureau accordingly by 
December 31, 1997. The information received shall be promptly 
published by the International Bureau in the Gazette. 
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26.4 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 


26.5 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”) 


26.6 [No change] 


Rule 26bis 
Correction or Addition of Priority Claim 


26bis.1 Correction or Addition of Priority Claim 


(a) The applicant may correct or add a priority claim by a 
notice submitted to the receiving Office or the International 
Bureau within a time limit of 16 months from the priority date 
or, where the correction or addition would cause a change in 
the priority date, 16 months from the priority date also changed, 
whichever 16-month period expires first, provided that such a 
notice may be submitted until the expiration of four months 
from the international filing date. The correction of a priority 
claim may include the addition of any indication referred to 
in Rule 4.10. 


(b) Any notice referred to in paragraph (a) received by the 
receiving Office or the International Bureau after the applicant 
has made a request for early publication under Article 21(2)(b) 
shall be considered not to have been submitted, unless that 
request is withdrawn before the technical preparations for inter- 
national publication have been completed. 


(c) Where the correction or addition of a priority claim causes 
a change in the priority date, any time limit which is computed 
from the previously applicable priority date and which has not 
already expired shall be computed from the priority date as so 
changed. 


26bis.2 Invitation to Correct Defects in Priority Claims 


(a) Where the receiving Office or, if the receiving Office fails 
to do so, the International Bureau, finds that a priority claim 
does not comply with the requirements of Rule 4.10 or that 
any indication in a priority claim is not the same as the corres- 
ponding indication appearing in the priority document, the 
receiving Office or the International Bureau, as the case may 
be, shall invite the applicant to correct the priority claim. 


(b) If, in response to an invitation under paragraph (a), the 
applicant does not, before the expiration of the time limit under 
Rule 26bis.1(a), submit a notice correcting the priority claim 
so as to comply with the requirements of Rule 4.10, that priority 
claim shall, for the purposes of the procedure under the Treaty, 
be considered not to have been made and the receiving Office 
or the International Bureau, as the case may be, shall so declare 
and shall inform the applicant accordingly, provided that a 
priority claim shall not be considered not to have been made 
only because the indication of the number of the earlier applica- 
tion referred to in Rule 4.10(a)(ii) is missing or because an 
indication inthe priority claim is not the same as the corres- 
ponding indication appearing in the priority document. 


(c) Where the receiving Office or the International Bureau has 
made a declaration under paragraph(b), the International Bureau 
shall, upon request made by the applicant and received by the 
International Bureau prior to the completion of the technical 
preparations for international publication, and subject to the 
payment of a special fee whose amount shall be fixed in the 
Administrative Instructions, publish, together with the interna- 
tional application, information concerning the priority claim 
which was considered not to have been made. A copy of that 
request shall be included in the communication under Article 
20 where a copy of the pamphlet is not used for that communica- 
tion or where the international application is not published by 
virtue of Article 64(3). 


Rule 29 
International Applications or Designations 
Considered Withdrawn 


29.1 Finding by Receiving Office 


(a) If the receiving Office declares, under Article 14(1)(b) and 
Rule 26.5 (failure to correct certain defects), or under Article 
14(3)(a) (failure to pay the prescribed fees under Rule 27.1(a)), 
or under Article 14(4) (later finding of non-compliance with 
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the requirements listed in items (i) to (iii) of Article 11(1)), or 
under Rule !2.3(d) (failure to furnish a required translation or, 
where applicable, to pay a late furnishing fee), or under Rule 
92.4(g)(i) (failure to furnish the original of a document), that 
the international application is considered withdrawn: 


(i) to (iv) [No change] 

(b) [No change] 

29.2 [Remains deleted] 
29.3 and 29.4 [No change] 


Rule 34 
Minimum Documentation 


34.1 Definition 
(a) and (b) [No change] 


(c) Subject to paragraphs (d) and (e), the “national patent docu- 
ments” shall be the following: 


(i) the patents issued in and after 1920 by France, the former 
Reichspatentamt of Germany, Japan, the former Soviet Union, 
Switzerland (in the French and German languages only), the 
United Kingdom, and the United States of America, 


(ii) the patents issued by the Federal Republic of Germany and 
the Russian Federation, 


(iii) [No change] 


(iv) the inventors’ certificates issued by the former Soviet 
Union, 


(v) and (vi) [No change] 
(d) [No change] 


(e) Any International Searching Authority whose official lan- 
guage, or one of whose official languages, is not Japanese, 
Russian or Spanish is entitled not to include in its documentation 
those patent documents of Japan, the Russian Federation and 
the former Soviet Union as well as those patent documents in 
the Spanish language, respectively, for which no abstracts in 
the English language are generally available. English abstracts 
becoming generally available after the date of entry into force 
of these Regulations shall require the inclusion of the patent 
documents to which the abstracts refer no later than six months 
after such abstracts become generally available. In case of the 
interruption of abstracting services in English in technical fields 
in which English abstracts were formerly generally available, 
the Assembly shall take appropriate measures to provide for 
the prompt restoration of such services in the said fields. 


(f) [No change] 


Rule 37 
Missing or Defective Title 


37.1 [No change] 


37.2 Establishment of Title 


If the international application does not contain a title and the 
International Searching Authority has not received a notifica- 
tion from the receiving Office to the effect that the applicant 
has been invited to furnish a title, or if the said Authority finds 
that the title does not comply with Rule 4.3, it shall itself 
establish a title. Such title shall be established in the language 
in which the international application isto be published or, if 
a translation into another language was transmitted under Rule 
23.1(b) and the International Searching Authority so wishes, 
in the language of that translation. 


Rule 38 
Missing or Defective Abstract 


38.1 [No change] 


38.2 Establishment of Abstract 
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(a) If the international application does not contain an abstract 
and the International Searching Authority has not received a 
notification from the receiving Office to the effect that the 
applicant has been invited to furnish an abstract, or if the said 
Authority finds that the abstract does not comply with Rule 
8, it shall itself establish an abstract. Such abstract shall be 
established in the language in which the international applica- 
tion is to be published or, if a translation into another language 
was transmitted under Rule 23.1(b) and the Intemational 
Searching Authority so wishes, in the language of that transla- 
tion. 


(b) [No change] 
Rule 43 
The International Search Report 
43.1 to 43.3 [No change] 
43.4 Language 


Every international search report and any declaration made 
under Article 17(2)(a) shall be in the language in which the 
international application to which it relates is to be published 
or, if a translation into another language was transmitted under 
Rule 23.1(b) and the International Searching Authority so 
wishes, in the language of that translation. 

43.5 to 43.8 [No change] 43.9 Additional Matter 


The international search report shall contain no matter other 
than that specified in Rules 33.1(b) and (c), 43.1 to 43.3, 43.5 
to 43.8, and 44.2, and the indication referred to in Article 
17(2)(b), provided that the Administrative Instructions may 
permit the inclusion in the international search report of any 
additional matter specified in the Administrative Instructions. 
The international search report shall not contain, and the 
Administrative Instructions shall not permit the inclusion of, 
any expressions of opinion, reasoning, arguments, or explana- 
tions. 

43.10 [No change] 


Rule 44 
Transmittal of the International Search Report, Etc. 


44.1 [No change] 


44.2 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 
44.3 [No change] 


Rule 46 
Amendment of Claims Before the International Bureau 


46.1 to 46.4 [No change] 


46.5 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”) 


Rule 47 
Communication to Designated Offices 


47.1 and 47.2 [No change] 
47.3 Languages 


(a) The international application communicated under Article 
20 shall be in the language in which it is published. 


(b) Where the language in which the international application 
is published is different from the language in which it was 
filed, the International Bureau shall furnish to any designated 
Office, upon the request of that Office, a copy of that application 
in the language in which it was filed. 


47.4 [No change] 


Rule 48 
International Publication 


48.1 [No change] 

48.2 Contents 

(a) The pamphlet shall contain: 
(i) to (vii) [No change] 


(viii) the relevant data from any indications in relation to depos- 
ited biological material furnished under Rule 13bis separately 
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from the description, together with an indication of the date 
on which the International Bureau received such indications, 


(ix) any information conceming a priority claim considered 
not to have been made under Rule26bis.2(b), the publication 
of which is requested under Rule 26bis.2(c). 


(b) to (i) [No change] 
48.3 Languages of Publication 


(a) If the international application is filed in Chinese, English, 
French, German, Japanese, Russian or Spanish (“languages of 
publication”), that application shall be published in the language 
in which it was filed. 


(a-bis) If the international application is not filed in a language 
of publication and a translation into a language of publication 
has been furnished under Rule 12.3, that application shall be 
published in the language of that translation. 


(b) If the international application is filed in a language which 
is not a language of publication and no translation into a lan- 
guage of publication is required under Rule 12.3(a), that appli- 
cation shall be published in English translation. The translation 
shall be prepared under the responsibility of the International 
Searching Authority, which shall be obliged to have it ready 
in time to permit international publication by the prescribed 
date, or, where Article 64(3)(b) applies, to permit the communi- 
cation under Article 20 by the end of the 19th month after the 
priority date. Notwithstanding Rule 16.1(a), the International 
Searching Authority may charge a fee for the translation to the 
applicant. The International Searching Authority shall give the 
applicant an opportunity to comment on the draft translation. 
The International Searching Authority shall fix a time limit 
reasonable under the circumstances of the case for such com- 
ments. If there is no time to take the comments of the applicant 
into account before the translation is communicated or if there 
is a difference of opinion between the applicant and the said 
Authority as to the correct translation, the applicant may send 
a copy of his comments, or what remains of them, to the 
International Bureau and each designated Office to which the 
translation was communicated. The International Bureau shall 
publish the relevant portions of the comments together with 
the translation of the International Searching Authority or sub- 
sequently to the publication of such translation. 


(c) [No change] 
48.4 to 48.6 [No change] 


Rule 49 
Copy, Translation and Fee Under Article 22 


49.1 to 49.4 [No change] 

49.5 Contents of and Physical Requirements for the Translation 
(a) For the purposes of Article 22, the translation of the interna- 
tional application shall contain the description (subject to para- 
graph (a-bis)), the claims, any text matter of the drawings and 


the abstract. If required by the designated Office, the translation 
shall also, subject to paragraphs (b), (c-bis) and (e), 


(i) to (iii) [No change] 

(a-bis) No designated Office shall require the applicant to fur- 
nish to it a translation of any text matter contained in the 
sequence listing part of the description if such sequence listing 
part complies with Rule 12.1(d) and if the description complies 
with Rule 5.2(b). 

(b) to (1) [No change] 


Rule 54 
The Applicant Entitled to Make a Demand 


54.1 [No change] 
54.2 Right to Make a Demand 


The right to make a demand under Article 31(2) shall exist if 
the applicant making the demand or, if there are two or more 
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applicants, at least one of them is a resident or national of a 
Contracting State bound by Chapter II and the international 
application has been filed with a receiving Office of or acting 
for a Contracting State bound by Chapter II. 


(i) and (ii) [Deleted] 
54.3 [No change] 


54.4 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”) 


Rule 55 
Languages (International Preliminary Examination) 


55.1 [No change] 
55.2 Translation of International Application 


(a) Where neither the language in which the international appli- 
cation is filed nor the language in which the international appli- 
cation is published is accepted by the International Preliminary 
Examining Authority that is to carry out the international pre- 
liminary examination, the applicant shall, subject to paragraph 
(b), furnish with the demand a translation of the international 
application into a language which is both: 


(i) a language accepted by that Authority, and 
(ii) a language of publication. 


(b) Where a translation of the international application into a 
language referred to in paragraph (a) was transmitted to the 
International Searching Authority under Rule 23.1(b) and the 
International Preliminary Examining Authority is part of the 
same national Office or intergovernmental organization as the 
International Searching Authority, the applicant need not fur- 
nish a translation under paragraph(a). In such a case, unless 
the applicant furnishes a translation under paragraph (a), the 
international preliminary examination shall be carried out on 
the basis of the translation transmitted under Rule 23.1(b). 


(c) [No change] 


(d) If the applicant complies with the invitation within the 
time limit under paragraph (c), the said requirement shall be 
considered to have been complied with. If the applicant fails 
to do so, the demand shall be considered not to have been 
submitted and the Intemational Preliminary Examining 
Authority shall so declare. 


(e) [Deleted] 
55.3 [No change] 


Rule 57 
The Handling Fee 


57.1 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”} 


57.2 Amount 
(a) [No change] 
(b) [Remains deleted] 


(c) The handling fee shall be payable in the currency or one 
of the currencies prescribed by the International Preliminary 
Examining Authority (“prescribed currency”), it being under- 
stood that, when transferred by that Authority to the Interna- 
tional Bureau, it shall be freely convertible into Swiss currency. 
The amount of the handling fee shall be established, in each 
prescribed currency, for each International Preliminary Exam- 
ining Authority which prescribes the payment of the handling 
fee in any currency other than Swiss currency, by the Director 
General after consultation with the Office with which consulta- 
tion takes place under Rule 15.2(b) in relation to that currency, 
or, if there is no such Office, with the Authority which pre- 
scribes payment in that currency. The amount so established 
shall be the equivalent, in round figures, of the amount in Swiss 
currency set out in the Schedule of Fees. It shall be notified 
by the International Bureau to each International Preliminary 
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Examining Authority prescribing payment in that prescribed 
currency and shall be published in the Gazette. 


(d) and (e) [No change] 
57.3 Time Limit for Payment; Amount Payable 


The handling fee shall be paid within one month from the date 
on which the demand was submitted, provided that, where 
the demand was transmitted to the International Preliminary 
Examining Authority under Rule 59.3, the handling fee shall 
be paid within one month from the date of receipt by that 
Authority. The amount payable shall be the amount applicable 
on that date of submittal or date of receipt, as the case may 
be. For the purposes of the preceding two sentences, Rule 
59.3(e) shall not apply. 


(b) [Remains deleted] 


(c) [Deleted] 

57.4 [Deleted] 

57.5 [Remains deleted] 
57.6 Refund 


The International Preliminary Examining Authority shall 
refund the handling fee to the applicant: 


(i) [No change] 


(ii) if the demand is considered, under Rule 54.4, not to have 
been submitted. 


Rule 58 
The Preliminary Examination Fee 


58.1 Right to Ask for a Fee 

(a) [No change] 

(b) The amount of the preliminary examination fee, if any, 
shall be fixed by the International Preliminary Examining 
Authority. As to the time limit for payment of the preliminary 


examination fee and the amount payable, the provisions of Rule 
57.3 relating to the handling fee shall apply mutatis mutandis. 


(c) [No change] 
58.2 [Deleted] 
58.3 [No change] 


Rule 58bis 
Extension of Time Limits for Payment of Fees 


58bis.1 Invitation by the International Preliminary Examining 
Authority 


(a) Where, by the time they are due under Rules 57.3 and 
58.1(b), the International Preliminary Examining Authority 
finds that no fees were paid to it, or that the amount paid to 
it is insufficient to cover the handling fee and the preliminary 
examination fee, the Authority shall invite the applicant to pay 
to it the amount required to cover those fees, together with, 
where applicable, the late payment fee under Rule S8bdis.2, 
within a time limit of one month from the date of the invitation. 


(b) Where the International Preliminary Examining Authority 
has sent an invitation under paragraph(a) and the applicant has 
not, within the time limit referred to in that paragraph, paid in 
full the amount due, including, where applicable, the late pay- 
ment fee under Rule 58dis.2, the demand shall, subject to 
paragraph (c), be considered as if it had not been submitted 
and the International Preliminary Examining Authority shall 
so declare. 


(c) Any payment received by the International Preliminary 
Examining Authority before that Authority sends the invitation 
under paragraph (a) shall be considered to have been received 
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before the expiration of the time limit under Rule 57.3 or 
58.1(b), as the case may be. 


(d) Any payment received by the International Preliminary 
Examining Authority before that Authority proceeds under 
paragraph (b) shall be considered to have been received before 
the expiration of the time limit under paragraph (a). 


58bis.2 Late Payment Fee 


(a) The payment of fees in response to an invitation under Rule 
58bis.1(a) may be subjected by the International Preliminary 
Examining Authority to the payment to it, for its own benefit, 
of a late payment fee. The amount of that fee shall be: 


(i) 50% of the amount of unpaid fees which is specified in the 
invitation, or, 


(ii) if the amount calculated under item (i) is less than the 
handling fee, an amount equal to the handling fee. 


(b) The amount of the late payment fee shall not, however, 
exceed double the amount of the handling fee. 


Rule 59 
The Competent International 
Preliminary Examining Authority 


59.1 and 59.2 [No change] 


59.3 Transmittal of Demand to the Competent International 
Preliminary Examining Authority 


(a) If the demand is submitted to a receiving Office, an Interna- 
tional Searching Authority, or an Intemational Preliminary 
Examining Authority which is not competent for the interna- 
tional preliminary examination of the international application, 
that Office or Authority shall mark the date of receipt on the 
demand and, unless it decides to proceed under paragraph (f), 
transmit the demand promptly to the International Bureau. 


(b) If the demand is submitted to the Intemational Bureau, 
the International Bureau shall mark the date of receipt on the 
demand. 


(c) Where the demand is transmitted to the International Bureau 


under paragraph (a) or submitted to it under paragraph (b), the 
International Bureau shall promptly: 


(i) if there is only one competent International Preliminary 
Examining Authority, transmit the demand to that Authority 
and inform the applicant accordingly, or 


(ii) if two or more International Preliminary Examining Author- 
ities are competent, invite the applicant to indicate, within 15 
days from the date of the invitation or 19 months from the 
priority date, whichever is later, the competent International 
Preliminary Examining Authority to which the demand should 
be transmitted. 


(d) Where an indication is furnished as required under paragraph 
(c)(ii), the International Bureaushall promptly transmit the 
demand to the competent International Preliminary Examining 
Authority indicated by the applicant. Where no indication is 
so furnished, the demand shall be considered not to have been 
submitted and the International Bureau shall so declare. 


(e) Where the demand is transmitted to a competent Interna- 
tional Preliminary Examining Authority under paragraph (c), 
it shall be considered to have been received on behalf of that 
Authority on the date marked on it under paragraph (a) or (b), 
as applicable, and the demand so transmitted shall be considered 
to have been received by that Authority on that date. 


(f) Where an Office or Authority to which the demand is 
submitted under paragraph (a) decides to transmit that demand 
directly to the competent International Preliminary Examining 
Authority, paragraphs (c) to (e) shall apply mutatis mutandis. 


Rule 60 
Certain Defects in the Demand or Elections 


60.1 Defects in the Demand 
(a) and (b) [No change] 
(c) Subject to paragraph (d), if the applicant does not comply 
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with the invitation within the time limit under paragraph (a), 
the demand shall be considered as if it had not been submitted 
and the International Preliminary Examining Authority shall 
so declare. 


(d) to (g) [No change] 
60.2 Defects in Later Elections 
(a) and (b) [No change] 


(c) Subject to paragraph (d), if the applicant does not comply 
with the invitation within the time limit under paragraph (a), 
the notice shall be considered as if it had not been submitted 
and the International Bureau shall so declare. 


(d) [No change] 


Rule 61 
Notification of the Demand and Elections 


61.1 Notification to the International Bureau and the Applicant 


(a) The Intemational Preliminary Examining Authority shall 
indicate on the demand the date of receipt or, where applicable, 
the date referred to in Rule 60.1(b). The International Prelimi- 
nary Examining Authority shall promptly either send the 
demand to the International Bureau and keep a copy in its files 
or send a copy to the International Bureau and keep the demand 
in its files. 


(b) The International Preliminary Examining Authority shall 
promptly notify the applicant of the date of receipt of the 
demand. Where the demand has been considered under Rules 
54.4, 55.2(d), S8bis.1(b) or 60.1(c) as if it had not been sub- 
mitted or where an election has been considered under Rule 
60.1(d) as if it had not been made, the International Preliminary 
Examining Authority shall notify the applicant and the Interna- 
tional Bureau accordingly. 


(c) [No change] 
61.2 and 61.3 [No change] 
61.4 Publication in the Gazette 


Where a demand has been filed before the expiration of 19 
months from the priority date, theInternational Bureau shall, 
promptly after the filing of the demand but not before the 
international publication of the international application, pub- 
lish in the Gazette information on the demand and the elected 
States concerned, as provided in the Administrative Instruc- 
tions. 


Rule 62 
Copy of Amendments Under Article 19 
for the International Preliminary Examining Authority 


62.1 Amendments Made Before the Demand is Filed 


Upon receipt of a demand, or a copy thereof, from the Interna- 
tional Preliminary Examining Authority, the International 
Bureau shall promptly transmit a copy of any amendments 
under Article 19, and any statement referred to in that Article, 
to that Authority, unless that Authority has indicated that it 
has already received such a copy. 


62.2 Amendments Made After the Demand is Filed 


If, at the time of filing any amendments under Article 19, a 
demand has already been submitted, the applicant shall prefer- 
ably, at the same time as he files the amendments with the 
International Bureau, also file with the International Prelimi- 
nary Examining Authority a copy of such amendments and any 
statement referred to in that Article. In any case, the Interna- 
tional Bureau shall promptly transmit a copy of such amend- 
ments and statement to that Authority. 


Rule 66 
Procedure Before the International 
Preliminary Examining Authority 


G6.1 to 66.7 [No change] 
66.8 Form of Amendments 


(a) Subject to paragraph (b), the applicant shall be required to 
submit a replacement sheet for every sheet of the international 
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application which, on account of an amendment, differs from 
the sheet previously filed. The letter accompanying the replace- 
ment sheets shall draw attention to the differences between the 
replaced sheets and the replacement sheets and shall preferably 
also explain the reasons for the amendment. 


(b) Where the amendment consists in the deletion of passages 
or in minor alterations or additions, the replacement sheet 
referred to in paragraph (a) may be a copy of the relevant sheet 
of the international application containing the alterations or 
additions, provided that the clarity and direct reproducibility 
of that sheet are not adversely affected. To the extent that any 
amendment results inthe cancellation of an entire sheet, that 
amendment shall be communicated in a letter which shall pref- 
erably also explain the reasons for the amendment. 


66.9 Language of Amendments 


(a) Subject to paragraphs (b) and (c), if the international applica- 
tion has been filed in a language other than the language in 
which it is published, any amendment, as well as any letter 
referred to in Rule 66.8, shall be submitted in the language of 
publication. 


(b) to (d) [No change] 


Rule 69 
Start of and Time Limit for 
International Preliminary Examination 


69.1 [No change] 
69.2 Time Limit for International Preliminary Examination 


The time limit for establishing the intemational preliminary 
examination report shall be: 


(i) 28 months from the priority date, or 


(ii) eight months from the date of payment of the fees referred 
to in Rules 57.1 and 58.1(a), or 


(iii) eight months from the date of receipt by the International 
Preliminary Examining Authority of the translation furnished 
under Rule 55.2, 


whichever expires last. 


Rule 70 
The International Preliminary Examination Report 


70.1 to 70.6 [No change] 
70.7 Citations Under Article 35(2) 


(a) The report shall cite the documents considered to be relevant 
for supporting the statements made under Article 35(2), whether 
or not such documents are cited in the international search 
report. Documents cited in the international search report need 
only be cited in the report when they are considered by the 
International Preliminary Examining Authority to be relevant. 


(b) [No change] 
70.8 to 70.15 [No change] 
70.16 Annexes to the Report 


Each replacement sheet under Rule 66.8(a) or (b), each replace- 
ment sheet containing amendments under Article 19 and each 
replacement sheet containing rectifications of obvious errors 
authorized under Rule 91.1(e)(iii) shall, unless superseded by 
later replacement sheets or amendments resulting in the cancel- 
lation of entire sheets under Rule 66.8(b), be annexed to the 
report. Amendments under Article 19 which have been consid- 
ered as reversed by an amendment under Article 34 and letters 
under Rule 66.8 shall not be annexed. 


70.17 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”) 
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Rule 76 
Copy, Translation and Fee Under Article 39(1); 
Translation of Priority Document 


76.1 to 76.3 [Remain deleted] 
76.4 Time Limit for Translation of Priority Document 


The applicant shall not be required to furnish to any elected 
Office a translation of the priority document before the expira- 
tion of the applicable time limit under Article 39. 


76.5 and 76.6 [No change] 


Rule 80 
Computation of Time Limits 


80.1 to 80.5 [No change] 


80.6 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”} 


80.7 [No change] 


Rule 82ter 
Rectification of Errors Made by 
the Receiving Office or by the International Bureau 


82ter.1 Errors Concerning the International Filing Date and the 
Priority Claim 

If the applicant proves to the satisfaction of any designated or 
elected Office that the international filing date is incorrect due 
to an error made by the receiving Office or that the priority 
claim has been erroneously considered by the receiving Office 
or the International Bureau not to have been made, and if the 
error is an error such that, had it been made by the designated 
or elected Office itself, that Office would rectify it under the 
national law or national practice, the said Office shall rectify 
the error and shall treat the international application as if it 
had been accorded the rectified international filing date or as 


if the priority claim had not been considered not to have been 
made. 


Rule 86”! 
The Gazette 


86.1 Contents and Form 
(a) The Gazette referred to in Article 55(4) shall contain: 


(i) for each published international application, the data speci- 
fied by the Administrative Instructions taken from the front 
page of the pamphlet published under Rule 48, the drawing (if 
any) appearing on the said front page, and the abstract, 


(ii) to (v) [No change] 


(b) The information referred to in paragraph (a) shall be made 
available in two forms: 


(i) as a Gazette in paper form, which shall contain the data 
specified by the Administrative Instructions taken from the 
front page of the pamphlet published under Rule 48 (“biblio- 
graphic data”) and the matters referred to in paragraph (a)(ii) 
to (v); 


(ii) as a Gazette in electronic form, which shall contain the 
bibliographic data, the drawing (if any) appearing on the said 
front page, and the abstract. 


86.2 Languages; Access to the Gazette 


(a) The Gazette in paper form shall be published in a bilingual 
(English and French) edition. It shall also be published in 
editions in any other language, provided the cost of publication 
is assured through sales or subventions. 


(b) [No change] 


(c) The Gazette in electronic form referred to in Rule 86. 1(b)(ii) 
shall be made accessible, in English and French at the same 
time, by any electronic ways and means specified in the Admin- 
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istrative Instructions. The translations shal! be ensured by the 
International Bureau in English and French. TheIntermational 
Bureau shall ensure that the making accessible of the Gazette 
in electronic form shall be effected on, or as soon as possible 
after, the date of publication of the pamphlet containing the 
international application. 


86.3 to 86.6 [No change] 


Rule 89dis"" 

Filing, Processing and Transmission 
of International Applications 
and Other Documents in Electronic 
Form or by Electronic Means 


89bis.1 International Applications 


(a) International applications may, subject to paragraphs (b) to 
(e), be filed and processed in electronic form or by electronic 
means, in accordance with the Administrative Instructions, pro- 
vided that any receiving Office shall permit the filing of interna- 
tional applications on paper. 


(b) These Regulations shall apply mutatis mutandis to interna- 
tional applications filed in electronic form or by electronic 
means, subject to any special provisions of the Administrative 
Instructions. 


(c) The Administrative Instructions shall set out the provisions 
and requirements in relation to the filing and processing of 
international applications filed, in whole or in part, in electronic 
form or by electronic means, including but not limited to, 
provisions and requirements in relation to acknowledgment of 
receipt, procedures relating to the according of an international 
filing date, physical requirements and the consequences of non- 
compliance with those requirements, signature of documents, 
means of authentication of documents and of the identity of 
parties communicating with Offices and authorities, and the 
operation of Article 12 in relation to the home copy, the record 
copy and the search copy, and may contain different provisions 
and requirements in relation to international applications filed 
in different languages. 


(d) No national Office or intergovernmental organization shall 
be obliged to receive or process international applications filed 
in electronic form or by electronic means unless it has notified 
theInternational Bureau that it is prepared to do so in compliance 
with the applicable provisions of the Administrative Instruc- 
tions. The International Bureau shall publish the information 
so notified in the Gazette. 


(e) No receiving Office which has given the International 
Bureau a notification under paragraph (d) may refuse to process 
an international application filed in electronic form or by elec- 
tronic means which complies with the applicable requirements 
under the Administrative Instructions. 


89bis.2 Other Documents 


Rule 89bis.1 shall apply mutatis mutandis to other documents 
and correspondence relating to international applications. 


89bis.3 Transmittal Between Offices 


Where the Treaty, these Regulations or the Administrative 
Instructions provide for documents, notifications, communica- 
tions or correspondence to be transmitted by one national Office 
or intergovernmental organization to another, such transmittal 
may, where so agreed by both the sender and the receiver, be 
effected in electronic form or by electronic means. 


Rule 89ter 
Copies in Electronic Form of Documents Filed on Paper 


89ter.1 Copies in Electronic Form of Documents Filed on Paper 


Any national Office or intergovernmental organization may 
provide that, where an international application or other docu- 
ment relating to an international application is filed on paper, 
a copy thereof in electronic form, in accordance with the 
Administrative Instructions, may be furnished by the applicant. 
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Rule 91 

Obvious Errors in Documents 


91.1 Rectification 
(a) to (c) [No change] 


(d) Rectification may be made on the request of the applicant. 
The authority having discovered what appears to be an obvious 
error may invite the applicant to present a request for rectifica- 
tion as provided in paragraphs (e) to (g-quater). Rule 26.4 shall 
apply mutatis mutandis to the manner in which rectifications 
shall be requested. 


(e) to (g-quater) [No change] 


Rule 92 


Correspondence 
92.1 [No change] 


92.2 Languages 


(a) Subject to Rules 55.1 and 66.9 and to paragraph (b) of this 
Rule, any letter or document submitted by the applicant to the 
International Searching Authority or the International Prelimi- 
nary Examining Authority shall be in the same language as the 
international application to which it relates. However, where a 
translation of the international application has been transmitted 
under Rule23.1(b) or furnished under Rule 55.2, the language 
of such translation shall be used. 


(b) [No change] 

(c) [Remains deleted] 

(d) and (e) [No change] 

92.3 [No change] 

92.4 Use of Telegraph, Teleprinter, Facsimile Machine, Etc. 


(a) A document making up the international application, and 
any later document or correspondence relating thereto, may, 
notwithstanding the provisions of Rules 11.14 and 92.1(a), but 
subject to paragraph (h), be transmitted, to the extent feasible, 
by telegraph, teleprinter, facsimile machine or other like means 
of communication resulting in the filing of a printed or written 
document. 


(b) to (h) [No change] 


Rule 93 
Keeping of Records and Files 


93.1 to 93.3 [No change] 
93.4 Reproductions 


For the purposes of this Rule, records, copies and files may 
be kept as photographic, electronic or other reproductions, pro- 
vided that the reproductions are such that the obligations to 
keep records, copies and files under Rules 93.1 to 93.3 are 
met. 


Rule 94"! 
Access to Files 


94.1 Access to the File Held by the International Bureau 


(a) At the request of the applicant or any person authorized by 
the applicant, the International Bureau shall furnish, subject to 
reimbursement of the cost of the service, copies of any docu- 
ment contained in its file. 


(b) The International Bureau shall, at the request of any person 
but not before the international publication of the international 
application and subject to Article 38, furnish, subject to the 
reimbursement of the cost of the service, copies of any docu- 
ment contained in its file. 


94.2 Access to the File Held by the International Preliminary 
Examining Authority 


At the request of the applicant or any person authorized by the 
applicant, or, once the international preliminary examination 
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report has been established, of any elected Office, the Interna- 
tional Preliminary Examining Authority shall furnish, subject 
to reimbursement of the cost of the service, copies of any 
document contained in its file. 


94.3 Access to the File Held by the Elected Office 


If the national law applicable by any elected Office allows 
access by third parties to the file of a national application, that 
Office may allow access to any documents relating to the 
internationalapplication, including any document relating to the 
international preliminary examination, contained in its file, to 
the same extent as provided by the national law for access to 
the file of a national application, but not before the international 
publication of the international application. The furnishing of 
copies of documents may be subject to reimbursement of the 
cost of the service. 


SCHEDULE OF FEES 


as in force from January | to June 30, 1998" 


Fees Amounts 


1. Basic Fee: (Rule 
15.2(a)) 

(a) if the international 
application contains not 
more than 30 sheets 
(b) if the international 
application contains 
more than 30 sheets 


650 Swiss francs 


650” Swiss francs plus 
15 Swiss francs for 
each sheet in excess of 
30 sheets 

2. Designation Fee: 
(Rule 15.2(a)) 

(a) for designations made 
under Rule 4.9(a) 150” Swiss francs per 
designation, provided 
that any designation 
made under Rule 4.9(a) 
in excess of 11 shall not 
require the payment of 
a designation fee 

(b) for designations made 
under Rule 4.9(b) and 
confirmed under Rule 4.9(c) 150 Swiss francs per 
designation 

50% of the sum of the 
designation fees payable 
under item 2(b) 

233 Swiss francs 


3.Confirmation Fee: 
(Rule 15.5(a)) 


4"Handling Fee:(Rule 57.2(a)) 


All fees are reduced by 75% for international applications filed 
by any applicant who is a natural person and who is a national 
of and resides in a State whose per capita national income is 
below US $3,000 (according to the average per capita national 
income figures used by the United Nations for determining its 
scale of assessments for the contributions payable for the years 
1995, 1996 and1997), if there are several applicants, each must 
satisfy those criteria. 


SCHEDULE OF FEES 


as in force from July 1, 1998"! 


Fees Amounts 


1. Basic Fee: (Rule 
15.2(a)) 

(a) if the international 
application contains not 
more than 30 sheets 


(b) if the international 
application contains 
more than 30 sheets 


650” Swiss francs 


650"! Swiss francs plus 
15 Swiss francs for 
each sheet in excess of 
30 sheets 
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Fees Amounts 


2. Designation Fee: 
(Rule 15.2(a)) 

(a) for designations made 
under Rule 4.9(a) 150 Swiss francs per 
designation, provided 
that any designation 
made under Rule 4.9(a) 
in excess of 11 shall not 
require the payment of 
a designation fee 


(b) for designations made 
under Rule 4.9(b) and 
confirmed under Rule 4.9(c)!"”! 150! Swiss francs per 


designation 


3.Handling Fee: (Rule 57.2(a)) 233 Swiss francs 

All fees are reduced by 75% for international applications filed 
by any applicant who is a natural person and who is a national 
of and resides in a State whose per capita national income is 
below US $3,000 (according to the average per capita national 
income figures used by the United Nations for determining its 
scale of assessments for the contributions payable for the years 
1995, 1996 and 1997); if there are several applicants, each 
must satisfy those criteria. 


1. The amendments will enter into force on July 1, 1998, except 
where otherwise indicated. 


2. The amendments of Rule 86 will enter into force on January 
1, 1998, on the understanding that, for practical reasons, it 
may not be possible for the new formats of the Gazette to be 
implemented from that date, in which case the International 
Bureau will continue to publish the Gazette in the present 
format for a short period after January |, 1998, and the new 
formats will be introduced as soon as possible after that date. 


3. Rules 89bis and 89ter, to be inserted in Part F (Rules Con- 
ceming Several Chapters of the Treaty) before Rule 90, will 
enter into force at the same time as the modifications of the 
Administrative Instructions implementing those Rules, the 
effective date to be included in the promulgation of those 
modifications by the Director General. 


4. Rules 89bis and 89ter, to be inserted in Part F (Rules Con- 
ceming Several Chapters of the Treaty) before Rule 90, will 
enter into force at the same time as the modifications of the 
Administrative Instructions implementing those Rules, the 
effective date to be included in the promulgation of those 
modifications by the Director General. 


5. Rule 94 as amended will apply only in respect of international 
applications filed on or after July 1,1998; present Rule 94 will 
continue to apply after July 1, 1998, in respect of international 
applications filed before that date. 


6. The Schedule of Fees appearing on this page will enter into 
force on January |, 1998; it will be further amended with effect 
from July 1, 1998, by deleting item 3 and renumbering item 
4 as item 3 (see the following page). 


7. The new amounts of the basic fee and the designation fee 
will apply only to international applications filed on or after 
January |, 1998. 


8. The Schedule of Fees appearing on this page will enter into 
force on July 1, 1998. 


9. The new amounts of the basic fee and the designation fee 
will apply only to international applications filed on or after 
January |, 1998. 


10. See also Rule 15.5(a) for the confirmation fee, which is 
also payable. 


BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1210 OG 29] 
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(135) Department of Commerce 


Patent and Trademark Office 


37 CFR Part 2 
[Docket No. 960828232-5294-02] 
RIN 0651-AA90 


Establishment of Recordal Fees Associated with the 
Fastener Quality Act 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice to establish fees associated with recordation 
of insignia of manufacturers and private label distributors to 
ensure the traceability of a fastener to its manufacturer or private 
label distributor. This amendment is in accordance with the 
provisions of the Fastener Quality Act. 15 U.S.C. 5401 et seq. 
Effective Date: November 25, 1996. 

For Further Information Contact: Lizbeth Kulick by telephone 
at (703) 308-8900, or by fax at (703) 308-7220, or by mail 
marked to her attention and addressed to the Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia, 
22202-3513. 

Supplementary Information: On August 17, 1992, the Depart- 
ment of Commerce issued a notice of proposed rulemaking to 
implement the Fastener Quality Act (Act). 57 FR 37032. In 
that notice, the PTO was identified as the Office within the 
Commerce Department with the responsibility for recording 
the fastener insignia of manufacturers and private label distribu- 
tors as required by Section 8 of the Act. 57 FR 37033-35, 
August 17, 1992. The notice proposed that the costs of recording 
insignia be recovered by user fees. 57 FR 37035-36, August 
17, 1992. 

The PTO must publish a notice in the Federal Register of 
any change of its fees at least 30 days before the effective date 
thereof. 15 U.S.C. 1113(a). On September 17, 1996, a notice 
of proposed rulemaking was published in the Federal Register, 
at 61 FR 48872-73, to announce three proposed fees of twenty 
dollars each, to recover costs associated with the insignia 
recordal program. The PTO has received no comments 
regarding the proposed fees. 

Additionally, the September 17th notice proposed to remove 
two rules from Part 2, 37 C.F.R. 2.53 and 2.189, because 
they were deemed not administratively necessary. Section 2.53 
specifies the manner in which drawings must be transmitted. 
Section 2.189 simply states the Office’s policy on publishing 
amendments to the rules. This policy is not changing, but will 
no longer be stated as a rule. No comments were received on 
the proposed removal of the two rules. 

Other Considerations 

This rule is not significant for the purposes of Executive 
Order 12866. The Office of Management and Budget approved 
the information collections required by this rule on October 1, 
1996 (OMB number 0651-0028). This clearance expires 
October 31, 1999. The affected public is manufacturers and 
private label distributors of certain types of industrial fasteners. 
The estimated average number of responses is six hundred. 
The estimated time per response is ten minutes, so the estimated 
total annual burden is one hundred hours. The collected infor- 
mation is needed to ensure that a fastener can be traced to its 
manufacturer or private label distributor. 

Notwithstanding any other provision of law, no person is 
required to respond to, nor shall a person be subject to a penalty 
for failure to comply with, a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
Control Number. 

This proposed fee does not require notice and comment under 
5 U.S.C. 553 or any other statute, so no analysis or certification 
is required trader 5 U.S.C. 603(a). 


List of Subjects in 37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


For the reasons set out in the preamble, 37 CFR Part 2 is 
amended as set forth below. 
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PART 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


1. The authority citation for part 2 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


2. Section 2.7 is added to read as follows: 


§ 2.7 Fastener Recordal Fees 

(a) Application fee for recordal of insignia 

(b) Renewal of insignia recordal 

(c) Surcharge for late renewal of insignia recordal 


§ 2.53 [Removed] 
3. Section 2.53 is removed. 


§ 2.189 [Removed] 

4. Section 2.189 and the undesignated center heading 
“Amendment of Rules” are removed. 
October 23, 1996 BRUCE A LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1192 OG 19] 


(136) Customer Feedback Card 

In an effort to support the reengineering of the patent process 
at the Patent and Trademark Office (PTO) (see Official Gazette 
Notice entitled “Reengineering the Patent Process” at 1187 Off. 
Gaz. Pat. Office 37 (June 11, 1996)), the PTO is piloting a 
Customer Feedback Card to measure customer satisfaction on 
various Patent Reengineering projects. The Customer Feedback 
Card prototype is intended to be a universal tool for gathering 
customer comments and is designed to promote a high-level 
response rate and encourage customer participation. The initial 
prototype will be used during the upcoming months to gather 
customer feedback concerning the Patent Assistance Center. 
Customers will be randomly selected to anonymously provide 
feedback on their satisfaction with PTO’s products and ser- 
vices. 


Point of Contact for this Notice: 


Name: Stuart S. Levy 

Telephone Number: (703) 308-1295 

Fax Number: (703) 305-3594 

June 5, 1996 FRED SCHMIDT, Director 

Office of Strategic Planning and 
Patent Reengineering 


[1188 OG 125} 


(137) Training Materials on the Final Utility 


Examination Guidelines are Available 


Copies of materials developed to train Examiners on how 
to apply the Final Utility guidelines are now available to the 
public. 

On January 3, 1995 the Patent and Trademark Office (PTO) 
published in the Federal Register (60 FR 97) proposed utility 
examination guidelines establishing the policies and procedures 
to be followed by Examiners when examining applications for 
compliance with the utility requirement of 35 U.S.C. § 101. 
Comments from interested members of the public were 
requested at that time. On July 14, 1995 the PTO published in 
the Federal Register (60 FR 36263) the final version of the 
guidelines to be used by Office personnel in their review of 
patent applications for compliance with the utility requirement 
of 35 U.S.C. § 101 and 35 U.S.C. § 112, first paragraph. 
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Training materials to supplement the Legal Analysis and 
Utility Examination Guidelines are now available. The training 
materials include a brief synopsis designed to give quick generic 
guidance with regard to the most common situations where a 
question of utility under 35 U.S.C. § 101 and 35 U.S.C. § 112, 
first paragraph might arise. Examples which are frequent in 
the examining groups are presented for each of the six categories 
identified and have been drafted as raising various questions 
conceming the utility examination guidelines. 

Requests for paper copies submitted by mail should be 
addressed to the Commissioner of Patents and Trademarks, 
marked to the attention of Jeff Kushan, Box 4, Patent and 
Trademark Office, Washington, D.C. 20231. Requests in person 
may be submitted in Room 902, Two Crystal Park, 2121 Crystal 
Drive, Arlington, Virginia. Requests may also be submitted by 
telephone at (703) 305-9300 and by telefax at (703) 305-8885. 

The training materials are available for retrieval from the 
Internet (address: www.uspto.gov) or File Transfer Protocol 
(address: ftp.uspto.gov). This material can also be accessed on 
the PTO Bulletin Board System at (703) 305-8950 by using a 
computer with a modem and telecommunication software set 
at any speed from 1200 to 9600 baud, 8 character bits, no 
parity, and | start/stop bit. 
August 4, 1995 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 

Patent Policy and Projects 


{1177 OG 171) 


(138) Notice of Examination for Registration 


Wednesday, April 21, 1999 


An Examination for persons seeking registration before the 
U.S. Patent and Trademark Office as patent attorneys and agents 
will be held on Wednesday, April 21, 1999, pursuant to the 
provisions of 37 CFR §§ 10.5, 10.6, and 10.7. The deadline 
for filing applications along with the $40 non-refundable appli- 
cation fee and the $310.00 examination fee and all necessary 
showings required by 37 CFR § 10.7(a) and (b) is January 8, 
1999. Applications which do not contain all necessary informa- 
tion for consideration for the registration examination or which 
are not timely filed by the deadline for the April 21, 1999, 
Registration examination may be considered for the subsequent 
examination scheduled for Wednesday, November 3, 1999. 


All persons who wish to become recognized to practice 
before the U.S. Patent and Trademark Office in patent cases 
must, pursuant to the above noted mules, pass the registration 
examination, except those persons who actively served four 
years or more in the patent examining corps of the U.S. Patent 
and Trademark Office for whom the examination may be 
waived. Passing the examination does not qualify one for regis- 
tration for practice before the U.S. Patent and Trademark Office 
‘I trademark cases. Such recognition is governed by 347 CFR 

10.14. 


For further information, or to request an application form, 
please contact the Office of Enrollment and Discipline, in 
person at Suite 1103, 2221 South Clark Street, Crystal Plaza 6, 
Arlington, Va., by mail addressed to U.S. Patent and Trademark 
Office, Box OED, Washington, D.C. 20231, by calling (703) 
306-4097x18, or by faxing your inquiry or request to (703) 
306-4134. The General Requirements Bulletin and Application 
forms will be available on the Internet at www.uspto.gov. 
Applications will not be available before September 1998. 


July 6, 1998 KAREN L. BOVARD, Director 
Office of Enrollment 


and Discipline 


{1213 OG 107} 
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(139) GLOBALPat and USAMark 


CD-ROM Products Now Available 


Nearly all of the world’s patent literature published since 
1971 is now available on the GLOBALPat CD-ROM collec- 
tion from the European Patent Office and the U.S. Patent and 
Trademark Office. Derived from the First Page Data Base 
(FPDB ), GLOBALPat delivers information from the front 
page of a single representative member of each patent family 
published by the United States, the European Patent Office, 
France, Ger many, Great Britain, Switzerland or the World 
Intellectual Property Organization. Each record contains 
English language bibliographic text, an abstract and a represen- 
tative drawing, where appropriate. GLOBALPat uses the 
MIMOSA software developed jointly by the Trilateral Offices 
(U.S. Patent and Trade mark Office, the Japanese Patent Office, 
and the European Patent Office) for SGML-encoded docu- 
ments. 


GLOBALPat is available both as a back file and a front file. 
The back file consists of 116 discs arranged into 69 technology 
sets based on the International Patent Classification, and covers 
the years 1971-1996. The front file consists of documents from 
1997, to be published as data is available, and is arranged by 
issuing country in numerical order. Price of the back file, which 
must be ordered in its entirety, is $1,200 U.S.; price of the 
front file is $200 U.S. per calendar year. 


USAMark offers facsimile images of the more than two 
million U.S. trademarks registered from 1884 to the present, 
whether or not they are currently active. This is a document 
delivery system rather than a search system. Registrations are 
retrieved by document number only from a cumulative index 
that covers all issued discs. The cumulative index is updated 
during the process of installing the most recently received issue. 
Lists of document numbers found in another search system can 
be uploaded from a file or copied from the clipboard. USAMark 
represents the best available copy of a substantial portion of 
the trademark search files at the U.S. Patent and Trademark 
Office. 


USAMark is available both as a back file and a front file. 
The price for the back file of 101 discs representing 1884 - 
1997, which must be ordered as a complete set, is $1,100 U.S. 
The front file containing documents from 1998, to be updated 
monthly including any back file changes, is available on a 
calendar year subscription basis. The subscription price is $200 
U.S. per calendar year. 


Orders for subscriptions to either GLOBALPat or USAMark 
will be accepted at any point during the calendar year and will 
include all issues for that calendar year. Both products may be 
used in a local-area network at no extra cost. 


For more information, or to request an order form, please 
contact: 


Office for Patent and Trademark Information 


Telephone: (703) 306-2600 
Fax: (703) 306-2737 


May 29, 1998 WESLEY H. GEWEHR 


Administrator for Information 
Dissemination 
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(140) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
PERFORMANCE REVIEW BOARD 


AGENCY: Patent and Trademark Office, Commerce 


ACTION: Announcement of Membership of the Patent and 
Trademark Office Performance Review Board. 


SUMMARY: In conformance with the Civil Service Reform 
Act of 1978, 5 U.S.C. 4314(c)(4), the Patent and Trademark 
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Office announces the appointment of persons to serve as mem- 
bers of its Performance Review Board. 


ADDRESSES: Comments should be addressed to Director, 
Office of Human Resources, Patent and Trademark Office, One 
Crystal Park, Suite 707, Washington, D.C. 20231. 


FOR FURTHER INFORMATION CONTACT: Alethea 
Long-Green at the above address or telephone (703) 305-8062. 


SUPPLEMENTARY INFORMATION: The membership of 
the Patent and Trademark Office Performance Review Board 
is as follows: 


Gloria Gutierrez, Chairman 

Acting Deputy Associate Commissioner for 
Administration and Quality Services 

Patent and Trademark Office 

Washington, D.C. 20231 

Term - expires September 30, 1999 


Mary C. Lee 

Deputy Director, Patent Examining Group 
Patent and Trademark Office 
Washington, D.C. 20231 

Term - expires September 30, 1999 


Jin F. Ng 

Director, Patent Examining Group 
Patent and Trademark Office 
Washington, D.C. 20231 

Term - expires September 30, 2000 


Barbara S. Fredericks 

Assistant General Counsel for Administration 
Department of Commerce 

Washington, D.C. 20230 

Term - expires September 30, 1999 


Robert M. Anderson 

Deputy Assistant Commissioner 
for Trademarks 

Patent and Trademark Office 
Washington, D.C. 20231 

Term - expires September 30, 1999 


Gerald R. Lucas 

Director, Eastern Administrative Support Center 
Department of Commerce 

Norfolk, Va. 23510 

Term - expires September 30, 1999 


Robert F. Kugelman 

Director of Administration 

Bureau of Export Administration 
Department of Commerce 
Washington, D.C. 20230 

Term - expires September 30, 1999 


E. Melodee Stith 

Director, Office for Equal Opportunity 

Department of the Interior 

Washington, D.C. 20240 

Term - expires September 30, 1999 
October 6, 1998 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 

Commissioner of Patents and Trademarks 


[1216 OG 16) 


(141) Posting a List of Patents with 37 CFR 1.607(d) 
Notices on the PTO Web Site 


When an applicant seeks to provoke an interference with a 
patent, 37 CFR 1.607(d) requires that the patentee be notified 
when the attempt to provoke the interference is first made. 
After notifications under 37 CFR 1.607(d) are mailed, they are 
placed in the patented files. They then become public records. 
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Recently, the PTO has begun receiving specific requests 
from members of the public for listings of patents which have 
had 37 CFR 1.607(d) notices mailed to the patentee. To provide 
this service to our customers, while reducing the administrative 
burden of processing individual requests, the PTO will post, 
within the next few months, a listing of all such patents. The 
posting will be provided on the PTO Home Page at 
to.gov. The first listing will include all patents in which a 37 
CFR 1.607(d) notice has been mailed since January 1, 1998. 
Thereafter, the listing will be updated on a quarterly basis and 
the quarterly posting will list all patents from the previous three 
months containing such notices. 


Inquiries regarding this matter should be directed to Mag- 
dalen Greenlief at (703) 305-8813. 
September 9, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 

Patent Policy and Projects 


{1215 OG 14} 


Department of Commerce 
Patent and Trademark Office 


[Docket No. 980713169-8167-01] 


Dissemination of Patent and Trademark Information 
on the PTO’s Web Site 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice and request for public comments. 


Summary: The Patent and Trademark Office (PTO) plans to 
expand the searchable database offerings on its World-Wide 
Web (Web) site by adding additional patent data and by 
including trademark data. This expansion will provide Web 
access to the full text of patents granted since 1976 and to the 
trademark text data for registered and pending marks. The PTO 
also plans to incorporate patent and trademark image data and 
trademark data for inactive marks as part of its expanded Web 
offering. The PTO requests public comments on its decision 
to expand its Web site offerings. 


Dates: To ensure consideration, written comments must be 
submitted on or before August 26, 1998. 


Addresses: Address comments to the Commissioner of Patents 
and Trademarks, Attention: Wesley H. Gewehr, Administrator 
for Information Dissemination, Crystal Park 3, Suite 451, 
Washington, D.C. 20231; or fax to 703-306-2737; or e-mail to 
jane.myers@uspto.gov. Comments will be available for public 
inspection in the Office of Electronic Information Products, 
Crystal Park 3, Suite 441, 2231 Crystal Drive, Arlington, Va. 
22202. 


For Further Information Contact: Jane S. Myers, Office of 
Electronic Information Products, by telephone at 703-306- 
2600; by fax at 703-306-2737; by e-mail to jane.myers@usp- 
to.gov; or by mail to Patent and Trademark Office, Office of 
Electronic Information Products, Crystal Park 3, Suite 441, 
Washington, D.C. 20231. 


Supplementary Information: The PTO has been directed to 
disseminate patent and trademark information using automated 
methods. See 35 USC 41(i)(2). The PTO currently provides 
the public with on-line access, for a fee, to internal patent 
and trademark automated search systems in its public search 
facilities located in Crystal City, Va. Thirty-one Patent and 
Trademark Depository Libraries (PTDLs) offer on-line access 
to PTO’s automated patent full-text search system, and three 
Partnership PTDLs offer on-line access to PTO’s automated 
trademark text and image search system and to the automated 
patent image retrieval system. The PTO also provides access 
to subsets of its patent and trademark databases on CD-ROMs 
in the PTO’s public search facilities and at 83 PTDLs located 
throughout the country. The PTO sells its CD-ROM products 
to the public, and the Government Printing Office makes them 
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available to the Federal Depository Libraries. Although the 
PTO has provided World-Wide Web access to searchable patent 
bibliographic data since November 1995, neither searchable 
trademark data, the full text of patents, nor patent and trademark 
image data are currently available on the PTO Web site. 


The PTO hereby provides notice to the public of its plans to 
expand searchable patent data and to begin offering searchable 
trademark data on its Web site. In August of this year, the PTO 
plans to provide free Web access to the trademark text data 
that is currently available on the PTO’s Cassis CD-ROM prod- 
ucts—Trademarks Registered and Trademarks Pending—cov- 
ering active registered and pending marks. In November 1998, 
this trademark offering will include the “clipped” images asso- 
ciated with these marks. In the future, this searchable trademark 
database will be expanded to include inactive (abandoned, can- 
celled and expired) marks and some additional data elements 
associated with those inactive marks, and will be updated more 
frequently to reflect more current conditions of the trademark 
database. Also in November 1998, the PTO plans to expand 
its patent database offering on the Web to include free access 
to the full text of all patents issued since 1976. In March 1999, 
the patent offering will allow users free access to the full 
page images of patents identified. On-line ordering of patent 
documents issued since 1976 for electronic delivery, for a fee, 
is planned for March 1999. Any such fee will be established by 
taking into consideration applicable government policy, OMB 
circular A-130, the Paperwork Reduction Act, and any other 
applicable statutes. The PTO requests public comments on its 
plans to expand its Web site offerings. 
July 21, 1998 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1213 OG 160) 


(143) Publication of the Current Patent Rules 


in Title 37, Code of Federal Regulations 


The U.S. Patent and Trademark Office (PTO) announces the 
availability of a publication of the patent rules in title 37, 
C.F.R., that is current as of February 4, 1998. The PTO has 
recently revised the rules of practice in title 37, C.F.R. See 
Changes to Patent Practice and Procedure: Final Rule Notice, 
62 Fed. Reg, 53131 (October 10, 1997), 1203 Off. Gaz, Pat. 
Office 63 (October 21, 1997), and Changes to Continued Prose- 
cution Application Practice; Interim Rule Notice, 63 Fed, Reg. 
5732 (February 4, 1998); 1207 Off. Gaz. Pat. Office 83 (Feb- 
ruary 24, 1998). The Office of the Federal Register (OFR) 
annually publishes the C.F.R. as in effect on July 1. Thus, the 
latest, or July 1997 revision of, title 37, C.F.R., as published 
by the OFR does not reflect the rules of practice as revised by 
the above-mentioned rule makings, and the OFR is not expected 
to publish the next revision of title 37, C.F.R., until after July 
of 1998. 


35 U.S.C. 8 11(a)(6) authorizes the Commissioner to print 
pamphlet copies of, inter alia, the patent rules of practice. 
To respond to the public demand for an immediate C.F.R. 
publication that reflects the above-mentioned changes to title 
37, the PTO has published title 37, C.F.R., reflecting the patent 
rules of practice that are in effect as of February 4, 1998. The 
PTO is offering this publication for sale in paper (8 1/2 inch 
by 11 inch loose-leaf pages shrink-wrapped but without a 
binder) for $30 per copy. This publication is also available at 
no cost on the PTO’s Web site at www.uspto.gov. The public 
will be notified when the publication is available on CD-ROM. 


Order forms are available at the Reception Desk, Patent 
Search Room, Crystal Plaza 3, Rm. 1A01; on the PTO’s Web 
site; and by calling the Office of Electronic Information Prod- 
ucts (OEIP) at (703) 306-2600. Those wishing to place orders 
should submit an order form, together with payment or payment 
authorization, to: 


U.S. Patent and Trademark Office 
Office of Electronic Information Products 
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Crystal Park 3 - Suite 441 
Washington, D.C. 20231 


Orders will also be taken by facsimile at (703) 306-2737, 
or in person by OEIP in Crystal Park 3, Suite 441, Arlington, 
Va., 22202. 


Payments should be by check or money order payable to 
the Commissioner of Patents and Trademarks, or, with authori- 
zation, charged to a PTO deposit account, VISA®, or Master- 
Card®. Notebooks and CD-ROMs will be mailed by first-class 
mail to addresses in the United States, Canada, and Mexico, 
and by airmail to all other addresses; or, at the requestor’s 
expense, by FedEx. 
March 3, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 
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(144) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 
[Docket No. 980326078-8078-01) 
Request for Comments on Proposed Internet Usage Policy 
AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments. 


SUMMARY: The Patent and Trademark Office (PTO) requests 
comments on a proposed Internet usage policy. The policy is 
intended to provide guidance to PTO employees regarding the 
use of the Internet for official PTO business. The policy is to 
cover (1) communications with applicants via Internet elec- 
tronic mail (e-mail) and (2) using the Internet to search for 
information concerning patent applications and elements 
appearing in trademark applications. 


DATES: Written comments on the proposed Internet usage 
policy will be accepted by the PTO until December 28, 1998. 


ADDRESSES: Written comments should be addressed to the 
attention of Magdalen Greenlief, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects. Comments sub- 
mitted by mail should be sent to: Box Comments - Patents, 
Assistant Commissioner for Patents, Washington, D.C. 2023 
1. Comments may also be submitted by facsimile transmission 
to (703) 305-8825 or by electronic mail through the Internet 
to “magdalen.greenlief@uspto.gov”. 


Written comments will be available for public inspection in 
Suite 910 of Crystal Park 2, 2121 Crystal Drive, Arlington, 
Virginia. In addition, comments provided in machine-readable 
format will be available through the PTO’s Website at http:// 
www.uspto.gov. 


FOR FURTHER INFORMATION CONTACT: Magdalen 
Greenlief, by mail to her attention addressed to Box Comments- 
Patents, Assistant Commissioner for Patents, Washington, D.C. 
20231; by telephone at (703) 305-8813; by facsimile transmis- 
sion to (703) 305-8825; or by electronic mail through the 
Internet to “magdalen.greenlief@uspto.gov”. 


SUPPLEMENTARY INFORMATION: The Commissioner 
of Patents and Trademarks issued a Notice entitled “Interim 
Internet Usage Policy” in the Official Gazette of the United 
States Patent and Trademark Office (O.G.) on February 25, 
1997 at 1195 O.G. 89. The Notice set forth interim guidelines 
for PTO employees regarding the use of the Internet to conduct 
official PTO business. The Notice also stated that the guidelines 
are interim since the public has not had an opportunity to 
comment on them and that the PTO will publish a Notice 
in the Federal Register and the Official Gazette requesting 
comments from the public on the use of the Internet in the 
PTO’s patent and trademark examination process. Pursuant to 
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the February 25, 1997 O.G. Notice, the following proposed 
Internet Usage Policy is being published for public comment. 


The Internet offers a highly effective means of identifing, 
locating, and retrieving scientific and technical information and 
also provides a means for the applicant to communicate with 
PTO employees via advanced electronic mail. Communications 
via Internet e-mail are at the discretion of the applicant. In 
view of the fact that all communications and data transmitted 
from or to applicant by the Internet may be neither encrypted 
nor secure, applicants who wish to communicate with the PTO 
on an unsecure medium such as Internet e-mail do so at their 
own risk. If an applicant wishes the PTO to communicate 
with the applicant on the unsecure medium, the applicant may 
authorize the PTO to do so by submitting a written authoriza- 
tion. Where the Internet is used to search patent applications, 
PTO employees must restrict their search operations to deter- 
mining the general state of the art. The purpose of the Internet 
usage policy is to provide guidelines for PTO employees for 
using the Internet to conduct official PTO business. 


(A) Regarding communications between PTO employees and 
applicant by electronic mail, the PTO is particularly interested 
in comments relating to the following: 


(1) Regarding communication with the Patent Organization, 
where a written authorization by the applicant has been given, 
Patent Article 5 of the proposed Internet usage policy limits 
the use of the Internet e-mail for communications other than 
those under 35 U.S.C. 132 or which othenvise require a signa- 
ture. Should such limitations be imposed? If so, what other types 
of correspondence should not be communicated via Internet e- 
mail? 


(2) What type of confirmation, if any, from the PTO would 
you like to see regarding whether the e-mail with attachments 
has been received and is readable? 


(3) Regarding communication with the Patent Organization, 
the “Interim Internet Usage Policy” published on February 25, 
1997 at 1195 O.G. 89 indicated that an express waiver under 
35 U.S.C. 122 by the applicant is required before Internet e- 
mail may be used by PTO employees to conduct official PTO 
business where sensitive data will be exchanged or where there 
exists a possibility that sensitive data could be identified. 


The reference to a waiver of 35 U.S.C. 122 has been deleted 
from the proposed Internet usage policy because it appears to 
be unnecessary. Are there any problems with the elimination 
of the waiver? 


(4) Patent Article 7 and Trademark .Article 8 of the proposed 
Internet usage policy permits PTO employees to respond to 
applicant’s e-mail correspondence by other appropriate means 
such as telephone or by facsimile transmission. Would you 
prefer to have PTO employees respond via Intemet e-mail or 
is the other appropriate means noted above acceptable? 


(5) How likely would you utilize the Internet e-mail to con- 
duct interviews under the conditions set forth in Patent Article 
8 and Trademark Article 9 of the proposed Internet usage 
policy? 


(6) In view of the fact that all communications and data 
transmitted from or to the applicant by the Internet may be 
neither encrypted nor secure, how likely and how often and 
for what purpose would you utilize the Internet e-mail to com- 
municate with PTO employees regarding a particular applica- 
tion? 


(7) Should digital signatures, digital certificates, public key/ 
private key encryption and key recovery be used for Internet 
e-mail? If so, what software(s) should PTO use? 


(B) The PTO is also interested in comments regarding 
searching and retrieving scientific and technical information 
in patent applications via the Internet, particularly comments 
relating to searching and retrieving scientific and technical 
information in patent applications which the PTO must maintain 
in confidence pursuant to 35 U.S.C. 122. 
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Please submit separate comments concerning patent provis- 
ions and trademark provisions. Although comments may be 
submitted by mail or facsimile transmission, the Office prefers 
to receive comments via the Internet. Where comments are 
submitted by mail, the Office would prefer that the comments 
be submitted on a DOS formatted 3.5" disk accompanied by 
a paper copy of the comments. 


Written comments should include the following information: 
— Name and affiliation of the individual responding; 


— An indication of whether the comments offered represent 
views of the respondent’s organization or are the respondent’s 
personal views; and 


— If applicable, information on the respondent’s organiza- 
tion, including the type of organization (e.g., business, trade 
group, university, nonprofit organization). 


I. PROPOSED PATENT INTERNET USAGE POLICY 
Introduction: 


The Internet and its offspring, the World Wide Web (WWW), 
offer the PTO opportunities to (1) enhance operations by 
enabling Patent Examiners to locate and retrieve new sources 
of scientific and technical information, (2) communicate more 
effectively with our customers via advanced electronic mail 
(e-mail) and file transfer functions, and (3) more easily publish 
information of interest to the intellectual property community 
and the general public. This new technology offers low-cost, 
high speed, and direct communications capabilities upon which 
the PTO wishes to capitalize. 


The organizations reporting to the Assistant Commissioner 
for Patents have special legal requirements that must be satisfied 
as part of the PTO’s goal to make effective use of the Internet. 
Because security issues concerning transmission and capture 
of search requests by unauthorized individuals have not yet 
been resolved, Patent Examiners are to exercise good judgment 
and restrict their searches to nonspecific patent application uses. 


Purpose: 


To establish a policy for use of the Internet by the Patent 
Examining Corps and other organizations within the PTO; 


To address use of the Internet to conduct interview-like 
communications and other forms of formal and informal com- 
munications; 


To publish guidelines for locating, retrieving, citing, and 
properly documenting scientific and technical information 
sources on the Internet; 


To inform the public how the PTO intends to use the Internet; 
and 


To establish a flexible Internet policy framework which can 
be modified, enhanced, and corrected as the PTO, the public, 
and customers learn to use, and subsequently integrate, new 
and emerging Internet technology into existing business infra- 
structures and everyday activities to improve the patent applica- 
tion, the examining, and granting functions. 


Article 1. Applicability 


This policy applies to members of the Patent Organization 
within the PTO, including contractors and consultants working 
with, or conducting activities in support of, the Patent Organiza- 
tion. 


Article 2. Scope 


This policy applies to activities associated with, or directly 
related to, use of the Internet via PTO-provided network con- 
nections, facilities, and services. This includes, but is not limited 
to, PTONet connections, Office of Chief Information Officer 
(OCIO)-provided PCs and workstations, and Internet provider 
services. This policy also applies to use of other non-PTO 
Internet access facilities and equipment that are used to conduct 
non-patent application specific work. 
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Article 3. Conformance with existing, PTO-wide, Internet 
use policy 


This Internet Usage Policy supersedes the Interim Internet 
Usage Policy published in the Official Gazette on February 
1997. The policy outlined in this document augments the 
existing PTO Internet Acceptable Use Policy as set forth in 
the Office Automation Services Guide. As such, this policy is 
an extension of current PTO office-wide Internet policy. 


Article 4. Confidentiality of Proprietary Information 


If security and confidentiality cannot be attained for a specific 
use, transaction, or activity, then that specific use, transaction, 
or activity shall NOT be undertaken/conducted. 


All use of the Internet by Patent Organization employees, 
contractors, and consultants shall be conducted in a manner 
that ensures compliance with confidentiality requirements in 
statutes, including 35 U.S.C. 122, and regulations. Where a 
written authorization is given by the applicant for the PTO to 
communicate with the applicant via Internet e-mail, communi- 
cations via Internet e-mail may be used. 


Backup, archiving, and recovery of information sent or 
received via the Internet is the responsibility of individual users. 
The OCIO does not, and will not, as a normal practice, provide 
backup and recovery services for information produced, 
retrieved, stored, or transmitted to/from the Internet. 


Article 5. Communications via the Internet and Authoriza- 
tion 


Communications via Internet e-mail are at the discretion of 
the applicant. 


Without a written authorization by applicant in place, the 
PTO will not respond via Internet e-mail to any Internet corre- 
spondence which contains information subject to the confidenti- 
ality requirement as set forth in 35 U.S.C. 122. A paper copy 
of such correspondence will be placed in the appropriate patent 
application. 


The following is a sample authorization form which may be 
used by applicant: “Recognizing that Internet communications 
are not secure, I hereby authorize the PTO to communicate 
with me concerning any subject matter of this application by 
electronic mail. I understand that a copy of these communica- 
tions will be made of record in the application file.” 


A written authorization may be withdrawn by filing a signed 
paper clearly identifying the original authorization. The fol- 
lowing is a sample form which may be used by applicant to 
withdraw the authorization: 


“The authorization given on to the PTO to com- 
municate with me via the Internet is hereby withdrawn. I under- 
stand that the withdrawal is effective when approved rather 
than when received.” 


Where a written authorization is given by the applicant, 
communications via Intemet e-mail, other than those under 35 
U.S.C. 132 or which otherwise require a signature, may be 
used. In such case, a printed copy of the Internet e-mail commu- 
nications MUST be given a paper number, entered into the 
Patent Application Location and Monitoring System (PALM) 
and entered in the patent application file. A reply to an Office 
action may NOT be communicated by applicant to the PTO 
via Internet e-mail. If such a reply is submitted by applicant 
via Internet e-mail, a paper copy will be placed in the appro- 
priate patent application file with an indication that the reply 
is NOT ENTERED. 


PTO employees are NOT permitted to initiate communica- 
tions with applicant via Internet e-mail unless there is a written 
authorization of record in the patent application by the appli- 
cant. 


All reissue applications are open to public inspection under 
37 CFR 1.1 (a) and all papers relating to a reexamination 
proceeding which have been entered of record in the patent or 
reexamination file are open to public inspection under 37 CFR 
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1.1 (d). PTO employees are NOT permitted to initiate commu- 
nications with applicant in a reissue application or a patentee 
of a reexamination proceeding via Internet e-mail unless written 
authorization is given by the applicant or patentee. 


Article 6. Authentication of Sender by a Patent Organiza- 
tion Recipient 


The misrepresentation of a sender's identity (i.e., spoofing) 
is a known risk when using electronic communications. There- 
fore, Patent Organization users have an obligation to be aware 
of this risk and conduct their Intemet activities in compliance 
with established procedures. 


Internet e-mail must be initiated by a registered practitioner, 
or an applicant in a pro se application, and sufficient informa- 
tion must be provided to show representative capacity in com- 
pliance with 37 CFR 1.34. Examples of such information 
include the attomey registration number, attorney docket 
number, and patent application number. 


Article 7. Use of Electronic Mail Services 


Once e-mail correspondence has been received from the 
applicant, as set forth in Patent Article 4, such correspondence 
must be responded to appropriately. The Patent Examiner may 
respond to an applicant's e-mail correspondence by telephone, 
fax, or other appropriate means. 


Article 8. Interviews 


Internet e-mail shali NOT be used to conduct an exchange 
or communications similar to those exchanged during telephone 
or personal interviews unless a written authorization has been 
given under Patent Article 5 to use Internet e-mail. In such 
cases, a paper copy of the Internet e-mail contents MUST be 
made and placed in the patent application file as required by 
the Federal Records Act in the same manner as an Examiner 
Interview Summary Form is entered. 


Article 9. Internet Searching 


The ultimate responsibility for formulating individual search 
strategies lies with individual Patent Examiners, Scientific and 
Technical Information Center (STIC) staff, and anyone charged 
with protecting proprietary application data. When the Internet 
is used to search, browse, or retrieve information relating to a 
patent application, other than a reissue application or reexami- 
nation proceeding, Patent Organization users MUST restrict 
search queries to the general state of the art. Internet search, 
browse, or retrieval activities that could disclose proprietary 
information directed to a specific application, other than a 
reissue application or reexamination proceeding, are NOT per- 
mitted. 


This policy also applies to use of the Internet as a communica- 
tions medium for connecting to commercial database providers. 


Article 10. Documenting Search Strategies 

All Patent Organization users of the Internet for patent appli- 
cation searches shall document their search strategies in accor- 
dance with established practices and procedures as set forth in 
MPEP 719.05 subsection (B)(6). 


Article 11. Citations 


All Patent Organization users of the Internet for patent appli- 
cation searches shall record their fields of search and search 
results in accordance with established practices and procedures 
as set forth in MPEP 719.05 subsection (B)(6). 


Subparagraph A. 


Internet document citations should include information 
which is normally included for reference documents (i.e., Form 
PTO-892). In addition, any information which would aid a 
future searcher in locating the document should be included 
in the citation. Guidelines for citing electronic information can 
be found as an attachment to this policy. 
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Subparagraph B. 


When a document found on the Internet is not the original 
publication, then the Patent Examiner or STIC staff shall pursue 
the acquisition of a copy of the originally published document 
or an original of the document or Web object in question for 
all references cited. Note: scanned images are considered to 
be a copy of the original publication. Electronic-only documents 
are original publications. 


Article 12. Professional Development 


The Intermet is recognized as a tool for professional develop- 
ment. It may be useful for keeping informed of technological 
and legal developments in all art areas. For example, use of 
the Internet for keeping abreast of conferences, seminars, and 
for receiving mail from appropriate list servers is acceptable. 


Article 13. Policy Guidance and Clarifications 


Within the Patent Organization, any questions regarding 
Internet usage policy should be directed to the user’s immediate 
supervisor. Non-PTO personnel should direct their questions 
to the Office of the Deputy Assistant Commissioner for Patent 
Policy and Projects. 


Il. PROPOSED TRADEMARK INTERNET USAGE 
POLICY 


Introduction: 


The Internet and its offspring, the World Wide Web (WWW), 
offer the PTO opportunities to (1) enhance customer services by 
enabling attorney advisors (Trademarks) and other Trademark 
employees to locate and retrieve new sources of legal, scientific, 
commercial and technical information, (2) communicate more 
effectively with customers via electronic mail (e-mail) and file 
transfer functions, and (3) more easily publish information of 
interest to the intellectual property community and the general 
public. 


This new technology offers low-cost, high speed, direct com- 
munication capabilities that the PTO wishes to leverage to the 
advantage of its customers. The organizations reporting to the 
Assistant Commissioner for Trademarks have special legal 
requirements that must be satisfied as part of the PTO’s goal 
to make effective use of the Internet and electronic commerce. 


Purpose: 


To establish a policy for use of the Internet by organizations 
reporting to the Assistant Commissioner for Trademarks, 
including: the Office of the Assistant Commissioner for Trade- 
marks, the Trademark Examining Operation, Trademark Ser- 
vices, Trademark Program Control and the Trademark 
Assistance Center; 


To address use of the Intemet to conduct interview-like 
communications, and other forms of formal and informal com- 
munications; 


To publish guidelines for locating, retrieving, citing, and 
properly documenting scientific, commercial and technical 
information sources on the Internet; 


To inform the public how the PTO intends to use the Internet; 
and 


To establish a flexible Internet policy framework which can 
be modified, enhanced, and corrected as the PTO, the public, 
and customers learn to use, and subsequently integrate, new 
and emerging Internet technology into existing business infra- 
structures and everyday activities to improve the trademark 
application, examination, and registration business processes. 


Article 1. Applicability 


This policy applies to members of the Trademark Organiza- 
tion reporting to the Assistant Commissioner for Trademarks 
within the PTO, including contractors and consultants working 
with, or conducting activities in support of, the Trademark 
Organization. It does not apply to members of the Trademark 
Trial and Appeal Board or contractors and consultants working 
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with, or conducting activities in support of, the Trademark Trial 
and Appeal Board. 


Article 2. Scope 


This policy applies to activities associated with, or directly 
related to, use of the Internet via PTO-provided network con- 
nections, facilities, and services. This includes, but is not limited 
to, PTONet connections, Office of Chief information Officer 
(OCIO)-provided PCs and workstations, and Internet provider 
services. This policy also applies to use of other non-PTO 
Internet access facilities and equipment that are used to conduct 
non-trademark application specific work. 


Article 3. Conformance with existing, PTO-wide, Internet 
use policy 


This Internet Usage Policy supersedes the Interim Internet 
Usage Policy published in the Official Gazette in February 
1997. The policy outlined in this document augments the 
existing PTO Internet Acceptable Use Policy as set forth in 
the Office Automation Services Guide. As such, this policy is 
an extension of current PTO office-wide Internet policy. 


Article 4. Correspondence acceptable via the Internet 


Internet e-mail may be used to reply or respond to an exam- 
ining attorney's Office Action, to reply or respond to a petitions 
attorney’s 30-day letter, to reply or respond to a Post Registra- 
tion Office Action, as well as to conduct informal communica- 
tions regarding a particular application or registration with 
the appropriate Trademark Organization employee. If e-mail 
communication is initiated by the applicant or applicant’s 
attomey, Office Actions, Priority Actions, Examiner’s Amend- 
ments, petitions attorney’s 30-day letters, and Post Registration 
Office Actions may be sent to the applicant via Internet e-mail 
or by telephone, fax, or other appropriate means. Readable 
attachments to Internet e-mail for such purposes as the submis- 
sion of evidence, specimens, affidavits and declarations will 
be accepted. 


Article 5. Communications not acceptable via the Internet 


Internet e-mail or other Internet communications may NOT 
be used to file Trademark Applications, Amendments to Allege 
Use, Statements of Use, Requests for Extension of Time to File 
a Statement of Use, Section 8 affidavits, Section 9 affidavits, or 
Section 15 affidavits until such time as the PTO publishes 
electronic forms for these filings and they are made available 
on the Internet by the PTO. Internet e-mail may be used to 
submit specimens of use, but the Office will determine accept- 
ability of the specimen(s) and if the specimens are found not 
to meet the standards for specimens of use, additional specimens 
will be required. Certified copies of foreign certificates will 
NOT be accepted via Internet e-mail. Internet e-mail may NOT 
be used for any correspondence with the Trademark Trial and 
Appeal Board. 


Article 6. Initiating Internet Communications 


Internet communications will NOT be initiated by the Trade- 
mark Organization unless it is authorized to do so by the appli- 
cant or by the applicant’s attorney. Authorization for members 
of the Trademark Organization to communicate with applicant 
or applicant’s attorney via Internet e-mail may be given by so 
indicating in the application submitted to the PTO or in any 
official written communication with the Trademark Organiza- 
tion. The authorization must include the Internet e-mail address 
to which all Internet e-mail is to be sent, Internet communica- 
tions may also be initiated and authorized by applicant or 
applicant’s attorney by telephone or by responding to an Office 
Action.or other official communication via an Internet e-mail 
address indicated on the official correspondence. 


Article 7. Waivers and Authentication 


Applicants and their attorneys understand that the misrepre- 
sentation of a sender’s identity is a known risk when using 
electronic communications. Therefore, Trademark Organiza- 
tion users have an obligation to be aware of this risk and 
conduct their Internet activities in compliance with established 
procedures. 
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Internet e-mail must be initiated and authorized by a prac- 
titioner, or the applicant in a pro se application. Sufficient 
information must be provided to show representative capacity 
in compliance with 37 CFR 2.17 and 10.14. In trademark cases, 
examples of such information would include signing a paper 
in practice before the PTO in a trademark case, attorney docket 
number, and trademark application serial number or registration 
number. 


The Assistant Commissioner for Trademarks will waive 37 
CFR 10.18 to the extent that it requires an original signature 
personally signed by a trademark practitioner in permanent ink 
on any correspondence filed with the PTO. Receipt of an 
Internet e-mail communication by the Trademark Organization 
from the address of applicant or applicant’s attomey containing 
the /s/ notation in lieu of signature and which references a 
Trademark application serial number will be understood to 
constitute a certificate that: 


1. the correspondence has been read by the applicant or 
practitioner, 


2. the filing of the correspondence is authorized; 


3. to the best of the applicant’s or practitioner’s knowledge, 
information, and belief, there is good ground to support the 
correspondence, including any allegations of improper conduct 
contained or alleged therein; and 


4. the correspondence is not interposed for delay. 


Applicants requesting to correspond with the Trademark 
Organization via the Internet should recognize that Internet 
communications might not be secure, and should understand 
that a copy of any and all communications received via the 
Internet will be placed in the file wrapper and become a perma- 
nent part of the record. 


Article 8. Office Procedures 


When authorized to do so, the Trademark Organization will 
send Office Actions and other official correspondence to the 
Internet e-mail address indicated by the applicant or applicant’s 
attomey. A signed, paper copy of the outgoing correspondence 
will be associated with the trademark application file wrapper. 


When communications are received by an examining 
attorney, or other appropriate Trademark Organization 
employee, the attorney or employee will immediately reply to 
the communication acknowledging receipt of the communica- 
tion. The date the communication was received by the Trade- 
mark Organization that appears in the heading of the 
communication will constitute the receipt date within the PTO 
for purposes of time-sensitive communications unless that date 
is a Saturday, Sunday, or Federal holiday within the District 
of Columbia, in which case the receipt date will be the next 
succeeding day which is not a Saturday, Sunday, or Federal 
holiday within the District of Columbia. A paper copy of all 
Internet e-mail communications, including a copy of any and 
all attachments, will be associated with the trademark applica- 
tion file wrapper. A paper copy of any informal communications 
regarding a particular trademark application or registration will 
be associated with the file wrapper and become a part of the 
record. 


Article 9. Remedies 


When an application is held abandoned because a timely 
Internet e-mail communication was sent to and received by the 
Trademark Organization but was not timely associated with 
the application file wrapper, the abandoned application may 
be reinstated by the Trademark Organization. There is no fee 
for a request to reinstate such an application. 


When an application is held abandoned because a timely 
Internet e-mail communication was sent to, but apparently not 
received by the Trademark Organization, applicant or appli- 
cant’s attorney may petition the Commissioner to revive the 
abandoned application pursuant to 37 CFR 2.66 and TMEP 
§§ 1112.05(a), (b). In determining whether or not an Internet 
response was timely filed, the Commissioner may accept a 
copy of a signed certificate of transmission meeting the require- 
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ments of 37 CFR 1.8, a copy of the previously transmitted 
correspondence, and a statement attesting to the personal 
knowledge of timely transmission of the response. 37 CFR 
1.8(b)(1), (2), and (3). 


In all situations, the applicant or the applicant’s attomey 
should promptly notify the Office after becoming aware that 
the application was abandoned because a communication was 
not timely associated with the file wrapper or was not received 
by the Office. 


Article 10. Use of Electronic Mail Services 


Once e-mail correspondence has been received from an appli- 
cant, as set forth in Trademark Article 6, such correspondence 
must be responded to appropriately. The Trademark Organiza- 
tion employee may respond to an applicant’s Internet e-mail 
correspondence by telephone, fax, or other appropriate means. 


Article 11. Interviews 


Internet e-mail may be used to conduct an exchange of 
communications similar to those exchanged during telephone 
or personal interviews. In such cases, a paper copy of the 
Internet e-mail contents MUST be made and placed in the 
trademark application file wrapper. 


Article 12. Documenting Search Strategies 


All Trademark Organization users of the Internet for trade- 
mark application research shall document their search strategies 
in accordance with established practices and procedures as set 
forth in TMEP § 1106.07(a). 


Subparagraph A. 


Any information, which would aid a future searcher in 
locating the document retrieved through Internet research, 
should be included in the citation. Guidelines for citing elec- 
tronic information can be found as an attachment to this policy. 


Subparagraph B. 


When a document found on the Internet is not the original 
publication, then the Trademark Examining Attorney or Trade- 
mark Library staff shall pursue the acquisition of a copy of the 
originally published document or an original of the document 
or Web object in question for all references cited. Note: scanned 
images are considered to be a copy of the original publication. 
Electronic-only documents are original publications. 


Article 13. Professional Development 


The Internet is recognized as a tool for professional develop- 
ment. It may be useful for keeping informed of technological 
and legal developments. For example, use of the Internet for 
keeping abreast of conferences, seminars, and for receiving 
mail from appropriate list servers is acceptable. 


Article 14. Policy Guidance and Clarifications 


Within the Trademark Organization, any questions regarding 
the Internet usage policy should be directed to the user’s imme- 
diate supervisor. Non-PTO personnel should direct their ques- 
tions to the Office of the Assistant Commissioner for 
Trademarks. 


Attachment 
Guidelines for Citing Electronic Resources 


The International Organization for Standardization (ISO) has 
created a standardized method for citing electronic resources. 
The formats are set forth in document ISO 690-2, which was 
published on November 15, 1997. The formats in ISO 690-2 


are consistent with those proposed by the PTO in the fall of 
1996. 


ISO 690-2 references several ISO standards relating to docu- 
mentation of publications. These are namely ISO 4: 1984 Docu- 
mentation - Rules for the abbreviation of title words and titles 
of publications; ISO 639:1988 Code for the representation of 
names of languages; ISO 690:1987 Documentation - Biblio- 
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graphic references - content, form, and structure (the parent 
standard of 690-2); ISO 832:1994 Information and documenta- 
tion - bibliographic description and references - Rules for the 
abbreviation of typical words; {SO 2108:1992 Information and 
documentation - International standard book numbering 
(ISBN); ISO 3297:1986 Documentation - International stan- 
dard serial numbering (ISSN); SO 5127-1:1983 Documenta- 
tion and information - Vocabulary - Part 1: Basic concepts; 
ISO 8601:1988 Date elements and interchange formats - Infor- 
mation interchange - Representation of dates and times; 1SO/ 
TR 9544: 1988 Information processing - computer-assisted pub- 
lishing - Vocabulary; and ISO/IEC DIS 11179-3 Information 
technology - Coordination of data element standardization. 


Elements of a Bibliographic Citation 
The typical elements of a bibliographic citation are: 
a. Author(s) — individual and corporate 
b. Title 
Titles fall into two general categories: 


e Those that denote the source work (monograph, journal, 
conference, anthology/compilation, etc.) 


© Those that describe the paper, chapter, or portion of 
work 


c. Publication Date 

d. Publisher 

e. Report number/Series Number/Other identifying number 
f. Editor(s) 

g. Page numbers 

h. Volume number 

i. Issue number 

j. Edition 


A single print resource may not have all of the elements 
listed above; however, they will possess those which are appro- 
priate to the work. In the case of monographs the volume and/ 
or issue number may not be essential; as with journals the 
element for edition will be nonexistent. Therefore, it can be 
noted that even in traditional print publications the format of 
citations will vary with the resource being cited. 


The same can be said for the realm of electronic publications. 
Electronic documents with originally published print equiva- 
lents will have most traditional bibliographic elements. Those 
that have no print equivalents will most likely not have tradi- 
tional elements, even though they may look like and seem to 
possess many qualities of print publications. 


Elements of Electronic Resource Citations 


What makes the electronic resource different from the print 
resource? Initially it is safe to state that basic elements of a 
print citation are also applicable to the electronic form. These 
basic elements will include a title (even in the case of electronic 
mail in which the subject line can become the title element), 
originator (author), publisher, and publication date (although 
with electronic publications this element often raises problems 
for those verifying the document). Characteristics which are 
inherent to print publications but may not be to the electronic 
form include volumes, issues, and page numbers. The electronic 
resource will have elements in addition to the print resource. 
These elements include: 


a. Type of Media 
CD-ROM or other optical storage media 
Diskette or other magnetic storage media 
Online, including the Internet 
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The information required to retrieve the resource. In the 
case of online Internet resources this would include 
address-type information, along with directories, file 
names, etc. 


. Date(s) 


© Posted/Publication 

The publication date is the date the author/originator 
affixes to the document. If that is not present, the date 
the system administrator or webmaster placed the 
document on the online system can be substituted. 


© Accessed on 

The date the user found and read the document. They may 
also have downloaded the document for personal use. This 
date will provide future readers with documentation as to 
what version/edition the document was on when it was 
accessed. If a document was altered subsequently there 
will not be confusion as to which document the user is 
referring to. 


Proposed Formats 


When an examiner retrieves a document from an electronic 
source, he/she will determine if it is useful and will cite it if 
appropriate. Assuming the examiner has located all pertinent 
bibliographic elements for a citation, the next task will be to 
format the citation. 


Punctuation is an interesting problem for electronic docu- 
ments. Traditionally, academics and library scientists have used 
punctuation as a means for separating bibliographic elements 
in a Citation. In the case of retrieving electronic documents, 
punctuation becomes part of the citation. When expressing 
URLs, directories, filenames, etc., punctuation marks are 
required to create an accurate citation. Therefore, limit the 
amount of punctuation in the citation in order to avoid confu- 
sion. 


Due to the ease and potential frequency of updates of elec- 
tronic documents, ISO 690-2 recommends the use of month, 
date, year, and time of day on all date citations. There is no 
stated preference for dates using standard abbreviated months 
(Jan., Feb., Mar.) or complete numeric transcription (using 
standard format of year-month-date). 


Additionally, standard abbreviations for journal titles, coun- 
tries, provinces, etc. should be applied to electronic citations. 


The following formats are proposals for how an examiner 
might cite an electronic document. However, all possible cita- 
tion iterations are not included; this is a sampling. 


CD-ROM, Diskette, Commercial Database 


Author. (publication date). Title. Source (“source” defined 
as the entire work, i.e. journal title). [Type of Medium], volume 
(issue), paging. Available: 

le: 


Smith, Joe. (January 1999). How to do an online search. Data- 
base. {CD-ROM}, 17(2), 1-2. Available: UMI. File: General 
Periodicals Index. 


FTP 


Author. (publication date). Title. Source. [Type of Medium], 
volume (issue), paging. Available: Accessed on: 

le: 
Smith, Joe. (January 1999). How to do an online search. Data- 
base. {Online}, 17(2), 1-2. Available FTP: ftp.database.edu 
Directory: pubs/journals/database.online/voll7 _File: 
002dbs.txt Accessed on: February 1, 1999. 


E-mail, Listservs, Usenet 


Author. <author e-mail address> (publication/posted date). 
Title. Source (or Subject Line replaces title/source). [Type of 
Medium], volume (issue), paging. Available: (either list the 
listserv address or fill this position with “personal e-mail”) 
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Accessed on (or received on): 

sample: 

Smith, Joe. <jsmith@database. org> (January 1999). How to 
do an online search. Database. [Online], 17(2), 1-2. Available: 
personal e-mail. Received on: February 1, 1999. 

OR 

Smith, Joe. <jsmith@database.org> Here’s some search 
advice. [Online] Available: PACS-L@UHUPVM1.uh.edu 
Accessed on: February 1, 1999. 


Gopher 


Author. (publication date). Title. Source. [Type of Medium] 
volume (issue), paging. Available: Accessed on: 

sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base. {Online} 17(2), 1-2. Available Gopher: meckler.d- 
bs.org/Database/pubs/journals/voll7/Howsearch Accessed 
on: February 1, 1999. 


Web Site 


Author. (publication date). Title. Source. [Type of Medium] 
volume (issue), paging. Available: Last update: Accessed on: 
sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base {Online} 17(2), 1-2. 

Available Web Site: 
www/meckler.database.org/Database/pbs/journals/vol17/ 
002dbs.txt 

Last update: January 1999 Accessed on: February 1, 1999. 


Examiners are encouraged to speak to a PTO librarian or 
technical information specialist when they find that crucial 
elements to the citation are lacking in their records. The infor- 
mation specialist will work with the examiner to verify dates, 
authors, and other elements as needed. 
Oct. 20, 1998 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(145) Interim Internet Usage Policy 

The Patent and Trademark Office (PTO) is in the process 
of providing Internet access to PTO employees. Effective Jan- 
uary 27, 1997, PTO employees who have electronic mail (e- 
mail) accounts on the PTOnet will have the capability to send 
and receive mail through the Internet. PTO is also deploying 
Netscape browser software to all PTOnet servers. Policies and 
guidelines governing use of the Internet were distributed to all 
PTO employees in July of 1996 in a document titled “Rules 
of the Road.” PTO employees must follow the “Rules of the 
Road” when using the Internet (copy attached). 


In view of the fact that all communications and data trans- 
mitted from or to the applicant by the Internet are neither 
encrypted nor secure, and in order to ensure that usage of the 
Internet by PTO employees will not violate the confidentiality 
requirements of 35 U.S.C. 122, the following interim Internet 
usage policy is being published. The policies and guidelines 
set forth below are interim since the public has not yet had an 
opportunity to comment on them. PTO will publish a Notice in 
the Federal Register and Official Gazette requesting comments 
from the public on the use of the Internet in PTO patent and 
trademark examination. 


(1) PTO employes are NOT permitted to use the Internet e- 
mail to conduct official PTO business where sensitive data will 
be exchanged or where there exists a possibility that sensitive 
data could be identified unless there is an express waiver of 
the confidentiality requirements under 35 U.S.C. 122 by the 
applicant. Sensitive data includes confidential information 
related to patent applications (see Rules 4 and 5 of the “Rules 
of the Road”). The following is a sample form which may be 
used by applicant for waiver of the confidentiality requirements 
of 35 U.S.C. 122: 
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“Recognizing that Internet communications are not secured, 
I hereby authorize the PTO to communicate with me concerning 
any subject matter of this application by electronic mail. | 
understand that a copy of these communications will be made 
of record in the application file.” 


Where an express waiver of 35 U.S.C. 122 is given by the 
applicant and upon mutual agreement between applicant and 
the PTO employee, communications via Internet e-mail, other 
than those under 35 U.S.C. 132 or which otherwise require a 
signature, may be used. In such cases, a printed copy of the 
Internet e-mail communications must be given a paper number, 
entered into the Patent Application Locating and Monitoring 
System (PALM) and entered in the application file. At the 
present time, a response to an Office action may NOT be 
communicated by applicant to the PTO via Internet e-mail. 
Where communication via Internet e-mail is initiated by a 
registered practitioner, or an applicant in a pro se case, sufficient 
information must be provided to show representative capacity 
in compliance with 37 CFR 1.34. Examples of such information 
are the attorney docket number and registration number. 


PTO employees are NOT permitted to initiate communica- 
tions with applicant via Internet e-mail except where an express 
waiver of 35 U.S.C 122 is of record in the application. 


(2) Where the Internet is used to search and retrieve prior 
art information, PTO employees must restrict their search oper- 
ations to determining the general state of the art. Internet prior 
art search strategies that could disclose sensitive information 
such as the elements of an invention are NOT permitted. 


The policies and guidelines set forth in this Interim Internet 
Usage Policy document are intended to be an extension of the 
policies and guidelines set forth in the “Rules of the Road” 
and they are not intended to be a replacement of the policies 
and guidelines in the “Rules of the Road.” Final policies and 
guidelines will be published at a later date. 


Questions conceming these policies and guidelines regarding 
Internet usage and suggestions as to how Internet usage capa- 
bility may be expanded without violating the confidentiality 
requirements of 35 U.S.C. 122 may be addressed to the Office 
of the Deputy Assistant Commissioner for Patent Policy and 
Projects, Assistant Commissioner for Patents, Washington, 
D.C. 20231. 
Feb. 10, 1997 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


PTOnet AND PTO SYSTEMS 
“RULES OF THE ROAD” 


PTOnet, PTO Systems and other computing resources are 
shared among PTO employees. PTOnet provides access to PTO 
business systems that operate on the PTO information tech- 
nology infrastructure. and provides access to remote locations 
through secure gateways. In the near future, PTOnet will pro- 
vide access to the Internet. The PTOnet and PTO Systems 
“Rules of the Road” are intended to help PTO employees use 
the PTO’s computing and network facilities responsibly, safely, 
and efficiently, thereby maximizing the availability of these 
facilities to all employees. Complying with these rules will 
help maximize access to these facilities, and help assure that 
your use of them is responsible, legal, and respectful of privacy. 
While use of PTO automation resources is voluntary, PTO 
employees must follow the “Rules of the Road” when using 
these resources. 


The “Rules of the Road” amplify and clarify previous PTO 
policy on PTOnet and PTO System use, including Internet 
access via Pioneer. The rules are grouped into the following 
three categories: 


e¢ Complying with the intended use of PTOnet and PTO 
Systems 

e Assuring ethical use of PTOnet and PTO Systems 

e Assuring proper use of PTOnet and PTO Systems 


The following is a more detailed discussion of the individual 
rules associated with each category. The “Rules of the Road” 
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are also discussed in appropriate sections of the PTO’s Office 
Automation Services Guide. Each PTO Cost Center may sup- 
plement the “Rules of the Road” for better administration of 
information within its own domain. 


I. Complying with the Intended Use of PTOnet and PTO 
Systems 


It is important that each employee understand the purpose 
of PTOnet and PTO systems so that their use is in compliance 
with that purpose. 


II. Assuring Ethical Use of PTOnet and PTO Systems 


Along with the many opportunities that PTOnet and PTO 
Systems provide for PTO employees to share information, 
comes the responsibility to use the system in accordance with 
PTO standards of conduct. These standards are outlined in the 
PTO Employee Handbook. Appropriate use of PTOnet and 
PTO systems includes maintaining the security of the system, 
protecting privacy, and conforming to applicable laws, particu- 
larly copyright and harassment laws. 


While you should feel free to let others know your username 
(this is the name by which you are known to the whole PTOnet. 
PTO Systems and Internet community), you should never let 
anyone know your account passwords. This includes even 
trusted friends, and computer system administrators (e.g. Infor- 
mation System staff). 


Giving someone else your password is like giving them a 
signed blank check, or your charge card. You should never do 
this, even to “lend” your account to them temporarily. Anyone 
who has your password can use your account, and whatever 
they do that affects the system will be traced back to your 
username — if your username or account is used in an abusive 
or otherwise inappropriate manner, the PTO will hold you 
responsible. 


When creating or changing your password, always use a 
password that you can easily remember but is unique enough 
that it cannot be easily guessed by your co-workers. Never use 
the names of spouses, children, pets or birthdates, as these can 
easily be compromised. 


The Electronic Communications Privacy Act (18 USC 2510 
et seq., as amended) and other Federal laws protect the privacy 
of users of wire and electronic communications. The facilities 
of the PTOnet and PTO System are in place to facilitate the 
sharing of information among PTO employees, our intermna- 
tional partners, and our customers. All users of PTOnet and 
PTO Systems should make sure that their actions don’t violate 
the privacy of other users, even if unintentionally. 


Some specific areas to watch for include the following: 


¢ Don’t try to access the files of directories of another user 
without clear authorization from that user. 

e Don’t try to intercept or otherwise monitor any network 
communications not explicitly intended for you. 

¢ Don’t use names or other personal identifiers in communi- 
cations that might be of a sensitive or confidential nature. 

¢ Don’t intentionally seek information about, browse, obtain 
copies of, or modify files, mail, or passwords belonging to 
others, whether they are at the PTO or elsewhere, unless specifi- 
cally authorized to do so by those individuals. Don’t attempt 
to decrypt or translate encrypted material belonging to another 
person or organization. 

¢ Don’t attempt to alter the “From” line of your Interact 
user-ID or other attributes of origin in electronic mail, messages, 
or postings. 
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e Don’t edit or change the content of an e-mail message 

when sending a reply to the message’s originator or forwarding 

the message to another person without indicating where and 
how the message was edited. 

e Don’t create any shared programs that secretly collect 
information about PTO users. 


Every attempt has been made to ensure that appropriate 
security mechanisms are in place for protecting information 
from unintended access, from within the system or from the 
outside. However, these mechanisms, by themselves, are not 
sufficient. PTOnet and PTO System users should ensure that 
they take appropriate action to safeguard classified or sensitive 
data. Users are instructed to implement the following require- 
ments: 


¢ Don’t transmit classified data, data subject to a secrecy 
order, and data under seal through Internet or e-mail, or post 
such data on bulletin boards. 

e Don’t store or transmit sensitive data without proper protec- 
tion as defined in applicable Federal laws and regulations. 
Sensitive data should not be posted on bulletin boards. Data 
should be considered sensitive if they might be exempt from 
Freedom of Information Act (FOIA) disclosure or protected 
under the Privacy Act. Sensitive data include records about 
individuals in which there is a reasonable expectation of pri- 
vacy, trade secrets or confidential business information, and 
confidential information related to Patent and Trademark appli- 
cations. 

¢ Don’t transmit data that are part of PTO’s decision making 
process over the Internet. 


The following are examples of sensitive data that should not 
be discussed or transmitted on PTOnet or related computing 
services: 


e Anything with sensitive personnel data such as names with 
SSN, leave balances, salaries. benefits for which an employee 
is signed up, etc. 

e Anything dealing with the details surrounding an Employee 
Relations or Union issue. 

¢ Sensitive procurement information (this is in the $1 million 
or over category, not purchase orders). 

e Anything dealing with the details surrounding contract 
award prior to award. 

e All information categorized as Source Selection Informa- 
tion by Section 27 of the Office of Federal Procurement Policy 
Act (41 U.S.C. 423) that concems the number. identity, ranking, 
or evaluation of offerors in response to an ongoing procurement 
action. 

¢ Information marked by an offeror as proprietary. 

e Source selection information, including bid prices prior to 
bid opening, proposed costs/prices in response to a solicitation. 
source selection plans, technical evaluation of proposals, cost 
or price evaluations, competitive range determinations, ranking 
of offers, and reports or evaluations of source selection panels. 

e Anything dealing with budget policy prior to the budget 
submission, particularly as it may deal with PTO employees. 

e Passwords or other computer security related items. 
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(146) Treatment of Non-Conforming Requests 


to Revoke or Invalidate U.S. Patents 


The Patent and Trademark Office (PTO) has received an 
extremely large number of contemporaneously filed form letters 
requesting that certain U.S. patents be revoked or invalidated. 
These form letters, while identifying U.S. patents which are 
believed to be invalid, do not include any prior art patents and/ 
or printed publications to support such belief. 





1218 TMOG 346 
(146) 


The bases for challenging patentability within the PTO are: 


(1) Submission of a protest under 37 CFR 1.291; 

(2) Submission of prior art under 35 U.S.C. 301; and 

(3) Submission of a third party reexamination request under 
35 U.S.C. 302. 


These form letters do not comport with any one of the bases 
for challenging patentability within the PTO. To respond indi- 
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vidually to these form letters (by pointing out deficiencies and 
forwarding them to the patentee) would be unduly burdensome 
to the PTO. Therefore, these form letters will not be responded 
to individually and will not be placed in the patent files. 


August 17, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 


For Patent Policy and Projects 
{1214 OG 77} 





TRADEMARK APPLICATION 
EXAMINATION AND CONTENT 


(147) Fastener Insignia Register 


To Be Posted On PTO Web Cite 


The Patent and Trademark Office is now posting a copy of 
the Fastener Insignia Register on its Web cite (http://www.usp- 
to.gov). The register is available for viewing and downloading, 
free of charge. 


The Fastener Quality Act (15 U.S.C. §§5401, et seq.) requires 
that certain fasteners bear an identifying insignia for traceability 
purposes, and requires the Secretary of Commerce to provide 
for the recordation of these insignia. The implementing regula- 
tions (15 C.F.R. §§280.700, et seq.) direct the Commissioner 
of Patents and Trademarks to maintain a Fastener Insignia 
Register. The deadline for compliance with the Act has been 
extended to October 25, 1998. 


Parties wishing to obtain paper copies of the Register should 
continue to send the written request and $20.00 fee to: 


Assistant Commissioner for Trademarks 
Box: Fastener 

2900 Crystal Drive 

Arlington, Virginia 

22202-3513 


July 24, 1998 PHILIP G. HAMPTON, II 


Assistant Commissioner 
for Trademarks 
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(148) Fastener Insignia Register 
The Patent and Trademark Office (PTO) will make available 
to the public a preliminary copy of the fastener insignia register 
which has been prepared pursuant to the Fastener Quality Act 
(Act), 15 U.S.C. § 5401 et seq. The PTO is the agency within 
the Department of Commerce which has responsibility for 
recording the fastener insignia of manufacturers and private 
label distributors as required by section 8 of the Act. Although 
full implementation of the Act has been postponed until May 
26, 1998, members of the public have expressed interest in 
obtaining information concerning the applications for recordal 
of fastener insignia which the PTO has received to date. Accord- 
ingly, a preliminary copy of the register will be made available 
for inspection and copying in the Trademark Search Library 
in room 2B30, South Tower, 2900 Crystal Drive, Arlington, 
Virginia. In addition, copies of the register will be available 
for purchase. For more information, contact Lizbeth Kulick by 
telephone at (703) 308-8900, or by fax at (703) 308-7220, or 
by mail marked to her attention and addressed to the Assistant 
Commissioner for Trademarks, 2900 Crystal Drive, Arlington, 
Virginia, 22202-3513. 
May 15, 1997 ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
For Trademarks 
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(149) Responsibilities of Practitioners Representing 
Clients in Proceedings Before 
The Patent and Trademark Office 


This notice is intended to remind practitioners of certain 
aspects of their responsibilities in representing clients in pro- 
ceedings before the Office. The Notice is also intended to 
supplement the discussion set forth in the Official Gazette 
Notice published at 1086 Official Gazette 457 (Jan. 12, 1988) 
entitled “Practitioner’s Responsibility to Avoid Prejudice to 


the Rights of a Client/Patent Applicant” and to amplify and 
supersede the Helpful Hint published at 1084 Official Gazette 
34 (Nov. 24, 1987) titled “Correspondence Address and/or Fee 
Address of Maintenance Fees.” 

Part 10 of title 37, Code of Federal Regulations, sets forth 
the Patent and Trademark Office (PTO) Code of Professional 
Responsibility. Each attorney or agent who practices before 
the PTO is subject to the rules set forth in Part 10 and should 
carefully study the rules promulgation originally published at 
50 Federal Register 5158 (Feb. 6, 1985) and at 1052 Official 
Gazette 4 (Mar. 5, 1985) and reproduced as item number 172 
in the Consolidated Listing of Official Gazette Notices, pub- 
lished at 1086 Trademark Official Gazette 3 (Jan. 5, 1988). 


Practitioner's Client 


During the promulgation of Part 10, 37 CFR, several individ- 
uals suggested that “it may be difficult to determine the identity 
of the ’client’. . ., particularly in corporate patent departments.” 
The response to that suggestion was that “[t}he PTO will presume 
that practitioners know the identities of their clients . . ..” 50 
Federal Register 5163 (Feb. 6, 1985), 1086 Trademark Official 
Gazette 356 (Jan. 5, 1988). For example, in a patent application, 
practitioner’s client is ordinarily the inventor who gives prac- 
titioner a power of attorney to prosecute the application (37 CFR 
1.31). A practitioner may represent only the assignee of the entire 
interest in a patent application if the assignee has filed a power 
of attorney and the assignee is conducting the prosecution of the 
application to the exclusion of the inventor. (37 CFR 1.32). 

In the promulgation of Part 10, 37 CFR, a commenter raised 
a question of who is the client when an application is filed 
on behalf of an individual, but the individual’s assignee pays 
practitioner’s bill. The question was answered in the following 
manner: 


“Practitioners are expected to know the identities of their 
clients. If a practitioner is hired by a corporation and wishes 
to make that fact plain on the record of a patent application, 
the practitioner may file an assignment and a power of 
attomey signed by the assignee. If a dispute should then 
occur between the individual and the assignee, the record 
would be clear that the assi is the client.” 50 Federal 
Register 5164 (Feb. 6, 1985); 1086 Trademark Official 
Gazette 357 (Jan. 5, 1988). 


In some instances, practitioners deal with a corporate liaison 
or foreign agent. Such arrangements do not automatically 
change the person whom practitioner represents, e.g., the 
inventor or trademark owner. The fact that a U.S. practitioner 
receives instructions from the inventor or trademark owner 
through a foreign attorney or agent does not change the fact 
that the client is still the inventor or trademark owner rather 
than the foreign attorney or agent. See Strojirenstvi v. Toyoda, 
2 USPQ 2nd 1222 (Comm’r Pat. 1986), which at 1223 cited 
Yetter Manufacturing Co. v. Hiniker Co., 213 USPQ 119, 120 
(D. Minn. 1981) for the principle that “when attomey served 
as local counsel for a law firm representing Hiniker Co., the 
attomey represented Hiniker and not the law firm” and also 
cited Toulmin v. Becker, 10S USPQ 511 (Ohio Ct. App. 1954) 
for the principle that “foreign patent agents or attorneys were 
not clients of U.S. patent attomey.” The PTO expects prac- 
titioners to know the identities of their clients and to take 
reasonable steps to avoid foreseeable prejudice to the rights of 
their clients. 


Obtaining Instructions Through Persons Other Than The Client 


In practice, it is common for instructions relating to the 
application of an inventor or trademark owner, who is the client 
of the U.S. practitioner, to be passed to the U.S. practitioner 
through intermediaries, such as corporate liaisons or foreign 
agents. Clearly, a client may choose to use a corporate liaison 
or a foreign agent to convey instructions, etc., to a practitioner. 
In such an arrangement, the practitioner may rely upon instruc- 
tions of, and accept compensation from, the corporate liaison 
or the foreign agent as to the action to be taken in a proceeding 
before the Office so long as the practitioner is aware that the 
client has consented to have instructions conveyed through the 
liaison or agent. See 37 CFR 10.68(a) and (b). An agreement 
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between the client and the liaison or agent establishes an agency 
relationship between the liaison or agent and the client such 
that the U.S. practitioner can rely upon the liaison or agent as 
the representative of the client for the purpose of communi- 
cating the client’s instructions about the proceeding to the 
U.S. practitioner. The PTO will assume that the client has an 
agreement with the liaison or agent to be represented by the 
liaison or agent. It is the responsibility of the client to notify 
the practi tioner that the agency relationship between the client 
and the liaison or agent has ceased to exist and that instructions 
from the liaison or agent should no longer be accepted. 

A practitioner could secure evidence that such an agreement 
exists by having a patent or trademark applicant sign a statement 
to that effect at the same time that the power of attorney is 
executed. For example, the following language could be 
inserted in an oath, declaration, or power of attorney form: 


“The undersigned hereby authorizes the U.S. attorney or 
agent named herein to accept and follow instructions from 
as to any action to be taken in the Patent and Trademark 
Office regarding this application without direct communica- 
tion between the U.S. attorney or agent and the undersigned. 
In the event of a change in the persons from whom instruc- 
tions may be taken, the U.S. attomey or agent named herein 
will be so notified by the undersigned.” 


Without an agency relationship between the liaison or agent 
and the client, a practitioner would be bound by 37 CFR 
10.68(b) to “not permit a person who recommends, employs, 
or pays the practitioner to render legal services for another, to 
direct or regulate the practitioner’s professional judgment in 
rendering such legal services.” 


Practitioner's Responsibility to a Client After the Client's 
Patent Issues or Trademark is Registered 


The Office has received inquiries from practitioners as to 
their responsibilites to a client (patent or trademark applicant) 
after the client’s patent was issued or trademark has been regis- 
tered. In response thereto, it is pointed out that a power of 
attorney given during prosecution of a patent or trademark 
application is considered to be viable after the patent is issued 
or the trademark is registered. See 50 Federal Register 5164 
(Feb. 6, 1985); 1086 Trademark Official Gazette 357 (Jan. 5, 
1988). While the Office considers such a power of attorney to 
be viable for purposes of the practitioner taking actions in 
proceedings before the Office if practitioner and the client so 
desire, the existence of the power of attomey to file and/or 
prosecute the application through issuance of the patent or 
registration of the trademark does not establish whether prac- 
titioner has a responsibility, and a dutaffirmatively in a pro- 
ceeding before the Office on behalf of the client after the patent 
issues or the trademark is registered. 

Practitioner’s responsibility to take affirmative action in a 
proceeding before the Office after the patent issues or the 
trademark is registered depends upon whether practitioner still 
has a practitioner-client relationship with the client which has 
continued after the patent issued or trademark is registered. 
The mere existence of the power of attomey to file and/or 
prosecute the application through issuance of the patent or 
registration of the trademark would not establish such a prac- 
titioner client relationship in the absence of other facts estab- 
lishing such a relationship since the purpose for which the 
power of attorney was originally given has been accomplished. 


Practitioner's Responsibility to a Former Client 


While practitioner may no longer have a practitioner-client 
relationship with a client and therefore has no duty to represent 
the client in a proceeding before the Office, a practitioner 
nevertheless has certain obligations to a former client. These 
obligations are placed upon practitioner by the Office rules and 
are necessary for the proper conduct of proceedings before the 
Office. Under 37 CFR 10.23(c)(8), practitioners have a duty 
to inform a client or former client or timely notify the Office 
of an inability to notify a client or former client of certain 
correspondence received from the Office and also from the 
client’s or former client’s opponent in an inter partes pro- 
ceeding before the Office. Practitioners have an obligation 
whether the client is a present client or a former client. Included 
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among the items of correspondence of which practitioners have 
the obligation to inform clients or former clients are notices 
regarding maintenance fees, reexamination proceedings, and 
institution of inter partes patent and trademark proceedings. 


Address to Which Correspondence is Sent Regarding Patent 
Maintenance Fees and Reexamination Proceedings 


Under 37 CFR 1.33(d), a “correspondence address” or a 
change thereto may be filed with the Office during the enforce- 
able life of a patent. This “correspondence address” will be 
used in any correspondence relating to maintenance fees unless 
a separate “fee address” has been specified solely for mainte- 
nance fee purposes as provided by 37 CFR 1.363. Practitioners 
who do not wish to receive correspondence relating to mainte- 
nance fees must change the correspondence address in the 
patented file or provide the PTO with a fee address to which 
the correspondence should be sent. It is not required that a 
practitioner file a request for permission to withdraw pursuant 
to 37 CFR 1.36 solely for the purpose of changing the corre- 
spondence address in a patent even though a withdrawal of a 
practitioner would change the correspondence address. 


Since 37 CFR 1.33(c) specifies that all notices, official letters 
and other communications for the patent owner or owners in 
a reexamination proceeding will be directed to the attorney or 
agent of record in the patent file, a request for permission to 
withdraw pursuant to 37 CFR 1.36 must be filed in the patent 
if the attorney or agent of record does not desire to receive 
correspondence relating to reexamination. For information on 
requests to withdraw, see the discussion in the Jan. 12, 1988 
Official Gazette Notice cited above. 


Contact Points For Information 


If a practitioner has questions about the conduct of, or 
requirements relating to a particular proceeding before the 
Office, those questions should be directed to the particular area 
of the Office responsible for the proceeding. If practitioners 
have questions about their responsibilities to their clients, those 
questions should be directed to the Office of Enrollment and 
Discipline. The telephone number of that Office is (703) 557- 
2012. 

May 25, 1988 DONALD J. QUIGG 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 


37 CFR Part 2 
[Docket No. 960828232-6232-01] 
RIN 0651-AA90 


Recordal Fees Associated with the Fastener Quality Act 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Proposed Rulemaking. 

Summary: The Patent and Trademark Office (PTO) is proposing 
to establish fees associated with recordation of insignias of 
manufacturers and private label distributors to ensure the trace- 
ability of a fastener to its manufacturer or private label distrib- 
utor. This proposal is in accordance with provisions of the 
Fastener Quality Act (Public Law 101-592, as amended by 
Public Law 104-113). 

Dates: Written comments must be submitted on or before 
October 17, 1996. No meeting will be held. 

Addresses: Address written comments to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231, Attention: 
Lizbeth Kulick, Office of the Assistant Commissioner for 
Trademarks, 2900 Crystal Drive, Arlington, Va. 22202-3513 
or by fax to (703) 308-7220. 

For Further Information Contact: Lizbeth Kulick by telephone 
at (703) 308-8900, or by fax at (703) 308-7220, or by mail 
marked to her attention and addressed to the Assistant Commis- 





January 5, 1999 


sioner for Trademarks, 2900 Crystal Drive, Arlington, Va. 
22202-3513. 


Supplementary Information 


The Department of Commerce issued a notice of proposed 
rulemaking to implement the Fastener Quality Act. 57 FR 
37032, Aug. 17, 1992. Under that notice, the task of recording 
fastener insignia was assigned to the PTO. 57 FR 37033-35, 
Aug. 17, 1992. That notice provided for recovery of insignia 
costs through user fees. 57 FR 37035-36, Aug. 17, 1992. The 
PTO proposes three twenty-dollar fees to recover its costs 
associated with the insignia recordation program. 


Cost Calculations 


The cost of processing an application for recordal of an 
insignia is as follows: 


Compensation and Benefits 

Hardware and Software Costs 

Subtotal 

General and Administrative Overhead @ 17% 
Total Costs 

Estimated Workload 

Fee Amount 

Rounded Fee 


1,000 
4,500 
5,500 
950 
6,450 
300 
21.50 
$20 


Two rules, 37 CFR §§ 2.53 and 2.189, are being removed 
because they are not necessary. Section 2.53 specifies the 
manner in which drawings must be transmitted. Section 2.189 
simply states the Office’s policy on publishing amendments to 
the rules. The policy is not changing, but does not have to be 
stated as a rule. 


Other Considerations 


It has determined that this rule is not significant for the 
purposes of Executive Order 12866. The information collec- 
tions required by this proposed rule are pending approval before 
the Office of Management and Budget (OMB number 0651- 
0028). The affected public would be manufacturers and private 
label distributors of certain types of industrial fasteners. The 
estimated average number of responses is six hundred. The 
estimated time per response is ten minutes, so the estimated 
total annual burden is one hundred hours. The collected infor- 
mation is needed to ensure that a fastener can be traced to its 
manufacturer or private label distributor. 

This proposed fee does not require notice and comment under 
5 U.S.C. 553 or any other statute, so no analysis or certification 
is required under 5 U.S.C. 603(a). 


Lists of Subjects 
37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


For the reasons set forth in the preamble, the PTO proposes 
to amend 37 CFR part 2 as set forth below. 


Part 2 - Rules Applicable to Trademark Cases 


1. The authority citation for Part 2 continues to read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Part 2 is amended by adding Section 2.7 to read as follows: 


U.S. PATENT AND TRADEMARK OFFICE 


1218 TMOG 349 
(151) 


§ 2.7 Fastener Recordal Fees 


(a) Application fee for recordal of insignia. 

(b) Renewal of insignia recordal 

(c) Surcharge for late renewal of insignia recordal 
3. Section 2.53 is removed. 


4. Section 2.189 is removed. 


$20.00 
$20.00 
$20.00 


September 10, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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(151) Request for Information to Aid in the 
Implementation of the Recordation Requirements 
of Section 8 of the Fastener Quality Act 


Agency: Patent and Trademark Office, Commerce 

Action: Notice, Request for Information 

Summary: The Patent and Trademark Office(PTO) is seeking 
information concerning alphanumeric designations currently in 
use by manufacturers or distributors of industrial fasteners. 
These alphanumeric designations may be used to signify the 
physical characteristics, strength, chemical content, size or 
other information about the fastener upon which they appear 
or they may be used as common law trademarks to identify 
and distinguish the manufacturer or distributor of such fas- 
teners. The PTO needs information concerning these alphanu- 
meric designations in order to administer the pro fastener 
recordal system published on Aug. 17, 1992, at 57 F.R. 37060, 
37061 to implement the requirements of Section 8 of the Fas- 
tener Quality Act, Public Law 101-592. Therefore, the PTO is 
requesting from fastener industry associations, standards 
bodies, or individual manufacturers or distributors, any general 
or specific information available concerning alphanumeric des- 
ignations currently in use within the industry, whether as unreg- 
istered trademarks, as marks required by a s' , or for any 
other purpose. 


Date. Comments should be submitted on or before Sept. 
27,1993. Comments received after this date will be considered 
if possible. 


Addresses: All comments conceming alphanumeric designa- 
tions should be addressed to Lynne G. Beresford, Trademark 
Legal Administrator, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231, telephone number (703) 305- 
9464. 


For Further Information Contact. Lynne G. Beresford, Trade- 
mark Legal Administrator, (703) 305-9464. 


Supplementary Information: In 1990, Congress enacted the 
Fastener Quality Act, Public Law 101-592 (the Act) to protect 
public safety, deter introduction of non-conforming fasteners 
into commerce, improve the tracing of fasteners used in critical 
applications, and provide customers with greater assurance that 
fasteners meet stated specifications. The Act requires that cer- 
tain fasteners sold in commerce conform to the specifications 
to which they are represented to be manufactured; provides for 
accreditation of laboratories engaged in fastener testing; and 
requires the inspection, testing and certification (in accordance 
with standardized methods) of fasteners covered by the Act. 

Section 8 of the Act prohibits offering fasteners for sale that 
are required by an applicable standard or specification to bear 
a raised or depressed insignia identifying the manufacturer or 
private label distributor unless such manufacturer or distributor 
has complied with the requirements of a program of the Secre- 
tary of Commerce for the recordation of such insignia in order 
to ensure that the fasteners can be traced to the manufacturer 
or distributor. 

The program for recordation of fastener insignias, established 
by the Secretary of Commerce and administered by the Patent 
and Trademark Office, will allow the owner of a mark, which 
is the subject of a duly filed trademark application or registra- 
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tion, to apply for recordal of that mark as its fastener insignia. 
However, if the manufacturer or private label distributor does 
not wish to use a trademark as its fastener insignia, it will be 
permitted to apply for a unique alphanumeric designation for 
that purpose. 

The PTO wants to ensure that it does not inadvertently issue 
an alphanumeric designation that is either already in use by a 
manufacturer or distributor as its identifying insignia, or a 
designation already in use by the industry to signify the physical 
characteristics, strength, chemical content, size or other infor- 
mation about the fastener. For that reason, the PTO is requesting 
from fastener industry associations, standards bodies, or indi- 
vidual manufacturers or distributors, any general or specific 
information available concerning alphanumeric designations 
currently in use within the industry, whether as unregistered 
trademarks, as marks required by a standard, or for any other 
purpose. The PTO does not need information conceming spe- 
cific registered alphanumeric trademarks, as that information 
is readily available from the PTO’s database. 

(Authority: 15 USC 5407) 
July 15, 1993 MICHAEL K. KIRK 

Acting Assistant Secretary 
and Acting Commissioner 
of Patents and Trademarks 
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(152) Use of International Classification in the 


Trademark Search Library 


The Patent and Trademark Office is proposing to convert the 
Trademark Search Library (TMSL) system of classification 
from the United States classification system to the International 
classification system in 1998. Use of the International classifi- 
cation system would provide the following: 


¢ Consistency with the Trademark application pipeline which 
has not used the U.S. classification system for many years. 


Reduced paper storage requirements, thus allowing more 
documents to remain in the fixed amount of space available 
for the TMSL. 


e Improved operating efficiency. 


¢ Improved paper search files as a result of the decrease in 
superfluous copies. 


Comments on the proposal to convert from the U.S. classifica- 
tion system to the International classification system may be 
submitted to Janye Myers, Acting Director, Center for Patent 
and Trademark Information, PK3-441, U.S. Patent and Trade- 
mark Office, Washington, D.C., 20231 for 30 days from the 
date of this notice. 
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(153) Major Changes in 
Trademark Classification Policy 


On January |, 1997, the seventh edition of the Nice Agree- 
ment (Agreement) went into effect. As a result of the changes 
in the Agreement and policy decisions made within the PTO, 
the following class changes have been made in U.S. trademark 
classification policy. There are additional changes and additions 
to the U.S. Acceptable Identification of Goods and Services 
Manual (U.S. Manual), however, those listed below are the 
most significant and frequently encountered. The revised U.S. 
Manual is available at the PTO web site (http://www.uspto.- 
gov/) in the area entitled “Information by Topic." The updated 
U.S. Manual will also be included on all future trademark CD- 
ROM products that are produced by the PTO. Also, the U.S. 
Manual will be available in paper form through the Government 
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Printing Office in the near future. GPO is currently accepting 
orders for the U.S. Manual at (202) 512-1800. 


. Retail store services (and other retail/distributorship, etc. 
services) transferred from Class 42 to Class 35. 

. Computer game programs transferred from Class 28 to 
Class 9. 

. Cleaning machines, such as vacuum cleaners and floor 
polishing machines, transferred from Class 9 to Class 7 with 
other cleaning machines. 

. Gas-powered welding apparatus transferred from Class 8 
to Class 7. 

. Lottery services transferred from Class 36 to Class 41. 

. Videotape editing and other film editing services transferred 
from Class 40 to Class 41. 

. Destruction and incineration of waste and trash transferred 
from Class 42 to Class 40. 

. Computer programs downloadable from a 
puter network transferred from Class 42 to Class 9. 


February 3, 1997 PHILIP G. HAMPTON, II 


Assistant Commissioner for Trademarks 
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(154) Title 37-Patents, Trademarks, 


and Copyrights 
Chapter I-Patent Office, Department of Commerce 


Parts 2 and 6-Rules of Practice in Trademark Cases 
International Trademark Classification 


A proposal was published at 37 F.R. 6404 to revise § 6.1 
of the Rules of Practice in Trademark Cases. The Patent Office 
proposed to establish the “International Classification of Goods 
and Services to Which Trademarks Are Applied” (the subject 
of the “Nice Agreement Concerning the International Classifi- 
cation of Goods and Services for the Purposes of the Registra- 
tion of Marks” of 1957, as revised at Stockholm on July 14, 
1967) as the primary classification of goods and services for 
registration of trademarks and service marks. Pursuant to the 
Notice, written comments have been received, and a public 
hearing was held on June 14, 1972. Full consideration has been 
given to all matter presented, and changes in the text of the 
original proposal have been made in view thereof. It has been 
determined that adoption of the international classification 
system is desirable. 


The Patent Office has studied the international classification 
and, since Mar. 5, 1968, has indicated the appropriate interna- 
tional class in all publications and on all issued registrations and 
renewals as a subsidiary classification. Based on this experience 
and the comments received, it is now believed that adoption of 
the international schedule as the primary classification system is 
desirable. The international system is easier to administer 
because of fewer classes of goods and the availability of an 
alphabetical listing of goods and services. 


The Nice Agreement provides for an International Committee 
of Experts whose objective is to keep the classification current. 
The classification of specific goods and services is set forth in 
the Alphabetical List entitled “International Classification of 
Goods and Services to Which Trademarks Are Applied” (pub- 
lished by the World Intellectual Property Organization). In 
addition, the International Trademark Classification List con- 
tains the names of the classes setting forth the basic contents 
of each class. The Alphabetical List also comprises explanatory 
notes which serve as guidelines for determining the appropriate 
international class for a specific product or service. 


The alphabetical listing within the International Trademark 
Classification Manual is currently used by the Office as a 
guideline for determining the degree of particularity of identifi- 
cation of goods. See “Identification of Goods and Services in 
Trademark Applications,” 36 F.R. 13232; July 16, 1971. 


Applications for registrations filed on or after Sept. 1, 1973, 
and registrations issuing thereon, will be classified according 
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to the intemational classification set forth in the new § 6.1. 
Accordingly, the international classification is adopted under 
Section 30 of the Trademark Act of all purposes under the 
statute and rules; and, therefore, will be the criterion for deter- 
mining, inter alia, fees. 


Applications for the registration of marks filed on or before 
Aug. 31, 1973, appeals or petitions to revive or oppositions 
filed in connection with said applications, and affidavits, 
renewals and petitions for cancellation filed in connection with 
registrations issuing thereon, will continue to be processed 
under the classification system existing at the time the mark 
was registered. 


All applications which are published and registrations which 
are issued will carry both the appropriate international classifi- 
cation and existing U.S. classification number. 


An insufficient fee, in connection with an appeal or opposi- 
tion on any application or in connection with an affidavit or 
renewal filed in connection with any registration, will not render 
the same unacceptable, if the proper fee is submitted within a 
time limit set forth in a notification of the defect, providing 
the proper fee for at least one class has been originally submitted 
within the applicable time limit. This will be the case even if 
the full fee is not received within the sixth year in the case of 
an affidavit filed under Section 8 or before the end of the 
twentieth year, including the grace period, in the case of renewal 
applications, or within the six-month statuiory response period 
in the case of an appeal, or within the thirty-day opposition 
period, or any extension thereof in the case of the filing of an 
Opposition. 


The existing classification system will continue to be used 
for searching registered and pending marks until all documents 
in the search file are organized on the basis of the international 
system of classification. Until this changeover is effected, the 
U.S. class designation will continue to be printed on all pub- 
lished applications and registrations issued under the existing 


or the international classification system to facilitate searching 
on the basis of the existing U.S. system of classification. 


Until all applications filed on or before Aug. 31, 1973, have 
been disposed of, the trademark sections of the Official Gazette, 
which are organized by class, will include two sections: one 
for applications published or registrations issued on the basis 
of applications filed on or before Aug. 31, 1973, organized by 
class according to the U.S. schedule of classes; the other section 
for applications published or registrations issued on the basis 
of applications filed on or after Sept. 1, 1973, organized by 
class according to the new international schedule. 


Certification marks and collective membership marks will 
continue to be classified as set forth in redesignated §§ 6.3 and 
6.4. 


Efforts will be made to have the International Trademark 
Classification List printed by the Government Printing Office or 
otherwise assure the availability of the List from local sources. 
Notification will appear in the Official Gazette when the List 
is available from local sources of the Government Printing 
Office. 


The English edition of the “International Classification of 
Goods and Services to Which Trademarks Are Applied” can 
presently be ordered from: 


Sales Branch, The Patent Office, Block C 
Station Square House, St. Mary Cray 
Orpington, Kent, England 


Certain modifications and additions to the international trade- 
mark classification have been published as supplements and 
are also available from the British Office. In addition, and 
inasmuch as the World Intellectual Property Organization 
(WIPO) has issued the List in several languages, it is anticipated 
that an English version will be published by that organization. 
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We have been advised by the Patent Office of the United 

Kingdom that the only acceptable methods of payment for the 

International Trademark Classification List are by International 

Postal Money Order or by banker’s draft payable in sterling 
and drawn on a bank in the United Kingdom. 


*t¢ 


May 14, 1973 ROBERT GOTTSCHALK 


Commissioner of Patents 


BETSY ANCKER-JOHNSON 
Assistant Secretary for 
Science and Technology 


Published in 38 F.R. 41681, June 4, 1973 
(911 TMOG 210} 


(Note: Rule 2.85 (Classification schedules) was revised and 
Rule 6.1 (International schedule of classes of goods and ser- 
vices) was established as of September 1, 1973 by this notice: 
prior U.S. schedule of classes was redesignated as Rule 6.2.) 


(155) Department of Commerce 


Patent and Trademark Office 


Changes in Practice Concerning Letters of Protest 


After April 1, 1995, Letters of Protest filed prior to the 
publication of a mark for opposition will be granted only if 
there is sufficient evidence in the Letter of Protest to establish 
a prima facie case which supports a refusal of registration. In 
such a case, publication of the mark for opposition, without 
consideration of the issue and evidence presented in the Letter 
of Protest, might result in a clear error by the Office. Further, 
after April 1, 1995, FOIA requests for copies of letters of 
protest should be directed to the Office of the Assistant Com- 
missioner for Trademarks, rather than to the Solicitor’s Office. 

Letter of Protest practice will change as follows: Under 
current practice, when a Letter of Protest is filed prior to the 
publication of a mark, the evidence in the letter is forwarded 
to the Examining Attorney whenever such evidence can prop- 
erly be considered by an examining attorney during ex parte 
examination and the evidence supports any reasonable ground 
for refusal. 


Under the revised practice, when a Letter of Protest is filed 
prior to the publication of a mark, the evidence in the letter 
will be forwarded to the Examining Attomey only if there is 
sufficient evidence in the Letter of Protest to establish a prima 
facie case which supports a refusal of registration such that 
publication of the mark for opposition, without consideration 
of the issue and evidence presented in the Letter of Protest, 
might result in a clear error by the Office. 


The standard for the granting of a Letter of Protest filed or 
considered after publication of the mark in the Official Gazette 
is not changing. The standard is whether publication of the 
mark constituted clear error and whether the Letter of Protest 
was filed within thirty days of the publication of the mark. Jn 
re Pohn, 3 USPQ2d 1700 (Comm’r Pats. 1987), and Jn re BPJ 
Enterprises Ltd., 7 USPQ2d 1375 (Comm’r Pats. 1988). 


Because the Letter of Protest procedure, which permits a third 
party to introduce evidence during the ex parte examination of 
an application, is not mandated by statute or rule, the Office 
wants to clearly define the standards used for granting Letters 
of Protest and harmonize the standards used for granting these 
letters before and after publication of the mark. The new stan- 
dard for prepublication Letters of Protest will discourage the 
filing of Letters of Protest which do not present sufficient 
evidence to support a prima facie case for refusal to register. 
As a result, fewer applications will be taken out of the normal 
order of processing for consideration of evidence in a Letter 
of Protest. 
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Requests for Copies of Letters of Protest 


At the present time, copies of documents relating to Letters 
of Protest are requested pursuant to the Freedom of Information 
Act (FOIA) from the Solicitor’s Office of the Patent and Trade- 
mark Office. After April 1, 1995, any party making a FOIA 
request for a complete copy of the Letter of Protest should file 
that request directly with the Office of the Assistant Commis- 
sioner for Trademarks by mailing it to 2900 Crystal Drive, 
Arlington, Va. 22202-3513 or by faxing it to (703) 308-7220. 
Such a request should be directed to the attention of the Admin- 
istrator for Classification and Practice. Upon review of the 
Letter of Protest material, the Administator will usually forward 
acopy of the Letter of Protest and its attachment to the requester. 
Only in cases where the Letter of Protest or its attachments 
contain material that would potentially be expected from disclo- 
sure under the Freedom of Information Act will the Adminis- 
trator not forward the requested material. If, in the opinion of 
the Administrator, any part of the Letter of Protest materials 
should be excepted from disclosure under FOIA, the matter 
will be forwarded to the Office of the Solicitor for further 
review. 

February 21, 1995 PHILIP G. HAMPTON, II 

Assistant Commissioner 

for Trademarks 
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(156) Nonregistrability of Misleading Geographic 
Indications—Amendment of the Trademark Act 
by the North American Free Trade 
Agreement Implementation Act 


Article 1712 of the North American Free Trade Agreement 
(NAFTA) requires the United States, Canada and Mexico to 
prohibit the use or Trademark registration of geographical indi- 
cations in connection with goods that do not originate in the 
indicated territory, region or locality, if the public would be 
misled as to the geographical origin of the goods. 1 

President Clinton signed the “North American Free Trade 
Agreement Implementation Act,” Public Law 103-182, 107 
Stat. 2057, on Dec. 8, 1993. The legislation. amending Sections 
2(e), 2(f) and 23(a) of the Trademark Act, applies to applications 
filed on or after Dec. 8, 1993, and took effect on Jan. 1, 1994. 
The Act, entitled “An Act to provide for the registration and 
protection of trademarks in commerce, to carry out the provis- 
ions of certain international conventions, and for other pur- 
poses,” approved July 5, 1946, commonly referred to as the 
Trademark Act of 1946, has been amended as indicated. 
Amendments are shown in italics: 


I. Subsection 2(e) (15 U.S.C. 1052(e)): 


“(e) Consists of a mark which (1) when used on or in connec- 
tion with the goods of the applicant is merely descriptive or 
deceptively misdescriptive of them, (2) when used on or in 
connection with the goods of the applicant is primarily geo- 
graphically descriptive of them, except as indications of 
regional origin may be registrable under section 4, (3) when 
used on or in connection with the goods of the applicant is 
primarily geographically deceptively misdescriptive of them, 
or (4) is primarily merely a surname.” 


Il. Subsection (f) (15 U.S.C. 1052(f)): 


“(f) Except as expressly excluded in paragraphs (a), (b), (c), 
(d), and (e)(3) of this section, nothing herein shall prevent the 
registration of a mark used by the applicant which has become 
distinctive of the applicant’s goods in commerce. The Commis- 
sioner may accept as prima facie evidence that the mark has 
become distinctive, as used on or in connection with the appli- 
cant’s goods in commerce, proof of substantially exclusive and 
continuous use thereof as a mark by the applicant in commerce 
for the five years before the date on which the claim of distinc- 
tiveness is made. Nothing in this section shall prevent the 
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registration of a mark which, when used on or in connection 
with the goods of the goods of the applicant, is primarily 
geographically deceptively misdescriptive of them, and which 
became distinctive of the applicant's goods in commerce before 
the date of the enactment of the North American Free Trade 
Agreement Implementation Act.” 


Ill. Section 23(a)(15 U.S.C 1091(a)): 


“(a) In addition to the principle register, the Commissioner 
shall keep a continuation of the register provided in paragraph 
(b) of section | of the Act of March 19, 1920, entitled “An 
Act to give effect to certain provisions of the convention for 
the protection of trademarks and commercial names, made and 
signed in the city of Buenos Aires, in the Argentine Republic, 
August 20, 1910, and for other purposes”, to be called the 
supplemental register. All marks capable of distinguishing 
applicant’s goods or services and not register herein provided, 
except those declared to be unregistrable under subsections (a), 
(b), (c), (d), and (e)(3) of section 2 of this Act, which are in 
lawful use in commerce by the owner thereof, on or in connec- 
tion with any goods or services may be registered on the supple- 
mental register upon the payment of the prescribed fee and 
compliance with the provisions of subsections (a) and (e) of 
section | so far as they are applicable. Nothing in this section 
shall prevent the registration on the supplemental register of 
a mark, capable of distinguishing the applicant's goods or 
services and not registrable on the principal register under 
this Act, that is declared to be unregistrable under section 
2(e3), if such mark has been in lawful use in commerce by 
the owner thereof, on or in connection with any goods or 
services, since before the date of the enactment of the North 
American Free Trade Agreement Implementation Act.” 


A mark which is unregistrable on the Principal Register 
under 2(e)(3) of the Trademark Act, as amended, on the ground 
that it is primarily geographically deceptively misdescriptive 
of the goods or services, may be registered under 2(f) only if 
it became distinctive of the goods or services in commerce 
before December 8, 1993. Similarly, such a mark, capable 
of distinguishing the applicant’s goods or services, may be 
registered on the Supplemental Register only if it has been in 
lawful use in commerce by the owner since before December 
8, 1993. A mark that is unregistrable under 2 (e)(3) because 
it contains matter which is primarily geographically deceptively 
misdescriptive of the goods or services will not be rendered 
registrable by a disclaimer of the geographically deceptively 
misdescriptive component. Matter which is primarily geograph- 
ically deceptively misdescrip- tive may be omitted or deleted 
from the drawing in appropriate cases. 


1 The Article also prohibits any use constituting unfair competi- 
tion within the meaning of Article 10bis (Unfair Competition) 
of the Paris Convention. 


April 1, 1994 ROBERT ANDERSON 
Acting Assistant Commissioner 


for Trademarks 
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(157) Questions and Answers 


I. New Trademark Application Filing Requirements 


The Trademark Law Revision Act of 1988, which was imple- 
mented on Nov. 16, 1989, contains the most significant amend- 
ments to the Lanham Act since its enactment in 1947. The Patent 
and Trademark Office has significantly revised the Trademark 
Rules of Practice to reflect the changes in the law. Additionally, 
the PTO has issued a supplement to Revision 7 of the Trademark 
Manual of Examining Procedure that reflects the changes in 
the law, rules, and Office policy and is available from the 
Government Printing Office. 

The PTO’s Office of the Assistant Commissioner for Trade- 
marks has prepared a series of “Questions and Answers” about 
Office practice under the new law and rules. This first in the 
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series concems the requirements for the initial filing of an 
application. Subsequent “Questions and Answers” will address 
various examination issues, the statement of use, requests for 
extension of time to file the statement of use, the amendment 
to allege use and notice of allowance. 


Q. What is an intent-to-use application? 


A. The Trademark Law Revision Act of 1988 became effective 
on Nov. 16, 1989. It amended the Trademark Act to add a new 
basis for filing an application for Federal trademark registration 
on the Principal Register. A party with a bona fide intention 
to use a specific mark in commerce in relation to specific goods 
or services may now file an application. However, before the 
mark will be registered, the applicant must use the mark in 
commerce in connection with the specified goods or services 
and submit specimens evidencing use and a verified allegation 
concerning that use. 

First, an intent-to-use application will be examined in relation 
to all substantive and procedural requirements, except use- 
related issues, and, if acceptable, published for opposition. If 
there is no opposition, or any opposition is resolved in the 
applicant’s favor, the applicant will receive a notice of allow- 
ance. 

The applicant must submit a statement of use within six 
months of that date, or request a six-month extension of time. 
The applicant may then request up to four additional six-month 
extensions of time in which to file the statement of use. The 
grant of such extensions is predicated, in part, upon the appli- 
cant’s showing of “good cause” as to why the mark has not 
yet been used. Thus, an applicant may have up to 36 months 
from the mailing of the notice of allowance within which to 
file a statement of use. (See Trademark Rules 2.88 and 2.89 
conceming the requirements for a statement of use and exten- 
sion requests.) Upon filing, the statement of use will be exam- 
ined and, if accepted, the mark will register. 


Q. How does an intent-to-use application differ from an appli- 
cation based upon use in commerce? 


A. The primary difference between the two types of applications 
is the basis for filing. Because of that difference, the filing 
requirements and processing of the two types of applications 
differ. 

A party may not file an application based upon use of a 
mark in commerce until after that use has occured. Instead of 
asserting a bona fide intent to use the mark in commerce, the 
use-based application must include allegations concerning dates 
of use and specimens evidencing use as a filing requirement. 
The use-based application will be examined and, if acceptable, 
published for opposition. If the mark is not opposed, or any 
opposition is resolved in the applicant’s favor, the mark will 
register. This procedure differs from the application procedure 
for an intent-to-use application, as noted above. 

However, in all other respects the legal reasons for refusing 
registration (such as descriptiveness, likelihood of confusion, 
etc.) and the procedural requirements (such as specificity of 
identifications of goods, signature by applicant, etc.) are exactly 
the same for the two types of applications. Additionally, upon 
registration, the filing date of any application on the Principal 
Register is a constructive date of first use of the mark. 


Q. What are the requirements for filing an intent-to-use applica- 
tion? 


A. A complete intent-to-use application consists of a written 
application, a drawing of the mark, and the required filing fee 
for each class of goods. The requirements for a written intent- 
to-use application are set forth in Trademark Rule 2.33. The 
application must be made to the Commissioner of Patents and 
Trademarks, must include a request for registration, and must 
be signed and verified (sworn to) by the applicant. 

The application must specify: the name and address of the 
applicant; information about the applicant’s legal entity; a claim 
that the applicant has a bona fide intention to use the mark in 
commerce; the particular goods or services on or in connection 
with which the applicant has a bona fide intention to use the 
mark; the class of goods or services according to the official 
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classification, if known to the applicant; and the intended mode, 
manner or method of applying, affixing or otherwise using the 
mark on or in connection with the goods or services specified. 

The applicant must sign a verfication of the application which 
includes, in part, averments that the applicant is believed to be 
entitled to use the mark sought to be registered; that to the best 
of the declarant’s knowledge and belief no other entity has the 
right to use the mark in commerce, either in the identical form 
or in such near resemblance as to be likely, when applied to 
the goods or services of such other entity, to cause confusion, 
or to cause mistake, or to deceive; and that the facts set forth 
in the application are true. 

Please note that Rule 2.33 differs form section 1(b) of the 
Act because the rule requires the above verification to include 
a statement that “the applicant is the owner of the mark” rather 
than that “the applicant believes it is entitled to use the mark.” 
This specific requirement of the rule should be disregarded to 
the extent that it differs from the statute. The rule will be 
amended in due course. 


Q. What are the minimum requirements for receipt of a filing 
date for an intent-to-use application? 


A. Trademark Rule 2.21 sets forth the minimum requirements 
for receipt of a filing date for intent-to-use applications, as 
well as other types of applications. These minimum formal 
requirements do not include all of the requirements which may 
ultimately be necessary to obtain registration, but merely those 
which must be satisified to receive a filing date. 

An intent-to-use application must include the following ele- 
ments in order to receive a filing date: the name of the applicant, 
the name and address to which communications can be directed, 
a drawing of the mark substantially meeting all of the require- 
ments of Trademark Rule 2.52, an identification of goods or 
services, a claim of a bona fide intention to use the mark in 
commerce, a verification or declaration under Trademark Rule 
2.33(b) signed by the applicant, and the required filing fee for 
at least one class of goods or services. If an application lacks 
any one of these elements, it will be denied a filing date and 
all papers will be returned to the applicant as informal. 


Q. Is there any change in the requirements for applications 
based upon either use in commerce or Section 44 of the Trade- 
mark Act? 


A. Yes. Effective Nov. 16, 1989, an application must be signed 
in order to receive a filing date. Trademark Rule 2.21 has been 
amended to require that an application include a verification 
or declaration in accordance with Trademark Rule 2.33(b), 
signed by the applicant, to receive a filing date. This require- 
ment applies to all applications filed after Nov. 16, 1989, 
regardless of the basis for filing. Unsigned applications will 
be returned to the applicant as informal. A verified assertion, 
signed by the applicant, of the basis for filing, is believed to 
be essential because of the importance of the filing date as a 
constructive date of first use of the mark for registration of the 
Principal Register. 

All other filing requirements for use-based applications 
remain unchanged. 

Concerning Section 44 which permits, under certain circum- 
stances, the filing of an application in the United States based 
upon an application or registration in another country, there are 
two additional changes. Effective Nov. 16, 1989, an application 
filed under Section 44(d) or Section 44(e) of the Trademark 
Act must include an allegation that the applicant has a bona 
fide intention to use the mark in commerce. However, Section 
44 applicants will sti!l be exempt from any use requirement as 
a condition to registration. In other words, Section 44 applicants 
are not required to file specimens evidencing use of the mark 
or an allegation of use in order to obtain registration. 

As a requirement for obtaining a filing date, an application 
filed pursuant to Section 44(d) must include in the heading of 
the drawing the date of the foreign filing which forms the basis 
of its priority claim. 


Q. Who can sign an application? 


A. There are two issues that may arise with respect to the 
signature on an application: (1) whether the signature is suffi- 
cient for receipt of a filing date, and (2) whether the signature 
is that of the applicant. 





1218 TMOG 354 
(158) 


The following persons can properly sign an application for 
an applicant: an individual applicant, a general partner of a 
partnership, or an officer of a corporation or association. 

If an application is signed by an improper party, but the 
improper party had “color of authority” to act for applicant, 
the Office will require re-execution of the application, but will 
not invalidate the filing date. (See Trademark Rule 2.71(c) 
concerning “color of authority.”) The Examining Attomey will 
determine whether the signatory had color of authority to sign 
the application for the applicant. A person has such color of 
authority if he or she has firsthand knowledge of the relevant 
facts and implied or actual authority to act on behalf of the 
applicant. A general manager may qualify under this standard. 
The applicant's attorney will not ordinarily be regarded as 
possessing color of authority to sign on behalf of a client. 
Attomeys, who are not employees of a corporate applicant, do 
not usually have firsthand knowledge of a client’s business or 
the authority to act on behalf of a client, other than as legal 

ive. 

If the signature is acceptable for the purpose of receiving a 
filing date (i.e., if the signatory had color of authority), but is 
not the signature of the applicant, a substitute verification by 
the applicant of the facts in the application will be required. 
If the person who signed did not have even color of authority, 
the Examining Attorney will refuse registration because the 
applicant did not meet the minimum requirements of Rule 2.21 
for receipt of a filing date. An application signed by a party 
without color of authority is void ab initio and cannot be cor- 
rected by submission of a substitute declaration. 


Q. Are “fax” copies of signatures acceptable? 


A. The Trademark Operation does not have the equipment to 
accept documents transmitted by “fax” for purposes of receiving 
a filing date. However, the signature on a properly filed applica- 
tion may be a photocopy or “fax” copy of the original signature. 
The subsequent submission of the original document will be 
required by the Examining Attomey. 


Q. What is the significance of the filing date? 


A. Section 7 of the Trademark Act has been amended to provide 
that the filing date of an application of the Principal Register 
is a constructive date of first use of the mark in commerce, 
provided the application matures into a registration. Thus, filing 
affords the applicant nationwide priority over others, with the 
exception of parties who had used the mark before the appli- 
cant’s filing date, parties who had filed before the applicant, 
or parties who are entitled to an earlier priority filing date based 
upon the filing of a foreign application under Section 44(d) of 
the Trademark Act. 


Q. Can an application be based upon both use and intent-to- 
use? 


A. No. Section (a) of the Trademark provides for the filing 
of applications based upon actual use in commerce, while Sec- 
tion 1(b) provides for the filing of applications based upon 
intent-to-use. Trademark Rule 2.33(d) states that an applicant 
may not file under both Sections |(a) and 1(b) of the Act in 
a single application, nor may an applicant in an application 
under Section 1(a) of the Act amend to seek registration under 
Section 1(b). Any application filed under both Sections 1(a) 
and 1(b) of the Trademark Act will be denied a filing date and 
returned to the applicant. 


Q. Can an applicant assert both a Section 44 claim and an 
intent-to-use or use claim in the same application? 


A. Yes. Section 44(d) provides for applications based upon an 
application for registration filed in an applicant’s country of 
origin, and section 44(e) provides for applications based upon 
a registration in applicant’s country of origin. An application 
may be based upon both a foreign application or registration 
under Section 44 and either use in commerce under Section 
I(a) or intent-to-use under Section 1(b). 
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Q. Since a Section 44 application contains a statement of a 
bona fide intent to use the mark in commerce, isn’t this also 
an intent-to-use application? 


A. No. The statement of a bona fide intent to use a mark is 
one of the statutory requirements for a Section 44 filing and 
the PTO will not consider the mere inclusion of such a statement 
to constitute the assertion of a basis for filing under Section 
1(b) of the Act. In other words, once the requirements for 
Section 44 are met and the application successfully completes 
the opposition period, the mark will register (rather than a 
notice of allowance issuing in the application). 

A Section 44 applicant may also assert an intent-to-use basis 
by explicitly stating, after its statement of a bona fide intent 
to use the mark in commerce, that it is also asserting a Section 
1(b) basis for filing. 


Q. Can an intent-to-use application be filed on the Supplemental 
Register? 


A. No. An intent-to-use application initially filed on the Supple- 
mental Register will be denied a filing date and returned to 
the applicant. No amendment of an intent-to-use application 
to the Supplemental Register will be accepted until after use 
has commenced and after the filing and acceptance of an amend- 
ment to allege use or a statement of use. In such a case, the 
effective filing date of the application will be changed to the 
date on which the applicant filed the amendment to allege use 
under Section 1(c) of the Trademark Act or the statement of 
use under Section 1(d) of the Act. 


Q. Must an intent-to-use applicant begin using the mark before 
a registration will issue? 


A. Yes. An intent-to-use application may not mature into a 
registration until use of the mark has begun. After use begins, 
the applicant must verify such use in either (1) an amendment 
to allege use or (2) a statement of use. In addition, applicant 
must submit specimens evidencing use and a fee of $100 per 
class of goods or services in the application. 


Q. What is the difference between an amendment to allege use 
and a statement of use? 


A. The primary difference between the amendment to allege 
use and the statement of use is the time of filing. The amendment 
to allege use may be filed during initial examination of the 
application, i.e., after the filing date of the application and 
before the date on which the Examining Attomey approves the 
mark for publication. If the amendment to allege use is accepted, 
the application will then be processed for publication and issu- 
ance in the same manner as a use-based application. 

If no amendment to allege use is filed before the Examining 
Attomey approves the mark for publication, the mark will be 
published for opposition. After the successful completion of 
the opposition period, the PTO will issue a notice of allowance. 
The applicant will then have six months from the date of the 
notice of allowance in which it must file a statement of use, 
or file a written request for an extension of time in which 
to file the statement of use. Successive extensions of time, 
aggregating no more than 36 months from the notice of allow- 
ance, may be obtained pursuant to Trademark Rule 2.89. 
Nov. 27, 1989 JEFFREY M. SAMUELS 

Assistant Commissioner 

for Trademarks 
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(158) T-Search Printouts as Section 2(d) References 


As part of its ongoing automation program, the PTO is 
pleased to announce that on or about July 1, 1986, Trademark 
Examining Attorneys will use the automated Trademark search 
system (T-Search) exclusively for searching word marks. The 
Examining Attorneys will use computer printouts to advise 
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applicants about Section 2(d) references. The printouts will 
include computer-generated facsimiles of the drawing where 
appropriate. The printouts will be used for word marks, whether 
the word is depicted in a typed drawing or in stylized form. 
Photocopies of certificates of registration will continue to be 
used for design marks. 

The Patent and Trademark Office, in consultation with the 
Public Advisory Committee for Trademark Affairs, has estab- 
lished accuracy standards for the computerized data. Data ele- 
ments which are not essential for examiner searching are being 
systematically checked and corrected. The following data ele- 
ments which are essential for examiner searching purposes are 
essentially complete: 


MARK 

SERIAL NUMBER 
REGISTRATION NUMBER 
FILING DATE 
REGISTRATION DATE 
GOODS AND SERVICES 
INTERNATIONAL CLASS 
. U.S. CLASS 


PMPVPYLYP> 


Subject to the above caveat, the printouts will contain all 
the information that appears on the certificate of registration 
with one exception. If an application for registration was based 
on Section 44, 15 U.S.C. 1126, the printout will indicate that 
the registration or application was filed under the provisions 
of Section 44 (using the notation “SECT 44”). The printout 
will also show the priority date if the application was filed 
under the provisions of Section 44(d). However, it will not 
indicate the country or certificate number of the foreign registra- 
tion on which the U.S. registration was based. 

The printouts will also contain additional registration infor- 
mation which was not provided under the non-automated 
system, as follows: 


A. Change in registration—This will indicate that a registra- 
tion was changed after registration, such as by an amend- 
ment of the mark or identification of goods/services. The 
current information will be displayed in the printout. 


B. Affidavits—This indicates that a Section 8 affidavit of 
continued use was accepted, that a Section 15 affidavit of 
incontestability was acknowledged, or that a mark was 
republished under the provisions of Section 12(c). 


C. Renewals—Applicable renewal information, such as “Ist 
Renewal” or “2nd Renewal” will be shown. 


D. Owner—In addition to listing the original registrant, the 
last known owner, as the change of ownership is acknowl- 
edged by the Office by virtue of examining an affidavit 
or renewal, will be included. 


The following provides an explanation of the terms/symbols 
used in the printout: 


. Goods or services appearing in double parentheses “(( ))” 
were not included in a Section 15 affidavit. 

. Goods or services appearing in brackets “[ }” were deleted 
after registration by amendment, correction, restriction or 
at the time of renewal. 

3. Dates will appear as year, month and day. For example, 
June 20, 1983 will appear as 1983.06.20. 

4. Goods and services will be indicated with the international 
class (IC), the prior U.S. classification (US), the identifica- 
tion, date of first use and date of first use in commerce. 

. Registrants (OWNER) will be listed showing the owner’s 
name, entity designation (e.g., individual, partnership, cor- 
poration), country of citizenship or state or country of 
incorporation, and address. 

6. Pseudo mark—This material is merely a search aid and 
has no bearing on the registration information. 

7. Design search code—This is also merely an aid for compu- 
terized searching of design marks, by which a number is 
assigned to describe a particular design element. It has no 
bearing on the registration information. 
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8. Mark drawing code—This indicates the appearance of the 
mark, and again is not part of the registration data. There 
are six mark drawing codes. 
l—typed drawing 
2—design only 
3—words, letters and/or numbers and design 
4—-words, letters and/or number in block form (block 
letters; not typed drawing) 
5—words, letters and/or numbers in a stylized form 
6—sound marks 


An example of a computer printout and a facsimile of a 
stylized word mark follow. 
June 23, 1986 MARGARET M. LAURENCE 

Assistant Commissioner 
for Trademarks 


[1068 TMOG 7] 


(159) Wording In Verification or Declaration of 


Trademark Application 


Applicants and attorneys are requested to use the following 
wording in the part of the verification or declaration of the 
trademark application which indicates the signer’s belief that 
the mark applied for does not resemble another person’s mark: 


—that no other person, firm, corporation, or association, 
to the best of his knowledge and belief, has the right to 
use such mark in commerce either in the identical form 
thereof or in such near resemblance thereto as to be likely 
when applied to the goods of such other person, to cause 
confusion, or cause likely, mistake, or to deceive. — 


The wording emphasized conforms to the language of both 
Sections 1(a)(1) and 2(d) of the Trademark Act of 1946. 

Some applicants and attomeys, instead of using the wording 
emphasized above, are still using the now obsolete wording 
“as might be calculated to deceive” which was promulgated 
in the forms under the Trademark Act of 1905 and inadvertently 
continued by the Act of 1946 up to October 1962 in Section 
1(a)(1) and in the forms connected with the Act. Section 1(a)(1) 
of the 1946 Act was amended by Act of October 9, 1962 (Public 
Law 772, 87th Congress, 76 Stat. 769) to conform it to the 
language of Section 2(d) of the 1946 Act, since the language 
of Section 2(d) reflects the thinking at the time the 1946 Act 
was written. The wording of the trademark forms for the 1946 
Act has also been amended appropriately. 

It is desirable that proper wording be used. However, since 
the differences in wording referred to above are considered to 
be differences of form rather than of substance. Examiners will 
not require new verifications or declarations. When the obsolete 
wording is observed and a letter is to be written for other 
reasons, Examiners will at that time call attention to the fact 
that the wording is obsolete and should be modified in applica- 
tions in the future. 
Mar. 25, 1974 RENE D. TEGTMEYER 

Assistant Commissioner 
for Trademarks 


[921 TMOG 186] 


(160) Petition to Make Trademark 


Applications Special 


The practice of expediting the prosecution of new trademark 
applications on request of the applicant (accelerated prose- 
cution) was rescinded, effective Aug. 1, 1971 (36 F.R. 13231, 
July 16, 1971; 825 O.G. 2). This action was taken after a careful 
study of the practice, including a recommendation of the Public 
Advisory Committee for Trademark Affairs that the Patent 
Office terminate accelerated prosecution of trademark applica- 
tions. The study considered both the effect of the procedure 
on the workload of the Trademark Operations and the broader 
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interest of examining trademark applications in an order which 
is equitable to all applicants. 

Since the termination of this practice, the Office has experi- 
enced some increase in the number of petitions requesting the 
Commissioner to invoke his supervisory authority pursuant to 
Rule 2.146 in order to advance the examination of applications 
out of their regular order. This was to be expected since appli- 
cants who might have been able to show special circumstances 
entitling them to advanced examination could previously 
achieve this special treatment without resorting to a petition. 
However, some of the petitions now being received are not 
considered sufficient to justify the extraordinary relief of 
invoking the supervisory authority of the Commissioner for 
the purpose of advancing the applications out of their regular 
order. 

In particular, a number of such petitions have been based 
on the ground that the applicant is about to embark on an 
advertising campaign or to commit advertising or promotional 
expenditures in which the mark applied for is material. Such 
a ground is not considered to constitute appropriate circum- 
stances justifying the advancement of the application out of its 
regular turn and the petitions based on such ground have been 
and will continue to be denied. The principal reason for the 
denial is that these circumstances are applicable to a substantial 
portion of the trademark applications filed in the Patent Office. 
The supervisory authority of the Commissioner should be exer- 
cised only where an extraordinary reason for such action has 
been disclosed. See Anderson & Dyer v. Lewry, 89 O.G. 1861, 
1899 C.D. 230, and Wilputte v. Van Ackeren, 103 USPQ 235. 
Thus, the extraordinary remedy of invoking the supervisory 
authority of the Commissioner is not considered appropriate 
under these circumstances. 

In the interest of equitable treatment of all applicants, the 
policy of the Office in granting such petitions will be restricted 
to those cases in which particular and very special circum- 
stances exist, such as a demonstrable possibility of loss of 
substantial rights, rather than circumstances which would be 
equally applicable to a large number of other applicants for 
trademark registration. 
Mar. 13, 1972 ROBERT GOTTSCHALK 

Commissioner of Patents 


{897 TMOG 2] 


TRADEMARK POST REGISTRATION 


(161) Trademark Rule 2.165 Requirement 
Where A Section 8 Affidavit Or 


Declaration Is Held Insufficient 


Several recent Petitions to the Commissioner have indicated 
a failure on the part of registrants and their attorneys to follow 
the requirements of Trademark Rule 2.165. Therefore, 
reviewing certain basic elements of this rule is considered 
timely so as to alert registrants and attorneys to technical errors 
which might lead to the cancellation of a valuable trademark 
registration. 

Part (a) of Rule 2.165 indicates that the examiner will notify 
the registrant when an affidavit or declaration of use under 
Section 8 of the Statute is insufficient and the reasons therefor. 
When the registrant wishes the examiner to reconsider the 
affidavit or declaration, or when the registrant has taken addi- 
tional steps to rectify the deficiencies and desires to have the 
examiner reconsider the affidavit or declaration in light of those 
steps, the request for reconsideration must be submitted within 
6 months of the date of mailing of the notice of insufficiency. 

Note, however, that a supplemental or substitute affidavit or 
declaration required by Section 8 cannot be considered unless 
it is received before the expiration of the six year anniversary 
of the registration. Consequently, registrants should file their 
affidavits as early as possible during the sixth year following 
registration. 


There are situations where correcting the deficiency in the 
affidavit or declaration requires recording an assignment with 
the Assignment Division of this Office. If the recording cannot 
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be completed within 6 months, the registrant must at least 
respond to the examiner’s notice of insufficiency within that 
period. The response must indicate the steps being taken to 
correct the deficiency. The examiner can then allow the regis- 
trant additional time or suspend action depending on the circum- 
stances. Registrants must always observe the “six month 
response” period whenever responding to the examiner from 
an adverse action. 

Part (b) of Rule 2.165 permits a registrant to request the 
Commissioner to review the action of the examiner when he 
is dissatisfied with that action. Review by the Commissioner 
should be sought only where it is believed that the examiner 
has erred in his action. In other words, the Commissioner’s 
role is to review the correctness of the examiner’s action and 
not to serve as an alter ego of the examiner before whom the 
registrant may seek to correct deficiencies. 

When review by the Commissioner has been sought, the 
decision on that request constitutes the final action of the Patent 
and Trademark Office. If no review by the Commissioner is 
sought and if no request for reconsideration of an examiner’s 
action is timely filed, the Commissioner will notify the regis- 
trant of the deficiency in the affidavit or declaration after the 
sixth year has expired. Such notice is never mailed prior to the 
expiration of the sixth year following registration nor until a 
reasonable time has elapsed following a six month period from 
the last action mailed by this Office. This notice constitutes 
the final action of the Patent and Trademark Office in those 
cases where the Commissioner’s review has not been sought. 
Once this notice has been mailed, it is too late (under the Rules 
of Practice) to request the Commissioner to review the action 
of the examiner. Review would only be proper if an affiant 
could show circumstances sufficient to suspend the finality 
element of Rule 2.165(b) pursuant to Rule 2.148. 

Registrants will be held to strict compliance with Rule 2.165 
as it has been briefed above. Therefore, parties are urged to 
respond fully as soon as possible after an action is received 
from the examiner. 


Dec. 12, 1977 BERNARD A. MEANY 
Assistant Commissioner 


for Trademarks. 


[966 TMOG 80] 


(162) Late-Filed Renewal Fees 

Sections 9 and 31 of the Lanham Act (15 U.S.C. §§ 1095 
and 1113) require that an additional five dollar ($5.00) fee be 
submitted by a registrant who files a renewal application during 
the three-month period following expiration of its registration. 
The language of the statute requires that this additional fee be 
submitted within the three-month grace period. A number of 
registrants who have failed to submit the additional fee within 
the prescribed period have petitioned the Commissioner to 
allow their renewal applications. The Commissioner has 
granted petitions of this kind where the registrant or its attorney 
maintained a Patent and Trademark Office deposit account 
which contained, on the date the renewal application was filed, 
sufficient funds to cover the additional fee. Specifically, the 
Commissioner has exercised discretion under Trademark Rules 
2.146(a)(3) and 2.147 to deem the authorizations to charge the 
deposit accounts to have taken place at the time the registrants 
filed their renewal applications, even though the authoriza- 
tions were not confirmed until a later date. This Office policy 
was established by the Commissioner’s decision in /n re Ralston 
Purina Co., 191 USPQ154 (Comr. Pats. 1976). 

The policy established by the Ralston Purina decision is 
being changed. Henceforth, the Commissioner will no longer 
exercise discretion to charge deposit accounts nunc pro tunc 
for trademark renewal application fees. To allow an authoriza- 
tion to charge a deposit account to relate back to a date on 
which no actual authorization existed is, in effect, to allow late 
payment. It is inequitable to permit those registrants who have 
deposit accounts (or those whose attorneys have such accounts) 
to make late payment of renewal fees, while those without 
deposit accounts may not. 
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Petitions relying on Ralston Purina will, after the date of 
this notice, be denied, unless the events that gave rise to those 
petitions occurred before publication of this notice. 

Feb. 20, 1981 MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


[1004 TMOG 29] 


(163) Renewal Applications and 


Section 8 Affidavits 


There has been a noticeable increase in the number of peti- 
tions requesting provisional acceptance of defectively executed 
Section 8 Affidavits and Renewal Applications under 35 U.S.C. 
§ 26, the most common problem being a lack of notarization 
or a Rule 2.20 declaration. Often, such petitions are necessitated 
by the failure of registration owners to file the documents early 
enough to leave time in which to correct should they prove 
defective. 

Section 8 Affidavits may be filed beginning with the fifth 
anniversary of the registration. The period for filing expires 
on the sixth anniversary of the registration. The period for filing 
Renewal Applications begins six months before the twentieth 
anniversary of the registration and extends three months beyond 
the expiration of the twenty year term. While the Post Registra- 
tion Division may allow up to six months to respond to a notice 
of defect, it may not allow corrective action beyond the period 
for filing established by the Trademark Act. It is therefore in 
the registrant’s best interest to file such documents as close to 
the opening date as possible to allow time for correction, if 
necessary. Provisional acceptance under 35 U.S.C. § 26 has 
been, and will continue to be, given narrow application. Regis- 
trants should not rely on 35 U.S.C. § 26 as a means of acquiring 
an extension of time. 

We have also become aware of many delays caused by 
defects in the chain of title. Registrants are encouraged to keep 
Patent and Trademark Office assignment records current with 
regard to ownership of registrations. 

The filing of Post Registration documents at the earliest date 
and mainten ance of assignment records will help to avoid 
the cancellation or expiration of registrations of trademarks 
currently in use, and will result in a savings of time and expense 
for both the registrant and the Patent and Trademark Office. 
Apr. 19, 1983 MARGARET M. LAURENCE 

Assistant Commissioner 
for Trademarks 


[1030 TMOG 37] 


(164) Trademark Examining Operation 

Effective Dec. 1, 1983, all requests presented to the Patent 
and Trademark Office under the provisions of Section 7 of the 
trademark statute (15 U.S.C. 1057) will be considered by the 
Post Registration Section of the Trademark Examining Opera- 
tion. 

Necessary telephone inquiries concerning procedure or status 
should be directed to 703-557-1986. 


Dec. 2, 1983 MARGARET M. LAURENCE 


Assistant Commissioner 
for Trademarks 


[1038 TMOG 256] 


(165) Helpful Hints 

© Trademark Post Registration - Failure to Specify Type of 
Commerce in Section 8 Affidavits or Declarations—Section 
8(a) of the Trademark Act requires that before the end of 
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the sixth year following registration, an affidavit must be 
filed showing that the “mark is in use in commerce.” [15 
U.S.C. 1058a]. 

The Trademark Rules require that all Section 8(a) affida- 
vits or declarations “state that the registered mark is in use 
in commerce and specify the nature of such commerce.” (37 
C.F.R. Section 2.162(e)]. 

The affidavit or declaration must be filed between the fifth 
and sixth year following the date of registration and it must 
contain a statement that the “mark is in use in commerce,” 
with evidence thereof. There may be no extensions of time 
beyond the sixth year for submission of this state- ment and 
evidence of use of the mark in commerce. However, if the 
timely-filed affidavit or declaration does not set forth the 
type of commerce, the registrant will be given six months 
to submit that information even though the sixth year may 
have expired. The rules do not provide for any further exten- 
sions of time beyond the six months. (Carlisle Walters, 703- 
557-3061) 


¢ Backlogs in Trademark Renewals and Section 8 Affidavits 
and Declarations—Registrants are advised that a backlog 
currently exists in the processing of Trademark Renewals 
and Section 8 affidavits and declarations. While the Patent 
and Trademark Office conducts a preliminary review of crit- 
ical elements in order to notify registrants of statutory defi- 
ciencies prior to the expiration of the statutory period for 
the submission of required documents, the ultimate responsi- 
bility for complying with the requirements of the statute and 
the rules rests with the registrant. (Carlisle Walters,703-557- 
3061) 
July 1, 1988 THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


[1092 TMOG 11] 


(166) Section 8 Requirements 


For Trademark Registrations 


Any registrant who files in the Patent and Trademark Office, 
on or after November 16, 1989, an affidavit or declaration 
under Section 8 of the Trademark Act will be required to 
comply with the requirements of the Trademark Law Revision 
Act of 1988 [Title 1 of Pub. L. 100-667, 102 Stat. 3935 (15 
U. S. C. 1051)], which takes effect on November 16, 1989. 
The Trademark Law Revision Act amends 15 U. S. C. 1058(a) 
by adding the requirement that a registrant submit an affidavit 
“setting forth those goods or services recited in the registration 
on or in connection with which the mark is in use in commerce 
and attaching to the affidavit a specimen or facsimile showing 
current use of the mark....” 

For Section 8 affidavits or declarations filed on or after 
November 16, 1989, the Patent and Trademark Office will 
require registrants to specify the goods and services to which 
the Section 8 affidavit or declaration pertains. The registrant 
may comply with the requirement for specification of its goods 
and services by listing each of the goods and services to which 
the Section 8 affidavit or declaration pertains or by making an 
all-encompassing reference to the goods and services recited 
in the registration (e.g., “The mark is in use in connection with 
all the goods and services recited in the registration.” or The 
mark is in use in connection with all the goods and services 
recited in the registration, with the exception of ...”. The Patent 
and Trademark Office prefers that the registrant use an all- 
encompassing reference to its goods and services as the method 
of specification, especiallly where the mark is registered for 
numerous goods and services. 

If the registrant fails to file, before the end of the sixth year 
following registration, a Section 8 affidavit or declaration that 
sets forth goods and services in connection with which the 
mark is in use, the registration will be cancelled. Similarly, those 
goods or services recited in the registration but not specified in 
a Section 8 affidavit or declaration filed before the end of 
the sixth year following registration will be deleted from the 
registration. After the end of the sixth year following registra- 
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tion, the Patent and Trademark Office will not accept a substi- 
tute Section 8 affidavit or declaration filed to correct registrant's 
failure to specify, or to specify completely, the goods and 
services on or in connection with which the mark is in use. 

A Section 8 affidavit or declaration filed on or after 
November 16, 1989 must include a specimen or facsimile 
showing current use of the registered mark. The registrant will 
be required to file one specimen or facsimile for each class of 
goods or services to which the registration pertains. Fora single- 
class registration covering multiple goods or services, only one 
specimen or facsimile showing current use of the mark on one 
of the goods or services in that class will be required. Similarly, 
for a mulitiple-class registration, the registrant will be required 
to file, for each class of goods or services covered by the 
multiple-class registration, one specimen or facsimile showing 
current use of the mark on one of the goods or services in that 
class. 

If the registrant fails to file, before the end of the sixth year 
following registration, an affidavit or declaration that includes 
a proper specimen or facsimile for each class of goods or 
services to which the registration pertains, the registration will 
be cancelled as to that class of goods or services. After the 
end of the sixth year following registration, the Patent and 
Trademark Office will not accept a substitute Section 8 affidavit 
or declaration filed to correct the omission of a proper specimen 
or facsimile. 


June 15, 1989 Jeffery M. Samuels 


Assistant Commissioner for Trademarks 


[1104 TMOG 22} 


(167) Renewal of Trademark Registrations 


(Revised) 


This supersedes the notice that appeared in the Official 
Gazette on May 2, 1989; (1102 TMOG 5): 

The Trademark Law Revision Act of 1988 [Title 1 of Pub. 
L. 100-667, 102 Stat. 3935 (15 U.S.C. 1051)], which takes 
effect on November 16, 1989, amends 15 U.S.C. 1059(a) to 
reduce the renewal term of a registration from twenty years to 
ten years from the end of the expiring period of the registration. 

Any registration whose expiration date is prior to November 
16, 1989, shall be renewed, upon proper application, from the 
end of the expiring period for: 


(a) twenty years if the renewal is granted prior to November 
16, 1989, or 

(b) ten years if the renewal is granted on or after November 
16, 1989, regardless of the renewal application filing date. 


Any registration whose expiration date is on or after 
November 16, 1989, shall be renewed, upon proper application, 
for ten years from the end of the expiring period, regardless 
of the renewal application filing date. 

The present practice of notification of renewal will continue. 
However, the updated renewal certificate issued by the PTO 
will be modified to specifically indicate the length of the 
renewal period. The notice of renewal appearing in the Trade- 
mark Official Gazette will be modified to indicate the date of 
the acceptance of renewal. 
August 16, 1989 JEFFREY M. SAMUELS 

Assistant Commissioner 

for Trademarks 


{1106 TMOG 25] 


(168) Expansion of Pilot for 
Electronic Filing of Trademark Applications 


On November 30, 1997, the Trademark Organization and the 
Office of the Chief Information Officer of the Patent and Trade- 
mark Office (PTO) introduced TEAS (Trademark Electronic 
Application System), a pilot program that allows selected PTO 
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customers to submit trademark applications electronically. On 
or after October |, 1998, the PTO will expand the pilot to 
allow participation by all trademark filers. 


The TEAS pilot will continue to be limited to applications 
filed under Sections 1(a), 1(b) and 44(d) of the Trademark Act. 
Applications based on Section 44(e) of the Act may not be 
submitted using the TEAS system, because of the added com- 
plexity involved in the transmission and receipt of documents 
certifying registration in an applicant’s country of origin. 


: Trademark filers who wish 
to submit applications using the TEAS system must own or 
have use of the following: (1) a personal computer and (2) a 
specified computer network browser. Access to a scanner or 
digital camera for creating digitized images in gif or jpg format 
will be necessary for the submission of specimens required for 
applications filed under Section (a), and/or for the submission 
of special form drawings that feature figurative elements for 
filings under any Section of the Trademark Acct. It is expected 
that on or after October 1, 1998, the TEAS system will be 
configured to allow filers to charge the filing fees associated 
with their submissions to various credit card accounts. How- 
ever, if upgrades to the system that would allow credit card 
payments have not been completed by October 1, 1998, then 
filers wishing to submit applications using the TEAS system 
must maintain a deposit account with the PTO, to allow payment 
of the required filing fees. 


Before the application is submitted electronically, the applicant 
must print and personally sign and date a paper version of the 
application in permanent ink, pursuant to 37 C.F.R. 1.4(d). 
Applicants who submit applications electronically must also 
execute a verified statement, signed and dated by the applicant 
in permanent ink, stating that: (1) the information in the elec- 
tronic submission is identical to the information in the paper 
application; and that (2) the applicant has adopted the symbol 
shown in the signature block on the electronic application to 
verify the contents of the application. These two documents 
should not be forwarded to the PTO, but should be retained 
by the applicant or the applicant’ s representative. 


Duration: It is anticipated that the pilot project will be in place 
for six months. However, this period may be extended if neces- 
sary. It is expected that upon conclusion of the pilot project, 
the Office will accept electronically filed applications as part 
of its regular business. It is also expected that the scope of the 
electronic filing project will be expanded to allow the electronic 
submission of documents other than applications for the regis- 
tration of trademarks and service marks. 


For the purpose of this pilot only, the following requirements 
are waived, effective October 1, 1998. 


Rule 1.1(a) 
The requirement of 37 CFR 1.1(a) that communications 
intended for the Patent and Trademark Office must be mailed 
to the street address of the Office is waived. 


Rule 2.5 l(c) 


The requirement of 37 CFR 2.51(e) that an application for the 
registration of a mark that can be represented in typewritten 
form include a drawing of the mark in typed capital letters on 
a separate sheet of paper complying with the requirements of 
Section 2.52 is waived. 


Rules 2.52(b) & 2,52(c) 
The requirements of 37 CFR 2.52(b) and (c) that drawings 
must be made on paper is waived. 


Rules 2.56 & 2,58(a) 
The requirement of 37 CFR 2.56 and 37 CFR 2.58(a) that 
applications under Section l(a) of the Act include three speci- 
mens of the trademark or service mark as used on or in connec- 
tion with the goods or services in commerce is waived. Instead, 
applicants who wish to submit applications electronically must 
file only one specimen of the trademark or service mark as used 
on or in connection with the goods or services in commerce. 
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Point of Contact for this Notice: 


Name: Craig Morris 

Telephone number: (703) 308-8910 ext. 36 
Fax number: (703) 308-9395 

e-mail: craig.morris@uspto.gov 


Mailing Address: 

Office of the Assistant Commissioner for Trademarks 

Suite 10B10 

2900 Crystal Drive 

Arlington, Virginia 22202-3513 

September 25, 1998 PHILIP G. HAMPTON II 
Assistant Commissioner 

for Trademarks 


[1216 TMOG 14] 


(169) Pilot for Filing Trademark Applications 


in an Electronic Environment 


Scope of Pilot Program: On or before November 30, 1997, the 
U.S. Patent and Trademark Office (PTO) will implement a 
pilot project to allow electronic filing of trademark applications. 
The pilot will be limited to applications filed under Sections 
1(a), 1(b) and 44(d) of the Trademark Act. Applications based 
on Section 44(e) of the Act will not be included in the pilot 
because of the added complexity involved in the transmission 
and receipt of documents certifying registration in an appli- 
cant’s country of origin. 


Requirements for Participation: The PTO will invite a small 
number of filers to participate in this pilot. Pilot participants 
must have access to the following: (1) a personal computer; 
and, (2) a specified computer network browser. Access to a 
scanner or digital camera for creating digitized images in gif 
or jpg format will be necessary for the submission of specimens 
required for applications filed under Section 1(a) and/or special 
form drawings containing figurative elements for filings under 
any Section of the Trademark Act. Participants must also main- 
tain a deposit account with the PTO for payment of required 
filing fees. 


Before the application is submitted electronically, the applicant 
must print and maintain a paper application, and the application 
must be personally signed and dated by the applicant in perma- 
nent ink, pursuant to 37 C.F.R. 1.4(d). Participants also must 
create and maintain a verified statement, signed and dated by 
the applicant in permanent ink stating that: (1) the information 
in the electronic submission is identical to the information in 
the paper application; and, (2) the symbol shown in the signature 
block on the electronic application has been adopted by the 
applicant to verify the contents of the application. These two 
documents should not be forwarded to the PTO but should be 
retained by the applicant or the applicant’s representative. 


Duration: It is anticipated that the pilot project will run for 
sixty days. However, the period for the pilot project may be 
extended if necessary. After review and analysis of the pilot 
results, the PTO plans to broaden the scope of the electronic- 
filing program by inviting additional participants and accepting 
electronic submissions of documents other than applications 
for the registration of trademarks and service marks. 


For the purposes of this pilot only, the following requirements 
are waived. 


Rule 1.1(a) 


The requirement of 37 CFR 1.1(a) that communications 
intended for the Patent and Trademark Office must be mailed 
to the street address of the Office is waived. 


Rule 2.51 


The requirement of 37 CFR 2.51(e) that an application for the 
registration of a mark that can be represented in typewritten 
form include a drawing of the mark typed in capital letters on 
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a separate sheet of paper complying with the requirements of 
Setion 2.52 is waived. 


Rules 2.52(b) & 2.52(c) 


The requirements of 37 CFR 2.52(b) and (c) that drawings 
must be made on paper is waived. 


Rules 2.56 & 2.58/a) 


The requirement of 37 CFR 2.56 and 37 CFR 2.58(a) that 
applications under Section 1(a) of the Act include three speci- 
mens of the trademark or service mark as used on or in connec- 
tion with the goods or services in commerce is waived. Instead, 
participants must electronically file only one specimen of the 
trademark or service mark as used on or in connection with 
the goods or services in commerce. 


Point of Contact for this Notice: 
Name: Craig Morris 
Telephone number: (703) 308-8910 ext. 36 
Fax Number: (703) 308-9395 
Mailing Address: 
Office of the Assistant Commissioner 
for Trademarks 
Suite 10B10 
2900 Crystal Drive 
Arlington, Virginia 22202-3513 
October 21, 1997 PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 


[1204 TMOG 66] 


Department of Commerce 


Patent and Trademark Office 
37 CFR Parts 1, 3, 5, 7, and 10 


[Docket #: 960606163-7 130-02) 
RIN 0651-AA80 


Changes to Patent Practice and Procedure 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice to simplify the requirements of 
the rules, rearrange portions of the rules for better context, and 
eliminate rules or portions thereof as part of a 
government-wide effort to reduce the regulatory burden on the 
American public. Exemplary changes include: (1) simplifica- 
tion of the procedure for filing continuation and divisional 
applications; (2) amendment of a number of rules to permit 
the filing of a statement that errors were made without deceptive 
intent, without a requirement for a further showing of facts 
and circumstances; and (3) elimination of the requirement that 
the inventorship be named in an application on the day of its 
filing, which eliminates the need for certain petitions to correct 
inventorship. 


Effective Date: December 1, 1997. 


For Further Information Contact: Hiram H. Bernstein or 
Robert W. Bahr, Senior Legal Advisors, by telephone at (703) 
305-9285, or by mail addressed to: Box Comments—Patents, 
Assistant Commissioner for Patents, Washington, DC 20231 
marked to the attention of Mr. Bernstein or by facsimile to 
(703) 308-6916. 


Supplementary Information: This rule change implements 
the Administration’s program of reducing the regulatory burden 
on the American public in accordance with the changes pro- 
posed in the Notice of Proposed Rulemaking entitled “1996 
Changes to Patent Practice and Procedure” (Notice of 

Rulemaking), published in the Federal Register at 61 FR 49819 





1218 TMOG 360 
(170) 


(September 23, 1996), and in the Official Gazette at 1191 Off. 
Gaz. Pat. Office 105 (October 22, 1996). The changes involve: 
(1) simplification of procedures for filing continuation and 
divisional applications, establishing lack of deceptive intent in 
reissues, petition practice, and in the filing of papers correcting 
improperly requested small entity status; (2) elimination of 
unnecessary requirements, such as certain types of petitions to 
correct inventorship under § 1.48; (3) removal of rules and 
portions thereof that merely represent instructions as to the 
internal management of the Office more appropriate for inclu- 
sion in the Manual of Patent Examining Procedure (MPEP); 
(4) rearrangement of portions of rules to i. prove their context, 
and (5) clarification of rules to aid in understanding of the 
requirements that they set forth. 


Changes to proposed rules: This Final Rule contains a number 
of changes to the text of the rules as proposed for comment. 
The significant changes (as opposed to additional grammatical 
corrections) are discussed below. Familiarity with the Notice 
of Proposed Rulemaking is assumed. 


Discussion of Specific Rules and Response to Comments: 
Forty-three written comments were received in response to the 
Notice of Proposed Rulemaking. The written comments have 
been analyzed. For contextual purposes, the comment on a 
specific rule and response to the comment are provided with 
the discussion of the specific rule. Comments in support of 
proposed rule changes generally have not been reported in the 
responses to comments sections. 


Title 37 of the Code of Federal Regulations, Parts 1, 3, 5, 7, 
and 10 are amended as follows: 


Part I: 


Section 1.4: Section 1.4, paragraphs (d)(1) and (2), are amended 
to be combined into § 1.4 paragraphs (d)(1)(i) and (d)(1)(ii). 
Section 1.4(d)(1)(ii) is also amended to include the phrase 
“direct or indirect copy” to clarify that the copy of the docu- 
ment(s) constituting the correspondence submitted to the Office 
may be a copy of a copy (of any generation) of the original 
document(s), or a direct copy of the original document(s). 


Section 1.4(d)(2) is amended to provide that the presentation 
to the Office (whether by signing, filing, submitting, or later 
advocating) of any paper by a party, whether a practitioner or 
non-practitioner, constitutes a certification under § 10.18(b), 
and that violations of § 10.18(b)(2) may subject the party to 
sanctions under § 10.18(c). That is, by presenting a paper to 
the Office, the party is making the certifications set forth in § 
10.18(b), and is subject to sanctions under § 10.18(c) for viola- 
tions of § 10.18(b)(2), regardless of whether the party is a 
practitioner or non-practitioner. The sentence “[a)Jny prac- 
titioner violating § 10.18(b) may also be subject to disciplinary 
action” clarifies that a practitioner may be subject to disciplinary 
action in lieu of or in addition to sanctions under § 10.18(c) 
for violations of § 10.18(b). 


Section 1.4(d)(2) is amended so that the certifications set forth 
in § 10.18(b) are automatically made upon presenting any paper 
to the Office by the party presenting the paper. The amendments 
to §§ 1.4(d) and 10.18 support the amendments to §§ 1.6, 1.8, 
1.10, 1.27, 1.28,1.48, 1.52, 1.55, 1.69, 1.102, 1.125, 1.137, 
1.377, 1.378, 1.804, 1.805, (§§ 1.821 and 1.825 will be reviewed 
at a later date in connection with other matters), 3.26, and 5.4 
that delete the requirement for verification (MPEP 602) of 
statements of facts by applicants and other parties who are not 
registered to practice before the Office. The absence of a 
required verification has been a source of delay in the prose- 
cution of applications, particularly where such absence is the 
only defect noted. The change to §§ 1.4(d) and 10.18 automati- 
cally incorporates required averments thereby eliminating the 
necessity for a separate verification for each statement of facts 
that is to be presented, except for those instances where the 
verification requirement is retained. Similarly, the amendments 
to §§ 1.4(d) and 10.18 support an amendment to § 1.97 (§§ 
1.637 and 1.673 will be reviewed at a later date in connection 
with other matters) that changes the requirements for certifica- 
tions to requirements for statements. This change in practice 
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does not affect the separate verification requirement for an oath 
or declaration under § 1.63, affidavits or declarations under §§ 
1.130, 1.131, and 1.132, or statements submitted in support of 
a petition under § 5.25 for a retroactive license. The statements 
in §§ 1.494(e) and 1.495(f) that verification of translations of 
documents filed in a language other than English may be 
required is also maintained, as such requirements are made 
rarely and only when deemed necessary (e.g., when persons 
persist in translations which appear on their face to be inaccu- 
rate). The requirements for certification of service on parties 
in §§ 1.248, 1.510, 1.637 and 10.142 are also maintained. 


Section 1.4 is also amended to add a new paragraph (g) related 
to an applicant who has not made of record a registered attorney 
or agent being required to state whether assistance was received 
in the preparation or prosecution of a patent application. This 
is transferred from § 1.33(b) for consistent contextual purposes. 


Section 1.6: Section 1.6(d)(3) is amended to provide that con- 
tinued prosecution applications under § 1.53(d) may be trans- 
mitted to the Office by facsimile. However, the procedures 
described in § 1.8 do not apply to, and no benefit under § 1.8 
will be given to, a continued prosecution application under § 
1.53(d). That is, an applicant may file a continued prosecution 
application by facsimile transmission, but tr> filing date 
accorded such continued prosecution application will be the 
date the complete transmission of the continued prosecution 
application is received in the Office. For example, a continued 

tion application transmitted by facsimile from Cali 
fornia at 10:30 pm (Pacific time) on November 18, 1997, and 
received in the Office at 1:30 am (Eastern time) on November 
19, 1997, will be accorded a filing date of November 19, 
1997. An applicant filing a continued prosecution application 
by facsimile transmission bears the responsibility of transmit 
ting such application in a manner and at a time that will ensure 
its complete and timely (§ 1.53(d)(1)(ii)) receipt in the Office. 


An applicant filing an application under § 1.53(d) (a continued 
prosecution application) by facsimile must include an authori- 
zation to charge (at least) the basic filing fee to a deposit 
account, or the application must be treated under § 1.53(f) as 
having been filed without the basic filing fee (as fees cannot 
otherwise be transmitted by facsimile). To avoid paying the 
late filing surcharge under § 1.16(e), an application (including 
an application under § 1.53(d)) must include the basic filing 
fee (§ 1.16(e)). As such, payment of the basic filing fee for an 
application under § 1.53(d) on any date later than the filing 
date of the application under§ 1.53(d) (even if paid within the 
period for reply to the last action in the prior application) is 
ineffective to avoid the late filing surcharge under § 1.16(e). 
Therefore, unless an application under § 1.53(d) filed by fac- 
simile includes an authorization to charge the basic filing fee 
to a deposit account, the applicant will be given a notification 
requiring payment of the appropriate filing fee (§ 1.53(d)(3)) 
and the late filing surcharge under § 1.16(e) to avoid abandon- 
ment of the § 1.53(d) application. 


Section 1.6(d)(3) is also amended to delete the reference to § 
1.8(a)(2)(ii)(D) as this paragraph was deleted in the Final Rule 
entitled “Communications with the Patent and Trademark 
Office” (“Communications with the Office”), published in the 
Federal Register at 61 FRS6439, 56443 (November |, 1996), 
and in the Official Gazette at 1192 Off. Gaz. Pat. Office 95 
(November 26, 1996). 


Section 1|.6(d)(6) is amended to reflect the transfer of material 
from §§ 5.6, 5.7, and 5.8 to §§ 5.1 through 5.5. 


Section 1.6(e)(2) is amended to remove the requirement that 
the statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Section 1.6(f) is added to provide for the situation in which 
the Office has no evidence of receipt of an application under 
§ 1.53(d) (a continued prosecution application) transmitted to 
the Office by facsimile transmission. Section 1.6(f) requires 
that a showing thereunder include, inter alia, a copy of the 
sending unit’s report confirming transmission of the application 
under § 1.53(d) or evidence that came into being after the 
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complete transmission of the application under § 1.53(d) and 
within one business day of the complete transmission of the 
application under § 1.53(d). Therefore, applicants are advised 
to retain copies of the sending unit’s reports in situations in 
which such unit is used to transmit applications under § 1.53(d) 
to the Office or otherwise maintain a log book of the transmis- 
sion of any application under § 1.53(d) to the Office. See 
also “Communications with the Patent and Trademark Office” 
Final Rule. 


No comments were received regarding the proposed change to 
§ 1.6. 


Section 1.8: Section 1.8(a)(2)(i)(A) is amended to specifically 
refer to a request for a continued prosecution application under 
§ 1.53(d) as acorrespondence filed for the purposes of obtaining 
an application filing date, which is excluded by § 1.8(a)(2)(i)(A) 
from the procedure set forth in § 1.8. The purpose of this 
amendment is to render it clear that, notwithstanding that a 
continued prosecution application under § 1.53(d) may be filed 
by facsimile transmission, the procedure set forth in § 1.8 does 
not apply to a request for a continued prosecution application 
under § 1.53(d) (or any correspondence filed for the purpose 
of obtaining an application filing date). That is, the date on 
the certificate of transmission (§ 1.8(a)) of an application under 
§ 1.53(d) is not controlling (or even relevant), in that an applica- 
tion under § 1.53(d) (a continued prosecution application) filed 
by facsimile transmission will not be accorded a filing date as 
of the date on the certificate of transmission (§ 1.8(a)), unless 
Office records indicate, or applicant otherwise establishes pur- 
suant to § 1.6(f), receipt in the Office of the complete application 
under § 1.53(d) on the date on the certificate of transmission, 
and that date is not a Saturday, Sunday, or Federal holiday. 


Section 1.8(b)(3) is amended to remove the requirement that 
the statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Section 1.9: Section 1.9(d) is amended to define a small business 
concem as used in 37 CFR Chapter I as any business concern 
meeting the size standards set forth in 13 CFR Part 121 to be 
eligible for reduced patent fees. The regulations of the Small 
Business Administration (SBA) set forth the size standards of 
a business concern to be eligible for reduced patent fees. See 
13 CFR 121.802. Thus, the language in § 1.9(d) duplicating 
such size standards is deleted as redundant, and to avoid confu- 
sion in the event that such size standards are subsequently 
changed by the SBA. The MPEP will include SBA’s regulations 
conceming size standards for a business concer to be eligible 
for reduced patent fees. 


Section 1.9(f) is amended to add the phrase “eligible for reduced 
patent fees” to clarify that a small entity as used in 37 CFR 
Chapter I is limited to an independent inventor, a small business 
concer or a non-profit organization that is eligible for reduced 
patent fees under 35 U.S.C. 41(h)(1). 


Section 1.10: Sections 1.10(d) and (e) are amended to remove 
the requirement for a statement that is verified. 


Comment 1: One comment suggested that § 1.10 be amended 
to clearly set forth the controlling date for correspondence filed 
by “Express Mail” under § 1.10. 


Response: Section 1.10 was substantially amended in the “Com- 
munications with the Office” Rule Final (discussed supra). 
Section 1.10(a) as amended in the aforementioned Final Rule 
provides that: (1) correspondence received by the Office that 
was delivered by the “Express Mail Post Office to Addressee” 
service of the United States Postal Service (USPS) under § 
1.10 will be considered filed in the Office on the date of deposit 
with the USPS; (2) the date of deposit with the USPS is shown 
by the “date-in” on the “Express Mail” mailing label or other 
official USPS notation; and (3) if the USPS deposit date cannot 
be determined, the correspondence will be accorded the Office 
receipt date as the filing date. 


Section 1.11: Section 1.11(b) is amended to provide that the 
filing of a continued prosecution application under § 1.53(d) 
of a reissue application will not be announced in the Official 
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Gazette. Although the filing of a continued prosecution applica- 
tion of a reissue application constitutes the filing of a reissue 
application, the announcement of the filing of such continued 
prosecution application would be redundant in view of the 
announcement of the filing of the prior reissue application in 
the Official Gazette. 


Section 1.14: Section 1.14(a) is amended to: (1) clarify the 
provisions of § 1.14(a); (2) provide that copies of an application- 
as-filed may be provided to any person on written request 
accompanied by the fee set forth in § 1.19(b), without notice 
to the applicant, if the application is incorporated by reference 
in a U.S. patent; and (3) treat applications in the file jacket of 
a pending application under § 1.53(d) as pending rather than 
abandoned in determining whether copies of, and access to, 
such applications will be granted. 


Under current practice, the public is entitled to access to the 
original disclosure (or application-as-filed) of an application, 
when the application is incorporated by reference into a U.S. 
patent. See In re Gallo, 231 USPQ 496 (Comm’r Pat. 1986). 
Section 1.14{a)(2) is added to avoid the need for a petition 
under § 1.14(e) to obtain a copy of the original disclosure (or 
application-as-filed) of an application that is incorporated by 
reference into a U.S. patent. 


Section 1.14 is also amended to add a paragraph (f) to recognize 
the change to § 1.47(a) and(b) which add exceptions to main- 
taining pending applications in confidence by providing public 
notice to nonsigning inventors of the filing of a patent applica- 
tion. 

Comment 2: One comment stated that the change from “applica- 
tions preserved in secrecy” to “applications preserved in confi- 
dence” suggests a lower level of security for the applications 
permitting greater discovery by third parties. 


Response: The term “secrecy” in § 1.14 was changed to “confi- 
dence” in the Final Rule entitled “Miscellaneous Changes in 
Patent Practice” (“Miscellaneous Changes in Patent Practice”’), 
published in the Federal Register at 61 FR 42790 (August 19, 
1996), and in the Official Gazette at 1190 Off. Gaz. Pat. Office 
67 (September 17, 1996). This change did not represent a 
change in practice, but merely conformed the language of § 
1.14 to that of 35 U.S.C. 122 (the term “secrecy” is a term of 
art in regard to matters of national security, and its former use 
in § 1.14 was inappropriate). 


Section 1.16: Section 1.16 is amended to add new paragraphs 
(m) and (n) including the unassociated text following para- 
graphs (d) and (I). 


No comments were received concerming § 1.16. 


Section 1.17: Section 1.17 (and § 1.136(a)) adds a recitation 
to an extension of time fee payment for a reply filed within a 
fifth month after a nonstatutory or shortened statutory period 
for reply was set. 


Section 1.17(a) is subdivided into paragraphs (a)(1) through 
(a)(5), with paragraphs (a)(1)through (a)(4) setting forth the 
amounts for one-month through four-month extension fees. 
Section 1.17(a)(5) provides the small entity and other than 
small entity amounts for the new fifth-month extension fee. 


Section 1.17(a) is being amended to permit a petition for a 
fifth-month extension of time. As the Office may set a shortened 
statutory period for reply of one-month or thirty days, which- 
ever is longer, this authority for a petition under § 1.136(a) 
will permit an applicant to extend the period for reply until 
the six-month statutory maximum (35 U.S.C. 133) without 
resorting to a petition under § 1.136(b), or to extend by five 
months, pursuant to § 1.136(a), anon-statutory period for taking 
action (e.g., the time period in § 1.192(a) for filing an appeal 
brief). 


Section 1.17 paragraphs (e), (f), and (g) are rewritten as § 1.17 
paragraphs (b), (c), and (d). 


Section 1.17(h) is amended to delete references to petitions 
under §§ 1.47, 1.48, and 1.84. Sections 1.47, 1.48, and 1.84(a) 
and (b) are amended to contain a reference to the petition fee 
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set forth in § 1.17(i), rather than the petition fee set forth in § 
1.17(h). 


Section 1.17(i) is amended to: (1) add a petition under § 1.41 
to supply the name(s) of the inventor(s) after the filing date 
without an oath or declaration as prescribed by § 1.63, excepting 
provisional applications; (2) add a petition under § 1.47 for 
filing by other than all the inventors or a person not the inventor, 
(3) add a petition under § 1.48 for correction of inventorship, 
except in provisional applications; (4) add a petition under § 
1.59 for expungement and return of information; (5) delete the 
references to petitions under §§ 1.60 and 1.62 in view of the 
deletion of §§ 1.60 and 1.62; (6) add a petition under § 1.84 
for accepting color drawings or photographs; and (7) add a 
petition under § 1.91 for entry of a model or exhibit. 


Section 1.17(q) is amended to add a petition under § 1.41 to 
supply the name(s) of the inventor(s) after the filing date without 
a cover sheet as prescribed by § 1.51(c)(1) in a provisional 
application. 


Section 1.17, as well as §§ 1.103, 1.112, 1.113, 1.133, 1.134, 
1.135, 1.136, 1.142, 1.144, 1.146, 1.191, 1.192, 1.291, 1.294, 
1.484, 1.485, 1.488, 1.494, 1.495, (§§ 1.530, 1.550, 1.560, 
1.605, 1.617, 1.640, and 1.652 will be reviewed at a later date 
in connection with other matters), 1.770, 1.785, (§ 1.821 will 
be reviewed at a later date in connection with other matters), 
and 5.3 are also amended to replace the phrases “response” 
and “respond” with the phrase “reply” for consistency with § 
1.111. 


Comment 3: One comment questioned why the terms “respond” 
and “response” in the rules of practice were being replaced 
with the term “reply.” 


Response: It is appropriate to use a single term (“reply”) 
throughout the rules of practice, to the extent possible, to refer 
to that “reply” by an applicant to an Office action required to 
avoid abandonment and continue prosecution. 


Comment 4: At least one comment noted that there is no statu- 
tory authority under 35 U.S.C. 41(a)(8)(C) for the $2,010 
amount set for the fifth month extension of time. 


Response: While the Notice of Proposed Rulemaking proposed 
a fifth month extension fee of $2010, a Notice of Proposed 
Rulemaking entitled “Revision of Patent and Trademark Fees 
for Fiscal Year 1998” (“1998 Fee Revision”), published in the 
Federal Register at 62 FR 24865 (May 7, 1997), and in the 
Official Gazette at 1198 Off. Gaz. Pat. Office 97 (May 27, 
1997), proposed that this fee be set at $2060. The Office is 
now adopting the $2060 fifth month extension fee as proposed 
in the “1998 Fee Revision” Notice of Proposed Rulemaking. 


Under 35 U.S.C. 41(a)(8\(C) (1991), the Commissioner is 
authorized to charge $340 for any third or subsequent petition 
for a one-month extension of time. However, under 35 U.S.C. 
41(f), the additional fee established pursuant to 35 U.S.C. 
41(a)(8)(C) for a subsequent petition for a one-month extension 
of time has been increased to $560 (i.e., $560 is the current 
difference (established under 35 U.S.C. 41(a)(8)(C)) between 
the $1510 fee for a four-month extension of time and the $950 
three-month extension of time). The $1510 fee for a four-month 
extension of time plus the $560 fee for an additional month is 
$2070 (this differs from the $2060 fee proposed in the “1998 Fee 
Revision” Notice of Proposed Rulemaking due to rounding). 
Therefore, the Office is authorized under 35 U.S.C. 41(a)(8) 
to establish a fee of $2060 for a five-month extension of time. 


Section 1.21: Section 1.21(1) is amended for consistency with 
§ 1.53, and § 1.21(n) is amended to change the reference to 
an improper application under §§ 1.60 or 1.62 to a reference 
to an application in which proceedings are terminated pursuant 
to § 1.53(e). 


No comments were received regarding the proposed change to 
§ 1.21. 


Section 1.26: Section 1.26(a) is amended to better track the 
Statutory language of 35 U.S.C. 42(d) and to add back language 
relating to refunds of fees paid that were not “required” that 
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was inadvertently dropped in the July 1, 1993, publication of 
title 37 CFR, and from subsequent publications. 


No comments were received regarding the proposed change to 
§ 1.26. 


Section 1.27: Section 1.27 paragraphs (a) through (d) are 
amended to remove the requirement that a statement filed there- 
under be “verified,” and to replace “aver” and “averring” with 
“state” and “stating.” See comments relating to § 1.4(d). Section 
1.27(b) is also amended for clarification with the movement of 
a clause relating to “any verified statement” within a sentence. 


No comments were received regarding the proposed change to 
§ 1.27. 


Section 1.28: Section 1.28(a) is amended to remove the require- 
ment for a statement that is “verified.” See comments relating 


to § 1.4(d). 


Section 1.28(a) is also amended to provide that a new small 
entity statement is not required for a continuing or reissue 
application where small entity status is still proper and reliance 
is placed on a reference to a small entity statement filed in a 
prior application or patent or a copy thereof is supplied. Section 
1.28(a) is further amended to state that the payment of a small 
entity basic statutory filing fee in a nonprovisional application, 
which claims benefit under 35 U.S.C. 119(e), 120, 121, or 
365(c) of a prior application (including a continued prosecution 
application) or in a reissue application, where the prior applica- 
tion or the patent has small entity status, will constitute a 
reference in the continuing or reissue application to the small 
entity statement in the prior application or in the patent, thereby 
establishing small entity status in such a nonprovisional applica- 
tion. 

Section 1.28(a) is also amended to require a new determination 
of continued entitlement to small entity status for continued 
prosecution applications filed under § 1.53(d) and to clarify 
that the refiling of applications as continuations, divisions and 
continuation-in-part applications and the filing of reissue appli- 
cations also require a new determination of continued entitle- 
ment to small entity status prior to reliance on small entity 
Status in a prior application or patent. 


Comment 5: One comment asked whether the change to § 1.28 
regarding small entity requires that a small entity statement be 
filed with each continuing application. 


Response: While the filing of a continuing application requires 
a new determination of entitlement to small entity status, § 
1.28(a) continues to permit reliance on a small entity statement 
filed in a prior application for nonprovisional continuing appli- 
cations. 


Section 1.28(c) is amended to remove the requirement for a 
statement of facts explaining how an error in payment of a 
small entity fee(s) occurred in good faith and how and when 
the error was discovered. A fee deficiency payment under § 
1.28(c) must include the difference between fee(s) originally 
paid as a small entity and the other than small entity fee(s) in 
effect at the time of payment of the complete fee deficiency. 
A fee deficiency payment under§ 1.28(c) will be treated as a 
representation by the party submitting the payment that small 
entity status was established in good faith and that the original 
payment of small entity fees was made in good faith. Any 
paper submitted under § | .28(c) will be placed in the appropriate 
file without review after the processing of any check or the 
charging of any feed efficiency payment specifically author- 
ized. 

Comment 6: One comment suggested that § 1.28(c) be amended 
to clarify current Office practice regarding the acceptance of 
papers under § 1.28(c)(2) in light of two recent District Court 
decisions: (1) Haden Schweitzer Corp. v. Arthur B. Myr Indus- 
tries, Inc., 901 F.Supp. 1235, 36 USPQ2d 1020 (E.D. Mich. 
1995); and (2) DH Technology, Inc. v. Synergstex International, 
Inc., 937 F. Supp. 902, 40 USPQ2d 1754 (N.D. Cal. 1996). 


Response: The Office is also aware of a recent District Court 
decision in Jewish Hospital of St. Louis v. Idexx Laboratories, 
951 F. Supp 1, 42 USPQ2d 1720 (D. Me. 1996), that relies 
on § 1.28(c)(2) exclusively. The changes to § 1.28(c) are not 
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directed to the issue of whether § 1.28(c)(2) must be viewed 
as the exclusive remedy. Nevertheless, an applicant or patentee 
can avoid undesirable results by not claiming small entity status 
unless it is absolutely certain that the applicant or patentee is 
entitled to small entity status (i.e., resolving any doubt,uncer- 
tainty, or lack of information in favor of payment of the full fee). 
See MPEP 509.03 (“Small entity status must not be established 
unless the person or persons signing the . . . statement can 
unequivocally make the required self-certification” (emphasis 
added)). 


Section 1.33: Section 1.33 is amended to no longer provide 
that the required residence and post office address of the appli- 
cant can appear elsewhere than in the oath or declaration under 
§ 1.63. Section 1.63(a)(3) is amended to require that the post 
office address as well as the residence be identified therein and 
not elsewhere. Permitting the residence to be elsewhere in the 
application other than the oath or declaration, as was in § 
1.33(a), would be inconsistent with unamended § 1.63(c) that 
states that the residence must appear in the oath or declaration. 
The requirement for placement of the post office address is 
equivalent to the requirement for the residence to eliminate 
confusion between the two, which often are the same destination 
and are usually provided in the oath or declaration. The refer- 
ence in § 1.33(a) to the assignee providing a correspondence 
address has been moved within § 1.33(a) for clarification. Other 
clarifying language includes a reference to § 1.34(b), use of 
the terms “provided,” “furnished” rather than “notified,” and 
“application” rather than “case,” and deletion of the expression 
“of which the Office.” 


The former language of § 1.33(b) is transferred to new § 1.4(g). 
Section 1.33(b) is amended to set forth the signature require- 
ment for papers filed in an application (formerly in § 1.33(a)). 
Section 1.33(b) is specifically amended to provide that amend- 
ments and other papers filed in an application must be signed 
by: (1) an attorney or agent of record appointed in compliance 
with § 1.34(b); (2) a registered attorney or agent not of record 
who acts in are presentative capacity under the provisions of 
§ 1.34(a); (3) the assignee of record of the entire interest (if 
there is such); (4) an assignee of record of an undivided part 
interest (if there is such), so long as the amendment or other 
paper is also signed by any assignee(s) of the remaining interest 
and any applicant retaining an interest; or (5) all of the appli- 
cants, including applicants under §§ 1.42, 1.43 and 1.47, unless 
there is an assignee of record of the entire interest and such 
assignee has chosen to prosecute the application to the exclusion 
of the applicant(s), and, as such, has taken action in the applica- 
tion in accordance with §§ 3.71 and 3.73. This is not a change 
in practice, but simply a clarification of current signature 
requirements. 


No comments were received regarding the proposed change to 
§ 1.33. 


Section 1.41: Section 1.41(a) (and § 1.53) is amended to no 
longer require that a patent be applied for in the name of the 
actual inventors for an application for patent to be accorded a 
filing date. The requirement for use of full names is moved to 
§ 1.63(a) for better context. Section 1.41(a) is specifically 
amended: (1) to provide that a patent is applied for in the 
name(s) of the actual inventor(s); (2) to add paragraphs (a)(1) 
and (a)(2) indicating how the inventorship is set forth in a 
nonprovisional and provisional application; and (3) to add para- 
graph (a)(3) indicating the need for an identifier consisting of 
alphanumeric characters if no name of an actual inventor is 
provided. 


Section 1.41(a)(1) provides that the inventorship of a nonprovi- 
sional application is that inventorship set forth in the oath or 
declaration as prescribed by § 1.63, except as provided for in 
§§ 1.53(d)(4) and 1.63(d). Section 1.41(a)(1) also provides that 
if an oath or declaration as prescribed by § 1.63 is not filed 
during the pendency of a nonprovisional application, the inven- 
torship is that inventorship set forth in the application papers 
filed pursuant to § 1.53(b), unless a petition under this paragraph 
accompanied by the fee set forth in § 1.17(i) is filed supplying 
the name(s) of the inventor(s). 


Section 1.41(a)(2) provides that the inventorship of a provi- 
sional application is that inventorship set forth in the cover 
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sheet as prescribed by § 1.5i(c)(1). Section 1.41(a)(2) also 
provides that if a cover sheet as prescribed by § 1.51(c)(1) is 
not filed during the pendency of a provisional application, the 
inventorship is that inventorship set forth in the application 
papers filed pursuant to § 1.53(c), unless a petition under this 
paragraph accompanied by the fee set forth in § 1.17(q) is filed 
supplying the name(s) of the inventor(s). 


35 U.S.C. 120 and § 1.78(a) require, inter alia, that an applica- 
tion have at least one inventor in common with a prior applica- 
tion to obtain the benefit of the filing date of such application. 
Considering the executed oath or declaration (or cover sheet 
in a provisional application) the sole mechanism for naming 
the inventor(s) would operate as a trap in the event that an 
application were abandoned prior to the filing of an oath or 
declaration in favor of a continuing application (or in the event 
that a cover sheet was not filed in a provisional application). 
To avoid this result, § 1.41 as adopted provides that the inventor- 
ship is that inventorship named in an executed oath or declara- 
tion under § 1.63 (or in the cover sheet under § 1.51(c)(1) 
in a provisional application), but that if no executed oath or 
declaration under § 1.63 (or cover sheet under § 1.51(c)(1) in 
a provisional application) is filed during the pendency of the 
application, the inventorship will be considered to be the inven- 
tor(s) named in the original application papers. 


In the peculiar situation in which no inventor is named in the 
original application papers (or the correct inventor(s) are not 
named in the original application papers), and no executed oath 
or declaration under § 1.63 (or cover sheet under § 1.51(c)(1) 
in a provisional application) is filed during the pendency of 
the application, it will be necessary for the applicant to file a 
petition under § 1.41(a) (and appropriate fee) to name the 
inventor(s). No explanation (other than that the paper is sup- 
plying or changing the name(s) of the inventor(s)) or showing 
off acts concerning the inventorship or any delay in namin; 
the inventorship is required or desired in a petition under : 
1.41(a). The petition fee is required to cover (or defray in a 
provisional application) the costs of updating the Office’s 
records for the application. 


Where no inventor(s) is named on filing, the Office requests 
that an identifying name be submitted for the application. The 
use of very short identifiers should be avoided to prevent confu- 
sion. Without supplying at least a unique identifying name the 
Office may have no ability or only a delayed ability to match 
any papers submitted after filing of the application and before 
issuance of an identifying application number with the applica- 
tion file. Any identifier used that is not an inventor’s name 
should be specific, alphanumeric characters of reasonable 
length, and should be presented in such a manner that it is 
clear to application processing personnel what the identifier is 
and where it is to be found. It is strongly suggested that applica- 
tions filed without an executed oath or declaration under §§ 
1.63 or 1.175 include the name of the person(s) believed to be 
the inventor for identification purposes. Failure to apprise the 
Office of the application identifier being used may result in 
applicants having to resubmit papers that could not be matched 
with the application and proof of the earlier receipt of such 
papers where submission was time dependent. 


As any inventor(s) named in the original application papers is 
considered to be the inventor(s) only when no oath or declara- 
tion under § 1.63 is filed in a nonprovisional application or 
cover sheet under § 1.51(c)(1) filed in a provisional application, 
the recitation of the inventorship in an application submitted 
under § 1.53(b) or (d) without an executed oath or declaration 
or cover sheet, respectively, for purposes of identification may 
be changed merely by the later submission of an oath or declara- 
tion executed by a different inventive entity without recourse 
to a petition under §§ 1.41 or 1.48. 


Comment 7: One comment noted that when an application is 
filed only an alphanumeric identifier may be used, which would 
of necessity require a correction of inventorship, and questioned 
how a verified statement under § 1.48(a) could be filed as there 
would be no person to sign such statement, whether the Office 
will require that the name(s) of the inventor(s) be submitted 
within a specified period, and whether the filing date will be 
lost if the name(s) of the inventor(s) is not submitted within 
such period. 
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Response: The name(s) of the inventor(s) in a nonprovisional 
application are provided in the oath or declaration under § 1.63 
(§ 1.41(a)(2)) and the name(s) of the inventor(s) in a provisional 
application are provided in the cover sheet (§ 1.41(a)(3)). Thus, 
an application filed without the name(s) of the inventor(s) must 
also have been filed without an oath or declaration under § 
1.63 (nonprovisional) or cover sheet (provisional). 


The Office will set a time period in a nonprovisional application 
filed without an oath or declaration under § 1.63 for the filing 
of such an oath or declaration (§ 1.53(f)). The Office will set 
a time period in a provisional application filed without a cover 
sheet for the filing of such cover sheet (§ 1.53(g)). The subse- 
quently filed oath or declaration or cover sheet will provide 
the name(s) of the inventor(s). No petition under § 1.48(a) 
would be required where there was an alphanumeric identifier 
(and not a name of a person) or where the person(s) set forth 
as the inventor(s) was incorrect. 


In the event that an oath or declaration or cover sheet is not 
timely filed, the application will become abandoned and the 
inventorship will be considered to be the inventor(s) named in 
the original application papers. The failure to timely file an 
oath or declaration, cover sheet, or the name(s) of the inventor(s) 
is not a filing date issue. 


Comment 8: One comment thought that the proposed change 
eliminating the need to identify any inventor would lead to 
sloppy filing procedures and that it should in almost all cases 
be possible for practitioners to correctly identify the inventors 
at the time of filing. 


Response: Experience has demonstrated that a significant 
number of applications filed under§ 1.53(b) without an executed 
oath or declaration have been filed with incorrect inventorships 
with explanations running from “there was no time to investi- 
gate the inventorship” to “the inventors contacted either did 
not understand the inventorship requirements under U.S. patent 
law or did not appreciate that the claims as filed included or 
did not include the contribution of the omitted or erroneously 
added inventor.” Additionally, Office experience is that while 
almost all § 1.48(a) petitions concerning such matters are even- 
tually granted, only a small percentage are granted on the initial 
petition thereby causing a prolonged prosecution period, which 
is undesirable in view of the amendment to 35 U.S.C. 154 
contained in the Uruguay Round Agreements Act (URAA), 
Pub. L. 103-465, 108 Stat. 4809 (1994). 


Section 1.47: Section 1.47 paragraphs (a) and (b) are amended, 
pursuant to 35 U.S.C. 116 and 35 U.S.C 118, to provide for 
publication in the Official Gazette of a notice of filing for 
all applications, except for continued prosecution applications 
under § 1.53(d), submitted under this section rather than only 
when notice to the nonsigning inventor(s) is returned to the 
Office undelivered or when the address of the nonsigning inven- 
tor(s) is unknown. The information to be published, after grant 
of the § 1.47 petition, will include: The application number, 
filing date, invention title and name(s) of the nonsigning inven- 
tor(s). Letters returned as undeliverable are difficult to match 
with the related application file, and when matched with the 
file, the applications are burdensome to flag as requiring further 
action by the Office. Accordingly, the return of letters is not 
a desirable means of triggering publication of a notice to a 
nonsigning inventor as to the filing of the application. Further- 
more, when a returned letter is used as such a trigger, another 
review of the application must be made for retuned correspon- 
dence. As the best time for review of returned letters is after 
allowance, but before issuance, of an application, processing 
of the application would be delayed and done at a time that 
could be best used for printing related processing requirements. 
Printing of notice of the filing of all applications wherein § 
1.47 status is granted does not require any such review to be 
made. In order to best balance the obligation of providing notice 
to inventors and efficient processing of applications, notice in 
the Official Gazette of the filing of § 1.47 applications will be 
prepared essentially at the same time that the letter notice is 
directly sent to the nonsigning inventor. 


Paragraphs (a) and (b) of this section are also amended to 
exclude the filing of continued prosecution applications under 
§ 1.53(d) from the notice requirement. 
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Section 1.47 is also amended for clarification purposes. A 
reference to an “omitted inventor” in § 1.47(a) is replaced with 
“nonsigning inventor.” The statements in § 1.47 paragraphs 
(a)and (b) that a patent will be granted upon a satisfactory 
showing to the Commissioner are deleted as unnecessary. Sec- 
tion 1.47(b) is amended to clarify that it applies only where 
none of the inventors are willing or can be found to sign the 
oath or declaration by substitution of “an inventor” by “all the 
inventors.” The use of “must state” in regard to the last known 
address is deleted as redundant in view of the explicit require- 
ment for such address in the rule. The sentence in § 1.47(b) 
referring to the filing of the assignment, written agreement to 
assign or other evidence of proprietary interest is deleted as 
redundant in view of the requirement appearing earlier in § 
1.47(b) calling for “proof of pertinent facts.” 


Comment 9: One comment believed that the amendment to § 
1.47(b) results in a change in practice permitting an assignee 
to proceed thereunder only where all the inventors refuse to 
sign, and that the assignee should not be precluded from making 
the required declaration where only one inventor refuses to 
cooperate as the other inventors may not have personal knowl- 
edge of the facts. 


Response: While the specific language of § 1.47(b) is amended 
to recite the condition that “all the inventors refuse to execute 
an application” the prior use of the term “inventor” was intended 
to mean and was inte as meaning all inventors. See 
MPEP 409.03(b). Accordingly, the language clarification is not 
a change in practice. 


Although it is unclear as to what particular “facts” the comment 
is addressed to that the other inventors would not have personal 
knowledge of, facts as to the inventorship of the noncooperating 
inventor would better lie with the other inventors who are after 
all required to be joint inventors, 35 U.S.C. 116, and therefore 
the other inventors should have the best knowledge of the facts 
required for a declaration under § 1.63. Any declaration of 
facts, in support of the petition, to show, e.g., that an inventor 
has refused to sign a declaration after having been given an 
opportunity to do so, should be made by someone with first- 
hand knowledge of the events, such as the attorney who pre- 
sented the inventor with the application papers. 


Section 1.48: Section 1.48 provides for correction of inventor- 
ship in an application (other than a reissue application). Section 
1.324 provides for correction of inventorship in a patent. Sec- 
tions 1.171 and 1.175 provide for correction of inventorship 
in a patent via a reissue application. 


Section 1.48 is amended in its title to clarify that the section 
concerms patent applications, other than reissue applications, 
and not patents. Where a patent names an incorrect inventive 
entity, the inventorship error may be corrected by reissue. See 
MPEP 1402. Where a reissue application names an incorrect 
inventive entity in the executed reissue oath or declaration 
(whether the reissue application is filed for the sole purpose 
or in-part to correct the inventorship, or is filed for purposes 
other than correction of the inventorship), a new reissue oath 
or declaration in compliance with § 1.175 may be submitted 
with the correct inventorship without a petition under § 1.48. 
This is because it is the inventorship of the patent being reissued 
that is being corrected (via a reissue application). 


35 U.S.C. 251, 9B, provides that the provisions of title 35, 
U.S.C., relating to applications apply to reissue applications. 
35 U.S.C. 116, 9B, authorizes the Commissioner to permit 
correction of inventorship in an application under such terms 
as the Commissioner prescribes. The Commissioner has deter- 
mined that correction of inventorship in a reissue application 
may be accomplished under 35 U.S.C. 251 via the reissue 
oath or declaration, without resort to a petition under § 1.48. 
Therefore, § 1.48 has been amended to specifically exclude its 
applicability to correction of inventorship in a reissue applica- 
tion. 


Section 1.48(a) will not require correction of the inventorship 
if the inventorship or other identification under § 1.41 was set 
forth in error on filing of the application. Section 1.48(a) is 
amended to apply only to correction of inventor or inventors, 
in applications, other than reissue applications, from that named 
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in an originally filed executed oath or declaration andnot to 
the naming of inventors or others for identification purposes 
under § 1.41. The statement to be submitted will be required 
only from the person named in error as an inventor or from 
the person who through error was not named as an inventor 
rather than from all the original named inventors so as to comply 
with 35 U.S.C. 116. The requirement that any amendment of 
the inventorship under § | .48(a) be “diligently” made has been 
removed. The applicability of a rejection under 35 U.S.C. 102(f) 
or (g) against an application with the wrong inventorship set 
forth therein and any patent that would issue thereon is a 
sufficient motivation for prompt correction of the inventorship 
without the need for a separate requirement for diligence. 


Comment 10: Two comments expressed opposition to deletion 
of the diligence requirement in § 1.48 paragraphs (a) through 
(c) in that removal thereof would seem to promote delay in 
correction of the inventorship and decrease the importance of 
having the correct inventorship. 


Response: In addition to the motivation noted in the explanation 
of the rules for not allowing a patent to issue with improper 
inventorship, the criteria for correction of the inventorship 
becomes more restrictive subsequent to issuance under § 1.324 
(having a statutory basis under 35 U.S.C. 256) than under § 
1.48(a) (having a statutory basis under 35 U.S.C. 116). 35 
U.S.C. 256 requires participation by all the parties including 
each original named inventor, which participation may be 
harder to obtain after the patent has issued. Petitions under § 
1.48(a) filed earlier while the application is pending may seek 
waiver under § 1.183 of participation of some of the parties 
needed to participate. Additionally, petitions under § 1.48 in 
pending applications are not entered as a matter of right in 
rejected (the criteria of § 1.116 applies) or allowed (the criteria 
of § 1.312 applies) applications. See § 1.48(a) and MPEP 
201.03. 


A clarifying reference to § 1.634 is added in § 1.48(a) for 
instances when inventorship correction is necessary during an 
interference and has been moved from § 1.48(a)(4) for improved 
contextual purposes. 


The § 1.48(a)(1) statement requires a statement only as to the 
lack of deceptive intent rather than a statement of facts to 
establish how the inventorship error was discovered and how 
it occurred, since the latter requirement is deleted. Additionally, 
the persons from whom a statement is required now includes 
any person who through error was not named as an inventor 
but limits statements from the original named inventors to only 
those persons named in error as inventors rather than all persons 
originally named as inventors including those correctly named. 
The paragraph is amended to remove the requirement that the 
statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Comment | 1: One comment opposed the removal of the Office 
from examining the issue of inventorship as substantive law 
invalidates patents that have issued in the names of incorrect 
inventors and the Office is charged with the duty of examining 
applications for the purpose of denying issue to those applica- 
tions that do not meet the standards of patentability. Where an 
oath has originally been filed asserting the proper inventor is 
one entity and a subsequent paper asserts that the proper 
inventor is another, under such circumstances “the facts are 
inherently suspect” and an investigation by the Office is war- 
ranted and required by statute. 


Response: The amendments to § 1.48 have otherwise received 
overwhelming support. 


The Office has pursued the existence of improper inventorship 
in applications by rejection under 35 U.S.C. 102(f) or (g) and 
will continue to do so independent of the change in the verified 
statement requirements under § 1.48 paragraphs (a) or (c). A 
request to change inventorship, however, often requested by 
the current inventors or assignee on their own initiative is not 
seen to be inherently fraught with deceptive intent as to warrant 
a close and detailed examination absent more. A statement that 
the error was made without deceptive intent is seen to be a 
sufficient investigation complying with the statutory require- 
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ment under 35 U.S.C. 116, particularly as most petitions are 
eventually granted or an application can be refiled naming the 
new desired inventive entity. Refiling of the application to 
change the inventorship will not cause the Office, absent more, 
to initiate an investigation as to the correct inventorship or 
cause a rejection under 35 U.S.C. 102(f) or (g) to be made. 
Additionally, it should be noted that the Office views a petition 
under § 1.48 to be a procedural matter and not to represent a 
substantive determination as to the actual inventorship. See 
MPEP 201.03, Verified Statement of Facts. 


For those situations where there was deceptive intent, the Office 
is lacking certain necessary tools for a thorough inquiry (e.g., 
subpoena authority) to ascertain the truth thereof (as in other 
situations under §§ 1.28 and 1.56). However, the inquiry cannot 
be waived by the Office due to the statutory requirement under 
35 U.S.C. 116. There is no other reasonable course of action 
than to accept as an explanation for the execution of a § 1.63 
oath or declaration setting forth an erroneous inventive entity 
that the inventor did not remember the contribution of the 
omitted inventor at the time the oath or declaration was executed 
(absent subpoena power and inter parties hearings), and there- 
fore further inquiries into the matter other than a statement of 
lack of deceptive intent are a waste of Office resources. 


Comment 12: One comment suggested that in limiting the 
submission of a verified statement of facts to only the parties 
being added or deleted as inventors, agreement of the original 
named inventors should also be obtained as is currently done 
when verified statements of facts from all the original named 
inventors are required. 


Response: Agreement or acquiescence of the original named 
inventors, to the extent that they remain as inventors, to the 
new inventorship will be obtained through the retained require- 
ment that the actual inventive entity complete a new oath or 
declaration under § 1.63, which must set forth the new inventive 
entity. Additionally, through the rule changes to this section 
and §§ 1.28 and 1.175 the Office is decreasing its investigation 
of claims relating to a lack of deceptive intent. The remaining 
purpose of these rules is to force the applicant(s) to merely 
make an assertion as to a lack of deceptive intent thereby 
permitting subsequent reviewers (tribunals or otherwise) to 
determine, in light of all the available facts, whether the appli- 
cant(s) complied with the statute. 


Section 1.48(a)(2) is amended for clarification purposes to 
indicate the availability of §§ 1.42, 1.43 or 1.47 in meeting 
the requirement for an executed oath or declaration under § 
1.63 from each actual inventor. Section 1.47 is only applicable 
to the person to be added as an inventor (inventors named in 
an application transmittal letter can be deleted without petition). 
For those persons already having submitted an executed oath 
or declaration under § 1.63, apetition under § 1.183, requesting 
waiver of reexecution of an oath or declaration, may be an 
appropriate remedy. The requirement for an oath or declaration 
is maintained in § 1.48(a) notwithstanding its replacement in 
§ 1.324 for issued patents by a statement of agreement or lack 
of disagreement with the requested change in view of the need 
to satisfy the duty of disclosure requirement in a pending appli- 
cation that is set forth in a § 1.63 oath or declaration. 


Section 1.48(a)(4) is amended to include a citation to § 3.73(b) 
to clarify the requirements for submitting a written consent of 
assignee, which is subject to the requirement under § 
3.73(b),and to delete the reference to an application involved 
in an interference, which is being moved to § 1.48(a). Section 
1.48(a)(4) is also amended to clarify that the assignee required 
to submit its written consent is only the existing assignee of 
the original named inventors at the time the petition is filed 
and not any party that would become an assignee based on the 
grant of the inventorship correction. 


Section 1.48(b) is also amended to remove the requirement 
that a petition thereunder be diligently filed. The applicability 
of a rejection under 35 U.S.C. 102(f) or (g) against an applica- 
tion with the wrong inventorship set forth therein and any patent 
that would issue thereon is sufficient motivation for prompt 
correction of the inventorship without the need for a separate 
requirement for diligence. 
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Section 1.48(b) is amended to have a clarifying reference to 
§ 1.634 added for instances when inventorship correction is 
necessary during an interference. 


Comment 13: A comment noted that the literal wording of § 
1.48(b) permits correction thereunder only where the correct 
inventors were named on filing thereby excluding correction 
under § 1.48(b) where <n incorrect inventorship was named 
on filing that was subsequently corrected under § 1.48(a) and, 
subsequent to the correction prosecution of the application, 
required additional correction under § 1.48(b). 


Response: The comment is accepted and § 1.48(b) has been 
modified to delete “when filed” after “nonprovisional applica- 
tion” for clarification purposes. Additionally, the term “origi- 
nally” in the first sentence of paragraph (b) has been replaced 
with “currently.” 


Section 1.48(c) is amended so that a petition thereunder no 
longer needs to meet the current requirements of § 1.48(a), 
which are also changed. A statement from each inventor being 
added that the inventorship amendment is necessitated by 
amendment of the claims and that the error occurred without 
deceptive intent is required under § 1.48(c)(1) rather than the 
previous requirement of a statement from each original named 
inventor. The previous requirements under § 1.48(a) for an 
oath or declaration, the written consent of an assignee and 
the written consent of any assignee are retained, but are now 
separately set forth in §§ 1.48 paragraphs (c)(2) through (c)(4). 
The particular circumstances of a petition under this paragraph, 
adding an inventor due to an amendment of the claims that 
incorporates material attributable to the inventor to be added, 
is seen to be indicative of a lack of deceptive intent in the 
original naming of inventors. Accordingly, all that must be 
averred to is that an amendment of the claims has necessitated 
correction of the inventorship and that the inventorship error 
existing in view of the claim amendment occurred without 
deceptive intent. The previous requirement for diligence in 
filing the petition based on an amendment to the claims is not 
retained as applicants have the right, prior to final rejection or 
allowance, to determine when particular subject matter is to 
be claimed. Applicants should note that any petition under § 
1.48 submitted after allowance is subject to the requirements 
of § 1.312, and a petition submitted after final rejection is not 
entered as a matter of right. 


Section 1.48(c)(2) is amended to clarify the availability of §§ 
1.42, 1.43 and 1.47 in meeting the requirement for an executed 
oath or declaration under § 1.63. Section 1.47 is only applicable 
to the person to be added as an inventor. For those persons 
already having an executed oath or declaration under § 1.63, 
a petition under § 1.183, requesting waiver of reexecution of 
an oath or declaration, may be an appropriate remedy. 


Section 1.48(c)(4) is amended to clarify that the assignee 
required to submit its written consent is only the existing 
assignee of the original named inventors at the time the petition 
is filed and not any party that would become an assignee based 
on the grant of the inventorship correction. A citation to § 
3.73(b) is presented. 


Section 1.48(d) is amended by addition of “their part” to replace 
“the part of the actual inventor or inventors” and of “omitted” 
to replace “actual” to require statements from the inventors to 
be added rather than from all the actual inventors so as to 
comply with 35 U.S.C.116. 


Section 1.48(d)(1) is also clarified to specify that the error to 
be addressed is the inventorship error. It is not expected that 
the party filing a provisional application will normally need to 
correct an error in inventorship under this paragraph by adding 
an inventor therein except when necessary under § 1.78 to 
establish an overlap of inventorship with a continuing applica- 
tion. 

Section 1.48(d)(1) is also amended to remove the requirement 
that the statement be verified in accordance with the change 
to §§ 1.4(d)(2) and 10.18. 


Section 1.48(e)(1) is amended to replace a requirement in provi- 
sional applications that the required statement be one “of facts” 
directed towards “establishing that the error” being corrected 
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“occurred without deceptive intention,” requiring only a state- 
ment that the inventorship error occurred without deceptive 
intent. Paragraph (e)(1) is also amended to remove the require- 
ment that the statement be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. It is not expected that the 
party filing a provisional application would need to file a peti- 
tion under this paragraph since the application will go aban- 
doned by operation of law (35 U.S.C. 111(b)(5)), and the need 
to delete an inventor will not affect the overlap of inventorship 
needed to claim priority under § 1.78(a)(3) for any subsequently 
filed nonprovisional application. 


Section 1.48(e)(3) is amended to clarify that the assignee 
required to submit its written consent is only the prior existing 
assignee before correction of the inventorship is granted and 
not any party that would become an assignee based on the 
grant of the inventorship correction. A reference to § 3.73(b) 
is added. 


Section 1.48(f) is added to provide that the later filing of an 
executed oath or declaration (or cover sheet (§ 1.51(c)(1)) ina 
provisional application) during the pendency of the application 
would act to correct the inventorship without a specific petition 
for such correction and will be used to further process the 
application notwithstanding any inventorship or other identifi- 
cation name earlier presented. 


Section 1.48(g) is added to specifically recognize that the Office 
may require such other information as may be deemed appro- 
priate under the particular circumstances surrounding a correc- 
tion of the inventorship. 


Section 1.51: Section 1.51, paragraphs (a)(1) and (a)(2), are 
re-written as § 1.51, paragraphs(b) and (c), respectively, and 
§ 1.51(b) is re-written as § 1.51(d). Section 1.51(c) covering 
the use of an authorization to charge a deposit account is 
removed as unnecessary in view of § 1.25(b). 


No comments were received regarding the proposed change to 
§ 1.51. 


Section 1.52: Section 1.52, paragraphs (a) and (d), are amended 
to remove the requirement that the translation be verified in 
accordance with the change to §§ 1.4(d)(2) and 10.18. Section 
1.52, paragraph (c), is amended to remove the reference to §§ 
1.123 through 1.125 to: (1) reflect a transfer of material from 
§§ 1.123 and 1.124 to § 1.121; (2) further clarify that § 1.125 
is not a vehicle amendment of an application; and (3) to clarify 
that alterations to application papers may be made on, as well 
as before, the signing of the oath or declaration. Section 1.52, 
paragraphs (a) and (d), are also amended to clarify the need 
for a statement that the translation being offered is an accurate 
translation, as in § 1.69(b). 


Comment 14: Two comments were received asking whether 
the attomey can sign the statement that the translation is accu- 
rate, and how much firsthand knowledge does a practitioner 
need to know that the translation is accurate. 


Response: The Office will accept a statement that the translation 
is accurate from any party. However, any party signing such 
Statement must keep in mind the averments that are made under 
§§ 1.4(d) and 10.18. The actual firsthand knowledge needed 
by a practitioner is that amount of knowledge to comply with 
the averments in §§ 1.4(d) and 10.18. 


Comment 15: A comment questioned whether there is any 
difference between the previous language of “verified transla- 
tion” and the present language of “accurate translation.” 


Response: The previous language was directed at a verification 
that the translation is accurate. A verification requirement is 
now unnecessary due to the amendments to §§ 1.4(d) and 10.18. 
Thus, § 1.52(d) is amended to include the more direct term 
“accurate.” 


Section 1.53: Section 1.53 is amended to include headings for 
each paragraph for purposes of clarity. 


Section 1.53(a) is amended to state that “[aJny papers received 
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in the Patent and Trademark Office which purport to be an 
application for a patent will be assigned an application number 
for identification purposes.” That is, the Office will refer to 
papers purporting to be an application for a patent as an “appli- 
cation” and assign such “application” an application number 
for identification purposes. This reference, however, does not 
imply that such papers meet the requirements in § 1.53(b) to 
be accorded a filing date or constitute an “application” within 
the meaning of 35 U.S.C. 111. 


Section 1.53(b) is amended to provide that: (1) the filing date 
of an application for patent filed under § 1.53(b) is the date 
on which a specification as prescribed by 35 U.S.C. 112 con- 
taining a description pursuant to § 1.71 and at least one claim 
pursuant to § 1.75, and any drawing required by § 1.81(a) are 
filed in the Office; (2) no new matter may be introduced into an 
application after its filing date; (3) a continuation or divisional 
application filed by all or by fewer than all of the inventors 
named in a prior nonprovisional application may be filed under 
§ 1.53(b) or (d); and (4) a continuation or divisional application 
naming an inventor not named in the prior nonprovisional 
application or a continuation-in-part application must be filed 
under § 1.53(b). 


Section 1.53(c) is amended to provide for provisional applica- 
tions (formerly provided for in § 1.53(b)(2)). Section 1.53(c) 
includes the language of former § 1.53(b)(2), with certain 
changes for purposes of clarity. Section 1.53(c)(i), for example, 
includes language requiring either the provisional application 
cover sheet required by § 1.51(c)(1) or a cover letter identifying 
the application as a provisional application. The cover letter 
may be an application transmittal letter or some other paper 
identifying the accompanying papers as a provisional applica- 
tion. 


Section 1 .53(d) is amended to provide for continued prosecution 
applications. Section 1.53(d)(1) provides that a continuation or 
divisional application, but not a continuation-in-part, of a prior 
nonprovisional application may be filed as a continued prose- 
cution application under § 1.53(d), subject to the conditions 
specified in paragraph (d)(1)(i) and (d)(1)(ii). That is, an appli- 
cation under § 1.53(d) cannot be a continuation-in-part applica- 
tion, and the prior application cannot be a provisional 
application. 


Section 1.53(d)(1)(i) specifies that the prior application be 
either: (1) complete as defined by § 1.51(b) and filed on or 
after June 8, 1995; or (2) the national stage of an international 
application in compliance with 35 U.S.C. 371 and filed on or 
after June 8, 1995. The phrase “prior” application in § 1.53(d)(1) 
means the application immediately prior to the continued prose- 
cution application under § 1.53(d), in that a continued prose- 
cution application under § 1.53(d) may claim the benefit under 
35 U.S.C. 120, 121, or 365(c) of applications filed prior to 
June 8, 1995 so long as the application that is immediately 
prior to the continued prosecution application under § 1.53(d) 
was filed on or after June 8, 1995. 


Section 1.53(d)(1)(ii) specifies that the application under § 
1.53(d) be filed before the earliest of: (1) payment of the issue 
fee on the prior application, unless a petition under § 1.313(b)(5) 
is granted in the prior application; (2) abandonment of the prior 
application; or (3) termination of proceedings on the prior 
application. 


Section 1.53(d)(2) provides that the filing date of a continued 
prosecution application is the date on which a request on a 
separate paper for an application under § 1.53(d) is filed. That is, 
a request for an application under § 1.53(d) cannot be submitted 
within papers filed for another purpose (e.g., the filing of a 
“conditional” request for a continued prosecution application 
within an amendment after final for the prior application is an 
improper request for a continued prosecution application under 
§ 1.53(d)). 


In addition, a “conditional” request for a continued prosecution 
application will not be permitted. Any “conditional” request 
for a continued prosecution application submitted (as a separate 
paper) with an amendment after final in an application will be 
treated as an unconditional request for a continued prosecution 
application of such application. This will result (by operation 
of § 1.53(d)(2)(v)) in the abandonment of such (prior) applica- 
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tion, and (if so instructed in the request for a continued prose- 
cution application) the amendment after final in the prior 
application will be treated as a preliminary amendment in the 
continued prosecution application. 


Section 1.53(d)(2) further provides that an application filed 
under § 1.53(d): (1) must identify the prior application (§ 
1.53(d)(i)); (2) discloses and claims only subject matter dis- 
closed in the prior application (i.e., is a continuation or divi- 
sional, but not a continuation-in-part) (§ 1.53(d)(1)(ii)); (3) 
names as inventors the same inventors named in the prior 
application on the date the application under § 1.53(d) was 
filed, except as provided in § 1.53(d)(4) (§ 1. SAE). o 
includes the request for an application under §1 d), will 
utilize the file jacket and contents of the prior pone Tog 
including the specification, drawings and oath or declaration, 
from the prior application to constitute the new application, 
and will be assigned the application number of the prior applica- 
tion for identification purposes (§ 1.53(d)(2)(iv)); and (5) is a 
request to expressly abandon the prior application as of the 
filing date of the request for an application under § 1.53(d) (§ 
1.53(d)(2)(v)). 


Section 1.53(d)(3) provides that the filing fee for a continued 
prosecution application filed under § 1.53(d) is: (1) the basic 
filing fee as set forth in § 1.16; and (2) any additional § 1.16 
fee due based on the number of claims remaining in the applica- 
tion after entry of any amendment accompanying the request 
for an application under § 1.53(d) and entry of any amendments 
under § 1.116 not entered in the prior application which appli- 
cant has requested to be entered in the continued prosecution 
application. See 35 U.S.C. 41(a)(1)-(4). 


Section 1.53(d)(4) provides that an application filed under § 
1.53(d) may be filed by fewer than all the inventors named in 
the prior application, provided that the request for an application 
under § 1.53(d) when filed is accompanied by a statement 
requesting deletion of the name or names of the person or 
persons who are not inventors of the invention being claimed 
in the new application, and that no person may be named as 
an inventor in an application filed under § 1.53(d) who was 
not named as an inventor in the prior application on the date 
the application under § 1.53(d) was filed, except by way of a 
petition under § 1.48. Thus, an application under § 1.53(d) 
must name as inventors either the same as (§ 1.53(d)(2)iii)) 
or fewer than all of (§ 1.53(d)(4)) the inventors named in the 
prior application. A request for an application under § 1.53(d) 
purporting to name as an inventor a person not named as an 
inventor in the prior application (even if accompanied by a 
new oath or declaration under § 1.63 listing that person as an 
inventor) will be treated as naming the same inventors named 
in the prior application (§ 1.53(d)(2){(iii)). 


Section 1.53(d)(5) provides that: (1) any new change must be 
made in the form of an amendment to the prior application; 
(2) no amendment in an application under § 1.53(d) (a continued 
prosecution application) may introduce new matter or matter 
that would have been new matter in the prior application; and 
(3) any new specification filed with the request for an applica- 
tion under § 1.53(d) will not be considered part of the original 
application papers, but will be treated as a substitute specifica- 
tion in accordance with § 1.125. Pursuant to the provisions of 
§ 1.53(d)(5), where applicant desires entry of an amendment 
in the application under § 1.53(d) that was previously denied 
entry under § 1.116 in the prior application, the applicant must 
request its entry (and pay any additional claims fee required 
by § 1.53(d)(3)(ii)) in the application under § 1.53(d) prior to 
action by the Office in the application under § 1.53(d). Any 
amendment submitted with the request for an application under 
§ 1.53(d) that seeks to add matter that would have been new 
matter in the prior application will be objected to under § 
1.53(d), and the applicant will be required to cancel the subject 
matter that would have been new matter in the prior application. 


Section 1.53(d)(6) provides that the filing of a continued prose- 
cution application under § 1.53(d) will be construed to include 
a waiver of confidentiality by the applicant under 35 U.S.C. 
122 to the extent that any member of the public who is entitled 
under the provisions of § 1.14 to access to, copies of, or informa- 
tion conceming either the prior application or any continuing 
application filed under the provisions of this paragraph may 
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be given similar access to, copies of, or similar information 
conceming, the other application(s) in the application file. 


Section 1.53(d)(7) provides that a request for an application 
under § 1.53(d) is a specific reference under 35 U.S.C. 120 to 
every application assigned the application number identified in 
such request, and that no amendment in a continued prosecution 
application under § 1.53(d) shall delete this specific reference 
to any prior application. That is, other than the identification 
of the prior application in the request required by § 1.53(d) 
for a continued prosecution application, a continued prosecution 
application needs no further identification of or reference to 
the prior application (or any prior application assigned the 
application number of such application under § 1.53(d)) under 
35 U.S.C. 120 and § 1.78(a)(2). 


Section 1.53(d)(8) provides that in addition to identifying the 
application number of the prior application, applicant is urged 
to furnish in the request for an application under § 1.53(d) the 
following information relating to the prior application to the 
best of his or her ability: (1) title of invention; (2) name of 
applicant(s); and (3) correspondence address. 


Section 1.53(d)(9) provides that: (1) envelopes containing only 
requests and fees for filing an application under § 1.53(d) should 
be marked “Box CPA” and (2) requests for an application under 
§ 1.53(d) filed by facsimile transmission should be clearly 
marked “Box CPA.” 


Section 1.53(e)(1) provides that if an application deposited 
under § 1.53 paragraphs (b), (c), or (d) does not meet the 
respective requirements in § 1.53 paragraphs (b), (c), or (d) to 
be entitled to a filing date, applicant will be so notified, if a 
correspondence address has been provided, and given a time 
period within which to correct the filing error. 


Section 1.53(e)(2) provides that: (1) any request for review of 
a notification pursuant to § 1.53(e)(1), or a notification that 
the original application papers lack a portion of the specification 
or drawing(s), must be by way of a petition pursuant to § 
1.53(e); (2) any petition under § 1.53(e) must be accompanied 
by the fee set forth in § 1.17(i) in an application filed under 
§ 1.53 paragraphs (b) or (d), and the fee set forth in § 1.17(q) 
in an application filed under § 1.53(c); and (3) in the absence 
of a timely (§ 1.181(f)) petition pursuant to this paragraph, the 
filing date of an application in which the applicant was notified 
of a filing error pursuant to paragraph (e)(1) of this section 
will be the date the filing error is corrected. 


Section 1.53(e)(3) provides that if an applicant is notified of 
a filing error pursuant to § 1.53(e)(1), but fails to correct the 
filing error within the given time period or otherwise timely 
(§ 1.181(f)) take action pursuant to § 1.53(e)(2), proceedings 
in the application will be considered terminated, and that where 
proceedings in an application are terminated pursuant to § 
1.53(e)(3), the application may be disposed of, and any filing 
fees, less the handling fee set forth in § 1.21(n), will be refunded. 


Section 1.53(f) is amended to include the language of former 
§ 1.53(d)(1) and to provide that the oath or declaration required 
for a continuation or divisional application under § 1.53(b) 
may be a copy of the executed oath or declaration filed in the 
prior application (under § 1.63(d)). 


Section 1.53 paragraphs (g), (h), (i), and (j) are added and 
include the language of former § 1.53 paragraphs (d)(2), (e)(1), 
(e)(2), and (f), respectively. 


Comment 16: The majority of the comments supported the 
deletion of §§ 1.60 and 1.62 in favor of the proposed amendment 
to § 1.53. 


Response: The Office is deleting §§ 1.60 and 1.62 in favor of 
an amended § 1.53. 


Comment 17: Several comments suggested that the Office adopt 
a continued prosecution procedure for applications filed on or 
after June 8, 1995 similar to the practice set forth in § 1.129(a), 
rather than the continued prosecution application practice set 
forth in § 1.53(d). 


Response: Section 532(a)(2)(A) of Pub. L. 103-465 provides 
specific authorization for the practice set forth in § 1.129(a). 
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There is currently no statutory authority for the Office to simply 
charge the patent fees set forth in 35 U.S.C. 41(a) for further 
examination of an application. 35 U.S.C. 41(d) would authorize 
the Office to further examine an application for a fee that 
recovers the estimated average cost to the Office of such further 
examination; however, as 35 U.S.C. 41(h) is applicable only 
to fees under 35 U.S.C. 41(a) and (b), the Office would not 
be authorized to provide a small entity reduction in regard to 
such fee. Thus, the only mechanism by which the Office may 
provide further examination for a fee to which the small entity 
reduction is applicable is via a continuing application. 


Section 209 of H.R. 3460, 104th Cong., 2d Sess. (1996), would 
have provided statutory authority for the further reexamination 
of an application for a fee to which the small entity reduction 
was applicable. Section 209 of H.R. 400, 105th Cong., Ist Sess. 
(1997), ifenacted, will provide statutory authority for the further 
reexamination of an application for a fee to which the small 
entity reduction will be applicable. 


Comment 18: One comment stated that the combination of §§ 
1.53, 1.60, and 1.62 into a single § 1.53 was complex and 
confusing. Another comment suggested that § 1.53 be split into 
a number of sections, or that headings be used in § 1.53 in the 
manner that headings are used in §§ 1.84 and 1.96. 


Response: Placing the provisions of § 1.53 into multiple sec- 
tions, rather than multiple paragraphs of a single section, would 
not result in a simplification of its provisions. The Office con- 
siders it appropriate to place the filing provisions concerning 
all applications (nonprovisional, provisional, and continued 
prosecution) into a single section to reduce the confusion as 
to the filing requirements for any application for patent. Section 
1.53 as adopted includes headings in each paragraph of § 1.53 to 
indicate the subject to which each of these paragraphs pertains. 


Comment 19: One comment suggested amending § 1.53 to 
require applicants to indicate changes to the disclosure in a 
continuation or divisional application. 


Response: The suggestion is not adopted. The Office did not 
propose to amend § 1.53 to require applicants to indicate 
changes to the disclosure in any continuing application. Thus, 
adopting a change to impose this additional burden on an appli- 
cant is not considered appropriate in this Final Rule. 


Comment 20: One comment suggested that the Office permit 
applicants to file a statement requesting deletion of an inventor 
in a continuation or divisional application any time prior to or 
coincident with the mailing of an issue fee payment. The com- 
ment questioned whether the time period in § 1.53(e)(1) 
addresses this issue. 


Response: Unless a statement requesting the deletion of the 
names of the person or persons who are not inventors in the 
continuation or divisional application accompanies the copy of 
the executed oath or declaration submitted in accordance with 
§ 1.63(d) in an application filed pursuant to § 1.53(b), or 
accompanies the request for an application under § 1.53(d) in 
an application filed pursuant to § 1.53(d), the inventorship of 
the continuation or divisional application filed under § 1.53(b) 
using a copy of the oath or declaration of the prior application 
pursuant to § 1.63(d) or filed under § 1.53(d) will be considered 
identical to that in the prior application, and correction of 
the inventorship (if appropriate) must be by way of § 1.48. 
Identification of the inventorship is necessary to the examina- 
tion of an application (e.g., 35 U.S.C. 102(f) and (g)). As such, 
the Office must require identification of the inventorship prior 
to examination of an application. 


Section 1.53(e)(1) applies in those instances in which papers 
filed as an application under § 1.53(b), (c), or (d) do not meet 
the respective requirements of § 1.53(b), (c), or (d) to be entitled 
to a filing date. Submitting an oath or declaration is not a filing 
date issue, and naming the inventors is no longer a filing date 
issue. Thus, the provisions of § 1.53(e) do not apply to the 
filing of a statement requesting deletion of an inventor in a 
continuation or divisional application. 


Comment 21: One comment questioned whether § 1.53(d) 
applies only to applications filed on or after June 8, 1995, and 
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questioned whether § 1.53(d) should be made applicable to 
pending applications filed prior to June 8, 1995. The comment 
also questioned the relationship between § 1.129(a) and § 
1.53(d). 


Response: Section § 1.53(d), by its terms, permits the filing of 
a continuation or divisional thereunder of only a nonprovisional 
application that, inter alia, is either: (1) complete as defined 
by § 1.51(b) and filed on or after June 8, 1995 or; (2) resulted 
from entry into the national stage of an international application 
in compliance with 35 U.S.C. 371 filed on or after June 8, 
1995. While § 1.53(d) and § 1.129(a) both provide for the 
continued prosecution of an application, these sections are dis- 
tinct in that they apply to a virtually mutually exclusive class 
of applications and have separate requirements (e.g., a request 
for a § 1.53(d) application may be filed subsequent to the filing 
of an appeal brief, so long as the request is filed before the 
earliest of: (1) payment of the issue fee on the prior application, 
unless a petition under § 1.313(b)(5) is granted in the prior 
application; (2) abandonment of the prior application; or (3) 
termination of proceedings on the prior application). 


Comment 22: One comment suggested that the rules of practice 
permit the execution of copies of an oath or declaration by 
fewer than all of the inventors, without cross-reference to the 
other copies to facilitate contemporaneous executions by geo- 
graphically separated inventors. 


Response: The suggestion is not adopted. Section 1.63(a)(3) 
requires that an oath (or declaration), inter alia, identify each 
inventor. The rules of practice permit inventors to execute 
separate oaths (or declarations), so long as each oath (or declara- 
tion) sets forth all of the inventors (the necessary cross-refer- 
ence). That is, § 1.63(a)(3) prohibits the execution of separate 
oaths (or declarations) in which each oath (or declaration) sets 
forth only the name of the executing inventor. An amendment 
to the rules of practice to permit an inventor to execute an oath 
or declaration that does not set forth each inventor would not 
only lead to confusion as to the inventorship of an application, 
but would be inconsistent with the requirement in 35 U.S.C. 
115 that the applicant make an oath (or declaration) that the 
applicant believes himself (or herself) to be the original and 
first inventor of the subject matter for which a patent is sought, 
as the oaths or declarations would conflict as to the inventorship 
of the application. 


Comment 23: Several comments suggested that the statement 
required under 35 U.S.C. 120 in a continued prosecution appli- 
cation will be confusing as the continued prosecution applica- 
tion will have the same application number as the prior 
application. One comment indicated that this will cause confu- 
sion: (1) as to which application is being referenced in a 35 
U.S.C. 120 statement in the divisional application when a divi- 
sional application under § 1.53(b) and a continued prosecution 
application filed under § 1.53(d) are filed from the same prior 
application; and (2) in docketing applications as most commer- 
cially available software identify applications by application 
number. Another comment questioned what sentence was 
required pursuant to § 1.78(a)(2) in a continued prosecution 
application. 


Response: 35 U.S.C. 120 provides that an application may 
obtain the benefit of the filing date of an earlier filed application 
if, inter alia, the application “contains or is amended to contain 
a specific reference to the earlier filed application.” Section 
1.78(a) requires that this specific reference be in the first sen- 
tence of the specification and identify each earlier filed applica- 
tion by application number or international application number 
and international filing date and relationship of the applications. 
Thus, white a “specific reference to the earlier filed application” 
is a requirement of statute (35 U.S.C. 120), the particulars of 
this specific reference (by application number, filing date, and 
relationship) is a requirement of regulation (§ 1.78(a)), not the 
patent statute. 


The purpose of the “specific reference” requirement of 35 
U.S.C. 120 is to provide notice to the public of the filing date 
upon which a patentee may rely to support the validity of the 
patent: 


[35 U.S.C. 120] embodies an important public policy. The 
information required to be disclosed is information that would 
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enable a person searching the records of the Patent Office to 
determine with a minimum of effort the exact filing date upon 
which a patent applicant is relying to support the validity of 
his application or the validity of a patent issued on the basis 
of one of a series of applications. In cases such as this, in 
which two or more applications have been filed and the validity 
of a patent rests upon the filing date of an application other 
than that upon which the patent was issued, a person, even if 
he had conducted a search of the Patent Office records, could 
unwittingly subject himself to exactly this type of infringement 
suit unless the later application adequately put him on notice 
that the applicant was relying upon a filing date different from 
that stated in the later application. 


Sampson v. Ampex Corp., 463 F.2d 1042, 1045, 174 USPQ 
417, 419 (2d Cir. 1972); see also Sticker Indus. Supply Corp. 
v. Blaw-Knox Co., 405 F.2d 90, 93, 160 USPQ 177, 179(7th 
Cir. 1968) (“Congress may well have thought that [35 U.S.C.] 
120 was necessary to eliminate the burden on the public to 
engage in long and expensive search of previous applications 
in order to determine the filing date of a later patent . . . . The 
inventor is the person best suited to understand the relation of 
his applications, and it is no hardship to require him to disclose 
this information”). 


To reduce the delay in processing a continued prosecution 
application, the Office will maintain in its records (e.g., in the 
Patent Application Locating and Monitoring (PALM) records 
for an application) for identification purposes the application 
number and filing date of the prior application. Thus, in a 
continued prosecution application, the application number of 
the continued prosecution application will be the application 
number of the prior application, and the filing date indicated 
on any patent issuing from a continued prosecution application 
will be the filing date of the prior application (or, in a chain 
of continued prosecution applications, the filing date of the 
application immediately preceding the first continued prose- 
cution application in the chain). In addition, as a continued 
prosecution application will use the file wrapper of the prior 
application, the prior application will be available upon inspec- 
tion of the continued prosecution application. 


Unless excepted from § 1.78(a)(2), the first sentence of a con- 
tinued prosecution application would consist of a reference to 
that application as a continuation or divisional of an application 
having the identical application number and the effective filing 
date of (the filing date to be printed on any patent issuing from) 
the continued prosecution application. Such a sentence would 
provide no useful information to the public. 


Therefore, § 1.53(d)(7) as adopted provides that a request for 
an application under § 1.53(d) is a specific reference under 35 
U.S.C. 120 to every application assigned the application number 
identified in such request, and § 1.78(a)(2) as adopted provides 
that the request for a continued prosecution application under 
§ 1.53(d) is the specific reference under 35 U.S.C. 120 to the 
prior application. That is, the continued prosecution application 
includes the request for an application under § 1.53(d) (§ 
1.53(d)(2)(iv)), and the recitation of the application number of 
the prior application in such request (as required by § 1.53(d)) 
is the “specific reference to the earlier filed application” 
required by 35 U.S.C. 120. No further amendment to the specifi- 
cation is required by 35 U.S.C. 120 or § 1.78(a) for a continued 
prosecution application for such continued prosecution applica- 
tion to contain the required specific reference to the prior appli- 
cation, as well as any other application assigned the application 
number of the prior application (e.g., in instances in which a 
continued prosecution application is the last in a chain of con- 
tinued prosecution applications). 


Where an application claims a benefit under 35 U.S.C. 120 of 
a chain of applications, the application must make a reference 
to the first (earliest) application and every intermediate applica- 
tion. See Sampson, 463 F.2d at 1044-45, 174 USPQ at 418- 
19; Sticker Indus. Supply Corp., 405 F.2d at 93, 160 USPQ at 
179; Hovlid v. Asari, 305 F.2d 747, 751, 134 USPQ162, 165 
(9th Cir. 1962); see also MPEP 201.11. In addition, every 
intermediate application must also make a reference to the 
first (earliest) application and every application after the first 
application and before such intermediate application. 
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In the situation in which there is a chain of continued prose- 
cution applications, each continued prosecution application in 
the chain will, by operation of § 1.53(d)(7), contain the required 
specific reference to its immediate prior application, as well 
as every other application assigned the application number 
identified in such request. Put simply, a specific reference to 
a continued prosecution application by application number and 
filing date will constitute a specific reference to: (1) the non- 
continued prosecution application originally assigned such 
application number (the prior application as to the first con- 
tinued prosecution application in the chain); and (2) every 
continued prosecution application assigned the application 
number of such non-continued prosecution application. 


Where the non-continued prosecution application originally 
assigned such application number itself claims the benefit of 
a prior application or applications under 35 U.S.C. 120, 121, 
or 365(c), § 1.78(a)(2) continues to require that such application 
contain in its first sentence a reference to any such prior applica- 
tion(s). As a continued prosecution application uses the specifi- 
cation of the prior application, such a specific reference in the 
prior application (as to the continued prosecution application) 
will constitute such a specific reference in the continued prose- 
cution application, as well as every continued prosecution appli- 
cation in the event that there is a chain of continued prosecution 
applications. 


Where an applicant in an application filed under § 1.53(b) 
seeks to claim the benefit of an application filed under § 1.53(d) 
under 35 U.S.C. 120 or 121 (as a continuation, divisional, or 
continuation-in-part), § 1.78(a)(2) requires a reference to the 
continued prosecution application by application number in the 
first sentence of such application. Section 1.78(a)(2) has been 
amended to also provide that “([t}he identification of an applica- 
tion by application number under this section is the specific 
reference required by 35 U.S.C. 120 to every application 
assigned that application number.” Thus, where a referenced 
continued prosecution application is in a chain of continued 
prosecution applications, this reference will constitute a refer- 
ence under 35 U.S.C. 120 and § 1.78(a)(2) to every continued 
prosecution application in the chain as well as the non-continued 
prosecution application originally assigned such application 
number. 


Therefore, regardless of whether an application is filed under 
§ 1.53(b) or (d), a claim under 35 U.S.C. 120 to the benefit 
of a continued prosecution application is, by operation of § 
1.53(d)(7) and § 1.78(a)(2), a claim to every application 
assigned the application number of such continued prosecution 
application. In addition, applicants will not be permitted to 
choose to delete such a claim as to certain applications assigned 
that application number (e.g., for patent term purposes). 


Finally, while it is recognized that using a common application 
number (and file wrapper) for a continued prosecution applica- 
tion and its prior application (which may also be a continued 
prosecution application) will necessitate docketing modifica- 
tions (as well as the Office’s PALM system), the burden of 
such modifications is outweighed by the benefits that will result 
from the elimination of the initial processing of such applica- 
tions. 


Comment 24: One comment suggested that the phrase “now 
refiled” be used in lieu of “now abandoned” to reflect the status 
of the prior application. 


Response: Under 35 U.S.C. 120, the status of an application 
is one of three conditions: (1) pending; (2) patented; or (3) 
abandoned. See In re Morganroth, 6 USPQ2d 1802, 1803 
(Comm’r Pat. 1988). As the filing of a continued prosecution 
application under § 1.53(d) operates to expressly abandon the 
prior application under § 1.53(d)(2)(v), the status of the prior 
application is appropriately designated as “abandoned.” 


Comment 25: Several comments suggested that the proposed 
continued prosecution application practice be made applicable 
in instances in which the prior application was filed prior to 
June 8, 1995, to expedite the prosecution of such applications. 


Response: Permitting the continued prosecution application 
practice to be applicable in instances in which the prior applica- 
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tion was filed prior to June 8, 1995, would result in confusion 
as to whether the patent issuing from the continued prosecution 
application is entitled to the provisions of 35 U.S.C. 154(c). 
As the continued prosecution application practice was not in 
effect prior to June 8, 1995, no patent issuing from a continued 
prosecution application is entitled to the provisions of 35 U.S.C. 
154(c). 


As discussed supra, the application number of a continued 
prosecution application will be the application number of the 
prior application, and the filing date indicated on any patent 
issuing from a continued prosecution application will be the 
filing date of the prior application (or, in a chain of continued 
prosecution applications, the filing date of the application 
immediately preceding the first continued prosecution applica- 
tion in the chain). Thus, any patent issuing from a continued 
prosecution application, where the prior application was filed 
prior to June 8, 1995, will indicate that the filing date of the 
application for that patent was prior to June 8, 1995, which 
will confuse the public (and possible the patentee) into believing 
that such patent is entitled to the provisions of 35 U.S.C. 154(c). 


The Office has implemented § 532(a)(2)(A) of Pub. L. 103- 
465 in § 1.129(a) to conclude the examination of applications 
pending at least two years as of June 8, 1995, taking into 
account any reference made in such application to any earlier 
filed application under 35 U.S.C. 120,121, and 365(c). Further 
examination of any application may be obtained via the filing of 
a continuing application under § 1.53(b). Requiring applications 
filed prior to June 8, 1995, that are not eligible for the transi- 
tional procedure set forth in § 1.129(a) to obtain further exami- 
nation via the filing of a continuing application under § 1.53(b) 
is a reasonable requirement to avoid confusion as to whether 
a patent issuing from a continued prosecution (§ 1.53(d)) appli- 
cation is entitled to the provisions of 35 U.S.C. 154(c). 


Comment 26: One comment suggested that the phrase “most 
immediate prior national application” rather than “prior applica- 
tion” was confusing. The comment further stated that if the 
prior application was one filed under § 1.62, there is no copy 
in that complete application of the (oath or) declaration filed 
in the application under § 1.62. 


Response: The phrase “most immediate prior national applica- 
tion for which priority is claimed under 35 U.S.C. 120, 121 or 
365(c)” is changed to “prior application.” An application under 
§§ 1.53(d), 1.60, or 1.62 must ultimately be a continuing appli- 
cation of an application filed under § 1.53(b). Where the prior 
application is an application under § 1.60, the oath or declaration 
is the copy of the oath or declaration from the prior application 
vis-d-vis the application under § 1.60 submitted in accordance 
with § 1.60(b)(2). Where the prior application is an application 
under §§ 1.62 or 1.53(d), the oath or declaration is the oath or 
declaration from the prior application vis-d-vis the application 
under §§ 1.62 or 1.53(d). Where there is a chain of applications 
under §§ 1.62 or 1.53(d) preceding the prior application to an 
application under § 1.53(d), the oath or declaration of the prior 
application will be the oath or declaration of the application 
under §§ 1.53 or 1.60 immediately preceding the chain of 
applications under §§ 1.62 or 1.53(d), as each application in 
the chain of applications under §§ 1.62 or 1.53(d) utilizes the 
oath or declaration of the prior application. 


Comment 27: One comment suggested that applications filed 
under § 1.53(d) should be taken up as amended applications, 
rather than as newly filed applications. 


Response: The comment implies that taking up a continued 
prosecution application as an amended application may result 
in the examiner acting on the application in a more timely 
manner than if the application were accounted for as a new 
application. The matter is under consideration along with other 
administrative issues, and a decision shall be made in due 
course. 


Comment 28: One comment suggested that § 1.129(a) be 
amended so as not to be limited to applications under final 
rejection, such that an applicant in an application in which a 
notice of allowance under § 1.311 has been mailed may obtain 
entry of an information disclosure statement without regard to 
the requirements of § 1.97(d). 
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Response: The Notice of Proposed Rulemaking did not propose 
to amend § 1.129(a). While the language of § 532(a)(2)(A) 
of Pub. L. 103-465 does not expressly exclude the further 
examination of an application that has been allowed (as opposed 
to an application under a final rejection), § 102(d) of Pub. L. 
103-465 provides that “(t]he statement of administrative action 
approved by the Congress under section 101(a) shall be 
regarded as an authoritative expression by the United States 
conceming the interpretation and application of the Uruguay 
Round Agreements and this Act in any judicial proceeding 
in which a question arises concerning such interpretation or 
application.” The statement of administrative action specifies 
that such further examination is to facilitate the completion of 
prosecution of applications pending before the Office, and to 
permit applicants to present a submission after the Office has 
issued a final rejection on an application. See H.R. Rep. 826(i), 
103rd Cong., 2nd Sess. 1005-06, reprinted in 1984 
U.S.C.C.A.N. 3773, 4298. 


Upon mailing of a notice of allowance under § 1.311, prose- 
cution of an application before the Office is concluded. The 
proposed amendment to obtain further examination pursuant 
to § 1.129(a) after allowance would nullify (rather than facili- 
tate) the completion of prosecution of the above-identified 
application, and, as such, would be inconsistent with the pur- 
pose for the provisions of § 532(a)(2)(A) of Pub. L. 103-465. 


Comment 29: One comment questioned how the filing of a 
continued prosecution application would result in less delay 
than the filing of a continuing application under § 1.53(b), as 
a continued prosecution application would be subject to pre- 
examination processing delays. 


Response: The Office will not issue a new filing receipt for a 
continued prosecution application under § 1.53(d). See § 
1.54(b). By not issuing a filing receipt for a continued prose- 
cution application, the Office will be able to perform the pre- 
examination of any continued prosecution application in the 
examining group to which the prior application was assigned. 
Likewise, § 1.6(d) has been amended to permit an applicant 
to file a continued prosecution application under § 1.53(d) by 
facsimile, and the use of this means of filing a continued 
prosecution application will avoid the delay inherent in routing 
an application (or any paper) from the mailroom to the appro- 
priate examining group. These provisions will enable the Office 
to process a continued prosecution application in the manner 
that a submission under § 1.129(a) is processed. 


Comment 30: One comment questioned whether the filing date 
of a continued prosecution application is the filing date for 
determining patent term, or is significant only in establishing 
copendency. Another comment questioned what filing date was 
relevant for determining patent term. 


Response: Notwithstanding that a continued prosecution appli- 
cation is assigned the application number of the prior applica- 
tion, the filing date of the continued prosecution application is 
the date on which the request for such continued prosecution 
application was filed (§ 1.53(d)). While the filing date of the 
continued prosecution application is relevant to establishing 
the copendency required by 35 U.S.C. 120 and § 1.78(a) 
between the continuedprosecution application and the prior 
application, the filing date of a continued prosecution applica- 
tion will never be relevant to the term under 35 U.S.C. 154(b) of 
any patent issuing from the continued prosecution application. 


Any continued prosecution application under § 1.53(d) will be 
filed on or after June 8, 1995, and will claim the benefit of an 
earlier application as a continuation or divisional application. 
Section 1.53(d)(7) specifically provides that: 


A request for an application under this paragraph is the specific 
reference required by 35 U.S.C. 120 to every application 
assigned the application number identified in such request. No 
amendment in an application under this paragraph shall delete 
this specific reference to any prior application. 


Thus, an application under § 1.53(d) cannot be amended to 
delete the specific reference to the prior application, as well 
as the specific reference to any application to which the prior 
application contains a specific reference under 35 U.S.C. 120, 
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121, and 365(c). As an application under § 1.53(d) will also 
contain a specific reference to at least one other application 
under 35 U.S.C. 120, 121, and 365(c), the expiration date under 
35 U.S.C. 154(b)(2) of any patent issuing from the application 
under § 1.53(d) will be based upon the filing date of the prior 
application (or the earliest application to which the prior appli- 
cation contains a specific reference under 35 U.S.C. 120, 121, 
and 365(c)). 


Comment 31: One comment argued that the Office should 
address not only the filing requirements for continuing applica- 
tions, but also the cause of the filing of continuing applications. 
The comment specifically argued that the current second action 
final practice should be reevaluated as an applicant no longer 
has an incentive to delay the prosecution of an application due 
to Pub. L. 103-465. 


Response: The suggestion is being taken under advisement as 
part of a comprehensive effort by the Office to reengineer the 
entire patent process. However, it should be noted that any 
changes to the current second action final practice to provide 
additional examination of an application prior to a final Office 
action would necessitate a corresponding increase in patent 
fees. 


Comment 32: One comment suggested that the Office simply 
eliminate the “true copy” requirement of § 1.60, rather than 
add new provisions permitting the use of a copy of the oath 
or declaration of a prior application. The comment also sug- 
gested that the Office simply amend § 1.62 to eliminate the 
requirement that the Office assign a new application number 
to the application, rather than add a new § 1.53(d). 


Response: The amendments to § 1.53 do not simply make 
minor changes to §§ 1.60 and 1.62. Sections 1.60 and 1.62 are 
anachronisms that have outlived their usefulness. A significant 
number of applications filed under § 1.60 do not meet the 
requirements of § 1.60 (and, as such are improper), but would 
be proper under § 1.53 (in the absence of a reference to § 
1.60). The elimination of § 1.60 will result in a reduction in 
the Office’s burden in treating and the applicant’s burden in 
correcting these improper applications under § 1.60, as such 
applications would generally have been proper applications if 
filed under § 1.53 (without a reference to § 1.60). Section 
1.63(d) retains most of the benefits of § 1.60, but eliminatesthe 
filing “traps” of § 1.60. 


Section 1.62 practice also causes problems conceming its prohi- 
bition against including a new or substitute specification, and 
its permitting the filing of a continuation-in-part. To avoid 
continued prosecution application practice under § 1.53(d) 
being confused with the former file-wrapper-continuation prac- 
tice under § 1.62, the Office has deemed it advisable to use a new 
§ 1.53(d) rather than § 1.62 in regard to continued prosecution 
application practice. 


Comment 33: One comment stated that the Office should antici- 
pate the filing of applications containing a reference to § 1.60 
or § 1.62 for some period. 


Response: That applications containing a reference to §§ 1.60 
or 1.62 will continue to be filed has been anticipated. The 
treatment of such applications is discussed infra with respect 
to the elimination of §§ 1.60 and 1.62. 


Comment 34: One comment stated that the safeguard in § 1.60 
concerning the filing of an application lacking all of the pages 
of specification or sheets of drawings of the prior application 
has not been retained in § 1.53(b). The comment suggested that 
§ 1.53 contain a presumption that a continuation or divisional be 
presumed, absent evidence to the contrary, to be the filing of 
an application identical to the prior application. 


Response: The Court of Customs and Patent Appeals (CCPA) 
has held that a mere reference to another application, patent, 
or publication is not an incorporation of anything therein into 
the application containing such reference. See In re de Seversky, 
474 F.2d 671, 177 USPQ144 (CCPA 1973); see also Dart 
Industries v. Banner, 636 F.2d 684, 207 USPQ 273 
(CCPA1980) (related decision). These decisions relied upon 
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In re Lund, 376 F.2d 982, 153 USPQ625 (CCPA 1967), which 
considered the incorporation by reference issue in the context of 
whether a prior art patent adequately incorporated by reference a 
prior application. The court, in Lund, specifically stated: 


There is little in the term “continuation-in-part” which would 
suggest to the reader of the patent that a disclosure of the nature 
of Example 2 is present in the earlier application and should 
be considered a part of the patent specification. Thus, we cannot 
agree that the subject matter of claim 3 is tacitly “described” 
in the Margerison patent within the meaning of § 102(e). 


Id. at 989, 153 USPQ 631-32 (footmote discussing the definition 
of “continuation-in-part” as set forth in MPEP 201.08 omitted). 
While the holdings in Dart Industries, de Seversky and Lund 
appear to be based upon the definitions of the various categories 
of continuing applications set forth in the MPEP (and thus 
could be changed by a revision to the MPEP), the Office is 
not at this time inclined to disturb settled law in this area. 


Nevertheless, an applicant may incorporate by reference the 
prior application by including, in the continuing application- 
as-filed, a statement that such specifically enumerated prior 
application or applications are “hereby incorporated herein by 
reference.” The inclusion of this incorporation by reference of 
the prior application(s) will permit an applicant to amend the 
continuing application to include any subject matter in such 
prior application(s), without the need for a petition. 


Section 1.54: Section 1.54(b) is amended to add the phrase 
“unless the application is an application filed under § 1.53(d).” 
To minimize application processing delays in applications filed 
under § 1.53(d), such applications will not be processed by the 
Office of Initial Patent Examination as new applications. 


No comments were received regarding the proposed change to 
§ 1.54. 


Section 1.55: Section 1.55(a) is amended to remove the require- 
ment that the statement be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.55. 


Section 1.59: Section 1.59 is amended: (1) by revising the title 
to indicate that expungement of information from an application 
file would come under this section; (2) by revising the existing 
paragraph and designating it as paragraph (a)(1); and (3) by 
adding paragraphs (a)(2),(b) and (c). Section 1.59(a)(1) retains 
the general prohibition on the return of information submitted 
in an application, but no longer limits that prohibition to an 
application that has been accorded a filing date under § 1.53. 
The portion of the paragraph relating to the Office furnishing 
copies of application papers has been shifted to new paragraph 
(c). Section 1.59(a)(2) makes explicit that information, forming 
part of the original disclosure (i.e., written specification 
including the claims, drawings, and any preliminary amendment 
specifically incorporated into an executed oath or declaration 
under §§ 1.63 and 1.175) will not be expunged from the applica- 
tion file. 


Section 1.59(b) provides an exception to the general prohibition 
of paragraph (a) on the expungement and return of information 
and would allow for such when it is established to the satisfac- 
tion of the Commissioner that the requested expungement and 
return is appropriate. Section |.59(b) covers the current practice 
set forth in MPEP 724.05 where information is submitted as 
part of an information disclosure statement and the submitted 
information has initially been identified as trade secret, proprie- 
tary, and/or subject to a protective order and where applicant 
may file a petition for its expungement and return that will be 
granted upon a determination by the examiner that the informa- 
tion is not material to patentability. Any such petition should 
be submitted in reply to an Office action closing prosecution 
so that the examiner can make a determination of materiality 
based on a closed record. Any petition submitted earlier than 
close of prosecution may be dismissed as premature or returned 
unacted upon. In the event pending legislation for pre-grant 
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publication of applications, which provides public access to 
the application file, is enacted, then the timing of petition 
submissions under this section will be reconsidered. 


Petitions to expunge were formerly considered under § 1.182, 
with the Office of Petitions consulting with the examiner on 
the materiality of the information at issue prior to rendering a 
decision. A possible result of the amendment to § 1.59 would 
be to have petitions under § 1.59 to expunge simply decided by 
the examiner who determines the materiality of the information. 


Comment 35: One comment suggested that petitions to expunge 
under § 1.59 should be decided by Group Directors or officials 
in the Office of Petitions, rather than by examiners. The com- 
ment argued that any individual examiner would decide such 
a petition so rarely that it would be difficult to produce uniform 
and consistent decisions. 


Response: The preamble has been amended to reflect that a 
possible result of the rule change is to have petitions under § 
1.59 decided by the examiners. The heart of most petitions to 
expunge is a determination as to whether the material sought 
to be expunged is material to examination, a matter that is now 
referred to examiners prior to a decision on the petition. Given 
the major role examiners now play in expungement matters, it 
is not clear why examiners would be rendering inconsistent 
decisions, particularly as so many other matters are routinely 
assigned to examiners including petitions under § 1.48. Never- 
theless, the comment is not germane to § 1.59 as proposed (or 
adopted), but concerns the internal Office delegation of such 
petitions for consideration. Moreover, a petition to expunge a 
part of the original disclosure would have to be filed under 
§ 1.183 and would continue to be decided in the Office of 
Petitions. 


Comment 36: A comment in requesting some examples of 
things that may be expunged asked whether a design code 
listing as an appendix in an application may be expunged. 


Response: The standard set forth in paragraph (b) of § 1.59 
permits information other than what is enumerated in paragraph 
(a) of the section to be expunged if it is established to the 
satisfaction of the Commissioner that the return of the informa- 
tion is appropriate. The types of information and rationales 
why the information may be returned are varied and will be 
evaluated on a case-by-case basis with the basic inquiry being 
whether the information is material to examination of the appli- 
cation. However, to the extent that an appendix to a specifica- 
tion of an application is considered part of the original 
disclosure it cannot be expunged from the file under § 
1.59(a)(2). 


Section 1.59(b) also covers information that was unintentionally 
submitted in an application, provided that: (1) the Office can 
effect such return prior to the issuance of any patent on the 
application in issue; (2) it is stated that the information sub- 
mitted was unintentionally submitted and the failure to obtain 
its retum would cause irreparable harm to the party who sub- 
mitted the information or to the party in interest on whose 
behalf the information was submitted; (3) the information has 
not otherwise been made public; (4) there is a commitment on 
the part of the petitioner to retain such information for the 
period of any patent with regard to which such information is 
submitted; and (5) it is established to the satisfaction of the 
Commissioner that the information to be returned is not material 
information under § 1.56. A request to return information that 
has not been clearly identified as information that may be later 
subject to such a request by marking and placement in a separate 
sealed envelope or container shall be treated on a case-by-case 
basis. It should be noted that the Office intends to start electronic 
scanning of all papers filed in an application, and the practicality 
of expungement from the electronic file created by a scanning 
procedure is not as yet determinable. Applicants should also 
note that unidentified information that is a trade secret, proprie- 
tary, or subject to a protective order that is submitted in an 
Information Disclosure Statement may inadvertently be placed 
in an Office prior art search file by the examiner due to the 
lack of such identification and may not be retrievable. 
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Section 1.59(b) also covers the situation where an unintended 
heading has been placed on papers so that they are present in 
an incorrect application file. In such a situation, a petition 
should request return of the papers rather than transfer of the 
papers to the correct application file. The grant of such a petition 
will be governed by the factors enumerated above in regard to 
the unintentional submission of information. Where the Office 
can determine the correct application file that the papers were 
actually intended for, based on identifying information in the 
heading of the papers (e.g., Application number, filing date, 
title of invention and inventor(s) name(s)), the Office will 
transfer the papers to the correct application file for which they 
were intended without the need of a petition. 


Section 1.59(c) retains the practice that copies of application 
papers will be furnished by the Office upon request and payment 
of the cost for supplying such copies. 


Section 1.60: Section 1.60 is removed and reserved. 


Section 1.60 is now unnecessary due to the amendment to § 
1.63(d) to expressly permit the filing in a continuation or divi- 
sional application using a copy of the oath or declaration filed 
in the prior application, and to provide (§ 1.63(d)(2)) for the 
filing of a continuation or divisional application by all or by 
fewer than all the inventors named in a prior application. 


See comments relating to § 1.53. 
Section 1.62: Section 1.62 is removed and reserved. 


Section 1.62 is unnecessary due to the addition of § 1.53(d) 
to permit the filing of a continued prosecution application. 


It is anticipated that applications purporting to be applications 
filed under §§ 1.60 or 1.62 will be filed until the deletion of 
§§ 1.60 and 1.62 become well known among patent prac- 
titioners. An application purporting to be an application filed 
under § 1.60 will simply be treated as a new application filed 
under § 1.53 (i.e., the reference to § 1.60 will simply be ignored). 


Applications purporting to be an application filed under § 1.62 
will be treated as continued prosecution applications under § 
1.53(d), and those applications that do not meet the require- 
ments of § 1.53(d) (e.g., continuation-in-part applications or 
continuations or divisional of applications filed before June 
8, 1995) will be treated as improper continued prosecution 
applications under § 1.53(d). Such an improper application 
under § 1.53(d) may be accepted and treated as a proper applica- 
tion under § 1.53(b) by way of petition under § 1.53(e) (and 
submission of the $130 fee pursuant to § 1.17(i)). 


A petition under § 1.53(e) to accept and treat an improper 
application under § 1.53(d) as a proper application under § 
1.53(b) must include: (1) the $130 petition fee; (2) a true copy 
of the complete application designated as the prior application 
in the purported § 1.62 application papers; (3) any amendments 
entered in the prior application; and (4) any amendments sub- 
mitted but not entered in the prior application and directed to 
be entered in the purported § 1.62 application papers. In an 
application purporting to be a continuation or divisional appli- 
cation under § 1.62, the true copy of the prior application will 
constitute the original disclosure of the application under § 
1.53(b), and any amendments entered in the prior application 
or not entered in the prior application but directed to be entered 
in the purported § 1.62 application papers and submitted with 
the § 1.53(e) petition will be entered in the application under 
§ 1.53(b) and considered by the examiner for new matter under 
35 U.S.C. 112, Jl, and 132. In an application purporting to be 
a continuation-in-part application under § 1.62, the true copy 
of the prior application, any amendments entered in the prior 
application or not entered in the prior application but directed 
to be entered in the purported § 1.62 application papers and 
submitted with the § 1.53(e) petition, and any preliminary 
amendment submitted with the purported § 1.62 application 
will constitute the original disclosure of the application under 
§ 1.53(b). 


See comments relating to § 1.53. 


Section 1.63: Section 1.63(a)(3) is amended to require the post 
office address to appear in the oath or declaration and to have 
the requirement from § 1.41(a) for the full names of the inven- 
tors placed therein. 
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Comment 37: Two comments raised the issue regarding the 
continued requirement that both a post office address and a 
residence be supplied and indicated that the residence is not 
required by statute, the post office address is sufficient for 
communication purposes, and that the burden of submitting 
both far outweighs the infrequent need to contact any particular 


inventor by passing counsel so that the residence alone should 
be sufficient. 


Response: Under the proposed comment the applicants would 
still be required to submit either the residence or post office 
address. To request that they also supply the other or state that 
both are the same is not seen to be a significant burden as the 
information is to be supplied on the oath or declaration form 
that they must sign anyway and spaces can be provided to ensure 
that the information is supplied. While neither the residence nor 
the post office address are statutory requirements, the Office 
requires this information for the applicant’s benefit. As more 
than one person may have the same name, a person’s name is 
often not sufficient to provide a unique identification of the 
inventor. Thus, the Office also requires an inventor’s residence 
(which is not required to be sufficiently detailed to suffice as 
a post office address) to specifically identify the person(s) 
named in the oath or declaration as the inventor(s), which is 
a common practice for legal documents. The post office address 
is also required in the event that the Office finds it necessary 
to directly contact the inventor(s). It is not uncommon for an 
inventor to revoke a power of attorney or authorization of agent 
in a paper providing no address for future correspondence from 
the Office. Also, the Office will need to directly contact the 
inventor if the Office is notified of the death of a sole attorney 
or agent of record (MPEP 406). 


Section 1.63(d) is amended to: (1) relocate its current language 
in a new § 1.63(e); and (2) provide that a newly executed oath 
or declaration is not required under § 1.51(b)(2) and 1.53(f) 
in a continuation or divisional application filed by all or by 
fewer than all of the inventors named in a prior nonprovisional 
application containing an oath or declaration as prescribed by 
§ 1.63, provided that a copy of the executed oath or declaration 
filed in the prior application is submitted for the continuation 
or divisional application and the specification and drawings 
filed in the continuation or divisional application contain no 
matter that would have been new matter in the prior application. 
The copy of the oath or declaration must show the signature 
of the inventor(s) or contain an indication thereon that the oath 
or declaration was signed (e.g., the notation “/s/” on the line 
provided for the signature). 


A continuation or divisional application may be filed under 35 
U.S.C. 111(a) using the procedures set forth in § 1.53(b), by 
providing either: (1) a copy of the prior application, including 
a copy of the oath or declaration in such prior application, as 
filed; or (2) a new specification and drawings and a copy of 
the oath or declaration as filed in the prior application so long 
as no matter is included in the new specification and drawings 
that would have been new matter in the prior application. The 
specification and drawings of a continuation or divisional appli- 
cation is not limited to a reproduction or “true copy” of the 
prior application, but may be revised for clarity or contextual 
purposes vis-d-vis the prior application in the manner that an 
applicant may file a substitute specification (§ 1.125) or amend 
the drawings of an application so long as it does not result in 
the introduction of new matter. Of course, 35 U.S.C. 115 
requires that a supplemental oath or declaration meeting the 
requirements of § 1.63 be filed in the continuation or divisional 
application, if a claim is allowed in the continuation or divi- 
sional application which is drawn to subject matter originally 
shown or described in the prior application but not substantially 
embraced in the statement of the invention or claims originally 
presented in the prior application as filed. See § 1.67(b). 


The patent statute and rules of practice do not require that an 
oath or declaration include a date of execution, and the Exam- 
ining Corps has been directed not to object to an oath or 
declaration as lacking either a recent date of execution or any 
date of execution. The applicant’s duty of candor and good 
faith including compliance with the duty of disclosure require- 
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ments of § 1.56 is continuous and applies to the continuing 
application. 


A new application containing a copy of an oath or declaration 
under § 1.63 referring to an attached specification is indistin- 
guishable from a continuation or divisional application con- 
taining a copy of an oath or declaration from a prior application 
submitted pursuant to § 1.63(d). Unless an application is sub- 
mitted with a statement that the application is a continuation 
or divisional application (§ 1.78(a)(2)), the Office will process 
such application as a new non-continuing application. Appli- 
cants are advised to clearly designate any continuation or divi- 
sional application as such to avoid the issuance of a filing receipt 
that does not indicate that the application is a continuation or 
divisional. 


To continue the practice in § 1.60(b)(4) of permitting the filing 
of a continuation or divisional application by all or by fewer 
than all of the inventors named in a prior application without 
a newly executed oath or declaration, new § 1.63(d)(2) provides 
that the copy of the oath or declaration submitted for a continua- 
tion or divisional application under § 1.63(d) must be accompa- 
nied by a statement from applicant, counsel for applicant or 
other authorized party requesting the deletion of the names of 
the person or persons who are not inventors in the continuation 
or divisional application. Where the continuation or divisional 
application and copy of the oath or declaration from the prior 
application is filed without a statement from an authorized 
party requesting deletion of the names of any person or persons 
named in the prior application, the continuation or divisional 
application will be treated as naming as inventors the person 
or persons named in the copy of the executed oath or declaration 
from the prior application. Accordingly, if a petition under § 
1.48(a) or (c) was granted in the prior application, an oath or 
declaration filed in a continuation or divisional application 
pursuant to § 1.63(d) should be the oath or declaration also 
executed by the added inventor(s). For situations where an 
inventor or inventors are to be added in a continuation or 
divisional application, see § 1.63(d)(5). 


The statement requesting the deletion of the names of the 
person or persons who are not inventors in the continuation or 
divisional application must be signed by person(s) authorized 
pursuant to § 1.33(b) to sign an amendment in the continuation 
or divisional application. 


Section 1.63(d)(3) provides for the situation in which the exe- 
cuted oath or declaration of which a copy is submitted for a 
continuation or divisional application was originally filed in a 
prior application accorded status under § 1.47. Section 
1.63(d)(3)(i) requires a copy of any decision granting a petition 
to accord § 1.47 status to such application, unless each non- 
signing inventor(s) or legal representative (pursuant to §§ 1.42 
or 1.43) has filed an oath or declaration to join in an application 
of which the continuation or divisional application claims a 
benefit under 35 U.S.C. 120, 121 or 365(c). Where a nonsigning 
inventor or legal representative (pursuant to §§ 1.42 or 1.43) 
subsequently joins in any application of which the continuation 
or divisional application claims a benefit under 35 U.S.C. 120, 
121 or 365(c), § 1.63(d)(3)(ii) also requires a copy of any oath 
or declaration filed by an inventor or legal representative to 
subsequently join in such application. 


Section |.63(d)(4) provides that where the power of attorney (or 
authorization of agent) or correspondence address was changed 
during the prosecution of the prior application, the change in 
power of attorney (or authorization of agent) or correspondence 
address must be identified in the continuation or divisional 
application, or the Office may not recognize in the continuation 
or divisional application the change of power of attorney (or 
authorization of agent) or correspondence address during the 
prosecution of the prior application. 


A newly executed oath or declaration will continue to be 
required in a continuation or divisional application naming an 
inventor not named in the prior application, or a continuation- 
in-part application, and § 1.63(d)(5) expressly states that a 
newly executed oath or declaration must be filed in a continua- 
tion or divisional application naming an inventor not named 
in the prior application. 
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New § 1.63(e) provides that a newly executed oath or declara- 
tion must be filed in a continuation-in-part application, which 
application may name all, more, or fewer than all of the inven- 
tors named in the prior application, and includes the language 
relocated from former § 1.63(d) concerning an oath or declara- 
tion in a continuation-in-part application. 


Comment 38: One comment suggested that the practice of 
permitting the use of an executed oath or declaration of a prior 
application creates a trap for the unwary in the situation in 
which an applicant believes in error that no new matter has 
been added in the “continuation” application and does not file 
a new declaration. 


Response: The situation outlined in the comment is less of a 
trap for the unwary than the situation in which an applicant 
files a substitute specification and believes in error that no new 
matter has been added, in that the error in the “continuation” 
may be corrected by redesignation of the application as a contin- 
uation-in-part and the filing of anew oath or declaration. Never- 
theless, it remains the applicant’s responsibility to review any 
substitute specification or new specification submitted for a 
continuation application to determine that it contains no new 
matter. See MPEP 608.01(q). An applicant is advised to simply 
file a continuing application with a newly executed oath or 
declaration when it is questionable as to whether the continuing 
application adds material that would have been new matter if 
presented in the prior application. 


Comment 39: One comment suggested that the option of sub- 
mitting “a copy of an unexecuted oath or declaration, and a 
statement that the copy is a true copy of the oath or declaration 
that was subsequently executed and filed to complete . . . the 
most immediate prior national application for which priority 
is claimed under 35 U.S.C. 120, 121 or 365(c)” was strange 
at best as the applicant or representative should have a copy 
of the oath or declaration that was filed to complete the prior 
application or could obtain one from Office records. 


Response: The suggestion is adopted. Section 1.63(d) as 
adopted provides that: “[a] newly executed oath or declaration 
is not required under § 1.51(b)(2) and § 1.53(f) in a continuation 
or divisional application filed by all or by fewer than all of 
the inventors named in a prior nonprovisional application con- 
taining an oath or declaration as prescribed by paragraphs (a) 
through (c) of this section, provided that a copy of the executed 
oath or declaration filed in the prior application is submitted 
for the continuation or divisional application.” 


Comment 40: One comment questioned whether § 1.53 (or § 
1.63) is consistent with § 1.48 as to whether the oath or declara- 
tion filed in a continuing application adding an inventor must 
be executed by all of the inventors, or just the added inventor. 


Response: The oath or declaration filed in a continuing applica- 
tion adding an inventor or a continuation-in-part application 
must name and be executed by all of the inventors. Sections 
1.48 and 1.63(e) are consistent in this regard. 


Comment 41: One comment questioned whether, in a continua- 
tion or divisional application following a chain of continuation 
or divisional applications, the copy of the executed oath or 
declaration may be a copy of the oath or declaration filed in 
the immediate prior application (which may itself be a copy 
of an oath or declaration from a prior application), or must be 
a direct copy of the originally executed oath or declaration. 


Response: Section |.63(d) requires a copy of the oath or declara- 
tion from the prior application. In instances in which the oath 
or declaration filed in the prior application is itself a copy of 
an oath or declaration from a prior application, either a copy 
of the copy of the oath or declaration in the prior application 
or a direct copy of the original oath or declaration is acceptable, 
as both are a copy of the oath or declaration in the prior 
application. See § 1.4(d)(1 (ii). 


Section 1.67: Section 1.67 paragraph (b) is amended to change 
“§ 1.53(d)(1)” to “§ 1.53(f)” for consistency with § 1.53. 
No comments were received regarding § 1.67. 


Section 1.69: Section 1.69(b) is amended to remove the require- 
ment that the translation be verified in accordance with the 
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change to §§ 1.4(d)(2) and 10.18. Section 1.69(b) is also 
amended to clarify the need for a statement that the translation 
being offered is an accurate translation, as in § 1.52 paragraphs 
(a) and (d). 


Two comments were received in regard to § 1.69 that also 
raised similar issues in regard to § 1.52, which comments are 
treated with § 1.52. 


Section 1.78: Section 1.78(a)(1) is amended to remove the 
references to §§ 1.60 and 1.62 in view of the deletion of §§ 
1.60 and 1.62, and to include a reference to an “international 
application entitled to a filing date in accordance with PCT 
Article 11 and designating the United States of America.” 
Section 1.78(a)(2) is amended for consistency with the changes 
to § 1.53, and to provide that “[t)he identification of an applica- 
tion by application number under this section is the specific 
reference required by 35 U.S.C. 120 to every application 
assigned that application number.” 


No comments were received regarding the proposed change to 
§ 1.78. 


Section 1.84: Section 1.84(b) is amended by removing refer- 
ences to the filing of black and white photographs in design 
applications as unnecessary in view of the reference in § 1.152 
to § 1.84(b). Section 1.84 paragraphs (c) and (g) are amended 
for consistency in regard to the English equivalents (5/8 inch.) 
for 1.5 cm. 


No adverse comments were received regarding the proposed 
change to § 1.84. 


Section 1.91: The title of § 1.91 is amended to clarify that a 
certain type of material is not generally admitted in the file 
record by substitution of “admitted” for “required.” 


Section 1.91 is also amended to clarify the type of material that 
is not generally admitted into the file record of an application. 
Section 1.91(a) specifically requires a petition (with the fee set 
forth in § 1.17(i)) including an appropriate showing why entry 
of the model or exhibit into the file record is necessary to 
demonstrate patentability, unless the model or exhibit: (1) sub- 
stantially conforms with § 1.52 or § 1.84; or (2) was required 
by the Office. 


Section 1.91 is also amended to state that a model, working 
model or other physical exhibit, whose submission by appli- 
cants is generally not permitted, may be required by the Office 
if deemed necessary for any purpose in the examination of the 
application. This language is moved from § 1.92. 


Comment 42: Several adverse comments were received 
expressing concer that the addition of the term “exhibits” to 
the bar against admission of models, unless specifically required 
by the Office, would prevent applicants from making their 
best possible case for patentability, and that exhibits would be 
interpreted by the Office as barring two-dimensional as well 
as three-dimensional exhibits. 


Response: The preamble of the proposed rule indicated that 
the change to the rule is in the nature of a clarification and not 
a change in practice. Further clarification has been added to 
the rule by reference to § 1.52 or § 1.84 and to the instant 
discussion of the rule to indicate that the use of the term 
“exhibits” is in the nature of other three-dimensional models, 
such as videos, and will not bar two-dimensional exhibits cur- 
rently being accepted. Additionally, a petition route has been 
added to the rule that would permit entry of three-dimensional 
models or exhibits where they are necessary to establish patent- 
ability. Section 1.91 is also amended to expressly provide for 
the filing of a petition thereunder (rather than to require the 
filing of a petition under § 1.183) such that an applicant may 
gain entry of a model or exhibit, without a showing of an 
extraordinary situation where justice requires grant of the relief 


sought. 


The fact that a three-dimensional model or exhibit will not 
generally be entered in the record absent an appropriate showing 
does not prevent an applicant from showing the exhibit to the 
examiner for purposes of clarifying the examiner’s under- 
standing of the invention and reducing the model or exhibit to 
two-dimensional conformance with § 1.52 or § 1.84 for entry 
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of that reduction to the record (which issues are separate and 
distinct from the questions as to whether the later presented 
material was originally required for an understanding of the 
invention and its subsequent addition being subject to a new 
matter objection under 35 U.S.C.132). 


Due to the unusual difficulties of storage for three-dimensional 
materials and little demonstrated need for their presence in the 
file record over what would be provided for via petition under 
§ 1.91, it is not seen to be appropriate to permit unrestricted 
entry of three-dimensional exhibits in the file record. 


Section 1.92: Section 1.92 is removed and reserved and the 
language transferred to § 1.91(b) for improved contextual pur- 
poses. 


No comments were received regarding the proposed change to 
§ 1.92. 


Section 1.97: Sections 1.97(c) through (e) are amended by 
replacement of “certification” by “statement” (see comments 
relating to § 1.4(d)), and by clarifying the current use of “state- 
ment” by the terms “information disclosure.” 


Section 1.97(e)(2) is further amended to replace “or” by “and” 
to require that no item of information contained in the informa- 
tion disclosure statement was cited in a communication from 
a foreign patent office in a counterpart foreign application, and, 
to the knowledge of the person signing the statement, after 
making reasonable inquiry, no item of information contained 
in the information disclosure was known to any individual 
designated in § 1.56(c) more than three months prior to the 
filing of the information disclosure statement. The use of “and” 
rather than “or” is in keeping with the intent of the rule as 
expressed in the MPEP609(B)(2)(ii), that the conjunction be 
conjunctive rather than disjunctive. The mere absence of an 
item of information from a foreign patent office communication 
was Clearly not intended to represent an opportunity to delay 
the submission of the item when known more than three months 
prior to the filing of an information disclosure statement to an 
individual having a duty of disclosure under § 1.56. 


No comments were received regarding the proposed change to 
§ 1.97. 


Section 1.101: Section 1.101 is removed and reserved as relating 
to internal Office instructions. 


Comment 43: A number of comments opposed the deletion of 
the rules that solely govern Office procedure. The reasons 
given for this opposition are: (1) the Office should subject 
its procedures to the notice and comment provisions of the 
Administrative Procedure Act (APA); (2) the inclusion of such 
procedures in the rules of practice imparts the force and effect 
of law to such procedures; (3) the greater deference given to 
procedures set forth in the rules of practice, rather than the 
MPEP, during court action. 


Response: The CCPA has held that applicants before the Office 
are entitled to rely not onlyon the patent statute and rules 
of practice, but on the provisions of the MPEP, during the 
prosecution of an application for patent. See In re Kaghan, 387 
F.2d 398, 401, 156 USPQ130, 132 (CCPA 1967). Thus, there 
is in practice little, if any, benefit to applicants before the Office 
in having the Office procedure set forth in the rules of practice, 
rather than the MPEP. In any event, no comment pointed to any 
specific decision, and the Office is not aware of any decision, in 
which the result turned on the inclusion of Office procedure 
in the rules of practice (rather than simply in the MPEP). 


Nevertheless, in view of the concern expressed in the comments 
as to the rules of practice setting forth the fundamentals of 
the examination of an application, the Office will retain the 
substance of §§ 1.104 and 1.105 in the rules of practice. See 
In re Phillips, 608 F.2d 879,883 n.6, 203 USPQ 971, 974 n.6 
(CCPA 1979) (although irrelevant to the result, the Office was 
criticized for piecemeal examination contrary to §§ 1.104 and 
1.105). The substance of §§ 1.104, 1.105, 1.106, 1.107, and 
1.109, however, will be combined into § 1.104 paragraphs (a)- 
(e). 
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The Office will also retain § 1.351 in the rules of practice, as 
it has been relied upon as the notice that the Office will provide 
concerning changes to the rules of practice in 37 CFR Part 1. 
See In re Nielson, 816 F.2d 1567, 1571, 2 USPQ2d 1525, 
1527 (Fed. Cir. 1987). Finally, the Office will retain § 1.181 
paragraphs (d), (e), and (g) to avoid confusing petition practice, 
and § 1.325 to avoid confusion as to the requirements for 
correction of a patent. 


The Office, however, will delete §§ 1.101, 1.108, 1.122, 1.184, 
1.318, and 1.352 from 37 CFR Part |. The procedures set forth 
in §§ 1.101, 1.122, 1.184 and 1.318 do not provide meaningful 
safeguards to applicants (e.g., § 1.101 does not ensure or give 
an applicant the right to examination of an application within 
any reasonably specific time frame). The proscription in § 1.108 
is simply an administrative instruction based upon the fact that, 
unless otherwise publicly available, abandoned applications do 
not constitute prior art under 35 U.S.C. 102 (and thus 103). 
Finally, as former § 1.352 included a “whenever required by 
law” prerequisite, it provided no independent requirement that 
the Office publish proposed rule changes for comment. 


Section 1.102: Section 1.102(a) is amended to remove the 
requirement that the showing be verified in accordance with 
the change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.102. 


Section 1.103: Section 1.103(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
L111. 


No comments were received regarding the proposed change to 
§ 1.103. 


Section 1.104: Section 1.104 is amended to include paragraphs 
(a) through (e) including the substance of former §§ 1.104, 
1.105, 1.106, 1.107, and 1.109. The re-writing of §§ 1.104, 
1.105, 1.106, 1.107, and 1.109 as § 1.104(a) through (e) involves 
no change in substance. 


See comment relating to § 1.101. 


Section 1.105: Section 1.105 is removed and reserved as the 
subject matter was transferred to § 1.104(b). 


See comment relating to § 1.101. 


Section 1.106: Section 1.106 is removed and reserved as the 
subject matter was transferred to § 1.104(c). 


See comment relating to § 1.101. 


Section 1.107: Section 1.107 is removed and reserved as the 
subject matter was transferred to § 1.104(d). 


See comment relating to § 1.101. 


Section 1.108: Section 1.108 is removed and reserved as relating 
to internal Office instructions. 


See comment relating to § 1.101. 


Section 1.109: Section 1.109 is removed and reserved as the 
subject matter was transferred to § 1.104(e). 


See comment relating to § 1.101. 


Section 1.111: Section 1.111 is amended to consistently refer 
to a “reply” to an Office action. The prior section used the 
term “response” and “reply” in an inconsistent manner and 
created some confusion. Paragraph (b) of § 1.111 is also 
amended to explicitly recognize that a reply must be reduced 
to a writing which must point out the specific distinctions 
believed to render the claims, including any newly presented 
claims, patentable. It is noted that an examiner’s amendment 
reducing a telephone interview to writing would comply with 
§ 1.2. 


Comment 44: One comment asked whether pointing out one 
distinction is sufficient or must applicant provide an exhaustive 
list of all distinctions. Additionally, inquiry is made as to 
whether it is sufficient to point out the impropriety of a rejection 
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under 35 U.S.C. 102 that should have been a rejection under 
35 U.S.C. 103, or must a rejection under 35 U.S.C. 103 be 
anticipated and answered. 


Response: A distinction should be kept in mind between what 
is necessary for a reply to be considered sufficient to continue 
prosecution of the application and what will advance the appli- 
cation to issuance in the most efficient manner. While pointing 
out only one distinction, such as why a rejection under 35 U.S.C. 
102 is inappropriate, would comply with the requirements of 
§ 1.111, advancement of the prosecution of the application 
would best be served by pointing out all possible distinctions, 
so that if the argument for one distinction is not persuasive, 
another may be. Similarly, anticipation of and argument against 
a rejection under 35 U.S.C. 103 where a rejection under 35 
U.S.C. 102 should have been made under 35 U.S.C. 103 could 
possibly prevent making of the rejection under 35 U.S.C. 103 
by the examiner and an earlier issuance of the application 
thereby preserving patent term under 35 U.S.C. 154 as amended 
by Pub. L. 103-465. 


Comment 45: Three comments pointed to instances where a 
reply would not necessarily require that distinctions be pointed 
out, such as: (1) where context and arguments presented make 
the distinctions clear beyond doubt; (2) where a prima facie 
case has not been established or motivation for modification 
of a reference is lacking; (3) a secondary reference is from a 
nonanalogous art improperly combined; or (4) no reference has 
been applied. 


Response: The comment has been adopted to the extent that 
the paragraph (b) of the rule has been amended to refer to 
“any” rather than “the” applied references. Any argument that 
would make the distinctions clear beyond doubt would seem 
to require identification of the distinctions therein. Where a 
reply contains an argument that motivation for a modification 
of a reference made by an examiner does not exist, or that a 
nonanalogous secondary reference has been improperly com- 
bined, the identification of the claim element involved and the 
particular factual basis that makes the modification or combina- 
tion relating to that claim element inappropriate are necessary 
elements of a reply. That an applicant considers a rejection, 
objection, or other requirement in an Office action to be inap- 
propriate does not relieve the applicant of the burden under 35 
U.S.C. 133 of prosecuting the application to avoid abandon- 
ment. 


Comment 46: A comment suggested that the requirement for 
supplying claim distinctions for a newly presented claim is at 
odds with the Office’s burden in the first instance of explaining 
any objection or rejection of an applicant’s claim, and that the 
existing requirement that an applicant distinctly and specifically 
point out the errors in the examiner’s action and reply to every 
ground of objection and rejection are sufficient without the 
added language. Another comment noted that it is believed that 
the rule already requires that specific distinctions be supplied 
and questions what new requirements are being added by that 
additional language. 


Response: To the extent that the already existing language 
would require that claim distinctions be presented, the added 
language is seen to clarify what is required of an applicant in 
replying to an Office action and is not seen to be at odds with 
the Office’s burdenin first going forward with a rejection of 
the claims. Once a claim is rejected, there is a duty on applicants 
under § 1.111 to provide an appropriate reply as defined therein 
for applicant to be entitled to reconsideration or further exami- 
nation. 


Section 1.112: Section 1.112 is amended to remove as unneces- 
sary the statement that “any amendments after a second Office 
action must ordinarily be restricted to the rejection, objections 
or requirements made in the office action” to reflect actual 
practice, in which amendments after the second action need 
not be restricted to the rejection or the objections or require- 
ments set forth in an Office action. The heading of § 1.112 is 
also amended to add “before final action” to clarify that such 
reconsideration does not apply after a final Office action. 


No comments were received regarding the proposed change to 
§ 1.112. 
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Section 1.113: Section 1.113(a) is amended to add “by the 
examiner” after “examination or consideration,” change “objec- 
tions to form” to “objections as to form” for clarity, and replace 
“response” with “reply” in accordance with the change to § 
1.111. 


Section 1.113(b) is amended to change “clearly stating the 
reasons therefor” to “clearly stating the reasons in support 
thereof” for clarity. 


Comment 47: A number of comments argued that first action 
final practice should be eliminated without regard to an amend- 
ment to § 1.116 as: (1) 35 U.S.C. 132 does not authorize first 
action final practice; and (2) the filing fee paid in a continuing 
application should entitle an applicant to an examination and 
reexamination in the continuing application. 


Response: The argument that 35 U.S.C. 132 does not authorize 
first action final practice has been considered by the Office 
and rejected in Jn re Bogese, 22 USPQ2d 1821 (Comm’r Pat. 
1992). Specifically, continuing applications have historically 
been considered part of a continuous proceeding in regard to 
the prior application. Jd. at 1827. First action final practice 
denies an applicant the delay inherent in an additional Office 
action in a continuation application, thus compelling the appli- 
cant to draft claims in a continuation application in view of 
the prosecution history of the parent application (i.e., the rejec- 
tions and prior art of record in the parent application), and thus 
make a bona fide effort to define the issues for appeal or 
allowance. /d. at 1824-25. 


In addition, under the current patent fee structure, a significant 
portion of the Office’s costs of examining patent applications 
is recovered through issue and maintenance fees. That is, the 
filing fees required by 35 U.S.C. 41(a)(1)-(4) and § 1.16 for 
an application do not cover the Office’s full costs of examining 
that application pursuant to 35 U.S.C. 131 and 132. Therefore, 
the argument that first action final practice is inherently unfair 
in view of the filing fees paid by the applicant fails to appreciate 
the current patent fee structure. 


Due to the overwhelming opposition to the proposed changes 
to § 1.1 16to simplify after final practice, the proposed change to 
§ 1.113 to eliminate first action final practice and the proposed 
changes to § 1.116 to simplify after final practice are not 
adopted in this Final Rule. The Office will give further consider- 
ation to the elimination of first action final practice. 


Comment 48: One comment suggested that § 1.113 should be 
clarified to reflect the intent of the rule change that a first 
action final rejection not issue in a continuation application. 


Response: The proposed change to § 1.113 to prohibit a first 
action final rejection is not being adopted. 


Section 1.115: Section 1.115 has been removed and reserved, 
rather than amended to contain the material of former §§ 1.117 
through 1.118, 1.123 and 1.124. The subject matter proposed 
to be included in § 1.115 has been transferred to § 1.121. The 
change does not constitute a change in substance; the material 
of the deleted sections has simply been rearranged and edited 
for clarity and contextual purposes in § 1.121. The reference 
in § 1.115(b)(2) relating to the rejection of claims containing 
new matter has not been retained in § 1.121 as unnecessary. 


Comment 49: One comment recognizing that the subject matter 
of § 1.118 is transferred to § 1.115 (now § 1.121) noted that 
the particular material of the second and third sentences of 
paragraph (a) of § 1.118(a) was not so transferred and should 
be. 


Response: While the exact language of the second and third 
sentences of paragraph (a) of § 1.118 was not transferred to 
1.121 (§ 1.115 as originally proposed), the concept is retained 
in § 1.121, paragraphs (a)(6), (b)(5), and (c)(1), in condensed 
form. 


Comment 50: One comment objected to the requirement of 
paragraph (d) of § 1.115 (now § 1.121) where a disclosure 
must be amended to secure correspondence between the claims, 
the specification and the drawings. Forcing the specification 
to parrot the language of new claims, where only new claims 
originally use a term not found in the original disclosure and 
in the original claims, is said to impose an undue burden on 
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applicant and jeopardize the validity of all the claims if the 
new term is found to be new matter. 


Response: The comment does not explain why a specification 
containing a later added expression subsequently found to con- 
tain new matter will adversely affect claims that do not contain 
that expression, particularly if a portion of the specification is 
retained that provides support for claims not containing that 
expression. Additionally, the requirement being criticized is 
not a new requirement but was material transferred from § 
1.117. However, the comment was adopted in-part in that § 
1.121, paragraphs (a)(5) and (b)(4), require only “substantial 
correspondence” between the claims, the remainder of the spec- 
ification, and the drawings. 


Comment 51: One comment suggested that the term “sketch” 


in paragraph (e) of § 1.115 (now § 1.121) be broadened to 
“drawing.” 


Response: Sections 1.121(a)(3)(ii) and 1.121(b)(3)(ii) recite 
sketch, which has been interpreted by the Office to include a 
copy. The use of sketch is seen to be the broader term in 
allowing a handwritten alteration of a copy of the previously 
submitted drawing to be done without the need for a color 
copy being obtained. 


Comment 52: One comment suggested that paragraph (f) of § 
1.115 (now § 1.121), requiring no interlineations to appear in 
a clause as finally presented, is inconsistent with the require- 
ments of § 1.121 requiring brackets and underlining of the 
subject matter deleted and added. 


Response: The comment was adopted by clarifying § 
1.121(a)(iii) as adopted by reciting that the interlineation prohi- 
bition relates to previous amendments being depicted in a subse- 
quent amendment, and to limit its applicability to applications 
other than reissue applications (thereby also excluding reexami- 
nation proceedings) in that all changes from the patent are 
required to be shown in reissue applications and reexamination 
proceedings. 


Section 1.116: Section 1.116 is amended by adding the phrase 
“or appeal” to its heading. This change clarifies the current 
practice that paragraphs (b) and (c) apply to amendments filed 
after an appeal, regardless of whether the application was sub- 
ject to a final rejection prior to the appeal. 


Section 1.116(a) is also amended for clarity to limit amend- 
ments after a final rejection or other final action (§ 1.113) to 
those amendments cancelling claims or complying with any 
requirement of form set forth in a previous Office action, and 
replaces the phrase “any proceedings relative thereto” with 
“any related proceedings” for clarity. The amendment does not 
represent a change in practice under § 1.1 16(a) as was originally 
proposed, but merely a clarification of when an applicant is 
entitled to entry of an amendment under § 1.116(a). 


Comment 53: Almost every comment relating to the proposed 
change to § 1.116 to limit entry of amendments after a final 
Office action based on simplification of issues for appeal 
opposed the change. The various rationales included: (1) a 
liberal practice by examiners in entering amendments after 
final rejection based on a willingness to engage in significant 
negotiations after final rejection; (2) an increased burden on 
the Board of Patent Appeals and Interferences (Board); (3) a 
loss of potential patent term under 35 U.S.C. 154 if refiling 
an application was routinely required; (4) a loss of clarity by 
applicant and the examiner of theissues involved, in that it is 
frequently only after the second action that the issues become 
clarified, particularly as counsel are not aware of the art that 
may actually be applied against the claims and therefore do 
not submit claims that can read over such art; (5) to the extent 
the need to enter amendments causes refiling of an application, 
greater resources from the Office are required as opposed to 
simply entering the amendment in the prior application; (6) 
there will be an increase in the requests for interviews after 
first action; (7) the change represents encouragement for exam- 
iners to cut down on papers entered particularly in view of the 
crediting system; and (8) the proposal is not helpful to applicant 
and is only a revenue generator. 
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Several alternative suggestions were made including: (1) a fee 
to have amendments after final entered as a matter of right; 
(2) discretion for examiners to enter any amendment should 
be explicitly stated in the rule; (3) consider substantive amend- 
ments if submitted at least one month in advance of the end of 
the reply period; (4) eliminate applicant’s concern for expedited 
handling of § 1.116 amendments by having a new period for 
appealing or refiling; (5) entry of amendment to solely correct 
rejections under 35 U.S.C. 112, $2, should be permitted; (6) 
first after final submission permitted entry under simplification 
of issuesstandard and any subsequent submission would only 
be permitted under standard as proposed without simplification 
of issues available; (7) merging of a dependent claim into an 
independent claim ought to be explicitly permitted as a matter 
of right; (8) provide a standard of entry dependent upon good 
and sufficient reason as to why the amendment after final was 
not made earlier; (9) permit consideration of the amendment 
for allowable subject matter to save applicant cost of refiling 
for such determination; and (10) change should be linked with 
a prohibition on applying a new reference in a final rejection. 


Response: In view of the issues raised and the alternative sug- 
gestions presented, it has been determined that further study 
is required. The comments have been adopted solely to the 
extent that the proposed change to delete simplification of issues 
for purpose of appeal, as a basis for entry of an amendment after 
final rejection, will not be implemented at this time. 


Section 1.117: Section 1.117 is removed and reserved as the 
subject matter was transferred to § 1.121. 


No comments were received regarding the proposed change to 
§ 1.117. 


Section 1.118: Section 1.118 is removed and reserved and its 
subject matter transferred to § 1.121. 


See first comment related to § 1.115. 


Section 1.119: Section 1.119 is removed and reserved as dupli- 
cative of the provisions of §§ 1.111 and 1.121. 


No comments were received regarding the proposed change to 
§ 1.119. 


Section 1.121: Section 1.121, paragraphs (a) through (f), are 
replaced with paragraphs (a) through (c), which separately treat 
amendments in non-reissue nonprovisional applications van. 

graph (a)), amendments in reissue applications 

and amendments in reexamination proceedings (paragraph cr 

The intent of the changes is to retain amendment practice in 
regard to non-reissue applications prior to the changes proposed 
in the Notice of Proposed Rulemaking and to make final the 
changes in amendment practice in regard to reissue applications 
proposed in the Notice of Proposed Rulemaking, except for 
requiring copies of all claims as of the date of submission of 
an amendment and a constructive cancellation in their absence. 
Additionally, while retaining the previous amendment practice 
in non-reissue applications, the regulations have been clarified 
by deletion of §§ 1.115, 1.117 through 1.118, 1.123, and 1.124 
and placement of subject matter thereof in § 1.121. 


Comment 54: Most comments received on the proposed change 
in amendment practice as it relates to non-reissue applications 
to bring it into line with reissue and reexamination amendment 
practices were very negative. In particular, the proposed 
changes to present a complete copy of the claims when any 
amendment to the claims is made, and to hold a constructive 
cancellation for any claim copy not presented were alarming. 
However, similar comments were not received in regard to the 
proposed changes to bring reissue and reexamination practice 
closer together. 

Response: The comments were adopted in that the proposed 
changes, other than clarifications of current practice, will not 


be implemented now and further study will be undertaken to 
include suggestions presented in regard to this rule. 


Comment 55: Several comments offered suggestions and 
requested clarifications: (1) whether this was an attempt to 
push the practice closer to PCT where substitute pages are 
used; (2) use of different markings such as strikeouts of word 


OFFICIAL GAZETTE 


January 5, 1999 


processors; (3) only requirecomplete copy of claims at issue; 
(4) only have a status listing of all claims not complete copy 
with each response; (5) continuations or divisions should be 
filed showing markups; (6) require only that new claims pages 
be substituted; (7) objection to the submission of a separate 
complete set of claims in addition to the amendments being 
made; (8) some instances separate set may be appropriate and 
not too much of a burden; and (9) there should beexception, 
liberal reinstatement, or rebuttable presumption for constructive 
cancellation if clerical omission. 


Response: Paragraphs (a) and (b) of § 1.121 each separately 
treat amendment of the specification (paragraphs (a)(1) and 
(b)(1)), and of the claims (paragraphs (a)(2) and (b)(2)). In 
comparing amendment practice to the specification for non- 
reissue and reissue applications, all amendments in the reissue 
application are to be made relative to (i.e., vis-d-vis) the specifi- 
cation (including the claims) and drawings of the original patent 
as of the date of the filing of the reissue application. Changes 
are shown using underlining and bracketing relative to the 
patent specification. In addition, the entire paragraph of disclo- 
sure with the changes and the entire claim with the changes 
must be presented, in making the amendment. On the other 
hand, amendments in a non-reissue application are to be made 
relative to prior amendments (with underlining and bracketing 
in a reproduced claim reflecting changes made relative to the 
prior amendment), and insertions and deletions can be made 
without reproducing the entire paragraph of disclosure or the 
entire claim. Further (for a non-reissue application), in 
amending the text of the disclosure other than the claims, 
changes are not shown by underlining and bracketing, even 
where a paragraph of disclosure is reproduced. 


Paragraph (a) of § 1.121 relates to amendments in non-provi- 
sional applications, other than reissue applications, and retains 
a reference to § 1.52. Paragraph (a)(1) relates to the manner 
of making amendments in the specification, other than in the 
claims. Paragraph (a)(1)(i) requires the precise point in the 
specification to be indicated where an addition is to be inserted. 
Paragraph (a)(1)(ii) requires the precise point in the specifica- 
tion to be indicated where a deletion is to be made. This should 
be compared to addition or cancellation of material from the 
patent specification in a reissue application ( 
(b)(1)(ii)) or in are examination proceeding (§ 1.530(d)(1)(ii), 
e.g., by way of a copy of the rewritten material). An amendment 
containing deletions mixed with additions will be treated 
according to both paragraphs (a)(1)(i) and (a)(1)(ii). Amend- 
ments to the specification, additions or deletions, do not require 
markings, only identification of an insertion point. However, 
where the changes made are not readily apparent the applicant 
may be requested by the examiner to provide an explanation 
of the changes or a marked up copy showing the changes made. 
Paragraph(a)(1 (iii) provides that to reinstate matter previously 
deleted it must be reinstated by a new amendment inserting 
the matter. 


Paragraph (a)(2) of § 1.121 relates to the manner of making 
amendments in the claims of a non-reissue application. Para- 
graph (a)(2)(i) permits amendment by instructions to the Office 
for a deletion, paragraph (a)(2)(i)(A), or for an addition limited 
to five words in any one claim, paragraph (a)(2)(i)(B). The 
ability to provide directions to the Office for the handwritten 
deletion of five words or less for each claim does not encompass 
deletion of equations, charts or other non-word material. Para- 
graph (a)(2)(ii) sets forth that a claim may be amended by a 
direction to cancel the claim, or by rewriting the claim with 
markings showing material to be added and deleted. Addition- 
ally, previously rewritten claims are required to be so marked 
and not to have interlineations showing amendment(s) previous 
to the one currently being submitted. 


Paragraph (a)(3) of § 1.121 clarifies that amendments to the 
original application drawings for non-reissue applications are 
not permitted and are to be made by way of a substitute sheet 
for each original drawing sheet that is to be amended. The 
paragraph contains material from cancelled § 1.115. 


Paragraph (a)(4) of § 1.121 requires that any amendment pre- 
sented in a substitute specification must be presented under the 
provision of this section either prior to or concurrent with 





January 5, 1999 


the submission of the substitute specification. The paragraph 
contains materia! from cancelled § 1.115. 


Paragraph (a)(5) of § 1.121 requires amendment of the disclo- 
sure in certain situations (i.e., to correct inaccuracies of descrip- 
tion and definition) and to secure substantial correspondence. 
The paragraph contains material from cancelled § 1.117. The 
previous requirement for “correspondence” has been modified 
by use of “substantial correspondence.” See comments to § 
1.115. 


Paragraph (a)(6) prohibits the introduction of new matter into 
the disclosure of a non-reissue, non-provisional application. 


Paragraph (b) of § 1.121 applies to amendments in reissue 
applications. Paragraph (b)(1) of § 1.121 relates to the manner 
of making amendments to the specification, other than in the 
claims, in reissue applications. Paragraph (b)(1)(i) requires that 
amendments including deletions be made by submission of a 
copy of one or more newly added or rewritten paragraphs with 
markings, except that an entire paragraph may be deleted by 
a statement deleting the paragraph without presentation of the 
text of the paragraph. Paragraph (b)(1)(ii) requires indication 
of the precise point in the specification where the paragraph 
which is being amended is located. When a change in one 
sentence, paragraph or page results in only format changes to 
other pages (e.g., shifting of non-amended text to subsequent 
pages) not otherwise being amended, such format changes are 
not to be submitted. Compare to amendments to the specifica- 
tion, other than in the claims, of non-reissue applications 
wherein deletions are permitted, paragraph (a)(1)(ii) of this 
section. Paragraph (b)(1)(iii) defines the marking set forth in 
paragraph (b)(1)(ii) of this section. Proposed paragraph 
(b)(1)(iii), relating to a requirement for submission of all 
amendments be presented when any amendment to the specifi- 
cation is made, was not implemented. 


Paragraph (b)(2) of § 1.121 relates to the manner of making 
amendments to the claims in reissue applications. Paragraph 
(b)(2)(iMA) of § 1.121 requires the entire text of each patent 
claim that is being amended by the current amendment and of 
each claim being added by the current amendment. Requests 
that the Office hand-enter changes of five or less words, former 
§ 1.121(c)(2), will no longer be permitted. Pending claims, 
whether previously amended or not, that are not being arnended 
by the current amendment are not to be resubmitted. This 
procedure is different from § 1.121(a)(2)(i)(B), which permits 
requests that the Office hand-enter changes of five or less words 
in a non-reissue application. Additionally, provision is made 
for the cancellation of a patent claim by a direction to cancel 
without the need for marking by brackets. Paragraph 
(b)(2)(i(B) requires that patent claims not be renumbered. 
Paragraph (b)(2)(i)(C) identifies the type of marking required 
by paragraph (b)(2)(i)(A), single underlining for added material 
and single brackets for material deleted. 


Paragraph (b)(2)(ii) of § 1.121 requires that each amendment 
submission set forth the status (i.e., pending or cancelled) of 
all patent claims and all added claims as of the date of the 
submission, as not all claims (non-amended claims) are to 
be presented with each submission, paragraph (b)(2)(iv). The 
absence of submission of the claim status would result in an 
incomplete reply (§ 1.135(c)). 


Paragraph (b)(2)(iii) of § 1.121-requires that each claim amend- 
ment be accompanied by an explanation of the support in the 
disclosure of the patent for the amendment. The absence of an 
explanation would result in an incomplete reply (§ 1.135(c)). 


Comment 56: One comment requested that the Office clarify 
how an applicant would satisfy this requirement when the 
amendment involves a simple editorial change, or when the 
amendment uses terms that find no explicit support in the 
patent. 


Response: When it is clear that the amendment simply involves 
an editorial change and doesnot add material for which support 
in the disclosure is required, the reply may simply explain that 
the amendment is merely making an editorial change. When 
the amendment uses terms that find no explicit support in the 
specification, the reply must set forth where the specification 
provides, at least implicitly, support for the amendment as 
required by 35 U.S.C. 112, Yl. In addition, an amendment to 
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the specification to secure correspondence between the specifi- 
cation and the claims will also be required. See § 1.75(d)(1) 
and MPEP 608.01(0). Obviously, an amendment that does not 
find either explicit or at least implicit support in the specification 
as required by 35 U.S.C. 112, Gl, is not permitted. See 35 
U.S.C. 251, Jl, (last sentence). 


Proposed paragraphs (b)(2){iv) and (v) of this section, relating 
to a requirement for presentation of all amendments as of the 
date any amendment to the claims is made, and to the treatment 
of the failure to submit a copy of any added claim as a direction 
to cancel that claim, were not implemented. 


Paragraph (b)(3) of § 1.121 clarifies that amendments to the 
patent drawings are not permitted and that any change must 
be by way of a new sheet of drawings with the amended figures 
being identified as “amended” and with added figures identified 
as “new” for each sheet that has changed. The paragraph con- 
tains material from cancelled § 1.115. 


Paragraph (b)(4) of § 1.121, added in view of the deletion of 
§ 1.115 paragraph (d), requires amendment of the disclosure 
in certain situations (i.e., to correct inaccuracies of description 
and definition) and to secure substantial correspondence 
between the claims, the remainder of the specification, and the 
drawings. The previous requirement for “correspondence” has 
been modified by use of “substantial correspondence.” See 
comments to § 1.115. 


Paragraph (b)(5) of § 1.121, containing material transferred 
from proposed paragraph (b)(2)(vi) (now deleted), clarifies that: 
(1) No reissue patent will be granted enlarging the scope of 
the claims unless applied for within two years from the grant 
of the original patent (additional broadening outside the two- 
year limit is appropriate as long as some broadening occurred 
within the two-year period, Jn re Doll, 419 F.2d 925, 164 USPQ 
218 (CCPA1970)); and (2) no amendment may introduce new 
matter or be made in an expired patent. 


Paragraph (b)(6) of § 1.121 has been added to clarify that 
all amendments must be made relative to (i.e., vis-a-vis) the 
specification (including the claims) and drawings of the original 
patent as of the date of the filing of the reissue application. 
If there was a prior change to the patent (made via a prior 
reexamination certificate, reissue of the patent, certificate of 
correction, efc.), the first amendment must be made relative to 
the patent specification aschanged by the prior proceeding or 
other mechanism for changing the patent. In addition, all 
amendments subsequent to the first amendment must be made 
relative to the patent specification in effect as of the date of 
the filing of the reissue application, and not relative to the prior 
amendment. 


Paragraph (c) of § 1.121 clarifies that amendments in reexami- 
nation proceedings are to be made in accordance with § 
1.530(d). 


Section 1.121 as applied to reissue applications does not provide 
for replacement pages whereby a new page would be physically 
substituted for a currently existing page. However, an applicant 
can direct that a page or pages (“Page(s) ”) be can- 
celled and that updated materials be inserted in its place. 


The wide availability of word processing should enable appli- 
cants to more easily submit updated material providing greater 
accuracy and thereby eliminating the need for the Office to 
hand-enter amendments. To that end, § 1.125 is amended to 
reflect current practice that a substitute specification may be 
submitted in an application, other than a reissue application, 
at any point up to payment of the issue fee as a matter of 
right, provided that such substitute specification is submitted 
in compliance with the requirements set forth in § 1.125. 


Section 1.122: Section 1.122 is removed and reserved as repre- 
senting internal Office instruction. 

See comments related to § 1.101. 

Section 1.123: Section 1.123 is removed and reserved and its 
subject matter transferred to § 1.121 for better context. 


No comments were received regarding the proposed change to 
§ 1.123. 
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Section 1.124: Section 1.124 is removed and reserved and its 
subject matter transferred to § 1.121 for better context. 


No comments were received regarding the proposed change to 
§ 1.124, 


Section 1.125: Section 1.125 is amended by addition of para- 
graphs (a) through (d). Section 1.125(a) retains the current 
practice that a substitute specification may be required by the 
examiner and has been clarified to note that if the legibility of 
the application papers shall render it difficult to consider the 
application, the Office may require a substitute specification. 


Section 1.125 is amended in view of the continued prosecution 
application under § 1.53(d), to reflect the current liberalized 
practice as set forth in MPEP 608.01(q), and to delete the 
verification requirement for the no new matter statement. See 
comments to § 1.4(d). 


Section |.125(b) specifically provides for the filing of a substi- 
tute specification, excluding the claims, at any point up to 
payment of the issue fee, if it is accompanied by: (1) a statement 
that the substitute specification includes no new matter, and 
(2) a marked-up copy of the substitute specification showing 
the matter being added to and the matter being deleted from 
the specification of record (i.e., the specification to be replaced 
by the substitute specification). While § 1.125(b)(2) requires 
the marked-up copy show the additions and deletions, it does 
not require that such additions and deletions be shown by 
underlining and bracketing. Rather, it permits the use of other 
indicia (e.g., redlining and strikeouts) to show additions and 
deletions so that the document-compare feature of conventional 
word-processing programs can be used to produce the marked- 
up substitute specification. 


Section 1.125(b), as proposed, would have required that a sub- 
stitute specification contain only changes that were previously 
or concurrently submitted by an amendment under § 1.121. 
The Office, however, is not adopting this proposal. Creating 
a copy of the substitute specification showing the additions 
and deletions is relatively easy using the document-compare 
feature of a conventional word-processing program, when com- 
pared to the burden of preparing an amendment under § 
1.121(a)(1) showing numerous changes to a specification. Thus, 
the Office is adopting the requirement currently set forth in 
MPEP 608.01 (q) for a marked-up copy of the substitute specifi- 
cation showing the additions and deletions. 


Comment 57: One comment stated that it is not clear exactly 
what is to be submitted with the substitute specification under 
paragraph (b)(2) of this section even though paragraph (c) 
requires it to be in clean form without markings. 


Response: Section 1.125 requires an applicant filing a substitute 
specification to submit:(1) the substitute specification in clean 
form without markings (§ 1.125(c)); (2) a marked-up copy 
showing the additions and deletions relative to the specification 
it is replacing (§ 1.125(b)(2)); and (3) a statement that the 
substitute specification includes no new matter (§ 1.125(b)(1)). 


Section 1.125(c) is amended to clarify that a substitute specifi- 
cation is to be submitted without markings as to amended 
material. 


Section 1.125(d) does not permit a substitute specification in 
reissue Or reexamination proceedings as markings for changes 
from the patent are required therein. 


Section 1.126: Section 1.126 is amended to delete the phrase 
“. except when presented in accordance with § 1.121(b)” for 
consistency with the change to § 1.121. 


No comments were received regarding § 1.126. 
Section 1.133: Section 1.133(b) is amended by replacement of 


“response” with “reply” in accordance with the change to § 
L111. 


No comments were received regarding the proposed change to 
§ 1.133. 


Section 1.134: Section 1.134 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
L111. 
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No comments were received regarding the proposed change to 
§ 1.134. 


Section 1.135: Section 1.135 paragraphs (a) and (c) are amended 
by replacement of “response” with “reply” in accordance with 
the change to § 1.1! 1. Section 1.135(b) is amended to clarify 
that the admission of or refusal to admit any amendment after 
final rejection, and not just an amendment not responsive to 
the last Office action, shall not operate to save the application 
from abandonment. 


Section 1.135(c) is amended to provide that a new “time period” 
under § 1.134 may be given if a reply to a non-final Office action 
is substantially complete but consideration of some matter or 
compliance with some requirement has been inadvertently 
omitted. This replaces the practice in which an applicant may 
be given an opportunity to supply the omission through the 
setting of a “time limit” of one month that is not extendable. 
Under § 1.135(c) as adopted, a one-month shortened statutory 
time period will generally be set enabling an applicant to peti- 
tion for extensions of time under § 1.136(a). Where 35 U.S.C. 
133 requires a period longer than one month (i.e., actions mailed 
in the month of February), a shortened statutory period of 30 
days will be set. 


The setting of a time period for reply under § 1.134 (rather 
than a time limit) results in the date of abandonment (when 
no further reply is filed) being the expiration of the new time 
period rather than the date of expiration of the period of reply 
set in the original Office action for which an incomplete reply 
was filed. Thus, the amendment to § 1.135(c) permits the filing 
of a continuing application as an alternative to completing the 
reply, whereas the previous practice required an applicant to 
complete the reply that was held to be incomplete orelse the 
application was held to be abandoned (retroactively) as of the 
expiration of the original period for reply. Thus, applicants had 
to file an unnecessary reply to preservependency where their 
only intent was to file a continuing application. Section 
1.135(c), as amended, sets forth a new period within which a 
continuing application can be filed, without the applicant having 
to supply the omission in the prior application to preserve 
pendency. In addition, applicant may file any other reply as 
may be appropriate under § 1.111, regardless of whether a 
continuing application is filed. 


Comment 58: Two comments objected to the change on the 
basis that it is subject to intentional misuse. It is argued that 
it encourages an applicant to send in piecemeal replies and 
permits use of the time period as a subterfuge for extending 
prosecution as § 1.135(c) does not specify how many times an 
incomplete reply can be given. 


Response: 35 U.S.C. 154.as amended by Pub. L. 103-465 should 
provide the necessary incentive for applicants to prosecute an 
application without undue delay. Additionally, the examiner 
can determine that the failure to provide a complete reply was 
not “inadvertent” (especially where an applicant was previously 
notified of the deficiencies in the reply), and not set a period 
under § 1.135(c). 


Comment 59: One comment suggested amending § 1.135(c) 
from “may” to “shall” so that an examiner must provide an 
Opportunity to an applicant to complete a reply, and that § 
1.135(c) should not be limited to replies to non-final Office 
actions so that if an application is in condition for allowance 
except for an inadvertent omission it would be beneficial for 
all parties to provide the same benefit as for non-final actions. 


Response: The term “may” is used rather than “shall” to 
encourage applicants to provide a complete reply, in that an 
applicant providing an incomplete reply cannot be certain of 
being provided with an additional time period to prosecute the 
application. 


Section 1.113(a) provides that the only reply to a final Office 
action effective to avoid abandonment of an application is: 
(1) an amendment under § 1.116 that prima facie places the 
application in condition for allowance; or (2) a notice of appeal 
(and appeal fee) under § 1.191. Thus, the only reply under § 
1.113(a) that will ensure that abandonment of the application 
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will be avoided is: (1) an amendment under § 1.116 that cancels 
all of the rejected claims; or (2) a notice of appeal (and appeal 
fee) under § 1.191 (§ 1.113(a)). That is, an applicant filing a 
proposed amendment under § 1.116 or arguments in reply to 
a final Office action has no assurance that such reply will 
necessarily result in allowance of the application. Given the 
limited nature of the replies under § 1.113 to a final Office 
action, it is not appropriate to provide a time period under § 
1.135(c) to complete a reply to a final Office action. 


Section 1.135(c) is also amended to remove an unnecessary 
reference to consideration of the question of abandonment and 
to clarify that the reply for which applicant may be given a 
new time period to reply to must be a “non-final” Office action. 


Section 1.136: Section 1.136(a)(1) is amended to recite the 
availability of a maximum of five rather than four months as 
an extension of time, subject to any maximum period for reply 
set by statute. For example, when a one-month or 30-day period 
is set for reply to a restriction requirement or for completing 
a reply under §1.135(c), that period may be extended up to the 
six-month statutory (35 U.S.C. 133) maximum. In addition, as 
the two-month period set in § 1.192(a) for filing an appeal 
brief is not subject to the six-month maximum period specified 
in 35 U.S.C. 133, the period for filing an appeal brief may be 
extended up to seven months. 


Comment 60: At least one comment noted that there is no 
statutory authority under 35 U.S.C. 41(a)(8)(C) for the $2,010 
amount set for the fifth month extension of time. 


Response: See the response to comment 5. 


Section 1.136(a)(1) is also amended by replacement of 
“respond” with “reply” in accordance with the change to § 


1.111 and for clarification. 


Section 1.136(a)(2) is amended by replacement of “respond” 
with “reply” in accordance with the change to § 1.111 and 
other clarification changes. 


Comment 61: One comment questioned whether the addition 
in paragraph (a)(2) of § 1.136 that requires a reply to be filed 
prior to the expiration of the period of extension to avoid 
abandonment of the application will affect the timely filing of 
a reply under §§ 1.8 or 1.10 where the mail date rather than 
the receipt date is the end of the period for reply. 


Response: The referred to addition has been noted to be a 
clarification and not a change in practice. The added language 
does not change current practice under §§ 1.8 and 1.10. 


Section 1.136 is amended by addition of paragraph (a)(3) that 
provides for the filing in an application a general authorization 
to treat any reply requiring a petition for an extension of time 
for its timely submission as containing a request therefor for 
the appropriate length of time. The authorization may be filed 
at any time prior to or with the submission of a reply that 
would require an extension of time for its timely submission, 
including submission with the application papers. Previously, 
the mere presence of a general authorization, submitted prior 
to or with a reply requiring an extension of time, to charge all 
required fees does not amount to a petition for an extension 
of time for that reply (MPEP 201.06 and 714.17) and under 
the proposed amended rule the submission of a reply requiring 
an extension of time for its timely submission would not be 
treated as an inherent petition for an extension of timeabsent 
an authorization for ali necessary extensions of time. The Office 
will continue to treat all petitions for an extension of time as 
requesting the appropriate extension period notwithstanding an 
inadvertent reference to a shorter period for extension and 
will liberally interpret comparable papers as petitions for an 
extension of time. Applicants are advised to file general authori- 
zations for payment of fees and petitions for extensions of time 
as separate papers rather than as sentences buried in papers 
directed to other matters (such as an application transmittal 
letter). The use of individual papers directed only to an exten- 
sion of time or to a general authorization for payment of fees 
would permit the Office to more readily identify the presence 
of such items and list them individually on the application file 
jacket, thus facilitating future identification of these authoriza- 
tions. 
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Comment 62: Two comments requested that it be clarified 
whether the reference to submission of a paper with an authori- 
zation is to be construed as allowing for submission of a stan- 
dard sentence in a general reply to an Office action that includes 
a check box on anapplication transmittal form. 


Response: The comments have been adopted and the proposed 
language of paragraph (a)(3) of § 1.136 modified to replace 
the reference to “paper” with “written request.” 


Section 1.136(a)(3) is additionally amended to provide that 
general authorizations to charge fees are effective to meet not 
only the requirement for the extension of time fee for replies 
filed concurrent or subsequent to the authorization but also 
represent a constructive petition for an extension of time, which 
is a change from current practice wherein a general authoriza- 
tion to charge additional fees does not represent a petition 
for an extension of time, which petition must be separately 
requested. 


Section 1.136(a)(3) also includes the sentence “[s]ubmission of 
the fee set forth in § 1.17(a) will also be treated as a constructive 
petition for an extension of time in any concurrent reply 
requiring a petition for an extension of time under this paragraph 
for its timely submission.” This provides for those instances 
in which an applicant files a reply with a check (or other means 
of payment under § 1.23) for the requisite fee under § 1.17(a)(1) 
through (5) for the petition under § 1.136(a) required to render 
such reply timely, but omits a request (i.e., a petition) for an 
extension of time under § 1.136(a). In such instances, the mere 
submission of the appropriate fee will be treated as a construc- 
tive petition for the extension of time to render the reply timely. 


Section |.136(b) is amended for clarity and to replace the phrase 
“response” with the phrase “reply” for consistency with § 1.111. 


Section 1.137: Section 1.137 is amended to, inter alia, incorpo- 
rate revival of abandoned applications and lapsed patents for 
the failure: (1) to timely reply to an Office requirement in a 
provisional application (§ 1.139); (2) to timely pay the issue 
fee for a design application (§ 1.155); (3) to timely pay the 
issue fee for a utility or plant application (§ 1.316); or (4) to 
timely pay any outstanding balance of the issue fee (§ 1.317) 
(lapsed patents). 


Section 1.137(a) is amended to provide: (1) that it is the para- 
graph that applies to petitions under the “unavoidable” standard; 
(2) that “where the delay in reply was unavoidable, a petition 
may be filed to revive an abandoned application or a lapsed 
patent pursuant to [§ 1.137(a)]”; and (3) the requirements for 
a grantable petition pursuant to § 1.137(a) in paragraphs (a)(1) 
through (a)(4). 


Section 1.137(a)(1) (and § 1.137(b)(1)) are amended to provide 
that a grantable petition pursuant to § 1.137(a) must be accom- 
panied by “(t]he required reply, unless previously filed.” Sec- 
tion 1.137(a)(1) (and § 1.137(b)(1)) is amended to further 
provide that “[iJn a nonprovisional application abandoned for 
failure to prosecute, the required reply may be met by the filing 
of a continuing application” and that “[iJn an application or 
patent, abandoned or lapsed for failure to pay the issue fee or 
any portion thereof, the required reply must be the payment 
of the issue fee or any outstanding balance thereof.” 


Under § 1.137(a)(1) (and § 1.137(b)(1)), a continuing applica- 
tion is a permissive (i.e., “may be met”) reply in a nonprovi- 
sional application abandoned for failure to prosecute, in that 
an applicant in a nonprovisional application abandoned for 
failure to prosecute may file a reply under § 1.111 to a non- 
final Office action or a reply under § 1.113 (e.g., notice of 
appeal) to a final Office action, or may simply file a continuing 
application as the required reply. The Office, however, may 
require a continuing application (or request for further examina- 
tion pursuant to § 1.129(a)) to meet the reply requirement of 
§ 1.137(a)(1) (or § 1.137(b)(1)) where, under the circumstances 
of the application, treating a reply under §§ 1.111 or 1.113 
would place an inordinate burden on the Office. Exemplary 
circumstances of when treating areply under §§ 1.111 or 1.113 
may place an inordinate burden on the Office are: (1) an applica- 
tion abandoned for an inordinate period of time; (2) the applica- 
tion file containing multiple or conflicting replies to the last 
Office action; and (3) the submission of a reply or replies under 
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§ 1.137(a)(1) (or § 1.137(b)(1)) that are questionable as to 
compliance with §§ 1.111 or 1.113. 


While the revival of applications abandoned for failure to timely 
prosecute and for failure to timely pay the issue fee are incorpo- 
rated together in § 1.137, the statutory provisions for the revival 
of an application abandoned for failure to timely prosecute and 
for failure to timely submit the issue fee are mutually exclusive. 
See Brenner v. Ebbert, 398 F.2d 762, 1STUSPQ 609 (D.C. 
Cir.), cert. denied 393 U.S. 926, 159 USPQ 799 (1968). 35 
U.S.C. 151 authorizes the acceptance of a delayed payment of 
the issue fee, if the issue fee “is submitted . . . and the delay 
in payment is shown to have been unavoidable.” 35 U.S.C. 
41(a)(7) likewise authorizes the acceptance of an “unintention- 
ally delayed payment of the fee for issuing each patent.” Thus, 
35 U.S.C. 41(a)(7) and 151 each require payment of the issue 
feeas a condition of reviving an application abandoned or patent 
lapsed for failure to pay the issue fee. Therefore, the filing of 
a continuing application without payment of the issue fee or 
any outstanding balance thereof is not an acceptable proposed 
reply in an application abandoned or patent lapsed for failure 
to pay the issue fee or any portion thereof. 


The Notice of Allowance requires the timely payment of the 
issue fee in effect on the date of its mailing to avoid abandon- 
ment of the application. In instances in which there is an increase 
in the issue fee by the time of payment of the issue fee required 
in the Notice of Allowance, the Office will mail a notice 
requiring payment of the balance of the issue fee then in effect. 
See In re Mills, 12 USPQ2d 1847 (Comm’r Pat. 1989). The 
phrase “for failure to pay the issue fee or any portion thereof” 
applies to those instances in which the applicant fails to pay 
either the issue fee required in the Notice of Allowance or the 
balance of the issue feerequired in a subsequent notice. In such 
instances, the proposed reply must be the issue feethen in effect, 
if no portion of the issue fee was previously submitted, or any 
outstanding balance of the issue fee then in effect, if a portion 
of the issue fee was previously submitted. 


These changes to § 1.137(a)(1) (and § 1.137(b)(1)) are neces- 
sary to incorporate into § 1.137 the revival of abandoned appli- 
cations and lapsed patents for the failure to: (1) timely reply 
to an Office requirement in a provisional application (§ 1.139), 
(2) timely pay the issue fee (§§ 1.155 and 1.316), or (3) timely 
pay any outstanding balance of the issue fee (§ 1.317). 


Section 1.137(a)(3) is amended to provide that a grantable 
petition pursuant to § 1.137(a) must be accompanied by “[a] 
showing to the satisfaction of the Commissioner that the entire 
delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to this 
paragraph was unavoidable.” 


Section 1.137(a) deletes the requirement that a petition there- 
under be “promptly filed after the applicant is notified of, or 
otherwise becomes aware of, the abandonment.” The genesis of 
the “promptly filed” requirement in § 1.137(a) is the legislative 
history of Pub. L. 97-247, § 3, 96 Stat. 317 (1982) (which 
provides for the revival of an “unintentionally” abandoned 
application), which provides, inter alia, that: 


In order to prevent abuse and injury to the public the Commis- 
sioner could require a terminal disclaimer equivalent to the 
period of abandonment and could require applicants to act 
promptly after becoming aware of the abandonment. 


See H.R. Rep. No. 542, 97th Cong., 2d Sess. 7 (1982), reprinted 
in 1982 U.S.C.C.A.N. 771 (emphasis added). 


Nevertheless, 35 U.S.C. 133 and 151 each require a showing 
that the “delay” was “unavoidable,” which requires not only a 
showing that the delay which resulted in the abandonment 
of the application was unavoidable, but also a showing of 
unavoidable delay until the filing of a petition to revive. See 
In re Application of Takao, 17 USPQ2d 1155 (Comm’r Pat. 
1990). The burden of continuing the process of presenting a 
grantable petition in a timely manner likewise remains with 
the applicant until the applicant is informed that the petition 
is granted. Jd. Thus, an applicant seeking to revive an “unavoid- 
ably” abandoned application must cause a petition under § 
1.137(a) to be filed without delay (i.e., promptly upon becoming 
notified, or otherwise becoming aware, of the abandonment of 
the application). 
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An applicant who fails to file a petition under § 1.137(a) 
“promptly” upon becoming notified, or otherwise becoming 
aware, of the abandonment of the application will not be able 
to show that “the entire delay in filing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to [§ 1.137(a)] was unavoidable.” The removal of the 
language in § 1.137(a) requiring that any petition thereunder 
be “promptly filed after the applicant is notified of, or otherwise 
becomes aware of, the abandonment” should nor be viewed 
as: (1) permitting an applicant, upon becoming notified, or 
otherwise becoming aware, of the abandonment of the applica- 
tion, to delay the filing of a petition under § 1.137(a); or (2) 
changing (or modifying) the result in /n re Application of S, 
8 USPQ2d 1630 (Comm’r Pat. 1988), in which a petition under 
§ 1.137(a) was denied due to the applicant’s deliberate deferral 
in filing a petition under § 1.137. An applicant who deliberately 
chooses to delay the filing of a petition under § 1.137 (as in 
Application of S) will not be able to show that “the entire delay 
in filing the required reply from the due date for the reply until 
the filing of a grantable petition pursuant to [§ 1.137(a)] was 
unavoidable” or even make an appropriate statement that “the 
entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition pursuant to [§ 
1.137(b)] was unintentional.” 


Therefore, the requirement in § 1.137(a) that a petition there- 
under be “promptly filed after the applicant is notified of, or 
otherwise becomes aware of, the abandonment” is deleted 
solely because it is considered redundant in light of the require- 
ment for a showing that the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to § 1.137(a) was unavoidable. 


Section 1.137(a)(3) (and § 1.137(b)(3)) is further amended to 
delete the requirement that the showing (statement) must be a 
verified showing or statement if made by a person not registered 
to practice before the Patent and Trademark Office. Section 
1.56 currently provides that each individual associated with 
the filing and prosecution of a patent application has a duty of 
candor and good faith. Sections 1.4(d) and 10.18 are amended 
to provide that a signature on a paper submitted to the Office 
constitutes an acknowledgment that willful false statements 
are punishable under 18 U.S.C. 1001, and may jeopardize the 
validity of the application or any patent issuing thereon. There- 
fore, requiring additional verification of a showing or statement 
under § 1.137 would be redundant. In addition, this requirement 
results in delays in the treatment of the merits of petitions that 
include unverified statements. 


Section 1.137(a)(4) (and § 1.137(b)(4)) are added to provide 
that a grantable petition under § 1.137 must be accompanied 
by “[a}ny terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to [§ 1.137(c)].” 


Section |.137(b) is amended to provide: (1) that it is the para- 
graph that applies to petitions under the “unintentional” stan- 
dard; (2) that “where the delay in reply was unintentional, a 
petition may be filed to revive an abandoned application or a 
lapsed patent pursuant to [§ 1 .137(b)}”; and (3) the requirements 
for a grantable petition pursuant to § 1.137(b) in paragraphs 
(b)(1) through (b)(4). 


Section 1.137(b)(1) is amended (as discussed supra) to provide 
that a grantable petition under § 1.137(b) must be accompanied 
by “[tJhe required reply, unless previously filed.” Section 
1.137(b)(1) is amended to further provide that “[{i]n a nonprovi- 
sional application abandoned for failure to prosecute, the 
required reply may be met by the filing of a continuing applica- 
tion” and that “[iJn an application or patent, abandoned or 
lapsed for failure to pay the issue fee or any portion thereof, 
the required reply must be the payment of the issue fee or any 
outstanding balance thereof.” 


Section 1.137(b)(3) is amended to provide that a grantable 
petition under § 1.137(b) must be accompanied by “[a] state- 
ment that the entire delay in providing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to this paragraph was unintentional” and that “[t}he 
Commissioner may require additional information where there 
is a question whether the delay was unintentional.” While the 
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Office will generally require only the statement that the entire 
delay in providing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to § 
1.137(b) was unintentional, the Office may require an applicant 
to carry the burden of proof to establish that the delay from 
the due date for the reply until the filing of a grantable petition 
was unintentional within the meaning of 35 U.S.C. 41(a)(7) 
and § 1.137(b) where there is a question whether the entire 
delay was unintentional. See In re Application of G, 11 USPQ2d 
1378, 1380 (Comm’r Pat. 1989). 


Section 1.137(b)(4) is amended to delete the one-year filing 
period requirement. Section 1.137(b)(4) is amended to provide 
that a grantable petition under § 1.137 must be accompanied 
by “[a]ny terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to [§ 1.137(c)].” 


Requirement that the entire delay until the filing of a grantable 
petition was unavoidable (§ 1.137(a)) or unintentional (§ 
1.137(b)): 


There are three periods to be considered during the evaluation 
of a petition under § 1.137: (1) the delay in reply that originally 
resulted in the abandonment; (2) the delay in filing an initial 
petition pursuant to § 1.137 to revive the application; and (3) 
the delay in filing a grantable petition pursuant to § 1.137 to 
revive the application. 


Where the applicant deliberately permits an application to 
become abandoned (e.g., due to aconclusion that the claims 
are unpatentable, that a rejection in an Office action cannot be 
overcome, or that the invention lacks sufficient commercial 
value to justify continued prosecution), the abandonment of 
such application is considered to be a deliberately chosen course 
of action, and the resulting delay cannot be considered as 
“unintentional” within the meaning of § 1.137(b). See Applica- 
tion of G, 11 USPQ2d at 1380. Likewise, where the applicant 
deliberately chooses not to seek or persist in seeking the revival 
of an abandoned application, or where the applicant deliber- 
ately chooses to delay seeking the revival of an abandoned 
application, the resulting delay in seeking revival of the aban- 
doned application cannot be considered as “unintentional” 
within the meaning of § 1.137(b). An intentional delay resulting 
from a deliberate course of action chosen by the applicant 
is not affected by: (1) the correctness of the applicant’s (or 
applicant’s representative’s) decision to abandon the applica- 
tion or not to seek or persist in seeking revival of the application; 
(2) the correctness or propriety of a rejection, or other objection, 
requirement, or decision by the Office; or (3) the discovery of 
new information or evidence, or other change in circumstances 
subsequent to the abandonment or decision not to seek or 
persist in seeking revival. Obviously, delaying the revival of 
an abandoned application, by a deliberately chosen course of 
action, until the industry or a competitor shows an interest in 
the invention (a submarine application) is the antithesis of an 
“unavoidable” or “unintentional” delay. An intentional aban- 
donment of an application, or an intentional delay in seeking 
either the withdrawal of a holding of abandonment in or the 
revival of an abandoned application, precludes a finding of 
unavoidable or unintentional delay pursuant to § 1.137. See In 
re Maldague, 10 USPQ2d 1477, 1478 (Comm’r Pat. 1988). 


The Office does not generally question whether there has been 
an intentional or otherwise impermissible delay in filing an 
initial petition pursuant to § 1.137(a) or (b), when such petition 
is filed: (1) within three months of the date the applicant is 
first notified that the application is abandoned; and (2) within 
one year of the date of abandonment of the application. Thus, 
an applicant seeking revival of an abandoned application is 
advised to file a petition pursuant to § 1.137 within three months 
of the first notification that the application is abandoned to 
avoid the question of intentional delay being raised by the 
Office (or by third parties seeking to challenge any patent 
issuing from the application). 


Where a petition pursuant to § 1.137(a) or (b) is not filed within 
three months of the date the applicant is first notified that the 
application is abandoned, the Office may consider there to be 
a question as to whether the delay was unavoidable or even 
unintentional. In such instances, the Office may require: (1) a 
showing as to how the delay between the date the applicant 
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was first notified that the application was abandoned and the 
date a § 1.137(a) petition was filed was “unavoidable”; or (2) 
further information as to the cause of the delay between the 
date the applicant was first notified that the application was 
abandoned and the date a § 1.137(b) petition was filed, and 
how such delay was “unintentional.” To avoid delay in the 
consideration of a petition under § 1.137(a) or (b) in instances 
in which such petition was not filed within three months of 
the date the applicant was first notified that the application was 
abandoned, applicants should include a showing as to how the 
delay between the date the applicant is first notified by the 
Office that the application is abandoned and filing of a petition 
under § 1.137 was: (1) “unavoidable” in a petition under § 
1.137(a); or (2) “unintentional” in a petition under § 1.137(b). 


Where a petition pursuant to § 1.137(a) or (b) is not filed within 
one year of the date of abandonment of the application (note 
that abandonment takes place by operation of law, rather than 
the mailing of a Notice of Abandonment), the Office may 
require: (1) further information as to when the applicant (or 
the applicant’s representative) first became aware of the aban- 
donment of the application; and (2) a showing as to how the 
delay in discovering the abandoned status of the application 
occurred despite the exercise of due care or diligence on the 
part of the applicant (or the applicant’s representative) (see Ex 
parte Pratt, \887 Dec. Comm’r Pat. 31 (1887)). To avoid delay 
in the consideration of a petition under § 1.137(a)or (b) in 
instances in which such petition was not filed within one year 
of the date of abandonment of the application, applicants should 
include: (1) the date that the applicant first became aware of 
the abandonment of the application; and (2) a showing as 
to how the delay in discovering the abandoned status of the 
application occurred despite the exercise of due care or dili- 
gence on the part of the applicant. 


In either instance, applicant’s failure to carry the burden of 
proof to establish that the “entire” delay was “unavoidable” or 
“unintentional” may lead to the denial of a petition under § 
1.137(a) or § 1.137(b), regardless of the circumstances that 
originally resulted in the abandonment of the application. 


Section 1.137(d) specifies a time period within which a renewed 
petition pursuant to § 1.137 must be filed to be considered 
timely. So long as a renewed petition is timely filed under § 
1.137(d) (including any properly obtained extensions of time), 
the Office will consider the delay in filing a renewed petition 
under § 1.137(a) “unavoidable” under § 1.137(a)(3), and will 
consider the delay in filing a renewed petition under § 1.137(b) 
“unintentional” under § 1.137(b)(3). Where an applicant files 
a renewed petition, request for reconsideration, or other petition 
seeking review of a prior decision on a petition pursuant to § 
1.137 outside the time period specified in § 1.137(d), the Office 
may require, inter alia, a specific showing as to how the entire 
delay was “unavoidable” (§ 1.137(a)) or “unintentional” (§ 
1.137(b)). As discussed supra, a delay resulting from the appli- 
cant deliberately choosing not to persist in seeking the revival 
of an abandoned application cannot be considered “unavoid- 
able” or “unintentional” within the meaning of § 1.137, and 
the correctness or propriety of the decision on the prior petition 
pursuant to § 1.137, the correctness of the applicant’s (or the 
applicant’s representative’s) decision not to persist in seeking 
revival, the discovery of new information or evidence, or other 
change in circumstances subsequent to the abandonment or 
decision to not persist in seeking revival are immaterial to such 
intentional delay caused by the deliberate course of action 
chosen by the applicant. 


Retroactive application of § 1.137(b): 


There was no prohibition in former § 1.137(b) against requests 
for waiver of its one-year filing period requirement; however, 
waiver of the one-year filing period requirement of former § 
1.137(b) was subject to strictly limited conditions (§ 1.183). 
See Final Rule entitled “Changes in Procedures for Revival of 
Patent Applications and Reinstatement of Patents,” published 
in the Federal Register at 58 FR 44277 (August 20, 1993), 
and in the Official Gazette at 1154 Off. Gaz. Pat. Office 35 
(September 14, 1993). Thus, under the terms of former § 1.137, 
an applicant in an application abandoned for more than one 
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year could file either a petition under § 1.137(a) to revive the 
application on the basis of “unavoidable” delay, or a petition 
under §§ 1.183 and 1.137(b) to revive the application on the 
basis of “unintentional” delay. That is, where an application 
was abandoned for more than one year, and the delay was 
“unintentional” but not “unavoidable,” it was incumbent upon 
an applicant desiring revival of the application to promptly file 
a petition under §§ 1.183 and 1.137(b) to revive the application. 


While § 1.137(b), as amended, is, by its terms, applicable to 
applications abandoned prior to its effective date, § 1.137(b) 
requires, by its terms, “[a] statement that the entire delay in 
providing the required reply from the due date for the reply 
until the filing of a grantable petition pursuant to this 

was unintentional.” Thus, where an applicant (or the applicant’s 
representative) previously chose not to seek revival of an appli- 
cation (e.g., due to the opinion that the former provisions of 
§ 1.137(a) or (b) did not permit revival thereunder), the resulting 
delay in seeking revival of the application cannot be considered 
“unintentional” within the meaning of § 1.137(b). Likewise, 
where an applicant (or the applicant’s representative) previously 
requested revival of an application, received an adverse decision 
(e.g., a dismissal or denial), and chose not to persist in seeking 
revival of the application (e.g., by request for reconsideration or 
review), the resulting delay in seeking revival of the application 
likewise cannot be considered “unintentional” within the 
meaning of § 1.137(b). The elimination of the one-year filing 
period requirement in § 1.137(b) does not create a newright to 
overcome any prior intentional delay caused by a deliberate 
course of action (or inaction) chosen by the applicant. Thus, 
any applicant filing a petition under § 1.137 after the effective 
date of this Final Rule, but outside the period set in § 1.137(d) 
for seeking reconsideration of a prior adverse decision on a 
request to revive an application will be considered to have 
acquiesced in the abandonment of the application or lapse of 
the patent. 


Section 1.137(c) is amended to change the introductory phrase 
“{i)n all applications filed before June 8, 1995, and in all design 
applications filed on or after June 8, 1995” to “[iJn a design 
application, a utility application filed before June 8, 1995, or 
a plant application filed before June 8, 1995” for clarity. Section 
1.137(c) is further amended to change the phrase “any petition 
to revive pursuant to paragraph (a) of this section” to “any 
petition to revive pursuant to this section,” and the phrase “not 
filed within six months of the date of abandonment of the 
applications” is deleted. Section 1.137(c) is further amended 
to change the phrase “must also apply to any patent granted 
on any continuing application entitled under 35 U.S.C. 120 to 
the benefit of the filing date of the application for which revival 
is sought” to “must also apply to any patent granted on any 
continuing application that contains a specific reference under 
35 U.S.C. 120, 121, or 365(c) to the application for which 
revival is sought,” since it is the claim for, and not the entitle- 
ment to, the benefit of the filing date of the application for 
which revival is sought that triggers the requirement for the 
filing of a terminal disclaimer in the continuing application. 


Section 1.137(d) is amended to change “application” to “aban- 
doned application or lapsed patent” to incorporate into § 1.137 
the revival of lapsed patents. In view of the elimination of a 
time period from § 1.137(b), the provisions of former § 1.137(e) 
are incorporated into § 1.137(d) as “[uJnless a decision indicates 
otherwise, this time period may be extended under the provis- 
ions of § 1.136.” 


Section 1.137(e) is amended to expressly provide that a provi- 
sional application, abandoned for failure to timely reply to an 
Office requirement, may be revived pursuant to § 1.137(a) or 
(b) so as to be pending for a period of no longer than twelve 
months from its filing date. In accordance with 35 U.S.C. 
111(b)(5), § 1.137(e) clearly indicates that “{uJnder no circum- 


stances will a provisional application be regarded as pending 
after twelve months from its filing date.” Prior § 1.139(a) and 
(b) each provided that a provisional application may be revived 
so as to be pending for a period of no longer than twelve 
months from its filing date, and that under no circumstances 
will a provisional application be regarded as pending after 
twelve months from its filing date. 
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Comment 63: The majority of comments opposed amending § 
1.137(a) and (b) to include time limits based upon the mail 
date of a notification of abandonment, as well as the retroactive 
application of such a change to the rules of practice. While 
these comments recognized that any filing period requirement 
§ 1.137 is better based upon the date of notification, rather 
than the date of abandonment, they argued that there will inevi- 
tably be instances in which a blameless applicant will not be 
able to meet the filing period requirement due to extenuating 
circumstances. The majority of comments supported ameriding 
§ 1.137(a) and (b) to remove the filing period requirement, as 
well as the retroactive application of such a change to the rules 
of practice. 


Response: The Office will adopt a § 1.137 that does not include 
filing period requirements, and will not limit the retroactive 
application of § 1.137(b) as adopted, other than by the terms 
of the rule (as discussed supra). 


Comment 64: One comment generally supported the change 
to § 1.137(b) to remove the filing period requirement, but 
expressed concems as to the routine revival of abandoned appli- 
cations. The comment specifically suggested that the Office 
continue to require a high showing to justify the revival of an 
abandoned application, especially where the petition was filed 
substantially after abandonment or applicant’s receipt of the 
notice of abandonment. 


Response: The Office does not consider the revival of an aban- 
doned application to be a “routine” matter. The Office will 
require, inter alia, a““showing to the satisfaction of the Commis- 
sioner that the entire delay in filing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to [§ 1.137(a)] was unavoidable” as a prerequisite to 
the grant of any petition based upon unavoidable delay (§ 
1.137(a)). The Office will require, inter alia, a “statement that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to 
{§ 1.137(b)] was unintentional” by a registered practitioner 
or other party in interest having firsthandknowledge of the 
circumstances surrounding the delay as a prerequisite to the 
grant of any petition based upon unintentional delay (§ 
1.137(b)). The Office expects that such statement made by a 
registered practitioner not having first hand knowledge of the 
circumstances surrounding the delay be based upon a reasonable 
investigation of the circumstances surrounding the abandon- 
ment of the application (§ 10.18), and that such statement by 
any person be consistent with the duty of candor and good 
faith and the duty to disclose material information to the Office 
(§ 1.56). 


Regardless of the length of the delay, § 1.137(a) requires that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to 
§ 1.137(a) was unavoidable. Likewise, regardless of the length 
of the delay, § 1.137(b) requires that the entire delay in filing 
the required reply from the due date for the reply until the 
filing of a grantable petition pursuant to § 1.137(b) was uninten- 
tional. As “unintentional” delay does not require that the delay 
have occurred despite the exercise of due care and diligence 
(as does “unavoidable” delay), the Office does not routinely 
require a “showing” of unintentional delay for a petition under 
§ 1.137(b). However, where there may be a question whether 
the delay was unintentional, the Office may require a showing 
of unintentional delay for a petition under § 1.137(b). Such 
question may arise from papers submitted to the Office prior 
to the petition under § 1.137(b) (e.g., a letter of express abandon- 
ment, or other communication evidencing a desire to discon- 
tinue prosecution) or from facts set forth in the petition itself. 
Such question may also arise simply from the length of the 
delay between the date the applicant was notified of the aban- 
doned status of the application and the date action was taken 
to revive the abandoned application, or the length of the period 
of abandonment. Specifically, where there is a delay of three 
months between the date the applicant was notified of the 
abandoned status of the application (i.e., the mail date of the 
notice of abandonment) and the date a petition under § 1.137(b) 
was filed, or where the application was abandoned for more 
than one year prior to the date a petition under § 1.137(b) was 
filed, the Office may require further information and a showing 
that the delay was unintentional. 
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Finally, it should be stressed that the mere fact that a petition 
under § 1.137(b) was filed within three months of the date the 
applicant was notified of the abandoned status of the application 
(i.e., the mail date of the notice of abandonment) or within one 
year of the date of abandonment does not imply that the delay 
was “unintentional.” That is, an applicant who deliberately 
delays the filing of a petition under § 1.137 until three months 
from the mail dateof the notice of abandonment (or based upon 
the one-year anniversary of the date of abandonment) cannot 
appropriately make the statement that “the delay was uninten- 
tional.” This time frame is provided simply as an indication 
as to when an applicant should expect the Office to inquire 
further into the circumstances of the abandonment of an applica- 
tion for which a petition under § 1.137(b) is filed, and in which 
case the applicant may expedite consideration of such petition 
by providing information as to when applicant was notified of 
the abandoned status of the application, and the cause of the 
delay between the date of notification and the date a petition 
under § 1.137 was filed. 


Comment 65: One comment suggested that the Office include 
in § 1.137 all of the basic interpretations and guidelines by 
which the Office applies § 1.137. The comment specifically 
suggested that § 1.137 include the time periods (e.g., three 
months) by which the Office measures the applicant’s diligence 
in taking action to revive the application and the differences 
between post-abandonment delay in taking action to revive the 
application and any pre-abandonment delay which may have 
resulted in the abandonment. 


Response: The Office will adopt a § 1.137 that does not include 
filing period requirements, but requires that the “entire” delay 
was “unavoidable” (§ 1.137(a)) or “unintentional” (§ 1.137(b)). 
The requirements for a petition to revive an abandoned applica- 
tion or lapsed patent are set forth in § 1.137; additionally, the 
Office will set forth its basic interpretations and guidelines for 
application of § 1.137 (instructional information) in the MPEP. 


Section 1.181 provides the basis for generic requests for relief 
by petition, and sets forth a two-month time period therein for 
the timely filing of a petition (§ 1.181(f)). While the three- 
month time frame employed by the Office during the consider- 
ation petitions under § 1.137 exceeds the two-month period in 
§ 1.181(f) for the timely filing of a petition, this three-month 
period is the most frequently set period for reply by an applicant 
(see MPEP 710.02(b)). While the Office considers the two- 
month period in § 1.181(f) to be the appropriate period by 
which the timeliness of a petition should be determined, it is 
certainly reasonable to expect that any applicant desiring to 
restore an abandoned application to pending status will file a 
petition under § 1.137 to revive such abandoned application 
no later than three months after notification of abandonment 
of the application. See In re Kokaji, 1 USPQ2d 2005, 2006 
(Comm’r Pat. 1986). 


The “three-month” time frame set forth in this Final Rule is a 
guideline as to when an applicant can expect further inquiry 
by the Office (and, as such, should attempt to provide tht 
relevant information in the initial petition to avoid delay), in 
that: (1) it is possible that an applicant is incapable of filing a 
petition under § 1.137 within three months of the date of 
notification of abandonment (e.g., pro se applicant incapaci- 
tated from date of notification of abandonment until action 
taken to revive the application) rendering the entire delay in 
filing the required reply from the due date for the reply until 
the filing of a grantable petition unavoidable; and (2) it is also 
possible that an applicant, by a deliberately chosen course of 
action, delays the filing of a petition under § 1.137 until exactly 
three months after the date of notification of abandonment to 
use this period as an extension of time, in which case a statement 
that “the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant 
to this paragraph was unintentional” is not appropriate. To 
avoid substitution of the three-month time frame for review by 
the Office forthe requirement for unavoidable or unintentional 
delay, the Office will not amend § 1.137 to include this time 
frame. 


Comment 66: One comment indicated that the phrase “the delay 
was unintentional” is unclear. The comment recited a specific 
example in which an applicant, under final rejection,submits 
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an amendment or other correspondence which is believed by 
the applicant to place the application in condition for allowance 
(and thus constitute a reply within the meaning of § 1.113), 
and, as such, the applicant, in a deliberate course of action/ 
inaction, takes no further steps to ensure the filing a reply 
within the meaning of § 1.113 (e.g., a notice of appeal) to the 
final rejection. The comment suggested that § 1.137 is unclear 
as to whether the delay in this situation, which may be deliberate 
or intentional in the literal sense, would constitute an “uninten- 
tional” delay within the meaning of § 1.137(b). 


Response: The Office has amended § 1.137 to require that “the 
entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition” was “unavoid- 
able” (§ 1.137(a)) or “unintentional” (§ 1.137(b)). Thus, inten- 
tional delays occurring prior to the due date for reply to avoid 
abandonment do not preclude relief pursuant to § 1.137. Should 
the delay in the example given extend past the extendable due 
date for reply (under § 1.113) to the final rejection, an appro- 
priate statement of unintentional delay could be made as the 
applicant did not intend to have the deadline for reply under 
§ 1.113 to the final rejection expire. 


In addition, there is a distinction between: (1) a delay resulting 
from an error in judgment as to whether to permit an application 
to become abandoned (whether to prosecute the application) 
or whether to seek or persist in seeking the revival of the 
abandoned application; and (2) a delay resulting from an error 
in judgment as to the steps necessary to continue the prosecution 
delay in seeking revival of the application. Where the abandon- 
ment and ensuing delay results from an error in judgment 
as to whether to permit an application to become abandoned 
(whether to prosecute the application) or whether to seek or 
persist in seeking the revival of the abandoned application, the 
abandonment of such application is considered a deliberately 
chosen course of action, and the resulting delay cannot be 
considered “unintentional” within the meaning of § 1.137(b). 
Where, however, an error in judgment asto the steps necessary 
to continue prosecution results in abandonment of the applica- 
tion, the abandonment of such application is not necessarily 
considered a deliberately chosen course of action, and the 
resulting delay may be considered “unintentional” within the 
meaning of § 1.137(b). 


However, §§ 1.116 and 1.135(b) are manifest that proceedings 
concerning an amendment after final rejection will not operate 
to avoid abandonment of the application in the absence ofa 
timely and proper appeal. Unless the applicant is informed in 
writing that the application is allowed prior to the expiration 
of the period for reply to the final Office action, it is the 
applicant’s responsibility to timely file a notice of appeal (and 
fee) to avoid the abandonment of the application. The abandon- 
ment of an application subject to a final Office action is not 
“unavoidable” within the meaning of 35 U.S.C. 133 and § 
1.137(a) in the situation in which the applicant simply permits 
the maximum extendable statutory period for reply to a final 
Office action to expire while awaiting a notice of allowance 
or other action. 


Comment 67: One comment opposed the changes to § 1.137 
on the bases that: (1) it permits submarine patents, in that an 
applicant may permit an application to become and 
wait to see whether the invention was developed by other 
entities; and (2) the revival of along-abandoned application 
will have an adverse impact on the examiner, in that the exam- 
iner who originally examined that application may no longer 
be at the Office, or will have to reacquaint himself or herself 
with the application. 


Response: The change to § 1.137(b) does not permit an appli- 
cant to obtain revival where either: (1) the applicant deliberately 
permitted the application to become abandoned; or (2) the 
applicant deliberately delayed seeking revival to see whether 
the invention was developed by other entities. It is well estab- 
lished that where applicant deliberately permits an application 
to become abandoned, the abandonment of such application 
is considered a deliberately chosen course of action, and the 
resulting delay cannot be considered “unintentional” within the 
meaning of § 1.137(b). See Application of G, 11 USPQ2d at 
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1380. Likewise, where the applicant deliberately chooses not 
to either seek or persist in seeking the revival of an abandoned 
application, the resulting delay in seeking revival of the applica- 
tion cannot be considered “unintentional” within the meaning 
of § 1.137(b). The intentional abandonment of an application, 
or an intentional delay in seeking either the withdrawal of a 
holding of abandonment in or the revival of an abandoned 
application, precludes a finding of unavoidable or unintentional 
delay pursuant to § 1.137. See Maldague, 10 USPQ2d at 1478. 


While it is possible for an applicant to make a misleading 
statement that the delay was unintentional to obtain revival of 
an abandoned application, the Office simply must rely upon 
the candor and good faith of those prosecuting patent applica- 
tions (e.g., it is equally possible for a party to fabricate evidence 
and obtain the revival of a long-abandoned application on the 
basis of unavoidable delay). Any applicant obtaining revival 
based upon a misleading statement that the delay was uninten- 
tional may find the achievement short-lived as a result of the 
question of intentional delay being raised by third parties chal- 
lenging any patent issuing from the application. 


The revival of any long-abandoned application will have an 
adverse impact on the examiner, however, long-abandoned 
applications have been previously revived pursuant to § 
1.137(a) on the basis of unavoidable delay. See In re Lonardo, 
17 USPQ2d 1455 (Comm’r Pat. 1990) (application revived after 
being abandoned for more than sixteen years). Thus, this change 
to § 1.137(b) will not create a burden on examiners that did 
not exist before, and could in fact reduce the burden as a result 
of the requirement that in applications abandoned for excessive 
periods of time would have to show that the entire delay was 
“unavoidable” or “unintentional.” 


Comment 68: One comment suggested that the two-year limita- 
tion in 35 U.S.C. 41(c) is a “good compromise” in regard 
to a filing period for filing petitions to revive based upon 
unintentional delay. 


Response: The suggestion is not adopted. Changing the one- 
year filing period requirement in § 1.137(b) to a two-year filing 
period requirement would not substantially change the problem 
caused by a filing period requirement, namely, that it causes 
inequitable results in certain instances. In addition, the inclusion 
of any filing period requirement in § 1.137(a) or (b) will likely 
induce applicants, or their representatives, to delay the filing 
of a petition under § 1.137 until the end of such filing period. 
See Application of S, 8 USPQ2d at 1632. The Office has no 
discretion in regard to the twenty-four month filing period 
requirement in 35 U.S.C. 41(c), but the presence of a twenty- 
four month filing period requirement in 35 U.S.C. 41(c) does 
not imply that the Office must place a twenty-four month 
filing period requirement into the rules implementing 35 U.S.C. 
41(a)(7), which contains no filing period requirement. 


Comment 69: One comment opposed the changes to § 1.137 
on the basis that the right to revive an abandoned application 
should be limited due to the public’s right to practice a tech- 
nology “that an applicant has abandoned.” 


Response: 35 U.S.C. 41(a)(7) authorizes the Office to revive 
an abandoned application wherethe abandonment was uninten- 
tional (or unavoidable, the epitome of unintentional), but not 
where the abandonment was intentional. Section 1.137 does 
not authorize the revival of an abandoned application where 
the applicant, by deliberate course of action, has abandoned 
an application or delayed seeking its revival. Additionally, in 
many instances the disclosure in a patent maturing from a 
revived application would not have been disclosed and the 
technology therein would not be public knowledge, but for the 
revival of the application. 


Comment 70: One comment suggested the need for an inter- 
vening rights provision to protect innocent infringers. 


Response: The issue of intervening rights relates to the enforce- 
ment of patent rights, which does not directly concern the 
conduct of proceedings in the Office. Thus, it is unclear whether 
the Office is authorized under 35 U.S.C. 6 to promulgate regula- 
tions including an intervening rights provision. 
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Comment 71: Several comments suggested that § 1.137(b) 
be amended to include the “promptly filed” requirement of § 
1.137(a). 


Response: The suggestion is effectively adopted, although via 
a different mechanism as explained below. While there is con- 
siderable merit to the suggestion for the inclusion of a“ promptly 
filed” requirement in both § 1.137(a) and (b), the Office has 
eliminated the “promptly filed” requirement from § 1.137(a) 
to avoid confusion between “promptly filed” and “unavoidable 
delay.” The phrase “promptly filed” has been associated with 
§ 1.137(a)and its requirement for “unavoidable” delay, and, as 
such, the inclusion of a “promptly filed” requirement in § 
1.137(b) might cause confusion in regard to the distinction 
between the circumstances that constitute unavoidable delay 
and the circumstances that constitute unintentional delay. 


Section 1.137(a)(3) and (b)(3) as adopted requires that “the 
entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition” has been 
“unavoidable” (§ 1.137(a)) or “unintentional” (§ 1.137(b)) to 
clarify the requirements for a petition under § 1.137(a) and (b). 
As discussed supra, an applicant who fails to file a petition 
under § 1.137(a) or (b) “promptly” upon becoming notified, 
or otherwise becoming aware, of the abandonment of the appli- 
cation will not be able to show that “the entire delay in filing 
the required reply from the due date for the reply until the 
filing of a grantable petition pursuant to [§ 1.137(a)] was 
unavoidable,” and will probably not even be able to make an 
appropriate statement that “the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to [§ 1.137(b)] was unintentional.” 
Obviously, any petition under § 1.137(a) or (b) should be 
“promptly filed” upon discovery of abandonment to avoid a 
question as to whether the filing of such a petition was intention- 
ally delayed. 


Comment 72: One comment questioned how a patent could 
lapse for failure to pay the issue fee, as a patent does not issue 
unless the issue fee is paid. 


Response: 35 U.S.C. 151 provides that where an applicant 
timely submits the sum specified in the Notice of Allowance 
as the issue fee, but a balance of the issue fee remains out- 
standing (due to a fee increase), the patent will lapse unless 
the balance of the issue fee is timely paid. See Mills, 12 USPQ2d 
at 1848; see also Ex parte Crissy, 201 USPQ 689 (Bd. Pat. 
App.1976). 


Comment 73: One comment suggested that § 1.137(a)(1) and 
(b)(1) not require a continuing application if the application 
became abandoned for failure to reply to a non-final Office 
action. 


Response: Section 1.137(a)(1) and (b)(1) each provide that a 
petition thereunder include: 


The required reply, unless previously filed. In a nonprovisional 
application abandoned for failure to prosecute, the required 
reply may be met by the filing of a continuing application. In 
an application or patent, abandoned or lapsed for failure to pay 
the issue fee or any portion thereof, the required reply must 
be the payment of the issue fee or any outstanding balance 
thereof. 


As discussed supra, there may be circumstances under which 
the Office may require a continuing application to meet this 
reply requirement. Nevertheless, in a nonprovisional applica- 
tion abandoned for failure to prosecute, a continuing application 
is generally apermissive (i.e., “may be met”) reply, in that an 
applicant in a nonprovisional application abandoned for failure 
to prosecute may file a reply under § 1.111 to anon-final Office 
action or a reply under § 1.113 (e.g., notice of appeal) to a 
final Office action, or may simply file a continuing application 
as the required reply. In an application or patent, abandoned 
or lapsed for failure to pay any portion of the required issue 
fee, the issue fee or any outstanding balance thereof is the 
mandatory (i.e., “must be”) reply. As the “continuing applica- 
tion” option is limited to an abandoned nonprovisional applica- 
tion, the reply in an abandoned provisional application must 
be any outstanding reply to an Office requirement. 
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Comment 74: One comment suggested that § 1.137(c) be 
amended to take into account the provision in 35 U.S.C. 154(c) 
that an application (other than a design application) is entitled 
to a patent term of not less than twenty years from its filing 
date, or if the application contains a specific reference to an 
earlier filed application(s) under 35 U.S.C. 120, 121, or 365(c), 
the date twenty years from the filing date of the earliest such 
application(s). 


Response: The suggestion is not adopted. The Office considers 
this situation to be applicableto a relatively small class of 
applications, and, as such, does not deem it prudent to introduce 
into § 1.137(c) the complexity necessary to account for this 
situation. Applicants in this situation (e.g., instances in which 
an application filed prior to June 8, 1995, is to be revived 
solely for purposes of copendency with an application filed on 
or after June 8, 1995) may file a petition pursuant to § 1.183 
requesting that the Office waive the provisions of § 1.137(c) 
to the extent that § 1.137(c) requires a disclaimer of the period 
in excess of the date twenty years from the filing date of the 
application, or if the application contains a specific reference 
to an earlier filed application(s) under 35 U.S.C. 120, 121, or 
365(c), the date twenty years from the filing date of the earliest 
such application(s). The Office will refund the § 1.17(h) petition 
fee if the § 1.183 petition is granted. 


Comment 75: One comment suggested that the last paragraph 
of § 1.137 read: 


Under no circumstance may a petition to revive a provisional 
application be filed more than twelve months after the filing 
date of the provisional application. No application filed more 
than twelve months after the filing date of a provisional applica- 
tion is entitled to a claim of priority from the provisional 
{application}, notwithstanding the copendency of any petition 
to revive the provisional application. 


Response: The suggestion is not adopted. 35 U.S.C. 
111(b)(3)(C) authorizes the revival of an abandoned application 
on the basis of Gnavoidable or unintentional delay. 35 
U.S.C.111(b)(5) provides that a “provisional application shall 
be regarded as abandoned 12 months after the filing date of 
such application and shall not be subject to revival thereafter.” 
35 U.S.C. 111(b) does not contain any limitation on the filing 
date of a petition to revive an abandoned provisional application 
(or the date by which such a petition must be granted), but 
only a limitation as to the period of pendency of the provisional 
application. Thus, § 1.137(e) as adopted provides that ”[a] 
provisional application . . . may be revived . . . so as to be 
pending for a period of no longer than twelve months from its 
filing date. Under no circumstances will a provisional applica- 
tion be regarded as pending after twelve months from its filing 


Section 1.139: Section 1.139 is removed and reserved and its 
subject matter added to§ 1.137. 


No comments were received regarding the proposed change to 
§ 1.139. 


Section 1.142: Section 1.142 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
Lill. 


No comments were received regarding the proposed change to 
§ 1.142. 


Section 1.144: Section 1.144 is amended for clarification pur- 
poses. 

No comments were received regarding the proposed change to 
§ 1.144. 


Section 1.146: Section 1.146 is amended for clarification pur- 
poses. 


No comments were received regarding the proposed change to 
§ 1.146. 


Section 1.152: Section 1.152 is amended to place its former 
provisions into paragraphs (a),(a)(1), and (a)(2) for clarification. 
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Section 1.152 is also amended to remove the prohibition against 
color drawings and color photographs in design applications. 
Section 1.152 is amended to permit the use of color photographs 
and color drawings in design applications subject to the petition 
requirements of § 1.84(a)(2) inasmuch as color may be an 
integral element of the ornamental design. While pen and ink 
drawings may be lined for color, aclear showing of the configu- 
ration of the design may be obscured by this drafting method. 
New technologies, such as holographic designs, fireworks and 
laser light displays may not be accurately disclosed without 
the use of color. 


The term “article” of § 1.152(a) is replaced by the term “design” 
as 35 U.S.C. 171 requires that the claim be directed to the 
“design for an article” not the article, per se. Therefore; to 
comply with the requirements of 35 U.S.C. 112, 1, it is only 
necessary that the design as embodied in the article be fully 
disclosed and not the article itself. The term “must” has been 
replaced by the term “should” to allow for latitude in the 
illustration of articles whose configuration may be understood 
without surface shading. Clarification language has been added 
to note that the use of solid black surfaces is permitted for 
representation of the color black as well as color contrast and 
that photographs and ink drawings must not be combined as 
formal drawings in one application. 


A new § 1.152(b) is added to clarify Office practice concerning 
details disclosed in the ink drawings, color drawings, or photo- 
graphs deposited with the original application papers. Specifi- 
cally, § 1.152(b) provides that any details disclosed in the ink 
or color drawings, or photographs deposited with the original 
application papers constitutes an integral part of the disclosed 
and claimed design, except as otherwise provided in § 1.152(b). 
Section 1.152(b) further specifies that this detail may include 
color or contrast, graphic or written indicia, including identi- 
fying indicia of a proprietary nature (e.g., a company logo), 
surface ornamentation on an article, or any combination thereof. 
The “but not limited to” phrase in§ 1.152(b) clarifies that this 
list is exemplary, not exhaustive. 


Section 1.152(b)(1) provides that when any detail shown in 
informal drawings or photographs does not constitute an inte- 
gral part of the disclosed and claimed design, a specific dis- 
claimer must appear in the original application papers either 
in the specification or directly on the drawings or photographs. 
This specific disclaimer in the original application papers will 
provide antecedent basis for the omission of the disclaimed 
detail(s) in later-filed drawings orphotographs. That is, in the 
absence of such a disclaimer, later-filed formal or informal 
drawings not including any detail disclosed in the original 
drawings will be considered tocontain new matter, and will be 
treated accordingly. See 35 U.S.C. 112, 1; § 1.121(a)(6). 


Comment 76: One comment stated that applicant may misun- 
derstand the implications of submitting a design drawing in 
color and suggested that § 1.152 should explain and give notice 
of the consequences of submitting an initial color drawing in 
design applications. 


Response: The comment has been adopted. 


Section 1.152(b)(2) provides that when informal color drawings 
or photographs are deposited with the original application 
papers without a disclaimer pursuant to § 1.152(b)(1), formal 
color drawings or photographs, or a black and white drawing 
lined to represent color, will be required. 


Section 1.154: The heading of § 1.154 is amended to read 
“[a}rrangement of application elements” for consistency with 
§§ 1.77 and 1.163. Section 1.154 paragraph (a) is amended to 
clarify i..at a voluntary submission (see comments under § 
1.152 relating to substitution of “design” for “article”) may 
and should be made of “a brief description of the nature and 
intended use of the article in which the design is embodied.” 
It is current practice for design examiners, in appropriate cases, 
to inquire as to the nature and intended use of the article in 
which a claimed design is embodied. The submission of such 
description will allow for a more accurate initial classification, 
and aid in providing a proper and complete search at the time 
of the first action on the merits. In those instances where this 
feature description is necessary to establish a clear under- 
standing of the article in which the design is embodied, provi- 
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sion of the feature description would help in reducing pendency 
by eliminating the necessity for time-consuming correspon- 
dence. Specifically, requests for information prior to first action 
would be avoided. Absent an amendment requesting deletion 
of the description it would be printed on any patent that would 
issue. 


No comments were received regarding the proposed change to 
§ 1.154. 


Section 1.155: Section 1.155 is amended to include only the 
language of former § 1.155(a). The subject matter of former 
paragraphs (b) through (f) of § 1.155 were added to § 1.137. 


No comments were received regarding the proposed change to 
§ 1.155. 


Section 1.163: The heading of § 1.163 is amended to read 
“[{s)pecification and arrangement of application elements” for 
consistency with §§ 1.77 and 1.154. Section 1.163(b) is 
amended to remove an unnecessary and outmoded reference 
to a “legible carbon copy of the original” specification for plant 
applications. 


No comments were received regarding the proposed change to 
§ 1.163. 


Section 1.165: The proposed amendment to § 1.165 to remove 
the reference to the artistic and competent execution of plant 
patent drawings is withdrawn. 


Comment 77: One comment argued that the language proposed 
to be deleted was actually relied upon by examiners to obtain 
new and better illustrations. 


Response: The comment was adopted to the extent that the 
proposed change is withdrawn to allow for further study of 
what language related to the type of plant drawings should 
appear in § 1.165. 


Section 1.167: Section 1.167 is amended to include only the 


language of former § |.167(a), in that paragraph (b) is removed 
as unnecessary in view of § 1.132. 


Comment 78: One comment questioned whether § 1.132 covers 
paragraph (b) of § 1.167, which paragraph has been deleted. 


Response: Paragraph (b) of § 1.167 provided for the submission 
of affidavits by qualified agricultural or horticultural experts 
regarding the novelty and distinctiveness of the variety of plant. 
Section 1.132 relates to affidavits traversing grounds of rejec- 
tion, and is recognized as the appropriate rule under which an 
affidavit may be submitted which does not fall within or under 
other specific rules. See MPEP 716. 


Section 1.171: Section 1.171 is amended to no longer require 
an order for a title report in reissue applications as the require- 
ment for a certification on behalf of all the assignees under 
concomitantly amended § 1.172(a) obviates the need for a 
title report and fee therefor. Section 1.171 is also amended by 
deletion of the requirement for an offer to surrender the patent, 
which offer is seen to be redundant in view of § 1.178. 


No adverse comments were received regarding the proposed 
change to § 1.171. 


Section 1.172: Section 1.172 is amended to require that all 
assignees establish their ownership interest in compliance with 
§ 3.73(b). The amendment as originally proposed repeated 
requirements found in § 3.73(b) rather than incorporating § 
3.73(b), as assignees of a part interest are frequently involved 
in reissue applications. 


Comment 79: One comment noted that the proposed amend- 
ment repeated requirements already found in § 3.73(b) and was 
unnecessary. 


Response: The comment was adopted, in that § 1.172 is 
amended to simply reference § 3.73(b). Section 3.73(b) is 
amended to replace a reference to an assignee of the entire 
right, title and interest with a reference to an assignee, so as 
to include assignees of a part interest. 


Section 1.175: Section 1.175 relating to the content of the 
reissue oath or declaration (MPEP1414), as well as §§ 1.48 
and | .324 relating to correction of inventorship in an application 
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and in a patent, respectively, are amended to remove the require- 
ment for a factual showing relating to a matter in which a lack 
of deceptive intent must be established. A statement as to 
a lack of deceptive intent is sufficient to meet the statutory 
requirement under 35 U.S.C. 251 of a lack of deceptive intent 
relating to the error(s) to be corrected by reissue, and a factual 
showing of how the error(s) to be corrected by reissue arose 
or occurred is not required. As the Office no longer investigates 
fraud and inequitable conduct issues and a reissue applicant’s 
statement of a lack of deceptive intent is normally accepted 
on its face (See MPEP 1448), the requirement in former § 
1.175(a)(5) that it be shown how the error(s) being relied upon 
arose or occurred without deceptive intent on the part of the 
applicant appears to be unduly burdensome upon applicants 
and the Office, and is deleted. This applies to the initially 
identified error(s), under paragraph (a), and any subsequently 
identified error(s) under paragraph (b). 


Comment 80: Although the elimination of the requirement for 
a factual showing relating to how the errors arose or occurred 
enjoyed overwhelming support, three comments cited the need 
for continued investigation by the Office. One comment, while 
agreeing that some relaxation of reissue oath or declaration 
requirements are in order, stated that the Office should not 
decline to investigate entirely or adopt a pro forma requirement 
that can merely be incanted. Two comments stated that it is 
hard to get the courts to review this issue and that the courts 
and the public are at a disadvantage absent an explanation of 
how the error occurred. 


Response: Current Office practice is to reject reissue applica- 
tions only where there is “smoking gun” evidence of deceptive 
intent, which will not be demonstrated by the type of inquiry 
limited to a showing of how the error arose or occurred without 
the ability to subpoena witnesses or evidence. Accordingly, the 
burden presented on all reissue applicants based on the mere 
collection of such information for every error is not seen to be 
warranted. 


Comment 81: One comment suggested that a final declaration 
is not needed, and that, as an alternative, counsel should be 
allowed to submit a statement based on information and belief 
counsel is not aware of deceptive intent. 


Response: 35 U.S.C. 251 requires that an error have been 
made without deceptive intention to be corrected via reissue. 
Accordingly, all errors being corrected by reissue must have 
been made without deceptive intention, in that an error made 
with deceptive intention cannot be bootstrapped onto an error 
made without deceptive intention and corrected via reissue. 
The parties with the best knowledge of the lack of deceptive 
intention are the patentees and owners of the patent, not counsel 
for the reissue application. 


An initial reissue oath or declaration filed pursuant to § 1.175(a) 
is limited to identification ofthe cause(s) of the reissue, and 
Stating generally that all errors being corrected in the reissue 
application at the time of filing of the oath or declaration 
arose without deceptive intent. Paragraph (a}(i) requires the 
identification of at least one error and only one error may be 
identified as the basis for reissue. The current practice under 
§ 1.175(a)(3) and (a)(5) of specifically identifying all errors 
being corrected at the time of filing the initial oath or declaration 
is not retained. Although only one error need be identified to 
provide a basis for reissue, where only one error among more 
than one is so identified, applicant should carefully monitor 
that the error is retained or submit a supplemental oath or 
declaration identifying another error or errors. 


Comment 82: One comment suggested that since a reissued 
patent and a reexamined patent may also be reissued, paragraph 
(a)(1) of § 1.175 may be clarified to substitute for “original 
patent” “reissued,” or “existing patent” as what is wholly or 
partly inoperative or invalid. 


Response: The effect of a reissue or reexamination proceedings 
is to cause a substitution for the original patent so that the 
reissued or reexamined patent becomes the original patent. 


Paragraph (b)(1) of § 1.175 requires a supplemental reissue 
oath or declaration for errors corrected that were not covered 
by an earlier presented reissue oath or declaration, such as the 
initial oath or declaration pursuant to paragraph (a) of this 
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section or one submitted subsequent thereto (a supplemental 
oath or declaration under this paragraph), stating generally that 
all errors being corrected, which are not covered by an earlier 
presented oath or declaration pursuant to § 1.175(a) and (b), 
arose without any deceptive intention on the part of the appli- 
cant. A supplemental oath or declaration that refers to all errors 
that are being corrected, including errors covered by a reissue 
oath or declaration submitted pursuant to paragraph (a) of this 
section, would be acceptable. The specific requirement for a 
supplemental reissue oath or declaration to cover errors sought 
to be corrected subsequent to the filing of an initial reissue 
oath or declaration is not a new practice, but merely recognition 
of a current requirement for a supplemental reissue oath or 
declaration when additional errors are to be corrected. However, 
the current practice of specifically identifying all supplemental 
errors being corrected in a supplemental reissue oath or declara- 
tion is not retained. 


A supplemental oath or declaration under paragraph (b)(1) must 
be submitted prior to allowance. The supplemental oath or 
declaration may be submitted with any amendment prior to 
allowance, paragraph (b)(1)(i), or in order to overcome a rejec- 
tion under 35 U.S.C. 251 made by the examiner where there 
are errors sought to be corrected that are not covered by a 
previously filed reissue oath or declaration, paragraph (b)(1 (ii). 
Any such rejection by theexaminer will include a statement that 
the rejection may be overcome by submission of a supplemental 
oath or declaration, which oath or declaration states that the 
errors in issue arose without any deceptive intent on the part 
of the applicant. An examiner ordinarily will be introducing a 
rejection under 35 U.S.C. 251 based on the lack of a supple- 
mental declaration for the first time in the prosecution once 
the claims are determined to be otherwise allowable. The intro- 
duction of a new ground of rejection under 35 U.S.C. 251 will 
not prevent an action from being made final, except first actions 
pursuant to § 1.113(c), because of the combination of the fol- 
lowing factors: (1) the finding of the case in condition for 
allowance is the first opportunity that the examiner has to make 
the rejection; (2) the rejection is being made in response to an 
amendment of the application (to deal with the errors in the 
patent); (3) all applicants are on notice that this rejection will 
be made upon finding of the case otherwise in condition for 
allowance where errors have been corrected subsequent to the 
last oath or declaration filed in the case, therefore, the rejection 
should have been expected by applicant; and (4) the rejection 
will not prevent applicant from exercising any rights as to curing 
the rejection, since applicant need only submit the supplemental 
oath or declaration with the above-described language, and it 
will be entered to cure the rejection provided it raises no addi- 
tional issue, such as an informality or substantive reissue ques- 
tion (e.g., a previously omitted claim for priority under 35 
U.S.C. 119). 


A supplemental oath or declaration under paragraph (b) of this 
section would only be required for errors sought to be corrected 
during prosecution of the reissue application. Where an Office 
action contains only a rejection under 35 U.S.C. 251 and indi- 
cates that a supplemental oath or declaration under this para- 
graph would overcome the rejection, applicants are encouraged 
to authorize the payment of the issue fee at the time the supple- 
mental reissue oath or declaration is submitted in view of the 
clear likelihood that the reissue application will be allowed on 
the next Office action. Such authorization will reduce the delays 
in the Office awaiting receipt of the issue fee. Where there are 
no errors to be corrected over those already covered by an oath 
or declaration submitted under paragraphs (a) and (b)(1) of this 
section (e.g., the application is allowed on first action), or 
where a supplemental oath or declaration has been submitted 
prior to allowance and no further errors have been corrected, 
a supplemental oath or declaration under this paragraph, or 
additional supplemental oath or declaration under paragraph 
(b)(1), would not be required. 


Paragraph (b)(2) provides that for any error sought to be cor- 
rected after allowance (e.g.,under § 1.312), a supplemental oath 
or declaration must accompany the requested correction stating 
that the error(s) to be corrected arose without any deceptive 
intent on the part of the applicant. 


The quotes around lack of deceptive intent, currently found in 
§ 1.175(a)(6), are removed as the exact language is not required. 
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The reference to § 1.56, currently found in § 1.175(a)(7), is 
removed as unnecessary in view of the reference to § 1.56 in 
§ 1.63 that is also referred to by § 1.175(a). The stated ability 
of applicant to file affidavits or declarations of others and 
the ability of the examiner to require additional information, 
currently found in § 1.175(b), is deleted as unnecessary in view 
of 35 U.S.C. 131 and 35 U.S.C 132. 


New paragraph (c) of § 1.175 has been rewritten to clarify its 
intent that a subsequently submitted oath or declaration under 
this section need not identify any errors other than what was 
identified in the original oath or declaration provided at least 
one of the originally identified errors to be corrected is retained 
to provide a basis for the reissue. 


In new paragraph (d) of § 1.175 a reference to § 1.53(f) is 
inserted to clarify that the initial oath or declaration under § 
1.175(a) including those requirements under § 1.63 need not 
be submitted (with the specification, drawing and claims) in 
order to obtain a filing date. 


Section 1.176: The adoption of a final change to § 1.176 is 
held in abeyance pending further consideration by the Office 
of the decision by the Federal Circuit in Jn re Graff, 111 
F.3d874, 42 USPQ2d 1471 (Fed. Cir. 1997). Graff involved 
two issues: (1) whether it is permissible to have a continuation 
of a reissue application when the reissue application has issued 
as a reissue patent; and (2) whether broadened claims can be 
presented more than two years after the original patent date in 
a reissue application which was filed within two years but did 
not include any broadened claims. While Graff is more directly 
related to § 1.177 than § 1.176, §§ 1.176 and 1.177 are suffi- 
ciently interrelated that the Office considers it appropriate to 
hold the final changes to both § 1.176 and § 1.177 in abeyance 
pending further consideration by the Office of the decision in 
Graff. 


Comment 83: A comment requested clarification regarding how 
restriction, between claims added in a reissue application and 
the original patent claims, by the examiner would be permitted 
in § 1.176 while § 1.177 would prohibit multiple reissue patents 
except among the distinct and separate parts of the thing pat- 
ented. 


Response: The comment will receive further consideration 
when a final change to § 1.176 is adopted. 


Section 1.177: Section 1.177 was proposed to be amended to 
discontinue the current practice that copending reissue applica- 
tions must be issued simultaneously unless ordered otherwise 
by the Commissioner pursuant to petition. As discussed supra, 
the adoption of a final change to § 1.177 is held in abeyance 
pending further consideration by the Office of the decision in 
Graff. 


Comment 84: One comment would limit the granting of mul- 
tiple reissue patents on different dates to where a petition for 
the grant of multiple reissue patents has been approved prior 
to the issuance of any reissue patent. Another comment thought 
that only one petition fee should be charged notwithstanding 
whether a petition in more than one reissue application is 
required. 


Response: The comments will receive further consideration 
when a final change to § 1.177 is adopted. 


Section 1.181: The proposed change to § 1.181 will not be 
made, see comments relating to § 1.101. 


Comment 85: One comment requested that the material to be 
deleted from § 1.181, paragraphs (d), (e), and (g) should be 
retained as they give fair warning to all and the consequences 
of failure to pay a petition fee. 


Response: The comment has been adopted. 


Section 1.182: Section 1.182 is amended by providing that a 
petition under the section may be granted “subject to such 
other requirements as may be imposed” by the Commissioner, 
language similar to that appearing for petitions under § 1.183. 
The proposal to remove the statement that a decision on a 
petition thereunder will be communicated to interested parties 
in writing is withdrawn. 
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Comment 86: One comment opposed the proposal to remove 
the statement that a decision on a petition under § 1.182 will 
be communicated to interested parties in writing, arguing that 
it would not be appropriate for the Office to decide a petition 
under § 1.182 without communicating the decision to the inter- 
ested parties in writing. 


Response: The suggestion is adopted. The Office did not pro- 
pose to remove the statement that a decision on a petition under 
§ 1.182 will be communicated to interested parties in writing 
because the Office intended to discontinue providing written 
decisions on petitionsunder § 1.182 (or any other petition), but 
because it was considered unnecessary to state as much in the 
tule itself. While the Office will communicate the decision on 
any petition under § 1.182 to the interested parties in writing, 
such decision may not always take the form of a traditional 
decision on petition. For example, the grant of a petition under 
§ 1.182 to accept the omitted page(s) or drawing(s) in a nonpro- 
visional application and accord the date of such submission as 
the application filing date will be indicated by the issuance of 
a new filing receipt stating the filing date accorded the applica- 
tion. See Notice entitled “Change in Procedure Relating to 
an Application Filing Date” published in the Federal Register 
at 61 FR30041, 30043 (June 13, 1996), and in the Official 
Gazette at 1188 Off. Gaz. Pat. Office 48, 50-51 (July 9, 1996). 


Section 1.184: Section 1.184 is removed and reserved as repre- 
senting internal instructions. 


Comment 87: Comments suggested that § 1.184 not be deleted 
notwithstanding its internal directions. See response to com- 
ment relating to § 1.101. 


Section 1.184 relates to the refusal of a subsequent Commis- 
sioner to reconsider a case once decided by a previous Commis- 
sioner, except in accordance with principles which govern the 
granting of new trials. As the Commissioner is free to waive any 
requirement of the rules not required by statute, the prohibition 
against reconsideration is ineffective. Additionally, the deletion 
of the material does not necessarily represent an intent to engage 
in reconsideration of matters previously decided. 


Section 1.191: Section 1.191(a) is amended to permit every 
applicant, and every owner of a patent under reexamination, 
any of whose claims have been twice or finally (§ 1.113) 
rejected (rather than “any of the claims of which have been 
twice rejected or given a final rejection (§ 1.113)”), to file an 
appeal to the Board of Patent Appeals and Interferences (Board) 
to better track the language of 35 U.S.C. 134. Section ‘1.191(a) 
is also amended to: (1) explicitly refer to a “notice of appeal” 
to provide antecedent for such term in § 1.192; (2) replace 
“response” with “reply” in accordance with the change to § 
~ = ro (3) refer to § 1.17() for consistency with the change 
to § 1.17. 


Comment 88: One comment argued that the proposed change 
to § 1.191, limiting the “twice rejected” requirement for appeal 
to a particular application, was inconsistent with 35 U.S.C.134, 
as indicated by the Board in the unpublished decision Ex parte 
Lemoine, Appeal No. 94-0216 (Bd. Pat. App. & Inter., 
December 27, 1994). A second comment argued that § 1.191 
should permit an appeal based on one rejection in a prior 
application and one rejection in a continuing application to 
avoid requiring an applicant to file a pro form a reply to meet 
the requirement that the particular application be twice rejected. 


Response: The comments have been adopted by elimination 
of the limitation to twice rejected being related to a particular 
application. To avoid inconsistency between § 1.191 and 35 
U.S.C. 134, § 1.191 as adopted tracks the language of 35 U.S.C. 
134, except that § 1.191 states “twice or finally (§ 1.113) 
rejected” rather than “twice rejected.” The patent statute and 
rules of practice do not permit an application to be finally 
rejected (even under first actionfinal practice) under 35 U.S.C. 
132, unless the applicant is one “whose claims have been twice 
rejected” within the meaning of 35 U.S.C. 134. Thus, the phrase 
“or finally (§ 1.113)” may be viewed as redundant. Neverthe- 
less, as applicants generally delay appeal until final action 
(although Pub. L. 103-465 may change this practice), and there 
has been some confusion as to when 35 U.S.C. 134 and § 1.191 
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permit an applicant to appeal a rejection, § 1.191(a) as adopted 
states “twice or finally (§ 1.113) rejected.” 


Section 1.191(b) is amended to eliminate the requirement for 
a notice of appeal to: (1) besigned; or (2) identify the appealed 
claims. These two requirements have been deleted as being 
redundant of the requirements of § 1.192 for an appeal brief, 
which is necessary to avoid dismissal of the appeal. Section 
1.33 requires that an appeal brief filed in either an application 
(§ 1.33(b)) or a reexamination proceeding (§ 1.33(c)) be signed. 
Thus, a signed appeal brief under § 1.192 (which must be filed 
to avoid dismissal of the appeal) will serve to, in effect, ratify 
any unsigned notice of appeal under § 1.191. Likewise, the 
former requirement of § 1.191(b) for an identification of the 
appealed claims is unnecessary as § 1.192(c)(3) requires that 
the appeal brief, inter alia, identify the “claims appealed.” 
While it is no longer specifically required by § 1.191(b), an 
applicant or patent owner should continue to sign notice of 
appeals under § 1.191(b) (like other papers) and to also identify 
the claims appealed. The change to § 1.191(b), in effect, permits 
an appeal brief to constitute an automatic “correction” of a 
notice of appeal that is not signed or does not identify the 
appealed claims. 


The failure to timely file an appeal brief will result in dismissal 
of an appeal (§ 1.192(b)). Thus, the failure to timely file an 
appeal brief (signed in compliance with § 1.33(b) or (c)) after 
the filing of an unsigned notice of appeal will result in dismissal 
of the appeal as of the expiration date (including any extensions 
of time actually obtained) for filing such appeal brief. It will 
not result in treatment of the application or patent under reexam- 
ination as if the notice of appeal had never been filed. This 
distinction is significant in an application containing allowed 
claims, in that dismissal of an appeal results in cancellation 
of the rejected claims and allowance of the application, not 
abandonment of the application (which would have occurred 
if the notice of appeal had never been filed). 


The Office has eliminated the requirements for a notice of 
appeal to be signed and to identify the appealed claims to avoid 
the delay and expense to the applicant and the Office that is 
involved in treating a defective notice of appeal. These changes 
were not made to encourage the filing of unsigned notices of 
appeal or notices of appeal that do not identify the claims 
being appealed; rather, a notice of appeal should be signed and 
identify the claims appealed. As the change to § 1.191(b) does 
not affect other papers submitted with a notice of appeal (e.g., 
an amendment under § 1.116) or other actions contained within 
the notice of appeal (e.g., an authorization to charge fees to a 
deposit account), the failure to sign a notice of appeal (or 
accompanying papers) may have adverse effects notwith- 
standing the change to § 1.191(b). For example, an unsigned 
notice of appeal filed with an authorization (unsigned) to charge 
the appeal fee to a deposit account as payment of the notice 
of appeal fee (§ 1.17(b)) will be unacceptable as lacking the 
appeal fee, as § 1.191(b) applies to the notice of appeal, but 
not to an authorization to charge a deposit account that happens 
to be included in the notice of appeal. 


Section 1.192: Section 1.192(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111, and to refer to § 1.17(c) for consistency with the change 
to § 1.17. 


Comment 89: One comment suggested that the appeal process 
could be improved by the imposition of a reasonable page limit 
on briefs. 


Response: The suggestion will be reviewed for further consider- 
ation. 


Section 1.193: Section 1.193, as well as §§ 1.194, 1.196, and 
1.197, are amended to change “the appellant” to “appellant” 

for consistency. Section 1.193 is also amended by revision of 
paragraph (a) into paragraphs (a)(1) and (a)(2) and revision of 
paragraph (b) into paragraphs (b)( 1) and (b)(2). Paragraph (a)(1) 
retains the subject matter of current paragraph (a), except that 
the phrase “and a petition from such decision may be taken 
to the Commissioner as provided in § 1.181” is deleted as 
superfluous. Section 1.181(a), by its terms, authorizes a petition 
from any action or requirement of an examiner in the ex parte 
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prosecution of an application which is not subject to appeal. 


Section 1.193(a)(2) specifically prohibits the inclusion of anew 
ground of rejection in an examiner’s answer, but also expressly 
provides that when (1) an amendment under § 1.116 proposes 
to add or amend one or more claims, (2) appellant was advised 
(in an advisory action) that the amendment under § 1.116 would 
be entered for purposes of appeal, and (3) the advisory action 
indicates which individual rejection(s) set forth in the action 
from which the appeal was taken (e.g., the final rejection) 
would be used to reject the added or amended claim(s), then 
(1) the appeal brief must address the rejection(s) of the claim(s) 
added or amended by the amendment under § 1.116 as indicated 
in the advisory action, and (2) the examiner’s answer may 
include the rejection(s) of the claim(s) added or amended by 
the amendment under § 1.116 as indicated in the advisory 
action. This provision of § 1.193(a)(2) is intended for those 
situations in which a rejection is stated (i.e., applied to some 
claim) in the final Office action, but due to an amendment 
under § 1.116 (after final) such rejection is now applicable to 
a claim that was added or amended under § 1.116. For example, 
when an amendment under § 1.116 cancels a claim (the “can- 
celed claim”) and incorporates its limitations into the claim 
upon which it depends or rewrites the claim as a new indepen- 
dent claim (the “appealed claim”), the appealed claim has 
become the canceled claim since it now contains the limitations 
of the canceled claim (i.e., the only difference between the 
appealed claim and the canceled claim is the claim number). 
In such situations, the appellant has been given a fair opportu- 
nity to react to the ground of rejection (albeit to a claim having 
a different claim number). Thus, the Office does not consider 
such a rejection to constitute a “new ground of rejection” within 
the meaning of § 1.193(b). Nevertheless, § 1.193(b)(2) 
expressly permits such a rejection on appeal and further pro- 
vides that “[t)he filing of an amendment under § 1.116 which 
is entered for purposes of appeal represents appellant’s consent 
that when so advised any appeal proceed on those claim(s) 
added or amended by the amendmen tunder § 1.116 subject to 
any rejection set forth in the action from which the appeal was 
taken to eliminate controversy as to the rejection(s) to which 
claim(s) added or amended under § 1.116 may be subject on 
appeal. 


The phrase “individual rejections” in § 1.193(a)(2) addresses 
the situation in which claim 2 (which depends upon claim 1) 
was rejected under 35 U.S.C. 103 on the basis of A in view 
of B and claim 3 (which depends upon claim 1) was rejected 
under 35 U.S.C. 103 on the basis of A in view of C, but no 
claim was rejected under 35 U.S.C. 103 on the basis of A in 
view of B and C, and an amendment under § 1.116 proposes 
to combine the limitations of claims 2 and 3 together into new 
claim 4. In this situation, the action from which the appeal is 
taken sets forth no rejection on the basis of A in view of B and 
C, and, as such, § 1.193(a)(2) does not authorize the inclusion of 
rejection of newly proposed claim 4 under 35 U.S.C. 103 on 
the basis of A in view of B and C in the examiner’s answer. 
Of course, as a claim including the limitations of both claim 
2 and claim 3 is a newly proposed claim in the application, 
such an amendment under § 1.116 may properly be refused 
entry as raising new issues. Conversely, that § 1.193(a)(2) 
would authorize the rejection in an examiner’s answer of aclaim 
sought to be added or amended in an amendment under § 1.116 
has no effect on whether the amendment under § 1.116 is 
entitled to entry. The provisions of § 1.116 control whether an 
amendment under § 1.116 is entitled to entry; the provisions 
of § 1.193(a)(2) control the rejections to which a claim added 
or amended in an amendment under § 1.116 may be subject 
in an examiner’s answer. 


While § 1.193(a) generally prohibits a new ground of rejection 
in an examiner’s answer, it does not prohibit the examiner 
from expanding upon or varying the rationale for a ground of 
rejection set forth in the action being appealed. That is, the 
parenthetical definition of “new ground of rejection” in MPEP 
1208.01 as including an “other reason for rejection” of the 
appealed claims means another basis for rejection of the 
appealed claims, and not simply another argument, rationale, 
or reason submitted in support of a rejection previously of 
record. 
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There is no new ground of rejection when the basic thrust of 
the rejection remains the same such that an appellant has been 
given a fair opportunity to react to the rejection. See In re 
Kronig, 539 F.2d 1300, 1302-03, 190 USPQ 425, 426-27 
(CCPA 1976). Where the statutory basis for the rejection 
remains the same, and the evidence relied upon in support of 
the rejection remains the same, a change in the discussion of 
or rationale for supporting the rejection does not constitute a 
new ground of rejection. /d. at 1303, 190 USPQ at 427 (reliance 
upon fewer references in affirming a rejection under 35 U.S.C. 
103 does not constitute a new ground of rejection). Where the 
examiner simply changes (or adds) a rationale for supporting 
a rejection, but relies upon the same statutory basis and evidence 
in support of the rejection, there is no new ground of rejection. 


In any event, an allegation that an examiner’s answer contains 
an impermissible new ground of rejection is waived if not 
timely (§ 1.181(f)) raised by way of a petition under § 1.181(a). 


Section 1.193(b)(1) provides appellant with a right to file a 
reply brief in reply to an examiner’s answer which is not 
dependent upon a new point of argument being present in the 
examiner’s answer. The former practice of permitting reply 
briefs based solely on a finding of a new point of argument, 
as set forth in former paragraph (b), is eliminated thereby 
preventing present controversies as to whether a new point of 
argument has been made by the primary examiner. Appellant 
would be assured of having the last submission prior to review 
by the Board. Upon receipt of a reply brief, the examiner would 
either acknowledge its receipt and entry or reopen prosecution 
to respond to any new issues raised in the reply brief. Should 
the Board desire to remand the appeal to the primary examiner 
for comment on the latest submission by appellant or to clarify 
an examiner’s answer (MPEP 1211, 1211.01, and1212), appel- 
lant would be entitled to submit a reply brief in reply to the 
answer by the examiner to the Board’s inquiry, which answer 
would be by way of a supplemental examiner’s answer. 


Thus, § 1.193(a)(2) does not permit a new ground of rejection 
in an examiner’s answer, and § 1.193(b)(1) does not, in the 
absence of a remand by the Board, permit an answer (other 
than a mere acknowledgment) to a timely filed reply brief. 
Section 1.193 requires the examiner to reopen prosecution to 
either: (1) enter a new ground of rejection; or (2) provide a 
substantive answer to a reply brief. 


Section 1.193(b)(2) provides that if appellant desires that the 
appeal process be reinstated in reply to the examiner’s 
reopening of prosecution under § 1.193(b)(1), appellant would 
be able to file a request to reinstate the appeal and a supple- 
mental appeal brief as an alternative to filing a reply (under 
§§ 1.111 or 1.113, as appropriate) to the Office action. Amend- 
ments, affidavits or other new evidence, however, would not 
be entered if submitted with a request to reinstate the appeal. 
Like a reply brief, a supplemental appeal brief submitted pur- 
suant to § 1.193(b)(2)(ii) need not reiterate the contentions set 
forth in a previously filed appeal brief(or reply brief), but need 
only set forth appellant’s contention with regard to the new 
ground of rejection(s) raised in the Office action that reopened 
prosecution. The supplemental appeal brief will automatically 
incorporate all issues and arguments raised in the previously 
filed appeal brief (or reply brief), unless appellant indicates 
otherwise. 


The intent of the change to § 1.193(b) is to give appellant 
(rather than the examiner) the option to continue the appeal if 
desired (particularly under Pub. L. 103-465), or to continue 
prosecution before the examiner in the face of a new ground 
of rejection. Should a supplemental appeal brief be elected as 
the reply to the examiner reopening prosecution based on a 
new ground of rejection under § 1.193(b)(1), the examiner may 
under § 1.193(a)(1) issue an examiner’s answer. Where an 
appeal is reinstated pursuant to § 1.193(b)(2)(ii), no additional 
appeal fee is currently required. 


Comment 90: A number of comments favored permitting appel- 
lants to file a reply brief as amatter of right. One comment 
argued that the Board, rather than the examiner, should deter- 
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mine whether the appellant should be permitted to file a reply 
brief. 


Response: Section 1.193 as adopted permits an appellant to 
file a reply brief as a matter of right. This change eliminates 
the authority of an examiner to refuse entry of a timely filed 
reply brief. 


Comment 91: One comment suggested that a reasonable page 
limit could be placed on reply briefs. 


Response: The comment will be studied. 


Comment 92: A number of comments opposed the proposed 
change to require a substitute appeal brief, rather than a reply 
brief. These comments argued that requiring an entirely new 
brief reiterating previously submitted arguments, rather than a 
mere reply to the examiner’s answer, would result in a less 
readable and coherent record. 


Response: Section 1.193 as adopted permits a reply brief (rather 
than a substitute appeal brief) where the appellant desires to 
reply to an examiner’s answer or and a supplemental appeal 
brief where the appellant requests reinstatement of an appeal. 
Contentions (orinformation) set forth in a previously filed 
appeal (or reply brief) need not be reiterated in a reply brief 
or supplemental appeal brief. 


Comment 93: A number of comments favored prohibiting a 
new ground of rejection in an examiner's answer. 


Response: Section 1.193 as adopted prohibits a new ground of 
rejection in an examiner’s answer, except under the limited 
circumstance specifically provided for in § 1.193(a)(2). 


Comment 94: Two comments suggested that if the examiner 
reopens prosecution after an appeal brief has been filed, §§ 
1.193 or 1.113 should be amended to state that the action issued 
by the examiner cannot be made final. 


Response: The finality of an Office action is determined under 
MPEP 706.07(a), which states that “any second or subsequent 
actions on the merits shall be final, except where the examiner 
introduces a new ground of rejection not necessitated by amend- 
ment of the application by applicant.” Whether the action subse- 
quent to the reopening of prosecution may be made final will 
be determined solely by whether such action includes a new 
ground of rejection not necessitated by amendment of the appli- 
cation by the applicant. Thus, where an amendment under § 
1.116 entered as a result of reopening of prosecution necessi- 
tates a new ground of rejection, the action immediately subse- 
quent to the reopening of prosecution may be made final. See 
MPEP 706.07(a) and 1208.01. 


Comment 95: One comment would go further in permitting 
applicant to reinstate an appeal as a reply to the examiner 
reopening prosecution by permitting amendments, affidavits 
and other evidence to address the new ground of rejection. 
Another comment desired the ability to reply directly to the 
Board for any new ground of rejection raised by the Board. 


Response: The comments amount to having the Board conduct 
the prosecution of the application and not act as an appellate 
review. Amended claims, affidavits and other evidence should 
be seen by the examiner first for a determination as to whether 
a new search is required, to conduct any newly required search, 
and also to evaluate the newly submitted and any newly discov- 
ered material at the examination level. See comments to § 


1.196(d). 


Comment 96: One comment would further amend § 1.193 to 
waive any subsequent appeal notice fee and appeal brief fee, 
and start the time period for extension of patent from the time 
of first appeal in that if the examiner did his or her duty properly 
there would be no need to reopen prosecution. 


Response: Under current practice, a new fee is due for each 
notice of appeal, each brief, and each request for an oral hearing, 
so long as a decision on the merits by the Board resulted from 
the prior notice of appeal, brief, and request for an oral hearing. 
Thus, when an examiner reopens prosecution after appeal but 
prior to a decision by the Board on the appeal, the fee for the 
notice of appeal, brief, and request for an oral hearing will 
apply to a later appeal. The change to § 1.193 in this Final 
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Rule is not germane to patent term extension under 35 U.S.C. 
154(b) and § 1.701. 


In any event, that prosecution is reopened subsequent to the 
filing of an appeal brief is not necessarily a concession that 
the rejection of the appealed claims was in error. It is often 
the case that prosecution is reopened subsequent to the filing 
of an appeal brief in the situation in which the examiner con- 
siders the rejection of the appealed claims to be appropriate 
(and thus the appeal to be without merit), but discovers a better 
basis for rejecting the claims at issue (e.g., even better prior 
art references). To characterize an examiner, who decides to 
reopen prosecution to avoid wasting the Board’s resources (and 
the appellant’s time) with a rejection that is not the best possible 
rejection of the appealed claims, as an examiner who is not 
properly performing his or her duties, would be non-sensical. 


Comment 97: One comment opposed prohibiting a new ground 
of rejection in an examiner’s answer. The comment argued that 
this change will result in unnecessary delays inprosecution. 


Response: The proposal to prohibit a new ground of rejection 
in an examiner’s answer otherwise received overwhelming sup- 
port. Under Pub. L. 103-465, any delay in prosecution resulting 
from the reopening of prosecution is to the detriment of the 
applicant. Thus, it is considered appropriate to give the applicant 
the choice of whether to prosecute the application before the 
examiner or reinstate the appeal. 


Section 1.194: Section 1.194(b) is amended to provide that a 
request for an oral hearing must be filed in a separate paper, 
and to refer to § 1.17(d) for consistency with the change to § 
1.17. 


Section 1.194(c) is amended to provide that appellant will be 
notified when a requested oral hearing is unnecessary (e.g., a 
remand is required). 


Comment 98: One comment argued that § 1.194 leaves an open 
statement as to when the Board may decide that an oral hearing 
is not necessary, in that this section does not limit considering 
an oral hearing not necessary to when the application has been 
remanded to the examiner. 


Response: The situation in which an application has been 
remanded to the examiner was simply an exemplary situation 
of special circumstances in which the Board may determine 
that an oral hearing is not necessary. Section 1.194 was not 
meant to limit the discretion of the Board to determine that 
an oral hearing is not necessary to those situations when the 
application has been remanded to the examiner. 


Section 1.196: Section 1.196 paragraphs (b) and (d) are com- 
bined by amending paragraph § 1.196(b) to specifically provide 
therein for a new ground of rejection for both appealed claims 
and for allowed claims present in an application containing 
claims that have been appealed rather than the current practice 
under § 1.196(d) of recommending a rejection of allowed claims 
that is binding on the examiner. The effect of an explicit rejec- 
tion of an allowed claim by the Board is not seen to differ 
from a recommendation of a rejection and would serve to 
advance the prosecution of the application by having the rejec- 
tion made at an earlier date by the Board rather than waiting 
for the application to be forwarded and acted upon by the 
examiner. The former practice that the examiner is not bound 
by the rejection should appellant elect to proceed under § 
1.196(b)(1) and an amendment or showing of facts not pre- 
viously of record in the opinion of the examiner overcomes 
the new ground of rejection, is not changed. A period of two 
months is now explicitly set forth for a reply to a decision by 
the Board containing a new ground of rejection pursuant to § 
1.196(b), which would alter the one month previously set forth 
for replies to recommended rejections of previously allowed 
claims. See MPEP 1214.01. Extensions of time continue to be 
governed by § 1.196(f) and § 1.136(b) (and not by § 1.136(a)). 


The last sentence of § 1.196(b)(2) is amended to clarify that 
appellants do not have to both appeal and file a request for 
rehearing where only a rehearing of a portion of the decision 
is sought. A decision on a request for rehearing will incorporate 
the earlier decision for purposes of appeal of the earlier decision 
in situations in which only a partial request for rehearing has 
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been filed. Additionally, it is clarified that decisions on 
rehearing are final unless noted otherwise in the decision in 
that under some circumstances it may not be appropriate to 
make a decision on rehearing final as is currently automatically 
provided for. Section 1.196(b) is also amended to clarify that 
the appellant must exercise one of the two options with respect 
to the new ground of rejection under § !.196(b) to avoid termi- 
nation of proceedings (§ 1.197(c)) as to the rejected claims. 


Section 1.196(b)(2) (and §§ 1.197(b) and 1.304(a)(1)) are 
amended to change the phrase “request for reconsideration” to 
“request for rehearing” for consistency with 35 U.S.C. 7(b). 
See In re Alappat, 33 F.3d 1526, 1533, 31 USPQ2d 1545, 
1548 (Fed. Cir. 1994) (enbanc) (noting “imprecise regulation 
drafting” in regard to the phrase “request for reconsideration” 
in § 1.197). 


Section 1.196(d) is amended to provide the Board with explicit 
authority to have an appellant clarify the record in addition to 
what is already provided by way of remand to the examiner 
(MPEP 1211), and Hlant’s compliance with the require- 
ments of an appeal brief (§ 1.192(d)). Section 1.196(d) specifi- 
cally provides that an appellant may be required to address any 
matter that is deemed appropriate for a reasoned decision on 
the pending appeal, which may include: (1) the applicability 
of particular case law that has not been previously identified 
as relevant to an issue in the appeal; (2) the applicability of 
prior art that has not been made of record; or (3) the availability 
of particular test data that would be persuasive in rebutting a 
ground of rejection. Section 1.196(d) also provides that appel- 
lant would be given a non-extendable time period (not a time 
limit) within which to reply to any requirementunder § | .196(d). 


Comment 99: One comment suggested that § 1.196(b) would 
appear to authorize the Board to reverse a restriction require- 
ment, as § 1.196(b) authorizes the Board to reject any pending 
claim. The comment suggested that § 1.196(b) authorize the 
Board to reject any examined (rather than pending) claim. 


Response: Section |.196(b) authorizes, but does not require, 
the Board to reject claims not involved in the appeal. The Board 
has held that a restriction requirement is not an adverse decision 
within the meaning of 35 U.S.C. 7 and 134 subject to appeal, 
and the CCPA and Federal Circuit have supported this position. 
See In re Hengehold, 440 F.2d 1395, 169USPQ 473 (CCPA 
1971); see also In re Watkinson, 900 F.2d 230, 14 USPQ2d 
1407 (Fed.Cir. 1990). Thus, concerns that the Board will use 
the provisions of § 1.196(b) to review restriction requirements 
are misguided. 


Comment 100: Several comments opposed the change to § 
1.196(d) on the basis that it places the Board in the position 
of acting as an examiner in the first instance. 


Response: Section 1.196(d) authorizes, but does not require, 
the Board to require an appellant to clarify the record without 
remanding the application to the examiner. This change will 
authorize the Board to obtain clarification directly from the 
appellant in those situations in which the Board considers a 
remand to or further action by the examiner unnecessary. Where 
the Board considers action by an examiner in the first instance 
to be necessary or desirable, the Board retains the authority 
to remand the application to the examiner for such action. 
Additionally, after reply to an inquiry under § 1.196(d) (e.g., 
does there exist test data that would be persuasive in rebutting 
a particular ground of rejection), a remand to the examiner 
may be deemed to be appropriate (e.g., to evaluate test data 
received in reply to an inquiry). 


Section 1.197: Section 1.197(b) is amended to eliminate its use 
of the passive voice. Section |.197(b) is also amended to change 
“reconsideration or modification” to “rehearing” for consis- 
tency with 35 U.S.C. 7(b). For consistency with the two-month 
period set forth in § 1.196(b), § 1.197(b) is also amended to 
provide a two-month period (rather than a one-month period) 
within which an appellant may file the single request for 
rehearing permitted by § 1.197(b). 


No comments were received regarding the proposed change to 
§ 1.197. 


Section 1.291: Section i.291(c) is amended by removing the 
blanket limitation of one protest per protestor and would provide 
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for a second or subsequent submission in the form of additional 
prior art. Mere argument that is later submitted by an initial 
protestor would continue not to be entered and would be 
retumed unless it is shown that the argument relates to a new 
issue that could not have been earlier raised. See MPEP 
1901.07(b). Although later submitted prior art would be made 
of record by a previous protestor without a showing that it 
relates to a new issue, it should be noted that entry of later 
submitted prior art in the file record does not assure its consider- 
ation by the examiner if submitted late in the examination 
process. Accordingly, initial protests should be as complete as 
possible when first filed. 


In view of the amendment to § 1.291(a) in the “Miscellaneous 
Changes in Patent Practice” Final Rule (discussed supra) to 
require that a protest be filed prior to the mailing of a notice 
of allowance under § 1.311 to be considered timely (§ 
1.291(a)(1)), the restriction of protests by number is deemed 
unnecessary and is recognized as ineffective, in that a party 
may effectively file multiple protests by submitting each protest 
through a third party agent acting on behalf of such party. 


Comment 101: One comment suggested that permitting more 
than one submission by a particular party relating to prior art 
poses a risk that a third party may sequentially submit individual 
pieces of prior art as a delaying factor. 


Response: Any delay in submission of a piece of prior art by 
a third party poses the risk that the later submitted prior art 
will not be considered, particularly if it is seen as part of a 
pattern. The review of any piece of prior art, assuming it is 
not part of a large package, to determine its value is not seen 
to result in any delay in issuing an Office action. It isrecognized 
that some delay may result where a piece of prior art in a 
second submission by a third party is utilized in a rejection 
that could have been made sooner if that art had been submitted 
earlier, however, on balance the Office would prefer to delay 
prosecution of an application and consider and apply a newly 
submitted reference not found by the examiner rather than issue 
an invalid claim. 


Section 1.291(c) is also amended to: (1) delete the sentence 
“{t}he Office may communicate with the applicant regarding 
any protest and may require the applicant to reply to specific 
questions raised by the protest” as superfluous as the Office 
may communicate with an applicant regarding any matter, and 
require the applicant to reply to specific questions, concerning 
the application; (2) replace “respond” with “reply” in accor- 
dance with the change to § 1.111. 


Section 1.293: Section 1.293 paragraph (c) is amended to 
replace the reference to § 1.106(e) with a reference to § 
1.104(c)(5), to reflect a transfer of material. 


Section 1.294: Section 1.294 paragraph (b) is amended by 
replacement of “response” with “reply” in accordance with the 
change to § 1.111. 


No comments were received regarding the proposed change to 
§ 1.294. 


Section 1] 304: Section 1.304(a)(1) is amended to repiace “con- 
sideration” by “reconsideration” to correct a typographical 
error. 


No comments were received regarding the proposed change to 
§ 1.304. 


Section ].312: Section 1.312(b) is amended to have a reference 
to § 1.175(b) added in view of the change in § 1.175(b) refer- 
encing § 1.312(b). 


No comments were received regarding the proposed change to 
§ 1.312. 


Section 1.313: Section 1.313 will not be amended with the 
addition of paragraph (c) informing applicants that unless 
written notification is received that the application has been 
withdrawn from issue at least two weeks prior to the projected 
date of issue, applicants should expect that the application will 
issue as a patent. The matter will be further studied. It should 
be noted, however, that once an application has issued, the 





1218 TMOG 394 
(170) 


Office is without authority to grant a request under § 1.313 
notwithstanding submission of the request prior to issuance of 
the patent. 


Section 1.316: Section 1.316 is amended to include only the 
language of former § 1.316(a). The subject matter of former 
paragraphs (b) through (f) of § 1.316 were added to § 1.137. 


No comments were received regarding the proposed change to 
§ 1.316. 


Section 1.317: Section 1.317 is amended to include only the 
language of former § 1.317(a). The subject matter of former 
paragraphs (b), (c), (e) and (f) of § 1.317 were added to § 
1.137. 


No comments were received regarding the proposed change to 
§ 1.317. 


Section 1.318: Section 1.318 is removed and reserved as being 
an internal Office instruction. 


See comments relating to § 1.101. 


Section 1.324: Section 1.324 is amended by creating paragraphs 
(a) and (b). The requirement for factual showings to establish 
a lack of deceptive intent is deleted, with a statement to that 
effect being sufficient, paragraph (a). 


Office practice is to require the same type and character of 
proof of facts as in petitions under § 1.48(a). See MPEP 1481. 
Unlike former § 1.48, former § 1.324 contained no diligence 
requirement. See Stark v. Advanced Magnetics, Inc., 29 F.3d 
1570, 1574, 31 USPQ2d 1290, 1293 (Fed. Cir. 1994). Section 
1.324 (and § 1.48) as adopted contain no diligence requirement, 
for the reasons set forth in the discussion of § 1.48. 


Section 1.324(b)( 1) is amended to explicitly require a statement 
relating to the lack of deceptive intent only from each person 
who is being added or deleted as an inventor, as opposed to 
the current practice of requiring a statement from each original 
named inventor and any inventor to be added. 


The current requirements for an oath or declaration under § 
1.63 by each actual inventor is replaced, paragraph (b)(2) of 
§ 1.324, by a statement from the current named inventors who 
have not submitted a statement under paragraph (b)(1) of § 
1.324 either agreeing to the change of inventorship or stating 
that they have no disagreement in regard to the requested 
change. Not every original named inventor would necessarily 
have knowledge of each of the contributions of the other inven- 
tors and/or how the inventorship error occurred, in which case 
their lack of disagreement to the requested change would be 
sufficient. 


Paragraph (b)(3) of § 1.324 requires the written consent of 
the assignees of all parties who submitted a statement under 
paragraph (b)(1) and (b)(2) of this section similar to the current 
practice of consents by the assignees of all the existing paten- 
tees. A clarification reference to § 3.73(b) is added. 


Paragraph (b)(4) of § 1.324 states the requirement for a petition 
fee as set forth in § 1.20(b). 


No adverse comments were received regarding the proposed 
change to § 1.324. 


Section 1.325: The proposed removal of § 1.325 is withdrawn. 
See comments relating to § 1.101. 


Section 1.351: The proposed removal of § 1.351 is withdrawn. 
See comments relating to § 1.101. 


Section 1.352: Section 1.352 is removed and reserved as unnec- 
essary as an internal instruction. 

See comments relating to § 1.101. 

Section ].366: Section 1.366(b) is amended to remove the term 


“certificate” as unnecessary. Section 1.366(c) is amended for 
clarity by changing “serial number” to “application number,” 
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which consists of the serial number and the series code (e.g., 
“08/"). 


Paragraph (d) removes the request for the information con- 
ceming the issue date of the original patent and filing date of 
the application for the original patent as unnecessary. The term 
“serial” is also removed from paragraph (d). 


No comments were received regarding the proposed change to 
§ 1.366. 


Section 1.377: Section 1.377(c) is amended to remove the 
requirement that the petition be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.377. 


Section 1.378: Section 1.378(d) is amended to remove the 
requirement that the statement be verified in accordance with 
the change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.378. 


Section 1.425: Section 1.425 is amended by removing para- 
graph (a) and its requirement for proof of the pertinent facts 
relating to the lack of cooperation or unavailability of the 
inventor for which status is sought. In addition, § 1.425 is 
further amended by deleting paragraph (b) and its requirements 
for proof of the pertinent facts, presence of a sufficient proprie- 
tary interest, and a showing that such action is necessary to 
preserve the rights of the parties or to prevent irreparable 
damage. Additionally, the requirement that the last known 
address of the non-signing inventor be stated has been removed. 
The current requirements are thought to be unnecessary in view 
of the need for submission of the same information in a petition 
under § 1.47 during the national stage. The paragraph added 
parallels the requirement in PCT Rule 4.15 for a statement 
explaining to the satisfaction of the Commissioner the lack of 
the signature concerned for submission of the international 
application. 


No comments were received regarding the proposed change to 
§ 1.425. 


Section 1.484: Section 1.484 paragraphs (d) through (f) are 
amended by replacement of “response” and “respond” with 
“reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to 
§ 1.484. 


Section 1.485: Section 1.485(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
L.Add. 


No comments were received regarding the proposed change to 
§ 1.485. 


Section 1.488: Section 1.488(b)(3) is amended by replacement 
of “response” with “reply” in accordance with the change to 
§ L111. 


No comments were received regarding the proposed change to 
§ 1.488. 


Section 1.492: Section 1.492 is amended to add new paragraph 
(g). See the amendment to § 1.16 adding a new paragraph (m). 


No comments were received regarding the proposed change to 
§ 1.492. 


Section 1.494: Section 1.494(c) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
LiL. 


No comments were received regarding the proposed change to 
§ 1.494. 


Section 1.495: Section 1.495(c) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 
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No comments were received regarding the proposed change to 
§ 1.495. 


Section 1.510: Section 1.510(e) is amended to replace a refer- 
ence to § 1.121(f) with a reference to § 1.530(d), which sets 
forth the requirements for an amendment in a reexamination 
proceeding. 


No comments were received regarding the proposed change to 
§ 1.510. 


Section 1.530: The title has been changed by the addition of 
a semicolon to clarify that the section is intended to cover 
not only amendments submitted with the statement, but also 
amendments submitted at any other stage of the reexamination 
proceedings. 


Section 1.530(d) is replaced by paragraphs (d)(1) through (d)(7) 
removing the reference to § 1.121(f) in accordance with the 
deletion of § 1.121(f). The manner of proposing amendments 
in reexamination proceedings is governed by § 1.530(d)(1) 
through (d)(6). Paragraph (d)(1) is directed to the manner of 
proposing amendments in the specification, other than in the 
claims. Paragraph (d)(1)(i) requires that amendments including 
deletions be made by submission of a copy of one or more 
newly added or rewritten paragraphs with markings, except 
that an entire paragraph may be deleted by a statement deleting 
the paragraph without presentation of the text of the paragraph. 
Paragraph (d)(1)(ii) requires indication of the precise point in 
the specification where the paragraph which is being amended 
is located. When a change in one sentence, paragraph, or page 
results in only format changes to other pages (e.g., shifting of 
non-amended text to subsequent pages) not otherwise being 
amended, such format changes are not to be submitted. Para- 
graph (d)(1)(iii) defines the markings set forth in paragraph 
(d)(1 (ii). Proposed paragraph (d)(1)(iii), relating to a require- 
ment for submission of all amendments be presented when any 
amendment to the specification is made, was not implemented. 


Paragraph (d){2) of § 1.530 relates to the manner of proposing 
amendments to the claims in reexamination proceedings. Para- 
graph (d)(2)(i(A) of § 1.530 requires that a proposed amend- 
ment include the entire text of each patent claim which is 
proposed to be amended by the current amendment and each 
proposed new claim being added by the current amendment. 
Additionally, provision has been made for the cancellation of 
a patent claim or of a previously proposed new claim by a 
direction to cancel without the need for marking by brackets. 
Paragraph (d)(2)(i)(B) prohibits the renumbering of the patent 
claims and requires that any proposed new claims follow the 
number of the highest numbered patent claim. Para- 
graph(d)(2)(i)(C) identifies the type of markings required by 
paragraph (d)(2)(iMA), single underlining for added material 
and single brackets for material deleted. 


Paragraph (d)(2)(ii) requires the patent owner to set forth the 
status (i.e., pending or cancelled) of all patent claims, and of 
all currently proposed new claims, as of the date of the submis- 
sion of each proposed amendment. The absence of claim status 
would result in a notice of informal response. 


Paragraph (d)(2)(iii) of § 1.530 requires an explanation of the 
support in the disclosure for any amendments to the claims 
presented for the first time on pages separate from the amend- 
ments along with any additional comments. The absence of an 
explanation would result in a notice of informal response. 


Proposed paragraphs (d)(2)(iv) and (v), relating to a require- 
ment for presentation of all amendments as of the date any 
amendment to the claims is made, and to the treatment of the 
failure to submit a copy of any added claim as a direction to 
cancel that claim, were not implemented. 


Paragraph (d)(3) of § 1.530 provides that: (1) an amendment 
may not enlarge the scope of the claims of the patent, (2) no 
amendment may be proposed for entry in an expired patent, 
and (3) no amendment will be incorporated into the patent by 
certificate issued after the expiration of the patent. 


Paragraph (d)(4) of § 1.530 provides that amendments proposed 
to a patent during reexamination proceedings will not be effec- 
tive until a reexamination certificate is issued. This replaces 
paragraph (e) of § 1.530, which has been removed and reserved. 
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Paragraph (d)(5S) of § 1.530 provides the criteria for the form 
of amendments in reexamination proceedings (i.e., paper size 
must be either letter size or A4 size, and not legal size). 


Paragraph (d)(6) of § 1.530 clarifies that proposed amendments 
to the patent drawing sheets are not permitted and that any 
change must be by way of a new sheet of drawings with the 
proposed amended figures being identified as “amended” and 
with proposed added figures identified as “new” for each sheet 
that has changed. Material in paragraph (d)(6) has been trans- 
ferred from cancelled § 1.115. 


Paragraph (d)(7) of § 1.530, has been added in view of the 
deletion of § 1.115 paragraph (d), requires amendment of the 
disclosure in certain situations (i.e., to correct inaccuracies of 
description and definition) and to secure substantial correspon- 
dence between the claims, the remainder of the specification, 
and the drawings. The previous requirement for “correspon- 
dence” has been modified by use of “substantial correspon- 
dence.” See comments to § 1.115. 


Paragraph (d)(8) of § 1.530 has been added to clarify that all 
amendments to the patent being reexamined must be made 
relative to (i.e., vis-d-vis) the patent specification in effect as 
of the date of the filing of the request for reexamination (the 
patent specification includes the claims). If there was a prior 
change to the patent (made via a prior reexamination certificate, 
reissue of the patent, certificate of correction, etc.), the first 
amendment must be made relative to the patent specification 
as changed by the prior proceeding or other mechanism for 
changing the patent. In addition, all amendments subsequent 
to the first amendment must be made relative to the patent 
specification in effect as of the date of the filing of the request 
for reexamination, and not relative to the prior amendment. 


Paragraph (e) of § 1.530 has been removed with the material 
formerly contained therein transferred to new paragraph (d)(4) 
of § 1.530. 


The proposed change in §§ 1.530, 1.550, and 1.560 to replace 
“response,” “responses” and “respond” with “reply” in accor- 
dance with the change to § 1.111 is not being adopted at this 
time. As the term “reply” in a reexamination proceeding refers 
to the “reply” of a third party requester (§ 1.535), the Office 
is withdrawing for further consideration what term should con- 
sistently be used for the “reply” or “response” by the patent 
owner and what term should consistently be used for the “reply” 
by a third party requester. 


Section 1 550: Paragraph (a) of § 1.550 is amended to conform 
the citation to §§ 1.104 through 1.119 to the changes to §§ 
1.104 through 1.119. Paragraphs (b) and (e) of § 1.550 are 
amended for clarification purposes. Paragraph (e) of § 1.550 
clarifies present Office practice of requiring, after filing of a 
request for reexamination by a third party requester, the service 
of any document filed by either the patent owner or the third 
party on the other party in the reexamination proceeding in the 
manner provided in § 1.248. 


No comments were received regarding the proposed change to 
§ 1.550. 


Section 1.770: Section 1.770 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
L111. 


No comments were received regarding the proposed change to 
§ 1.770. 


Section 1.785: Section 1.785 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
Lilt. 


No comments were received regarding the proposed change to 
§ 1.785. 


Section 1.804: Section 1.804(b) is clarified grammatically by 
changing “shall state” to “stating” and is amended to delete 
the requirement that the statement be verified in accordance 
with the change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.804. 
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Section 1.805: Section 1.805(c) is amended by deleting “veri- 
fied” in accordance with the change to §§ 1.4(d) and 10.18 
and removing unnecessary language noting that an attorney or 
agent registered to practice need not verify their statements. 


No comments were received regarding the proposed change to 
§ 1.805. 


Part 3: Portions of Part 3 are amended to incorporate Part 7, 
which part is removed and reserved. 


No comments were received regarding the proposed change to 
Part 3. 


Section 3.11: Section 3.11(a) is created for the current subject 
matter and a new paragraph(b) is added citing Executive Order 
9424 of February 18, 1944 (9 FR 1959, 3 CFR 1943-1949 
Comp., p. 303) and its requirements that several departments 
and other executive agencies of the Government forward items 
for recording. 


Section 3.21: Section 3.21 is amended to replace the reference 
to “§ 1.53(b)(1)” with a reference to “§ 1.53(b)” and to delete 
the reference to “§ 1.62” for consistency with the amendment 
to § 1.53 and the deletion of § 1.62. 


Section 3.26: Section 3.26 is amended to remove the require- 
ment that an English language translation be verified in accor- 
dance with the change to §§ 1.4(d)(2) and 10.18. 


Section 3.27: The current subject matter of § 3.27 is designated 
as paragraph (a), and a paragraph (b) is added to cite Executive 
Order 9424 and a mailing address therefor. 


Section 3.31: Section 3.31(c) is added to require that: (1) the 
cover sheet must indicate that the document is to be recorded 
on the Governmental Register, (2) the document is to be 
recorded on the Secret Register (if applicable); and (3) the 
document does not affect title (if applicable). 


Section 3.41; The current subject matter of § 3.41 is designated 
as paragraph (a), and a paragraph (b) is added to specify when 
no recording fee is required for documents required to be filed 
pursuant to Executive Order 9424. 


Section 3.51: Section 3.51 is amended by removing the term 
“certification” as unnecessary in accordance with the change 
to §§ 1.4(d)(2) and 10.18. 


Section 3.58: Section 3.58 is added to provide for the main- 
taining of a Department Register to record Government interests 
required by Executive Order 9424 in § 3.58(a). New § 3.58(b) 
provides that the Office maintain a Secret Register to record 
Government interests also required by the Executive Order. 


Section 3.73: Section 3.73(b) is amended to remove the sentence 
requiring an assignee to specifically state that the evidentiary 
documents have been reviewed and to certify that title is in 
the assignee seeking to take action. The sentence is deemed to 
be in view of the amendment to §§ 1.4(d) and 
10.18. 


Section 3.73 paragraph (b) has also been amended to replace 
the language “assignee of the entire right, title and interest” 
with “assignee.” This change provides for the applicability of 
the paragraph to assignees with a partial interest, such as is 
often encountered in reissue applications. 


Section 3.73(b) is clarified by addition of a reference to an 
example of documentary evidence that can be submitted. 


Part 5: 


No comments were received regarding the proposed change to 
Part 5. 


Section 5.1: Section 5.1 is amended by removing the current 
subject matter as being duplicative of material in the other 
sections of this part and is replaced by subject matter deleted 
from § 5.33. 


Section 5.2: Section 5.2(b) is amended by removing the subject 
matter as being duplicative of material in the other sections of 


OFFICIAL GAZETTE 


January 5, 1999 


this part and is replaced with subject matter of the first sentence 
from § 5.7. Section 5.2 paragraphs (c) and (d) are removed as 
repetitive of material in the other sections of this part. 


Section 5.3: Section 5.3 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


Section 5.4: Section 5.4 is amended by removing unnecessary 
subject matter from paragraph (a), eliminating, in paragraph 
(d), the requirement that the petition be verified in accordance 
with the amendment to §§ 1.4(d)(2) and 10.18, and by adding 
the first and second sentences of § 5.8 to § 5.4(d). 


Section 5.5: Section 5.5 is amended by removing unnecessary 
subject matter from paragraph (b) and by replacing current § 
5.S(e) with subject matter removed from § 5.6(a). 


Section 5.6: Section 5.6 is removed and reserved with the 
subject matter of § 5.6(a) being placed in § 5.S(e). 


Section 5.7: Section 5.7 is removed and reserved with the first 
sentence thereof being placed in § 5.2(b). 


Section 5.8: Section 5.8 is removed and reserved with the 
subject matter from the first and second sentences thereof being 
placed in § 5.4(d). 


Sections 5.11: Section 5.11, paragraphs (b), (c) and (e), are 
amended to update the references to other parts of the Code 
of Federal Regulations. 


Section 5.12: Section 5.12(b) is amended to clarify that the 
petition fee (§ 1.17(h)) is required only when expedited han- 
dling is sought for the petition. 


Section 5.13: Section 5.13 is amended by removing the last 
two sentences which are considered to be unnecessary. Section 
5.13 is also amended to remove the language conceming the 
requirement for the petition fee (§ 1.17(h)) for expedited han- 
dling of a petition under § 5.12(b), which is duplicative of the 
provisions of § 5.12(b). This amendment does not change cur- 
rent practice. 


Section 5.14: Section 5.14(a) is amended by removing unneces- 
sary subject matter and replacing “serial number” with the more 
appropriate designation “application number.” Section 5.14(a) 
is also amended to remove the language concerning the require- 
ment for the petition fee (§ 1.17(h)) for expedited handling of 
a petition under § 5.12(b), which is duplicative of the provisions 
of § 5.12(b). This amendment does not change current practice. 


Section 5.15: Section 5.15, paragraphs (a), (b), (c), and (e), are 
amended by removing unnecessary subject matter and to update 
the references to other parts of the Code of Federal Regulations. 


Section 5.16: Section 5.16 is removed and reserved as unneces- 
sary. 


Section 5.17: Section 5.17 is removed and reserved as unneces- 
sary. 


Section 5.18: Section 5.18 is amended to update the references 
to other parts of the Code of Federal Regulations. 


Sections 5.19: Sections 5.19(a) and (b) are amended to update 
the references to other parts of the Code of Federal Regulations. 
Section 5.19(c) is removed as unnecessary. 


Section 5.20: Section 5.20 is amended to include only the 
language of former § 5.20(a). 


Section 5.25: Section 5.25(c) is removed as unnecessary. 


Section 5.31: Section 5.31 is removed and reserved as unneces- 
sary. 


Section 5.32: Section 5.32 is removed and reserved as unneces- 
sary. 
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Section 5.33: Section 5.33 is removed and reserved and its 
subject matter added to § 5.1. 


Part 7: Part 7 is removed and reserved as the substance thereof 
is incorporated into part 3. 


No comments were received regarding the proposed change to 
Part 7. 


Part 10: 


Section 10.18: The heading of § 10.18 is amended to read 
“{s]ignature and certificate for correspondence filed in the 
Patent and Trademark Office” to reflect that it, as amended, 
applies to correspondence filed by non-practitioners as well as 
practitioners. 


Section 10.18(a) is amended to provide that for all documents 
filed in the Office in patent, trademark, and other non-patent 
matters, except for correspondence that is required to be signed 
by the applicant or party, each piece of correspondence filed 
by a practitioner in the Patent and Trademark Office must 
bear a signature, personally signed by such practitioner, in 
compliance with § 1 .4(d)(1). This amendment is simply a clari- 
fication of the requirements of former § 10.18(a). 


Section 10.18 is further amended (in § 10.18 paragraphs (b) 
and (c)) to include the changes proposed to § 1.4 paragraphs 
(d)(2) and (d)(3). These changes to 37 CFR Part 10 are to 
avoid a dual standard between 37 CFR Parts | and 10 as 
to practitioners. In addition, by operation of § 1.4(d)(2), the 
provisions of § 10.18 paragraphs (b) and (c) are applicable to 
any party (whether a practitioner or non-practitioner) presenting 
any paper to the Office. As any party (whether a practitioner 
or non-practitioner) presenting any paper to the Office is subject 
to the provisions of § 10.18 paragraphs (b) and (c), this change 
also avoids a dual standard between practitioners and non- 
practitioners as to the certification provisions of § 10.18(b) and 
the sanctions provisions of § 10.18(c). The only difference 
between a practitioner and a non-practitioner as to § 10.18 
paragraphs (b) and (c) is that a practitioner may also be subject 
to disciplinary action for violations of § 10.18(b) in addition 
to or in lieu of sanctions under § 10.18(c). 


Section 10.18(b)(1) is specifically amended to provide that, by 
presenting to the Office (whether by signing, filing, submitting, 
or later advocating) any paper, the party presenting such paper 
(whether a practitioner or non-practitioner) is certifying that 
all statements made therein of the party’s own knowledge are 
true, all statements made therein on information and belief are 
believed to be true, and all statements made therein are made 
with the knowledge that whoever, in any matter within the 
jurisdiction of the Patent and Trademark Office, knowingly 
and willfully falsifies, conceals, or covers up by any trick, 
scheme, or device a material fact, or makes any false, fictitious 
or fraudulent statements or representations, or makes or uses 
any false writing or document knowing the same to contain 
any false, fictitious or fraudulent statement or entry, shall be, 
subject to the penalties set forth under 18 U.S.C. 1001, and 
that violations of this paragraph may jeopardize the validity of 
the application or document, or the validity or enforceability 
of any patent, trademark registration, or certificate resulting 
therefrom. 


Section 10.18(b)(2) is specifically amended to provide that, by 
presenting to the Office any paper, the party presenting such 
paper (whether a practitioner or non-practitioner) is certifying 
that to the best of the party’s knowledge, information and belief, 
formed after an inquiry reasonable under the circumstances, 
that: (1) the paper is not being presented for any improper 
purpose, such as to harass someone or to cause unnecessary 
delay or needless increase in the cost of prosecution before the 
Office; (2) the claims and other legal contentions therein are 
warranted by existing law or by a nonfrivolous argument for 
the extension, modification, or reversal of existing law or the 
establishment of new law; (3) the allegations and other factual 
contentions have evidentiary support or, if specifically so identi- 
fied, are likely to have evidentiary support after a reasonable 
opportunity for further investigation or discovery; and (4) the 
denials of factual contentions are warranted on the evidence, 
or if specifically so identified, are reasonably based on a lack 
of information or belief. 
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As discussed supra, the amendments to § 10.18, in combination 
with the amendment to § 1.4(d), will permit the Office to 
eliminate the verification requirement for a number of the rules 
of practice. 


Section 10.18(c) specifically provides that violations of § 
10.18(b)(1) may jeopardize the validity of the application or 
document, or the validity or enforceability of any patent, trade- 
mark registration, or certificate resulting therefrom, and that 
violations of any of § 10.18 paragraphs (b)(2)(i) through (iv) 
are, after notice and reasonable opportunity to respond, subject 
to such sanctions as deemed appropriate by the Commissioner, 
or the Commissioner’s designee, which may include, but are 
not limited to, any combination of: (1) holding certain facts to 
have been established; (2) returning papers; (3) precluding a 
party from filing a paper, or presenting or contesting an issue; 
(4) imposing a monetary sanction; (5) requiring a terminal 
disclaimer for the period of the delay; or (6) terminating the 
proceedings in the Patent and Trademark Office. 


With regard to the sanctions enumerated in § 10.18(c), 35 
U.S.C. 6(a) provides that “The Commissioner . . . may, subject 
to the approval of the Secretary of Commerce, establish regula- 
tions, not inconsistent with law, for the conduct of proceedings 
in the Patent and Trademark Office.” The issue of whether 
the Office is authorized to impose monetary sanctions was 
addressed in the rulemaking entitled “Patent Appeal and Inter- 
ference Practice,” published in the Federal Register at 60 FR 
14488 (March 17, 1995), and in the Official Gazette at 1173 
Off. Gaz. Pat. Office 36 (April 11, 1995). 


The Commissioner’s authority under 35 U.S.C. 6(a) to impose 
monetary sanctions is limited to sanctions which are remedial, 
and does not extend to sanctions that are punitive. /d. at 14494- 
96, 1173 Off. Gaz. Pat. Office at 41-43. An enabling statute 
(35 U.S.C. 6(a)) alone is not the express statutory authorization 
required for an agency to impose penal monetary sanctions. 
See, e.g., Commissioner v. Acker, 361 U.S. 87,91 (1959); Gold 
Kist, Inc. v. Department of Agriculture, 741 F.2d 344, 348 
(11th Cir. 1984). Thus, the line of demarcation between permis- 
sible and impermissible monetary sanctions under 35 U.S.C. 
6(a) is that: (1) the imposition of a monetary sanction to cover 
the costs incurred by the Office due to the violation of § 
10.18(b)(2) is a remedial (and thus permissible) sanction; and 
(2) the imposition of a monetary sanction that has no relation- 
ship to the costs incurred by the Office due to the violation of 
§ 10.18(b)(2) (e.g., a pre-established or arbitrary fine or penalty) 
is a punitive (and thus impermissible) sanction. See United 
States v. Frame, 885 F.2d 1119, 1142-43 (3rd Cir. 1989) (late 
payment charge no higher than reasonable to cover lost interest 
and administrative costs incurred in the collection effort is a 
remedial sanction, and not a penalty, and, as such, is authorized 
by rulemaking enabling statute), cert. denied, 493 U.S.1094 
(1990); see also Griffin & Dickson v. United States, 16 Cl. Ct. 
347, 356-57 (1989) (agency has the inherent authority to 
manage its caseload by imposing sanctions including pre- 
cluding party from presenting further evidence, disciplining of 
representative, or imposing costs against the representative or 
the party in interest). As the Office is an entirely fee-funded 
entity, it is reasonable to impose a monetary sanction on a 
party causing an unnecessary and inordinate expenditure of 
Office resources to cover the costs incurred by the Office due 
to such action, rather than impose these costs on the Office’s 
customers in general. 


Nevertheless, the Office has amended §§ 1.4(d)(2) and 10.18 
with the objective of discouraging the filing of frivolous or 
patently unwarranted correspondence in the Office, not to rou- 
tinely review correspondence for compliance with § 10.18(b)(2) 
and impose sanctions under § 10.18(c). Thus, the amendment 
to §§ 1.4(d)(2) and 10.18 should cause no concem to prac- 
titioners and pro se applicants engaging in the ordinary course of 
business before the Office. The Office anticipates that sanctions 
under § 10.18(c) will be imposed only in rare situations in 
which such action is necessary for the Office to halt a clear 
abuse that is resulting in a needless and inordinate expenditure 
of Office resources. 


Where the circumstances of an application or other proceeding 
warrant a determination of whether there has been a violation 
of § 10.18(b), the file or the application or other proceeding 
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will be forwarded to the Office of Enrollment and Discipline 
(OED) for a determination of whether there has been a violation 
of § 10.18(b). In the event that OED determines that a provision 
of § 10.18(b) has been violated, the Commissioner, or the 
Commissioner’s designee, will determine what (if any) sanc- 
tion(s) under § 10.18(c) is to be imposed in the application or 
other proceeding. In addition, if OED determines that a provi- 
sion of § 10.18(b) has been violated by a practitioner, OED 
will determine whether such practitioner is to be subject to 
disciplinary action (see §§ 1.4(d)(2) and 10.18(d)). That is, 
OED will provide a determination of whether there has been a 
violation of § 10.18(b), and if such violation is by a practitioner, 
whether such practitioner is to be subject to disciplinary action; 
however, OED will not be responsible for imposing sanctions 
under § 10.18(c) in an application or other proceeding. 


Section 10.18(d) provides that any practitioner violating the 
provisions of this section may also be subject to disciplinary 
action. This paragraph (and the corresponding provision of § 
1.4(d)(2)) clarifies that a practitioner may be subject to disci- 
plinary action in lieu of, or in addition to, the sanctions set 
forth in § 10.18(c) for violations of § 10.18. 


Comment 102: A number of comments supported the changes 
to § 1.4(d) to make its certification applicable to all papers 
signed and submitted to the Office. 


Response: The Office will adopt the changes to make such a 
certification applicable to all papers filed in the Office, but 
will do so by placing the certification requirement in § 10.18, 
and providing in § 1.4(d) that the presentation of any paper 
to the Office, whether by a practitioner or non-practitioner, 
constitutes a certification under § 10.18. Thus, the presentation 
of a paper to the Office by any person (even a non-practitioner) 
constitutes a certification under § 10.18. 


Comment 103: A number of comments opposed the change to 
§ 1.4(d) as increasing the burden on persons presenting papers 
to the Office, and, as such, inconsistent with the stated goal 
of reducing the burden on the public. One comment indicated 
that new burdens in § 1.4(d) on signers of papers submitted to 
the Office include: (1) conducting a reasonable inquiry con- 
cerning the document to be submitted to the Office; (2) not 
submitting the document to harass or seek a needless increase 
in the cost of prosecution; and (3) submitting only documents 
likely to have evidentiary support after a reasonable opportunity 
for further investigation or discovery. 


Response: The change to §§ 1.4(d) and 10.18 should discourage 
the filing of frivolous papers in the Office, and thus reduce the 
cost to the Office of treating such papers, which cost is ulti- 
mately borne by the Office’s customers. Thus, this change to 
§§ 1.4(d) and 10.18 will reduce the burden on the public and 
to the Office’s customers in general. There is no reasonable 
argument as to why a person filing a document in the Office 
should be permitted to avoid the “burden” of conducting a 
reasonable inquiry conceming the document to be submitted 
to the Office, not submitting the document to harass or seek 
aneedless increase in the cost of prosecution, or submitting only 
documents likely to have evidentiary support after a reasonable 
opportunity for further investigation or discovery. 


Comment 104: Several comments opposed the addition of § 
1.4(d)(2) (now § 10.18(b)(2)) on the basis that the phrase 
“formed after an inquiry reasonable under the circumstances” 
was too vague or was unclear as to how much of an inquiry 
must be made to meet the “reasonable inquiry” requirement. 


Response: The phrase “formed after an inquiry reasonable under 
the circumstances” is taken from Rule 11(b) of the Federal 
Rules of Civil Procedure (Fed. R. Civ. P. 1 1(b)), which provides 
that: 


tations to Court. By presenting to the court (whether 
by signing, filing, submitting, or later advocating) a pleading, 
written motion, or other paper, an attommey or unrepresented 
party is certifying that to the best of the person’s knowledge, 
information and belief, formed after an inquiry reasonable under 
the circumstances, — 
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(1) it is not being presented for any improper purpose, such 
as to harass or to cause unnecessary delay or needless increase 
in the cost of litigation; 

(2) the claims, defenses, and other legal contentions therein 
are warranted by existing law or by a nonfrivolous argument 
for the extension, modification, or reversal of existing law or 
the establishment of new law; 

(3) the allegations and other factual contentions have eviden- 
tiary support or, if specifically so identified, are likely to have 
evidentiary support after a reasonable opportunity for further 
investigation or discovery; and 

(4) the denials of factual contentions are warranted on the 
evidence or, if specifically so identified, are reasonably based 
on a lack of information or belief. 


See Fed. R. Civ. P. 11(b)(1993). 


Section 10.18(b)(2) tracks the language of Fed. R. Civ. P. 
11(b)(1993) to avoid confusion as to what certifications a signa- 
ture entails. The advisory committee notes to Fed. R. Civ. 
P.11(b) provide further information on the “inquiry reasonable 
under the circumstances” requirement. See Amendments to the 
Federal Rules of Civil Procedure at 50-53 (1993), reprinted 
in 146 F.R.D. 401, 584-87. The “inquiry reasonable under the 
circumstances” requirement of § 10.18(b)(2) is identical to that 
in Fed. R. Civ. P. 11(b). The Federal courts have stated in 
regard to the “reasonable inquiry” requirement of Fed. R. Civ. 
P. 11: 


In requiring reasonable inquiry before the filing of any pleading 
in a civil case in federal district court, Rule 11 demands “an 
objective determination of whether a sanctioned party’s conduct 
was reasonable under the circumstances.” In effect it imposes a 
negligence standard, for negligence is a failure to use reasonable 
care. The equation between negligence and the failure to con- 
duct a reasonable precomplaint inquiry is . . . that “the amount 
of investigation required by Rule 11 depends on both the time 
available to investigate and on the probability that more investi- 
gation will turn up important evidence; the Rule does not require 
steps that are not cost-justified.” 


Hays v. Sony Electronics, 847 F.2d 412, 418, 7 USPQ2d 1043, 
1048 (7th. Cir.1988) (citations omitted) (decided prior to the 
1993 amendment to Fed. R. Civ. P. 11, but discussing a “reason- 
able under the circumstances” standard). 


Comment 105: One comment opposed the change in § 1.4(d) 
to import the verification requirement into any papers signed 
and submitted to the Office, on the basis that the presence of 
a verification actually on the paper signed and submitted to 
the Office would cause the signer to carefully consider what 
is being signed and submitted to the Office. 


Response: A separate verification requirement for certain 
papers results in delays during the examination of an application 
when such verification is omitted. The Office is convinced that 
people are inclined to either not make false, misleading or 
inaccurate statements in documents they sign, or are not 
deterred from making such statements by the presence of a 
verification clause in the document. The benefit obtained in 
the rare instance in which a person otherwise inclined to make 
a false, misleading or inaccurate statement is persuaded not to 
do so by averification clause simply does not outweigh the 
benefit obtained by the elimination of the delay that results 
from the requirement for such a verification clause. 


Comment 106: One comment opposed the change to § 1.4(d) 
(now § 10.18(b)(2)) on the basis that “reasonable inquiry” 
requirement therein will expose a practitioner to malpractice 
liability. 

Response: Legal malpractice is not an issue of Federal patent 
(or trademark) law, but of common law sounding in tort. See 
Voight v. Kraft, 342 F. Supp 821, 822, 174 USPQ 294,295 (D. 
Idaho 1972). Section 10.18(b)(2) does not affect the duty (or 
create a new duty) on the part of a practitioner to his or her 
client vis-d-vis the submission of papers to the Office. 


The party’s duties under § 10.18 are not to one’s own clients; 
it is to the public in general, other parties before the Office 
(the examination of whose applications are delayed while the 
Office is, and whose fees must be applied to the cost of, 
responding to frivolous papers), and to the Office. Cf Mars 
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Steel Corp. v. Continental Bank, 880 F.2d 928, 932 (7th. 
Cir. 1989) (just as tort law creates duties to one’s client, Fed. 
R. Civ. P. 11 creates a duty to one’s adversary, other litigants 
in the courts’s queue, and the court itself); Hays, 847 F.2d at 
418, 7TUSPQ2d at 1049 (same). 


Comment 107: One comment indicated that the requirements 
in § 1.4(d)(2) (now § 10.18(b)(2)) may be onerous as to persons 
not registered to practice before the Office. Another comment 
opposed this change on the basis that it would create new issues 
during litigation, in that few non-lawyers have enough legal 
knowledge to accurately verify that the documents they sign 
are consistent with the law. The comment suggested that § 
1.4(d)(2) simply be amended to include the verification state- 
ment from § 1.68. 


Response: There is no reasonable argument as to why the 
certification for papers submitted to the Office should be any 
less than the certification required under Fed. R. Civ. P. 11(b) 
for papers filed in the Federal courts. The Federal Rules of 
Civil Procedure do not permit a pro se litigant to avoid the 
requirements of Fed. R. Civ. P. 11(b) (“By presenting . . . an 
attomey or unrepresented party is certifying . . . .” (emphasis 
added)). It is, however, appropriate to take account of the 
special circumstances of pro se applicants in determining 
whether sanctions under § 10.18(c) are appropriate. See advi- 
sory committee notes to Fed. R. Civ. P. 11 (1983), reprinted 
in 97 F.R.D. 165, 198-99 (1983) (“Although the standard is the 
same for unrepresented parties, who are obligated themselves to 
sign the [papers], the court has sufficient discretion to take 
account of the special circumstances that often arise in pro se 
situations”). 


The Office expects that pro se applicants will often submit 
arguments that evidence little, if any, appreciation of the appli- 
cable law or procedure. The Office is not adopting §§ 1.4(d)(2) 
and 10.18(b) and (c) for the purpose of imposing, and does 
not intend to impose, sanctions on pro se applicants in situations 
in which they simply submit arguments lacking an appreciation 
of the applicable law or procedure. See Finch v. Hughes Aircraft 
Co., 926 F.2d 1574, 1582,17 USPQ2d 1914, 1921 (Fed. Cir. 
1991)(“courts are particularly cautious about imposing sanc- 
tions on a pro se litigant, whose improper conduct may be 
attributed to ignorance of the law and proper procedures”); see 
also Hornback v. U.S., 40 USPQ2d 1694, 1697 (Cl. Ct. 1996) 
(pro se without legal training is not held to the same standard 
as trained counsel). 


Where, however, a pro se applicant engages in a course of 
conduct that any reasonable person should have known was 
improper, and which causes a needless and inordinate expendi- 
ture of Office resources, such conduct may result in the imposi- 
tion of sanctions on the pro se applicant. The Federal courts 
have subjected pro se litigants to sanctions for: (1) taking or 
persisting in actions that even a non-lawyer should have known 
were frivolous; (2) taking or persisting in actions that, after 
engaging in a sufficient course of litigation, the pro se litigant 
should have known were frivolous; or (3) taking or persisting 
in actions after having been warned by the court that such 
actions were frivolous. See Constant v. U.S., 929 F.2d 654,658, 
18 USPQ2d 1298, 1301 (Fed. Cir.), cert. denied, 501 U.S. 1206 
(1991); Finch, 926F.2d at 1582-83, 17 USPQ2d at 1921; U.S. 
ex rel. Taylor v. Times Herald Record, 22 USPQ2d 1716, 1718 
(S.D.N.Y. 1992), aff'd, 990 F.3d 623 (2d Cir. 1993)(table). 


Comment 108: One comment argued that the change to § 
1.4(d) would be particularly difficult to apply in the context 
of provisional applications. 


Response: The patent statute and rules of practice do not require 
any papers other than a disclosure (with or without claims) and 
a cover sheet for a provisional application (e.g., an applicant 
need and should not submit legal arguments or other contentions 
with a provisional application). Thus, it is highly unlikely that 
the filing of a provisional application will result in a violation 
of § 10.18(b). 


Comment 109: One comment opposed the change to § 1.4(d) 
on the basis that it was not clear whether a practitioner has an 
obligation in the case of a submission of a statement off acts 
to inform the party making the statement (or the client) of this 
certification effect, and the sanctions applicable to noncompli- 
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ance. Another comment indicated that practitioners will now 
be placed under the obligation of questioning their clients each 
time they are given information or instructions. 


Response: The submission by an applicant of misleading or 
inaccurate statements of facts during the prosecution of applica- 
tions for patent has resulted in the patents issuing on such 
applications being held unenforceable. See, e.g., Refac Interna- 
tional Lid. v. Lotus Development Corp., 8\ F.3d 1576, 38 
USPQ2d 1665 (Fed. Cir. 1996); Paragon Podiatry Laboratory, 
Inc. v. KLM Laboratories, Inc., 984 F.2d 1182, 25 USPQ2d 
1561 (Fed. Cir 1993); Rohm and Haas Corp. v. Crystal Chem- 
ical Co., 722 F.2d 1556, 200 USPQ 289 (Fed. Cir. 1983), cert. 
denied, 469 U.S. 851 (1984); Ont v. Goodpasture, 40 USPQ2d 
1831 (D.N. Tex. 1996); Herman v. William Brooks Shoe Co., 
39 USPQ2d 1773 (S.D. N.Y. 1996); Golden Valley Microwave 
Food Inc. v. Weaver Popcorn Co., 837 F. Supp. 1444, 
24USPQ2d 1801 (N.D. Ind. 1992), affd, 11 F.3d 1072 (Fed. 
Cir. 1993) (table), cert. denied, 511 U.S. 1128 (1994). Likewise, 
false statements by a practitioner in a paper submitted to the 
Office during the prosecution of an application for patent has 
resulted in the patent issuing on such application also being 
held unenforceable. See General Electro Music Corp. v. Samick 
Music Corp., 19 F.3d 1405, 30 USPQ2d 1149 (Fed. Cir. 1994) 
(false statement in a petition to make an application special 
constitutes inequitable conduct, and renders the patent issuing 
on such application unenforceable). In addition, the failure to 
exercise due care in ascertaining the accuracy of the statements 
in a Certification submitted to the Office has also resulted in 
a patent being held invalid. See DH Technology, 937 F. Supp. 
at 910; 4OUSPQ2d at 1761. 


For the above-stated reasons, it is highly advisable for a prac- 
titioner to advise a client or third party that any information 
so provided must be reliable and not misleading, regardless of 
this amendment to §§ 1.4(d)(2) and 10.18. Nevertheless, §§ 
1.4(d)(2) and 10.18 as adopted do not require a practitioner to 
advise the client (or third party) providing information of this 
certification effect (or the sanctions applicable to noncompli- 
ance), or question the client (or third party) when such informa- 
tion or instructions are provided. When a practitioner is 
submitting information (e.g., a statement of fact) from the 
applicant or a third party, or relying in arguments upon informa- 
tion from the applicant or a third party, the Office will consider 
a practitioner’s “inquiry reasonable under the circumstances” 
duty under § 10.18 met so long as the practitioner has no 
knowledge of information that is contrary to the information 
provided by the applicant or third party or would otherwise 
indicate that the information provided by the applicant or third 
party was so provided for the purpose of a violation of § 10.18 
(e.g., was submitted to cause unnecessary delay). 


An applicant has no duty to conduct a prior art search as a 
prerequisite to filing an application for patent. See Nordberg, 
Inc. v. Telsmith, Inc., 82 F.3d 394, 397, 38 USPQ2d 1593, 
1595-96 (Fed. Cir. 1996); FMC Corp. v. Hennessy Indus., Inc., 
836 F.2d 521, 526 n.6, 5 USPQ2d 1272, 1275-76 n.6 (Fed. 
Cir. 1987); FMC Corp. v. Manitowoc Co., Inc., 835 F.2d 1411, 
1415, 5 USPQ2d 1112, 1115 (Fed. Cir. 1987); American 
Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 F.2d 1350, 
1362, 220 USPQ 763, 772 (Fed. Cir.), cert. denied, 469 U.S. 
821, 224 USPQ 520 (1984). The “inquiry reasonable under the 
circumstances” requirement of § 10.18 does not create any new 
duty on the part of an applicant for patent to conduct a prior 
art search. See MPEP 609; cf. Judin v. United States, 110 F.3d 
780, 42 USPQ2d 1300 (Fed. Cir 1997) (the failure to obtain 
and examine the accused infringing device prior to bringing a 
civil action for infringement violates the 1983 version of Fed. 
R. Civ. P.1 1). The “inquiry reasonable under the circumstances” 
requirement of § 10.18, however, will require an inquiry into 
the underlying facts and circumstances when a practitioner 
provides conclusive statements to the Office (e.g., a statement 
that the entire delay in filing the required reply from the due 
date for the reply until! the filing of a grantable petition pursuant 
to § 1.137(b) was unintentional). 


Section 10.23: Section 10.23 is amended to change the phrase 
“knowingly signing” to “signing.” This amendment to § 10.23 
is for consistency with § 10.18, which contains no “knowingly” 
provision or requirement. 
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Review Under the Paperwork Reduction Act of 1995. 


This Final Rule contains information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 
(44 U.S.C. 3501 et seq.). The principal impact of this Final 
Rule is: (1) elimination of unnecessary rules of practice; (2) 
simplification or elimination of certain requirements of the 
rules of practice; (3) rearrangement of certain rules to improve 
their context; and (4) clarification of the requirements of the 
rules of practice. 


The title, description and respondent description of each of the 
information collections are shown below with an estimate of 
each of the annual reporting burdens. The collections of infor- 
mation in this Final Rule have been reviewed and approved 
by OMB under the following control numbers: 0651-0016, 
0551-0021, 0651-0022, 0651-0027, 0651-0031, 0651-0032, 
0651-0033, 0651-0034, 0651-0035, and 0651-0037. Included 
in each estimate is the time for reviewing instructions, gathering 
and maintaining the data needed, and completing and reviewing 
the collection of information. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
control number. 


OMB Number: 0651-0016. 

Title: Rules for Patent Maintenance Fees. 

Form Numbers: PTO/SB/45/46/47/65/66. 

Type of Review: Approved through July of 1999. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
emment. 

Estimated Number of Respondents: 273,800. 

Estimated Time Per Response: 0.08 hour. 

Estimated Total Annual Burden Hours: 22,640 hours. 

Needs and Uses: Maintenance fees are required to maintain 
a patent, except for design or plant patents, in force under 35 


U.S.C. 41(b). Payment of maintenance fees are required at 3 
1/2, 7 1/2 and 11 1/2 years after the grant of the patent. A 
patent number and application number of the patent on which 
maintenance fees are paid are required in order to ensure proper 
crediting of such payments. 


OMB Number: 0651-0021. 

Title: Patent Cooperation Treaty. 

Form Numbers: PCT/RO/101, ANNEX/134/144, PTO- 
1382, PCT/IPEA/401, PCT/IB/328. 

Type of Review: Approved through May of 2000. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Federal Agencies or Employees, Not-for- 
Profit Institutions, Small Businesses or Organizations. - 

Estimated Number of Respondents: 102,950. 

Estimated Time Per Response: 0.9538 hour. 

Estimated Total Annual Burden Hours: 98,195 hours. 

Needs and Uses: The information collected is required by 
the Patent CooperationTreaty (PCT). The general purpose of 
the PCT is to simplify the filing of patent applications on 
the same invention in different countries. It provides for a 
centralized filing procedure anda standardized application 
format. 


OMB Number: 0651-0022. 

Title: Deposit of Biological Materials for Patent Purposes. 

Form Numbers: None. 

Type of Review: Approved through December of 1997. 

Affected Public: Individuals or Households, State or Local 
Governments, Farms, Business or Other For-Profit, Federal 
Agencies or Employees, Not-for-Profit Institutions, Small Busi- 
nesses or Organizations. 

Estimated Number of Respondents: 3,325. 

Estimated Time Per Response: 1.0 hour. 

Estimated Total Annual Burden Hours: 3,325 hours. 

Needs and Uses: Information on depositing of biological 
materials in depositories is required for (1) Office determination 
of compliance with the patent statute where the invention sought 
to be patented relies on biological material subject to deposit 
requirement, which includes notifying interested members of 


OFFICIAL GAZETTE 


January 5, 1999 


the public where to obtain samples of deposits, and (2) deposi- 
tories desiring to be recognized as suitable by the Office. 


OMB Number: 0651-0027. 

Title: Changes in Patent and Trademark Assignment Prac- 
tices. 

Form Numbers: PTO-1618 and PTO-1619, PTO/SB/15/41. 

Type of Review: Approved through September of 1998. 

Affected Public: Individuals or Households and Businesses 
or Other For-Profit. 

Estimated Number of Respondents: 170,000. 

Estimated Time Per Response: 0.57 hour. 

Estimated Total Annual Burden Hours: 97,000 hours. 

Needs and Uses: The Office records about 170,000 assign- 
ments or documents related to ownership of patent and trade- 
mark cases each year. The Office requires a cover sheet to 
expedite the processing of these documents and to ensure that 
they are properly recorded. 


OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08- 12/2 1-26/3 1/32/42/43/61-64/ 
67-69/9 1-93/96/97. 

Type of Review: Approved through October of 1999. 

Affected Public: Indivicuals or Households, Business or 
Other For-Profit Institutions, Not-for-Profit Institutions and 
Federal Government. 

Estimated Number of Respondents: 1,690,690. 

Estimated Time Per Response: 0.361 hours. 

Estimated Total Annual Burden Hours: 644,844 hours. 

Needs and Uses: During the processing for an application 
for a patent, the applicant/agent may be required or desire to 
submit additional information to the Office concerning the 
examination of a specific application. The specific information 
required or which may be submitted includes: Information Dis- 
closure Statements; Terminal Disclaimers; Petitions to Revive; 
Express Abandonments; Appeal Notices; Small Entity; Peti- 
tions for Access; Powers to Inspect; Certificates of Mailing; 
Certificates under § 3.73(b); Amendments, Petitions and their 
Transmittal Letters; and Deposit Account Order Forms. 


OMB Number: 0651-0032. 

Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/17-20/101-109. 

Type of Review: Approved through September of 1998. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
emment. 

Estimated Number of Respondents: 243,100. 

Estimated Time Per Response: 7.88 hours. 

Estimated Total Annual Burden Hours: 1,915,500 hours. 

Needs and Uses: The purpose of this information collection 
is to permit the Office to determine whether an application 
meets the criteria set forth in the patent statute and regulations. 
The standard Fee Transmittal form, New Utility Patent Applica- 
tion Transmittalform, New Design Patent Application Trans- 
mittal form, New Plant Patent Application Transmittal form, 
Plant Color Coding Sheet, Declaration, and Plant Patent Appli- 
cation Declaration will assist applicants in complying with the 
requirements of the patent statute and regulations, and will 
further assist the Office in processing and examination of the 
application. 


OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/50-57; PTOL-85b. 

Type of Review: Approved through June of 1999. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
emment. 

Estimated Number of Respondents: 135,190. 

Estimated Time Per Response: 0.325 hour. 

Estimated Total Annual Burden Hours: 43,893 hours. 

Needs and Uses: This collection of information is required 
to administer the patent laws pursuant to title 35, U.S.C., con- 
ceming the issuance of patents and related actions including 
correcting errors in printed patents, refiling of patent applica- 
tions, requesting reexamination of a patent, and requesting a 
reissue patent to correct an error in a patent. The affected public 
includes any individual or institution whose application for a 
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patent has been allowed or who takes action as covered by the 
applicable rules. 


OMB Number: 0651-0034. 

Title: Secrecy/License to Export. 

Form Numbers: None. 

Type of Review: Approved through January of 1998. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
emment. 

Estimated Number of Respondents: 2,156. 

Estimated Time Per Response: 0.5 hour. 

Estimated Total Annual Burden Hours: 1,129 hours. 

Needs and Uses: In the interest of national security, patent 
laws and regulations place certain limitations on the disclosure 
of information contained in patents and patent applications and 
on the filing of applications for patent in foreign countries. 


OMB Number: 0651-0035. 

Title: Address-Affecting Provisions. 

Form Numbers: PTO/SB/82/83. 

Type of Review: Approved through June of 1999. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
emment. 

Estimated Number of Respondents: 44,850. 

Estimated Time Per Response: 0.2 hour. 

Estimated Total Annual Burden Hours: 8,970 hours. 

Needs and Uses: Under existing law, a patent applicant or 
assignee may appoint, revoke or change a representative to act 
in a representative capacity. Also, an appointed representative 
may withdraw from acting in a representative capacity. This 
collection includes the information needed to ensure that Office 
correspondence reaches the appropriate individual. 


OMB Number: 0651-0037. 

Title: Provisional Applications. 

Form Numbers: PTO/SB/16. 

Type of Review: Approved through January of 1998. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
emment. 

Estimated Number of Respondents: 6,000. 

Estimated Time Per Response: 0.2 hour. 

Estimated Total Annual Burden Hours: 1,200 hours. 

Needs and Uses: The information included on the provisional 
application cover sheet is needed by the Office to identify the 
submission as a provisional application and not some other kind 
of submission, to promptly and properly process the provisional 
application, to prepare the provisional application filing receipt 
which is sent to the applicant, and to identify those provisional 
applications which must be reviewed by the Office for foreign 
filing licenses. 


As required by the Paperwork Reduction Act of 1995 (44 
U.S.C. 3507(d)), the Office has submitted a copy of this Final 
Rule to OMB for its review of these information collections. 
Interested persons are requested to send comments regarding 
these information collections, including suggestions for 
reducing this burden, to the Office of Information and Regula- 
tory Affairs of OMB, New Executive Office Bldg., 725 17th 
St. NW, rm. 10235, Washington, DC 20503, Attn: Desk Officer 
for the Patent and Trademark Office. 


Other Considerations. 


This Final Rule is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612 (October 26, 1987), and the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). Ithas been determined that 
this rulemaking is not significant for the purposes of Executive 
Order 12866 (September 30, 1993). 


The Assistant General Counsel for Legislation and Regulation 
of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration that this 
Final Rule would not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The principal impact of this Final Rule is: (1) elimina- 
tion of unnecessary rules of practice; (2) simplification or elimi- 
nation of certain requirements of the rules of practice; (3) 
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rearrangement of certain rules to improve their context; and 

(4) clanfication of the requirements of the rules of practice. 


The Office has determined that this Final Rule has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects 


37 CFR Part | 

Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Small Businesses. 

37 CFR Part 3 

Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 

37 CFR Part 5 

Classified information, foreign relations, inventions and 
patents. 

37 CFR Part 7 

Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 

37 CFR Part 10 

Administrative practice and procedure, Inventions and patents, 
Lawyers, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts 1, 3, 
5, 7 and 10 are amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.4 is amended by revising paragraph (d) and by 
adding paragraph (g) to read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 


**e+#*# 


(d)(1) Each piece of correspondence, except as provided in 
paragraphs (e) and (f) of this section, filed in a patent or 
trademark application, reexamination proceeding, patent or 
trademark interference proceeding, patent file or trademark 
registration file, trademark opposition proceeding, trademark 
cancellation proceeding, or trademark concurrent use pro- 
ceeding, which requires a person’s signature, must either: 


(i) Be an original, that is, have an original signature personally 
signed in permanent ink by that person; or 


(ii) Be a direct or indirect copy, such as a photocopy or 
facsimile transmission(§ 1.6(d)), of an original. In the event 
that a copy of the original is filed, the original should be retained 
as evidence of authenticity. If a question of authenticity arises, 
the Patent and Trademark Office may require submission of 
the original. 


(2) The presentation to the Office (whether by signing, filing, 
submitting, or later advocating) of any paper by a party, whether 
a practitioner or non-practitioner, constitutes a certification 
under § 10.18(b) of this chapter. Violations of § 10.18(b)(2) 
of this chapter by a party, whether a practitioner or non-prac- 
titioner, may result in the imposition of sanctions under § 
10.18(c) of this chapter. Any practitioner violating § 10.18(b) 
may also be subject to disciplinary action. See §§ 10.18(d) and 
10.23(c)(15). 


ees ee € 


(g) An applicant who has not made of record a registered 
attomey or agent may be required to state whether assistance 
was received in the preparation or prosecution of the patent 
application, for which any compensation or consideration was 
given or charged, and if so, to disclose the name or names of 
the person or persons providing such assistance. Assistance 
includes the preparation for the applicant of the specification 
and amendments or other papers to be filed in the Patent and 
Trademark Office, as well as other assistance in such matters, 
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but does not include merely making drawings by draftsmen or 
stenographic services in typing papers. 


3. Section 1.6 is amended by revising paragraphs (d)(3), (d)(6), 
and (e) and adding paragraph (f) to read as follows: 


§ 1.6 Receipt of correspondence. 


***+** 
(d@)*** 


(3) Correspondence which cannot receive the benefit of 
the certificate of mailing or transmission as specified in § 
1.8(a)(2)(iMA) through (D) and (F), § 1.8(a)(2)(ii(A), and § 
1.8(a)(2)(iii(A), except that a continued prosecution applica- 
tion under § 1.53(d) may be transmitted to the Office by fac- 
simile; 


*** 


(6) Correspondence to be filed in a patent application subject 
to a secrecy order under §§ 5.1 through 5.5 of this chapter and 
directly related to the secrecy order content of the application; 


ese & 


(e) Interruptions in U.S. Postal Service. \f interruptions or 
emergencies in the United States Postal Service which have 
been so designated by the Commissioner occur, the Patent and 
Trademark Office will consider as filed on a particular date in 
the Office any correspondence which is: 


(1) Promptly filed after the ending of the designated interrup- 
tion or emergency; and 


(2) Accompanied by a statement indicating that such corre- 
spondence would have been filed on that particular date if it 
were not for the designated interruption or emergency in the 
United States Postal Service. 


(f) Facsimile transmission of a patent application under § 
1.53(d). In the event that the Office has no evidence of receipt 
of an application under § 1.53(d) (a continued prosecution 
application) transmitted to the Office by facsimile transmission, 


the party who transmitted the application under § 1.53(d) may 
petition the Commissioner to accord the application under § 
1.53(d) a filing date as of the date the application under § 
1.53(d) is shown to have been transmitted to and received in 
the Office, 


(1) Provided that the party who transmitted such application 
under § 1.53(d): 


(i) Informs the Office of the previous transmission of the 
application under § 1.53(d) promptly after becoming aware 
that the Office has no evidence of receipt of the application 
under § 1.53(d); 


(ii) Supplies an additional copy of the previously transmitted 
application under § 1.53(d); and 


(iii) Includes a statement which attests on a personal know!l- 
edge basis or to the satisfaction of the Commissioner to the 
previous transmission of the application under § 1.53(d) and is 
accompanied by a copy of the sending unit’s report confirming 
transmission of the application under § 1.53(d) or evidence 
that came into being after the complete transmission and within 
one business day of the complete transmission of the application 
under § 1.53(d). 


(2) The Office may require additional evidence to determine 
if the application under § 1.53(d) was transmitted to and 
received in the Office on the date in question. 


4. Section 1.8 is amended by revising paragraphs (a)(2)(i)(A) 
and (b) to read as follows: 


§ 1.8 Certificate of mailing or transmission. 
(a) *** 
(2) ** * 
(i) *** 
(A) The filing of a national patent application specification and 
drawing or other correspondence for the purpose of obtaining an 


application filing date, including a request for a continued 
prosecution application under § 1.53(d); 
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(b) In the event that correspondence is considered timely filed 
by being mailed or transmitted in accordance with paragraph (a) 
of this section, but not received in the Patent and Trademark 
Office, and the application is held to be abandoned or the 
proceeding is dismissed, terminated, or decided with prejudice, 
the correspondence will be considered timely if the party who 
forwarded such correspondence: 


(1) Informs the Office of the previous mailing or transmission 
of the correspondence promptly after becoming aware that the 
Office has no evidence of receipt of the correspondence; 


(2) Supplies an additional copy of the previously mailed or 
transmitted correspondence and certificate; and 


(3) Includes a statement which attests on a personal knowledge 
basis or to the satisfaction of the Commissioner to the previous 
timely mailing or transmission. If the correspondence was sent 
by facsimile transmission, a copy of the sending unit’s report 
confirming transmission may be used to support this statement. 


****e *# *& 


5. Section 1.9 is amended by revising paragraphs (d) and (f) 
to read as follows: 


§ 1.9 Definitions. 


*_**# *# *& 


(d) A small business concer as used in this chapter means 
any business concern meeting the size standards set forth in 
13 CFR Part 121 to be eligible for reduced patent fees. Ques- 
tions related to size standards for a small business concern may 
be directed to: Small Business Administration, Size Standards 
Staff, 409 Third Street, SW, Washington, DC 20416. 


** ee * 


(f) A small entity as used in this chapter means an independent 
inventor, a small business concem, or a non-profit organization 
eligible for reduced patent fees. 


se**# 


6. Section !.10 is amended by revising paragraphs (d) and (e) 
to read as follows: 


§ 1.10 Filing of correspondence by “Express Mail.” 


es*#*#* 


(d) Any person filing correspondence under this section that 
was received by the Office and delivered by the “Express Mail 
Post Office to Addressee” service of the USPS, who can show 
that the “date-in” on the “Express Mail” mailing label or other 
official notation entered by the USPS was incorrectly entered 
or omitted by the USPS, may petition the Commissioner to 
accord the correspondence a filing date as of the date the 
correspondence is shown to have been deposited with the USPS, 
provided that: 


(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
based upon an incorrect entry by the USPS; 


(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) orfee(s) that constitute the correspondence prior 
to the original mailing by “Express Mail”; and 


(3) The petition includes a showing which establishes, to 
the satisfaction of the Commissioner, that the requested filing 
date was the date the correspondence was deposited in the 
“Express Mail Post Office to Addressee” service prior to the 
last scheduled pickup for that day. Any showing pursuant to 
this paragraph must be corroborated by evidence from the USPS 
or that came into being after deposit and within one business 
day of the deposit of the correspondence in the “Express Mail 
Post Office to Addressee” service of the USPS. 


(e) Any person mailing correspondence addressed as set out 
in § 1.1(a) to the Office with sufficient postage utilizing the 
“Express Mail Post Office to Addressee” service of the USPS 
but not received by the Office, may petition the Commissioner 
to consider such correspondence filed in the Office on the 
USPS deposit date, provided that: 
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(1) The petition is filed promptly after the person becomes 
aware that the Office has no evidence of receipt of the corre- 
spondence; 


(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) or fee(s) that constitute the correspondence prior 
to the original mailing by “Express Mail”; 


(3) The petition includes a copy of the originally deposited 
paper(s) or fee(s) that constitute the correspondence showing 
the number of the “Express Mail” mailing label thereon, a copy 
of any returned postcard receipt, a copy of the “Express Mail” 
mailing label showing the “date-in,” a copy of any other official 
notation by the USPS relied upon to show the date of deposit, 
and, if the requested filing date is a date other than the “date- 
in” on the “Express Mail” mailing label or other official notation 
entered by the USPS, a showing pursuant to paragraph (d)(3) 
of this section that the requested filing date was the date the 
correspondence was deposited in the “Express Mail Post Office 
to Addressee” service prior to the last scheduled pickup for 
that day; and 


(4) The petition includes a statement which establishes, to 
the satisfaction of the Commissioner, the original deposit of 
the correspondence and that the copies of the correspondence, 
the copy of the “Express Mail” mailing label, the copy of any 
returned postcard receipt, and any official notation entered by 
the USPS are true copies of the originally mailed correspon- 
dence, original “Express Mail” mailing label, returned postcard 
receipt, and official notation entered by the USPS. 


***e# *# * 


7. Section 1.11 is amended by revising paragraph (b) to read 
as follows: 


§ 1.11 Files open to the public. 


ese e+ * € 


(b) All reissue applications, all applications in which the 
Office has accepted a request to open the complete application 
to inspection by the public, and related papers in the application 
file, are open to inspection by the public, and copies may be 
furnished upon paying the fee therefor. The filing of reissue 
applications, other than continued prosecution applications 
under § 1.53(d) of reissue applications, will be announced in 
the Official Gazette. The announcement shall include at least 
the filing date, reissue application and original patent numbers, 
title, class and subclass, name of the inventor, name of the 
owner of record, name of the attomey or agent of record, and 
examining group to which the reissue application is assigned. 


*e++*#* *# 


8. Section 1.14 is amended by revising paragraph (a) and adding 
a new paragraph (f) to read as follows: 


§ 1.14 Patent applications preserved in confidence. 


(a) Patent applications are generally preserved in confidence 
pursuant to 35 U.S.C. 122. No information will be given con- 
cerning the filing, pendency, or subject matter of any application 
for patent, and no access will be given to, or copies furnished 
of, any applicationor papers relating thereto, except as set forth 
in this section. 


(1) Status information includes information such as whether 
the application is pending, abandoned, or patented, as well as 
the application number and filing date (or international filing 
date or date of entry into the national stage). 


(i) Status information concerning an application may be 
supplied: 


(A) When copies of, or access to, the application may be 
provided pursuant to paragraph (a)(3) of this section; 


(B) When the application is identified by application number 
or serial number and filing date in a published patent document 
or in a U.S. application open to public inspection; or 


(C) When the application is the national stage of an interna- 
tional application in which the United States of America has 
been indicated as a Designated State. 
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(ii) Status information conceming an application may also 

be supplied when the application claims the benefit of the filing 

date of an application for which status information may be 
provided pursuant to paragraph (a)(1)(i) of this section. 


(2) Copies of an application-as-filed may be provided to any 
person, upon written request accompanied by the fee set forth 
in § 1.19(b)(1), without notice to the applicant, if the application 
is incorporated by reference in a U.S. patent. 


(3) Copies of (upon payment of the fee set forth in § 
1.19(b)(2)), and access to, an application file wrapper and 
contents may be provided to any person, upon written request, 
without notice to the applicant, when the application file is 
available and: 


(i) Ithas been determined by the Commissioner to be necessary 
for the proper conduct of business before the Office or war- 
ranted by other special circumstances; 

(ii) The application is open to the public as provided in § 
1.11(b); 
(iii) Written authority in that application from the applicant, 


the assignee of the application, or the attorney or agent of 
record has been granted; or 


(iv) The application is abandoned, but not if the application 
is in the file jacket of a pending application under § 1.53(d), 
and is: 

(A) Referred to in a U.S. patent; 

(B) Referred to in a U.S. application open to public inspection; 


(C) An application which claims the benefit of the filing 
date of a U.S. application open to public inspection; or 


(D) An application in which the applicant has filed an authori- 


zation to lay open the complete application to the public. 
s_*#*#* * 


(f) Information as to the filing of an application will be 
published in the Official Gazette in accordance with § 1.47(a) 
and (b). 

9. Section 1.16 is amended by revising paragraphs (d) and (1) 
and adding new paragraphs (m) and (n) to read as follows: 


§ 1.16 National application filing fees. 


see *& 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 

By a small entity (§ 1.9(f)) 


By other than a small entity 


e*s*# ee * 


(1) Surcharge for filing the basic filing fee or cover sheet (§ 
1.51(c)(1)) on a date later than the filing date of the provisional 
application: 


By a small entity (§ 1.9(f)) 


By other than a small entity 


(m) If the additional fees required by paragraphs (b), (c), (d), 
(i) and (j) of this section are not paid on filing or on later 
presentation of the claims for which the additional fees are 
due, they must be paid or the claims must be cancelled by 
amendment, prior to the expiration of the time period set for 
reply by the Office in any notice of fee deficiency. 


(n) See §§ 1.445, 1.482, and 1.495 for international application 
filing and processing fees. 


10. Section 1.17 is amended by removing and reserving para- 


graphs (e) through (g) and revising paragraphs (a) through (d), 
(h), (i) and (q) to read as follows: 


§ 1.17 Patent application processing fees. 
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(a) Extension fees pursuant to § 1.136(a): 
(1) For reply within first month: 
By a small entity (§ 1.9(f)) 


By other than a small entity 


(2) For reply within second month: 
I IIIT Ge WI occsatidnaistsiznsicesieentttbonsancwonses 200.00 


By other than a small entity 


(3) For reply within third month: 
By a small entity (§ 1.9(f)) 


By other than a small entity 


(4) For reply within fourth month: 
Br I I Ce CI irrnectecstcscnceiviccnscsiscccceennente 755.00 


By other than a small entity..................sccsccecssseseeeesees 1,510.00 


(5) For reply within fifth month: 
BF ee I Te Be iescteneiccnsesinctstesineiinsticsencecn 1,030.00 


By other than a small entity................sccscssecesseeereeeeee 2,060.00 


(b) For filing a notice of appeal from the examiner to the 
Board of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 


By other than a small entity...................cecccseseeeeeeeeeeeeeed 10,00 


(c) In addition to the fee for filing a notice of appeal, for 
filing a brief in support of an appeal: 


By a small entity (§ 1.9(f)) 
By other than a small entity.................cccccsceeseseeeeeeeeeeeed 10.00 
(d) For filing a request for an oral hearing before the Board 


of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


ND Oe, CI cirerrnicsienasinestatneteasnitmiquneiticns 135.00 


By other than a small entity 


(e) [Reserved] 
(f) [Reserved] 
(g) [Reserved] 


(h) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph.................... 130.00 


§ 1.182 - for decision on a question not specifically provided 
for. 
§ 1.183 - to suspend the rules. 


§ 1.295 - for review of refusal to publish a statutory invention 
registration. 


§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of a 
patent. 


§ 1.378(e) - for reconsideration of decision on petition refusing 
to accept delayed payment of maintenance fee in an expired 
patent. 


§ 1.644(e) - 


§ 1.644(f) - for request for reconsideration of a decision on 
petition in an interference. 


for petition in an interference. 
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§ 1.666(c) - for late filing of interference settlement agreement. 
§ 5.12 - 
§ 5.15 - 
§ 5.25 - 


for expedited handling of a foreign filing license. 
for changing the scope of a license. 
for retroactive license. 


(i) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph.................... 130.00 


§ 1.12 - for access to an assignment record. 
§ 1.14 - for access to an application. 


§ 1.41 - to supply the name or names of the inventor or 
inventors after the filing date without an oath or declaration 
as prescribed by § 1.63, except in provisional applications. 

§ 1.47 - for filing by other than all the inventors or a person 
not the inventor. 


§ 1.48 - for correction of inventorship, except in provisional 
applications. 


§ 1.53 - 
tions. 


to accord a filing date, except in provisional applica- 


§ 1.55 - for entry of late priority papers. 

§ 1.59 - for expungement and return of information. 
§ 1.84 - for accepting color drawings or photographs. 
§ 1.91 - for entry of a model or exhibit. 

§ 1.97(d) - 
§ 1.102 - to make an application special. 
§ 1.103 
§ 1.177 - for divisional reissues to issue separately. 


to consider an information disclosure statement. 


- to suspend action in application. 


§ 1.312 - for amendment after payment of issue fee. 
§ 1.313 - to withdraw an application from issue. 

§ 1.314- 
§ 1.666(b) - for access to an interference settlement agreement. 


§ 3.81 - for a patent to issue to assignee, assignment submitted 
after payment of the issue fee. 


*est+ 


to defer issuance of a patent. 


(q) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 


§ 1.41 - to supply the names or names of the inventor or 
inventors after the filing date without a cover sheet as prescribed 
by § 1.51(c)(1) in a provisional application. 


§ 1.48 - for correction of inventorship in a provisional applica- 
tion. 


§ 1.53 - to accord a provisional application a filing date or to 
convert a nonprovisional application filed under § 1.53(b) to 
a provisional application under § 1.53(c). 


see 


11. Section 1.21 is amended by revising paragraphs (1) and (n) 
to read as follows: 


§ 1.21 Miscellaneous fees and charges. 


**#+ ee * 


(1) For pane and retaining any application abandoned 
—_ to § 1.53(f), unless the required basic filing fee (§ 
NE SE 130.00 


es*+e*#¢ 


(n) For handling an application in which proceedings are 
terminated pursuant to § 1.53(€) ............-ccsccessecererecereees 130.00 
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12. Section 1.26 is amended by revising paragraph (a) to read 
as follows: 


§ 1.26 Refunds. 


(a) Any fee paid by actual mistake or in excess of that 
required will be refunded, but a mere change of purpose after 
the payment of money, as when a party desires to withdraw 
an application, an appeal, or a request for oral hearing, will 
not entitle a party to demand such a return. Amounts of twenty- 
five dollars or less will not be returned unless specifically 
requested within a reasonable time, nor will the payer be noti- 
fied of such amounts; amounts over twenty-five dollars may 
be returned by check or, if requested, by credit to a deposit 
account. 


s**#*+*# * 


13. Section 1.27 is revised to read as follows: 
§ 1.27 Statement of status as small entity. 


(a) Any person seeking to establish status as a small entity 
(§ 1.9(f) of this part) for purposes of paying fees in an applica- 
tion or a patent must file a statement in the application or patent 
prior to or with the first fee paid as a small entity. Such a 
Statement need only be filed once in an application or patent 
and remains in effect until changed. 


(b) When establishing status as a small entity pursuant to 
paragraph (a) of this section, any statement filed on behalf of 
an independent inventor must be signed by the independent 
inventor except as provided in § 1.42, § 1.43, or § 1.47 of this 
part and must state that the inventor qualifies as an independent 
inventor in accordance with § 1.9(c) of this part. Where there 
are joint inventors in an application, each inventor must file a 
Statement establishing status as an independent inventor in 
order to qualify as a small entity. Where any rights have been 
assigned, granted, conveyed, or licensed, or there is an obliga- 
tion to assign, grant, convey, or license, any rights to a small 
business concern, a nonprofit organization, or any other indi- 
vidual, a statement must be filed by the individual, the owner 
of the small business concem, or an official of the small business 
concem or nonprofit organization empowered to act on behalf 
of the small business concern or nonprofit organization identi- 
fying their status. For purposes of a statement under this para- 
graph, a license to a Federal agency resulting from a funding 
agreement with that agency pursuant to 35 U.S.C. 202(c)(4) 
does not constitute a license as set forth in § 1.9 of this part. 


(c)(1) Any statement filed pursuant to paragraph (a) of this 
section on behalf of a small business concern must: 


(i)Be signed by the owner or an official of the small business 
concern empowered to act on behalf of the concer; 


(ii) State that the concern qualifies as a small business concem 
as defined in § 1.9(d); and 


(iii) State that the exclusive rights to the invention have been 
conveyed to and remain with the small business concer or, if 
the rights are not exclusive, that all other rights belong to small 
entities as defined in § 1.9. 


(2) Where the rights of the small business concern as a small 
entity are not exclusive, a statement must also be filed by the 
other small entities having rights stating their status as such. 
For purposes of a statement under this paragraph, a license to 
a Federal agency resulting from a funding agreement with that 
agency pursuant to 35 U.S.C. 202(c)(4) does not constitute a 
license as set forth in § 1.9 of this part. 


(d)(1) Any statement filed pursuant to paragraph (a) of this 
section on behalf of a nonprofit organization must: 


(i) Be signed by an official of the nonprofit organization 
empowered to act on behalf of the organization; 


(ii) State that the organization qualifies as a nonprofit organi- 
zation as defined in § 1.9(e) of this part specifying under which 
one of § 1.9(e)(1), (2), (3), or (4) of this part the organization 
qualifies; and 


(iii) State that exclusive rights to the invention have been 
conveyed to and remain with the organization or if the rights 
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are not exclusive that all other rights belong to small entities 
as defined in § 1.9 of this part. 


(2) Where the rights of the nonprofit organization as a small 
entity are not exclusive, a statement must also be filed by the 
other small entities having rights stating their status as such. 
For purposes of a statement under this paragraph, a license to 
a Federal agency pursuant to 35 U.S.C. 202(c)(4) does not 
constitute a conveyance of rights as set forth in this paragraph. 


14. Section 1.28 is amended by revising paragraphs (a) and 
(c) to read as follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a small entity. 


(a)(1) The failure to establish status as a small entity (§§ 
1.9(f) and 1.27 of this part) in any application or patent prior 
to paying, or at the time of paying, any fee precludes payment 
of the fee in the amount established for small entities. A refund 
pursuant to § 1.26 of this part, based on establishment of small 
entity status, of a portion of fees timely paid infull prior to 
establishing status as a small entity may only be obtained if a 
statement under § 1.27 and a request for a refund of the excess 
amount are filed within two months of the date of the timely 
payment of the full fee. The two-month time period is not 
extendable under § 1.136. Status as a small entity is waived 
for any fee by the failure to establish the status prior to paying, 
at the time of paying, or within two months of the date of 
payment of, the fee. 


(2) Status as a small entity must be specifically established 
in each application or patent in which the status is available 
and desired. Status as a small entity in one application or 
patent does not affect any other application or patent, including 
applications or patents which are directly or indirectly depen- 
dent upon the application or patent in which the status has been 
established. The refiling of an application under § 1.53 as 
a continuation, division, or continuation-in-part (including a 
continued prosecution application under § 1.53(d)), or the filing 
of a reissue application requires a new determination as to 
continued entitlement to small entity status for the continuing 
or reissue application. A nonprovisional application claiming 
benefit under 35 U.S.C. 119(e), 120, 121, or 365(c) of a prior 
application, or a reissue application may rely on a statement 
filed in the prior application or in the patent if the nonprovisional 
application or the reissue application includes a reference to 
the statement in the prior application or in the patent or includes 
a copy of the statement in the prior application or in the patent 
and status as a small entity is still proper and desired. The 
payment of the small entity basic statutory filing fee will be 
treated as such a reference for purposes of this section. 


(3) Once status as a small entity has been established in an 
application or patent, the status remains in that application or 
patent without the filing of a further statement pursuant to § 
1.27 of this part unless the Office is notified of a change in 
status. 


*es*t#* * 


(c) If status as a small entity is established in good faith, and 
fees as a small entity are paid in good faith, in any application or 
patent, and it is later discovered that such status as a small 
entity was established in error or that through error the Office 
was not notified of a change in status as required by paragraph 
(b) of this section, the error will be excused upon payment of 
the deficiency between the amount paid and the amount due. 
The deficiency is based on the amount of the fee, for other 
than a small entity, in effect at the time the deficiency is paid 
in full. 


**#*e#¢ * 


15. Section 1.33 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.33 Correspondence address respecting patent applica- 


tions, reexamination proceedings, and other proceedings. 


(a) The applicant, the assignee(s) of the entire interest (see 
§§ 3.71 and 3.73) or an attorney or agent of record (see § 
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1.34(b)) may specify a correspondence address to which com- 
munications about the application are to be directed. All notices, 
official letters, and other communications in the application 
will be directed to the correspondence address or, if no such 
correspondence address is specified, to an attorney or agent of 
record (see § 1.34(b)), or, if no attorney or agent is of record, 
to the applicant, so long as a post office address has been 
furnished in the application. Double correspondence with an 
applicant and an attomey or agent, or with more than one 
attorney or agent, will not be undertaken. If more than one 
attorney or agent is made of record and a correspondence 
address has not been specified, correspondence will be held 
with the one last made of record. 


(b) Amendments and other papers filed in the application 
must be signed by: 


(1) An attorney or agent of record appointed in compliance 
with § 1.34(b); 


(2) A registered attorney or agent not of record who acts in 
a representative capacity under the provisions of § 1.34(a); 


(3) The assignee of record of the entire interest, if there is 
an assignee of record of the entire interest; 


(4) An assignee of record of an undivided part interest, and 
any assignee(s) of the remaining interest and any applicant 
retaining an interest, if there is an assignee of record of an 
undivided part interest, or 


(5) All of the applicants (§§ 1.42, 1.43 and 1.47) for patent, 
unless there is an assignee of record of the entire interest and 
such assignee has taken action in the application in accordance 
with §§ 3.71 and 3.73. 


****#* 


16. Section 1.41 is amended by revising paragraph (a) to read 
as follows: 


§ 1.41 Applicant for patent. 


(a) A patent is applied for in the name or names of the actual 
inventor or inventors. 


(1) The inventorship of a nonprovisional application is that 
inventorship set forth in the oath or declaration as prescribed 
by § 1.63, except as provided for in § 1.53(d)(4) and§ 1.63(d). 
If an oath or declaration as prescribed by § 1.63 is not filed 
during the pendency of a nonprovisional application, the inven- 
torship is that inventorship set forth in the application papers 
filed pursuant to § 1.53(b), unless a petition under this paragraph 
accompanied by the fee set forth in § 1.17(i) is filed supplying 
or changing the name or names of the inventor or inventors. 


(2) The inventorship of a provisional application is that 
inventorship set forth in the cover sheet as prescribed by § 
1.51(c)(1). If a cover sheet as prescribed by § 1.51(c)(1) is not 
filed during the pendency of a provisional application, the 
inventorship is that inventorship set forth in the application 
papers filed pursuant to § 1.53(c), unless a petition under this 
paragraph accompanied by the fee set forth in § 1.17(q) is filed 
supplying or changing the name or names of the inventor or 
inventors. 


(3) In a nonprovisional application filed without an oath or 
declaration as prescribed by § 1.63 or a provisional application 
filed without a cover sheet as prescribed by § 1.51(c)(1), the 
name or names of person or persons believed to be the actual 
inventor or inventors should be provided for identification pur- 
poses when the application papers pursuant to § 1.53(b) or (c) 
are filed. If no name of a person believed to be an actual 
inventor is so provided, the application should include an appli- 
cant identifier consisting of alphanumeric characters. 
*_se** 


17. Section 1.47 is revised to read as follows: 


§ 1.47 Filing when an inventor refuses to sign or cannot be 
reached. 


(a) If a joint inventor refuses to join in an application for 
patent or cannot be found or reached after diligent effort, the 
application may be made by the other inventor on behalf of 
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himself or herself and the nonsigning inventor. The oath or 
declaration in such an application must be accompanied by a 
petition including proof of the pertinent facts, the fee set forth 
in § 1.17(i) and the last known address of the nonsigning 
inventor. The Patent and Trademark Office shall, except in a 
continued prosecution application under § 1.53(d), forward 
notice of the filing of the application to the nonsigning inventor 
at said address and publish notice of the filing of the application 
in the Official Gazette. The nonsigning inventor may subse- 
quently join in the application on filing an oath or declaration 
complying with § 1.63. 


(b) Whenever all of the inventors refuse to execute an 
application for patent, or cannot be found or reached after 
diligent effort, a person to whom an inventor has assigned or 
agreed in writing to assign the invention or who otherwise 
shows sufficient proprietary interest in the matter justifying 
such action may make application for patent on behalf of and 
as agent for all the inventors. The oath or declaration in such 
an application must be accompanied by a petition including 
proof of the pertinent facts, a showing that such action is 
necessary to preserve the rights of the parties or to prevent 
irreparable damage, the fee set forth in § 1.17(i), and the last 
known address of all of the inventors. The Office shall, excep- 
ting a continued prosecution application under § 1.53(d), for- 
ward notice of the filing of the application to all of the inventors 
at the addresses stated in the application and publish notice of 
the filing of the application in the Official Gazette. An inventor 
may subsequently join in the application on filing an oath or 
declaration complying with § 1.63. 


18. Section 1.48 and its heading are revised to read as follows: 


§ 1.48 Correction of inventorship in a patent application, 
other than a reissue application. 


(a) If the inventive entity is set forth in error in an executed 
§ 1.63 oath or declaration in an application, other than a reissue 
application, and such error arose without any deceptive inten- 
tion on the part of the person named as an inventor in error 
or on the part of the person who through error was not named 
as an inventor, the application may be amended to name only the 
actual inventor or inventors. When the application is involved in 
an interference, the amendment must comply with the require- 
ments of this section and must be accompanied by a motion 
under § 1.634. Such amendment must be accompanied by: 


(1) A petition including a statement from each person being 
added as an inventor and from each person being deleted as 
an inventor that the error in inventorship occurred without 
deceptive intention on his or her part; 


(2) An oath or declaration by the actual inventor or inventors 
as required by § 1.63 or as permitted by §§ 1.42, 1.43 or 1.47; 


(3) The fee set forth in § 1.17(i); and 


(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(b) If the correct inventors are named in a nonprovisional 
application, other than are issue application, and the prosecution 
of the application results in the amendment or cancellation of 
claims so that fewer than all of the currently named inventors 
are the actual inventors of the invention being claimed in the 
application, an amendment must be filed deleting the name or 
names of the person or persons who are not inventors of the 
invention being claimed. When the application is involved in 
an interference, the amendment must comply with the require- 
ments of this section and must be accompanied by a motion 
under § 1.634. Such amendment must be accompanied by: 


(1) A petition including a statement identifying each named 
inventor who is being deleted and acknowledging that the inven- 
tor’s invention is no longer being claimed in the application; 
and 


(2) The fee set forth in § 1.17(i). 


(c) If a nonprovisional application, other than a reissue 
application, discloses unclaimed subject matter by an inventor 
or inventors not named in the application, the application may 
be amended to add claims to the subject matter and name the 
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correct inventors for the application. When the application is 
involved in an interference, the amendment must comply with 
the requirements of this section and must be accompanied by 
a motion under § 1.634. Such amendment must be accompanied 
by: 

(1) A petition including a statement from each person being 
added as an inventor that the amendment is necessitated by 
amendment of the claims and that the inventorship error 
occurred without deceptive intention on his or her part; 


(2) An oath or declaration by the actual inventor or inventors 
as required by § 1.63 or as permitted by §§ 1.42, 1.43 or 1.47; 


(3) The fee set forth in § 1.17(i); and 


(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(d) If the name or names of an inventor or inventors were 
omitted in a provisional application through error without any 
deceptive intention on the part of the omitted inventor or inven- 
tors, the provisional application may be amended to add the 
name or names of the omitted inventor or inventors. Such 
amendment must be accompanied by: 


(1) A petition including a statement that the inventorship 
error occurred without deceptive intention on the part of the 
omitted inventor or inventors; and 


(2) The fee set forth in § 1.17(q). 


(e) If a person or persons were named as an inventor or 
inventors in a provisional application through error without 
any deceptive intention on the part of such person or persons, 
an amendment may be filed in the provisional application 
deleting the name or names of the person or persons who were 
erroneously named. Such amendment must be accompanied 
by: 


(1) A petition including a statement by the person or persons 
whose name or names are being deleted that the inventorship 
error occurred without deceptive intention on the part of such 
person or persons; 


(2) The fee set forth in § 1.17(q); and 


(3) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(f)(1) If the correct inventor or inventors are not named on 
filing a nonprovisional application under § 1.53(b) without an 
executed oath or declaration under § 1.63, the later submission 
of an executed oath or declaration under § 1.63 during the 


pendency of the application will act to correct the earlier identi- 
fication of inventorship. 


(2) If the correct inventor or inventors are not named on 
filing a provisional application without a cover sheet under § 
1.51(c)(1), the later submission of a cover sheet under § 
1.51(c)(1) during the pendency of the application will act to 
correct the earlier identification of inventorship. 


(g) The Office may require such other information as may 
be deemed appropnate under the particular circumstances sur- 
rounding the correction of inventorship. 


19. Section 1.51 is revised to read as follows: 


§ 1.51 General requisites of an application. 


(a) Applications for patents must be made to the Commissioner 
of Patents and Trademarks. 


(b) A complete application filed under § 1.53(b) comprises: 


(1) A specification as prescribed by 35 U.S.C. 112, including 
a claim or claims, see §§ 1.71 to 1.77; 


(2) An oath or declaration, see § 1.63 and § 1.68; 
(3) Drawings, when necessary, see §§ 1.81 to 1.85; and 
(4) The prescribed filing fee, see § 1.16. 


(c) A complete provisional application filed under § 1.53(c) 
comprises: 
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(1) A cover sheet identifying: 


(i) The application as a provisional application, 


(ii) The name or names of the inventor or inventors, (see § 
1.41(a)(2)), 


(iii) The residence of each named inventor, 
(iv) The title of the invention, 


(v) The name and registration number of the attomey or 
agent (if applicable), 


(vi) The docket number used by the person filing the applica- 
tion to identify the application (if applicable), 


(vii) The correspondence address, and 


(viii) The name of the U.S. Government agency and Govern- 
ment contract number (if the invention was made by an agency 
of the U.S. Government or under a contract with an agency of 
the U.S. Government); 


(2) A specification as prescribed by the first paragraph of 
35 U.S.C. 112, see § 1.71; 


(3) Drawings, when necessary, see §§ 1.81 to 1.85; and 
(4) The prescribed filing fee, see § 1.16. 


(d) Applicants are encouraged to file an information disclosure 
statement in nonprovisional applications. See § 1.97 and § 
1.98. No information disclosure statementmay be filed in a 
provisional application. 


20. Section 1.52 is amended by revising paragraphs (a), (c) 
and (d) to read as follows: 


§ 1.52 Language, paper, writing, margins. 


(a) The application, any amendments or corrections thereto, 
and the oath or declaration must be in the English language 
except as provided for in § 1.69 and paragraph(d) of this section, 
or be accompanied by a translation of the application and a 
translation of any corrections or amendments into the English 
language together with a statement that the translation is accu- 
rate. All papers which are to become a part of the permanent 
records of the Patent and Trademark Office must be legibly 
written either by a typewriter or mechanical printer in perma- 
nent dark ink or its equivalent in portrait orientation on flexible, 
strong, smooth, non-shiny, durable, and white paper. All of the 
application papers must be presented in a form having sufficient 
clarity and contrast between the paper and the writing thereon 
to permit the direct reproduction of readily legible copies in 
any number by use of photographic, electrostatic, photo-offset, 
and microfilming processes and electronic reproduction by use 
of digital imaging and optical character recognition. If the 
papers are not of the required quality, substitute typewritten 
or mechanically printed papers of suitable quality will be 
required. See § 1.125 for filing substitute typewritten or 
mechanically printed papers constituting a substitute specifica- 
tion when required by the Office. 

*_**#* * 


(c) Any interlineation, erasure, cancellation or other alteration 
of the application papers filed should be made on or before 
the signing of any accompanying oath or declaration pursuant 
to § 1.63 referring to those application papers and should be 
dated and initialed or signed by the applicant on the same sheet 
of paper. Application papers containing alterations made after 
the signing of an oath or declaration referring to those applica- 
tion papers must be supported by a supplemental oath or decla- 
ration under § 1.67(c). After the signing of the oath or 
declaration referring to the application papers, amendments 
may only be made in the manner provided by § 1.121. 


(d) An application may be filed in a language other than 
English. An English translation of the non-English-language 
application, a statement that the translation is accurate, and the 
fee set forth in § 1.17(k) are required to be filed with the 
application or within such time as may be set by the Office. 


21. Section 1.53 is revised to read as follows: 


§ 1.53 Application number, filing date, and completion of 
application. 
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(a) Application number. Any papers received in the Patent 
and Trademark Office which purport to be an application for a 
patent will be assigned an application number for identification 
purposes. 


(b) Application filing requirements - Nonprovisional applica- 
tion. The filing date of an application for patent filed under this 
section, except for a provisional application under paragraph (c) 
of this section or a continued prosecution application under 
paragraph (d) of this section, is the date on which a specification 
as prescribed by 35 U.S.C. 112 containing a description pur- 
suant to § 1.71 and at least one claim pursuant to § 1.75, and 
any drawing required by § 1.81(a) are filed in the Patent and 
Trademark Office. No new matter may be introduced into an 
application after its filing date. A continuing application, which 
may be a continuation, divisional, or continuation-in-part appli- 
cation, may be filed under the conditions specified in 35 U.S.C. 
120, 121 or 365(c) and § 1.78(a). 


(1) A continuation or divisional application that names as 
inventors the same or fewer than all of the inventors named 
in the prior application may be filed under this paragraph or 
paragraph (d) of this section. 


(2) A continuation-in-part application (which may disclose 
and claim subject matter not disclosed in the prior application) 
or a continuation or divisional application naming an inventor 
not named in the prior application must be filed under this 
paragraph. 


(c) Application filing requirements - Provisional application. 
The filing date of a provisional application is the date on which 
a specification as prescribed by the first paragraph of 35 U.S.C. 
112, and any drawing required by § 1.81(a) are filed in the 
Patent and Trademark Office. No amendment, other than to 
make the provisional application comply with the patent statute 
and all applicable regulations, may be made to the provisional 
application after the filing date of the provisional application. 


(1) A provisional application must also include the cover 
sheet required by § 1.51(c)(1) or a cover letter identifying 
the application as a provisional application. Otherwise, the 
application will be treated as an application filed under para- 
graph (b) of this section. 


(2) An application for patent filed under paragraph (b) of 
this section may be converted to a provisional application and 
be accorded the original filing date of the application filed 
under paragraph (b) of this section, 


(i) Provided that a petition requesting the conversion, with 
the fee set forth in § 1.17(q), is filed prior to the earliest of: 


(A) Abandonment of the application filed under paragraph 
(b) of this section; 


(B) Payment of the issue fee on the application filed under 
paragraph (b) of this section; 


(C) Expiration of twelve months after the filing date of the 
application filed under paragraph (b) of this section; or 


(D) The filing of a request for a statutory invention registration 
under § 1.293 in the application filed under paragraph (b) of 
this section. 


(ii) The grant of any such petition will not entitle applicant 
to a refund of the fees which were properly paid in the applica- 
tion filed under paragraph (b) of this section. 


(3) A provisional application is not entitled to the right of 
priority under 35 U.S.C.119 or 365(a) or § 1.55, or to the 
benefit of an earlier filing date under 35 U.S.C. 120, 121 or 
365(c) or § 1.78 of any other application. No claim for priority 
under § 1.78(a)(3) may be made in a design application based 
on a provisional application. No request under § 1.293 for a 
Statutory invention registration may be filed in a provisional 
application. The requirements of §§ 1.821 through 1.825 
regarding application disclosures containing nucleotide and/ 
or amino acid sequences are not mandatory for provisional 
applications. 

(d) Application filing requirements - 


Continued prosecution 
(nonprovisional) application. 


(1) A continuation or divisional application (but not a continu- 
ation-in-part) of a prior nonprovisional application may be filed 
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as a continued prosecution application under this paragraph, 
provided that: 


(i) The prior nonprovisional application is either: 


(A) Complete as defined by § 1.51(b) and filed on or after 
June 8, 1995; or 


(B) The national stage of an international application in 
compliance with 35 U.S.C. 371 and filed on or after June 8, 
1995; and 


(ii) The application under this paragraph is filed before the 
earliest of: 


(A) Payment of the issue fee on the prior application, unless 
a petition under § 1.313(b)(5) is granted in the prior application; 


(B) Abandonment of the prior application; or 
(C) Termination of proceedings on the prior application. 


(2) The filing date of a continued prosecution application is 
the date on which a request on a separate paper for an application 
under this paragraph is filed. An application filed under this 
paragraph: 


(i) Must identify the prior application; 


(ii) Discloses and claims only subject matter disclosed in 
the prior application; 


(iii) Names as inventors the same inventors named in the 
prior application on the date the application under this paragraph 
was filed, except as provided in paragraph (d)(4) of this section; 


(iv) Includes the request for an application under this para- 
graph, will utilize the file jacket and contents of the prior 
application, including the specification, drawings and oath 
ordeclaration from the prior application, to constitute the new 
application, and will be assigned the application number of the 
prior application for identification purposes; and 


(v) Is a request to expressly abandon the prior application 
as of the filing date of the request for an application under this 
paragraph. 


(3) The filing fee for a continued prosecution application 
filed under this paragraph is: 


(i) The basic filing fee as set forth in § 1.16; and 


(ii) Any additional § 1.16 fee due based on the number of 
claims remaining in the application after entry of any amend- 
ment accompanying the request for an application under this 
paragraph and entry of any amendments under § 1.116 unen- 
tered in the prior application which applicant has requested to 
be entered in the continued prosecution application. 


(4) An application filed under this paragraph may be filed 
by fewer than all the inventors named in the prior application, 
provided that the request for an application under this paragraph 
when filed is accompanied by a statement requesting deletion 
of the name or names of the person or persons who are not 
inventors of the invention being claimed in the new application. 
No person may be named as an inventor in an application filed 
under this paragraph who was not named as an inventor in the 
prior application on the date the application under this paragraph 
was filed, except by way of a petition under § 1.48. 


(5S) Any new change must be made in the form of an 
amendment to the prior application as it existed prior to the 
filing of an application under this paragraph. No amendment 
in an application under this paragraph (a continued prosecution 
application) may introduce new matter or matter that would 
have been new matter in the prior application. Any new specifi- 
cation filed with the request for an application under this para- 
graph will not be considered part of the original application 
papers, but will be treated as a substitute specification in accor- 
dance with § 1.125. 


(6) The filing of a continued prosecution application under 
this paragraph wil! be construed to include a waiver of confiden- 
tiality by the applicant under 35 U.S.C. 122 to the extent that 
any member of the public, who is entitled under the provisions 
of § 1.14 to access to, copies of, or information conceming 
either the prior application or any continuing application filed 
under the provisions of this paragraph, may be given similar 
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access to, copies of, or similar information conceming the other 
application or applications in the file jacket. 


(7) A request for an application under this paragraph is the 
specific reference required by 35 U.S.C. 120 to every applica- 
tion assigned the application number identified in such request. 
No amendment in an application under this paragraph may 
delete this specific reference to any prior application. 


(8) In addition to identifying the application number of the 
prior application, applicant should furnish in the request for 
an application under this paragraph the following information 
relating to the prior application to the best of his or her ability: 


(i) Title of invention; 
(ii) Name of applicant(s); and 
(iii) Correspondence address. 


(9) Envelopes containing only requests and fees for filing 
an application under this paragraph should be marked “Box 
CPA.” Requests for an application under this paragraph filed 
by facsimile transmission should be clearly marked “Box CPA.” 


(e) Failure to meet filing date requirements. 


(1) If an application deposited under paragraph (b), (c), or 
(d) of this section does not meet the requirements of such 
paragraph to be entitled to a filing date, applicant will be so 
notified, if a correspondence address has been provided, and 
given a time period within which to correct the filing error. 


(2) Any request for review of a notification pursuant to 
paragraph (e)(1) of this section, or a notification that the original 
application papers lack a portion of the specification or draw- 
ing(s), must be by way of a petition pursuant to this paragraph. 
Any petition under this paragraph must be accompanied by the 
fee set forth in § 1.17(i) in an application filed under paragraphs 
(b) or (d) of this section, and the fee set forth in § 1.17(q) in 
an application filed under paragraph (c) of this section. In 
the absence of a timely (§ 1.181(f)) petition pursuant to this 
paragraph, the filing date of an application in which the appli- 
cant was notified of a filing error pursuant to paragraph (e)(1) 
of this section will be the date the filing error is corrected. 


(3) If an applicant is notified of a filing error pursuant to 
paragraph (e)(1) of this section, but fails to correct the filing 
error within the given time period or otherwise timely(§ 
1.181(f)) take action pursuant to this paragraph, proceedings 
in the application will be considered terminated. Where pro- 
ceedings in an application are terminated pursuant to this para- 
graph, the application may be disposed of, and any filing fees, 
less the handling fee set forth in § 1.21(n), will be refunded. 


(f) Completion of application subsequent to filing - Nonprovi- 
sional (including continued prosecution) application. \f an 
application which has been accorded a filing date pursuant to 
paragraph (b) of this section, including a continuation, divi- 
sional, or continuation-in-part application, does not include the 
appropriate filing fee or an oath or declaration by the applicant 
pursuant to § 1.63 or § 1.175, or, if an application which has 
been accorded a filing date pursuant to paragraph (d) of this 
section does not include the appropriate filing fee, applicant 
will be so notified, if a correspondence address has been pro- 
vided, and given a period of time within which to file the fee, 
oath or declaration, and the surcharge as set forth in § 1.16(e) 
in order to prevent abandonment of the application. See § 
1.63(d) concerning the submission of a copy of the oath or 
declaration from the prior application for a continuation or 
divisional application. If the required filing fee is not timely 
paid, or if the processing and retention fee set forth in § 1.21(1) is 
not paid within one year of the date of mailing of the notification 
required by this paragraph, the application may be disposed 
of. The notification pursuant to this paragraph may be made 
simultaneously with any notification pursuant to paragraph (e) 
of this section. If no correspondence address is included in the 
application, applicant has two months from the filing date to 
file the basic filing fee, the oath or declaration in an application 
under paragraph (b) of this section, and the surcharge as set 
forth in § 1.16(e) in order to prevent abandonment of the 
application; or, if no basic filing fee has been paid, one year 
from the filing date to pay the processing and retention fee set 
forth in § 1.21(1) to prevent disposal of the application. 
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(g) Completion of application subsequent to filing - Provi- 
sional application. lf a provisional application which has been 
accorded a filing date pursuant to paragraph (c) of this section 
does not include the appropriate filing fee or the cover sheet 
required by § 1.51(c)(1), applicant will be so notified, if a 
correspondence address has been provided, and given a period 
of time within which to file the fee, cover sheet, and the sur- 
charge as set forth in § 1.16(1) in order to prevent abandonment 
of the application. If the required filing fee is not timely paid, 
the application may be disposed of. The notification pursuant 
to this paragraph may be made simultaneously with any notifi- 
cation pursuant to paragraph (e) of this section. If no correspon- 
dence address is included in the application, applicant has two 
months from the filing date to file the basic filing fee, cover 
sheet, and the surcharge as set forth in § 1.16(1) in order to 
prevent abandonment of the application. 


(h) Subsequent treatment of application - Nonprovisional 
(including continued prosecution) application. An application 
for a patent filed under paragraphs (b) or (d) of this section 
will not be placed on the files for examination until all its 
required parts, complying with the rules relating thereto, are 
received, except that certain minor informalities may be waived 
subject to subsequent correction whenever required. 


(i) Subsequent treatment of application - Provisional applica- 
tion. A provisional application for a patent filed under paragraph 
(c) of this section will not be placed on the files for examination 
and will become abandoned no later than twelve months after 
its filing date pursuant to 35 U.S.C. 111(b)(1). 


(j) Filing date of international application. The filing date 
of an international application designating the United States of 
America is treated as the filing date in the United States of 
America under PCT Article 11(3), except as provided in 35 
U.S.C. 102(e). 


22. Section 1.54 is revised to read as follows: 


§ 1.54 Parts of application to be filed together; filing receipt. 


(a) It is desirable that all parts of the complete application 
be deposited in the Office together; otherwise, a letter must 
accompany each part, accurately and clearly connecting it with 
the other parts of the application. See § 1.53(f) and (g) with 
regard to completion of an application. 


(b) Applicant will be informed of the application number 
and filing date by a filing receipt, unless the application is an 
application filed under § 1.53(d). 


23. Section 1.55 is amended by revising paragraph (a) to read 
as follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim 
the benefit of the filing date of one or more prior foreign 
applications under the conditions specified in 35 U.S.C. 119(a) 
through (d) and 172. The claim to priority need be in no special 
form and may be made by the attomey or agent if the foreign 
application is referred to in the oath or declaration as required 
by § 1.63. The claim for priority and the certified copy of the 
foreign application specified in 35 U.S.C. 119(b) must be filed 
in the case of an interference(§ 1.630), when necessary to 
overcome the date of a reference relied upon by the examiner, 
when specifically required by the examiner, and in all other 
situations, before the patent is granted. If the claim for priority 
or the certified copy of the foreign application is filed after 
the date the issue fee is paid, it must be accompanied by a 
petition requesting entry and by the fee set forth in § 1.17(i). 
If the certified copy is not in the English language, a translation 
need not be filed except in the case of interference; or when 
necessary to overcome the date of a reference relied upon by 
the examiner; or when specifically required by the examiner, 
in which event an English language translation must be filed 
together with a statement that the translation of the certified 
copy is accurate. 


eee & 


24. Section 1.59 and its heading are revised to read as follows: 
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§ 1.59 Expungement of information or copy of papers in 
application file. 


(a)(1) Information in an application will not be expunged 
and returned, except as provided in paragraph (b) of this section. 
See § 1.618 for return of unauthorized and improper papers in 
interferences. 


(2) Information forming part of the original disclosure (i.e., 
written specification including the claims, drawings, and any 
preliminary amendment specifically incorporated into an exe- 
cuted oath or declaration under §§ 1.63 and 1.175) will not be 
expunged from the application file. 


(b) Information, other than what is excluded by paragraph 
(a)(2) of this section, maybe requested to be expunged and 
returned to applicant upon petition under this paragraph and 
payment of the petition fee set forth in § 1.17(i). Any petition 
to expunge and return information from an application must 
establish to the satisfaction of the Commissioner that the return 
of the information is appropriate. 


(c) Upon request by an applicant and payment of the fee 
specified in § 1.19(b), the Office will furnish copies of an 
application, unless the application has been disposed of (see § 
1.53(e), (f) and (g)). The Office cannot provide or certify copies 
of an application that has been disposed of. 


25. Section 1.60 is removed and reserved. 


§ 1.60 [Reserved] 
26. Section 1.62 is removed and reserved. 


§ 1.62 [Reserved] 


27. Section 1.63 is amended by revising paragraphs (a) and 
(d) and adding a paragraph (e) to read as follows: 


§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(b)(2) as a part 
of an application must: 


(1) Be executed in accordance with either § 1.66 or § 1.68; 
(2) Identify the specification to which it is directed; 


(3) Identify each inventor by: full name, including the family 
name, and at least one given name without abbreviation together 
with any other given name or initial, and the residence, post 
office address and country of citizenship of each inventor, and 


(4) State whether the inventor is a sole or joint inventor of 
the invention claimed. 


see 


(d)(1) A newly executed oath or declaration is not required 
under § 1.51(b)(2) and § 1.53(f) in a continuation or divisional 
application, provided that: 


(i)The prior nonprovisional application contained an oath or 
declaration as prescribed by paragraphs (a) through (c) of this 
section; 

(ii) The continuation or divisional application was filed by 
all or by fewer than all of the inventors named in the prior 
application; 


(iii) The specification and drawings filed in the continuation 
or divisional application contain no matter that would have 
been new matter in the prior application; and 


(iv) A copy of the executed oath or declaration filed in the 
prior application, showing the signature or an indication thereon 
that it was signed, is submitted for the continuation or divisional 
application. 


(2) The copy of the executed oath or declaration submitted 
under this paragraph for a continuation or divisional application 
must be accompanied by a statement requesting the deletion 
of the name or names of the person or persons who are not 
inventors in the continuation or divisional application. 


(3) Where the executed oath or declaration of which a copy 
is submitted for a continuation or divisional application was 
originally filed in a prior application accorded status under § 
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1.47, the copy of the executed oath or declaration for such 
prior application must be accompanied by: 


(i) A copy of the decision granting a petition to accord § 
1.47 status to the prior application, unless all inventors or legal 
representatives have filed an oath or declaration to join in an 
application accorded status under § 1.47 of which the continua- 
tion or divisional application claims a benefit under 35 U.S.C. 
120, 121, or 365(c); and 


(ii) If one or more inventor(s) or legal representative(s) who 
refused to join in the prior application or could not be found 
or reached has subsequently joined in the prior application or 
another application of which the continuation or divisional 
application claims a benefit under 35 U.S.C. 120, 121, or 365(c), 
a copy of the subsequently executed oath(s) or declaration(s) 
filed by the inventor or legal representative to join in the applica- 
tion. 


(4) Where the power of attorney (or authorization of agent) 
or correspondence address was changed during the prosecution 
of the prior application, the change in power of attorney (or 
authorization of agent) or correspondence address must be iden- 
tified in the continuation or divisional application. Otherwise, 
the Office may not recognize in the continuation or divisional 
application the change of power of attomey (or authorization 
of agent) or correspondence address during the prosecution of 
the prior application. 


(5) A newly executed oath or declaration must be filed in 
a continuation or divisional application naming an inventor not 
named in the prior application. 


(e) A newly executed oath or declaration must be filed in 
any continuation-in-part application, which application may 
name all, more, or fewer than all of the inventors named in 
the prior application. The oath or declaration in any continua- 
tion-in-part application mustalso state that the person making 
the oath or declaration acknowledges the duty to disclose to 
the Office all information known to the person to be material 
to patentability as defined in§ 1.56 which became available 
between the filing date of the prior application and the national 
or PCT international filing date of the continuation-in-part 
application. 

28. Section 1.67 is amended by revising paragraph (b) to read 
as follows: 


§ 1.67 Supplemental oath or declaration. 


ete * 


(b) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must be filed when a claim is presented for 
matter originally shown or described but not substantially 
embraced in the statement of invention or claims originally 
presented or when an oath or declaration submitted in accor- 
dance with § 1.53(f) after the filing of the specification and 
any required drawings specifically and improperly refers to an 
amendment which includes new matter. No new matter may 
be introduced into a nonprovisional application after its filing 
date even if a supplemental oath or declaration is filed. In 
proper situations, the oath or declaration here required may be 
made on information and belief by an applicant other than the 
inventor. 


see 


29. Section 1.69 is amended by revising paragraph (b) to read 
as follows: 


§ 1.69 Foreign language oaths and declarations. 


s**t *# * 


(b) Unless the text of any oath or declaration in a language 
other than English is a form provided or approved by the Patent 
and Trademark Office, it must be accompanied by an English 
translation together with a statement that the translation is 
accurate, except that in the case of an oath or declaration filed 
under § 1.63, the translation may be filed in the Office no later 
than two months from the date applicant is notified to file the 
translation. 





January 5, 1999 


30. Section 1.78 is amended by revising paragraph (a) to read 
as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


(a)(1) A nonprovisional application may claim an invention 
disclosed in one or more prior filed copending nonprovisional 
applications or copending international applications desig- 
nating the United States of America. In order for a nonprovi- 
sional application to claim the benefit of a prior filed copending 
nonprovisional application or copending international applica- 
tion designating the United States of America, each prior appli- 
cation must name as an inventor at least one inventor named 
in the later filed nonprovisional application and disclose the 
named inventor’s invention claimed in at least one claim of 
the later filed nonprovisional application in the manner provided 
by the first paragraph of 35 U.S.C. 112. In addition, each prior 
application must be: 


(i) An international application entitled to a filing date in 
accordance with PCT Article 11 and designating the United 
States of America; or 


(ii) Complete as set forth in § 1.51(b); or 


(iii) Entitled to a filing date as set forth in § 1.53(b) or § 
1.53(d) and include the basic filing fee set forth in § 1.16; or 


(iv) Entitled to a filing date as set forth in § 1.53(b) and 
have paid therein the processing and retention fee set forth in 
§ 1.21(1) within the time period set forth in § 1.53(f). 


(2) Except for a continued prosecution application filed under 
§ 1.53(d), any nonprovisional application claiming the benefit 
of one or more prior filed copending nonprovisional applica- 
tions or international applications designating the United States 
of America must contain or be amended to contain in the first 
sentence of the specification following the title a reference to 
each such prior application, identifying it by application number 
(consisting of the series code and serial number) or international 
application number and international filing date and indicating 
the relationship of the applications. The request for a continued 
prosecution application under § 1.53(d) is the specific reference 
required by 35 U.S.C. 120 to the prior application. The identifi- 
cation of an application by application number under this sec- 
tion is the specific reference required by 35 U.S.C. 120 to every 
application assigned that application number. Cross-references 
to other related applications may be made when appropriate 
(see § 1.14{a)). 


(3) A nonprovisional application other than for a design 
patent may claim an invention disclosed in one or more prior 
filed copending provisional applications. Since a provisional 
application can be pending for no more than twelve months, 
the last day of pendency may occur on a Saturday, Sunday, or 
Federal holiday within the District of Columbia which for 
copendency would require the nonprovisional application to 
be filed on or prior to the Saturday, Sunday, or Federal holiday. 
In order for a nonprovisional application to claim the benefit 
of one or more prior filed copending provisional applications, 
each prior provisional application must name as an inventor 
at least one inventor named in the later filed nonprovisional 
application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 
35 U.S.C. 112. In addition, each prior provisional application 
must be: 


(i) Complete as set forth in § 1.51(c); or 


(ii) Entitled to a filing date as set forth in § 1.53(c) and 
include the basic filing fee set forth in § 1.16(k). 


(4) Any nonprovisional application claiming the benefit of 
one or more prior filed copending provisional applications must 
contain or be amended to contain in the first sentence of the 
specification following the title a reference to each such prior 
provisional application, identifying it as a provisional applica- 
tion, and including the provisional application number (con- 
sisting of series code and serial number). 


e*e**#*#* 
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31. Section 1.84 is amended by revising paragraphs (a)(2)(i), 
(b), (c) and (g) to read as follows: 


§ 1.84 Standards for drawings. 
(a) ** * 
(2) *** 
(i) The fee set forth in § 1.17(i); 


***# * * 
(b) Photographs. 


(1) Black and white. Photographs are not ordinarily permitted 
in utility patent applications. However, the Office will accept 
photographs in utility patent applications only after the granting 
of a petition filed under this paragraph which requests that 


photographs be accepted. Any such petition must include the 
following: 


(i) The fee set forth in § 1.17(i); and 


(ii) Three (3) sets of photographs. Photographs must either 
be developed on double weight photographic paper or be perma- 
nently mounted on bristol board. The photographs must be 
of sufficient quality so that all details in the drawings are 
reproducible in the printed patent. 


(2) Color. Color photographs will be accepted in utility patent 
applications if the conditions for accepting color drawings have 
been satisfied. See paragraph (a)(2) of this section. 


(c) Identification of drawings. \dentifying indicia, if provided, 
should include the application number or the title of the inven- 
tion, inventor’s name, docket number (if any), and the name 
and telephone number of a person to call if the Office is unable 
to match the drawings to the proper application. This informa- 
tion should be placed on the back of each sheet of drawings 
a minimum distance of 1.5 cm. (5/8 inch) down from the top 
of the page. In addition, a reference to the application number, 
or, if an application number has not been assigned, the inven- 
tor’s name, may be included in the left-hand comer, provided 
that the reference appears within 1.5 cm. (5/8 inch) from the 
top of the sheet. 


eee 


(g) Margins. The sheets must not contain frames around the 
sight (i.e., the usable surface), but should have scan target 
points (i.e., cross-hairs) printed on two catercomer margin cor- 
ners. Each sheet must include a top margin of at least 2.5 cm. 
(1 inch), a left sidemargin of at least 2.5 cm. (1 inch), a right 
side margin of at least 1.5 cm. (5/8 inch), and a bottom margin 
of at least 1.0 cm. (3/8 inch), thereby leaving a sight no greater 
than 17.0 cm. by 26.2 cm. on 21.0 cm. by 29.7 cm. (DIN size 
A4) drawing sheets, and a sight no greater than 17.6 cm. by 
24.4 cm. (6 15/16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. 
(8 1/2 by 11 inch) drawing sheets. 


s**t * 


32. Section 1.91 and its heading are revised to read as follows: 
§ 1.91 Models or exhibits not generally admitted as part of 
application or patent. 


(a) A model or exhibit will not be admitted as part of the 
record of an application unless it: 


(1) Substantially conforms to the requirements of § 1.52 or 
§ 1.84; 


(2) Is specifically required by the Office; or 
(3) Is filed with a petition under this section including: 
(i) The petition fee as set forth in § 1.17(i); and 


(ii) An explanation of why entry of the model or exhibit in 
the file record is necessary to demonstrate patentability. 

(b) Notwithstanding the provisions of paragraph (a) of this 
section, a model, working model, or other physical exhibit may 
be required by the Office if deemed necessary for any purpose 
in examination of the application. 


33. Section 1.92 is removed and reserved. 
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§ 1.92 [Reserved] 


34. Section 1.97 is amended by revising paragraphs (c) through 
(e) to read as follows: 


§ 1.97 Filing of information disclosure statement. 


**+** * 


(c) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (b) of this section, provided that the information 
disclosure statement is filed before the mailing date of either 
a final action under § 1.113, or a notice of allowance under § 
1.311, whichever occurs first, and is accompanied by either: 


(1) A statement as specified in paragraph (e) of this section; 
or 


(2) The fee set forth in § 1.17(p). 


(d) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (c) of this section, provided that the information 
disclosure statement is filed on or before payment of the issue 
fee and is accompanied by: 


(1) A statement as specified in paragraph (e) of this section; 


(2) A petition requesting consideration of the information 
disclosure statement, and 


(3) The petition fee set forth in § 1.17(i). 
(e) A statement under this section must state either: 


(1) That each item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application not 
more than three months prior to the filing of the information 
disclosure statement, or 


(2) That no item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, 
to the knowledge of the person signing the statement after 
making reasonable inquiry, no item of information contained 
in the information disclosure statement was known to any indi- 
vidual designated in § 1.56(c) more than three months prior to 
the filing of the information disclosure statement. 

*e**** 


35. Section 1.101 is removed and reserved. 


§ 1.101 [Reserved] 


36. Section 1.102 is amended by revising paragraph (a) to read 
as follows: 


§ 1.102 Advancement of examination. 


(a) Applications will not be advanced out of turn for examina- 
tion or for further action except as provided by this part, or 
upon order of the Commissioner to expedite the business of 
the Office, or upon filing of a request under paragraph (b) of 
this section or upon filing a petition under paragraphs (c) or 
(d) of this section with a showing which, in the opinion of the 
Commissioner, will justify so advancing it. 

***+*#* 


37. Section 1.103 is amended by revising paragraph (a) to read 
as follows: 


§ 1.103 Suspension of action. 


(a) Suspension of action by the Office will be granted for 
good and sufficient cause and for a reasonable time specified 
upon petition by the applicant and, if such cause is not the 
fault of the Office, the payment of the fee set forth in § 1.17(i). 
Action will not be suspended when a reply by the applicant to 
an Office action is required. 


J 
38. Section 1.104 and its heading are revised to read as follows: 
§ 1.104 Nature of examination. 
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(a) Examiner’ s action. 


(1) On taking up an application for examination or a patent 
in a reexamination proceeding, the examiner shall make a thor- 
ough study thereof and shall make a thorough investigation of 
the available prior art relating to the subject matter of the 
claimed invention. The examination shall be complete with 
respect both to compliance of the application or patent under 
reexamination with the applicable statutes and rules and to the 
patentability of the invention as claimed, as well as with respect 
to matters of form, unless otherwise indicated. 


(2) The applicant, or in the case of a reexamination proceeding, 
both the patent owner and the requester, will be notified of the 
examiner's action. The reasons for any adverse action or any 
objection or requirement will be stated and such information 
or references will be given as may be useful in aiding the 
applicant, or in the case of a reexamination proceeding the 
patent owner, to judge the propriety of continuing the prose- 
cution. 


(3) An international-type search will be made in all national 
applications filed on and after June 1, 1978. 


(4) Any national application may also have an international- 
type search report prepared thereon at the time of the national 
examination on the merits, upon specific written request 
therefor and payment of the international-type search report 
fee set forth in § 1.21(e). The Patent and Trademark Office 
does not require that a formal report of an international-type 
search be prepared in order to obtain a search fee refund in a 
later filed international application. 


(5) Copending applications will be considered by the examiner 
to be owned by, or subject to an obligation of assignment to, 
the same person if: 


(i) The application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 
chapter which convey the entire rights in the applications to 
the same person or organization; or 


(ii) Copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization are 
filed in each of the applications; or 


(iii) An affidavit or declaration by the common owner is 
filed which states that there is common ownership and states 
facts which explain why the affiant or declarant believes there 
is common ownership, which affidavit or declaration may be 
signed by an official of the corporation or organization empow- 
ered to act on behalf of the corporation or organization when 
the common owner is a corporation or other organization; or 


(iv) Other evidence is submitted which establishes common 
ownership of the applications. 


(b) Completeness of examiner’ s action. The examiner’s action 
will be complete as to all matters, except that in appropriate 
circumstances, such as misjoinder of invention, fundamental 
defects in the application, and the like, the action of the exam- 
iner may be limited to such matters before further action is 
made. However, matters of form need not be raised by the 
examiner until a claim is found allowable. 


(c) Rejection of claims. 


(1) If the invention is not considered patentable, or not 
considered patentable as claimed, the claims, or those consid- 
ered unpatentable will be rejected. 


(2) In rejecting claims for want of novelty or for obviousness, 
the examiner must cite the best references at his or her com- 
mand. When a reference is complex or shows or describes 
inventions other than that claimed by the applicant, the partic- 
ular part relied on must be designated as nearly as practicable. 
The pertinence of each reference, if not apparent, must be 
clearly explained and each rejected claim specified. 


(3) In rejecting claims the examiner may rely upon admissions 
by the applicant, or the patent owner in a reexamination pro- 
ceeding, as to any matter affecting patentability and, insofar 
as rejections in applications are concemed, may also rely upon 
facts within his or her knowledge pursuant to paragraph (d)(2) 
of this section. 
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(4) Subject matter which is developed by another person 
which qualifies as prior art only under 35 U.S.C. 102(f) or (g) 
may be used as prior art under 35 U.S.C. 103 against a claimed 
invention unless the entire rights to the subject matter and the 
claimed invention were commonly owned by the same person 
or organization or subject to an obligation of assignment to 
the same person or organization at the time the claimed inven- 
tion was made. 


(5) The claims in any original application naming an inventor 
will be rejected as being precluded by a waiver in a published 
statutory invention registration naming that inventor if the same 
subject matter is claimed in the application and the statutory 
invention registration. The claims in any reissue application 
naming an inventor will be rejected as being precluded by a 
waiver in a published statutory invention registration naming 
that inventor if the reissue application seeks to claim subject 
matter: 


(i) Which was not covered by claims issued in the patent 
prior to the date of publication of the statutory invention regis- 
tration; and 

(ii) Which was the same subject matter waived in the statutory 
invention registration. 


(d) Citation of references. 


(1) If domestic patents are cited by the examiner, their 
numbers and dates, and the names of the patentees must be 
stated. If foreign published applications or patents are cited, 
their nationality or country, numbers and dates, and the names 
of the patentees must be stated, and such other data must be 
furnished as may be necessary to enable the applicant, or in 
the case of a reexamination proceeding, the patent owner, to 
identify the published applications or patents cited. In citing 
foreign published applications or patents, in case only a part 
of the document is involved, the particular pages and sheets 
containing the parts relied upon must be identified. If printed 
publications are cited, the author (if any), title, date, pages or 
plates, and place of publication, or place where a copy can be 
found, shall be given. 


(2) When a rejection in an application is based on facts 
within the personal knowledge of an employee of the Office, 
the data shall be as specific as possible, and the reference must 
be supported, when called for by the applicant, by the affidavit 
of such employee, and such affidavit shall be subject to contra- 
diction or explanation by the affidavits of the applicant and 
other persons. 


(e) Reasons for allowance. If the examiner believes that the 
record of the prosecution as a whole does not make clear his 
or her reasons for allowing a claim or claims, the examiner 
may set forth such reasoning. The reasons shall be incorporated 
into an Office action rejecting other claims of the application 
or patent under reexamination or be the subject of a separate 
communication to the applicant or patent owner. The applicant 
or patent owner may file a statement commenting on the reasons 
for allowance within such time as may be specified by the 
examiner. Failure to file such a statement does not give rise 
to any implication that the applicant or patent owner agrees 
with or acquiesces in the reasoning of the examiner. 


39. Section 1.105 is removed and reserved. 


§ 1.105 [Reserved] 


40. Section 1.106 is removed and reserved. 
§ 1.106 [Reserved] 
41. Section 1.107 is removed and reserved. 
§ 1.107 [Reserved] 
42. Section 1.108 is removed and reserved. 
§ 1.108 [Reserved] 
43. Section 1.109 is removed and reserved. 


§ 1.109 [Reserved] 
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44. Section 1.111 is amended by revising paragraph (b) to read 
as follows: 


§ 1.111 Reply by applicant or patent owner. 


**# e+ € 


(b) In order to be entitled to reconsideration or further 
examination, the applicant or patent owner must reply to the 
Office action. The reply by the applicant or patent owner must 
be reduced to a writing which distinctly and specifically points 
out the supposed errors in the examiner’s action and must reply 
to every ground of objection and rejection in the prior Office 
action. The reply must present arguments pointing out the 
specific distinctions believed to render the claims, including 
any newly presented claims, patentable over any applied refer- 
ences. If the reply is with respect to an application, a request 
may be made that objections or requirements as to form not 
necessary to further consideration of the claims beheld in abey- 
ance until allowable subject matter is indicated. The applicant’s 
or patent owner’s reply must appear throughout to be a bona 
fide attempt to advance the application or the reexamination 
proceeding to final action. A general allegation that the claims 
define a patentable invention without specifically pointing out 
how the language of the claims patentably distinguishes them 
from the references does not comply with the requirements of 
this section. 


** ee * 
45. Section 1.112 and its heading are revised to read as follows: 


§ 1.112 Reconsideration before final action. 


After reply by applicant or patent owner (§ 1.111) to a non- 
final action, the application or patent under reexamination will 
be reconsidered and again examined. The applicant or patent 
owner will be notified if claims are rejected, or objections 
or requirements made, in the same manner as after the first 
examination. Applicant or patent owner may reply to such 
Office action in the same manner provided in § 1.111, with or 
without amendment, unless such Office action indicates that it 
is made final (§ 1.113). 


46. Section 1.113 is revised to read as follows: 


§ 1.113 Final rejection or action. 


(a) On the second or any subsequent examination or consider- 
ation by the examiner the rejection or other action may be 
made final, whereupon applicant’s or patent owner’s reply is 
limited to appeal in the case of rejection of any claim (§ 1.191), 
or to amendment as specified in § 1.116. Petition may be taken 
to the Commissioner in the case of objections or requirements 
not involved in the rejection of any claim (§ 1.181). Reply to 
a final rejection or action must include cancellation of, or appeal 
from the rejection of, each rejected claim. If any claim stands 
allowed, the reply to a final rejection or action must comply 
with any requirements or objections as to form. 


(b) In making such final rejection, the examiner shall repeat 
or state all grounds of rejection then considered applicable to 
the claims in the application, clearly stating the reasons in 
support thereof. 


47. Section 1.115 is removed and reserved. 


§ 1.115 [Reserved] 


48. Section 1.116 is amended by revising its heading and para- 
graph (a) to read as follows: 


§ 1.116 Amendments after final action or appeal. 


(a) After a final rejection or other final action (§ 1.113), 
amendments may be made cancelling claims or complying with 
any requirement of form expressly set forth in a previous Office 
action. Amendments presenting rejected claims in better form 
for consideration on appeal may be admitted. The admission 
of, or refusal to admit, any amendment after final rejection, 
and any related proceedings, will not operate to relieve the 
application or patent under reexamination from its condition 
as subject to appeal or to save the application from abandonment 
under § 1.135. 
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49. Section 1.117 is removed and reserved. 


§ 1.117 [Reserved] 
50. Section 1.118 is removed and reserved. 


§ 1.118 [Reserved] 
51. Section 1.119 is removed and reserved. 


§ 1.119 [Reserved] 
52. Section 1.121 is revised to read as follows: 


§ 1.121 Manner of making amendments. 


(a) Amendments in nonprovisional applications, other than 
reissue applications: Amendments in nonprovisional applica- 
tions, excluding reissue applications, are made by filing a paper, 
in compliance with § 1.52, directing that specified amendments 
be made. 


(1) Specification other than the claims. Except as provided 
in § 1.125, amendments to add matter to, or delete matter from, 
the specification, other than to the claims, may only be made 
as follows: 


(i) Instructions for insertions: The precise point in the specifi 
cation must be indicated where an insertion is to be made, and 
the matter to be inserted must be set forth. 


(ii) Instructions for deletions: The precise point in the specifi- 
cation must be indicated where a deletion is to be made, and 
the matter to be deleted must be set forth or otherwise indicated. 


(iii) Matter deleted by amendment can be reinstated only 
by a subsequent amendment presenting the previously deleted 
matter as a new insertion. 


(2) Claims. Amendments to the claims may only be made 
as follows: 


(i) Instructions for insertions and deletions: A claim may be 
amended by specifying only the exact matter to be deleted or 
inserted by an amendment and the precise point where the 
deletion or insertion is to be made, where the changes are 
limited to: 

(A) Deletions and/or 


(B) The addition of no more than five (5) words in any one 
claim; or 


(ii) Claim cancellation or rewriting: A claim may be amended 
by directions to cancel the claim or by rewriting such claim 
with underlining below the matter added and brackets around 
the matter deleted. The rewriting of a claim in this form will 
be construed as directing the deletion of the previous version 
of that claim. If a previously rewritten claim is again rewritten, 
underlining and bracketing will be applied relative to the pre- 
vious version of the claim, with the parenthetical expression 
“twice amended,” “three times amended,” efc., following the 
original claim number. The original claim number followed by 
that parenthetical expression must be used for the rewritten 
claim. No interlineations or deletions of any prior amendment 
may appear in the currently submitted version of the claim. A 
claim canceled by amendment (not deleted and rewritten) can 
be reinstated only by a subsequent amendment presenting the 
claim as a new claim with a new claim number. 


(3) Drawings. 


(i) Amendments to the original application drawings are not 
permitted. Any change to the application drawings must be by 
way of a substitute sheet of drawings for each sheet changed 
submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become 
part of the record, must be filed for approval by the examiner 
and should be in a separate paper. 


(4) Any amendment to an application that is present in a 
substitute specification submitted pursuant to § 1.125 must be 
presented under the provisions of this paragraph either prior 
to or concurrent with submission of the substitute specification. 
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(5) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition, 
and to secure substantial correspondence between the claims, 
the remainder of the specification, and the drawings. 


(6) No amendment may introduce new matter into the disclo- 
sure of an application. 


(b) Amendments in reissue applications: Amendments in 
reissue applications are made by filing a paper, in compliance 
with § 1.52, directing that specified amendments be made. 


(1) Specification other than the claims. Amendments to the 
specification, other than to the claims, may only be made as 
follows: 


(i) Amendments must be made by submission of the entire 
text of a newly added or rewritten paragraph(s) with markings 
pursuant to paragraph (b)(1)(iii) of this section, except that an 
entire paragraph may be deleted by a statement deleting the 
paragraph without presentation of the text of the paragraph. 


(ii) The precise point in the specification must be indicated 
where the paragraph to be amended is located. 


(iii) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. 


(2) Claims. Amendments to the claims may only be made 
as follows: 


(iA) The amendment must be made relative to the patent 
claims in accordance with paragraph (b)(6) of this section and 
must include the entire text of each claim which is being 
amended by the current amendment and of each claim being 
added by the current amendmentwith markings pursuant to 
paragraph (b)(2)(i)(C) of this section, except that a patent claim 
or added claim should be cancelled by a statement cancelling 
the patent claim or added claim without presentation of the 
text of the patent claim or added claim. 


(B) Patent claims must not be renumbered and the numbering 
of any claims added to the patent must follow the number of 
the highest numbered patent claim. 


(C) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. If a claim 
is amended pursuant to paragraph (b)(2)(i)(A) of this section, 
a parenthetical expression “amended,” “twice amended,” etc., 
should follow the original claim number. 


(ii) Each amendment submission must set forth the status 
(i.e., pending or cancelled) as of the date of the amendment, 
of all patent claims and of all added claims. 


(iii) Each amendment when originally submitted must be 
accompanied by an explanation of the support in the disclosure 
of the patent for the amendment along with any additional 
comments on page(s) separate from the page(s) containing the 
amendment. 


(3) Drawings. 


(i) Amendments to the original patent drawings are not 
permitted. Any change to the patent drawings must be by way 
of a new sheet of drawings with the amended figures identified 
as “amended” and with added figures identified as “new” for 
each sheet changed submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become 
part of the record, must be filed for approval by the examiner 
and should be in a separate paper. 


(4) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition, 
and to secure substantial correspondence between the claims, 
the remainder of the specification, and the drawings. 


(5) No reissue patent shall be granted enlarging the scope 
of the claims of the original patent unless applied for within 
two years from the grant of the original patent, pursuant to 35 
U.S.C. 251. No amendment to the patent may introduce new 
matter or be made in an expired patent. 
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(6) All amendments must be made relative to the patent 
specification, including the claims, and drawings, which is in 
effect as of the date of filing of the reissue application. 


(c) Amendments in reexamination proceedings: Any proposed 
amendment to the description and claims in patents involved 
in reexamination proceedings must be made in accordance with 


§ 1.530(d). 
53. Section 1.122 is removed and reserved. 


§ 1.122 [Reserved] 
54. Section 1.123 is removed and reserved. 


§ 1.123 [Reserved] 
55. Section 1.124 is removed and reserved. 


§ 1.124 [Reserved] 
56. Section 1.125 is revised to read as follows: 


§ 1.125 Substitute specification. 


(a) If the number or nature of the amendments or the legibility 
of the application papers renders it difficult to consider the 
application, or to arrange the papers for printing or copying, 
the Office may require the entire specification, including the 
claims, or any part thereof, be rewritten. 


(b) A substitute specification, excluding the claims, may be 
filed at any point up to payment of the issue fee if it is accompa- 
nied by: 

(1) A statement that the substitute specification includes no 
new matter, and 


(2) A marked-up copy of the substitute specification showing 
the matter being added to and the matter being deleted from 
the specification of record. 


(c) A substitute specification submitted under this section must 
be submitted in clean form without markings as to amended 
material. 


(d) A substitute specification under this section is not permitted 
in a reissue application or in a reexamination proceeding. 


57. Section 1.126 is revised to read as follows: 


§ 1.126 Numbering of claims. 


The original numbering of the claims must be preserved 
throughout the prosecution. When claims are canceled the 
remaining claims must not be renumbered. When claims are 
added, they must be numbered by the applicant consecutively 
beginning with the number next following the highest numbered 
claim previously presented (whether entered or not). When the 
application is ready for allowance, the examiner, if necessary, 
will renumber the claims consecutively in the order in which 
they appear or in such order as may have been requested by 
applicant. 


58. Section 1.133 is amended by revising paragraph (b) to read 
as follows: 


§ 1.133 Interviews. 


e+ *# ¢€ 


(b) In every instance where reconsideration is requested in 
view of an interview with an examiner, a complete written 
statement of the reasons presented at the interview as warranting 
favorable action must be filed by the applicant. An interview 
does not remove the necessity for reply to Office actions as 
specified in §§ 1.111 and 1.135. 


59. The undesignated center heading in Subpart B-National 
Processing Provisions, following § 1.133 is revised to read as 
follows: 


TIME FOR REPLY BY APPLICANT; ABANDONMENT 
OF APPLICATION 


60. Section 1.134 and its heading are revised to read as follows: 
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§ 1.134 Time period for reply to an Office action. 


An Office action will notify the applicant of any non-statutory 
or shortened statutory time period set for reply to an Office 
action. Unless the applicant is notified in writing that a reply 
is required in less than six months, a maximum period of six 
months is allowed. 


61. Section 1.135 and its heading are revised to read as follows: 


§ 1.135 Abandonment for failure to reply within time period. 


(a) If an applicant of a patent application fails to reply 
within the time period provided under § 1.134 and § 1.136, 
the application will become abandoned unless an Office action 
indicates otherwise. 


(b) Prosecution of an application to save it from abandonment 
pursuant to paragraph (a) of this section must include such 
complete and proper reply as the condition of the application 
may require. The admission of, or refusal to admit, any amend- 
ment after final rejection or any amendment not responsive to 
the last action, or any related proceedings, will not operate to 
save the application from abandonment. 


(c) When reply by the applicant is a bona fide attempt to 
advance the application to final action, and is substantially a 
complete reply to the non-final Office action, but consideration 
of some matter or compliance with some requirement has been 
inadvertently omitted, applicant may be given a new time period 
for reply under § 1.134 to supply the omission. 


62. Section 1.136 and its heading are revised to read as follows: 


§ 1.136 Extensions of time. 


(a)(1) If an applicant is required to reply within a nonstatutory 
or shortened statutory time period, applicant may extend the 
time period for reply up io the earlier of the expiration of any 
maximum period set by statute or five months after the time 
period set for reply, if a petition for an extension of time and 
the fee set in § 1.17(a) are filed, unless: 


(i) Applicant is notified otherwise in an Office action; 
(ii) The reply is a reply brief submitted pursuant to § 1.193(b); 


(iii) The reply is a request for an oral hearing submitted 
pursuant to § 1.194(b); 


(iv) The reply is to a decision by the Board of Patent Appeals 
and Interferences pursuant to § 1.196, § 1.197 or § 1.304; or 


(v) The application is involved in an interference declared 
pursuant to § 1.611. 


(2) The date on which the petition and the fee have been 
filed is the date for purposes of determining the period of 
extension and the corresponding amount of the fee. The expira- 
tion of the time period is determined by the amount of the fee 
paid. A reply must be filed prior to the expiration of the period 
of extension to avoid abandonment of the application (§ 1.135), 
but in no situation may an applicant reply later than the max- 
imum time period set by statute, or be granted an extension of 
time under paragraph (b) of this section when the provisions 
of this paragraph are available. See § 1.136(b) for extensions 
of time relating to proceedings pursuant to §§ 1.193(b), 1.194, 
1.196 or 1.197; § 1.304 for extension of time to appeal to the 
U.S. Court of Appeals for the Federal Circuit or to commence 
a civil action; § 1.550(c) for extension of time in reexamination 
proceedings; and § 1.645 for extension of time in interference 
proceedings. 


(3) A written request may be submitted in an application 
that is an authorization to treat any concurrent or future reply, 
requiring a petition for an extension of time under this paragraph 
for its timely submission, as incorporating a petition for exten- 
sion of time for the appropriate length of time. An authorization 
to charge all required fees, fees under § 1.17, or all required 
extension of time fees will be treated as a constructive petition 
for an extension of time in any concurrent or future reply 
requiring a petition for an extension of time under this paragraph 
for its timely submission. Submission of the fee set forth in § 
1.17(a) will also be treated as a constructive petition for an 
extension of time in any concurrent reply requiring a petition 
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for an extension of time under this paragraph for its timely 
submission. 


(b) When a reply cannot be filed within the time period set 
for such reply and the provisions of paragraph (a) of this section 
are not available, the period for reply will be extended only 
for sufficient cause and for a reasonable time specified. Any 
request for an extension of time under this paragraph must be 
filed on or before the day on which such reply is due, but the 
mere filing of such a request will not effect any extension under 
this paragraph. In no situation can any extension carry the date 
on which reply is due beyond the maximum time period set 
by statute. See § 1.304 for extension of time to appeal to the 
U.S. Court of Appeals for the Federal Circuit or to commence 
a civil action; § 1.645 for extension of time in interference 
proceedings; and § 1.550(c) for extension of time in reexamina- 
tion proceedings. 


63. Section 1.137 and its heading are revised to read as follows: 


§ 1.137 Revival of abandoned application or lapsed patent. 


(a) Unavoidable. Where the delay in reply was unavoidable, 
a petition may be filed to revive an abandoned application or 
a lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 


(1) The required reply, unless previously filed. In a nonprovi- 
sional application abandoned for failure to prosecute, the 
required reply may be met by the filing of a continuing applica- 
tion. In an application or patent, abandoned or lapsed for failure 
to pay the issue fee or any portion thereof, the required reply 
must be the payment of the issue fee or any outstanding balance 
thereof; 


(2) The petition fee as set forth in § 1.17(1); 


(3) A showing to the satisfaction of the Commissioner that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to 
this paragraph was unavoidable; and 


(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (c) of this section. 


(b) Unintentional. Where the delay in reply was unintentional, 
a petition may be filed to revive an abandoned application or 
a lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 


(1) The required reply, unless previously filed. In a nonprovi- 
sional application abandoned for failure to prosecute, the 
required reply may be met by the filing of a continuing applica- 
tion. In an application or patent, abandoned or lapsed for failure 
to pay the issue fee or any portion thereof, the required reply 
must be the payment of the issue fee or any outstanding balance 
thereof; 


(2) The petition fee as set forth in § 1.17(m); 


(3) A statement that the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to this paragraph was unintentional. 
The Commissioner may require additional information where 
there is a question whether the delay was unintentional; and 


(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (c) of this section. 


(c) In a design application, a utility application filed before 
June 8, 1995, or a plant application filed before June 8, 1995, 
any petition to revive pursuant to this section must be accompa- 
nied by a terminal disclaimer and fee as set forth in § 1.321 
dedicating to the public a terminal part of the term of any 
patent granted thereon equivalent to the period of abandonment 
of the application. Any terminal disclaimer pursuant to this 
paragraph must also apply to any patent granted on any contin- 
uing application that contains a specific reference under 35 
U.S.C. 120, 121, or 365(c) to the application for which revival 
is sought. The provisions of this paragraph do not apply to 
lapsed patents. 


(d) Any request for reconsideration or review of a decision 
refusing to revive an abandoned application or lapsed patent 
upon petition filed pursuant to this section, to be considered 
timely, must be filed within two months of the decision refusing 
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to revive or within such time as set in the decision. Unless a 
decision indicates otherwise, this time period may be extended 
under the provisions of § 1.136. 


(e) A provisional application, abandoned for failure to timely 
respond to an Office requirement, may be revived pursuant to 
this section so as to be pending for a period of no longer than 
twelve months from its filing date. Under no circumstances 
will a provisional application be regarded as pending after 
twelve months from its filing date. 


64.Section 1.139 is removed and reserved. 
§ 1.139 [Reserved] 


65. Section 1.142 is amended by revising paragraph (a) to read 
as follows: 


§ 1.142 Requirement for restriction. 


(a) If two or more independent and distinct inventions are 
claimed in a single application, the examiner in an Office action 
will require the applicant in the reply to that action to elect an 
invention to which the claims will be restricted, this official 
action being called a requirement for restriction (also known 
as a requirement for division). Such requirement will normally 
be made before any action on the merits; however, it may be 
made at any time before final action. 

***+e* 


66. Section 1.144 is revised to read as follows: 
§ 1.144 Petition from requirement for restriction. 


After a final requirement for restriction, the applicant, in addi- 
tion to making any reply due on the remainder of the action, 
may petition the Commissioner to review the requirement. 
Petition may be deferred until after final action on or allowance 
of claims to the invention elected, but must be filed not later 
than appeal. A petition will not be considered if reconsideration 
of the requirement was not requested (see § 1.181). 


67. Section 1.146 is revised to read as follows: 
§ 1.146 Election of species. 


In the first action on an application containing a generic claim 
to a generic invention (genus) and claims to more than one 
patentably distinct species embraced thereby, the examiner may 
require the applicant in the reply to that action to elect a species 
of his or her invention to which his or her claim will be restricted 
if no claim to the genus is found to be allowable. However, 
if such application contains claims directed to more than a 
reasonable number of species, the examiner may require restric- 
tion of the claims to not more than a reasonable number of 
species before taking further action in the application. 


68. Section 1.152 is revised to read as follows: 


§ 1.152 Design drawings. 


(a) The design must be represented by a drawing that complies 
with the requirements of § 1.84, and must contain a sufficient 
number of views to constitute a complete disclosure of the 
appearance of the design. 


(1) Appropriate and adequate surface shading should be used 
to show the character or contour of the surfaces represented. 
Solid black surface shading is not permitted except when used 
to represent the color black as well as color contrast. Broken 
lines may be used to show visible environmental structure, but 
may not be used to show hidden planes and surfaces which 
cannot be seen through opaque materials. Alternate positions 
of a design component, illustrated by full and broken lines in 
the same view are not permitted in a design drawing. 


(2) Color photographs and color drawings are not permitted 
in design spplications in the absence of a grantable petition 
pursuant to § 1.84(a)(2). Photographs and ink drawings are not 
permitted to be combined as formal drawings in one application. 
Photographs submitted in lieu of ink drawings in design patent 
applications must comply with § 1.84(b) and must not disclose 
environmenta! structure but must be limited to the design for 
the article claimed. 


(b) Any detail shown in the ink or color drawings or photo- 
graphs (formal or informal) deposited with the original applica- 
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tion papers constitutes an integral part of the disclosed and 
claimed design, except as otherwise provided in this paragraph. 
This detail may include, but is not limited to, color or contrast, 
graphic or written indicia, including identifying indicia of a 
proprietary nature, surface ornamentation on an article, or any 
combination thereof. 


(1) When any detail shown in informal drawings or photo- 
graphs does not constitute an integral part of the disclosed and 
claimed design, a specific disclaimer must appear in the original 
application papers either in the specification or directly on the 
drawings or photographs. This specific disclaimer in the orig- 
inal application papers will provide antecedent basis for the 
omission of the disclaimed detail(s) in later-filed drawings or 
photographs. 


(2) When informal color drawings or photographs are depos- 
ited with the original application papers without a disclaimer 
pursuant to paragraph (b)(1) of this section, formal color draw- 
ings or photographs, or a black and white drawing lined to 
represent color, will be required. 


69. Section 1.154 is amended by revising its heading and para- 
graph (a)(3) as to readfollows: 


§ 1.154 Arrangement of application elements. 
(a) *_** 


(3) Preamble, stating name of the applicant, title of the 
design, and a brief description of the nature and intended use 
of the article in which the design is embodied. 


e*e+*# 
76. Section 1.155 and its heading are revised to read as follows: 


§ 1.155 Issue of design patents. 


If, on examination, it appears that the applicant is entitled to 
a design patent under the law, a notice of allowance will be 
sent to the applicant, or applicant’s attorney or agent, calling 
for the payment of the issue fee (§ 1.18(b)). If this issue fee 
is not paid within three months of the date of the notice of 
allowance, the application shall be regarded as abandoned. 


71. Section 1.163 is amended by revising its heading and para- 
graph (b) to read asfollows: 


§ 1.163 Specification and arrangement of application ele- 
ments. 


es**+*# 


(b) Two copies of the specification (including the claim) 
must be submitted, but only one signed oath or declaration is 
required. 


***+ * 
72. Section 1.167 is revised to read as follows: 


§ 1.167 Examination. 


Applications may be submitted by the Patent and Trademark 
Office to the Department of Agriculture for study and report. 


73. Section 1.171 is revised to read as follows: 
§ 1.171 Application for reissue. 


An application for reissue must contain the same parts required 
for an application for an original patent, complying with all 
the rules relating there to except as otherwise provided, and in 
addition, must comply with the requirements of the rules 
relating to reissue applications. 


74. Section 1.172 is amended by revising paragraph (a) to read 
as follows: 


§ 1.172 Applicants, assignees. 


(a) A reissue oath must be signed and swom to or declaration 
made by the inventor or inventors except as otherwise provided 
(see §§ 1.42, 1.43, 1.47), and must be accompanied by the 
written consent of all assignees, if any, owning an undivided 
interest in the patent, but a reissue oath may be made and 
swom to or declaration made by the assignee of the entire 
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interest if the application does not seek to enlarge the scope 
of the claims of the original patent. All assignees consenting 
to the reissue must establish their ownership interest in the 
patent by filing in the reissue application a submission in accor- 
dance with the provisions of § 3.73(b). 


**+*# 


75. Section 1.175 is amended by revising paragraphs (a) and 
(b) and adding paragraphs (c) and (d) to read as follows: 


§ 1.175 Reissue oath or declaration. 


(a) The reissue oath or declaration in addition to complying 
with the requirements of § 1.63, must also state that: 


(1) The applicant believes the original patent to be wholly 
or partly inoperative or invalid by reason of a defective specifi- 
cation or drawing, or by reason of the patentee claiming more 
or less than the patentee had the right to claim in the patent, 
stating at least one error being relied upon as the basis for 
reissue; and 


(2) All errors being corrected in the reissue application up 
to the time of filing of the oath or declaration under this para- 
graph arose without any deceptive intention on the part of the 
applicant. 


(b)(1) For any error corrected, which is not covered by the oath 
or declaration submitted under paragraph (a) of this section, 
applicant must submit a supplemental oath or declaration stating 
that every such error arose without any deceptive intention on 
the part of the applicant. Any supplemental oath or declaration 
required by this paragraph must be submitted before allowance 
and may be submitted: 


(i) With any amendment prior to allowance; or 


(ii) In order to overcome a rejection under 35 U.S.C. 251 
made by the examiner where it is indicated that the submission 
of a supplemental oath or declaration as required byt his para- 
graph will overcome the rejection. 


(2) For any error sought to be corrected after allowance, a 
supplemental oath or declaration must accompany the requested 
correction stating that the error(s) to be corrected arose without 
any deceptive intention on the part of the applicant. 


(c) Having once stated an error upon which the reissue is 
based, as set forth in paragraph (a)(1), unless all errors pre- 
viously stated in the oath or declaration are no longer being 
corrected, a subsequent oath or declaration under paragraph 
(b) of this section need not specifically identify any other error 
or errors being corrected. 


(d) The oath or declaration required by paragraph (a) of this 
section may be submitted under the provisions of § 1.53(f). 


76. Section 1.182 is revised to read as follows: 


§ 1.182 Questions not specifically provided for. 


All situations not specifically provided for in the regulations 
of this part will be decided in accordance with the merits of 
each situation by or under the authority of the Commissioner, 
subject to such other requirements as may be imposed, and 
such decision will be communicated to the interested parties 
in writing. Any petition seeking a decision under this section 
must be accompanied by the petition fee set forth in § 1.17(h). 


77. Section 1.184 is removed and reserved. 


§ 1.184 [Reserved] 


78. Section 1.191 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interfer- 
ences. 


(a) Every applicant for a patent or for reissue of a patent, 
and every owner of a patent under reexamination, any of whose 
claims has been twice or finally (§ 1.113) rejected, may appeal 
from the decision of the examiner to the Board of Patent Appeals 
and Interferences by filing a notice of appeal and the fee set 
forth in § 1.17(b) within the time period provided under §§ 
1.134 and 1.136 for reply. 





1218 TMOG 418 
(170) 


(b) The signature requirement of § 1.33 does not apply to 
a notice of appeal filed under this section. 


ese * 


79. Section 1.192 is amended by revising paragraph (a) to read 
as follows: 


§ 1.192 Appellant's brief. 


(a) Appellant must, within two months from the date of the 
notice of appeal under § 1.191 or within the time allowed for 
reply to the action from which the appeal was taken, if such 
time is later, file a brief in triplicate. The brief must be accompa- 
nied by the fee set forth in § 1.17(c) and must set forth the 
authorities and arguments on which appellant will rely to main- 
tain the appeal. Any arguments or authorities not included in 
the brief will be refused consideration by the Board of Patent 
Appeals and Interferences, unless good cause is shown. 


*e** +e 
80. Section 1.193 and its heading are revised to read as follows: 


§ 1.193 Examiner’s answer and reply brief. 


(a)(1) The primary examiner may, within such time as may 
be directed by the Commissioner, furnish a written statement 
in answer to appellant’s brief including such explanation of 
the invention claimed and of the references and grounds of 
rejection as may be necessary, supplying a copy to appellant. 
If the primary examiner finds that the appeal is not regular in 
form or does not relate to an appealable action, the primary 
examiner shall so state. 


(2) An examiner’s answer must not include a new ground 
of rejection, but if an amendment under § 1.116 proposes to 
add or amend one or more claims and appellant was advised that 
the amendment under § 1.116 would be entered for purposes of 
appeal and which individual rejection(s) set forth in the action 
from which the appeal was taken would be used to reject the 
added or amended claim(s), then the appeal brief must address 
the rejection(s) of the claim(s) added or amended by the amend- 
ment under § 1.116 as appellant was so advised and the exam- 
iner’s answer may include the rejection(s) of the claim(s) added 
or amended by the amendment under § 1.116 as appellant was 
so advised. The filing of an amendment under § 1.116 which 
is entered for purposes of appeal represents appellant’s consent 
that when so advised any appeal proceed on those claim(s) 
added or amended by the amendment under § 1.116 subject to 
any rejection set forth in the action from which the appeal was 
taken. 


(b)(1) Appellant may file a reply brief to an examiner’s 
answer within two months from the date of such examiner’s 
answer. See § 1.136(b) for extensions of time for filing a reply 
brief in a patent application and § 1.550(c) for extensions of 
time for filing a reply brief in a reexamination proceeding. The 
primary examiner must either acknowledge receipt and entry 
of the reply brief or withdraw the final rejection and reopen 
prosecution to respond to the reply brief. A supplemental exam- 
iner’s answer is not permitted, unless the application has been 
remanded by the Board of Patent Appeals and Interferences 
for such purpose. 

(2) Where prosecution is reopened by the primary examiner 
after an appeal or reply brief has been filed, appellant must 


exercise one of the following two options to avoid abandonment 
of the application: 


(i) File a reply under § 1.111, if the Office action is not 
final, or a reply under § 1.113, if the Office action is final; or 

(ii) Request reinstatement of the appeal. If reinstatement of 
the appeal is requested, such request must be accompanied by 
a supplemental appeal brief, but no new amendments, affidavits 
(§§ 1.130, 1.131 or 1.132) or other evidence are permitted. 


81. Section 1.194 is revised to read as follows: 


§ 1.194 Oral hearing. 


(a) An oral hearing should be requested only in those circum- 
stances in which appellant considers such a hearing necessary 
or desirable for a proper presentation of the appeal. An appeal 
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decided without an oral hearing will receive the same consider- 
ation by the Board of Patent Appeals and Interferences as 
appeals decided after oral hearing. 


(b) If appellant desires an oral hearing, appellant must file, 
in a separate paper, a written request for such hearing accompa- 
nied by the fee set forth in § 1.17(d) within two months from 
the date of the examiner’s answer. If appellant requests an oral 
hearing and submits therewith the fee set forth in § 1.17(d), 
an oral argument may be presented by, or on behalf of, the 
primary examiner if considered desirable by either the primary 
examiner or the Board. See § 1.136(b) for extensions of time 
for requesting an oral hearing in a patent application and § 
1.550(c) for extensions of time for requesting an oral hearing 
in are examination proceeding. 


(c) If no request and fee for oral hearing have been timely 
filed by appellant, the appeal will be assigned for consideration 
and decision. If appellant has requested an oral hearing and 
has submitted the fee set forth in § 1.17(d), a day of hearing 
will be set, and due notice thereof given to appellant and to 
the primary examiner. A hearing will be held as stated in the 
notice, and oral argument will be limited to twenty minutes 
for appellant and fifteen minutes for the primary examiner 
unless otherwise ordered before the hearing begins. If the Board 
decides that a hearing is not necessary, the Board will so notify 
appellant. 


82. Section 1.196 is amended by revising paragraphs (b) and 
(d) to read as follows: 


§ 1.196 Decision by the Board of Patent Appeals and Inter- 
ferences. 
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(b) Should the Board of Patent Appeals and Interferences 
have knowledge of any grounds not involved in the appeal for 
rejecting any pending claim, it may include in the decision a 
statement to that effect with its reasons for so holding, which 
statement constitutes a new ground of rejection of the claim. 
A new ground of rejection shall not be considered final for 
purposes of judicial review. When the Board of Patent Appeals 
and Interferences makes a new ground of rejection, the appel- 
lant, within two months from the date of the decision, must 
exercise one of the following two options with respect to the 
new ground of rejection to avoid termination of proceedings 
(§ 1.197(c)) as to the rejected claims: 


(1) Submit an appropriate amendment of the claims so rejected 
or a showing of facts relating to the claims so rejected, or both, 
and have the matter reconsidered by the examiner, in which 
event the application will be remanded to the examiner. The 
new ground of rejection is binding upon the examiner unless 
an amendment or showing of facts not previously of record be 
made which, in the opinion of the examiner, overcomes the 
new ground of rejection stated in the decision. Should the 
examiner reject the claims, appellant may again appeal pursuant 
to §§ 1.191 through 1.195 to the Board of Patent Appeals and 
Interferences. 


(2) Request that the application be reheard under § 1.197(b) 
by the Board of Patent Appeals and Interferences upon the 
same record. The request for rehearing must address the new 
ground of rejection and state with particularity the points 
believed to have been misapprehended or overlooked in ren- 
dering the decision and also state all other grounds upon which 
rehearing is sought. Where request for such rehearing is made, 
the Board of Patent Appeals and Interferences shall rehear the 
new ground of rejection and, if necessary, render anew decision 
which shall include all grounds of rejection upon which a patent 
is refused. The decision on rehearing is deemed to incorporate 
the earlier decision for purposes of appeal, except for those 
portions specifically withdrawn on rehearing, and is final for 
the purpose of judicial review, except when noted otherwise 
in the decision. 


*_**# 


(d) The Board of Patent Appeals and Interferences may require 
appellant to address any matter that is deemed appropriate for 
a reasoned decision on the pending appeal. Appellant will be 
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given a non-extendable time period within which to respond 
to such a requirement. 


** e+ *# * 


83. Section 1.197 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.197 Action following decision. 


(a) After decision by the Board of Patent Appeals and 
Interferences, the application will be returned to the examiner, 
subject to appellant’s right of appeal or other review, for such 
further action by appellant or by the examiner, as the condition 
of the application may require, to carry into effect the decision. 


(b) Appellant may file a single request for rehearing within 
two months from the date of the original decision, unless the 
original decision is so modified by the decision on rehearing 
as to become, in effect, a new decision, and the Board of Patent 
Appeals and Interferences so states. The request for rehearing 
must state with particularity the points believed to have been 
misapprehended or overlooked in rendering the decision and 
also state all other grounds upon which rehearing is sought. 
See § 1.136(b) for extensions of time for seeking rehearing in 
a patent application and § 1.550(c) for extensions of time for 
seeking rehearing in a reexamination proceeding. 

*e+* + * 


84. Section 1.291 is amended by revising paragraph (c) to read 
as follows: 


§ 1.291 Protests by the public against pending applications. 


este * 


(c) A member of the public filing a protest in an application 
under paragraph (a) of this section will not receive any commu- 
nications from the Office relating to the protest, other than the 
return of a self-addressed postcard which the member of the 
public may include with the protest in order to receive an 
acknowledgment by the Office that the protest has been 
received. In the absence of a request by the Office, an applicant 
has no duty to, and need not, reply to a protest. The limited 
involvement of the member of the public filing a protest pur- 
suant to paragraph (a) of this section ends with the filing of 
the protest, and no further submission on behalf of the protestor 
will be considered, except for additional prior art, or unless 
such submission raises new issues which could not have been 
earlier presented. 


85. Section 1.293 is amended by revising paragraph (c) to read 
as follows: 


§ 1.293 Statutory invention registration. 


**#***# * 


(c) A waiver filed with a request for a statutory invention 
registration will be effective, upon publication of the statutory 
invention registration, to waive the inventor’s right to receive 
a patent on the invention claimed in the statutory invention 
registration, in any application for an original patent which is 
pending on, or filed after, the date of publication of the statutory 
invention registration. A waiver filed with a request for a statu- 
tory invention registration will not affect the rights of any other 
inventor even if the subject matter of the statutory invention 
registration and an application of another inventor are com- 
monly owned. A waiver filed with a request for a statutory 
invention registration will not affect any rights in a patent to 
the inventor which issued prior to the date of publication of 
the statutory invention registration unless a reissue application 
is filed seeking to enlarge the scope of the claims of the patent. 
See also § 1.104(c)(5). 


86. Section 1.294 is amended by revising paragraph (b) to read 
as follows: 


§ 1.294 Examination of request for publication ofa statutory 
invention registration and patent application to which the 
request is directed. 


s*# e+ * 


(b) Applicant will be notified of the results of the examination 
set forth in paragraph (a) of this section. If the requirements 
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of § 1.293 and this section are not met by the request filed, 
the notification to applicant will set a period of time within 
which to comply with the requirements in order to avoid aban- 
donment of the application. If the application does not meet 
the requirements of 35 U.S.C. 112, the notification to applicant 
will include a rejection under the appropriate provisions of 35 
U.S.C. 112. The periods for reply established pursuant to this 
section are subject to the extension of time provisions of § 
1.136. After reply by the applicant, the application will again 
be considered for publication of a statutory invention registra- 
tion. If the requirements of § 1.293 and this section are not 
timely met, the refusal to publish will be made final. If the 
requirements of 35 U.S.C. 112 are not met, the rejection pur- 
suant to 35 U.S.C. 112 will be made final. 


***e# & *& 


87. Section 1.304 is amended by revising paragraph (a)(1) to 
read as follows: 


§ 1.304 Time for appeal or civil action. 


(a)(1) The time for filing the notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit (§ 1.302) or for commencing a 
civil action (§ 1.303) is two months from the date of the decision 
of the Board of Patent Appeals and Interferences. If a request 
for rehearing or reconsideration of the decision is filed within 
the time period provided under § 1.197(b) or § 1.658(b), the 
time for filing an appeal or commencing a civil action shall 
expire two months after action on the request. In interferences, 
the time for filing a cross-appeal or cross-action expires: 


(i) 14 days after service of the notice of appeal or the summons 
and complaint; or 


(ii) Two months after the date of decision of the Board of 
Patent Appeals and Interferences, whichever is later. 
**+*+** 


88. Section 1.312 is amended by revising paragraph (b) to read 
as follows: 


§ 1.312 Amendments after allowance. 


**+*# & * 


(b) Any amendment pursuant to paragraph (a) of this section 
filed after the date the issue fee is paid must be accompanied 
by a petition including the fee set forth in § 1.17(i) and a 
showing of good and sufficient reasons why the amendment 
is necessary and was not earlier presented. For reissue applica- 
tions, see § 1.175(b), which requires a supplemental oath or 
declaration to accompany the amendment. 


89. Section 1.316 is revised to read as follows: 


§ 1.316 Application abandoned for failure to pay issue fee. 


If the issue fee is not paid within three months from the date 
of the notice of allowance, the application will be regarded as 
abandoned. Such an abandoned application will not be consid- 
ered as pending before the Patent and Trademark Office. 


90. Section 1.317 is revised to read as follows: 
§ 1.317 Lapsed patents; delayed payment of balance of issue 
fee. 


If the issue fee paid is the amount specified in the notice of 
allowance, but a higher amount is required at the time the issue 
fee is paid, any remaining balance of the issue fee is to be 
paid within three months from the date of notice thereof and, 
if not paid, the patent will lapse at the termination of the three- 
month period. 


91. Section 1.318 is removed and reserved. 


§ 1.318 [Reserved] 
92. Section 1.324 is revised to read as follows: 


§ 1.324 Correction of inventorship in patent. 


(a) Whenever through error a person is named in an issued 
patent as the inventor, or through error an inventor is not named 
in an issued patent and such error arose without any deceptive 





1218 TMOG 420 
(170) 


intention on his or her part, the Commissioner may, on petition, 
or on order of a court before which such matter is called in 
question, issue a certificate naming only the actual inventor or 
inventors. A petition to correct inventorship of a patent involved 
in an interference must comply with the requirements of this 
section and must be accompanied by a motion under § 1.634. 


(b) Any petition pursuant to paragraph (a) of this section 
must be accompanied by: 


(1) A statement from each person who is being added as an 
inventor and from each person who is being deleted as an 
inventor that the inventorship error occurred without any decep- 
tive intention on his or her part; 


(2) A statement from the current named inventors who have 
not submitted a statement under paragraph (b)(1) of this section 
either agreeing to the change of inventorship or stating that 
they have no disagreement in regard to the requested change; 


(3) A statement from all assignees of the parties submitting 
a statement under paragraphs (b)(1) and (b)(2) of this section 
agreeing to the change of inventorship in the patent, which 
statement must comply with the requirements of § 3.73(b); and 


(4) The fee set forth in § 1.20(b). 
93. Section 1.352 is removed and reserved. 


§ 1.352 [Reserved] 


94. Section 1.366 is amended by revising paragraphs (b) through 
(d) to read as follows: 


§ 1.366 Submission of maintenance fees. 


e***e ef 


(b) A maintenance fee and any necessary surcharge submitted 
for a patent must be submitted in the amount due on the date 
the maintenance fee and any necessary surcharge are paid. A 
maintenance fee or surcharge may be paid in the manner set 
forth in § 1.23 or by an authorization to charge a deposit account 
established pursuant to § 1.25. Payment of a maintenance fee 
and any necessary surcharge or the authorization to charge a 
deposit account must be submitted within the periods set forth 
in § 1.362(d), (e), or (f). Any payment or authorization of 
maintenance fees and surcharges filed at any other time will 
not be accepted and will not serve as a payment of the mainte- 
nance fee except insofar as a delayed payment of the mainte- 
nance fee is accepted by the Commissioner in an expired patent 
pursuant to a petition filed under § 1.378. Any authorization 
to charge a deposit account must authorize the immediate char- 
ging of the maintenance fee and any necessary surcharge to 
the deposit account. Payment of less than the required amount, 
payment in a manner other than that set forth § 1.23, or in the 
filing of an authorization to charge a deposit account having 
insufficient funds will not constitute payment of a maintenance 
fee or surcharge on a patent. The procedures set forth in § 1.8 
or § 1.10 may be utilized in paying maintenance fees and any 
necessary surcharges. 


(c) In submitting maintenance fees and any necessary sur- 
charges, identification of the patents for which maintenance 
fees are being paid must include the following: 


(1) The patent number, and 


(2) The application number of the United States application 
for the patent on which the maintenance fee is being paid. 


(d) Payment of maintenance fees and any surcharges should 
identify the fee being paid for each patent as to whether it is 
the 3 1/2, 7 1/2, or 11 1/2-year fee, whether small entity status 
is being changed or claimed, the amount of the maintenance 
fee and any surcharge being paid, and any assigned customer 
number. If the maintenance fee and any necessary surcharge 
is being paid on a reissue patent, the payment must identify the 
reissue patent by reissue patent number and reissue application 
number as required by paragraph (c) of this section and should 
also include the original patent number. 


ete & 


95. Section 1.377 is amended by revising paragraph (c) to read 
as follows: 
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§ 1.377 Review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of 
patent. 


*“**¢#* 


(c) any petition filed under this section must comply with the 
requirements of § 1.181(b) and must be signed by an attorney or 
agent registered to practice before the Patent and Trademark 
Office, or by the patentee, the assignee, or other party in interest. 


96. Section 1.378 is amended by revising paragraph (d) to read 
as follows: 


§ 1.378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent. 


*e¢e+* 


(d) Any petition under this section must be signed by an 
attomey or agent registered to practice before the Patent and 
Trademark Office, or by the patentee, the assignee, or other 
party in interest. 


***+** 


97. Section 1.425 is revised to read as follows: 


§ 1.425 Filing by other than inventor. 


Where an international application which designates the United 
States of America is filed and where one or more inventors 
refuse to sign the Request for the international application or 
cannot be found or reached after diligent effort, the Request 
need not be signed by such inventor if it is signed by another 
applicant. Such international application must be accompanied 
by a statement explaining to the satisfaction of the Commis- 
sioner the lack of the signature concerned. 


98. Section 1.484 is amended by revising paragraphs (d) through 
(f) to read as follows: 


§ 1.484 Conduct of international preliminary examination. 


s**t *# * 


(d) The International Preliminary Examining Authority will 
establish a written opinion if any defect exists or if the claimed 
invention lacks novelty, inventive step or industrial applica- 
bility and will set a non-extendable time limit in the written 
opinion for the applicant to reply. 


(e) If no written opinion under paragraph (d) of this section 
is necessary, or after any written opinion and the reply thereto 
or the expiration of the time limit for reply to such written 
opinion, an international preliminary examination report will 
be established by the International Preliminary Examining 
Authority. One copy will be submitted to the International 
Bureau and one copy will be submitted to the applicant. 


(f) An applicant will be permitted a personal or telephone 
interview with the examiner, which must be conducted during 
the non-extendable time limit for reply by the applicant to a 
written opinion. Additional interviews may be conducted where 
the examiner determines that such additional interviews may be 
helpful to advancing the international preliminary examination 
procedure. A summary of any such personal or telephone inter- 
view must be filed by the applicant as a part of the reply to 
the written opinion or, if applicant files no reply, be made of 
record in the file by the examiner. 


99. Section 1.485 is amended by revising paragraph (a) to read 
as follows: 


§ 1.485 Amendments by applicant during international pre- 
liminary examination. 

(a) The applicant may make amendments at the time of filing 
of the Demand and within the time limit set by the International 
Preliminary Examining Authority for reply to any notification 
under § 1.484(b) or to any written opinion. Any such amend- 
ments must: 


(1) Be made by submitting a replacement sheet for every 
sheet of the application which differs from the sheet it replaces 
unless an entire sheet is cancelled; and 
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(2) Include a description of how the replacement sheet differs 
from the replaced sheet. 


ese* ee * 


100. Section 1.488 is amended by revising paragraph (b)(3) to 
read as follows: 


§ 1.488 Determination of unity of invention before the Inter- 
national Preliminary Examining Authority. 


ses *# *& * 
(b) * * * 


(3) If applicant fails to restrict the claims or pay additional fees 
within the time limit set for reply, the International Preliminary 
Examining Authority will issue a written opinion and/or estab- 
lish an international preliminary examination report on the main 
invention and shall indicate the relevant facts in the said report. 
In case of any doubt as to which invention is the main invention, 
the invention first mentioned in the claims and previously 
searched by an International Searching Authority shall be con- 
sidered the main invention. 


eee *& 


101. Section 1.492 is amended by adding a new paragraph (g) 
to read as follows: 


§ 1.492 National stage fees. 


*es*t e+ * 


(g) If the additional fees required by paragraphs (b), (c), and 
(d) are not paid on presentation of the claims for which the 
additional fees are due, they must be paid or the claims cancelled 
by amendment, prior to the expiration of the time period set 
for reply by the Office in any notice of fee deficiency. 


102. Section 1.494 is amended by revising paragraph (c) to 
read as follows: 


§ 1.494 Entering the national stage in the United States of 
America as a Designated Office. 


**+*#** 


(c) If applicant complies with paragraph (b) of this section 
before expiration of 20 months from the priority date but omits: 


(1) A translation of the international application, as filed, 
into the English language, if it was originally filed in another 
language (35 U.S.C. 371(c)(2)); and/or 


(2) The oath or declaration of the inventor (35 U.S.C. 
371(c)(4); see § 1.497), applicant will be so notified and given 
a period of time within which to file the translation and/or 
oath or declaration in order to prevent abandonment of the 
application. The payment of the processing fee set forth in § 
1.492(f) is required for acceptance of an English translation 
later than the expiration of 20 months after the priority date. 
The payment of the surcharge set forth in § 1.492(e) is required 
for acceptance of the oath or declaration of the inventor later 
than the expiration of 20 months after the priority date. A copy 
of the notification mailed to applicant should accompany any 
reply thereto submitted to the Office. 


**+*#* * 


103. Section 1.495 is amended by revising paragraph (c) to 
read as follows: 


§ 1.495 Entering the national stage in the United States of 
America as an Elected Office. 


*s* ee * 


(c) If applicant complies with paragraph (b) of this section 
before expiration of 30 months from the priority date but omits: 


(1) A translation of the international application, as filed, 
into the English language, if it was originally filed in another 
language (35 U.S.C. 371(c)(2)); and/or 


(2) The oath or declaration of the inventor (35 U.S.C. 
371(c)(4); see § 1.497), applicant will be so notified and given 
a period of time within which to file the translation and/or 
oath or declaration in order to prevent abandonment of the 
application. The payment of the processing fee set forth in § 
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1.492(f) is required for acceptance of an English translation 
later than the expiration of 30 months after the priority date. 
The payment of the surcharge set forth in § 1.492(e) is required 
for acceptance of the oath or declaration of the inventor later 
than the expiration of 30 months after the priority date. A copy 
of the notification mailed to applicant should accompany any 
reply there to submitted to the Office. 


****# *& 


104. Section 1.510 is amended by revising paragraph (e) to 
read as follows: 


§ 1.510 Request for reexamination. 


***#* * 


(e) A request filed by the patent owner may include a proposed 
amendment in accordance with § 1.530(d). 


es*#*#* * 


105. Section 1.530 is amended by removing paragraph (e) and 
revising its heading and paragraph (d) to read as follows: 


§ 1.530 Statement; amendment by patent owner. 


**#**€ 


(d) Amendments in reexamination proceedings. Amendments 
in reexamination proceedings are made by filing a paper, in 
compliance with paragraph (d)(5) of this section, directing that 
specified amendments be made. 


(1) Specification other than the claims. Amendments to the 
specification, other than to the claims, may only be made as 
follows: 


(i)Amendments must be made by submission of the entire 
text of a newly added or rewritten paragraph(s) with markings 
pursuant to paragraph (d)(1)(iii) of this section, except that an 
entire paragraph may be deleted by a statement deleting the 
paragraph without presentation of the text of the paragraph. 


(ii) The precise point in the specification must be indicated 
where the paragraph to be amended is located. 


(iii) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. 


(2) Claims. Amendments to the claims may only be made 
as follows: 


(iA) The amendment must be made relative to the patent 
claims in accordance with paragraph (d)(8) of this section and 
must include the entire text of each claim which is being pro- 
posed to be amended by the current amendment and each 
proposed new claim being added by the current amendment 
with markings pursuant to paragraph (d)(2)(i)(C) of this section, 
except that a patent claim or previously proposed new claim 
should be cancelled by a statement cancelling the patent claim 
or proposed new claim without presentation of the text of the 
patent claim or proposed new claim. 


(B) Patent claims must not be renumbered and the numbering 
of any new claims proposed to be added to the patent must 
follow the number of the highest numbered patent claim. 


(C) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. If a claim 
is amended pursuant to paragraph (d)(2)(i)(A) of this section, 
a parenthetical expression “amended,” “twice amended,” etc., 
should follow the original claim number. 


(ii) Each amendment submission must set forth the status 
(i.e., pending or cancelled) as of the date of the amendment, 
of all patent claims and of all new claims currently or previously 
proposed. 


(iii) Each amendment, when submitted for the first time, 
must be accompanied by an explanation of the support in the 
disclosure of the patent for the amendment along with any 
additional comments on page(s) separate from the page(s) con- 
taining the amendment. 


(3) No amendment may enlarge the scope of the claims of 
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the patent or introduce new matter. No amendment may be 
proposed for entry in an expired patent. Moreover, no amend- 
ment will be incorporated into the patent by certificate issued 
after the expiration of the patent. 


(4) Although the Office actions will treat proposed amend- 
ments as though they have been entered, the proposed amend- 
ments will not be effective until the reexamination certificate 
is issued. 


(5) The form of amendments other than to the patent drawings 
must be in accordance with the following requirements. All 
amendments must be in the English language and must be 
legibly written either by a typewriter or mechanical printer in 
at least 11 point type in permanent dark ink or its equivalent 
in portrait orientation on flexible, strong, smooth, non-shiny, 
durable, white paper. All amendments must be presented in a 
form having sufficient clarity and contrast between the paper 
and the writing thereon to permit the direct reproduction of 
readily legible copies in any number by use of photographic, 
electrostatic, photo-offset, and microfilming processes and 
electronic reproduction by use of digital imaging or optical 
character recognition. If the amendments are not of the required 
quality, substitute typewritten or mechanically printed papers 
of suitable quality will be required. The papers, including the 
drawings, must have each page plainly written on only one 
side of a sheet of paper. The sheets of paper must be the same 
size and either 21.0 cm. by 29.7 cm. (DIN sizeA4) or 21.6 cm. 
by 27.9 cm. (8 and 1/2 by 11 inches). Each sheet must include 
a top margin of at least 2.0 cm. (3/4 inch), a left side margin 
of at least 2.5 cm. (1 inch), a right side margin of at least 2.0 
cm. (3/4 inch), and a bottom margin of at least 2.0 cm. (3/4 
inch), and no holes should be made in the sheets as submitted. 
The lines must be double spaced, or one and one-half spaced. 
The pages must be numbered consecutively, starting with 1, 
the numbers being centrally located, preferably below the text, 
or above the text. 


(6) Drawings. 


(i) The original patent drawing sheets may not be altered. 
Any proposed change to the patent drawings must be by way 
of a new sheet of drawings with the amended figures identified 
as “amended” and with added figures identified as “new” for 
each sheet change submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become 
part of the record, must be filed for approval by the examiner 
and should be in a separate paper. 


(7) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition and 
to secure substantial correspondence between the claims, the 
remainder of the specification, and the drawings. 


(8) All amendments to the patent must be made relative to 
the patent specification, including the claims, and drawings, 
which is in effect as of the date of filing of the request for 
reexamination. 


106. Section 1.550 is amended by revising paragraphs (a), (b) 
and (e) to read as follows: 


§ 1.550 Conduct of reexamination proceedings. 


(a) All reexamination proceedings, including any appeals to 
the Board of Patent Appeals and Interferences, will be con- 
ducted with special dispatch within the Office. After issuance 
of the reexamination order and expiration of the time for submit- 
ting any responses thereto, the examination will be conducted 
in accordance with §§ 1.104, 1.110 through 1.113 and 1.116, 
and will result in the issuance of a reexamination certificate 
under § 1.570. 


(b) The patent owner will be given at least thirty days to 
respond to any Office action. Such response may include further 
Statements in response to any rejections or proposed amend- 
ments or new claims to place the patent in a condition where 
all claims, if amended as proposed, would be patentable. 


*e*e##% 


(¢) The reexamination requester will be sent copies of Office 
actions issued during the reexamination proceeding. After filing 
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of a request for reexamination by a third party requester, any 
document filed by either the patent owner or the third party 
requester must be served on the other party in the reexamination 
proceeding in the manner provided by § 1.248. The document 
must reflect service or the document may be refused consider- 
ation by the Office. 


(1) The active participation of the reexamination requester 
ends with the reply pursuant to § 1.535, and no further submis- 
sions on behalf of the reexamination requester will be acknowl- 
edged or considered. Further, no submissions on behalf of any 
third parties will be acknowledged or considered unless such 
submissions are: 


(i) In accordance with § 1.510; or 


(ii) Entered in the patent file prior to the date of the order 
to reexamine pursuant to § 1.525. 


(2) Submissions by third parties, filed after the date of 
the order to reexamine pursuant to § 1.525, must meet the 
requirements of and will be treated in accordance with § 
1.501 (a). 


107. Section 1.770 is revised to read as follows: 


§ 1.770 Express withdrawal of application for extension of 
patent term. 


An application for extension of patent term may be expressly 
withdrawn before a determination is made pursuant to § 1.750 
by filing in the Office, in duplicate, a written declaration of 
withdrawal signed by the owner of record of the patent or its 
agent. An application may not be expressly withdrawn after 
the date permitted for reply to the final determination on the 
application. An express withdrawal pursuant to this section is 
effective when acknowledged in writing by the Office. The 
filing of an express withdrawal pursuant to this section and its 
acceptance by the Office does not entitle applicant to a refund 
of the filing fee (§ 1.20(j)) or any portion thereof. 


108. Section 1.785 is amended by revising paragraph (d) to 
read as follows: 


§ 1.785 Multiple applications for extension of term of the 
same patent or of different patents for the same regulatory 
review period for a product. 
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(d) An application for extension shall be considered complete 
and formal regardless of whether it contains the identification 
of the holder of the regulatory approval granted with respect 
to the regulatory review period. When an application contains 
such information, or is amended to contain such information, 
it will be considered in determining whether an application is 
eligible for an extension under this section. A request may be 
made of any applicant to supply such information within a 
non-extendable period of not less than one month whenever 
multiple applications for extension of more than one patent are 
received and rely upon the same regulatory review period. 
Failure to provide such information within the period for reply 
set shall be regarded as conclusively establishing that the appli- 
cant is not the holder of the regulatory approval. 

s**t * 


109. Section 1.804 is amended by revising paragraph (b) to 
read as follows: 


§ 1.804 Time of making an original deposit. 


** e+e * 


(b) When the original deposit is made after the effective 
filing date of an application for patent, the applicant must 
promptly submit a statement from a person in a position to 
corroborate the fact, stating that the biological material which 
is deposited is a biological material specifically identified in 
the application as filed. 


110. Section 1.805 is amended by revising paragraph (c) to 
read as follows: 


§ 1.805 Replacement or supplement of deposit. 


*-*e+* * 
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(c) A request for a certificate of correction under this section 
shall not be granted unless the request is made promptly after 
the replacement or supplemental deposit has been made and 
the request: 


(1) Includes a statement of the reason for making the replace- 
ment or supplemental deposit; 


(2) Includes a statement from a person in a position to corrobo- 
rate the fact, and stating that the replacement or supplemental 
deposit is of a biological material which is identical to that 
originally deposited; 


(3) Includes a showing that the patent owner acted 
diligently — 


(i) In the case of a replacement deposit, in making the deposit 
after receiving notice that samples could no longer be furnished 
from an earlier deposit; or 


(ii) In the case of a supplemental deposit, in making the 
deposit after receiving notice that the earlier deposit had become 
contaminated or had lost its capability to function as described 
in the specification; 

(4) Includes a statement that the term of the replacement or 
supplemental deposit expires no earlier than the term of the 
deposit being replaced or supplemented; and 


(5) Otherwise establishes compliance with these regulations. 


eet * 


PART 3 - ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


111. The authority citation for 37 CFR Part 3 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
112. Section 3.11 is revised to read as follows: 


§ 3.11 Documents which will be recorded. 


(a) Assignments of applications, patents, and registrations, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, will be recorded in the Office. Other documents, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, affecting title to applications, patents, or registrations, 
will be recorded as provided in this part or at the discretion 
of the Commissioner. 


(b) Executive Order 9424 of February 18, 1944 (9 FR 
1959, 3 CFR 1943-1948 Comp., p. 303) requires the several 
departments and other executive agencies of the Government, 
including Government-owned or Government-controlled cor- 
porations, to forward promptly to the Commissioner of Patents 
and Trademarks for recording all licenses, assignments, or other 
interests of the Government in or under patents or patent appli- 
cations. Assignments and other documents affecting title to 
patents or patent applications and documents not affecting title 
to patents or patent applications required by Executive Order 
9424 to be filed will be recorded as provided in this part. 


113. Section 3.21 is revised to read as follows: 


§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent by 
the patent number. An assignment relating to a national patent 
application must identify the national patent application by the 
application number (consisting of the series code and the serial 
number, e.g., 07/123,456). An assignment relating to an interna- 
tional patent application which designates the United States 
of America must identify the international application by the 
international application number (e.g., PCT/US90/01234). If 
an assignment of a patent application filed under § 1.53(b) is 
executed concurrently with, or subsequent to, the execution of 
the patent application, but before the patent application is filed, 
it must identify the patent application by its date of execution, 
name of each inventor, and title of the invention so that there 
can be no mistake as to the patent application intended. If 
an assignment of a provisional application under § 1.53(c) is 
executed before the provisional application is filed, it must 
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identify the provisional application by name of each inventor 
and title of the invention so that there can be no mistake as to 
the provisional application intended. 


114. Section 3.26 is revised to read as follows: 


§ 3.26 English language requirement. 


The Office will accept and record non-English language docu- 
ments only if accompanied by an English translation signed 
by the individual making the translation. 


115. Section 3.27 is revised to read as follows: 


§ 3.27 Mailing address for submitting documents to be 
recorded. 


(a) Except as provided in paragraph (b) of this section, 
documents and cover sheets to be recorded should be addressed 
to the Commissioner of Patenis and Trademarks, Box Assign- 
ment, Washington, D.C. 20231, unless they are filed together 
with new applications or with a petition under § 3.81(b). 


(b) A document required by Executive Order 9424 to be 
filed which does not affect title and is so identified in the cover 
sheet (see § 3.31(c)(2)) must be addressed and mailed to the 
Commissioner of Patents and Trademarks, Box Government 
Interest, Washington, D.C. 20231. 


116. Section 3.31 is amended by adding paragraph (c) to read 
as follows: 


§ 3.31 Cover sheet content. 


ee ee * 


(c) Each patent cover sheet required by § 3.28 seeking to 
record a governmental interest as provided by § 3.11(b) must: 


(1) Indicate that the document is to be recorded on the 
Governmental Register, and, if applicable, that the document 
is to be recorded on the Secret Register (see § 3.58); and 


(2) Indicate, if applicable, that the document to be recorded 
is not a document affecting title (see § 3.41(b)). 


117. Section 3.41 is revised to read as follows: 


§ 3.41 Recording fees. 


(a) All requests to record documents must be accompanied 
by the appropriate fee. Except as provided in paragraph (b) of 
this section, a fee is required for each application, patent and 
registration against which the document is recorded as identified 
in the cover sheet. The recording fee is set in § 1.21(h) of this 
chapter for patents and in § 2.6(q) of this chapter for trademarks. 


(b) No fee is required for each patent application and patent 
against which a document required by Executive Order 9424 
is to be filed if: 


(1) The document does not affect title and is so identified 
in the cover sheet (see§ 3.31(c)(2)); and 


(2) The document and cover sheet are mailed to the Office 
in compliance with§ 3.27(b). 


118. Section 3.51 is revised to read as follows: 


§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this part is 
filed in the Office. A document which does not comply with 
the identification requirements of § 3.21 will not be recorded. 
Documents not meeting the other requirements for recording, 
for example, a document submitted without a completed cover 
sheet or without the required fee, will be returned for correction 
to the sender where a correspondence address is available. The 
retumed papers, stamped with the original date of receipt by 
the Office, will be accompanied by a letter which will indicate 
that if the returned papers are corrected and resubmitted to the 
Office within the time specified in the letter, the Office will 
consider the original date of filing of the papers as the date of 
recording of the document. The procedure set forth in § 1.8 or 
§ 1.10 of this chapter may be used for resubmissions of retumed 
papers to have the benefit of the date of deposit in the United 
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States Postal Service. If the returned papers are not corrected 
and resubmitted within the specified period, the date of filing 
of the corrected papers will be considered to be the date of 
recording of the document. The specified period to resubmit 
the returned papers will not be extended. 


119. Section 3.58 is added to read as follows: 


§ 3.58 Governmental registers. 


(a) The Office will maintain a Departmental Register to 
record governmental interests required to be recorded by Execu- 
tive Order 9424. This Departmental Register will not be open 
to public inspection but will be available for examination and 
inspection by dulyauthorized representatives of the Govern- 
ment. Governmental interests recorded on the Departmental 
Register will be available for public inspection as provided in 
§ 1.12. 


(b) The Office will maintain a Secret Register to record 
governmental interests required to be recorded by Executive 
Order 9424. Any instrument to be recorded will be placed on 
this Secret Register at the request of the department or agency 
submitting the same. No information will be given conceming 
any instrument in such record or register, and no examination 
or inspection thereof or of the index thereto will be permitted, 
except on the written authority of the head of the department 
or agency which submitted the instrument and requested 
secrecy, and the approval of such authority by the Commis- 
sioner of Patents and Trademarks. No instrument or record 
other than the one specified may be examined, and the examina- 
tion must take place in the presence of a designated official of 
the Patent and Trademark Office. When the department or 
agency which submitted an instrument no longer requires 
secrecy with respect to that instrument, it must be recorded 
anew in the Departmental Register. 


120. The undesignated center heading in Part 3 - Assignment, 
Recording and Rights of Assignee, following § 3.61 is revised 
to read as follows: 


ACTION TAKEN BY ASSIGNEE 


121. Section 3.73 is amended by revising its heading and para- 
graph (b) to read as follows: 


§ 3.73 Establishing right of assignee to take action. 


***ee 


(b) When an assignee seeks to take action in a matter 
before the Office with respect to a patent application, trademark 
application, patent, registration, or reexamination proceeding, 
the assignee must establish its ownership of the property to 
the satisfaction of the Commissioner. Ownership is established 
by submitting to the Office, in the Office file related to the 
matter in which action is sought to be taken, documentary 
evidence of a chain of title from the origina! owner to the 
assignee (e.g., copy of an executed assignment submitted for- 
recording) or by specifying (e.g., reel and frame number) where 
such evidence is recorded in the Office. The submission estab- 
lishing ownership must be signed by a party authorized to act 
on behalf of the assignee. Documents submitted to establish 
ownership may be required to be recorded as a condition to 
permitting the assignee to take action in a matter pending before 
the Office. 


PART 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


122. The authority citation for 37 CFR Part 5 continues to read 
as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100- 
418, 102 Stat. 1567; the Arms Export Control Act, as amended, 
22 U.S.C. 2751 et seq.; the Atomic Energy Act of 1954, as 
amended, 42 U.S.C. 2011 et seq.; and the Nuclear Non-Prolifer- 
ation Act of 1978, 22 U.S.C. 3201 et seq.; and the delegations 
in the regulations under these Acts to the Commissioner (15 
CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 
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123. Section 5.1 and its heading are revised to read as follows: 


§ 5.1 Correspondence. 


All correspondence in connection with this part, including peti- 
tions, must be addressed to “Assistant Commissioner for Patents 
(Attention Licensing and Review), Washington, DC 20231.” 


124. Section 5.2 is amended by removing paragraphs (c) and 
(d) and revising paragraph (b)to read as follows: 


§ 5.2 Secrecy order. 


*e**+##* 


(b) Any request for compensation as provided in 35 U.S.C. 
183 must not be made to the Patent and Trademark Office, but 
directly to the department or agency which caused the secrecy 
order to be issued. 


125. Section 5.3 is amended by revising paragraph (c) to read 
as follows: 


§ 5.3 Prosecution of application under secrecy orders; with- 
holding patent. 


see 


(c) When the national application is found to be in condition 
for allowance except for the secrecy order the applicant and 
the agency which caused the secrecy order to be issued will 
be notified. This notice (which is not a notice of allowance 
under § 1.311 of this chapter) does not require reply by the 
applicant and places the national application in a condition of 
suspension until the secrecy order is removed. When the secrecy 
order is removed the Patent and Trademark Office will issue 
a notice of allowance under § 1.311 of this chapter, or take 
such other action as may then be warranted. 
sete * 


126. Section 5.4 is amended by revising paragraphs (a) and 
(d) to read as follows: 


§ 5.4 Petition for rescission of secrecy order. 


(a) A petition for rescission or removal of a secrecy order 
may be filed by, or on behalf of, any principal affected thereby. 
Such petition may be in letter form, and it must be in duplicate. 


este 


(d) Appeal to the Secretary of Commerce, as provided by 
35 U.S.C. 181, from a secrecy order cannot be taken until after 
a petition for rescission of the secrecy order has been made 
and denied. Appeal must be taken within sixty days from the 
date of the denial, and the party appealing, as well as the 
department or agency which caused the order to be issued, will 
be notified of the time and place of hearing. 


127. Section 5.5 is amended by revising paragraphs (b) and 
(e) to read as follows: 


§ 5.5 Permit to disclose or modification of secrecy order. 


**e**# 


(b) Petitions for a permit or modification must fully recite 
the reason or purpose for the proposed disclosure. Where any 
proposed disclosee is known to be cleared by a defense agency 
to receive classified information, adequate explanation of such 
clearance should be made in the petition including the name 
of the agency or department granting the clearance and the 
date and degree thereof. The petition must be filed in duplicate. 


*e**# 


(e) Organizations requiring consent for disclosure of applica- 
tions under secrecy order to persons or organizations in connec- 
tion with repeated routine operation may petition for such 
consent in the form of a general permit. To be successful such 
petitions must ordinarily recite the security clearance status of 
the disclosees as sufficient for the highest classification of 
material that may be involved. 


128. Section 5.6 is removed and reserved. 
§ 5.6 [Reserved] 
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129. Section 5.7 is removed and reserved. 
§ 5.7 [Reserved] 
130. Section 5.8 is removed and reserved. 


§ 5.8 [Reserved] 


131. Section 5.11 is amended by revising paragraphs (b), (c) 
and (e)(3) to read as follows: 


§ 5.11 License for filing in a foreign country an application 
on an invention made in the United States or for transmit- 
ting international application. 


ete *# 


(b) The license from the Commissioner of Patents and 
Trademarks referred to in paragraph (a) would also authorize 
the export of technical data abroad for purposes relating to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application without separately complying with the regu- 
lations contained in 22 CFR Parts 121 through 130 (Interna- 
tional Traffic in Arms Regulations of the Department of State), 
15 CFR Part 779 (Regulations of the Office of Export Adminis- 
tration, International Trade Administration, Department of 
Commerce) and 10 CFR Part 810 (Foreign Atomic Energy 
Programs of the Department of Energy). 


(c) Where technical data in the form of a patent application, 
or in any form, is being exported for purposes related to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application, without the license from the Commissioner 
of Patents and Trademarks referred to in paragraphs (a) or (b) 
of this section, or on an invention not made in the United 
States, the export regulations contained in 22 CFR Parts 120 
through 130 (International Traffic in Arms Regulations of the 
Department of State), 15 CFR Parts 768-799 (Export Adminis- 
tration Regulations of the Department of Commerce) and 10 
CFR Part 810 (Assistance to Foreign Atomic Energy Activities 
Regulations of the Department of Energy) must be complied 
with unless a license is not required because a United States 
application was on file at the time of export for at least six 
months without a secrecy order under § 5.2 being placed 
thereon. The term “exported” means export as it is defined in 
22 CFR Part 120, 15 CFR Part 779 and activities covered by 
10 CFR Part 810. 


ss *#*# *€ 
(e) *** 


(3) For subsequent modifications, amendments and supple- 
ments containing additional subject matter to, or divisions of, 
a foreign patent application if: 


(i) A license is not, or was not, required under paragraph 
(e)(2) of this section for the foreign patent application; 


(ii) The corresponding United States application was not 
required to be made available for inspection under 35 U.S.C. 
181; and 


(iii) Such modifications, amendments, and supplements do 
not, or did not, change the general nature of the invention in 
a manner which would require any corresponding United States 
application to be or have been available for inspection under 
35 U.S.C. 181. 


eee * 


132. Section 5.12 is amended by revising paragraph (b) to read 
as follows: 


§ 5.12 Petition for license. 


*e+et#*# 


(b) Petitions for license should be presented in letter form, 
and must include the petitioner’s address and full instructions 
for delivery of the requested license when it is to be delivered 
to other than the petitioner. If expedited handling of the petition 
under this paragraph is sought, the petition must also include 
the fee set forth in § 1.17(h). 


133. Section 5.13 is revised to read as follows: 


§ 5.13 Petition for license; no corresponding application. 
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If no corresponding national or international application has 
been filed in the United States, the petition for license under 
§ 5.12(b) must also be accompanied by a legible copy of the 
material upon which a license is desired. This copy will be 
retained as a measure of the license granted. 


134. Section 5.14 is amended by revising paragraph (a) to read 
as follows: 


§ 5.14 Petition for license; corresponding U.S. application. 


(a) When there is a corresponding United States application 
on file, a petition for license under § 5.12(b) must also identify 
this application by application number, filing date, inventor, 
and title, but a copy of the material upon which the license is 
desired is not required. The subject matter licensed will be 
measured by the disclosure of the United States application. 
s**t *# * 


135. Section 5.15 is amended by revising paragraph (a), (b), 
(c) and (e) to read as follows: 


§ 5.15 Scope of license. 


(a) Applications or other materials reviewed pursuant to §§ 
5.12 through 5.14, which were not required to be made available 
for inspection by defense agencies under 35 U.S.C. 181, will 
be eligible for a license of the scope provided in this paragraph. 
This license permits subsequent modifications, amendments, 
and supplements containing additional subject matter to, or 
divisions of, a foreign patent application, if such changes to 
the application do not alter the general nature of the invention 
in a manner which would require the United States application 
to have been made available for inspection under 35 U.S.C. 
181. Grant of this license authorizing the export and filing of 
an application in a foreign country or the transmitting of an 
international application to any foreign patent agency or inter- 
national patent agency when the subject matter of the foreign 
or international application corresponds to that of the domestic 
application. This license includes authority: 


(1) To export and file all duplicate and formal application 
papers in foreign countries or with international agencies; 


(2) To make amendments, modifications, and supplements, 
including divisions, changes or supporting matter consisting 
of the illustration, exemplification, comparison, or explanation 
of subject matter disclosed in the application; and 


(3) To take any action in the prosecution of the foreign or 
international application provided that the adding of subject 
matter or taking of any action under paragraphs (a)(1) or (2) of 
this section does not change the general nature of the invention 
disclosed in the application in a manner which would require 
such application to have been made available for inspection 
under 35 U.S.C. 181 by including technical data pertaining to: 


(i) Defense services or articles designated in the United 
States Munitions List applicable at the time of foreign filing, 
the unlicensed exportation of which is prohibited pursuant to 
the Arms Export Control Act, as amended, and 22 CFR Parts 
121 through 130; or 


(ii) Restricted Data, sensitive nuclear technology or tech- 
nology useful in the production or utilization of special nuclear 
material or atomic energy, dissemination of which is subject 
to restrictions of the Atomic Energy Act of 1954, as amended, 
and the Nuclear Non-Proliferation Act of 1978, as implemented 
by the regulations for Unclassified Activities in Foreign Atomic 
Energy Programs, 10 CFR Part 810, in effect at the time of 
foreign filing. 


eee *#* 


(b) Applications or other materials which were required to 
be made available for inspection under 35 U.S.C. 181 will be 
eligible for a license of the scope provided in this 
Grant of this license authorizes the export and filing of an 
application in a foreign country or the transmitting of an interna- 
tional application to any foreign patent agency or international 
patent agency. Further, this license includes authority to export 
and file all duplicate and formal papers in foreign countries or 
with foreign and international patent agencies and to make 
amendments, modifications, and supplements to, file divisions 
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of, and take any action in the prosecution of the foreign or 
international application, provided subject matter additional to 
that covered by the license is not involved. 


(c) A license granted under § 5.12(b) pursuant to § 5.13 or 
§ 5.14 shall have the scope indicated in paragraph (a) of this 
section, if it is so specified in the license. A petition, accompa- 
nied by the required fee (§ 1.17(h)), may also be filed to change 
a license having the scope indicated in paragraph (b) of this 
section to a license having the scope indicated in paragraph 
(a) of this section. No such petition will be granted if the copy 
of the material filed pursuant to § 5.13 or any corresponding 
United States application was required to be made available 
for inspection under 35 U.S.C. 181. The change in the scope 
of a license will be effective as of the date of the grant of the 
petition. 


eset * 


(e) Any paper filed abroad or transmitted to an international 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject 
matter disclosed at the time of filing in a manner which would 
require such application to have been made available for inspec- 
tion under 35 U.S.C. 181 or which involves the disclosure of 
subject matter listed in paragraphs (a)(3)(i) or (ii) of this section 
must be separately licensed in the same manner as a foreign 
or international application. Further, if no license has been 
granted under § 5.12(a) on filing the corresponding United 
States application, any paper filed abroad or with an interna- 
tional patent agency which involves the disclosure of additional 
subject matter must be licensed in the same manner as a foreign 
or international application. 


*es*e 
136. Section 5.16 is removed and reserved. 


§ 5.16 [Reserved] 
137. Section 5.17 is removed and reserved. 


§ 5.17 [Reserved] 
138. Section 5.18 is revised to read as follows: 


§ 5.18 Arms, ammunition, and implements of war. 


(a) The exportation of technical data relating to arms, ammuni- 
tion, and implements of war generally is subject to the Interna- 
tional Traffic in Arms Regulations of the Department of State 
(22 CFR Parts 120 through 130); the articles designated as 
arms, ammunitions, and implements of war are enumerated in 
the U.S. Munitions List (22 CFR Part 121). However, if a 
patent applicant complies with regulations issued by the Com- 
missioner of Patents and Trademarks under 35 U.S.C. 184, no 
separate approval from the Department of State is required 
unless the applicant seeks to export technical data exceeding 
that used to support a patent application in a foreign country. 
This exemption from Department of State regulations is appli- 
cable regardless of whether a license from the Commissioner 
is required by the provisions of §§ 5.11 and 5.12 (22 CFR Part 
125). 


(b) When a patent application containing subject matter on 
the Munitions List (22 CFR Part 121) is subject to a secrecy 
order under § 5.2 and a petition is made under § 5.5 for a 
modification of the secrecy order to permit filing abroad, a 
separate request to the Department of State for authority to 
export classified information is not required (22 CFR Part 125). 


139. Section 5.19 is revised to read as follows: 


§ 5.19. Export of technical data. 


(a) Under regulations (15 CFR 770.10(j)) established by the 
Department of Commerce, a license is not required in any case 
to file a patent application or part thereof in a foreign country 
if the foreign filing is in accordance with the regulations (§§ 
5.11 through 5.25) of the Patent and Trademark Office. 


(b) An export license is not required for data contained 
in a patent application prepared wholly from foreign-origin 
technical data where such application is being sent to the foreign 
inventor to be executed and returned to the United States for 
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subsequent filing in the U.S. Patent and Trademark Office (15 
CFR 779A.3(e)). 


140. Section 5.20 is revised to read as follows: 


§ 5.20 Export of technical data relating to sensitive nuclear 
technology. 


Under regulations (10 CFR 810.7) established by the United 
States Department of Energy, an application filed in accordance 
with the regulations (§§ 5.11 through 5.25) of the Patent and 
Trademark Office and eligible for foreign filing under 35 U.S.C. 
184, is considered to be information available to the public 
in published form and a generally authorized activity for the 
purposes of the Department of Energy regulations. 


141. Section 5.25 is amended by removing paragraph (c). 
142. Section 5.31 is removed and reserved. 

§ 5.31 [Reserved] 

143. Section 5.32 is removed and reserved. 

§ 5.32 [Reserved] 

144. Section 5.33 is removed and reserved. 

§ 5.33 [Reserved] 


PART 7 - REGISTER OF GOVERNMENT INTERESTS 
IN PATENTS 


145. Part 7 is removed and reserved. 
Part 7 [Reserved] 


PART 10 - REPRESENTATION OF OTHERS BEFORE 
THE PATENT AND TRADEMARK OFFICE 


146. The authority citation for 37 CFR Part 10 continues to 
read as follows: 


Authority: 5 U.S.C. 500, 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


147. Section 10.18 and its heading are revised to read as follows: 


§ 10.18 Signature and certificate for correspondence filed 
in the Patent and Trademark Office. 


(a) For all documents filed in the Office in patent, trademark, 
and other non-patent matters, except for correspondence that 
is required to be signed by the applicant or party, each piece 
of correspondence filed by a practitioner in the Patent and 
Trademark Office must bear a signature, personally signed by 
such practitioner, in compliance with § 1.4(d)( 1) of this chapter. 


(b) By presenting to the Office (whether by signing, filing, 
submitting, or later advocating) any paper, the party presenting 
such paper, whether a practitioner or non-practitioner, is certi- 
fying that — 


(1) All statements made therein of the party’s own knowledge 
are true, all statements made therein on information and belief 
are believed to be true, and all statements made therein are 
made with the knowledge that whoever, in any matter within 
the jurisdiction of the Patent and Trademark Office, knowingly 
and willfully falsifies, conceals, or covers up by any trick, 
scheme, or device a material fact, or makes any false, fictitious 
or fraudulent statements or representations, or makes or uses 
any false writing or document knowing the same to contain 
any false, fictitious or fraudulent statement or entry, shall be 
subject to the penalties set forth under 18 U.S.C. 1001, and 
that violations of this paragraph may jeopardize the validity of 
the application or document, or the validity or enforceability 
of any patent, trademark registration, or certificate resulting 
therefrom; and 


(2) To the best of the party’s knowledge, information and 
belief, formed after an inquiry reasonable under the circum- 
stances, that— 


(i) The paper is not being presented for any improper purpose, 
such as to harass someone or to cause unnecessary delay or 
needless increase in the cost of prosecution before the Office; 


(ii) The claims and other legal contentions therein are war- 
ranted by existing law or by a nonfrivolous argument for the 
extension, modification, or reversal of existing law or the estab- 





January 5, 1999 


lishment of new law; 


(iii) The allegations and other factual contentions have eviden- 
tiary support or, if specifically so identified, are likely to have 
evidentiary support after a reasonable opportunity for further 
investigation or discovery; and 


(iv) The denials of factual contentions are warranted on the 
evidence, or if specifically so identified, are reasonably based 
on a lack of information or belief. 


(c) Violations of paragraph (b)(1) of this section by a prac- 
titioner or non-practitionermay jeopardize the validity of the 
application or document, or the validity or enforceability of any 
patent, trademark registration, or certificate resulting therefrom. 
Violations of any of paragraphs (b)(2)(i) through (iv) of this 
section are, after notice and reasonable opportunity to respond, 
subject to such sanctions as deemed appropriate by the Commis- 
sioner, or the Commissioner’s designee, which may include, 
but are not limited to, any combination of — 


(1) Holding certain facts to have been established; 
(2) Returning papers; 


(3) Precluding a party from filing a paper, or presenting or 
contesting an issue; 


(4) Imposing a monetary sanction; 


(5) Requiring a terminal disclaimer for the period of the 
delay; or 


(6) Terminating the proceedings in the Patent and Trademark 
Office. 


(d) Any practitioner violating the provisions of this section 
may also be subject to disciplinary action. See § 10.23(c)(15). 


148. Section 10.23 is amended by revising paragraph (c)(15) 
to read as follows: 


§ 10.23 Misconduct. 


este *# € 
(c)*** 


(15) Signing a paper filed in the Office in violation of the 
pro-visions of § 10.18 or making a scandalous or indecent 
statement in a paper filed in the Office. 
see 
September 26, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 


37 CFR Parts 1, 2, 5 and 10 
[Docket No. 951006247-6255-02] 
RIN 0651-AA70 


Communications with the Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule. 

Summary. The Patent and Trademark Office (Office) is 
amending its rules of practice to (1) specify addresses for 
agency mail to expedite mail delivery, (2) define “Federal 
holiday within the District of Columbia,” (3) clarify and sim- 
plify procedures for filing papers and fees by “Express Mail,” 
and (4) remove certain exclusions from § 1.8(a)(2)(ii) to permit 
additional trademark documents to be considered timely filed 
if they are mailed or transmitted by the due date and in compli- 
ance with § 1.8(a)(1). 

Effective Date: December 2, 1996. 

For Further Information Contact. Lawrence E. Anderson (for 
patent-related matters) by telephone at (703) 305-9285, by 
electronic mail at landerso@uspto.gov, or by mail to his atten- 
tion addressed to the Assistant Commissioner for Patents, Box 
DAC, Washington, D.C. 20231; or Nancy L. Omelko (for 
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trademark-related matters) by telephone at (703) 308-8910, 
extension 39, or by mail marked to her attention and addressed 
to the Assistant Commissioner for Trademarks, 2900 Crystal 
Drive, Arlington, Virginia 22202-3513. 
Supplementary Information: In a Notice of Proposed Rulem- 
aking published in the Federal Register at 57 FR 55691 
(November 2, 1995) and in the Patent and Trademark Office 
Official Gazette at 1180 Off. Gaz. Pat. Office 122 (November 
28, 1995), the Office proposed to change addresses for corre- 
spondence with the Office to reflect the creation of a mailroom 
site at the South Tower Building for processing most trademark- 
related mail; to distinguish correspondence intended for organi- 
zations reporting to the Assistant Commissioner for Patents 
from other correspondence; to add a separate mailing address 
in the Office of the Solicitor for disciplinary matters; and to 
delete the requirement for a certificate of mailing by Express 
Mail from § 1.10(b). 

The following includes a discussion of the rules being 
changed, the reasons for those changes, and an analysis of 
the comments received in response to the Notice of Proposed 
Rulemaking. 


General Mailing Addresses 


The Office will now have three separate general mailing 
addresses: (1) Assistant Commissioner for Patents for corre- 
spondence processed by organizations reporting to the Assistant 
Commissioner for Patents, except for patent documents sent 
to the Assignment Division for recordation and requests for 
certified and uncertified copies of patent documents, which 
should be addressed to the Commissioner of Patents and Trade- 
marks; (2) Assistant Commissioner for Trademarks for all trade- 
mark-related mail, except for trademark documents sent to the 
Assignment Division for recordation and requests for certified 
and uncertified copies of trademark documents, which should 
be addressed to the Commissioner of Patents and Trademarks; 
and (3) Commissioner of Patents and Trademarks for all other 
correspondence. In addition, there will be separate mailing 
addresses in the Office of the Solicitor for certain disciplinary 
matters and cases involving pending litigation. These addresses 
are set forth and discussed below. 

Those who correspond with the Office are requested to use 
separate envelopes directed to the different areas. 


Patent-Related Mail 


Section 1.1 is amended to provide for correspondence which 
is processed by organizations reporting to the Assistant Com- 
missioner for Patents to be addressed to the “Assistant Commis- 
sioner for Patents, Washington, D.C. 20231.” The Office first 
announced the new address for patent-related mail in a notice 
entitled “Change of Address for Patent Applications and Patent 
Related Papers,” published in the Patents Official Gazette at 
1173 Off. Gaz. Pat. Office 13 (April 4, 1995). 

This change will affect correspondence such as: patent appli- 
cations, responses to notices of informality, requests for exten- 
sion of time, notices of appeal to the Board of Patent Appeals 
and Interferences (the Board), briefs in support of an appeal 
to the Board, requests for oral hearing before the Board, exten- 
sions of term of patent, requests for reexamination, statutory 
disclaimers, certificates of correction, petitions to the Commis- 
sioner, submission of information disclosure statements, peti- 
tions to institute a public use proceeding, petitions to revive 
abandoned patent applications, and other correspondence 
related to patent applications and patents which is processed 
by organizations reporting to the Assistant Commissioner for 
Patents. When patent-related documents are filed with a certifi- 
cate of mailing, pursuant to § 1.8, the certificate of mailing 
should be completed with the new address: Assistant Commis- 
sioner for Patents, Washington, D.C. 20231. 

Unless otherwise specified, correspondence not processed 
by organizations reporting to the Assistant Commissioner for 
Patents, such as communications with the Board (excluding 
Notices of Appeal and appeal briefs), patent services including 
patent copy sales, assignments, requests for lists of patents and 
SIRs in a subclass, requests for the status of maintenance fee 
payments, as well as patent practitioner enrollment matters 
including admission to examination, registration to practice, 
certificates of good standing, and financial service matters 
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including establishing a deposit account should continue to be 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. Documents to be recorded with the 
Assignment Division, except those filed with new applications, 
should be addressed to: Box Assignment, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. Orders for 
certified and uncertified copies of Office documents should be 
addressed to: Box 10, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 

Special Office mail boxes as currently listed in each issue 
of the Patents Official Gazette should continue to be used to 
allow forwarding of particular types of mail to the appropriate 
areas as quickly as possible. Use of special box designations 
will facilitate the Office’s timely and accurate identification 
and processing of the designated correspondence. 

Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks. 


Trademark-Related Mail 


Most trademark-related mail should be sent directly to the 
Trademark Operation at: Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Virginia 22202-3513. 
When trademark-related documents are filed with a certificate 
of mailing, pursuant to § 1.8, the certificate of mailing should 
be completed with the new address: Assistant Commissioner 
for Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202- 
3513. Use of the correct address will avoid processing delays. 
Trademark documents to be recorded with the Assignment 
Division, except those filed with new applications, should be 
addressed to: Box Assignment, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. Orders for certified and 
uncertified copies of trademark documents should be addressed 
to: Box 10, Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231. 

The Office announced the new address for trademark-related 
mail in a notice entitled “Change of Address for Trademark 
Applications and Trademark Related Papers,” published in the 
Federal Register at 59 FR 29275 (June 6, 1994) and in the 
Trademarks Official Gazette at 1163 Off. Gaz. Trademark 
Office 80 (June 28, 1994) (republished at 1170 Off. Gaz. Pat. 
Office 303 (January 3, 1995)). 

The Office will continue to maintain the special box designa- 
tions and FEE/NO FEE indicators for trademark mail as cur- 
rently listed in each issue of the Trademarks Official Gazette. 
Use of the boxes is encouraged, to expedite processing of 
incoming mail. 

Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks. 

Mail intended for the Trademark Trial and Appeal Board 
should be addressed to: Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Virginia 22202-3513, 
including BOX TTAB/FEE or BOX TTAB/NO FEE, which- 
ever is applicable. 


Hand-Carried Correspondence 


All correspondence with the Office, except for communica- 
tions relating to pending litigation as specified in amended § 
1.1(a)(3)(i), may continue to be filed directly at the Attomey’s 
Window located in Room 1B03 of Crystal Plaza Building 2, 
2011 South Clark Place, Arlington, Virginia. Trademark-related 
papers may also be filed at the “walk-up” window located on 
the third floor of the South Tower Building, 2900 Crystal Drive, 
Arlington, Virginia. Hand delivery of trademark papers and 
fees directly to the South Tower Building is recommended, to 
expedite processing. 


Trademark Documents Filed With Certificates of Mailing 
or Transmission Under § 1.8 


The Office is amending § 1.8(a)(2) to remove the exclusions 
listed in § 1.8(a)(2)(ii(B) through (F). This will permit the 
following trademark documents to be considered timely filed 
if they are mailed or transmitted by the due date and in compli- 
ance with § 1.8(a)(1): (1) affidavits of continued use or excus- 
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able non-use, under 15 U.S.C. 1058; (2) renewal applications, 
under 15 U.S.C. 1059; (3) amendments to allege use, under 
15 U.S.C. 1051(c); (4) statements of use, under 15 U.S.C. 
1051(d)(1); (5S) requests for extensions of time to file a statement 
of use, under 15 U.S.C. 1051(d)(2); and (6) petitions to cancel 
registered marks, under 15 U.S.C. 1064. This change is intended 
to make filing easier and less expensive because a significantly 
larger number of documents will be considered timely filed 
using the simpler, less expensive first class mailing provisions 
of § 1.8. 

Section 2.165(a)(1), dealing with affidavits of use or excus- 
able non-use filed under Section 8 of the Trademark Act, is 
amended by deleting the last sentence referencing the inapplica- 
bility of certificates of mailing provided by § 1.8. 

It should be noted that § 1.6(d)(8), which provides that 
correspondence other than notices of ex parte appeal may not 
be transmitted by facsimile to the Trademark Trial and Appeal 
Board, will not change. Thus, while a cancellation petitioner 
may now ensure timely filing with the certificate of mailing 
procedure set forth in § 1 .8(a)(1), the petitioner may not transmit 
the above-mentioned documents directed to the Trademark 
Trial and Appeal Board by fax or ensure timely filing with the 
certificate of facsimile transmission. 

Section 1.8(a)(2)(ii)(A), which states that the Certificate of 
Mailing or Transmission Procedure does not apply to the filing 
of applications for registration of marks, will not change. The 
filing date of an application is considered to be much more 
critical than the filing dates of the papers accepted under § 1.8. 
For example, in Trademark applications, the granting of a filing 
date to an application potentially establishes a date of construc- 
tive use of the mark, and is also critical for determining whether 
foreign priority can be claimed under 15 U.S.C. 1126(d); there- 
fore, entry of the date of deposit by a disinterested USPS 
employee is required. 


Express Mail 


Section 1.10 is being amended to simplify and clarify the 
procedures for filing correspondence by the “Express Mail Post 
Office to Addressee” (Express Mail) service of the United 
States Postal Service (USPS), by deleting the requirement for 
a Certificate of Mailing by Express Mail. 

Section 1.10 was promulgated to implement 35 U.S.C. 21, 
under which the Commissioner may “by rule prescribe that 
any paper or fee required to be filed in the Patent and Trademark 
Office will be considered filed in the Office on the date on 
which it was deposited with the United States Postal Service.” 

Under the prior rule, the filer was required to include a 
Certificate of Mailing by Express Mail, certifying the date of 
deposit as Express Mail. Papers which did not include this 
certificate, or which included a certificate that did not meet 
the requirements of the rule, were given a filing date as of the 
date received in the Office rather than the date of deposit as 
Express Mail. The lost filing date for a significant number of 
these papers resulted in the loss of substantive rights. In light 
of the problematic nature of the requirement for a Certificate 
of Mailing by Express Mail and its apparent redundancy in 
purpose, inasmuch as the date of deposit has already been 
entered by a disinterested third party, the Office has deleted 
this requirement from § 1.10(b). 

Under the new rule, Office personnel will routinely look to 
the Express Mail mailing label, and stamp the “date-in” or 
other official USPS notation as the filing date of the correspon- 
dence. If the USPS deposit date cannot be determined, the 
correspondence will be accorded the date of receipt in the 
Office as the filing date. 

Section 1.10(b), as amended, provides that the Express Mail 
mailing label number should be placed on correspondence filed 
by Express Mail under § 1.10 prior to the original mailing. 
Correspondence actually received by the Office will not be 
denied a filing date as of the date of deposit with the USPS 
because the Express Mail mailing label number was not placed 
thereon prior to its original mailing. However, the absence of 
the number of the Express Mail mailing label will preclude a 
party from obtaining relief ition, under §§ 1.10(c) through 
(e). 

Section 1.10(b) also provides that correspondence should be 
deposited directly with an employee of the USPS to ensure 
that the person depositing the correspondence receives a legible 
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copy of the Express Mail mailing label with the “date-in” 
clearly marked, and that persons dealing indirectly with the 
employees of the USPS (such as by deposit in an Express Mail 
drop box) do so at the risk of not receiving a copy of the 
Express Mail mailing label with the desired “date-in” clearly 
marked. 

Sections 1.10(c) through 1.10(e) set forth procedures for 
petitioning the Commissioner to accord a filing date as of the 
date of deposit as Express Mail. Section 1.10(c) applies where 
there is a discrepancy between the filing date accorded by the 
Office and the “date-in” or other official notation entered by 
the USPS on the Express Mail mailing label; § 1.10(d) applies 
where the “date-in” is incorrectly entered by the USPS; and § 
1.10(e) applies where correspondence deposited with the USPS 
as Express Mail is not received by the Office. 


Miscellaneous Changes 


Sections 1.3 and 5.33 are also being amended to change “com- 
munications” to “correspondence,” and for consistency with 
§§ 1.1, 1.6, and 1.8. 

Section 1.6(a)(2) is amended to provide that correspondence 
deposited as Express Mail in accordance with § 1.10 will be 
considered filed on the date of its deposit, regardless of whether 
that date is a Saturday, Sunday or Federal holiday within the 
District of Columbia. 

Section 1.9 is amended to add a definition of a “Federal 
holiday within the District of Columbia” to include an official 
closing of the Office. 

Since the certificate of mailing by Express Mail is no longer 
a requirement of § 1.10, the provisions of Part 10 relating 
to misconduct have been amended to delete reference to this 
requirement. 


Discussion of Specific Rules 


The heading of § 1.1 is amended to state that the section 
contains the addresses for correspondence to the Patent and 
Trademark Office. 

Section 1.1 is amended to set out all pertinent Office mailing 
addresses in (a) and in added paragraphs (a)(1), 
(a)(2), and (a)(3). The remaining paragraphs of § 1.1 contain 
directions for using box designations rather than addresses. 
Paragraph (a)(1) sets forth the new mailing address to which 
most patent-related documents should be sent. Paragraph (a)(2) 
sets forth the new mailing address to which most trademark- 
related documents should be sent. It is noted that correspon- 
dence not addressed according to (a)(1) and (a)(2), but sent 
instead to the Commissioner of Patents and Trademarks, will 
not be refused consideration but may be delayed in processing. 
The Solicitor’s mailing address, formerly set out in paragraph 
(g) of the section, is moved to a new paragraph (a)(3). Paragraph 
1.1(g) is removed and reserved. 

Sections 1.1 and 1.3 are amended so that the word “communi- 
cations” is changed to “correspondence.” 

Section 1.5(a) is amended by removing the requirement that 
the words “PATENT APPLICATION” appear on letters con- 
ceming patent applications. The remainder of the section 
remains unchanged. 

Section 1.6(a)(1) is amended to add the sentence “[t}he Patent 
and Trademark Office is not open for the filing of correspon- 
dence on any day that is a Saturday, Sunday or Federal holiday 
within the District of Columbia.” In addition, § 1.6(a)(1) is 
further amended to add the phrase “[e]xcept for correspondence 
transmitted by facsimile as provided for in paragraph (a)(3) of 
this section” to the beginning of the sentence “[n]o correspon- 
dence is received in the Patent and Trademark Office on Satur- 
days, Sundays or Federal holidays within the District of 
Columbia.” Since the Office may “receive” a facsimile trans- 
mission under § 1.6(a)(3) on a Saturday, Sunday or Federal 
holiday within the District of Columbia, § 1.6(a)(1) is amended 
to add the phrase “[e]xcept for correspondence transmitted by 
facsimile as provided for in paragraph (a)(3) of this section” 
for clarity and consistency with § 1.6(a)(3). In addition, § 
1.6(a)(1) is amended to begin with the sentence “[t)he Patent 
and Trademark Office is not open for the filing of correspon- 
dence on any day that is a Saturday, Sunday or Federal holiday 
within the District of Columbia” to clarify that any day that is 
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a Saturday, Sunday or Federal holiday within the District of 
Columbia is a day that the Patent and Trademark Office is not 
open for the filing of applications within the meaning of Article 
4(C)(3) of the Paris Convention. 

Section 1.6(a)(2) is amended to delete the phrase “unless 
the date of deposit is a Saturday, Sunday or Federal holiday 
within the District of Columbia in which case the date stamped 
will be the succeeding day which is not a Saturday, Sunday 
or Federal holiday within the District of Columbia.” Thus, § 
1.6(a)(1) will provide that the Office is not open for the filing 
of correspondence on any day that is a Saturday, Sunday or 
Federal holiday within the District of Columbia, but that corre- 

dence deposited as Express Mail with the USPS in accor- 
ice with § 1.10 will be considered filed on the date of its 
deposit, regardless of whether that date is a Saturday, Sunday 
or Federal holiday within the District of Columbia (under 35 
U.S.C. 21(b) or § 1.7). 

Section 1.8(a)(1)(i)(A) is revised to state that papers and 
fees must be addressed as set out in § 1.1(a). For the purposes 
of 1.8(a)(1)(i)(A), first class mail is interpreted as including 
“Express Mail” and “Priority Mail” deposited with the USPS. 

Section 1.8(a)(2)(ii) is revised to remove and reserve para- 
graphs (a)(2)(ii)(B) through (a)(2)(ii)(F). This will permit the 
following items to be filed in accordance with the procedures 
set forth in § 1.8(a): (1) an affidavit of continued use or excus- 
able nonuse under section 8(a) or (b) or section 12(c) of the 
Trademark Act, 15 U.S.C. 1058(a), 1058(b), 1062(c); (2) an 
application for renewal of a registration under section 9 of the 
Trademark Act, 15 U.S.C. 1059; (3) a petition to cancel a 
registration of a mark under section 14, subsection (1) or (2) 
of the Trademark Act, 15 U.S.C. 1064; (4) in an application 
under section 1(b) of the Trademark Act, 15 U.S.C. 1051(b), 
an amendment to allege use in commerce under section 1(c) 
of the Trademark Act, 15 U.S.C. 1051(c), or a statement of 
use under section 1(d)(1) of the Trademark Act, 15 U.S.C. 
1051(d)(1); and (5) in an application under section 1(b) of the 
Trademark Act, 15 U.S.C. 1051(b), a request under section 
1(d)(2) of the Trademark Act, 15 U.S.C. 1051(d)(2), for an 
extension of time to file a statement of use under section 1(d)(1) 
of the Trademark Act, 15 U.S.C. 1051(d)(1). 

Section 1.9 is amended to add a definition of “Federal holiday 
within the District of Columbia” to include an official closing 
of the Office. When the entire Patent and Trademark Office is 
officially closed for business for an entire day, for reasons due 
to adverse weather or other causes, the Office will consider 
each such day a “Federal holiday within the District of 
Columbia” under 35 U.S.C. 21. Any action or fee due on such 
a day may be taken, or fee paid, on the next succeeding business 
day the Office is open. 

This provision implements existing policy. In the past, the 
Office has published notices conceming unscheduled closings, 
stating that correspondence due on the date of the unscheduled 
closing would be deemed timely if filed on the next succeeding 
business day that the Office is open. See, e.g., “Closing of 
Patent and Trademark Office on Thursday, January 20, 1994 
and Friday, February 11, 1994” published in the Patent Official 
Gazette at 1161 Off. Gaz. Pat. Office 12 (April 5, 1994) (repub- 
lished at 1170 Off. Gaz. Pat. Office 8 (January 3, 1995)) and 
“Filing of Papers During Unscheduled Closings of the Patent 
and Trademark Office” published in the Patent Official Gazette 
at 1097 Off. Gaz. Pat. Office 53 (December 20, 1988) (repub- 
lished at 1170 Off. Gaz. Pat. Office 8 (January 3, 1995)). 

Other legal holidays within the District of Columbia are New 
Year’s Day (January 1), Martin Luther King, Jr.’s Birthday 
(third Monday in January), Presidential Inauguration Day, 
Washington’s Birthday (third Monday in February), Memorial 
Day (last Monday in May), Independence Day (July 4), Labor 
Day (first Monday in September), Columbus Day (second 
Monday in October), Veterans Day (November 11), Thanks- 
giving Day (fourth Thursday in November) and Christmas Day 
(December 25). 

The title of § 1.10 is revised to: (1) change “papers and 
fees” to “correspondence” and (2) remove the reference to 
a “certificate.” These changes are for consistency with the 
amendment to § 1.10 in this final rulemaking. 

Section 1.10(a) is amended to provide that: (1) any correspon- 
dence received by the Office that was delivered by the “Express 
Mail Post Office to Addressee” (Express Mail) service of the 
USPS will be considered filed in the Office on the date of 
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deposit with the USPS, (2) the date of deposit with the USPS 
is the “date-in” or other official USPS notation on the Express 
Mail mailing label, and (3) if the USPS deposit date cannot 
be determined, the correspondence will be accorded a filing 
date as of the date of receipt in the Office. 

The date of deposit or mailing with the USPS is defined by 
the USPS as: (1) For correspondence that is paid for at the 
time of deposit—the date the correspondence is presented and 
accepted for Express Mail delivery at designated post offices, 
branches, or stations, and (2) For correspondence that is prepaid 
(i.e., with a completed mailing label and postage affixed)—the 
date the prepaid correspondence is accepted by the USPS col- 
lection employees or the USPS pickup service. USPS Domestic 
Mail Manual (DMM) 49, at D-38 (Sept. 1, 1995). 

Section 1.10(b) is amended by deleting the requirement for 
a certificate of mailing by Express Mail. As amended, § 1.10(b) 
provides that the number of the Express Mail mailing label 
should be placed on each piece of correspondence prior to the 
original mailing. Correspondence that is actually received by 
the Office will not be denied a filing date as of the date of 
deposit because the number of the Express Mail mailing label 
was not placed thereon prior to the original mailing. However, 
if the number of the mailing label did not appear on the corre- 
spondence as originally filed, relief will not be granted on 
petition under §§ 1.10(c) through (e), even if the party who 
filed the correspondence satisfies the other requirements of § 
1.10(c), § 1.10(d) or § 1.10(e). 

Since the filing of correspondence under § 1.10 without the 
number of the Express Mail mailing label thereon is an oversight 
that can be avoided by the exercise of reasonable care, requests 
for waiver of this requirement will not be granted on petition. 
A party’s inadvertent failure to comply with the requirements 
of a rule is not deemed to be an extraordinary situation that 
would warrant waiver of a rule under §§ 1.183, 2.146(a)(5) or 
2.148, nor is such an inadvertent omission considered to be an 
“unavoidable delay,” within the meaning of 15 U.S.C. 1062(b), 
35 U.S.C. 133, § 1.137(a) or § 2.66(a). See Honigsbaum v. 
Lehman, 903 F. Supp. 8, 37 USPQ2d 1799 (D.D.C. 1995) 
(Commissioner did not abuse his discretion in refusing to waive 
requirements of § 1.10(c) in order to grant filing date to patent 
application, where applicant failed to produce Express Mail 
customer receipt or any other evidence that application was 
actually deposited with USPS as Express Mail); Nitto Chemical 
Industry. Co., Lid. v. Comer, No. 93-1378, 1994 U.S. Dist. 
LEXIS 19211, at *13-14 (D.D.C. Mar. 7, 1994) (Commis- 
sioner’s refusal to waive requirements of § 1.10 in order to 
grant priority filing date to patent application not arbitrary and 
capricious, because failure to comply with the requirements of 
§ 1.10 is an “avoidable” oversight that could have been pre- 
vented by the exercise of ordinary care or diligence, and thus 
not an extraordinary situation under § 1.183); Vincent v. Mossin- 
ghoff, 230 USPQ 621 (D.D.C. 1985) (Misunderstanding of § 
1.8 not unavoidable delay in responding to Office Action); 
Gustafson v. Strange, 227 USPQ 174 (Comm’r Pats. 1985) 
(Counsel’s unawareness of § 1.8 not extraordinary situation 
warranting waiver of a rule); Jn re Chicago Historical Antique 
Automobile Museum, Inc., 197 USPQ 289 (Comm’r Pats. 1978) 
(Since certificate of mailing procedure under § 1.8 was available 
to petitioner, lateness due to mail delay not deemed to be 
extraordinary situation). 

Section 1.10(b) further provides that correspondence should 
be deposited directly with an employee of the USPS to ensure 
that the person depositing the correspondence receives a legible 
copy of the Express Mail mailing label with the “date-in” 
clearly marked, and that persons dealing indirectly with the 
employees of the USPS (such as by depositing correspondence 
in an Express Mail drop box) do so at the risk of not receiving 
a copy of the Express Mail mailing label with the desired “date- 
in” clearly marked. On petition, the failure to obtain an Express 
Mail mailing label with the “date-in” clearly marked will be 
considered an omission that could have been avoided by the 
exercise of due care, as discussed above. 

Sections 1.10(c) through 1.10(e) set forth procedures for 
petitioning the Commissioner to accord a filing date as of the 
date of deposit as Express Mail. Such petitions are filed under 
§ 1.181 for patent correspondence and § 2.146 for trademark 
correspondence. Section |.10(c) sets forth procedures for filing 
a petition to the Commissioner for a filing date as of the date 
of deposit with the USPS, where there is a discrepancy between 
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the filing date initially accorded by the Office and the “date- 
in” entered by the USPS. Such a petition should: (1) be filed 
promptly after the person becomes aware that the Office has 
accorded, or will accord, a filing date other than the USPS 
deposit date, (2) include a showing that the number of the 
Express Mail mailing label was placed on each piece of corre- 
spondence prior to the original mailing, and (3) include a true 
copy of the Express Mail mailing label showing the “date-in” 
or other official notation by the USPS. 

Section 1.10(d) sets forth procedures for filing a petition to 
the Commissioner to accord a filing date as of the actual date 
of deposit with the USPS, where the “date-in” or other official 
notation is incorrectly entered by the USPS. Such a petition 
should: (1) be filed promptly after the person becomes aware 
that the Office has accorded, or will accord, a filing date based 
upon an incorrect entry by the USPS, (2) include a showing 
that the number of the Express Mail mailing label was placed 
on each piece of correspondence prior to the original mailing, 
and (3) include a showing that the correspondence was depos- 
ited as Express Mail prior to the last scheduled pickup on the 
requested filing date. The showing under Section 1.10(d) must 
be corroborated by (1) evidence from the USPS, or (2) evidence 
that came into being after deposit and within one business day 
of the deposit of the correspondence as Express Mail. Evidence 
that came into being within one day after the deposit of the 
correspondence as Express Mail may be in the form of a log 
book which contains information such as the Express Mail 
number, the application number, attomey docket number or 
other such file identification number, the place, date and time 
of deposit; the time of the last scheduled pick-up for that date 
and place of deposit; the depositor’s initials or signature; and 
the date and time of entry in the log. Any statement submitted 
in support of such a showing must be verified if made by a 
person other than an employee of the USPS or a practitioner 
as defined in § 10.1(r) of this chapter. 

The reason the Office considers correspondence to have been 
filed as of the date of deposit as Express Mail is that this date 
has been verified by a disinterested USPS employee, through 
the insertion of a “date-in,” or other official USPS notation, 
on the Express Mail mailing label. Due to the questionable 
reliability of evidence from a party other than the USPS that 
did not come into being contemporaneously with the deposit 
of the correspondence with the USPS, § 1.10(d) specifically 
requires that any petition under § 1.10(d) be corroborated either 
by evidence from the USPS, or by evidence that came into 
being after deposit and within one business day after the deposit 
of the correspondence as Express Mail. A petition alleging that 
the USPS erred in entering the “date-in” will be denied if it is 
supported only by evidence (other than from the USPS) which 
was: (1) created prior to the deposit of the correspondence as 
Express Mail with the USPS (e.g., an application transmittal 
cover letter, or a client letter prepared prior to the deposit of 
the correspondence), or (2) created more than one business day 
after the deposit of the correspondence as Express Mail (e.g., 
an affidavit or declaration prepared more than one business 
day after the correspondence was deposited with the USPS as 
Express Mail). On the other hand, a notation in a log book, 
entered by the person who deposited the correspondence as 
Express Mail within one business day after such deposit, setting 
forth the items indicated above would be deemed on petition 
to be an adequate showing of the date of deposit under § 
1.10(d)(3). 

Section 1.10(d)(3) further provides that a party must show 
that correspondence was deposited as Express Mail before the 
last scheduled pickup on the requested filing date in order to 
obtain a filing date as of that date. This incorporates existing 
practice, as set forth in the Manual of Patent Examining Proce- 
dure (6th ed., January, 1995) § 513, and Trademark Manual 
of Examining Procedure (2nd ed., May, 1993) § 702.02(e) into 
the rule. 

Section 1.10(e) sets forth procedures for filing a petition to 
the Commissioner to accord a filing date as of the date of 
deposit with the USPS, where correspondence deposited as 
Express Mail is never received by the Office. Such a petition 
should: (1) be filed promptly after the person becomes aware 
that the Office has no evidence of receipt of the correspondence, 
(2) include a showing that the number of the Express Mail 
mailing label was placed on each piece of correspondence prior 
to the original mailing, (3) include a true copy of the originally 
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deposited correspondence showing the number of the Express 
Mail mailing label thereon, a copy of any returned postcard 
receipt, a copy of the Express Mail mailing label showing the 
“date-in” or other official notation entered by the USPS, and 
(4) include a statement, signed by the person who deposited 
the documents as Express Mail with the USPS, setting forth 
the date and time of deposit, and declaring that the copies of 
the correspondence, Express Mail mailing label, and returned 
postcard receipt accompanying the petition are true copies of 
the correspondence, mailing label and returned postcard receipt 
originally mailed or received. Any statement in support of a 
petition under § 1.10(e) must be verified if made by a person 
other than a practitioner as defined in § 10.1(r) of this chapter. 

Section 1.10(e) provides for the filing of a petition to accord 
correspondence a filing date as of the date of deposit with the 
USPS as Express Mail only where the correspondence was 
mailed with sufficient postage and addressed as set out in § 
1.1(a). There is no corresponding provision that correspondence 
be properly addressed and mailed with sufficient postage in 
§§ 1.10(a), (c) and (d), because these sections apply only to 
correspondence that is actually received by the Office. Corre- 
spondence mailed by Express Mail that is actually received by 
the Office will not be denied a filing date as of the date of 
deposit as Express Mail simply because the correspondence 
was not mailed with sufficient postage or not addressed as set 
out in § 1.1(a). 

Section 1.10(e)(3) provides that if the requested filing date 
is a date other than the “date-in” on the Express Mail mailing 
label, the petition should include a showing under § 1.10(d)(3), 
as discussed above, that the correspondence was deposited as 
Express Mail before the last scheduled pickup on the requested 
filing date in order to obtain a filing date as of that date. 

Section 1.10(f) provides that the Office may require addi- 
tional evidence to determine whether the correspondence was 
deposited as Express Mail with the USPS on the date in ques- 
tion. 

Section 2.165(a)(1), dealing with affidavits of use or excus- 
able non-use filed under Section 8 of the Trademark Act, is 
amended by deleting the last sentence referencing the inapplica- 
bility of certificates of mailing provided by § 1.8. 

Section 5.33 (entitled “Correspondence”) is amended to 
change the corres address to “Assistant Commissioner 
for Patents (Attention: Licensing and Review), Washington, 
D.C. 20231.” 

Section 10.23(c)(9) is revised to reflect the fact that the 
certificate of mailing by Express Mail is no longer a requirement 
of § 1.10. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number 
of the suggested modifications have been adopted. The com- 
ments and responses are discussed below. 


Comment 1: One comment suggested that the Office return to 
a single mailing address. 

Response: Addressing correspondence to specific areas within 
the agency, in accordance with § 1.1, reduces the amount of 
sorting required. Except as set out in § 1.1(a)(3)(iv), mail will 
be delivered within the Office regardless of how it is addressed. 
Nevertheless, use of a specific address should produce faster 
results for correspondents and savings to the Office in terms 
of reduced time and cost. The suggestion to address mail to a 
single mailing address will not be adopted. 

Comment 2: Three comments requested a clarification of the 
reference to “organizations reporting to the Assistant Commis- 
sioner for Patents” in § 1.1(a)(1), suggested that each organiza- 
tion be identified, and noted that the change of address from 
“Commissioner of Patents and Trademarks” to “Assistant Com- 
missioner for Patents” is confusing. 

Response: Section 1.1(a)(1) has not been amended to list “orga- 
nizations reporting to the Assistant Commissioner for Patents.” 
The vast majority of mail to be addressed to the Assistant 
Commissioner is intended for the Examining Groups. Further- 
more, once a list of organizations is established in the rule, 
amendment to such a list would require implementation of a 
rule change. However, a list of papers that should be addressed 
to the Assistant Commissioner for Patents appears under the 
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heading “Patent-Related Mail” in the Supplementary Informa- 
tion section. 
Comment 3: Two comments requested clarification concerning 
how a new application incorrectly addressed to the Commis- 
sioner of Patents and Trademarks, Washington, D.C. 20231, 
will be treated. Two comments 0; the address change in 
§ 1.1, if the benefit of obtaining a filing date is conditioned 
upon the corres; address being addressed correctly. 
Response: Except for certain mail addressed incorrectly to the 
Office of the Solicitor, there will be no penalty for addressing 
a document to the wrong area within the Office, as long as 
one of the approved addresses is used. Use of the specific 
addresses listed within § 1.1 is strongly encouraged because it 
will facilitate the process both for the Office and the filer. 
Accordingly, a new application incorrectly addressed to the 
Commissioner will be treated the same as if the application 
was addressed to the specific Assistant Commissioner. 
Comment 4: One comment sui the separate mailing 
addresses for mail directed to the Assistant Commissioner for 
Patents, Assistant Commissioner for Trademarks, Solicitor and 
the Commissioner, but viewed the practice under § 1.1(a)(3) 
with respect to correspondence to the Office of the Solicitor 
as a penalty for correspondents who misaddress mail. 
Response: While the lan in the proposed rule was based 
on the existing rule, 37 1.1(g) (1996), which has been in 
effect since 1988, § 1ay3Xv) has been reworded in the final 
Tule to state that improperly addressed correspondence “may 
be returned.” This language better represents the intent of the 
rule. The Post Office boxes are located off-site and mail to 
these boxes is handled directly by the Office of the Solicitor. 
The Office of the Solicitor cannot handle large volumes of 
mail from users who choose not to follow Office mailing rules. 
Comment 5: One comment requested clarification on the dis- 
tinction between § 1.1(a) which states that mail “must” be 
addressed to the Assistant Commissioner for Patents and § 
1.1(a)(1) which states that mail “should” be addressed to the 
Assistant Commissioner for Patents, if any 
Response: The language of 1.1(a) has been cnented to indicate 
that all correspondence must be addressed either to the “Com- 
missioner of Patents and Trademarks, Washington, D.C. 20231” 
or to specific areas within the Office as set out in paragraphs 
(aX(1), (2) and (3) of § 1.1. 
Comment 6: One comment questioned why it is now merely 
permissible to identify a patent application by its serial number 
and filing date whereas such information was previously man- 
datory 


Response: The only change to § 1.5 is the elimination of the 
requirement to include the words “PATENT APPLICATION” 
on letters concerning patent applications. Section 1.5 both 


before and after the proposed amendment provides that “[w]Jhen 
a letter...concems a previously filed application for a patent, 
it must identify on the top page in a conspicuous location, the 
application number (consisting of the series code and the serial 
number, e.g., 07/123,456) or the serial number and filing date 
assigned to that application....” Accordingly, correspondence 
must continue to identify a previously filed patent application 
by either (1) the application number, or (2) the serial number 
and filing date. The combination of the serial number and filing 
date is unique by itself. 

Comment 7: One comment objected to the return of correspon- 
dence pertaining to an application that had not yet been accorded 
an application number because some correspondence may 
require immediate action. This person suggested that the Office 
search the computerized records given sufficient other identi- 
fying information, instead of returning the correspondence. 
Response: If the correspondence is returned for failure to iden- 
tify the correspondence with the appropriate information, the 
applicant has the option to return the correspondence with the 
appropriate information within two weeks of the date of the 
cover letter from the Office by utilizing the Certificate of 
Mailing or Transmission procedure under § 1.8 or the Express 
Mail procedure under § 1.10 to obtain the benefit of the date 
of deposit with the USPS. There does not appear to be any 
situation where a file would require immediate action in appli- 
cations where the application number had not been assigned. 
If an application number has already been assigned, it is within 
the filer’s control to supply that information and avoid delays. 
Comment 8: Seven comments 0} the addition of unsched- 
uled closings of the Office to the definition of “Federal holidays 
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within the District of Columbia.” The comments noted that 
substantive rights would be at risk for persons filing provisional 
patent applications and applications asserting priority claims 
based on foreign applications should the date on which an 
application must be filed fall on a day that the Office is closed 
for unforeseen reasons. One comment noted that the substantive 
rights of applicants seeking to secure a filing date prior to 
divulging an invention may lose rights if a later filing date, 
resulting from an unscheduled closing of the Office, is subse- 
quent to the date of divulgence. Some of the comments sug- 
gested amending § 1.9 to make an exception for provisional 
patent applications and applications asserting a claim of priority 
based on a foreign application so that the filing date would 
not be affected by an unscheduled closing of the Office. One 
comment also suggested that § 1.9 be amended to distinguish 
between the filing of applications and the filing of responses. 
One comment suggested that the Commissioner allow for filing 
of a non-provisional patent application on Federal holidays 
where the one year anniversary of the provisional application 
falls on a Federal holiday. 

Response: Section 1.6(a)(2) is being amended to delete the 
phrase “unless the date of deposit is a Saturday, Sunday or 
Federal holiday within the District of Columbia in which case 
the date stamped will be the succeeding day which is not a 
Saturday, Sunday or Federal holiday in the District of 
Columbia.” Section 1.6(a)(2) now provides that even if the 
Office is closed because it is a Saturday, Sunday or Federal 
holiday in the District of Columbia, correspondence deposited 
in the “Express Mail Post Office to Addressee” service of the 
USPS in accordance with § 1.10 will be considered filed on 
the date of deposit regardless of whether that date is Saturday, 
Sunday or a Federal holiday within the District of Columbia. 
Therefore, in light of the option to file an application under § 
1.10 on any day and the amendment to § 1.6(a)(2), no substan- 
tive rights would be at risk, and the suggestions, set forth in 
the comments and noted above, have not been adopted. 
Comment 9: Several comments objected to the requirement set 
forth in proposed § 1.10(b) which required deposit of Express 
Mail correspondence directly with the United States Postal 
Service (USPS) to ensure that a copy of the Express Mail label 
marked with the “date in” is received at the time of deposit. 
The reasons generally expressed by commenters were: (1) prac- 
titioners and applicants feel compelled to oversee the work of 
the USPS employee to make certain that the “date in” is marked 
accurately, legibly and in a timely fashion and perceive a loss 
of control over the filing of the document under § 1.10 as a 
result; (2) inefficiency and burden are imposed upon persons 
filing who must actually go to the post office, stand in line 
and generally be confined to fewer hours during the day to 
deposit the Express Mail correspondence directly with the 
USPS than the hours available for deposit in the Express Mail 
drop box; and (3) inequality of opportunity to deposit directly 
with the USPS for individual practitioners and small firms 
which employ fewer people than larger firms to handle. Two 
comments questioned the Office’s use of the term “deposit” 
and whether the Office exceeded any authority in the perceived 
understanding that the proposed rule was requiring the appli- 
cants or practitioners to do something beyond “depositing” the 
correspondence with the USPS, namely, overseeing the act of 
acceptance of the Express Mail correspondence by the USPS. 
Response: Section 1.10(b) has been amended so that direct 
deposit of correspondence with the USPS is a recommendation, 
rather than a requirement. While the Office strongly urges direct 
deposit of Express Mail correspondence in order to obtain a 
legible copy of the Express Mail mailing label, parties are not 
precluded from using Express Mail drop boxes. Parties who 
do use drop boxes can protect themselves from uncertainty due 
to illegible mailing labels by routinely maintaining a log of 
Express Mail deposits in which notations are entered by the 
person who deposited the correspondence as Express Mail 
within one business day after deposit with the USPS in a petition 
filed under § 1.10(c), (d) or (e). Evidence that came into being 
within one day after the deposit of the correspondence as 
Express Mail may be in the form of a log book which contains 
information such as the Express Mail number, the application 
number, attorney docket number or other such file identification 
number, the place, date and time of deposit; the time of the 
last scheduled pick-up for that date and place of deposit; the 
depositor’s initials or signature; and the date and time of entry 
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in the log. Any statement submitted in support of such a showing 
must be verified if made by a person other than an employee 
of the USPS or a practitioner as defined in § 10.1(r) of this 
chapter. 

Comment 10: Several comments opposed the elimination of 
the certificate of mailing by “Express Mail” because it would 
eliminate a reliable mode of proving the date of deposit with 
the USPS. 

Response: The elimination of the requirement for the certificate 
of mailing is adopted primarily to streamline the Office’s pro- 
cessing of Express Mail correspondence. Under the old rule, 
the Office was required to scrutinize the certificate as well as 
the Express Mail label. Under the new rule, the “date in” on 
the Express Mail label would be the only date that the Office 
would look for to determine the filing date. Under the prior 
rule, the certificate of mailing by Express Mail only served as 
proof of a date of deposit when the certificate date was the 
same as the “date in” on the Express Mail label. The certificate 
did not afford protection to an applicant in the event that the 
certificate date differed from the Express Mail label date. There- 
fore, the elimination of the certificate of mailing requirement 
would not eliminate a reliable mode of proving the date of 
deposit. 

Comment | 1: Four comments suggested allowing Express Mail 
Corporate Account Mailing Statement of the USPS to serve as 
additional proof of the date of deposit. 

Response: This suggestion has been adopted. Such records 
would be acceptable as additional proof of the date of deposit. 
Comment 12: One comment requested clarification concerning 
whether deposit of correspondence as Express Mail in the 
Express Mail drop box must be done prior to the last scheduled 
pickup of the day in order to be entitled to the deposit date as 
the filing date of the correspondence. 

Response: Correspondence sent by the “Express Mail Post 
Office to Addressee” service is considered filed in the Office 
on the “date-in” entered by the USPS. Accordingly, if the USPS 
enters the deposit date as its “date-in,” the correspondence will 
receive the deposit date as its filing date. However, if the USPS 
enters a date later than the deposit date as its “date-in,” the 
corre will receive the later date as its filing date. 
Section 1.10(d) permits the Office to correct a USPS “date- 
in” error when the correspondence is deposited in an Express 
Mail drop box prior to last scheduled pick up of the day, that 
is, the time clearly marked on the Express Mail drop box 
indicating when the box will be cleared for the last time on 
the date of deposit. Section 1.10(d) sets forth the procedures 
to be followed to be entitled to such a correction. 


Other Considerations 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612, and the Paperwork Reduction Act of 1995 (44 
U.S.C. 3501 et seq.). This rule has been determined to not be 
significant for the purposes of Executive Order 12866. 

The Office has determined that this rule change has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
the rule changes would not have a significant impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 605(b)). The rule change has no effect on patent fees. 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
Control Number. 

This rule change contains a collection of information subject 
to the requirements of the Paperwork Reduction Act of 1995 
(44 U.S.C. 3501 et seq.), which is currently approved by the 
Office of Management and Budget under Control No. 0651- 
0031. The public reporting burden for the certificate of mailing 
is estimated to average six minutes per response, including the 
time for reviewing instructions, searching existing data sources, 
gathering and maintaining the data needed, and completing 
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and reviewing the collection of information. Send comments 
regarding this burden estimate or any other aspect of this collec- 
tion of information, including suggestions for reducing this 
burden to the Office of System Quality and Enhancement Divi- 
sion, Patent and Trademark Office, Washington, D.C. 20231, 
and to the Office of Information and Regulatory Affairs, Office 
of Management and Budget, Washington, DC 20503. (ATTN: 
Paperwork Reduction Act Project 0651-0031). 


List of Subjects 
37 CFR PART | 
Administrative practice and procedure, Freedom of informa- 


tion, Inventions and patents, Reporting and record keeping 
requirements. 


37 CFR PART 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks 


37 CFR PART 5 


Classified information, Foreign relations, Inventions and 
patents. 


37 CFR PART 10 


Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 


For the reasons set forth in the preamble and under the 
authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6 and 15 U.S.C. 1123, 37 CFR Parts 1, 
2, 5 and 10 are amended as follows: 

PART 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.1 is amended by removing and reserving paragraph 
(g) and by revising the heading and paragraph (a) to read as 
follows: 


§ 1.1 Addresses for correspondence with the Patent and Trade- 
mark Office. 


(a) Except for §§ 1.1(a)(3)(i) and (ii), all correspondence 
intended for the Patent and Trademark Office must be addressed 
to either “Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231” or to specific areas within the Office as 
set out in paragraphs (a)(1), (2) and (3)(iii) of this section. 
When appropriate, correspondence should also be marked for 
the attention of a particular office or individual. 

(1) Patent correspondence. All correspondence conceming 
patent matters processed by organizations reporting to the 
Assistant Commissioner for Patents should be addressed to 
“Assistant Commissioner for Patents, Washington, D.C. 
20231.” 

(2) Trademark correspondence. All correspondence con- 
cerning trademark matters, except for trademark-related docu- 
ments sent to the Assignment Division for recordation and 
requests for certified and uncertified copies of trademark appli- 
cation and registration documents, should be addressed to 
“Assistant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Virginia 22202-3513.” This includes correspon- 
dence intended for the Trademark Trial and Appeal Board. 

(3) Office of Solicitor correspondence. 

(i) Correspondence relating to pending litigation required by 
court rule or order to be served on the Solicitor shall be hand- 
delivered to the Office of the Solicitor or shall be mailed to: 
Office of the Solicitor, P.O. Box 15667, Arlington, Virginia 
22215; or such other address as may be designated in writing 
in the litigation. See §§ 1.302(c) and 2.145(b)(3) for filing a 
notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit. 


U.S. PATENT AND TRADEMARK OFFICE 


1218 TMOG 433 
(171) 

(ii) Correspondence relating to disciplinary proceedings 
pending before an Administrative Law Judge or the Commis- 
sioner shall be mailed to: Office of the Solicitor, P.O. Box 
16116, Arlington, Virginia 22215. 

(iii) All other correspondence to the Office of the Solicitor 
shall be addressed to: Box 8, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 

(iv) Correspondence improperly addressed to a Post Office 
Box specified in paragraphs (a)(3)(i) and (ii) of this section 
will not be filed elsewhere in the Patent and Trademark Office, 
and may be returned. 


=e *# e+ 


(g) [Reserved] 


sett * 


3. Section 1.3 is revised to read as follows: 
§ 1.3 Business to be conducted with decorum and courtesy. 


Applicants and their attorneys or agents are required to con- 
duct their business with the Patent and Trademark Office with 
decorum and courtesy. Papers presented in violation of this 
requirement will be submitted to the Commissioner and will 
be returned by the Commissioner’s direct order. Complaints 
against examiners and other employees must be made in corre- 
spondence separate from other papers. 


4. Section 1.5 is amended by revising paragraph (a) to read as 
follows: 


§ 1.5 Identification of application, patent, or registration. 


(a) No correspondence relating to an application should be 
filed prior to receipt of the application number from the Patent 
and Trademark Office. When a letter directed to the Patent and 
Trademark Office concems a previously filed application for 
a patent, it must identify on the top page in a conspicuous 
location, the application number (consisting of the series code 
and the serial number; e.g., 07/123,456), or the serial number 
and filing date assigned to that application by the Patent and 
Trademark Office, or the international application number of 
the international application. Any correspondence not con- 
taining such identification will be returned to the sender where 
a return address is available. The returned correspondence will 
be accompanied by a cover letter which will indicate to the 
sender that if the returned correspondence is resubmitted to the 
Patent and Trademark Office within two weeks of the mailing 
date on the cover letter, the original date of receipt of the 
correspondence will be considered by the Patent and Trademark 
Office as the date of receipt of the correspondence. Applicants 
may use either the Certificate of Mailing or Transmission proce- 
dure under § 1.8 or the Express Mail procedure under § 1.10 
for resubmissions of returned correspondence if they desire to 
have the benefit of the date of deposit with the United States 
Postal Service. If the returned correspondence is not resub- 
mitted within the two-week period, the date of receipt of the 
resubmission will be considered to be the date of receipt of the 
correspondence. The two-week period to resubmit the returned 
correspondence will not be extended. In addition to the applica- 
tion number, all letters directed to the Patent and Trademark 
Office concerning applications for patents should also state the 
name of the applicant, the title of the invention, the date of 
filing the same, and, if known, the group art unit or other 
unit within the Patent and Trademark Office responsible for 
considering the letter and the name of the examiner or other 
person to which it has been assigned. 


es*#*#*# * 


5. Section 1.6 is amended by revising paragraph (a) to read as 
follows: 


§ 1.6 Receipt of correspondence. 
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(a) Date of receipt and Express Mail date of deposit. Corre- 
received in the Patent and Trademark Office is 
stamped with the date of receipt except as follows: 

(1) The Patent and Trademark Office is not open for the 
filing of correspondence on any day that is a Saturday, Sunday 
or Federal holiday within the District of Columbia. Except for 

correspondence transmitted by facsimile as provided for in 
paragraph (a)(3) of this section, no correspondence is received 
in the Patent and Trademark Office on Saturdays, Sundays or 
Federal holidays within the District of Columbia. 

(2) Correspondence filed in accordance with § 1.10 will be 
stamped with the date of deposit as “Express Mail” with the 
United States Postal Service. 

(3) Correspondence transmitted by facsimile to the Patent 
and Trademark Office will be stamped with the date on which 
the complete transmission is received in the Patent and Trade- 
mark Office unless that date is a Saturday, Sunday, or Federal 
holiday within the District of Columbia, in which case the date 
stamped will be the next succeeding day which is not a Saturday, 
Sunday, or Federal holiday within the District of Columbia. 


**e*#* 


6. Section 1.8 is amended by revising paragraphs (a)(1)(i)(A) 
and (a)(2)(ii) to read as follows: 


§ 1.8 Certificate of mailing or transmission. 


(a) * ** 
(ij*?* 
(i) * ** 


(A) Addressed as set out in § 1.1(a) and deposited with the 
U.S. Postal Service with sufficient postage as first class mail; 
or 


(2) *** 

(i) * ** 

(ii) Relative to Trademark Registrations and Trademark 
Applications 

(A) The filing of a trademark application. 

(B) [Reserved] 

(C) [Reserved] 

(D) [Reserved] 

(E) [Reserved] 

(F) [Reserved] 


eee 


7. Section 1.9 is amended by adding a new paragraph (h) to 
read as follows: 


§ 1.9 Definitions. 


*es+*#* 


(h) A “Federal holiday within the District of Columbia” as 
used in this chapter means any day, except Saturdays and 
Sundays, when the Patent and Trademark Office is officially 
closed for business for the entire day. 


8. Section 1.10 is revised to read as follows: 
§ 1.10 Filing of correspondence by “Express Mail.” 


(a) Any correspondence received by the Patent and Trade- 
mark Office (Office) that was delivered by the “Express Mail 
Post Office to Addressee” service of the United States Postal 
Service (USPS) wil! be considered filed in the Office on the 
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date of deposit with the USPS. The date of deposit with the 
USPS is shown by the “date-in” on the “Express Mail” mailing 
label or other official USPS notation. If the USPS deposit date 
cannot be determined, the correspondence will be accorded the 
Office receipt date as the filing date. See § 1.6(a). 

(b) Correspondence should be deposited directly with an 
employee of the USPS to ensure that the person depositing the 
corre: receives a legible copy of the “Express Mail” 
mailing label with the “date-in” clearly marked. Persons dealing 
indirectly with the employees of the USPS (such as by deposit 
in an “Express Mail” drop box) do so at the risk of not receiving 
a copy of the “Express Mail” mailing label with the desired 
“date-in” clearly marked. The paper(s) or fee(s) that constitute 
the correspondence should also include the “Express Mail” 
mailing label number thereon. See paragraphs (c), (d) and (e) 
of this section. 

(c) Any person filing corre: under this section that 
was received by the Office and delivered by the “Express Mail 
Post Office to Addressee” service of the USPS, who can show 
that there is a discrepancy between the filing date accorded by 
the Office to the correspondence and the date of deposit as 
shown by the “date-in” on the “Express Mail” mailing label 
or other official USPS notation, may petition the Commissioner 
to accord the correspondence a filing date as of the “date-in” 
on the “Express Mail” mailing label or other official USPS 
notation, provided that: 

(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
other than the USPS deposit date; 

(2) The number of the “Express Mail” mailing label was 
placed on the paper(s) or fee(s) that constitute the correspon- 
dence prior to the original mailing by “Express Mail;” and 

(3) The petition includes a true copy of the “Express Mail” 
mailing label showing the “date-in,” and of any other official 
notation by the USPS relied upon to show the date of deposit. 

(d) Any person filing corre under this section that 
was received by the Office and delivered by the “Express Mail 
Post Office to Addressee” service of the USPS, who can show 
that the “date-in” on the “Express Mail” mailing label or other 
official notation entered by the USPS was incorrectly entered 
or omitted by the USPS, may petition the Commissioner to 
accord the correspondence a filing date as of the date the 
correspondence is shown to have been deposited with the USPS, 
provided that: 

(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
based upon an incorrect entry by the USPS; 

(2) The number of the “Express Mail” mailing label was 
placed on the paper(s) or fee(s) that constitute the correspon- 
dence prior to the original mailing by “Express Mail”; and 

(3) The petition includes a showing which establishes, to 
the satisfaction of the Commissioner, that the requested filing 
date was the date the correspondence was deposited in “Express 
Mail Post Office to Addressee” service prior to the last sched- 
uled pickup for that day. Any showing pursuant to this para- 
graph must be corroborated by evidence from the USPS or that 
came into being after deposit and within one business day of 
the deposit of the correspondence in the “Express Mail Post 
Office to Addressee” service of the USPS. Any statement sub- 
mitted in support of such a showing pursuant to this paragraph 
must be a verified statement if made by a person other than 
an employee of the USPS or a practitioner as defined in § 
10.1(r) of this chapter. 

(e) Any person mailing correspondence addressed as set out 
in § 1.1(a) to the Office with sufficient postage utilizing the 
“Express Mail Post Office to Addressee” service of the USPS 
but not received by the Office, may petition the Commissioner 
to consider such correspondence filed in the Office on the 
USPS deposit date, provided that: 

(1) The petition is filed promptly after the person becomes 
aware that the Office has no evidence of receipt of the corre- 
spondence; 

(2) The number of the “Express Mail” mailing label was 
placed on the paper(s) or fee(s) that constitute the correspon- 
dence prior to the original mailing by “Express Mail;” 

(3) The petition includes a copy of the originally deposited 
paper(s) or fee(s) that constitute the correspondence showing 
the number of the “Express Mail” mailing label thereon, a copy 
of any returned postcard receipt, a copy of the “Express Mail” 
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mailing label showing the “date-in,” a copy of any other official 
notation by the USPS relied upon to show the date of deposit, 
and, if the requested filing date is a date other than the “date- 
in” on the “Express Mail” mailing label or other official notation 
entered by the USPS, a showing pursuant to paragraph (d)(3) 
of this section that the requested filing date was the date the 
correspondence was deposited in “Express Mail Post Office to 
Addressee” service prior to the last scheduled pickup for that 
day; and 

(4) The petition includes a statement which establishes, to 
the satisfaction of the Commissioner, the original deposit of 
the correspondence, and that the copies of the correspondence, 
the copy of the “Express Mail” mailing label, the copy of any 
returned postcard receipt, and any official notation entered by 
the USPS are true copies of the originally mailed correspon- 
dence and original “Express Mail” mailing label, returned post- 
card receipt, and official notation entered by the USPS. Such 
statement must be a verified statement if made by a person 
other than a practitioner as defined in § 10.1(r) of this chapter. 

(f) The Office may require additional evidence to determine 
if the correspondence was deposited as “Express Mail” with 
the USPS on the date in question. 


PART 2—RULES OF PRACTICE IN TRADEMARK CASES 


9. The authority citation for 37 CFR Part 2 continues to read 
as follows: Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless 
otherwise noted. 


10. Section 2.165(a)(1) is revised to read as follows: 
§ 2.165 Reconsideration of affidavit or declaration. 


(a)(1) If the affidavit or declaration filed pursuant to § 2.162 
is insufficient or defective, the affidavit or declaration will 
be refused and the registrant will be notified of the reason. 
Reconsideration of the refusal may be requested within six 
months from the date of the mailing of the action. The request 
for reconsideration must state the grounds ‘for the request. A 
supplemental or substitute affidavit or declaration required by 
section 8 of the Act of 1946 cannot be considered unless it is 
filed before the expiration of six years from the date of the 
registration or from the date of publication under section 12(c) 
of the Act. 


PART 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


11. The authority citation for 37 CFR Part 5 continues to read 
as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100- 
418, 102 Stat. 1567; the Arms Export Control Act, as amended, 
22 U.S.C. 2751 et seq., the Atomic Energy Act of 1954, as 
amended, 42 U.S.C. 2011 et seq., and the Nuclear Non-Prolifer- 
ation Act of 1978, 22 U.S.C. 3201 et seq., and the delegations 
in the regulations under these acts to the Commissioner (15 
CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


12. Section 5.33 is revised to read as follows: 


§ 5.33 Correspondence. 


All correspondence in connection with this part, including 
petitions, should be addressed to “Assistant Commissioner for 
Patents (Attention: Licensing and Review), Washington, D.C. 
20231.” 


U.S. PATENT AND TRADEMARK OFFICE 
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(172) 
PART 10- REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


13. The authority citation for 37 CFR Part 10 continues to read 


as follows: Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 
6, 31, 32, 41. 


14. Section 10.23 is amended by revising paragraph (c)(9) to 
read as follows: 


§ 10.23 Misconduct. 


=e *# & 
(c)*** 


(9) Knowingly misusing a “Certificate of Mailing or Trans- 
mission” under § 1.8 of this chapter. 


***#** 


October 24, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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(172) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 


Change of Address For Trademark Applications and 
Trademark Related Papers 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice. 

Summary: Commencing July 5, 1994, trademark applications 
and other trademark-related mail, except for trademark-related 
documents sent to the Assignment Branch for recordation and 
requests for certified copies of trademark documents, should 
be addressed to: Assistant Commissioner for Trademarks, 2900 
Crystal Drive, Arlington, Va. 22202-3513. 

Dates: This new address will be effective July 5, 1994. 

For Further Information Contact: Lynne G. Beresford at (703) 
305-9464 or by mail marked to her attention and addressed to: 
Assistant Commissioner for Trademarks, Washington, D.C. 
20231. After July 5, 1994, mail should be addressed to: Assis- 
tant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Va. 22202-3513. 

Supplemental Information: As part of its emphasis on better 
service for trademark applicants and registrants, the responsib- 
ilty for receiving, opening and routing of trademark mail is 
being transferred to the Assistant Commissioner for Trade- 
marks. In order to more efficiently process the mail, the Assis- 
tant Commissioner has determined that trademark-related mail, 
except for trademark-related documents sent to the Assignment 
Branch for recordation and requests for certified copies of 
trademark application and registration documents, should be 
sent directly to the Assistant Commissioner for Trademarks, 
2900 Crystal Drive, Arlington, Va. 22202-3513, which is the 
location of the Trademark Operation. Having mail sent directly 
to that address should speed up processing and reduce the 
amount of lost or misrouted mail. The mail room at the South 
Tower Building will begin to receive and process mail on July 5, 
1994. For a period after July 5, 1994, the Patent and Trademark 
Office (Office) will receive trademark-related mail at both the 
old address, Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231, and at the new address, Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Va., 
22205-3513. The Office is currently preparing a notice of pro- 
posed rulemaking to formally change the address for trademark- 
related papers. The Office will continue to maintain the fol- 
lowing special boxes, Box Trademark Application, Box ITU, 
Box AAU, and Box 5, for expedited processing and distribution 
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of specific types of documents. The Office encourages the 
continued use of these boxes with the new address. 

People may continue to file both patent and trademark-related 
papers directly at the Attorneys’ Window located in Room 
1B03 of Crystal Plaza Building 2, Arlington, Va. 

Sections 1.8 and 1.10 of Title 2 of Section 37 of the Code 
of Federal Regulations are waived, to the extent that, on or 
after July 5, 1994, a certificate of mailing under §§ 1.8 or 1.10, 
for trademark applications and other trademark-related mail, 
except for trademark-related documents sent to the Assignment 
Branch for recordation and requests for certified copies of 
trademark application and registration documents, may be 
addressed either to the Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231, or to the Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Va., 
22202-3513. Patent-related mail should continue to be sent to: 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 


Authority: 35 U.S.C. 6, 15 U.S.C. 1123 


May 26, 1994 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(173) Filing Receipt for Trademark Applications 


Effective immediately, the Trademark Examining Operation 
will replace its existing “FILING RECEIPT FOR TRADE- 
MARK APPLICATIONS,” PTO Form 100 (Rev. 8/78), with 
a filing receipt using a new format. The revised filing receipt 
will be printed on a single sheet of 8 1/2” x 11” paper and will 
contain information regarding the mark, applicant, International 
and U.S. classes, goods and/or services, and dates of use. If 
all of the information relating to a new application cannot be 
printed on the 8 1/2” x 11” filing receipt, it will be noted that 
additional information was contained in the application but was 
not printed. The addressee’s name and address will be printed 
on the back of the filing receipt. 
Sept. 6, 1988 JEFFREY M. SAMUELS 

Assistant Commissioner 

for Trademarks 
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(174) 


Change of Correspondence Address in 
Trademark Applications 


Applicants are reminded that when an application is filed 
and a correspondence address is entered in the Official record, 
correspondence will continue to be sent to such address until 
the applicant or party, or the attorney-at-law or other authorized 
representative of the applicant or party, indicates in writing 
that correspondence is to be sent to another address. 37 CFR 
Section 2.18. The filing of a response to an Office action on 
letterhead stationery that indicates a different address from the 
correspondence address of record is insufficient notice that 
correspondence is to be sent to another address. Specific lan- 
guage is needed which can reasonably be interpreted to be a 
request to change the address. See TMEP Section 603. 

If a power of attorney has been filed in an application, a 
subsequently filed power of attorney will be regarded as a 
written request to change the correspondence address, even if 
there is no specific language changing the address or revoking 
the prior power of attomey. See TMEP Section 603. 


May 15, 1986 MARGARET M. LAURENCE 


Assistant Commissioner 
for Trademarks 
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(175) Helpful Hints 

© Correspondence with Certificate of Mailing Delivered by 
Commerical Carrier—The benefits of 37 CFR 1.8 or 1.10 
apply only to documents delivered to the PTO by the U.S. 
Postal Service. 

A number of instances have been uncovered where individ- 
uals are certifying that documents were deposited with the U.S. 
Postal Service when, in fact, the documents were hand carried 
or delivered to the PTO via commerical mail service, e.g., 
“Federal Express,” “DHL,” “Purolator,” “Air Bore,” “UPS’,” 
etc. In those instances where documents include a certificate 
of mailing under 37 CFR 1.8 or 1.10, but were delivered to 
the PTO by other than U.S. Postal Service, Mail Room per- 
sonnel are placing a notice indicating that fact on the correspon- 
dence involved to alert PTO personnel that the benefits of 37 
CFR 1.8 or 1.10 do not apply. 
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Department of Commerce 
Patent and Trademark Office 


[Docket No. 980713169-8167-01) 


Dissemination of Patent and Trademark Information 
on the PTO’s Web Site 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice and request for public comments. 


Summary: The Patent and Trademark Office (PTO) plans to 
expand the searchable database offerings on its World-Wide 
Web (Web) site by adding additional patent data and by 
including trademark data. This expansion will provide Web 
access to the full text of patents granted since 1976 and to the 
trademark text data for registered and pending marks. The PTO 
also plans to incorporate patent and trademark image data and 
trademark data for inactive marks as part of its expanded Web 
offering. The PTO requests public comments on its decision 
to expand its Web site offerings. 


Dates: To ensure consideration, written comments must be 
submitted on or before August 26, 1998. 


Addresses: Address comments to the Commissioner of Patents 
and Trademarks, Attention: Wesley H. Gewehr, Administrator 
for Information Dissemination, Crystal Park 3, Suite 451, 
Washington, D.C. 20231; or fax to 703-306-2737; or e-mail to 
jane.myers@uspto.gov. Comments will be available for public 
inspection in the Office of Electronic Information Products, 
Crystal Park 3, Suite 441, 2231 Crystal Drive, Arlington, Va. 
22202. 


For Further Information Contact: Jane S. Myers, Office of 
Electronic Information Products, by telephone at 703-306- 
2600; by fax at 703-306-2737; by e-mail to jane.myers@usp- 
to.gov; or by mail to Patent and Trademark Office, Office of 
Electronic Information Products, Crystal Park 3, Suite 441, 
Washington, D.C. 20231. 


Supplementary Information: The PTO has been directed to 
disseminate patent and trademark information using automated 
methods. See 35 USC 41(i)(2). The PTO currently provides 
the public with on-line access, for a fee, to internal patent 
and trademark automated search systems in its public search 
facilities located in Crystal City, Va. Thirty-one Patent and 
Trademark Depository Libraries (PTDLs) offer on-line access 
to PTO’s automated patent full-text search system, and three 
Partnership PTDLs offer on-line access to PTO’s automated 
trademark text and image search system and to the automated 
patent image retrieval system. The PTO also provides access 
to subsets of its patent and trademark databases on CD-ROMs 
in the PTO’s public search facilities and at 83 PTDLs located 
throughout the country. The PTO sells its CD-ROM products 
to the public, and the Government Printing Office makes them 
available to the Federal Depository Libraries. Although the 
PTO has provided World-Wide Web access to searchable patent 
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bibliographic data since November 1995, neither searchable 
trademark data, the full text of patents, nor patent and trademark 
image data are currently available on the PTO Web site. 


The PTO hereby provides notice to the public of its plans to 
expand searchable patent data and to begin offering searchable 
trademark data on its Web site. In August of this year, the PTO 
plans to provide free Web access to the trademark text data 
that is currently available on the PTO’s Cassis CD-ROM prod- 
ucts—Trademarks Registered and Trademarks Pending—cov- 
ering active registered and pending marks. In November 1998, 
this trademark offering will include the “clipped” images asso- 
ciated with these marks. In the future, this searchable trademark 
database will be expanded to include inactive (abandoned, can- 
celled and expired) marks and some additional data elements 
associated with those inactive marks, and will be updated more 
frequently to reflect more current conditions of the trademark 
database. Also in November 1998, the PTO plans to expand 
its patent database offering on the Web to include free access 
to the full text of all patents issued since 1976. In March 1999, 
the patent offering will allow users free access to the full 
page images of patents identified. On-line ordering of patent 
documents issued since 1976 for electronic delivery, for a fee, 
is planned for March 1999. Any such fee will be established by 
taking into consideration applicable government policy, OMB 
circular A-130, the Paperwork Reduction Act, and any other 
applicable statutes. The PTO requests public comments on its 
plans to expand its Web site offerings. 
July 21, 1998 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(177) GLOBALPat and USAMark 


CD-ROM Products Now Available 


Nearly all of the world’s patent literature published since 
1971 is now available on the GLOBALPat CD-ROM collec- 
tion from the European Patent Office and the U.S. Patent and 
Trademark Office. Derived from the First Page Data Base 
(FPDB ), GLOBALPat delivers information from the front 
page of a single representative member of each patent family 
published by the United States, the European Patent Office, 
France, Germany, Great Britain, Switzerland or the World Intel- 
lectual Property Organization. Each record contains English 
language bibliographic text, an abstract and a representative 
drawing, where appropriate. GLOBALPat uses the MIMOSA 
software developed jointly by the Trilateral Offices (U.S. Patent 
and Trade mark Office, the Japanese Patent Office, and the 
European Patent Office) for SGML-encoded documents. 


GLOBALPat is available both as a back file and a front file. 
The back file consists of 116 discs arranged into 69 technology 
sets based on the International Patent Classification, and covers 
the years 1971-1996. The front file consists of documents from 
1997, to be published as data is available, and is arranged by 
issuing country in numerical order. Price of the back file, which 
must be ordered in its entirety, is $1,200 U.S.; price of the 
front file is $200 U.S. per calendar year. 


USAMark offers facsimile images of the more than two 
million U.S. trademarks registered from 1884 to the present, 
whether or not they are currently active. This is a document 
delivery system rather than a search system. Registrations are 
retrieved by document number only from a cumulative index 
that covers all issued discs. The cumulative index is updated 
during the process of installing the most recently received issue. 
Lists of document numbers found in another search system can 
be uploaded from a file or copied from the clipboard. USAMark 
represents the best available copy of a substantial portion of 
the trademark search files at the U.S. Patent and Trademark 
Office. 


USAMark is available both as a back file and a front file. 
The price for the back file of 101 discs representing 1884 - 
1997, which must be ordered as a complete set, is $1,100 U.S. 


U.S. PATENT AND TRADEMARK OFFICE 
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The front file containing documents from 1998, to be updated 
monthly including any back file changes, is available on a 
calendar year subscription basis. The subscription price is $200 
U.S. per calendar year. 


Orders for subscriptions to either GLOBALPat or USAMark 
will be accepted at any point during the calendar year and will 
include all issues for that calendar year. Both products may be 
used in a local-area network at no extra cost. 


For more information, or to request an order form, please 
contact: 


Office for Patent and Trademark Information 
Telephone: (703) 306-2600 

Fax: (703) 306-2737 
May 29, 1998 WESLEY H. GEWEHR 
Administrator for Information 
Dissemination 


[1211 TMOG 98} 


(178) Trademark Search Tools on CD-ROM 

The June 1997 edition of the Trademarks ASSIST CD-ROM 
is now available for $50. This issue includes the most recently 
published version of the Trademark Manual of Examining Pro- 
cedure (TMEP), the Goods & Services Manual, the Trademark 
Trial and Appeal Board Manual of Procedure and a Trademark 
Telephone Index. Incorporated in the TMEP are the Trademark 
Statute and Rules and the Trademark Examination Guide and 
Notes. 


For further information or to request an order form, please 
contact: 


U.S. Patent and Trademark Office 

Office of Electronic Information Products 
Crystal Park 3, Suite 441 

Washington, D.C. 20231 


Phone: (703) 306-2600 
Fax: (703) 306-2737 
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(179) Patent and Trademark Office Services 

In order to provide improved services to trademark appli- 
cants, registrants, and the general public, the Patent and Trade- 
mark Office plans to implement a pilot program called the 
“Trademark Assistance Center.” The Center will provide gen- 
eral information about the trademark registration process and 
will respond to inquiries pertaining to the status of specific 
trademark applications and registrations. The location of the 
Center is 2900 Crystal Drive, 4B10, Arlington, Va. 22202- 
3513. Assistance may be obtained in-person or by dialing (703) 
308-9000, Monday through Friday, 8:30 a.m. to 5:00 p.m. 
Eastern time, except holidays. Opening of the Center is planned 
for October 3, 1994. Please note that personal assistance con- 
ceming trademark as well as patent matters will continue to 
be available at 308-HELP and recorded information will con- 
tinue to be available at (703) 557-INFO. Also, automated infor- 
mation about the status of trademark applications and 
registrations will continue to be available at (703) 305-8747. 


September 7, 1994 PHILIP G. HAMPTON, II 
Assistant Commissioner 


for Trademarks 
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(180) Availability of Trademark Status Line 

Beginning on Feb. 20, 1990, the U.S. Patent and Trademark 
Office provided access, via push button telephone, to current 
status and status date information for all federal trademark 
application and registration records maintained in the automated 
Trademark Reporting and Monitoring (TRAM) System. The 
Trademark Status Line will be available on (703)557-8747 
from 6:30 a.m. until midnight, Eastern Time, Monday through 
Friday. 

The Trademark Status Line may be used from any push 
button telephone by entering a seven-digit registration number 
and the “#” symbol or an eight-digit serial number and the “#” 
symbol after the welcoming message and the tone. All calls 
will be answered in the order received. Callers may request 
information for up to five serial number or registration number 
records per call. 

When requesting information for registration numbers under 
one million, add sufficient leading zeros to the registration 
number so that a total of seven digits are entered. For example, 
to get status information for Reg. No. 88,725 enter 0088725#. 

When requesting information for applications, enter an eight- 
digit serial number that consists of the two-digit series code 
followed by the six-digit serial number PTO. The series code is 
determined by the filing date of the application. All applications 
filed before Mar. 31, 1905 are series code 70. Applications 
filed between Apr. 1, 1905 and Dec. 31, 1955 are series code 
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71. Applications filed between Jan. 1, 1956 and Aug. 31, 1973 
are series code 72. Applications filed between Sept. 1, 1973 
and Nov. 15, 1989 are series code 73. All applications filed 
on or after November 16, 1989 are series code 74. 

When requesting information for serial numbers under 
100,000 in any series code, add sufficient leading zeros to the 
serial number so that a total of six digits are entered after the 
series code. For example, to get status information for serial 
number 92,132 in series code 73, enter 73092132#. 

The TRAM System contains records for all active federal 
trademark registration and pending applications. The TRAM 
System also contains records for all federal trademark registra- 
tions and applications which became inactive after Mar. 31, 
1982. Some earlier inactive records are also available. 

The Trademark Status Line will provide current status infor- 
mation for all federal trademark application and registration 
records included in the TRAM System. The date that the record 
entered the current status is provided also. If additional informa- 
tion regarding the status of a trademark application or registra- 
tion is required, call the Trademark Services division at 
(703)557-5249 and request a status check. 

Feb. 8, 1990 JEFFREY M. SAMUELS 

Assistant Commissioner 

for Trademarks 
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TRADEMARK STATUS INFORMATION 


AVAILABLE ON THE TRADEMARK STATUS LINE 


The Trademark Status Line (703) 557-8747 provides status and status date information for all Trademark applications and 


registrations to users with touch tone telephones. The Trademark Status Line is available from 6:30 A.M. to midnight (Eastern 
Standard Time), Monday through Friday. 

The following is a listing of the status text provided by the Trademark Status Line for each corresponding status code in the 
TRAM system and the usual location of the file when it is in each status. All information in parenthesis is explanatory and is 
not part of the status text. All status codes followed by a “*” are within the blackout period for filing Amendments to Allege 
Use in Intent to Use applications. All status codes followed by a ““” apply to Intent to Use applications only. 


Status 


Code 


600 
601 
602 
603 
604 
605 
606" 


Status 


Text 


Abandoned-Incomplete Response 
Abandoned-Express 
Abandoned-Failure to Respond 
Abandoned-After ex parte Appeal 


Abandoned-After Publication 


608 
609 
Petition to Revive-received 


Abandoned-Petition to revive denied 


Revived-Awaiting Further Action 
Abandoned File-Backfile 


Abandoned-After inter partes decision 


Abandoned-No Statement of Use filed 
Abandoned-Defective Statement of use 
Abandoned-After Petition Decision 
Abandoned-Defective Divided Application 


Usual File 
Location 


Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
TMEO Dir 
Warehouse 
Law Office 
Warehouse 


(Indicates the application existed when the TRAM 
database was created and it is abandoned but the 
reason for the abandonment is unknown.) 

Backfile application added to database 


Status not recorded. 


(Indicates the application existed when the TRAM 
database was created and the status is unknown at 
this time.) 

Misassigned Serial Number 

(Indicates that the subject serial number was assigned 
in error and cancelled. File contents were returned 
to submitter or transferred to another serial number.) 
Registered-Backfile 

(Indicates the registration existed when the TRAM 
database was created and remains registered at this 
time.) 


File Cover 
Destroyed 


Warehouse 
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Status 
Code 


625 


U.S. PATENT AND TRADEMARK OFFICE 


Status 


Text 


Registration added to the data base 

Status unclear 

(Indicates the registration status is unknown at this 
time.) 

Registered-Backfile cancelled or expired 

(Indicates the registration is no longer active but the 
reason for this is unknown.) 

New Application-Record initialized not assigned to 
examiner 

New Application-Divided-Initial processing 
(Indicates a divisional request has been received and 
is being processed.) 

Informal Application 

(Indicates that the application filed was incomplete.) 
New Application-Assigned to an examiner 
Non-final action counted-Not mailed 

Non-final action-Mailed 

Previous action/approval count withdrawn 
(Indicates the Examiner has withdrawn an Office 
Action or approval.) 

Final refusal counted-Not mailed 

Final refusal-Mailed 

Examiner’s amendment counted-Not mailed 
Examiner’s amendment-Mailed 

Action continuing Final counted-Not mailed 
Action continuing Final-Mailed 

Suspension inquiry counted-Not mailed 
Suspension inquiry-Mailed 

Suspension letter counted-Not mailed 

Suspension letter-Mailed 

Report completed suspension check-Case still sus- 
pended 

Response after non-Final action-Entered 

Response after Final rejection-Entered 

Notice of unresponsive amendment-Counted 
Notice of unresponsive amendment-Mailed 

Refusa! withdrawal letter-Counted 

(Refers to an Office Action which withdraws a 
refusal after an ex parte appeal has been filed.) 
Refusal withdrawal letter-Mailed 

(Refers to an Office Action which withdraws a 
refusal after an ex parte appeal has been filed.) 
Reinstated-A waiting further action 

(Refers to an application which was reinstated after 
an abandonment due to PTO error.) 

Approved for publication 

(By the examiner) 

Publication/Registration review complete 

(By the Law Office Clerk) 

Published for Opposition 

Notice of Allowance-Issued 

Notice of Allowance-Withdrawn 

Notice of Allowance-Cancelled 

Withdrawn from publication 

Withdrawn from registration-Jurisdiction restored 
(To Examiner) 

Withdrawn from registration 

Registered 

Section 8-Accepted 

Section 8 and 15-accepted and acknowledged 
Section 15-acknowledged 

Partial Section 8 accepted 

Partial Section 8 and 15 accepted and acknowledged 
Cancelled-Section 8 

Cancelled-Section 7(d) 

Cancelled by court Order under Section 37 
Cancelled-Section 18 

Cancelled-Section 24 

Cancelled-Restored to Pendency 

(Indicates the subject registration number was 
assigned in error and correction requires restoration 
of the appliaction to pendency) 

Inadvertently issued registration number-Cancelled 
(Indicates the subject registration number was 
assigned in error and has been cancelled.) 

Request for first extension-Filed 


Usual File 
Location 


Warehouse 


Warehouse 


Law Office 
ITU Unit 


Pre-Exam 


Law Office 
Law Office 
Law Office 
Law Office 


Law Office 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 


Law Office 
Law Office 
Law Office 
Law Office 
Law Office 


Law Office 
Law Office 


Law Office 
Pub. and Issue 


Pub. and Issue 
ITU Unit 

Pub. and Issue 
Pub. and Issue 


Law Office 


Warehouse 
Post Reg. 
Post Reg. 
Post Reg. 
Post Reg. 
Post Reg. 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Law Office 


ITU Unit 
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Status Status Usual File 
Code Text Location 


719% Request for second extension-Filed ITU Unit 

720 Request for third extension-Filed ITU Unit 

721% Request for fourth extension-Filed ITU Unit 

722” Request for fifth extension-Filed ITU Unit 

724 Extension request refusal-Counted not mailed ITU Unit 

725% Extension request refusal-Mailed ITU Unit 

73” First Extension-Granted ITU Unit 

731% Second Extension-Granted ITU Unit 

732” Third Extension-Granted ITU Unit 

T3¥ Fourth Extension-Granted ITU Unit 

734 Fifth Extension-Granted ITU Unit 

740 Post registration paper filed-Assigned to paralegal Post Reg. 

744 Statement of Use-Filed ITU Unit 

74° Statement of Use-Informal-Letter mailed ITU Unit 

146" Statement of Use-Informal-Response entered ITU Unit 

741 Statement of Use-ITU processing complete Law Office 
(Indicates pre-exam processing of the Statement of 
Use at the ITU Unit is complete.) 

748” Statement of Use-To examiner(For Examination) Law Office 

752” Statement of Use-Examiner statement counted-Not Law Office 
mailed 

7sx¥* Statement of Use-Examiner Statement-Mailed Law Office 

756 Examiner statement counted-Not mailed Law Office 

757 Examiner statement-Mailed Law Office 

760 Ex parte appeal pending TTAB 

762 Ex parte appeal-Refusal reversed TTAB 

763 Ex parte appeal-Refusal affirmed TTAB 

764 Ex parte appeal dismissed as moot TTAB 

765* Concurrant use proceeding terminated-Granted TTAB 

766* Concurrant use proceeding terminated-Denied TTAB 

77\* Concurrent use proceeding pending TTAB 

772* Interference proceeding pending TTAB 

773* Interference proceeding terminated TTAB 

774* Opposition pending TTAB 

775* Opposition dismissed TTAB 

777* Opposition terminated-See TTAB records TTAB 

778 Cancellation dismissed TTAB 

779* Opposition sustained TTAB 

780 Cancellation terminated-See TTABrecords TTAB 

782° Statement of Use-Opposition Decided-Entry of TTAB 
Judgement Deferred 

783 Statement of Use-Cancellation Decided-Entry of TTAB 
Judgement Deferred 

784° Statement of Use-Interference Decided-Entry of TTAB 
judgement deferred 

78° Statement of Use-Concurrant Use Decided-Entry of TTAB 
Judgement Deferred 

790 Cancellation Pending TTAB 

794 Jurisdiction restored to examiner Law Office 

800 Renewed Post Reg. 

801* Opposition instituted TTAB 

802* Request for extension of time to file opposition TTAB 

803* Amendment after publication TM Service Division 

806% Statement of Use-Non-final action counted-Not Law Office 
mailed 

807 Statement of Use-Non-final action-Mailed Law Office 

808% Statement of Use-Final refusal counted-Not mailed Law Office 

809% Statement of Use-Final refusal-Mailed Law Office 

810% Statement of Use-Examiner’s amendment counted- Law Office 
Not mailed 

811% Statement of Use-Examiner’s amendment-Mailed Law Office 

812% Statement of Use-Action continuing final counted- Law Office 
Not mailed 

813% Statement of Use-Action continuing final-Mailed Law Office 

814 Statement of Use-Response after non-final action- Law Office 
Entered 

81S Statement of Use-Response after final rejection- Law Office 
Entered 

816 Statement of Use-Notice of unresponsive amend- Law Office 
ment-Counted-Not mailed 


817% Statement of Use-Notice of unresponsive amend- Law Office 
ment-Mailed 

818” Statement of Use accepted-Approved for Registra- Law Office 
tion (By the Examiner) 

819% Statement of Use-Registration review complete (By Pub. and Issue 
the Law Office Clerk) 
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Status Status 


Text 


Expired (Refers to registration that were not 


renewed.) 
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Usual File 
Location 


Warehouse 


JEFFREY M. SAMUELS 
Assistant Commissioner for Trademarks 


[1122 TMOG 568] 


(182) Notices of Abandonment 

The Trademark Operation has begun notifying trademark 
applicants when their pending applications have been aban- 
doned by the Office. Under this new procedure, a computer- 
generated post card bearing the notice, serial number, applicant 
name and abandonment date will be sent to the correspondence 
address designated by the applicant. The post cards will be 
mailed within 2 to 4 weeks after the application is declared 

abandoned. 
Jan. 13, 1986 MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


[1063 TMOG 4} 


Automated Trademark System (X-Search) 
Training for Public Users 


(183) 


X-Search, an enhanced automated trademark searching 
system, is scheduled to become available in July 1993. 

Several free training classes will be offered to the public. A 
four-hour class, consisting of a lecture session and hands-on 
instruction, will be conducted once a month from 4:00 to 8:00 
p.m. This class is for users who have no experience with auto- 
mated trademark seraching. A two-hour class will be conducted 
three times a week for users who have experience with auto- 
mated trademark searching techniques. These classes will be 
held from 5:30 to 7:30 p.m. on Tuesdays and Thursdays and 
from 9:00 to 11:00 a.m. on Saturdays. 

Space in all sessions will be limited. A lottery-type drawing 
will be held to determine specific class assignments. To enter 
the lottery drawing, a completed application form including all 
information shown below may be deposited in the Trademark 
Search Library or submitted via mail or telefax. Applications 
received on or before June 25, 1993, will be included in the 
lottery for classes beginning in July. 

Trainees who fail to appear at their scheduled class will not 
be reassigned until all persons scheduled on the original lottery 
have been accommodated. Subsequent lotteries will be offered 
periodically if demand requires. 

Training for the new system is recommended, but not 
required. In addition to the formal training described above, 
informal demonstrations will take place during business hours 
in the Trademark Search Library, 2900 Crystal Drive, room 
2B30. These sessions will be available for the first ten days 
following introduction of the X-Search system and will not 
require a reservation. Specific dates will be posted in the Trade- 
mark Search Library. 


Patent and Trademark Office 
Automated Trademark System (X-Search) 
Application Form for Training 


Name 


First Last 


Mailing Address 


Phone Number: 
(Area Code) 


Employer: 
Prefer: Two-Hour Saturday Class Two-Hour Tuesday Class 


Two-Hour Thursday Class Four-Hour Class 


Applications should be deposited in the Trademark Search 
Library of forwarded via mail or telefax to: 


Commissioner of Patents and Trademarks 
Box PUTB 

Washington, D.C. 20231 

FAX: 703/305-7786 


May 17, 1993 THERESA A. BRELSFORD 
Assistant Commissioner for 
Public Services and 


Administration 


{1151 TMOG 52] 


(184) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2, and 10 
[Docket No. 921061-2261] 


[RIN 0651-AA50] 
Electronic Filing of Patent and Trademark Applications 


Agency: Patent and Trademark Office Commerce 

Action: Advance Notice of Proposed Rulemaking 

Summary. This advance notice of proposed rulemaking is to 
inform the public that the Patent and Trademark office (PTO) 
is considering amending its rules of practice: (1) to allow for 
electronic filing of patent applications and trademark applica- 
tions; and (2) to require applications filed in paper form to 
follow a prescribed order and format. 

The PTO anticipates that permitting electronic filing of appli- 
cations will improve the accuracy of the information relied 
upon in the examination of patent and trademark applications, 
eliminate delays caused by mailing and data entry, and, as a first 
step toward a fully-automated processing system, ultimately 
provide considerable cost savings. The cost savings realized 
could be used to help reduce the need for future fee adjustments 
and/or fund improvements in the delivery of services. Requiring 
applications filed on paper to follow a prescribed order and 
format will enable the PTO to convert these applications to 
electronic format. 

The purposes of this notice are to: (1) invite interested parties 
to participate in pilot programs involving electronic filing of 
patent and trademark applications; and (2) encourage comments 
on this topic, in the form of responses to the questions posed 
in this notice, from industry, the patent and trademark bars, 
and members of the public. 

Dates: Comments should be received on or before Feb. 28, 
1993. 

Addresses. Written comments should be addressed, if sent by 
mail, to the attention of Edward R. Kazenske, Executive Assis- 
tant to the Commissioner and Director of Interdisciplinary Pro- 
grams, c/o Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. If delivered by hand, comments 
should be brought to the Office of the Executive Assistant to 
the Commissioner and Director of Interdisciplinary Programs, 
Room 906, Crystal Park 2, 2121 Crystal Drive, Arlington, Va. 
For Further Information Contact: Edward R. Kazenske, Execu- 
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tive Assistant to the Commissioner and Director of Interdisci- 
plinary Programs, (703) 305-8600. 


SUPPLEMENTARY INFORMATION: 


1. Pilot Programs 


Currently, the PTO accepts patent and trademark applica- 
tions delivered by mail or in person. These applications are in 
paper form or, in the case of patent applications for nucleotide 
sequences, a combination of computer-readable (see 37 CFR 
1.821-1.825) and paper form. 

The PTO is initiating a pilot program that would permit 
electronic filing of patent and trademark applications, using 
software now under consideration by the PTO. Initially, it is 
anticipated that participants in the pilot program would be 
required to use the PTO software to create a diskette, which 
would then be mailed to the PTO along with the paper applica- 
tion generated by the diskette. The diskette would serve the 
limited function of eliminating the initial data entry of applica- 
tions into the PTO databases. 

As part of a second pilot program, a separate group of partici- 
pants is being solicited to file paper applications following a 
prescribed order and format. The paper applications would then 
be scanned and converted to electronic format. Data collected 
from the pilot programs will be evaluated to determine whether 
requiring submission of a paper application in a certain order 
and format facilitates data entry; whether any modifications to 
the electronic filing software are required; and more fundamen- 
tally, whether electronic filing is a feasible, cost-effective alter- 
native to filing in paper form. 


2. Paper Applications 


The PTO contemplates that paper applications will be 
required to follow the order and format of the data elements 
(e.g., inventor, foreign priority information, in the case of a 
patent application; applicant, mark, in the case of a trademark 
application) entered in the electronic filing system. This would 
enable the PTO to scan and convert paper applications to elec- 
tronic applications upon receipt at the PTO. Once the paper 
application is converted into electronic form, processing of the 
application will be done in a purely electronic format. The 
electronic form of the application would become the official 
file. 


3. Electronic Filing 


The PTO contemplates that applicants filing by electronic 
means would be required to use an “Authoring Program” devel- 
oped by the PTO, which will be available to facilitate the 
preparation of an electronic submission and record the submis- 
sion on electronic media. This “Authoring Program” will 
include a validation feature so that applicants, themselves, can 
test whether an electronic submission complies with all require- 
ments. 

The “Authoring Program” software under consideration by 
the PTO will be designed to be compatible with computers 
capable of creating files of standard ASCII (American Standard 
Code for Information interchange) text within one or more of the 
major operating systems environments (e.g., DOS, Windowsr, 
Unix®, and Apple MaclIntosh®). 

The format for text in patent applications will specify a set 
of mandatory data elements, similar to those required under 
the Patent Cooperation Treaty. The format for text in trademark 
applications will specify a set of mandatory data elements, 
similar to those required of a “written application” under 15 
U.S.C. 1051. In both the patent and trademark software, specific 
formats will be required for non-textual elements, such as draw- 
ings, formulas, tables and specimens. These non-textual ele- 
ments would be submitted in separate computer files called 
“Presentations,” similar to the presentation of nucleotide 
sequence information in accordance with 37 CFR 1.821-1.825. 

The PTO also contemplates that certain individuals be desig- 
nated by the agency as qualified “electronic application trans- 
mitters.” Upon application to the PTO, unlimited parties 
meeting specified requirements may be issued Personal Identifi- 
cation Numbers to enable them to transmit applications in 
electronic form on behalf of themselves or other individuals. 
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In an effort to facilitate public comment to the questions set 
forth below, the following background information is provid- 
ed: 


4. Background Specific to Electronic Patent Applications 
Signature 


Under 35 U.S.C. 111, a patent application must include an 
oath by the applicant. 35 U.S.C. 25 permits a declaration in 
lieu of oath. The applicant’s signed oath or declaration is not 
required for receipt of a filing date, but may be submitted, 
upon payment of a surcharge, within a prescribed period. 


Certified Copy of Foreign Patent Application 


Under 35 U.S.C. 119, a U.S. patent application may be based 
on a foreign patent application, thus, potentially, conferring 
the benefit of the earlier foreign patent application’s filing date. 
A certified copy of the foreign patent application is required 
to be filed in the PTO before the patent is granted. 


5. Background Specific to Electronic trademark Applica- 
tions 


Signature 


Under 15 U.S.C. 1051, a trademark application must be 
verified by the applicant. Prior to implementation of the Trade- 
mark Law Revision Act of 1988 (TLRA) on Nov. 16, 1989, 
the PTO permitted verification of the application to be provided 
at any time during the examination process. With implementa- 
tion of the TLRA, the PTO amended its regulations with respect 
to the verification of an application. 37 CFR 2.21, which sets 
forth the minimum requirements for an application to receive 
a filing date, was amended to require that the application be 
signed by the applicant at the time of filing. 


Specimen 


Under 15 U.S.C. 1051, a trademark application based on 
“use in commerce” must include specimens or facsimiles of 
the mark as used. 37 CFR 2.21(a)(5) requires at least one 
specimen or facsimile to be included with the “use” application 
in order to receive a filing date. Applications filed based upon 
a “bona fide” intention to use the mark in commerce, under 
15 U.S.C. 1051(b), must be supplemented with specimens or 
facsimiles before the registration issues. In order to meet the 
minimum requirements for filing an amendment to allege use 
or statement of use, one specimen or facsimile must be sub- 
mitted. 37 CFR 2.76(e)(2) and 2.88(e)(2). 


Certification or Certified Copy of Foreign Registration 


Under 15 U.S.C. 1126(e), “an application [based on a foreign 
registration] shall be accompanied by a certification or a certi- 
fied copy of the registration of the country of origin of the 
applicant.” 37 CFR 2.21(a)(5S) requires the certification or certi- 
fied copy to be included with the application in order to receive 
a filing date. 


6. Comments on the following Questions and Any Other 
Related Matters Are Solicited 


Questions Common to Patent and Trademark Applications 


a. What benefits do you foresee for the applicant if electronic 
filing is adopted? What disadvantages do you foresee? 

b. Should the PTO require paper applications to be filed in a 
specific order and format to facilitate conversion to electronic 
format? What advantages and disadvantages do you foresee? 

c. Should the electronic file become the official agency file? 

d. Should electronic filing be expanded to encompass amend- 
ments and other submissions to the PTO? 

e. Should paper or electronic application filings receive a filing 
date only if they meet order and format requirements, or 
should compliance be subject to a surcharge? 

f. Should the PTO accept electronic filing by diskette, on-line, 
or both? 
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g. Should applications filed in paper form be converted to 
electronic form by the PTO? Should the PTO charge a fee 
for this service? 

. If paper applications are converted to electronic form by the 
PTO, should the PTO destroy or retain the paper applica- 
tions? 

i. Should fees be processed electronically? 

j. Should the PTO create a registry of “electronic application 
transmitters” capable of transmitting patent and trademark 
applications for others? If so, what, if any, criteria should be 
established before one could be “registered” as an “electronic 
application transmitter?” 


Questions Related Solely to Patent Issues 


k. Should the PTO require the oath or declaration to an electroni- 
cally filed patent application be filed on paper to authenticate 
that applicants believe themselves to be original and first 
inventors of the subject matter of the electronically filed 
application? 

If not, how should the filing of the oath or declaration be 
accomplished? 
. How should the filing of certified copies of foreign patent 
applications be accomplished for an electronically filed 
patent application? 


Questions Related Solely to Trademark Issues 


m. Should the PTO require electronically filed applications to 
include a scanned, signed declaration in order to receive a 
filing date? Should the PTO accept declarations in electronic 
form with some type of electronic signature? 

If not, should 37 CFR 2.21 be amended to permit unveri- 
fied applications to be accorded a filing date? if so, within 
what time period must an unverified application be ratified 
by the submission of a signed declaration? 

How long should the PTO retain the signed declaration 
after it has been scanned and merged into the electronic file? 

. Should “use” applications submitted without a specimen be 
given a filing date? 
If so, within what time period after filing must the specimens 
be submitted? 
Should the number of required specimens be reduced? 
How long should the PTO keep the specimens after they are 
scanned and merged into the electronic file? 
o. Should Section 44(e) of the Trademark Act (15 U.S.C 
1126(e)) beamended to permit applicants to submit a facsimile 
of the certification or certified copy of the foreign registration? 
Alternatively, should the statute be amended to permit Sec- 
tion 44(e) applicants to obtain a filing date absent a certification 
or certified copy of the foreign registration? If so, within what 
time period must a Section 44(e) application be supplemented 
with a certificate or certified copy of the foreign registration? 

How long should the PTO retain the certification or certified 
copy after it has been scanned and merged into the electronic 
application? 


7. Candidates for the Pilot Programs 


Any person interested in participating in one of the pilot 
programs identified above is requested to contact Edward R. 
Kazenske, Executive Assistant to the Commissioner and 
Director of Interdisciplinary Programs, c/o Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. If delivered 
by hand, written statements of interest should be brought to 
Suite 906, Crystal Park 2, 2121 Crystal Drive, Arlington, Va. 
22202. Telephone: (703) 305-8600. Please indicate which pilot 
program you wish to participate in and please be certain to 
include a telephone number where you may be reached. 
Nov. 23, 1992 DOUGLAS B. COMER 

Acting Assistant Secretary 
and Acting Commissioner 
of Patents and Trademarks 


{1145 TMOG 9} 
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(185) “Expedited Local” and “At Cost” Services 
for Certified and Uncertified Copies 

of Patent and Trademark Office Documents 


Expedited Local Servi 


The Patent and Trademark Office (PTO) offers “expedited 
local service” for three products: (1) uncertified patent and 
trademark copies; (2) certified copies of both patent and trade- 
mark applications-as-filed; and (3) certified copies of trademark 
registrations (status and title). Customers can routinely order 
these expedited services, which are specifically identified by 
separate codes in the PTO’s fee schedule. Orders for “expedited 
local service” on these three products may be placed in one of 
four ways: (1) delivered in person to the Office of Public 
Records (OPR) Customer Service Counter, Crystal Gateway 
4, Suite 300; (2) placed in drop boxes located in PTO search 
room facilities; (3) faxed to (703) 308-9759; or (4) delivered 
via overnight delivery services directly to OPR at the following 
address: 


U.S. Patent and Trademark Office 
Office of Public Records 
Customer Service, 3rd Floor 

1213 Jefferson Davis Highway 
Arlington, Va. 22202 


Orders marked “Expedite” within the product lines described 
above will be processed as “regular service” orders if the correct 
fee does not accompany the order. Please note that orders 
with notations such as “Please Rush”, “Urgent”, or “Please 
Expedite”, and which fall outside the product lines offering 
“expedited local service,” do not receive special processing. 


Customers should note that orders for “expedited local ser- 
vice” are processed based on the date of receipt, not on the 
method of delivery to OPR; fax and overnight delivery service 
orders have the same priority as hand-delivered orders received 
on the same day. Similarly, completed orders for “expedited 
local service” are closed and shipped without regard to the 
requested delivery method or location. 


At Cost Service 


The Office’s fee schedule does not specifically provide for 
other expedited document delivery, largely because of the 
uncertainty and risk involved in promising services for which 
either the media/papers to satisfy the order or PTO staff support 
might not be available. However, the Office recognizes that 
there are situations, such as litigation, due dates imposed by 
foreign intellectual property offices, or pending commercial 
transactions, which require an extraordinary level of service in 
order to meet a most urgent deadline. Accordingly, the OPR 
practice has been to receive and process these requests on a 
case-by-case basis, and to charge for them based on the pub- 
lished product/service fee code, plus a combination of “Labor 
Services” (484, 584) and “Other Services at Cost” (485,585). 
This commonly has been referred to as “at cost service.” 


OPR’s ability to provide “at cost” services for copies of 
patent and trademark documents is based largely upon the ready 
availability of source documents, either on microform or via 
access to electronic images. Consequently, orders for copies 
of file wrappers and contents usually cannot be accepted for 
filling on an “at cost” basis. While every effort will be made 
to assist all customers, the PTO cannot always guarantee 
delivery of documents on or before requested dates. Turnaround 
time for this service is dependent on the scope and complexity 
of the specific request, staff resources which can be diverted, 
and other priority orders in inventory. 


Requests for “at cost” services must be in writing and on 
letterhead from the applicant, attorney of record, or the assignee. 
The letter must state the reason for requesting “at cost” service, 
such as active litigation or a pending commercial transaction. 
The letter must also include the dates the documents are needed. 
Detailed justification/disclosure of commercial or confidential 
business information is not required, but there must be a clear 
sense of urgency in the request. 
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Requests for “at cost” services may be placed in one of three 
ways: (1) hand delivered to the OPR Customer Service Counter 
in Crystal Gateway 4, Suite 300; (2) faxed to (703) 308-9759; 
(3) or sent via overnight delivery service directly to OPR at 
the following address: 


U.S. Patent and Trademark Office 
Office of Public Records 
Customer Service, 3rd Floor 

1213 Jefferson Davis Highway 
Arlington, Va. 22202 


Based on a review of the specific request, a Customer Service 
Representative will contact the requester to discuss the feasi- 
bility of meeting the deadline and the total cost involved. The 
minimum charge for filling an “at cost” order for copies of 
patent and trademark documents will be $120 (3 hours labor 
at $40 per hour), plus the published product/service fee per 
copy. Customers will be asked to approve all charges before 
any work begins. Customers sending requests via overnight 
delivery services must specify payment via PTO deposit 
account, MasterCard, or Visa. “Walkup” customers also may 
pay by check at the PTO Office of Finance Cashier in Crystal 
Gateway 4 following discussions with OPR Customer Services 
staff and acceptance of their order. 


“At cost” service requests dropped at PTO search room 
locations or sent to the general PTO address will be processed 
as “regular service” orders. “At cost” orders are processed 
based on the date of acceptance, not on the method of delivery 
to OPR; “at cost” requests sent via fax and overnight delivery 
service go through the same review and acceptance process as 
those hand-delivered. Regardless of which method is used to 
transmit an “at cost” request, the customer designated point- 
of-contact should have full authority to discuss the requirement; 
be able to discuss the impact of any possible change in the 
expected due date; and be authorized to make payment in full. 


Completed “at cost” orders will be sent to the customer via 
overnight delivery service to ensure continuous tracking while 
in transit and to confirm receipt. On request, completed “at 
cost” orders may be picked up/signed for at the OPR Customer 
Service Counter. 


Questions conceming either “expedited local service” or “at 
cost” services for copies of patent and trademark documents 
should be directed to OPR Customer Service at (703) 308- 
9726, or via e-mail address at certdiv@uspto.gov. 

May 29, 1998 WESLEY H. GEWEHR 
Administrator for 
Information Dissemination 


{1212 TMOG 63) 


(186) Notice of a Change in Procedure Regarding 
Requests for Certification Services 


The purpose of this notice is to inform the trademark commu- 
nity of a change of address for all requests for certification 
services and to amend in part a previous notice entitled “Expe- 
dited Services for Certified Copies of Trademark Registration” 
published at 1070 TMOG 4 (Sept. 16, 1986). 

All requests for certified and uncertified copies of trademark 
documents pertaining to applications and registrations (i.e., 
application files, file wrappers, trademark title and status 
reports, registrations, etc.) must now go to the Certification 
Division, Office of Public Records, at the following mailing 
address: 


Commissioner of Patents and Trademarks 
Box 10, Certification Division 
Washington, D.C. 20231 


Requests can also be hand-carried to any of the following 
three locations: 
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Attomey’s Window 
Crystal Plaza 4, First Floor 
Arlington, Virginia 22202 


Attomey’s Window 
South Tower, Second Floor 
2900 Crystal Drive 
Arlington, Virginia 22202 


Office of Public Records 
North Tower, Tenth Floor 
2800 Crystal Drive 
Arlington, Virginia 22202 


In addition, requests with deposit account orders can be 
transmitted by facsimile transmission to (703) 308-7048. 

There will no longer be a limit on the number of requests 
for certified trademark documents. 

Turnaround times for all requests, except requests for regular 
service for certified copies of trademark registrations, will 
remain unchanged and will be based upon the date of receipt 
by the Certification Division. Requests for certified copies of 
trademark registrations will be processed and mailed back to 
the requester within ten calendar days from the date of receipt 
by the Certification Division from the Patent and Trademark 
Office mail room. Requests for expedited services for certified 
copies of trademark registrations will continue to be processed 
and mailed back to the requester within three working days 
after they are received by the Certification Division from the 
Patent and Trademark Office mail room. 

Requests for negative certificates will continue to be han- 
died by the Post Registration Section of the Office of Trademark 
Services. 

Requests mailed to the prior address will be forwarded to 
the Certification Division. General inquires should be made to 
the above mailing address or to the Special Handling Section, 
Certification Division, at (703) 308-9726. 


July 1, 1994 PHILIP G. HAMPTON, Il 
Assistant Commissioner 


for Trademarks 
[1165 TMOG 13] 


(187) Certified Copies of Trademark 


Applications/Registrations 


The Trademark Operation is in the process of microfilming 
its records and, as this proceeds, requests for certified copies 
of applications and, eventually, registrations, will be furnished 
from the microfilmed records. Such certified copies will not 
contain copies of the file jacket. 

Jan. 17, 1984 MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


[1039 TMOG 140} 


(188) Public User Identification Passes 


USPTO Public Search Facilities 


The USPTO Public Search Services Division, responsible 
for the public search facilities in the Patent Search Room and 
the Trademark Search Library, is installing the new User Identi- 
fication Pass system announced in the Official Gazette dated 
January 6, 1998. This system will replace the current passes 
used in the facilities with a new user number and a laminated 
identification badge. Later reissues of the badge are expected 
to add a photo of the user. Badges will be reissued every 
January upon validating and updating identification informa- 
tion. Information will be digitally stored so that validation and 
reissue will be speedy. There is a $15 fee for replacement of 
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lost or forgotten badges; first issue and annual reissues are 
without fee. Badges must be visible at all times within the 
Patent Office building complex. The new user numbers will 
be used by the File Information Unit for public users requesting 
and checking out files. 


Patrons using the Patent and Trademark Public Search Facili- 
ties as well as office areas must obtain a new badge before 
entering the Patent and Trademark Office complex. The process 
takes five to ten minutes for a first time issue. Effective immedi- 
ately, equipment is available to issue the new badges for both 
patent and trademark public users at the Patent Search Room 
Reception Desk in Crystal Plaza 3, Lobby. The Patent Search 
Room is open Monday through Friday from 8 AM to 8 PM. 
The new User Passes will be required after August 15, 1998; 
old passes will not be valid after this date. 

August 3, 1998 WESLEY H. GEWEHR 
Administrator for 
Information Dissemination 
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(189) Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 
and Enforcement Procedures 


Agency: Patent and Trademark Office, Department of Com- 
merce 

Action: Notice 

Summary: The Patent and Trademark Office is revising its 
regulations relating to use of Patent and Trademark Office 
records or search facilities and procedures for enforcing these 
regulations. These regulations and their enforcement are neces- 
sary to promote an atmosphere conducive to research and to 
maintain the integrity of the files and records in the Patent and 
Trademark Office. 

Effective Date: July 1, 1987 

For Further Information Contact: Theresa A. Brelsford, 
Assistant Commissioner for Administration, Patent and Trade- 
mark Office, Washington, D.C. 20231, (703) 557-2290. 
Supplementary Information: The procedures will apply to 
all visitors to the Patent and Trademark Office. 

Visitors are reminded that unauthorized removal of govern- 
ment material or property may be ted as a criminal 
felony under the provisions of 18 U.S.C. 2071, in addition to 
the imposition of administrative sanctions contained in these 
procedures. 


Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 


These regulations are established for all persons using the facili- 
ties of the Patent and Trademark Office (PTO), and will be 
appropriately enforced as specified herein. 

Smoking within PTO is prohibited except in designated areas 
(41 CFR 101-20.109-10). 

All persons using the facilities of the PTO are subject to 
regulations governing conduct on property under the charge of 
the General Services Administration which appear in 41 CFR 
Subpart 101-20.3 (41 CFR §§ 101-20.300 through 101-20.315). 

Packages, briefcases and other personal effects brought into 
the PTO, as well as storage lockers provided for general use, 
are subject to search by authorized personnel for reasonable 
cause under the provisions of 41 CFR 101-20.301. 

Unauthorized removal of PTO files, documents, reference 
materials, or any government property is prohibited. In addition 
to the administrative sanctions specified in these regulations, 
violators may also be subject to arrest and prosecution under 
the provisions of 18 U.S.C. 2071 which carries a possible “fine 
of $2,000 or imprisonment for not more than three years, or 
both”, and/or the violator may be subject to discipline under 
the PTO Code of Professional Responsibility if he or she is a 
practitioner as defined in 37 CFR 10.1(r). 

All persons must comply with posted Official Notices and 
with verbal requests made by PTO personnel for compliance 
with these regulations. 
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1. User Passes 

a. Individuals visiting any area of the PTO must obtain 
a valid, non-transferable user pass and wear it visibly 
displayed at all times while on the premises. 
Permanent User Passes may be obtained from the Man- 
ager of the Patent Public Search Room. The first Per- 
manent User Pass is issued at no charge. Permanent 
User Passes subsequently issued as replacements will 
be provided at a charge of $5.00 per Pass. The holder 
of a Permanent User Pass may be issued one (1) Tem- 
porary User Pass, within a ninety (90) day period at 
no charge. A request for a second Temporary User 
Pass during the same ninety day period will require 
the purchase of a Permanent User Pass at the required 
replacement fee. 
Temporary User Passes may be obtained by visitors 
at no charge from the managers of the Patent or Trade- 
mark Public Search Rooms and are valid through the 
expiration date stamped thereon. 
Permanent and Temporary User Passes must be sur- 
rendered to the PTO upon request for cause. 


of Search Areas 
The Patent and Trademark Office facilities may be used 
by visitors only during the hours specified, Monday 
through Friday, and are closed to the public on Satur- 
days, Sundays and Legal Holidays: 
Patent Public Search Rm., 

Mezzanine and Microfilm 

i ahitsiscncstmniincinnemecinnes 8:00 a.m.-8:00 p.m.* 
Trademark Public Search Rm.. 8:00 a.m.-5:30 p.m.* 
Assignment Search Rm., 
Public Service Center, and Scientific 

BR sisisinnicnsnsentsnsieniniaccanensit 8:30 a.m.-5:00 p.m.* 
Patent Examining Organizations 

Trademark Examining 

Law Offices and all other public access areas of the 

8:30 a.m.-5:00 p.m.* 


* Clearing of these areas would begin prior to this time to ensureall visitors are 
out of the building by the time designated. 


b. Materials available for search purposes in the Patent 
and Assignment Search Rooms and patent application 
file histories shall not be removed from those areas. 
Trademark registrations in the Trademark Search 
Library shall not be removed from the secured bundles 
in the registered file. Photocopying from bound vol- 
umes of trademarks is prohibited. 

Trademark files shall not be removed from PTO space 
in Crystal Piz. Bldg. 2. 

Use of Patent Examining Group search areas is strictly 
limited to searching materials unavailable in the Patent 
Public Search Room or the Scientific Library. Exam- 
ining Group search areas may be used only when such 
use does not conflict with the regular business of the 
organization. 

Visitors to a Patent Examining Group Search Area 
must register with the designated Group Search Area 
representative indicating the times entering and leaving 
the area, User Pass number, and the class(es) and sub- 
class(es) to be searched. 

Documents removed from the files of Patent Exam- 
ining Group search areas must be immediately returned 
to their proper location after use. Documents shall not 
be removed from the area in which they were obtained 
without specific written authorization from a Group 
Director or Supervisory Patent Examiner in the Exam- 
ining Group where the material(s) reside. Such authori- 
zation will not be given for U.S. Patents and other 
material readily available through the Scientific 
Library. 


3. PROHIBITIONS 

The following are prohibited: 

a. Conduct which is rude or abusive to PTO employees 
or others. 

b. Smoking and consumption of food or beverages in 
other than designated areas. 
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c. 


d. 
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Loud talking or any conduct which may be disruptive 
to others. 

Use of radios, televisions, typewriters, photographic 
equipment, dictation equipment and other mechanical, 
electrical or electronic items without specific authori- 
zation from an Assistant Commissioner of the PTO. 

Improper use, mutilation, destruction or unauthorized 
removal of PTO records, documents or government 
property. 

Reserving seats or work areas. 

Affixing messages to walls, telephone booths or other 
government property, except designated message 
boards. 

Use of the PTO as a mailing address, use of PTO 
stationery, and use of PTO emblem or seal. 

Use of PTO telephones and other office equipment, 
such as copiers, etc., except where specifically pro- 
vided for public use. This includes the use of PTO 
telephones to receive incoming calls. 

Use of any computer terminal other than the TRAM 
terminals provided for public use in the Trademark 
Search Library, and the CASPIR and FOUR-PHASE 
terminals (or CASSIS terminal if the FOUR-PHASE 
terminals are not operating) provided in the Patent 
Public Search Room for public use. 

Placing PTO files or documents, government property 
or government owned reference materials in rental 
storage lockers. 

Use of rental storage lockers without depositing the 
required fee or holding the key to a storage locker 
beyond the specified maximum period of use. 
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(190) Procedures for Enforcement of the Regulations 
Relating to the Use of Patent and Trademark Office 


Records or Search Facilities 


Under applicable statutes and regulations, including 40 
U.S.C. 486(c), 41 CFR 101-20.3, and appropriate sections of 
Department Organization Orders 10-14 and 30-3 of the Depart- 


ment 


of Commerce, the procedures appearing below are estab- 


lished. 


1. Violations involving unauthorized removal of PTO files, 
documents, records or government property. 


a. 
b. 


Each observed or reported violation will be investigated. 
Persons found in possession of PTO material or govern- 
ment property, other than in areas or under circumstances 
where possession is specifically authorized, shall be 
required to immediately surrender the material or property 
and if appropriate, their User Pass. An oral explanation 
for the possession of such material or property will be 
requested by the PTO. 


. Each incident involving unauthorized possession of PTO 


material or government property shall be immediately 
reported by telephone or in person to the Office or Group 
Director of the area from which the material or property 
was taken. 


. If it appears to the Office or Group Director that posses- 


sion of the materials was inadvertent or otherwise uninten- 
tional, no further action will be taken. The materials will 
be replaced appropriately and the person’s User Pass will 
be returned. 


. If it appears to the Office or Group Director that posses- 


sion of the materials was intentional, all persons involved 
shall be required to submit written statements detailing 
the circumstances and, in the case of a PTO User/visitor, 
show cause why the User Pass and visitor privileges 
should not be suspended or revoked. Statements will also 
be obtained from other witnesses where appropriate. The 
material or property shall be secured for possible use as 
evidence by the Office or Group Director, if appropriate. 


. If the involved person possesses a Permanent User Pass, 


it shall be retained and forwarded with the written state- 
ments to the Assistant Commissioner for Administration. 


A Temporary User Pass may be issued as replacement by 
the Assistant Commissioner for Administration, pending 
action on an alleged violation. 

. If the involved person possesses only a Temporary User 
Pass it shall be retained and forwarded with the written 
statements to the Assistant Commissioner for Administra- 
tion within two weeks of the incident. No replacement 
will be provided pending action by the Assistant Commis- 
sioner for Administration. 


. Other violations of public use regulations. 

a. Each observed or reported violation will be investi- 
gated. The persons involved shall be informed of the 
nature of the violation and requested to comply with 
regulations. 

. If it appears that the violation was inadvertent or otherwise 
unintentional and the involved person immediately con- 
forms to the regulations, no further action will be taken. 

. If the violation appears to be intentional or if the person 
involved refuses to comply with a verbal request from a 
PTO employee or continues to violate the regulations after 
being requested to comply, the person shall be required to 
surrender his or her User Pass to the PTO. A written report 
of each violation and the User Pass will be submitted to 
the Assistant Commissioner for Administration for a final 
decision. User Pass replacement procedures shall be as 
specified in paragraphs 1.f. or 1.g. 

. If the Assistant Commissioner for Administration deter- 
mines that a reported violation was inadvertent or other- 
wise not intentional, the User Pass will be returned and 
no further action will be taken. In all other cases, the 
Assistant Commissioner for Administration will request 
the person involved to show cause in writing why his or 
her User Pass and visitor privileges should not be sus- 
pended or revoked. 

. A written decision will be rendered by the Assistant Com- 
missioner for Administration after consideration of any 
timely submitted response. 

. In the case of a written decision by the Assistant Commis- 
sioner for Administration adverse to a practitioner as 
defined by 37 CFR 10.1(r), a copy of the written decision 
will be forwarded to the Director of the Office of Enroll- 
ment and Discipline for whatever further action, including 
sanctions, as may be appropriate under the PTO Code of 
Professional Responsibility. 


. Factors to be Considered in Assessing Penalties. 

a. Penalties will be determined on a case by case basis. 

b. Prior violations of regulations will be considered when 
assessing whether any violation is willful, deliberate or 
intentional, and when determining the penalty to be 
imposed. 

c. Penalties may be assessed as follows, depending on cir- 
cumstances: 

(1) For a first offense: from a written warming to a 30 
day suspension of the User Pass and visitor privileges. 

(2) For a second offense: a suspension of the User Pass 
and visitor privileges from 5 days to one year. 

(3) For a third or subsequent offense: from a suspension 
of 30 days to permanent revocation of the User Pass 
and visitor privileges. 

(4) For any single serious or aggravated violation: suspen- 
sion of the User Pass and visitor privileges for up to 
one year or permanent revocation of the User Pass and 
visitor privileges. A serious or aggravated violation is 
defined as any instance involving multiple violations 
of regulations during a single event or acts which 
also constitute a violation of Federal or local criminal 
law. 


4. Record of Penalties Imposed. 

A record of penalties imposed for given violations will be 
maintained by the Assistant Commissioner for Administration. 
These records will be made available to the public upon request. 
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5. Use of Public Facilities During Suspension or After Revoca- 
tion of User Pass. 

No individual will be permitted to use the facilities specified 
in these regulations while his or her User Pass is suspended 
or revoked. 


6. Absence of Assistant Commissioner for Administration. 
In the absence of the Assistant Commissioner for Administra- 

tion, the Deputy Assistant Commissioner for Administration 

will carry out the responsibilities assigned by these regulations. 


7. Absence of Designated PTO Officials. 
In the absence of any Designated PTO Official, a Deputy 
or Acting Official will carry out the responsibilities assigned 
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8. Assistance. 

PTO employees may, when necessary, request the Security 
Officer of the Patent and Trademark Office or the Federal 
Protective Service or their contractors to provide assistance in 
carrying out their assigned responsibilities in paragraphs | and 
a 


9. Appeals. 

Decisions rendered by the Assistant Commissioner for 
Administration may be reviewed on petition to the Commis- 
sioner. 


May 11, 1987 THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 
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THE RETENTION SCHEDULE FOR TRADEMARK RECORDS 


As with most government agencies, the Patent and Trademark Office disposes of old files, papers and records pursuant to a 
specific schedule. In an effort to clarify any questions concerning the procedures for disposing of Trademark records and in 
response to public inquiries, the present Retention Schedule for Trademark Records and other records including trademark 
matters which may be of interest to the public is set forth as follows: 


International Intellectual Property Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to problems concerning 
the protection of intellectual property throughout the world. Includes correspon- 
dence with private individuals, the Department of State and other countries; 
reports, records of international meetings concerning patents; trademarks and 
other matters pertaining to the protection of intellectual property throughout 
the world; and other materials relating to international affairs. 


PERMANENT. Transfer to FRC 5 years 
after close of case. Offer to National 
Archives when 25 years old. 


Proposed Intellectual Property Legislation Files.D ocuments accumulated in 
the preparation and processing of legislation proposed by or in the interests 
of the Patent and Trademark Office. Includes drafts of legislation, reports to 
committees on introduced legislation, and comments on legislative proposals. 


PERMANENT. Transfer to FRC after 5 
years. Offer to National Archives when 25 
years old. 


Trademark Adversary Proceedings Files. Consists of Trademark Opposition, 


The past schedule to destroy after 10 years 
Cancellation, Interference, and Concurrent-Use proceedings files. 


is in the process of being changed. At this 
time, these records are not being disposed of 
pending the new amendment to this section. 


Canceled Trademark Registration Files. Consists of original application and 


Destroy 2 years after the date of cancella- 
all related correspondence. 


tion. 


Expired Trademark Registration Files. Consists of original application and all 


Destroy 2 years after expiration of registra- 
related correspondence. 


tion. 


Abandoned Trademark Application Files. Consists of original application and Destroy 2 years after date of abandonment. 
all related correspondence. 


Trademark Renewal Index. Index to trademark registration that are renewed. PERMANENT. Offer to National Archives 


when no longer needed for reference. 


Indexes to Trademark Applications. Index shows applicant’s name, serial 
number of application, filing date, name of mark description of goods, attommey’s 
name, and final disposition of the application. 

A. Applicant’s Index. PERMANENT. Offer to National Archives 
when no longer needed for reference. 
B. Serial Index. PERMANENT. Offer to National Archives 
when no longer needed for reference. 


Proceedings Index to Trademark Adversary Proceedings. Index arranged by 


type of proceeding. Shows status of proceeding prior to and immediately after 
a decision by the Board. 


Destroy 3 years after termination of the 
proceeding. 


Trademark Adversary Proceeding Records. Card file showing records of Trade- 


PERMANENT. Offer to National Archives 
mark Adversary Proceedings. 


when no longer needed for reference. 


Trademarks Published in Official Gazette. Clippings of marks from Official 
Gazette. 
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a. Those which have been opposed. 


OFFICIAL GAZETTE 


b. All others. 


Trademark Registrant's Index.Index to Trademark registrant’s name, includes 
serial and registration numbers, date of registration, line of goods and other 
related information. 


Class of Goods Index. Card index used to indicate into what class any conceiv- 
able goods may fall. 


Index to Trademark Trial and Appeal Board Cases. Record of trademark trial 
and appeal board cases. 


Public Advisory Committee for Trademark Affairs Files. 


a. Agenda, minutes, correspondence, reports and related supporting files. 


b. Paper and reference materials. 


Seminar in Trademark Practice and Procedure Files. Record set of training 
materials used in training trademark examiners. 


Trademark Petitions Files. Petitions to the Commissioner relating to trademarks 
with related materials. 


a. Original Petitions in trademark case file. 


b. Other copies. 


Trademark Protest Letters. Letters of protest to the Commissioner related to 
trademarks. 


International Patent and Trademark Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to international patent 
and trademark programs. 


a. Records that supplement the International Property Activities Case Files 
(Item 103). 


b. Other materials. 


International Intellectual Property Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to problems concerning 
the protection of intellectual property throughout the world. Includes correspon- 
dence with private individuals, the Department of State and other countries; 
reports; records of international meetings concerning patents, trademarks and 
other matters pertaining to the protection of intellectual property throughout 
the world; and other materials relating to international affairs. 


Proposed Intellectual Property Legislation Files. Documents accumulated in 
the preparation and processing of legislation proposed by or in the interest of 
the Patent and Trademark Office. Includes drafts or legislation, reports to 
committees on introduced legislation, and comments on legislative proposals. 


Bulky Trademark Specimens. Trademark applications specimens which do not 
strictly meet the basic requirements for physical form of specimens which 
State: 


1. That they be made of material suitable for being placed inside a manila 
file wrapper. 

2. That they be capable of being arranged flat, such as being folded. 

3. That they be of a size not to exceed 8 1/2 inches wide by 13 inches long. 
(Rule 2.56). 


These requirements provide for specimens which will fit inside the applica- 
tion file wrapper, which is 9 x 14 inches in size and which will conveniently 
expand to about one inch thickness. 
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Retain in agency until no longer needed for 
reference. 


Destroy when mark is registered. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


Destroy after information transferred to 
magnetic media. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


PERMANENT. Transfer to Federal 
Records when 10 years old. Offer to 
National Archives when 25 years old. 


Destroy when 10 years old or no longer 
needed for reference, whichever is sooner. 


PERMANENT. Transfer to Federal 
Records Center when 10 years old. Offer 
to National Archives when 25 years old. 


Dispose of with related case file. 


Destroy when 2 years old. 


Destroy when no longer needed or when 
three years old, whichever is earlier. 


PERMANENT. Transfer to office respon- 
sible for international affairs after case is 
closed. 


Destroy 5 years after close of case or 
sooner if no longer needed. 


PERMANENT. Transfer to FRC 5 years 
after close of case. Offer to National 
Archives when 25 years old. 


PERMANENT. Transfer to FRC after 5 
years. Offer to National Archives when 25 
years old. 


Destroy 30 days after applicant is notified 
that the specimens are unacceptable, unless 
picked up sooner by the applicant. 
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Specimens which do not meet the above requirements are referred to as 
“bulky” specimens and the Examiner must require that they be replaced by 
specimens of acceptable size and shape. 


February 28, 1979 


SAUL LEFKOWITZ 
Acting Assistant Commissioner 
for Trademarks 
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(192) Proposed Records Control Schedule 


As with most government agencies, the Patent and Trade- 
mark Office periodically updates the schedule it uses to dispose 
of old files, papers and records. Set forth below is a recent 
update of the Patent and Trademark Office’s Records Control 
Schedule. The schedule is currently being reviewed by the 
National Archives and Records Administration and, following 
its approval, will constitute the basis for disposing of Patent 
and Trademark Office records. 

Any comments or questions related to the proposed schedule 
should be directed to John Hassett, (703) 557-0183. Written 
comments should be mailed to: 


John Hassett, Director 
Patent and Trademark Office 
Crystal Piz. 1, Lobby 
Washington, D.C. 20231 


June 17, 1986 THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


Commissioner’s and Deputy Commissioner’s Records 


. Commissioner’ s Correspondence and Subject Files. Corre- 
spondence to and from other public officials, members of 
the public, and the Patent and Tradmark Office staff; reports; 
special investigations and survey reports; and related mate- 
rials. (See index under Item 3). 

PERMANENT. Transfer to Federal Records Center 
when 5 years old. Offer to National Archives when 25 
years old. 

. Reports to the Commissioner. Reports received by the Com- 
missioner from the Patent and Trademark Office staff and 
maintained as separate series. 

PERMANENT. Transfer to Federal Records Center 
when 5 years old. Offer to National Archives when 25 
years old. 

. Index to Commissioner’ s Correspondence and Subject Files. 
Card index to records described under Item 1. 

PERMANENT. Transfer to Federal Records Center with 
related files. Offer to National Archives with related 
files. 

. Deputy Commissioner’ s Correspondence and Subject Files. 
Correspondence to and from other public officials, members 
of the public, and the Patent and Trademark Office staff, 
with related materials (exclusive of records retained in Item 
1). 

PERMANENT. Transfer to Federal Records Center 
when 5 years old. Offer to National Archives when 25 
years old. 

. Policy Documentation Files. Formal policy and procedural 
issuances, current and obsolete, such as organizational charts, 
regulations, orders, circulars, manuals, and other types of 
directives, with related forms, recommendations, endorse- 
ments, clearances and comments. 

PERMANENT. Transfer to FRC when obsolete. Offer 
to National Archives when 25 years old. 

. Work-F low Control and/or Statistical Reports Files. Various 
periodic statistical reports used to show the flow of work 
through the Patent and Trademark Office and the printers, 
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such as PALM, TRAM, PMS Statistical Reports on Patents 
to printers, and similar reports. 
Destroy when 5 years old or sooner if no longer needed. 


7. Production and Pendency Reports Files. Quarterly, monthly, 


and biweekly statistical reports prepared to show the produc- 
tion and quality output of examiners and clerks and the status 
of the assigned projects. Reports are mainly used to evaluate 
the efficiency of personnel for promotion purposes. 
a. Office of Assistant Commissioners or equivalent. 
Transfer to FRC when 5 years old. Destroy when 10 years. 
b. Other Offices. 
Destroy when updated report is received. 

. Special Studies Files. Report on special studies surveys, and 
inspections of operations, management and systems with 
related papers showing their inception, scope, procedure and 
results. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 25 years old. 

. Narrative and Statistical Reports Files. Annual or other 
periodic narrative and statistical reports. 

a. Reports to the Office of the Commissioner and the Offices 
of the Assistant Commissioners. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to the National Archives when 25 years old. 

b. Other Offices. 
Destroy when 5 years old. 

10. Internal Administrative Files. Administrative operations 
files of organizational offices, consisting of: 

a. Correspondence concerming routine or temporary internal 
administrative matters. 
Destroy when 2 years old. 
. Office personnel files. 
Destroy after separation of employee. 
. Completed requisitions for services, supplies and equip- 
ment, and travel documents. 
Destroy | year after action is completed. 
. Records pertaining to charity drives, bond campaigns, 
blood donations, and other voluntary activities. 
Destroy on completion of program. 
e. Hand receipt files. 
Destroy when property is accounted for. 
f. Suspense files. 
Destroy when purpose is served. 
g. Chronological files. 
Destroy when 2 years old. 

11. Program Planning and Evaluation Files. Files showing the 
overall development of Patent and Trademark Office plans 
and the evaluation of their effectiveness. Included are one 
copy of each staff study, evaluation report, system study, 
and related correspondence and background materials. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 30 years old. 

12. Surplus Property Case Files. ment _ on disposal of 
surplus real and related personal pro; 

Transfer to FRC 3 years aud 2 Of file. Destroy 10 
years after close of file. 

13. Excess Real Property Reports. Reports of real property 
with related papers. 

Destroy when 10 years old. 

14. Budget Policy and Procedure Correspondence Files. Corre- 
spondence files showing Patent and Trademark Office policy 
and procedure governing budget administration, and 
reflecting expenditures for Patent and Trademark Office pro- 
grams. 
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PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 25 years old. 

15. Budget Estimates Files. File copies of budget estimated 
comprising appropriation language sheets, narrative state- 
ments, and related schedules and data. 

PERMANENT. Transfer to FRC after 10 years. Offer 
to National Archives when 25 years old. 

16. Records Disposition Files. Descriptive inventories, disposal 
authorizations, schedules for retirement of records and corre- 
spondence or memoranda relating to revisions. 

PERMANENT. Offer to National Archives when 25 
years old or when no longer needed, whichever is longer. 

17. Forms Files. One copy of each form with data showing 
the inception and scope of the form, the program or adminis- 
trative purpose of the form, and the related procedure insti- 
tuted, revised, superseded, or canceled. 

PERMANENT. Offer to National Archives when 25 
years old or when no longer needed, whichever is longer. 

18. Systems Development Program Files. Program documents, 
schedules, and correspondence pertaining to the execution, 
review, and analysis of Patent Office research and develop- 
ment programs, and relating to the general planning and 
supervision of the programs. 

PERMANENT. Transfer to FRC 5 years after comple- 
tion to program. Offer to National Archives 20 years 
later or when 25 years old, whichever is sooner. 

19. Systems Development Task Force, Committee, and Board 
Files. Agendas, directives, minutes of meetings, and related 
papers, of Task Forces, Committees, Board, etc. of which 
the Patent Office serves as Secretary, or Chairman thereof. 

PERMANENT. Transfer to FRC 5 years after close of 
file. Offer to National Archives 20 years later or after 
25 years old, whichever is sooner. 

20. Technical Report Files. One copy of each technical report 
of unpublished manuscript or report prepared in connection 
with a project, terminal narratives, statistical and graphic 
complications, summarizations, analyses, and related papers. 

PERMANENT. Transfer to FRC when 5 years old. Offer 
to National Archives when 25 years old. 

21. Systems Development Project Case Files. Project case files 
reflecting a complete history of each project from initiation 
through research, development, design, and testing to com- 
pletion. 

PERMANENT. Transfer to FRC 5 years after comple- 
tion or termination of project. Offer to National 
Archives when 25 years old. 


ADP Records 
(also in GRS 20) 


22. ADP Planning Documents Files. Planning documents 

consisting of master plan, feasibility studies with associated 

charts and diagrams, and supporting data that reflect on 

characteristics of the data automation activity. 
PERMANENT. When no longer needed or used offer 
to National Archives with related materials. 

23. ADP Program Management Files. Program management 
documents consisting of the development of plans, policy, 
and procedures governing the conversion of electrical 
machine operations and the supervision, control, coordina- 
tion, and operation of the mechanization pi 5 

PERMANENT. Offer to National Archives with related 
materials. 

24. ADP Standardizations Files. Standardization files con- 
sisting of data elements and codes, standardization requests, 
and jusification for all data systems developed by or for the 
Patent Office. 

PERMANENT. Offer to National Archives with related 
materials. 

25. ADP Data Systems Planning Files. Documents containing 
definition of the system. 

PERMANENT. Offer to National Archives with related 
materials. 

26. ADP Information Retrieval System Master Reference File. 
Magnetic media containing an index to patents and trade- 
marks and publications. 

PERMANENT. Offer to National Archives on termina- 
tion of Patent and Trademark Office. 
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27. Publication Tape File. Magnetic media which are repro- 
duced and disseminated as publication or used for repro- 
ducing a printed publication. 

PERMANENT. Offer to National Archives whenpubli- 
cation needs cease. 


Patent Records 


28. Advertising Files. Copies of proposed advertising matter, 
circulars, letters, cards, and related correspondence intended 
to solicit patent business and submitted by registrants as 
required by regulations. 

Destroy when 25 years old. 

29. Complaint Files. Case files relating to complaints made 
against attorneys registered to practice before the Patent 
Office. 

Destroy on death of attorney. 

30. Board of Appeals Decisions Files. Copies of Board of 
Appeals decisions with related background materials. 

a. Cases patented. 
Destroy 10 years after patent issued. 
b. All others. 
Destroy 10 years after appeal is decided. 

31. Indexes to Appeal Cases. Indexes, arranged in various ways, 
to the appeal cases. 

Destroy 30 years after date of appeal. 

32. Declaration of Assistance Received Files. Form received 
from applicants showing assistance received, if any, in the 
preparation of application for patent (PTOL-284). 

33. Academy Lecture Files. Lectures prepared by the Staff for 
presentation at the Academy. (These lectures are updated 
periodically to reflect the changing views of the Patent and 
Trademark Office) 

a. Historical Sample 
PERMANENT. Retain | copy of each basic lecture and 
of any major changes made to it. Offer to NARS when 
25 years old. 

b. All other copies. 
Destroy when obsolete. 

34. Academy Training Sessions Files. Background materials 
relating to each session of the Patent Office Academy, 
including names of attendees and instructors, schedule of 
classes, evaluation sheets, and related materials. 

PERMANENT. Offer to National Archives when 25 
years old. 

35. Academy Examinations Files. Completed examinations of 
persons attending the Academy. 

Destroy when | year old. 

36. Academy Application Files. Applications for training in the 
Academy, including memoranda of agreement and personal 
history statements. 

Destroy when 2 years old. 

37. Academy Correspondence File. Correspondence relating to 

the courses offered by the Patent Office Academy. 
Destroy when 5 years old. 
38. Disclosure Document File. Documents submitted by inven- 
tors as evidence of the date of conception of an invention. 
a. Disclosure Documents referred to in a separate letter in 
a related patent application filed within two years. 
Dispose of with related patent application. 

b. Disclosure Documents not referred to. 
Destroy when 2 years old. 

39. Disclosure Documents Index. Cross-reference index to Dis- 
closure Documents maintained by inventor’s name and 
includes DD number and date of receipt. 

Destroy with related DD’s. 

40. Index to Patents Available for License or Sale. Index created 
when a patent is made available for license or sale, issued 
to the U.S. Government or dedicated to the Public. 

Destroy when no longer needed for reference. 

41. General Correspondence File. Consists mainly of inquiries 
and requests for information and publications. Also includes 
correspondence regarding the “Register of Patents Available 
for License or Sale.” 

Destroy when 3 years old. 

42. Foreign Filing Licensing Documents. Petitions to the Com- 
missioner of Patents and Trademarks for license to file appli- 
cations for patents in foreign countries. 

Destroy 25 years after date of issue. 
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43. Indexes to Foreign Filing Licensing Documents. Indexes 

to licensing documents described in Item 43. 
Destroy 25 years after issue. 

44. Transmittals to Other Agencies Files. Copies of transmittal 
letters to other agencies enclosing correspondence and related 
enclosures sent to the Patent and Trademark Office for ser- 
vices rendered by other agencies, such as copyright informa- 
tion and requests for publications from the Government 
Printing Office. 

Destroy when | year old. 

45. D-1 Files. Files relating to patent applications which may 
have a bearing on national security. Files usually consist of 
form listing serial number of application filing date, exam- 
ining unit, title of invention, attorney assignee, and the con- 
currences listing the recommendation, signature, agency, and 
date; a memorandum summary indicating whether a secrecy 
order is required; the defense agency’s request for a secrecy 
order, the secrecy order issued; and related materials. 

Destroy 35 years after date of receipt for review. 

46. Drawing Correction Slips. Index arranged by serial number 
of application and used to locate orders for correction of 
drawings. 

Destroy when 2 years old. 

47. Inventor's Index to Patent Applications. Index arranged 
alphabetically by name of the inventor. Each slip shows the 
inventor’s name and residence, title of the invention, name 
and address of the attorney, application serial number and 
the filing date of the application. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

48. Numerical (serial) Index to Patent Applications. Index 
arranged by the serial number assigned to the application. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

49. Assignment Document Files and Index. Copies of docu- 
ments assigning and transferring from one party to another 
the rights, title, and interest to trademarks and inventions 
and the letters patent obtained therefrom with related indexes. 

PERMANENT. Offer to the National Archives when no 
longer needed for current business. 

50. Indexes to Government Interests. Indexes to patents in 
which the Federal government has an interest by virtue of 
either of ownership of the application or resulting patent, 
thru assignment, or receipt of a license. 
a.Government Agency Index. 

PERMANENT. Offer to National Archives when no longer 
needed for reference. 
b. Patent Number Index. 
Destroy when no longer needed for reference. 
c. Assignor Index. 
Destroy when no longer needed for reference. 

51. Petitions to the Commissioner. Petitions to the Commis- 
sioner concerning patent applications. 
a. Original petitions in patent case file. 

Dispose of with related case file. 
b. Other copies. 
Destroy when 2 years old. 

52. Patent Protest Letters. Protest to the grant of a patent (Rule 

291). 
a. Letters filed in patent case file. 
Dispose of with related case file. 
b. Others. 
Destroy when 5 years old. 

53. Patent Docket Cards. Cards used to control patent applica- 
tions. 

Destroy when 6 months old. 

54. Classifications Definitions Files. One copy of each issuance 
of Classifications Definitions, with related background 


rs. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 30 years old. 

55. Canceled Drawings. Drawings that were canceled because 
they did not meet Patent and Trademark Office specifica- 
tions. Copy of drawing is filed with application. 

Destroy 5 years after filing date. 

56. Abandoned Patent Application Files. Patent applications 

that did not result in a patent. 
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a. Those that are retained because they are referred to in 
another application that may have become patented. 
Dispose of with patent file in which cited. 
b. All others. 
Destroy when 20 years old. 

57. Patent Files. Case files showing the prosecution of applica- 
tion for, and the granting of, a patent. Includes the original 
application, copy of drawing, and all material relating to the 
prosecution of the application and subsequent actions by the 
Patent and Trademark Office. 

a. Files selected by the Commissioner of Patents and Trade- 
marks or the Archivist of the U.S. 
PERMANENT. Transfer to Federal Records Center when 
10 years old. Offer to National Archives when 40 years 
old. 

b. All others. 
Destroy when 35 years old. 

58. Patent File Charge-out Records. Record showing name of 
person charging out a patent file. 

Destroy after file is retuned and all papers are deter- 
mined to be in file. 

59. Statistical Reports on Patents to Printers Files. Weekly 
Statistical report to management concerning the number of 
patents sent to the printers and the amount of backlog. 

a. Original Report. 
Destroy when 5 years old. 
b. Operating Unit Copy. 
Destroy when 2 years old. 

60. Quality Review of Sample of Allowed Applications. Records 
relating to the examination of allowed applications sampled 
for quality review, includes query to the examining group 
and their reply. 

Destroy | year after ultimate disposition of related case. 

61. Sample Pull-Rate Files. Form showing which of the allowed 
applications are to be selected for the quality review sample, 
includes the pull rate and list of applications by serial number. 

Destroy when 1 year old. 

62. Printer-Waiting Register Files. Register showing status of 

Query Disposition Records return to a group for reply. 
Destroy when | year old. 

63. Query Disposition Record Files. Form used to return printer- 

waiting cases to a group for answer to a specific query. 
Destroy 6 months after query is returned. 

64. Batch Control Sheet for Allowed Cases Files. Form uses 
as input to PALM System showing routing control and batch 
contents, such as PTO Form 1238-1. 

Destroy when | year old. 

65. Checklist for Applications Allowed by Examiner File. Form 
used in completing a final review of allowed applications 
before sending to the printer, such as PTO Form 1167. 

Destroy when | year old. 

66. Patent Interference Files. Case files produced in the process 
of resolving of adjudicating conflicts arising between parties 
in this matter of priority of invention. 

a. Cases that reach the hearing stage. 
PERMANENT. Transfer to Federal Records Center when 
10 years old. Offer to National Archives when 40 years 
old. 

b. Cases that are abandoned before reaching a hearing. 
Destroy when 40 years old. 

67. Board of Interference Decisions. Copies of Board of Inter- 
ference Decisions. 

PERMANENT. Offer to the National Archives when 40 
years old. 

68. Index to Patent Interferences. Arranged numerically by 
interference number. Shows names of parties involved, appli- 
cation serial number and/or patent numbers involved, subject 
of interference, sections, date of hearings, decisions rendered, 
and other remarks. 

PERMANENT. Offer to National Archives when 40 
years old. 

69. Index to Interference Exhibits. Describes exhibits in each 
interference. 

Destroy when 40 years old. 

70. Proceedings Under AEC and NASA Acts. Separate series 

of interference files relating to the SEC and NASA Acts. 
Dispose of with related patent files. 
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71. Settlement Agreements. Files relating to the settlement 
agreed to by parties in the interference. 

Dispose of with related interference case file. 

72. Court Cases. Proceedings in cases where the Commissioner 
is a party of a civil suit. 

a. Cases selected by the Solicitor as being precedent setting 
or of historical or political significance. 
PERMANENT. Offer to the National Archives when 30 
years old. 

b. All other cases. 
Destroy when 30 years old. 

73. Index to Court Cases. Card index to cases described under 
Item 72. 

Retain in agency until no longer needed for reference. 

74. Roster of Registered Patent Attorneys and Agents. Printout 
listing registered patent attorneys and agents. 

Destroy after undated listing is received. 

75. Case Folders of Registered Attorneys and Agents. Applica- 
tion folders of the attorneys, agents, or firms registered to 
practice before the Patent and Trademark Office. 

Destroy on death of attorney or agent. 

76. Unsuccessful Application for Registration to Practice 
before the Patent and Trademark Office. Application folders 
of those applicants who failed to be registered. 

Destroy 5 years after date of examination. 

77. Examination Papers of Applicants for Registration. Exami- 
nation answer papers to applications for registration to prac- 
tice before the Patent and Trademark Office. 

Destroy after grades are recorded. 


Trademark Records 


78. Trademark Examiners Work Reports. Records showing 
amount of work processed by examiners in a given time. 
Used to evaluate examiners work and progress. 

Destroy when 5 years old. 

79. Trademark Adversary Proceedings Files. Consists of Trade- 
mark Opposition, Cancellation, Interference, and Concur- 
rent-Use proceedings files. 

Destroy when 25 years old. Check with the Chairman 
of the Trademark Trial and Appeal Board before 
destruction. General Services should generate a list of 
files to be destroyed and send to the Search Room to 
destroy matching cards in Adversary Proceeding file. 

80. Canceled Trademark Registration Files. Consists of orig- 

inal application and all related correspondence. 
Destroy 2 years after the date of cancellation. 

81. Expired Trademark Registration Files. Consists of original 
application and all related correspondence. 

Destroy 2 years after expiration of registration. 

82. Abandoned Trademark Application Files. Consists of orig- 
inal application and all related correspondence. 

Destroy 2 years after date of abandonment. 

83. Trademark Renewal Index. Index to trademark registrations 
that are renewed. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

84. Indexes to Trademark Applications. Index shows appli- 
cant’s name, serial number of application, filing date, name 
of mark description of goods, attommey’s name, and final 
disposition of the application. 

a. Applicant’s Index. 
PERMANENT. Offer to National Archives when no longer 
needed for reference. 

b. Serial Index. 
PERMANENT. Offer to National Archives when no longer 
needed for reference. 

85. Proceedings Index to Trademark Adversary Proceedings. 
Index in the Trademark Public Search Library arranged by 
type of proceeding. 

Destroy card from list sent by the Warehouse after 
matching Adversary Proceeding file is destroyed. 

86. Trademark Adversary Proceedings Records. Card file main- 
tained at the Trademark Trial and Appeal Board, showing 
records of Trademark Adversary Proceedings, with informa- 
tion on mark, parties, disposition, termination date, etc. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 
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87. Trademark Registrant's Index. Index to Trademark regis- 
trant’s name, includes serial and registration numbers, date 
of registration, line of goods and other related information. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

88. Index to Trademark Trial and Appeal Board Ex Parte 
Cases. Record of Trademark Trial and Appeal Board cases 
in ex parte appeals. 

PERMANENT. Offer to National Archives when no 
longer needed for references. 

89. Public Advisory Committee for Trademark Affairs Files. 
Agenda, minutes, correspondence, reports, working papers, 
reference materials, and related supporting files. 

Destroy when 10 years old or no longer needed for 
reference. 

90. Trademark Petitions Files. Petitions and decisions to the 
Commissioner relating to trademarks, with related materials. 
a. Original Petitions in trademark case file. 

Dispose of with related case file. 

b. Copies of petition decisions in petition number order and 
in subject order in the Assistant Commissioner’s Office. 
PERMANENT. Offer to the National Archives when no 
longer needed for references. 

c. Other copies. 

Destroy when 2 years old. 

91. Trademark Protest Letters. Letters of protest to the Commis- 
sioner related to trademarks. 

Destroy when no longer needed or when three years 
old, whichever is earlier. 


Public Information and Service Records 

92. International Intellectual Property Activities Case Files. 
Project case files showing Patent and Trademark Office 
activity relating to problems conceming the protection of 
intellectual property throughout the world. Includes corre- 
spondence with private individuals, the Department of State 
and other countries; reports; records of international meetings 
concerning patents, trademarks and other matters pertaining 
to the protection of intellectual property throughout the 
world; and other materials relating to international affairs. 

PERMANENT. Transfer to FRC 5 years after close of 

case. Offer to National Archives when 25 years old. 

93. Proposed Intellectual Property Legislation Files. Docu- 
ments accumulated in the preparation and processing of legis- 
lation proposed by or in the interest of the Patent and 
Trademark Office. Includes drafts of legislation, reports to 
committees on introduced legislation, and comments on leg- 
islative proposals. 

PERMANENT. Transfer to FRC after 5 years. Offer to 
National Archives when 25 years old. 

94. Printed Articles Files. Articles submitted for clearance and 
printed in magazines, journals, and other information media, 
including related background materials. 

Destroy when 10 years old. 

95. Public Affairs Report. Weekly, monthly, and quarterly 
reports relating to public affairs activities prepared for the 
Department of Commerce. 

Destroy when 6 months old. 

96. Speakers Files. Correspondence, schedules, travel material 
and related records concerning the scheduling of Patent and 
Trademark Office speakers. 

Destroy when 3 years old. 

97. Exhibit Files. Correspondence, photographs, reports and 
related materials concerning major exhibits developed by the 
Patent and Trademark Office, such as the 175th anniversary 
exhibit. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to the National Archives when 30 years old. 

98. Photograph Files. Photographs of key Patent and Trade- 
mark Office officials, major exhibits and other subjects that 
related to the functioning of the Patent and Trademark Office. 
Includes the negative and one positive print. 

PERMANENT. Offer for transfer to the National 
Archives when 20 years old. 

99. Publications Files. Official record copy of each publication 
that contributes to an understanding of the organization and 
functioning of the Patent and Trademark Office. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 30 years old. 
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100. Speech Files. Official records copy of each speech given 
by the Commissioner and other Patent and Trademark Office 
executives. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to the National Archives when 30 years old. 

101. News Release Files. Official records copy of each new 
release. 

PERMANENT. Transfer to Federal Records Center 
when 10 years old. Offer to National Archives when 
30 years old. 

102. Patents Received and Files Register. Register showing 
date and number of patent cases received in search room 
and date filed. 

Destroy 2 years after date of last entry in volume. 

103. Reports on Search Room Activities Files. Weekly, monthly 
and other periodic reports showing production and general 
activities of the public search room, with related background 
Papers. 

a. Original Report. 
Destroy when | year old. 
b. Operating Office Copy. 
Destroy when 2 years old. 

104. Patent and Trademark Reproduction Copy Files. The 
master copy of patents and trademarks used for the photore- 
production of sales copies, includes original drawings and 
specifications. 

Transfer to FRC when 10 years old. Destroy when 20 
years old. 

105. Reprint Requisition File. Requisitions, such as PTO Form 
228, used for ordering the reprint or printed patents or trade- 
marks after current stock is depleted. 

Destroy when | year old. 

106. Sales Journal. Shows statistical information on sales of 

copies of patents and trademarks. 
Destroy when 5 years old. 

107. Correspondence and Sale Control Records. Records used 
to control the flow of correspondence and sale of printed 
materials. 

Destroy when | year old. 

108. Requests for Publications. Correspondence requesting 

copies of certain publications and other printed materials. 
Returm requests with ordered materials. 

109. Microform Files. Microform copies of applications as 
filed, printed patent files and printed trademark files. 

a. Master microfilm files. (Certified as processed under 41 
CFR 101-11.504) 
PERMANENT. Transfer to classified site. Offer to 
National Archives when 25 years old. 

b. All other microform copies 
Non-Records 

110. Charged-Out Slips File. Slips recording the charge-out of 
records to Patent and Trademark Office employees and the 
public, such as PTO Forms 124, 125, and 271. 

Destroy when records are returned. 

111. Binding Instructions. Cards showing instructions on how 
the various publications received by the library are to be 
bound. 

Destroy when no longer needed. 

112. Charge-out Files of Library Materials. Sets of 3x 5” 
cards showing records of library materials on temporary or 
indefinite loan to researchers or Patent and Trademark Office 
staff. 

Destroy when obsolete or on return of book. 

113. Interlibrary Loans Files. Records of books borrowed from 
other libraries. 

Destroy 2 years after return of book. 

114. Library Serial Order Cards. 3”x 5” cards used to record 
purchase of journals, magazines, etc. 

Destroy when no longer needed for reference. 

115. Library Book Order Cards. 3”x 5” cards showing book 
purchases. 

Destroy when no longer needed for reference. 

116. Foreign Patent Accession Register. Bound volumes 
arranged by country. Each shows the patent number and the 
date that copy was received in the Patent and Trademark 
Office. 

Destroy when no longer needed for reference. 

117. Inventor's Index. Arranged alphabetically by name of 

inventor. Shows name and address of inventor, title of inven- 
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tion, serial number of application, patent number, date of 

issuance, attorney, and assignee. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

118. PTO Procurement Files. Contract, requisition, purchase 
order, lease, and bond and surety records, including corre- 
spondence and related papers pertaining to award, adminis- 
tration, receipt, inspection and payment (other than those 
covered in Items 1, 2, 13, and 15). 

a. Procurement or purchase organization copy, and related 
papers. 

1.Transactions of more than $10,000 and all construc- 
tion contracts exceeding $2,000. 
Destroy 6 years and 3 months after final payment. 
2. Transactions of $10,000 or less and construction 
contracts under $2,000. 
Destroy 3 years after final payment. (Close file at the end 
of the fiscal year, retain 3 years and destroy, except that 
files on which actions are pending shall be brought forward 
to the next fiscal years’s files for destruction therewith.) 
b. Obligation copy. 
Destroy when funds are obligated. 

c. Other copies of record described above used by component 
elements of a procurement office for administrative pur- 
poses. 

Destroy upon termination or completion. 
Solicited and Unsolicited Bids and Proposals Files. 
. Successful bids and proposals. 
Destroy with related contract case files (see item 118 of 
this schedule.) 
. Solicited and unsolicited unsuccessful bids and proposals. 
1. When filed separately from contract case files. 
Destroy when related contract is completed. 
2. When filed with contract case files. 
Destroy with related contract case files (see item 118 of 
this schedule.) 
. Cancelled Solicitations Files. 
1. Formal solicitations of offers to provide products or 
services (e.g., Invitations for Bids, Requests for Pro- 
posals, Requests for Quotations) which were cancelled 
prior to award of a contract. The files include presolicita- 
tion documentation on the requirement, any offers 
which were opened prior to the cancellation, documen- 
tation on any government action up to the time of cancel- 
lation, and evidence of the cancellation. 
Destroy 5 years after date of cancellation. 
2. Unopened Bids. 
Retum to bidder. 
d. Lists or Card Files of Acceptable Bidders. 
Destroy when superseded or obsolete. 

120. Public Printer Files. Records relating to requisitions on 
the Printer, and all supporting papers. 

a. Printing procurement unit copy of requisition, invoice, 
specifications, and related papers. 

Destroy 3 years after completion or cancellation of requisi- 
tion. 

b. Accounting copy of requisition. 

Destroy 3 years after period covered by related account. 


Non Record Materials 


The Records Disposal Act of 1943, as amended, states that 
“library and museum material made or acquired and pre- 
served solely for reference or exhibition purposes, extra 
copies of documents preserved only for convenience of refer- 
ence, and stocks of publications and of processed documents 
are not included within the definition of the word ‘records’ 
as used in this Act.” Non-record material is disposed of as 
soon as its purpose is served. The following list consists of 
those non-record materials that are unique to the Patent and 
Trademark Office. 

121. Foreign Patents. Copies of patents issued by foreign 
countries. 

122. Translation of Foreign Patents and Publications and 
Related Indexes. Typewritten copies of translations and 
related indexes. 

123. Card Catalogs. 3”x 5” cards used as finding aids to the 
library. 
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124. Patent Examiner’ s Search Files. Reference file used by 
examiners in processing applications. Arranged by class and 
subclass and consist of U.S. patents, foreign patents, extracts 
from publications, and other materials relating to a certain 
class orsubclass. 

125. Printed Trademark Registrations Reference Files. Digest 
of Registered marks consisting of a set of registered work 
marks arranged alphabetically and secondarily by trademark 
registrationnumber, a set of registrations comprising sym- 
bols, arranged according to the classification of the goods 
or services with which they are used; of registration arranged 
by registration number. 

126. Numerical Index to Patent Classification. Arranged 
numerically by patent number and shows the class and sub- 
class assignment of each patent. 
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127. Shelf List of Classified Patents. Listing of all U.S. Patent- 
numbers comprising, respectively, the “original” and “cross 
reference” classification of patents according to the official- 
classification of the Patent and Trademark Office. 

128. Public Search Files of U.S. Patents. Printed or microfilm- 
copies of U.S. Patents arranged in two series: 1) numerically 
byclass and subclass assignment, and secondarily by patent 
number and2) numerically by patent number. 

129. Legislative History Files. Consist mainly of copies 
ofpublished materials relating to legislation that is of interest 
tothe Patent and Trademark Office. Includes copies of bills, 
publiclaws, Federal Register, Congressional Record, and 
similar materials. 


Patent and Trademark Office Records Schedule Index 


Item Description 


Abandoned Patent Application Files 
Abandoned Trademark Application Files.. 
Academy Application Files 

Academy Correspondence File 

Academy Examinations Files 

Academy Lecture Files 

Academy Training Sessions Files 

ADP Data Systems Planning Files 

ADP Information Retrieval System Master Reference File 
ADP Planning Documents Files 

ADP Program Management Files 

ADP Standardizations Files ............ 
Advertising Files 

Assignment Document Files and Index 


Item No. 


56. 
82. 
36. 
37. 
35. 
33. 
34. 
25. 
26. 
22. 
23. 
24. 
28. 
49. 


Attomeys and Agents Registered to Practice Before the U.S. Patent and Trademark Office Roster... 74. 


Batch Control Sheet for Allowed Cases Files 
Binding Instructions 

Board of Appeals Decision Files.... 

Board of Interference Decisions 

Budget Estimates Fiies 

Budget Policy and Procedures Correspondence Files 


Cancelled Drawings 

Cancelled Trademark Registration Files.... 

Card Catalogs 

Case Folders of Registered Attomeys and Agents 
Charge-Out Files of Library Materials 

Charge-Out Slips File 

Checklist for Applications Allowed by Examiner File 
Classifications Definitions Files 

Commissioner’s Correspondence and Subject File.... 
Complaint Files (Against Registered Attorneys) ....... 
Correspondence and Sale Control Records 


International Intellectual Property Activities Case File 
Inventor’s Index 


Legislative History Files 
Library Book Order Cards 


Master Drawings and Specification 
Microform Files 


Narrative and Statistical Reports Files 

News Release Files 

Numerical Index to Patent Classification 
Numerical (serial) Index to Patent Applications 


Patent and Trademark Copies Sales Journal 
Patent and Trademark Drawings and Specifications 


Patent and Trademark Reproduction Copy Files (Master Drawings 
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Item Description Item No. 


Patent File Charge-Out Records 

Patent Files 

Patent Interference Files 

Patent Interference Settlement Agreements 
Patent Protest Letters. 


Photograph Files 

Policy Documentation Files... 

Printed Articles Files 

Printed Trademark Registrations Reference Files 
Printer-Waiting Register Files 

Proceedings Index to Trademark Adversary Proceedings 
Proceedings Under AEC and NASA Acts 

Production and Pendency Reports Files 

Program Planning and Evaluation Files 

Proposed Intellectual Property Legislation Files... 

PTO Procurement Files 

Public Advisory Committee for Trademark Affairs Files 
Public Affairs Report 

Publications Files 

Public Printer Files 

Publication Tape File 

Public Search Files of U.S. Patents 


Quality Review of Sample of Allowed Applications 
Query Disposition Record Files 

Records Charge-Out Slips Files.... 

Records Disposition Files 

Registered Attomeys and Agents Roster.... 

Reports on Search Room Activities Files .. 

Reports to the Commissioner 

Reprint Requisition File 

Requests for Publications 

Roster of Registered Patent Attorneys and Agents. 


Sales Journal (on Patent and Trademark Copies) 

Sample Pull-Rate Files (Allowed Applications for Quality Review) 
Settlement Agreements (in Patent Interference Cases) 

Shelf List of Classified Patents 

Solicited and Unsolicited Bids and Proposals Files. 

Speakers Files 

Special Studies Files 

Speech Files (Commissioner and Patent and Trademark Executives) .... 
Statistical Reports and/or Work Control Files 

Statistical Reports on Patents to Printers Files 

Surplus Property Case Files 

Systems Development Program Files 

Systems Development Project Case Files 

Systems Development Task Force, Committee and Board Files 


Technical Report Files 

Trademark Adversary Proceedings Files 

Trademark Adversary Proceedings Records 

Trademark Examiners Work Reports 

Trademark Petitions Files 

Trademark Protest Letters 

Trademark Registrant’s Index 

Trademark Renewal Index 

Translation of Foreign Patents and Publications and Related Indexes... 
Transmittals to Other Agencies Files 


Unsuccessful Application for Registration to Practice Before the Patent and Trademark Office 
Work-Flow Control and/or Statistical Reports Files 


[1068 TMOG 5] 
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(193) Service by Publication 

A petition to cancel the registration identified below having 
been filed, and the notice of such proceeding sent by certified 
mail to registrant at the last known address having been returned 
by the Postal Service as undeliverable, notice is hereby given 
that unless the registrant listed herein, its assigns or legal repre- 
sentatives, shall enter an appearance within thirty days of this 
publication, the cancellation will proceed as in the case of 
default. 


Capitol Products Corp., Mechanicsburg, Pa., Reg. No. 
1,122,785, for the mark “SUNBELT”, Canc. No. 26,174. 


JEAN BROWN 

Technical Program Manager 
Trademark Trial 

and Appeal Board, for 
ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
for Trademarks 


[1214 TMOG 145] 


(194) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 2 and 3 


RIN 0651-AA87 


Miscellaneous Changes to 


Trademark Trial and Appeal Board Rules; 
Correction 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Correcting amendment. 


SUMMARY: This document contains corrections to the rules 
relating to discovery, motions, and the fee for recording docu- 
ments, and to the title of Part 3 of Volume 37 of the Code of 
Federal Regulations. 


EFFECTIVE DATE: September 30, 1998. 


FOR FURTHER INFORMATION CONTACT: Ellen J. 
Seeherman, Administrative Trademark Judge, Trademark Trial 
and Appeal Board, by telephone at (703) 308-9300, extension 
206; or by mail marked to her attention and addressed to Assis- 
tant Commissioner for Trademarks, Box TTAB-No Fee, 2900 
Crystal Drive, Arlington, Virginia 22202-3513; or by facsimile 
transmission marked to her attention and sent to (703) 308- 
9333. 


SUPPLEMENTARY INFORMATION: On September 9, 
1998, the Patent and Trademark Office published a final rule 
entitled “Miscellaneous Changes to Trademark Trial and 
Appeal Board Rules” in the Federal Register (63 FR 48081). 


There is an error on page 48093, column 2, in the discussion 
of the amendment of Section 2.127(a), which states that “if a 
motion for an extension of time to file a brief in response to 
a motion is denied, the time for responding to the motion for 
summary judgment may remain as specified under this section.” 
The words “for summary judgment” should be deleted. 


Section 2.120(a) was amended to clarify certain Board prac- 
tices and to change certain provisions relating to discovery. 
When the final rule was printed, this section was incorrectly 
published as two paragraphs instead of one. Section 2.120(a) 
should appear as a single paragraph. 


Section 2.127(a) was amended to, inter alia, provide that the 
Board may, in its discretion, consider a reply brief. As pub- 
lished, however, a comma was erroneously placed after the 
word “Board” rather than after the word “may.” 


Section 3.41 was amended in order to correct a cross-refer- 
ence to the section relating to the fee for recording a trademark 
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document. However, an earlier version of § 3.41 was inadver- 
tently inserted. The version of § 3.41 as published in the Federal 
Register on October 10, 1997, 62 FR 53132, 1203 TMOG 63 
(October 21, 1997), which became effective December 1, 1997, 
should be reinserted with the corrected cross-reference. 


Finally, the title of Part 3 of Volume 37 of the Code of 
Federal Regulations was erroneously listed as “Rules of Practice 
in Trademark Cases.” It should remain as “Assignment, 
Recording and Rights of Assignee.” 


List of Subjects 
37 CFR Part 2 


Administrative practice and procedure, Patents, Trademarks. 


37 CFR Part 3 


Administrative practice and procedure, Patents, Trademarks. 
Accordingly, 37 CFR Parts 2 and 3 are corrected as follows: 


PART 2—RULES OF PRACTICE IN TRADEMARK 
CASES 


1. The authority citation for part 2 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
2. Section 2.120(a) is correctly revised to read as follows: 


§ 2.120 Discovery. 


(a) In general. Wherever appropriate, the provisions of the 
Federal Rules of Civil Procedure relating to discovery shall 
apply in opposition, cancellation, interference and concurrent 
use registration proceedings except as otherwise provided in 
this section. The provisions of the Federal Rules of Civil Proce- 
dure relating to automatic disclosure, scheduling conferences, 
conferences to discuss settlement and to develop a discovery 
plan, and transmission to the court of a written report outlining 
the discovery plan, are not applicable to Board proceedings. 
The Trademark Trial and Appeal Board will specify the opening 
and closing dates for the taking of discovery. The trial order 
setting these dates will be mailed with the notice of institution 
of the proceeding. The discovery period will be set for a period 
of 180 days. The parties may stipulate to a shortening of the 
discovery period. The discovery period may be extended upon 
stipulation of the parties approved by the Board, or upon motion 
granted by the Board, or by order of the Board. If a motion 
for an extension is denied, the discovery period may remain 
as originally set or as reset. Discovery depositions must be 
taken, and interrogatories, requests for production of documents 
and things, and requests for admission must be served, on or 
before the closing date of the discovery period as originally 
set or as reset. Responses to interrogatories, requests for produc- 
tion of documents and things, and requests for admission must 
be served within 30 days from the date of service of such 
discovery requests. The time to respond may be extended upon 
stipulation of the parties, or upon motion granted by the Board, 
or by order of the Board. The resetting of a party’s time to 
respond to an outstanding request for discovery will not result 
in the automatic rescheduling of the discovery and/or testimony 
periods; such dates will be rescheduled only upon stipulation 
of the parties approved by the Board, or upon motion granted 
by the Board, or by order of the Board. 


EEE 


3. Section 2.127(a) is correctly revised to read as follows: 


§ 2.127 Motions. 


(a) Every motion shall be made in writing, shall contain full 
statement of the grounds, and shall embody or be accompanied 
by a brief. Except as provided in paragraph (e)( 1) of this section, 
a brief in response to a motion shall be filed within fifteen 
days from the date of service of the motion unless another time 
is specified by the Trademark Trial and Appeal Board or the 
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time is extended by stipulation of the parties approved by the 
Board, or upon motion granted by the Board, or upon order of 
the Board. If a motion for an extension is denied, the time for 
responding to the motion may remain as specified under this 
section. The Board may, in its discretion, consider a reply brief. 
Except as provided in paragraph (e)(1) of this section, a reply 
brief, if filed, shall be filed within 15 days from the date of 
service of the brief in response to the motion. The time for 
filing a reply brief will not be extended. No further papers in 
support of or in opposition to a motion will be considered by 
the Board. Briefs shall be submitted in typewritten or printed 
form, double spaced, in at least pica or eleven-point type, on 
letter-size paper. The brief in support of the motion and the 
brief in response to the motion shall not exceed 25 pages in 
length; and a reply brief shall not exceed 10 pages in length. 
Exhibits submitted in support of or in opposition to the motion 
shall not be deemed to be part of the brief for purposes of 
determining the length of the brief. When a party fails to file 
a brief in response to a motion, the Board may treat the motion 
as conceded. An oral hearing will not be held on a motion 
except on order by the Board. 


eee 


PART 3—ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


4. The authority citation for Part 3 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
5. The title of Part 3 is correctly revised to read as follows: 


Part 3—ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


6. Section 3.41 is correctly revised to read as follows: 
§ 3.41 Recording fees. 


(a) All requests to record documents must be accompanied 
by the appropriate fee. Except as provided in paragraph (b) of 
this section, a fee is required for each application, patent and 
registration against which the document is recorded as identified 
in the cover sheet. The recording fee is set in § 1.21(h) of 
this chapter for patents and in § 2.6(b)(6) of this chapter for 
trademarks. 


(b) No fee is required for each patent application and patent 
against which a document required by Executive Order 9424 
is to be filed if: 


(1) The document does not affect title and is so identified 
in the cover sheet (see § 3.31(c)(2)); and 


(2) The document and cover sheet are mailed to the Office 
in compliance with § 3.27(b). 


September 24, 1998 ALBIN F. DROST 


Deputy Solicitor 
[1215 TMOG 64] 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Part 2 and 3 


970428 100-7 100-01 
RIN 0651-AA87 


Miscellaneous Changes 
to Trademark Trial and Appeal Board Rules 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of Proposed Rulemaking. 


Summary: The Patent and Trademark Office (PTO) proposes 
to amend its rules governing practice before the Trademark Trial 
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and Appeal Board (Board) to expedite inter partes proceedings. 
These proposed changes enlarge the time periods for discovery, 
testimony, and response to motions, and concomitantly limit 
the circumstances in which extensions may be obtained. In 
addition, they impose strict limitations on the number of written 
discovery requests which one party may serve upon another 
party in a proceeding. Other proposed inter partes rule amend- 
ments clarify the rules, conform the rules to current practice, 
simplify practice, and correct cross-references. Finally the PTO 
proposes to amend 37 CFR §§ 2.76(a), 2.76(g), and 2.76(h), 
which affect practice in ex parte appeals to the Board, to con- 
form these rules to current practice. 


Dates: Written comments must be received on or before August 
4, 1997 to ensure consideration. An oral hearing will not be 
conducted. 


Addresses: Written comments may be sent by mail addressed 
to Assistant Commissioner for Trademarks, Box TTAB—No 
Fee, 2900 Crystal Drive, Arlington, Virginia 22202-3513, 
marked to the attention of Ellen J. Seeherman. Written com- 
ments may also be sent by facsimile transmission to (703) 308- 
9333, marked to the attention of Ellen J. Seeherman. Written 
comments will be available for public inspection in Suite 900, 
on the 9th Floor of the South Tower Building, 2900 Crystal 
Drive, Arlington, Virginia 22202-3513. 


For Further Information Contact: Ellen J. Seeherman, 
Administrative Trademark Judge, Trademark Trial and Appeal 
Board, by telephone at (703) 308-9300, extension 206, or by 
mail marked to her attention and addressed to Assistant Com- 
missioner for Trademarks, Box TTAB—No Fee, 2900 Crystal 
Drive, Arlington, Virginia 22202-3513 or by facsimile trans- 
mission marked to her attention and sent to (703) 308-9333. 


Supplementary Information 


This notice of proposed rulemaking is designed to improve 
practice and expedite proceedings in inter partes cases before 
the Trademark Trial and Appeal Board (Board). In addition, 
the proposed amendments codify and clarify certain practices 
of the Board and correct certain references to citations of the 
Trademark Act and the Code of Federal Regulations. 

The pro amendments, and the reasons for the amend- 
ments, are discussed below. 

The Board’s workload has increased dramatically in the last 
several years because of a rapid growth in the number of inter 
partes and ex parte proceedings filed with the Board. Along 
with this increase in the number of proceedings, there has been 
a marked increase in the number of motions and other papers 
filed in each inter partes case. It appears to the Board that this 
proliferation of papers has been due, in large part, to the fact 
that in recent years, many attomeys practicing before the Board 
in inter partes cases have taken an increasingly aggressive 
approach by filing every possible motion that may be filed and 
by responding to every paper filed to the point of sur-reply 
and sur-sur-reply briefs. It also appears that some of the papers 
filed are part of a strategy to bury the adverse party with paper, 
so that it becomes too expensive for that party to proceed with 
the case, and the party is forced to settle or capitulate. Whatever 
the reason, in many cases the number of papers filed goes far 
beyond what is reasonably necded for a Board proceeding. The 
filing of these papers causes needless work and expense for 
the parties and the Board. Moreover, the rapid growth in the 
number of papers filed has caused substantial delays in all 
phases of the Board’s work, including the resolution of motions 
and the final determination of proceedings. 

A number of the rule amendments proposed in this notice, 
namely, the proposed amendments to §§ 2.120(a), 2.120(d)(1), 
2.120(d)(2), 2.120(e), 2.120(h), 2.121(a)(1), 2.121(c), 2.127(a), 
2.127(b), 2.127(d), and 2.127(e)(1), are designed to address 
these problems by changing certain Board practices relatin 
to discovery, testimony periods, and motions. In addition, 8 
2.120(a) is proposed to be amended to clarify Board discovery 
practice in the wake of the December 1, 1993 amendments to 
the Federal Rules of Civil Procedure. 

Other amendments proposed in this notice serve to clarify 
the rules, conform the rules to current Board practice, simplify 
practice, and correct certain cross-references in the rules. The 
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rules affected by these proposed amendments are §§ 2.76(a), 
2.76(g), 2.76(h), 2.85(e), 2.87(c), 2.101(d)(1), 2.102(d), 
2.11 1(b), 2.11 1(c)(1), 2.11 7(a), 2.117(b), 2.1 19(d), 2.120(g)(1), 
2.121(d), 2.122(b)(1), 2.122(d)(1), 2.123(b), 2.123(f), 2.125(c), 
2.127(f), 2.134(a), and 2.146(e)(1). 


Proposed Amendments Relating to Discovery 


It is the experience of the Board that a large number of 
motions and requests are filed in connection with discovery. 
Many of these filings relate to repeated requests for extensions 
of time, specifically, extensions of the discovery period and 
the time to respond to discovery requests. 

Moreover, at present, the Board sets the closing date for the 
taking of discovery, with the date set being 90 days after the 
date of the initial trial order. However, discovery in Board 
proceedings opens at the times specified in Rules 30, 33, 34, 
and 36 of the Federal Rules of Civil Procedure as they read 
prior to the December!, 1993 amendments to those rules. See 
“Effect of December |, 1993 Amendments to the Federal Rules 
of Civil Procedure on Trademark Trial and Appeal Board Inter 
Partes Proceedings,” 1159 TMOG 14 (February |, 1994). Thus, 
interrogatories, requests for production of documents and 
things, and requests for admission may be served upon the 
plaintiff after the proceeding commences (i.e., after the notice 
of opposition or petition for cancellation is filed in an opposition 
proceeding, and after the mailing by the Board of the notice 
of institution in an interference or concurrent use proceeding), 
and upon the defendant with or after service of the complaint 
by the Board. Discovery depositions generally may be taken 
by any party after commencement of the proceeding, except 
that the Board’s permission must be obtained first in certain 
specified situations. Further, the Board still follows the practice 
embodied in Rules 33(a), 34(b), and 36(a) of the Federal Rules 
of Civil Procedure, as they read prior to the December |, 
1993 amendments, that a defendant may serve responses to 
interrogatories, requests for production of documents and 
things, and requests for admission either within 30 days after 
service of a discovery request (35 days if service of the request 
for discovery is made by first-class mail, “Express Mail,” or 
overnight courier—see § 2.119(c)), or within 45 days after 
service of the complaint upon it by the Board, whichever is 
later. These practices relating to the opening of discovery and 
the time for the service of discovery responses by the defendant 
are complicated, and unpopular with practitioners. 

In order to simplify the opening of discovery, and reduce 
the number of motions to extend the discovery period and the 
time to respond to discovery requests, it is proposed to amend 
§ 2.120(a) to provide that the Board will specify the opening 
and closing dates for the taking of discovery, and that the 
discovery period will be set for a period of 180 days. The 
section is also proposed to be amended to include a provision 
that responses to interrogatories, requests for production of 
documents and things, and requests for admission must be 
served within 40 days from the date of service of such discovery 
requests. 

Because of the proposed enlargements of the discovery and 
response periods, it is also proposed to limit the circumstances 
in which extensions wi!l be granted. Specifically, § 2.120(a) 
is proposed to be amended to provide that extensions of the 
discovery period will be granted only upon stipulation of the 
parties approved by the Board, while the time to respond to 
interrogatories, requests for production of documents and 
things, and requests for admission may be extended only upon 
stipulation of the parties or upon motion showing extraordinary 
circumstances granted by the Board. (The Board, of course, 
retains its inherent power to sua sponte reset, and thereby 
extend, the discovery period and response times.) In addition, 
the section is proposed to be amended to include a provision 
(now found, in somewhat different form, in § 2.121(a)(1)), that 
the resetting of a party’s time to respond to an outstanding 
request for discovery will not result in the automatic resched- 
uling of the discovery and/or testimony periods, and that “the 
discovery period will be rescheduled only upon stipulation of 
the parties approved by the Board, and testimony periods will 
be rescheduled only upon stipulation of the parties approved 
by the Board, or upon motion showing extraordinary circum- 
stances approved by the Board.” The quoted portion is some- 
what different from its counterpart in present § 2.121(a), but 
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is consistent with the provisions of § 2.121(a)(1) as proposed 
to be amended. Because of the proposed amendment of § 
2.120(a) to include provisions governing discovery response 
periods and extensions thereof, it is believed that § 2.120(a), 
rather than § 2.121(a)(1), which governs the scheduling and 
rescheduling of testimony periods, is the most logical place for 
the provision now proposed to be moved. 

The enlargement of the discovery period and of the time to 
respond to discovery requests, and the concomitant limitations 
on the situations in which extensions of these times will be 
granted, will reduce the number of extension requests filed, 
reduce delays in the service of discovery responses, and expe- 
dite proceedings before the Board. 

Another proposed change to § 2.120(a) clarifies Board dis- 
covery practice in the wake of the December |, 1993 amend- 
ments to the Federal Rules of Civil Procedure. Section 2.116(a) 
provides that, except as otherwise provided, and wherever appli- 
cable and appropriate, procedure and practice in Board inter 
partes proceedings shall be governed by the Federal Rules of 
Civil Procedure. Section 2.120(a) provides, in part, that the 
provisions of the Federal Rules of Civil Procedure relating to 
discovery shall apply in opposition, cancellation, interference, 
and concurrent use registration proceedings except as otherwise 
provided in § 2.120; and that the opening of discovery is 
governed by the Federal Rules of Civil Procedure. Thus, where 
the Board has its own rule conceming a particular matter of 
practice or procedure, that rule governs; if there is no Board 
rule concerning the matter, the Federal Rules of Civil Procedure 
apply, where applicable and appropriate. 

The December |, 1993 amendments to the Federal Rules of 
Civil Procedure substantially changed discovery procedures in 
civil actions. The amended rules included provisions which, 
inter alia, mandated automatic disclosure, scheduling confer- 
ences, conferences to discuss settlement and to develop a plan 
for discovery, and transmission to the court of a written report 
outlining the discovery plan. Moreover, under the amended 
Federal Rules, the commencement of discovery hinged upon 
completion of the mandated discovery plan conference. The 
PTO concluded that the application of these provisions in inter 
partes proceedings before the Board would increase the com- 
plexity and cost of the proceedings and be unduly burdensome 
to the parties and the Board. Therefore, in a notice published 
in the Official Gazette, the Commissioner stated that these 
provisions were not appropriate for, and would not be applicable 
in, Board proceedings. See “Effect of December 1, 1993 
Amendments to the Federal Rules of Civil Procedure on Trade- 
mark Trial and Appeal Board Inter Partes Proceedings,” 1159 
TMOG 14 (February 1, 1994). The Commissioner also stated 
that the PTO would, in due course, publish a notice of proposed 
rulemaking to amend, as might be necessary, the trademark 
rules governing practice and procedure in inter partes proceed- 
ings before the Board. Accordingly, § 2.120(a) is proposed to 
be amended to specify that the provisions of the Federal Rules 
relating to automatic disclosure, scheduling conferences, con- 
ferences to discuss settlement and to develop a discovery plan, 
and transmission to the court of a written report outlining the 
discovery plan, do not apply to Board proceedings, and that 
the Board will specify the opening and closing dates for the 
taking of discovery. In addition, the first sentence of the section, 
which specifies that the provisions of the Federal Rules of Civil 
Procedure shall apply in opposition, cancellation, interference, 
and concurrent use registration proceedings, except as other- 
wise provided in § 2.120, is proposed to be amended to include 
the prefatory words “Wherever appropriate.” The proposed 
amendment is consistent with an analogous provision in § 
2.116(a), and makes it clear that even when there is no provision 
in § 2.120 relating to a particular discovery matter, the provis- 
ions of the Federal Rules of Civil Procedure relating to that 
matter apply only if they are appropriate for Board proceedings. 

Another of the proposed amendments to § 2.120(a) would 
require that interrogatories, requests for production of docu- 
ments and things, and requests for admission be served in 
sufficient time for responses to fall due prior to the close of 
the discovery period, and that discovery depositions be noticed 
and taken prior to the close of the discovery period. It is believed 
that the proposed 180-day discovery period will allow more 
than sufficient time for the service of discovery requests to be 
made early enough in the discovery period so that responses 
to such requests will fall due prior to the close of discovery. 
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Moreover, as indicated hereafter, § 2.120(e) is proposed to be 
amended to provide that a motion to compel discovery must 
be filed within 30 days after the close of the discovery period, 
as originally set or as reset. The proposed requirement that 
discovery requests be served in sufficient time for responses 
to fall due prior to the close of discovery will enable the 
propounding party to file a motion to compel, if such a motion 
is deemed necessary, within 30 days after the close of the 
discovery period. Litigants should note that if they agree to an 
extension of time to respond to discovery requests, such that 
the responses would be due shortly before or after the due date 
for any motion to compel, then they should also stipulate to 
reschedule the closing date of the discovery period, if the 
propounding party wishes to preserve its time to file a motion 
to compel. 

The Board has observed that parties misuse the discovery 
process for purposes of harassing their adversaries, resulting 
in numerous motions to compel and motions for protective 
orders. Section 2.120(d) was amended effective November 16, 
1989, to restrict to 75 (counting subparts) the total number of 
interrogatories a party may serve, in a proceeding, upon another 
party. The final rule notice was published in the Federal Reg- 
ister on August 22, 1989, at 54 FR 34886 and in the Patent 
and Trademark Office Official Gazette of September 12, 1989, 
at 1106 TMOG 26. It is the Board’s experience that, despite 
that limitation, parties continue to serve interrogatories, as well 
as other written discovery requests, which are irrelevant, unnec- 
essary, and/or harassing. In view thereof, and given the 
restricted scope of Board proceedings, and the availability of the 
discovery deposition as an alternate and/or additional discovery 
device, it is the Board’s belief that the total number of discovery 
requests which one party may serve upon another party in a 
proceeding should be limited to 25 interrogatories (counting 
subparts), 15 requests for production of documents and things 
(counting subparts), and 25 requests for admission (counting 
subparts). Sections 2.120(d)(1), 2.120(d)(2), and 2.120(h) are 
proposed to be amended to state such limitations. Moreover, 
because it is believed that 25 interrogatories are an adequate 
number for a proceeding before the Board, the motion procedure 
for obtaining leave to serve interrogatories in excess of the limit 
set forth in § 2.120(d)(1) is proposed to be deleted. Similarly, no 
such procedure is proposed to be provided for requests for 
production of documents and things and requests for admission. 
The provisions proposed to be added to §§ 2.120(d)(2) and 
2.120(f), including provisions governing the action which may 
be taken by a party served with discovery requests which it 
believes to be excessive in number, parallel those of § 
2.120(d)(1), as proposed to be amended. It is believed that the 
proposed limitations on the number of interrogatories, docu- 
ment production requests, and requests for admission that may 
be served will reduce the number of motions to compel filed, 
since the parties presumably will use the more limited number 
of discovery requests for only relevant and appropriate 
inquiries, and not for purposes of harassment. A reduction in 
the number of motions to compel filed will serve to expedite 
proceedings. 

The first sentence of § 2.120(h), which provides that requests 
for admission shall be governed by Rule 36 of the Federal 
Rules of Civil Procedure, except that the Board does not have 
authority to award any expenses to any party, is proposed to 
be deleted. The sentence suggests that the only provision in 
Federal Rule 36 which does not apply in Board proceedings 
is that pertaining to the awarding of expenses. However, there 
are also other provisions in Rule 36 which do not apply in 
Board proceedings. For example, the provision of Rule 36(a), 
that without leave of court or written stipulation, requests for 
admission may not be served before the time specified in Rule 
26(d) of the Federal Rules of Civil Procedure, is not applicable 
in Board proceedings. See “Effect of December 1, 1993 Amend- 
ments to the Federal Rules of Civil Procedure in Trademark 
Trial and Appeal Board Inter Partes Proceedings,” supra. More- 
over, § 2.120(a), as proposed to be amended, specifies that 
wherever appropriate, the provisions of the Federal Rules of 
Civil Procedure relating to discovery shall apply in opposition, 
cancellation, interference, and concurrent use registration pro- 
ceedings, except as otherwise provided in § 2.120. Further, §§ 
2.120(g)(1) and 2.127(f), as proposed to be amended, provide 
that the Board will not hold any person in contempt or award 
any expenses to any party. Accordingly, the first sentence of 
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§ 2.120(h) is proposed to be deleted because it is redundant 
and confusing. 

Section 2.120(h) is also proposed to be amended to provide 
that a motion to test the sufficiency of an answer or objection 
to a request for admission must be filed within 30 days after 
the close of the discovery period, as originally set or as reset. 
In addition, the section is proposed to be amended to specify 
that when a party files a motion to test the sufficiency of an 
answer or objection to a request for admission, the case will 
be suspended by the Board with respect to all matters not 
germane to the motion, and no party should file any paper which 
is not germane to the motion, except as otherwise specified 
in the Board’s suspension order. These proposed provisions 
correspond to similar provisions proposed to be added to § 
2.120(e), which governs motions to compel discovery. It is the 
intention of the Board, when setting trial dates in cases arising 
under these rules as proposed to be amended, to schedule an 
interval of 60 days between the closing date of the discovery 
period and the opening date of the first testimony period. The 
motion to compel and the motion to test the sufficiency of an 
answer or objection to a request for admission deal with pre- 
trial matters and should, therefore, be filed and determined 
prior to trial. The proposed provisions governing the time for 
filing these motions and the suspension of proceedings pending 
the determination thereof, coupled with the Board’s intention 
to schedule an interval of 60 days between the close of the 
discovery period and the opening of the first testimony period, 
will provide for a more orderly administration of the proceeding 
and allow parties more certainty in scheduling testimony. More- 
over, the proposed amendment to § 2 120(a) to set the discovery 
period for 180 days, and to require that discovery requests be 
served in sufficient time for responses to the requests to fall 
due prior to the close of the discovery period, will enable the 
propounding party to file a motion to compel or a motion to 
test the sufficiency of an answer or objection to a request for 
admission, if such a motion is deemed necessary, within 30 
days after the close of the discovery period. 

Section 2.120(h) is proposed to be further amended to provide 
that the filing of a motion to determine the sufficiency of an 
answer or objection to a request for admission shall not toll 
the time for a party to respond to any outstanding discovery 
requests or to appear for any noticed deposition. The proposed 
provision corresponds to similar provisions proposed to be 
added to § 2.120(e), with respect to motions to compel, and 
to § 2.127(d), with respect to motions for summary judgment, 
and is explained in greater detail in our discussion of the pro- 
posed amendments to the latter rule. 

Finally, because of the length and complexity of § 2.120(h), 
as proposed to be amended, the present paragraph is proposed 
to be redesignated as (h)(2) and revised; the provisions gov- 
eming the proposed limitation on the number of requests for 
admission which may be served by one party upon another are 
proposed to be included in a new paragraph designated (h)(1); 
and the proposed provisions relating to the suspension of pro- 
ceedings when a motion to test the sufficiency of an answer 
or objection to a request for admission is filed are pro; 
to be included in a new paragraph designated (h)(3). 

Section 2.120(e) is proposed to be amended to provide that 
a motion to compel discovery must be filed within 30 days 
after the close of the discovery period, as originally set or as 
reset; that when a party files a motion to compel discovery, 
the case will be suspended by the Board with respect to all 
matters not germane to the motion and no party should file any 
paper which is not germane to the motion, except as otherwise 
specified in the Board’s suspension order; and that the filing 
of a motion to compel shall not toll the time for a party to 
respond to any outstanding discovery requests or to appear for 
any noticed discovery deposition. These proposed provisions 
correspond to similar provisions proposed to be added to § 
2.120(h). The latter proposed provision also corresponds to a 
similar provision proposed to be added to § 2.127(d) and is 
explained in greater detail in our discussion of the proposed 
amendments to that rule. 


Proposed Amendments Relating to Testimony Periods 
It has come to the attention of the Board that trial is sometimes 


delayed because an adverse party feels compelled to stipulate 
to reschedule or extend testimony periods, knowing that to 
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oppose such a request and await the Board’s decision on the 
contested motion will create a greater delay than if the party 
were to consent to the rescheduling or extension. In order to 
remedy this problem, the third sentences in §§ 2.121(a)(1) and 
2.121(c) are proposed to be amended to provide that testimony 
periods may be rescheduled (§ 2.121(a)(1)), or extended (§ 
2.121(c)), only by stipulation of the parties approved by the 
Board, or upon motion showing extraordinary circumstances 
granted by the Board, and that if such a motion is denied, the 
testimony periods will remain as set. At the same time, § 
2.121(c) is proposed to be amended to lengthen the testimony 
period for the plaintiff and defendant to present their cases in 
chief from 30 to 60 days, and to lengthen the period for the 
plaintiff to present evidence in rebuttal from 15 to 30 days. 
The enlargement of testimony periods should, in general, elimi- 
nate the number of extension requests filed by parties and 
expedite the disposition of proceedings. Moreover, the enlarge- 
ment of the testimony periods should lessen any inconvenience 
to the parties from the elimination of the “good cause” standard 
for obtaining extensions of time. 

Those portions of §§ 2.121(a)(1) and 2.121(c) which refer 
to the rescheduling or extension of testimony periods “by order 
of the Board” are proposed to be deleted to clarify that a party 
may not simply make a motion that the Board order the resetting 
of testimony periods. That is, parties may move to reschedule 
or extend testimony periods only upon consent, or upon motion 
showing extraordinary circumstances. The Board still retains its 
authority to sua sponte reschedule or extend testimony periods. 

As indicated above, under the heading “ Amend- 
ments Relating to Discovery,” the last sentence of § 2.121(a)(1), 
which now provides that the resetting of a party’s time to 
respond to an outstanding request for discovery will not result 
in the automatic rescheduling of the discovery and/or testimony 
periods, and that such dates will be rescheduled only upon 
stipulation of the parties approved by the Board, or upon motion 
granted by the Board, or by order of the Board, is proposed 
to be moved to the end of § 2.120(a), as proposed to be amended. 
It is believed that § 2.120(a), as proposed to be amended, is 
the most logical place for this sentence. In addition, the latter 
part of the sentence is proposed to be revised to read “the 
discovery period will be rescheduled only upon stipulation of 
the parties approved by the Board, and testimony periods will 
be rescheduled only upon stipulation of the parties approved 
by the Board, or upon motion showing extraordinary circum- 
stances granted by the Board.” The proposed revision of the 
latter part of the sentence is consistent with the third sentence 
of § 2.121(a)(1), as proposed to be amended. 


Proposed Amendments Relating to Motion Practice 


Section 2.127(a) is proposed to be amended to clarify Board 
practice with respect to the filing of reply briefs and additional 
papers in support of or in opposition to motions. The rule as 
now written makes no reference to such papers. As a result, 
parties often file reply briefs on motions, sur-reply bric,s, 
responses to sur-reply briefs, and motions for leave to file, as 


well as motions to strike, such papers. It has been the Board’s 
experience that reply briefs may be helpful in deciding a motion, 
but that additional papers generally consist of reargument. 
Moreover, the filing of such additional papers often escalates 
as each party wishes to have the last word. The result is needless 
expense to the parties, additional work for the Board, and delays 
in rendering decisions. Accordingly, the rule is proposed to be 
amended to provide for the filing of a reply brief, if desired, 
within 15 days from the date of service of the brief in response 
to th: motion; and to specify that the time for filing a reply 
brief will not be extended, and that additional papers in support 
of or in opposition to a motion will be given no consideration. 
The proposed time limit for the filing of a reply brief on a motion 
applies to all types of motions except motions for summary 
judgment. Section 2.127(e)(1), which governs the time for filing 
a motion for summary judgment, is proposed to be amended, 
as indicated hereafter, to allow 30 days for this purpose in the 
case of a reply brief on a motion for summary judgment. 
Section 2.127(a) is also proposed to be amended to enlarge 
the time for responding to a motion from 15 to 30 days. The 
proposed time limit applies to all types of motions except 
motions for summary judgment. Section 2.127(e)(1) is proposed 
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to be amended to allow 60 days for the filing of a brief in 
response to a motion for summary judgment. 

Concomitantly, § 2.127(a) is proposed to be amended to 
provide that extensions of time for filing a brief in opposition 
to a motion will be granted only upon stipulation of the parties 
approved by the Board, or upon motion showing extraordinary 
circumstances granted by the Board, and that, “if such a motion 
for an extension is denied, the time for responding to the motion 
remains as specified under this section.” A similar provision 
is proposed to be included in § 2.127(e)(1) regarding extensions 
of time for filing a brief in opposition to a motion for summary 
judgment. It is believed that 30 days (or 60 days in the case 
of a summary judgment motion) is a sufficient time to respond 
to a motion. Moreover, this enlargement of the response time, 
coupled with the requirement that extension requests be made 
with consent or show extraordinary circumstances, and the 
accompanying provision leaving the time for responding to a 
motion unchanged if a motion to extend is denied, will reduce 
the number of extension requests filed, expedite the disposition 
of proceedings, and prevent parties from using the delays 
inherent in the filing and deciding of motions to enlarge their 
time to respond to motions. 

Section 2.127(a) is proposed to be further amended to impose 
a page limit for briefs and reply briefs on motions, namely, 25 
pages for briefs in support of and in opposition to motions, 
and 10 pages for reply briefs, and to specify form requirements 
for such briefs. It is believed that the proposed page limitations 
are more than sufficient for parties to adequately argue motions 
in proceedings before the Board. 

Section 2.127(b) is proposed to be amended to change the 
specification of the time period for filing a request for reconsid- 
eration or modification of an order or decision on a motion 
from “thirty days” to “one month.” The amendment 
conforms the time period with that specified in § 2.129(c), 
which governs requests for reconsideration or modification of 
a decision after final hearing. 

Certain modifications are proposed to be made to the rules 
governing summary judgment motions. It appears that in some 
cases, parties that have been served with discovery requests, 
and know that it is Board policy to suspend proceedings once 
a summary judgment motion has been filed, move for summary 
judgment in an effort to avoid having to make timely response 
to the discovery requests. Accordingly, the PTO proposes to 
amend § 2.127(d), which concerns suspension of proceedings 
when a potentially dispositive motion has been filed, to specify 
that the filing of a summary judgment motion shall not toll 
the time for the moving party to respond to any outstanding 
discovery requests or to appear at a noticed discovery deposi- 
tion, but that it shall toll the time for the nonmoving party to 
respond to outstanding discovery requests or to appear at a 
noticed deposition. The nonmoving party’s time to respond is 
proposed to be tolled because a party which files a motion for 
summary judgment is, by its motion, asserting that it needs no 
further evidence to demonstrate that it is entitled to judgment. 
The proposed amendment will eliminate the noted abuse of the 
summary judgment procedure. Moreover, it may also reduce 
the number of motions for discovery filed pursuant to Rule 
56(f) of the Federal Rules of Civil Procedure because parties 
opposing motions for summary judgment will be able to receive 
responses to outstanding discovery requests prior to the time 
for responding to the summary judgment motion. 

The first sentence of § 2.127(d), which provides, in essence, 
that when any party files a potentially dispositive motion, the 
case will be suspended by the Board with respect to all matters 
not germane to the motion, and no party should file any paper 
which is not germane thereto, is proposed to be amended by 
adding to the end thereof the phrase “except as otherwise speci- 
fied in the Board’s suspension order.” The proposed amendment 
clarifies the rule. 

Section 2.127(e)(1), which governs the time for filing a 
motion for summary judgment, is proposed to be amended to 
specify that a motion for summary judgment may not be filed 
until notification of the proceeding has been sent to the parties 
by the Board. This proposed amendment codifies current Board 
practice, as set forth in Nabisco Brands Inc. v. Keebler Co., 
28 USPQ2d 1237 (TTAB 1993). In Board opposition and can- 
cellation proceedings, as under the Federal Rules, the pro- 
ceeding commences with the filing of the complaint, i.e., the 
notice of opposition or the petition for cancellation. See §§ 
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2.101(a) and 2.111(a). However, in Board proceedings, formal 
service of the complaint upon the defendant is made by the 
Board, not by the plaintiff. Further, the Board does not serve 
the complaint upon the defendant until after the Board has first 
examined the complaint to determine whether it has been filed 
in proper form, with the required fee, and, then, if so, has (1) 
obtained the application or registration file which is the subject 
of the proceeding, (2) set up a proceeding file with an assigned 
proceeding number, and (3) entered information concerning 
the proceeding in the electronic records of the PTO. Thus, there 
is a time gap between the filing of a notice of opposition or 
petition for cancellation and the issuance of the Board’s action 
notifying the defendant of the filing of the proceeding, notifying 
both parties of the institution of the proceeding, and forwarding 
a copy of the complaint to defendant. Although a plaintiff may 
send a courtesy copy of the complaint to the defendant, the 
defendant does not know that the complaint has been filed in 
proper form, and that the proceeding has been instituted by the 
Board, unless and until it receives from the Board the notice 
of institution along with a copy of the complaint. Accordingly, 
the Board considers a motion for summary judgment filed prior 
to the issuance of the notice of institution to be premature. 
Moreover, the filing of a motion for summary judgment prior 
to the Board’s formal institution of the proceeding may cause 
administrative difficulties for the Board, particularly where the 
Board has not yet assigned a proceeding number to the case. 

Section 2.127(e)(1) is proposed to be further amended to 
add new provisions governing the time for filing papers in 
response to a motion for summary judgment, as well as the 
time for filing a reply brief thereon. Specifically, the section 
is proposed to be amended to provide that a motion under Rule 
56(f) of the Federal Rules of Civil Procedure (that is, a motion 
by the nonmoving party for discovery necessary to enable it 
to respond to the motion for summary judgment), if filed, shall 
be filed within 30 days from the date of service of the motion 
for summary judgment; that the time for filing a Rule 56(f) 
motion will not be extended; that if no Rule 56(f) motion is 
filed, a brief in response to the motion for summary judgment 
shall be filed within 60 days from the date of service of the 
motion, unless the time is extended by stipulation of the parties 
approved by the Board, or upon motion showing extraordinary 
circumstances granted by the Board; that, if such a motion for 
an extension is denied, the time for responding to the motion 
for summary judgment will remain as specified in the section; 
that a reply brief, if filed, shall be filed within 30 days from 
the date of service of the brief in response to the motion; that 
the time for filing a reply brief will not be extended; and that 
no further papers in support of or in opposition to a motion 
for summary judgment will be considered by the Board. With 
two exceptions, these proposed provisions parallel certain of 
the provisions of § 2.127(a), as proposed to be amended. The 
first exception is the provision relating to a Rule 56(f) motion. 
No parallel provision is proposed to be included in § 2.127(a) 
because a Rule 56(f) motion may be filed only in response 
to a motion for summary judgment, and § 2.127(a) contains 
provisions relating to the filing of motions in general. The 
second exception is the length of time proposed to be allowed 
for filing a brief in response to a motion for summary judgment, 
and for filing a reply brief. These proposed times are 60 days 
and 30 days, respectively. In the case of other types of motions, 
the times proposed in § 2.127(a) are 30 days and 15 days. The 
additional time is proposed to be allowed in the case of summary 
judgment motions because the gathering of evidence to respond 
to such a motion, or to support a reply brief, is time-consuming, 
and because the summary judgment motion is potentially dis- 
positive in nature. It is believed that 60 days is a sufficient 
time to respond to a motion for summary judgment, and that 
this enlargement of the response time, coupled with the require- 
ment that extension requests be made with consent or show 
extraordinary circumstances, and the accompanying provision 
leaving the time for responding to the summary judgment 
motion unchanged if a motion to extend is denied, will reduce 
the number of extension requests filed, and expedite the disposi- 
tion of proceedings. 


Corrections of Cross-References 


Sections 2.101(d)(1), 2.111(c)(1), 2.122(d)(1) and 3.41, as 
now written, all contain cross-references to subsections of § 
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2.6. Subsections of § 2.6 were renumbered by a notice of final 
rulemaking published in the Federal Register on December 24, 
1991, at 56 FR 66670 (amended at 57 FR 38196, August 21, 
1992) and in the Official Gazette on December 24, 1991, at 
1133 TMOG 61 (amended at 1141 TMOG 40, August 18, 
1992). Accordingly, these sections are proposed to be amended 
to correct the cross-references to subsections of § 2.6. 

Section 2.111(b) is proposed to be amended to correct cross- 
references to subsections of Section 14 of the Trademark Act, 
15 U.S.C. 1064. The subsections were renumbered by the 
Trademark Law Revision Act of 1988 (Title 1 of Pub. L. 100- 
667, 102 Stat. 3935 (15 U.S.C. 1051)). 

Section 2.119(d), which governs the appointment of domestic 
representatives by foreign parties involved in inter partes pro- 
ceedings before the Board, provides, in pertinent part, that 
the mere designation of a domestic representative does not 
authorize the person designated to prosecute the proceeding 
“unless qualified under § 10.14(a), or qualified under paragraph 
(b) or (c) of § 10.14 and authorized under § 2.17(b).” The 
section is proposed to be amended to delete the reference to 
domestic representatives who are qualified under § 10.14(c). 
As indicated in § 2.119(d), a domestic representative must be 
a person “resident in the United States.” Persons who are quali- 
fied under § 10.14(c) are not residents of the United States and 
therefore cannot be domestic representatives. 

Section 2.134{a) is proposed to be amended to correct the 
cross-reference to Section 7(d) of the Act of 1946. That section 
of the Act was renumbered as “7(e)” by the Trademark Law 
Revision Act of 1988. 


Other Proposed Amendments 


Section 2.76(a) now provides, in pertinent part, that an appli- 
cation under § 1(b) of the Act (i.e., an intent-to-use application) 
may be amended to allege use of the mark in commerce under 
§ l(c) of the Act at any time between the filing of the application 
and the date the examiner approves the mark for publication 
or the date of expiration of the six-month period after issuance 
of a final action; and that thereafter, an allegation of use may 
be submitted only as a statement of use after issuance of a 
notice of allowance. The section is proposed to be amended 
to eliminate the time limit for filing an amendment to allege 
use after issuance of a final action. 

The purpose of the time limit for filing an amendment to 
allege use after issuance of a final action was to avoid the 
submission of extraneous papers which would disrupt the appeal 
process. However, the time limit had a detrimental effect not 
foreseen by the PTO. In many instances, where an intent-to- 
use application was on appeal from a final refusal on the ground 
of mere descriptiveness, for example, and no acceptable amend- 
ment to allege use had yet been filed, the owner of the applica- 
tion would seek, after the expiration of the six-month period 
following issuance of the final refusal, to overcome the refusal 
to register by amending its application to the Supplemental 
Register. However, an intent-to-use application cannot be 
amended to the Supplemental Register until an acceptable 
amendment to allege use or a statement of use has been filed. 
See 37 CFR § 2.75(b). Thus, although an amendment to the 
Supplemental Register might have obviated the refusal of regis- 
tration, such an amendment could not be approved because the 
intent-to-use applicant was prohibited by the time limit of § 
2.76(a) from contemporaneously filing an amendment to allege 
use. 

In order to remedy the situation, the Assistant Commissioner 
for Trademarks, by notice published in the Official Gazette, 
waived the portion of § 2.76(a) which prohibited the filing of 
an amendment to allege use more than six months after issuance 
of a final refusal. See “Waiver of Trademark Rule 2.76(a),” 
1156 TMOG 12 (November 2, 1993). The proposed rule change 
merely incorporates in the rule the more liberal practice set 
forth in the Official Gazette notice. 

Similarly, § 2.76(g), which concems the correction of an 
amendment to allege use which does not meet the minimum 
requirements for such an amendment, and § 2.76(h), which 
concerns withdrawal of an amendment to allege use, are pro- 
posed to be amended to delete the “expiration of the six-month 
response period after issuance of a final action” time limit. 

Section 2.85(e) specifies the consequences for the payment of 
an insufficient fee, with respect to an application or registration 
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having multiple classes, for certain types of filings, including 
a petition for cancellation. The section is proposed to be 
amended to delete the reference to an insufficient fee for a 
petition for cancellation, because this situation is covered, in 
greater detail, by § 2.11 1(c)(1). Further, in view of this proposed 
amendment, § 2.11 1(c)(1) is proposed to be amended to delete 
the cross-reference to § 2.85(e). 

Section 2.87(c), which now provides, in pertinent part, that 
a request to divide an application may be filed during an opposi- 
tion, upon motion granted by the Board, is proposed to be 
amended to also specify that a request to divide may be filed 
during a concurrent use or an interference proceeding, upon 
motion granted by the Board. The proposed change corrects 
an oversight in the rule and codifies current Office practice. 

Section 2.102(d) now provides that a party filing a request 
for an extension of time to oppose must submit an original 
plus two copies. The section is proposed to be amended to 
eliminate the requirement for the filing of the “original” and 
two copies, and substitute a requirement that the request be 
submitted in triplicate. The Board has no need for an original, 
and the proposed change codifies current Office practice. 

Section 2.1 17(a), as now written, provides that, when parties 
to a case pending before the Board are engaged in a civil action 
which may be dispositive of the case, proceedings before the 
Board may be suspended until termination of the civil action. 
The section is proposed to be amended to codify the Board’s 
current policy of suspending proceedings whenever either or 
both of the parties are involved in a civil action or Board 
proceeding which may have a bearing on the proceeding. 

Section 2.117(b) now provides that when there is pending, 
at the time when the question of suspension of proceedings is 
raised, a motion which is potentially dispositive of the case, 
the motion may be decided before the question of suspension 
is considered. The section is proposed to be amended to clarify 
that the Board may decide the potentially dispositive motion 
before the question of suspension is considered, regardless of 
the order in which they were raised. The proposed change 
codifies current Office practice. 

Section 2.120(g)(1), which governs the imposition of sanc- 
tions when a party fails to comply with an order of the Board 
relating to discovery, now includes the phrase “the Board does 
not have authority to hold any person in contempt or to award 
any expenses to any party.” The phrase is proposed to be 
amended to read “the Board will not hold any person in con- 
tempt or award any expenses to any party.” The Board has 
long taken the position that it does not have authority to award 
expenses or attomey fees. See MacMillan Bloedel Ltd. v. Arrow- 
M Corp., 203 USPQ 952, 954 (TTAB 1979); Fisons Ltd. v. 
Capability Brown Lid., 209 USPQ 167, 171 (TTAB 1980); 
Anheuser-Busch, Inc. v. Major Mud & Chemical Co., 221 
USPQ 1191, 1195 n.9 (TTAB 1984); Luehrmann v. Kwik Kopy 
Corp., 2 USPQ2d 1303, 1305 n.4 (TTAB 1987); Fort Howard 
Paper Co. v. G.V. Gambina Inc., 4 USPQ2d 1552, 1554 (TTAB 
1987); Nabisco Brands Inc. v. Keebler Co., 28 USPQ2d 1237, 
1238 (TTAB 1993). Cf. Driscoll v. Cebalo, 5 USPQ2d 1477, 
1481 (Bd. Pat. Int. 1982), affd in part, rev'd in part, 731 F.2d 
878, 221 USPQ 745 (Fed. Cir. 1984); Clevenger v. Martin, | 
USPQ2d 1793, 1797 (Bd. Pat. App. & Int. 1986). However, 
in 1995 the PTO, by final rule notice published in the Federal 
Register of March 17, 1995, at 60 FR 14488, and in the Official 
Gazette of April 11, 1995, at 1173 TMOG 36, amended Patent 
Rule 1.616, 37 CFR § 1.616, which concems the imposition 
of sanctions in proceedings before the Board of Patent Appeals 
and Interferences (Patent Board), to provide for the imposition 
of a sanction in the form of com ex s and/or 
compensatory attorney fees. 37 CFR 1.616(a)(S) and 
1.616(b). The notice of final rulemaking acknowledged the 
foregoing decisions but concluded, based on a detailed analysis 
of the Commissioner’s authority to issue regulations imposing 
sanctions, that the Commissioner has the authority to promul- 
gate a rule authorizing imposition of compensatory monetary 
sanctions. It is believed that the adoption of a rule authorizing 
the Board to impose a sanction in the form of compensatory 
expenses and/or compensatory attomey fees would result in an 
increase in the number of papers and motions filed in proceed- 
ings before the Board. In view thereof, and in order to harmonize 
§ 2.120(g)(1) with § 1.616, § 2.120(g)(1) is proposed to be 
amended to substitute a statement that the Board “will not” 
hold any person in contempt or award any expenses to any 
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party, for the statement that the Board “does not have authority” 
to hold any person in contempt or award any expenses to any 
party. Section 2.127(f), which now states in pertinent part that 
the Board “does not have authority to hold any person in 
contempt, or to award attorneys’ fees or other expenses to any 
party,” is proposed to be amended in the same manner. 

Section 2.121(d), which now requires that a stipulation or 
consented motion for the rescheduling of testimony periods or 
of the closing date for discovery be submitted in one original 
and as many photocopies as there are parties, is proposed to 
be amended to eliminate the requirement that parties file the 
“original” as well as copies of stipulations and consented 
motions. Instead, the proposed rule requires that the stipulation 
or consented motion be submitted in a number of copies equal 
to the number of parties to the proceeding plus one copy for 
the Board. The Board has no need for an original, and the 
proposed change codifies current Office practice. 

Section 2.122(b)(1), which now provides, in pertinent part, 
that the file of each application or registration specified in “a 
declaration of interference” forms part of the record of the 
proceeding without any action by the parties, is proposed to 
be amended to clarify the rule by substituting the word “notice” 
for the word “declaration.” A declaration of an interference is 
issued by the Commissioner upon the granting of a petition 
filed pursuant to § 2.91. An interference proceeding declared 
by the Commissioner does not commence until the Examining 
Attomey has determined that all of the subject marks are regis- 
trable; all of the marks have been published in the Official 
Gazette for opposition; and the Board mails a “notice of interfer- 
ence” notifying the parties that the interference proceeding is 
thereby instituted. In the interim between the Commissioner’s 
declaration of an interference and the institution of the pro- 
ceeding by the Board, some of the applications mentioned in 
the declaration of interference may become abandoned for one 
reason or another. When the Board institutes the proceeding, 
it is only the surviving applications which are specified in the 
notice of interference, and it is only those application files 
which form part of the record of the proceeding without any 
action by the parties. 

Section 2.123(b) now provides, in pertinent part, that by 
agreement of the parties, the testimony of any witness may be 
submitted in the form of an affidavit by that witness, and that 
the parties may stipulate what a particular witness would testify 
to if called, or may stipulate the facts in the case. The section 
is proposed to be amended to clarify that such agreement or 
stipulation must be in writing. 

Section 2.123(f) now provides, in pertinent part, that the 
officer certifying a testimony deposition shall, without delay, 
forward the evidence, notices, and paper exhibits to the Com- 
missioner of Patents and Trademarks. This section is proposed 
to be amended to state that either the officer or the party taking 
the testimony deposition, or its attorney or other authorized 
representative, should forward this material to the Commis- 
sioner. The proposed amendment makes it clear that once the 
officer has certified the deposition, sealed the evidence in an 
envelope or package, and inscribed thereon a certificate giving 
the number and title of the case, the name of each witness, 
and the date of sealing, either the officer or the party taking 
the deposition, or its attomey or other authorized representative, 
may file the deposition. That is, if the officer sends the envelope 
or package to the party taking the deposition, or to its attorney 
or other authorized representative, the party, or its attorney or 
other authorized representative, need not return the envelope 
or package to the officer for filing with the PTO, but rather 
may send it directly to the PTO. Concomitant with this proposed 
amendment, the title of § 123(f), which now reads “Certification 
and filing by officer,” is proposed to be amended to read 
“Certification and filing of deposition.” 

Section 2.123(f) is proposed to be further amended to elimi- 
nate the present requirement that the material be forwarded to 
the Commissioner of Patents and Trademarks “without delay.” 
The proposed amendment conforms the section to current Board 
practice. While the Board prefers that testimony depositions 
be submitted promptly, and such depositions are normally filed 
with the Board at the same time that they are served on the 
adverse party or parties to the proceeding, it is Board practice 
to accept transcripts of testimony depositions at any time prior 
to the rendering of a final decision on the case. The proposed 
amendment does not affect the requirement of § 2.125(a) that 
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one copy of the testimony transcript, together with copies of 
documentary exhibits and duplicates or photographs of physical 
exhibits, be served on each adverse party within thirty days 
after completion of the taking of that testimony. 

Similarly, § 2.125(c), which now provides that certified tran- 
scripts of testimony depositions, and exhibits thereto, are to be 
filed promptly with the Board, is proposed to be amended to 
delete the requirement for prompt filing with the Board. The 
proposed amendment conforms the section to current Board 
practice. 

Section 2.127(f) now provides, in part, that the Board “does 
not have authority” to hold any person in contempt, or to award 
attorneys’ fees or other expenses to any party. The rule is 
proposed to be amended to provide instead that the Board “will 
not” hold any person in contempt, or award attorneys’ fees or 
other expenses to any party. This sed provision corres- 
ponds to a similar provision in § 2.120(g)(1), as proposed to 
be amended, and is explained in more detail in our discussion 
of § 2.120(g)(1) above, under this same heading. 

Section 2.146(e)(1), as now written, provides for the filing 
of a petition to the Commissioner from the denial of a request 
for an extension of time to file a notice of opposition. This 
section is proposed to be amended to provide also that an 
applicant may petition the Commissioner from a decision 
granting such a request. The proposed amendment codifies 
current practice and clarifies the rule. 


Discussion of Specific Rules 


Section 2.76(a) now provides, in relevant part, that an amend- 
ment to allege use may be filed in an application under Section 
1(b) of the Act “at any time between the filing of the application 
and the date the examiner approves the mark for publication 
or the date of expiration of the six-month response period 
after issuance of a final action.” The section is proposed to be 
amended to delete the phrase “or the date of expiration of the 
six-month response period after issuance of a final action.” 
The proposed amendment reflects current practice, as stated in 
“Waiver of Trademark Rule 2.76(a),” 1156 TMOG 12 
(November 2, 1993). 

Section 2.76(g) provides, in relevant part, that if an amend- 
ment to allege use does not meet the minimum requirements 
specified in § 2.76(e), the deficiency may be corrected provided 
the mark has not been approved for publication or the six- 
month response period after issuance of a final action has not 
expired; and that if an acceptable amendment to correct the 
deficiency is not filed prior to approval of the mark for publica- 
tion or prior to expiration of the six-month response period 
after issuance of a final action, the amendment will not be 
examined. The section is proposed to be amended to delete the 
phrases “or the six-month response period after issuance of a 
final action has not expired” and “or prior to the expiration of 
the six-month response period after issuance of a final action.” 
The proposed amendment reflects current practice. 

Section 2.76(h), which provides that an amendment to allege 
use may be withdrawn for any reason prior to approval of a 
mark for publication or expiration of the six-month response 
period after issuance of a final action, is proposed to be amended 
to delete the phrase “or expiration of the six-month response 
period after issuance of a final action.” The proposed amend- 
ment reflects current practice. 

Section 2.85(e) pertains to the filing of certain specified 
papers, including a petition for cancellation, with a fee which 
is insufficient because multiple classes in an application or 
registration are involved. The section is proposed to be amended 
to delete the references to a petition for cancellation, because 
the matter of an insufficient fee for a petition to cancel a 
registration having multiple classes is covered, in greater detail, 
in § 2.111(c)(1). 

Section 2.87(c), which specifies that a request to divide an 
application may be filed, inter alia, “during an opposition, upon 
motion granted by the Trademark Trial and Appeal Board,” is 
proposed to be amended to insert, after the words “during 
an opposition,” the additional words “or concurrent use or 
interference proceeding.” The proposed amendment codifies 
current practice and corrects an oversight in the rule. 

Section 2.101(d)(1), which now includes a cross-reference 
to “§ 2.6(1),” is proposed to be amended to correct the cross- 
reference to “§ 2.6(a)(17).” 
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Section 2.102(d), which now provides that every request to 
extend the time for filing a notice of opposition should be 
submitted “in triplicate (original plus two copies),” is proposed 
to be amended to delete the words “(original plus two copies).” 
The proposed amendment eliminates the requirement to file 
“original” extension of time requests. The Board has no need 
for the original. 

Section 2.111(b), which now includes a cross-reference to 
“section 14(c) or (e)” of the Act, is proposed to be amended 
to correct the cross-reference to “section 14(3) or (5). The 
subsections of Section 14 of the Act were renumbered by the 
Trademark Law Revision Act of 1988. 

Section 2.111(c)(1), which now includes a cross-reference 
to “§§ 2.6(1) and 2.85(e),” is proposed to be amended to correct 
the first cross-reference to § 2.6(a)(16) and to delete the cross- 
reference to § 2.85(e). 

Section 2.117(a) now provides that whenever it shall come 
to the attention of the Board “that parties to a pending case 
are engaged in a civil action which may be dispositive of the 
case, proceedings before the Board may be suspended until 
termination of the civil action.” The section is proposed to be 
amended to insert the words “a party or” before the word 
“parties,” insert the words “or a Board proceeding” after the 
first appearance of the words “civil action,” and substitute the 
words “have a bearing on” for the words “be dispositive of.” 
The proposed amendments clarify the rule and codify current 
practice. 

Section 2.117(b) now provides that “Whenever there is 
pending, at the time when the question of the suspension of 
proceedings is raised, a motion which is potentially dispositive 
of the case, the motion may be decided before the question of 
suspension is considered.” The section is proposed to be 
amended to read “Whenever there is pending before the Board 
both a motion to suspend and a motion which is potentially 
dispositive of the case, the potentially dispositive motion may 
be decided before the question of suspension is considered, 
regardless of the order in which the motions were filed.” The 
proposed amendment clarifies the rule and codifies current 
practice. 

Section 2.119 (d) provides, in pertinent part, that the mere 
designation of a domestic representative does not authorize the 
person designated to prosecute the proceeding unless qualified 
under § 10.14(a), or qualified under paragraphs (b) or (c) of 
§ 10.14(c) and authorized under § 2.17(b). The section is pro- 
posed to be amended to delete the reference to § 10.14(c). 
That section refers to nonresidents, who cannot be domestic 
representatives. The proposed amendment corrects an inadver- 
tent error in the rule. 

Section 2.120(a) now provides that the provisions of the 
Federal Rules of Civil Procedure relating to discovery shall 
apply in opposition, cancellation, interference, and concurrent 
use registration proceedings except as otherwise provided in § 
2.120; that the Board will specify the closing date for the taking 
of discovery; and that the opening of discovery is governed 
by the Federal Rules of Civil Procedure. The section is proposed 
to be amended to (1) preface the first sentence with the quali- 
fying words “Wherever appropriate, the”; (2) include a new 
sentence stating that the provisions of the Federal Rules of 
Civil Procedure relating to automatic disclosure scheduling 
conferences, conferences to discuss settlement and to develop 
a discovery plan, and transmission to the court of a written 
report outlining the discovery plan, are not applicable to Board 
proceedings; (3) state that the Board will specify the opening 
(as well as the closing) date for the taking of discovery; (4) 
delete the provision that the opening of discovery is governed 
by the Federal Rules of Civil Procedure; (5) specify that the 
discovery period will be set for a period of 180 days; (6) provide 
that interrogatories, requests for production of documents and 
things, and requests for admission must be served in sufficient 
time that responses will fall due prior to the close of the dis- 
covery period, and that discovery depositions must be noticed 
and taken prior to the close of the discovery period; (7) specify 
that extensions of the discovery period will be granted only 
upon stipulation of the parties approved by the Board, and that 
the parties may stipulate to a shortening of the discovery period; 
(8) provide that responses to interrogatories, requests for pro- 
duction of documents and things, and requests for admission 
must be served within 40 days from the date of service of such 
discovery requests; (9) specify that the time to respond may 
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be extended upon stipulation of the parties, or upon motion 
showing extraordinary circumstances approved by the Board; 
and (10) provide that the resetting of a party’s time to respond 
to an outstanding request for discovery will not result in the 
automatic rescheduling of the discovery and/or testimony 
periods, and that the discovery period will be rescheduled only 
upon stipulation of the parties approved by the Board, and 
testimony periods will be rescheduled only upon stipulation of 
the parties approved by the Board, or upon motion showing 
extraordinary circumstances granted by the Board. 

Section 2.120(d)(1) now provides, in pertinent part, that the 
total number of written interrogatories which a party may serve 
upon another party pursuant to Rule 33 of the Federal Rules of 
Civil Procedure, in a proceeding, shall not exceed 75, counting 
subparts, except that the Board, in its discretion, may allow 
additional interrogatories upon motion showing good cause, or 
upon stipulation of the parties; and that a motion for leave to 
file additional interrogatories must be filed and granted prior 
to the service of the proposed additional interrogatories, and 
must be accompanied by a copy of the interrogatories, if any, 
which have already been served by the moving party, and by 
a copy of the interrogatories proposed to be served. The section 
is proposed to be amended to lower the interrogatory number 
limit from 75, counting subparts, to 25, counting subparts, and 
to delete the references to a motion for leave to serve additional 
interrogatories. However, the provision allowing additional 
interrogatories upon stipulation of the parties is proposed to 
be retained. 

Section 2.120(d)(2), which now includes only a provision 
concerning the place for production of documents and things, 
is proposed to be amended to limit the number of requests for 
production of documents and things which a party may serve 
upon another party, in a proceeding, to 15, counting subparts. 
Specifically, the section is proposed to be amended to include 
new sentences providing that the total number of requests for 
production of documents and things which a party may serve 
upon another party pursuant to Rule 34 of the Federal Rules of 
Civil Procedure, in a proceeding, shall not exceed 15, counting 
subparts, except upon stipulation of the parties; that if a party 
upon which requests for production of documents and things 
have been served believes that the number of requests served 
exceeds the limitation specified in the paragraph, and is not 
willing to waive this basis for objection, the party shall, within 
the time for (and instead of) serving answers and specific 
objections to the requests, serve a general objection on the 
ground of their excessive number; and that if the inquiring 
party, in turn, files a motion to compel discovery, the motion 
must be accompanied by a copy of the set(s) of requests which 
together are said to exceed the limitation, and must otherwise 
comply with the requirements of § 2.120(e). These proposed 
provisions parallel the provisions of § 2,120(d)(1), which limit 
the number of interrogatories which a party may serve upon 
another party in a proceeding. 

Section 2.120(e), which governs motions to compel dis- 
covery, is proposed to be amended by redesignating the present 
paragraph as (e)(1), and amending that paragraph to insert, 
after the first sentence, a new sentence specifying that a motion 
to compel must be filed within 30 days after the close of the 
discovery period, as originally set or as reset. In addition, § 
2.120(e) is proposed to be amended to include a new paragraph, 
designated (e)(2), specifying that when a party files a motion 
for an order to compel discovery, the case will be suspended 
by the Board with respect to all matters not germane to the 
motion, and no party should file any paper which is not germane 
to the motion, except as otherwise specified in the Board’s 
suspension letter. The proposed new paragraph also provides 
that the filing of a motion to compel shall not toll the time for 
a party to respond to any outstanding discovery requests or to 
appear for any noticed discovery deposition. 

Section 2.120(g)(1), which now states, in pertinent part, 
that “the Board does not have authority to hold any person in 
contempt or to award any expenses to any party,” is proposed 
to be amended to state that “the Board will not hold any person 
in contempt or award any expenses to any party.” 

Section 2.120(h), which concems requests for admission, 
is proposed to be amended to redesignate the present paragraph 
as (h)(2); delete the first sentence, which reads “Requests for 
admissions shall be governed by Rule 36 of the Federal Rules 
of Civil Procedure except that the Trademark Trial and Appeal 
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Board does not have authority to award any expenses to any 
party.”; add to the beginning a new sentence reading “Any 
motion by a party to determine the sufficiency of an answer 
or objection to a request made by that party for an admission 
must be filed within 30 days after the close of the discovery 
period, as originally set or as reset.”; and revise the beginning 
of the second sentence, which now reads, “A motion by a party 
to determine the sufficiency of an answer or objection to a 
request made by that party for an admission shall...,” to read 
“The motion shall ....,” The section is proposed to be further 
amended to add a new paragraph, designated (h)(1), limiting 
the number of requests for admission which a party may serve 
upon another party, in a proceeding, to 25, counting subparts. 
Specifically, the proposed new paragraph provides that the total 
number of requests for admission which a party may serve 
upon another party pursuant to Rule 36 of the Federal Rules of 
Civil Procedure, in a proceeding, shall not exceed 25, counting 
subparts, except upon stipulation of the parties; that if a party 
upon which requests for admission have been served believes 
that the number of requests served exceeds the limitation speci- 
fied in the paragraph, and is not willing to waive this basis for 
objection, the party shall, within the time for (and instead of) 
serving answers and specific objections to the requests, serve 
a general objection on the ground of their excessive number, 
and that if the inquiring party, in turn, files a motion to determine 
the sufficiency of the objection, the motion must be accompa- 
nied by a copy of the set(s) of requests for admission which 
together are said to exceed the limitation, and must otherwise 
comply with the requirements of paragraph (h)(2) of the section. 
The proposed provisions parallel the provisions of § 
2.120(d)(1), which limit the number of interrogatories which 
a party may serve upon another party in a proceeding. Finally, 
§ 2.120(h) is proposed to be amended to add another new 
paragraph, designated (h)(3), which provides for the suspension 
of proceedings when a motion to determine the sufficiency of 
an answer or objection to a request for admission is filed. 
Specifically, the proposed new paragraph provides that when 
a party files a motion to determine the sufficiency of an answer 
or objection to a request made by that party for an admission, 
the case will be suspended by the Board with respect to all 
matters not germane to the motion, and no party should file any 
paper which is not germane to the motion, except as otherwise 
specified in the Board’s suspension order. The proposed new 
paragraph also provides that the filing of a motion to determine 
the sufficiency of an answer or objection to a request for admis- 
sion shall not toll the time for a party to respond to any out- 
Standing discovery requests or to appear for any noticed 
discovery deposition. The provisions of proposed new § 
2.120(h)(3) parallel the provisions of proposed new § 2.120(e) 
and § 2.127(d), as proposed to be amended. 

Section 2.121(a)(1) is proposed to be amended by revising 
the third sentence, which now provides that testimony periods 
may be rescheduled “by stipulation of the parties approved by 
the Board, or upon motion granted by the Board, or by order 
of the Board,” to provide that testimony periods may be resched- 
uled “by stipulation of the parties approved by the Board, or 
upon motion showing extraordinary circumstances granted by 
the Board.” The sentence is proposed to be further amended 
to specify that “if such a motion is denied, the testimony periods 
will remain as set.” In addition, the last sentence of the section, 
which now reads “The resetting of a party’s time to respond 
to an outstanding request for discovery will not result in the 
automatic rescheduling of the discovery and/or testimony 
periods; such dates will be rescheduled only upon stipulation 
of the parties approved by the Board, or upon motion granted 
by the Board, or by order of the Board,” is proposed to be 
deleted. The sentence is proposed to be added to § 2.120(a), 
with the latter part of the sentence being modified to read “the 
discovery period will be rescheduled only upon stipulation of 
the parties approved by the Board, and testimony periods will 
be rescheduled only upon stipulation of the parties approved 
by the Board, or upon motion showing extraordinary circum- 
stances granted by the Board.” The proposed modification is 
consistent with the third sentence of § 2.121(a)(1), as proposed 
to be amended. 

Section 2.121(c), which governs the length of the testimony 
periods, is proposed to be amended to enlarge the rebuttal 
testimony period from 15 to 30 days, and to enlarge all other 
testimony periods from 30 to 60 days. In addition, the last 





January 5, 1999 


sentence of the section, which now provides that the periods 
may be extended “by stipulation of the parties approved by 
the Trademark Trial and Appeal Board, or upon motion granted 
by the Board, or by order of the Board,” is proposed to be 
amended to provide that the periods may be extended “by 
stipulation of the parties approved by the Trademark Trial and 
Appeal Board, or upon motion showing extraordinary circum- 
stances granted by the Board.” The sentence is proposed to be 
further amended to specify that “if such a motion is denied, 
the testimony periods will remain as set.” The proposed amend- 
ments to this sentence parallel the proposed amendment to the 
third sentence of § 2.121(a)(1). 

Section 2.121(d) now provides, in pertinent part, that when 
parties stipulate to the rescheduling of testimony periods or to 
the rescheduling of the closing date for discovery and the 
rescheduling of testimony periods, a stipulation “submitted in 
one original plus as many photocopies as there are parties” 
will, if approved, be so stamped, signed, and dated, and the 
copies will be promptly returned to the parties. The section is 
proposed to be amended by revising the quoted section to read 
“submitted in a number of copies equal to the number of parties 
to the proceeding plus one copy for the Board.” 

Section 2.122(b)(1), which now provides, in pertinent part, 
that each application or registration file specified in a declara- 
tion of interference forms part of the record of the proceeding 
without any action by the parties, is proposed to be amended 
by substituting the word “notice” for the word “declaration.” 

Section 2.122(d)(1), which now includes a cross-reference 
to “§ 2.6(n),” is proposed to be amended to correct the cross- 
reference to “§ 2.6(b)(4).” 

Section 2.123(b) now provides, in its second sentence, that 
by agreement of the parties, the testimony of any witness or 
witnesses of any party may be submitted in the form of an 
affidavit by such witness or witnesses. The sentence is proposed 
to be amended by inserting the word “written” between the 
words “by” and “agreement.” The third sentence of the section 
now provides that the parties may stipulate what a particular 
witness would testify to if called, or the facts in the case of 
any party may be stipulated. The sentence is proposed to be 
amended by inserting the words “in writing” after the word 
“stipulate” and after the word “stipulated.” 

Section 2.123(f) pertains to the certification and filing of a 
deposition by the officer before whom the deposition was taken. 
The third sentence of the second paragraph of the section now 
reads, “Unless waived on the record by an agreement, he shall 
then, without delay, securely seal in an envelope all the evi- 
dence, notices, and paper exhibits, inscribe upon the envelope 
a certificate giving the number and title of the case, the name 
of each witness, and the date of sealing, address the package, 
and forward the same to the Commissioner of Patents and 
Trademarks.” The sentence is proposed to be amended to delete 
the words “without delay,” to put a period after the word 
“sealing,” and to convert the remainder of the present sentence 
into a new sentence which reads, “The officer or the party taking 
the deposition, or its attorney or other authorized representative, 
shall then address the package and forward the same to the 
Commissioner of Patents and Trademarks.” The fourth sentence 
of the paragraph now reads, “If the weight or bulk of an exhibit 
shall exclude it from the envelope, it shall, unless waived on 
the record by agreement of all parties, be authenticated by 
the officer and transmitted in a separate package marked and 
addressed as provided in this section.” The sentence is proposed 
to be amended to insert, after the word “transmitted,” the phrase 
“by the officer or the party taking the deposition, or its attorney 
or other authorized representative.” Finally, in view of the 
proposed amendments to the third and fourth sentences, the 
title of the section, which now reads “Certification and filing 
by officer,” is proposed to be amended to read “Certification 
and filing of deposition.” 

Section 2.125(c), which now provides that one certified tran- 
script (of a testimony deposition) and exhibits shall be filed 
“promptly,” with the Board, is proposed to be amended to 
delete the word “promptly.” 

Section 2.127(a), which govems the filing of briefs on 
motions, is proposed to be amended to (1) enlarge the time for 
filing a brief in response to a motion from 15 days to 30 days, 
and preface the time provision with the phrase “Except as 
provided in paragraph (e)(1) of this section, a”; (2) delete, from 
the second sentence, a provision for extension of this time by 
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“order of the Board on motion for good cause” and substitute 
a provision for an extension by “stipulation of the parties 
approved by the Board, or upon motion showing extraordinary 
circumstances granted by the Board,” with the added provision 
that, “if such a motion for an extension is denied, the time 
for responding to the motion remains as specified under this 
section”; (3) add a new provision to specify that a reply brief, 
if filed, shall be filed within 15 days from the date of service 
of the brief in response to the motion, and preface this new 
provision with the phrase “Except as provided in paragraph 
(e)(1) of this section, a”; (4) specify that the time for filing a 
reply brief will not be extended, and that no further papers in 
support of or in opposition to a motion will be considered by 
the Board; (5) add form requirements for briefs, i.e., that they 
shall be submitted in typewritten or printed form, double spaced, 
in at least pica or eleven-point type, on letter-size paper; (6) 
add a page limitation for briefs, namely, 25 pages for a brief 
in support of or in response to a motion and 10 pages for a 
reply brief; and (7) specify that exhibits submitted in support 
of or in opposition to a motion shall not be deemed to be part 
of the brief for purposes of determining the length of the brief. 

Section 2.127(b), which now provides, in pertinent part, that 
any request for reconsideration or modification of an order or 
decision issued on a motion must be filed within thirty days 
from the date thereof, is proposed to be amended to change 
the specification of the time period for requesting reconsidera- 
tion or modification from “thirty days” to “one month.” 

Section 2.127(d) provides, in its first sentence, that when 
any party files a motion which is potentially dispositive of a 
proceeding, the case will be suspended by the Board with 
respect to all matters not germane to the motion, and no party 
should file any paper which is not germane to the motion. The 
sentence is proposed to be amended to add to the end of the 
sentence the phrase “except as otherwise specified in the 
Board’s suspension order.” The section is proposed to be further 
amended to add, immediately after the first sentence, a new 
sentence providing that filing a summary judgment motion 
shall not toll the time for the moving party to respond to 
any outstanding discovery requests or to appear at a noticed 
discovery deposition, but it shall toll the time for the nonmoving 
party to serve such responses or to appear for such deposition. 

Section 2.127(e)(1), which governs the time for filing a 
motion for summary judgment, is proposed to be amended to 
add, at the beginning of the section, a provision that a motion 
for summary judgment may not be filed until notification of 
the proceeding has been sent to the parties by the Board. In 
addition, the section is proposed to be amended to add to the 
end thereof provisions specifying that (1) a motion under Rule 
56(f) of the Federal Rules of Civil Procedure, if filed in response 
to a otion for summary judgment, shall be filed within 30 days 
from the date of service of the summary judgment motion; (2) 
the time for filing a motion under Rule 56(f) will not be 
extended; (3) if no motion under Rule 56(f) is filed, a brief in 
response to the motion for summary judgment shall be filed 
within 60 days from the date of service of the motion unless 
the time is extended by stipulation of the parties approved by the 
Board, or upon motion showing extraordinary circumstances 
granted by the Board and that, if such a motion for an extension 
is denied, the time for responding to the motion for summary 
judgment remains as specified under this section; (4) a reply 
brief, if filed, shall be filed within 30 days from the date of 
service of the brief in response to the motion; (5) the time for 
filing a reply brief will not be extended; and (6) no further 
papers in support of or in opposition to a motion for summary 
judgment will be considered by the Board. 

Section 2.127(f), which now states that “The Board does not 
have authority to hold any person in contempt, or to award 
attorneys’ fees or other expenses to any party,” is proposed to 
be amended to state instead that “The Board will not hold any 
person in contempt, or award attorneys’ fees or other expenses 
to any party.” 

Section 2.134(a), which now includes a cross-reference to 
“section 7(d)” of the Act of 1946, is proposed to be amended 
to correct the cross-reference to “section 7(e).” 

Section 2.146(e)(1), which now provides for filing a petition 
to the Commissioner from the denial of a request for an exten- 
sion of time to file a notice of opposition, is proposed to be 
amended to provide also for filing a petition from the grant of 
such a request. Specifically, the first sentence of the section 
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now provides that a petition from the denial of a request for 
an extension of time to file a notice of opposition shall be filed 
within fifteen days from the date of mailing of the denial of the 
request and shall be served on the attorney or other authorized 
representative of the applicant, if any, or on the applicant. The 
sentence is proposed to be revised to read, “A petition from 
the grant or denial of a request for an extension of time to file 
a notice of opposition shall be filed within fifteen days from 
the date of mailing of the grant or denial of the request. A 
petition from the grant of a request shall be served on the 
attorney or other authorized representative of the potential 
opposer, if any, or on the potential opposer. A petition from 
the denial of a request shall be served on the attorney or other 
authorized representative of the applicant, if any, or on the 
applicant.” In addition, the present third sentence of the section, 
which provides, in pertinent part, that the applicant may file a 
response within fifteen days from the date of service of the 
petition and shall serve a copy of the response on the petitioner, 
is proposed to be amended by revising the beginning of the 
sentence to read, “The potential opposer or the applicant, as 
the case may be, may file a response within fifteen days....” 

Section 3.41, which now includes a cross-reference to “§ 
2.6(q),” is proposed to be amended to correct the cross-reference 
to “§ 2.6(b)(6).” 


Environmental, Energy, and Other Considerations 


The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act (S U.S.C. 601 et seq.), 
Executive Order 12612, and the Paperwork Reduction Act of 
1995 (PRA) (44 U.S.C. 3501 et seq.). The proposed changes 
have been determined to be not significant for purposes of 
Executive Order 12866. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
the proposed rule changes will not have a significant impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, 5 U.S.C. 605(b)). The principal effect of this rule change 
is to improve practice and expedite proceedings in inter partes 
cases before the Board. 

The PTO has determined that the proposed rule changes 
have no Federalism implications affecting the relationship 
between the National Government and the States as outlined 
in Executive Order 12612. 

This rule involves the Petition to Cancel requirement which 
has not been previously approved by the OMB under the PRA. 
A request to collect this information has been submitted to 
OMB for review and approval. The reporting burden for this 
collection of information is estimated to be 20 minutes per 
response, including the time for reviewing instructions, 
searching existing data sources, gathering and maintaining the 
data needed, and completing and reviewing the collection of 
information. Comments are invited on: (a) whether the collec- 
tion of information is necessary for proper performance of the 
functions of the agency; (b) the accuracy of the agency’s esti- 
mate of the burden; (c) ways to enhance the quality, utility, 
and clarity of the information to be collected; and (d) ways 
to minimize the burden of the collection of information to 
respondents. This rule also involves information requirements 
associated with filing an Opposition to the Registration of a 
Mark, Amendment to Allege Use, and dividing an application. 
These requirements have been previously approved by the OMB 
under control number 0651-0009. Send comments regarding 
the burden estimate or any other aspects of the information 
requirements, including suggestions for reducing the burden, 
to the Assistant Commissioner for Trademarks, Box 
TTAB—No Fee, 2900 Crystal Drive, Arlington, VA 22202- 
3513, marked to the attention of Ellen J. Seeherman, and to 
the Office of Information and Regulatory Affairs, Office of 
Management and Budget, Washington, DC 20503 (Attention: 
PTO Desk Officer). 

Notwithstanding any other provision of law, no person is 
required to respond to, nor shall a person be subject to a penalty 
for failure to comply with, a collection of information, subject 
to the requirements of the PRA, unless that collection of infor- 
mation displays a currently valid Office of Management and 
Budget (OMB) control number 
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List of Subjects 


37 CFR Part 2 
Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


37 Part 3 
Administrative practice and procedure, Patents, Trademarks 


For the reasons given in the preamble and pursuant to the 
authority contained in § 41 of the Trademark Act of July 5, 
1946, as amended, the Patent and Trademark Office proposes 
to amend Part 2 and Part 3 of Title 37 of the Code of Federal 
Regulations by amending or revising §§ 2.76, 2.85, 2.87, 2.101, 
2.102, 2.111, 2.117, 2.119, 2.120, 2.121, 2.122, 2.123, 2.125, 
2.127, 2.134, 2.146 and 3.41, as set forth below. Additions are 
indicated by arrows and deletions by brackets. 


Part 2—Rules Of Practice In Trademark Cases 


1. The authority citation for Part 2 continues to read as 
follows: 

Authority. 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 

la. Section 2.76 is proposed to be amended by revising 
paragraphs (a), (g), and (h) to read as follows: 


§ 2.76 Amendment to allege use. 


(a) An application under section 1(b) of the Act may be 
amended to allege use of the mark in commerce under section 
1(c) of the Act at any time between the filing of the application 
and the date the examiner approves the mark for publication 
[or the date of expiration of the six-month response period 
after issuance of a final action). Thereafter, an allegation of 
use may be submitted only as a statement of use under § 2.88 
after the issuance of a notice of allowance under section 13(b)(2) 
of the Act. If an amendment to allege use is filed outside the 
time period specified in this paragraph, it will be returned to 
the applicant. 


eet 


(g) If the amendment to allege use is filed within the permitted 
time period but does not meet the minimum requirements speci- 
fied in paragraph (e) of this section, applicant will be notified 
of the deficiency. The deficiency may be corrected provided 
the mark has not been approved for publication [or the six- 
month response period after issuance of a final action has not 
expired). If an acceptable amendment to correct the deficiency 
is not filed prior to approval of the mark for publication [or 
prior to the expiration of the six-month response period after 
issuance of a final action], the amendment will not be examined. 

(h) An amendment to allege use may be withdrawn for any 
reason prior to approval of a mark for publication [or expiration 
of the six-month response period after issuance of a final 
action]. 

2. Section 2.85 is proposed to be amended by revising para- 
graph (e) to read as follows: 


§ 2.85 Classification schedules. 


i al 


(e) Where the amount of the fee received on filing an appeal 
in connection with an application or on an application for 
renewal [or in connection with a petition for cancellation] is 
sufficient for at least one class of goods or services but is 
less than the required amount because multiple classes in an 
application or registration are involved, the appeal or renewal 
application [or petition for cancellation] will not be refused on 
the ground that the amount of the fee was insufficient if the 
required additional amount of the fee is received in the Patent 
and Trademark Office within the time limit set forth in the 
notification of this defect by the Office, or if action is sought 
only for the number of classes equal to the number of fees 
submitted. 
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3. Section 2.87 is proposed to be amended by revising para- 
graph (c) to read as follows: 


§ 2.87 Dividing an application. 


#*e4% 


(c) A request to divide an application may be filed at any 
time between the filing of the application and the date the 
Trademark Examining Attomey approves the mark for publica- 
tion or the date of expiration of the six-month response period 
after issuance of a final action; or during an opposition cor 
concurrent use or interference proceedingb, upon motion 
granted by the Trademark Trial and Appeal Board. Addition- 
ally, a request to divide an application under section 1(b) of 
the Act may be filed with a statement of use under symbol 39 
f § 2.88 or at any time between the filing of a statement of 
use and the date the Trademark Examining Attomey approves 
the mark for registration or the date of expiration of the six- 
month response period after issuance of a final action. 


*e+* 


4. Section 2.101 is proposed to be amended by revising 
paragraph (d)(1) to read as follows: 


§ 2.101 Filing an opposition. 


44% 


(d)(1) The opposition must be accompanied by the required 
fee for each party joined as opposer for each class in the 
application for which registration is opposed (see § 
c2.6(a)(17)b [2.6(1)]. If no fee, or a fee insufficient to pay 
for one person to oppose the registration of a mark in at least 
one class, is submitted within thirty days after publication of 
the mark to be opposed or within an extension of time for filing 
an opposition, the opposition will not be refused if the required 
fee(s) is submitted to the Patent and Trademark Office within 
the time limit set in the notification of this defect by the Office. 


*+* 


5. Section 2.102 is proposed to be amended by revising para- 
graph (d) to read as follows: 


§ 2.102 Extension of time for filing an opposition. 


*+e% 


(d) Every request to extend the time for filing a notice of 
opposition should be submitted in triplicate [(original plus two 
copies)]. 

6. Section 2.111 is proposed to be amended by revising 
paragraphs (b) and (c)(1) to read as follows: 


§ 2.111 Filing petition for cancellation. 


eee 


(b) Any entity which believes that it is or will be damaged 
by a registration may file a petition, which should be addressed 
to the Trademark Trial and Appeal Board, to cancel the registra- 
tion in whole or in part. The petition need not be verified, and 
may be signed by the petitioner or the petitioner’s attorney or 
other authorized representative. The petition may be filed at any 
time in the case of registrations on the Supplemental Register or 
under the Act of 1920, or registrations under the Act of 1881 
or the Act of 1905 which have not been published under section 
12(c) of the Act, or on any ground specified in section 14c(3)b 
[(c)] or c(5)b [(e)] of the Act. In all other cases the petition 
and the required fee must e filed within five years from the 
date of registration of the mark under the Act or from the date 
of publication under section 12(c) of the Act. 

(c)(1) The petition must be accompanied by the required fee 
for each class in the registration for which cancellation is sought 
(see §[§] c2.6(a)(16)b [2.6(1) and 2.85(e)]). If the fees sub- 
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mitted are insufficient for a cancellation against all of the classes 
in the registration, and the particular class or classes against 
which the cancellation is filed are not specified, the Office will 
issue a written notice allowing petitioner until a set time in 
which to submit the required fees(s) (provided that the five- 
year period, if applicable, has not expired) or to specify the 
class or classes sought to be cancelled. If the required fee(s) 
is not submitted, or the specification made, within the time set 
in the notice, the cancellation will be presumed to be against 
the class or classes in ascending order, beginning with the 
lowest numbered class, and including the number of classes in 
the registration for which the fees submitted are sufficient to 
pay the fee due for each class. 


eee 


7. Section 2.117 is proposed to be amended by revising 
paragraphs (a) and (b) to read as follows: 
§ 2.117 Suspension of proceedings. 


(a) Whenever it shall come to the attention of the Trademark 
Trial and Appeal Board that ca party orb parties to a pending 
case are engaged in a civil action cor a Board proceedingb 
which may chave a bearing onb [be dispositive of] the case, 
proceedings before the Board may be suspended until termina- 
tion of the civil action. 

(b) Whenever there is pending cbefore the Board both a 
motion to suspend andb [, at the time when the question of 
the suspension of proceedings is raised,] a motion which is 
potentially dispositive of the case, the cpotentially disposi- 
tiveb motion may be decided before the question of suspension 
is considered cregardless of the order in which the motions 
were filedb. 


444% 


8. Section 2.119 is proposed to be amended by revising 
paragraph (d) to read as follows: 


§ 2.119 Service and signing of papers. 


eee 


(d) If a party to an inter partes proceeding is not domiciled 
in the United States and is not represented by an attorney or 
other authorized representative located in the United States, 
the party must designate by written document filed in the Patent 
and Trademark Office the name and address of a person resident 
in the United States on whom may be served notices or process 
in the proceeding. In such cases, official communications of the 
Patent and Trademark Office will be addressed to the domestic 
representative unless the proceeding is being prosecuted by an 
attorney at law or other qualified person duly authorized under § 
10.14(c) of this subchapter. The mere designation of a domestic 
representative does not authorize the person designated to pros- 
ecute the proceeding unless qualified under § 10.14(a), or quali- 
fied under [paragraph (b) or (c) of] § 10.14c(b)b and 
authorized under § 2.17(b). 


ee+e* 


9. Section 2.120 is proposed to be amended by redesignating 
current paragraphs (e) and (h) as (e)(1) and (h)(2), respectively; 
adding new paragraphs (e)(2), (h)(1), and (h)(3); and revising 
paragraphs (a), (d), and (g)(1) and redesignated paragraphs 
(e)(1) and (h)(2) to read as follows: 


§ 2.120 Discovery. 


(a) In general. cWherever ay ae theb [The] provis- 
I 


ions of the Federal Rules of Civil Procedure relating to dis- 
covery shall apply in opposition, cancellation, interference and 
concurrent use registration proceedings except as otherwise 
provided in this section. cThe provisions of the Federal Rules 
of Civil Procedure relating to automatic disclosure, scheduling 
conferences, conferences to discuss settlement and to develop 
a discovery plan, and transmission to the court of a written 
report outlining the discovery plan, are not applicable to Board 
proceedings. bThe Trademark Trial and Appeal Board will 
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specify the copening andb closing datecsb for the taking 
of discovery. cThe discovery period will be set for a period 
of 180 days. Interrogatories, requests for production of docu- 
ments and things, and requests for admission must be served 
in sufficient time that responses will fall due prior to the close 
of the discovery period. Discovery depositions must be noticed 
and taken prior to the close of the discovery period. Extensions 
of the discovery period will be granted only upon stipulation 
of the parties approved by the Board. The parties may stipulate 
to a shortening of the discovery period. Responses to interroga- 
tories, requests for production of documents and things, and 
requests for admission must be served within 40 days from the 
date of service of such discovery requests. The time to respond 
may be extended upon stipulation of the parties, or upon motion 
showing extraordinary circumstances granted by the Board. 
The resetting of a party’s time to respond to an outstanding 
request for discovery will not result in the automatic resched- 
uling of the discovery and/or testimony periods; the discovery 
period will be rescheduled only upon stipulation of the parties 
approved by the Board, and testimony periods will be resched- 
uled only upon stipulation of the parties approved by the Board, 
or upon motion showing extraordinary circumstances granted 
by the Board.b [The opening of discovery is governed by the 
Federal Rules of Civil Procedure.] 


eet 


(d) Interrogatories; request for production. (1) The total 
number of written interrogatories which a party may serve upon 
another party pursuant to Rule 33 of the Federal Rules of Civil 
Procedure, in a proceeding, shall not exceed c25b [seventy- 
five], counting subparts, except [that the Trademark Trial and 
Appeal Board, in its discretion, may allow additional interroga- 
tories upon motion therefor showing good cause, or] upon 
stipulation of the parties. [A motion for leave to serve additional 
interrogatories must be filed and granted prior to the service 
of the proposed additional interrogatories; and must be accom- 
panied by a copy of the interrogatories, if any, which have 
already been served by the moving party, and by a copy of the 
interrogatories proposed to be served.] If a party upon which 
interrogatories have been served believes that the number of 
interrogatories served exceedcsb the limitation specified in 
this paragraph, and is not willing to waive this basis for objec- 
tion, the party shall, within the time for (and instead of) serving 
answers and specific objections to the interrogatories, serve a 
general objection on the ground of their excessive number. If 
the inquiring party, in tum, files a motion to compel discovery, 
the motion must be accompanied by a copy of the set(s) of 
interrogatories which together are said to exceed the limitation, 
and must otherwise comply with the requirements of paragraph 
(e) of this section. 

(2) cThe total number of requests for production of docu- 
ments and things which a party may serve upon another party 
pursuant to Rule 34 of the Federal Rules of Civil Procedure, 
in a proceeding, shall not exceed 15, counting subparts, except 
upon stipulation of the parties. If a party upon which requests 
for production of documents and things have been served 
believes that the number of requests served exceeds the limita- 
tion specified in this paragraph, and is not willing to waive 
this basis for objection, the party shall, within the time for 
(and instead of) serving answers and specific objections to 
the requests, serve a general objection on the ground of their 
excessive number. If the inquiring party, in tum, files a motion 
to compeldiscovery, the motion must be accompanied by a 
copy of the set(s) of requests which together are said to exceed 
the limitation, and must otherwise comply with the require- 
ments of paragraph (e) of this section. bThe production of 
documents and things under the provisions of Rule 34 of the 
Federal Rules of Civil Procedure will be made at the place 
where the documents and things are usually kept, or where the 
parties agree, or where and in the manner which the Trademark 
Trial and Appeal Board, upon motion, orders. 

(e) Motion for an order to compel discovery. c(\)b If a 
party fails to designate a person pursuant to Rule 30(b)(6) or 
Rule 31(a) of the Federal Rules of Civil Procedure, or if a 
party or such designated person, or an officer, director or man- 
aging agent of a party fails to attend a deposition or fails to 
answer any question propounded in a discovery deposition, or 
any interrogatory, or fails to produce and permit the inspection 


OFFICIAL GAZETTE 


January 5, 1999 


and copying of any document or thing, the party seeking dis- 
covery may file a motion before the Trade mark Trial and 
Appeal Board for an order to compel a designation, or atten- 
dance at a deposition, or an answer, or production and an 
opportunity to inspect and copy. cThe motion must be filed 
within 30 days after the close of the discovery period, as origi- 
nally set or as reset.b The motion shall include a copy of the 
request for designation or of the relevant portion of the dis- 
covery deposition; or a copy of the interrogatory with any 
answer or objection that was made; or a copy of the request 
for production, any proffer of production or objection to produc- 
tion in response to the request, and a list and brief description 
of the documents or things that were not produced for inspection 
and the documents or things that were not produced for inspec- 
tion and copying. The motion must be supported by a written 
statement from the moving party that such party or the attorney 
therefor has made a good faith effort, by conference or corre- 
spondence, to resolve with the other party or the attomey 
therefor the issues presented in the motion and has been unable 
to reach agreement. If issues raised in the motion are subse- 
quently resolved by agreement of the parties, the moving party 
should inform the Board in writing of the issues in the motion 
which no longer require adjudication. 

c(2) When a party files a motion for an order to compel 
discovery, the case will be suspended by the Trademark Trial 
and Appeal Board with respect to all matters not germane to 
the motion, and no party should file any paper which is not 
germane to the motion, except as otherwise specified in the 
Board’s suspension order. The filing of a motion to compel 
shall not toll the time for a party to respond to any outstanding 
discovery requests or to appear for any noticed discovery depo- 
sition.b 


eee 


(g) Sanctions. (1) If a party fails to comply with an order 
of the Trademark Trial and Appeal Board relating to discovery, 
including a protective order, the Board may make any appro- 
priate order, including any of the orders provided in Rule 
37(b)(2) of the Federal Rules of Civil Procedure, except that 
the Board [does not have authority to] cwill notb hold any 
person in contempt or [to] award any expenses to any party. 
The Board may impose against a party any of the sanctions 
provided by this subsection in the event that said party or any 
attomey, agent, or designated witness of that party fails to 
comply with a protective order made pursuant to Rule 26(c) 
of the Federal Rules of Civil Procedure. 


#44 


(h) Requestcsb for admission[{s]. c(1)b [Requests for 
admissions shall be governed by Rule 36 of the Federal Rules 
of Civil Procedure except that the Trademark Trial and Appeal 
Board does not have authority to award any expenses to any 
party.) cThe total number of requests for admission which a 


party may serve upon another party, pursuant to Rule 36 of 
the Federal Rules of Civil Procedure, in a proceeding, shall 
not exceed 25, counting subparts, except upon stipulation of 
the parties. If a party upon which requests for admission have 
been served believes that the number of requests served exceeds 
the limitation specified in this paragraph, and is not willing to 
waive this basis for objection, the party shall, within the time 
for (and instead of) serving answers and specific objections to 
the requests, serve a general objection on the ground of their 
excessive number. If the inquiring party, in turn, files a motion 
to determine the sufficiency of the objection, the motion must 
be accompanied by a copy of the set(s) of requests for admission 
which together are said to exceed the limitation, and must 
otherwise comply with the requirements of paragraph (h)(2) 
of this section. 

(2) Any b [A] motion by a party to determine the sufficiency 
of an answer or objection to a request made by that party for 
an admission cmust be filed within 30 days after the close of 
the discovery period, as originally set or as reset. The motionb 
shall include a copy of the request for admission and any 
exhibits thereto and of the answer or objection. The motion 
must be supported by a written statement from the moving 
party that such party or the attorney therefor has made a good 
faith effort, by conference or correspondence, to resolve with 
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the other party or the attomey therefor the issues presented in 
the motion and has been unable to reach agreement. If issues 
raised in the motion are subsequently resolved by agreement 
of the parties, the moving party should inform the Board in 
writing of the issues in the motion which no longer require 
adjudication. 

c(3) When a party files a motion to determine the sufficiency 
of an answer or objection to a request made by that party for 
an admission, the case will be suspended by the Trademark 
Trial and Appeal Board with respect to all matters not germane 
to the motion, and no party should file any paper which is not 
germane to the motion, except as otherwise specified in the 
Board’s suspension order. The filing of a motion to determine 
the sufficiency of an answer or objection to a request for admis- 
sion shall not toll the time for a party to respond to any out- 
standing discovery requests or to appear for any noticed 
discovery deposition.b 


4% 


10. Section 2.121 is proposed to be amended by revising 
paragraphs (a)(1), (c) and (d) to read as follows: 


§ 2.121 Assignment of times for taking testimony. 


(a)(1) The Trademark Trial and Appeal Board will issue a 
trial order assigning to each party the time for taking testimony. 
No testimony shall be taken except during the times assigned, 
unless by stipulation of the parties approved by the Board, or, 
upon motion, by order of the Board. Testimony periods may 
be rescheduled by stipulation of the parties approved by the 
Board, or upon motion cshowing extraordinary circum- 
stancesb granted by the Board; cif such a motion is denied, 
the testimony periods will remain as setb [, or by order of the 
Board]. The resetting of the closing date for discovery will 
result in the rescheduling of the testimony periods without 
action by any party. [The resetting of a party’s time to respond 
to an outstanding request for discovery will not result in the 
automatic rescheduling of the discovery and/or testimony 
periods; such dates will be rescheduled only upon stipulation 
of the parties approved by the Board, or upon motion granted 
by the Board, or by order of the Board.] 


belated 


(c) A testimony period which is solely for rebuttal will be 
set for c30b [fifteen] days. All other testimony periods will 
be set for c60b [thirty] days. The periods may be extended 
by stipulation of the parties approved by the Trademark Trial 
and Appeal Board, or upon motion cshowing extraordinary 
circumstancesb granted by the Board; cif such a motion is 
denied, the testimony periods will remain as setb [, or by order 
of the Board]. 

(d) When parties stipulate to the rescheduling of testimony 
periods or to the rescheduling of the closing date for discovery 
and the rescheduling of testimony periods, a stipulation pre- 
sented in the form used in a trial order, signed by the parties, 
or a motion in said form signed by one party and including a 
statement that every other party has agreed thereto, and sub- 
mitted cin a number of copies equal to the number of parties 
to the proceeding plus one copy for the Boardb [in one original 
plus as many photocopies as there are parties], will, if approved, 
be so stamped, signed, and dated, and ca copyb [the copies] 
will be promptly returned to ceach ofb the parties. 

11. Section 2.122 is proposed to be amended by revising 
paragraphs (b)(1) and (d)(1) to read as follows: 


§ 2.122 Matters in evidence. 


ere 


(b) Application files. (1) The file of each application or 
registration specified in a cnoticeb [declaration] of interfer- 
ence, of each application or registration specified in the notice 
of a concurrent use registration proceeding, of the application 
against which a notice of opposition is filed, or of each registra- 
tion against which a petition or counterclaim for cancellation 
is filed forms part of the record of the proceeding without any 
action by the parties and reference may be made to the file for 
any relevant and competent purpose. 
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(d) Registrations. (1) A registration of the opposer or peti- 
tioner pleaded in an opposition or petition to cancel will be 
received in evidence and made part of the record if the opposi- 
tion or petition is accompanied by two copies of the registration 
prepared and issued by the Patent and Trademark Office 
showing both the current status of and current title to the 
registration. For the cost of a copy of a registration showing 
status and title, see c§ 2.6(b)(4)b [§ 2.6(n)]. 


eee 


12. Section 2.123 is proposed to be amended by revising 
paragraphs (b) and (f) as follows: 


§ 2.123 Trial testimony in inter partes cases. 


eee 


(b) Stipulations. If the parties so stipulate in writing, deposi- 
tions may be taken before any person authorized to administer 
oaths, at any place, upon any notice, and in any manner, and 
when so taken may be used like other depositions. By cwrit- 
tenb agreement of the parties, the testimony of any witness 
or witnesses of any party, may be submitted in the form of an 
affidavit by such witness or witnesses. The parties may stipulate 
cin writingb what a particular witness would testify to if 
called, or the facts in the case of any party may be stipulated 
cin writingb. 


eee 


(f) Certification and filing cof depositionb [by officer]. 
The officer shall annex to the deposition his certificate showing: 

(1) Due administration of the oath by the officer to the 
witness before the commencement of his deposition; 

(2) The name of the person by whom the deposition was 
taken down, and whether, if not taken down by the officer, it 
was taken down in his presence; 

(3) The presence or absence of the adverse party; 

(4) The place, day, and hour of commencing and taking the 
deposition; 

(5) The fact that the officer was not disqualified as specified 
in Rule 28 of the Federal Rules of Civil Procedure. 

If any of the foregoing requirements are waived, the certifi- 
cate shall so state. The officer shall sign the certificate and 
affix thereto his seal of office, if he has such a seal. Unless 
waived on the record by an agreement, he shall then [, without 
delay,] securely seal in an envelope all the evidence, notices, 
and paper exhibits, inscribe upon the envelope a certificate 
giving the number and title of the case, the name of each 
witness, and the date of sealingc. The officer or the party taking 
the deposition, or its attorney or other authorized representative, 
shall thenb [,] address the package, and forward the same to 
the Commissioner of Patents and Trademarks. If the weight or 
bulk of an exhibit shall exclude it from the envelope, it shall, 
unless waived on the record by agreement of all parties, be 
authenticated by the officer and transmitted cby the officer or 
the party taking the deposition, or its attorney or other author- 
ized representativeb in a separate package marked and 
addressed as provided in this section. 


EEE 


13. Section 2.125 is proposed to be amended by revising 
paragraph (c) to read as follows: 


§ 2.125 Filing and service of testimony. 


EEE 


(c) One certified transcript and exhibits shall be filed 
{promptly} with the Trademark Trial and Appeal Board. Notice 
of such filing shall be served on each adverse party and a copy 
of each notice shall be filed with the Board. 
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14. Section 2.127 is proposed to be amended by revising 
paragraphs (a), (b), (d), (e)(1) and (f) to read as follows: 


§ 2.127 Motions. 


(a) Every motion shall be made in writing, shall contain a 
full statement of the grounds, and shall embody or be accompa- 
nied by a brief. cExcept as provided in paragraph (e)(1) of 
this section ab [A] brief in response to a motion shall be filed 
within c30b [fifteen] days from the date of service of the 
motion unless another time is specified by the Trademark Trial 
and Appeal Board or the time is extended by cstipulation of 
the parties approved by the Board, or upon motion showing 
extraordinary circumstances granted by the Board; if such a 
motion for an extension is denied, the time for responding to 
the motion remains as specified under this sectionb [order of 
the Board on motion for good cause]. cExcept as provided in 
paragraph (e)(1) of this section, a reply brief, if filed, shall be 
filed within 15 days from the date of service of the brief in 
response to the motion. The time for filing a reply brief will 
not be extended. No further papers in support of or in opposition 
to a motion will be considered by the Board. Briefs shall be 
submitted in typewritten or printed form, double spaced, in at 
least pica or eleven-point type, on letter-size paper. The brief 
in support of the motion and the brief in response to the motion 
shall not exceed 25 pages in length; and a reply brief shall not 
exceed 10 pages in length. Exhibits submitted in support of or 
in Opposition to the motion shall not be deemed to be part of 
the brief for purposes of determining the length of the brief.b 
When a party fails to file a brief in response to a motion, the 
Board may treat the motion as conceded. An oral hearing will 
not be held on a motion except on order by the Board. 

(b) Any request for reconsideration or modification of an 
order or decision issued on a motion must be filed within cone 
monthb [thirty days] from the date thereof. A brief in response 
must be filed within cl5b [fifteen] days from the date of 
service of the request. 


eee 


(d) When any party files a motion to dismiss, or a motion 
for judgment on the pleadings, or a motion for summary judg- 
ment, or any other motion which is potentially dispositive of 
a proceeding, the case will be suspended by the Trademark 
Trial and Appeal Board with respect to all matters not germane 
to the motion and no party should file any paper which is not 
germane to the motion cexcept as otherwise specified in the 
Board’s suspension order. The filing of a summary judgment 
motion shall not toll the time for the moving party to respond 
to any outstanding discovery requests or to appear for any 
noticed discovery deposition, but it shall toll the time for the 
nonmoving party to serve such responses or to appear for such 
depositionb. If the case is not disposed of as a result of the 
motion, proceedings will be resumed pursuant to an order of 
the Board when the motion is decided. 

(e)(1) cA motion for summary judgment may not be filed 
until notification of the proceeding has been sent to the parties 
by the Trademark Trial and Appeal Board.b A motion for 
summary judgmentc, if filed,b should be filed prior to the 
commencement of the first testimony period, as originally set 
or as reset, and the Board, in its discretion, may deny as untimely 
any motion for summary judgment filed thereafter. cA motion 
under Rule 56(f) of the Federal Rules of Civil Procedure, if 
filed in response to a motion for summary judgment, shall be 
filed within 30 days from the date of service of the summary 
judgment motion. The time for filing a motion under Rule 56(f) 
will not be extended. If no motion under Rule 56(f) is filed, a 
brief in response to the motion for summary judgment shall 
be filed within 60 days from the date of service of the motion 
unless the time is extended by stipulation of the parties approved 
by the Board, or upon motion showing extraordinary circum- 
stances granted by the Board; if such a motion for an extension 
is denied, the time for responding to the motion for summary 
judgment remains as specified under this section. A reply brief, 
if filed, shall be filed within 30 days from the date of service 
of the brief in response to the motion. The time for filing a 
reply brief will not be extended. No further papers in support 
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of or in opposition to a motion for summary judgment will be 
considered by the Board.b 


e++t* 


(f) The Board (does not have authority to} cwill notb hold 
any person in contempt, or [to] award attorneys’ fees or other 
expenses to any party. 


15. Section 2.134 is proposed to be amended by revising 
paragraph (a) to read as follows: 


§ 2.134 Surrender or voluntary cancellation of registra- 
tion. 


(a) After the commencement of a cancellation proceeding, 
if the respondent applies for cancellation of the involved regis- 
tration under section c7(e)b [7(d)] of the Act of 1946 without 
the written consent of every adverse party to the proceeding, 
judgment shall be entered against the respondent. The written 
consent of an adverse party may be signed by the adverse 
party or by the adverse party’s attorney or other authorized 
representative. 


16. Section 2.146 is proposed to be amended by revising 
paragraph (e)(1) to read as follows: 


§ 2.146 Petitions to the Commissioner. 


44 


(e)(1) A petition from the cgrant orb denial of a request 
for an extension of time to file a notice of opposition shall be 
filed within fifteen days from the date of mailing of the cgrant 
orb denial of the requestc. A petition from the grant of a 
requestb [and] shall be served on the cattorney or other author- 
ized representative of the potential opposer, if any, or on the 
potential opposer. A petition from the denial of a request shall 
be served on theb attorney or other authorized representative 
of the applicant, if any, or on the applicant. Proof of service 
of the petition shall be made as provided by § 2.119(a). The 
cpotential opposer orb the applicantc, as the case may be,b 
may file a response within fifteen days from the date of service 
of the petition and shall serve a copy of the response on the 
petitioner, with proof of service as provided by § 2.119(a). No 
further paper relating to the petition shall be filed. 


eee 


Part 3—Assignment, Recording And Rights Of Assignee 


17. The authority citation for Part 3 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6.17a.Section 3.41 is 
proposed to be revised to read as follows: 


§ 3.41 Recording fees. 


All requests to record documents must be accompanied by 
the appropriate fee. A fee is required for each application, 
patent and registration against which the document is recorded 
as identified in the cover sheet. The recording fee is set in § 
1.21(h) of this chapter for patents and in c§ 2.6(b)(6)b [§ 
2.6(q)] of this chapter for trademarks. 
May 30, 1997 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(196) Pilot Project on Telephone Disposition of 
Interlocutory Matters in Inter Partes Cases Before 
the Trademark Trial and Appeal Board 


The Trademark Trial and Appeal Board is inaugurating, with 
this notice, a pilot project in which a group of three of its 
staff attorneys will hear arguments on, and dispose of, pending 
interlocutory motions and related matters by telephone. The 
pilot project will last six months or until the Board has collected 
enough data to decide whether the expanded use of the tele- 
phone is an effective means for managing TTAB cases. 


In 1997, the Patent and Trademark Office published a notice 
of proposed rulemaking. Many of the proposed rules were 
intended to stem perceived abuses of the existing rules, to 
promote more expeditious prosecution and defense of cases, 
and to help reduce the Board’s backlog of pending motions 
and cases ready for final decision. The PTO solicited written 
comments on the various proposals and held a public hearing 
to receive oral comments. A number of responses from attor- 
neys and professional organizations suggested that the Board 
make increased use of the telephone to both hear arguments 
on interlocutory matters and dispose of pending motions. 


Trademark Rule 2.120(i) already provides for telephone con- 
ferences on motions, but that provision is part of the Board’s 
rule on discovery and, therefore, might be viewed as limiting 
telephone conferences to matters related to discovery. This 
notice discusses broader use of telephone conferences and stan- 
dardizes practice. 


Though there will be no strict limits on the types of matters 
which can be handled through telephone conferences, partici- 
pating Board attorneys will retain discretion to decide whether 
any particular matter can be heard or disposed of by telephone. 
A decision may even be made during a telephone conference 
to adjourn the conference and require submission of written 
briefs, if it appears during the conference that its continuation 
is not practicable. On the other hand, a conference arranged 
for consideration of a particular motion will not necessarily be 
limited to that motion and may be expanded to consider collat- 
eral matters which arise during the conference. 


Patent and Trademark Rule 1.2 (37 CFR §1.2), which 
requires all business with the PTO be transacted in writing, 
and Trademark Rule 2.119(b) (37 CFR §2.119(b)), which speci- 
fies the acceptable methods for forwarding service copies of 
papers filed with the Board, are waived for cases within the 
pilot project. Participating Board attorneys, however, retain the 
option of requiring written submissions and service of copies 
of written submissions, as necessary. 


Participation in the pilot project is not elective for parties 
or their attorneys. [In the remainder of this notice, any reference 
to the “parties” to a Board case includes attorneys representing 
parties to a Board case.] Any opposition or cancellation pro- 
ceeding that is on the docket of one of the participating Board 
attorneys will be included in the project, whether the case is 
already in existence when the pilot project begins or is instituted 
after the project begins. Participating Board attorneys will be 
Linda McLeod, Gerard Rogers, and Jyll Smith. 


To alert parties that a newly instituted case is covered by 
the project, the Board will include an appropriate notice with 
the notice of institution, i.e., the notice setting the defendant’s 
time to file an answer or other response to the plaintiff's com- 
plaint. The notice will also include the name and telephone 
number of the Board attorney responsible for the case. No 
special notice will be mailed to parties for covered cases already 
in existence when the pilot project begins. When, however, 
the Board must issue an order for any such case after the 
commencement of the project, the order may include a reference 
to commencement of the pilot project and how to obtain a copy 
of this announcement. 


When the Board consolidates pilot project and non-pilot 
project cases, the consolidation order will inform the parties 
whether the consolidated cases will be within the ambit of the 
project. Generally, if the parent case, i.e., the first-filed of the 
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consolidated cases, was already within the pilot project, then 
the consolidated cases will all be within the pilot project. 


Included below are discussions of (1) illustrative, non-exclu- 
sive examples of interlocutory matters which are or are not 
suitable for telephone conferences; (2) how a telephone confer- 
ence may be initiated (e.g., by the Board attorney or by a party); 
and (3) the mechanics of participation and issuance of rulings. 


The Board’s Chief Administrative Trademark Judge or Board 
attomeys participating in the pilot project periodically will seek 
comments on the merits of the project from bar groups or 
other organizations representing the interests of parties in Board 
cases, from the Public Advisory Committee for Trademark 
Affairs, and from parties in project cases. Comments received 
during the pendency of the project may result in interim changes 
to the provisions set forth below. 


I. SUITABILITY OF VARIOUS INTERLOCUTORY 
MATTERS FOR TELEPHONE CONFERENCING OR 
TELEPHONE DISPOSITION 


The Board will neither insist that certain types of motions 
always be decided by telephone conference nor automatically 
preclude particular matters from being considered by telephone; 
however, the Board will not decide by telephone conference 
any motion which, if granted, would be dispositive of the 
proceeding. 


Many motions, whether in the pleading phase, discovery 
phase or trial phase of a Board case, will be suitable for tele- 
phone conferencing. Examples include: 


¢ a dispute about whether a set of interrogatories is within 
the Board’s limit; 

® most motions to extend or suspend; 

© a motion to compel attendance of a witness at a discovery 
deposition; 

© a motion to quash a notice of deposition; and 

© a motion to compel which focuses narrowly on a small 
number of specific interrogatories or document requests. 


In addition, parties might wish to consider requesting a con- 
ference, or the Board may initiate a conference, for interlocutory 
matters which do not involve motions but where the parties 
might benefit from a better understanding of Board practice. 
For example: 


¢ Parties sometimes wrongly assume that the party which 
serves discovery first in a Board case is entitled to obtain 
responses first; these disputes regarding a supposed “right of 
priority” to obtain discovery would be particularly suited to 
resolution by telephone conference. 

e Where a significant number of specific discovery requests 
are in dispute and the Board finds it impractical to decide a 
motion to compel or a motion for protective order by telephone 
conference, the parties still might find it helpful to participate 
in a conference focusing more generally on the areas of permis- 
sible discovery. 


¢ Misunderstandings as to Board practice sometimes threaten 
to derail a discovery deposition. A telephone conference may 
be used to clarify Board practice when problematic issues arise 
during the taking of a discovery or testimony deposition and 
threaten its progress or completion. 


Although many types of motions will be suitable for resolu- 
tion by telephone conference, certain motions will not. A motion 
which is potentially dispositive, i.e., a motion which, if granted, 
would dispose of a Board proceeding, cannot be decided by a 
Board attorney. See 37 CFR §2.127(c). Consideration of such 
a motion by telephone conference would require participation 
of a panel of three Board judges, which is not contemplated 
by this pilot project. Accordingly, potentially dispositive 
motions will not be considered in telephone conferences. Exam- 
ples of potentially dispositive motions which will not be consid- 
ered include the following: 


© a motion for entry of default judgment 
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(however, a motion by a defendant to accept a late answer 
or to reopen the time for answering would be suitable for a 
telephone conference}; 


© a motion to dismiss under Federal Rule 12(b)(6); 


© a motion for judgment on the pleadings under Federal Rule 
12(c); 

© a motion for summary judgment 

(however, a motion to strike a motion for summary judgment 
as untimely could be considered in a telephone conference); 
and 


© amotion for entry of judgment against a plaintiff for failure 
to prosecute, under Trademark Rule 2.132. 


Certain motions require review of large written records and, 
therefore, are not suitable for resolution by telephone confer- 
ence. For example: 


¢ A motion to compel involving a significant number of 
disputed discovery requests may require the Board attomey 
handling the case to sift through discovery requests, responses, 
and the parties’ arguments on the sufficiency of the responses. 

{However, a motion to compel always must include a 
showing that the parties have made a good faith attempt to 
resolve their discovery dispute prior to the filing of the motion, 
see 37 CFR §2.120(e), and the Board may very well hold a 
telephone conference on this threshold issue.] 


Il. INITIATION AND PARTICIPATION 


Use of the telephone conference procedure is discretionary 
with the Board. The Board may schedule a conference (1) 
following the Board’s granting of a party’s request for a confer- 
ence, or (2) following the Board’s approval of a stipulation of 
the parties to participate in a conference, or (3) upon the Board’s 
own initiative. Procedures for framing the issues for the confer- 
ence and convening the conference will vary, depending on 
how the telephone conference is initiated and, if initiated by 
a party for the purpose of deciding a motion, whether the party 
is a movant or non-movant. 


—— —— 


If a party wishes to request a telephone conference, or if the 
parties wish to stipulate to convening of a conference, the 
party or parties must contact the appropriate Board attorney 
by telephone or fax. If a request made by fax is not acknowl- 
edged by a Board attorney, the party or parties will need to 
follow up with a telephone call to confirm receipt of the fax. 
Initial contact will be limited to a simple statement of the nature 
of the issues proposed to be decided by telephone conference, 
with no discussion of the merits of any issues. 


During initial telephone contact, the Board attorney will 
decide whether any party must file a motion or brief to frame 
the issues for the conference and will issue instructions for the 
filling and service of copies of such motions or briefs. If all 
parties to a case make a joint request, by telephone rather 
than fax, for a conference, they should not expect to have the 
conference begin on initial contact. 


Denial of a request for a telephone conference is without 
prejudice to the merits of the motion or other matter sought to 
be heard by telephone. If a request is denied, the Board attorney 
will provide instructions to the party or parties regarding 
requirements for filing of necessary motions or briefs. 


Time for B ing Conf 


A party that intends to file a motion may request a telephone 
conference before it files the motion. A party that has been 
served with a written motion may request a telephone confer- 
ence to dispose of the motion, but that party must contact the 
Board attorney soon after it receives the service copy of the 
motion. A party will not be able to request a telephone confer- 
ence at or near the end of its time for responding to a motion, 
so as to avoid or delay responding to the motion. 


A party that files and serves a written motion without first 
requesting a telephone conference should have no need to later 
request a conference on that motion, absent special circum- 
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stances. For example, if a party’s motion results in a cross- 
motion and the party that filed the initial motion then wishes 
to request a telephone conference, it may do so. 


k ibility £ ing Conf 


When the Board grants a party’s request for a telephone 
conference, the party has the responsibility for scheduling it 
for a time agreeable to all parties and the Board attormey. The 
party must arrange the conference call. 


When parties stipulate to a telephone conference, they should 
also decide which of them will arrange the conference, if the 
stipulation is approved. 


initiati he Board 


Upon review of a case file or a motion pending in a case file, 
the reviewing Board attorney may determine that a telephone 
conference is appropriate. In such a case, the Board attorney 
will contact the parties to arrange an appropriate time for the 
conference. If the conference is being arranged to decide a 
pending motion, and the non-moving party has not yet filed a 
response, the Board will inform the non-moving party that it 
should be prepared to make an oral response to the motion 
during the telephone conference. Any other instructions 
regarding filing of briefs or serving of copies will be provided. 
The Board will arrange any conference call it initiates. 


Ill. CONDUCT OF CONFERENCE AND 
ISSUANCE OF RULINGS 


Participati 


When a written motion is filed and a telephone conference 
is scheduled, either on request of the non-movant or on the 
Board’s initiative, the subject motion may be denied with preju- 
dice if the party that filed the motion fails to participate in the 
telephone conference. 


When the Board grants a moving party’s request for a tele- 
phone conference on a motion, failure of the non-movant to 
participate may result in the motion being treated as conceded. 
See 37 CFR §2.127(a). 


The Board retains the discretion to reconsider the grant or 
denial of a motion that results from a party’s failure to partici- 
pate. 


Conduct of Conference 


As a general rule, the telephone conference will be limited 
to the issues defined by the Board prior to, or at the commence- 
ment of, the conference. There may be instances in which the 
Board attorney determines, during a telephone conference, that 
the motion or matter in issue should be decided on a written 
record. In such cases, the Board attorney may halt the telephone 
conference and direct the filing of a motion, or response to a 
motion, or both. 


Parties must conduct themselves with appropriate decorum. 
Interruptions are to be avoided. The Board attorney conducting 
the conference generally will signal that a party may make an 
argument or presentation by inviting the party to do so or by 
inviting a response to an argument or presentation made by 
another. 


The Board will not record the contents of a telephone confer- 
ence, stenographically or by audio tape. Participating parties are 
not permitted to record the contents of a telephone conference. 

Issuance of Rulings 

The Board attorney may make rulings at the conclusion of 
a telephone conference or may take the parties’ arguments 
under advisement. In every instance, after the resolution of a 
motion or matter by telephone conference, the Board attorney 
will issue a written order containing all rulings. In most 
instances, the Board’s written order will consist of only a brief 
summary of the issues and the resulting decision; generally, 
the order will not include a recitation of the parties’ arguments. 
The decision will be forwarded to the parties by fax or mail. 
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Neither the filing, under 37 CFR §2.127(b), of a request for 
reconsideration or modification of a decision on a motion or 
matter decided after a telephone conference, nor the filing, 
under 37 CFR §2.146(e)(2), of a petition to the Commissioner, 
will, in the usual case, result in a stay of proceedings. Any 
discovery, trial dates or other deadlines set by the Board will 
ordinarily remain as set, notwithstanding the request for recon- 
sideration or petition. The Board may, however, reset dates, 
as appropriate, if a request for reconsideration is granted or if 
a petition to the Commissioner is granted. 


July 20, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


{1213 TMOG 151} 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 2 
[Docket No. 960621181-6181-01} 
RIN 0651-AA89 


Elimination of Requirement for Proof of Service 
in Consented Requests for Extensions of Time 
to File a Notice of Opposition 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule 


Summary: This rule deletes the requirement for proof of service 
when a request for an extension of time to oppose registration 
of a trademark is based upon a statement that applicant has 
consented to the request. This rule will simplify opposition 
proceedings by eliminating an unnecessary requirement. 


Effective Date: July 15, 1996. This rule will be applicable to 
all relevant correspondence filed with the Office on or after 
the effective date. 


For Further Information Contact: David Sams by telephone 
at (703) 308-9330, by facsimile transmission at (703) 308- 
9333, or by mail marked to his attention and addressed to the 
Assistant Commissioner for Trademarks, Box TTAB, 2900 
Crystal Drive, Arlington, Virginia 22202-3513. 


Supplementary Information: Section 2.102(c)(2), which pro- 
vides for an extension of time for filing an opposition under 
37 CFR Part 2, is revised to delete the requirement that proof 
of service be included in consented extension requests. This 
change permits potential opposers to request an extension of 
time to oppose aggregating more than 120 days from the date 
of publication based on a written statement that the applicant 
or its authorized representative has consented to the request. 
The Office believes that the requirement for proof of service 
is unnecessary when the applicant has assertedly consented to 
the filing of the extension request. The Trademark Trial and 
Appeal Board sends a copy of the request together with the 
Board’s action thereon to the applicant, which may file a request 
for reconsideration of the Board’s action if necessary. 

The Patent and Trademark Office has determined that this 
revision is procedural and remedial in nature, and this revision 
is therefore being published as a final rule. 5 U.S.C. 
553(b)(3)(A) & (B). This rule is not a significant rule for the 
purposes of Executive Order 12866. No notice of proposed 
rulemaking is required for this rule under 5 U.S.C. 553 or any 
other law, so a regulatory flexibility analysis is not required 
and has not been prepared. 5 U.S.C. 603(a). 


List of Subjects in 37 CFR Part 2 


Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 


For the reasons set forth in the preamble, and pursuant to 
the authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, 
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part 2 of title 37 of the Code of Federal Regulations is amended 
as set forth below: 


PART 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


1. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
2. Section 2.102(c)(2) is revised to read as follows: 
§ 2.102—Extension of time for filing an opposition. 


eeeee 


(c) ee 

(2) a written request by the potential opposer or its authorized 
representative stating that the applicant or its authorized repre- 
sentative has consented to the request, or 


eeeee 


July 2, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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(198) Special Boxes And “Fee/No Fee” Indicators 
For Trademark-Related Mail And 
Guidelines For Filing Requests To 
Extend Time To Oppose With The 
Trademark Trial And Appeal Board (TTAB) 


On July 5, 1994, the Patent and Trademark Office opened 
a mailroom to receive mail related to trademark applications, 
registrations and matters before the Trademark Trial and Appeal 
Board at the following addresses: 


Assistant Commissioner for Trademarks 
2900 Crystal Drive 
Arlington, Virginia 22202-3513 


To facilitate mail-handling in the new mailroom, the special 


box designations have been expanded so that incoming mail 
can be presorted more efficiently. In addition to these box 
designations, filers are encouraged to indicate whether the con- 
tents of an envelope contain a “FEE” or “NO FEE.” As shown 
below, the “FEE” and “NO FEE” indicators should be set 
forth on the line below the box designation for easy visibility. 
Envelopes will be batched based on the “FEE/NO FEE” indi- 
cator and box designation and sent unopened to the appropriate 
employee in the Pre-exam area for processing. 

The “SPECIAL BOXES FOR MAIL” page in the Official 
Gazette will be changed. Please note that the “BOX 5” designa- 
tion for “*No fee’ mail related to trademarks” has been discon- 
tinued. Furthermore, the box designation “Box Trademark 
Application” has been changed to “BOX NEW APP.” 

The following box designations and “FEE/NO FEE” indica- 
tors will now be available: 


BOX NEW 


for any new trademark application. 
APP FEE 


{All applications require fees; therefore a 
“NO FEE” indicator should not be used.] 


BOX ITU FEE for papers such as Statements of Use (SOU), 
and extensions requests therefor, to be filled 
with the Intent to Use (ITU) Unit. 

{All ITU papers require fees; therefore a 
“NO FEE” indicator should not be used.] 


for papers such as oppositions, cancellation 
petitions and ex parte appeals filed with the 
Trademark Trial and Appeal Board (TTAB). 


BOX TTAB 
FEE 
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BOX TTAB 


for TTAB papers with no fee, such as exten- 
NO FEE 


sion requests, interferences and motions. 


BOX STATUS for written status inquiries. 
NO FEE [Status inquiries do not require a fee; there- 
fore a “FEE” indicator should not be used.] 


BOX POST 
REG FEE 


for post registration documents such as Sec- 
tion 8 affidavits and Section 9 renewals. 


BOX 
RESPONSES 
NO FEE 


for responses to Examining Attorneys’ 
Office actions; and for responses to Post 
Registration Examiners’ rejections. 


For best results, these box designations and “FEE/NO FEE” 
indicators should appear on the envelope as well as on the 
cover sheet or first page of any document. However, although 
not preferred procedure, filers may continue to include docu- 
ments destined for more than one location in a single envelope, 
provided each document references the box designation and 
“FEE/NO FEE” indicator on the cover sheet or first page of 
the document; and provided each complete filing is stapled or 
secured in some fashion. The envelope should list all the box 
designations and “FEE/NO FEE” indicators for its contents. 

This notice does not apply to trademark-related documents 
intended for recordation with the Assignment Branch or for 
requests for certified and uncertified copies of trademark appli- 
cation and registration documents. These papers and patent- 
related mail should continue to be sent to: 

Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 


Labeling First Requests for Extensions of Time to Oppose 


Although the Trademark Trial and Appeal Board reports to 
the Office of the Deputy Assistant Secretary of Commerce and 
Deputy Assistant Commissioner of Patents and Trademarks, it 
is located and receives its mail at the Arlington address of 
the Assistant Commissioner for Trademarks. As noted above, 

for extensions of time to oppose should be sent to 
BOX TTAB, including the “NO FEE” indicator. 

Because first requests for extensions of time to oppose are 
critically time-sensitive documents, filers are encouraged to 
indicate on the cover sheet or first page of the extension request 
that the paper is a first request. The suggested title for these 
documents is: First Request for Extension of Time to File 
a Notice of Oppositions. 


October 25, 1994 PHILIP G. HAMPTON, Il 
Assistant Commissioner 


for Trademarks 
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(199) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 


Effect of December 1, 1993 Amendments 
to the Federal Rules of Civil Procedures on 
Trademark Trial and Appeal Board 
Inter Partes Proceedings 


Trademark Rule 2.116(a) provides that, except as otherwise 
provided, and wherever applicable and appropriate, procedure 
and practice in Trademark Trial and Appeal Board (Board) 
inter partes proceedings shall be governed by the Federal Rules 
of Civil Procedures. Trademark Rule 2.120(a) provides, in part, 
that the provisions of the Federal Rules of Civil Procedure 
relating to discovery shall apply in opposition, cancellation, 
interference, and concurrent use registration proceedings except 
as otherwise provided in Trademark Rule 2.120; and that the 
opening of discovery is governed by the Federal Rules of Civil 
Procedure. Thus, where the Board has its own rule concerning 
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a particular matter of practice or procedure, that rule governs; 
if there is no Board rule concerning the matter, the Federal Rules 
of Civil Procedure apply, where applicable and appropriate. 

On December 1, 1993, certain of the rules in the Federal 
Rules of Civil Procedures were amended, and one new rule 
was added. Specifically, Rules 1, 4, 5, 11, 12, 15, 16, 26, 28, 
29, 30, 31, 32, 33, 34, 36, 37, 38, 50, 52, 53, 54, 58, 71A, 72, 
73, 74, 75, and 76 were amended, and new Rule 4.1 was added. 
Included in the amendments are changes in the discovery rules 
to require that the parties to a civil action: (1) make a series 
of automatic disclosures, during the pretrial stages of the pro- 
ceedings, of certain evidence; (2) file the disclosures with the 
court; (3) meet, early in the proceeding, to discuss, inter alia, 
the automatic disclosure and to develop a plan for discovery; 
and, (4) transmit to the court a written report outlining the 
discovery plan. The timing of some of these matters is tied to 
the timing of a scheduling conference to be held, or a scheduling 
order to be issued, by the court. The timing and sequence of 
other of the matters depends upon the direction of the court. 
Further, parties are prohibited from seeking any of the tradi- 
tional forms of discovery until after they have met and devel- 
oped their discovery plan. 

The Patent and Trademark Office (Office) believes that the 
application of the cited provisions in inter partes proceedings 
before the Board would increase the complexity and cost of 
the proceeedings and would be unduly burdensome both to the 
Board and the parties. For these reasons, the Office is now of 
the opinion that these provisions would have a detrimental 
effect on, and are not appropriate for, Board proceedings. More- 
over, the Office’s Public Advisory Committee for Trademark 
Affairs has recommended that incorporation of the amendments 
in Board practice be deferred until the Office can evaluate the 
effects of the amendments on civil actions. On the other hand, 
some of the provisions added by the amendments are not objec- 
tionable, and others so clearly do not apply in, and/or are 
not appropriate for, Board proceedings that they need not be 
mentioned. 

Accordingly, application of Rule 2.120(a) is hereby waived, 
in pertinent part, to the extent that the following provisions 
of the Federal Rules of Civil Procedure, as amended, which 
otherwise arguably would apply in Board proceedings, and 
which would, in the opinion of the Office, have a detrimental 
effect on those proceedings, shall not be applied therein unless 
and until further notice is given: 


1. Rule 16(b) [requirement that court issue a scheduling order, 
after consulting with parties by scheduling conference, tele- 
phone, mail, or other suitable means] 


2. Rules 26(a)(1)-26(a)(4) [requirements for series of automatic 
disclosures of evidence] 


3. Rule 26(b)(4) [requirements for taking discovery from a 
person identified, in automatic disclosure, as an expert whose 
opinions may be presented at trial] 


4. Rule 26(d), first sentence [prohibition against the taking of 
discovery before the parties have met to discuss, inter alia, the 
automatic disclosures and to develop a plan for discovery] 


5. Rule 26(e)(1) [requirement for supplementation of automatic 
disclosures] 


6. Rule 26(f) [requirement that the parties meet, early in the 
proceeding, to discuss, inter alia, the automatic disclosure and 
to develop a plan for discovery] 


7. Rule 26(g)(1) [signature requirements for automatic disclo- 
sures] 


8.Rule 30(a)(2)(C) [requirement that a party obtain leave of 
court or written stipulation to take a deposition prior to the 
Rule 26(f) meeting of the parties) 


9. Rule 33(a), last sentence [requirement that a party obtain 
leave of court or written stipulation to serve interrogatories 
prior to the Rule 26(f) meeting of the parties] 
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10. Rule 34(b), last sentence of first paragraph [requirement 
that a party obtain leave of court or written stipulation to serve 
request for production of documents and things prior to the 
Rule 26(f) meeting of the parties} 


11. Rule 36(a), last sentence of first paragraph [requirement 
that a party obtain leave of court or written stipulation to serve 
request for admission prior to the Rule 26(f) meeting of the 
parties] 


12. Rule 37(a)(2)(A) [provision of motion to compel disclosure 
and for sanctions for failure to make automatic disclosure] 


13. Rule 37(c)(1) [description of sanctions which may vc 
imposed for failure to make, or supplement, automatic disclo- 
sure] 


14. Rule 37(g) [provision of sanctions for failure to participate 
in good faith in the framing of a discovery plan] 


Discovery in Board inter partes proceedings will continue 
to open as it did prior to December 1, 1993 amendments to 
the Federal Rules of Civil Procedure, that is, as provided in 
those rules as they existed on November 30, 1993. Thus, inter- 
rogatories, requests for production of documents and things, 
and requests for admission may be served upon the plaintiff after 
the proceeding commences (i.e., after the notice of opposition or 
petition for cancellation is filed, and after the mailing by the 
Board of the notice of institution in an interference or concurrent 
use proceeding), and upon the defendant with or after service 
of the complaint by the Board. Discovery depositions generally 
may be taken by any party after commencement of the pro- 
ceeding. Board’s permission to take a discovery deposition 
must be obtained in certain situations, including a situation in 
which the plaintiff seeks to take a deposition prior to the expira- 
tion of 30 days after service of the complaint by the Board 
upon any defendant, except where a defendant has served a 
notice of taking deposition or otherwise sought discovery or 
where the notice of deposition: (1) states that the proposed 
deponent is about to go out of the United States and will be 
unavailable for examination unless the person’s deposition is 
taken before expiration of the 30-day period, and, (2) sets forth 
facts to support the statement. 

Similarly, the practice embodied in Rules 33(a), 34(b), and 
36(a) of the Federal Rules of Civil Procedure, as they read on 
November 30, 1993, that a defendant may serve responses to 
interrogatories, requests for production of documents and 
things, and requests for admission either within 30 days after 
service of a discovery request [35 days if service of the request 
for discovery is made by first-class mail, “Express Mail,” or 
overnight courier—Trademark Rule 2.119(c)], or within 45 
days after service of the complaint upon it by the Board, which- 
ever is later, will continue to be followed in Board proceedings. 

The Patent and Trademark Office will, in due course, publish 
a notice of proposed rule making to amend, as may be necessary, 
the trademark rules governing practice and procedure in inter 
partes proceedings before the Board. 


Jan. 15, 1994 ROBERT M. ANDERSON 
Acting Assistant Commissioner 


for Trademarks 
[1159 TMOG 14} 


(200) Patent and Trademark Office 


Trademark Trial and Appeal Board 


New Title for Members of 
Trademark Trial and Appeal Board 


The Chairman and Members of the Trademark Trial and 
Appeal Board have been authorized to use the respective titles 
Chief Administrative Trademark Judge and Administrative 
Trademark Judge for signing all correspondence and decisions, 
and for other business-related activities. 
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The respective titles of Chairman and Member will continue 
to be the official titles for personnel, budget and fiscal purposes. 


Oct. 15, 1993 BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1156 TMOG 32] 


(201) Interlocutory Decisions by the 


Trademark Trial and Appeal Board 


Only final decisions of the Trademark Trial and Appeal 
Board are subject to judicial review. Some confusion may exist 
in inter partes trademark proceedings as to whether certain 
decisions of the Board are “final” fort purpose of judicial 
review. 

An example where confusion may arise is a case in which 
(1) an opposition is filed, (2) applicant counterclaims for cancel- 
lation of a registration relied upon by an opposer, and (3) the 
Board renders a dicision (generally on summary judgment) on 
the opposition, but sets the counterclaim for trial. Under these 
circumstances, there is no final order of the Board, because a 
decision has not been entered on the counterclaim. 

The party losing the opposition may feel compelled to seek 
judicial review within two months of the Board’s decision to 
“prserve” its rights. But such an appeal appears to be premature 
under Copeland’ s Enterprises, Inc. v. CNV, Inc. 887 F.2d 1065, 
12 USPQ2d 1563 (fed. Cir. 1989) (in banc). Copeland’ s is not 
the only appeal which has been dismissed because it was taken 
from an interlocutory decision of the Board. See Cortex Corpo- 
ration v. W.L. Gore & Associates, Inc., No. 91-1016 (Fed. Cir. 
January 14, 1991)(unpublished), and Kellogg Co. v. Pack’ em 
Enterprises, Inc., No. 90-1336 (Fed. Cir. Sept. 27, 1990) 
(unpublished). 

In an effort to (1) minimize disruption in proceeding pending 
before the Board, (2) eliminate unnecessary appeals and filing 
of civil actions, only to have the appeal or civil action dismissed 
as premature, and (3) provide some certainty to parties and 
their attorneys as to when an appeal is timely, the Board will, 
when resolving a merits issue prior to final judgement, generally 
indicate that it has entered an “interlocutory” order in the pro- 
ceeding and further set the time for seeking judicial review of 
the “interlocutory” order to expire two months from the date 
a final order is entered in the proceeding. 


Jan. 22, 1991 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 


[1123 TMOG 36] 


The Patent and Trademark Office will begin publishing, in 
each issue of the Trademark Official Gazette, a weekly sum- 
mary of final decisions issued by the Trademark Trial and 
Appeal Board. Publication of the summary is being undertaken 
on a discretionary basis, as a courtesy to interested members 
of the public. 


Mar. 21, 1988 JEFFREY M. SAMUELS 
Assistant Commissioner 


for Trademarks 


[1091 TMOG 6} 
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(203) Printing of Use in Another Form Claims 
Effective immediately, all claims of prior use of the subject 
mark in another form contained in applications for Trademark 
registrations will be printed in the Official Gazette and on the 
registration certificates according to the following formats: 
First used in another form on 
First used in commerce in another form on 


July 15, 1986 MARGARET M. LAURENCE 
Assistant Commissioner 
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[1069 TMOG 4] 


(204) Inadvertently Issued Registration Numbers 

Effective Jan. 3, 1984, a new sub-section identified as “Inad- 
vertently Issued Registration Numbers” will exist as the last 
category of cancellations listed under the “Trademark Registra- 
tions Canceled” section of the Official Gazette. 

This new sub-section will provide public notice of the cancel- 
lation of registration numbers which have been inadvertently 
issued by the Patent and Trademark Office. 


Nov. 15, 1983 MARGARET M. LAURENCE 
Assistant Commissioner 


for Trademarks 


[1037 TMOG 16] 


(205) Single Copies of the Trademark 


Official Gazette 


Members of the public ordering single copies of the Trade- 
mark Official Gazette from the Superintendent of Documents 
are reminded they must specify the date of the issue being 
ordered. 

The date of the issue in which a mark will be published for 
opposition is shown on The Notice of Publication form mailed 
to applicants approximately two weeks before the publication 
date. This date must be included on each single copy order. 

Orders received without an issue date may be filled from 
current weekly stock. The Superintendent of Documents cannot 
check on whether a particular mark is published in the issue 
then in stock. If the stock is exhausted at the time the order is 
received, the order will be returned unfilled. 


Mar. 3, 1981 MARGARET M. LAURENCE 
Assistant Commissioner 


for Trademarks 


[1004 TMOG 36} 


(206) Change in Official Gazette Entry to Show 
Cancellation of Fewer Than All Classes in a 


Multiple Class Registration 


Effective with the Official Gazette issue of December 16, 
1980, there will be a change in the Official Gazette listing 
entitled “Trademark Registrations Cancelled.” Beginning with 
that issue, “Trademark Registrations Cancelled” will list: 


(1) single class registrations cancelled; 

(2) multiple class registrations cancelled in all classes; 

(3) multiple class registrations cancelled in fewer than all 
classes. 


OFFICIAL GAZETTE 
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For every entry in the listing, the specific classes cancelled 
will be included in parentheses, next to the registration number 
and mark. 

For a single class registration and for a multiple class registra- 
tion in which every class has been cancelled, the class number(s) 
shown in parentheses will represent every class to which the 
registration applied. 

For a multiple class registration in which fewer than all 
classes have been cancelled, the Official Gazette entry will 
include the word “only” following the notation of classes in 
parentheses, for example: (Int. Cls. 12 and 20, only). In this 
example, the addition of the word “only” would indicate that 
there are classes in the registration in addition to Classes 12 
and 20, but only Classes 12 and 20 have been cancelled. 


Oct. 29, 1980. MARGARET M. LAURENCE 


Assistant Commissioner 
for Trademarks 


[1000 TMOG 21) 


(207) Changes in Format for Publishing 


Trademarks for Opposition 


Because of the adoption of the International classification 
of goods and services by the United States as of September 1, 
1973 (see Official Gazette of June 26, 1973, 911 O.G. TM 
210), it is necessary to change the arrangement in the Official 
Gazette of the marks published for opposition. 

Beginning with the issue of May 7, 1974, the section of the 
Official Gazette entitled “Marks Published for Opposition” will 
be divided into four sections instead of the present two sections. 
(For the preceding change from one to two sections, see Official 
Gazette of October 13, 1964, 807 O.G. TM 51.) Sections | 
and 2 will be according to international classification and will 
contain marks in applications filed on or after September 1, 
1973, and Sections 3 and 4 will be according to prior United 
States classification and will contain marks in applications filed 
on or before August 31, 1973. 

In Section |, all marks presented in combined applications 
filed on or after September 1, 1973 for registration in more 
than one international class will be published with only one 
reproduction of each mark. The reproduction of the mark will 
be followed by the intemational class numbers, and under each 
class will appear the goods or services in connection with which 
the mark is used. If the date of first use applies to all classes, 
it will appear following the last class; otherwise, the dates of 
use will appear after each class. 

In Section 2, all marks presented in applications filed on or 
after September |, 1973 for registration in a single class will 
be published in international class order. 

In Section 3, all marks presented in combined applications 


. filed on or before August 31, 1973 for registration in more 


than one prior United States class will be published with only 
one reproduction of each mark. The reproduction of the mark 
will be followed by the prior United States class numbers and 
titles, and under each class will appear the goods or services 
in connection with which the mark is used. If the date of first 
use applies to all classes, it will appear following the last class; 
otherwise, the dates of use will appear after each class. 

In section 4, all marks presented in applications filed on or 
before August 31, 1973 for registration in a single class will 
be published in the prior United States class order. 

The following explanation will appear under the heading 
“Marks Published for Opposition”: 


The following marks are published in compliance with 
section 12(a) of the Trademark Act of 1946. Applications 
for the registration of marks in more than one class have 
been filed as provided in section 30 of said act as amended 
by Public Law 772, 87th Congress, approved Oct. 9, 1962, 
76 Stat. 769. Opposition under Section 13 may be filed 
within thirty days of the date of this publication. See Rules 
2.101 to 2.105. 


A separate fee of twenty-five dollars for opposing each 
mark in each class must accompany the opposition. 
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Sections | through 4 will appear immediately after the above 
explanation, the sections being designated as follows: 


Section |. International classification-Application in more than 
one class 
Section 2. International classification-Application in one class 
Section 3. Prior United States classification-Application in 
more than one class 
Section 4. Prior United States classification-Application in one 
class 
The same procedure of dividing into four sections will be 
followed in the notice of the issuance of registrations on the 
Supplemental Register. 
Mar. 22, 1974 RENE D. TEGTMEYER 
Assistant Commissioner 
for Trademarks 


[921 O.G. TM 122} 


TRADEMARK PUBLICATIONS 


(208) Separation of the Patent and Trademark 
Sections of the Official Gazette 


Effective February 2, 1971, the Official Gazette will be sepa- 
rated into two parts to be known as the Patent Official Gazette 
and the Trademark Official Gazette 


s**t 


Orders for subscriptions should be addressed to Superinten- 
dent of Documents, U.S. Government Printing Office, Wash- 
ington, D.C. 20402. 

Also effective February 2, 1971, the Official Gazette will 
no longer contain “Decisions in Patent and Trademark Cases.” 
Decisions of the type heretofore found in the “Decisions in 
Patent and Trademark Cases” are published by non-Federal 
organizations such as, for example, the Bureau of National 
Affairs, Inc., 1231 25th St. NW., Washington, D.C. 20037, and 
West Publishing Co., 50 Kellogg Blvd., St. Paul, Minn. 55102. 

Finally, the “Decisions Leaflet” of the Official Gazette will 
no longer be supplied as a separate subscription item after 
January 26, 1971. According to present plans, however, both 
the Patent Official Gazette and the Trademark Official Gazette 
will have identical “Patent Office Notices” sections containing 
notices of the various types heretofore published in the Gazette 
decision leaflet and Trademark Section. Those notices of partic- 
ular interest to Patent Office employees will be accumulated 
and published approximately every fourth week, and distributed 
separately to employees. 
Dec. 29, 1970 WILLIAM E. SCHUYLER, JR. 

Commissioner of Patents 


[882 0.G. TM 33] 


(209) Notice of Policy Change - Change in Time 
Requirement For Diligently Monitoring 


Trademark Applications and Registrations 


The timeliness standard for due diligence in trademark cases 
is extended to twelve months. 

On October 27, 1992, the Assistant Commissioner for Trade- 
marks announced that applicants and registrants had a duty to 
monitor the status of their pending trademark application and 
registration matters every six months. 1143 TMOG 73 (October 
27, 1992); see Trademark Manual of Examining Procedure, § 
413 (2d ed. May 1993). In response to public comment, and 
effective immediately, the Office is extending the timeliness 
standard for due diligence to twelve months. 

The PTO generally processes applications, responses and 
other papers in the order in which they are received in the 
Office. In addition, examining attomeys are required to act on 
new cases within 14 days of receipt and amended cases within 
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21 days of receipt. Accordingly, applicants and registrants can 
expect to receive notice concerning their filings within predict- 
able time periods. However, delays in processing certain types 
of trademark filings have led the Office to re-evaluate its policy 
regarding due diligence in trademark cases. 

Since it is reasonable to expect some notice from the PTO 
about a pending matter within twelve months of the filing or 
receipt of any documents, a party who has not received the 
expected written action or telephone call from the PTO within 
that time frame is considered on notice that the filing may have 
become lost. The party awaiting notification has the burden of 
inquiring as to the cause of the delay. In order to be considered 
diligent in the monitoring of applications or registrations, par- 
ties expecting notification from the PTO should inquire within 
twelve months. Waiting until the end of the twelve-month 
period is not recommended. Parties should inquire as soon 
as they suspect that a problem exists. 

If nothing has been received from the PTO within a twelve- 
month period, the party awaiting notification has the burden 
of inquiring as to the status. Should the status inquiry reveal 
that the relevant document is lost, or some other problem exists, 
a petition to the Commissioner, or other required action, should 
be filed within 60 days. 37 CFR § 2.146(d). Failure to act 
diligently and to follow up with the appropriate action may 
result in denial of the requested relief. 

Whenever possible, status inquiries should be made by 
calling the Trademark Status Line at (703) 305-8747. The Status 
Line provides the current status and status date of all active 
federal trademark applications and registrations, and is avail- 
able from 6:30 a.m. until midnight, Eastem Time, Monday 
through Friday. Status Line information is limited to Status 
Code items, e.g., whether or not an Office action has been 
mailed. 

Although written status inquiries are discouraged, they may 
be appropriate when a party has difficulty interpreting the Status 
Line information. In lieu of written status inquiries, clarification 
and additional information regarding a file may be obtained 
by contacting the Trademark Assistance Center at (703) 308- 
9000 


For further information regarding this Notice, please contact 
Nancy Omelko, Administrator for Petitions, Office of the Assis- 
tant Commissioner for Trademarks, at (703) 308-8910, ext. 39. 
December 9, 1996 PHILIP G. HAMPTON, Il 
Assistant Commissioner for Trademarks 


{1193 TMOG 106] 


(210) Responsibility to Diligently Monitor 


Trademark Applications and Registrations 


The purpose of this notice is to remind trademark applicants 
and registrants of their responsibility to monitor the status of 
their application or registration in cases where a notice or action 
from the PTO is expected; and to apprise these parties that the 
Trademark Manual of Examining Procedure, (TMEP), will be 
revised to indicate that inquiries regarding the status of pending 
matters should be made within six months of the filing or 
receipt of any document for which further action by the Office 
is expected. 

The 7MEP is under revision in its entirety. As a part of 
that revision, Section 411, entitled “Status Inquiries,” will be 
amended. The current language of § 411 indicates that a party 
awaiting action by the Office should file a status inquiry within 
eighteen months from the filing date of the application, or from 
the filing of a response to an Office action. This eighteen- 
month period was based on Office pendency in 1971, which 
was approximately fourteen months to mailing of the first Office 
action. Currently, the Office is mailing first actions within three 
months. Accordingly, the eighteen month period is no longer 
appropriate and is being reduced to six months to more realisti- 
cally reflect Office pendency. Adoption of a six-month due 
diligence standard may have implications with respect to filing 
petitions and requests for other relief. 

The Office of the Assistant Commissioner for Trademarks 
receives a number of requests to reactivate applications and 
registrations occasioned by the loss of papers mailed to or from 
the PTO. In many of these cases, the applicant or registrant 
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may have proof that papers mailed to the PTO were actually 
received, or can aver that notices sent from the PTO were never 
received. However, in some of these cases the request will be 
denied because the party seeking relief has waited too long 
before investigating the problem. The rationale for denial is 
that third parties may have relied to their detriment on the 
information available in the PTO files and databases that an 
application was abandoned or that a registration has been can- 
celled or expired. 

The PTO generally processes applications, responses and 
other papers in the order in which they are received in the 
Office. Accordingly, applicants and registrations can expect to 
receive notice concerning these filings within predictable time 
periods. For example, a party filing an application for registra- 
tion should expect to receive a filing receipt within four to six 
weeks and, in most cases, a “first action” within four to five 
months of the date of filing. Similarly, a registrant should 
expect to receive a notice of acceptance or rejection of a Section 
8 affidavit of use or excusable nonuse within four to five months 
of submission, and a notice of acceptance or rejection of a 
renewal application within two to three months of submission. 
Only in rare cases would any of these time periods be longer 
than six months. 

Since it is reasonable to expect some notice from the PTO 
about a pending matter within six months of the filing or receipt 
of any document, a party who has not received the expected 
written action or telephone call from the PTO within that time 
frame should be put on notice that the filing may have become 
lost. The party awaiting notification has the burden of inquiring 
as to the cause of the delay. In order to be considered diligent 
in the monitoring of its application or registration, the party 
expecting notification from the PTO should inquire within 
six months. Waiting until the end of the six-month period is 
not recommended. Parties should inquire as soon as they suspect 
that a problem exists. 

Written status inquiries are discouraged. Whenever possible, 
status inquiries should be made by calling the Trademark Status 
Line, at (703) 305-8747 through 8752. The Status Line provides 
the current status and status date of all active federal applica- 
tions and registrations, and is available from 6:30 a.m. until 
midnight, Eastern Time, Monday through Friday. 


Examples of Situations Requiring Diligent Action 


Applicant/registrant files an application, Section 8 affidavit, 
or Section 9 renewal application, accompanied by an acknow!l- 
edgment postcard: 
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(a) No acknowledgement postcard, filing receipt or other 

acknowledgment is received within a reasonable time. 
Diligent Action: Inquire within six months of mailing of 
the document to PTO. 

(b) Acknowledgement post card received but no filing receipt 
or other acknowledgment is received within a reasonable time. 

Diligent Action: Inquire within six months of receipt of 
the acknowledgement postcard. 

(c) A filing receipt for the application is received but no 
Office action, telephone call from the examining attorney, or 
notice of publication is received within a reasonable time. 

Diligent Action: Inquire within six months of receipt of 
the filing receipt. 

(d) A response to an Office action is mailed to the PTO but 
no further Office action, telephone call, notice of publication, 
or other acknowledgment is received within a reasonable time. 

Diligent Action: Inquire within six months of mailing of 
the response. 

(e) A notice of publication is received for an application 
under Section 1(b), 15 U.S.C. § 1051(b) but no Notice of 
Allowance or notification of potential opposition is received 
within a reasonable time. 

Diligent Action: Inquire within a six months of receipt 
of the notice of publication. 

In the event that the party discovers that its application or 
registration is no longer active, or that a required paper has 
not been received by the PTO, the applicant or registrant should 
promptly file a petition to the Commissioner or take other 
appropriate action to rectify the situation. The time limits for 
filing petitions are strictly applied. A certificate of mailing in 
accordance with Trademark Rules 1.8 or 1.10, 37 C.F.R. §§ 
1.8 or 1.10, is recommended. 

To summarize, applicants and registrants have a duty to 
monitor the status of their applications and registrations. If 
nothing has been heard from the PTO within a six month period, 
the party awaiting notification has the burden of inquiring as 
to the status. Status inquiries should be made via the Trademark 
Status Line. Should the status inquiry reveal that the relevant 
document is lost, or some other problem exists, a petition to 
the Commissioner or other required action should be filed 
within 60 days. Trademark Rule 2.146(d), 37 C.F.R. § 2.146(d). 
Failure to act diligently and follow up with the appropriate 
action may result in denial of the requested relief. 


Oct. 2, 1992 JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


[1143 TMOG 73] 


Section 44 Trademark Applications May Be Based On 
Applications And Registrations In World Trade Organization Countries 


The World Trade Organization (WTO), established on January 1, 1995, resulted from the Uruguay Round trade negotiations 
and is the successor to the General Agreement on Tariffs and Trade (GATT). The WTO Agreement entered into force in the 
United States on January 1, 1996. Article 4 of the WTO Agreement on Trade-Related Aspects of Intellectual Property Rights 
(TRIPs), provides that any advantage, favor, privilege or immunity that a WTO member gives to the nationals of another WTO 
member must normally be extended to the nationals of all other members. Section 44(b) of the Trademark Act, 15 U.S.C. 
1126(b), provides that any person whose country of origin is a party to any convention or treaty to which the United States is 
a member is entitled to the benefits of Section 44. Accordingly, foreign applicants may file a U.S. application based on either 
(a) a valid registration from any of the WTO members listed below, or (b) a claim of priority arising from an application from 
any of the WTO members listed below. A claim of priority may be made only if the United States application is filed within 


6 months of the date of the first filing of the foreign application. Benefits accorded to nationals under this agreement by the 
United States date from January 1, 1996. 


WTO members who are also members of the Paris Convention for the Protection of Industrial Property have been able to 
base their U.S. application on their home country application or registration since the date of the country’s accession to the 


Paris Convention. Therefore, for convenience, the following chart lists only WTO members who are not presently members of 
the Paris Convention. 


Effective Date of 


Term of Registration 
Membership in WTO 


(in years) 


Renewal Period 
Country (in years) 
Angola 
Antigua and Barbuda 
Bahrain 


Nov. 23, 1996 
Jan. 1, 1995 
Jan. 1, 1995 


10 (from date of application) 10 
14 (from date of application) 14 
10 (from date of application) 10 
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Country 


Belize* 
Botswana** 
Brunei Darussalam 
Djibouti 

Dominica 
European Community 
Fiji 

Grenada* 
Guatemala 

Hong Kong 

India 

Jamaica 

Kuwait 

Macau 
Mozambique 


Myanmar*** 
Namibia 

Pakistan 

Papua New Guinea 


Slovenia 
Solomon Islands* 
Thailand 
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Effective Date of 
Membership in WTO 


Jan. 1, 1995 
May 31, 1995 
Jan. 1, 1995 
May 31, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
Jan. 14, 1996 
Feb. 22, 1996 
July 21, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
Mar. 9, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
Aug. 26, 1995 


Jan. 1, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
June 9, 1996 
Jan. 13, 1996 
July 23, 1995 
July 30, 1995 
July 26, 1996 
Jan. 1, 1995 


Term of Registrition 
(in years) 


7 (from date of application) 
10 (from date of application) 
14 (from date of application) 
10 (from date of application) 
14 (from date of application) 


10 (from date of registration) 
7 (from date of application) 
7 (from date of application) 
7 (from date of application) 
10 (from date of registration) 
7 (from date of application) 
10 (from date of registration) 


10 (from date of registration) 
7 (from date of application) 
10 (from date of application) 
10 (from date of application) 
14 (from date of application) 
10 (from date of application) 


10 (from date of registration) 
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Renewal Period 
(in years) 


*Term and Renewal Dependent on United Kingdom Registration 
**Term and Renewal Dependent on United Kingdom or South African Registration 


***Unlimited Term from Date of First Use 
March 17, 1997 


PHILLIP G. HAMPTON, II 
Assistant Commissioner for Trademarks 


[1197 TMOG 56] 


(212) Notice Regarding Patent and Trademark 
Rights in the Russian Federation 


Representatives of the Russian Federation met with represen- 
tatives of the U.S. Government on Monday, February 24, 1992, 
at the U.S. Patent and Trademark Office. The Russian delega- 
tion sought information about the operation of the U.S. patent 
and trademark systems and provided information about the 
treatment of inventions, industrial designs, utility models, trade- 
marks, service marks, and appellations of origin in the Russian 
Federation. 

Following is the text of a statement from the Chairman of 
the Committee for Patents and Trademarks (ROSPATENT), 
outlining the status of industrial property protection in the 
Russian Federation and the plans for the future. 


INFORMATION 


by the Committee for Patents and Trademarks 


Due to the fact that the draft laws on patents and on trade- 
marks were approved in the first hearing by the Supreme Soviet 
of the Russian Federation and taking into account numerous 
questions of domestic inventors, foreign patent offices and 
patent attorneys, the Committee for Patents and Trademarks 
(Rospatent) of the Ministry of Science, Higher School and 
Technical Policy of the Russian Federation hereby informs that: 


1. Until the Patent Law and Trademark Law become effec- 
tive, the provisions of the USSR Laws on Inventions, Industrial 
Designs and Trademarks, that are adopted as the normative 
base by the States party to the Provisional Agreement on the 
Industrial Property Protection, as signed in Minsk on Dec. 27, 
1991, are applied in the territory of the Russian Federation. 


According to the Provisional Agreement, the Russian Federa- 
tion, as well as the other States party to it, recognizes the 
validity of titles of protection issued earlier pursuant to the 
USSR Laws in the territory of the Russian Federation. 


Rospatent has submitted to the Government of the Russian 
Federation its proposals on issuing a normative act which is 
to certify the adoption by the Russian Federation of the said 
obligations arising out of the Provisional Agreement. 


2. The applicants, who have filed applications for inventions, 
industrial designs and trademarks with the former USSR Gos- 
patent, may, without losing the priority dates, wait until the 
Provisional Agreement on the Industrial Property Protection 
becomes effective, the Interstate Patent Office is established 
and its working procedures for issuing interstate titles of protec- 
tion are elaborated. 


3. In accordance with the abovesaid proposals by Rospatent, 
as submitted to the Government of the Russian Federation, any 
applicant wishing to obtain a patent (a trademark certificate) 
of the Russian Federation will be given the right to seek, on 
the basis of an application filed, for provisional protection in 
the territory of the Russian Federation. 


Such provisional protection will be granted to inventions, 
industrial designs and trademarks claimed in the applications 
in respect of which the examiners have taken decisions on the 
possibility of issuing patents (certificates), and will last from 
the date when the data on an application are published in a 
special gazette to the date of issuance of a patent (certificate) 
of the Russian Federation. 


The provisional protection in the territory of the Russian 
Federation will not impose legal barriers to obtaining, by the 
applicant, an interstate patent (certificate) after the Provisional 
Agreement on the Industrial Property Protection becomes effec- 
tive. The priority date will still be considered as the date of 
filing the application either with the former USSR Gospatent 
or with Rospatent, with due regard to the conventional priority. 


4. According to the Provisional Agreement on the Industrial 
Property Protection signed on Dec. 27, 1991, an inventor’s 
certificate issued in the former USSR may not be exchanged 
for patents of the individual States party to the Provisional 
Agreement. The question of exchanging inventor’s certificates 
for interstate patents will be finally resolved in the course of 
developing and concluding an Interstate Convention. 
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In this connection, Rospatent does not exchange inventors’ 
certificates for patents if a petition to this extent was filed after 
Dec. 27, 1991. 


V. Rassokhin 
Chairman of Rospatent 


Copies of unofficial translations of the draft laws referred 
to in the statement are available from Box 4, U.S. Patent and 
Trademark Office, Washington, DC 20231. the charge is $4.00 
to cover the cost of duplication. Checks should be made payable 
to the Commissioner of Patents and Trademarks. 


March 2, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
[1136 TMOG 216} 


(213) Regarding Industrial Property Protection 
in Ukraine 


The following announcement of Ukraine was furnished by 
the World Intellectual Property Organization of Geneva, Swit- 
zerland. 


ANNOUNCEMENT ON THE PROVISIONAL 

REGULATION CONCERNING THE LEGAL 

PROTECTION OF INDUSTRIAL PROPERTY 
IN UKRAINE 


The President of Ukraine, by his Decree of Sept. 18, 1992, 
approved the Provisional Regulation on Legal Protection of 
Objects of Industrial Property and Rationalization Proposals in 
Ukraine (“Regulation”). The Regulation entered into force on 
Sept. 18, 1992. 

The situation of industrial property protection in Ukraine, 
as resulting in particular from the transitional provisions of the 
Regulation, is summarized below. 


I. The Transitional Provisions Conceming Priority and, in 
Respect of Applications for Patents of Inventions, the Car- 
rying Out of Examination 


(1) Any priority claimed within six months from the entry 
into force of the Regulation, i.e. until Mar. 18, 1993, on the 
basis of the first filing in a State party to the Paris Convention 
for the Protection of Industrial Property, will be recognized 
even if it is claimed after twelve months from the first filing 
in the case of patents for inventions, or six months from the 
first filing in the case of industrial designs or trademarks, 
provided that it is claimed not later than twenty-seven months 
from the first filing in the case of patents for inventions, or 
not later than twenty-one months from the first filing in the 
case of industrial designs and trademarks. 

(2) The applicant or any other person may submit to the 
State Patent Office of Ukraine within five years from the filing 
date a request for the substantive examination of an application 
for a patent for invention. The request must be accompanied 
by a search report established by an International Searching 
Authority under the Patent Cooperation Treaty (PCT) or an 
organization registered with the State Patent Office of Ukraine 
as a Searching Authority, or by evidence that an action to 
grant a patent has been taken by a Patent Office which has a 
substantive examination system for granting patents. 


Il. Applications for Industrial Property Rights Filed with 
the Patent Office of the Soviet Union 


(3) An applicant of an application for a patent for inven- 
tion, for an inventor’s certificate, for an industrial design patent 
or certificate or for a trademark certificate filed with the Patent 
Office of the Soviet Union may request the State Patent Office 
of Ukraine within six months from the date of entry into force 
of the Regulation, i.e., until Mar. 18, 1993, that the said applica- 
tion be further processed according to the Regulation. The 
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request must be accompanied by a copy of said application, 
including a copy of the request showing the filing date as sent 
back by the Patent office of the Soviet Union to the applicant, 
and by any available evidence showing that the said application 
still had effect on Dec. 24, 1991. The filing date and any priority 
date of the said application will be maintained. 


Ill. Industrial Property Rights Granted by the Patent Office 
of the Soviet Union 


(4) Patents for inventions, industrial design patents and 
trademark certificates granted by the Patent Office of the Soviet 
Union prior to Dec. 25, 1991, will, after their registration by 
the State Patent Office of Ukraine at the request of the owner and 
upon furnishing of a document for payment of the prescribed fee 
(see paragraph (11), below), be considered as having the same 
effects for the remaining period of their validity as a patent 
for invention, industrial design patent or trademark certificate 
granted in accordance with the Regulation by the State Patent 
Office of Ukraine. The duration of the said validity is 20 years 
from the filing date of the application in the case of a patent 
for invention, 15 years from the filing date of the application 
in the case of an industrial design patent and, in the case of 
a trademark certificate, 10 years from the filing date of the 
application (if the period of validity of the certificate had not 
yet been extended by Dec. 24, 1991) or from the date of the 
request for extension of the period of validity (if the period of 
validity of the certificate had already been extended by Dec. 
24, 1991). The request must be filed within six months from 
the date of entry into force of the Regulation, i.e., until Mar. 
18, 1993, and must be accompanied by a copy of the patent 
or certificate granted by the Patent Office of the Soviet Union. 

(5) As regards inventors’ certificates and industrial design 
certificates granted by the Patent Office of the Soviet Union 
in relation to which a 20-year term in the case of inventions, 
or a 15-year term in the case of industrial designs, both counted 
from the filing date of the application, has not expired before 
the entry into force of the Regulation, i.e., prior to Sept. 18, 
1992, the State Patent Office of Ukraine will grant, at the 
request of the inventor (inventors) and with the consent of the 
applicant, a Ukrainian patent to the inventor himself, or to any 
other physical or legal person, with their consent, indicated in 
the request, or to the Ukrainian Inventions Foundation. In the 
case of inventions, if the said request is not made within the 
period of one year after the entry into force of the Regulation, 
i.e., until Sept. 18, 1993, inventors’ certificates granted by 
the Patent Office of the Soviet Union shall be exchanged for 
Ukrainian patents granted to the Ukrainian Inventions Founda- 
tion. Any Ukrainian patent to which this paragraph applies will 
be valid until the expiration of 20 years from the filing date 
of the application in the case of inventions, and 10 years from 
the filing date of the application, with an opportunity of subse- 
quent extension, upon request of the owner, but not longer than 
for another 5-year period in the case of industrial designs. 


IV. Effects in Ukraine of International Applications under 
the Patent Cooperation Treaty (PCT) 


(6)(a) On Sept. 21, 1992, Ukraine deposited a declaration 
of continuation the effect of which is that the Patent Cooperation 
Treaty (PCT) is applied by Ukraine. Nationals and residents 
of Ukraine can therefore file international applications, and 
Ukraine can be designated and elected in international applica- 
tions filed, from that date. 

(b) On Sept. 29, 1992, the Assembly of the PCT Union 
adopted, with effect on Oct. 1, 1992, new Rules 32.1 and 32.2 
in the Regulations under the PCT, concerning the extension of 
international applications to certain successor States. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to Ukraine, one has to distin- 
guish between 

(i) international applications designating the Soviet 
Union whichwere filed prior to Dec. 25, 1991 (see 
(d), below); 

(ii) international applications—irrespective of the 
designations, they contain—which were filed 
between Dec. 25, 1991, and Nov. 23, 1992 (see (e) 
to (g), below); 
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(iii) international applications designating Ukraine 
filed on or after Sept. 21, 1992 (see (h), below). 

(d) As regards any international application whose inter- 
national filing date is prior to Dec. 25, 1991, and in which the 
Soviet Union has been designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by Ukraine of its declaration of continua- 
tion, be recognized in Ukraine (provided that the international- 
application has not lost its effect in the Soviet Union by Dec. 
24, 1991). The conditions under which any such international 
application, or any patent or inventor’s certificate resulting 
therefrom and granted by the Patent Office of the Soviet Union, 
may continue to have effect in Ukraine are the following: 

(i) if a patent for invention or an inventor’s certificate 
has been granted by the Patent Office of the Soviet 
Union on the basis of the international application, 
the conditions described in paragraphs (4) and (5), 
above, are applicable; 
(ii) if the applicant has entered the national phase 
before the Patent Office of the Soviet Union but a 
patent for invention or an inventor’s certificate had 
not been granted by the Patent Office of the Soviet 
Union without the application having been rejected 
by that Office, the applicant must, until Mar. 18, 
1993, 
—furnish to the State Patent Office of Ukraine a 
copy of the Russian translation submitted to the 
Patent Office of the Soviet Union and any available 
evidence showing that the application still had effect 
on Dec. 24, 1991, 
—file the request referred to in paragraph (3), above, 
with the State Patent Office of Ukraine, and 
—furish to the State Patent Office of Ukraine a 
document for payment of the prescribed fee (see 
paragraph 11, below); 
(iii) if the applicant has not entered the national phase 
before before the Patent Office of the Soviet Union 
and the time limit for entering the national phase 
before that Office had not expired on Dec. 24, 1991, 
the applicant must, until Mar. 18, 1993, furnish to 
the State Patent Office of Ukraine a translation of 
the international application into Ukrainian or Rus- 
sian and a document for payment of the prescribed 
fee (see paragraph 11, below). 

(e) As regards any international application whose filing 
date is later than Dec. 24, 1991, and earlier than Nov. 24, 
1992', its effects may be extended to Ukraine (irrespective of 
the designations it contains) through the performance by the 
applicant of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request 
for extension; 

(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss 
francs. 

(f) The applicant in respect of each and every interna- 
tional application referred to in (e), above, or his agent or 
common representative if there is one, will receive a written 
notification from the International Bureau of WIPO calling his 
attention to the fact that he can, by filing a written requests 
for extension, extend the effects of the international application 
to Ukraine. The notification will, in particular, specify the 
modes of payment of the extension fee of 185 Swiss francs. 
the request for extension must contain the identification of 
the international application by its international application 
number. A form which may be used for the purpose of 
requesting the extension to Ukraine will be attached to the 
notification. The request for extension must be in English or 
French, and may be sent by telefax or telex. The request for 
extension and the corresponding payment must reach the Inter- 
national Bureau of WIPO before the expiration of three months 


‘With the exception of any such international application whose international filing 
date is later than Sept. 21, 1992, and in which Ukraine has been designated under 
Rule 4.%a) of the Regulations under the PCT: in such a case, the procedure described 
in (e) to (g) is not applicable, and the procedure described in (h) is applicable. It 
should be noted that only those international applications filed on or after Sept. 21, 
1992, can specifically designate Ukraine. 
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from the date of the notification sent by the International Bureau 
of WIPO; if either the request or the fee is received later, the 
request will be refused. It is recommended that applicants await 
the notification from the International Bureau of WIPO and 
use the form attached to it, but requests and payments may be 
made without waiting for the notification from the International 
Bureau of WIPO. 

(g) If the conditions described in (e) and (f), above, are 
fulfilled, Ukraine will be considered as having been designated 
in the international application on its international filing date. 
For entering the national phase before the State Patent Office 
of Ukraine, the applicant must furnish to that Office a translation 
of the international application into Ukranian or Russian and 
a document for payment of the prescribed fee (see paragraph 
11, below) until Dec. 31, 1993, or within the following time 
limit if that time limit expires after Dec. 31, 1993: 

(i) before the expiration of 21 months from the pri- 
ority date if Ukraine is not elected under Chapter II 
of the PCT within 19 months from the priority date; 
(ii) before the expiration of 31 months from the pri- 
ority date if Ukraine is elected under Chapter II of 
the PCT within 19 months from the priority date. 

(h) As regards any international application whose inter- 
national filing date is later than Sept. 20, 1992, and in which 
Ukraine has been designated, the applicant, in order to enter 
the national phase before the State Patent Office of Ukraine, 
must furnish to that Office a translation of the international 
application into Ukrainian or Russian and a document for pay- 
ment of the prescribed fee (see paragraph 11, below) to that 
Office within the following time limit: 

(i) before the expiration of 21 months from the pri- 
ority date if Ukraine is not elected under Chapter II 
of the PCT within 19 months from the priority date; 
(ii) before the expiration of 31 months from the pri- 
ority date if Ukraine is not elected under Chapter II 
of the PCT within 19 months from the priority date. 


V. Effects in Ukraine of International Registrations under the 
Madrid Agreement Concerning the International Registration of 
Marks 


(7)(a) On Sept. 21, 1992, Ukraine deposited a declaration 
of continuation the effect of which is that the Madrid Agreement 
Concerning the International Registration of Marks is applied 
by Ukraine. 

(b) On Sept. 29, 1992, the Assembly of Madrid Union 
adopted, with effect on Oct. 1, 1992, a new Rule 38 in the 
Regulations under the Madrid agreement, conceming the effect 
of international registrations in certain successor States. 

(c) Pursuant to the deposit of the declaration of continua- 
tion and to the decision of the Assembly, certain international 
registrations may have effect in Ukraine subject to the condi- 
tions described below. Those international registrations are 
those which have territorial extension to the Soviet Union effec- 
tive from a date prior to Dec. 25, 1991. 

(d) The conditions referred to above are the following: 

(i) the filing with the International Bureau of the 
World Intellectual Property Organization (WIPO) of 
a request, 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount which is 62 Swiss francs per 
international registration. 

(e) The owner of each and every international registra- 
tion concerned, or his representative (if the owner has a repre- 
sentative whose name appears in the International Register), 
will receive a written notice from the International Bureau of 
WIPO calling his attention to the fact that he can, by filing a 
written request, continue the effect of the international registra- 
tion to Ukraine. The notice will, in particular, specify the modes 
of payment of the fee. The request must contain the identifica- 
tion of the international registration concerned by its interna- 
tional registration number. A form (in French) will be attached 
to the notice and may be used. The request must be in English 
or French, and may be sent by telefax or must reach the Interna- 
tional Bureau of WIPO before the expiration of six months 
from the date of the notice sent by the International bureau of 
WIPO; if either the request or the fee is received later, the 
request will be refused. Requests and payments may be made 
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without waiting for the notice of the International Bureau of 
WIPO. 

(f) If the conditions described above are fulfilled, the 
international registration concemed will, with respect to 
Ukraine, have effect as from the effective date of the territorial 
extension to the Soviet Union and benefit from any priority 
validly claimed in regard to such extension. 

(g) For each international registration which has no 
territorial extension to the Soviet Union or whose international 
registration date is later than Dec. 24, 1991, protection in 
Ukraine can only be obtained by filing, through the intermediary 
of the national Office of the country of the owner, a request 
for territorial extension under Rule 20 of the Regulations under 
the Madrid Agreement. it is to be noted that requests for territo- 
rial extension to Ukraine are possible at present. 


VI. Prior User Right 


(8) Enterprises, organizations and institutions which have 
already started to use inventions or industrial designs for which 
protection can be obtained according to paragraph (5), above, 
prior to the entry into force of the Regulation, i.e., prior to 
Sept. 18, 1992, will have the right to a continued use of such 
inventions and industrial designs, but without increasing the 
volume of their utilization. 


VII. New Applications 


(9) From the date of entry into force of the Regulation, 
i.e. from Sept. 18, 1992, onward, applications for patents for 
inventions, for industrial design patents and for trademark cer- 
tificates can be filed with the State Patent Office of Ukraine. The 
request as a part of the application must be filed in Ukrainian and 
be accompanied on the filing date by the prescribed fees. Other 
parts of the application may be presented in Ukrainian or Rus- 
sian. they may also be presented in English, French or German, 
provided that a translation into Ukrainian is presented upon 
request of the state Patent Office of Ukraine 


VIII. Procedural Provisions 


(10) If an applicant does not have his ordinary residence or 
principal place of business in Ukraine, he must authorize a 
representative in Ukraine, and all applications and requests 
referred to in the present announcement must be filed through 
the intermediary of such a representative. The list of the persons 
who can act as representatives is available at the State Patent 
Office of Ukraine. 

(11) The amounts of the fees which are referred to as “pre- 
scribed fees” in the present announcement as well as the kind 
of document which constitutes a “document for payment of the 
prescribed fee” will be published in a separate announcement. 


IX. Address of the Patent Office 


State Patent Office of Ukraine 
4, Karl Leibknecht Street 
252008 Kiev 
Ukraine 
Tel.: (7044) 293-2188 
Fax.: (7044) 268-2588 
Dec. 11, 1992 DOUGLAS B. COMER 
Acting Assistant Secretary and 
Acting Commissioner of 
Patents and Trademarks 
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(214) Regarding Industrial Property Protection in 
the Czech Republic and the Slovak Republic 


The following announcements concerning industrial property 
protection in the Czech Republic and the Slovak Republic 
were furnished by the World Intellectual Property Organization 
(WIPO). 


Announcement on the Protection of Industrial Property in the 
zech Republic 
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In view of the fact that Czechoslovakia ceased to exist on 
Dec. 31, 1992, and that the Czech Republic and the Slovak 
Republic became independent States on Jan. 1, 1993, the situa- 
tion of industrial property protection in the Czech Republic is 
summarized below. 


I. Legal Basis 


(1) The respective legal acts on the protection of industrial 
property of Czechoslovakia remain applicable in the Czech 
Republic. 


Il. Applications for Industrial Property Rights Filed with the 
Federal Office for Inventions of Czechoslovakia and Industrial 
Property Rights Granted by that Office, 


(2) Applications for industrial property rights filed with the 
Federal Office for Inventions of Czechoslovakia and industrial 
property rights granted by that Office maintain their legal effect 
in both the Czech Republic and the Slovak Republic, it being 
understood that the next fees which are to be paid must be 
paid, for protection in both the Czech Republic and the Slovak 
Republic, to both the Industrial Property Office of the Czech 
Republic and the Industrial Property Office of the Slovak 
Republic. 


III. International Treaties 


(3) The Czech Republic has deposited, with effect on Jan. 
1, 1993, a declaration the effect of which is that all those treaties 
administered by WIPO to which Czechoslovakia was party 
continue to be applicable as far as the Czech Republic is con- 
cemed. Those treaties are: the Convention Establishing the 
World Intellectual Property Organization, the Paris Convention 
for the Protection of Industrial Property, the Madrid Agreement 
for the Repression of False or Deceptive Indications of Source 
on Goods, the Madrid Agreement Conceming the International 
Registration of Marks, the Nice Agreement Concerning the 
International Classification of Goods and Services for the Pur- 
poses of the Registration of Marks, the Lisbon Agreement for 
the Protection of Appellations of Origin and their International 
Registration, the Locarno Agreement Establishing an Interna- 
tional Classification for Industrial Designs, the Patent Coopera- 
tion Treaty (PCT), the Strasbourg Agreement Conceming the 
International Patent Classification, the Budapest Treaty on the 
International Recognition of the Deposit of Microorganisms 
for the Purposes of Patent Procedure, the Berne Convention 
for the Protection of Literary and Artistic Works, and the Treaty 
on the International Registration of Audiovisual Works. 


IV. Effects in the Czech Republic of International Applications 
under the Patent Cooperation Treaty (PCT) 


(4)(a) Pursuant to the deposit of the declaration of continua- 
tion referred to in paragraph (3), above, nationals and residents 
of the Czech Republic can file international applications, and 
the Czech Republic can be designated and elected in interna- 
tional applications filed, on or after Jan. 1, 1993. 

(b) Rules 32.1 and 32.2 of the Regulations under the PCT 
permit the extension of international applications to the Czech 
Republic. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to the Czech Republic, one has 
to distinguish between 

(1) international applications specifically' designating 
Czechoslovakia which were filed prior to Jan. 1, 1993(see(d), 
below); 

(ii) international applications not specifically! desig- 
nating the Czech Republic—irrespective of the other designa- 
tions they contain—filed between Jan. 1, 1993, and Feb. 21, 
1993 (see (e) to (g) below); 
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(iii) international applications specifically' designating 
the Czech Republic filed on or after Jan. 1, 1993 (see (h) 
below). 

(d) As regards any international application whose interna- 
tional filing date is prior to Jan. 1, 1993, and in which Czecho- 
slovakia is specifically designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by the Czech Republic of its declaration 
of continuation, be recognized in the Czech Republic (provided 
that the international application had not lost its effect in 
Czechoslovakia by Dec. 31, 1992). The conditions under which 
any such international application, or any patent resulting there- 
from and granted by the Federal Office for Inventions of 
Czechoslovakia, may continue to have effect in the Czech 
Republic are the following: 

(i) if a patent has been granted by the Federal Office for 
Inventions of Czechoslovakia on the basis of the international 
applications, paragraph (2), above, is applicable; 

(ii) if the applicant has entered the national phase before 
the Federal Office for Inventions of Czechoslovakia but a patent 
for invention has not been granted by the Office without the 
application having been rejected by it, paragraph (2), above, 
is applicable; 

(iii) if the applicant has not entered the national phase 
before the Federal Office for Inventions of Czechoslovakia and 
the time limit for entering the national phase had not expired 
on Dec. 31, 1992, the applicant must, before the expiration of 
the applicable time limit under PCT Article 22 or 39(1), furnish 
to the Industrial Property Office of the Czech Republic a transla- 
tion of the international application into the Czech language 
and pay the prescribed fee. 

(e) As regards any international application whose interna- 
tional filing date is later than Dec. 31, 1992, and earlier than 
Feb. 22, 1993,’ and in which the Czech Republic is not specifi- 
cally designated, its effects may be extended to the Czech 
Republic (irrespective of the other designations it contains) 
through the performance by the applicant of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for exten- 
sion; 

(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss francs. 

(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common 
representative if there is one, will receive a written notification 
from the International Bureau of WIPO calling his attention 
to the fact that he can, by filing a written request for extension, 
extend the effects of the international application to the Czech 
Republic. The notification will, in particular, specify the modes 
of payment of the extension fee of 185 Swiss francs. The 
request for extension must contain the identification of the 
intemational application by its international application 
number. A form which may be used for the purpose of 
requesting the extension to the Czech Republic will be attached 
to the notification. The request for extension must be in English 
or French, and may be sent by telefax or telex. The request 
for extension and the corresponding payment must reach the 
International Bureau of WIPO before the expiration of three 
months from the date of the notification sent by the International 
Bureau of WIPO; if either the request or the fee is received 
later, the request will be refused. It is recommended that appli- 
cants await the notification from the International Bureau of 
WIPO and use the form attached to it, but requests and payments 
may be made without waiting for the notification from the 
International Bureau of WIPO. 

(g) If the condition described in (e) and (f), above, are 
fulfilled, the Czech Republic will be considered as having been 
designated in the international application on its international 
filing date. For entering the national phase before the Industrial 


‘In this announcement, an international application is regarded as “specifically” 
designating a State cither if that State has been designated under Rule 4.9(a) of the 
Regulations under the PCT or if the designation of that State has been confirmed 
under Rule 4.9(c) of those Regulations. 

With the exception of any international application whose international filing date 
is later than Dec. 31, 1992, and in which the Czech Republic is specifically desig- 
nated: in such a case, the procedure described in (e) to (g) is not applicable, and 
the procedure described in (h) is applicable. 
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Property Office of the Czech Republic, the applicant must 
furnish to that Office a translation of the international applica- 
tion into the Czech language and pay the prescribed fee within 
three months from the date of the request for extension or, if 
it expires later, within the following time limit: 

(i) before the expiration of 21 months from the priority 
date if the Czech Republic is not elected under Chapter II of 
the PCT within 19 months from the priority date; 

(ii) before the expiration of 30 months from the priority 
date if the Czech Republic is elected under Chapter II of the 
PCT within 19 months from the priority date. 

(h) As regards any international application whose interna- 
tional filing date is later than Dec. 31, 1992, and in which the 
Czech Republic is specifically designated, the applicant, in 
order to enter the national phase before the Industrial Property 
Office of the Czech Republic, must furnish to that Office a 
translation of the international application into the Czech lan- 
guage and pay the prescribed fee to that Office within the 
following time limit: 

(1) before the expiration of 21 months from the priority 
date if the Czech Republic is not elected under Chapter II of 
the PCT within 19 months from the priority date; 

(ii) before the expiration of 30 months from the priority 
date if the Czech Republic is elected under Chapter II of the 
PCT within 19 months from the priority date. 


V. Effects in the Czech Republic of International Registrations 
under the Madrid Agreement Concerning the International 
Registration of Marks. 


(5)(a) Pursuant to the deposit of the declaration of continua- 
tion referred to in paragraph (3), above, and pursuant to Rule 
38 of the Regulations under the Madrid Agreement, any interna- 
tional registration with a territorial extension to Czechoslovakia 
effective from a date prior to Jan. 1, 1993, may have effect in 
the Czech Republic subject to the following conditions: 

(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount of which is 62 Swiss francs per international 
registration. 

(b) The owner of each and every international registration 
concemed, or his representative (if the owner has a representa- 
tive whose name appears in the International Register), will 
receive a written notice from the International Bureau of WIPO 
calling his attention to the fact that he can, by filing a written 
request, obtain a continuation of the effect of the international 
registration in the Czech Republic. The notice will contain a 
request form (in French) and specify the modes of payment of 
the fee. The request must contain the identification of the 
international registration concerned by its international registra- 
tion number. The request must be made in English or French, 
and may be sent by telefax or telex. The request and the corres- 
ponding payment must reach the International Bureau of WIPO 
before the expiration of six months from the date of the notice 
sent by the International Bureau of WIPO; if either the request 
or the fee is received later, the request will be refused. Requests 
and payments may be made without waiting for the notice of 
the International Bureau of WIPO. 

(c) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to the 
Czech Republic, have effect as from the effective date of territo- 
rial extension to Czechoslovakia and benefit from any priority 
validly claimed in regard to such extension. 

(d) For each international registration which has no territo- 
rial extension to Czechoslovakia or whose international regis- 
tration date is later than Dec. 31, 1992, protection in the Czech 
Republic can only be obtained by filing, through the interme- 
diary of the national Office of the country of the owner, a 
request for territorial extension under Rule 20 of the Regulations 
under the Madrid Agreement. It is to be noted that requests 
for territorial extension to the Czech Republic are possible at 
present. 


VI. New Applications for Industrial Property Rights 
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(6) Applications for industrial property rights filed from 
Jan. 1, 1993, with the Industrial Property Office of the Czech 
Republic have no effect in the Slovak Republic. However, 
unless it is clear that the applicant does not seek protection in 
the Slovak Republic, the Industrial Property Office of the Czech 
Republic will, during a transitory period of a few months, invite 
the applicant to specify, within a time limit which will be fixed 
in the invitation, whether he wants to obtain protection in the 
Czech Republic only or both in the Czech Republic and in the 
Slovak Republic. In the latter case, the Industrial Property 
Office of the Czech Republic will transmit a copy of the applica- 
tion to the Industrial Property Office of the Slovak Republic 
and the filing date of the application with the Industrial Property 
Office of the Czech Republic will be recognized by the Indus- 
trial Property Office of the Slovak Republic. 

(7) Applications requesting protection in the Czech Republic 
must be filed in the Czech language. 


VII. General Provisions 


(8) The fees to be paid to the Industrial Property Office of 
the Czech Republic are of the same amount as the fees which 
were payable to the Office of Czechoslovakia before Jan. 1, 
1993. 

(9) If an applicant does not have his ordinary residence or 
principle place of business in the Czech Republic, he must 
authorize a representative in the Czech Republic, and all appli- 
cations to be filed with the Industrial Property Office of the 
Czech Republic must be filed through the intermediary of such 
a representative. The list of persons who can act as representa- 
tives is available at the Industrial Property Office of the Czech 
Republic. 


Vill. Address of the Industrial Property Office of the Czech 
Republic 


Industrial Property Office of the Czech Republic 
Revolucni ulice 7 

11346 Prague | 

Czech Republic 

Tel.: (2) 28 96 (operator service) 

Fax.: (2) 231 92 30 

Teleprinter: 123 109 FUV 


Announcement on the Protection of Industrial 
Property in the Slovak Republic 


In view of the fact that Czechoslovakia ceased to exist on 
Dec. 31, 1992, and that the Czech Republic and the Slovak 
Republic became independent States on Jan. |, 1993, the situa- 
tion of industrial property protection in the Slovak Republic 
is summarized below. 


1. Legal Basis 


(1) Pending the enactment of new legislation, the respective 
legal acts on the protection of industrial property of Czechoslo- 
vakia remain applicable in the Slovak Republic. 


Il. Applications for Industrial Property Rights Filed with the 
Federal Office for Inventions of Czechoslovakia and Industrial 
Property Rights Granted by that Office 


(2) Applications for industrial property rights filed with the 
Federal Office for Inventions of Czechoslovakia and industrial 
property rights granted by that Office maintain their legal effect 
in both the Czech Republic and the Slovak Republic, it being 
understood that the next fees which are to be paid must be 
paid, for protection in both the Czech Republic and the Slovak 
Republic, to both the Industrial Property Office of the Czech 
Republic and the Slovak Republic. 


II. International Treaties 


(3) The Slovak Republic has deposited, with effect on Jan. 
1, 1993, a declaration the effect of which is that all those 
treaties administered by WIPO to which Czechoslovakia was 
party continue to be applicable as far as the Slovak Republic 
is concerned. Those treaties are: the Convention Establishing 
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the World Intellectual Property Organization, the Paris Conven- 
tion for the Protection of Industrial Property, the Madrid Agree- 
ment for the Repression of False or Deceptive Indications of 
Source on Goods, the Madrid Agreement Concerning the Inter- 
national Registrations of Marks, the Nice Agreement Con- 
cerning the International Classification of Goods and Services 
for the Purposes of the Registration of Marks, the Lisbon Agree- 
ment for the Protection of Appellations of Origin and their 
International Registration, the Locarno Agreement Establishing 
an International Classification for Industrial Designs, the Patent 
Cooperation Treaty (PCT), the Strasbourg Agreement Con- 
cerning the International Patent Classification, the Budapest 
Treaty on the International Recognition of the Deposit of Micro- 
organisms for the Purposes of Patent Procedure, the Berne 
Convention for the Protection of Literary and Artistic Works, 
and the Treaty on the International Registration of Audiovisual 
Works. 


IV. Effects in the Slovak Republic of International Applications 
under the Patent Cooperation Treaty (PCT) 


(4)(a) Pursuant to the deposit of the declaration of continua- 
tion referred to in paragraph (3), above, national and residents 
of the Slovak Republic can file international applications, and 
the Slovak Republic can be designated and elected in interna- 
tional applications filed, on or after Jan. 1, 1993. 

(b) Rules 32.1 and 32.2 of the Regulations under the PCT 
permit the extension of international applications to the Slovak 
Republic. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to the Slovak Republic, one 
has to distinguish between 

(i) international applications specifically’ designating 
Czechoslovakia which were filed prior to Jan. 1, 1993 (see (d), 
below); 

(ii) international applications not specifically'desig- 
nating the Slovak Republic—irrespective of the other designa- 
tions they contain—filed between Jan. 1, 1993 and Mar. 6, 
1993 (see (e) to (g), below); 

(iii) international applications specifically’ designating 
the Slovak Republic filed on or after Jan. 1, 1993 (see (h), 
below). 

(d) As regards any international application whose interna- 
tional filing date is prior to Jan. 1, 1993, and in which Czecho- 
slovakia is specifically designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by the Slovak Republic of its declaration 
of continuation, be recognized in the Slovak Republic (provided 
that the international application had not lost its effect in 
Czechoslovakia by Dec. 31, 1992). The conditions under which 
any such international application, or any patent resulting there- 
from and granted by the Federal Office for Inventions of 
Czechoslovakia, may continue to have effect in the Slovak 
Republic are the following: 

(i) if a patent has been granted by the Federal Office for 
Inventions of Czechoslovakia on the basis of the international 
application, paragraph (2), above, is applicable; 

(ii) if the applicant has entered the national phase before 
the Federal Office for Inventions of Czechoslovakia but a patent 
for invention has not been granted by the Office without the 
application having been rejected by it, paragraph (2), above, 
is applicable; 

(iii) if the applicant has not entered the national phase 
before the Federal Office for Inventions of Czechoslovakia and 
the time limit for entering the national phase had not expired 
on Dec. 31, 1992, the applicant must, before the expiration of 
the applicable time limit under PCT Article 22 or 39(1),furnish 
to the Industrial Property Office of the Slovak Republic a 
translation of the international application into the Slovak lan- 
guage and pay the proscribed fee. 

(e) As regards any international application whose interna- 
tional filing date is later than Dec. 31, 1992, and earlier than 
Mar. 7, 1993,* and in which the Slovak Republic is not specifi- 
cally designated, its effects may be extended to the Slovak 
Republic (irrespective of the other designations it contains) 
through the performance of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for exten- 
sion; 
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(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss francs. 

(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common 
representative if there is one, will receive a written notification 
from the International Bureau of WIPO calling his attention 
to the fact that he can, by filing a written request for extension, 
extend the effects of the international application to the Slovak 
Republic. The notification will, in particular, specify the modes 
of payment for the extension fee of 185 Swiss francs. The 
request for extension must contain the identification of the 
international application by its international application 
number. A form which may be used for the purpose of 
requesting the extension to the Slovak Republic will be attached 
to the notification. The request for the extension must be in 
English or French, and may be sent by telefax or telex. The 
request for extension and the corresponding payment must 
reach the International Bureau of WIPO before the expiration 
of three months from the date of the notification sent by the 
International Bureau of WIPO; if either the request or the fee 
is received later, the request will be refused. It is recommended 
that applicants await the notification from the International 
Bureau of WIPO and use the form attached to it, but requests 
and payments may be made without waiting for the notification 
from the International Bureau of WIPO. 

(g) If the condition described in (e) and (f), above, are 
fulfilled, the Slovak Republic will be considered as having 
been designated in the international application on its interna- 
tional filing date. For entering the national phase before the 
Industrial Property Office of the Slovak Republic, the applicant 
must furnish to that Office a translation of the international 
application into the Slovak language and pay the proscribed 
fee within three months from the date of the request for the 
extension or, if it expires later, within the following time limit: 

(i) before the expiration of 21 months from the priority 
date if the Slovak Republic is not elected under Chapter II of 
the PCT within 19 months from the priority date; 

(ii) before the expiration of 30 months from the priority 
date if the Slovak Republic is elected under Chapter II of the 
PCT within 19 months from the priority date. 

(h) As regards any international application whose interna- 
tional filing date is later than Dec. 31, 1992, and in which the 
Slovak Republic is specifically designated, the applicant, in 
order to enter the national phase before the Industrial Property 
Office of the Slovak Republic, must furnish to that Office 
a translation of the international application into the Slovak 
language and pay the prescribed fee to that Office within the 
following time limit: 

(i) before the expiration of 21 months from the priority 
date if the Slovak Republic is not elected under Chapter II of 
the PCT within 19 months from the priority date; 

(ii) before the expiration of 30 months from the priority 
date if the Slovak Republic is elected under Chapter II of the 
PCT within 19 months from the priority date. 


V. Effects in the Slovak Republic of International Registrations 
under the Madrid Agreement Concerning the International 
Registration of Marks 


(S)(a) Pursuant to the deposit of the declaration of continua- 
tion referred to in paragraph (3), above, and pursuant to Rule 
38 of the Regulations under the Madrid Agreement, any interna- 
tional registration with a territorial extension to Czechoslovakia 
effective from a date prior to Jan. 1, 1993, mayhave effect in 
the Slovak Republic subject to the following conditions: 

(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount of which is 62 Swiss francs per international 
registration. 

(b) The owner of each and every international registration 
concemed, or his representative (if the owner has a representa- 
tive whose name appears in the Intemational Register), will 
receive a written notice from the International Bureau of WIPO 
calling his attention to the fact that he can, by filing a written 
request, obtain a continuation of the effect of the international 
registration in the Slovak Republic. The notice will contain a 
request form (in French) and specify the modes of payment of 
the fee. The request must contain the identification of the 
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international registration concemed by its international registra- 
tion number. The request must be made in English or French, 
and may be sent by telefax or telex. The request and the corres- 
ponding payment must reach the International Bureau of WIPO 
before the expiration of six months from the date of the notice 
sent by the International Bureau of WIPO; if either the request 
or the fee is received later, the request will be refused. Requests 
and payments may be made without waiting for the notice of 
the International Bureau of WIPO. 

(c) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to the 
Slovak Republic, have effect as from the effective date of the 
territorial extension to Czechoslovakia and benefit from any 
priority validly claimed in regard to such extension. 

(d) For each international registration which has no territo- 
rial extension to Czechoslovakia or whose international regis- 
tration date is later than Dec. 31, 1992, protection in the Slovak 
Republic can only be obtained by filing, through the interme- 
diary of the national Office of the country of the owner, a 
request for territorial extension under Rule 20 of the Regulations 
under the Madrid Agreement. It is to be noted that requests 
for territorial extension to the Slovak Republic are possible at 
present. 


VI. New Applications for Industrial Property Rights 


(6) From Jan. 1, 1993, it is possible to file applications for 
industrial property rights with the Industrial Property Office 
of the Slovak Republic. Applications filed with the Industrial 
Property Office of the Czech Republic have no effect in the 
Slovak Republic. However, the following procedure will apply, 
during a transitory period of a few months, to applications filed 
with the Industrial Property Office of the Czech Republic: 
unless it is clear that the applicant does not seek protection in 
the Slovak Republic, the Industrial Property Office of the Czech 
office will invite the applicant to specify, within a time limit 
which will be fixed in the invitation, whether he wants to obtain 
protection in the Czech Republic only or both in the Czech 
Republic and the Slovak Republic. In the latter case, the Indus- 
trial Property Office of the Czech Republic will transmit a 
copy of the application to the Industrial Property Office of the 
Slovak Republic and the filing date of the application with 
the Industrial Property Office of the Czech Republic will be 
recognized by the Industrial Property Office of the Slovak 
Republic. 

(7) Applications requesting protection in the Slovak Republic 
must be filed in the Slovak language. 


Vil General Provisions 


(8) The fees to be paid to the Industrial Property Office of the 
Slovak Republic are of the same amount as the fees whichwere 
payable to the Office of Czechoslovakia before Jan. 1, 1993. 

(9) If an applicant does not have his ordinary residence or 
principal place of business in the Slovak Republic, he must 
authorize a representative in the Slovak Republic, and all appli- 
cations to be filed with the Industrial Property Office of the 
Slovak Republic must be filed through the intermediary of such 
a representative. The list of persons who can act as representa- 
tives is available at the Industrial Property Office of the Slovak 
Republic. 


VIII. Address of the Industrial Property Office of the Slovak 
Republic 


Industrial Property Office of the Slovak Republic 
Nam. Slobody 29 

81312 Bratislava 

Slovakia 

Tel: (7) 33 00 57 

Fax.: (7) 31 44 61 


Jan. 28, 1993 DOUGLAS B. COMER 
Acting Assistant Secretary 
and Acting Commissioner of 


Patents and Trademarks 


{1147 TMOG 72} 
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(215) Regarding Industrial Property 


Protection in Kazakhstan 


The following announcement was furnished by the World 
Intellectual Property Organization of Geneva, Switzerland. 


ANNOUNCEMENT OF THE PROTECTION OF 
INDUSTRIAL PROPERTY IN KAZAKHSTAN 


The situation of industrial property protection in Kazakhstan 
is summarized below. 


I. Legislation 


(1) On Aug. 5, 1992, the Patent Law of Kazakhstan entered 
into force. This Law deals with preliminary patents and patents 
for inventions, preliminary patents and patents for industrial 
designs and patents for utility models. 

(2) The Law on Trade Marks, Service Marks and Appella- 
tions of Origin of Kazakhstan was adopted on Jan. 18, 1993. 
This said Law entered into force on Feb. 23, 1993. 

(3) The National Patent Office of Kazakhstan was established 
on June 23, 1992. It is under the supervision of the Cabinet 
of Ministers. 


Il. Membership in Treaties 


(4) The Government of Kazakhstan deposited on Feb. 16, 
1993, a declaration to the effect that the Convention Estab- 
lishing the World Intellectual Property Organization, the Paris 
Convention for the Protection of Industrial Property, the Madrid 
Agreement Conceming the International Registration of Marks 
and the Patent Cooperation Treaty continue to be applicable 
to Kazakhstan. 


Ill. Applications for Industrial Property Rights Filed with 
the National Patent Office of Kazakhstan 


(5) Applications for the grant of patents for inventions, 
patents for industrial designs and patents for utility models and 
applications for the registration of marks and appellations of 
origin have been able to be filed with the National Patent Office 
of Kazakhstan since Aug. 27, 1992. 


IV. Industrial Property Rights Granted by the Patent Office 
of the Soviet Union 


(6) A patent for invention or inventor’s certificate, an indus- 
trial design patent or industrial design certificate, or a trademark 
certificate, which was issued by the Patent Office of the Soviet 
Union may be registered by the National Patent Office of 
Kazakhstan at the request of the owner. Upon registration, such 
industrial property rights will be considered as having the same 
effects as a patent for invention, industrial design patent or 
trademark certificate issued by the National Patent Office of 
Kazakhstan. The duration is 20 years from the filing date of 
the application in the case of a patent for invention, 10 years 
from the filing date of the application in the case of an industrial 
design patent with the right to extend registration in the case 
of a trademark certificate. The filing date and any Dec. 1, 1993, 
in the case of inventions and industrial designs, and before 
Nov. 1, 1993, in the case of trademarks. It must be accompanied 
by the original or a copy, certified by a notary or any other 
competent authority, of the patent or certificate issued by the 
Patent Office of the Soviet Union and evidence that the pre- 
scribed fees have been paid to the National Patent Office of 
Kazakhstan. 


V. Applications for Industrial Property Rights Filed with 
the Patent Office of the Soviet Union or with the Patent 
Office of the Russian Federation Before Oct. 14, 1992 
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(7) The applicant of an application for a patent for invention 
or an inventor’s certificate, for an industrial design patent or 
an industrial design certificate or for a trademark certificate 
which had been filed with the Patent Office of the Soviet Union 
or with the Patent Office of the Russian Federation before Oct. 
14, 1992, may request the National Patent Office of Kazakhstan 
before Dec. |, 1993, in the case of an application for a patent 
for invention or an inventor’s certificate, or for an industrial 
design patent or certificate, and before Nov. 1, 1993, in the 
case of an application for a trademark certificate, that the said 
application be further processed according to the Kazakh legis- 
lation. The request for further processing by the National Patent 
Office of Kazakhstan must be accompanied by a copy of the 
said application, including a copy of the request part of the 
said application showing the filing date as sent back to the 
applicant by the Patent Office of the Soviet Union or by the 
Patent Office of the Russian Federation, by a declaration that 
the said application is, to the best knowledge of the applicant, 
still pending before the Patent Office of the Russian Federation, 
and by an application filed according to the Kazakh legislation. 

(8) If the applicant has received from the Patent Office of 
the Soviet Union or from the Patent Office of the Russian 
Federation in respect of an application filed before Oct. 14, 
1992, a decision on grant of protection, the request needs only 
to be accompanied by a copy, certified by a notary or any other 
competent authority, of the said decision, as well as, in the 
case of inventions, by the description, any drawings and the 
claims on which the decision is based and an abstract of the 
invention or, in the case of industrial designs, by five photo- 
graphs, one of which must be certified by a notary or any other 
competent authority, and any drawings. The filing date and 
any priority date of the application filed with the Patent Office 
of the Soviet Union or the Patent Office of the Russian Federa- 
tion will be maintained. 


VI. Effects in Kazakhstan of International Applications 
under the Patent Cooperation Treaty (PCT) 


(9) (a) On Feb. 16, 1993, Kazakhstan deposited a declaration 
of continuation the effect of which is that the Patent Cooperation 
Treaty (PCT) is applied by Kazakhstan. Nationals and residents 
of Kazakhstan can therefore file international applications, and 
Kazakhstan can be designated and elected in international appli- 
cations filed, from the date. 

(b) On Sept. 29, 1992, the Assembly of the PCT Union 
adopted, with effect on Oct. 1, 1992, new Rules 32.1 and 32.2 
of the Regulations under the PCT, conceming the extension 
of international applications to certain successor States. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to Kazakhstan, one has to distin- 
guish between: 

(i) international applications designating the Soviet 
Union which were filed before Dec. 25, 1991 (see (d), below); 

(ii) international applications—irrespective of the desig- 
nations they contain—which were filed between Dec. 25, 1991, 
and Apr. 16, | 393 (see (e) to (g), below); 

(iii) international applications specifically* designating 
Kazakhstan filed on or after Feb. 16, 1993 (see (h), below). 

(d) As regards any international application whose interna- 
tional filing date is before Dec. 25, 1991, and in which the 
Soviet Union has been designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by Kazakhstan of its declaration of 
continuation, be recognized in Kazakhstan. The conditions 
under which any such international application, or any patent 
or inventor’s certificate resulting therefrom and granted by the 
Patent Office of the Soviet Union or by the Patent Office of 
the Russian Federation, may continue to have effect in Kazakh- 
stan are the following: 

(i) if a patent for invention or an inventor’s certificate 
has been granted by the Patent Office of the Soviet Union or 
by the Patent Office of the Russian Federation on the basis of 


*in this announcement, an intemational application is regarded as “specifically” 
designating Kazakhstan either if Kazakhstan has been designated under Rule 4.%a) 
of the Regulations under the PCT or if the designation of Kazakhstan has been 
confirmed under Rule 4.9(c) of those Regulations. 
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international application, the conditions referred to in paragraph 
(6) above, are applicable; 

(ii) if the applicant has entered the national phase before 
the Patent Office of the Soviet Union or the Patent Office of the 
Russian Federation but a patent for invention or an inventor’s 
certificate has not been granted by any of those Offices, the 
conditions referred to in paragraph (7), above, are applicable, 
provided that the applicant must, before Dec. 1, 1993, file with 
the National Patent Office of Kazakhstan a request that the 
international application be further processed according to the 
Kazakh legislation; the request must be accompanied by a 
copy of the Russian translation of the international application 
submitted to the Patent Office of the Soviet Union or the Patent 
Office of the Russian Federation and a declaration that the 
application is still pending before the Patent Office of the 
Russian Federation; however where a decision to grant a patent 
has issued, only the requirements referred to in paragraph (8), 
above, apply; 

(iii) if the applicant has not entered the national phase 
before the Patent Office of the Soviet Union or the Patent 
Office of the Russian Federation and the time limit for entering 
the national phase had not expired on Dec. 24, 1991, the appli- 
cant must, before Dec. 1, 1993, or, if Kazakhstan is elected 
under Chapter II of the PCT within 19 months from the priority 
date, before Dec. 1, 1993, or the expiration of 31 months from 
the priority date whichever is later, furnish to the National 
Patent Office of Kazakhstan a translation of the international 
application into Kazakh or Russian and evidence that the pre- 
scribed fee (see paragraph (12), below) has been paid to the 
latter Office. 

(e) As regards any international application whose interna- 
tional filing date is later than Dec. 24, 1991, and earlier than 
Apr. 17, 1993,** its effect may be extended to Kazakhstan 
(irrespective of the designations it contains) through the perfor- 
mance by the applicant of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for exten- 
sion; 

(ii) paying to the Intemational Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss francs. 

(f) The applicant in respect of each and every international 
application to in (e), above, or his agent or common representa- 
tive if there is one, will receive a written notification form the 
International Bureau of WIPO calling his attention to the fact 
that he can, by filing a written request for extension, extend 
the effects of the international application to Kazakhstan. The 
notification will, in particular, specify the modes of payment 
of the extension fee of 185 Swiss francs. The request for exten- 
sion must contain the identification of the international applica- 
tion by its international application number. A form which 
may be issued for the purpose of requesting the extension to 
Kazakhstan will be attached to the notification. The request 
for extension must be English or French, and may be sent be 
telefax or telex. The request for extension and the corresponding 
payment must reach the International Bureau of WIPO before 
the expiration of three months from the date of the notification 
sent by the International Bureau of WIPO, if either the request 
or the fee is received later, the request will be refused. It is 
recommended that applicants await the notification from the 
International Bureau of WIPO and use the form attached to it, 
but requests and payments may be made without waiting for 
the notification from the International Bureau of WIPO. 

(g) If the conditions described in (e) and (f), above, are 
fulfilled, Kazakhstan will be considered as having been desig- 
nated in the international application on its international filing 
date. For entering the national phase before the National Patent 
Office of Kazakhstan, the applicant must furnish, within the 
following time limit, to that Office both a translation of the 
international application into Kazakh or Russian and evidence 
that the prescribed fee (see paragraph (12), below) was paid: 

(i) before Dec. 1, 1993, or the expiration of 21 months 
from the priority date, whichever is later, if Kazakhstan is not 


**With the exception of any such international application international filing date 
is on or after Feb. 16, 1993, and in which Kazakhstan is specifically designated:in 
such a case, the procedure described in (e) to (g) is not applicable, and the procedure 
described in (h) applies. It should be noted that Kazakhstan cab be specifically 
designated only in those international applications filed on or after Feb. 16, 1993. 
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elected under Chapter Il of the PCT before the expiration of 

19 months from the priority date and item (iii) does not apply; 

(ii) before Dec. 1, 1993, or the expiration of 31 months 

from the priority date, whichever is later, if Kazakhstan is 

elected under Chapter II of the PCT before the expiration of 
19 months from the priority date; 

(iii) before Dec. 1, 1993, or the expiration of 31 months 
from the priority date, whichever is later, if a request for exten- 
sion to Kazakhstan is made after, but the demand was made 
before, the expiration of 19 months from the priority date, and 
a later election of Kazakhstan is made together with the request 
for extension or within three months from the date of the request 
for extension. 

(h) As regards any international application whose interna- 
tional filing date is on or after Feb. 16, 1993, and in which 
Kazakhstan is specifically designated, the applicant, in order 
to enter the national phase before the National Patent Office 
of Kazakhstan, must furnish, within the following time limit, 
to that Office both a translation of the international application 
into Kazakh or Russian and evidence that the prescribed fee 
(see paragraph (12), below) has been paid to the said Office: 

(i) before the expiration of 21 months from the priority 
date if Kazakhstan is not elected under Chapter II of the PCT 
with 19 months from the priority date; 

(ii) before the expiration of 31 months from the priority 
date if Kazakhstan is elected under Chapter II of the PCT 
within 19 months from the Priority date. 


VII. Effects in Kazakhstan of International Registrations 
under the Madrid Agreement Concerning the International 
Registration of Marks 


(10) (a) On Feb. 16, 1993, Kazakhstan deposited a declaration 
of continuation the effect of which is that the Madrid Agreement 
Concerming the International Registration of Marks is applied 
by Kazakhstan. 

(b) on Sept. 29, 1992, the Assembly of the Madrid Union 
adopted, with effect on Oct. 1, 1992, a new Rule 38 in Regula- 
tions under the Madrid Agreement, concerning the effect of 
international registrations in certain successor States. 

(c) Pursuant to the deposit of the declaration of continua- 
tion and to the decision of the Assembly, certain international 
registrations may have effect in Kazakhstan subject to the condi- 
tions described below. Those international registrations are 
those which have territorial extensions to the Soviet Union 
effective from a date prior to Dec. 25, 1991. 

(d) The conditions referred to above are the following: 

(i) the filing with the International Bureau of the Worid 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount of which is 62 Swiss francs per international 
registration. 

(e) The owner of each and every international registration 
concemed, or his representative (if the owner has a representa- 
tive whose name appears in the International Register), will 
receive a written notice from the International Bureau of WIPO 
calling his attention to the fact that he can, by filing a written 
request, obtain the continuation of the effect of the international 
registration in Kazakhstan. The notice will, in particular, specify 
the modes of payment of the fee. The request must contain the 
identification of the international registration concemed by its 
international registration number. A form (in French) will be 
attached to the notice and may be used. The request must be 
in English or French, and may be sent by telefax or telex. 
The request and the corresponding payment must reach the 
International Bureau of WIPO before the expiration of six 
months from the date of the notice sent by the International 
Bureau of WIPO; if either the request or the fee is received 
later, the request will be refused. Requests and payments may 
be made without waiting for the notice of the International 
Bureau of WIPO. 

(f) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to Kazak- 
hstan, have effect as from the effective date of the territorial 
extension to the Soviet Union and benefit from any priority 
validly claimed in regard such extension. 

(g) For each international registration which has territorial 
extension to the Russian Federation effective from a date prior 
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to Apr. 17, 1993, the owner may request the National Patent 
Office of Kazakhstan before Nov. 1, 1993, that the said registra- 
tion be processed as an application under the Kazakh legislation. 
The request must be accompanied by an extract from the Inter- 
national Register established by the International Bureau of 
WIPO, by a declaration that, to the best knowledge of the 
owner, the international registration still has effect in the Rus- 
sian Federation, and by an application filed according to the 
Kazakh legislation. 

(h) For each international registration not covered by (c) 
or (g), above, namely, for each international registration which 
has no territorial extension to the Soviet Union or to the Russian 
Federation or whose international registration date is later than 
Apr. 16, 1993, protection in Kazakhstan can only be obtained 
by filing, through the intermediary of the national Office of 
the country of the owner, a request for territorial extension 
under Rule 20 of the Regulations under the Madrid Agreement. 
It is noted that requests for territorial extension to Kazakhstan 
are possible at present. 


VIII. Procedural Provisions 


(11) If an applicant does not have his ordinary residence or 
principal place in business in Kazakhstan, he must authorize 
a representative in Kazakhstan, and all requests, applications 
and other documents must be filed through the intermediary 
of such a representative. 

(12) The list of the persons who can act as representatives 
and the official fees applicable to the procedures referred to 
under paragraphs (5), (6), (7), (8), (9) and (10)(g) are available 
from the National Patent Office of Kazakhstan. 

(13) The request part of any application referred to under 
paragraph (5), above, any request referred to under paragraphs 
(6), (7), (9\d)ii) and (10)(g), above, and any declaration 
referred to under paragraphs (7), (9)(d)(ii) and (10)(g), above, 
must be filed in Kazakh or Russian. Other parts of any applica- 
tion referred to under paragraph (5), above, may be presented 
in other languages, provided that a translation into Kazakh or 
Russian is presented within two months from the filing date. 

(14) If an applicant, due to circumstances beyond his control, 
was unable to observe a time limit applicable under paragraph 
(6), (7), (9d), 10(g) or (13), above, the time limit may, upon 
request, be extended by two months by the National Patent 
Office of Kazakhstan. 


IX. Address of the National patent Office of Kazakhstan 


National Patent Office 

Ablai-khan avenue 93/95 

480091 Alma-Ata 

Kazakhstan 

Telex: (064) 251244 orlan su 
June 11, 1993 MICHAEL K. KIRK 

Acting Assistant Secretary 
and Acting Commissioner of 
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Regarding Industrial Property 
Protection in Belarus 


The following announcement was furnished by the World 
Intellectual Property Organization of Geneva, Switzerland. 


ANNOUNCEMENT OF THE PROTECTION OF 
INDUSTRIAL PROPERTY IN BELARUS 


The situation of industrial property protection in Belarus is 
summarized below. 


L. Legislation 
(1) On Feb. 5, 1993, the Law on Patents for Inventions, 


the Law on Patents for Industrial Designs and the Law on 
Trademarks and Service Marks of Belarus and the respective 
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Parliamentary Decrees putting the said laws into effect were 
adopted and entered into force. 


Il. Membership in Treaties 


(2) The Government of Belarus deposited on Apr. 14, 1993, 
a declaration to the effect that the Paris Convention for the 
Protection of Industrial Property, the Madrid Agreement Con- 
cerning the International Registration of Marks and the Patent 
Cooperation Treaty continue to be applicable to Belarus. 
Belarus was already party to the Convention Establishing the 
World Intellectual Property Organization. 


III. Industrial Property Rights Granted by the Patent Office 
of the Soviet Union 


(3) A patent for invention, an industrial design patent or 
trademark certificate, which was issued by the Patent Office 
of the Soviet Union may be registered by the State Patent 
Office of Belarus at the request of the owner. Upon registration, 
such industrial property rights will be considered as having the 
same effects as a patent for invention, industrial design patent 
or trademark certificate issued by the State Patent Office of 
Belarus. The duration is 20 years from the filing date of the 
application with the patent Office of the Soviet Union in the 
case of a patent for invention, 15 years from the filing date of 
the application with the Patent Office of the Soviet Union in 
the case of an industrial design patent, and 10 years from the 
filing date of the request for registration by the State Patent 
Office of Belarus in the case of a trademark certificate, the 
latter request to be filed before the expiry of the 10-year term 
from the filing date of the application with the Patent Office 
of the Soviet Union. The filing date and any priority date of 
the application with the Patent Office of the Soviet Union will 
be maintained. 

(4) As regards inventors’ certificates and industrial design 
certificates granted by the Patent Office of the Soviet Union 
in relation to which a 20-year term in the case of inventions, 
or a 15-year term in the case of industrial designs, both counted 
from the filing date of the application, has not expired, the 
State Patent Office of Belarus will grant for the remaining term 
a Belarusian patent for invention or industrial design patent 
upon the joint request of the applicant and the inventor (inven- 
tors). Failing the agreement between the applicant and the 
inventor (inventors), no patent will be granted. 

(5) The request for registration by the State Patent Office 
of Belarus must be filed before Feb. 5, 1994, in the case of 
inventions and industrial designs, and before Oct. 5, 1993, in 
the case of trademarks. It must be accompanied by the original 
or a copy, certified by a the patent owner, or the applicant, or 
the patent attorney, of the patent or certificate issued by the 
Patent Office of the Soviet Union, and also by a copy of the 
document attesting that the fee for the preceding term has been 
paid. 
(6) Any inventor’s certificate which is not exchanged for a 
patent for invention will enjoy the legal status which had been 
applicable to the invention in question in the Soviet Union 
before July 1, 1991. 


IV. Applications for Industrial Property Rights Filed with 
the Patent Office of the Soviet Union or with the Patent 
Office of the Russian Federation Before Feb. 5, 1993 


(7) The applicant of an application for a patent for invention 
or an inventor’s certificate, or of an application for an industrial 
design patent or an industrial design certificate which had been 
filed with the Patent Office of the Soviet Union or with the 
Patent Office of the Russian Federation before Feb. 5, 1993, 
and in respect of which a decision to grant has been taken, 
may request the State Patent Office of Belarus to issue a Belaru- 
sian patent for invention or industrial design patent. The request 
must be filed before Aug. 5, 1993. 

(8) The applicant of an application for a patent for invention 
or an inventor’s certificate, of an application for an industrial 
design patent or an industrial design certificate, or of an applica- 
tion for a trademark certificate, which had been filed with the 
Patent Office of the Soviet Union or with the Patent Office of 
the Russian Federation before Feb. 5, 1993, and the ing 
of which has not been completed and in respect of which patents 





January 5, 1999 


or certificates have not been granted, may request the State 
Patent Office of Belarus before Aug. 5, 1993, that the said 
application be further processed according to the Belarusian 
legislation and that the priority date of the said application be 
maintained, provided that the request is filed before the expiry 
of 27 months from the filing date of the first application in the 
case of inventions, and before the expiry of 21 months from 
the filing date of the first application in the case of industrial 
designs and trademarks. 


V. Applications for Industrial Property Rights Filed, Before 
Apr. 14, 1993, with the Industrial Property Offices of States 
Party to the Paris Convention for the Protection of Indus- 
trial Property 


(9) The State Patent Office of Belarus will recognize the 
priority date of the first application filed in a State party to the 
Paris Convention, provided that, in the case of inventions, the 
request for the grant of a Belarusian patent based on the said 
application is filed with the State Patent Office of Belarus 
before the expiry of 27 months from the filing date of the first 
application or, in the case of industrial designs and trademarks, 
the request for the grant of a Belarusian industrial design patent, 
or for the grant of a Belarusian trademark certificate, based on 
said application, is filed with the State Patent Office of Belarus 
before the expiry of 21 months from the filing date of the first 
application. 


VI. Effects in Belarus of International Applications under 
the Patent Cooperation Treaty (PCT) 


(10) (a) As mentioned in paragraph (2), above, on Apr. 14, 
1993, Belarus deposited a declaration of continuation, the effect 
of which is that the Patent Cooperation Treaty (PCT) is applied 
by Belarus. Nationals and residents of Belarus can therefore 
file international applications, and Belarus can be designated 
and elected in international applications filed, from that date. 

(b) Rules 32.1 and 32.2 of the Regulations under the 
PCT, allow the extension of international applications to certain 
successor Siates. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to Belarus, one has to distin- 
guish between: 

(i) international applications designated the Soviet 
Union which were filed before Dec. 25, 1991 (see (d), below); 

(ii) international applications-irrespective of the desig- 
nations they contain-which were filed between Dec. 25, 1991, 
and June 22, 1993 (see (e) to (g), below); 

(iii) international applications specifically* designated 
Belarus filed on or after Apr. 14, 1993 (see (h), below). 

(d) As regards any international application whose interna- 
tional filing date is before Dec. 25, 1991, and in which the 
Soviet Union has been designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by Belarus of its declaration of continua- 
tion, be recognized in Belarus. The conditions under which 
any such international application, or any patent or inventor’s 
certificate resulting therefrom and granted by the Patent Office 
of the Soviet Union or by the Patent Office of the Russian 
Federation, may continue to have effect in Belarus are the 
following: 

(i) if a patent for invention or an inventor’s certificate 
has been granted by the Patent Office of the Soviet Union or 
by the Patent Office of the Russian Federation on the basis of 
international application, the conditions referred to in paragraph 
(3) to (6) above, are applicable; 

(ii) if the applicant has entered the national phase before 
the Patent Office of the Soviet Union or the Patent Office of the 
Russian Federation but a patent for invention or an inventor’s 
certificate has not been granted by either of those Offices, the 
conditions referred to in paragraphs (7) and (8), above, are 
applicable, provided that the applicant, before Aug. 5, 1993, 


*In this announcement, an international application is regarded as “specifically” 
designating Belarus either if Belarus has been designated under Rule 4.9(a) of the 
Regulations under the PCT or if the designation of Belarus has been confirmed 
under Rule 4.%c) of those Regulations. 
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files with the State Patent Office of Belarus a request that the 
international application be further processed according to the 
Belarusian legislation; the request must be accompanied by a 
copy of the Russian translation of the international application 
submitted to the Patent Office of the Soviet Union or the Patent 
Office of the Russian Federation and a declaration that the 
application is still pending before the Patent Office of the 
Russian Federation, except where a decision to grant a patent 
has been made, in which case only the requirements referred 
to in paragraph (7), above, apply; 

(iii) if the applicant has not entered the national phase 
before the Patent Office of the Soviet Union or the Patent 
Office of the Russian Federation and the time limit for entering 
the national phase had not expired on Dec. 24, 1991, the appli- 
cant must furnish to the State Patent Office of Belarus,within 
the following time limit, a translation of the international appli- 
cation into Belarusian or Russian and evidence that the pre- 
scribed fee (see paragraph (13), below) has been paid to the 
latter Office. 

—before Aug. 5, 1993, or before the expiration of 21 
months from the priority date, whichever is later, if Belarus is 
not elected under Chapter II of the PCT within 19 months from 
the priority date; 

—before Aug. 5, 1993, or before the expiration of 31 
months from the priority date, whichever is later, if Belarus is 
elected under Chapter II of the PCT within 19 months from 
the priority date. 

(e) As regards any international application whose interna- 
tional filing date is later than Dec. 24, 1991, and not later 
than June 22, 1993,** its effect may be extended to Belarus 
(irrespective of the designations it contains) through the perfor- 
mance by the applicant of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for exten- 
sion, 

(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable only in Swiss francs. 

(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common 
representative if there is one, will receive a written notification 
form the International Bureau of WIPO drawing his attention 
to the fact that he can, by filing a written request for extension, 
extend the effects of the international application to Belarus. 
The notification will, in particular, specify the modes of pay- 
ment of the extension fee of 185 Swiss francs. The request for 
extension must contain the identification of the applicant’s 
international application by its international application 
number. A form which may be issued for the purpose of 
requesting the extension to Belarus will be attached to the 
notification. The request for extension must be in English or 
French, and may be sent by telefax or telex. The request for 
extension and the corresponding payment must reach the Inter- 
national Bureau of WIPO before the expiration of three months 
from the date of the notification sent by the International Bureau 
of WIPO; if either the request or the fee is received later, the 
request will be refused. It is recommended that applicants await 
the notification from the International Bureau of WIPO and 
use the form attached to it, but requests and payments may be 
made prior to receipt of the notification from the International 
Bureau of WIPO. 

(g) If the conditions described in (e) and (f), above, are 
fulfilled, Belarus will be considered as having been designated 
in the international application on its international filing date. 
In order to enter the national phase before the State Patent 
Office of Belarus, the applicant must furnish to that Office, 
within the following time limit, both a translation of the interna- 
tional application into Belarusian or Russian and evidence that 
the prescribed fee (see paragraph (13), below) has been paid: 

(i) before Aug. 5, 1993, or before the expiration of 21 
months from the priority date, whichever is later, if Belarus is 
not elected under Chapter II of the PCT within 19 months from 
the priority date and item (iii) does not apply; 


**With the exception of any such intemational application whose international filing 
date is on or after Apr. 14, 1993, and in which Belarus is specifically designated: in 
such a case, the procedure described in (¢) to (g) is not applicable, and the procedure 
described in (h) applies. It should be noted that Belarus can be specifically designated 
only in those international applications filed on or after Apr. 14, 1993. 
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(ii) before Aug. 5, 1993, or the expiration of 31 months 
from the priority date, whichever is later, if Belarus is elected 
under Chapter II of the PCT within 19 months from the priority 
date; 

(iii) before Aug. 5, 1993, or the expiration of 31 months 
from the priority date, whichever is later, if a request for exten- 
sion to Belarus is made after, but the demand for international 
preliminary examination was made before, the expiration of 
19 months from the priority date, and a later election of Belarus 
is made together with the request for extension or within three 
months from the date of the request for extension. 

(h) As regards any international application whose Interna- 
tional filing date is on or after Apr. 14, 1993, and in which 
Belarus is specifically designated, the applicant, in order to 
enter the national phase before the State Patent Office of 
Belarus, must furnish to that Office, within the following time 
limit, both a translation of the international application into 
Belarusian or Russian and evidence that the prescribed fee (see 
paragraph (13), below) has been paid to the said Office: 

(i) before the expiration of 21 months from the priority 
date if Belarus is not elected under Chapter II of the PCT with 
19 months from the priority date; 

(ii) before the expiration of 31 months from the priority 
date if Belarus is elected under Chapter II of the PCT within 
19 months from the Priority date. 


VIL. Effects in Belarus of International Registrations under 
the Madrid Agreement Concerning the International Regis- 
tration of Marks 


(11) (a) As mentioned in paragraph (2), above, On Apr. 14, 
1993, Belarus deposited a declaration of continuation, the effect 
of which was that the Madrid Agreement Concerning the Inter- 
national Registration of Marks is applied by Belarus. 

(b) Pursuant to the deposit of the declaration of continua- 
tion and to Rule 38 of the Regulations under the Madrid Agree- 
ment, certain international registrations may have effect in 
Belarus subject to the conditions described below. The interna- 
tional registrations are those which have a territorial extension 
to the Soviet Union effective from a date prior to Dec. 25, 
1991. 

(c) The conditions referred to above are the following: 

(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount of which is 62 Swiss francs per international 
registration. 

(d) The owner of each and every international registration 
concemed, or his representative (if the owner has a representa- 
tive whose name appears in the International Register), will 
receive a written notice from the International Bureau of WIPO 
drawing his attention to the fact that he can, by filing a written 
request, obtain the continuation of the effect of the international 
registration in Belarus. The notice will, in particular, specify 
the modes of payment of the fee. The request must contain the 
identification of the international registration concerned by its 
international registration number. A form (in French) will be 
attached to the notice and may be used. The request must be 
in English or French, and may be sent by telefax or telex. 
The request and the corresponding payment must reach the 
International Bureau of WIPO before the expiration of six 
months from the date of the notice sent by the International 
Bureau of WIPO; if either the request or the fee is received 
later, the request will be refused. Requests and payments may 
be made upon receipt of the notice of the International Bureau 
of WIPO. 

(e) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to 
Belarus, have effect as of the effective date of the territorial 
extension to the Soviet Union and benefit from any priority 
validly claimed with regard to such extension. 

(f) For each international registration which has a territorial 
extension to the Russian Federation effective as of a date 
between Dec. 25, 1991 and Apr. 14, 1993, the owner may 
request the State Patent Office of Belarus, before Aug. 5, 1993, 
that the said registration be processed as an application under 
the Belarusian legislation. The request must be accompanied 
by an extract from the International Register established by the 
International Bureau of WIPO, by a declaration that, to the 
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best knowledge of the owner, the international registration still 
has effect in the Russian Federation, and by an application 
filed according to the Belarusian legislation. 

(g) For each international registration not covered by (b) 
or (f), above, namely, for each international registration which 
has no territorial extension to the Soviet Union or to the Russian 
Federation or whose international registration date is later than 
Apr. 14, 1993, protection in Belarus can only be obtained by 
filing, through the intermediary of the national Office of the 
country of the owner, a request for territorial extension under 
Rule 20 of the Regulations under the Madrid Agreement. It is 
noted that requests for territorial extension to Belarus are pos- 
sible at present. 


VIII. Procedural Provisions 


(12) If an applicant does not have his ordinary residence or 
principal place in business in Belarus, he must authorize a 
representative in Belarus, and all requests, applications and 
other documents must be filed through the intermediary of such 
a representative. 

(13) The official fees applicable to the procedures referred 
to under paragraphs (3), (4), (5), (7), (8) (10) and (11)(f) are 
available from the State Patent Office of Belarus. 

(14) Any request referred to under paragraphs (3), (4), (5), 
(7), (8), (10)(d)ii) and (11)(f), above, and any declaration 
referred to under paragraphs (10)(d)(ii) and (11)(f), above, must 
be filed in Belarusian or Russian. 


IX. Address of the National Patent Office of Belarus 


State Patent Office of Belarus 
66, pr. Skoriny 
Minsk 220072 
Belarus 
Tel.: (70172) 395 840 
Fax.: (70172) 394 130 
June 11, 1993 MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 
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(217) Regarding Patent and Trademark Rights 


in the Republic of Lithuania 


The State Patent Bureau of the Republic of Lithuania has 
provided the U.S. Patent and Trademark Office with informa- 
tion regarding the protection of inventions, industrial designs, 
and trademarks in the Republic of Lithuania. 

Following is the unedited text of the SUMMARY OF 
INDUSTRIAL PROPERTY PROTECTION IN LITHUANIA, 
provided in English translation by the Government of Lithuania, 
outlining the status of industrial property protection in Lithuania 
pending enactment of new legislation. 

“The system of industrial property protection in Lithuania 
functioned reasonably well until 1940 (‘Law on Protection 
of Trademarks’ of Jan. 27, 1925, ‘Law on the Protection of 
Inventions and Improvements’ of May 14, 1928, ‘Law on the 
Protection of Industrial Models and Designs’). 

e Since 1940 industrial property protection in Lithuania had 
been based on legal acts of the Soviet Union. 

e After Lithuania has declared it’s independence it started 
establishing an independent national industrial property legisla- 
tion. On Apr. 12, 1991, the Government of the Republic of 
Lithuania established the Lithuanian Patent Office, which is 
functioning under the name of the State Patent Bureau. On 
Dec. 1, 1991, the State Patent Bureau has proceeded the registra- 
tion of Company Names of the Republic of Lithuania under 
the Regulations of Company Names. 

Since Apr. 30, 1992 the Republic of Lithuania is a member 
of the World Intellectual Property Organization (WIPO). 

e In order to ensure legal protection of industrial property 
(inventions, industrial designs and trademarks), rights of inven- 
tors, patent owners and investors on May 20, 1992 the Govern- 
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ment of the Republic of Lithuania adopted a Decree No 362 
on provisional measures until the laws of the Republic of Lithu- 
ania on inventions, industrial designs and trademarks are 
adopted. The contents of the provisional measures and their 
main consequences are summarized below. 


INDUSTRIAL PROPERTY RIGHTS GRANTED BY THE 
PATENT OFFICE OF THE FORMER SOVIET UNION 


1. Valid patents for inventions, as well as valid inventor's 
certificates, granted by the Patent Office of the former Soviet 
Union on the basis of applications filed beginning with Jan. 1, 
1978, shall be registered as patents of the Republic of Lithuania 
for a period not longer than 15 years from the date of filing 
an application, provided that the inventor together with the 
applicant or the patent owner files a request to that effect with 
the State Patent Bureau no later than Sept. 30, 1993 and pays 
the prescribed State fee. Failing such a request, the patent or 
inventor’s certificate will not have any effect in the Republic 
of Lithuania. 

2. Industrial design for which valid industrial design patent or 
industrial design certificates granted by the Patent Office of 
the former Soviet Union on the basis of applications filed 
beginning with Jan. 1, 1983 shall be registered as industrial 
designs in the Republic of Lithuania for a period of 5 years 
with a possibility of renewing the registration for 5 consecutive 
years but not longer than for a period of 10 years from the 
date of filing an application provided that the creator of the 
industrial design together with the applicant or the patent owner 
files a request to that effect with the State Patent Bureau not 
later than Sept. 30, 1993 and pays the prescribed State fee. 
Failing such a request, the industrial design patent or certificate 
shall not have any effect in Lithuania. 

3. A patent or industrial design, which has been registered 
under paragraph | or 2 above, will have no effect against any 
person who in the Republic of Lithuania, prior to the date of 
the request for registration was using the invention or industrial 
design protected by inventor’s certificate or certificate or was 
making effective and serious preparation for such use. 

4. Trademarks for which valid trademark certificates were 
granted by the Patent Office of the former Soviet Union shall 
be registered as trademarks in the Republic of Lithuania for a 
period of 10 years, provided that the owner of the trademark 
certificate files a request to that effect with the State Patent 
Bureau not later than Sept. 30, 1993 and pays the prescribed 
State fee. The same applies to international trademark registra- 
tion effected under Madrid Agreement conceming the Interna- 
tional Registration of Marks, for which valid trademark 
certificates had the territorial extension to the Former Soviet 
Union. Failing such a request, the trademark certificate will 
not have any effect in the Republic of Lithuania. 

5. Priority rights may be claimed from May 20, 1992 onwards, 
but not later than Apr. 30, 1993, on the basis of previous 
patents, industrial design and trademark applications filed with 
the Patent Office of the former Soviet Union after Jan. 1, 1990, 
and which were pending on Jan. 31, 1992. Such priority rights 
are governed by the provisions of Article 4 of the Paris Conven- 
tion for the Protection of Industrial Property. 

6. Information regarding patents for inventions and industrial 
designs and trademark certificates shall be published in the 
OFFICIAL GAZETTE of the State Patent Bureau of the 
Republic of Lithuania. 


NEW APPLICATIONS FOR INDUSTRIAL PROPERTY 
RIGHTS FILED WITH THE STATE PATENT BUREAU OF 
THE REPUBLIC OF LITHUANIA 


7. Pending the enactment of industrial property legislation in 
Lithuania, it is possible to file patent applications and applica- 
tions for the registration of industrial designs and of trademarks 
with the State Patent Bureau on the basis of legal acts of the 
Republic of Lithuania. 

Foreign natural and legal persons, having their ordinary resi- 
dence or principle place of business outside Lithuania, shall 
file requests and applications only through a patent attorney, 
registered in the Register of patent attorneys of the Republic 
of Lithuania. 

Copies of the list of fees of the State Patent Bureau of the 
Republic of Lithuania and of the list of registered patent attor- 
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neys are available from Box 4, U.S. Patent and Trademark 
Office, Washington, D.C. 20231 
July 7, 1993 MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 
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(218) Regarding Industrial Property Rights 


in the Republic of Slovenia 


The Industrial Property Protection Office of the Republic of 
Slovenia has provided the U.S. Patent and Trademark Office 
(USPTO) with a consolidated text, in English, of the Law on 
Industrial Property of the Republic of Slovenia which regulates 
the grant and protection of patents, model rights and design 
rights, trademarks and service marks, and appellations of origin. 
In addition, the Industrial Property Protection Office has noti- 
fied the USPTO that it has entered into an “extension agree- 
ment” with the European Patent Organisation that will enter into 
force in January 1994. After entry into force of the agreement, it 
will be possible to’obtain patent protection in Slovenia through 
obtaining a European patent. The Republic of Slovenia also 
plans to ratify the Patent Cooperation Treaty administered by 
the World Intellectual Property Organization. 

A copy of the consolidated text of the Slovenian industrial 
property law can be obtained by writing to the U.S. Patent and 
Trademark Office, Box 4, Washington, D.C. 20231. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(219) Regarding Industrial Property 


Rights In The Republic Of Croatia 


The State Patent Office of the Republic of Croatia has pro- 
vided the U.S. Patent and Trademark Office with information 
regarding the protection of inventions, industrial designs, and 
trademarks and appellations of origin in the Republic of Croatia. 


Following is the unedited text of the document provided in 
English translation by the Government of Croatia, outlining 
the status of industrial property protection. 


“I. INTELLECTUAL PROPERTY IN THE REPUBLIC OF 
CROATIA 


MEMBERSHIP IN INTERNATIONAL ORGANIZATIONS, 
CONVENTIONS AND TREATIES 


The Republic of Croatia is a party to the following conven- 
tions: 
ethe Convention Establishing the World Intellectual Property 
Organization; 
e the Paris Convention for the Protection of Industrial Property; 
¢ the Madrid Agreement Concerning the International Registra- 
tion of Marks; 
ethe Nice Agreement Conceming the International Classifica- 
tion of Goods and Services for the Purposes of the Registration 
of Marks; 
ethe Locarno Agreement Establishing an International Classifi- 
cation for Industrial Designs; 
ethe BERNE Convention for the Protection of Literary and 
Artistic Works based on the notifications confirmed by the 
Director General of the World Intellecutal Property Organiza- 
tion, in his letter of 29, July, 1992, considered to be effective 
from 8, October, 1991, the date of indepandance declaration 
of the Republic of Croatia. 

This fact grants the continuity of membership of the Republic 
of Croatia in the aforementioned conventions, starting from the 
found state of former Socialist Federal Republic of Yugoslavia. 
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Il. INDUSTRIAL PROPERTY IN THE REPUBLIC OF 
CROATIA 


1. MAIN FEATURES OF INDUSTRIAL PROPERTY LAW 
IN THE REPUBLIC OF CROATIA 


Industrial Property Law comprises: 
patents; 

edesigns; 

etrademarks and service marks; 
eappellations of origin. 

According to this Law, which is basically in accordance with 
the aforementioned conventions and arrangements, the validity 
of patent is 20 years, and the validity of designs and marks 10 
years upon the submission of the patent application. The validity 
of marks can be renewed without limitations. Foreign legal 
and physical persons are obliged to protect their industrial 
property rights in the Republic of Croatia by means of an 
authorized representative, either a Croatian citizen or a local 
legal entity. 


3. INDUSTRIAL PROPERTY IN 
CROATIA-PROSPECTS 


THE REPUBLIC OF 


A new law on industrial property is expected to be passed 
during 1994, conceding the use of the institution of complete 
examination of conditions for the grant of patents. Within gen- 
eral activities aimed at harmonization and unification of the 
legal provisions governing idustrial property rights, the State 
Patent Office will take up the activities concerning the admis- 
sion to PCT and the European Patent Convention. 


4. INDUSTRIAL PROPERTY RIGHTS GRANTED OR 
APPLIED FOR BY SUBMITTING AN APPLICATION, TO 
THE FORMER FEDERAL PATENT OFFICE FOR THE TER- 
RITORY OF FORMER YUGOSLAVIA (SFRY) 


4.1. The Industrial property rights granted through the former 
Federal Patent Office up to 8 October, 1991 are regulated in 
Article 10, paragraph 1 and 2 of the Law on Changes and 
Amendments of the Law on Protection of Inventions, Technical 
Improvements and Distinctive Signs (“Official Gazette of the 
Republic of Croatia”, 2 April, 1992): ‘All rights of industrial 
property which are granted by the decisions of the former 
Federal Patent Office up to 8 October 1991 are valid on the 
territory of the Republic of Croatia up to their expiration. Upon 
the request of the rightfull claimants from the aforementioned 
paragraph, the State Patent Office will enter this particular right 
into the corresponding register.’ 


4.2. Rights acquired in former Yugoslavia by the international 
registration of marks (International Bureau of WIPO, Geneve) 


The Assembly of the Madrid Union on 29 September, 1992 
adopted the new Rule No. 38, which apart from the Republic 
of Croatia applies to Solvenia and Ukraine, of the Regulations 
under the Madrid Arrangement, according to which the interna- 
tionally registered marks with the territorial sign YU with the 
dates earlier | December, 1992 can be effective in the Republic 
of Coratia, provided that: 

a request is submitted to the International Bureau of WIPO, 
Geneve (on the basis of the written notification of the Interna- 
tional Bureau of WIPO), 

ea fee in the amount of 62 Swiss francs for each internationally 
registered mark is paid to the International Bureau. 


The International Bureau will by the end of 1992 notify in 
written form each of the owners of the internationally registered 
mark with the sign YU, with the appeal to utilize the possibility 
provided by the Rule No. 38 prior to March 1, 1994. 


4.3. The Industrial property rights applied for by submitting 
the application at the former Federal Patent Office before 8 
October, 1991, which were not granted or declined, can be 
effected in the Republic of Croatia by submitting the same 
applications to the State Patent Office until 4 November, 1993 
(this period was prolonged by the Regulation of the Government 
of the Republic of Croatia of 14 April, 1993).” 


OFFICIAL GAZETTE 


January 5, 1999 


The address of the State Patent Office is: 


State Patent Office 

of the Republic of Croatia 
Avenija Vukovar 78 41000 Zagreb 
CROATIA 


The State Patent Office of the Republic of Croatia has also 
provided a copy of the fees charged and a list of patent attomeys 
authorized to practice. Copies of these can be provided on 
request. Please send request to U.S. Patent and Trademark 
Office, Office of Legislation and International Affairs, Box 4, 
Washington, D.C. 20231. 


Nov. 4, 1993 BRUCE A. LEHMAN 
Assistant Secreaty of Commerce and 


Commissioner of Patents and Trademarks 
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(220) Regarding Patent And Trademark Rights 
In The Former Yugoslav Republic Of Macedonia 


The Ministry of Development of the former Yugoslav 
Republic of Macedonia has provided the U.S. Patent and Trade- 
mark Office with information regarding the status of industrial 
property protection within the former Yugoslav Republic of 
Macedonia. 


Following is the unedited text of the ANNOUNCEMENT 
ON THE PROTECTION OF INDUSTRIAL PROPERTY IN 
THE FORMER YUGOSLAV REPUBLIC OF MACEDONIA, 
provided in English translation by the Ministry of Development. 


“The present situation of industrial property protection in 
the former Yugoslav Republic of Macedonia is summarized 
below. 


I. Legislation 


(1) On July 14, 1993, the Industrial Property Act entered into 
force. An Office for the Protection of Industrial Property of 
the former Yugoslav Republic of Macedonia will be set up 
within a few months. 

(2) Pending the setting-up of the said Office, applications for 
patents for inventions, utility models, industrial designs, trade- 
marks, service marks and appellations of origin may be filed 
with the Ministry of Development in order to establish a filing 
or priority date. Applications so filed will not, however, be 
processed to grant or refusal until the said Office has been 
established. 


Il. Application of International Treaties 


(3) On July 23, 1993, the former Yugoslav Republic of Mace- 
donia deposited a declaration the effect of which is that all 
those treaties administered by WIPO to which Yugoslavia was 
party continue to be applicable as far as the former Yugoslav 
Republic of Macedonia is concemed. Those treaties are: the 
Convention Establishing the World Intellectual Property Orga- 
nization, the Paris Convention for the Protection of Industrial 
Property, the Madrid Agreement Concerning the International 
Registration of Marks, the Nice Agreement Concerning the 
International Classification of Goods and Services for the Pur- 
poses of the Registration of Marks, the Locarno Agreement 
Establishing an International Classification for Industrial 
Designs and the Berne Conventon for the Protection of Literary 
and Artistic Works. 


(4) A further announcement will be made on the procedure to 
be followed to confirm the effect of international registrations 
to Rule 38 of the Regulations under the Madrid Agreement. 


III. Applications for Industrial Property Rights Previously 
Filed with the Former Federal Patent Office in Belgrade 
and Industrial Property Rights Granted by the Former 
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Federal Patent Office in Belgrade 


(5) The applicant of any application for an industrial property 
right filed with the former Federal Patent Office in Belgrade 
prior to April 26, 1992, may file with the Office for the Protec- 
tion of Industrial Property of the former Yugoslav Republic of 
Macedonia, after its establishment and prior to July 7, 1994, 
a request that the application be further processed. 

(6) The owner of any industrial property right granted by the 
former Federal Patent Office in Belgrade and valid on July 7, 
1993, may file with the Office for the Protection of Industrial 
Property of the former Yugoslav Republic of Macedonia, after 
its establishment and prior to July 7, 1995, a request to the 
effect that the granted industrial property right be considered 
for the remaining period of its validity as an industrial property 
right granted by the Office for the Protection of Industrial 
Property of the former Yugoslav Republic of Macedonia. 


IV. Address of the Ministry of Development 


Ministry of Development 

Bote Bocevski 9 

91000 Skopje 

The former Yugoslav Republic of Macedonia 


Telephone (3891) 220 678 
Telefax (3891) 223 027 
Nov. 4, 1993 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(221) Regarding Industrial Property 


In The Kygyz Republic 


The following notice is reprinted from the December 1993 
edition of “Industrial Property” published by the World Intellec- 
tual Property Organization, giving the status of industrial prop- 
erty protection in the Kyrgyz Republic: 


The present situation of industrial property protection in the 
Kyrgyz Republic is summerized below. 


I. Legislation 


(1) Pending the enactment of the industrial property laws, 
the Government of the Kyrgyz Republic adopted, on August 
2, 1993, the Provisional Regulations on Industrial Property, 
which cover inventions, utility models, industrial designs and 
trademarks. It is possible, as of August 2, 1993, to file applicas- 
tions for the grant of patents for inventions and for the registra- 
tion of utility models, industrial designs and trademarks with 
the Patent Department of the State Committee on Science and 
New Technologies of the Kyrgyz Republic. 


II. Application of International Treaties 


(2) The Kyrgyz Republic intends to become party to the 
Convention Establishing the World Intellectual Property Orga- 
nization (WIPO), to the Paris Convention for the Protection of 
Industrial Property, to the Madrid Agreement Concerning the 
International Registration of Marks, to the Patent Cooperation 
Treaty (PCT) and to the Nice Agreement Concening the Interna- 
tional Classification of Goods and Services for the Purposes 
of the Registration of Marks. 

(3) Announcements will be made as soon as the Kyrgyz 
Republic becomes party to the treaties mentioned in paragraph 
(2), above, or to any other treaties administered by WIPO. 
Details will be given at that stage of the procedures to be 
followed to confirm the application to the Kyrgyz Republic of 
certain international applications under the PCT and certain 
international registrations under the Madrid Agreement. 


III. Reregistration of Industrial Property 
Titles Granted by the Patent Office of the 
Soviet Union and Further Processing of 
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Pending Applications 


(4) The owner of a patent for invention, an inventor’s certificate, 
an industrial design patent or certificate granted by the Patent 
Office of the Soviet Union and still in force may file directly 
with the Patent Department of the State Committee on Science 
and New Technologies of the Kyrgyz Republic before May 1, 
1994, a request for the grant of a Kyrgyz patent for invention, 
design patent or trademark certificate. 

(5) An applicant of an application for a patent for invention, 
for an industrial design patent or for a trademark certificate filed 
before August 2, 1993, with the express or implied intention of 
obtaining protection also in the Kyrgyz Republic and pending 
with the Patent Office of the Russian Federation may file with 
Patent Department of the State Committee on Science and New 
Technologies of the Kyrgyz Republic before May |, 1994, a 
request that the application be further processed under Kyrgyz 
legislation. 


IV. Procedural Provisions 


(6) The procedures referred to in paragraphs (1), (4) and (5) 
are subject to payment of the prescribed fees. 


V. Address of the Patent Office 


Patent Department of the State Committee on Science and New 
Technology 

87, Isanov St. 

720001 Bishkek 

Kyrgyz Republic 

Telephone: (3312) 21 54 86 

21 5494 


Facsimile: (3312) 21 25 91 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(222) International Protection of Government 


Emblems and Seals 


Change of Intent 


The Patent and Trademark Office, Department of Commerce, 
intends to forward only the 50 State seals plus one department 
seal for each department listed in the publication “Seals and 
Other Devices in Use at the Government Printing Office” 
(“Seals”) instead of the entire publication, as indicated on page 
59366 of the Federal Register of Dec. 23, 1975. 


Since the publication had been printed in 1975, it was 
assumed that few deletions and additions would be necessary. 
However, the response to the above notice, along with some 
necessary deletions, resulted in a large number of seals in the 
publication requiring deletion. This rendered the publication 
unacceptable for submission to the World Intellectual Property 
Organization (WIPO). 


Therefore, the Patent and Trademark Office now intends to 
forward only the 50 State seals along with the departmental 
seal denoted “No. 1” for each department listed in the “Seals” 
publication. If this is not the preferred departmental or State 
seal, the department or State involved is requested to notify 
the Patent and Trademark Office by Sept. 21, 1976. This notifi- 
cation should either specify the number of the preferred seal, 
as it appears in the “Seals” publication, or provide a clear, 
black and white photograph, suitable for reproduction, of the 
preferred seal. The seal must be no larger than | 1/2 inches in 
diameter. 
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These seals will then be forwarded to WIPO for protection 
under Article 6 of the Paris Convention for the Protection of 
Industrial Property. 


Address all correspondence to: Commissioner of Patents and 

Trademarks, Washington, D.C. 20231. 
Aug. 18, 1976 C. MARSHALL DANN 
Commissioner of Patents 
and Trademarks 


Published in 41 F.R. 35741 


[950 0.G. TM 114] 


(223) Indexing Against a Recorded Assignment 

It has been the practice of the Patent and Trademark Office 
(PTO) to process requests for indexing against a recorded docu- 
ment by adding the newly requested property to the data base 
record for the previously recorded document, except if the 
previously recorded document was an assignment. The PTO 
only required a transmittal letter with the recording fee and 
not a copy of the previously recorded document to process 
the indexing request. While indexing the additional properties 
resulted in the assignment data base being updated, the indexing 
request itself was never microfilmed to become part of the 
official record. 

Effective immediately, the PTO will no longer process such 
indexing requests. Such indexing requests do not comply with 
37 CFR 3.11, 3.28, and 3.31 which require that each request 
for recordation include the document to be recorded and a 
cover sheet. Instead of filing an indexing request, a party should 
submit a cover sheet in conformance with 37 CFR 3.31, a true 
copy of the document, and the recording fee. PTO will assign 
a new recording date to that submission, update the assignment 
data base, and microfilm the cover sheet and document to 
become part of the official record. 


Nov. 3, 1993 THERESA A. BRELSFORD 
Assistant Commissioner for 

Public Services and 

Administration 
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(224) Helpful Hints 


Assignment Cover Sheets 


The Office developed PTO Form 1594, Recordation Form 
Cover Sheet (Trademarks), and PTO Form 1595, Recordation 
Form Cover Sheet (Patents), to facilitate submitting data 
required to record an assignment. The first versions of these 
forms have been available since Sept. 1992, and most assign- 
ments are now received with them. Both forms and their instruc- 
tions will be updated later this year to remove ambiguities and 
incorporate suggestions received from customers. Until the 
revisions are completed, the Office will continue to work with 
practitioners to improve the utility of the current forms. 


A practitioner recently noted that the current cover sheets 
for both patent and trademark assignments are not clear as to 
the proper entry of different execution dates (Item 3) when 
there are multiple assignors shown (Item 1). Pending redesign of 
the forms, the Office suggests when there are multiple assignors 
named in Item |, number each assignor, and in Item 3, preface 
each execution date with the corresponding number. if all 
assignor information cannot be entered in the space provided 
for Item 1, enter “See Attached List” and proceed in the same 
manner. This will enable Assignment Branch staff to associate 
the correct date with the appropriate assignor. 


Another practitioner called to our attention the fact that 
although the forms indicate “Total number of pages comprising 
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cover sheet” (Item 9), Assignment Branch staff frequently cross 
out that entry and replace it with the total number of pages 
submitted, both in cover sheets and the assignment instrument 
itself. Soon after the forms were printed, Assignment Branch 
staff found they were better able to verify document integrity 
by using the total number of pages per submission. This number 
is then used as a cross-check as the assignment moves through 
the recordation process, receives reel and frame numbers, is 
microfilmed, and returned to the customer. Pending revisions 
to the forms, the preferred procedure is to indicate the total 
number of pages submitted, both in cover sheets and the 
attached assignment. 


Additional comments or suggestions for improving either or 
both assignment cover sheets should be directed to Audrey 
Britt, Chief, Assignment Branch, at (703) 308-9706. 


Mar. 8, 1993 THERESA A. BRELSFORD 
Assistant Commissioner for 

Public Services and 

Administration 
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(225) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 and 3 
[Docket No. 910246-2140] 


RIN 0651-AA43 


Changes in Patent and Trademark Assignment Practice 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary. The Patent and Trademark Office (Office) is 
amending the rules of practice regarding assignments in patent 
and trademark cases to improve and clarify the rules, to codify 
changes in practice and to consolidate the rules. The Office 
has combined the assignment rules currently in Parts | and 2 
into a new Part 3 directed to assignments. 

Effective Date: Sept. 4, 1992. These rules will be applicable 
to all documents filed with the Office on or after the effective 
date. 

For Further Information Contact. Trademark related matters: 
Lynne Beresford by telephone at (703) 305-9464 or by mail 
marked to her attention addressed to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. 

Patent related matters: Jeffrey V. Nase by telephone at (703) 
305-9282 or by mail marked to his attention and addressed to 
Commissioner of Patents and Trademarks, Box DAC, Wash- 
ington, D.C. 20231. 

Supplementary Information: In a Notice of Proposed Rulem- 
aking published in the Federal Register on May 10, 1991 at 
56 FR 21641 and in the Patent and Trademark Office “Official 
Gazette” of June 4, 1991 at 1127 O.G. 8-16, the Office proposed 
to amend the rules of practice in patent and trademark cases 
to revise, simplify, remove, or clarify existing assignment rules 
or to codify certain practices currently in effect. Changes were 
proposed for rules relating to the documents that will be 
recorded, to the requirements for recording a document, to the 
effect of recording, to new cover sheet requirements, to the 
appointment of domestic representatives; and to prosecution 
by assignees and issuance to assignees. While the existing rules 
do not require a cover sheet to accompany each document 
submitted for recording, typically a cover letter is submitted 
to ensure proper processing of the document. 

The Office has encouraged the public to use a cover letter 
containing specific information concerning the document being 
submitted with each document submitted for recording. See 
“Helpful Hints”, 1114 Official Gazette 77 (May 29, 1990). The 
public has adopted the suggested procedure to such an extent 
that most documents now submitted for recordation are accom- 
panied by a cover letter which contains the suggested data. 
Documents submitted with these cover letters have enabled the 
Office to greatly improve the quality and efficiency of the 
recording process. To better ensure that the correct data is 
captured in recordation and recorded promptly, the Office is 
making a cover sheet mandatory. The cover sheet-will contain 
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all the information necessary for the Assignment Branch to 
properly and promptly process the document. 

Written comments were submitted by 12 firms, 2 individuals, 
4 corporationsand | organization. No one testified at the oral 
hearing held on July 17, 1991. 

The following includes a brief discussion of the rules being 

changed and the reasons for those changes, a detailed section- 
by-section analysis of the final rules, and an analysis of the 
comments received in response to the notice of proposed rulem- 
aking. 
Specific Rules to be Deleted or Added: The existing rules of 
practice in Parts | and 2 of Title 37 of the Code of Federal 
Regulations which are deleted are §§ 1.32, 1.331, 1.332, 1.333, 
1.334, 2.185, 2.186 and 2.187. These rules are deleied in their 
entirety and rewritten and renumbered under a new Part 3. 
Table | is provided to assist readers in correlating previous 
rules with the new rules. 


TABLE 1 


Old Section New Section 
1.32 
1.331(a) 
1.331(b) 
1.331(c) 
1.332 
1.333 
1.334 
2.185(a) 
2.185(a)(1) 
2.185(a)(2) 
2.185(a)(3) 
2.185(a)(4) 
2.185(b) 
2.185(C) 
2.186 
2.187 


3.71 & 3.73 


za 


—— Se Qe ee 
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Consideration was given to moving § 1.12 (Assignment 

records open to public inspection.) to Part 3. However, since 
this section primarily relates to records maintained by the Office 
and procedures for accessing those records, and no comments 
were received regarding the placement of § 1.12, this section 
remains under the general heading “Records and Files” of the 
Patent and Trademark Office. 
Discussion of Specific Rules to be Changed or Added: Section 
1.12(a) is revised to reflect the fact that all assignment records 
related to pre-1955 trademark records and pre-1957 patent 
records were transferred to the National Archives and Records 
Administration (NARA) during 1990. All assignments recorded 
on or after January 1, 1955, for trademarks and May 1, 1957, 
for patents continue to be maintained by the Office. The pre- 
1955/1957 records have been transferred to NARA to allow 
for greater accessibility to the public, improvement of file 
integrity for the older records, and preservation of these mate- 
rials. The pre-1955/1957 assignment cards, digest books, and 
libers were stored in four locations: the Assignment Search 
Room (ASR) at the Office, the Federal Records Center in 
Suitland, Maryland, the National Archives in downtown Wash- 
ington, D.C., and the National Archives location in Alexandria, 
Virginia. Storage of information in these various locations made 
searching of old assignment records difficult. The materials 
located at the Federal Records Center could be ordered from 
the ASR. However, many times it took months to receive the 
materials. 

All assignment records from 1837 to December 31, 1954, 
for trademarks and from 1837 to April 30, 1957, for patents 
are now maintained and are open for public inspection in the 
National Archives Research Room located at the Washington 
National Records Center Building, 4205 Suitland Road, Suit- 
land, Maryland 20746. Assignments recorded before 1837 are- 
maintained at the National Archives and Records 
Administration, 841 South Pickett Street, Alexandria, Virginia 
22304. 

All requests for abstracts of title continue to be provided by 
the Office upon request and payment of fees set forth in §§ 
1.19 and 2.6. Requests for copies and certified copies of the pre- 
1955 records for trademarks and pre-1957 records for patents 
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should be directed to NARA since those records are not main- 
tained by the Office. Since these records are maintained by 
NARA, it is more expeditious to request copies directly from 
NARA, rather than the Office, which would then have to route 
the requests to NARA. Payment of the fees required by NARA 
should accompany all requests for copies. 

Another change makes clear that separate assignment records 
are kept for patents and trademarks, and that an extra charge 
will be imposed by the Office on requests for copies of recorded 
assignments if the correct reel and frame number are not identi- 
fied. 

Sections 1.17 and 1.46 are amended to make reference to § 
3.81, which replaces § 1.334, and delete reference to § 1.334. 
The amount of the fee for recording a document is not affected 
by this rule change. 

Section 1.104(e) is amended to make reference to Part 3, 
which replaces § 1.331, and delete reference to § 1.331. 

Section 3.1 is added to set out definitions of terms used in 
Part 3. Terms which are defined include “application,” “assign- 
ment,” “document,” “Office” (meaning Patent and Trademark 
Office), “recorded document,” and “registration.” Definitions 
are provided to make clear the intended meanings of the terms 
used in Part 3. These definitions are intended to be applicable 
only to Part 3. For example, the term “application” is defined, 
for the purpose of Part 3, to mean a national application for 
patent, an international application for patent that designates 
the United States of America, or an application to register a 
trademark, unless otherwise indicated. 

Section 3.11 replaces and modifies the practice set forth in§ 
1.331(a) and 2.185(a), which specify the documents the Office 
will record. This section specifies that assignments of patents 
and registrations will be recorded, as well as other documents 
which affect title to applications, registrations and patents. Sec- 
tion 3.11 requires that a completed cover sheet as specified in 
§§ 3.28 and 3.31 be submitted with the document to be recorded. 

Section 3.16 is added to incorporate the limitation set out 
in 15 U.S.C. § 1060 proscribing the assignment of an intent- 
to-use trademark application prior to the filing of a statement 
of use, except as a part of the sale of an on-going business. 
Because the rules in Part 3 are intended to address all rules 
relating to assignments, it is appropriate to refer to the statutory 
requirements of an assignment of an intent-to-use trademark 
application. 

Section 3.21 replaces and modifies the practice of § 1.331(c). 
Section 3.21 sets forth requirements for the identification of 
patents or patent applications in documents submitted for 
recording. An assignment relating to a patent must identify the 
patent by number. The name of the inventor, the issue date, 
and title of the invention as stated in the patent may also be 
given in the assignment to provide additional information on 
the patent being assigned. An assignment relating to a national 
patent application must identify the national patent application 
by application number (consisting of the series code and the 
serial number, e.g., 07/123,456) or serial number and filing 
date. An assignment relating to an international patent applica- 
tion which designates the United States of America must iden- 
tify the international application number (e.g., PCT/US90/ 
01234). The name of the inventor, date of filing, and title of 
the invention as stated in the patent application may also be 
given in the assignment. If an assignment is executed concur- 
rently with, or subsequent to, the execution of the patent applica- 
tion, but before the patent application is filed, it must identify 
the patent application by its date of execution, name of each 
inventor, and title of the invention so that there can be no 
mistake as to the patent application intended. Assignments 
submitted for recording that do not identify the patent or patent 
application as required by this section will not be recorded, but 
will be returned to the corres; e address that is required to 
be provided on the cover sheet by § 3.31(e). 

Section 3.24 is added to set out formal document require- 
ments to facilitate and expedite the recording process. This 
section requires that documents, either the original or a true 
copy of the original, submitted for recording be legible, using 
only one side of each page. The paper used should be flexible, 
white, durable, and preferably no larger than 21.6 x 33.1 cm. 
(8 x 14 inches), with a 2.5 cm. (one-inch) margin on all sides. 
Documents submitted in this form are camera-ready and can be 
recorded expeditiously with little additional handling required. 
Documents that fail to meet the legibility and single-sided paper 
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requirements of this section will be returned as set forth in 
3.51. 

Section 3.26 replaces and modifies the practice of §§ 1.331(b) 
and 2.185(a)(2). Section 3.26 provides that the Office will 
accept and record non-English documents provided they are 
accompanied by a verified English translation signed by the 
translator. Documents submitted that fail to meet the require- 
ments of this section will be returned as set forth in § 3.51. 

Section 3.27 is added to set out how documents submitted 
for recording should be addressed to the Office. To ensure 
prompt and proper processing, documents and their cover sheets 
should be addressed to the Commissioner of Patents and Trade- 
marks, Box Assignments, Washington, D.C. 20231, unless they 
are filed together with new applications or with a petition under 
§ 3.81(b). Petitions under § 3.81(b) should be addressed to the 
Commissioner of Patents and Trademarks, Box DAC, Wash- 
ington, D.C. 20231. New applications and other petitions should 
be addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Section 3.28 is added to set out the requirement that all 
documents submitted to the Office for recording be accompa- 
nied by at least one coversheet referring either to the patent 
applications and patents or to the trademark applications and 
registrations against which the document is to be recorded. 
Only one set of documents and cover sheets to be recorded 
should be filed. If a document to be recorded includes interests 
in, or transactions involving, both patents and trademarks, sepa- 
rate patent and trademark coversheets must be submitted. If a 
document to be recorded is not accompanied by a completed 
cover sheet, the document and any incomplete cover sheet will 
bereturned to the correspondence address for proper completion 
of the cover sheet and resubmission of the cover sheet and 
document. While the previous rules did not require a cover 
sheet to accompany each document submitted for recording, 
typically a cover letter is submitted to ensure proper processing 
of the document. The Office is making a cover sheet mandatory 
in order to betterensure prompt and proper processing of all 
documents submitted for recording. The cover sheet contains 
all the information necessary for the Office toprocess the docu- 
ment. 

Section 3.31 is added to set out the formal requirements 
of the cover sheet. Section 3.31 requires that each patent or 
trademark cover sheet must contain (1) the name of the party 
conveying the interest; (2) the name and address of the party 
receiving the interest; (3) a brief description of the interest 
conveyed or transaction to be recorded (e.g., assignment, 
license, change of name, merger, security agreement, etc.); (4) 
each application number, patent number or registration number 
against which the document is to be recorded, or an indication 
that the document is filed together with a patent application; 
(5) the name and address of the party to whom correspondence 
concerning the document to be recorded should be mailed; (6) 
the number of applications, patents or registrations identified 
in the cover sheet and the total fee; (7) the date the document 
was executed; (8) an indication that the assignee of a trademark 
application or registration who is not domiciled in the United 
States has designated a domestic representative; (9) a statement 
by the party submitting the document that to the best of the 
person’s knowledge and belief, the information contained on 
the cover sheet is true and correct, and (10) the signature of 
the party submitting the document. The term “party” as used 
in this rule means the person whose name appears on the 
documents to be recorded, that person’s attomey or registered 
agent, or a corporate officer where a corporation’s name appears 
on the document. Sample cover sheets for patent documents 
and for trademark documents are shown in Appendices A and 
B. 

Section 3.34 is added to set out the procedure to correct 
obvious errors in a recorded cover sheet. This section requires 
that if a recorded cover sheet contains an error that is apparent 
when the cover sheet is compared with the recorded document, 
the error will be corrected only if a corrected cover sheet 
is filed for recordation. The corrected cover sheet must be 
accompanied by the originally-recorded document or a copy 
of the originally-recorded document and by a new assignment 
recording fee in the iate amount. 

Section 3.41 replaces and consolidates practice under §§ 
1.331(a) and 2.185(a)(3) regarding recording fees. Section 3.41 
requires that all requests to record documents be accompanied 
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by the appropriate fee. A fee is charged for each application, 
patent and registration identified in the cover sheet. The 
recording fee for patents and patent applications is specified 
in § 1.21(h). The recording fee for trademark registrations and 
applications is specified in § 2.6(q). 

Section 3.51 replaces and modifies the practice of §§ 1.332 
and 2.185(c). Section 3.51 sets the date of recording of a 
document as the date the document meeting the requirements 
for recording set forth in this Part is filed in the Office. A 
document which does not comply with the identification 
requirements of § 3.21 will not be recorded. For documents 
not accepted for recording, parties can petition under 37 CFR 
§§ 1.181 and 2.146(a). Other documents not meeting the 
requirements for recording, for example, a document submitted 
without a completed cover sheet, without the required fee, or 
without any required translation, will be returned for correction 
to the sender when a return address is available. The returned 
papers, stamped with the official date of receipt in the Office, 
will be accompanied by a letter indicating that if the returned 
papers are corrected and resubmitted to the Office within time 
specified in the letter, the Office will consider the original date 
of filing of the papers as the date of recording of the papers. 
Submitters can use the certificate procedure under either § 1.8 
or § 1.10 for resubmissions of returned papers if they desire 
to have the benefit of the date of deposit in the United States 
Postal Service. If the returned papers are not corrected and 
resubmitted within the specified period, the date of filing of the 
corrected papers will be considered to be the date of recording of 
the papers. Extensions of time will not be available to extend 
the specified period to resubmit the returned papers. 

Section 3.54 is added to set out the effect of recording a 
document. This section states that the recording of a document 
is not a determination by the Office of the validity of the 
document or the effect that document has on the title to an 
application, a patent, or a registration. The Office will deter- 
mine, when necessary, what effect a document has, including 
whether a party has the authority to take an action in a matter 
pending before the Office. Examples of when the Office will 
need to determine whether a party has the authority to take 
an action in a matter pending before the Office include: (1) 
prosecution by the assignee as in § 3.71; (2) consent of an 
assignee to the filing of a reissue application as provided in § 
1.172; and (3) execution of a disclaimer under § 1.321 by an 
assignee. 

Section 3.56 replaces and modifies the practice of § 1.333. 
Section 3.56 provides that an assignment, which at the time of 
its execution is conditional on a given act or event, will be 
treated by the Office as an absolute assignment. This section 
serves as notification as to how a conditional assignment will 
be treated by the Office in any proceeding requiring a determi- 
nation of the owner of an application, patent or registration. 
Since the Office will not determine whether a condition has 
been fulfilled, the Office will treat the submission of such an 
assignment for recordation as signifying that the act or event 
has occurred. 

Section 3.61 replaces and modifies the practice of § 
2.185(a)(4). Section 3.61 sets forth that an assignee of a trade- 
mark application or registration not domiciled in the United 
States must designate a domestic representative in writing to 
the Office. Assignees of patent applications or patents may 
designate domestic representatives if the assignee is not residing 
in the United States. 35 U.S.C. § 293. The designation is 
required to state the name and address of a person residing 
within the United States on whom may be served process 
or notice of proceedings affecting the application, patent or 
registration or rights thereunder. 

Section 3.71 replaces and modifies the practice of §§ 1.32 
and 2.186. Section 3.71 sets forth that the assignee of record 
of the entire right, title and interest in an application for patent 
is entitled to conduct the prosecution of the patent application 
to the exclusion of the named inventor. Similarly, the assignee 
of an application for registration is entitled to conduct the prose- 
cution of the trademark application to the exclusion of the 
applicant. 

Section 3.73 is added to set out the procedure by which an 
assignee can establish the right to take action in an application, 
patent or registration. The inventor is presumed to be the orig- 
inal owner of a patent application and any patent that may 
issue therefrom, unless there is an assignment. The original 
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applicant is presumed to be the original owner of a trademark 
application and any registration that may issue therefrom, unless 
there is an assignment. Any action before the Office with respect 
to an assigned patent application, patent, or reexamination may 
be taken by the assignee of the entire right, title, and interest, 
provided ownership is established to the satisfaction of the 
Commissioner. The assignee may establish ownership by sub- 
mitting to the Office documentary evidence of a chain of title 
from the original owner to the assignee or by specifying (e.g., 
reel and frame number, etc.) where such evidence is recorded 
in the Office. Additionally, when a patent assignee is not repre- 
sented by an attorney or registered agent, a statement signed 
by the assignee must also be submitted stating the evidence 
has been reviewed and certifying that, to the best of the party’s 
knowledge and belief, title is in the party seeking to take the 
action. Documents submitted to establish ownership may be 
required to be recorded in the Office as a condition to permitting 
the requesting party to take action in a matter pending before 
the Office. Any action before the Office with respect to an 
assigned trademark registration, application or post-registration 
matter, may be taken by the assignee provided ownership is 
established to the satisfaction of the Commissioner by recording 
an assignment to the assignee or by submitting other proof of 
the assignment. 

Section 3.81 replaces and modifies the practice of § 1.334. 
Section 3.81 sets forth the procedure for issuance of a patent 
to an assignee. If an assignment of the entire right, title, and 
interest is recorded before the issue fee is paid for a patent 
application, the patent may issue in the name of the assignee. 
If the assignee holds an undivided part interest, the patent may 
issue jointly to the inventor and the assignee. At the time the 
issue fee is paid, the name of the assignee must be provided 
if the patent is to issue solely or jointly to that assignee. If the 
assignment is submitted for recording after the date of payment 
of the issue fee, but prior to issuance of the patent, the assignee 
may petition that the patent issue to the assignee. Any such 
petition must be accompanied by the fee set forth in § 1.17(i)(1). 

Section 3.85 replaces and modifies the practice of § 2.187. 
Section 3.85 sets forth the procedure for issuance of a registra- 
tion to an assignee. The certificate of registration may be issued 
to the assignee of the applicant, or in a new name of the 
applicant, provided that the party files a written request in the 
trademark application record by the time the application is 
being prepared for issuance of the certificate of registration, 
and an appropriate document is recorded in the Office. If the 
assignment or name change document has not been recorded 
in the Office, then the written request must state that the docu- 
ment has been filed for recordation. The address of the assignee 
must be made of record in the trademark application file. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number 
of the suggested modifications have been adopted. The com- 
ments and responses are discussed below. 

In this discussion, “Patent and Trademark Office” is abbrevi- 
ated as “Office” or “PTO”. 

Comment. Two comments were received addressed to the 
overall rule package. One comment expressed concem over 
the potential confusion of instituting a new Part 3. It was 
suggested that Parts | and 2 be amended to contain the necessary 
changes. Another comment was concemed that the rules and 
specifically the new cover sheet requirement would impede 
promptness and accuracy of the recordation process. 

Response: The Office has determined that the new rules will 
result in greater efficiency and accuracy in the recordation 
process and improve the integrity of the records maintained by 
the PTO. Further, the PTO believes that a new Part 3, containing 
all rules relating to assignments, will be beneficial to the 
majority of patent and trademark system users. 

Comment. Section 3.1 was proposed to define “application” 
as an application for patent or an application to register a 
trademark. One comment questioned whether international 
applications filed under the Patent Cooperation Treaty were 
included in the definition of the word “application.” 

Two comments were received concerning the definition of 
“assignment.” As proposed, § 3.1 defines “assignment” of a 
trademark in terms of a “trademark application” or “registra- 
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tion.” The comments suggested that because Section 10 of the 
Trademark Act, 15 U.S.C. § 1060, speaks in terms of a “regis- 
tered mark” or a “mark for which application to register has 
been filed,” which was reflected in previous trademark rule 
2.186, the different terminology may be construed to permit 
assignment of a trademark without assignment of the underlying 
goodwill. 

Response: The wording of § 3.1 has been changed to include 
both national applications for patent and international applica- 
tions that designate the United States in the term “application.” 

Also to avoid any potential confusion over the definition of 
a trademark assignment, the Office adopted the suggestion to 
reflect Section 10 of the Trademark Act and to refer to a 
“registered mark” or a “mark for which application to register 
has been filed” in its definition of assignment. 

Comment: As proposed, § 3.16 provides that an application 
to register a mark under 15 U.S.C. § 1051(b) cannot be assigned 
before a statement of use is filed except to a successor to 
an ongoing business of the original applicant. One comment 
suggested § 3.16 be further amended to correct a legislative 
oversight and permit assignment of the application after an 
amendment to allege use is filed. 

One other comment suggested the PTO define the statutory 
language “successor to the business of the applicant.” 

Response: As proposed, Rule 3.16 merely restates the statute. 
To permit the filing of an assignment to a successor to an on- 
going business before an amendment to allege use has been 
filed would make the rule inconsistent with the statute. 

As to the definition of “successor to the business of the 
applicant,” it has been determined that in the absence of any 
Statutory definition, it is better left to case law to establish the 
meaning. A business, or portion thereof, can be transferred or 
assigned in a variety of ways, and the question of valid owner- 
ship might arise in a variety of circumstances. For the PTO to 
define what constitutes a successor may be duly restrictive. 

Accordingly, the suggested modifications have not been 


Comment. Section 3.21, as proposed, provides that an assign- 
ment of a patent or patent application must be identified by 
number. One comment requested a further amendment to allow 
the filing of a patent assignment after filing an application for 
patent but before knowing the application number by allowing 
identification by the execution date, inventors and title of the 
invention instead of the application number. 

Another comment suggested that assignments relating to 
trademark applications and registrations should also be required 
to have the identifying serial and registration numbers within 
the body of the assignment document. 

One comment questioned whether the patent identification 
number was required in the document or whether the number 
could just appear on the cover sheet. 

Response: Providing the identifying number in the assign- 
ment document allows for greater efficiency and accuracy in 
recording assignments. However, unlike patents, trademarks 
can have an indefinite life. Assignments may be recorded years 
after an assignment has occurred to clear up the chain of title. 
It may not be possible to execute a new assignment to include 
identifying numbers in the document years later. Accordingly, 
it is preferable for the PTO to be more flexible in recording 
trademark assignments which may contain the identifying 
number in the cover sheet rather than in the document itself. 
Because of the nature of a patent, less flexibility is permitted. 
Patent rights, unlike trademark rights, do not exist apart from 
the issued patent. Accordingly, when an interest in a patent 
is transferred, the patent identifying number must be in the 
assignment document. This requirement only applies to assign- 
ments, not to documents other than assignments. 

The PTO makes every effort to provide applicants with the 
application numbers for newly-filed patent applications as soon 
as possible. It is suggested, however, that assignment docu- 
ments may be written to allow entry of the identifying number 
after the execution of the assignment. An example of acceptable 
wording is: “I hereby authorize and request my attorney, (Insert 
name), of (Insert address), to insert here in parentheses (Appli- 
cation number. filed) the filing date and application 
number of said application when known.” 

Accordingly, the suggested modifications have not been 
adopted. 
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Comments. Section 3.24, as proposed, provides the formal 
requirements for the documents which are to be recorded and 
the cover sheet. Three comments stated that the one-side only 
requirement was unreasonable in light of PTO’s issuance of 
two-sided patent and trademark copies and of the practices of 
other governments and corporations over which the submitter 
would have no control. 

One comment requested clarification of “bond weight paper” 
and suggested the language used in the rules setting out drawing 
requirements be adopted. 

One comment stated that the document size requirements 
should only pertain to documents prepared and executed by 
parties who wish to convey title. 

Two comments questioned whether the PTO would permit 
the filing of copies or true copies in lieu of the original docu- 
ments for recording. 

Response: The formal requirements set out in § 3.24 are 
related to PTO’s ability to capture on film papers filed with 
the PTO. The requirements are not related to the other printing 
or photocopying services PTO provides. Micrographics repro- 
duction requires that only one side of each page be used for 
efficiency. If the original document is two-sided or the wrong 
size, the practitioner can comply with this requirement by pro- 
viding a true copy of the original document using only one 
side of each page on the correct size paper. The language in 
§ 3.24 has been changed to clarify that true copies or originals 
are acceptable. Further, the language describing the type of 
paper to be used has been changed to be consistent with the 
drawing requirement rules. 

Comment. Section 3.28, as proposed, provides that all 
requests to record a document must be accompanied by the 
document to be recorded and at least one cover sheet. One 
comment expressed confusion over whether the document must 
be accompanied by a cover letter as well as a request for 
recording. One comment stated the requirement for a cover 
sheet did not help the PTO with the documents which are filed 
with applications and the commenter did not see the need 
for an additional paper included among the papers for a new 
application. 

Response: The first sentence has been rewritten to clarify 
that only the document and a cover sheet(s) must be submitted. 
A separate request for recording is not required or needed. 
Because the cover sheet provides all pertinent information in 
one place, it will greatly assist the processing of assignments 
by the PTO. For those applications which are filed with an 
assignment, the additional cover sheet required for the assign- 
ment aids the processing of the assignment. 

Comment. Numerous comments were received on the pro- 
posed cover sheet requirements of § 3.31. One comment ques- 
tions whether the form or the contents of the form are being 
required and cautioned that the cover sheet should not become 
a technical obstacle to recordation. 

Two comments claimed the cover sheet requirement would 
be burdensome and the documents recorded should speak for 
themselves. 

Two comments objected to the requirement for the character- 
ization of the interest being conveyed. One of the commentors 
indicated it was not the best evidence of what the interest is 
and may be misleading while the second comment or was 
concemed practitioners would be subject to malpractice claims 
and be made parties to litigation involving the transfer. 

One comment stated that requiring the assignee’s address 
was burdensome and excessive. Three comments questioned 
the lack of consistency between proposed subsections (a) and 
(b) of § 3.31 which requires only the name of the conveyor 
but both the name and address of the receiver. 

Two comments stated that the language of the rule was 
unclear as to whether the list of properties within the assignment 
document should be retyped on the cover sheet, which would 
be burdensome and fraught with potential errors. 

One comment was received suggesting that properties be 
identified with as much information as possible (i.e., serial 
number, patent number, filing date, inventors, etc.). 

Four comments stated that the requirement for an execution 
date of the document is excessive and burdensome. One of the 
comments stated that the execution date may not be as important 
as the effective date of the document. One suggested the effec- 
tive date would be more accurate and another suggested the 
document should speak for itself. One additional comment 
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stated that a nunc pro tunc assignment of the substantive rights 
of an assignee or assignor may be unduly affected by the 
requirement for recitation of the execution date. 

Nine comments were received objecting to the language of 
the proposed verification. Some comments recommended that 
the verification statement be deleted. Other comments recom- 
mended that the verification statement be based on “information 
and belief.” The comments indicated (1) practitioners did not 
want to be held responsible for the information entered on the 
cover sheet, (2) there was no purpose served by signing the 
cover sheet because the documents should speak for themselves 
and (3) under 37 C.F.R. § 10.18, a registered practitioner’s 
signature indicates that the filing is correct. 

One comment suggested that proposed § 3.31(i) does not 
recognize the right of some non-lawyers to practice in trademark 
matters before the PTO. 

Additionally, many comments and suggestions were received 
on the layout of the sample cover sheets. 

Response: The proposed purpose of the cover sheet is to 
provide a synopsis of the vital information contained in a 
recorded document. The cover sheet form itself is not required, 
only the information outlined in § 3.31 is required. Use of the 
sample cover sheet formats appearing as Appendices A and B 
to the rule package is encouraged. The Office will make paper 
copies of the sample cover sheets available for customer use. 
Persons wishing to obtain paper copies of the sample cover 
sheets should contact the Public Service Center at (703) 305- 
HELP. Questions regarding the sample cover sheets should be 
directed to the Assignment and Certification Services Division 
at (703) 308-9700. 

As indicated in the proposed rule package, a majority of 
documents presently filed for recording are accompanied by a 
cover letter containing much of the information required in § 
3.31. The PTO does not believe standardization of the informa- 
tion submitted is an undue burden. Standardization ensures 
easy reference to all critical information. Further, the parties 
or their representatives are in a better position to know or 
ascertain the nature of the interest involved than the PTO. The 
document will always speak for itself. However, a characteriza- 
tion assists in putting others on notice as to the nature of the 
transaction. 

It was determined that a verification is not required. The 
language has been changed to a statement on the cover sheet 
based on “information and belief.” Further, § 3.31(i) has been 
divided into two paragraphs, one for the statement that is 
required and one for the signature. 

The address of the assignee or receiving party is vital infor- 
mation for maintaining complete assignment records. The orig- 
inal owner is the applicant, for which the Office has the address 
of record. Each subsequent assignee address is then obtained 
under this requirement and is of record if the PTO or public 
needs to contact the present assignee. The execution date is 
required to determine whether an assignment has been recorded 
within three months provided in 35 U.S.C. § 261 and 15 U.S.C. 
§ 1060. 

When there is a listing of properties contained within a 
document, any listing may be copied and attached to the cover 
sheet to reduce the amount of typing necessary. A notation of 
this attachment can be made in lieu of entering every property 
identification number on the cover sheet. Should submitters 
provide information in addition to that required by § 3.31, it 
is always welcome, but not required. 

The comments received on the layout of the sample cover 
sheets have all been considered and some modifications have 
been made. However, the sample cover sheet is not required 
and it is not part of the rules. 

Comment. Section 3.34, as proposed, provides for correction 
of errors in a recorded cover sheet when the error is apparent 
by comparing the information on the cover sheet with the 
recorded document itself. One comment received expressed 
confusion regarding the correction procedure. Another com- 
ment suggested that corrections should not be limited to 
apparent errors. 

Response: The PTO will not compare the cover sheet with 
the original documents during the recording process except to 
assure that application and patent numbers are present in patent 
assignments. Otherwise, it will only check to see that the cover 
sheet is complete. When a submitter discovers an obvious error 
on the recorded cover sheet, the PTO will consider a request 





January 5, 1999 


to correct it when it receives: (1) the original recorded document 
(or a copy); (2) a corrected cover sheet; and (3) the appropriate 
fee for each property to be corrected. The PTO will then com- 
pare the cover sheet with the document to determine whether 
the error is apparent on its face. If the error is obvious, the 
corrected cover sheet will be recorded and the respective Office 
records corrected. If the error is not obvious, the procedure set 
forth in the Manual of Patent Examining Procedure, MPEP § 
323 will govern for patents and the procedure set forth in Jn 
re Abacab International Computers Ltd. (Assignee of IHEC, 
Ltd.), 21 USPQ2d 1078 (Comm’r Pats. 1987), on reconsidera- 
tion, 21 USPQ2d1079 (Comm’r Pats. 1988) will govern for 
trademarks. Submitters may also petition under § 1.833 or § 
2.146 for other corrections. Typographical errors made by the 
Office will be corrected without charge when brought to our 
attention. 

Accordingly, the suggested modification has not been 
adopted. The rule has only been changed to correct a cross 
reference. 

Comment: As proposed, § 3.51 provides that the date of 
recording is the date all of the required information is filed in the 
Office. Incomplete documents will be returned. If the returned 
documents are resubmitted timely, the document will retain 
the date on which it was received as incomplete. Two comments 
were received regarding the time period to be set by the PTO. 
One comment indicated that any delay may affect the require- 
ments of 15 U.S.C. § 1060. It was therefore recommended that 
the PTO make some type of “conditional entry” in the records 
indicating an assignment has been submitted so interested mem- 
bers of the public could ascertain that there may be an effective 
recording date. The other comment suggested the time period 
for resubmission be long enough to allow communication with 
foreign parties, but it should be no longer than six months. 

Response: After a review of the proposed rule, it was deter- 
mined that the language of § 3.51 should be clarified to reflect 
that the originally-submitted papers with the official Office 
date stamp indicating the original receipt date in the Office 
must be returned in order to retain the original date. It is the 
intent of the PTO to set the time for response at one month 
from the date of mailing of the retumed documents from the 
PTO. It is believed that most correctable errors will involve 
an incomplete cover sheet or the amount of the fee submitted, 
both of which can be corrected within one month. 

Further, it is the policy of the PTO to make of record only 
those documents which meet the requirements for recording. 
It is not beneficial to cloud title to properties with potential 
transfers. 

Comment: Section 3.56, as proposed, is a restatement of 
former § 1.333 and is made applicable to trademarks. It provides 
that an assignment which is made conditional upon a condition 
subsequent will be regarded by the Office as an absolute assign- 
ment. One comment was received inquiring as to whether § 3.56 
applied to security interests, another was received requesting a 
reference in the rules to recording of security agreements. 

Response: Section 3.56 is applicable only to assignments, 
as they are defined by § 3.1, that is, a transfer of right, title 
and interest in a patent or a trademark. A security interest or 
a security agreement is in the nature of a lien, not an assignment. 
Accordingly, § 3.56 would not apply to security interests or 
security agreements which are also recordable. It applies to 
conditional assignments because the Office has no way of 
determining whether and when conditions are satisfied and 
therefore must address this type of assignment in a uniform 
manner. The reference to the recordability of security agree- 
ments is referred to here in the final rule package. 

Comment: The second sentence of § 3.71, as proposed, pro- 
vides: “[t}he assignee of record of the entire right title and 
interest in a trademark application or registration is entitled 
to conduct the prosecution of the trademark application or 
registration to the exclusion of the original applicant or previous 
assignee.” One comment suggested, as had been recommended 
for the definitions in § 3.1, that language be adopted consistent 
with Section 10 of the Trademark Act, 15 U.S.C. § 1060, so 
there be no confusion as to what can be assigned in the trade- 
mark area and further, that the language requiring “entire right, 
title and interest” be deleted. 

Response: As was the case with the PTO’s review of § 3.1, 
the language in § 3.71 has also been modified to eliminate any 
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confusion. Accordingly, § 3.71 now provides for assignments 
of registered marks or a mark for which an application for 
registration has been filed, making it consistent with § 3.1. 
While this change cannot prevent assignments from being made 
without the underlying goodwill, it may eliminate some confu- 
sion. 


Comment. Section 3.73, as proposed, provided that a full 
assignee could take any action before the Office with respect 
to the assigned application, patent, or registration provide own- 
ership is established to the satisfaction of the Commissioner. 
The rule further provided that ownership could be established 
by providing documentary evidence of the chain of title to the 
assignee. The assignee was also required to submit a verified 
statement stating the evidence had been reviewed and certifying 
to the best of the party’s belief, title is in the party seeking 
to take the action. The Office reserved the right to require 
recordation of any ownership documents. One comment sug- 
gested the procedure was too “elaborate” and “confusing” to 
permit the submitting party to act rapidly. Another comment 
suggested the Office use the language of former § 2.186 which 
only required “the assignment has been recorded or that proof 
of the assignment has been submitted” to enable action by the 
assignee. 


Another comment suggested that a simple statement identi- 
fying the documents thought to place ownership in a party 
should be sufficient. It was believed that no additional benefit 
accrued by having the party state that they believed they were 
entitled to take the action because whether or not a party can 
act is a determination the PTO must make. 


Two comments suggested that a literal reading of the rule 
would require every paper filed on behalf of an assignee be 
accompanied by a proof of ownership. One comment suggested 
it was too harsh to preclude a party from taking action in a 
trademark matter until proof of ownership is established to the 
satisfaction of the Commissioner. Rather, it was suggested that 
a party be permitted to take action once documents establishing 
ownership are filed. 


One comment received pointed to the proposed language of 
§ 3.73 providing the statement must be signed by the party or 
its attorney or agent of record which was a greater requirement 
than § 1.34(a), if that was intended. 


Another comment suggested that the proposed language be 
changed by deleting the provision that ownership must be estab- 
lished to the satisfaction of the Commissioner and substituting 
therefore “provided the assignee is owner of the entire right, 
title, and interest in the patent application, patent, registered- 
mark or mark for which an application for registration has been 
filed.” 


One final comment suggested that § 3.73 be changed to 
specifically set forth that it applied to secure Office acceptance 
of a Section 8 or 15 affidavit or a Section 9 application, 15 
U.S.C. §§ 1058, 1059, for trademark filings, and requested 
examples of the types of documents necessary to establish 
ownership. 


Response: Ownership need only be established the first time 
the new party wants to act in patent and trademark cases, 
provided the appropriate documents are recorded. Section 
3.73(b) is modified to provide that a statement of ownership 
need only be provided when a patent assignee wishes to act 
on a matter. For patents, the PTO believes it is appropriate 
for the patent assignee to review the documents it believes 
establishes its ownership prior to filing a paper signed by that 
assignee. Additionally, the statement will certify that to the 
best of the assignee’s knowledge and belief, title is in that 
assignee. This will establish, to the satisfaction of the Commis- 
sioner, that the assignee knows of no other document estab- 
lishing title in someone other than the assignee. The PTO will 
still make the determination of whether the assignee is entitled 
to take action after a review of the documents. 


For trademarks the action sought to be taken can be submitted 
simultaneously by the party. The action will be examined as 
will the claim of ownership and the party will be notified 
whether it is satisfactory. As in the past, “any action” refers 
to post-registration documents as well. 
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Other Considerations 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12291 and 12612 and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The prin- 
cipal impact of these changes is to require that a cover sheet 
accompany each document submitted for recording. The rule 
change includes no additional or increased fees. Substantive 
rights to use trademarks and patents are not adversely affected. 

The Office has determined that these rule changes are not 
a major rule under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. Because most 
of the changes reduce procedural burdens, there will be no 
major increase in costs or prices for consumers; individual 
industries; Federal, state or local government agencies; or geo- 
graphic regions. There will be no significant adverse effects 
on competition, employment, investment, productivity, or inno- 
vation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

These rule changes contain a collection-of-information 
requirement subject to the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. The rule changes add a requirement for 
acover sheet to be submitted with each document to be recorded 
that will expedite the recording process and improve quality. 
This collection of information requirement is cleared under 
OMB Control No. 0651-0011. The public reporting burden for 
this requirement is estimated to be one-half hour per filing, 
including the time for reviewing instructions, searching exis- 
ting data sources, gathering and maintaining the data needed, 
and completing and reviewing the collections of information. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects 
37 CFR Part I 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record- 
keeping requirement. 

37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


37 CFR Part 3 


Administrative practice and procedure, Inventions and 
patents, Trademarks, Reporting and recordkeeping require- 
ment. 


For the reasons set out in the preamble and pursuant to the 
authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, parts 
1, 2 and 3 of title 37 of the Code of Federal Regulations are 
amended as set forth below. 


PART I - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | would continue 
to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.12 paragraphs (a) and (d) are revised to read as 
follows: 


§ 1.12 Assignment records open to public inspection. 


(a) (1) Separate assignment records are maintained in the 
Patent and Trademark Office for patents and trademarks. The 
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assignment records, relating to original or reissue patents, 
including digests and indexes, for assignments recorded on or 
after May |, 1957, and assignment records relating to pending 
or abandoned trademark applications and to trademark registra- 
tions, for assignments recorded on or after January 1, 1955, 
are open to public inspection at the Patent and Trademark 
Office, and copies of those assignment records may be obtained 
upon request and payment of the fee set forth in §§ 1.19 and 
2.6 of this Chapter. 

(2) All records of assignments of patents recorded before 
May 1, 1957, and all records of trademark assignments recorded 
before January |, 1955, are maintained by the National Archives 
and Records Administration (NARA). The records are open to 
public inspection. Certified and uncertified copies of those 
assignment records are provided by NARA upon request and 
payment of the fees required by NARA. 


ee 


(d) An order for a copy of an assignment or other document 
should identify the reel and frame number where the assignment 
or document is recorded. If a document is identified without 
specifying its correct reel and frame, an extra charge as set 
forth in § 1.21(j) will be made for the time consumed in making 
a search for such assignment. 


3. Section 1.17 is amended by revising paragraph (i)(1) to 
read as follows: 


§ 1.17 Patent application processing fees. 


eee 


(i)(1) For filing a petition to the Commissioner under a 
section of this part listed below which refers to this para- 


12 — for access to an assignment record. 

14 — for access to an application. 

.53 — to accord a filing date. 

.55 — for entry of late priority papers. 

.60 — to accord a filing date. 

.62 — to accord a filing date. 

.103 — to suspend action in application. 

.177 — for divisional reissues to issue separately. 

.312 — for amendment after payment of issue fee. 

.313 — to withdraw an application from issue. 

-314 — to defer issuance of a patent. 
§ 1.666(b) — for access to interference settlement agreement. 
§ 3.81 — for patent to issue to assignee, assignment submitted 

after payment of the issue fee. 


1 
] 
l 
1 
I 
1 
1 
l 
1 
l 
I 


e*#+* 

4. Section 1.32 is removed and reserved. 

1.32 [Reserved] 

5. Section 1.46 is revised to read as follows: 

§ 1.46 Assigned inventions and patents. 

In case the whole or a part interest in the invention or in 
the patent to be issued is assigned, the application must still 
be made or authorized to be made, and an oath or declaration 
signed, by the inventor or one of the persons mentioned in §§ 
1.42, 1.43, or 1.47. However, the patent may be issued to the 


assignee or jointly to the inventor and the assignee as provided 
in § 3.81. 


6. Section 1.104 is amended by revising paragraph (e) to 
read as follows: 


§ 1.104 Nature of examination; examiner’s action. 


eee 
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(e) Co-pending applications will be considered by the exam- 
iner to be owned by, or subject to an obligation of assignment 
to, the same person if: 

(1) the application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 
chapter which convey the entire rights in the applications to 
the same person or organization; or 

(2) copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization 
are filed in each of the applications; or 

(3) an affidavit or declaration by the common owner is filed 
which states that there is common ownership and states facts 
which explain why the affiant or declarant believes there is 
common ownership; or 

(4) other evidence is submitted which establishes common 
ownership of the applications. 

In circumstances where the common owner is a corporation 
or other organization, an affidavit or declaration may be signed 
by an official of the corporation or organization empowered 
to act on behalf of the corporation or organization. 


7. The undesignated center head above § 1.331 is revised 
to read as follows: 


Arbitration Awards 
8. Sections 1.331 through 1.334 are removed and reserved. 
§§ 1.331- 1.334 [Reserved] 


Part 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


9. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


10. The undesignated center head § 2.185 is removed. 

11. Sections 2.185 through 2.187 are removed and reserved. 
§§ 2.185-2.187 [Reserved] 

12. Part 3 is added to read as follows: 


Part 3 - ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


Sec. 

3.1 Definitions 

DOCUMENTS ELIGIBLE FOR RECORDING 
3.11 Documents which will be recorded. 


3.16 Assignability of trademarks prior to filing of use state- 
ments. 


REQUIREMENTS FOR RECORDING 


3.21 Identification of patents and patent applications. 

3.24 Formal requirements for documents and cover sheets. 

3.26 English language requirement. 

3.27 Mailing address for submitting documents to be 
recorded. 

3.28 Requests for recording. 


COVER SHEET REQUIREMENTS 


3.31 Cover sheet content. 
3.34 Correction of cover sheet errors. 


FEES 

3.41 Recording fees. 

DATE AND EFFECT OF RECORDING 
3.51 Recording date. 


3.54 Effect of recording. 
3.56 Conditional assignments. 
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DOMESTIC REPRESENTATIVE 
3.61 Domestic representative. 
PROSECUTION BY ASSIGNEE 


3.71 Prosecution by assignee. 
3.73 Establishing right of assignee to prosecute. 


ISSUANCE TO ASSIGNEE 


3.81 Issue of patent to assignee. 
3.85 Issue of registration to assignee. 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
§ 3.1 Definitions. 


For purposes of this part, the following definitions shall 
apply: 

Application means a national application for patent, an inter- 
national application that designates the United States of 
America, or an application to register a trademark unless other- 
wise indicated. 


Assignment means a transfer by a party of all or part of its 
right, title and interest in a patent or patent application, or a 
transfer of its entire right, title and interest in a registered mark 
or a mark for which an application to register has been filed. 


Document means a document which a party requests to be 
recorded in the Office pursuant to § 3.11 and which affects 
some interest in an application, patent, or registration. 


Office means the Patent and Trademark Office. 


Recorded document means a document which has been 
recorded in the Office pursuant to § 3.11. 


Registration means a trademark registration issued by the 
Office. 


DOCUMENTS ELIGIBLE FOR RECORDING 
§ 3.11 Documents which will be recorded. 


Assignments of applications, patents, and registrations, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, will be recorded in the Office. Other documents, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, affecting title to applications, patents, or registrations, 
will be recorded as provided in this Part or at the discretion 
of the Commissioner. 


§ 3.16 Assignability of trademark prior to filing of use 
Statement. 


No application to register a mark under 15 U.S.C. 1051(b) 
is assignable prior to the filing of the verified statement of use 
under 15 U.S.C. 1051(d) except to a successor to the business 
of the applicant, or portion thereof, to which the mark pertains, 
if that business is ongoing and existing. 


REQUIREMENTS FOR RECORDING 
§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent 
by the patent number. An assignment relating to a national 
patent application must identify the national patent application 
by the application number (consisting of the series code and 
the serial number, e.g., 07/123,456) or the serial number and 
filing date. An assignment relating to an international patent 
application which designates the United States of America 
must identify the international application by the international 
application number (e.g., PCT/US90/01234). If an assignment 
is executed concurrently with, or subsequent to, the execution 
of the patent application, but before the patent application is 
filed, it must identify the patent application by its date of 
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execution, name of each inventor, and title of the invention 
so that there can be no mistake as to the patent application 
intended. 


§ 3.24 Formal requirements for documents and cover 
sheets. 


The document and cover sheet must be legible. Either the 
original document or a true copy of the original document, 
may be submitted for recording. Only one side of each page 
shall be used. The paper used should be flexible, strong, white, 
non-shiny, durable, and preferably no larger than 21.6 x 33.1 
cm. (8 1/4 x 14 inches) with a 2.5 cm. (one-inch) margin on 
all sides. 


§ 3.26 English language requirement. 


The Office will accept and record non-English language 
documents only if accompanied by a verified English translation 
signed by the individual making the translation. 


§ 3.27 Mailing address for submitting documents to be 
recorded. 


Documents and cover sheets to be recorded should be 
addressed to the Commissioner of Patents and Trademarks, 
Box Assignments, Washington, D.C. 20231, unless they are 
filed together with new applications or with a petition under 
3.81(b). 


§ 3.28 Requests for recording. 


Each document submitted to the Office for recording must 
be accompanied by at least one cover sheet as specified in § 
3.31 referring either to those patent applications and patents, 
or to those trademark applications and registrations, against 
which the document is to be recorded. If a document to be 
recorded includes interests in, or transactions involving, both 
patents and trademarks, separate patent and trademark cover 
sheets must be submitted. Only one set of documents and cover 
sheets to be recorded should be filed. If a document to be 
recorded is not accompanied by a completed cover sheet, the 
document and any incomplete cover sheet will be returned 
pursuant to § 3.51 for proper completion of a cover sheet and 
resubmission of the document and a completed cover sheet. 


COVER SHEET REQUIREMENTS 
§ 3.31 Cover sheet content. 


(a) Each patent or trademark cover sheet required by § 3.28 
must contain: 

(1) the name of the party conveying the interest; 

(2) the name and address of the party receiving the interest; 

(3) a description of the interest conveyed or transaction 
to be recorded; 

(4) each application number, patent number or registration 
number against which the document is to be recorded, or an 
indication that the document is filed together with a patent 
application; 

(5) the name and address of the party to whom correspon- 
dence conceming the request to record the document should 
be mailed; 

(6) the number of applications, patents or registrations 
identified in the cover sheet and the total fee; 

(7) the date the document was executed; 

(8) an indication that the assignee of a trademark applica- 
tion or registration who is not domiciled in the United States 
has designated a domestic representative (see § 3.61); and 

(9) a statement by the party submitting the document that 
to the best of the person’s knowledge and belief, the information 
contained on the cover sheet is true and correct and any copy 
submitted is a true copy of the original document; and 

(10) the signature of the party submitting the document. 

(b) A cover sheet may not refer to both patents and trade- 
marks. 


§ 3.34 Correction of cover sheet errors. 
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(a) An error in a cover sheet recorded pursuant to 3.11 will 
be corrected only if: 
(1) the error is apparent when the cover sheet is compared 
with the recorded document to which it pertains and 
(2) a corrected cover sheet is filed for recordation. 


(b) The corrected cover sheet must be accompanied by the 
originally recorded document or a copy of the originally 
recorded document and by the recording fee as set forth in § 
3.41. 


FEES 
§ 3.41 Recording fees. 


All requests to record documents must be accompanied by 
the appropriate fee. A fee is required for each application, 
patent and registration against which the document is recorded 
as identified in the cover sheet. The recording fee is set in § 
1.21(h) of this Chapter for patents and in § 2.6(q) of this Chapter 
for trademarks. 


DATE AND EFFECT OF RECORDING 
§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this Part is 
filed in the Office. A document which does not comply with 
the identification requirements of § 3.21 will not be recorded. 
Documents not meeting the other requirements for recording, 
for example, a document submitted without a completed cover 
sheet or without the required fee, will be returned for correction 
to the sender where a correspondence address is available. The 
returned papers, stamped with the original date of receipt by 
the Office, will be accompanied by a letter which will indicate 
that if the returned papers are corrected and resubmitied to the 
Office within the time specified in the letter, the Office will 
consider the original date of filing of the papers as the date of 
recording of the document. The certification procedure under 
either § 1.8 or § 1.10 of this Chapter may be used for resubmis- 
sions of returned papers to have the benefit of the date of 
deposit in the United States Postal Service. If the returned 
patent was not corrected and resubmitted within the specified 
period, the date of filing of the corrected papers will be consid- 
ered to be the date of recording of the document. The specified 
period to resubmit the returned papers will not be extended. 


§ 3.54 Effect of recording. 


The recording of a document pursuant to § 3.11 is not a 
determination by the Office of the validity of the document or 
the effect that document has on the title to an application, a 
patent, or a registration. When necessary, the Office will deter- 
mine what effect a document has, including whether a party 
has the authority to take an action in a matter pending before 
the Office. 


§ 3.56 Conditional assignments. 


Assignments which are made conditional on the performance 
of certain acts or events, such as the payment of money or other 
condition subsequent, if recorded in the Office, are regarded as 
absolute assignments for Office purposes until cancelled with 
the written consent of all parties or by the decree of a court of 
competent jurisdiction. The Office does not determine whether 
such conditions have been fulfilled. 


DOMESTIC REPRESENTATIVE 


§ 3.61 Domestic representative. 


If the assignee of a trademark application or registration is 
not domiciled in the United States, the assignee must designate, 
in writing to the Office, a domestic representative. An assignee 
of a patent application or patent may designate a domestic 
representative if the assignee is not residing in the United States. 
The designation shall state the name and address of a person 
residing within the United States on whom may be served 
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process or notice of proceedings affecting the application, 
patent or registration or rights thereunder. 


PROSECUTION BY ASSIGNEE 
§ 3.71 Prosecution by assignee. 


The assignee of record of the entire right, title and interest 
in an application for patent is entitled to conduct the prosecution 
of the patent application to the exclusion of the named inventor 
or previous assignee. The assignee of a registered trademark 
or a trademark for which an application to register has been 
filed is entitled to conduct the prosecution of the trademark 
application or registration to the exclusion of the original appli- 
cant or previous assignee. 


§ 3.73 Establishing right of assignee to prosecute. 


(a) The inventor is presumed to be the owner of a patent 
application, and any patent that may issue therefrom, unless 
there is an assignment. The original applicant is presumed to 
be the owner of a trademark application unless there is an 
assignment. 

(b) When the assignee of the entire right, title and interest 
seeks to take action in a matter before the Office with respect 
to a patent application, trademark application, patent, registra- 
tion, or reexamination proceeding, the assignee must establish 
its ownership of the property to the satisfaction of the Commis- 
sioner. Ownership is established by submitting to the Office 
documentary evidence of a chain of title from the original 
owner to the assignee or by specifying (e.g. reel and frame 
number, etc.) where such evidence is recorded in the Office. 
Documents submitted to establish ownership may be required 
to be recorded as a condition to permitting the assignee to take 
action in a matter pending before the Office. In addition, the 
assignee of a patent application or patent must submit a state- 
ment specifying that the evidentiary documents have been 
reviewed and certifying that, to the best of assignee’s knowl- 
edge and belief, title is in the assignee seeking to take the 
action. 


ISSUANCE TO ASSIGNEE 
§ 3.81 Issue of patent to assignee. 


(a) For a patent application, if an assignment of the entire 
right, title, and interest is recorded before the issue fee is paid, 
the patent may issue in the name of the assignee. If the assignee 
holds an undivided part interest, the patent may issue jointly 
to the inventor and the assignee. At the time the issue fee is 
paid, the name of the assignee must be provided if the patent 
is to issue solely or jointly to that assignee. 


(b) If the assignment is submitted for recording after the 
date of payment of the issue fee, but prior to issuance of the 
patent, the assignee may petition that the patent issue to the 
assignee. Any such petition must be accompanied by the fee 
set forth in 1.17(i)(1) of this Chapter. 


§ 3.85 Issue of registration to assignee. 


The certificate of registration may be issued to the assignee 
of the applicant, or in a new name of the applicant, provided 
that the party files a written request in the trademark application 
by the time the application is being prepared for issuance of 
the certificate of registration, and the appropriate document 
is recorded in the Office. If the assignment or name change 
document has not been recorded in the Office, then the written 
request must state that the document has been filed for recorda- 
tion. The address of the assignee must be made of record in 
the application file. 
June 24, 1992 DOUGLAS B. COMER 

Acting Assistant Secretary and 
Acting Commissioner of Patents 
and Trademarks 
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(226) Recording of “Territorial Assignments” 

in the Assignment Division of the Patent 
and Trademark Office 


It has been the practice of the Assignment Division for 
many years to refuse to record “territorial assignments,” that 
is, assignments purporting to transfer rights in a trademark 
registration (not a concurrent use registration) for less than 
the entire United States. Hereinafter, such documents will be 
recorded as long as the requirements of the Rules of Practice 
are met by the documents submitted. 


The Office is not addressing the validity or effect of such 
documents by recording same, but is merely recognizing that 
such transfers may affect title to a registered mark and therefore 
ought to be recorded. At the time a Section 8 affidavit or 
declaration or an application for renewal is filed, the Examiner 
of Trademarks will consider the effect of such a document. 


Oct. 7, 1977 BERNARD A. MEANY 


Assistant Commissioner 
for Trademarks 


(964 TMOG 8] 
(227) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


Soliciting Applications for Membership on the 
Public Advisory Committee for Trademark Affairs 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice. 


SUMMARY: The Patent and Trademark Office is seeking five 


members fox the Public Advisory Committee for Trademark 
Affairs. Member terms would begin on January 1, 1998. A 
nmst be an organization that is representative of the intellectual 
property community, e.g., a bar group, a business organization 
or an academic institution. Organizations interested in member- 
ship should send a letter expressing that interest and containing 
the information set out in the Supplementary information to 
the Patent and Trademark Office. 


DATES: Submit applications on or before January 8, 1998. 


ADDRESSES: Mail letters of request to participate in the 
Public Advisory Committee for Trademark Affairs to The Hon- 
orable Bruce A. Lehman, Assistant Secretary of Commerce 
and Commissioner of Patents and Trademarks, United States 
Patent and Trademark Office, Washington, DC 20231. 


FOR FURTHER INFORMATION CONTACT: David E 
Bucher, Deputy Commmissioner for Trademark Policy and 
Projects, at (703) 308-9100, ext. 20. 


SUPPLEMENTARY INFORMATION: This Commmittee 
is chartered under the Federal Advisory Committee Act (Pub. 
L. 92-463). Its purpose has been, and continues to be, that of 
advising the Patent and Trademark Office (Office) on ways to 
increase the Office’s efficiancy and effectiveness and to provide 
a continuing flow of insights and perceptions from the private 
sector to the Office in the area of international and domestic 
trademark law. 


The Office amended the charter of the Committee in 1996 
to make the Committee more diverse and more representative of 
trademark owners, trademark practitioners and the intellectual 
Property community as a whole. Accordingly, the Commis- 
sioner will select five representative organizations from among 
intellectual property organizations, bar groups, business-related 
organizations and academia. The five organizations whose 
members’ terms will expire on December 31, 1997, are not 
precluded from responding to this notice. However, no member 
may serve more than two consecutive terms. 
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Each organization’s letter to the Commissioner should 
explain the nature, size and characteristics of the organization 
and why this particular group is deserving of membership on 
this committee. 


Selection of file organizations will be based on the following 
criteria: (1) members’ familiarity, with the operations of the 
Patent and Trademark Office relating to trademarks and trade- 
mark rules, trademark practices, and the administration of the 
trademark operations; (2) members’ experience practicing 
before the Patent and Trademark Office in trademark matters; 
and (3) an indication of the organization’s interest in trademask 
practices by programs such as established committees designed 
to improve trademark operations, or legal education activities 
rcgarding Trademark practices. 


December 12, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Cimmissioner of Patents and Trademarks 
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(228) Department of Commerce 


Patent and Trademark Office 


Renewal and Amendment of the Charter 
of the Public Advisory Committee 
for Trademark Affairs 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice. 

Summary: \n accordance with the provisions of the Federal 
Advisory Committee Act, 5 U.S.C. App. (1976), and after 
consultation with GSA, it has been determined that the renewal 
and amendment of the charter of the Public Advisory Com- 
mittee for Trademark Affairs is in the public interest in connec- 
tion with the performance of duties imposed on the Department 
by law. The charter was renewed on May 23, 1996. Charter 
amendments will allow the Assistant Secretary of Commerce 
and Commissioner of Patents and Trademarks (Assistant Secre- 
tary) to select organizations which are representative of the 
Intellectual Property community. Each selected organization 
will, in turn, be able to appoint a designated number of members 
to the Committee. Committee membership will be limited to 
no more than 15 members. These members will serve staggered 
3-year terms. 

Supplementary Information: The Committee was first chartered 
in January 1973 and is now being renewed and its charter 
amended. The Committee’s purpose is to advise the Patent and 
Trademark Office (Office) on ways to increase the Office’s 
efficiency and effectiveness and to provide a continuing flow 
of knowledge from the private sector to the Office in the areas 
of international and domestic trademark law. 

The Office is amending the charter of the Committee to 
make the Committee more diverse and more representative of 
trademark owners, trademark practitioners and the Intellectual 
Property community as a whole. The Assistant Secretary will 
select representative organizations from among intellectual 
property organizations, bar groups, business-related organiza- 
tions and academia, and determine the number of Committee 
members each organization can choose. 

Allowing each representative organization to select its own 
Committee member(s) will ensure that the Committee repre- 
sents the concern of each member organization. Member will 
serve staggered three-year terms. No member may serve more 
than two consecutive terms. 

The size of the Committee is being reduced from its former 
level of 18 members to 15 members. After experience with 
both an 18-member and 15-member Committee, the smaller 
number seems to work better. 

The Committee Chair will be selected by the Assistant Secre- 
tary and will serve a one-year term. No individual may be the 
Chair for more than two consecutive terms. 

For Further Information Contact: Lynne G. Beresford at (703) 
308-8900, by fax at (703) 308-7220, or by mail marked to her 
attention and addressed to: 
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Assistant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Virginia 22202-3513. 


Any organization which has an interest in the Committee 
should contact Ms. Beresford. A list of interested organizations 
will be maintained in the Office of the Assistant Commissioner 
for Trademarks. 
June 26, 1996 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(229) U.S. Department of Commerce 
Office of the Assistant Secretary and Commissioner 
of Patents and Trademarks 


Public Advisory Committee for Trademark Affairs 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of Renewal 

Summary. In accordance with the provisions of the Federal 
Advisory Committee Act, 5 U.S.C. App. (1976), and after 
consultation with GSA, it has been determined that the renewal 
of the charter of the Public Advisory Committee for Trademark 
Affairs is in the public interest in connection with the perfor- 
mance of duties imposed on the Department by law. 
Supplementary Information: The Committee was first estab- 
lished in September 1970, and its latest renewal was signed 
on April 3, 1992. The Committee’s purpose is to advise the 
Patent and Trademark Office concerning steps which can be 
taken to increase the efficiency and effectiveness of administra- 
tion of the Trademark Act and to provide a continuing source 
of knowledge from the private sector to the Government in the 
area of international and domestic trademark law. 

Committee members are drawn from the trademark bar, busi- 

ness and industry, academia, the public at large, and users of 
the public search room, and are selected by the Assistant Secre- 
tary of Commerce and the Commissioner of Patents and Trade- 
marks to assure a balanced representation among members of 
the trademark community. The Committee wiil function solely 
as an advisory body, and in compliance with the provisions of 
the Federal Advisory Committee Act. 
For Further Information Contact: Lynne Beresford, Committee 
Control Officer, Office of the Assistant Commissioner for 
Trademarks, U.S. Patent and Trademark Office, Washington, 
D.C. 20231, telephone: (703) 305-9464, or Jan Jivatodi, Com- 
mittee Management Analyst, U.S. Department of Commerce, 
Washington, D.C. 20230, telephone: (202) 377-4299. 


April 24, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
for Patents and Trademarks 
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(230) U.S. DEPARTMENT OF COMMERCE 
Office of the Assistant Secretary and Commissioner 
of Patents and Trademarks 


PUBLIC ADVISORY COMMITTEE 
FOR TRADEMARK AFFAIRS 


Agency: Patent and Trademark Office, Comerce 
Action: Notice of Committee Charter Amendment 
Summary. In accordance with the provisions of the Federal 
Advisory Committee Act, 5 U.S.C. App. (1976), and after 
consultation with GSA, it has been determined that an amend- 
ment of the charter of the Public Advisory Committee for 
Trademark Affairs is in the public interest in connection with 
the performance of duties imposed on the Department by law. 
The charter amendment was signed on December 3, 1990. 
The charter has been amended as follows to: (1) broaden the 
topics that the Committee may address to include international 
trademark law, (2) allow the membership of the Committee to 
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be drawn from a wider range of the trademark community 
rather than soley from the regular, associate and supplementary 
membership of the United States Trademark Association 
(USTA), (3) increase the number of members on the Committee 
fron 15 to 18, (4) provide for the direct selection of the members 
and appointment of the chairman of the Committee by the 
Assistant Secretary and Commissioner of Patents and Trade- 
marks rather than by the president of the USTA, and (5) set 
the term of membership at two years. 

For Further Information Contact: Lynne Beresford, Committee 
Control Officer, Office of the Assistant Commissioner for 
Trademarks, U.S. Patent and Trademark Office, Washington, 
D.C. 20231, telephone: (703) 557-7464, or Jan Jivatodi, Com- 
mittee Management Analyst, U.S. De t of Commerce, 
Washington, D.C. 20230, telephone: (202) 377-4217. 
Supplementary Information: The Committee was first estab- 
lished in September 1970, and the latest charter renewal was 
signed on April 4, 1990. The charter amendment was approved 
on December 3, 1990, and provides for the following: 

(1) The amendment broadens the objectives and duties of 
the Committee to specifically embrace international trademark 
law. The previous charter permitted the Committee to advise 
the Patent and Trademark Office only on the steps which could 
be taken to increase the efficiency and effectiveness of the 
administration of the Trademark Act and to provide a continuing 
source of knowledge from the private sector to the Government. 
Given the increased interest within the trademark community 
and the Patent and Trademark Office in international trademark 
law, especially in the Madrid Protocol and harmonization, it 
is desirable that the charter refer explicitly to international 
trademark law. 

(2) Section 5(b)(2) of the Federal Advisory Committee Act 
requires that the membership of advisory committees be “fairly 
balanced in terms of the points of view represented...” The 
amendment furthers that goal by permitting the membership 
to be drawn from a wide range of the trademark community 
including users of the public search room, academia, members 
of the public at large, and the business community. 

(3) The amendment increases the number of members on 
the Committee from 15 to 18. The increase was needed to permit 
additional members, from different sectors of the trademark 
community, to be added to the Committee without having to 
displace any of the current Committee members. 

(4) Section 5(b)(2) of the Federal Advisory Committee Act 
requires that “the membership be fairly balanced in terms of 
the points of view represented...” The amendment futhers that 
goal by permitting the chairman to be appointed, and the mem- 
bers of the Committee to be selected by the Assistant Secretary 
and Commissioner of Patents and Trademarks. 

(5) The charter of the Public Advisory Committee for Trade- 
mark Affairs did not set terms for members. In order to promote 
more orderly administration of the Committee, the amendment 
sets the terms of the members at two years. Members will serve 
at the discretion of the Assistant Secretary and Commissioner 
of Patents and Trademarks. Appointements, when vacancies 
occur, shall be for the remainder of the unexpired term. 


Jan. 16, 1991 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
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(231) Advisory Committee for Patents and 


Trademarks; Establishment 


In accordance with the provisions of the Federal Advisory 
Committee Act (5 U.S.C. App. 2.) and General Services Admin- 
istration Interim Rule on Federal Advisory Committee Manage- 
ment, 41 CFR Part 101-6, as amended, and after consultation 
with GSA, the Secretary of Commerce has determined that 
the establishment of the Advisory Committee for Patents and 
Trademarks is in the public interest in connection with the 
performance of duties imposed on the Department by law. 

1. The Committee will advise the Patent and Trademark 
Office on broad policy issues involving both patents and trade- 
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marks, and the overall operation of the Office including matters 
conceming office-wide Automation 

2. The Committee will consist of at least 10 but no more 
than 18 members to be appointed by the Assistant Secretary and 
Commissioner of Patents and Trademarks to assure a balanced 
representation among patent and trademark attorneys, corporate 
executives, technical research directors, inventors, the judi- 
ciary, professional patent and trademark searchers, information 
specialists and publishers, automation experts, consumer 
groups, entrepreneurs, and educators. The Committee will func- 
tion solely as an advisory body and in compliance with the 
provisions of the Federal Advisory Committee Act. Its charter 
will be filed under the Act, 15 days from the date of the 
publication of this notice. 

Interested persons are invited to submit comments regarding 
the establishment of the Advisory Committee for Patents and 
Trademarks. Such comments, as well as any inquiries, may be 
addressed to the Executive Assistant to the Assistant Secretary 
and Commissioner of Patents and Trademarks, U.S. Department 
of Commerce, Washington, D.C. 20231, phone: 703-557-3071, 
or the Department’s Committee Management Analyst, phone: 
202-377-4217. 
Nov. 14, 1986 DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents and Trademarks 


(FR Doc. 86-26451 Filed 11-21-86; 8:45 am] 
BILLING CODE 3510-16-M 
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(232) Notice of Change in the Method of 
Assigning Registration Numbers to 


Trademark Registrations 


As of October 10, 1995, in the Trademark Official Gazette 
sections titled TRADEMARK REGISTRATIONS ISSUED, 
TRADEMARK REGISTRATIONS ISSUED UNDER SEC- 
TION 1(D), and SUPPLEMENTAL REGISTER, registration 
numbers will be assigned in ascending serial number order. 
Currently registration numbers are assigned in ascending class 
order by ascending serial number inside each class, e.g., in Class 
1, Ser. No. 100,000 might be assigned Reg. No. 1,900,001; and 
in Class 42, Ser. No. 000,001 might be assigned Reg. No. 
1,903,456. Under the new system, registration numbers will 
be assigned in ascending serial number order regardless of 
class, e.g., Ser. No. 000,001 would be assigned Reg. No. 
1,900,001; and Ser. No. 100,000 would be assigned Reg. No. 
1,903,456. 
August 30, 1995 ROBERT M. ANDERSON 
Deputy Assistant Commissioner 

for Trademarks 
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(233) Change in Legal Holidays 

The Commissioner’s Notice of Sept. 25, 1979, “Change in 
Legal Holidays,” is hereby rescinded in view of Public Law 
98-144, enacted Nov. 2, 1983, which amended the listing of 
legal public holidays in 5 USC § 6103. That amendment took 
effect in 1986 and added a new legal holiday relating to the 
birthday of Martin Luther King, Jr. This new holiday is desig- 
nated for the third Mon. in Jan. 

Section 6103, as amended, reads as follows: 


New Year’s Day, Jan. | 

Birthday of Martin Luther King, Jr., the third Mon. in 
Jan. 

Washington’s Birthday, the third Mon. in Feb. 

Memorial Day, the last Mon. in May 

Independence Day, July 4 

Labor Day, the first Mon. in Sept. 
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Columbus Day, the second Mon. in Oct. 
Veterans Day, Nov. 11 

Thanksgiving Day, the fourth Thurs. in Nov. 
Christmas Day, Dec. 25. 


Each of the holidays enumerated will constitute a “Federal 
holiday within the District of Columbia,” as referred to in 
Section 21, Title 35, United States Code. In accordance with 
37 CFR 1.6(a) and 1.10(a), the Patent and Trademark Office 
will not receive papers on these holidays. Actions required to 
be taken on such days may be taken on the next succeeding 
day that the Office is open for business in accordance with 37 
CFR 1.7. 


July 15, 1986 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 


and Trademarks 
[1069 TMOG 5] 


(234) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 
[Docket No. 980326078-8078-01] 
Request for Comments on Proposed Internet Usage Policy 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments. 


SUMMARY: The Patent and Trademark Office (PTO) requests 
comments on a proposed Internet usage policy. The policy is 
intended to provide guidance to PTO employees regarding the 
use of the Internet for official PTO business. The policy is to 
cover (1) communications with applicants via Internet elec- 
tronic mail (e-mail) and (2) using the Intermet to search for 
information concerning patent applications and elements 
appearing in trademark applications. 


DATES: Written comments on the Internet usage 
policy will be accepted by the PTO until December 28, 1998. 


ADDRESSES: Written comments should be addressed to the 
attention of Magdalen Greenlief, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects. Comments sub- 
mitted by mai! should be sent to: Box Comments - Patents, 
Assistant Commissioner for Patents, Washington, D.C. 2023 
1. Comments may also be submitted by facsimile transmission 
to (703) 305-8825 or by electronic mail through the Internet 
to “magdalen.greenlief@uspto.gov”. 


Written comments will be available for public inspection in 
Suite 910 of Crystal Park 2, 2121 Crystal Drive, Arlington, 
Virginia. In addition, comments provided in machine-readable 
format will be available through the PTO’s Website at http:// 
Www.uspto.gov. 


FOR FURTHER INFORMATION CONTACT: Magdalen 
Greenlief, by mail to her attention addressed to Box Comments- 
Patents, Assistant Commissioner for Patents, Washington, D.C. 
20231; by telephone at (703) 305-8813; by facsimile transmis- 
sion to (703) 305-8825; or by electronic mail through the 
Internet to “magdalen.greenlief@uspto.gov”. 


SUPPLEMENTARY INFORMATION: The Commissioner 
of Patents and Trademarks issued a Notice entitled “Interim 
Internet Usage Policy” in the Official Gazette of the United 
States Patent and Trademark Office (O.G.) on February 25, 
1997 at 1195 O.G. 89. The Notice set forth interim guidelines 
for PTO employees regarding the use of the Internet to conduct 
official PTO business. The Notice also stated that the guidelines 
are interim since the public has not had an opportunity to 
comment on them and that the PTO will publish a Notice 
in the Federal Register and the Official Gazette requesting 
comments from the public on the use of the Internet in the 
PTO’s patent and trademark examination process. Pursuant to 
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the February 25, 1997 O.G. Notice, the following proposed 
Internet Usage Policy is being published for public comment. 


The Internet offers a highly effective means of identifing, 
locating, and retrieving scientific and technical information and 
also provides a means for the applicant to communicate with 
PTO employees via advanced electronic mail. Communications 
via Internet e-mail are at the discretion of the applicant. In 
view of the fact that all communications and data transmitted 
from or to applicant by the Internet may be neither encrypted 
nor secure, applicants who wish to communicate with the PTO 
on an unsecure medium such as Intemet e-mail do so at their 
own risk. If an applicant wishes the PTO to communicate 
with the applicant on the unsecure medium, the applicant may 
authorize the PTO to do so by submitting a written authoriza- 
tion. Where the Internet is used to search patent applications, 
PTO employees must restrict their search operations to deter- 
mining the general state of the art. The purpose of the Internet 
usage policy is to provide guidelines for PTO employees for 
using the Internet to conduct official PTO business. 


(A) Regarding communications between PTO employees and 
applicant by electronic mail, the PTO is particularly interested 
in comments relating to the following: 


(1) Regarding communication with the Patent Organization, 
where a written authorization by the applicant has been given, 
Patent Article 5 of the proposed Internet usage policy limits 
the use of the Internet e-mail for communications other than 
those under 35 U.S.C. 132 or which othenvise require a signa- 
ture. Should such limitations be imposed? If so, what other types 
of correspondence should not be communicated via Internet e- 
mail? 


(2) What type of confirmation, if any, from the PTO would 
you like to see regarding whether the e-mail with attachments 
has been received and is readable? 


(3) Regarding communication with the Patent Organization, 
the “Interim Internet Usage Policy” published on February 25, 
1997 at 1195 O.G. 89 indicated that an express waiver under 
35 U.S.C. 122 by the applicant is required before Internet e- 
mail may be used by PTO employees to conduct official PTO 
business where sensitive data will be exchanged or where there 
exists a possibility that sensitive data could be identified. 


The reference to a waiver of 35 U.S.C. 122 has been deleted 
from the proposed Internet usage policy because it appears to 
be unnecessary. Are there any problems with the elimination 
of the waiver? 


(4) Patent Article 7 and Trademark .Article 8 of the proposed 
Internet usage policy permits PTO employees to respond to 
applicant’s e-mail correspondence by other appropriate means 
such as telephone or by facsimile transmission. Would you 
prefer to have PTO employees respond via Internet e-mail or 
is the other appropriate means noted above acceptable? 


(5) How likely would you utilize the Internet e-mail to con- 
duct interviews under the conditions set forth in Patent Article 
8 and Trademark Article 9 of the proposed Internet usage 
policy? 


(6) In view of the fact that all communications and data 
transmitted from or to the applicant by the Internet may be 
neither encrypted nor secure, how likely and how often and 
for what purpose would you utilize the Internet e-mail to com- 
municate with PTO employees regarding a particular applica- 
tion? 


(7) Should digital signatures, digital certificates, public key/ 
private key encryption and key recovery be used for Internet 
e-mail? If so, what software(s) should PTO use? 


(B) The PTO is also interested in comments regarding 
searching and retrieving scientific and technical information 
in patent applications via the Internet, particularly comments 
relating to searching and retrieving scientific and technical 
information in patent applications which the PTO must maintain 
in confidence pursuant to 35 U.S.C. 122. 
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Please submit separate comments conceming patent provis- 
ions and trademark provisions. Although comments may be 
submitted by mail or facsimile transmission, the Office prefers 
to receive comments via the Internet. Where comments are 
submitted by mail, the Office would prefer that the comments 
be submitted on a DOS formatted 3.5" disk accompanied by 
a paper copy of the comments. 


Written comments should include the following information: 
— Name and affiliation of the individual responding; 


— An indication of whether the comments offered represent 
views of the respondent’s organization or are the respondent’s 
personal views; and 


— If applicable, information on the respondent’s organiza- 
tion, including the type of organization (e.g., business, trade 
group, university, nonprofit organization). 


lL. PROPOSED PATENT INTERNET USAGE POLICY 
Introduction: 


The Internet and its offspring, the World Wide Web (WWW), 
offer the PTO opportunities to (1) enhance operations by 
enabling Patent Examiners to locate and retrieve new sources 
of scientific and technical information, (2) communicate more 
effectively with our customers via advanced electronic mail 
(e-mail) and file transfer functions, and (3) more easily publish 
information of interest to the intellectual property community 
and the general public. This new technology offers low-cost, 
high speed, and direct communications capabilities upon which 
the PTO wishes to capitalize. 


The organizations reporting to the Assistant Commissioner 
for Patents have special legal requirements that must be satisfied 
as part of the PTO’s goal to make effective use of the Internet. 
Because security issues concerning transmission and capture 
of search requests by unauthorized individuals have not yet 
been resolved, Patent Examiners are to exercise good judgment 
and restrict their searches to nonspecific patent application uses. 


Purpose: 


To establish a policy for use of the Internet by the Patent 
Examining Corps and other organizations within the PTO; 


To address use of the Internet to conduct interview-like 
communications and other forms of formal and informal com- 
munications; 


To publish guidelines for locating, retrieving, citing, and 
properly documenting scientific and technical information 
sources on the Internet; 


To inform the public how the PTO intends to use the Internet; 
and 


To establish a flexible Internet policy framework which can 
be modified, enhanced, and corrected as the PTO, the public, 
and customers learn to use, and subsequently integrate, new 
and emerging Internet technology into existing business infra- 
structures and everyday activities to improve the patent applica- 
tion, the examining, and granting functions. 


Article 1. Applicability 


This policy applies to members of the Patent Organization 
within the PTO, including contractors and consultants working 
with, or conducting activities in support of, the Patent Organiza- 
tion. 


Article 2. Scope 


This policy applies to activities associated with, or directly 
related to, use of the Internet via PTO-provided network con- 
nections, facilities, and services. This includes, but is not limited 
to, PTONet connections, Office of Chief Information Officer 
(OCIO)-provided PCs and workstations, and Internet provider 
services. This policy also applies to use of other non-PTO 
Internet access facilities and equipment that are used to conduct 
non-patent application specific work. 
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Article 3. Conformance with existing, PTO-wide, Internet 
use policy 


This Internet Usage Policy supersedes the Interim Internet 
Usage Policy published in the Official Gazette on February 
1997. The policy outlined in this document augments the 
existing PTO Internet Acceptable Use Policy as set forth in 
the Office Automation Services Guide. As such, this policy is 
an extension of current PTO office-wide Internet policy. 


Article 4. Confidentiality of Proprietary Information 


If security and confidentiality cannot be attained for a specific 
use, transaction, or activity, then that specific use, transaction, 
or activity shall NOT be undertaken/conducted. 


All use of the Internet by Patent Organization employees, 
contractors, and consultants shall be conducted in a manner 
that ensures compliance with confidentiality requirements in 
statutes, including 35 U.S.C. 122, and regulations. Where a 
written authorization is given by the applicant for the PTO to 
communicate with the applicant via Internet e-mail, communi- 
cations via Internet e-mail may be used. 


Backup, archiving, and recovery of information sent or 
received via the Internet is the responsibility of individual users. 
The OCIO does not, and will not, as a normal practice, provide 
backup and recovery services for information produced, 
retrieved, stored, or transmitted to/from the Internet. 


Article 5. Communications via the Internet and Authoriza- 
tion 


Communications via Internet e-mail are at the discretion of 
the applicant. 


Without a written authorization by applicant in place, the 
PTO will not respond via Internet e-mail to any Internet corre- 
spondence which contains information subject to the confidenti- 
ality requirement as set forth in 35 U.S.C. 122. A paper copy 
of such correspondence will be placed in the appropriate patent 
application. 


The following is a sample authorization form which may be 
used by applicant: “Recognizing that Internet communications 
are not secure, I hereby authorize the PTO to communicate 
with me concerning any subject matter of this application by 
electronic mail. I understand that a copy of these communica- 
tions will be made of record in the application file.” 


A written authorization may be withdrawn by filing a signed 
paper clearly identifying the original authorization. The fol- 
lowing is a sample form which may be used by applicant to 
withdraw the authorization: 


“The authorization given on to the PTO to com- 
municate with me via the Internet is hereby withdrawn. I under- 
stand that the withdrawal is effective when approved rather 
than when received.” 


Where a written authorization is given by the applicant, 
communications via Internet e-mail, other than those under 35 
U.S.C. 132 or which otherwise require a signature, may be 
used. In such case, a printed copy of the Internet e-mail commu- 
nications MUST be given a paper number, entered into the 
Patent Application Location and Monitoring System (PALM) 
and entered in the patent application file. A reply to an Office 
action may NOT be communicated by applicant to the PTO 
via Internet e-mail. If such a reply is submitted by applicant 
via Internet e-mail, a paper copy will be placed in the appro- 
priate patent application file with an indication that the reply 
is NOT ENTERED. 


PTO employees are NOT permitted to initiate communica- 
tions with applicant via Internet e-mail unless there is a written 
authorization of record in the patent application by the appli- 
cant. 


All reissue applications are open to public inspection under 
37 CFR 1.1 l(a) and all papers relating to a reexamination 
proceeding which have been entered of record in the patent or 
reexamination file are open to public inspection under 37 CFR 
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1.1 (d). PTO employees are NOT permitted to initiate commu- 
nications with applicant in a reissue application or a patentee 
of a reexamination proceeding via Internet e-mail unless written 
authorization is given by the applicant or patentee. 


Article 6. Authentication of Sender by a Patent Organiza- 
tion Recipient 


The misrepresentation of a sender’s identity (i.e., spoofing) 
is a known risk when using electronic communications. There- 
fore, Patent Organization users have an obligation to be aware 
of this risk and conduct their Internet activities in compliance 
with established procedures. 


Internet e-mail must be initiated by a registered practitioner, 
or an applicant in a pro se application, and sufficient informa- 
tion must be provided to show representative capacity in com- 
pliance with 37 CFR 1.34. Examples of such information 
include the attorney registration number, attomey docket 
number, and patent application number. 


Article 7. Use of Electronic Mail Services 


Once e-mail correspondence has been received from the 
applicant, as set forth in Patent Article 4, such correspondence 
must be responded to appropriately. The Patent Examiner may 
respond to an applicant’s e-mail correspondence by telephone, 
fax, or other appropriate means. 


Article 8. Interviews 


Internet e-mail shall NOT be used to conduct an exchange 
or communications similar to those exchanged during telephone 
or personal interviews unless a written authorization has been 
given under Patent Article 5 to use Internet e-mail. In such 
cases, a paper copy of the Internet e-mail contents MUST be 
made and placed in the patent application file as required by 
the Federal Records Act in the same manner as an Examiner 
Interview Summary Form is entered. 


Article 9. Internet Searching 


The ultimate responsibility for formulating individual search 
strategies lies with individual Patent Examiners, Scientific and 
Technical Information Center (STIC) staff, and anyone charged 
with protecting proprietary application data. When the Internet 
is used to search, browse, or retrieve information relating to a 
patent application, other than a reissue application or reexami- 
nation proceeding, Patent Organization users MUST restrict 
search queries to the general state of the art. Internet search, 
browse, or retrieval activities that could disclose proprietary 
information directed to a specific application, other than a 
reissue application or reexamination proceeding, are NOT per- 
mitted. 


This policy also applies to use of the Internet as a communica- 
tions medium for connecting to commercial database providers. 


Article 10. Documenting Search Strategies 

All Patent Organization users of the Internet for patent appli- 
cation searches shall document their search strategies in accor- 
dance with established practices and procedures as set forth in 
MPEP 719.05 subsection (B)(6). 


Article 11. Citations 


All Patent Organization users of the Internet for patent appli- 
cation searches shall record their fields of search and search 
results in accordance with established practices and procedures 
as set forth in MPEP 719.05 subsection (B)(6). 


Subparagraph A. 


Intemet document citations should include information 
which is normally included for reference documents (i.e., Form 
PTO-892). In addition, any information which would aid a 
future searcher in locating the document should be included 
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in the citation. Guidelines for citing electronic information can 
be found as an attachment to this policy. 


Subparagraph B. 


When a document found on the Internet is not the original 
publication, then the Patent Examiner or STIC staff shall pursue 
the acquisition of a copy of the originally published document 
or an original of the document or Web object in question for 
all references cited. Note: scanned images are considered to 
be acopy of the original publication. Electronic-only documents 
are original publications. 


Article 12. Professional Development 


The Internet is recognized as a tool for professional develop- 
ment. It may be useful for keeping informed of technological 
and legal developments in all art areas. For example, use of 
the Internet for keeping abreast of conferences, seminars, and 
for receiving mail from appropriate list servers is acceptable. 


Article 13. Policy Guidance and Clarifications 


Within the Patent Organization, any questions regarding 
Internet usage policy should be directed to the user’s immediate 
supervisor. Non-PTO personnel should direct their questions 
to the Office of the Deputy Assistant Commissioner for Patent 
Policy and Projects. 


Il. PROPOSED TRADEMARK INTERNET USAGE 
POLICY 


Introduction: 


The Internet and its offspring, the World Wide Web (WWW), 
offer the PTO opportunities to (1) enhance customer services by 
enabling attorney advisors (Trademarks) and other Trademark 
employees to locate and retrieve new sources of legal, scientific, 
commercial and technical information, (2) communicate more 
effectively with customers via electronic mail (e-mail) and file 
transfer functions, and (3) more easily publish information of 
interest to the intellectual property community and the general 
public. 


This new technology offers low-cost, high speed, direct com- 
munication capabilities that the PTO wishes to leverage to the 
advantage of its customers. The organizations reporting to the 
Assistant Commissioner for Trademarks have special legal 
requirements that must be satisfied as part of the PTO’s goal 
to make effective use of the Internet and electronic commerce. 


Purpose: 


To establish a policy for use of the Internet by organizations 
reporting to the Assistant Commissioner for Trademarks, 
including: the Office of the Assistant Commissioner for Trade- 
marks, the Trademark Examining Operation, Trademark Ser- 
vices, Trademark Program Control and the Trademark 
Assistance Center, 


To address use of the Intemet to conduct interview-like 
communications, and other forms of formal and informal com- 
munications; 


To publish guidelines for locating, retrieving, citing, and 
properly documenting scientific, commercial and technical 
information sources on the Internet; 


To inform the public how the PTO intends to use the Internet; 
and 


To establish a flexible Internet policy framework which can 
be modified, enhanced, and corrected as the PTO, the public, 
and customers learn to use, and subsequently integrate, new 
and emerging Internet technology into existing business infra- 
structures and everyday activities to improve the trademark 
application, examination, and registration business processes. 


Article 1. Applicability 


This policy applies to members of the Trademark Organiza- 
tion reporting to the Assistant Commissioner for Trademarks 
within the PTO, including contractors and consultants working 
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with, or conducting activities in support of, the Trademark 
Organization. It does not apply to members of the Trademark 
Trial and Appeal Board or contractors and consultants working 
with, or conducting activities in support of, the Trademark Trial 
and Appeal Board. 


Article 2. Scope 


This policy applies to activities associated with, or directly 
related to, use of the Internet via PTO-provided network con- 
nections, facilities, and services. This includes, but is not limited 
to, PTONet connections, Office of Chief information Officer 
(OCIO)-provided PCs and workstations, and Internet provider 
services. This policy also applies to use of other non-PTO 
Internet access facilities and equipment that are used to conduct 
non-trademark application specific work. 


Article 3. Conformance with existing, PTO-wide, Internet 
use policy 


This Internet Usage Policy supersedes the Interim Internet 
Usage Policy published in the Official Gazette in February 
1997. The policy outlined in this document augments the 
existing PTO Internet Acceptable Use Policy as set forth in 
the Office Automation Services Guide. As such, this policy is 
an extension of current PTO office-wide Intemet policy. 


Article 4. Correspondence acceptable via the Internet 


Internet e-mail may be used to reply or respond to an exam- 
ining attorney’s Office Action, to reply or respond to a petitions 
attomey’s 30-day letter, to reply or respond to a Post Registra- 
tion Office Action, as well as to conduct informal communica- 
tions regarding a particular application or registration with 
the appropriate Trademark Organization employee. If e-mail 
communication is initiated by the applicant or applicant’s 
attorney, Office Actions, Priority Actions, Examiner’s Amend- 
ments, petitions attorney’s 30-day letters, and Post Registration 
Office Actions may be sent to the applicant via Internet e-mail 
or by telephone, fax, or other appropriate means. Readable 
attachments to Internet e-mail for such purposes as the submis- 
sion of evidence, specimens, affidavits and declarations will 
be accepted. 


Article 5. Communications not acceptable via the Internet 


Internet e-mail or other Internet communications may NOT 
be used to file Trademark Applications, Amendments to Allege 
Use, Statements of Use, Requests for Extension of Time to File 
a Statement of Use, Section 8 affidavits, Section 9 affidavits, or 
Section 15 affidavits until such time as the PTO publishes 
electronic forms for these filings and they are made available 
on the Internet by the PTO. Internet e-mail may be used to 
submit specimens of use, but the Office will determine accept- 
ability of the specimen(s) and if the specimens are found not 
to meet the standards for specimens of use, additional specimens 
will be required. Certified copies of foreign certificates will 
NOT be accepted via Internet e-mail. Internet e-mail may NOT 
be used for any correspondence with the Trademark Trial and 
Appeal Board. 


Article 6. Initiating Internet Communications 


Internet communications will NOT be initiated by the Trade- 
mark Organization unless it is authorized to do so by the appli- 
cant or by the applicant’s attorney. Authorization for members 
of the Trademark Organization to communicate with applicant 
or applicant’s attomey via Internet e-mail may be given by so 
indicating in the application submitted to the PTO or in any 
official written communication with the Trademark Organiza- 
tion. The authorization must include the Intemet e-mail address 
to which all Internet e-mail is to be sent, Internet communica- 
tions may also be initiated and authorized by applicant or 
applicant’s attorney by telephone or by responding to an Office 
Action or other official communication via an Internet e-mail 
address indicated on the official correspondence. 


Article 7. Waivers and Authentication 


Applicants and their attorneys understand that the misrepre- 
sentation of a sender’s identity is a known risk when using 
electronic communications. Therefore, Trademark Organiza- 
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tion users have an obligation to be aware of this risk and 


conduct their Internet activities in compliance with established 
procedures. 


Internet e-mail must be initiated and authorized by a prac- 
titioner, or the applicant in a pro se application. Sufficient 
information must be provided to show representative capacity 
in compliance with 37 CFR 2.17 and 10.14. In trademark cases, 
examples of such information would include signing a paper 
in practice before the PTO in a trademark case, attomey docket 
number, and trademark application serial number or registration 
number. 


The Assistant Commissioner for Trademarks will waive 37 
CFR 10.18 to the extent that it requires an original signature 
personally signed by a trademark practitioner in permanent ink 
on any correspondence filed with the PTO. Receipt of an 
Internet e-mail communication by the Trademark Organization 
from the address of applicant or applicant’s attorney containing 
the /s/ notation in lieu of signature and which references a 
Trademark application serial number will be understood to 
constitute a certificate that: 


1. the correspondence has been read by the applicant or 
practitioner, 


2. the filing of the correspondence is authorized; 


3. to the best of the applicant’s or practitioner’s knowledge, 
information, and belief, there is good ground to support the 
correspondence, including any allegations of improper conduct 
contained or alleged therein; and 


4. the correspondence is not interposed for delay. 


Applicants requesting to correspond with the Trademark 
Organization via the Internet should recognize that Internet 
communications might not be secure, and should understand 
that a copy of any and all communications received via the 
Internet will be placed in the file wrapper and become a perma- 
nent part of the record. 


Article 8. Office Procedures 


When authorized to do so, the Trademark Organization will 
send Office Actions and other official correspondence to the 
Internet e-mail address indicated by the applicant or applicant’s 
attomey. A signed, paper copy of the outgoing correspondence 
will be associated with the trademark application file wrapper. 


When communications are received by an examining 
attomey, or other appropriate Trademark Organization 
employee, the attorney or employee will immediately reply to 
the communication acknowledging receipt of the communica- 
tion. The date the communication was received by the Trade- 
mark Organization that appears in the heading of the 
communication will constitute the receipt date within the PTO 
for purposes of time-sensitive communications unless that date 
is a Saturday, Sunday, or Federal holiday within the District 
of Columbia, in which case the receipt date will be the next 
succeeding day which is not a Saturday, Sunday, or Federal 
holiday within the District of Columbia. A paper copy of all 
Internet e-mail communications, including a copy of any and 
all attachments, will be associated with the trademark applica- 
tion file wrapper. A paper copy of any informal communications 
regarding a particular trademark application or registration will 
be associated with the file wrapper and become a part of the 
record. 


Article 9. Remedies 


When an application is held abandoned because a timely 
Internet e-mail communication was sent to and received by the 
Trademark Organization but was not timely associated with 
the application file wrapper, the abandoned application may 
be reinstated by the Trademark Organization. There is no fee 
for a request to reinstate such an application. 


When an application is held abandoned because a timely 
Internet e-mail communication was sent to, but apparently not 
received by the Trademark Organization, applicant or appli- 
cant’s attorney may petition the Commissioner to revive the 
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abandoned application pursuant to 37 CFR 2.66 and TMEP 
§§ 1112.05(a), (b). In determining whether or not an Internet 
response was timely filed, the Commissioner may accept a 
copy of a signed certificate of transmission meeting the require- 
ments of 37 CFR 1.8, a copy of the previously transmitted 
correspondence, and a statement attesting to the personal 
knowledge of timely transmission of the response. 37 CFR 
1.8(b)(1), (2), and (3). 


In all situations, the applicant or the applicant’s attorney 
should promptly notify the Office after becoming aware that 
the application was abandoned because a communication was 
not timely associated with the file wrapper or was not received 
by the Office. 


Article 10. Use of Electronic Mail Services 


Once e-mail correspondence has been received from an appli- 
cant, as set forth in Trademark Article 6, such correspondence 
must be responded to appropriately. The Trademark Organiza- 
tion employee may respond to an applicant’s Internet e-mail 
correspondence by telephone, fax, or other appropriate means. 


Article 11. Interviews 


Internet e-mail may be used to conduct an exchange of 
communications similar to those exchanged during telephone 
or personal interviews. In such cases, a paper copy of the 
Internet e-mail contents MUST be made and placed in the 
trademark application file wrapper. 


Article 12. Documenting Search Strategies 


All Trademark Organization users of the Internet for trade- 
mark application research shall document their search strategies 
in accordance with established practices and procedures as set 
forth in TMEP § 1106.07(a). 


Subparagraph A. 


Any information, which would aid a future searcher in 
locating the document retrieved through Internet research, 
should be included in the citation. Guidelines for citing elec- 
tronic information can be found as an attachment to this policy. 


Subparagraph B. 


When a document found on the Intemet is not the original 
publication, then the Trademark Examining Attomey or Trade- 
mark Library staff shall pursue the acquisition of a copy of the 
originally published document or an original of the document 
or Web object in question for all references cited. Note: scanned 
images are considered to be a copy of the original publication. 
Electronic-only documents are original publications. 


Article 13. Professional Development 


The Internet is recognized as a tool for professional develop- 
ment. It may be useful for keeping informed of technological 
and legal developments. For example, use of the Internet for 
keeping abreast of conferences, seminars, and for receiving 
mail from appropriate list servers is acceptable. 


Article 14. Policy Guidance and Clarifications 


Within the Trademark Organization, any questions regarding 
the Internet usage policy should be directed to the user’s imme- 
diate supervisor. Non-PTO personnel should direct their ques- 
tions to the Office of the Assistant Commissioner for 
Trademarks. 


Attachment 
Guidelines for Citing Electronic Resources 


The International Organization for Standardization (ISO) has 
created a standardized method for citing electronic resources. 
The formats are set forth in document ISO 690-2, which was 
published on November 15, 1997. The formats in ISO 690-2 
are consistent with those proposed by the PTO in the fall of 
1996. 
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ISO 690-2 references several ISO standards relating to docu- 
mentation of publications. These are namely ISO 4:1984 Docu- 
mentation - Rules for the abbreviation of title words and titles 
of publications; SO 639:1988 Code for the representation of 
names of languages; ISO 690:1987 Documentation - Biblio- 
graphic references - content, form, and structure (the parent 
standard of 690-2); ISO 832:1994 Information and documenta- 
tion - bibliographic description and references - Rules for the 
abbreviation of typical words; ISO 2108: 1992 Information and 
documentation International standard book numbering 
(ISBN); ISO 3297:i986 Documentation - International stan- 
dard serial numbering (ISSN); \SO 5127-1:1983 Documenta- 
tion and information - Vocabulary - Part 1: Basic concepts; 
ISO 8601:1988 Date elements and interchange formats - Infor- 
mation interchange - Representation of dates and times; 1SO/ 
TR 9544: 1988 /nformation processing - computer-assisted pub- 
lishing - Vocabulary; and ISO/TEC DIS 11179-3 Information 
technology - Coordination of data element standardization. 


Elements of a Bibliographic Citation 
The typical elements of a bibliographic citation are: 
a. Author(s) — individual and corporate 
b. Title 
Titles fall into two general categories: 


e Those that denote the source work (monograph, journal, 
conference, anthology/compilation, etc.) 


e Those that describe the paper, chapter, or portion of 
work 


. Publication Date 
. Publisher 
. Report number/Series Number/Other identifying number 
. Editor(s) 
g. Page numbers 
h. Volume number 
i. Issue number 
j. Edition 
A single print resource may not have all of the elements 
listed above; however, they will possess those which are appro- 
priate to the work. In the case of monographs the volume and/ 
or issue number may not be essential; as with joumals the 
element for edition will be nonexistent. Therefore, it can be 


noted that even in traditional print publications the format of 
citations will vary with the resource being cited. 


The same can be said for the realm of electronic publications. 
Electronic documents with originally published print equiva- 
lents will have most traditional bibliographic elements. Those 
that have no print equivalents will most likely not have tradi- 
tional elements, even though they may look like and seem to 
possess many qualities of print publications. 


Elements of Electronic Resource Citations 


What makes the electronic resource different from the print 
resource? Initially it is safe to state that basic elements of a 
print citation are also applicable to the electronic form. These 
basic elements will include a title (even in the case of electronic 
mail in which the subject line can become the title element), 
originator (author), publisher, and publication date (although 
with electronic publications this element often raises problems 
for those verifying the document). Characteristics which are 
inherent to print publications but may not be to the electronic 
form include volumes, issues, and page numbers. The electronic 
resource will have elements in addition to the print resource. 
These elements include: 


a. Type of Media 
CD-ROM or other optical storage media 





January 5, 1999 


Diskette or other magnetic storage media 
Online, including the Internet 
. Availability 


The information required to retrieve the resource. In the 
case of online Internet resources this would include 
address-type information, along with directories, file 
names, etc. 


. Date(s) 


e Posted/Publication 

The publication date is the date the author/originator 
affixes to the document. If that is not present, the date 
the system administrator or webmaster placed the 
document on the online system can be substituted. 


e Accessed on 

The date the user found and read the document. They may 
also have downloaded the document for personal use. This 
date will provide future readers with documentation as to 
what version/edition the document was on when it was 
accessed. If a document was altered subsequently there 
will not be confusion as to which document the user is 
referring to. 


Proposed Formats 


When an examiner retrieves a document from an electronic 
source, he/she will determine if it is useful and will cite it if 
appropriate. Assuming the examiner has located all pertinent 
bibliographic elements for a citation, the next task will be to 
format the citation. 


Punctuation is an interesting problem for electronic docu- 
ments. Traditionally, academics and library scientists have used 
punctuation as a means for separating bibliographic elements 
in a Citation. In the case of retrieving electronic documents, 
punctuation becomes part of the citation. When expressing 


URLs, directories, filenames, etc., punctuation marks are 
required to create an accurate citation. Therefore, limit the 
amount of punctuation in the citation in order to avoid confu- 
sion. 


Due to the ease and potential frequency of updates of elec- 
tronic documents, ISO 690-2 recommends the use of month, 
date, year, and time of day on all date citations. There is no 
stated preference for dates using standard abbreviated months 
(Jan., Feb., Mar.) or complete numeric transcription (using 
standard format of year-month-date). 


Additionally, standard abbreviations for journal titles, coun- 
tries, provinces, etc. should be applied to electronic citations. 


The following formats are proposals for how an examiner 
might cite an electronic document. However, all possible cita- 
tion iterations are not included; this is a sampling. 


CD-ROM, Diskette, Commercial Database 


Author. (publication date). Title. Source (“source” defined 
as the entire work, i.e. journal title). [Type of Medium], volume 
(issue), paging. Available: 


U.S. PATENT AND TRADEMARK OFFICE 


1218 TMOG 511 
(234) 

sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 


base. {CD-ROM}, 17(2), 1-2. Available: UMI. File: General 
Periodicals Index. 


FTP 


Author. (publication date). Title. Source. [Type of Medium], 
volume (issue), paging. Available: Accessed on: 

sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base. {Online}, 17(2), 1-2. Available FTP: ftp.database.edu 
Directory: pubs/journals/database.online/vol17 _File: 
002dbs.txt Accessed on: February 1, 1999. 


E-mail, Listservs, Usenet 


Author. <author e-mail address> (publication/posted date). 
Title. Source (or Subject Line replaces title/source). [Type of 
Medium], volume (issue), paging. Available: (either list the 
listserv address or fill this position with “personal e-mail’) 
Accessed on (or received on): 

sample: 

Smith, Joe. <jsmith@database. org> (January 1999). How to 
do an online search. Database. [Online], 17(2), 1-2. Available: 
personal e-mail. Received on: February 1, 1999. 

OR 

Smith, Joe. <jsmith@database.org> Here’s some search 
advice. [Online] Available: PACS-L@UHUPVM1.uh.edu 
Accessed on: February 1, 1999. 


Gopher 


Author. (publication date). Title. Source. [Type of Medium] 
volume (issue), paging. Available: Accessed on: 

sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base. [Online] 17(2), 1-2. Available Gopher: meckler.d- 
bs.org/Database/pubs/journals/voll7/Howsearch Accessed 
on: February 1, 1999. 


Web Site 


Author. (publication date). Title. Source. [Type of Medium] 
volume (issue), paging. Available: Last update: Accessed on: 
sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base [Online] 17(2), 1-2. 

Available Web Site: 
www/meckler.database.org/Database/pbs/journals/vol17/ 
002dbs.txt 

Last update: January 1999 Accessed on: February 1, 1999. 


Examiners are encouraged to speak to a PTO librarian or 
technical information specialist when they find that crucial 
elements to the citation are lacking in their records. The infor- 
mation specialist will work with the examiner to verify dates, 
authors, and other elements as needed. 
Oct. 20, 1998 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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A Items 


Abandonment: 

Withdrawing the Holding ..............s-sssssssssseeessesseseees 73,74 
Affidavits under 37 CFR 1.131 
Address: 

Office mailing 

American Type Culture Collection 
Amino Acid Disclosures 
Appe: 

Applicant Aid for Biotechnology 
Application: 

Canceling All Claims 

Paper Size/Margin Requirements 

Receipt Acknowledgment 
Arbitration of Patent Interference cases 
Assignments: 

“At Cost” Recordation 

“At Cost” Services 

Indexing 

Recording Foreclosures 


Temporary Suspension 
Authorization, Deposit Accounts 


Batch Number Identifying Application 
Biotechnology, Computer Readable Form 
Sequence Listing... 
BI I ciiicintsisinniecnansiccntinsinpattinenipicinnatiicnntitntsimniiiinininn ty aye 


Cc 


Canceling All Claims in an Applications 
CD-Rom, GLOBALPat & USAMark ...........c-cccsssceseeseseseees 139 
Certificate of Correction, Perfect Claim for 

Priority under 35 USC 119 
Certificate of Mailing, Waiver Under 37 CFR 1.10 
Certified Copies, Change in Practice 
Certified Copies, termination of services 
Changes of Address 
Changes of Patent Practice of Procedure 
Claims, Separate Patentability of 
Client/Patent Applicant 
Closing of PTO 
Comments, Request for: 

CPA (Cont'd Prosecution Application 

Practice (Proposed)) 
Changes to CPA (Cont’d Prosecution Application 


Changes to CPA Cont’d Prosecution Application 
Practice (Interim) 

In re Portola Packaging, Inc... 

Patent Formalities Treaty 

Recording Patent File Histories 

“Written Description” Requirement Cancellation... 

“Written Description” Requirement 
Computer Readable Form 
Computer Programs, Guidelines... 
Communications with PTO 
Conduct on PTO Premises 
Conference Center Video 
Consolidation of Technology Center 
Continuation Application Under 37 CFR 160 
Continuing Application Procedure 
Correspondence: 

Identify with Issue Batch No 

Post Card Receipts 

With Solicitor 
Court Papers Served on Commissioner 
Customer Numbers 
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Deposit Accounts: 

General Authorizations 

Issue Fee Charges 
Design Application Drawings 
Design Application with Computer Generated ICONs 
Design/Utility Application; Interim Waiver 
DH Technology, Fee Deficiency 
Diligence in Petitions to Revive 
Disclosure Document Program 
Disciplinary Proceedings 
Dissemination of PTO on WebSite 
Double Patenting Rejections 
Drawings: 

37 CFR 1163 (Two Copies) 

37 CFR 184(b)(1) Petition/Fee. 

37 CFR 184(b)(1) (One Set) 

Removal of Surface Treatment 


E 


Electronic Records in Interferences 

Emergency, US Postal Services 

Eurasian Patent Convention 

Examination of Patent Application, 
Interim Guidelines 

Examiner Training 

“Expedited Local” Services...... 

Express Mail, Waiver 

Extraordinary Situation, Relief 


F 


ee 
Fastener Quality Act 

Fee Deficiency under 37 CFR 128... 

Fees Information 

Filing Receipts, Change in Practice 

Filewrapper Continuing Application Procedure 

Final Utility Examination 

First Class Mail, Returned 

Foreclosures, Recordability 


Genus-Species Guidelines : 
GLOBALPat & USAMark CD-Rom ...ccscsssssssssvssssssssesseeen 139 
Guidelines: 
Claims Directed to Species of 
Chemical Compositions 
Computer-Implemented Inventions 
Design Application for Computer- 
Generated ICONs 
Interim; Examination of Patent Application 
under 35 USC 112 
Means or Step Plus Function Limitation under 
35 USC 112 
Reexamination of Cases in In re Portola Packing... 
Training for Changes to Patent Practice 
Utility Examination 


Identifying Information on Papers 
Implementation Guide for Patent Practice 
Indexing Assignments 
Interim Guidelines: 
Claims Directed to Species of Chemical 
Compositions 
Examination of Patent Application under 
35 USC 112 
Reexamination of Case in In re Portola Packaging 
Interim Waiver: 
37 CFR 163 for Two Copies. 
37 CFR 184(b)(1) Accept Black and White 
Photographs 
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37 CFR 184(b)(1) for One Set 
Interference: 

Admissibility of Electronic Records 

Obtaining Copies 

Opinions & Orders.... 


Practice (New Procedures) 
“Show the Patentability” of a Claim 
International Classification Designation for 
Availability of Interference Files 
Internet Usage Policy 
Invalidate Patents 
Inventor’s name, Procedures 
Iraqi Sanctions Regulations 
Issuance of a Patent to Assignee... 
Issue Fee Form 


License for Foreign Filing 
List of Patent with 37 CFR 1.607(d) 


M 


I csceiciosiineineicwviesetiiienctminieaienitivtasiahieiiinionminnoiie 34-38 
Mail, returned 

Mailing address, PTO 

Metric equivalents 

Miscellaneous Patent Changes 

Move of the Technology Center 


N 


Notice of Examination for Registration ............00s-ssssssee 138 
Notice of Hearings: 

Recording File Histories 

“Written Description” Requirement (Interim) 
Nucleotide Sequence 


Oath, Information necessary to Identify Specification 
P 


SE OE ES. OY 
Patent Assistance Center. 
Patent Business Goals (proposed) 
Patent Cooperation Treaty: 
Certain of the Regulation under PCT .............ssssssesees 134 
Member states = 
Patent Formalities Treaty.... 
Patent Practice Changes 
Patent Term Extension 
Patent Term Extension (20-Year Term) 
Payor Numbers 
Performance Review Board 
Petitions: 
Extraordinary Situations 
Plant Patents 
Plant Patents, Interim Waiver 
Policy; Internet Usage 
Post Card Receipt inoulil 
Practitioners Before the PTO ......c<cccccccesercsscserseeseeees 131 
Priority: 
Right of priority in India 
Right of priority in Taiwan 
Right of priority in Thailand 
Using certificate of correction to perfect 
35 USC 119 claim 
Provisional Applications 
PTO Closings 
Public Hearings: 
“Written Description” Requirement (Cancellation) 
“Written Description” Requirement 
Reexamination of Cases in view of 
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In re Portola Packaging, Inc 
Publications, Current Patent Rules 
Publications, 18-Month 
Publication of Opinions/Order Entered by the BPAI 


Q 


I, I secsiccsisiiinscccspnionsitienapantiseananiianaseeet 13, 14 
Recordation of Assignments 
Reexamination: 
In view of In re Portola Packaging, Inc 
Registration Before the PTO 
Rejections under 35 USC 102(f) or (g)/103... 
Representing Clients 
Restarting Response Periods. 
Revival of Abandoned Applications ..............0+sssssesseseeseees 73 
Rule Changes: 
Arbitration of Patent Interference Cases, 
Effective May 27, 1987 
RII FOI ecretaticemnnicinvineannmemienitinnes 43, 44 
Automated Search System Fees, 
Effective November 13, 1990 
Changes to Implement Patent Business Goals 
(Proposed) 
Changes to Patent Practice and Procedure 
Change in Procedure Relating to Filing Date, 
Effective July 22, 1996 
Changes to Implement 20-Year Term and 
Provisional Applications, Effective June 8, 1995 
Continued Prosecution Application (CPA) Practice 
Changes to CPA Practice 
Changes to CPA Practice (Interim) 
Cross Appeals in Patent and Trademark 
Disciplinary Proceedings, Effective 
I Pi ep etiaibaietiecninisiccenionicinaniinnstinn 130 
Fees: 
Sy GID Gigs DIE iiaitticisccinnteintinctrescermncnemnsiiohinel 63 
Effective October 1, 1996 
Partial Payment of Patent Fees 
Oct 10 - 20, 1998 
Partial Payment of Patent Fees 
Oct | - 9, 1998 
Revisions of Patent Fees, 
Fiscal Year 99 
Revisions of Patent Fees, 
Fiscal Year 99, Corrections 
Reduced Patent Fee Schedule 
Revisions of Patent Fees 
Fiscal Year 99 
Foreign Filing Amendments 
Interference Proceeding, Effective 
September 27, 1991 
Miscellaneous Changes in Patent Practice 
Effective September 23, 1996 
Patent Application Containing Nucleotide Sequence 
And/or Amino Acid 
Patent Interference, Burden of Proof, 
Effective October 25, 1993 
Provisional Applications, Effective June 8, 1995... 
Reengineering Efforts 
Special Mail Box 


Sanction, Iraqi 
Search Facilities in PTO: 
Public User Passes 
Regulations 
Violations 
Search Fees, PTO Automated 
Sequence Listing 
Service of Court Papers 
Services, “At Cost” 
Sheet Size/Margin Requirements 
“Show the Patentability” of a Claim 
Special Box Numbers 
Status Inquiries 
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Technology Centers 
Terminal Disclaimers Required 
Trademark: 
Address for Trademark Applications and 
Trademark Related Papers 
Advisory Committee for Trademark Affairs, 


Application Filing Requirements, Questions and 


Assignment 

Belarus, Industrial Property Protection in 

Boxes, Special, and “Fee/No Fee” Indicators for 
Trademark-Related Mail and Guidelines for 
Filing Requests to Extend Time to Oppose 
with the TTAB 

CD-ROM Products Now Available from Patent and 
Trademark Office 

Certificate of Mailing 170, 171, 175 

Certificate of Mailing or Transmission, Removal of 

Certain Trademark Exclusions 

Certificate of Mailing Requirement under 
C.F.R. 1.10, Deletion of 

Certification Services, Requests for 

Change of Address for Trademark Applications and 
Trademark Related Papers 

Changes in Format for Publishing Trademarks for 
Opposition 

Classification, International 

Croatia, Regarding Industrial Property Rights 
Ug ae 219 

Czech Republic and Slovak Republic, Industrial 
Property Protection in 

Diligence, Responsibility to Monitor Status of 
Trademark Applications and Registrations 
with 

Electronic Filing of Trademark Applications 

Elimination of Requirement for Proof of Service in 
Consented Requests for Extensions of Time to File 
a Notice of Opposition 

Express Mail, Changes in procedures for filing by 

Federal Rules of Civil Procedure, 
Effect of December 1, 1993 Amendments on 
Trademark Trial and Appeal Board 
Inter Partes Proceedings 

“Fee/No Fee” Indicators for Trademark- 
Related Mail 

Fees, Renewal, Late-Filed 

Filing of Papers During Unscheduled 
Closings of the Patent and Trademark Office 

Filing Receipt for Application 

Inadvertently Issued Registration Numbers 

Indexing Against a Recorded Assignment 

Interlocutory Decisions by the Trademark Trial 
and Appeal Board 

International Protection of Government 
Emblems and Seals 

International Trademark Classification 

Kazakhstan, Industrial Property Protection in 

Kyrgyz, Regarding Industrial Property in 

Letters of Protest 

Lithuania, Patent and Trademark Rights in the 
Republic of 

Macedonia, Patent and Trademark Rights in the 
Former Yugoslav Republic of 
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NAFTA Implementation Act, Amendment of 
Trademark Act by 

Nonregistrability of Misleading Geographic 
Indications-Amendment of the Trademark 
Act by the North American Free Trade 
Agreement Implementation Act 

Notices of Abandonment 

Petition to Make Applications Special 

Printing of Use in Another Form Claims 

Proposed Records Control Schedule 

Public Advisory Committee for Trademark 


Recording of “Territorial Assignments” 

Registration Numbers, Method of Assigning 

Renewal of Trademark Registrations... 162, 163, 165, 167 

Retention Schedule for Trademark Records 

Rule 2.165 Requirements for Section 8 

Russian Federation, Patent and Trademark Rights in ....212 

Section 8 Requirements for 
Trademark Registrations 

Section 7 Requests 

Separation of the Patent and Trademark Sections of the 
Official Gazette 

Single Copies of the Trademark Official Gazette 

Slovak Republic and Czech Republic, Industrial 
Property Protection in 

Slovenia, Industrial Property R: 
Republic of 

Status Line, Trademark 

Status of Trademark Applications and Registrations, 
Responsibility to Diligently Monitor 

T-Search Printouts as Section 2(d) References 

Trademark Assistance Center 

Trademark Mail 

Trademark Trial and Appeal Board, 
Changes to Rules 

Treatment of Correspondence Deposited as 
First Class Mail Pursuant to 37 CFR 18 
and Returned by the US Postal Service 
Treatment of Non-Conforming Revoke or 
Invalidate Patents 


United States Postal Service Emergency 
in the State of California Terminated 
United States Postal Service Non-Delivery of Mail 
Unpaid Fee Check 
UPOV Convention 
Use of Facilities Regulations 
User Passes 
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PATENT AND TRADEMARK OFFICE NOTICES 


Patent Cooperation Treaty (PCT) Information 


For information concerning PCT member countries, see the 
notice appearing in the Official Gazette at 1216 O.G. 30, on 
November 10, 1998. 

For use of the European Patent Office as an International 
Searching Authority for international applications filed in the 
United States Receiving Office, see the notice appearing in the 
Official Gazette at 1022 O.G. 52, on September 28, 1982. 

For use of the European Patent Office as an International 
Preliminary Examining Authority for international applications 
filed in the United States Receiving Office, see the notices 
appearing in the Official Gazette at 1080 O.G. 2, on July 7, 
1987, and at 1091 O.G. 2, on June 7, 1988. There is no longer 
a limit on the number of such international applications accepted 
for international preliminary examination by the European 
Patent Office; see the notice appearing at 1116 O.G. 32, on 
July 17, 1990. 

The search fee of the European Patent Office was increased, 
effective January |, 1998, and was announced in the Official 
Gazette at 1205 O.G. 3, on December 2, 1997. 

International fees were changed, effective on May 1, 1997, 
due to a change in the exchange rate of the U.S. dollar with 
regard to the Swiss franc, and were announced in the Official 
Gazette at 1197 O.G. 69, on April 22, 1997. The basic fee and 
the designation fee were further changed effective January 1, 
1998 and were announced in the Official Gazette at 1205 O.G. 
3, on December 2, 1997. A change in the maximum number 
of designation fees payable and a reduction for electronic filing, 
both with effect from January |, 1999, were announced in the 
Official Gazette at 1217 O.G. 148, on December 29, 1998. 

Certain domestic PCT fees have been changed by Public 
Law 105-358 of November 10, 1998, and were announced in 
the Official Gazette at 1217 O.G. 148, on December 29, 1998. 

The schedule of PCT fees (in U.S. dollars), as of January 
1, 1999, is as follows: 


International Application (PCT Chapter I) fees: 
Transmittal fee 
Search Fee 

U.S. Patent and Trademark Office 

(USPTO) as International Searching 

Authority (ISA) 
— No corresponding prior U.S. 
national application filed under 
35 U.S.C. 111(a) 
— Corresponding prior U.S. 
national application filed under 
35 U.S.C. 111(a) and filing fee under 
37 CFR 1.16(a) paid) 
— Supplemental search fee, per 
additional invention (payable only 
upon invitation) 

European Patent Office as ISA 

International fees 
Basic fee 
Basic supplemental fee (for each page 


$240.00 


Designation fee per country or region 
— For the first 10 national or 
regional offices designated 
— For each designation in excess of 
10 offices 

Precautionary designation fee and 
confirmation fee for each precautionary 
designation confirmed (PCT Rule 15.5) 
— Designation fee 
— Confirmation fee 


International Application (PCT Chapter II) fees 
associated with filing a Demand for 
Preliminary Examination: 


Handling fee 
Preliminary examination fee 
USPTO as International Preliminary 
Examining Authority (IPEA) 
— USPTO was ISA in PCT Chapter I 
— Additional examination fee, per 
additional invention (payable only 
upon invitation) 
— USPTO was not ISA in PCT Chapter I 
— Additional examination fee, per 
additional invention (payable only 
upon invitation) 


U.S. National Stage Fees Regular 
Basic National fee 
USPTO was IPEA 

— All claims presented satisfied 
provisions of PCT Article 
33(2) to (4) 

— All claims presented did not 
satisfy provisions of PCT 
Article 33(2) to (4) 

USPTO was ISA but not IPEA 
USPTO was neither ISA nor IPEA 

— Search report has not been 
prepared by the European 
Patent Office or the Japanese 
Patent Office 

— Search report has been 
prepared by the European 
Patent Office or the Japanese 
Patent Office 


Other National fees 

— For each independent claim in 
excess of 3 

— For each claim in excess of 20. 

— For each application containing 
a multiple dependent claim 

— Surcharge for filing oath or decla- 
ration after the time limit appli- 
cable under PCT Article 22 or 


— Processing fee for filing English 
translation after the time limit 
applicable under PCT Article 22 


Dec. 8, 1998 Q. TODD DICKINSON 
Deputy Assistant Secretary of 
Commerce and Deputy Commissioner 


of Patents and Trademarks 


Notice of Maintenance Fees Payable 


Title 37 Code of Federal Regulations (CFR), Section 
1.362(d) provides that maintenance fees may be paid without 
surcharge for the six-month period beginning 3, 7, and 11 years 
after the date of issue of patents based on applications filed 
on or after Dec. 12, 1980. An additional six-month grace 
period is provided by 35 U.S.C. 41(b) and 37 CFR 1.362(e) 
for payment of the maintenance fee with the surcharge set forth 
in 37 CFR 1.20(h), as amended effective Dec. 16, 1991. If the 
maintenance fee is not paid in the patent requiring such payment 
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the patent will expire on the 4th, 8th, or 12th anniversary of 
the grant. 


Attention is drawn to the patents which were issued on 
January 2, 1996 for which maintenance fees due at 3 years and 
six months may now be paid. The patents have patent numbers 
within the following ranges: 


Utility Patents 5,479,658 through 5,481,757 
Reissue Patents based on the above identified patents. 


Attention is drawn to the patents which were issued on 
December 31, 1991 for which maintenance fees due at 7 years 
and six months may now be paid. The patents have patent 
numbers within the following ranges: 


Utility Patents 5,075,897 through 5,077,835 
Reissue Patents based on the above identified patents. 


Attention is drawn to the patents which were issued on 
December 29, 1987 for which maintenance fees due at | 1 years 
and six months may now be paid. The patents have patent 
numbers within the following ranges: 


Utility Patents 4,715,066 through 4,716,593 
Reissue Patents based on the above identified patents. 


No maintenance fees are required for design or plant patents. 


Payments of maintenance fees in patents should be directed 
to “Commissioner of Patents and Trademarks, Box M. Fee, 
Washington, D.C. 20231.” 

For patents based on applications filed on or after Dec. 12, 
1980, but before Aug. 27, 1982, patent owners must establish 
small entity status according to 37 CFR 1.27 if they have not 
done so and if they wish to pay the small entity amount. 

The current amounts of the maintenance fees due at 3 years 
and six months, 7 years and six months, and 11 years and six 
months are set forth in 37 CFR 1.20(e)-(g), as amended Oct. 
1, 1997, which are reproduced below: 


37 CFR § 1.20 Post-issuance fees 


(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
Dec. 12, 1980, in force beyond 4 years; the fee is due by 
three years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Dec. 
12, 1980 in force beyond 8 years; the fee is due by seven 
years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For maintaining an original or reissue patent, except a design 
or plant patent, based on applications filed on or after Dec. 
12, 1980 in force beyond 12 years; the fee is due by eleven 
years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$1455.00 
$2910.00 


The amount of the surcharge for paying the maintenance fee 
during the grace period or after expiration of the patent are set 
forth in 37 CFR 1.20(h), and (i) which are reproduced below: 


(h) Surcharge for paying a maintenance fee during the 6 month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and 
six months after the date of the original grant of a patent 
based on an application filed on or after Dec. 12, 1980: 
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By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) Surcharge for accepting a maintenance fee after expiration 
of a patent for non-timely payment of a maintenance fee 
where the delay is shown to the satisfaction of the Commis- 
sioner to have been: 


(1) unavoidable 
(2) unintentional 


Notice of Expiration of Patents 
Due to Failure to Pay Maintenance Fee 


35 U.S.C. 41 and 37 CFR 1.362(g) provide that if the 
required maintenance fee and any applicable surcharge are 
not paid in a patent requiring such payment, the patent will 
expire at the end of the 4th, 8th or 12th anniversary of the 
grant of the patent depending on the first maintenance fee 
which was not paid. 

According to the records of the Office, the patents listed 
below have expired due to failure to pay the required mainte- 
nance fee and any applicable surcharge. 


PATENTS WHICH EXPIRED ON October 28, 1998 
DUE TO FAILURE TO PAY MAINTENANCE FEES 


Patent 


Application 
Number 


Number 


Issue 
Date 


4,619,003 
4,619,008 
4,619,015 
4,619,023 
4,619,027 
4,619,036 
4,619,044 
4,619,049 
4,619,057 
4,619,059 
4,619,067 
4,619,068 
4,619,072 
4,619,076 
4,619,080 
4,619,082 
4,619,083 
4,619,090 
4,619,094 
4,619,111 
4,619,112 
4,619,113 
4,619,123 
4,619,127 
4,619,141 
4,619,151 
4,619,152 
4,619,159 
4,619,160 
4,619,171 
4,619,172 
4,619,174 
4,619,182 
4,619,184 
4,619,185 
4,619,189 
4,619,195 
4,619,205 
4,619,214 
4,619,222 
4,619,224 
4,619,246 


06/801 ,329 
06/635,840 
06/657,284 
06/7 12,153 
06/704,706 
06/656,070 
06/638,903 
06/699 ,439 
06/738,338 
06/637,120 
06/724,356 
06/637,075 
06/647,935 
06/723,337 
06/708,847 
06/663,780 
06/7 12,093 
06/631,179 
06/807 ,632 
06/648,533 
06/792,689 
06/747,013 
06/69 1,541 
06/705,524 
06/783,667 
06/725,270 
06/768,999 
06/724,666 
06/7 17,548 
06/757,123 
06/75 1,862 
06/785, 103 
06/574,057 
06/8 10,549 
06/684,450 
06/697,840 
06/69 1,688 
06/59 1,560 
06/668,722 
06/706,858 
06/765,437 
06/736, 147 


10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
10/28/86 
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Patent Application Issue 4,619,649 06/605,641 10/28/86 

Number Number Date 4,619,665 06/7 10,745 10/28/86 
4,619,675 06/705 ,332 10/28/86 

4,619,247 06/592,719 10/28/86 4,619,687 06/779 ,865 10/28/86 

4,619,267 06/682,756 10/28/86 4,619,689 06/660,579 10/28/86 

4,619,270 06/600,498 10/28/86 4,619,690 06/577,531 10/28/86 

4,619,275 06/762,468 10/28/86 4,619,694 06/520,727 10/28/86 

4,619,278 06/575,265 10/28/86 4,619,697 06/769 ,935 10/28/86 

4,619,279 06/524,141 10/28/86 4,619,698 06/563 ,666 10/28/86 

4,619,281 06/741 ,544 10/28/86 4,619,702 06/610,345 10/28/86 

4,619,286 06/609,808 10/28/86 4,619,707 06/69 1,481 10/28/86 

4,619,304 06/442,307 10/28/86 4,619,712 06/589,850 10/28/86 

4,619,307 06/767 274 10/28/86 4,619,715 06/806,779 10/28/86 

4,619,313 06/660,461 10/28/86 4,619,725 06/773 ,539 10/28/86 

4,619,318 06/655,877 10/28/86 4,619,731 06/792,409 10/28/86 

4,619,321 06/505,483 10/28/86 4,619,732 06/759,085 10/28/86 

4,619,322 06/669,785 10/28/86 4,619,736 06/627,415 10/28/86 

4,619,326 06/725,077 10/28/86 4,619,738 10/28/86 

4,619,337 06/7 16,082 10/28/86 4,619,744 10/28/86 

4,619,342 06/433,829 10/28/86 4,619,749 

4,619,350 06/616,282 10/28/86 4,619,753 

4,619,355 06/763,097 10/28/86 4,619,759 

4,619,357 06/742,099 10/28/86 4,619,763 

4,619,360 06/824,313 10/28/86 4,619,768 

4,619,367 06/676,926 10/28/86 4,619,774 

4,619,375 06/704,529 10/28/86 4,619,778 

4,619,378 06/670,461 10/28/86 4,619,781 

4,619,388 06/708,286 10/28/86 4,619,782 

4,619,389 06/729,349 10/28/86 4,619,789 

4,619,396 06/650,996 10/28/86 4,619,792 

4,619,407 06/683,588 10/28/86 4,619,793 

4,619,409 06/658,701 10/28/86 4,619,795 

4,619,414 06/697,049 10/28/86 4,619,796 

4,619,419 06/703,739 10/28/86 4,619,813 

4,619,424 06/688,897 10/28/86 4,619,834 

4,619,426 06/736,854 10/28/86 4,619,846 

4,619,445 06/73 1,604 10/28/86 4,619,848 

4,619,446 06/688 ,441 10/28/86 4,619,858 

4,619,447 06/783,655 10/28/86 4,619,867 

4,619,448 06/474,438 10/28/86 4,619,873 

4,619,450 06/732,608 10/28/86 4,619,875 

4,619,455 06/672,063 10/28/86 4,619,878 

4,619,460 06/591 ,975 10/28/86 4,619,882 

4,619,463 06/756,383 10/28/86 4,619,885 

4,619,472 06/729,971 10/28/86 4,619,896 

4,619,481 06/614,270 10/28/86 4,619,897 

4,619,496 06/650,575 10/28/86 4,619,898 

4,619,500 06/818,051 10/28/86 4,619,903 

4,619,503 06/49 1,332 10/28/86 4,619,909 

4,619,504 06/528,894 10/28/86 4,619,915 

4,619,506 06/645,390 10/28/86 4,619,916 

4,619,517 06/7 13,976 10/28/86 4,619,938 

4,619,518 06/759,326 10/28/86 4,619,943 

4,619,522 06/704,826 10/28/86 4,619,948 

4,619,528 06/574, 130 10/28/86 4,619,957 

4,619,529 06/455,551 10/28/86 4,619,958 

4,619,537 06/737, 187 10/28/86 4,619,963 

4,619,540 06/632,891 10/28/86 4,619,964 

4,619,541 06/740,844 10/28/86 4,619,965 

4,619,542 06/7 12,707 10/28/86 4,619,966 

4,619,545 06/800,364 10/28/86 4,619,967 

4,619,553 06/726,519 10/28/86 4,619,974 

4,619,558 06/763,816 10/28/86 4,619,976 

4,619,564 06/744,029 10/28/86 4,619,983 

4,619,570 06/598,925 10/28/86 4,619,987 

4,619,576 06/770,319 10/28/86 4,619,998 

4,619,593 06/307 387 10/28/86 4,619,999 06/466,755 

4,619,594 06/732,940 10/28/86 4,620,013 06/744,584 

4,619,597 06/584,691 10/28/86 4,620,014 06/536,994 

4,619,601 06/765 ,263 10/28/86 4,620,023 06/524,009 

4,619,604 06/757,755 10/28/86 4,620,027 06/684,766 

4,619,607 06/770,659 10/28/86 4,620,030 06/663,847 

4,619,616 06/743,900 10/28/86 4,620,037 06/539,743 

4,619,619 06/735,758 10/28/86 4,620,042 06/709 ,435 

4,619,620 06/7 13,696 10/28/86 4,620,055 06/785,031 

4,619,622 06/541 ,780 10/28/86 4,620,057 06/742,339 

4,619,630 06/782,792 10/28/86 4,620,079 06/783,735 

4,619,636 06/694,672 10/28/86 4,620,080 06/748,421 

4,619,647 06/766,012 10/28/86 4,620,085 06/638,614 
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Patent Application Issue 4,964,346 07/456,537 10/23/90 
Number Number Date 4,964,351 07/415,501 10/23/90 
4,964,354 07/516,185 10/23/90 

4,620,098 06/636,592 10/28/86 4,964,356 07/373,539 10/23/90 
4,620,103 06/676,923 10/28/86 4,964,359 07/288,226 10/23/90 
4,620,110 06/755,115 10/28/86 4,964,362 07/283,785 10/23/90 
4,620,137 06/515,253 10/28/86 4,964,365 07/357,974 10/23/90 
4,620,140 06/732,719 10/28/86 4,964,371 07/333,018 10/23/90 
4,620,142 06/723,953 10/28/86 4,964,374 07/336,067 10/23/90 
4,620,144 06/734,099 10/28/86 4,964,375 07/280,856 10/23/90 
4,620,174 06/7 18,052 10/28/86 4,964,384 07/400,949 10/23/90 
4,620,176 06/654,379 10/28/86 4,964,398 07/182,390 10/23/90 
4,620,185 06/72 1,097 10/28/86 4,964,399 07/260,007 10/23/90 
4,620,187 06/680,621 10/28/86 4,964,417 07/324,430 10/23/90 
4,620,192 06/537,475 10/28/86 4,964,424 07/335,756 10/23/90 
4,620,198 06/799,993 10/28/86 4,964,426 07/250,690 10/23/90 
4,620,199 06/650,078 10/28/86 4,964,429 07/173,123 10/23/90 
4,620,206 06/578,574 10/28/86 4,964,437 07/451,103 10/23/90 
4,620,210 06/642,135 10/28/86 4,964,438 07/415,969 10/23/90 
4,620,220 06/508 ,593 10/28/86 4,964,441 07/393,892 10/23/90 
4,620,234 06/637 ,808 10/28/86 4,964,453 07/404,289 10/23/90 
4,620,243 06/770,455 10/28/86 4,964,458 07/161,880 10/23/90 
4,620,247 06/741,171 10/28/86 4,964,460 07/401,454 10/23/90 
4,620,253 06/517,987 10/28/86 4,964,461 07/431,419 10/23/90 
4,620,275 06/622,451 10/28/86 4,964,463 07/422,199 10/23/90 
4,620,280 06/518,570 10/28/86 4,964,464 07/429,518 10/23/90 
4,620,284 06/566,842 10/28/86 4,964,466 07/390,213 10/23/90 
4,620,285 06/603,471 10/28/86 4,964,469 07/483,319 10/23/90 
4,620,286 06/57 1,027 10/28/86 4,964,474 07/370,221 10/23/90 
4,620,289 06/583 ,074 10/28/86 4,964,475 07/300,058 10/23/90 
4,620,295 06/586,594 10/28/86 4,964,476 07/421,527 10/23/90 
4,620,297 06/646,87 1 10/28/86 4,964,478 07/448,501 10/23/90 
4,620,302 06/568,834 10/28/86 4,964,491 07/380,950 10/23/90 
4,620,314 06/592,663 10/28/86 4,964,492 07/314,859 10/23/90 
4,620,315 06/698 ,307 10/28/86 4,964,499 07/331,868 10/23/90 
4,964,500 07/387,812 10/23/90 

4,964,508 07/427,237 10/23/90 

4,964,515 07/424,054 10/23/90 

PATENTS WHICH EXPIRED ON October 23, 1998 4,964,529 07/373,750 10/23/90 
DUE TO FAILURE TO PAY MAINTENANCE FEES 4,964,532 06/775,994 10/23/90 
4,964,533 06/7 13,328 10/23/90 

4,964,174 07/304, 180 10/23/90 4,964,534 07/210,862 10/23/90 
4,964,177 07/227,724 10/23/90 4,964,538 07/473,898 10/23/90 
4,964,179 07/407,109 10/23/90 4,964,541 07/329,763 10/23/90 
4,964,194 07/469,750 10/23/90 4,964,543 07/244,151 10/23/90 
4,964,197 07/340,068 10/23/90 4,964,546 07/425,348 10/23/90 
4,964,202 07/344,261 10/23/90 4,964,551 07/329,479 10/23/90 
4,964,207 07/385,837 10/23/90 4,964,556 07/407 ,004 10/23/90 
4,964,210 07/490,296 10/23/90 4,964,557 07/345,378 10/23/90 
4,964,213 07/241,412 10/23/90 4,964,562 07/371,897 10/23/90 
4,964,219 07/306,061 10/23/90 4,964,566 07/390,651 10/23/90 
4,964,220 07/331,727 10/23/90 4,964,568 07/439,760 10/23/90 
4,964,224 07/381,473 10/23/90 4,964,570 07/440,692 10/23/90 
4,964,229 07/306,01 1 10/23/90 4,964,576 07/392,701 10/23/90 
4,964,230 07/359 ,392 10/23/90 4,964,577 07/376,670 10/23/90 
4,964,231 07/205,414 10/23/90 4,964,578 07/278,801 10/23/90 
4,964,232 07/400,725 10/23/90 4,964,579 07/323,918 10/23/90 
4,964,234 07/374,872 10/23/90 4,964,586 07/431,160 10/23/90 
4,964,238 07/342,141 10/23/90 4,964,591 07/338,276 10/23/90 
4,964,240 07/209,468 10/23/90 4,964,592 07/429,853 10/23/90 
4,964,244 06/937 ,068 10/23/90 4,964,595 07/329 ,663 10/23/90 
4,964,247 07/326,228 10/23/90 4,964,597 07/323,751 10/23/90 
4,964,248 07/470,326 10/23/90 4,964,598 07/285,918 10/23/90 
4,964,249 07/408 ,373 10/23/90 4,964,605 07/407,872 10/23/90 
4,964,254 06/748,68 1 10/23/90 4,964,608 07/308,650 10/23/90 
4,964,278 07/318,828 10/23/90 4,964,619 07/452,797 10/23/90 
4,964,289 07/451,807 10/23/90 4,964,620 07/382,290 10/23/90 
4,964,296 07/413,577 10/23/90 4,964,622 07/390,902 10/23/90 
4,964,297 07/416,046 10/23/90 4,964,627 07/301 ,905 10/23/90 
4,964,299 07/219,230 10/23/90 4,964,628 07/375,210 10/23/90 
4,964,303 07/271,265 10/23/90 4,964,631 07/413,091 10/23/90 
4,964,308 07/304,441 10/23/90 4,964,632 07/403 ,404 10/23/90 
4,964,315 06/657 ,435 10/23/90 4,964,634 07/339,383 10/23/90 
4,964,322 07/092,807 10/23/90 4,964,635 07/337,899 10/23/90 
4,964,323 07/415,993 10/23/90 4,964,639 06/578,421 10/23/90 
4,964,331 07/291,737 10/23/90 4,964,643 07/388,861 10/23/90 
4,964,335 07/374,967 10/23/90 4,964,651 07/351,965 10/23/90 
4,964,337 06/736,360 10/23/90 4,964,652 07/371,327 10/23/90 
4,964,341 07/396,178 10/23/90 4,964,656 07/182,383 10/23/90 
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Patent Application Issue 4,965,055 07/499,843 10/23/90 
Number Number Date 4,965,059 07/356,472 10/23/90 

4,965,061 07/302,979 10/23/90 
4,964,657 07/347,106 10/23/90 4,965,064 07/285,106 10/23/90 
4,964,661 07/373,768 10/23/90 4,965,069 07/052,518 10/23/90 
4,964,666 07/266,125 10/23/90 4,965,086 07/140,690 10/23/90 
4,964,668 07/400,718 10/23/90 4,965,088 07/331 ,327 10/23/90 
4,964,670 07/384,969 10/23/90 4,965,090 07/293,168 10/23/90 
4,964,675 07/392,551 10/23/90 4,965,117 07/315,072 10/23/90 
4,964,679 07/314,019 10/23/90 4,965,126 07/349,488 10/23/90 
4,964,681 07/383,775 10/23/90 4,965,137 07/246,427 10/23/90 
4,964,682 07/419,024 10/23/90 4,965,139 07/486,655 10/23/90 
4,964,704 07/395,153 10/23/90 4,965,150 07/241 ,853 10/23/90 
4,964,705 07/267,965 10/23/90 4,965,160 07/412,567 10/23/90 
4,964,719 07/392,011 10/23/90 4,965,177 07/388,412 10/23/90 
4,964,722 07/237,035 10/23/90 4,965,189 06/880,857 10/23/90 
4,964,723 06/901 ,041 10/23/90 4,965,194 07/087 ,086 10/23/90 
4,964,730 07/212,163 10/23/90 4,965,203 07/365,470 10/23/90 
4,964,737 07/324,929 10/23/90 4,965,217 07/337,802 10/23/90 
4,964,738 07/271,202 10/23/90 4,965,222 07/416,182 10/23/90 
4,964,739 07/334,697 10/23/90 4,965,228 07/391 ,356 10/23/90 
4,964,740 07/326,978 10/23/90 4,965,230 07/317,720 10/23/90 
4,964,743 07/280,485 10/23/90 4,965,234 07/319,138 10/23/90 
4,964,748 07/360,306 10/23/90 4,965,244 07/246,100 10/23/90 
4,964,749 07/341 ,934 10/23/90 4,965,247 07/215,288 10/23/90 
4,964,751 07/179,082 10/23/90 4,965,249 07/249,634 10/23/90 
4,964,760 07/441,192 10/23/90 4,965,250 07/148,027 10/23/90 
4,964,764 07/431 ,242 10/23/90 4,965,253 07/108,068 10/23/90 
4,964,777 07/180,360 10/23/90 4,965,254 06/9 11,587 10/23/90 
4,964,782 07/398, 145 10/23/90 4,965,255 06/938,212 10/23/90 
4,964,784 07/077,172 10/23/90 4,965,256 06/938,675 10/23/90 
4,964,796 07/468,904 10/23/90 4,965,257 07/384,067 10/23/90 
4,964,801 07/425,513 10/23/90 4,965,260 07/153,377 10/23/90 
4,964,804 07/337,010 10/23/90 4,965,264 07/320,267 10/23/90 
4,964,805 07/460,437 10/23/90 4,965,266 07/296,083 10/23/90 
4,964,807 07/432,152 10/23/90 4,965,267 07/395,992 10/23/90 
4,964,810 07/457,624 10/23/90 4,965,272 07/218,986 10/23/90 
4,964,814 07/343,113 10/23/90 4,965,274 07/329,317 10/23/90 
4,964,820 07/429,034 10/23/90 4,965,285 07/399,713 10/23/90 
4,964,823 07/303,568 10/23/90 4,965,290 07/314,051 10/23/90 
4,964,835 07/440,610 10/23/90 4,965,291 07/331,342 10/23/90 
4,964,837 07/312,063 10/23/90 4,965,294 07/347,633 10/23/90 
4,964,846 07/273,539 10/23/90 4,965,298 07/232,726 10/23/90 
4,964,853 07/415,345 10/23/90 4,965,299 07/413,208 10/23/90 
4,964,874 07/258,738 10/23/90 4,965,300 07/443,041 10/23/90 
4,964,882 07/147,749 10/23/90 4,965,305 07/278,911 10/23/90 
4,964,885 07/393,738 10/23/90 4,965,306 07/307,655 10/23/90 
4,964,897 07/345,511 10/23/90 4,965,321 07/225,289 10/23/90 
4,964,904 07/345,518 10/23/90 4,965,325 07/505,343 10/23/90 
4,964,912 07/369,620 10/23/90 4,965,326 07/410,460 10/23/90 
4,964,914 07/230,855 10/23/90 4,965,328 07/394,455 10/23/90 
4,964,916 07/497,948 10/23/90 4,965,329 07/297,804 10/23/90 
4,964,921 07/350,914 10/23/90 4,965,333 07/286,735 10/23/90 
4,964,922 07/382,366 10/23/90 4,965,334 07/229,698 10/23/90 
4,964,928 07/406,448 10/23/90 4,965,335 07/325,749 10/23/90 
4,964,930 07/336,501 10/23/90 4,965,336 07/116,592 10/23/90 
4,964,936 07/255,447 10/23/90 4,965,338 07/39 1,005 10/23/90 
4,964,956 07/206,230 10/23/90 4,965,342 07/419,262 10/23/90 
4,964,957 07/280,337 10/23/90 4,965,348 07/354,956 10/23/90 
4,964,962 07/416,406 10/23/90 4,965,355 07/314,025 10/23/90 
4,964,966 07/316,259 10/23/90 4,965,357 07/082,899 10/23/90 
4,964,974 07/438,274 10/23/90 4,965,359 07/409,743 10/23/90 
4,965,001 07/346, 102 10/23/90 4,965,361 07/315,674 10/23/90 
4,965,003 07/342,137 10/23/90 4,965,371 07/357,027 10/23/90 
4,965,005 07/242,832 10/23/90 4,965,372 07/374,200 10/23/90 
4,965,006 07/305,036 10/23/90 4,965,373 07/268,115 10/23/90 
4,965,009 07/343,664 10/23/90 4,965,375 07/401 ,399 10/23/90 
4,965,022 07/465,409 10/23/90 4,965,378 07/370,925 10/23/90 
4,965,029 07/150,642 10/23/90 4,965,382 07/466,764 10/23/90 
4,965,030 07/363,603 10/23/90 4,965,385 07/180,489 10/23/90 
4,965,031 07/315,061 10/23/90 4,965,387 07/497,165 10/23/90 
4,965,032 07/407,759 10/23/90 4,965,389 07/162,536 10/23/90 
4,965,037 07/380,888 10/23/90 4,965,390 07/474,422 10/23/90 
4,965,038 07/407,593 10/23/90 4,965,396 07/321,971 10/23/90 
4,965,039 07/239,881 10/23/90 4,965,397 07/298,921 10/23/90 
4,965,040 07/337,506 10/23/90 4,965,398 07/386,480 10/23/90 
4,965,042 07/474,156 10/23/90 4,965,406 07/384,065 10/23/90 
4,965,045 07/288,005 10/23/90 4,965,410 07/307,391 10/23/90 
4,965,052 07/116,191 10/23/90 4,965,411 07/369 ,409 10/23/90 
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Patent Application Issue 4,965,871 07/213,252 10/23/90 
Number Number Date 4,965,873 07/334,766 10/23/90 
4,965,874 07/165,924 10/23/90 
4,965,432 07/376,638 10/23/90 4,965,877 07/336,651 10/23/90 
4,965,434 07/332,904 10/23/90 4,965,879 07/257,474 10/23/90 
4,965,436 06/803,524 10/23/90 
4,965,439 07/245,860 10/23/90 
4,965,441 07/302,479 10/23/90 
4,965,442 07/433,577 10/23/90 PATENTS WHICH EXPIRED ON October 25, 1998 
4,965,447 07/225,410 10/23/90 DUE TO FAILURE TO PAY MAINTENANCE FEES 
4,965,450 07/276,821 10/23/90 
4,965,453 07/097,831 10/23/90 5,357,636 07/906,829 10/25/94 
4,965,462 07/090,935 10/23/90 5,357,638 08/200,580 10/25/94 
4,965,467 07/324,375 10/23/90 5,357,640 08/155,571 10/25/94 
4,965,486 07/263,026 10/23/90 5,357,642 08/093,889 10/25/94 
4,965,487 07/322,746 10/23/90 5,357,646 08/07 1,854 10/25/94 
4,965,493 07/251 ,628 10/23/90 5,357,649 08/053,408 10/25/94 
4,965,503 07/328,013 10/23/90 5,357,656 08/131,370 10/25/94 
4,965,504 07/406,516 10/23/90 5,357,660 08/045,882 10/25/94 
4,965,508 07/327,528 10/23/90 5,357,677 08/127,168 10/25/94 
4,965,517 07/396,593 10/23/90 5,357,678 08/194,428 10/25/94 
4,965,520 07/284,419 10/23/90 5,357,679 08/136,170 10/25/94 
4,965,530 07/413,553 10/23/90 5,357,683 07/975,448 10/25/94 
4,965,538 07/313,640 10/23/90 5,357,686 07/956,484 10/25/94 
4,965,545 07/391 ,427 10/23/90 5,357,690 08/1 13,349 10/25/94 
4,965,550 07/429,114 10/23/90 5,357,697 08/194,395 10/25/94 
4,965,554 07/457,714 10/23/90 5,357,698 08/145, 108 10/25/94 
4,965,560 07/272,630 10/23/90 5,357,703 08/002,852 10/25/94 
4,965,562 07/191,297 10/23/90 5,357,708 08/103,586 10/25/94 
4,965,572 07/204,865 10/23/90 5,357,709 08/058,413 10/25/94 
4,965,573 07/252,732 10/23/90 5,357,712 08/055,184 10/25/94 
4,965,579 07/276,700 10/23/90 5,357,719 08/047,999 10/25/94 
4,965,584 07/325,586 10/23/90 5,357,720 08/093,776 10/25/94 
4,965,585 07/321,420 10/23/90 5,357,721 08/171,497 10/25/94 
4,965,590 07/284,536 10/23/90 5,357,728 07/768,880 10/25/94 
4,965,604 07/266,429 10/23/90 5,357,730 08/07 1,397 10/25/94 
4,965,633 07/233,448 10/23/90 5,357,732 08/064,615 10/25/94 
4,965,635 07/365,332 10/23/90 5,357,736 07/904,790 10/25/94 
4,965,636 07/352,238 10/23/90 5,357,739 08/087,579 10/25/94 
4,965,648 07/215,967 10/23/90 5,357,740 08/064,761 10/25/94 
4,965,660 07/364,537 10/23/90 5,357,742 08/ 180,396 10/25/94 
4,965,666 07/276,185 10/23/90 5,357,752 08/108,205 10/25/94 
4,965,667 07/281,294 10/23/90 5,357,756 08/125,277 10/25/94 
4,965,677 07/305,313 10/23/90 5,357,763 08/2 10,680 10/25/94 
4,965,685 07/359,385 10/23/90 5,357,764 07/967,035 10/25/94 
4,965,689 07/366,642 10/23/90 5,357,773 08/159,951 10/25/94 
4,965,691 07/270,005 10/23/90 5,357,785 08/072,980 10/25/94 
4,965,695 07/197,046 10/23/90 5,357,786 08/101,871 10/25/94 
4,965,702 07/368,48 1 10/23/90 5,357,798 08/006,841 10/25/94 
4,965,705 07/495,397 10/23/90 5,357,813 07/958,078 10/25/94 
4,965,706 07/380,501 10/23/90 5,357,825 08/150,568 10/25/94 
4,965,708 07/241,049 10/23/90 5,357,832 08/148,549 10/25/94 
4,965,711 07/501 ,399 10/23/90 5,357,843 08/033,770 10/25/94 
4,965,712 07/226,340 10/23/90 5,357,852 07/892,231 10/25/94 
4,965,718 07/250,673 10/23/90 5,357,865 07/840,007 10/25/94 
4,965,719 07/155,674 10/23/90 5,357,868 08/176,498 10/25/94 
4,965,720 07/393,046 10/23/90 5,357,873 07/9 16,695 10/25/94 
4,965,727 06/649,995 10/23/90 = 5,357,877 08/03 1,962 10/25/94 
4,965,730 07/260,392 10/23/90 5,357,878 08/034,761 10/25/94 
4,965,746 07/286,819 10/23/90 5,357,880 08/158,747 10/25/94 
4,965,763 07/308,955 10/23/90 5,357,884 07/954,035 10/25/94 
4,965,781 06/495,930 10/23/90 5,357,885 08/08 1,134 10/25/94 
4,965,784 07/200,095 10/23/90 5,357,893 08/130,405 10/25/94 
4,965,785 07/217,933 10/23/90 5,357,896 08/151,143 10/25/94 
4,965,786 07/327,225 10/23/90 5,357,903 08/033,007 10/25/94 
4,965,806 07/366,398 10/23/90 5,357,904 07/948,308 10/25/94 
4,965,807 07/350,622 10/23/90 5,357,905 08/058,569 10/25/94 
4,965,813 07/408,336 10/23/90 5,357,906 08/1 16,850 10/25/94 
4,965,815 07/369,568 10/23/90 5,357,914 08/110,968 10/25/94 
4,965,820 07/265,648 10/23/90 5,357,918 08/1 16,756 10/25/94 
4,965,822 07/335,239 10/23/90 5,357,923 07/955,885 10/25/94 
4,965,826 07/288,060 10/23/90 = 5,357,927 08/005,983 10/25/94 
4,965,834 07/328,651 10/23/90 5,357,938 08/ 160,362 10/25/94 
4,965,852 07/125,233 10/23/90 5,357,941 08/062, 180 10/25/94 
4,965,853 07/414,805 10/23/90 5,357,945 08/032,310 10/25/94 
4,965,855 07/265,214 10/23/90 = 5,357,949 07/988,272 10/25/94 
4,965,857 07/412,406 10/23/90 5,357,960 07/761,848 10/25/94 
4,965,861 07/258,725 10/23/90 5,357,962 07/826,507 10/25/94 
4,965,867 07/234,874 10/23/90 5,357,965 08/158,071 10/25/94 
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Patent Application Issue 5,358,289 07/850,744 10/25/94 
Number Number Date 5,358,293 08/1 10,980 10/25/94 

5,358,294 08/036,720 10/25/94 
5,357,980 07/951 ,566 10/25/94 5,358,295 08/2 10,745 10/25/94 
5,357,981 08/088, 134 10/25/94 5,358,297 08/148,949 10/25/94 
5,357,982 07/982,387 10/25/94 5,358,301 08/156,111 10/25/94 
5,357,989 07/920,488 10/25/94 5,358,302 08/1 12,020 10/25/94 
5,357,992 08/082,221 10/25/94 5,358,305 07/718,929 10/25/94 
5,357,994 08/233,881 10/25/94 5,358,309 07/982,720 10/25/94 
5,357,995 08/032,871 10/25/94 5,358,310 07/946,398 10/25/94 
5,357,998 07/983,540 10/25/94 5,358,316 08/219,010 10/25/94 
5,358,014 07/941 ,426 10/25/94 5,358,321 08/000,256 10/25/94 
5,358,015 08/ 149,729 10/25/94 5,358,324 08/004,850 10/25/94 
5,358,016 07/917,147 10/25/94 5,358,325 07/884,580 10/25/94 
5,358,017 08/054,438 10/25/94 5,358,330 08/127,160 10/25/94 
5,358,018 08/134,553 10/25/94 5,358,331 08/080,558 10/25/94 
5,358,042 08/044,320 10/25/94 = 5,358,339 08/ 180,467 10/25/94 
5,358,047 08/070,630 10/25/94 5,358,344 08/093,042 10/25/94 
5,358,057 08/158,231 10/25/94 5,358,349 08/147,157 10/25/94 
5,358,067 08/ 122,029 10/25/94 = 5,358,352 07/978,953 10/25/94 
5,358,068 07/969,006 10/25/94 5,358,354 08/032,896 10/25/94 
5,358,070 08/148,389 10/25/94 5,358,359 08/054,307 10/25/94 
5,358,071 08/090,743 10/25/94 . 08/060, 184 10/25/94 
5,358,073 08/024,088 10/25/94 : 08/1 16,909 10/25/94 
5,358,081 08/077,773 10/25/94 08/101,757 10/25/94 
5,358,082 08/149,918 10/25/94 . 08/057,836 10/25/94 
5,358,083 08/153,634 10/25/94 . 08/094,804 10/25/94 
5,358,085 07/796,994 10/25/94 08/094,069 10/25/94 
5,358,087 08/016,760 10/25/94 / 08/042,233 10/25/94 
5,358,090 08/214,360 10/25/94 358, 08/066,085 10/25/94 
5,358,091 08/084, 163 10/25/94 358, 07/902,832 10/25/94 
5,358,093 08/168,862 10/25/94 , 08/103,080 10/25/94 
5,358,094 08/242,283 10/25/94 A 07/963,766 10/25/94 
5,358,095 08/110,391 10/25/94 / 07/959,385 10/25/94 
5,358,099 08/101,238 10/25/94 : 08/018,502 10/25/94 
5,358,100 08/002,476 10/25/94 358, 08/113,584 10/25/94 
5,358,106 08/093 ,466 10/25/94 , 08/104,713 10/25/94 
5,358,108 08/186,993 10/25/94 358, 08/156,883 10/25/94 
5,358,111 08/105,126 10/25/94 358, 07/985,594 10/25/94 
5,358,121 08/240,080 10/25/94 358, 08/145,534 10/25/94 
5,358,125 08/009,537 10/25/94 358, 07/952,595 10/25/94 
5,358,131 08/061 ,829 10/25/94 t 07/868,414 10/25/94 
5,358,132 08/200,730 10/25/94 358, 08/179,948 10/25/94 
5,358,136 08/144,409 10/25/94 ° 08/08 1,580 10/25/94 
5,358,140 08/188,728 10/25/94 07/990,908 10/25/94 
5,358,144 08/130,731 10/25/94 358, 07/671,877 10/25/94 
5,358,155 08/017,869 10/25/94 08/008,823 10/25/94 
5,358,158 08/ 143,653 10/25/94 358, 07/861 ,522 10/25/94 
5,358,159 08/073,454 10/25/94 358, 07/998,184 10/25/94 
5,358,166 08/043,908 10/25/94 338, 08/027,000 10/25/94 
5,358,174 08/189,915 10/25/94 . 07/900,059 10/25/94 
5,358,178 08/ 100,257 10/25/94 3 08/057,914 10/25/94 
5,358,182 08/075,095 10/25/94 358, 07/968,179 10/25/94 
5,358,185 08/159,431 10/25/94 . 08/171,703 10/25/94 
5,358,194 08/ 183,630 10/25/94 358, 08/180,278 10/25/94 
5,358,196 07/836,374 10/25/94 358, 08/088,059 10/25/94 
5,358,197 07/878,204 10/25/94 358, 08/063, 196 10/25/94 
5,358,204 08/ 130,869 10/25/94 358, 08/063,204 10/25/94 
5,358,205 08/046,815 10/25/94 ‘ 08/086,297 10/25/94 
5,358,206 08/118,020 10/25/94 . 08/018,741 10/25/94 
5,358,208 07/993,237 10/25/94 é 08/067,591 10/25/94 
5,358,223 08/139,111 10/25/94 358, 08/093,645 10/25/94 
5,358,237 08/212,846 10/25/94 x 08/132,519 10/25/94 
5,358,239 08/225,089 10/25/94 ° 08/ 103,997 10/25/94 
5,358,242 08/150,977 10/25/94 y 07/953,520 10/25/94 
5,358,243 08/ 128,361 10/25/94 , 07/840,297 10/25/94 
5,358,249 08/085,727 10/25/94 358, 08/1 16,772 10/25/94 
5,358,250 08/179,325 10/25/94 08/007,214 10/25/94 
5,358,251 08/ 123,813 10/25/94 338, 08/078, 144 10/25/94 
5,358,253 07/980,699 10/25/94 . 08/006,594 10/25/94 
5,358,254 08/ 142,039 10/25/94 ’ 08/068,045 10/25/94 
5,358,255 08/173,204 10/25/94 ’ 07/969,543 10/25/94 
5,358,261 08/ 166,992 10/25/94 : 08/062,744 10/25/94 
5,358,263 08/054, 169 10/25/94 z 08/150,518 10/25/94 
5,358,264 07/844,204 10/25/94 07/609 ,630 10/25/94 
5,358,267 08/155,427 10/25/94 07/915,294 10/25/94 
5,358,278 08/174,803 10/25/94 07/748,123 10/25/94 
5,358,283 08/078,921 10/25/94 07/899 ,852 10/25/94 
5,358,284 08/001 ,762 10/25/94 = 5,358,675 07/882,465 10/25/94 
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Patent icati Issue 5,359,098 08/151,825 

Number 5,359,115 07/943,805 

5,359,119 08/194,411 

5,358,679 5,359,121 08/182,366 

5,359,123 08/037 ,823 

5,359,126 08/192,518 
5,359,127 
5,359,149 
5,359,152 
5,359,155 
5,359,158 
5,359,166 
5,359,168 
5,359,176 
5,359,196 
5,359,199 
5,359,227 
5,359,248 
5,359,263 
5,359,274 

5,359,282 07/910,143 

5,359,283 08/039,577 

5,359,285 07/914,556 

08/143,804 

08/125,610 

07/951,813 

06/247,S78 

07/796,704 

07/953,374 

07/671 ,083 

08/012,291 

07/842,428 

08/042,150 


10/25/94 
10/25/94 \ 
10/25/94 = 5,359,726 


Patents Reinstated Due to the Acceptance of a 
Late Maintenance Fee From 10/3098 
Patent Nuniber Serial Number Filing Date 


4,386,584 06/411,891 08/26/82 
4,498,995 06/510,413 07/01/83 
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Patent Number 


5,128,907 
5,131,535 
5,143,212 
5,159,697 
5,202,010 
5,274,381 
5,275,595 
5,296,572 


Serial Number 


07/682,633 
07/666,559 
07/680,67 1 
07/629,528 
07/751 ,307 
07/955,165 
07/908,416 
07/693,960 


Reissue Applications Filed 


Notice under 37 CFR 1.11(b). The reissue applications listed below 
are open to inspection by the general public in the indicated Examining 
Groups and copies may be obtained by paying the fee therefor (37 CFR 
1.12(b)). 


D374,558, Re. S.N. 29/095,204, Oct. 15, 1998, Cl. DO6/ 
333, FRAME FOR AN INFANT CAR SEAT, James M. Kain, 
Owner of Record: Bank of America National Trust & Savings 
Association, San Francisco, Calif., Attorney or Agent: Christo- 
pher B. Fagan, Ex. Gp.: 2903 


4,911,843, Re. S.N. 09/198,506, Nov. 24, 1998, Cl. 210/610, 
PROCESS FOR REMOVAL OF DISSOLVED HYDROGEN 
SULFIDE AND REDUCTION OF SEWAGE BED IN SEWER 
OR OTHER WASTE SYSTEMS, David J. Hunniford & H. 
Forbes Davis, Owner of Record: Davis Water & Waste Indus- 
tries, Inc., Tallevast, Fla., Attomey or Agent: Michael J. 
Keenan, Nixon & Vanderhye, Arlington, Va. 22201-4714, Ex. 
Gp.: 1306 


5,405,942, Re. S.N. 08/837,009, Apr. 11, 1997, Cl. 536/23.1, 
PREPRO INSULIN-LIKE GROWTH FACTORS I AND II, 
Graeme I. Bell, Owner of Record: Chiron Corp., Menlo Park, 
Calif., Attomey or Agent: Francis A. Paintin, Ex. Gp.: 1804 


5,483,616, Re. S.N. 09/004,678, Jan. 8, 1998, Cl. 392/406, 
HUMIDIFIER TANK WITH IMPROVED HANDLE, Berard 
Chiu, et. al., Owner of Record: Duracraft Corp., Whitinsville, 
Mass., Attorney or Agent: Michael S. Marcus, Ex. Gp.: 2106 


5,496,053, Re. S.N. 09/190,179, Nov. 12, 1998, Cl. 280/ 
609, SKI INCLUDING SIDES AND AN UPPER SHELL, 
Roger Abondance, et. at., Owner of Record: Skis Rossignol, 
S.A., Voiron, France, Attomey or Agent: Paul T. Bowen, Ex. 
Gp.: 2751 


5,527,384, Re. S.N. 09/190,109, Nov. 12, 1998, Cl. 106/ 
018, PRESERVATIVES FOR WOOD AND OTHER CELLU- 
LOSIC MATERIALS, Gareth Williams, et. al., Owner of 
Record: Inventors, Attorney or Agent: Bruce D. Gray, Ex. 
Gp.: 1616 


5,571,335, Re. S.N. 09/186,240, Nov. 5, 1998, Cl. 134, 
METHOD FOR REMOVAL OF SURFACE COATINGS, 
DANIEL L. LLOYD, Owner of Record: Cold Jet, Inc., Ohio, 
Attorney or Agent: Rustan J. Hill, Ex. Gp.: 1313 


5,572,232, Re. S.N. 09/186,789, Nov. 4, 1998, Cl. 345/115, 
METHOD AND APPARATUS FOR DISPLAYING AN 
IMAGE USING SUBSYSTEM INTERROGATION, Rohan 
G. Coelho, et. al., Owner of Record: Jnventors, Attorney or 
Agent: John P. Ward, Ex. Gp.: 2774 


5,572,348, Re. S.N. 09/189,939, Nov. 4, 1998, Cl. 359/125, 
UNIVERSAL DEMARCATION POINT, Jeffrey A. Carlson, 
et. al., Owner of Record: Inventors, Attorney or Agent: Jordan 
A. Sigale, Ex. Gp.: 2733 


5,573,094, Re. S.N. 09/189,496, Nov. 10, 1998, Cl. 192/ 
045, COMBINATION BEARING/FREEWHEEL CLUTCH, 
John E. Roberts, Owner of Record: GTE Service Corp., Irving, 
Tex., Attorney or Agent: Floyd E. Anderson, Ex. Gp.: 3622 


U.S. PATENT AND TRADEMARK OFFICE 


Filing Date 


04/09/91 
03/07/91 
04/03/91 
12/18/90 
08/28/91 
10/01/92 
07/06/92 
04/29/91 
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Issue Date Granted Date 
07/07/92 
07/21/92 
09/01/92 
10/27/92 
04/13/93 
12/28/93 
01/04/94 
03/22/94 


10/30/98 
11/02/98 
11/02/98 
10/30/98 
10/30/98 
10/30/98 
11/05/98 
11/02/98 


5,574,168, Re. S.N. 09/190,153, Nov. 12, 1998, Cl. 548/ 
360.5, 1-SUBSTITUTED BENZYL)-3(SUBSTITUTED 
ARYL)-CONDENSED PYRAZOLE DERIVATIVES AND 
PROCESSES OF MAKING THE SAME, Sheng-Chu Kuo, et. 
al., Owner of Record: Yung Shin Pharm. Ind. Co., Ltd., Tai- 
chung, Taiwan, Attorney or Agent: Fei-Fei Chao, Ex. Gp.: 
1201 


5,574,274, Re. S.N. 09/189,921, Nov. 11, 1998, Cl. 250/ 
208.1, TRANSMISSIVE/REFLECTIVE OPTICAL SCAN- 
NING APPARATUS, John S. Rubley, et. al., Owner of Record: 
Microtek International, Inc., Hsinchu, Taiwan, Attorney or 
Agent: Jon E. Hokanson, Ex. Gp.: 2509 


5,574,538, Re. S.N. 09/189,631, Nov. 10, 1998, Cl. 355/200, 
METHOD AND APPARATUS FOR REMOVING IMAGE 
FORMING SUBSTANCE FROM IMAGE HOLDING 
MEMBER FORMING PROCESSING SITUATION MARK, 
Yasuhiro Takahashi, et. al.. Owner of Record: /nventors, 
Attomey or Agent: Robert T. Pous, Ex. Gp.: 2852 


5,574,915, Re. S.N. 09/191,264, Nov. 12, 1998, Cl. 395/700, 
OBJECT-ORIENTED BOOTING FRAMEWORK, Steven P. 
Lemon, et. al., Owner of Record: Inventors, Attorney or Agent: 
James A. Ward, Ex. Gp.: 2755 


5,575,185, Re. S.N. 09/197,308, Nov. 19, 1998, Cl. 076/ 
107, METHOD OF MAKING ROTARY CUTTING DIES, 
William H. Cox , et. al., Owner of Record: Atlantic Eagle, 
Inc., Farmington Hills, Mich., Attorney or Agent: David S. 
Stallard, Wood Heron & Evans, Cincinnati, Ohio, Ex. Gp.: 
3204 


5,583,114, Re. S.N. 09/185,732, Nov. 4, 1998, Cl. 514/021, 
ADHESIVE SEALANT COMPOSITION, Thomas H. Bar- 
rows, et. al., Owner of Record: Minnesota Mining and Manufac- 
turing Co., Saint Paul, Minn., Attorney or Agent: John J. Gagel, 
Ex. Gp.: 1654 


5,687,939, Re. S.N. 09/172,193, Oct. 13, 1998, Cl. 248, 
DUAL DISPLAY SYSTEM, Jerry Moscovitch, Owner of 
Record: Inventor, Attorney or Agent: Mark D. Elchuk, Ex. 
Gp.: 3632 


5,694,081, Re. S.N. 09/192,160, Nov. 13, 1998, Cl. 330/69, 
SIGNAL CONDITIONING APPARATUS, David Fiori Jr., 
Owner of Record: /nventor, Attorney or Agent: Paul D. Ack- 
erman, Ex. Gp.: 2817 


5,773,681, Re. S.N. 09/192,159, Nov. 13, 1998, Cl. 800/200, 
METHOD OF PRODUCING ELECTROLYTE ENRICHED 
PLANT EMBRYOS, Norbert Fuchs, Owner of Record: 
Inventor, Attomey or Agent: Mark B. Wilson, Ex. Gp.: 1649 


5,783,821, Re. S.N. 09/172,586, Oct. 14, 1998, Cl. 250/252, 
PULSE OXIMETRY TESTING, Leo F. Costello Jr., Owner 
of Record: Clinical Dynamics Corp., Attorney or Agent: Leo 
F. Costello, Ex. Gp.: 2876 


Requests for Reexaminations Filed 


Notice under 37 CFR 1.11(c). The requests for reexamination listed 
below are open to inspection by the general public in the indicated 
Examining Groups. Copies of the requests and related papers may be 
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obtained by paying the fee therefor established in the Rules (37 CFR 354,375 71/398,113 02/08/1938 
1.19(a)). 354,384 71/398,337 02/08/1938 
In the event correspondence to the patent owner is not received, this 658,185 72/023,393 02/11/1958 
notice will be considered to be constructive notice to the patent owner 658,190 72/030,574 02/11/1958 
and reexamination will proceed (37 CFR 1.248(a)(5) and 1.525(b)). 658,194 72/025,796 02/11/1958 
658,197 72/015,072 02/11/1958 

4,379,120, Reexam. No. 90/005,130, Nov. 3, 1998, Cl. 420/ 658,198 72/015,074 02/11/1958 
448, SULFIDATION RESISTANT NICKEL-IRON BASE 658,206 72/025,570 02/11/1958 
ALLOY, C. Raymond Whitney, et. al., Owner of Record: CRS 658,212 72/027 ,567 02/11/1958 
Holdings, Inc., Wilmington, Del., Attomey or Agent: Vincent 658,226 72/028,276 02/11/1958 
T. Pace, Dann Dorfman Herrell and Skillman, Philadelphia, 658,230 72/030,355 02/11/1958 
Pa., Ex. Gp.: 1742, Requester: Blake T. Biederman, Inco Patents 658,243 72/019,086 02/11/1958 
and Licensing, Saddle Brook, N.J. 658,245 72/020,299 02/11/1958 
658,254 72/030,421 02/11/1958 

4,490,209, Reexam. No. 90/005,131, Nov. 4, 1998, Cl. 438/ 658,256 72/021 ,438 02/11/1958 
695, PLASMA ETCHING USING HYDROGEN BROMIDE 658,257 72/023,627 02/11/1958 
ADDITION, Dennis C. Hartman, Owner of Record: Texas 658,260 72/026,827 02/11/1958 
Instruments Inc., Dallas, Tex., Attorney or Agent: Mark A. 658,276 72/02 1,965 02/11/1958 
Velleti, Texas Instruments Inc., Dallas, Tex., Ex. Gp.: 1765, 658,277 72/031 ,120 02/11/1958 
Requester: Erik R. Puknys, Palo Alto, Calif., c/o Finnegan 658,278 72/03 1,735 02/11/1958 
Henderson Farabow Garrett and Dunner, Washington, D.C. 658,280 72/030,490 02/11/1958 
658,282 72/023,082 02/11/1958 

4,984,597, Reexam. No. 90/005,159, Nov. 13, 1998, Cl. 134/ 658,287 72/019,364 02/11/1958 
95.2, APPARATUS FOR RINSING AND DRYING SUR- 58,290 72/029,196 02/11/1958 
FACES, Christopher F. McConnell, et. al., Owner of Record: 658,291 72/029,313 02/11/1958 
CFMT Inc., Wilmington, Del., Attorney or Agent: Testa Hur- 658,303 72/002,507 02/11/1958 
witz & Thibeault, Boston, Mass., Ex. Gp.: 1743, Requester: 658,305 71/695,357 02/11/1958 
Owner 658,308 72/007 ,773 02/11/1958 
658,309 72/009,947 02/11/1958 

5,169,700, Reexam. No. 90/005,158, Nov. 12, 1998, Cl. 428/ 58,312 72/011,932 02/11/1958 
074, FACED FIBER GLASS INSULATION, Spencer I. Meier, 58,316 72/016,112 02/11/1958 
et. al., Owner of Record: Johns Manville International,General ©58.318 72/022, 122 02/11/1958 
Counsel, Denver, Colo. 80202, Attorney or Agent: Robert D. 958.325 72/030,462 02/11/1958 
Touslee, Johns Manville International, General Counsel, ©58.326 721032,174 02/11/1958 
Denver, Colo. 80202, Ex. Gp.: 1772, Requester: Laurence H. 658,334 72/025,966 02/11/1958 
Pretty, Los Angeles, Calif. 658,336 72/027,184 02/11/1958 
658,344 72/029,040 02/11/1958 

1,084,415 73/080, 172 02/07/1978 

1,084,418 73/099,851 02/07/1978 

1,084,419 73/108,08 1 02/07/1978 

Notice of Expiration of Trademark Registrations 1,084,422 73/109,377 02/07/1978 
Due To Failure to Renew 1,084,426 73/119,911 02/07/1978 

1,084,427 73/121,737 02/07/1978 

15 U.S.C. 1059 provides that each trademark registration 1,084,430 73/134,923 02/07/1978 
may be renewed for periods of ten years from the end of the 1,084,431 73/090, 197 02/07/1978 
expiring period upon payment of the prescribed fee and the 1,084,438 73/058,789 02/07/1978 
filing of an acceptable application for renewal. This may be 1,084,439 73/105,756 02/07/1978 
done at any time within six months before the expiration of 1,084,443 73/116,698 02/07/1978 
the period for which the registration was issued or renewed, _ 1,084,453 73/133,920 02/07/1978 
or it may be done within three months after such expiration 1,084,457 73/134,856 02/07/1978 
on payment of an additional fee. 1,084,458 73/134,892 02/07/1978 
According to the records of the Office, the trademark registra- —_ 1,084,463 73/119,330 02/07/1978 
tions listed below are expired due to failure to renew in accor- _ 1,084,468 73/08 1,266 02/07/1978 
dance with 15 U.S.C. 1059. 1,084,469 73/092,338 02/07/1978 
1,084,470 73/093,809 02/07/1978 

TRADEMARK REGISTRATIONS WHICH EXPIRED 1,084,474 73/115,276 02/07/1978 
November 16, 1998 1,084,476 73/117,964 02/07/1978 

DUE TO FAILURE TO RENEW 1,084,480 73/131,376 02/07/1978 


73/133,116 02/07/1978 
Reg. Number Serial Number Reg. Date 73/135,339 02/07/1978 


73/085,110 02/07/1978 
120,501 71/106,538 02/12/1918 73/098,047 02/07/1978 
120,530 71/105,951 02/12/1918 73/133,373 02/07/1978 
354,190 71/383,356 02/08/1938 73/064,632 02/07/1978 
354,191 71/383,379 02/08/1938 73/08 1,833 02/07/1978 
354,193 71/386,654 02/08/1938 73/084,202 02/07/1978 
354,196 71/387 ,408 02/08/1938 73/105,649 02/07/1978 
354,207 71/390,759 02/08/1938 j 73/ 106,726 02/07/1978 
354,214 71/391,859 02/08/1938 73/108,735 02/07/1978 
354,218 71/392,423 02/08/1938 73/122,378 02/07/1978 
354,221 71/392,719 02/08/1938 73/127,665 02/07/1978 
354,244 71/394,644 02/08/1938 73/135,038 02/07/1978 
354,252 71/395,254 02/08/1938 73/112,205 02/07/1978 
354,261 71/395,935 02/08/1938 73/135,594 02/07/1978 
354,294 71/396,844 02/08/1938 02/07/1978 
354,305 71/397,058 02/08/1938 02/07/1978 
357,326 71/397,362 02/08/1938 02/07/1978 
354,340 71/397,611 02/08/1938 02/07/1978 
354,355 71/397,884 02/08/1938 02/07/1978 
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Reg. Number 


1,084,570 
1,084,573 
1,084,575 
1,084,579 
1,084,581 
1,084,582 
1,084,587 
1,084,593 
1,084,596 
1,084,597 
1,084,600 
1,084,602 
1,084,604 
1,084,608 
1,084,609 
1,084,612 
1,084,613 
1,084,616 
1,084,619 
1,084,622 
1,084,628 
1,084,632 
1,084,635 
1,084,636 
1,084,639 
1,084,642 
1,084,643 


1,084,753 
1,084,754 
1,084,755 
1,084,761 
1,084,765 
1,084,773 
1,084,777 
1,084,780 
1,084,781 
1,084,785 
1,084,787 
1,084,788 
1,084,789 
1,084,790 
1,084,793 
1,084,794 
1,084,796 
1,084,797 
1,084,800 
1,084,806 
1,084,808 
1,084,811 
1,084,826 


U.S. PATENT AND TRADEMARK OFFICE 


Serial Number 


73/108,48 1 
73/113,022 
73/116,001 
73/119,399 
73/120,120 
73/121,348 
73/123,170 
73/131 ,363 
73/132,922 
73/133,126 
73/134,175 
73/134,425 
73/134,686 
73/110,551 
73/115,539 
73/134,312 
73/083,995 
73/092,095 
73/100,842 
73/120,295 
73/125,052 
73/126,448 
73/126,512 
73/127,940 
73/128,419 
73/ 130,007 
73/130,501 
73/131 ,822 
73/131,823 
73/131,824 
73/131,904 
73/132,995 
73/133,128 
73/075,939 
73/109,035 
73/114,210 
73/115,932 
73/124,335 
73/127,181 
73/127,687 
73/133,248 
73/07 1,022 
73/107,072 
73/132,895 
73/134,926 
73/135,082 
73/079 ,343 
73/130,819 
73/058,009 
73/076,848 
73/084,434 
73/097 437 
73/110,717 
73/111,810 
73/121,905 
73/122,953 
73/122,954 
73/125,625 
73/130,577 
73/087,940 
73/121,733 
73/126,214 
73/089 ,618 
73/132,512 
73/078,488 
73/113,040 
73/117,821 
73/119,724 
73/122,344 
73/127,948 
73/129,246 
73/072,936 
73/098,815 
73/113,310 
73/118,972 
73/122,804 
73/096,358 


Reg. Date 


02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 


1,084,827 
1,084,829 
1,084,832 
1,084,833 
1,084,837 
1,084,847 
1,084,849 
1,084,851 
1,084,854 
1,084,860 
1,084,862 
1,084,866 
1,084,868 
1,084,870 


BE 


73/ 106,094 
73/114,575 
73/118,338 
73/119,125 
73/133,151 
73/089,804 
73/013,589 
73/032,526 
73/066,944 
73/085,454 
73/088,365 
73/099,413 
73/ 100,309 
73/104,638 
73/109,760 
73/112,093 
73/112,786 
73/114,710 
73/117,146 
73/119,185 
73/120,729 
73/124,601 
73/128,899 
73/132,586 
73/132,953 
73/133,241 
73/133,551 
73/134,489 
73/134,567 
73/135,199 
73/09 1,268 
73/062,223 
73/09 1 603 
73/107,118 
73/127,055 
73/134,132 
73/08 1,720 
73/103,918 
73/121,769 
73/122,512 
73/ 122,780 
73/095 ,483 
73/116,829 
73/ 120,268 
73/120,499 
73/121,314 
73/122,754 
73/122,756 
73/124,272 
73/126,168 
73/128,491 
73/131 ,873 
73/134,840 
73/125,110 
73/125,111 
73/095,341 
73/112,088 
73/117,413 
73/123,813 
73/134,471 
73/ 114,060 
73/114,636 
73/116,555 
73/133,840 
73/093,490 
73/105,131 
73/105,867 
73/116,091 
73/130,093 
73/099,123 
73/099, 127 
73/115,959 
73/124,495 
73/133,459 
73/113,650 
73/115,754 
73/100,301 
73/100,303 
73/101,899 
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02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
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Reg. Number Serial Number Reg. Date 
1,085,074 
1,085,075 
1,085,078 
1,085,086 
1,085,089 
1,085,098 
1,085,101 
1,085,106 
1,085,112 
1,085,113 
1,085,122 
1,085,125 
1,085,130 
1,085,132 
1,085,140 
1,085,141 
1,085,143 
1,085,144 
1,085,145 
1,085,149 
1,085,152 
1,085,159 
1,085,161 
1,085,162 
1,085,164 
1,085,166 
1,085,169 
1,085,170 


73/119,684 
73/130,751 
73/ 106,836 
73/093,855 
73/105,219 
73/119,716 
73/122,911 
73/124,427 
73/133,S11 
73/133,518 
73/099, 129 
73/103,013 
73/104,421 
73/109,517 
73/113,604 
73/113,709 
73/117,706 
73/117,763 
73/118,623 
73/120,686 
73/123,040 
73/131 ,503 
73/132,415 
73/132,479 
73/133,303 
73/134,070 
73/100,976 
73/ 108,662 


02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 
02/07/1978 


Notice Regarding Technical Center 
Box Issue Fee Mailings 


The Office will begin mailing address labels with the PTOL- 
85, “Notice of Allowance and Issue Fee Due” for patent applica- 
tions allowed in all Technology Centers. These address labels 
should be used to ensure proper routing of post-allowance 
correspondence. This directive supersedes the “Special Boxes 
for Patent Mail” instruction. Any Notice of Allowance and 
Issue Fee Due received without the accompanying address 
labels should continue to be addressed to Box Issue Fee. 
March 11, 1998 NICHOLAS P. GODICI 
Deputy Assistant Commissioner 

for Patents (Acting) 


Status of Certification Services 


On November 28, 1995, the Office published an Official 
Gazette Notice entitled “Temporary Suspension of At Cost 
Services for Orders for Certified Copies” (1180 OG 121) to 
advise practitioners and the public of delays in filling orders 
for certified copies of PTO documents. This is an update of 
actual calendar days to mail for orders filled during the month 
of November 1998: 


OFFICIAL GAZETTE 


January 5, 1999 


Certified Product Goal 


Actual 
Calendar 
Days 
to Mail 


Patent Application-As-Filed, 7 
Expedited 

Patent Application-As-Filed, 17 
Regular 

Patent Related File Wrapper 

Patent Copy 10 

Patent Assignments 10 


Trademark Application-As-Filed, 7 
Expedited 

Trademark Application-As-Filed, 17 
Regular 

Trademark Related File Wrapper 25 

Trademark Assignments 10 

Trademark Registration, Expedited 5 

Trademark Registration, Regular 14 


* Includes turnaround times for files on official search and 
file reconstruction. 


During the month of November 1998, a total of 9,754 orders 
(19,062 copies) were filled and closed, or 1,250 orders more 
(1,500 copies more) than the FY-99 planning number of 8,504 
orders (17,562 copies) to be closed for this month. The average 
turnaround times for products has returned to expected ranges. 


Due to varying availability of media, customers will not be 
advised when orders are not delivered within the published 
goal periods. However, customers will be advised if any 
unexpected delay in their order has been identified. Cus- 
tomers should use the above actual days to mail for each 
product as a guide as to when they can expect their orders. 
In determining expected delivery times, the day an order 
is received in the Office is calculated as “day zero.” The 
next business day is “day one.” 


Delivery of any specific copy will vary based on the availability 
of scanned images, microfilm products, and/or file accessibility. 
On June 10, 1997, the Office published an Official Gazette 
Notice entitled “Changes in Practice in Supplying Certified 
Copies and Filing Receipts” (1199 OG 39) which advised cus- 
tomers who place orders for certified copies of patent applica- 
tions-as-filed not to request them until the official filing receipt 
is received; images and related bibliographic data are not a :ail- 
able to Certification Division until the filing receipt is generated 
by the Office of Initial Patent Examination. 


Customers are encouraged to fax orders for copies directly to 
Certification Division at (703) 308-9759 and to pay by PTO 
Deposit Account, MasterCard, Visa, American Express or Dis- 
cover. Information on the status of pending orders may be 
obtained by calling (703) 308-9726 or 1 (800) 972-6382 (out- 
side the Washington, DC Metro area), or via E-mail: certdi- 
v@uspto.gov. 
December 10, 1998 WESLEY H. GEWEHR 
Administrator for Information 
Dissemination 


Treatment of Fee Deficiency Submissions 
under 37 CFR 1.28(c) in view of the 
Federal Circuit decision in DH Technology 


In early 1997, the Patent and Trademark Office (PTO) began holding the acceptance of all submissions of fee deficiencies 
under 37 CFR 1.28(c) in abeyance pending a decision by the Court of Appeals for the Federal Circuit on the appeal in DH 
Tech. v. Synergstex Intn’l, 937 F. Supp. 902, 909, 40 USPA2d 1754, 1761 (N.D. Cal. 1996). See Interim Treatment of Fee 
Deficiency Submissions under 37 CFR 1.28(c) in view of DH Technology, 1198 Off. Gaz. Pat. Office 27 (May 6, 1997). On 
September |, 1998, the Federal Circuit rendered a decision, holding that 37 CFR 1.28(c) is the sole provision governing the 
time for correction of the erroneous payment of the issue fee as a small entity. See DH Tech. v. Synergstex Intern’l, 154 F.3d 
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1333, 1342, 47 USPQ2d 1865, 1872 (Fed. Cir. 1998). At the time of the Federal Circuit decision, the PTO had more than five 
hundred applications or patent files in which it was holding the acceptance of a fee deficiency under 37 CFR 1.28(c) in abeyance. 


The PTO is aware that any delay in the acceptance of a fee deficiency under 37 CFR 1.28(c) places a burden on the applicant 
or patentee. Thus, the PTO engaged in an effort to expeditiously process the acceptance of the fee deficiencies submitted in 
these applications or patents, and has issued a notice in each of these applications or patents that it accepted the fee deficiency 
submission under 37 CFR 1.28. The PTO has now forwarded the pending applications to the appropriate PTO organization 


(e.g., Publishing Division or appropriate technology center) for further processing, and forwarded the patent files to Files 
Repository. 


All future submissions of a fee deficiency under 37 CFR 1.28(c) should also include a detailed break-down of the total amount 
paid. This would include a listing of each of the prior fee underpayments as well as the specific deficiency (based on the current 
fees) being submitted. To assist the PTO in correctly applying the fees being submitted, the submission should include the 
following information for each fee which was deficient: 1) filing date of the original fee payment; 2) the type of fee, e.g., basic 
filing fee, maintenance fee, extension fee; 3) the amount of the original fee payment; and 4) the amount of the fee deficiency. 
For example: 


eS Ys 


Filling date Current fee Amount Deficiency 
of original amount as a originally (based on 
paper/fee Type of fee paid large entity paid current fee 
amount) 
(Col. A minus 


basic filing fee 
03/04/96 7 independent claims 
in excess of 3 
10 total claims in 
excess of 20 
0572097 


If a detailed break-down of the total amount paid is not submitted, the submitter may be notified that such 
a breakdown must be submitted before the payment can be accepted. Alternatively, the payment could be 
accepted (without a breakdown) but processing delays can be expected for the PTO staff to perform the 
break-down computations. 


Inquiries with regard to this matter should be directed to the Office of Petitions Staff at (703) 305-9282. 


December 9, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


5,734,405 5,751,306 5,766,989 5,777,598 

5,735,070 5,751,428 5,767,072 5,777,632 

Certificates of Correction 5,735,409 5,751,585 5,767,087 5,777,755 

for January 5, 1999 5,736,326 5,752,058 5,767,136 5,777,900 

5,736,949 5,752,096 5,767,468 5,778,176 

B2-5,193,706 5,564,051 5,663,219 ,708, 5,737,335 5,752,798 5,767,481 5,778,201 
D. 384,592 5,569,250 5,665,895 y 5,737,410 5,753,327 5,767,988 5,778,228 
D. 390,444 5,578,252 5,666,246 5,739,132 5,753,926 5,768,673 5,778,975 
D. 394,327 5,580,893 5,670,648 711, 5,739,765 5,754,287 768, 5,779,096 
D. 395,445 5,581,672 5,674,186 712, 5,739,862 5,754,717 768, 5,779,543 
D. 396,719 5,589,872 5,675,158 ,714, 5,740,028 5,754,926 768, 5,779,567 
P. 10,217 5,592,475 5,675,397 ,716,72 5,740,385 5,755,365 ,169, 5,780,074 
4,564,154 5,592,943 5,675,883 5,741,881 5,755,683 ,769, 5,780,453 
4,688,900 5,593,995 5,679,683 : 3 5,742,139 5,756,850 769; 5,780,474 
4,839,275 5,618,940 717, 5,742,233 5,758,038 ,770, 5,780,536 
5,098,163 5,619,441 684, 718, 5,742,418 5,758,043 JT, 5,780,971 
5,227,491 5,620,963 , 5,742,999 5,759,019 771, 5,781,954 
5,254,256 5,624,953 ’ ,720, 5,743,262 5,759,026 5,772,257 5,782,117 
5,264,950 5,625,137 : . 5,743,622 5,759,567 5,772,569 5,782,653 
5,301,284 5,630,338 ,120, 5,744,442 5,759,980 5,772,821 5,784,513 
5,344,852 5,637,019 5,747,779 5,760,103 5,774,118 5,784,521 
5,360,922 5,641,610 ,690, ,726, 5,747,797 5,760,789 5,774,200 5,785,825 
5,369,483 5,641,746 ,692, ’ 5,748,429 5,762,251 5,774,972 5,785,829 
5,397,496 5,643,302 F ,128, 5,748,527 5,763,318 5,775,158 5,786,154 
5,404,043 5,643,570 J 5,748,797 5,764,856 5,775,308 5,786,329 
5,468,511 5,650,084 ‘ 5,729,398 5,749,143 5,765,560 5,775,715 5,786,344 
5,470,853 5,650,675 5,730,634 5,749,240 5,765,609 5,776,159 5,786,728 
5,512,923 5,652,370 5,731,240 5,749,839 5,766,218 5,776,721 5,786,877 
5,537,094 5,652,446 ; 5,731,636 5,750,058 5,766,606 5,777,063 5,786,985 
5,551,903 5,655,953 5,733,702 5,750,676 5,766,625 5,777,095 5,787,179 
5,554,120 5,659,173 5,734,391 5,750,848 5,766,808 5,777,113 5,787,236 
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5,787,340 5,790,846 5,792,894 5,796,887 5,800,054 5,804,930 5,810,368 5,815,152 
5,787,454 5,790,861 5,792,901 5,796,943 5,800,221 5,805,864 5,810,554 5,815,185 
5,787,786 5,791,079 5,793,820 5,797,139 5,800,943 5,806,745 5,810,976 5,815,418 
5,787,895 5,791,243 5,794,614 5,797,154 5,801,892 5,807,112 5,812,156 5,815,438 
5,788,112 5,791,266 5,795,258 5,797,288 5,801,951 5,808,210 5,813,061 5,816,011 
5,788,796 5,791,448 5,795,577 5,797,357 5,803,268 5,808,408 5,813,382 5,816,389 
5,788,901 5,792,107 5,795,829 5,797,412 5,803,652 5,808,854 5,813,425 5,817,168 
5,789,288 5,792,442 5,796,653 5,797,893 5,804,214 5,809,099 5,814,184 5,817,171 
5,789,476 5,792,785 5,796,694 5,798,387 5,804,218 5,809,133 5,814,386 5,817,314 
5,789,821 5,792,832 5,796,852 5,799,765 5,804,550 5,810,029 5,814,755 5,826,027 





1218 TMOG 531 


: 
6 
y 
z 
zB 
Z 
F 
z 
gz 
E 
x 
“ 


January 5, 1999 


NadOde OL NOLLOW=(4N) 


‘SSIWSIG OL NOLLOW=(GW) ‘NOLLVYSGISNOOTY YOs ‘OFY=(e) “LNIWOGNL AUVWWNS=(fS) “ASM LNFYANDNOI=ND ‘NOLLVTIEINVI“ONVD *NOLLISOddO=ddO *TVadd¥ SLYVd XB=Xa(1) 


$,udW {10 ‘ameMRy 
JOATIS *SYIOJD ‘SayoIEM 
‘Ayjamaf yo ayes ay) 

ut Surzipersads saotasas 
au0ys [reyau ‘jasedde 
Suueam Buroddns 
JOJ SYj9qQ PUR SqUIOd]} 
«OO 8 ANVAALL.. 
‘{jaredde 

Suiseam Suiuoddns 
JO} $1/9q pue squIod] 
«AN VAALL,. 


JO WWapPedeIg | Pet spooH pue yey 
se aged 


“SWONOG ‘SLITYS ‘SLIyS 
‘sjued ‘sassaup ‘sdoy 
“SUTYs-) ‘suqeams ‘s}9y4 Def 
‘SISDA ‘SasNo]q ‘SPATBIS 
‘siey ‘Ajowreu “Suryiojo) 
«3009 LAFULS.. 


[sooys ssaup ,sarpey) 


[Aidwo 
plos ‘sdeq peorpow) 
«LIV-OIS,, 


SIOIAIIG/SPOOH 
pue yey s,juapuodsay 
/S queoddy 


[seamjoo} pure joredde 

JO Pay ay UT S2d1AJas 
240}8 [feI91 pue ‘s}OOG pue 
sooys ‘suTys pue sjoxef] 
«LSAM FdOd., 


S991 AJIE/SPOOH 
pue ye 
$ squ0NINag/S sas0ddG 


pouuiyyy 
esryoy 


passtwisiq 


YUM pareloosse 
sXedsip 

jo suvow Aq] 
2039 WOOD 

Ul yew Sit JO 
asn poyensuowep 
quesdde sayoyn 


wOIsId9q) @V.LL 


8661 ‘OZ-91 JequiaAON 


Asjamor 1s0g 


“Duy ‘reamsywiods 
weog 120 
‘A “UT ODSaUaH 


‘Quy ‘Aempeoig 
ay Aueyyiy 


“uy 
‘sjugwido]2Acq 
qed 2WOH 


soiueg/Aueg 


pavog jeaddy pue jerry ysewepesy ay) Aq panssy suoys}oeaq jeuly jo Arewuing 


| tre 





NadOdd OL NOLLOW=(4W) 
“SSINSIG OL NOLLOW*(GW) ‘NOLLVYSGISNOOTY YOd ‘OFY=() “LNFWOGAL AUVWAWNS=(fS) ‘ASN LNIYANINOD=ND ‘NOLLYTTHONVI*ONVD ‘NOLLISOddO=ddO “TVaddV ALYVd XB"XaC1) 


[auoz jelouawWw0) 

JO jeLISNpul Jejnotued & 
UI PayesUIIUOD SIQWIOISND 
ASsau9 105 Aupenb 
samod jo jusweouRyua 
dy) 0} parejas Sad1Ases 
Suraq [je—swaysds 
pue juswdinbs 
Suressdo jo ‘sysomiou 
uornngquasip Ayo119912 
pue ‘aempuey saindwos 
‘aremyos soindwod 

Surpnjout ‘spoyjow .MaAMOd,, psom 

snouea Aq uores3aqut oy) JO JOWTe] SIP 

‘S2AI9S USISap pu 8 JO UOISsTwqns 

*‘Suusour3ue ‘Sunjnsuod s,yuedtjdde Surpued 

‘swaisXs pue juouidinbs PouUTyye,, pesnyau 

Suryesodo jo uoneyyersut) nq “(1 2)zZ 01 se 

wWuVd Passrry ‘Duy ‘ssurpjoy 
YwAMOd WOLSND.. [esngoy (12)Z dioann 6ST'OILAL 


(soy yum 
[iuesopoap JO doueseadde ay) 
“quesdsiod-1yue | aziwrurw 0} suoneredaid 
*‘weasd Suraeys ‘weoy| pure ‘suonesedaid Sunyty 
Suraeys ‘deos Apoq| pure ‘Suruaiy3n ‘Suruuy 
pue doy ‘j23 aaeys *‘Suruo) ‘Suruonipuod 
Jaye ‘UOT}O] dARYS ‘Sumoows ‘Surusyos 
Jaye “WRI dABYys} ‘JOO [10 “Buryeyoyxa 
Jaye ‘BUZOFOS ‘an2]101 “‘Surzunisiow urys] 
op nee ‘saumnyod) Wad pou y joulny 
.UNFHOIVead,, a0 YNaHOIVad.. fesnjoy (P)Z| Susy auloreI0ge"] 107°6Z0/SL 


AV.LL| Aewony Sururwexg Aq SINAIIS/SPOOH SINAIBE/SPOoFH uOIsII9g A@V.LL somueg /Aued ‘ON u.ddy so sep |" 
arg 


= 
N 
S 
< 
o 
Ee 
5 


JO IUIPII2Ig| PID SpooH pur yey} pue yep s,juspuodssy pure yep Surpesdo0ig| jo adAy 
se 3qeua SS wueoyddy $ ,s2u011104/8 ,1280ddQ 


1218 TMOG 532 





NadOde OL NOLLOW=(aW) 
‘SSINSIC O.L NOLLOW*GW) ‘NOLLVYSGISNOOSY WOd ‘Odw=(wW “LNSWOAGNS AWVWWNS=(fS) ‘SSN LNIWANINODND ‘NOLLYTISONVI*ONVD “NOLLISOddO=ddO “IVaddV SLUVd XB=xaC1) 


ears 
878"EZP/PL 


‘Quy “OMION 
aL LEV'SILAL 


eysiey 
rrysngey uoue> ZS6'1€9/L 


1218 TMOG 533 


: 
: 
: 
2 
; 
z 


January 5, 1999 





NadOdey OL NOLLOW=(4W) 
‘SSINSIC OL NOLLOW=(GW) ‘NOLLVYSGISNOOTY AOd ‘Oad=(e) “LNEWOGNS AYVWAWNS=(S) ‘ASN LNEYANINOD=ND ‘NOLLVTIFONVO*ONVD ‘NOLLISOddO=ddO “TVAddV SLLYVd XAXaC1) 


[suono} 
Susuesjd urys ‘suono} 
arey ‘ystjod pue ysrurea 
[feu ‘sdeos yaj10) “y]yuI 
UIAS “SUIBIID UTYS ‘S}IO 
urys ‘sjiouad mosgoXo 
*ysniq ‘eseosew ysejaXo [syes yreq povesipow 
“‘yonsdi ‘dnoyew -uOU pure ‘]23 samoys 
SISBQ UTYS ‘sUOTTEpUNoY 123 yreq ‘deos 32110) 
dnoyew ‘susie |‘deos urys ‘“sapmod wine) 
19]/0) ‘sownyiad]) *‘suono, Apog ‘sumeard 
(Butsene| pozttAys ut)| Apog ‘auBojoo ‘aumnyiod]) pouuiyyy ‘Duy 
uZI Ts «LdOdSZI1,, [esnjoy (p)z} ‘“Sursuaoy] “dD “7 696°ZET/SL 


[e192 jo spew 
siowouUOd souedde 
Yim UOHSeUUOD UI 
posn suoteusisap day [fe] 
(asenbs & uryym spsom) 
«YOLOANNOOD 
SVO Salas 
asa 4O GS dOHS 
GWN'ld HLIM 9SN.. 
‘(9]2u19 B@ UII Spslom) 
«AA TVA 
SVD SHIMAS OS dOHS 
Wild LIM 9Sn.. 
‘(o]3uew) & UM spsom) 
«AA TVA 
SVD SaIwaS IS dOHS 
GWiN'ld HLIM FSN.. 
‘(arenbs & uryiM spiom) 
wHA TVA spoos s juvoydde 
SVO Saidas GS dOHS JO} SysBWwOpR) 
GWi'ld HLIM 3SN.. se uonouny 
‘(9]2u19 B UTyIM Spsom) sysewapes) 
se s9)s13a1 
SISBI DALY [[e Ut] O} syoos juBIdde 
OSA YO OS dOHS pou y suoreusisap 0D 
GWNld HLM 9SN.. jesnyay ay) soyeym| “By YyesD-sseig 


January 5, 1999 


: 
: 
: 


SIN AIBG/SPOOFH uOIsIIed F@V.LL sated /Aued ‘ON u.ddy 10] panss] 
pue yep Surpesd0ig A eg 
$ sQu01III8g/S 1980ddQ 


1218 TMOG 534 





1218 TMOG 535 


5 
2 
6 
Ms 
x 
< 
= 
se) 
a 
< 
E 
QO 
Z 
bE 
Z 
E 
< 
ies 
3 
5 


January 5, 1999 


[saoiauas 

28es9401Q JUDWS2AUI] 
«ONLLAYAVN 
SYOLSAANL. 


[snyesedde sao 

pue 3uunjoejnuew 
poresodo [sauojo4> 
Ayyeouewmoud ut pesn| pue suoyeynja ‘suauaAip 
ue yey) UONIaIIp J0/pueR aut] ‘suapoay YopsTE 
MOL JO ares ‘aunssaid| ‘syooysre Asejos ‘ssopue)q 
onewneud jo aBuvyd) Ayaesd ‘Ajoweu “ynpuod 
4JO/Puk [O1UOD UOTsIDaId @ y8nonp spew 
JO} SOATBA powejn3aa} sejnuesd pue poznajjed 
‘kjaureu ‘sjouod| ‘pazapmod Suipuayq pure 
waisXs d1yewmnoud] | SurAaauod Joy Asgurysew) 
(uisap pue)| ..SSINOWLOM OVN,. 


«SOINOULO'1d,. ‘[souojdXo 
‘[uaypoue wou} pue suoyetIN]d ‘s1gUEAIp 


pinbiy ajqrostmut auo aut] ‘suapoay YopsTE 
Susyly 40} pue sased} ‘syoojsre Azejos ‘ssopuaq 
wo spinbiy Sursayy | Aaesd *A;oweu ‘sjeayew 
JO spinby| pue sase3} sejnues8 pure pozieayjad 
wo spyos Susayt 405] ‘parzopmod Surpuajq pue 
posn snyesedde s9y115]| SurA2auod soy souryoseut] 
«SOINOULO'1A.. «SOINOUL-O'.. 


AV.LL| Aewony Suruwexy Aq SINAIIS/SPOOFH 
JO WWapedaig| Pad spooH pur yey] pue yey s,juapuodsay 
/s wueoddy 


SINAIIE /SPOOH 
pue xe 
$ su01NIg/S,1280ddQ 


(pou y [esnjoy) 
perueq 
UOHRIIpPIsSuodIay 
Joy isanboy 


(sase> yI0g ul) 
Passsaoy 
[esnjay 


woIstoeq @V.LL 


pe 


sapeyD 
“"q aropoayy, 


"Muy ‘OoWaS 


saiueg/AUeg 


NadOdey O.L NOLLOW=(AW) 
‘SSINSIC OL NOLLOW*“GW) ‘NOLLVYSGISNOOTY WOd ‘OdN=() “LNSIWOGAL AYVAWNS@(fS) “ASN LNIYANINOD=N)D *NOLLVTIFONVI*ONV) *‘NOLLISOddO=ddO “TVaddV ALYVd X3“Xa(1) 


6£0'OI L/L 


‘ON u,ddy 40 
Suips2001g 


EF 


Xd 
Xd 
a 


on 


O@-11 


ponss] 
oq 





1218 TMOG 536 OFFICIAL GAZETTE January 5, 1999 


SPECIAL BOXES FOR PATENT MAIL 


Special box designations should be used to allow forwarding of particular types of mail to the appropriate areas as quickly 
as possible. Such mail is forwarded to the appropriate area without being opened. Only the specified type of document should 
be placed in an envelope addressed to one of these special boxes. If any documents other than the specified type identified for 
each special box are addressed to that box, they will be significantly delayed in reaching the appropriate area for which they 
are intended. 


Please address mail as follows: 


Box Designations 


Box REISSUE 
Box 12 
Box 313b 


Box AF 

Box Comments 
Patents 

Box CPA 

Box DAC 


Box DD 
Box Design 
Box Issue Fee 


Box Missing Parts 

Box MPEP 

Box Non-Fee 
Amendment 

Box PATENT 
APPLICATION 

Box Patent Ext. 

Box PCT 

Box Provisional 


Patent Application 


Box Reconstruction 
Box Reexam 

Box Sequence 

Box SN 


a 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Explanation 


Reissue applications for patents involved in litigation and subsequently filed related papers. 
Contributions to the Examiner Education Program. 

Petitions under 37 CFR 1.313(b) to withdraw a patent application from issue after payment of 
the issue fee and any papers associated with the petition, including papers necessary for filing 
a continuing application. 

Expedited procedure for processing amendments and other responses after final rejection. 
Public comments regarding patent related regulations and procedures. 


Requests for Continued Prosecution Applications (CPA’s) under 37 CFR 1.53(d). 

Petitions decided by the Office of Petitions including petitions to revive and petitions to accept 
late payment of issue fees or maintenance fees. 

Disclosure Documents or materials related to the Disclosure Document Program. 

The filing of all design patent applications and any communications relating thereto. 

All communications following the receipt of a PTOL-85, “Notice of Allowance and Issue Fee 
Due,” and prior to the issuance of a patent should be addressed to Box Issue Fee, unless advised 
to the contrary. Assignments are the exception. Assignments should be submitted in a separate 
envelope and not be sent to Box Issue Fee. 

Response to the Notice to File Missing Parts of Application and associated papers and fees. 
Submissions conceming the Manual of Patent Examining Procedures. 

Non-fee amendments to patent applications. 

(Use Box AF for responses after final rejection). 

New patent applications and associated papers and fees. 


Applications for patent term extension and any communications relating thereto. 
Mail related to applications filed under the Patent Cooperation Treaty. 
The filing of all provisional patent applications and any communications relating thereto. 


Correspondence pertaining to the reconstruction of lost patent files. 

Requests for Reexamination for original request papers only. 

Submission of diskette for biotechnical application. 

For fee and petitions under 37 CFR 1.182 to obtain date received and/or serial number for patent 
applications prior to the Office’s standard notification (return post card or the official “Filing 
Receipt,” “Notice to File Missing Parts,” or “Notice of Incomplete Application”). 


SPECIAL BOXES FOR TRADEMARK MAIL 


Special box designations should be used to allow forwarding of particular types of trademark mail to the appropriate areas 
as quickly as possible. In addition to these box designations, filers are encouraged to indicate whether the contents of the 
envelope contain a fee. Envelopes containing a fee should be marked “FEE;” envelopes not containing a fee should be marked 


“NO FEE.” Box designations and “FEE/NO FEE” indicators should appear on the envelope as well as on the cover sheet or 
first page of any document. 


Please address mail as follows: 


Box Designations 


a 

FEE (or NO FEE) 

Assistant Commissioner for Trademarks 
2900 Crystal Drive 

Arlington, Virginia 22202-3513 


Explanation 


Box NEW APP FEE New trademark applications and fees. 


Box ITU FEE 


Statements of Use (SOUs) and extension requests. 


Box TTAB FEE Oppositions, cancellation petitions, and ex parte appeals. 
Box TTAB NO FEE Interferences, motions, and extension requests. 


Box STATUS NO 
FEE 

Box POST REG 
FEE 


Box RESPONSES 
NO FEE 


Written status inquiries. 
Affidavits, renewals, corrections and amendments. 


Responses to Examining Attorneys’ Office actions and Post Registration actions. 
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SPECIAL BOXES APPLICABLE TO BOTH PATENT AND TRADEMARK MAIL 


The following special box designations are applicable to both patent and trademark related mail, and the recommendations 
for “Special Boxes for Patent Mail” (above) should be followed for the types of mail listed below. 


Please address mail as follows: 


Box Designations 


Box 3 
Box 4 


Box 6 
Box 8 


Box 9 

Box 10 

Box 11 

Box 13 

Box 14 

Box 16 

Box 17 

Box 171 

Box Assignment 
Box EEO 

Box Interference 
Box M Fee 

Box OED 


UR whittlin 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Explanation 


Mail for the Office of Personnel from NFC. 

Mail for the Deputy Assistant Secretary of Commerce and Deputy Commissioner of Patents and 
Trademarks; Office of Legislative and International Affairs. 

Mail for the Office of Procurement. 

All papers for the Office of the Solicitor except communications relating to pending litigation 
and disciplinary proceedings, papers relating to pending litigation in court cases shall be mailed 
only to Office of the Solicitor, P.O. Box 15667, Arlington, Virginia 22215 and papers relating 
to pending disciplinary proceedings before the Administrative Law Judge or the Commissioner 
shall be mailed only to the Office of the Solicitor, P.O. Box 16116, Arlington, Virginia 22215. 
Coupon orders for U.S. patent and trademark copies. 

Orders for certified copies of PTO documents. 

Electronic Ordering Service (EOS). 

Mail for the Employee and Labor Relations Division. 

Mail directed to the APS Contracts Office. 

Deposit Account Replenishment Checks. 

Invoices directed to the Office of Finance. 

Vacancy Announcement Applications. 

All assignment documents except those filed with new applications. 

Mail for the Office of Civil Rights. 

Communications relating to interferences and applications and patents involved in interference. 
Correspondence regarding patent maintenance fees and related matter. 

Mail for the Office of Enrollment and Discipline. 
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Reference Collections of U.S. Patents and Trademarks 
Available for Public Use in Patent and Trademark Depository Libraries 


The following libraries, designated as Patent and Trademark 
Depository Libraries (PTDLs), receive patent and trademark 
information from the U.S. Patent and Trademark Office. Many 
PTDLs have on file patents issued since 1790, trademarks 
published since 1872, and select collections of foreign patents. 
All PTDLs receive both the patent and trademark sections of 
the Official Gazette of the U.S. Patent and Trademark Office 
and numerical sets of patents in a variety of formats. Patent 
and trademark search systems in the Cassis CD-ROM series 
are available at all PTDLs to increase access to that information. 
It is through the CD-ROM systems and other depository mate- 
rials that a and trademark searches may be 
conducted through numerically arranged collections. 


Each PTDL offers reference publications which outline and 
provide access to the patent and trademark classification sys- 
tems, as well as other documents and publications which supple- 
ment the basic search tools. PTDLs provide technical staff 
assistance in using all materials. 


All information is available for use by the public free of charge. 
However, there may be charges associated with the use of on- 
line systems, photocopying and related services. 


State Name of Library 


Alabama Auburn University Libraries 
Birmingham Public Library 
Alaska Anchorage: Z.J. Loussac Public Library 
Arizona 
Arkansas 


Little Rock: Arkansas State Library 
California 


Los Angeles Public Library 
Sacramento: California State Library 
San Diego Public Library 

San Francisco Public Library 


Sunnyvale Center for Innovation, Invention and Ideas 


Colorado 


Denver Public Library 
Connecticut 


Hartford Public Library 

New Haven Free Public Library 
Delaware Newark: University of Delaware Library 
Dist. of Columbia 
Florida 
Miami-Dade Public Library 


Orlando: University of Central Florida Libraries 
Tampa Campus Library, University of South Florida 
Atlanta: Price Gilbert Memorial Library, Georgia Institute of 


Georgia 
Technology 

Hawaii 

Idaho 


Moscow: University of Idaho Library 
Illinois 


Chicago Public Library 
Springfield: Illinois State Library 
Indiana 


lowa 
Kansas 
Kentucky 
Louisiana 


Des Moines: State Library of lowa 
Louisville Free Public Library 


University 
Maine 
Maryland 
University of Maryland 
Massachusetts 
Massachusetts 
Boston Public Library 
Michigan 
Michigan 


Big Rapids: Abigail S. Timme Library, Ferris State University 
Detroit: Great Lakes Patent and Trademark Center. 
Minneapolis Public Library and Information Center 

Jackson: Mississippi Library Commission 


Minnesota 
Mississippi 
Missouri Kansas City: Linda Hall Library 
St. Louis Public Library 

Montana 


Nebraska 
Nevada 


New Hampshire Concord: New Hampshire State Library 


Tempe: Noble Library, Arizona State University .... 


Washington: Howard University Libraries 
Fort Lauderdale: Broward County Main Library 


Honolulu: Hawaii State Public Library System 


Indianapolis-Marion County Public Library 
West Lafayette Siegesmund Engineering Library, Purdue University 


Wichita: Ablah Library, Wichita State University.. 


Orono: Raymond H. Fogler Library, University of Maine 
College Park: Engineering and Physical Sciences Library, 


Lincoln: Engineering Library, University of Nebraska-Lincoln 
Reno: University of Nevada, Reno Library 


Since there are variations in the scope of patent and trademark 
collections among the PTDLs, and their hours of service to the 
public vary, anyone contemplating use of these collections at 
a particular library is urged to contact that library in advance 
about its collections, services, and hours in order to avert pos- 
sible inconvenience. 


Partnership PTDLs provide enhanced and expanded services 
for which fees are charged. They offer on-line patent text and 
image searching, on-line trademark searching, and videoconfer- 
encing for examiner interviews and workshops. They accept 
disclosure documents on site, order file wrappers, assignment 
documents and certified copies for their customers, and host 
a variety of seminars aimed at specific audiences, including 
practitioners, paralegals, and independent inventors. Currently, 
partnerships are located at the Great Lakes Patent and Trade- 
mark Center (GLPTC) at the Detroit Public Library in Detroit, 
Michigan and the Sunnyvale Center for Innovation, Invention 
and Ideas (SCI’) in Sunnyvale, California. 


Telephone Contact 


(334) 844-1747 
(205) 226-3620 
(907) 562-7323 
(602) 965-7010 
(501) 682-2053 
(213) 228-7220 
(916) 654-0069 
(619) 236-5813 
(415) 557-4500 
(408) 730-7290 
(303) 640-6220 
Not Yet Operational 
(203) 946-8130 
(302) 831-2965 
(202) 806-7252 
(954) 357-7444 
(305) 375-2665 
.««- (407) 823-2562 
(813) 974-2726 


(404) 894-4508 
(808) 586-3477 
(208) 885-6235 
(312) 747-4450 
(217) 782-5659 
(317) 269-1741 
(765) 494-2872 
(515) 281-4118 
(316) 978-3155 
(502) 574-1611 


Baton Rouge: Troy H. Middleton Library, Louisiana State 


(504) 388-8875 
(207) 581-1678 


(301) 405-9157 


Amherst: Physical Sciences Library, University of 


(413) 545-1370 
(617) 536-5400 Ext. 265 


Ann Arbor: Media Union Library, University of 


(313) 647-5735 
(616) 592-3602 
(313) 833-3379 
(612) 630-6120 
(601) 359-1036 
(816) 363-4600 
(314) 241-2288 Ext. 390 


Butte: Montana College of Mineral Science and Technology 


(406) 496-4281 
(402) 472-3411 
(702) 784-6500 Ext. 257 
(603) 271-2239 
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Reference Collections of U.S. Patents and Trademarks Available for Public Use in Patent and Trademark 


Depository Libraries—(continued) 


State 
New Jersey 


New Mexico 
New York 


North Carolina 
North Dakota 
Ohio 


Oklahoma 


Oregon 
Pennsylvania 


Puerto Rico 
Rhode Island 
South Carolina 
South Dakota 


Tennessee 


Texas 


Utah 
Vermont 
Virginia 
Washington 
West Virginia 
Wisconsin 


Wyoming 


Name of Library 


Newark Public Library 
Piscataway: Library of Science and Medicine, Rutgers University 
Albuquerque: University of New Mexico General Library 
Albany: New York State Library 
Buffalo and Erie County Public Library 
New York Public Library (The Research Libraries) 
Stony Brook: Engineering Library, State University of New York.... 
Raleigh: D.H. Hill Library, North Carolina State University 
Grand Forks: Chester Fritz Library, University of North Dakota 
Akron - Summit County Public Library 
Cincinnati and Hamilton County, Public Library of...... 
Cleveland Public Library 
Columbus: Ohio State University Libraries 
Toledo/Lucas County Public Library 
Stillwater: Oklahoma State University Center for International Trade 
Development 
Portland: Paul L. Boley Law Library, Lewis & Clark College 
Philadelphia, The Free Library of 
Pittsburgh, Carnegie Library of 
University Park: Pattee Library, Pennsylvania State University 
Mayaquez General Library, University of Puerto Rico 
Providence Public Library 
Clemson University Libraries 
Rapid City: Devereaux Library, South Dakota 
School of Mines and Technology 
Memphis & Shelby County Public Library and Information 


Nashville: Stevenson Science Library, Vanderbilt University 
Austin: McKinney Engineering Library, University of Texas at 


College Station: Sterling C. Evans Library, Texas A & M 
University 

Dallas Public Library 

Houston: The Fondren Library, Rice University ... 

Lubbock: Texas Tech University 

Salt Lake City: Marriott Library, University of Utah 

Burlington: Bailey/Howe Library, University of Vermont 

Richmond: James Branch Cabell Library, Virginia Commonwealth 
University 

Seattle: Engineering Library, University of Washington............ 

Morgantown: Evansdale Library, West Virginia University 

Madison: Kurt F. Wendt Library, University of Wisconsin 


Milwaukee Public Library 
Casper: Natrona County Public Library 


Telephone Contact 


(201) 733-7782 
(908) 445-2895 
(505) 277-4412 
(518) 474-5355 
(716) 858-7101 
(212) 592-7000 


... Not Yet Operational 


(919) 515-3280 


--«- (701) 777-4888 
«++ (330) 643-9075 
ee (513) 369-6971 
«++ (216) 623-2870 
.- (614) 292-6175 


(419) 259-5212 


(405) 744-7086 
(503) 768-6786 
(215) 686-5331 
(412) 622-3138 
(814) 865-4861 


(787) 832-4040 Ext. 3459 


(401) 455-8027 
(864) 656-3024 


(605) 394-1275 


(901) 725-8877 
(615) 322-2717 


(512) 495-4500 


(409) 845-3826 
(214) 670-1468 


(713) 527-8101 Ext. 2587 


(806) 742-2282 
(801) 581-8394 
(802) 656-2542 


(804) 828-1104 
(206) 543-0740 


(304) 293-2510 Ext. 113 


(608) 262-6845 
(414) 286-3051 
(307) 237-4935 
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PATENT TECHNOLOGY CENTERS 


Q. TODD DICKINSON, Acting Commissioner 
NICHOLAS P. GODICI, (Acting) Assistant Commissioner for Patents 
EDWARD R. KAZENSKE, Deputy Assistant Commissioner for Patents 
STEPHEN G. KUNIN, Deputy Assistant Commissioner for Patent Policy 


Telephone & FAX 
Numbers 
TECHNOLOGY CENTERS DIRECTORS Area Code 703 


1600 BIOTECHNOLOGY, ORGANIC CHEMISTRY & DESIGNS 


Organic chemistry, bio-affecting & John E. Kittle 308-0193 03/07/97 
body treating composition 308-7922 
Designs 12/15/93 


Immunology & plants Mary C. Lee 308-2359 05/01/97 
Combinatorial, linker & non-heterocyclic 308-8494 10/09/96 
chemistry 


Recombinant molecular & micro-biology, John J. Doll 308-1123 12/04/96 
multicellular organism 305-7230 
Non-recombinant molecular & micro-biology, 01/30/98 
non-immuno proteins & peptides 


CHEMICAL AND MATERIAL ENGINEERING 


Synthetic resins Theodore Morris 04/04/97 
Stock materials & miscellaneous articles 01/18/97 


Fluid separation & agitation, metal Richard V. Fisher 02/20/97 
foundry, welding, plastic molding 

apparatus, fuels & related 

compositions 

Glass & paper making, tobacco, non-metallic 02/11/97 
molding, adhesive bonding, tires & coating 

apparatus 

Metallurgy, electrochemistry, cleaning, 12/23/96 
disinfecting, sterilizing, analytical chemistry & 

wave energy 


Chemical products & processes, solar cells Esther M. Kepplinger 308-1495 01/10/97 
& sputtering apparatuses 305-3935 

Food technology, petroleum processing, coating 06/04/96 
& etching 


COMMUNICATIONS AND INFORMATION PROCESSING 


Television James L. Dwyer (Acting) 09/02/96 
Audio, radio, telephone & speech processing 10/17/96 


Image & Fax Jin F. Ng 10/18/96 
General communications & digital 09/26/96 
communication systems 


Storage processing, multiple Robert E. Garrett 305-0286 
computers, & multiple process 308-2177 
coordinating 


Specialized data processing Joseph J. Rolla 305-9700 07/08/96 
308-5355 


Computer graphics & data bases Gerald Goldberg 305-9700 07/03/96 
308-5355 
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Telephone & FAX 
Numbers New Case 
TECHNOLOGY CENTERS DIRECTORS Area Code 703 Date* 


2780 Processors, control systems, input/ Joseph J. Rolla 305-9700 08/15/96 
output 308-5355 


PHYSICS, OPTICS, SYSTEMS COMPONENTS & ELECTRICAL ENGINEERING 
Semiconductors, electrical circuits, Rolf G. Hille 306-3421 07/01/96 


Static memory, digital logic 308-7725 
Semiconductors & electrical circuits 03/21/97 


01/17/97 
control circuits 


measuring & testing 


Liquid crystals, elements, 
optical systems, Soon tom, 
electric registers, optics, 
measuring & radiant energy 


TRANSPORTATION, CONSTRUCTION, AGRICULTURE & NATIONAL SECURITY 


Surface transportation & material handling Richard A. Bertsch om 
1 


308-1020 
305-3597 


connections, 
Supports & sign exhibiting 


Aeronautics, agriculture, earth moving/working, 
petroleum & mining, plant & animal 
husbandry, butchering, optics, radio wave & 
acoustic wave communication, data processing 
for vehicles, weaponry, nuclear systems & 
national security 


MECHANICAL ENGINEERING, MANUFACTURING AND PRODUCTS 


Amusement and education devices Ethel Rollins-Cross 
Packages, containers, manufacturing 

devices & processes, machine tools 

& hand tools 


Medical instruments, diagnostic John J. Love 308-0873 
equipment, treatment devices, 305-3139 
surgery & surgical supplies 


Thermal & combustion technology, 
motive and fluid power systems, 
textile manufacturing & apparel 
Fluid handling & dispensing 
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TRADEMARK OPERATION 


Q. Todd Dickinson, Commissioner 
Robert M. Anderson, Acting Commissioner 
Condition of Trademark Applications as of December 1, 1998 


Law Office 

Law Office 101—Jerry Price, Managing Attorney, (703) 308-9101—North Tower, 10th Floor 
Foods, Beverages, Wines & Spirits—Int. Classes 29, 30, 31, 32, 33 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 07/31/98 


Law Office 102—-Thomas Shaw, Managing Attorney, (703) 308-9102—South Tower, Sth Floor 
Scientific Equipment & Furniture—Int. Classes 9, 20 
Services—int. Classes 35, 36, 37, 38, 39, 40, 41, 42 07/15/98 


Law Office 103—Michael A. Szoke, Managing Attorney, (703) 308-9103—North Tower, 
4th Floor, Scientific Equipment & Furniture—Int. Classes 9, 20 
Services—Iint. Classes 35, 36, 37, 38, 39, 40, 41, 42 


Law Office 104—Sidney Moskowitz, Managing Attorney, (703) 308-9104—South Tower, 
6th Floor, Unwrought metals, Industrial Equipment, Tools, Installation, Vehicles, 
Firearms, Musical Instruments, Building Materials & Floor Coverings—int. 

Classes 6, 7, 8, 11, 12, 13, 15, 19, 27 Services—int. 
Classes 35, 36, 37, 38, 39, 40, 41, 42 02/03/98 


Law Office 105—Thomas Howell, Managing Attorney, (703) 308-9105—South Tower, 
6th Floor, Chemicals, Paints, Lubricants, Pharmaceuticals, Medical Apparatus & | 
Tobacco—Int. Classes 1, 2, 4, 5, 10, 34 Services—int. 

Ee SS BS SO RR Re a oan Dene Oa Se ? 03/31/98 


Law Office 106—Mary Sparrow, Managing Attorney, (703) 308-9106—South Tower, 7th Floor 
Cosmetics, Cleaning Preparations, Paper Products & Toys—Int. 
Classes 3, 16, 28 Services—Int. Classes 35, 36, 
37, 38, 39, 40, 41, 42 07/13/98 


Law Office 107—-Thomas Lamone, Managing Attorney, (703) 308-9107—South Tower, 
7th Floor, Cosmetics, Cleaning Preparations, Paper Products & Toys—Int. 
Classes 3, 16, 28 Services—Int. Classes 35, 
36, 37, 38, 39, 40, 41, 42 10/07/98 
Law Office 108—David Shallant, Managing Attomey, (703) 308-9108—South Tower, 8th Floor 
Precious metals, Fibers, Leather goods, Housewares, Cordage, 
Yarns, Fabrics, Clothing & Notions— 
Int. Classes 14, 17, 18, 21, 22, 23, 24, 25, 26 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 


Law Office 109—Ronald Sussman, Managing Attorney, (703) 308-9109—South Tower, 
8th Floor, Precious metals, Fibers, Leather goods, Housewares, Cordage, Yarns, Fabrics, 
Clothing & Notions—Int. Classes 14, 17, 18, 21, 22, 23, 24, 25, 26 
punts, Cn SA, Bi, Bi, BU, Ta Gy, ey a icecccccceseccsssesvccsesnecenecesonmnensessnsenestenencncssosens , 02/17/98 09/17/98 





Law Office 110—Christopher A. F. Pedersen, Managing Attorney, (703) 308-91 10—South Tower, | 
7th Floor, Cosmetics, Cleaning Preparations, Paper Products & Toys—Int. Classes 3, 16, 28 
ES Sg eee 05/11/98 09/10/98 

Law Office 112—Janice O’Lear, Managing Attorney, (703) 308-91 12—North Tower, 
4th Floor, Scientific Equipment & Furniture—Iint. Classes 9,20 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 08/17/98 

Law Office 113—Mery! Hershkowitz, Managing Attorney, (703) 308-91 13—North Tower, 
4th Floor, Scientific Equipment & Furniture—Int. Classes 9,20 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 


**Collective Marks—Class 200 
**Certification Marks—Classes A & B 


Office of Trademark Services—Terron Sims, Director, (703) 308-9100 
Trademark Assistance Center—{703) 308-9000 
Pre-Examination—Alan Lambert, Supervisor, (703) 308-9401 ext. 188 
Intent-To-Use—{ITU)}—{703) 308-9500 
Post Registration Section—{703) 308-9500 
Affidavits Under Sections 8 & 15 (All Classes). 

Renewals (All Classes) 
Section 12(c) Publications (All Classes) 
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. ** Assigned to all Law Office 


. Applicants with inquiries concerning the status of their applications and a touch telephone should call (703) 305-8747 from 6:30 a.m. to 
Midnight EST, Monday through Friday. This automated voice system will provide the current status of your application. Applicants are urged 


not to file unnecessary inquiries concerning the status of their applications. See SECTION 411 of the TRADEMARK MANUAL OF EXAMINING 
PROCEDURE. 


. * These dates identify the oldest unassigned new case in each Law Office. All cases with earlier dates have either been examined and made 
the subject of an action or are currently being worked on by the assigned examining attorney. 











CLASSIFICATION OF PATENTS 


ISSUED JANUARY 5, 1999 


Note—First number, class; second number, subclass; third number, patent number 





CLASS 2 
7 5,855,023 
84 5,855,021 
161.2 5,855,022 
428 5,855,026 


CLASS 4 
325 5,855,024 
353 5,855,025 
405 5,855,027 
566.1 5,855,028 
664 5,855,029 


CLASS 5 
13 5,855,030 
93.1 5,855,031 
$02 5,855,032 
706 5,855,033 


CLASS 8 
5,855,621 
5,855,622 
5,855,623 
5,855,624 
5,855,625 
5,855,034 
5,855,626 


CLASS 14 
5,855,035 


CLASS 15 
5,855,204 
5,855,037 
5,855,036 


CLASS 16 
5,855,038 
5,855,039 
5,855,040 
5,855,041 
5,855,042 


CLASS 19 
5,855,043 


CLASS 24 
5,855,044 
5,855,045 
5,855,046 
5,855,057 
5,855,047 


CLASS 29 
10 5,855,048 
25.35 5,855,049 
33R 5,855,050 
415 $,855,051 
64 5,855,052 
$23 5,855,053 
$25.06 5,855,054 
596 5,855,055 
603.14 5,855,056 
623.2 5,855,627 
5,855,058 
5,855,059 
5,855,060 
5,855,061 
5,855,062 
5,855,063 
5,855,064 
5,855,065 


CLASS 30 
5,855,066 
5,855,067 
5,855,068 
5,855,069 
5,855,070 
532 5,855,071 


CLASS 33 


1 PT 5,855,072 
507 5,855,074 
5,855,075 
5,855,073 
562 5,855,076 


CLASS 34 
5,855,077 


CLASS 3% 
5,855,078 


1S9R 


409 


72R 


88 5,855,079 
139 5,855,080 


CLASS 38 


775 5,855,081 
94 5,855,082 


CLASS 40 
5,855,083 


CLASS 43 
17.5 5,855,084 
20 5,855,085 
21.2 5,855,086 
5,855,087 
5,855,088 
5,855,089 


CLASS 44 
308 5,855,628 
400 5,855,629 
419 5,855,630 


CLASS 45 
153 5,856,823 


CLASS 47 


5,855,090 
5,855,091 


CLASS 48 
5,855,631 


CLASS 49 
5,855,092 
5,855,093 
5,855,094 
5,855,095 
5,855,096 


CLASS S51 
295 5,855,632 
308 5,855,633 


CLASS 52 
102 5,855,097 
175 5,855,098 
202 5,855,099 
481.2 5,855,100 
$06.05 5,855,101 
604 5,855,102 
651.02 5,855,103 


CLASS 53 
54 5,855,104 
475 5,855,105 
556 5,855,106 
$67 5,855,107 


CLASS 55 


5,855,634 
5,855,635 


CLASS 56 


10.2G 5,855,108 
341 5,855,109 


CLASS 57 
5,855,110 


CLASS 60 
5,855,111 
5,855,112 
5,855,113 
5,855,114 
5,855,115 
5,855,116 
5,855,117 


CLASS 62 
5,855,118 
5,855,119 
5,855,120 
5,855,121 


CLASS 65 
27 5,855,636 
29.12 5,855,637 
34 5,855,638 
134.4 5,855,639 
145 5,855,640 
286 5,855,641 


615 


42.37 


197 RK 


472 
486 


406 


39.5 
39.511 
274 
413 
437 
464 
602 


$5.5 
259.2 
389 
497 


183-409 TMOG-99-18 - QL3 





CLASS 66 
95 5,855,122 
177 5,855,123 
195 5,855,124 
196 5,855,125 
207 5,855,126 


CLASS 68 
5,855,127 


CLASS 70 
5,855,128 
5,855,129 
5,855,130 


CLASS 72 
11.7 5,855,131 
160 5,855,132 
176 5,855,133 
201 5,855,134 
253.1 5,855,135 
291 5,855,136 
398 5,855,137 


CLASS 73 
1.72 5,856,615 
23.42 5,856,616 
105 5,856,617 
118.1 5,856,618 
5,856,619 
5,855,138 
5,856,620 
5,856,621 
5,856,622 
5,856,623 
5,856,624 


CLASS 74 

6 5,855,139 
42 5,855,140 
435 5,855,141 
459 5,855,142 
$12 5,855,143 
534.6 5,855,147 
552 5,855,144 

5,855,145 
560 5,855,146 
606 R 5,855,148 


CLASS 75 
236 5,856,625 
240 5,856,626 
338 5,855,642 
380 5,855,643 
403 5,855,644 
419 5,855,645 


CLASS 76 
5,855,149 


CLASS 81 


5,855,150 
$,855,151 


CLASS 82 
121 5,855,152 


CLASS 83 
23 5,855,153 
5,855,154 
5,855,155 
5,855,156 
5,855,157 
5,855,158 


CLASS 84 


$,856,627 
5,856,628 


CLASS 89 
5,856,629 
5,856,630 
5,856,631 


CLASS 91 
5,855,159 


CLASS 95 
5,855,646 
5,855,647 
5,855,648 
5,855,649 
5,855,650 


23.2 


209 
234 
277 


107.8 


124.1 
434 


280 5,855,651 
CLASS 96 

4A 5,855,652 
58 5,855,653 


CLASS 99 
5,855,160 
289 P 5,855,161 
290 5,855,162 
291 5,855,163 
340 5,855,164 
494 5,855,165 


CLASS 100 
3 5,855,166 
5 5,855,167 
121 5,855,168 


CLASS 101 
116 5,855,169 
327 5,855,170 
364 5,855,171 
423 5,855,172 
453 5,855,173 


CLASS 105 
5,855,174 


CLASS 106 

5,855,654 
5,855,655 
5,855,656 
$5,855,657 
5,855,658 
5,855,659 
418 5,855,660 
coo 5,855,661 
498 5,855,662 
688 5,855,663 
697 5,855,664 
712 5,855,665 
718 5,855,666 
781 5,855,667 


CLASS 108 
180 5,855,175 


CLASS 112 


102.5 5,855,176 
235 5,855,177 


CLASS 114 
230 5,855,178 
254 5,855,179 
263 5,855,180 
301 5,855,181 


CLASS 116 
5,855,182 


CLASS 117 


5,855,668 
5,855,669 


CLASS 118 
5,855,670 
5,855,671 
5,855,672 
5,855,673 
5,855,674 
5,855,676 
5,855,677 
$5,855,678 
5,855,675 
5,855,679 
5,855,680 
5,855,681 
5,855,685 
5,855,683 
5,855,684 
5,855,682 
5,855,686 
5,855,687 


CLASS 119 
1454 $5,855,183 
S15 5,855,184 
61 5,855,185 
166 5,855,186 
452 5,855,187 
509 5,855,188 


279 


413 


18.32 
31.27 
31.43 
31.57 
31.65 
163.01 


28.1 


729 


CLASS 123 
65 PE 5,855,189 
90.17 5,855,190 
90.36 5,855,191 
179.21 5,855,192 
184.48 5,855,193 
308 $5,855,194 
339.25 5,855,195 
398 5,855,196 
516 5,855,197 
$20 5,855,198 
599 5,855,199 


CLASS 124 
5,855,200 


CLASS 127 
68 5,855,688 


CLASS 128 
200.11 $5,855,201 
200.14 5,855,202 
207.14 5,855,203 
664 5,855,205 
844 5,855,206 
845 5,855,207 
849 5,855,208 
878 5,855,209 
898 5,855,210 


CLASS 132 
53 5,855,211 
73.5 5,855,212 
245 5,855,213 
320 5,855,214 
321 5,855,215 
322 5,855,216 


CLASS 134 
5,855,689 
5,855,691 
5,855,690 
5,855,217 
5,855,218 
167 R 5,855,219 


CLASS 135 
5,855,220 


CLASS 136 
245 5,855,692 


CLASS 137 
2 5,855,221 
223 5,855,222 
318 5,855,223 
$27 5,855,224 
535 5,855,225 
596.18 5,855,226 
614.03 5,855,227 
625.65 5,855,228 
884 5,855,229 


CLASS 138 


89 5,855,230 
118.1 5,855,231 


CLASS 141 


83 5,855,232 
144 5,855,233 


CLASS 144 
5,855,234 


CLASS 148 
33.3 5,855,693 
ill 5,855,694 
247 5,855,695 
330 5,855,696 
420 5,855,697 
519 5,855,699 
$22 5,855,700 
545 $5,855,701 
658 5,855,702 
902 5,855,698 


CLASS 152 


$27 5,855,703 
5,855,704 


CLASS 156 
61 5,855,705 
64 5,855,706 


445 


20.1 


135.2 


5,855,707 
5,855,708 
5,855,709 
5,855,710 
5,855,711 
5,855,712 
5,855,713 
5,855,714 
5,855,715 
5,855,716 
5,855,717 
5,855,718 
5,855,719 
5,855,720 
5,855,721 
5,855,722 
5,855,723 
5,855,724 
5,855,725 
5,855,726 
5,855,727 
5,855,728 
423 5,855,729 
443 5,855,730 
503 5,855,731 
539 5,855,732 
583.1 5,855,733 
584 5,855,734 
636.1 $5,855,735 


CLASS 160 


121.1 5,855,235 
176.1 V 5,855,236 


CLASS 162 


14 5,855,736 
30.11 $5,855,737 
113 5,855,738 
117 5,855,739 
358.3 5,855,740 


CLASS 164 
113 5,855,237 
457 5,855,239 
461 5,855,238 


CLASS 165 


16 5,855,240 
104.16 5,855,241 


CLASS 166 


236 5,855,242 
275 5,855,243 
295 5,855,244 


CLASS 172 


328 5,855,245 
604 5,855,246 


CLASS 174 


35 GC $5,856,632 
67 5,856,633 
135 5,856,634 
153G 5,856,635 
255 5,856,636 


CLASS 175 
5,855,247 


CLASS 177 


145 5,856,637 
210 EM 5,856,638 


CLASS 178 
18 5,856,639 


CLASS 180 


9.21 5,855,248 
214 5,855,249 
312 5,855,250 


CLASS 181 
5,856,640 


CLASS 182 


5 5,855,251 
214 5,855,252 


CLASS 187 
275 RE. 36,022 
330 5,855,253 
411 5,855,254 


374 


218 





PI 124 


CLASS 188 
5,855,255 
$5,855,256 
$,855,257 
5,855,258 
$5,855,259 
5,855,260 


CLASS 191 
5,855,261 
5,855,262 


CLASS 192 
5,855,264 
5,855,263 
5,855,266 
5,855,265 
5,855,267 


CLASS 194 
5,855,268 


CLASS 198 
5,855,269 
5,855,270 
5,855,271 


CLASS 200 
5,856,641 
5,856,642 
5,856,643 
5,856,644 
5,856,645 
5,856,646 


CLASS 202 
158 5,855,741 
241 5,855,742 


CLASS 203 
74 $,855,743 


CLASS 204 
5,855,744 
5,855,745 
$5,855,746 
$5,855,747 
5,855,748 
5,855,749 
$,855,751 
5,855,752 
$,855,750 
$,855,753 
5,855,754 


CLASS 205 
5,855,755 
$5,855,756 
$5,855,757 
$5,855,758 
5,855,759 
5,855,760 
5,855,761 
5,855,762 
5,855,763 
5,855,764 
5,855,765 


CLASS 206 
A 5,855,272 
5,855,273 
5,855,274 
5,855,275 


1B 
I7R 
$0.32 
61.43 
61.53 
600 


5,855,768 


CLASS 209 
5,855,769 
$5,855,770 
5,855,771 


CLASS 210 
$,855,772 
5,855,773 
5,855,774 
5,855,775 
5,855,776 
$5,855,777 
$5,855,778 
5,855,779 
5,855,780 
$5,855,781 
5,855,782 
5,855,783 
5,855,784 
5,855,785 
5,855,786 


5,855.79 
5'855,800 


CLASS 211 
5,855,279 
5,855,280 
5,855,282 
$5,855,281 
5,855,283 
5,855,284 
5,855,285 
$5,855,286 


CLASS 215 


5,855,287 
5,855,288 
5,855,289 
CLASS 216 
5,855,801 
5,855,802 
$5,855,803 
5,855,804 
5,855,805 


CLASS 219 


6 


612 5,855,293 


CLASS 221 
5,855,294 


CLASS 222 
5,855,295 
5,855,296 
5,855,297 
5,855,298 
5,855,299 


5,855,310 


CLASS 227 


$5,855,311 
5,855,312 


CLASS 228 
5,855,313 
5,855,314 


CLASS 229 
120.011 5,855,315 
120.14 5,855,316 
186 5,855,317 
198.2 5,855,318 


CLASS 235 
5,856,659 
5,856,660 
5,856,661 
5,856,662 


CLASS 237 
$,855,319 
5,855,320 


176.1 


124.1 
1245 
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CLASS 239 
ul 5,855,321 
5,855,322 
135 5,855,323 
$42 5,855,324 


CLASS 241 
1 5,855,325 
$ 5,855,326 
260.1 RE. 36,023 


CLASS 242 
$,855,327 
5,855,328 
5,855,330 
5,855,331 
5,855,332 
$,855,333 
$,855,334 
5,855,335 
5,855,336 
$,855,337 
$5,855,338 


CLASS 244 
5,855,339 
5,855,340 
5,855,341 


CLASS 248 
5,855,351 
5,855,342 
5,855,343 
5,855,344 
5,855,345 
5,855,346 
5,855,347 
5,855,348 
5,855,349 
5,855,350 
5,855,329 
$,855,352 
$,855,353 
5,855,354 


CLASS 249 
39 5,855,806 
“a 5,855,807 
114.1 5,855,808 


CLASS 250 


$25.6 
541.7 
560 


3.11 
S3R 
176 


423 F 
492.21 
492.22 


923 5,856,675 


CLASS 251 

5,855,355 
5,855,356 
5,855,357 


CLASS 252 

5,855,809 
5,855,810 
5,855,811 
5,856,678 
5,856,679 
$5,855,812 
5,855,813 


120 
129.04 
326 


62.2 
62.6 
79.3 
182.2 
182.24 
299.01 
299.5 
299.67 
314 
373 
383 
400.41 
Sil 


S14 


5,855,360 

5,855,361 
CLASS 256 

5,855,362 


CLASS 257 
2 5,856,681 
96 5,856,682 
139 5,856,683 


23 
88 
100 
209 


13.1 


5,856,684 
5,856,685 
5,856,687 
5,856,686 
5,856,688 
5,856,689 
5,856,690 
5,856,691 
5,856,692 
5,856,693 


5,855,823 


CLASS 264 
5,855,824 
5,855,825 
$5,855,826 
$,855,827 
5,855,828 
$5,855,829 
$,855,830 
5,855,831 
$5,855,832 
5,855,833 
5,855,834 
5,855,835 
5,855,836 
$5,855,837 
5,855,838 
5,855,839 
5,855,840 
5,855,841 
5,855,842 


CLASS 266 
$5,855,843 


CLASS 267 
132 5,855,363 
140.13 5,855,364 


CLASS 269 


32 5,855,365 
31S 5,855,366 


CLASS 270 
5,855,384 


CLASS 271 
5,855,367 
5,855,368 


CLASS 273 
$5,855,369 
5,855,370 
$,855,371 
5,855,372 
$5,855,373 
$5,855,374 


CLASS 277 
5,855,375 


CLASS 279 
50 $5,855,377 
133 5,855,376 


CLASS 280 
5.514 5,855,379 
7.13 $,855,380 
11.19 $5,855,382 

5,855,383 
5,855,378 
5,855,385 
5,855,381 
5,855,386 
$,855,387 
$,855,388 
$5,855,389 


47.38 


CLASS 283 
67 5,855,395 
112 5,855,396 
CLASS 285 
93 5,855,397 
5,855,398 
5,855,399 
CLASS 290 
45 5,856,709 
CLASS 292 
5,855,400 


CLASS 294 


$5,855,401 
5,855,402 
5,855,403 


CLASS 296 


ws 


378.13 
452.27 5,855,415 


CLASS 301 
5,855,416 


CLASS 303 
3 5,855,417 
7 5,855,418 
9.69 5,855,419 
113.4 5,855,420 


CLASS 305 


5,855,421 
RE. 36,025 


CLASS 307 
10.1 5,856,710 
10.6 5,856,711 
64 5,856,712 
125 5,856,713 


CLASS 310 
5,856,714 
5,856,715 
54 5,856,716 
71 5,856,717 
90 5,856,718 
103 5,856,719 
313R 5,856,720 
321 5,856,722 


CLASS 312 
42 5,855,422 
221 5,855,423 
408 5,855,424 


CLASS 313 
2s 5,856,721 
5,856,723 
5,856,724 
5,856,725 
5,856,726 


CLASS 315 


124.1 


136 
187 


aR 
50 


402 
1 


35 

209 
370 
386 


245 
632 
652 
663 
696 
802 


5,856,743 


5,856,744 
5,856,745 


CLASS 326 
17 5,856,746 


CLASS 327 
18 5,856,747 
$3 5,856,748 
66 5,856,749 
72 5,856,750 
74 5,856,751 
112 5,856,752 
5,856,753 
5,856,754 
5,856,755 
$5,856,756 
5,856,757 


CLASS 330 
85 5,856,758 
124R 5,856,759 
298 5,856,760 


CLASS 331 
ul 5,856,761 
5,856,762 
5,856,763 
5,856,764 
5,856,765 
5,856,766 


CLASS 333 
5,856,768 
5,856,769 
5,856,770 
5,856,767 


CLASS 335 
5,856,771 
5,856,772 

CLASS 338 

22R 5,856,773 


118 5,856,774 
310 5,856,775 


CLASS 340 
310.01 


«7 
540 


$53 


aed 
107 R 
108 C 
176 


9S 
174 
182 
245 


262 
296 


5,856,810 


CLASS 345 
5,856,811 
5,856,812 
5,856,813 
5,856,814 
5,856,815 
5,856,816 
5,856,817 
5,856,818 
5,856,819 
5,856,821 
5,856,822 
5,856,824 





$5,856,820 
5,856,997 
5,856,825 
5,856,826 
5,856,827 
5,856,828 
5,856,829 
5,856,830 
5,856,831 
5,856,832 


CLASS 347 
5,856,833 


5,856,859 


CLASS 351 
5,856,860 
5,856,861 


CLASS 352 
5,856,862 


CLASS 353 
5,855,425 


CLASS 355 
5,856,863 
5,856,864 


CLASS 359 
5,856,880 
5,856,881 
5,856,879 
5,856,882 
5,856,883 
5,856,884 
5,856,885 
5,856,886 
5,856,887 
5,856,888 


CLASS 360 


CLASS 361 
42 5,856,902 
96 5,856,903 
ill 5,856,904 
187 5,856,905 
234 5,856,906 
5,856,907 
5,856,908 
5,856,909 
5,856,910 
5,856,911 
5,856,912 
5,856,913 
5,856,914 
5,856,915 


CLASS 362 
5,855,426 
5,855,427 
5,855,428 
5,855,429 
5,855,430 


CLASS 363 
5,856,916 
5,856,917 
5,856,918 
5,856,919 
5,856,920 


CLASS 364 
132 5,856,921 
431.061 
468.28 
474.24 
489 
490 
91 
496 
$10 
SI4A 
550 
578 
5,856,933 
724011 5,856,934 
727.01 5,856,935 
768 5,856,936 


CLASS 365 
5,856,937 
5,856,938 


230.08 5,856,952 


CLASS 366 
199 5,855,431 
322 5,855,432 


CLASS 367 
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CLASS 371 
5,856,980 
5,856,981 
5,856,982 
5,856,983 
5,856,984 
5,856,985 
5,856,986 
5,856,987 
5,856,988 
5,856,989 


CLASS 372 
5,856,990 
5,856,991 
5,856,992 
5,856,993 
5,856,994 
5,856,995 
5,856,996 


CLASS 375 
5,856,998 
5,856,999 
5,857,000 


5,857,006 


CLASS 378 
5,857,007 
5,857,008 


CLASS 379 
5,857,010 
5,857,011 
5,857,009 
5,857,012 
$5,857,013 
5,857,014 
5,857,015 
5,857,016 
$5,857,017 
5,857,018 
5,857,019 


CLASS 380 
5,857,020 
5,857,021 
5,857,022 
5,857,023 
5,857,024 
5,857,025 


CLASS 381 
5,857,026 
5,857,027 


CLASS 382 
5,857,028 
5,857,029 
5,857,030 
5,857,031 
5,857,032 
5,855,433 


CLASS 383 
5,855,434 
5,855,435 

CLASS 384 
5,855,436 
5,855,437 
5,855,438 
5,855,439 


CLASS 385 


5,857,054 


5,857,055 


CLASS 386 
5,857,056 
5,857,044 
5,857,058 
5,857,059 


CLASS 388 
5,857,060 
5,857,061 


CLASS 392 
5,857,062 


CLASS 395 
5,857,063 
5,857,064 
5,857,065 
5,857,066 
5,857,067 
5,857,069 
5,857,070 
5,857,071 
$,857,072 
5,857,073 
5,857,074 
5,857,075 
5,857,076 
5,857,078 
5,857,077 
$5,857,080 
5,857,081 
5,857,082 
5,857,083 
5,857,084 
5,857,085 
5,857,086 
5,857,087 
5,857,088 
5,857,090 
5,857,091 
5,857,092 
5,857,093 
5,857,094 
5,857,095 
5,857,089 
5,857,096 
5,857,097 
5,857,098 
5,857,101 
5,857,102 
5,857,100 
5,857,103 
5,857,104 
5,857,105 
5,857,106 
5,857,107 
5,857,108 
5,857,115 
5,857,109 
5,857,110 
5,857,111 
5,857,112 
$5,857,113 
5,857,114 
5,857,116 
5,857,117 
5,857,118 


CLASS 396 
5,857,119 
5,857,120 
5,857,121 
5,857,122 
5,857,123 
5,857,124 
5,857,125 
5,857,127 
5,857,128 
5,857,126 


CLASS 399 
5,857,129 
5,857,130 
5,857,131 
5,857,132 
5,857,133 
5,857,134 
5,857,135 
5,857,136 
5,857,137 
5,857,138 


CLASS 400 
5,855,440 
5,855,441 

CLASS 401 

195 5,855,442 


CLASS 403 
5,855,443 


PRaGS 


cit 


615.2 


5,855,444 
5,855,445 
5,855,446 
5,855,447 
5,855,448 
5,855,449 
5,855,450 
5,855,451 


CLASS 405 
$5,855,452 
5,855,454 
5,855,455 

CLASS 406 
5,855,456 


CLASS 407 
5,855,457 
5,855,458 

CLASS 410 
5,855,459 


CLASS 411 


5,855,460 
5,855,461 
5,855,463 
5,855,462 


CLASS 412 
5,855,464 


CLASS 414 
5,855,465 
5,855,466 
5,855,467 
5,855,468 


CLASS 415 


a 5,855,469 


CLASS 416 
5,855,470 
R 5,855,471 


CLASS 417 
5,855,472 


CLASS 418 
5,855,473 
5,855,474 
5,855,475 


CLASS 419 
5,857,139 


CLASS 420 
5,855,844 
5,855,845 
5,855,846 


CLASS 422 
5,855,847 
5,855,848 
5,855,849 


5,855,880 
5,855,881 
5,855,882 


> > 
Ba 


a> 
$c 


SSShSseseRS Bs 


& 
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5,855,883 
5,855,884 
5,855,885 
5,855,886 
5,855,887 
5,855,888 
5,855,889 
5,855,891 
5,855,892 
5,855,893 
5,855,894 
5,855,901 
5,855,902 
5,855,895 
5,855,896 
5,855,897 


5,855,930 
5,855,931 
5,855,932 
5,855,933 
5,855,934 
5,855,935 


CLASS 426 
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5,855,978 
5,855,979 
5,855,980 
5,855,981 
5,855,982 
5,855,984 
5,855,983 


5,856,034 
5,856,035 
5,856,036 
5,856,037 
5,856,038 
5,856,039 
5,856,040 
5,856,041 
5,856,042 
5,856,043 
5,856,044 
5,856,045 
5,856,046 
$5,856,047 


CLASS 430 
5,856,048 
5,856,049 
5,856,050 
5,856,051 
5,856,052 
$5,856,053 
$5,856,054 
5,856,055 
5,856,056 
5,856,057 
5,856,058 
$5,856,059 
5,856,060 
5,856,061 
5,856,062 
5,856,063 
5,856,064 
5,856,065 
5,856,066 
5,856,067 
5,856,068 
5,856,069 
5,856,070 
$5,856,071 
5,856,072 
5,856,073 
$5,856,074 
5,856,075 
5,856,076 
5,856,077 





5,856,078 
5,856,079 
5,856,080 


CLASS 432 
5,855,476 
5,855,477 


CLASS 433 
5,855,478 
5,855,479 


CLASS 434 


5,855,480 
5,855,481 
5,855,482 
5,855,483 
RE. 36,028 


CLASS 435 
5,856,081! 
5,856,082 
5,856,083 
5,856,084 
5,856,085 
5,856,086 
5,856,087 
5,856,088 
5,856,089 
5,856,090 
5,856,091 
5,856,092 
5,856,093 
5,856,094 
5,856,095 
5,856,096 
5,856,097 
5,856,098 
5,856,099 
5,856,100 
5,856,101 
5,856,102 
5,856,103 
5,856,104 
5,856,105 
5,856,106 
5,856,107 
5,856,110 
5,856,111 
5,856,112 
$5,856,113 
5,856,108 
5,856,109 
5,856,114 
5,856,115 
5,856,116 
5,856,117 
$5,856,118 
5,856,119 
5,856,120 
5,856,121 
5,856,122 
5,856,123 
5,856,124 
5,856,125 
5,856,126 
5,856,127 
5,856,128 
5,856,129 
5,856,130 
5,856,131 
5,856,132 
5,856,133 
5,856,134 
5,856,135 
5,856,136 
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403,737 
403,751 
403,753 
403,759 
403,766 
403,790 
403,791 
403,796 
403,800 
403,802 
403,802 
403,804 
403,815 
403,528 
403,567 
403,592 
403,705 
403,717 
403,495 
403,513 
403,547 
403,576 
403,606 
403,662 
403,676 
403,701 
403,730 
403,731 
403,768 
403,805 
403,777 
403,829 
403,830 


5,855,493 
$5,855,510 
5,855,634 
5,855,650 
5,855,654 
5,855,660 
$5,855,719 
5,855,764 
5,855,805 
5,855,817 
5,855,844 
5,855,856 
$5,855,869 
5,855,931 
$5,855,997 
5,856,083 
5,856,085 
5,856,119 
5,856,152 


5,856,191 
5,856,249 
5,856,390 
5,856,715 
5,857,066 
5,856,819 
5,855,044 
$5,855,151 
5,855,360 
5,855,538 
5,855,579 
5,855,633 
5,855,772 
5,855,798 
5,856,033 
5,856,095 
5,856,407 
5,856,424 
5,856,553 
5,856,591 


RE. 36,029 


5,856,611 
5,856,643 
5,856,644 
5,856,743 
5,856,791 
5,856,903 
5,856,919 
5,857,031 
5,857,046 
5,857,069 
5,857,088 
5,855,179 
5,855,307 
5,855,777 
5,855,034 
5,855,180 
5,855,199 
5,855,561 
5,855,991 


DESIGN PATENTS 


5,855,035 
5,855,062 
5,855,076 
5,855,101 
5,855,103 
5,855,165 
5,855,174 
5,855,178 
5,855,209 
5,855,226 
5,855,242 
5,855,243 
5,855,247 
5,855,344 
5,855,362 
5,855,455 
5,855,479 
$5,855,524 
5,855,542 
5,855,582 
5,855,630 
5,855,665 
5,855,755 
5,855,767 
5,855,816 
5,855,866 
5,855,911 
5,855,915 
$,856,029 
5,856,030 
5,856,031 
5,856,052 
5,856,096 
5,856,103 
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88 
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856,404 
5,856,412 
$5,856,527 
5,856,531 
5,856,588 


5,857,116 
5,857,155 
RE. 36,031 
5,855,761 
5,855,870 
5,855,908 
5,855,956 
5,856,035 
5,856,178 
5,856,901 
5,856,114 
5,856,953 
5,855,029 
5,855,041 
5,855,097 
5,855,497 
5,855,500 
5,855,676 
5,855,686 
5,855,799 
5,855,973 


PI 131 


5,856,869 
5,857,144 
5,857,167 
5,855,181 
$5,855,204 
$5,855,287 
5,855,389 
$,855,505 
5,855,557 
5,855,827 
5,856,082 
5,856,115 
5,856,271 
5,856,296 
$,856,331 
5,856,571 
5,856,631 
5,856,736 
5,856,753 
5,856,772 
5,856,928 
5,857,049 
5,857,101 
$5,857,172 
5,857,175 
5,855,467 
5,856,150 
5,856,263 
5,856,372 
5,856,428 
5,855,281 
5,855,283 
5,855,288 
5,855,434 
5,855,496 
$5,855,547 
5,855,550 
5,855,715 
$5,855,747 
5,855,917 
5,856,102 
5,856,144 
5,856,148 
5,856,149 
5,856,173 
5,856,536 
5,856,646 
5,857,007 
5,857,061 
5,855,262 
5,856,785 





GEOGRAPHICAL INDEX OF RESIDENCE OF INVENTORS 


9 403,505 403,734 53 403,507 403,580 3S 403,743 
$1 403,554 403,782 403,559 403,636 403,758 
403,617 403,831 403,569 54 403,626 403,823 


PLANT PATENTS 


STATUTORY INVENTION REGISTRATIONS 


H1,767 H1,771 H1,775 | 
H1,768 H1,773 34 H1,772 ” 





MARKS PUBLISHED FOR OPPOSITION 


The following marks are published in compliance with section 12(a) of the Trademark Act of 1946. Applications for the 
registration of marks in more than one class have been filed as provided in section 30 of said act as amended by Public Law 
772, 87th Congress, approved Oct. 9, 1962, 76 Stat. 769. Opposition under section 13 may be filed within thirty days of the date 


of this publication. See rules 2.101 to 2.105 


A separate fee of two hundred dollars for opposing each mark in cach class must accompany the opposition 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. | 


, 1973 rather than the 


international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210) 


Application in more than one class 


SN 74-598,449. FRANCO MIRABELLI DESIGN, INC., TO- 
RONTO, ONTARIO, CANADA, FILED 11-14-1994 


FRANCO MIRABELLI 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 760,431, FILED 7-29-1994, REG. NO 
TMA498353, DATED 8-6-1998, EXPIRES 8-6-2013 

“FRANCO MIRABELLI" IDENTIFIES A LIVING INDI- 
VIDUAL WHOSE CONSENT IS OF RECORD 


CLASS 14—JEWELRY 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50) 
FIRST USE 1-15-1983, IN COMMERCE 9-15-1986 


CLASS 25—CLOTHING 


FOR CLOTHING AND ACCESSORIES, NAMELY, 
MEN’S AND WOMEN’S SUITS, DRESSES, JACKETS, 
SKIRTS, TROUSERS, SHORTS, BLOUSES, SHIRTS, 
SWEATERS, AND VESTS; KNITWEAR, NAMELY, HATS; 
AND FASHION ACCESSORIES, NAMELY, GLOVES, 
BELTS, AND TEE-SHIRTS (U.S. CLS. 22 AND 39) 

FIRST USE 1-15-1983, IN COMMERCE 9-15-1986. 


SN 74-004,685. NISSIN SHOKUHIN KABUSHIKI KAISHA, 
DBA NISSIN FOOD PRODUCTS CO., LTD., OSAKA, 
JAPAN, FILED 11-30-1994 


GEOSPORTS 


OWNER OF JAPAN REG. NO 
8-8-1997, EXPIRES 8-8-2007 


3337.367, DATED 


CLASS 29-—-MEATS AND PROCESSED FOODS 


POR FERMENTED SOY BEAN PASTE SAUCE FOR 
SOUP, AND SWEET BEAN PASTE (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR INSTANT, PRECOOKED AND/OR UNCOOKED 
NOODLES; COCOA; COFFEE; COFFEE BEANS; TEA; 
STARCH SYRUP; COOLING SALT; SEASONING; SPICES; 
RICE; GLUTEN FOR FOOD; OAT FLAKES; OATMEAL; 
BOILED AND DRIED RICE; ENRICHED RICE; COAT- 
INGS MADE OF FLOUR FOR DUMPLINGS STUFFED 
WITH MINCED PORK; CORN FLAKES; ARTIFICIAL 
RICE; SPAGHETTI; BREAD CRUMBS; FLUFFY WHEAT 
GLUTEN CAKES; CANNED BOILED RICE; MACARONI; 
POUNDED RICE CAKE; CANDY; BREAD AND BUNS; 
CAKE MIXES; PANCAKE MIXES; DONUT MIXES; PUD- 
DING MIXES; INSTANT ICE CREAM MIXES; ALMOND 
PASTE; BAKING POWDER; ICE; SALAD DRESSING; 
SANDWICHES; PIZZAS; MEAT PIES; AND RAVIOLI (U.S. 
CL. 46) 


SN 74-683,242. PG&E ENERGY SERVICES CORPORA- 
TION, SAN FRANCISCO, CA. BY CHANGE OF NAME 
FROM VANTUS ENERGY CORPORATION, SAN FRAN- 
CISCO, CA. FILED 6-1-1995 


VANTUS 


CLASS 4—LUBRICANTS AND FUELS 


FOR ENERGY COMMODITIES, NAMELY, NATURAL 
GAS, OIL, COAL, AND LIQUIFIED FUELS, NAMELY, 
NATURAL GAS, PROPANE, ETHANOL, METHANOL, 
DIESEL FUEL AND SYNTHETIC FUELS (U.S. CLS. 1, 6 
AND 15). 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER HARDWARE AND COMPUTER OP- 
ERATING PROGRAMS AND APPLICATIONS PRO- 
GRAMS FOR EVALUATING, MONITORING, MANAG- 
ING, CONTROLLING, SUPPLYING, CONVERTING, CON- 
DITIONING AND TESTING ENERGY OPERATIONS, 
USAGE, POWER QUALITY AND ENERGY EFFICIENCY 
WITHIN INDUSTRIAL AND BUSINESS ENVIRON- 
MENTS, AND MANUALS SOLD AS A UNIT; REGULA- 
TORS, SWITCHES, MONITORS, CONTROLLERS, FIL- 
TERS, TRANSFORMERS, CIRCUIT BREAKERS, AND CA- 
PACITOR BANKS FOR ALL EVALUATING, MONITOR- 
ING, MANAGING, CONTROLLING, SUPPLYING, CON- 
VERTING, CONDITIONING AND TESTING BUSINESS 
AND INDUSTRIAL ENERGY OPERATIONS, USAGE, 
POWER QUALITY AND ENERGY EFFICIENCY (US. 
CLS. 21, 23, 26, 36 AND 38). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR ENERGY FACILITIES AND INFRASTRUCTURE, 
NAMELY, POWER PLANTS; SUBSTATIONS; COGEN- 
ERATION UNITS; ENERGY GENERATION, TRANSMIS- 
SION, STORAGE AND DISTRIBUTION FACILITIES (U.S. 
CLS. 13, 21, 23, 31 AND 34). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MANAGEMENT CONSULTATION; 
MANAGEMENT ASSISTANCE; AUDITING UTILITY 
RATES FOR OTHERS; ENERGY BILL PAYMENT SERV- 
ICES; ENERGY BILL AUDITING AND RATE ANALYSIS 
(U.S. CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR ELECTRICITY AND GAS BROKERAGE SERV- 
ICES (U.S. CLS. 100, 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR CONSTRUCTION OF FACILITIES AND INFRA- 
STRUCTURE FOR ENERGY GENERATION, TRANSMIS- 
SION, STORAGE AND DISTRIBUTION; INSTALLATION, 
OPERATION AND MAINTENANCE OF FACILITIES 
AND INFRASTRUCTURE FOR ENERGY GENERATION, 
TRANSMISSION, STORAGE AND DISTRIBUTION (U.S. 
CLS. 100, 103 AND 106). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR TRANSPORTING, STORING AND DISTRIBUTING 
OF ENERGY COMMODITIES; ARRANGING FOR TRANS- 
MISSION, TRANSPORTATION, STORAGE AND DISTRI- 
BUTION OF ENERGY COMMODITIES, DISTRIBUTION 
OF ELECTRICITY (U.S. CLS. 100 AND 105). 


CLASS 40—MATERIAL TREATMENT 


FOR ENERGY CONVERSION AND GENERATION 
SERVICES; PRODUCTION OF ELECTRICITY (U.S. CLS. 
100, 103 AND 106). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DESIGN FOR OTHERS IN THE FIELDS OF 
ENERGY GENERATION, TRANSMISSION, STORAGE 
AND DISTRIBUTION OF ENERGY COMMODITIES; 
DESIGN FOR OTHERS IN CONNECTION WITH ENERGY 
FACILITIES AND INFRASTRUCTURE, ENERGY GEN- 
ERATION, TRANSMISSION, STORAGE, AND DISTRIBU- 
TION FACILITIES AND INFRASTRUCTURE; DESIGN OF 
FACILITIES AND INFRASTRUCTURE FOR OTHERS TO 
EVALUATE, MONITOR, MANAGE, CONTROL, TEST, 
SUPPLY CONDITION AND CONVERT ENERGY AND 
ENERGY OPERATIONS USAGE, POWER QUALITY AND 
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ENERGY EFFICIENCY; DESIGN FOR OTHERS IN THE 
FIELDS OF ENERGY COMMODITY PURCHASES AND 
SALES, ENERGY BROKERING, ENERGY MARKETING; 
ENERGY AUDITING SERVICES; AUDITING ENERGY 
USAGE; ENERGY USAGE MEASUREMENT REPORTING 
AND ANALYSIS; CONSULTING SERVICES IN CONNEC- 
TION WITH TRANSMISSION, STORAGE AND DISTRI- 
BUTION OF ENERGY COMMODITIES; CONSULTING 
SERVICES IN CONNECTION WITH ENERGY FACILI- 
TIES AND INFRASTRUCTURE, ENERGY GENERATION, 
TRANSMISSION, STORAGE AND DISTRIBUTION FA- 
CILITIES AND INFRASTRUCTURE; CONSULTING 
SERVICES TO EVALUATE, MONITOR, MANAGE, CON- 
TROL, TEST, SUPPLY, CONDITION, AND CONVERT 
ENERGY AND ENERGY OPERATIONS, USAGE, POWER 
QUALITY AND ENERGY EFFICIENCY; CONSULTING 
SERVICES IN THE FIELDS OF ENERGY COMMODITY 
PURCHASES AND SALES, ENERGY BROKERING, 
ENERGY MARKETING (U.S. CLS. 100 AND 101). 


SN 75-033,263. MARTIN-WILLIAMS, INC., MINNEAPOLIS, 
MN. FILED 12-15-1995. 


GNU MEDIA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEW MEDIA”, APART FROM THE MARK AS 
SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MARKETING CONSULTING SERV- 
ICES, NAMELY, INTERACTIVE AND GLOBAL COM- 
PUTER NETWORK MARKETING SERVICES (U.S. CLS. 
100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PRODUCT DEVELOPMENT CONSULTATION, 
NAMELY, MULTIMEDIA SOFTWARE DEVELOPMENT 
FOR OTHERS (U.S. CLS. 100 AND 101). 


SN 75-107,477. SELECT TECHNOLOGIES CORPORATION, 
SYRACUSE, NY. FILED 5-21-1996. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR COMPUTERIZED TRACKING IN THE FIELD OF 
TICKETING FOR ENTERTAINMENT EVENTS FOR 
WHICH TICKETS ARE OFFERED, NAMELY, TICKET- 
ING, TICKET SALES, TICKET AVAILABILITY, TICKET 
SALES VOLUME, TICKET MARKETING, INVENTORY, 
AND MONETARY EXPENDITURES (U.S. CLS. 100, 101 
AND 102). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR INSTALLATION AND MAINTENANCE OF COM- 
PUTER SOFTWARE; PRINTING TICKETS (U.S. CLS. 100 
AND 10). 


SN 75-108,804. FLEXPOINT, INC., SALT LAKE CITY, UT. 
FILED 4-18-1996. 


FLEXPOINT 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRONIC COMPONENTS, NAMELY, FLEXI- 
BLE RESISTORS WHICH PRESENT ELECTRICAL RE- 
SISTANCE UPON APPLICATION OF AN ELECTRICAL 
POTENTIAL IN WHICH THE RESISTANCE VARIES IN A 
GENERALLY PREDICTABLE MANNER WHEN THE 
COMPONENT IS MECHANICALLY DEFLECTED AND 
ELECTRICAL AND ELECTRONIC CIRCUITS WITH 
SUCH FLEXIBLE RESISTORS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


CLASS 40—MATERIAL TREATMENT 


FOR CUSTOM DESIGN OF ELECTRONIC COMPO- 
NENTS, NAMELY, FLEXIBLE RESISTORS WHICH 
PRESENT ELECTRICAL RESISTANCE UPON APPLICA- 
TION OF AN ELECTRICAL POTENTIAL IN WHICH THE 
RESISTANCE VARIES IN A GENERALLY PREDICT- 
ABLE MANNER WHEN THE COMPONENT IS MECHANI- 
CALLY DEFLECTED AND ELECTRICAL AND ELEC- 
TRONIC CIRCUITS (U.S. CLS. 100, 103 AND 106). 


SN 75-117,246. CONNECT, INC., MOUNTAIN VIEW, CA. 
BY MERGER WITH CONNECT, INC., MOUNTAIN 
VIEW, CA. FILED 6-11-1996. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS FOR PROVIDING AN 
ON-LINE INTERACTIVE PLATFORM TO GAIN ACCESS 
TO AND CREATE APPLICATIONS ON A PROPRIETARY 
WIDE AREA COMPUTER NETWORK AND A GLOBAL 
COMPUTER INFORMATION NETWORK AND MANUALS 
SOLD AS A UNIT (U.S. CLS. 21, 23, 26, 36 AND 38). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SOFTWARE DESIGN, APPLICA- 
TIONS DEVELOPMENT AND MANAGEMENT FOR 
OTHERS; COMPUTER SOFTWARE SUPPORT, NAMELY, 
TECHNICAL SOFTWARE CONSULTATION; COMPUTER 
HOSTING SERVICES, NAMELY, PROVIDING MULTI- 
PLE-USER ACCESS TO A PROPRIETARY WIDE AREA 
COMPUTER NETWORK AND A GLOBAL COMPUTER 
INFORMATION NETWORK FOR THE TRANSFER AND 
DISSEMINATION OF A WIDE RANGE OF INFORMA- 
TION, CREATING AND POSTING OF NETWORK 
DOMAIN NAMES, AND CREATING OPERATIONAL 
WEB SITES FOR OTHERS (U.S. CLS. 100 AND 101). 


SN 75-130,152. MOWAX HEADZ LTD., LONDON NI, ENG- 
LAND, FILED 7-5-1996. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED 
KINGDOM APPLICATION NO. 2050253, FILED 1-4-1996. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR MUSICAL SOUND RECORDINGS; COMPACT 
DISCS, AUDIO CASSETTE TAPES AND COMPUTER 
SOUND CARDS FEATURING MUSIC; VIDEO CASSETTE 
TAPE CARTRIDGES; CARTRIDGES OR DAT’S FOR IN- 
STRUMENTAL AND/OR VOCAL PERFORMANCES; 
COMPUTER SOFTWARE AND CD ROM’S RELATING TO 
MUSIC, MUSICAL ENETERTAINMENT, MUSIC GROUPS 
AND/OR DISC JOCKEYS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BOOKS, BOOKLETS, MAGAZINES, PAMPHLETS 
AND NEWSLETTERS FEATURING MUSIC, MUSICAL 
GROUPS, MUSIC ENTERTAINMENT AND/OR DISC 
JOCKEYS; MOUNTED (OR UNMOUNTED) PHOTO- 
GRAPHS; POSTERS; STICKERS (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 


CLASS 25—CLOTHING 


FOR T-SHIRTS, SWEATSHIRTS, SHIRTS, SHORTS, 
JACKETS, OVERALLS, SCARVES, TIES, SOCKS, SHOES, 
SNEAKERS, BEACH SHOES, TANK-TOPS, BANDANNAS, 
BASEBALL CAPS, HATS, SKI HATS, RAINWEAR, PULL- 
OVERS, HALLOWEEN COSTUMES (U.S. CLS. 22 AND 39). 
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CLASS 28—TOYS AND SPORTING GOODS 


FOR COMPUTER GAME SOFTWARE, VIDEO GAME 
SOFTWARE, PADDLE BALL GAMES, CARD GAMES, 
ACTION SKILL GAMES, PARLOR GAMES, TARGET 
GAMES, PINBALL-TYPE GAMES, ROLL PLAYING 
GAMES, BATH TOYS, CRIB TOYS, DISC TOSS TOYS, 
DRAWING TOYS, MECHANICAL ACTION TOYS, MUSIC 
BOX TOYS, BABY MULTIPLE ACTIVITY TOYS, ELEC- 
TRIC ACTION TOYS, MUSICAL TOYS, PLUSH TOYS, 
RIDE-ON TOYS, AND SAND TOYS (U.S. CLS. 22, 23, 38 
AND 50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR MOTION PICTURE FILM PRODUCTION; PRO- 
DUCTION OF RADIO AND TELEVISION PROGRAMS; 
ENTERTAINMENT IN THE NATURE OF THEATER PRO- 
DUCTIONS; SOUND RECORDING STUDIO SERVICES; 
DISCOTHEQUE; ENTERTAINMENT, NAMELY, LIVE 
PERFORMANCE BY ROCK GROUPS, RAP GROUPS, 
SINGER OR SINGERS, MUSICAL GROUPS; NIGHT 
CLUBS; DISC JOCKEYS FOR PARTIES AND SPECIAL 
EVENTS (U.S. CLS. 100, 101 AND 107). 


SN 75-142,366. INTEGRAMED AMERICA, 
CHASE, NY. FILED 7-30-1996. 


INTEGRAMED AMERICA 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVISION OF COMPREHENSIVE MANAGE- 
MENT SUPPORT SERVICES, NAMELY, BUSINESS MAR- 
KETING AND HUMAN RESOURCE MANAGEMENT 
CONSULTATION SERVICES TO SPECIALTY MEDICAL 
PROVIDERS IN THE FIELD OF PHYSICIAN-ASSISTED 
REPRODUCTION AND ADULT WOMEN’S MEDICAL 
SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-1-1996; IN COMMERCE 5-1-1996. 


INC., PUR- 


CLASS 36—INSURANCE AND FINANCIAL 


FOR PROVISION OF COMPREHENSIVE MANAGE- 
MENT SUPPORT SERVICES, NAMELY, FINANCIAL 
MANAGEMENT SERVICES TO SPECIALTY MEDICAL 
PROVIDERS IN THE FIELD OF PHYSICIAN-ASSISTED 
REPRODUCTION AND ADULT WOMEN’S MEDICAL 
SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-1-1996; IN COMMERCE 5-1-1996. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVISION OF COMPREHENSIVE MANAGE- 
MENT SUPPORT SERVICES, NAMELY, LEGAL, COM- 
PUTER INFORMATION SYSTEMS AND LABORATORY 
CLINICAL SERVICES TO SPECIALTY MEDICAL PRO- 
VIDERS IN THE FIELD OF PHYSICIAN-ASSISTED RE- 
PRODUCTION AND ADULT WOMEN’S MEDICAL SERV- 
ICES (U.S. CLS. 100 AND 101). 

FIRST USE 5-1-1996; IN COMMERCE 5-1-1996. 


SN 75-151,362. KNOLL AG, 67008 LUDWIGSHAFEN, FED 
REP GERMANY, FILED 8-15-1996. 


XTEC 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 


GERMANY APPLICATION NO. 39607341.7, FILED 
2-16-1996, REG. NO. 39607341, DATED 7-8-1996, EXPIRES 
2-28-2006. 
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CLASS 1—CHEMICALS 


FOR CHEMICALS FOR USE IN THE MANUFACTURE 
OF PHARMACEUTICALS, COSMETICS, FOOD, ANIMAL 
FEED, AGRICULTURAL GOODS, FERTILIZER, FUNGI- 
CIDES, HERBICIDES, PESTICIDES, LAUNDRY AND 
PERSONAL CARE PRODUCTS; UNPROCESSED PLAS- 
TICS FOR USE IN EXTRUSION; FERTILIZERS FOR AG- 
RICULTURAL AND DOMESTIC USE; CHEMICALS FOR 
KEEPING FRESH AND PRESERVING FOODSTUFFS; 
TANNING AGENTS FOR USE IN THE MANUFACTURE 
OF LEATHER; ADHESIVES FOR USE IN THE MANU- 
FACTURE OF MEDICAL PLASTERS FOR TRANSDER- 
MAL PHARMACEUTICAL SYSTEMS (U.S. CLS. 1, 5, 6, 10, 
26 AND 46). 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR MEDICATED AND TOILET SOAPS; PERFUME; 
PERFUME OILS; ESSENTIAL OILS FOR FOOD FLAVOR- 
INGS; ESSENTIAL OILS FOR INDUSTRIAL USE, 
NAMELY, TERPENE DERIVATES; ESSENTIAL OILS 
FOR PERSONAL USE; ESSENTIAL OILS FOR USE IN 
MANUFACTURING; TOOTH GELS (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 


CLASS 5—PHARMACEUTICALS 


FOR FULL LINE OF PHARMACEUTICAL PREPARA- 
TIONS MANUFACTURED WITH MELT EXTRUSION, 
FULL LINE OF VETERINARY PHARMACEUTICAL 
PREPARATIONS MANUFACTURED WITH MELT EX- 
TRUSION; FULL LINE OF SANITIZING PREPARATIONS 
MANUFACTURED WITH MELT EXTRUSION; DIETARY 
SUPPLEMENTS; FOOD AND DRINK SUPPLEMENTS IN 
THE FORM OF SWEETS, SUGAR-COATED TABLETS, 
CAPSULES, SYRUP, CHEWABLE TABLETS, CHEWING 
GUM, POWDERS AND EFFERVESCENT TABLETS 
EITHER CONSISTING OF OR CONTAINING VITAMINS, 
MINERAL SALTS AND TRACE ELEMENTS; BABY 
FOOD; WOUND AND SURGICAL DRESSINGS; MEDI- 
CAL PLASTERS; CORN PLASTERS; DENTAL RINSE; 
DENTAL POLISH; MATERIAL FOR STOPPING TEETH; 
DISINFECTANTS FOR MEDICAL, SANITARY, AGRI- 
CULTURAL, AND DOMESTIC USE; PREPARATIONS 
FOR DESTROYING VERMIN; FUNGICIDES FOR AGRI- 
CULTURAL AND DOMESTIC USE; AND HERBICIDES 
FOR AGRICULTURAL AND DOMESTIC USE (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR MEAT EXTRACTS (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR GRAIN AND CHICORY-BASED COFFEE SUBSTI- 
TUES IN SOLUBLE FORM; CHEWING GUM; CANDY 
(U.S. CL. 46). 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR FULL LINE OF SEEDS FOR AGRICULTURAL 
PURPOSES FEATURING CHEMICAL TREATMENT 
WITH MELT EXTRUSION; ANIMAL FOODSTUFFS; 
FEED SUPPLEMENTS FOR PETS AND LIVESTOCK (U.S. 
CLS. 1 AND 46). 


CLASS 32—LIGHT BEVERAGES 


FOR CONCENTRATES, POWDERS, SYRUPS OR EF- 
FERVESCENT TABLETS USED IN THE PREPARATION 
OF SOFT DRINKS AND FRUIT DRINKS (U.S. CLS. 45, 46 
AND 48). 
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CLASS 40—MATERIAL TREATMENT 

FOR MATERIAL TREATMENT SERVICES, IN PAR- 
TICULAR, PROCESSING AND TREATMENT OF CHEMI- 
CAL SUBSTANCES (U.S. CLS. 100, 103 AND 106). 


SN 75-163,594. NATIONAL REGISTRY OF REHABILITA- 
TION TECHNOLOGY SUPPLIERS, LUBBOCK, TX. 
FILED 9-10-1996. 


CRTS 


CLASS 40—MATERIAL TREATMENT 
FOR CUSTOM MANUFACTURE AND FITTING OF RE- 
HABILITATION THERAPY PRODUCTS TO MEET INDI- 


VIDUAL USER REQUIREMENTS (U.S. CLS. 100, 103 AND 
106). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR INSTRUCTING OTHERS ON THE USE AND CARE 
FOR REHABILITATION THERAPY PRODUCTS (U.S. 
CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CUSTOM DESIGN AND TESTING OF REHABILI- 
TATION THERAPY PRODUCTS; EVALUATING THE 
NEEDS OF USERS OF WHEELCHAIRS, SEATING SYS- 
TEMS AND OTHER REHABILITATION THERAPY 
PRODUCTS (U.S. CLS. 100 AND 101). 


SN 75-193,059. BEST SOFTWARE INC., RESTON, VA. 
FILED 11-1-1996. 


BESTSOFTWARE.COM 


OWNER OF U.S. REG. NOS. 1,374,606 AND 1,911,151. 
SEC. 2(F) AS TO “BEST”. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING INFORMATION VIA A GLOBAL 
COMPUTER NETWORK IN THE FIELDS OF ACCOUNT- 
ING, TAX TREATMENT, TAX PREPARATION AND 
FILING, BUSINESS MANAGEMENT, HUMAN RE- 
SOURCES AND SOFTWARE PRODUCT MARKETING 
(U.S. CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 

FOR PROVIDING INFORMATION VIA A GLOBAL 
COMPUTER NETWORK IN THE FIELD OF FINANCIAL 
ASSET MANAGEMENT (U.S. CLS. 100, 101 AND 102). 
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SN 75-194,021. SATAKE CORPORATION, CHIYODA-KU, 
TOKYO, JAPAN, ASSIGNEE OF SATAKE USA INC., 
HOUSTON, TX. FILED 11-6-1996. 











THE DRAWING IS LINED FOR THE COLORS BLUE 
AND GOLD. 

THE MARK CONSISTS IN PART OF A LARGE SPUR 
GEAR. 


CLASS 7—MACHINERY 

FOR FOOD PROCESSING EQUIPMENT, NAMELY, 
SORTING MACHINES, GRAIN CLEANING MACHINES, 
AND MILLING MACHINES (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 

FIRST USE 8-0-1995; IN COMMERCE 4-1-1996. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR OPTO-ELECTRONIC SORTING MACHINES (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-0-1995; IN COMMERCE 4-1-1996. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR DESIGNING OF FLOUR MILLING FACILITIES 
FOR OTHERS (U.S. CLS. 100 AND 101). 

FIRST USE 8-0-1995; IN COMMERCE 4-1-1996. 


SN 75-209,252. LEARNING RESOURCES, INC., LINCOLN- 
SHIRE, IL. FILED 12-6-1996. 


HANDS ON LITERACY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LITERACY”, APART FROM THE MARK AS 
SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR BOOKS SOLD ALONE AND TOGETHER WITH 
MULTIPLE ACTIVITY TOYS AS A UNIT, USED TO 
TEACH READING (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


CLASS 28—TOYS AND SPORTING GOODS 

FOR CHILDREN’S MULTIPLE ACTIVITY TOYS, MANI- 
PULATIVES, AND BOARD GAMES USED TO TEACH 
READING (U.S. CLS. 22, 23, 38 AND 50). 
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SN 75-220,596. SIDDONS RAMSET LTD., CROYDON 
NORTH, VICTORIA, 3136, AUSTRALIA, FILED 
1-2-1997. 


AUSMARK 


OWNER OF AUSTRALIA REG. 
10-21-1988, EXPIRES 10-21-2009. 
OWNER OF AUSTRALIA REG. 
10-21-1988, EXPIRES 10-21-2009. 
OWNER OF AUSTRALIA REG. 
10-21-1988, EXPIRES 10-21-2009. 
OWNER OF AUSTRALIA REG. 
10-21-1988, EXPIRES 10-21-2009. 
OWNER OF AUSTRALIA REG. 
10-21-1988, EXPIRES 10-21-2009. 
OWNER OF AUSTRALIA REG. 
10-21-1988, EXPIRES 10-21-2009. 


CLASS 1—CHEMICALS 


FOR ADHESIVES AND EPOXY RESINS USED FOR 
BUILDING AND CONSTRUCTION PURPOSES AND IN 
PARTICULAR FOR FASTENING MASONRY ANCHORS; 
AND CHEMICAL MASONRY ANCHOR CAPSULES (U.S. 
CLS. 1, 5, 6, 10, 26 AND 46). 


CLASS 6—METAL GOODS 


FOR FASTENERS, NAMELY, PINS, NAILS, STUDS, 
STUD BOLTS, SCREWS, RIVETS, SLEEVES AND PLUGS 
MADE PRIMARILY OF METAL; ANCHORING AND FAS- 
TENING ITEMS, NAMELY, MASONRY ANCHORS, 
HOLLOW WALL ANCHORS, TOGGLE ANCHORS, AND 
ANCHOR BOLTS, MADE PRIMARILY OF METAL; AND 
CONCRETE INSERTS MADE PRIMARILY OF METAL 
(U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 


CLASS 7—MACHINERY 


FOR POWER-OPERATED DRILLS, DIAMOND DRILL- 
ING TOOLS, DRILL BITS, AND CHUCKS FOR POWER- 
OPERATED DRILLS; POWER-OPERATED ROTARY 
HAMMERS, HAMMER DRILLS AND PARTS THEREFOR, 
POWDER ACTUATED HAND-HELD GUNS FOR DRIV- 
ING FASTENERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


CLASS 8—HAND TOOLS 


FOR MANUALLY OPERATED HAND-HELD GUNS 
FOR DISPENSING INJECTION CARTRIDGES; HAND 
TOOLS, NAMELY, HAND-OPERATED DRILLS, CHUCKS 
FOR HAND-OPERATED DRILLS, RIVETERS, SPAN- 
NERS, WRENCHES, BOLT SOCKETS, SCREW DRIVERS 
AND CAULKING GUNS (U.S. CLS. 23, 28 AND 44). 


CLASS 13—FIREARMS 


FOR EXPLOSIVES AND EXPLOSIVE CARTRIDGES 
FOR USE WITH POWDER ACTIVATED TOOLS; EXPLO- 
SIVE MAGAZINE DISCS; EXPLOSIVE CHARGE STRIPS; 
SAFETY CARTRIDGES FOR USE WITH POWDER ACTU- 
ATED TOOLS, NAMELY, CARTRIDGES CONTAINING 
EXPLOSIVE POWDER THAT, UPON EMISSION, DRIVE 
FASTENERS THROUGH SURFACES (U.S. CLS. 2 AND 9). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR NON-METALLIC HARDWARE, NAMELY, PLAS- 
TIC ANCHORS, AND PLASTIC TOGGLES AND CON. 
CRETE INSERTS, PLASTIC PLUGS, AND PLASTIC 
SLEEVES (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 
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SN 75-226,533. ENKAY CLOTHING COMPANY LIMITED, 
MANCHESTER, M8 8EG, UNITED KINGDOM, FILED 
1-16-1997. 


CLASS 25—CLOTHING 


FOR ARTICLES OF OUTER CLOTHING AND SPORTS 
CLOTHING, NAMELY, SWEAT SHIRTS, SHIRTS, 
SHORTS, SOCKS, TROUSERS, COATS, JACKETS, TOPS, 
T-SHIRTS, POLO SHIRTS, AND TRACK SUITS (U.S. CLS. 
22 AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR GAMES AND PLAY THINGS, GYMNASTIC AND 
SPORTING ARTICLES, NAMELY, SHIN GUARDS, 
SPORTS BALLS, PUMPS FOR INFLATING SPORTS 
BALLS, LINESMAN FLAGS FOR USE IN SPORTS, 
SOCCER NETS, CLIP AND PEGS FOR USE IN SECUR- 
ING SOCCER NETS, SOCCER GOAL POSTS, MARKERS 
FOR USE IN SPORTS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-226,547. ENKAY CLOTHING COMPANY LIMITED, 
MANCHESTER, M8 8EG, UNITED KINGDOM, FILED 


WS 


SPORTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORTS”, APART FROM THE MARK AS SHOWN. 


CLASS 25—CLOTHING 


FOR ARTICLES OF OUTER CLOTHING AND SPORTS 
CLOTHING, NAMELY, SWEAT SHIRTS, SHIRTS, 
SHORTS, SOCKS, TROUSERS, COATS, JACKETS, TOPS, 
T-SHIRTS, POLO SHIRTS, AND TRACK SUITS (U.S. CLS. 
22 AND 39). 
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CLASS 28—TOYS AND SPORTING GOODS 


FOR GAMES AND PLAY THINGS, GYMNASTIC AND 
SPORTING ARTICLES, NAMELY, SHIN GUARDS, 
SPORTS BALLS, PUMPS FOR INFLATING SPORTS 
BALLS, LINESMAN FLAGS FOR USE IN SPORTS, 
SOCCER NETS, CLIP AND PEGS FOR USE IN SECUR- 
ING SOCCER NETS, SOCCER GOAL POSTS, MARKERS 
FOR USE IN SPORTS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-231,914. HERITAGE CONSTRUCTION COMPANY, 
SHAKER HEIGHTS, OH. FILED 1-27-1997. 


GLOBECHIP 


CLASS 6—METAL GOODS 


FOR METAL SIGNBOARDS (U.S. CLS. 2, 12, 13, 14, 23, 25 
AND 50). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR TECHNICAL APPARATUS AND DEVICES FOR 
OPERATING PARKING AREAS, NAMELY, ELECTRIC 
DISPENSERS OF PARKING CARDS, ELECTRONIC 
PARKING CARD READERS, TELECAMERAS, MICRO- 
PROCESSOR BASED REMOTE CONTROLLED ELEC- 
TRIC GATE OPERATOR; EMERGENCY CALL DEVICES, 
NAMELY, SIRENS, TELEPHONES, SIGNAL LAMPS; 
CARD SHAPED RECORDING CARRIERS, NAMELY, 
MAGNETIC CODED CARDS, CARDS WITH INTEGRAT- 
ED CHIP USED AS PARKING CARDS; AND CHARGING 
DEVICES THEREFOR, NAMELY, CASH REGISTERS, 
COMPUTER HARDWARE AND COMPUTER OPERAT- 
ING SOFTWARE FOR CASH REGISTERS; ELECTRONIC 
DATA STORAGE DEVICES, NAMELY, BLANK AND 
PRE-RECORDED DATA WRITABLE CARDS AND 
TOKENS, BLANK AND PRE-RECORDED CODEABLE 
CHIPCARDS, AND BLANK AND PRE-RECORDED DATA 
CARRIERS; APPARATUS, DEVICES AND INSTRU- 
MENTS FOR TRAFFIC GUIDING, NAMELY, TRAFFIC 
LIGHTS AND SIGNAL LAMPS, INDUCTION LOOPS 
AND ELECTRIC COUNTERS OF CARS ENTERING AND 
LEAVING A PARKING AREA (US. CLS. 21, 23, 26, 36 
AND 38). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 
FOR APPARATUS FOR LIGHTING, NAMELY, ELEC- 


TRIC LIGHTING FIXTURES, ELECTRIC LAMPS (U.S. 
CLS. 13, 21, 23, 31 AND 34). 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 
FOR PARKING BARRIERS, NAMELY, MOLDED PLAS- 


TIC AND METAL TRAFFIC BARRICADES (U.S. CLS. 1, 
12, 33 AND 50). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR WOOD OR PLASTIC SIGNBOARDS (U.S. CLS. 2, 
13, 22, 25, 32 AND 50). 
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CLASS 37—CONSTRUCTION AND REPAIR 


FOR CONSTRUCTION PLANNING, CONSTRUCTION 
AND MAINTENANCE OF PARKING AREAS INCLUD- 
ING MULTISTORY PARKING GARAGES; INSTALLA- 
TION AND MAINTENANCE OF TECHNICAL DEVICES 
AND APPARATUS FOR OPERATING PARKING AREAS, 
IN PARTICULAR DEVICES FOR ENTRANCE AND 
ACCESS CONTROL AND ILLUMINATION DEVICES; 
AND OPERATION AND MANAGEMENT OF PARKING 
AREAS (U.S. CLS. 100, 103 AND 106). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RENTAL AND LEASE OF TECHNICAL DEVICES 
AND APPARATUS FOR OPERATING PARKING AREAS, 
IN PARTICULAR DEVICES FOR ENTRANCE AND 
ACCESS CONTROL AND ILLUMINATION DEVICES 
(U.S. CLS. 100 AND 101). 


SN 75-240,393. MOBILESTAR NETWORK CORPORATION, 
DALLAS, TX. FILED 2-12-1997. 


MOBILESTAR 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER HARDWARE AND SOFTWARE AND 
COMPUTER NETWORK HARDWARE, ALL USED TO 
TRANSFER DATA OVER PROPRIETARY COMPUTER 
NETWORKS AND PUBLIC COMPUTER GLOBAL NET- 
WORKS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 38—COMMUNICATION 


FOR PROVIDING WIRELESS TELECOMMUNICA- 
TIONS CONNECTIONS TO A GLOBAL COMPUTER NET- 
WORK, LOCAL AREA NETWORKS, AND WIDE AREA 
NETWORKS (U.S. CLS. 100, 101 AND 104). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY, PROVIDING 
FACILITIES FOR REAL-TIME CONNECTIONS TO PRO- 
PRIETARY COMPUTER NETWORKS AND PUBLIC COM- 
PUTER GLOBAL NETWORKS (U.S. CLS. 100 AND 101). 


SN 75-247,722. DAIMLER-BENZ AEROSPACE AKTIENGE- 
SELLSCHAFT, D-85521 OTTOBRUNN, FED REP GER- 
MANY, FILED 2-25-1997. 


JONA & 


JOINT NONLETHAL ANTIPERSONNEL SYSTEM 


PRIORITY CLAIMED UNDER SEC. 44D) ON FED REP 
GERMANY APPLICATION NO. 39641492.3, FILED 
9-23-1996, REG. NO. 39641492, DATED 10-23-1996, EX- 
PIRES 9-30-2006. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “JOINT NONLETHAL ANTIPERSONNEL SYSTEM”, 
APART FROM THE MARK AS SHOWN. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR APPARATUS USED FOR TRACKING, AIMING 
AND TESTING NON-LETHAL ANTI-PERSONNEL 
WEAPONS, NAMELY, NOTCHES, BEADS, LASER 
BEAMS, AIMING TELESCOPES, HOMING DEVICES (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


CLASS 13—FIREARMS 


FOR NONLETHAL DEFENSIVE ANTI-PERSONNEL 
WEAPONS, CONTAINERS, LAUNCHING DEVICES, AND 
AMMUNITION COMPRISING UNFOLDABLE NETS FOR 
NON-LETHAL DEFENSIVE ANTI-PERSONNEL WEAP- 
ONS; REACTION PROPELLED MISSILES (U.S. CLS. 2 
AND 9). 


SN 75-250,666. MACPHEE OUTERWEAR WORKSHOP 
LTD., EDMONTON, ALBERTA, CANADA, FILED 
3-3-1997. 


MacPhee 
Workshop 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WORKSHOP”, APART FROM THE MARK AS 
SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PATTERNS FOR MAKING CLOTHES (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 1-1-1986; IN COMMERCE 1-1-1986. 


CLASS 25—CLOTHING 


FOR COATS, JACKETS, PANTS, DRESSES, SHIRTS, 
HATS, TOQUES, GLOVES, MITTENS, SHOES, MOCCA- 
SINS (U.S. CLS. 22 AND 39). 

FIRST USE 1-1-1986; IN COMMERCE 1-1-1986. 
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SN 75-256,554. EGSTON EGGENBURGER SYSTEM ELEK- 
TRONIK GES. M.B.H., A-3730 EGGENBURG, AUSTRIA, 
FILED 3-13-1997. 


Eggenburger System Elektronik 


“ore 


OWNER OF AUSTRIA REG. 
11-6-1996, EXPIRES 11-30-2006. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEM ELECTRONIK GESELLSCHAFT MBH”, 
APART FROM THE MARK AS SHOWN. 


NO. 139459, DATED 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR VENDING MACHINES AND PARTS THEREFOR; 
CASH REGISTERS; CALCULATORS, DATA PROCES- 
SORS, COMPUTERS AND THEIR PERIPHERALS, AND 
PARTS OF THE AFORESTATED GOODS; ELECTRIC 
CIRCUIT INDUCTORS FOR USE IN THE TELECOM- 
MUNICATIONS AND DATA COMMUNICATIONS 
FIELDS; RAILWAY SIGNALING DEVICE; PUBLIC 
SWITCHING DEVICE FOR RAILWAY SIGNALING SYS- 
TEMS AND LIGHTING SYSTEMS; WIRE WOUND PROD- 
UCTS FOR OFFICE COMMUNICATION SYSTEMS, 
NAMELY, ELECTRIC CABLES, ELECTRIC WIRES, 
CHOKE COILS, STORAGE CHOKE COILS, CURRENT 
COMPENSATED CHOKE COILS, CURRENT COMPEN- 
SATED RADIO INTERFERENCE SUPPRESSION CHOKE 
COILS; PLANAR CHOKE COILS; ELECTRIC COILS AND 
ELECTRONIC FILTER COILS; RADIO TRANSMITTERS; 
SIGNAL TRANSMITTERS; ELECTRIC POWER TRANS- 
MITTERS; SIGNAL CONTROL TRANSMITTER; ELEC- 
TRICAL DRIVER TRANSFORMER; SMALL SIGNAL 
TRANSMITTER; ELECTRICAL TRANSFORMER; 
SWITCH MODE POWER SUPPLY (SMPS) TRANSFORM- 
ERS; ELECTRICAL POWER TRANSFORMER; PLANAR 
TRANSFORMERS; PLANAR INDUCTORS; ELECTRICAL 
CURRENT TRANSFORMERS; VOLTAGE TRANSFORM- 
ERS; ELECTRICAL POWER SUPPLIES; CHARGING AP- 
PARATUS FOR STORAGE BATTERIES; BATTERY 
CHARGERS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR RENTAL OF DATA PROCESSORS, COMMERCIAL 
DISTRIBUTORSHIP SERVICES IN THE FIELD OF ELEC- 
TRICAL INDUCTORS, ELECTRIC CABLES, BATTERY 
CHARGING EQUIPMENT AND POWER SUPPLIES (U.S. 
CLS. 100, 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR INSTALLATION, REPAIR AND MAINTENANCE 
OF ELECTRONIC, ELECTROCHEMICAL, ELECTROME- 
CHANICAL AND OPTICAL EQUIPMENT AND COMPO- 
NENTS THEREOF USED IN THE FIELDS OF INFORMA- 
TION PROCESSING, TELECOMMUNICATIONS AND 
DATA PROCESSING; INSTALLATION, REPAIR AND 
MAINTENANCE OF LIGHTING FIXTURE (U.S. CLS. 100, 
103 AND 106). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR ENGINEERING SERVICES; MECHANICAL ENGI- 
NEERING SERVICES; CONSULTATION IN THE FIELD 
OF PHYSICS; CHEMIST SERVICES; TECHNICAL CON- 
SULTING IN THE ELECTRONIC AND ELECTROTECH- 
NICAL INDUSTRY, IN PARTICULAR IN CONNECTION 
WITH WINDING TECHNOLOGY, BATTERY CHARGERS 
AND POWER SUPPLIES; CUSTOM DESIGN OF COMPUT- 
ER PROGRAMS FOR USE IN DATA PROCESSING; 
CUSTOM DESIGN OF CABLE AND WIRE HARNESSES; 
CONDUCTING RESEARCH AND DEVELOPMENT FOR 
OTHERS IN THE FIELDS OF WINDING TECHNOLOGY, 
BATTERY CHARGERS AND POWER SUPPLIES; DEVEL- 
OPMENT OF NEW PRODUCTS FOR OTHERS (U.S. CLS. 
100 AND 101). 


SN 75-256,830. WC SPORTS MANAGEMENT LLC, MIL- 
FORD, CT. FILED S.R. 3-13-1997; AM. P.R. 3-23-1998. 


WATERBURY SPIRIT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WATERBURY”, APART FROM THE MARK AS 
SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAPER GOODS AND PRINTED MATTER; 
NAMELY, BUMPER STICKERS, PRINTED PAPER SIGNS, 
DECALS, WRITING PADS, COLORING BOOKS, POST- 
ERS, UNMOUNTED PHOTOGRAPHS, LITHOGRAPHS, 
NOTE PAPER, TRADING CARDS, WALL CALENDARS, 
BOOK COVERS, PLAYING CARDS, SCOREBOOKS, 
COASTERS, GREETING CARDS, PAPER CUPS, PAPER 
PLATES, STATIONERY FOLDERS AND POSTCARDS, 
PAPERWEIGHTS, PENS, PENCILS, LETTER OPENERS, 
PAPER CLIPS, MARKERS, AND RULERS (US. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, SHIRTS, SHORTS, 
DRESSES, SKIRTS, JOGGING SUITES, WARM-UPS, 
SOCKS, UNDERWEAR, JACKETS, SWEATERS, VESTS, 
PANTS, PONCHOS, VISORS, RAINCOATS, HATS, CAPS, 
CLOTH BIBS, CLOTH TWO-PIECE DIAPER SETS, BABY 
BOOTEES AND SHORT SETS, TIES, PAJAMAS, NIGHT- 
SHIRTS, MITTENS, GLOVES, KNITTED HEADWEAR, 
SCARVES, HOSIERY, WRISTBANDS, ROBES, SHOES, 
CHEF’S HATS, APRONS, NECKTIES, BERETS AND BAN- 
DANNAS (U.S. CLS. 22 AND 39). 


SN 75-260,088. FUJI OIL CO., LTD., CHUO-KU, OSAKA, 
JAPAN, FILED 3-19-1997. 


HINUTE 


CLASS 1—CHEMICALS 


FOR WATER-SOLUBLE HEMICELLULOSE, FATTY 
ACIDS, OLEIC ACIDS, STEARIC ACIDS, PALMITIC 
ACIDS, LINOLEIC ACIDS, LINOLENIC ACIDS, AZELAIC 
ACIDS, PEPTIDES, PROTEINS, FLOURS AND STARCH- 
ES, ENZYMES AND ENZYME PREPARATIONS FOR USE 
IN THE MANUFACTURE OF CHEMICALS, FOOD- 
STUFFS AND BEVERAGES; ARTIFICIAL SWEETENERS 
(U.S. CLS. 1, £, 6, 10, 26 AND 46). 
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CLASS 5—PHARMACEUTICALS 


FOR HIGH PROTEIN DRINKS USED AS A DIETARY 
SUPPLEMENT (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR EDIBLE OILS AND FATS, COCOA BUTTER, CO- 
CONUT BUTTER, COCONUT OIL, PALM KERNEL OILS 
FOR FOOD, PALM OILS FOR FOOD, SUNFLOWER OILS 
FOR FOOD, MARGARINE, SHORTENINGS, MILK, 
BUTTER, CHEESE, WHIPPED CREAMS, SOY-BASED 
FOOD BEVERAGES USED AS A MILK SUBSTITUTE, 
SOY-BASED FERMENTED MILK, NAMELY, FERMENT- 
ED SOY-MILK YOGURT, PRESERVED, DRIED AND 
COOKED FRUITS AND VEGETABLES, PEANUT 
BUTTER, TOFU, FRIED TOFU, DEHYDROFROZEN 
TOFU, PROTEINS FOR USE AS FOOD BEVERAGES, 
PROTEINS FOR USE AS FOOD ADDITIVES (U.S. CL. 46). 


SN 75-260,215. SIXT AKTIENGESELLSCHAFT, D-82049 
PULLACH, FED REP GERMANY, FILED 3-19-1997. 


CLASS 12—VEHICLES 


FOR MOTOR CARS, NAMELY, AUTOMOBILES AND 
TRUCKS (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR RENTING AND LEASING MOTOR CARS, 
NAMELY, AUTOMOBILES AND TRUCKS (U.S. CLS. 100 
AND 105). 


SN 75-262,698. IDEAL HEALTH SYSTEMS, INC., LYNN- 
FIELD, MA. FILED 3-24-1997. 


IDEAL HEALTH 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ADVERTISING SERVICES FOR OTHERS, 
NAMELY, PROMOTING HEALTH CARE PRODUCTS 
AND NUTRITION SUPPLEMENTS THROUGH THE DIS- 
TRIBUTION OF PRINTED AND AUDIO PROMOTIONAL 
MATERIALS AND BY RENDERING SALES PROMOTION 
ADVICE (U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-15-1997; IN COMMERCE 1-15-1997. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING SEMINARS, CONFERENCES, WORKSHOPS IN 
THE FIELD OF PREVENTATIVE MEDICINE, HEALTH 
CARE AND NUTRITION (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-15-1997; IN COMMERCE 1-15-1997. 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING HEALTH CARE AND MEDICAL IN- 
FORMATION; HEALTH CARE CONSULTATION IN THE 
FIELD OF WELL BEING AND AWARENESS AND UN- 
DERSTANDING OF NUTRITION, HEALTH AND FIT- 
NESS (U.S. CLS. 100 AND 101). 

FIRST USE 1-15-1997; IN COMMERCE 1-15-1997. 


SN 75-263,155. ANTONIO PUIG S.A., 08021-BARCELONA, 
SPAIN, FILED 3-25-1997. 


EXEA 


PRIORITY CLAIMED UNDER SEC. 44D) ON SPAIN 
APPLICATION NO. 2056101, FILED 11-6-1996, REG. NO. 
20561016, DATED 11-6-1996, EXPIRES 3-18-2007. 

PRIORITY CLAIMED UNDER SEC. 44D) ON SPAIN 
APPLICATION NO. 2056100, FILED 11-6-1996, REG. NO. 
20561008, DATED 11-6-1996, EXPIRES 1-20-2008. 

PRIORITY CLAIMED UNDER SEC. 44D) ON SPAIN 
APPLICATION NO. 2056099, FILED 11-6-1996, REG. NO. 
20560990, DATED 11-6-1996, EXPIRES 1-20-2008. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR SKIN SOAPS; PERFUMES; ESSENTIAL OILS FOR 
PERSONAL USE; COSMETICS, NAMELY, LIPSTICKS, 
MASCARA, FACIAL MAKEUP, CLEANING CREAMS, 
NAIL POLISHES, DEPILATORY CREAMS AND WAXES, 
SKIN CARE CREAMS, BEAUTY CREAMS, EYEBROW 
PENCILS; HAIR LOTIONS; DENTIFRICES; DEODOR- 
ANTS FOR PERSONAL USE (U.S. CLS. 1, 4, 6, 50, 51 AND 
$2). 


CLASS 5—PHARMACEUTICALS 


FOR PHARMACEUTICAL PREPARATIONS FOR DER- 
MATOLOGICAL TREATMENT, SUNBURN LOTIONS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


CLASS 42—MISCELLANEOUS SERVICES 
FOR BEAUTY SALONS (U.S. CLS. 100 AND 101). 


SN 75-269,327. PG&E CORPORATION, SAN FRANCISCO, 
CA. FILED 4-4-1997. 


wl 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENERGY TRADING”, APART FROM THE MARK 
AS SHOWN. 


PG&E Energy 
Trading 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS FOR ANALYZING 
PRICE-RISK MANAGEMENT AND FOR TRADING OF 
ENERGY-RELATED COMMODITIES (U.S. CLS. 21, 23, 26, 
36 AND 38). 


OFFICIAL GAZETTE 


JANUARY 5, 1999 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED PUBLICATIONS IN THE FIELD OF 
ENERGY USE AND ENERGY EFFICIENCY, NAMELY, 
COMPUTER SOFTWARE USER MANUALS, CUSTOMER 
INFORMATION AND ENERGY INDUSTRY INFORMA- 
TION NEWSLETTERS, BROCHURES, PROTOCOLS, AND 
MANUALS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MANAGEMENT AND CONSULTING 
SERVICES RELATED TO THE ENERGY INDUSTRY; 
BILLING SERVICES; AUDITING ENERGY RATES FOR 
OTHERS; PROVIDING INFORMATION ON-LINE RELAT- 
ED TO MARKETING ENERGY PRODUCTS (U.S. CLS. 
100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL SERVICES IN THE NATURE OF 
TRADING IN ENERGY-RELATED COMMODITIES FOR 
OTHERS; PRICE RISK MANAGEMENT SERVICES RE- 
LATED TO THE ENERGY INDUSTRY; TRADING OF 
ENERGY-RELATED COMMODITIES FOR OTHERS; BRO- 
KERAGE OF ENERGY-RELATED COMMODITIES FOR 
OTHERS; PROVIDING INFORMATION ON-LINE ABOUT 
TRADING AND BROKERING ENERGY; PROVIDING IN- 
FORMATION ON-LINE ABOUT PRICE RISK MANAGE- 
MENT RELATED TO THE ENERGY INDUSTRY (U.S. 
CLS. 100, 101 AND 102). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR DISTRIBUTION OF ENERGY; TRANSMISSION OF 
OIL AND GAS THROUGH PIPELINES; TRANSMISSION 
OF ELECTRICITY, NATURAL GAS, CRUDE OIL, FUEL 
OIL, COAL AND LIQUID FUELS; PROVIDING INFOR- 
MATION ONLINE IN THE FIELD OF ENERGY DISTRI- 
BUTION AND TRANSMISSION (U.S. CLS. 100 AND 105). 


CLASS 40—MATERIAL TREATMENT 


FOR GENERATION OF ENERGY, NAMELY, GENERA- 
TION OF ELECTRICITY, NATURAL GAS, CRUDE OIL, 
FUEL OIL, COAL AND LIQUID FUELS (U.S. CLS. 100, 103 
AND 106). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES, WORKSHOPS, AND SEMINARS IN 
THE FIELD OF THE TRADING OF ENERGY COMMOD- 
ITIES, ENERGY BROKERING, ENERGY MARKETING, 
AND RISK MANAGEMENT RELATED TO THE ENERGY 
INDUSTRY AND DISTRIBUTING COURSE MATERIALS 
IN CONNECTION THEREWITH (U.S. CLS. 100, 101 AND 
107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY, PROVIDING 
AN ON-LINE BULLETIN BOARD AND PUBLICATIONS 
ON A GLOBAL COMPUTER NETWORK IN THE FIELD 
OF ENERGY USAGE; ENERGY AUDITING; MONITOR- 
ING ENERGY USAGE FOR OTHERS; CONSULTATION 
IN THE FIELD OF ENERGY; COMPUTER SOFTWARE 
AND DESIGN AND PROGRAMMING FOR OTHERS (U.S. 
CLS. 100 AND 101). 





JANUARY 5, 1999 


SN 75-271,558. FLEMING COMPANIES, INC., OKLAHOMA 
CITY, OK. FILED 4-8-1997. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR A FULL LINE OF FOOD PRODUCTS, NAMELY, 
CHEESE, MEATS, FISH, POULTRY, PROCESSED FRUITS 
AND VEGETABLES, FRUIT SAUCES, AND PREPARED 
MEALS CONSISTING PRIMARILY OF MEAT, FISH OR 
POULTRY (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR FULL LINE OF FOOD PRODUCTS, NAMELY, 
BREAKFAST CEREALS; CONDIMENTS, NAMELY, MUS- 
TARD, KETCHUP AND MAYONNAISE; ICE CREAM; 
PUDDINGS; SAUCES (EXCLUDING APPLESAUCE), AND 
PREPARED MEALS CONSISTING PRIMARILY OF RICE 
OR PASTA (U.S. CL. 46). 


SN 75-278,300. MINNESOTA MINING AND MANUFAC- 
TURING COMPANY, ST. PAUL, MN. FILED 4-18-1997. 


VOLITION 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR FIBER OPTIC CLEANING KITS CONSISTING PRI- 
MARILY OF CLEANING FLUIDS, SPRAY BOTTLES, 
AND SPRAY BOTTLE ATTACHMENTS FOR CLEANING 
FIBER OPTIC CABLE, SOLD AS A UNIT (US. CLS. 1, 4, 6, 
50, 51 AND 52). 


CLASS 8—HAND TOOLS 


FOR FIELD TERMINATION KITS CONSISTING PRI- 
MARILY OF STRIPPERS, SNIPS, LAPPING FILM, IN- 
SPECTION SCOPES, COTTON SWABS, LINT-FREE 
WIPES, CARRYING CASES AND TOOLS FOR THE IN- 
STALLATION OF TERMINATING SYSTEMS, SOLD AS A 
UNIT; SOCKET INSTALLATION KITS, NAMELY, CABLE 
AND FIBER STRIPPERS, POLISHING AND SOCKET AS- 
SEMBLY FIXTURES AND INSPECTION VIEWERS FOR 
INSTALLATION OF FIBER OPTIC CABLE AND SOCK- 
ETS, SOLD AS A UNIT (US. CLS. 23, 28 AND 44). 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMMUNICATION NETWORKS, SYSTEMS AND 
COMPONENTS, NAMELY, LOCAL AREA NETWORK CA- 
BLING SYSTEMS AND STRUCTURED CABLING SYS- 
TEMS, COMPRISED PRIMARILY OF FIBER OPTIC 
CABLES AND CABLE ASSEMBLIES, FIBER OPTIC 
CABLE CONNECTORS, SPLICES AND SPLICE PROTEC- 
TORS, CABLE TERMINATORS, PATCH PANELS, CABLE 
MANAGEMENT RACKS, WALL OUTLETS, FACE- 
PLATES, OPTICAL INTERFACE CONNECTORS, PLUGS, 
SOCKETS, RECEPTACLES, PORTS, DATA NETWORK- 
ING SWITCHES, MEDIA CONVERTERS, MEDIA CON- 
VERTER CHASSIS, OPTICAL TRANSCEIVERS, OPTICAL 
DETECTORS, OPTICAL FIBER, AND PASSIVE OPTICAL 
DEVICES, NAMELY, ATTENUATERS AND BRANCHING 
DEVICES; NETWORK TEST SETS, NAMELY, DIAGNOS- 
TIC EQUIPMENT TO TEST THE PERFORMANCE AND 
INTEGRITY OF CABLING SYSTEMS; TERMINATING 
SYSTEMS, NAMELY, SOCKETS, OUTLETS, PATCH 
PANELS, MEDIA CONVERTERS, PATCH CORDS, 
JACKS, AND FACEPLATES; VOICE CABLING, PROD- 
UCTS, NAMELY, COOPER CABLE PRODUCTS, JACKS, 
TERMINATION BLOCKS, FACEPLATES AND PATCH 
CORDS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR TRAINING IN THE FIELD OF CABLE INSTALLA- 
TION (U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR LOCAL AREA NETWORK DESIGN CONSULTA- 
TION (U.S. CLS. 100 AND 101). 


SN 75-281,494. WEIDMULLER INTERFACE GMBH & CO., 
D-32760 DETMOLD, FED REP GERMANY, FILED 
4-25-1997. 


connectool 


OWNER OF FED REP GERMANY REG. NO. 39548338.7, 
DATED 7-3-1996, EXPIRES 11-30-2005. 


CLASS 7—MACHINERY 


FOR MOTOR-DRIVEN TOOLS AND INSTRUMENTS 
FOR WELDING, STRIPPING, PEELING-OFF, LAYING, 
CONNECTING AND PRESSING OF ELECTRIC CONDUC- 
TORS AND CABLES; MOTOR OPERATED AND HY- 
DRAULIC OPERATED HAND TOOLS FOR THE ELEC- 
TRO-, ELECTRONIC- AND ELECTRO-TECHNICAL 
FIELDS, NAMELY, CABLE CUTTERS, STRIPPERS, 
CRIMPERS, STRIP-CRIMPERS, CABLE PREPARERS AND 
SCREW DRIVERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


CLASS 8—HAND TOOLS 


FOR MANUALLY OPERATED HAND _ TOOLS, 
NAMELY, CLAMPERS, CABLE CUTTERS, STRIPPERS, 
CRIMPERS, CRIMP SETS CONSISTING OF CRIMPERS 
WITH EXCHANGEABLE DIE SETS, END SPLICES, 
PUNCH DOWN TOOL, CABLE PREPARATION TOOLS, 
SCREW DRIVERS, FLAT RIBBON TOOLS, CLAMPS, 
AND CABLE TIE TOOLS (U.S. CLS. 23, 28 AND 44). 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRIC AND ELECTRONIC MEASURING 
AND TESTING INSTRUMENTS, NAMELY, CONDUCTIV- 
ITY TESTERS, VOLTAGE TESTERS, CURRENT TEST- 
ERS, CABLE TESTERS; AND CABLE CONNECTORS, 
END SPLICES, CABLE LUGS, ELECTRIC PLUG CON- 
TACTS AND JACK CONTACTS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-286,901. HEARTPORT, INC., REDWOOD CITY, CA. 
FILED 5-5-1997. 


REDUCE THE TRAUMA 
NOT THE POSSIBILITIES 


CLASS 10—MEDICAL APPARATUS 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING TRAINING’ SESSIONS, EDUCATIONAL 
COURSES, SEMINARS AND WORKSHOPS IN THE FIELD 
OF SURGERY (U.S. CLS. 26, 39 AND 44). 

FIRST USE 5-3-1997; IN COMMERCE 5-3-1997. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR TRAINING IN THE FIELD OF SURGERY (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 5-3-1997; IN COMMERCE 5-3-1997. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR MEDICAL AND SURGICAL CONSULTATION, 
AND MEDICAL AND SURGICAL TREATMENT SERV- 
ICES (U.S. CLS. 100 AND 101). 

FIRST USE 5-3-1997; IN COMMERCE 5-3-1997. 


SN 75-293,232. RESOURCE INFORMATION ASSOCIATES, 
INC., EATON RAPIDS, MI. FILED 5-16-1997. 


RESOURCE INFORMATION 
ASSOCIATES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASSOCIATES”, APART FROM THE MARK AS 
SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS AND SOFTWARE FOR 
USE IN ACCOUNTING INCLUDING FUND ACCOUNT- 
ING, FINANCIAL MANAGEMENT, REPORT WRITING, 
RECORD KEEPING, BILLING AND PURCHASING, 
NAMELY, FOR NOT-FOR-PROFIT AND GOVERNMENT 
ORGANIZATIONS AND UTILITY COMPANIES AND 
FOR USE IN CEMETERY MANAGEMENT AND IN- 
STRUCTION MANUALS FOR USE THEREWITH (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-17-1982; IN COMMERCE 2-17-1982. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR BOOKS RELATING TO ACCOUNTING AND FI- 
NANCIAL MANAGEMENT (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 12-12-1996; IN COMMERCE 12-12-1996. 


OFFICIAL GAZETTE 


JANUARY 5, 1999 


SN 75-297,950. GEBAUER, WERNER, 82152 KRAILING, 
FED REP GERMANY, AND SCHLOBER, HANS-JOA- 
CHIM, 76287 RHEINSTETTEN, FED REP GERMANY, 
FILED 5-27-1997. 


PIPE ERASING 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. 39651658, FILED 
11-27-1996, REG. NO. 39651658, DATED 5-26-1997, EX- 
PIRES 11-30-2006. 


CLASS 7—MACHINERY 


FOR POWER OPERATED HORIZONTAL JET DRILL, 
ESPECIALLY FOR REHABILITATION OF UNDER- 
GROUND PIPELINES; PARTS FOR POWER OPERATED 
HORIZONTAL JET DRILLS, NAMELY, FOR MILLING, 
GRINDING AND CRUSHING (U.S. CLS. 13, 19, 21, 23, 31, 
34 AND 35). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR REMOVAL OF UNDERGROUND PIPELINES; 
LAYING OF PIPELINES, ESPECIALLY UNDERGROUND 
PIPELINES (U.S. CLS. 100, 103 AND 106). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CONSULTING SERVICES FOR CIVIL ENGINEER- 
ING AND UNDERGROUND REHABILITATION OF PI- 
PLINES, IN PARTICULAR IN STREET CONSTRUCTION 
AND IN THE FIELD OF WASTE DUMPING; ENGINEER- 
ING CONSULTING SERVICES FOR REHABILITATION, 
REMOVAL AND LAYING OF UNDERGROUND PIPE- 
LINE; CONSULTING SERVICES, NAMELY, TRANSFER 
OF KNOW HOW IN CONNECTION WITH REHABILITA- 
TION, REMOVAL AND LAYING OF PIPELINES (U.S. 
CLS. 100 AND 101). 


SN 75-305,306. ALICE, ABIB, 75016 PARIS, FRANCE, 
FILED 6-9-1997. 


— TEARS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRENCH” AND “PARIS”, APART FROM THE 
MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

THE NAME IN THE MARK IDENTIFIES A LIVING 
INDIVIDUAL WHOSE CONSENT IS OF RECORD. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR PERFUMES, ESSENTIAL OILS FOR PERSONAL 
USE, SOAPS AND COSMETICS, NAMELY, HAIR CARE 
PREPARATIONS, SKIN AND HAND MOISTURIZING LO- 
TIONS AND CREAMS, MAKEUP, MAKEUP REMOVING 
PREPARATIONS, DEPILATORY PREPARATIONS, SUN 
TANNING PREPARATIONS, AND CREAMS AND LO- 
TIONS FOR CELLULITE REDUCTION (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). 





JANUARY 5, 1999 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, PANTS, SKIRTS, SHIRTS, 
DRESSES, SUITS, T-SHIRTS, COATS, PULLOVERS, 
SWEATSHIRTS, SHORTS, RAIN COAT JACKETS, 
SCARVES, TIES, BELTS SUSPENDERS, GLOVES, 
STOCKING, SOCKS, UNDERWEAR, BATHROBES, BATH- 
ING SUITS, SHOES AND HEAD WEAR (U.S. CLS. 22 AND 
39). 


SN 75-311,242. PETERS & ZABRANSKY GMBH, 80797 
MUNICH, FED REP GERMANY, FILED 6-18-1997. 


FE-OPTIM 


PRIORITY CLAIMED UNDER SEC. 44D) ON FED REP 
GERMANY APPLICATION NO. 397237901, FILED 
5-26-1997, REG. NO. 39723790, DATED 9-30-1997, EXPIRES 
5-31-2007. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR FINITE ELEMENT 
ANALYSIS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR COMPUTER PROGRAM MANUALS FOR USE IN 
CONNECTION WITH FINITE ELEMENT ANALYSIS 
SOFTWARE (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-311,354. UNITED COMMUNICATIONS SUPPLY, 
INC., BROOKLYN, NY. FILED 6-19-1997. 


RADIOLA 


CLASS 35—ADVERTISING AND BUSINESS 


FOR RETAIL STORES FEATURING TELECOMMUNI- 
CATIONS EQUIPMENT (U.S. CLS. 100, 101 AND 102). 


CLASS 38—COMMUNICATION 


FOR TELECOMMUNICATIONS SERVICES, NAMELY, 
CELLULAR TELEPHONE SERVICES, TWO-WAY RADIO 
COMMUNICATIONS, RADIO COMMUNICATIONS, TELE- 
PHONE COMMUNICATIONS, VOICE TELECOMMUNICA- 
TIONS, DELIVERY OF MESSAGES AND DATA BY 
ELECTRONIC TRANSMISSION, ELECTRONIC VOICE 
MESSAGING, NAMELY, THE RECORDING, STORAGE 
AND SUBSEQUENT TRANSMISSION OF VOICE MES- 
SAGES BY TELEPHONE, ELECTRONIC MAIL SERV- 
ICES, ELECTRONIC STORE-AND-FORWARD MESSAG- 
ING, MOBILE RADIO COMMUNICATIONS, PAGING 
SERVICES (U.S. CLS. 100, 101 AND 104). 


SN 75-313,021. PCS HEALTH SYSTEMS, INC., SCOTTS- 
DALE, AZ. FILED 6-23-1997. 


PCS HEALTH SYSTEMS 


OWNER OF U.S. REG. NOS. 939,160, 1,852,599 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH SYSTEMS”, APART FROM THE MARK 
AS SHOWN. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 35—ADVERTISING AND BUSINESS 


FOR HEALTH BENEFIT MANAGEMENT SERVICES, 
NAMELY, NEGOTIATING REDUCTIONS IN AND MAN- 
AGING COSTS FOR OVER THE COUNTER AND PRE- 
SCRIPTION MEDICATIONS; PRESCRIPTION FULFILL- 
MENT BY MAIL ORDER (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-21-1992; IN COMMERCE 11-10-1992. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR ADMINISTRATION OF A DRUG UTILIZATION 
REVIEW PROGRAM FOR HEALTH BENEFIT PLAN 
PROVIDERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-21-1992; IN COMMERCE 11-10-1992. 


CLASS 38—COMMUNICATION 


FOR ELECTRONIC TRANSMISSION OF PRESCRIP- 
TIONS FROM PHYSICIAN’S OFFICES TO PHARMACIES 
(U.S. CLS. 100, 101 AND 104). 

FIRST USE 2-21-1992; IN COMMERCE 11-10-1992. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING SEMINARS IN THE FIELD OF BEHAVIOR 
MODIFICATION AND DISEASE MANAGEMENT (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 2-21-1992; IN COMMERCE 11-10-1992. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR MONITORING UTILIZATION OF PRESCRIBED 
TREATMENTS AND TRACKING OF CONTRAINDICA- 
TIONS WITH RESPECT TO DRUG TREATMENTS; PRO- 
VIDING ACCESS TO A COMPUTER DATABASE IN THE 
FIELD OF RESEARCHING, EVALUATING, AND RE- 
PORTING PRESCRIPTION DRUG AND DRUG BENEFIT 
COST, USAGE, AND TRENDS FOR HEALTH PLAN 
SPONSORS; PROVIDING COMPUTERIZED INFORMA- 
TION TO HEALTHCARE PROFESSIONALS, NAMELY, 
ASSEMBLING, RESEARCHING, EVALUATING AND RE- 
PORTING PATIENT DRUG HISTORY AND HEALTH- 
CARE BACKGROUND INFORMATION AND MAINTAIN- 
ING A DATABASE RELATING TO SUCH DRUG AND 
HEALTHCARE INFORMATION; PROVIDING ON-LINE 
NETWORK SERVICES TO PHYSICIANS AND PHARMA- 
CIES TO TRANSMIT INFORMATION RELATING TO 
PROCESSING OF NEW PRESCRIPTIONS, PRESCRIP- 
TION REFILLS AND PRESCRIPTION INFORMATION; 
MONITORING MEDICATION AND PRESCRIPTION AC- 
TIVITY AND TREATMENT PROGRAMS (U.S. CLS. 100 
AND 101). 

FIRST USE 2-21-1992; IN COMMERCE 11-10-1992. 


SN 75-314,660. SOUNDELUX ENTERTAINMENT GROUP, 
INC., HOLLYWOOD, CA. FILED 6-25-1997. 


SOUNDELUX 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED AUDIO CASSETTES, DISCS, 
AND TAPES FEATURING MUSIC, SPOKEN PRESENTA- 
TIONS OF WRITTEN WORKS, AND SOUND EFFECTS; 
STEREO EQUIPMENT, NAMELY, SPEAKERS; MICRO- 
PHONES; AUDIO CONTROL AND PROCESSING EQUIP- 
MENT, NAMELY, DIGITAL AUDIO SERVERS, DIGITAL 
VIDEO SERVERS, PROGRAMMABLE MIXING MATRI- 
CES, SHOW CONTROL DEVICES, DATA ENCODING DE- 
VICES, AND REPLACEMENT PARTS THEREFOR (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-16-1991; IN COMMERCE 12-16-1991. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PREPARING ADVERTISEMENTS FOR OTHERS 
(U.S. CLS. 100, 101 AND 102). 
FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR INSTALLATION AND MAINTENANCE OF 
SOUND SYSTEMS (U.S. CLS. 100, 103 AND 106). 
FIRST USE 5-0-1990; IN COMMERCE 5-0-1990. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR AUDIO AND AUDIO-VISUAL PRODUCTION 
SERVICES FOR TELEVISION, FILM, CABLE TELEVI- 
SION, RADIO, THEME PARKS, RESTAURANTS, AND 
THEATERS; PREPARATION OF SOUND EFFECTS FOR 
TELEVISION, FILM, CABLE TELEVISION, VIDEO, 
RADIO, THEME PARKS, RESTAURANTS, AND THEA- 
TERS; AUDIO, VIDEO, AND FILM EDITING; VIDEO 
PRODUCTION; TELEVISION SHOW PRODUCTION; PRO- 
DUCTION AND DISTRIBUTION OF MOTION PICTURES; 
SOUND TRANSFER SERVICES, MUSIC PUBLISHING 
AND LICENSING SERVICES; MUSIC PRODUCTION 
SERVICES; SOUND RECORDING, RE-RECORDING, AND 
MIXING SERVICES; AND MUSIC COMPOSITION, SCOR- 
ING, AND EDITING SERVICES FOR OTHERS (U.S. CLS. 
100, 101 AND 107). 

FIRST USE 3-16-1983; IN COMMERCE 3-16-1983. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CUSTOM DESIGN OF GRAPHICS AND SOUND 
FOR USE IN COMPUTER PROGRAMS AND CD ROMS; 
CUSTOM DESIGN OF AUDIO AND VIDEO SYSTEMS; 
AND CREATING AND MAINTAINING WEB SITES FOR 
OTHERS (U.S. CLS. 100 AND 101). 

FIRST USE 10-1-1995; IN COMMERCE 10-1-1995. 


SN 75-319,176. FAMILY HEALTHCARE CENTERS, INC., 
DBA FHC, INC., GALVESTON, TX. FILED 7-3-1997. 


ACCESS FOR YOU 


CLASS 36—INSURANCE AND FINANCIAL 


FOR ADMINISTRATION OF MANAGED HEALTH 
CARE SERVICES FOR MEDICAID PATIENTS (U.S. CLS. 
100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR MEDICAL AND HOSPITAL SERVICES DIRECT- 
ED TO MEDICAID PATIENTS OF MANAGED CARE OR- 
GANIZATIONS (U.S. CLS. 100 AND 101). 


OFFICIAL GAZETTE 


JANUARY 5, 1999 


SN 75-320,677. SUMMIT TRAINING SOURCE, 
GRAND RAPIDS, MI. FILED 7-7-1997. 


INC., 


i) 


OWNER OF U.S. REG. NOS. 
OTHERS. 

THE LINING IN THE MARK IS A FEATURE OF THE 
MARK AND IS NOT INTENDED TO INDICATE COLOR. 

THE MARK COMPRISES A STYLIZED MOUNTAIN 
TOP DESIGN AND STYLIZED DESIGNS OF CLOUDS AT 
ITS BASE. 


1,654,223, 1,687,614 AND 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED, AUDIOVISUAL MEDIA, 
NAMELY, VIDEO TAPES AND CD ROMS FEATURING 
INDUSTRIAL TRAINING AND SAFETY EDUCATION, 
AND MANUALS AND WORKBOOKS, ALL SOLD AS A 
UNIT (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-10-1987; IN COMMERCE 12-10-1987. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR RENTAL, LEASING AND LENDING OF PRERE- 
CORDED AUDIOVISUAL MEDIA, NAMELY, VIDEO 
TAPES AND CD ROMS FEATURING INDUSTRIAL 
TRAINING AND SAFETY EDUCATION, MANUALS AND 
WORKBOOKS THEREFOR; AND VIDEO TAPE AND CD 
ROM PRODUCTION SERVICES (U.S. CLS. 100, 101 AND 
107). 

FIRST USE 12-4-1987; IN COMMERCE 12-10-1987. 


SN 75-321,110. STRATEGIES INTERNATIONAL AMER- 
ICA INC., NEW YORK, NY. FILED 7-8-1997. 


Strategies International America Inc 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERNATIONAL AMERICA INC.”, APART FROM 
THE MARK AS SHOWN. 
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CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS CONSULTING SERVICES IN THE 
FIELDS OF MARKET RESEARCH, FOCUS GROUPS, 
BRAND NAME AND TRADE NAME CREATION SERV- 
ICES AND DEVELOPMENT OF CORPORATE LOGOS; 
MARKET RESEARCH SERVICES IN THE NATURE OF 
FOCUS GROUP INTERVIEWS AND TESTING (U.S. CLS. 
100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR GRAPHIC ART DESIGN SERVICES, NAMELY, 
PRODUCT DESIGN, PACKAGING AND BUSINESS LIT- 
ERATURE DESIGN, TRADING DRESS DESIGN FOR 
OTHERS (U.S. CLS. 100 AND 101). 


SN 75-321,375. WIEMER, WOLFRAM, 89134 BLAUSTEIN, 
FED REP GERMANY, FILED 7-9-1997. 


lement displays 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DISPLAYS” IN INTERNATIONAL CLASSES 009 
AND 012 ONLY, APART FROM THE MARK AS SHOWN. 

THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR SIGNAL WHISTLES (U.S. CLS. 21, 23, 26, 36 AND 
38). 


CLASS 12—VEHICLES 


FOR DIRECTIONAL SIGNALS FOR VEHICLES; LAND 
VEHICLES, NAMELY, BUSES, CARS, AND STATION 
WAGONS (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR TRANSPORTATION OF PASSENGERS AND/OR 
GOODS BY LAND, AIR, OR WATER (U.S. CLS. 100 AND 
105). 


SN 75-321,473. AMERICAN STOCK EXCHANGE, INC., 
NEW YORK, NY. FILED 7-9-1997. 


Amex. 


OWNER OF U.S. REG. NOS. 896,924 AND 1,963,653. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR MAGAZINES, NEWS REPORTS, PAMPHLETS, 
AND PRINTED STUDIES IN PAMPHLET FORM RELAT- 
ING TO SECURITIES AND THE MARKETING OF SECU- 
RITIES AND FINANCIAL INSTRUMENTS BASED ON IN- 
DICES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 5-9-1997; IN COMMERCE 5-9-1997. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL SERVICES, NAMELY, PROVIDING A 
MARKET FOR SECURITIES AND FINANCIAL INSTRU- 
MENTS BASED ON INDICES, PROVIDING INFORMA- 
TION ABOUT SECURITIES AND CORPORATIONS ISSU- 
ING SECURITIES, COMPILING AND DISSEMINATING 
PRICE LEVEL AND VOLUME INDICES (U.S. CLS. 100, 
101 AND 102). 
FIRST USE 5-9-1997; IN COMMERCE 5-9-1997. 


SN 75-322,967. ALBERTO ASPESI & C. S.P.A.. LEGNANO 
(MILANO), ITALY, FILED 7-11-1997. 


THIS IS A DOOR; HERE IS 
A SEA 


OWNER OF ITALY REG. NO. 721519, DATED 7-31-1997, 
EXPIRES 7-1-2017. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR SOAPS, PERFUMES, DEODORANTS FOR PER- 
SONAL USE; TOILET PRODUCTS, NAMELY, TOILET 
WATER AND TOILET SOAP; TOILETRIES, NAMELY, 
SHAVING CREAM AND HAIR SHAMPOO; ESSENTIAL 
OILS FOR PERSONAL USE; COSMETICS, NAMELY, EYE 
SHADOWS AND LIPSTICKS; HAIR LOTIONS AND 
TOOTHPASTE (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 18—LEATHER GOODS 


FOR HAND BAGS, SUITCASES, LUGGAGE, TRUNKS, 
TRAVELING BAGS, ALL PURPOSE SPORTS BAGS, 
VANITY CASES SOLD EMPTY, KEY CASES, BRIEF- 
CASES, PURSES, WALLETS, UMBRELLAS, PARASOLS 
AND WALKING STICKS (U.S. CLS. 1, 2, 3, 22 AND 41). 


SN 75-324,251. EVERAPEX PRODUCTS, INC., WHITTIER, 
CA. FILED 7-14-1997. 


Ne. 


DaINUZAL 
WECHIINOLOGISS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DENTAL TECHNOLOGIES”, APART FROM THE 
MARK AS SHOWN. 
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CLASS 10—MEDICAL APPARATUS 


FOR DENTAL INSTRUMENTS, NAMELY, PICKS AND 
MIRRORS (U.S. CLS. 26, 39 AND 44). 


CLASS 21—HOUSEWARES AND GLASS 


FOR ELECTRIC AND NON-ELECTRIC TOOTH- 
BRUSHES AND DENTAL FLOSS (U.S. CLS. 2, 13, 23, 29, 
30, 33, 40 AND 50). 


SN 75-326,406. W.W. GRAINGER, INC., LINCOLNSHIRE, 
IL. FILED 6-18-1997. 


OWNER OF U.S. REG. NOS. 
2,039,641. 

THE MARK IS COMPRISED OF THE DEPICTION OF 
THE FRONT COVER OF A CATALOG WITH A WHITE 
BANNER ACROSS THE TOP ON WHICH THE WORD 
“GRAINGER” IS IMPRINTED IN BLACK. THE BANNER 
IS BORDERED ON THE TOP AND BOTTOM BY A THICK 
BLACK LINE. THE REMAINDER OF THE MARK IS 
LINED FOR THE COLOR RED. 


1,559,199, 1,747,557 AND 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CATALOGS IN THE FIELD OF INDUSTRIAL, IN- 
STITUTIONAL, COMMERCIAL AND JANITORIAL 
EQUIPMENT AND SUPPLIES (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 2-0-1990; IN COMMERCE 2-0-1990. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR TELEPHONE, ON-LINE AND MAIL ORDER 
CATALOG SERVICES IN THE FIELD OF INDUSTRIAL, 
INSTITUTIONAL, COMMERCIAL AND JANITORIAL 
EQUIPMENT AND SUPPLIES (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 2-0-1990; IN COMMERCE 2-0-1990. 


OFFICIAL GAZETTE 


JANUARY 5, 1999 


SN 75-326,606. INES DE LA FRESSANGE, 75009 PARIS, 
FRANCE, FILED 7-14-1997. 


>>> >> >>-~< KECK ECKECL 


Ines 
dela 


Fressange 


OWNER OF U.S. REG. NOS. 1,794,592 AND 1,815,718. 


CLASS 8—HAND TOOLS 


FOR TABLEWARE, NAMELY, KNIVES (U.S. CLS. 23, 28 
AND 44). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 
FOR STANDARD LAMPS, ELECTRIC LAMPS AND RE- 


PLACEMENT PARTS THEREFOR (U.S. CLS. 13, 21, 23, 31 
AND 34). 


SN 75-328,151. HEIFER PROJECT INTERNATIONAL, 
LITTLE ROCK, AR. FILED 7-21-1997. 


HEIFER PROJECT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROJECT”, APART FROM THE MARK AS SHOWN. 
SEC. 2(F). 


CLASS 36—INSURANCE AND FINANCIAL 

FOR CHARITABLE FUND RAISING SERVICES (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 6-1-1972; IN COMMERCE 6-1-1972. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES, SEMINARS, AND INDIVIDUAL IN- 
STRUCTION IN ENVIRONMENTAL TRAINING, 
NAMELY, SUSTAINABLE AGRICULTURE OR ANIMAL 
HUSBANDRY (U.S. CLS. 100, 101 AND 107). 

FIRST USE 6-1-1972; IN COMMERCE 6-1-1972. 
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SN 75-328,276. CHUNG, YOON SEUNG, LOS ANGELES, 
CA. FILED 7-21-1997. 


THE DOTS ON THE DRAWING HAVE NO SIGNIFI- 
CANCE, OTHER THAN A DESIGN ELEMENT. 


CLASS 25—CLOTHING 


FOR SHOES, BELTS, SCARVES, GLOVES AND HEAD- 
BANDS (U.S. CLS. 22 AND 39). 
FIRST USE 5-16-1997; IN COMMERCE 5-16-1997. 


CLASS 26—FANCY GOODS 


FOR HAIR PINS, BUTTONS, ZIPPERS, AND RUBBER 
PATCHES FOR CLOTHING (U.S. CLS. 37, 39, 40, 42 AND 
50). 

FIRST USE 5-16-1997; IN COMMERCE 5-16-1997. 


SN 75-330,399. EDUCATIONAL TESTING SERVICE, 
PRINCETON, NJ. FILED 7-25-1997. 


THE MARK IS LINED FOR THE COLORS GREEN AND 
BLUE. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR AUDIOCASSETTES, VIDEOCASSETTES, PRE-RE- 
CORDED COMPUTER PROGRAMS AND COMPUTER 
PROGRAMS DOWNLOADABLE FROM A GLOBAL COM- 
PUTER NETWORK, ALL FOR USE IN THE FIELDS OF 
EDUCATIONAL, PROFESSIONAL, AND VOCATIONAL 
TESTING AND ASSESSMENT OF SKILLS, ABILITIES, 
LEARNING, ACHIEVEMENT; AND CAREER GUIDANCE 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


U.S. PATENT AND TRADEMARK OFFICE 


T™ 17 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAPER GOODS AND PRINTED MATTER, 
NAMELY, PRINTED TEST FORMS AND TEST BOOK- 
LETS, BOOKLETS, BOOKS, NEWSLETTERS, PRINTED 
CERTIFICATES, MANUALS, GUIDES, PAMPHLETS, 
POSTERS, ROSTERS, PRINTED REPORTS, VOUCHERS, 
SUMMARIES AND PAPERS PERTAINING TO EDUCA- 
TIONAL, PROFESSIONAL, AND VOCATIONAL TEST- 
ING AND ASSESSMENT OF SKILLS, ABILITIES, 
LEARNING, ACHIEVEMENT; AND CAREER GUIDANCE 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR DISTRIBUTORSHIPS IN THE FIELDS OF BOOKS, 
PRERECORDED COMPUTER DISKS, PRERECORDED 
COMPACT DISCS, AND COURSE MATERIALS FOR 
TEST PREPARATION AND REMEDIAL EDUCATION 
(U.S. CLS. 100, 101 AND 102). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PROVIDING TRAINING PROGRAMS, EDUCA- 
TIONAL CONFERENCES, WORKSHOPS, COURSES, AND 
SEMINARS IN THE FIELDS OF EDUCATION REFORM, 
CURRICULUM DEVELOPMENT AND ENRICHMENT, 
EDUCATIONAL TESTING AND ASSESSMENT, PROFES- 
SIONAL TESTING, ASSESSMENT, AND CERTIFICA- 
TION, AND VOCATIONAL TESTING, ASSESSMENT, 
AND CERTIFICATION (U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DEVELOPING, ADMINISTERING AND SCORING 
TESTS OF SKILLS, ABILITIES AND LEARNING; CON- 
DUCTING RESEARCH AND STUDIES WITH RESPECT 
TO EDUCATIONAL TESTING AND TEST THEORY; 
CONSULTATION IN THE FIELDS OF EDUCATIONAL 
TESTING AND ASSESSMENT, PROFESSIONAL TEST- 
ING AND ASSESSMENT, AND VOCATIONAL TESTING 
AND ASSESSMENT; PROVIDING INFORMATION 
ABOUT TESTING AND EDUCATIONAL PROGRAMS 
AND PRODUCTS; PROVIDING TEST REGISTRATION 
SERVICES (U.S. CLS. 100 AND 101). 


SN 75-333,948. TATE ACCESS FLOORS LEASING, INC., 
JESSUP, MD. FILED 7-31-1997. 


SMART FLOOR BY TATE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLOOR”, APART FROM THE MARK AS SHOWN. 


CLASS 6—METAL GOODS 


FOR METAL ACCESS FLOOR PANELS AND PEDES- 
TALS THEREFOR USED FOR PROVIDING ACCESS TO 
ELECTRICAL CONNECTIONS (U.S. CLS. 2, 12, 13, 14, 23, 
25 AND 50). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRICAL SERVICE OUTLET BOXES; ELEC- 
TRICAL DISTIRBUTION BOXES FOR CONNECTING 
POWER, DATA AND COMMUNICATION LINES; AND 
METALLIC CABLES FOR ALL THE FOREGOING (U.S. 
CLS. 21, 23, 26, 36 AND 38). 
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CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR ACCESS FLOOR PANELS OF CEMENT USED 
FOR PROVIDING ACCESS TO ELECTRICAL CONNEC- 
TIONS (U.S. CLS. 1, 12, 33 AND 50). 


SN 75-335,820. KOPPARBERGS BRYGGERI AB, 714 35 
KOPPARBERG, SWEDEN, FILED 8-4-1997. 


KOPPARBERGS 


PRIORITY CLAIMED UNDER SEC. 44D) ON SWEDEN 
APPLICATION NO. 000457531, FILED 2-3-1997, REG. NO. 
188560, DATED 2-26-1998, EXPIRES 2-26-2008. 


CLASS 32—LIGHT BEVERAGES 


FOR BEERS; MINERAL AND AERATED WATERS 
AND OTHER NON-ALCOHOLIC DRINKS, NAMELY, 
SOFT DRINKS; FRUIT JUICES, SYRUPS AND OTHER 
PREPARATIONS FOR MAKING SOFT DRINKS (U.S. CLS. 
45, 46 AND 48). 


CLASS 33—WINES AND SPIRITS 


FOR ALCOHOLIC BEVERAGES, NAMELY, WINES, LI- 
QUEURS, ALCOHOLIC SODA AND DISTILLED SPIRITS 
(U.S. CLS. 47 AND 49). 


SN 75-340,650. AMERICAN SOY PRODUCTS, 
SALINE, MI. FILED 8-13-1997. 


INC., 


OWNER OF U.S. REG. NO. 1,638,521. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR FOOD AND BEVERAGES, NAMELY, SOY BEAN 
BASED CHEESE SUBSTITUTE, TOFU, PROCESSED SOY- 
BEANS, YOGURT; MISO, NAMELY, SOY BEAN BASED 
SOUPS; NATTO, NAMELY, FERMENTED SOY BEANS, 
SOY MILK (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 
FOR FOOD AND BEVERAGES, NAMELY, BAKERY 
PRODUCTS MADE WITH SOY BEANS, GRAIN BASED 


FOOD BEVERAGES, SAUCES MADE WITH SOY BEANS 
(U.S. CL. 46). 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR RAW SOY BEANS (U.S. CLS. 1 AND 46). 
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CLASS 32—LIGHT BEVERAGES 


FOR BEVERAGES, NAMELY, FRUIT AND VEGETA- 
BLE JUICES WITH SOY MILK (U.S. CLS. 45, 46 AND 48). 


SN 75-340,651. AMERICAN SOY PRODUCTS, 
SALINE, MI. FILED 8-13-1997. 


INC., 


OWNER OF U.S. REG. NO. 1,638,521. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICAN SOY PRODUCTS”, APART FROM THE 
MARK AS, SHOWN. 


CLASS 29—MEATS AND PROCESSED FOODS 

FOR FOOD AND BEVERAGES, NAMELY, SOY BEAN 
BASED CHEESE SUBSTITUTE, TOFU, PROCESSED SOY- 
BEANS, YOGURT; MISO, NAMELY, SOY BEAN BASED 
SOUPS; NATTO, NAMELY, FERMENTED SOY BEANS, 
SOY MILK (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR FOOD AND BEVERAGES, NAMELY, BAKERY 
PRODUCTS MADE WITH SOY BEANS, GRAIN BASED 
FOOD BEVERAGES, SAUCES MADE WITH SOY BEANS 
(U.S. CL. 46). 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR RAW SOY BEANS (U.S. CLS. 1 AND 46). 


CLASS 32—LIGHT BEVERAGES 


FOR BEVERAGES, NAMELY, FRUIT AND VEGETA- 
BLE JUICES WITH SOY MILK (U.S. CLS. 45, 46 AND 48). 


SN 75-344,298. AMTECH CORPORATION, DALLAS, TX. 
FILED 8-20-1997. 


PASSKEY 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER HARDWARE AND SOFTWARE FOR 
USE IN ELECTRONIC PAYMENT MANAGEMENT SYS- 
TEMS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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CLASS 36—INSURANCE AND FINANCIAL 


FOR ELECTRONIC PAYMENT, NAMELY, ELECTRON- 
IC PROCESSING AND TRANSMISSION OF BILL PAY- 
MENT DATA FROM A VEHICLE WHICH DETERMINES 
THE IDENTITY OF THE PURCHASER AND THE COST 
OF THE PURCHASE, AND DEBITS THE PURCHASER’S 
ACCOUNT TO REFLECT THE PAYMENT TRANSAC- 
TION (U.S. CLS. 100, 101 AND 102). 


SN 75-347,668. WASSERMAN, KRISTA, LOS ANGELES, 
CA. FILED 8-26-1997. 


TRILOGY WHOLENESS 
GROUP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WHOLENESS GROUP”, APART FROM THE MARK 
AS SHOWN. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR HEALING CENTER PROVIDING EDUCATIONAL 
SERVICES, NAMELY, CONDUCTING WORKSHOPS AND 
SEMINARS IN THE FIELD OF BEREAVEMENT (U.S. 
CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR HEALING CENTER PROVIDING BEREAVEMENT 
AND SPIRITUAL COUNSELING SERVICES, HOLISTIC 
HEALTH CARE SERVICES, AND MEDICAL SERVICES 
(U.S. CLS. 100 AND 101). 


SN 75-354,374. GALLENBERG EQUIPMENT, 
ANTIGO, WIL. FILED 9-10-1997. 


BEACH MASTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEACH”, APART FROM THE MARK AS SHOWN. 


INC., 


CLASS 7—MACHINERY 


FOR BEACH CLEANING MACHINE, NAMELY, A 
TRACTOR ATTACHMENT USED TO PICK UP DEBRIS 
AND CLEAN THE BEACH (US. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 


CLASS 12—VEHICLES 


FOR BEACH CLEANING VEHICLE, NAMELY, A SELF- 
PROPELLED BEACH CLEANING MACHINE USED TO 
PICK UP DEBRIS AND CLEAN THE BEACH (US. CLS. 
19, 21, 23, 31, 35 AND 44). 


SN 75-360,788. SPECSAVERS B.V., 9645 LP VEENDAM, 
NETHERLANDS, FILED 9-22-1997. 


OPTIPRIMA 


PRIORITY CLAIMED UNDER SEC. 44D) ON BENELUX 
APPLICATION NO. 892589, FILED 4-25-1997, REG. NO. 
610859, DATED 4-25-1997, EXPIRES 4-25-2007. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 5—PHARMACEUTICALS 


FOR CLEANING PREPARATIONS FOR CONTACT 
LENSES (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR OPTICAL APPARATUS AND INSTRUMENTS, 
NAMELY, SPECTACLES, SUNGLASSES, PARTS AND 
FITTINGS FOR SUCH GOODS; EYEGALSS LENSES, 
CONTACT LENSES, FRAMES, CORDS, CHAINS AND 
CASES, ALL FOR SPECTACLES OR SUNGLASSES; AND 
CONTACT LENS CASES (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MANAGEMENT AND ADVERTISING 
AGENCY SERVICES FOR OPTICIANS (U.S. CLS. 100, 101 
AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 
FOR OPTICIAN SERVICES (U.S. CLS. 100 AND 101). 


SN 75-363,170. MASTERCARD INTERNATIONAL INCOR- 
PORATED, PURCHASE, NY. FILED 9-25-1997. 


MASTERCARD 
MASTERTAGGER 


OWNER OF U.S. REG. NOS. 
1,604,606. 


1,186,117, 1,292,519 AND 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS SERVICES, NAMELY, PROVIDING 
MARKETING INFORMATION TO PARTICIPATING FI- 
NANCIAL INSTITUTIONS BY ELECTRONIC MEANS 
CONCERNING CREDIT CARDHOLDER MARKETING 
AND ELIGIBILITY CRITERIA, NAMELY, SPENDING 
PATTERNS, PREFERENCES, OR OTHER SELECTIVE 
CRITERIA TO AID IN MARKETING AND BUSINESS 
STRATEGIES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-0-1997; IN COMMERCE 1-0-1997. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL SERVICES, NAMELY, PROVIDING 
INFORMATION AND ANALYSIS TOOLS TO FINANCIAL 
INSTITUTIONS BY ELECTRONIC MEANS IN CONNEC- 
TION WITH CREDIT, DEBIT, STORED VALUE AND 
OTHER PAYMENT CARDS, SPECIFICALLY, DATABASE 
AND INFORMATION TOOLS RELATING TO CARD- 
HOLDER SPENDING PATTERNS AND TRANSACTION- 
AL DATA (US. CLS. 100, 101 AND 102). 

FIRST USE 1-0-1997; IN COMMERCE 1-0-1997. 
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SN 75-365,440. SIMEM S.P.A., 
ITALY, FILED 9-30-1997 


CLASS 7—MACHINERY 


FOR ON-SITE CONCRETE MIXING MACHINES; CON- 
CRETE MIXING SYSTEMS CONSISTING PRIMARILY OF 
MIXERS, BELT CONVEYORS AND HOPPERS; ME- 
CHANICALLY DISCHARGING HOPPERS; MIXERS FOR 
BUILDING MATERIALS; BATCHING MACHINES FOR 
AGGREGATE AND CEMENT; HOISTS AND CRANES 
FOR BUILDING MATERIALS; ELECTRIC MOTORS; AND 
WATER PUMPS FOR USE IN CONSTRUCTION APPLICA- 
TIONS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 0-0-1967; IN COMMERCE 0-0-1995. 


CLASS 12—VEHICLES 


FOR VEHICLES, NAMELY, CONCRETE MIXERS; 
LAND VEHICLES FOR TRANSPORTING CONCRETE- 
MIXING SYSTEMS (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 

FIRST USE 0-0-1967; IN COMMERCE 0-0-1995. 


SN 75-367,171. AMERICLEAN SYSTEMS INC., SOUTH- 
FIELD, MI. FILED 9-29-1997. 


DERMA MAX 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR LIQUID SOAPS FOR HANDS, FACE, AND BODY; 
ANTIMICROBIAL SOAPS; ANTIBACTERIAL SOAPS; 
HAND CLEANING PREPARATIONS; DISINFECTANT 
SOAPS; SKIN CLEANSERS; SKIN CLEANSING LOTION; 
SKIN LOTIONS; SKIN SOAP; AND DEODORANT SOAP 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 9-24-1997; IN COMMERCE 9-24-1997. 


CLASS 5—PHARMACEUTICALS 


FOR ANTIBACTERIAL HANDWASH; ANTIBIOTIC 
HANDWASH; AND ANTI-MICROBIAL HANDWASH (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 9-24-1997; IN COMMERCE 9-24-1997. 
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SN 75-367,193. AMERICLEAN SYSTEMS INC., SOUTH- 
FIELD, MI. FILED 9-29-1997. 


—— a 7 
D 


AX 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR LIQUID SOAPS FOR HANDS, FACE, AND BODY; 
ANTIMICROBIAL SOAP; ANTIBACTERIAL SOAPS; 
HAND CLEANING PREPARATIONS; DISINFECTANT 
SOAPS; SKIN CLEANSERS; SKIN CLEANSING LOTION; 
SKIN LOTIONS; SKIN SOAP; AND DEODORANT SOAP 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 9-24-1997; IN COMMERCE 9-24-1997. 


CLASS 5—PHARMACEUTICALS 


FOR ANTIBACTERIAL HANDWASH; ANTIBIOTIC 
HANDWASH; AND ANTI-MICROBIAL HANDWASH (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 9-24-1997; IN COMMERCE 9-24-1997. 


SN 75-370,233. CYTOMETRICS, INC., PHILADELPHIA, PA. 
FILED 10-8-1997. 


CLASS 10—MEDICAL APPARATUS 


FOR MEDICAL DIAGNOSTIC DEVICES, NAMELY, 
BLOOD COMPONENT ANALYZERS (U.S. CLS. 26, 39 
AND 44). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR MAINTENANCE AND REPAIR OF MEDICAL DI- 
AGNOSTIC EQUIPMENT (U.S. CLS. 100, 103 AND 106). 
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CLASS 40—MATERIAL TREATMENT 


FOR CUSTOM MANUFACTURE OF MEDICAL DIAG- 
NOSTIC DEVICES (U.S. CLS. 100, 103 AND 106). 


SN 75-374,349. GLOBAL EXPLORERS, LLC, NORCROSS, 
GA. FILED 10-14-1997. 


GLOBAL EXPLORERS 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR TRAVEL AGENCY SERVICES, NAMELY, AR- 
RANGING TRAVEL TOURS, MAKING RESERVATIONS, 
BOOKINGS FOR TRANSPORTATION, AND TRAVEL 
GUIDE SERVICES (U.S. CLS. 100 AND 105). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES, SEMINARS, CONFERENCES, 
WORKSHOPS AND TRAINING IN OUTDOOR AND 
INDOOR ACTIVITIES AS WELL AS HISTORY (U.S. CLS. 
100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR BOOKING LODGING, AND TEMPORARY LODG- 
ING (U.S. CLS. 100 AND 101). 


SN 75-374,673. KWOK SHING IMPORT-EXPORT INC., SAN 
FRANCISCO, CA. FILED 10-16-1997. 


CLASS 5—PHARMACEUTICALS 


FOR HERBAL TEA FOR MEDICINAL PURPOSES, DIE- 
TARY SUPPLEMENTS, DIETARY FOOD SUPPLEMENTS 
AND NUTRITIONAL SUPPLEMENTS, AND GINSENG 
AND HERBAL ROOTS FOR USE AS DIETARY SUPPLE- 
MENTS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 4-0-1988; IN COMMERCE 4-0-1988. 


CLASS 30—STAPLE FOODS 


FOR TEA, RICE, HERBAL TEA FOR FOOD PURPOSES, 
GINSENG FOR USE AS A SEASONING HERBAL ROOTS 
FOR USE AS A SEASONING, AND SPICES (U.S. CL. 46). 

FIRST USE 4-0-1988; IN COMMERCE 4-0-1988. 
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SN 75-374,855. NSI ENTERPRISES, INC., ATLANTA, GA. 
FILED 10-17-1997. 


LITHONIA 


OWNER OF U.S. REG. NOS. 1,135,069, 1,800,521 AND 
OTHERS. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR FLEXIBLE WIRING SYSTEMS AND COMPO- 
NENTS; NAMELY, FLEXIBLE BRANCH CIRCUITS, AT- 
TACHMENT PLUGS, RECEPTACLES, CONNECTORS 
AND FITTINGS; EMERGENCY LIGHTING UNIT IN- 
VERTER; COMPUTERS FOR BUILDING LIGHTING 
CONTROL; DIMMING CONTROLS AND LIGHT SWITCH- 
ES FOR ELECTRIC FIXTURES; DIMMING UNIT COM- 
PRISING CABINETS, CONTROL STATIONS AND 
WIRING FOR CONTROL OF ELECTRIC LIGHTING FIX- 
TURES AND OTHER ELECTRIC LOADS; ELECTRONIC 
SENSING DEVICES; NAMELY, ULTRASONIC OCCU- 
PANCY SENSORS AND RANGE EXTENDERS FOR 
LIGHTING ENERGY MANAGEMENT; LIGHTING CON- 
TROL SYSTEMS COMPRISING AN ELECTRIC LOW 
VOLTAGE SWITCHING RELAY; COMPUTER SOFT- 
WARE FOR USE IN THE ORDERING AND SALE OF 
ELECTRIC LIGHIING FIXTURES AND FOR THE 
DESIGN AND SPECIFICATION OF LIGHTING SYSTEMS; 
INTERACTIVE COMPUTER PROGRAMS USED FOR 
LIGHTING SPECIFICATION AND DESIGN, JOB IDENTI- 
FICATION, PRICING AND QUOTATION, ORDER ENTRY 
AND STATUS AND ELECTRONIC MESSAGING; COM- 
PUTER PROGRAMS USED BY LIGHTING ENGINEERS 
FOR DESIGN AND SPECIFICATION OF LIGHTING SYS- 
TEMS; AND COMPUTER PROGRAMS FOR USE IN 
ORDER STATUS, INVENTORY STATUS, QUOTATION 
OF ORDERS, WILL CALL ORDERS AND LIGHTING 
CALCULATIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 0-0-1977; IN COMMERCE 0-0-1977. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR ELECTRIC LIGHTING FIXTURES; EMERGENCY 
LIGHTING FIXTURES; NAMELY, BATTERY POWERED 
LIGHTING FIXTURES; ELECTRIC LIGHTING TRACK 
UNITS; AND ALUMINUM, STEEL AND FIBERGLASS 
POLES FOR ELECTRIC LIGHTING FIXTURES (U.S. CLS. 
13, 21, 23, 31 AND 34). 

FIRST USE 0-0-1946; IN COMMERCE 0-0-1946. 


SN 75-376,545. LINDGREN, ASTRID, S-113 24 STOCK- 
HOLM, SWEDEN, FILED 10-20-1997. 


PIPPI LONGSTOCKING 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR SERIES OF PRE-RECORDED VIDEO TAPES FEA- 
TURING FICTIONAL ENTERTAINMENT FOR CHIL- 
DREN (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 0-0-1973; IN COMMERCE 0-0-1973. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR SERIES OF FICTION BOOKS (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 

FIRST USE 0-0-1950; IN COMMERCE 0-0-1950. 
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SN 75-376,977. GRAHAM, DAVID B., DBA THE VACUSAC 
COMPANY, SUISUN, CA. FILED 10-21-1997. 


PACK MATE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PACK”, APART FROM THE MARK AS SHOWN. 


CLASS 18—LEATHER GOODS 


FOR VACUUM COMPRESSION TRAVELING BAGS 
(U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 22—CORDAGE AND FIBERS 


FOR VACUUM COMPRESSION PLASTIC BAGS FOR 
STORING CLOTHING (U.S. CLS. 1, 2, 7, 19, 22, 42 AND 50). 


SN 75-377,057. VIRTUAL OFFICE, INC., THE, MARINA 
DEL REY, CA. FILED 10-21-1997. 


virtuosity 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR USE IN DATA 
BASE MANAGEMENT AND WORD PROCESSING FOR 
THE PURPOSES OF RECORDING, STORING AND 
TRANSMITTING ELECTRONIC DATA, VOICE AND 
VIDEO INFORMATION (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-17-1996; IN COMMERCE 2-17-1996. 


CLASS 38—COMMUNICATION 


FOR ELECTRONIC DATA, VIDEO, AND VOICE COM- 
MUNICATION SERVICES PROVIDED IN CONNECTION 
WITH COMPUTER SOFTWARE WHICH WILL BE USED 
TO RECORD, STORE, AND TRANSMIT ELECTRONIC 
DATA, VIDEO, AND VOICE INFORMATION, NAMELY, 
TELEPHONE COMMUNICATION SERVICES; WIRELESS 
VOICE MAIL SERVICES; ELECTRONIC VOICE MES- 
SAGING, NAMELY, THE RECORDING, STORING AND 
TRANSMITTING OF VOICE MESSAGES BY TELE- 
PHONE; VIDEO TELECONFERENCING, NARROWCAST- 
ING, AND BROADCASTING; VIDEO-ON-DEMAND 
TRANSMISSION SERVICES; ELECTRONIC TRANSMIS- 
SION OF DATA VIA COMPUTER TERMINALS; DELIV- 
ERY OF MESSAGES BY ELECTRONIC TRANSMISSION; 
ELECTRONIC MAIL SERVICES; ELECTRONIC STORE- 
AND-FORWARD MESSAGING; AND FACSIMILE 
STORE-AND-FORWARDING MESSAGING (U.S. CLS. 100, 
101 AND 104). 
FIRST USE 2-17-1996; IN COMMERCE 2-17-1996. 
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SN 75-380,459. CARMAX AUTO SUPERSTORES WEST 
COAST, INC., WALNUT, CA. BY CHANGE OF NAME 
FROM C-MAX AUTO SUPERSTORES, INC.,, WALNUT, 
CA. FILED 10-28-1997. 


CARMAX THE ORIGINAL 
AUTO SUPERSTORE 


OWNER OF US. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE ORIGINAL AUTO SUPERSTORE”, APART 
FROM THE MARK AS SHOWN. 


1,929,336, 2,092,728 AND 


CLASS 35—ADVERTISING AND BUSINESS 


FOR RETAIL OUTLETS FEATURING AUTOMOBILES 
AND TRUCKS (U.S. CLS. 100, 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR REPAIR AND MAINTENANCE OF AUTOMO- 
BILES AND TRUCKS (U.S. CLS. 100, 103 AND 106). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR LEASING SERVICES FEATURING AUTOMO- 
BILES AND TRUCKS (U.S. CLS. 100 AND 105). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR AUTOMOTIVE INSPECTION SERVICES (U.S. CLS. 
100 AND 101). 


SN 75-381,374. ROLAND CORPORATION, KITA-KU, 
OSAKA 530, JAPAN, FILED 10-29-1997. 


POWER SQUEEZER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “POWER”, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRONIC CONTROLS FOR AMPLIFIERS 
USED WITH MUSICAL INSTRUMENTS; FIRMWARE FOR 
USE IN THE CONTROL OF THE OUTPUT OF ELEC- 
TRONIC MUSICAL INSTRUMENTS; AND PARTS FOR 
ALL OF THE ABOVE (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED INSTRUCTIONAL MATERIAL FOR 
AMPLIFIERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
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SN 75-384,407. BILOUS, EDWARD, NEW YORK, NY. 
FILED 11-4-1997. 


THE MARK IS LINED FOR THE COLORS BLACK AND 
BLUE. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR MUSICAL SOUND RECORDINGS (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 4-1-1987; IN COMMERCE 4-1-1987. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR RECORD PRODUCTION, CD ROM PRODUCTION 
AND MUSIC COMPOSITION FOR OTHERS (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 4-1-1987; IN COMMERCE 4-1-1987. 


SN 75-385,825. FAMILY GOLF CENTERS, INC., MEL- 
VILLE, NY. FILED 11-6-1997. 


SPORTS PLUS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORTS”, APART FROM THE MARK AS SHOWN. 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY, TEE SHIRTS, SWEAT- 
SHIRTS, HATS AND CAPS (U.S. CLS. 22 AND 39). 

FIRST USE 4-30-1996, IN COMMERCE 7-1-1996. 


CLASS 35—ADVERTISING AND BUSINESS 
FOR RETAIL STORE SERVICES FEATURING CLOTH- 
ING, CAPS, SOUVENIRS, DISPOSABLE CAMERAS AND 
FILM; PROVIDING FACILITIES FOR BUSINESS MEET- 
INGS (U.S. CLS. 100, 101 AND 102). 
FIRST USE 7-1-1996; IN COMMERCE 7-1-1996. 


183-409 TMOG-99-19 - QL3 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ENTERTAINMENT IN THE NATURE OF BOWL- 
ING ALLEYS, ICE SKATING RINKS, AMUSEMENT AR- 
CADES, AMUSEMENT PARK RIDES, CINEMA THEA- 
TERS, AND CINEMA AND MOTION THEATERS, 
NAMELY, MOTION PICTURE THEATERS DESIGNED 
TO SHOW SPECIALLY PRODUCED FILMS AND 
EQUIPPED WITH HYDRAULICALLY CONTROLLED 
SEATS THAT MOVE IN CONJUNCTION WITH THE 
FILMS BEING SHOWN (U.S. CLS. 100, 101 AND 107). 

FIRST USE 7-1-1996; IN COMMERCE 7-1-1996. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RESTAURANT AND BAR SERVICES; PROVIDING 
BANQUET AND SOCIAL FUNCTION FACILITIES FOR 
SPECIAL OCCASIONS; PROVIDING FACILITIES FOR 
CONVENTIONS; PROVIDING FACILITIES FOR EXHIBI- 
TIONS; AND CATERING (U.S. CLS. 100 AND 101). 

FIRST USE 7-1-1996; IN COMMERCE 7-1-1996. 


SN 75-387,935. EAGLE AND TAYLOR COMPANY, DBA 
EAGLE WINDOW & DOOR, INC., DUBUQUE, IA. 
FILED 11-10-1997. 


GIVING VISION TO GREAT 
IDEAS 


CLASS 6—METAL GOODS 


FOR METAL WINDOWS AND DOORS (U.S. CLS. 2, 12, 
13, 14, 23, 25 AND 50). 
FIRST USE 3-0-1992; IN COMMERCE 3-0-1992. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR NON-METAL WINDOWS AND DOORS (U.S. CLS. 
1, 12, 33 AND 50). 
FIRST USE 3-0-1992; IN COMMERCE 3-0-1992. 


SN 75-389,843. BIO-ENGINEERED FOODS, INC., CAPIN- 
TERIA, CA. FILED 11-13-1997. 


THE BALANCE BAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAR”, APART FROM THE MARK AS SHOWN. 


CLASS 5—PHARMACEUTICALS 


FOR FOOD AND NUTRITIONAL SUPPLEMENTS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


CLASS 30—STAPLE FOODS 
FOR CEREAL BASED SNACK FOOD (U.S. CL. 46). 


SN 75-389,995. FAJARDO, PHILIP, ROSWELL, GA. FILED 
11-10-1997. 


GRANDUDE 
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CLASS 25—CLOTHING 


FOR CLOTHING FOR ADULTS AND CHILDREN, 
NAMELY, T-SHIRTS, SWEATSHIRTS, KNIT SHIRTS, 
SHOES, SOCKS, JACKETS, CAPS, HATS, PANTS, UNDER- 
WEAR, CLOTH BIBS, OVERALLS, SNEAKERS, VESTS, 
AND FISHING VESTS (U.S. CLS. 22 AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 

FOR SPORTING GOODS FOR ADULTS AND CHIL- 
DREN, NAMELY, FISHING EQUIPMENT AND FISHING 
TACKLE EQUIPMENT, NAMELY, RODS, REELS, LURES, 
TACKLE BOXES, FISHING STRINGERS, AND FISHING 
CREELS; DUMBBELLS, AND MANUALLY OPERATED 
EXERCISE EQUIPMENT, NAMELY, CABLES, PULLEY, 
RUBBER AND SPRING EXERCISERS (U.S. CLS. 22, 23, 38 
AND 50). 


SN 75-390,072. BRIDAS CORPORATION, ROAD TOWN, 
TORTOLA, BR.VIRGIN ISLANDS, FILED 11-14-1997. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR OIL AND GAS WELL DRILLING (U.S. CLS. 100, 
103 AND 106). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR OIL AND GAS EXPLORATION (U.S. CLS. 100 AND 
101). 


SN 75-390,965. DATASCOPE TRADEMARK CORP., WIL- 
MINGTON, DE. FILED 11-17-1997. 


” 


Datascope 


OWNER OF U.S. REG. NOS. 
2,039,615. 


1,111,275, 1,897,265 AND 
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CLASS 5—PHARMACEUTICALS 


FOR SURGICAL SUPPLIES, NAMELY, COLLAGEN HE- 
MOSTATIC AGENT AND PREPARATION FOR USE IN 
THE CONTROL OF BLEEDING (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 

FIRST USE 11-30-1996; IN COMMERCE 11-30-1996. 


CLASS 10—MEDICAL APPARATUS 


FOR VASCULAR HEMOSTASIS AND CARDIAC 
ASSIST DEVICES, NAMELY, CATHETERS, GUIDEWIRE 
FOR CATHETER, SHEATH INSERTION TOOL, TISSUE 
DILATOR, COLLAGEN CARTRIDGES; PROTECTIVE 
SLEEVE PROVIDED AS A COMPONENT OF A INTRA- 
AORTIC BALLOON, INTRA-AORTIC BALLOONS AND 
PARTS THEREFORE; MEDICAL DEVICE, NAMELY, 
CARDIOPULMONARY BYPASS AORTIC OCCLUDING 
BALLOON AND PARTS THEREFORE; SENSOR FOR USE 
WITH MEDICAL MONITORS AND BANDAGES FOR 
HOLDING SAID SENSORS IN PLACE; BANDAGE WITH 
SHEATH TO PREVENT CONTACT OF PHYSIOLOGICAL 
SENSORS WITH SKIN WHILE HELD IN PLACE THERE- 
ON BY THE BANDAGE; MEDICAL APPARATUS, 
NAMELY, PATIENT MONITORING MACHINES FOR 
MEASUREMENT OF EKG, BLOOD PRESSURE, TEMPER- 
ATURE, RESPIRATION, AND PULSE OXIMETRY; ELEC- 
TRONIC MONITORING DEVICE FOR TRACKING CLINI- 
CAL DATA FOR USE BY ANESTHESIOLOGISTS, RESPI- 
RATION GAS MONITOR FOR MEDICAL USE AND MON- 
ITOR FOR IDENTIFYING GAS CHARACTERISTICS, 
PHYSIOLOGICAL AND VITAL SIGN MONITORS, EQUIP- 
MENT FOR MONITORING ANESTHESIA GAS AND DE- 
TERMINING THE CONSTITUENTS THEREOF AND 
MONITORS AND MONITOR SYSTEMS APPARATUS FOR 
MONITORING PATIENT PHYSICAL CHARACTERIS- 
TICS, NAMELY, BLOOD PRESSURE, TEMPERATURE 
AND PULSE (U.S. CLS. 26, 39 AND 44). 

FIRST USE 11-30-1996; IN COMMERCE 11-30-1996. 


SN 75-392,516. METROPOLITAN LIFE INSURANCE COM- 
PANY, NEW YORK, NY. FILED 11-19-1997. 


SETTLEMENT SOLUTIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SETTLEMENT”, APART FROM THE MARK AS 
SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS CONSULTING SERVICES IN CONNEC- 
TION WITH TORT SETTLEMENTS (U.S. CLS. 100, 101 
AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL CONSULTING SERVICES IN CON- 
NECTION WITH TORT SETTLEMENTS (U.S. CLS. 100, 101 
AND 102). 


SN 75-392,721. BRANCH, DAVID ALAN, 75017 
FRANCE, FILED 11-19-1997. 


PARIS, 


EMERGEA 


OWNER OF FRANCE REG. 
5-30-1997, EXPIRES 5-30-2012. 


NO. 97-680238, DATED 
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CLASS 36—INSURANCE AND FINANCIAL 

FOR INSURANCE BROKERAGE; INSURANCE ADMIN- 
ISTRATION; INSURANCE AGENCIES IN THE FIELD OF 
LIFE INSURANCE; FINANCIAL INFORMATION PRO- 
VIDED BY ELECTRONIC MEANS; MONETARY EX- 
CHANGE; FINANCIAL VALUATION OF REAL ESTATE; 
FINANCIAL INVESTMENT IN THE FIELD OF REAL 
ESTATE (U.S. CLS. 100, 101 AND 102). 


CLASS 38—COMMUNICATION 


FOR TELECOMMUNICATIONS SERVICES, NAMELY, 
ELECTRONIC TRANSMISSION OF DATA AND DOCU- 
MENTS VIA COMPUTER TERMINALS (U.S. CLS. 100, 101 
AND 104). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING MULTIPLE-USER ACCESS TO A 
GLOBAL COMPUTER INFORMATION NETWORK FOR 
THE TRANSFER AND DISSEMINATION OF A WIDE 
RANGE OF INFORMATION (U.S. CLS. 100 AND 101). 


SN 75-396,495. AT OUTCOME, INC., AUSTIN, TX. FILED 
11-24-1997. 


@OUTCOME 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE IN THE FIELD OF PA- 
TIENT CARE RESULTS MANAGEMENT AND MANU- 
ALS FOR USE THEREWITH SOLD AS A UNIT (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 4-0-1997; IN COMMERCE 4-0-1997. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR LOADING OF COMPUTER SOFTWARE FOR 
OTHERS; COMPUTER CONSULTATION SERVICES IN 
THE FIELD OF ELECTRONIC INFORMATION SYSTEMS 
(U.S. CLS. 100 AND 101). 

FIRST USE 4-0-1997; IN COMMERCE 4-0-1997. 


SN 75-405,874. WOLFENDEN ENTERPRISES, INC., COSTA 
MESA, CA. FILED 12-15-1997. 


CB SECRETS 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR POWDERED MIXES FOR DAIRY-BASED BEVER- 
AGES (U.S. CL. 46). 
FIRST USE 5-8-1998; IN COMMERCE 5-15-1998. 


CLASS 30—STAPLE FOODS 

FOR HOT CHOCOLATE AND POWDERED MIXES FOR 
COFFEE-BASED BEVERAGES (U.S. CL. 46). 

FIRST USE 5-8-1998; IN COMMERCE 5-15-1998. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-405,952. TENNANT COMPANY, GOLDEN VALLEY, 
MN. FILED 12-16-1997. 


OWNER OF U.S. REG. NOS. 923,643 AND 926,691. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR URETHANE FLOOR FINISHING PREPARATIONS 
AND FLOOR BUFFING COMPOUNDS (U.S. CLS. |, 4, 6, 
50, $1 AND 52). 

FIRST USE 1-1-1955; IN COMMERCE 1-1-1955. 


CLASS 7—MACHINERY 


FOR MACHINES FOR SERVICE, MAINTENANCE AND 
REPAIR OF POWER OPERATED SWEEPING, SCRUB- 
BING, AND SCARIFYING EQUIPMENT, AND PARTS 
AND ATTACHMENTS THEREFOR (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). 

FIRST USE 1-1-1955; IN COMMERCE 1-1-1955. 


SN 75-408,493. CROMWELL GROUP, INC., THE, NASH- 
VILLE, TN. FILED 12-19-1997. 


¢C; | 


“THE 
PARTY 


CLASS 35—ADVERTISING AND BUSINESS 
FOR PROVIDING RADIO ADVERTISING FOR 
OTHERS (U.S. CLS. 100, 101 AND 102). 
FIRST USE 9-20-1996; IN COMMERCE 9-20-1996. 


CLASS 38—COMMUNICATION 

FOR RADIO BROADCASTING SERVICES (U.S. CLS. 
100, 101 AND 104). 

FIRST USE 9-20-1996; IN COMMERCE 9-20-1996. 
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SN 75-409,678. PARSONS DIAMOND PRODUCTS, INC., 
WEST HARTFORD, CT. FILED 12-22-1997. 








THE APPLICATION NOTES THAT THE LINING IS A 
FEATURE OF THE MARK AND NOT INTENDED TO 
INDICATE COLOR. 


CLASS 7—MACHINERY 


FOR CUTTING IMPLEMENTS, NAMELY, DRY AND 
WET, SYNTHETIC AND NATURAL, DIAMOND CUT- 
TING BLADES AND CORE BITS FOR USE WITH POWER 
TOOLS AND MACHINES (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 

FIRST USE 4-0-1985; IN COMMERCE 4-0-1985. 


CLASS 8—HAND TOOLS 


FOR CUTTING IMPLEMENTS, NAMELY, DRY AND 
WET, SYNTHETIC AND NATURAL, DIAMOND CUT- 
TING BLADES AND CORE BITS FOR USE WITH HAND 
TOOLS (U.S. CLS. 23, 28 AND 44). 

FIRST USE 4-0-1985; IN COMMERCE 4-0-1985. 


SN 75-410,095. NAIAD TECHNOLOGIES, 
LAND, OR. FILED 12-23-1997. 


INC., PORT- 


DABOUT 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR LABORATORY APPARATUSES COMPRISED OF 
A FILTER CARTRIDGE AND LIQUID-HOLDING CHAM- 
BERS USED TO EXTRACT HAZARDOUS MEDICAL, BI- 
OLOGICAL, PATHOLOGICAL, AND/OR NON-TOXIC 
WASTE OUT OF LIQUIDS, AND REPLACEMENT 
FILTER CARTRIDGES SOLD AS A UNIT THEREWITH 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 10—MEDICAL APPARATUS 


FOR MEDICAL APPARATUSES COMPRISED OF A 
FILTER CARTRIDGE AND LIQUID-HOLDING CHAM- 
BERS USED TO EXTRACT HAZARDOUS MEDICAL, BI- 
OLOGICAL, PATHOLOGICAL, AND/OR NON-TOXIC 
WASTE OUT OF LIQUIDS, AND REPLACEMENT 
FILTER CARTRIDGES SOLD AS A UNIT THEREWITH 
(U.S. CLS. 26, 39 AND 44). 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR REPLACEMENT FILTER CARTRIDGES FOR 
LABORATORY AND MEDICAL APPARATUSES COM- 
PRISED OF A FILTER CARTRIDGE AND LIQUID- 
HOLDING CHAMBERS USED TO EXTRACT HAZARD- 
OUS MEDICAL, BIOLOGICAL, PATHOLOGICAL, AND/ 
OR NON-TOXIC WASTE OUT OF LIQUIDS (U.S. CLS. 13, 
21, 23, 31 AND 34). 


SN 75-410,479. ADCARE HEALTH SYSTEMS, 
SPRINGFIELD, OH. FILED 12-23-1997. 


INC., 


AdCare 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS PLANNING, BUSINESS MANAGE- 
MENT AND BUSINESS CONSULTATION IN THE FIELD 
OF HEALTH CARE; OFFERING TECHNICAL ASSIST- 
ANCE IN THE ESTABLISHMENT AND/OR OPERATION 
AND MANAGEMENT OF HEALTH CARE, LONG TERM 
CARE AND ASSISTED LIVING FACILITIES; MANAGE- 
MENT AND OPERATION OF HEALTH CARE, LONG 
TERM CARE AND ASSISTED LIVING FACILITIES FOR 
OTHERS; MARKET RESEARCH AND ANALYSIS IN THE 
SENIOR HOUSING FIELD; AND MEDICAL COST RE- 
PORTING (U.S. CLS. 100, 101 AND 102). 

FIRST USE 10-2-1990; IN COMMERCE 10-2-1990. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL MANAGEMENT SERVICES; FINAN- 
CIAL ANALYSIS AND CONSULTATION; AND ADMINIS- 
TRATION OF HEALTH CARE PROVIDER REIMBURSE- 
MENT PROGRAMS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 10-2-1990; IN COMMERCE 10-2-1990. 


SN 75-413,998. JOHNSON, SARA L., CINCINNATI, OH. 
FILED 1-5-1998. 


THE KITCHEN MUSICIAN 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR MUSICAL SOUND RECORDINGS (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 8-0-1990; IN COMMERCE 8-0-1990. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER, NAMELY, BROCHURES, 
NEWSLETTERS, BOOKS AND PRINTED TEACHING 
AND INSTRUCTIONAL MATERIALS RELATING TO 
MUSIC (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 10-0-1982; IN COMMERCE 10-0-1982. 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATION AND ENTERTAINMENT SERVICES, 
NAMELY, LIVE MUSICAL PERFORMANCES, MUSICAL 
EDUCATIONAL WORKSHOPS AND PROVIDING INFOR- 
MATION ON LINE PERTAINING TO TRADITIONAL, 
HISTORICAL AND CONTEMPORARY INSTRUMENTAL 
AND VOCAL CELTIC, ENGLISH AND AMERICAN AND 
OTHER MUSIC (U.S. CLS. 100, 101 AND 107). 

FIRST USE 0-0-1984; IN COMMERCE 0-0-1984. 


SN 75-415,036. NEW ENGLAND WILD FLOWER SOCIE- 
TY, FRAMINGHAM, MA. FILED 12-10-1997. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER, NAMELY, POSTERS, CALEN- 
DARS, GREETING CARDS, PRINTED PAPER SIGNS 
AND MAGAZINES, JOURNALS, CATALOGUES AND 
BROCHURES ABOUT PLANTS, PLANT LIFE, LAND- 
SCAPING AND LANDSCAPE GARDENING DESIGN, 
EDUCATIONAL MATERIAL RELATED TO PLANTS, 
PLANT LIFE, LANDSCAPING AND LANDSCAPE GAR- 
DENING DESIGN (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 1-14-1971; IN COMMERCE 1-14-1971. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR LIBRARY SERVICES; PUBLICATION OF MAGA- 
ZINES AND BOOKS PERTAINING TO PLANTS AND 
PLANT LIFE; CONDUCTING EDUCATIONAL PRO- 
GRAMS AND EVENTS PERTAINING TO PLANTS AND 
PLANT LIFE (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-14-1971; IN COMMERCE 1-14-1971. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CONDUCTING RESEARCH REGARDING 
PLANTS AND PLANT LIFE; LANDSCAPE GARDENING 
AND LANDSCAPE GARDENING DESIGN FOR OTHERS; 
ASSOCIATION SERVICES, NAMELY, PROMOTING THE 
INTEREST OF WILD FLOWER CONSERVATIONISTS 
(U.S. CLS. 100 AND 101). 

FIRST USE 1-14-1971; IN COMMERCE 1-14-1971. 
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SN 75-415,136. SARGENTO FOODS INC., PLYMOUTH, WI. 
FILED 1-8-1998. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR CHEESE (U.S. CL. 46). 
FIRST USE 8-1-1996; IN COMMERCE 9-15-1996. 


CLASS 30—STAPLE FOODS 


FOR NON-REFRIGERATED SNACK FOOD COMBINA- 
TIONS CONSISTING PRIMARILY OF CEREAL-BASED 
SNACK FOODS WITH SWEET DIPS OR CHEESE-BASED 
DIPS (U.S. CL. 46). 

FIRST USE 8-1-1996; IN COMMERCE 9-15-1996. 


SN 75-419,603. JOHNSON & JOHNSON, NEW BRUNSWICK, 
NJ. FILED 1-16-1998. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING CONSULTING SERVICES RELAT- 
ING TO ESTABLISHING AND OPERATING INFANT 
CARE FACILITIES (U.S. CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR INFANT DAY CARE FACILITIES (U.S. CLS. 100 
AND 101). 
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SN 75-421,350. COSMA INTERNATIONAL INC., AURORA, 
ONTARIO, CANADA, FILED 1-22-1998. 


COSMA 


CLASS 7—MACHINERY 


FOR TOOLING FOR THE PRODUCTION OF AUTOMO- 
TIVE PARTS NAMELY, STAMPING DIES, MOLDS AND 
PATTERNS, AND FIXTURES THEREFOR, NAMELY, 
HOLDERS FOR STAMPING DIES, MOLDS AND PAT- 
TERNS, AUTO PARTS, NAMELY, ENGINE STAMPINGS, 
NAMELY, ENGINE SUPPORT BRACKETS, CATALYTIC 
CONVERTERS, ENGINE COVERS, HEAT SHEILDS, 
MOUNTING BRACKETS, OIL PANS VALVE COVERS, 
WATER PUMPS (US. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 6-30-1992; IN COMMERCE 6-30-1992. 


CLASS 12—VEHICLES 


FOR AUTO PARTS, COMPONENTS AND ASSEMBLIES 
NAMELY, BODY SIDE PANELS, DECKS, DOORS, DOOR 
OPENING FRAMES, HOODS, ROOFS, BRAKE COMPO- 
NENT SYSTEMS NAMELY, BACKING PLATES, MASTER 
CYLINDER VACUUM SHELLS; BUMPER STAMPINGS 
NAMELY, IMPACT BARS, BUMPER BRACKETS, BUMP- 
ERS; CHASSIS STAMPINGS NAMELY, ENGINE COM- 
PARTMENT PANELS, FLOOR PANS, FRAME RAILS, RA- 
DIATOR SUPPORTS, SHOCK TOWERS, TRANSMISSION 
SUPPORTS; STRUCTURAL STAMPINGS, NAMELY, ARM- 
REST SUPPORTS, HEADREST SUPPORTS, INSTRUMENT 
PANEL SUPPORTS, SEAT BELT ANCHOR PLATES; AND 
AUTOMOBILE SUNROOFS (US. CLS. 19, 21, 23, 31, 35 
AND 44). 

FIRST USE 6-30-1992; IN COMMERCE 6-30-1992. 


SN 75-421,928. OA PRODUCTIONS INC., CORAL GABLES, 
FL. FILED 1-22-1998. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR MAGAZINE DEALING WITH THE LIFESTYLES 
AND INTERESTS OF YOUNG HISPANICS (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 


CLASS 25—CLOTHING 
FOR T-SHIRTS AND HATS (U.S. CLS. 22 AND 39). 


SN 75-422,127. RACE ROCK INTERNATIONAL, INC., ST. 
LOUIS, MO. FILED 1-23-1998. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COIN-OPERATED GAMBLING DEVICES, ENTER- 
TAINMENT APPARATUSES AND CASINO APPARA- 
TUSES (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PLAYING CARDS (US. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR FURNITURE, NAMELY, GAMING TABLES (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). 


CLASS 28—TOYS AND SPORTING GOODS 
FOR GAMBLING CHIPS (U.S. CLS. 22, 23, 38 AND 50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 
FOR CASINO FACILITIES PROVIDING SERVICES RE- 


LATED TO GAMING, FOOD, DRINKS, AND ENTER- 
TAINMENT (U.S. CLS. 100, 101 AND 107). 


SN 75-422,831. SEELECT, INC., CAMARILLO, CA. FILED 
1-26-1998. 


RUBY BURST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RUBY”, APART FROM THE MARK AS SHOWN. 


CLASS 5—PHARMACEUTICALS 


FOR NUTRITIONAL AND DIETARY SUPPLEMENTS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


CLASS 30—STAPLE FOODS 
FOR HERB TEAS FOR BEVERAGE USE (U.S. CL. 46). 


SN 75-424,825. UNIVERSITY OF ST. THOMAS, DBA 
CATHOLIC DIGEST, SAINT PAUL, MN. FILED 
1-28-1998. 


CARILLON 


OWNER OF U.S. REG. NO. 1,083,470. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BOOKS, MAGAZINES, AND NEWSLETTERS IN 
THE FIELD OF ANECDOTES, INSPIRATIONAL STO- 
RIES, SELF-HELP AND PRACTICAL ADVICE, COM- 
MENTS AND ARTICLES IN THE FIELD OF SPIRITUAL- 
ITY, RELIGION, ETHICS AND CATHOLICISM (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY, PROVIDING 
ON-LINE ANECDOTES, INSPIRATIONAL STORIES, 
SELF-HELP AND PRACTICAL ADVICE, COMMENTS 
AND ARTICLES IN THE FIELD OF SPIRITUALITY, RE- 
LIGION, ETHICS AND CATHOLICISM VIA A GLOBAL 
COMPUTER NETWORK (U.S. CLS. 100 AND 101). 


SN 75-425,263. MILLER BREWING COMPANY, MILWAU- 
KEE, WI. FILED 1-28-1998. 


OWNER OF 
OTHERS. 


U.S. REG. NOS. 305,855, 1,973,280 AND 


CLASS 36—INSURANCE AND FINANCIAL 

FOR CHARITABLE FUND-RAISING IN THE FIELD OF 
ENVIRONMENTAL CONSERVATION, FOR THE PRO- 
TECTION OF WILD ANIMALS AND THEIR HABITATS 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-0-1997; IN COMMERCE 3-0-1997. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPILING AND DISSEMINATING INFORMA- 
TION IN THE FIELD OF ENVIRONMENTAL CONSER- 
VATION, FOR THE PROTECTION OF WILD ANIMALS 
AND THEIR HABITATS (U.S. CLS. 100 AND 101). 

FIRST USE 3-0-1997; IN COMMERCE 3-0-1997. 


SN 75-425,519. LEESON ELECTRIC CORPORATION, 
GRAFTON, WL. FILED 1-29-1998. 


OWNER OF U.S. REG. NO. 999,557. 


CLASS 7—MACHINERY 


FOR ELECTRIC MOTORS NOT FOR LAND VEHICLES; 
MOTORS FOR USE WITH ELECTRONIC SPEED CON- 
TROLS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR MOTOR CONTROLS AND INVERTERS (U.S. CLS. 
21, 23, 26, 36 AND 38). 


SN 75-426,677. DURA PHARMACEUTICALS, INC., SAN 
DIEGO, CA. FILED 1-30-1998. 


ALSPIROS 


CLASS 5—PHARMACEUTICALS 


FOR PHARMACEUTICAL PREPARATIONS FOR THE 
TREATMENT OF DISEASES OF THE HUMAN RESPIRA- 
TORY, CARDIOVASCULAR, ENDOCRINE, REPRODUC- 
TIVE, NEUROLOGIC, IMMUNE, GASTROINTESTINAL 
AND MUSCULO-SKELETAL SYSTEMS, FOR THE 
TREATMENT OF HEMATOLOGIC AND BONE DISOR- 
DERS, INFECTIOUS DISEASES AND FOR METABOLIC 
AND ONCOLOGIC DISEASES (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


CLASS 10—MEDICAL APPARATUS 


FOR INHALERS FOR POWDER PHARMACEUTICALS 
(U.S. CLS. 26, 39 AND 44). 


SN 75-430,987. TEXACO INC., WHITE PLAINS, NY. FILED 
2-9-1998. 


THE DRAWING IS LINED FOR THE COLORS BROWN, 
BLUE, ORANGE, YELLOW AND PURPLE. 

THE MARK IS COMPRISED OF A FANCIFUL SKELE- 
TON FIGURE. 


CLASS 25—CLOTHING 


FOR MASQUERADE COSTUMES AND MASKS SOLD 
IN CONNECTION THEREWITH (U.S. CLS. 22 AND 39). 
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CLASS 28—TOYS AND SPORTING GOODS 


FOR TOYS, NAMELY, ACTION FIGURES, PLAY FIG- 
URES, PLAYGROUND BALLS, SPORTS BALLS, FLYING 
DISCS, MECHANICAL ACTION TOYS, TOY VEHICLES, 
CASES FOR TOY VEHICLES AND ACTION FIGURES, 
ACTION FIGURE CLOTHING, COSTUME MASKS, DICE, 
TOY EXERCISE WEIGHTS, PARTY FAVORS IN THE 
NATURE OF SMALL TOYS, STUFFED TOYS, TOY BAL- 
LOONS, TOY BANKS, INFLATABLE TOYS, WATER 
SQUIRTING TOYS, PUPPETS, AND WIND-UP TOYS; 
GAMES, NAMELY, PROMOTIONAL GAME MATERIALS, 
PROMOTIONAL GAME CARDS, ACTION SKILL GAMES, 
BOARD GAMES, CARD GAMES, ACTION-TYPE 
TARGET GAMES, HAND-HELD ELECTRONIC GAME 
UNITS, MANIPULATIVE GAMES, AND ROLE PLAYING 
GAMES (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-431,011. PRIME LINKS RESORTS, LLC, RENO, NV. 
FILED 2-9-1998. 


PRIME LINKS RESORTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RESORTS”, APART FROM THE MARK AS SHOWN. 


CLASS 25—CLOTHING 


FOR MEN’S AND WOMEN’S CLOTHING, NAMELY, 
SHIRTS, PANTS, SHORTS, TIES, ROBES, SHOES, SWEAT- 
SHIRTS, SOCKS, SCARVES, CLOTH BIBS, JACKETS, 
SWEATERS, AND HATS (U.S. CLS. 22 AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR SPORTING ARTICLES, NAMELY, GOLF CLUBS, 
GOLF BAGS, GOLF ACCESSORY POUCHES, GOLF BAG 
COVERS, GOLF BAG TAGS, GOLF BALL MARKERS, 
GOLF BALL RETRIEVERS, GOLF BALLS, GOLF 
GLOVES, AND GOLF TEES (U.S. CLS. 22, 23, 38 AND 50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR GOLF COURSES, GOLF TOURNAMENTS, AND 
GOLF CLUB SERVICES (U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR HOTEL, RESTAURANT SERVICES (U.S. CLS. 100 
AND 101). 


SN 75-434,157. RECOT, INC., PLEASANTON, CA. FILED 
2-13-1998. 


OFFICIAL GAZETTE 
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CLASS 29—MEATS AND PROCESSED FOODS 


FOR POTATO CHIPS (U.S. CL. 46). 
FIRST USE 11-15-1997; IN COMMERCE 11-15-1997. 


CLASS 30—STAPLE FOODS 


FOR CORN CHIPS, TORTILLA CHIPS, AND PUFFED 
CORN-BASED SNACKS (U.S. CL. 46). 
FIRST USE 11-15-1997; IN COMMERCE 11-15-1997. 


SN 75-435,712. BERLITZ INVESTMENT CORPORATION, 
WILMINGTON, DE. FILED 2-17-1998. 


me NOLAVOINaAaWWoO 


——JIatnsansia 


On Campus 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ON CAMPUS” AND “LANGUAGE” AND “COMMU- 
NICATION”, APART FROM THE MARK AS SHOWN. 


1,986,960, 2,064,815 AND 


CLASS 18—LEATHER GOODS 


FOR BACKPACKS, ALL PURPOSE ATHLETIC BAGS, 
DUFFEL BAGS (US. CLS. 1, 2, 3, 22 AND 41). 
FIRST USE 5-0-1996; IN COMMERCE 5-0-1996. 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, SHIRTS AND BASEBALL 
CAPS (U.S. CLS. 22 AND 39). 
FIRST USE 7-0-1996; IN COMMERCE 7-0-1996. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, OFFER- 
ING CLASSES, SEMINARS AND WORKSHOPS IN ENG- 
LISH LANGUAGE INSTRUCTION IN RESIDENTIAL 
LIVING ENVIRONMENT AND PRIVATE HOMES (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 2-0-1996; IN COMMERCE 2-0-1996. 
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SN 75-437,385. HAYNES, PATRICIA T., MINNEAPOLIS, 
MN. FILED 2-20-1998. 


hu 


~ 


Tricia 


AND THE 


TONKies 


OWNER OF U.S. REG. NO. 2,169,718. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED AUDIO AND VIDEO CAS- 
SETTES FEATURING EDUCATIONAL FAMILY ORIENT- 
ED MUSIC, SKITS AND PUPPET CHARACTERS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL ENTERTAINMENT IN THE 
NATURE OF AN ON-GOING TELEVISION PROGRAM 
FEATURING FAMILY ORIENTED MUSIC, SKITS, 
PUPPET CHARACTERS, INTERVIEWS; EDUCATIONAL 
ENTERTAINMENT SERVICES, NAMELY, LIVE FAMILY 
ORIENTED PROGRAM SERIES FEATURING MUSIC, 
SKITS AND PUPPET CHARACTERS (U.S. CLS. 100, 101 
AND 107). 


SN 75-438,819. GET WET INTERNATIONAL, INC., SAC- 
RAMENTO, CA. FILED 2-23-1998. 


GET WET 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROMOTING THE SALE OF CREDIT CARD AC- 
COUNTS THROUGH THE ADMINISTRATION OF INCEN- 
TIVE AWARD PROGRAMS; PROMOTING THE SALE OF 
THE GOODS AND SERVICES OF OTHERS BY AWARD- 
ING PURCHASE POINTS AND CASH CREDITS FOR 
CREDIT CARD USE, AND THROUGH THE DISTRIBU- 
TION OF DISCOUNT CARDS (U.S. CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR CREDIT CARD SERVICES; CONSUMER LEND- 
ING SERVICES; ELECTRONIC CREDIT CARD TRANS- 
ACTIONS; PROVIDING REBATES AT PARTICIPATING 
ESTABLISHMENTS OF OTHERS THROUGH USE OF A 
MEMBERSHIP CARD (U.S. CLS. 100, 101 AND 102). 


SN 75-440,690. ABM SYSTEMS LIMITED, DARTMOUTH, 
N.S. B3B 1R7, CANADA, FILED 2-19-1998. 


Something powerful in store 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR CD-ROMS FEATURING TRAINING, OPERATION- 
AL AND DEMONSTRATION INFORMATION ON POINT- 
OF-SALE SOFTWARE, WIDE-AREA-NETWORK SOFT- 
WARE, AND ON-LINE COMPUTERIZED GLOBAL COM- 
MUNICATIONS NETWORK SHOPPING SOFTWARE, 
AND USER’S INSTRUCTION MANUALS SOLD AS A 
UNIT WITH THE AFORESAID GOODS (U.S. CLS. 21, 23, 
26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED PUBLICATIONS, NAMELY, BRO- 
CHURES, PAMPHLETS, BOOKLETS, TRAINING MANU- 
ALS, OPERATIONAL MANUALS AND DEMONSTRA- 
TION GUIDES FOR POINT-OF-SALE SOFTWARE, SOFT- 
WARE FOR WIDE-AREA-NETWORKS, AND ON-LINE 
COMPUTERIZED GLOBAL COMMUNICATIONS NET- 
WORK SHOPPING SOFTWARE (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 
FOR COMPUTERIZED ON-LINE RETAIL SERVICES IN 
THE FIELD OF POINT-OF-SALE SOFTWARE, AND BRO- 
CHURES, PAMPHLETS, BOOKLETS, TRAINING MATE- 
RIALS, OPERATIONAL MANUALS AND DEMONSTRA- 
TION GUIDES THEREFOR (U.S. CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY, DESIGNING 
AND DEVELOPING FOR OTHERS OF POINT-OF-SALE 
AND RETAIL SOFTWARE AND OF SOFTWARE FOR 
WIDE-AREA-NETWORKS, |§ TELECOMMUNICATIONS 
AND ON-LINE BANKING (U.S. CLS. 100 AND 101). 


SN 75-447,505. HOLLANDER HOME FASHIONS CORP., 
BOCA RATON, FL. FILED 3-10-1998. 


WE DON’T SLEEP WELL 
UNTIL YOU DO 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR PILLOWS AND FEATHERBEDS (U.S. CLS. 2, 13, 
22, 25, 32 AND 50). 


CLASS 24—FABRICS 

FOR BLANKETS, THROWS, COMFORTERS, COM- 
FORTER COVERS, PILLOW CASES, PILLOW PROTEC- 
TORS, SHAMS, DUST RUFFLES AND MATTRESS PADS 
(U.S. CLS. 42 AND 50). 


SN 75-448,187. HARPER COMPUTER LLC, RICHARDSON, 
TX. FILED 3-11-1998. 


BENGAL 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTERS, COMPUTER HARDWARE, AND 
COMPUTER PERIPHERALS (U.S. CLS. 21, 23, 26, 36 AND 
38). 
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CLASS 35—ADVERTISING AND BUSINESS 


FOR RETAIL STORE AND MAIL ORDER SERVICES, 
AND DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
COMPUTERS, COMPUTER HARDWARE, COMPUTER 
PERIPHERALS, AND COMPUTER SOFTWARE (U.S. CLS. 
100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DESIGN OF COMPUTERS FOR OTHERS (US. 
CLS. 100 AND 101). 


SN 75-448,707. HOLLYWOOD BEAUTY CORPORATION, 
ENCINO, CA. FILED 3-12-1998. 


JENILEE SENSES 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR SKIN CARE PRODUCTS, NAMELY, BODY 
POWDER, FACE CLEANSERS, BODY CLEANSERS, SKIN 
LOTIONS, SKIN CREAMS, FACIAL MASKS, AND SKIN 
TONERS; COLOR COSMETICS, NAMELY, LIPSTICKS, 
LIP PENCILS, MASCARA, EYE PENCILS, NAIL 
ENAMEL, NAIL POLISH REMOVER, EYE MAKE-UP RE- 
MOVERS, FACE POWDERS, FOUNDATION MAKE UP, 
AND BLUSH; HAIR CARE PRODUCTS, NAMELY, SHAM- 
POOS, CONDITIONERS, MOISTURIZERS, HAIR COLORS, 
HAIR GELS, HAIR CLEANSING PREPARATIONS, AND 
MOUSSES; BATH PRODUCTS, NAMELY, BATH GELS, 
BATH CRYSTALS, BATH FOAMS, BATH GELS, BATH 
CLEANSING PREPARATIONS, SHOWER GEL, SHOWER 
SKIN CLEANSERS, LIQUID SKIN SOAP, AND SOLID 
SKIN SOAP; SUN CARE PRODUCTS, NAMELY, TAN- 
NING LOTIONS, SUN SCREEN, SUN TAN LOTION, SUN 
TAN OIL, SUN BLOCK, SUN CREAMS, AND LIP BALM; 
PERFUME; COLOGNES; AND EAU DE TOILETTE (US. 
CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 5—PHARMACEUTICALS 


FOR VITAMINS AND MINERAL SUPPLEMETN (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-450,246. ICARUS CORPORATION, ROCKVILLE, 
MD. FILED 3-13-1998. 


ICARUS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE AND USER MANUALS 
SOLD THEREWITH IN THE FIELD OF SCHEDULING 
AND COST ESTIMATING FOR CONSTRUCTION 
PROJECTS FOR USE BY ARCHITECTS AND ENGI- 
NEERS (U.S. CLS. 21. 23, 26, 36 AND 38). 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING SEMINARS AND WORKSHOPS ON COMPUT- 
ER HARDWARE AND SOFTWARE SYSTEMS AND PER- 
SONALIZED TRAINING IN THE USE AND OPERATION 
OF COMPUTER HARDWARE AND SOFTWARE SYS- 
TEMS (U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DESIGN OF COMPUTER HARDWARE AND 
SOFTWARE FOR OTHERS; CONSULTING SERVICES IN 
THE FIELD OF COMPUTER HARDWARE AND SOFT- 
WARE; COMPUTER TIMESHARING SERVICES, 
NAMELY, PROVIDING TIMESHARE ACCESS TO COM- 
PUTER MANAGEMENT AND DATABASE SYSTEMS 
(U.S. CLS. 100 AND 101). 


SN 75-450,467. SHADY CHARACTER UNLIMITED, LTD., 
NEW YORK, NY. FILED 3-16-1998. 


BLUE PLATE SPECIAL 


CLASS 21—HOUSEWARES AND GLASS 


FOR ATOMIZERS SOLD EMPTY; BAKEWARE; NON- 
METAL BASKETS OF WICKER, STRAW, WOOD, CLOTH 
OR PLASTIC; BOTTLE OPENERS; BOTTLE STANDS; 
BOTTLES SOLD EMPTY; BOWLS; BROOMS; BRUSHES 
FOR HOUSEHOLD CLEANING AND COSMETIC BRUSH- 
ES; PLASTIC BUCKETS AND ICE BUCKETS; CAKE 
MOLDS, SERVERS AND STANDS; CANDLE HOLDERS 
NOT OF PRECIOUS METAL; CANDLE SNUFFERS NOT 
OF PRECIOUS METAL; CANDLE STICKS NOT OF PRE- 
CIOUS METAL; CARVING BOARDS; COASTERS NOT OF 
PAPER AND NOT BEING TABLE LINEN; HAND-OPER- 
ATED COFFEE GRINDERS; COFFEE POTS NOT OF 
PRECIOUS METAL AND NONELECTRIC; COFFEE STIR- 
RERS; COLLANDERS; COMBS FOR HAIR; COOKERY 
MOLDS; COOKIE CUTTERS; COOKIE JARS; CORK- 
SCREWS; CRUETS NOT OF PRECIOUS METAL; CUPS; 
DECANTERS; DINNERWARE; DISHES; SOAP DISPENS- 
ERS; DOORKNOBS OF PORCELAIN, GLASS OR EARTH- 
ENWARE; FIGURINES OF CHINA, CRYSTAL, EARTH- 
ENWARE, GLASS, PORCELAIN AND TERRA COTTA; 
FLASKS; FLOWER POTS; FLY SWATTERS; GARBAGE 
CANS; GARDENING GLOVES; DRINKING GLASSES; 
NAPKIN HOLDERS; HOUSEHOLD UTENSILS, NAMELY, 
SERVING FORKS AND SERVING SPOONS; IRONING 
BOARD COVERS; JARS FOR JAMS AND JELLIES NOT 
MADE OF METAL; JUGS; NONELECTRIC JUICERS; 
NONELECTRIC KETTLES; KNIFE BLOCKS; LAZY 
SUSANS; LEMON SQUEEZERS; LUNCHBOXES; MOLDS 
FOR CHOCOLATE, JELLS, CONFECTIONERY, ICE 
CUBES, PASTRY AND PUDDINGS; MUGS; NAIL BRUSH- 
ES; ORNAMENTS MADE OF CHINA, CRYSTAL, GLASS; 
PORCELAIN AND TERRA COTTA; POTS AND PANS; 
PAPER PLATES; PAPER CUPS; DISPENSERS FOR 
PAPER TOWELS; PEPPER GRINDERS; PEPPER MILLS; 
PIGGY BANKS NOT MADE OF METAL; ROLLING PINS; 
SALT AND PEPPER SHAKERS; SERVING PLATTERS; 
SHOE HORNS; SHOE TREES; SHOWER CADDIES; SPICE 
RACKS; SCOURING SPONGES, SPONGES FOR HOUSE- 
HOLD PURPOSES AND SPONGES FOR APPLYING 
BODY POWDER; SWIZZLE STICKS; TEA POTS NOT OF 
PRECIOUS METAL; TEA SETS; TOILET BRUSHES; 
TOOTHBRUSHES; TOOTHPICKS; TRAYS; URNS; FITTED 
VANITY CASES; VASES; WASHBINS; WASHING 
BOARDS; WATERING CANS; WIND CHIMES; WINE 
RACKS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 
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CLASS 24—FABRICS 


FOR TEXTILE FABRICS USED IN THE MANUFAC- 
TURE OF CLOTHING AND HOUSEWARES; BABY RE- 
CEIVING BLANKETS AND QUILTS; HOUSEWARES, 
NAMELY, BED COVERINGS, NAMELY, BED LINEN, 
BED PADS, BED SHEETS, BEDSPREADS, PILLOW 
CASES AND SHAMS, COMFORTERS, QUILTS, MAT- 
TRESS COVERS, DUST RUFFLES, DUVET COVERS AND 
MATTRESS PADS, WALL COVERINGS, NAMELY, TAP- 
ESTRIES OF TEXTILE AND TEXTILE WALL HANG- 
INGS, WINDOW COVERINGS, NAMELY, DRAPERIES 
AND PUFFS, TABLE COVERINGS, NAMELY, CLOTH 
DOILIES, TABLE CLOTHS NOT OF PAPER, FABRIC 
TABLE RUNNERS, TABLE LINEN AND TEXTILE 
PLACEMENTS; BARBECUE, OVEN AND WASHING 
MITTS; BED AND CRIB CANOPIES; TEXTILE NAPKINS; 
TABLE LINEN, NAMELY COASTERS, CRIB BUMPERS; 
DISH CLOTHS; CLOTH FLAGS; HANDKERCHIEFS; 
TOWELS; WASH CLOTHS; FABRIC BATH MATS; CUR- 
TAINS AND SHOWER CURTAINS (U.S. CLS. 42 AND 50). 


SN 75-452,503. JI INTERNATIONAL, INC., PROVIDENCE, 
RL. FILED 3-18-1998. 


CANDLESTICKERS 


CLASS 14—JEWELRY 


FOR CANDLE HOLDERS, RINGS AND SNUFFERS OF 
PRECIOUS METAL (U.S. CLS. 2, 27, 28 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 


FOR CANDLE HOLDERS, RINGS AND SNUFFERS 
NOT OF PRECIOUS METAL (US. CLS. 2, 13, 23, 29, 30, 33, 
40 AND 50). 


SN 75-455,108. BALLPARK BREWERY, L.L.C., SCOTTS- 
DALE, AZ. FILED 3-23-1998. 


BALLYARD RALLY RED 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, T-SHIRTS, JACKETS AND 
BASEBALL CAPS (U.S. CLS. 22 AND 39). 


CLASS 32—LIGHT BEVERAGES 
FOR BEERS AND ALES (U.S. CLS. 45, 46 AND 48). 


SN 75-455,337. FARRELL, PERRY, LOS ANGELES, CA. 
FILED 3-23-1998. 


INSECT WORLD 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR COMPACT DISCS AND CASSETTE TAPES FEA- 


TURING MUSICAL SOUND RECORDINGS (U.S. CLS. 21, 
23, 26, 36 AND 38). 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, T-SHIRTS, HATS, JACK- 
ETS, AND SWEATSHIRTS (U.S. CLS. 22 AND 39). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-456,095. SUMMERVILLE HEALTHCARE GROUP, 
INC., ALEXANDRIA, VA. FILED 3-25-1998. 


SUMMERVILLE 
HEALTHCARE GROUP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTHCARE GROUP”, APART FROM THE 
MARK AS SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR CONSULTATION SERVICES IN THE FIELD OF 
BUSINESS ACQUISITIONS; BUSINESS MARKETING 
CONSULTING SERVICES; OPERATION OF BUSINESS 
FOR OTHERS IN THE FIELD OF HEALTH CARE, AS- 
SISTED LIVING, RETIREMENT COMMUNITIES, PHYSI- 
CAL AND MENTAL REHABILITATION FACILITIES, 
NURSING HOMES AND SKILLED NURSING FACILI- 
TIES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-14-1996; IN COMMERCE 2-14-1996. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR FINANCIAL ANALYSIS AND CONSULTATION 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-14-1996; IN COMMERCE 2-14-1996. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR REAL ESTATE SITE SELECTION; PLANNING 
AND LAYING OUT RESIDENTIAL, HEALTH CARE 
AND/OR COMMERCIAL COMMUNITIES; RESIDENTIAL 
AND COMMERCIAL BUILDING CONSTRUCTION (U.S. 
CLS. 100, 103 AND 106). 

FIRST USE 2-14-1996; IN COMMERCE 2-14-1996. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CONDUCTING FEASIBILITY ANALYSIS AND 
STUDIES (U.S. CLS. 100 AND 101). 
FIRST USE 2-14-1996; IN COMMERCE 2-14-1996. 


SN 75-457,954. GEONORTH, INC, ANCHORAGE, AK. 
FILED 3-27-1998. 


GEONORTH 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE AND COMPUTER DA- 
TABASES FOR GIS (GEOGRAPHIC INFORMATION SYS- 
TEMS) AND AMFM (AUTOMATED MAPPING AND FA- 
CILITIES MANAGEMENT) APPLICATIONS PERFORM- 
ING THE FUNCTIONS OF GEOGRAPHIC AND SPATIAL 
DATA QUERY ANALYSIS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER PROGRAMMING SERVICES FOR 
OTHERS (U.S. CLS. 100 AND 101). 
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SN 75-459,918. SEGARRA, PURA LOPEZ, ELCHE (ALI- 
CANTE), SPAIN, FILED 3-31-1998. 


THE NAME “PURA LOPEZ” IDENTIFIES A PARTICU- 
LAR LIVING INDIVIDUAL WHOSE CONSENT IS OF 
RECORD. 


CLASS 18—LEATHER GOODS 


FOR ALL PURPOSE SPORTS BAGS, ATHLETIC BAGS, 
CARRY-ON BAGS, SHOULDER BAGS, TOTE BAGS, 
TRAVEL BAGS, HAND-BAGS AND SUITCASES (U.S. 
CLS. 1, 2, 3, 22 AND 41). 

FIRST USE 1-16-1989; IN COMMERCE 1-16-1989. 


CLASS 25—CLOTHING 


FOR FOOTWEAR, ATHLETIC FOOTWEAR, SHOES, 
BOOTS, SLIPPERS, SANDALS, T-SHIRTS AND CAPS (U.S. 
CLS. 22 AND 39). 

FIRST USE 1-16-1989; IN COMMERCE 1-16-1989. 


SN 75-465,227. KILGORE JUNIOR COLLEGE DISTRICT, 
KILGORE, TX. FILED 4-9-1998. 


RANGERETTES 


CLASS 14—JEWELRY 


FOR JEWELRY, NAMELY, NECKLACES, TIE FASTEN- 
ERS/PINS, AND ORNAMENTAL PINS (U.S. CLS. 2, 27, 28 
AND 50). 

FIRST USE 0-0-1950; IN COMMERCE 0-0-1950. 


CLASS 21—HOUSEWARES AND GLASS 


FOR HOUSEWARES AND GLASS, NAMELY, BEVER- 
AGE GLASSES AND MUGS (U.S. CLS. 2, 13, 23, 29, 30, 33, 
40 AND 50). 

FIRST USE 0-0-1950; IN COMMERCE 0-0-1950. 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, SWEAT SUITS, SWEAT- 
ERS, BOXER SHORTS, AND SHIRTS, INCLUDING GOLF 
SHIRTS, KNIT SHIRTS, NIGHT SHIRTS, POLO SHIRTS, 
SPORT SHIRTS, SWEAT SHIRTS AND T-SHIRTS (U.S. 
CLS. 22 AND 39). 

FIRST USE 0-0-1950; IN COMMERCE 0-0-1950. 
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SN 75-467,966. GARMONT USA, INC., WILLISTON, VT. 
FILED 4-14-1998. 


JXC 


CLASS 25—CLOTHING 


FOR CROSS-COUNTRY SKI BOOTS (U.S. CLS. 22 AND 
39). 
FIRST USE 8-1-1997; IN COMMERCE 8-1-1997. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR CROSS-COUNTRY SKIS (U.S. CLS. 22, 23, 38 AND 
50). 
FIRST USE 8-1-1994; IN COMMERCE 8-1-1994. 


SN 75-474,949. VIASYSTEMS GROUP, INC., ST. LOUIS, 
MO. FILED 4-27-1998. 


VIASYSTEMS 


OWNER OF U.S. REG. NOS. 2,171,962 AND 2,171,963. 
THE DRAWING IS LINED FOR THE COLORS BLUE, 
RED, GREEN AND GOLD. 


CLASS 40—MATERIAL TREATMENT 


FOR CUSTOM MANUFACTURE OF MOTHERBOARDS, 
BACKPLANE SYSTEMS, AND OTHER PRINTED ELEC- 
TRIC CIRCUIT BOARDS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 3-10-1997; IN COMMERCE 3-10-1997. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CUSTOM DESIGN OF MOTHERBOARDS, BACK- 
PLANE SYSTEMS AND OTHER PRINTED ELECTRIC 
CIRCUIT BOARDS (U.S. CLS. 100 AND 101). 

FIRST USE 3-10-1997; IN COMMERCE 3-10-1997. 


SN 75-479,943. GOLD CUP COFFEE SERVICE, INC., 
TAMPA, FL. FILED 5-5-1998. 


Gold Cup 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR NON-DAIRY CREAMER (U.S. CL. 46). 
FIRST USE 0-0-1974; IN COMMERCE 1-0-1978. 
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CLASS 30—STAPLE FOODS 


FOR COFFEE AND SUGAR (U.S. CL. 46). 
FIRST USE 0-0-1974; IN COMMERCE 1-0-1978. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RESTAURANT, OFFICE, CONVENIENCE STORE, 
HOTEL AND SPECIAL EVENT COFFEE SUPPLY SERV- 
ICES (U.S. CLS. 100 AND 101). 

FIRST USE 2-20-1971; IN COMMERCE 1-0-1978. 


SN 75-483,623. BARONA GROUP OF THE CAPITAN 
GRANDE BAND OF MISSION INDIANS, THE, LAKE- 
SIDE, CA. FILED 5-12-1998. 


BARONA 
CASIN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CASINO”, APART FROM THE MARK AS SHOWN. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR CASINO SERVICES (U.S. CLS. 100, 101 AND 107). 
FIRST USE 11-1-1991; INCOMMERCE 11-1-1991. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 11-1-1991; INCOMMERCE 11-1-1991. 


—— a ae 


SN 75-483,716. BARONA GROUP OF THE CAPITAN 
GRAND BAND OF MISSION INDIANS, THE, LAKE- 
SIDE, CA. FILED 5-12-1998. 


BARONA 
CASIN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CASINO”, APART FROM THE MARK AS SHOWN. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR CASINO SERVICES (U.S. CLS. 100, 101 AND 107). 
FIRST USE 4-19-1996; IN COMMERCE 4-19-1996. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 4-19-1996; IN COMMERCE 4-19-1996. 
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SN 75-485,601. ION STORM, L.P., DALLAS, TX. FILED 
5-15-1998. 


DEUS EX 


THE ENGLISH TRANSLATION OF 
“GOD/MAN FROM MACHINE”. 


“DEUS EX” IS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS DOWNLOADABLE 
FROM LOCAL AREA NETWORKS, WIDE AREA NET- 
WORKS GLOBAL COMPUTER NETWORKS OR ELEC- 
TRONIC, SATELLITE OR TELECOMMUNICATIONS SYS- 
TEMS; MULTIMEDIA SOFTWARE RECORDED ON CD- 
ROM; PRE-RECORDED VIDEO CASSETTE TAPES, PRE- 
RECORDED AUDIO CASSETTE TAPES, VIDEO DISCS, 
COMPACT DISCS AND LASER DISCS ALL FEATURING 
ANIMATED OR LIVE ACTION CHARACTERS AND 
FEATURING EDUCATIONAL MATERIALS FOR EDU- 
CATING AND ENTERTAINING CHILDREN, ADOLES- 
CENTS AND ADULTS; COMPUTER SOFTWARE, 
NAMELY, INTERACTIVE COMPUTER ENTERTAIN- 
MENT SOFTWARE, COMPUTER SOFTWARE FOR USE 
AS A SCREEN SAVER; COMPUTER GAME SOFTWARE; 
SUNGLASSES; VIDEO GAME INTERACTIVE CONTROL 
FLOOR PADS OR MATS; COMPUTER JOY STICKS; COM- 
PUTER PERIPHERALS, NAMELY, COMPUTER MOUSE 
AND MOUSE PADS, WRIST PADS FOR USE WITH A 
COMPUTER AND COMPUTER MONITOR FRAMES; 
PRINTED AUDIO AND VIDEO CASSETTE CONTAIN- 
ERS, LASER DISC CONTAINERS, COMPUTER DISC 
CONTAINERS AND COMPACT DISC CONTAINERS; 
COMPUTER PROGRAMS FOR VIDEO AND COMPUTER 
GAMES AND ELECTRONIC GAMES AND INSTRUC- 
TIONAL MANUALS SOLD TOGETHER AS A UNIT; 
SPORTS HELMETS FOR USE IN ALL MANNER OF 
SPORTING ACTIVITIES (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR ARTS AND CRAFTS PAINT KITS; ARTS AND 
CRAFT KITS COMPOSED PRIMARILY OF PAINTS, 
WOOD, PAPER AND INSTRUCTIONAL MATERIALS 
SOLD TOGETHER AS A UNIT; CRAFT KITS FOR 
MAKING SHRINK ART FIGURES; PAPER MACHE FIGU- 
RINES; STENCILS; PATTERNS FOR CLOTHING; EM- 
BROIDERY DESIGN PATTERNS; DECORATIVE TRANS- 
FERS, NAMELY, IRON-ON TRANSFERS, PLASTIC 
TRANSFERS, SEW-ON TRANSFERS AND SELF-ADHE- 
SIVE TRANSFERS; PRINTED AWARDS; SHAPED 
SPONGES FOR ARTS AND CRAFTS PURPOSES; PRINT- 
ED MATTER, NAMELY, INSTRUCTIONAL MANUALS 
AND STRATEGY GUIDES TO ASSIST OR ENHANCE 
THE USE OF COMPUTER SOFTWARE GAMES AND 
COMPUTER GAME PROGRAMS; BOOKS BASED ON FIC- 
TIONAL CHARACTERS DERIVED FROM COMPUTER 
AND VIDEO GAMES; PAPER NAPKINS; PAPER PARTY 
DECORATIONS, PAPER TABLECLOTHS, PAPER MATS, 
PAPER PARTY STREAMERS, PAPER HATS AND PRINT- 
ED PAPER COASTERS SOLD INDIVIDUALLY OR AS A 
PART OF A BIRTHDAY PARTY 8UPPLY KIT; ILLUS- 
TRATIONS, NAMELY, ART PICTURES AND POSTERS; 
COMIC BOOKS; COMIC MAGAZINES; PRINTED COMIC 
STRIPS; BOOKS, NEWSLETTERS AND MAGAZINES 
FEATURING MATERIALS RELATED TO THE COMPUT- 
ER GAME INDUSTRY; EDUCATIONAL PUBLICATIONS 
AND INSTRUCTIONAL MANUALS FEATURING MATE- 
RIALS RELATED TO THE COMPUTER GAME INDUS- 
TRY; CALENDARS; BOOK COVERS MADE OF PAPER 
AND PLASTIC; BOOKS, NEWSLETTERS AND MAGA- 
ZINES FEATURING ENTERTAINMENT FOR CHIL- 
DREN, ADOLESCENTS AND ADULTS; PERSONAL 
JOURNALS; ACTIVITY BOOKS AND WORK BOOKS; PIC- 
TURE BOOKS; STORY BOOKS; COLORING BOOKS; 
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SCRAP BOOKS; PHOTO ALBUMS; BOOKMARKS; PHO- 
TOGRAPHS; BOOKENDS, STATIONERY; GREETING 
CARDS; NOTE CARDS; POST CARDS; PLAYING CARDS; 
NOTE PADS; NOTE PAD COVERS; NOTEBOOKS; MEMO 
PADS; WRITING PAPER; ENVELOPES; PRINTED INVI- 
TATIONS; MARKERS; PENS; CRAYONS; PENCILS; 
PENCIL TOP ORNAMENTS; PEN, PENCIL, MARKER 
AND CRAYON CASES; ART, CRAFT AND SCHOOL 
SUPPLY CONTAINERS; SCHOOL PENS; SCHOOL PEN- 
CILS; SCHOOL PAPER; SCHOOL MARKERS; ERASERS; 
PENCIL SHARPENERS; PENCIL CASES; STAPLERS; 
PAPER WEIGHTS; STICKERS; PRINTED PAPER SIGNS; 
PLASTIC MATERIAL FOR PACKAGING RETAIL 
GOODS; DRAWING RULERS; PAPER LUNCH BAGS; 
RUBBER STAMPS; STAMP PADS; PAPER BANNERS; 
PRINTED PAPER CHARTS; DRAWING PADS; PAINT 
BRUSHES; TEMPORARY TATTOOS, NAMELY, NON 
PERMANENT SKIN DECALS; PRINTED PAPER AND 
PLASTIC GIFT BAGS; PRINTED GIFT WRAP; GIFT 
WRAP TISSUE; PRINTED GIFT BOXES; PAPER TAGS; 
EASELS FOR ARTS AND CRAFTS RECREATIONAL 
USE; NEWSPAPERS AND CARDS; AND PAPER BIBS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 25—CLOTHING 


FOR SHIRTS, BLOUSES; SWEATERS; T-SHIRTS; 
PANTS; OVERALLS; SKIRTS; DRESSES; LEGGINGS; 
JOG SUITS; SWEAT SUITS; SWEATSHIRTS; SWEAT- 
PANTS; JUMPERS; JACKETS; SHORTS; SHORTALLS; 
VESTS; COATS; RAIN SLICKERS; RAIN PONCHOS; 
HATS; HEAD BANDS; WRIST BANDS; EAR MUFFS; SKI 
SUITS; WIND SUITS; SNOW SUITS; SLEEPWEAR; LAY- 
ETTES; CLOTH BIBS; TIES; SCARVES; SUSPENDERS; 
BELTS; GLOVES; MITTENS; UNDERWEAR; MASQUER- 
ADE COSTUMES AND MASKS SOLD INDIVIDUALLY 
AND AS A SET; SOCKS; TIGHTS; BOOTS; SHOES; SAN- 
DALS; SLIPPERS; JERSEYS; CAPS; HOSIERY; ROBES; 
SWIM SUITS; TANK TOPS; LEOTARDS; LEGWARMERS; 
STOCKINGS (U.S. CLS. 22 AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR HAND HELD UNITS FOR PLAYING ELECTRON- 
IC GAMES; SKATEBOARDS; NON MOTORIZED SCOOT- 
ERS; SLEDS; TOBOGGANS; STILTS; SNOW SKIS; SNOW 
BOARDS; WATER SKIS; WATER BOARDS; SURF 
BOARDS; ICE SKATES; ROLLER SKATES; IN-LINE 
SKATES; SWIM FINS; ARM FLOATS AND POOL RINGS 
THAT SERVE AS FLOATATION DEVICES FOR RECRE- 
ATIONAL USE; MANIPULATIVE GAMES; PADDLE 
BALL GAMES; TOY ACTION FIGURES; TOY FIGU- 
RINES; TOY CLOTHING, TOY FURNITURE, TOY WEAP- 
ONS, TOY EQUIPMENT, TOY VEHICLES, TOY ROCK- 
ETS, TOY BUILDINGS, TOY BOXES; TOY MOBILES; 
CHILDREN’S ACTIVITY TOYS; DOLLS; TABLE GAMES; 
BOARD GAMES; ACTIVITY GAMES; CARD GAMES; 
RATTLES; INFANT CHEW TOYS; BATH TOYS; WATER 
TOYS; TOY ANIMALS; TOY MODELS; MUSICAL TOYS; 
HAND PUPPETS; SQUEEZABLE SQUEAKING TOYS; 
RIDE-ON TOYS; PLUSH TOYS; SOFT SCULPTURE TOYS; 
STUFFED TOYS; TALKING TOYS; INFLATABLE TOYS; 
MOLDED TOYS; PARTY FAVORS IN THE NATURE OF 
SMALL TOYS; CHILDREN’S COIN BANKS; TOY MUSI- 
CAL BOXES; BALLS; TOY GAME BALLS; BASKET- 
BALLS; FOOTBALLS; SOCCER BALLS; TENNIS BALLS; 
BASEBALLS; BALLOONS; BUBBLE MAKING WANDS 
AND SOLUTION SETS; PLASTIC TOY HELMETS; 
SPORTS GOGGLES FOR USE IN ALL MANNER OF 
SPORTING ACTIVITIES; ATHLETIC PROTECTIVE PAD- 
DING, NAMELY, ARM PADS, SHIN PADS AND KNEE 
PADS FOR PLAYING ALL MANNER OF SPORTING AC- 
TIVITIES; CHRISTMAS TREE ORNAMENTS; TOY 
LIGHTS (U.S. CLS. 22, 23, 38 AND 50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PUBLIC PERFORMANCES OF PRE-RECORDED 
AND LIVE AUDIOVISUAL PRODUCTIONS FEATURING 
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FICTIONAL CHARACTERS FOR ENTERTAINING CHIL- 
DREN, ADOLESCENTS AND ADULTS (U.S. CLS. 100, 101 
AND 107). 


SN 75-489,448. LIL CREATIONS, INC., LITTLETON, CO. 
FILED 5-21-1998. 


LC, CHIPPY 


THE NAME OF THE MARK DOES NOT REPRESENT A 
LIVING INDIVIDUAL WHOSE CONSENT MUST BE OF 
RECORD. IT ACTUALLY REPRESENTS THE NAME OF 
A FICTIONAL CHARACTER. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR ANIMATED MOTION PICTURES AND PRE-RE- 


CORDED VIDEO TAPES FEATURING ANIMATION (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAMPHLETS AND NEWSLETTERS FEATURING 
CARTOON CHARACTERS AND COMIC STRIPS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR STUFFED OR PLUSH TOYS (U.S. CLS. 22, 23, 38 
AND 50). 


SN 75-501,279. GENERAL MOTORS CORPORATION, DE- 
TROIT, MI. FILED 6-12-1998. 


Ye 


OWNER OF US. REG. 
OTHERS. 


NOS. 648,147, 2,086,434 AND 


CLASS 8—HAND TOOLS 


FOR POCKET KNIVES (U.S. CLS. 23, 28 AND 44). 
FIRST USE 12-0-1996; IN COMMERCE 12-0-1996. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRE-RECORDED VIDEO CASSETTES FEATUR- 
ING THE MAKING OF THE NEW CORVETTE AUTOMO- 
BILE, SUNGLASSES, EYEGLASS CASES AND COMPUT- 
ER PERIPHERAL MOUSE PADS (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 12-0-1996; IN COMMERCE 12-0-1996. 





JANUARY 5, 1999 


CLASS 14—JEWELRY 


FOR JEWELRY, NAMELY, TIE TACKS, LAPEL PINS, 
WATCHES AND CHARMS (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 12-0-1996; IN COMMERCE 12-0-1996. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR DESK TOP ORGANIZERS, NOTE PADS, PLAYING 
CARDS, POSTERS, COIN HOLDERS, PENS AND PEN 
HOLDERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 12-0-1996; IN COMMERCE 12-0-1996. 


CLASS 18—LEATHER GOODS 


FOR UMBRELLAS, LUGGAGE, GYM BAGS, LEATHER 
KEY FOBS, BRIEFCASE-TYPE PORTFOLIOS, ATTACHE 
CASES AND WALLETS (US. CLS. 1, 2, 3, 22 AND 41). 

FIRST USE 12-0-1996; IN COMMERCE 12-0-1996. 


CLASS 21—HOUSEWARES AND GLASS 

FOR MUGS, PORTABLE COOLERS, COASTERS NOT 
OF PAPER AND NOT BEING TABLE LINEN AND BEV- 
ERAGE GLASSWARE (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 

FIRST USE 12-0-1996; IN COMMERCE 12-0-1996. 


CLASS 25—CLOTHING 

FOR SHIRTS, SWEATERS, JACKETS, BLAZERS, HATS, 
CLOTHING TIES, SWEAT SUITS, PANTS AND SHORTS 
(U.S. CLS. 22 AND 39). 

FIRST USE 12-0-1996; IN COMMERCE 12-0-1996. 


SN 75-507,712. BLACKLION INTERNATIONAL, 
CHARLOTTE, NC. FILED 6-15-1998. 


INC., 


BLACKLION 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROMOTING THE SALE OF THE GOODS AND 
SERVICES OF OTHERS THROUGH THE DISSEMINA- 
TION OF ADVERTISING MATTER, THE RENTAL OF 
ADVERTISING SPACE AND THE DISTRIBUTION OF 
PRINTED MATERIAL AND PROMOTIONAL CONTESTS 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-0-1985; IN COMMERCE 5-0-1985. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR LEASING OF RETAIL STORES SHOPPING 
SPACE; AND LEASING OF RETAIL STORES FEATUR- 
ING CLOTHING, HOUSEWARES, GIFTS, FLOWERS, 
JEWELRY, SPORTING GOODS, FURNITURE, MUSIC 
RECORDS AND GENERAL MERCHANDISE; SHOPPING 
CENTER SERVICES; AND MANAGEMENT OF RETAIL 
SHOPPING CENTERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-10-1996; IN COMMERCE 1-10-1996. 


SN 75-513,553. VIOLY, BYORUM & PARTNERS HOLD- 
INGS, LLC., NEW YORK, NY. FILED 7-6-1998. 


THE ART OF THE 
POSSIBLE 
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CLASS 35—ADVERTISING AND BUSINESS 


FOR STRATEGIC BUSINESS PLANNING CONSULTA- 
TION SERVICES; BUSINESS MERGER, ACQUISITIONS 
AND DIVERSTITURE CONSULTATION SERVICES; AND 
BUSINESS MANAGEMENT CONSULTATION SERVICES 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-30-1996; IN COMMERCE 5-30-1996. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL SERVICES, NAMELY, FINANCIAL 
CONSULTATION SERVICES, FINANCIAL RESEARCH 
SERVICES, CAPITAL RAISING CONSULTATION SERV- 
ICES, BUSINESS CAPITAL RAISING FOR OTHERS AND 
MERCHANT BANKING (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-30-1996; IN COMMERCE 5-30-1996. 


SN 75-513,554. VIOLY, BYORUM & PARTNERS HOLD- 
INGS, LLC., NEW YORK, NY. FILED 7-6-1998. 


VIOLY, BYORUM & 
PARTNERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PARTNERS”, APART FROM THE MARK AS 
SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR STRATEGIC BUSINESS PLANNING CONSULTA- 
TION SERVICES; BUSINESS MERGER, ACQUISITIONS 
AND DIVESTITURE CONSULTATION SERVICES; AND 
BUSINESS MANAGEMENT CONSULTATION SERVICES 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-26-1996; IN COMMERCE 3-26-1996. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL SERVICES, NAMELY, FINANCIAL 
CONSULTATION SERVICES, FINANCIAL RESEARCH 
SERVICES, CAPITAL RAISING CONSULTATION SERV- 
ICES, BUSINESS CAPITAL RAISING FOR OTHERS AND 
MERCHANT BANKING (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-26-1996; IN COMMERCE 3-26-1996. 


SN 75-977,712. COHR INC., CHATSWORTH, CA. FILED 
5-1-1997. 


COs & 


OWNER OF U.S. REG. NOS. 1,542,773, 2,077,760 AND 
OTHERS. 
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CLASS 35—ADVERTISING AND BUSINESS 


FOR GROUP PURCHASING AGENT SERVICES FOR 
OTHERS; BUSINESS MANAGEMENT AND CONSULTA- 
TION IN THE FIELD OF HOSPITAL ACCREDITATION 
AND LICENSING, BUSINESS MANAGEMENT AND CON- 
SULTATION IN THE FIELD OF MEDICAL PERSONNEL, 
INCLUDING MEASURING AND IMPROVING MEDICAL 
PERSONNEL PERFORMANCE LEVELS AND MONITOR- 
ING AND MANAGING MEDICAL PERSONNEL QUAL- 
ITY AND CREDENTIALS (U.S. CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR MEDICAL INSURANCE UNDERWRITING (U.S. 
CLS. 100, 101 AND 102). 
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CLASS 37—CONSTRUCTION AND REPAIR 


FOR MAINTENANCE, REPAIR AND REFURBISH- 
MENT OF MEDICAL EQUIPMENT (U.S. CLS. 100, 103 
AND 106). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR SECURITY GUARD SERVICES, NAMELY, PRO- 
VIDING CONTRACT SECURITY PERSONNEL; SECURI- 
TY AND SAFETY CONSULTATION; CONSULTATION IN 
THE FIELD OF SYSTEMS ENGINEERING FOR HEALTH- 
CARE FACILITIES; CONSULTATION IN THE FIELD OF 
MEDICAL EQUIPMENT ACQUISITION, COMPUTER 
CONSULTATION AND DIAGNOSTIC SERVICES; CON- 
SULTATION IN PURCHASING AND OPERATING BIO- 
TECHNOLOGICAL, ELECTRICAL AND SCIENTIFIC AP- 
PARATUS (U.S. CLS. 100 AND 101). 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 1—CHEMICALS 


SN 75-362,214. GEON COMPANY, THE, AVON LAKE, OH. 
FILED 9-24-1997. 


SUPER H-2 


FOR CHEMICALS IN THE NATURE OF METALLIC 
CATALYSTS FOR USE IN HYDROGENATION PROCESS- 
ES (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 7-19-1991; IN COMMERCE 7-19-1991. 


SN 75-445,174. E. | DU PONT DE NEMOURS AND COM- 
PANY, WILMINGTON, DE. FILED 3-5-1998. 


PARTICLEAR 


FOR SILICIA BASED FLOCCULANTS FOR USE IN 
WATER SYSTEMS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-454,077. BURNING SOLUTIONS. INC., MARIETTA, 
GA. FILED 3-20-1998. 


SMOKE AWAY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SMOKE”, APART FROM THE MARK AS SHOWN. 

FOR NON-AEROSOL AND/OR AEROSOL, ODOR-NEU- 
TRALIZING PREPARATIONS TO ELIMINATE SMOKE 
ODOR (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-467,184. BALCOM CHEMICALS, INC., GREELEY, 
CO. FILED 4-13-1998. 


COSWORTH 


FOR FERTILIZER FOR AGRICULTURAL AND DO- 
MESTIC USE (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


CLASS 2—PAINTS 


SN 75-412,559. SHERWIN-WILLIAMS AUTOMOTIVE FIN- 
ISHES CORP., CLEVELAND, OH. FILED 12-30-1997. 


HYDROSWADE 


FOR CLEAR AND PIGMENTED COATINGS IN THE 
NATURE OF PAINT (U.S. CLS. 6, 11 AND 16). 


_ SN_ 75-436,648. MERCK KGAA, D-64293 DARMSTADT, 


FED REP GERMANY, FILED 2-18-1998. 


IRIODIN PEARLINK 


OWNER OF FED REP GERMANY REG. NO. 39722536, 
DATED 7-24-1997, EXPIRES 5-31-2007. 

OWNER OF U.S. REG. NO. 1,006,004. 

FOR PEARLESCENT PIGMENTS FOR INDUSTRIAL 
USE (U.S. CLS. 6, 11 AND 16). 


SN 75-437,509. A&A COMPANY, INC., SOUTH PLAIN- 
FIELD, NJ. FILED 2-20-1998. 


CERAMI-PAK 


FOR THERMAL SPRAY COATING USED IN WEAR 
AND SLIP APPLICATIONS IN THE SEALING AND 
PACKAGING INDUSTRIES (U.S. CLS. 6, 11 AND 16). 

FIRST USE 1-6-1973; IN COMMERCE 1-6-1973. 
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CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


SN 75-397,464. REGIS INC., MINNEAPOLIS, MN. FILED 
11-21-1997. 


STRAIGHTEN IT! 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STRAIGHTEN”, APART FROM THE MARK AS 
SHOWN. 

FOR HAIR CARE PRODUCTS; NAMELY, ANTI-CURL 
GEL (US. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 11-1-1997; IN COMMERCE 11-1-1997. 


SN 75-401,470. BAF INDUSTRIES, SANTA ANA, CA. 
FILED 12-8-1997. 


GREEN NITRO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GREEN”, APART FROM THE MARK AS SHOWN. 

FOR ALL PURPOSE CLEANERS; DEGREASING PREP- 
ARATIONS FOR USE ON ENGINES AND CONCRETE 
FLOORS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 9-25-1997; IN COMMERCE 9-25-1997. 


SN 75-411,616. ENVIROSOLUTIONS, INC., TRUMBULL, 
CT. FILED 12-29-1997. 


SKINSMART 


FOR SKIN CARE PREPARATIONS, NAMELY, SKIN 
LOTIONS; HAND CLEANING PREPARATIONS; SKIN 
SOAPS; ANTIBACTERIAL HAND SOAPS AND GELS; 
WATERLESS HAND CLEANING PREPARATIONS; 
HAND CLEANING CREAMS CONTAINING PUMICE; 
PRE-MOISTENED COSMETIC WIPES USED TO CLEAN 
HANDS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-440,0600. PARTHENA COSMETICS LLC, MIAMI 
BEACH, FL. FILED 2-25-1998. 


CUSTOM BLENDING 
MULTISOME INFUSION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CUSTOM BLENDING”, APART FROM THE MARK 
AS SHOWN. 

FOR COSMETICS, NAMELY, SKIN CREAMS, BODY 
CREAMS, COLD CREAM, EYE CREAM, SKIN LOTIONS, 
SKIN MOISTURIZERS, SKIN CLEANSERS, SKIN GELS, 
SKIN TONERS AND SKIN SOAPS, MAKE-UP, HAIR LO- 
TIONS, HAIR GELS, PERFUMES AND SUN SCREENS 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 1-1-1998; IN COMMERCE 1-1-1998. 
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SN 75-440,063. PARTHENA COSMETICS LLC, MIAMI 
BEACH, FL. FILED 2-25-1998. 


LIVE CELL DERIVATIVE 


FOR COSMETICS, NAMELY, SKIN CREAMS, BODY 
CREAMS, COLD CREAM, EYE CREAM, SKIN LOTIONS, 
SKIN MOISTURIZERS, SKIN CLEANSERS, SKIN GELS, 
SKIN TONERS AND SKIN SOAPS, MAKE-UP, HAIR LO- 
TIONS, HAIR GELS, PERFUMES AND SUN SCREENS 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 1-1-1998; IN COMMERCE 1-1-1998. 


SN 75-442,620. RUSK, 
3-2-1998. 


INC., STAMFORD, CT. FILED 


CURE 


FOR HAIR CARE LIQUIDS, NAMELY, AN INTENSIVE 
TREATMENT CONDITIONER (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 


SN 75-451,513. COCUZZA, CORY, CLINTON TOWNSHIP, 
MI. FILED 3-9-1998. 


Drops of Dew 


FOR SKIN MOISTURIZING LIQUID (US. CLS. 1, 4, 6, 50, 
51 AND 52). 


SN 75-453,910. ESSENTRA, LTD, MASSAPEQUA PARK, 
NY. FILED 3-20-1998. 


LSSCNTDA 


FOR SKIN CARE, COSMETICS, HAIR CARE, AND 
NAIL CARE PRODUCTS, NAMELY, CLEANSERS, 
TONERS, MASQUES, ASTRINGENTS, SCRUBS, LOTIONS, 
MOISTURIZERS, EYE CREMES, GELS, FRESHENERS, 
FOUNDATIONS, CONCEALERS, POWDERS, BLUSHES, 
LIPSTICKS, EYE SHADOWS, SHAMPOOS, CONDITION- 
ERS, DETANGLERS, PERFUMES, COLOGNES, ARO- 
MATHERAPY OILS, BODY SOAPS, NAIL POLISH, NAIL 
POLISH REMOVER (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
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SN 75-482,908. SCHNEIDER, PETRA, D-64342 SEEHEIM- 
MALCHEN, FED REP GERMANY, FILED 5-11-1998. 


HEALTH-FOOD FOR THE 
SOUL 


FOR PERFUMES, ESSENTIAL OILS FOR PERSONAL 
USE, AND AROMATHERAPY OILS (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). 


SN 75-486,793. SKIN SECRETS, INC., NORTH SALT LAKE 
CITY, UT. FILED 5-18-1998. 


SKIN SECRETS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “SKIN”, APART FROM THE MARK AS SHOWN. 
FOR SKIN CREAMS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 10-6-1997; IN COMMERCE 10-6-1997. 


SN 75-486,807. ORIGINS NATURAL RESOURCES INC., 
NEW YORK, NY. FILED 5-19-1998. 


DENTAL GLOSS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DENTAL”, APART FROM THE MARK AS SHOWN. 
FOR TOOTHPASTE (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-493,223. NEUTROGENA CORPORATION, LOS AN- 
GELES, CA. FILED 5-29-1998. 


THERE IS NO SUCH THING 
AS A HEALTHY TAN 


FOR SUN PROTECTION PRODUCTS, NAMELY, SUNB- 
LOCK LOTION AND SUNBLOCK CREAM, SUNBLOCK 
STICK, SUNBLOCK SPRAY, SUNLESS TANNING 
LOTION AND SUNLESS TANNING SPRAY (U.S. CLS. 1, 4, 
6, 50, 51 AND 52). 

FIRST USE 2-1-1993; IN COMMERCE 2-1-1993. 


SN 75-493,254. WESTERN FAMILY FOODS, 
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INC., 
TIGARD, OR. FILED 5-29-1998. 


FOR FABRIC PRODUCTS, NAMELY, BLEACH AND 
DETERGENT (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-493,535. MASCOLO BROTHERS LIMITED, CAR- 
ROLLTON, TX. FILED 5-29-1998. 


MOISTURE MANIAC 


FOR HAIR CARE PREPARATIONS (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). 


SN 75-493,922. RFD, INC., EDEN PRAIRIE, MN. FILED 
6-1-1998. 


MEPEN 


FOR NON-MEDICATED HAIR SHAMPOO FOR ANI- 
MALS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 4-30-1998; IN COMMERCE 4-30-1998. 


SN 75-494,180. NOLL, ROBERT N., LOS ANGELES, CA. 
FILED 6-1-1998. 


MIAU! 


THE WORD “MIAVI” HAS NO MEANING OTHER 
THAN ITS TRADEMARK SIGNIFICANCE. 

FOR SKIN CARE PRODUCTS, NAMELY, MOISTURIZ- 
ING MIST FOR THE FACE AND BODY (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). 





™< 42 
CLASS 4—LUBRICANTS AND FUELS 


SN 75-258,285. PHILLIPS PETROLEUM COMPANY, 
BARTLESVILLE, OK. FILED 3-17-1997. 


de 


THE MARK IS LINED FOR THE COLOR RED. HOW- 
EVER APPLICANT DOES NOT CLAIM COLOR AS AN 
ELEMENT OF THE MARK. 

FOR AUTOMOTIVE FUELS, NAMELY, GASOLINE, 
DIESEL AND LUBRICANTS (U.S. CLS. 1, 6 AND 15). 

FIRST USE 12-16-1996; IN COMMERCE 12-16-1996. 


CLASS 5—PHARMACEUTICALS 


SN 74-399,879. AKORN PHARMACEUTICALS CANADA 
LIMITED, MARKHAM, ONTARIO L3R 339, CANADA, 
FILED 6-9-1993. 


GONIOPTIC 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 718,535, FILED 12-9-1992, REG. NO. 
TMA487095, DATED 12-16-1997, EXPIRES 12-16-2012. 

FOR PHARMACEUTICAL PREPARATIONS FOR THE 
TREATMENT OF EYE CONDITIONS (U.S. CL. 18). 


SN 75-200,649. NATURAL EFX, INC., RICHARDSON, TX. 
FILED 11-19-1996. 


GASTRO-EFX 


OWNER OF U.S. REG. NOS. 2,008,626, 2,028,810 AND 
OTHERS. 

FOR NUTRITIONAL ENZYME SUPPLEMENT FOR 
TREATMENT OF GASTROINTESTINAL DISORDERS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 3-23-1998; IN COMMERCE 3-28-1998. 
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SN 75-265,292. NATURAL EFX, INC., RICHARDSON, TX. 
FILED 3-27-1997. 


OWNER OF U.S. REG. NOS. 2,008,626, 2,082,530 AND 
OTHERS. 

FOR DIETARY SUPPLEMENTS, NAMELY, ENZYMES 
FOR NUTRITIONAL AND DIGESTIVE USE (US. CLS. 6, 
18, 44, 46, 51 AND 52). 

FIRST USE 5-5-1997; IN COMMERCE 5-5-1997. 


SN 75-317,370. HAHNEMANNIAN RESEARCH CENTER, 
INC., IRVINE, CA. FILED 6-30-1997. 


HAHNEMANNIAN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RESEARCH CENTER INCORPORATED”, APART 
FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF “SIMILA” MEANS 
“LET”, SIMILIBUS“ MEANS "LIKE“ AND "CURREN- 
TUR“ MEANS "TREATED. 

FOR HOMEOPATHIC PHARMACEUTICALS PREPARA- 
TIONS FOR THE TREATMENT OF PAIN; INFLAMMA- 
TION; WEAKNESS; FATIGUE; HEADACHES; BREATH- 
ING DIFFICULTIES; SYMPTOMS OF CHRONIC VIRAL 
INFECTIONS, INCLUDING AIDS AND HIV INFECTION; 
SYMPTOMS OF PRE-MENSTRUAL SYNDROME AND 
MENOPAUSE; SYMPTOMS OF DIABETES; SYMPTOMS 
OF PSYCHOLOGICAL CONDITIONS, INCLUDING DE- 
PRESSION AND ANXIETY; AND FOR PROMOTING 
HEALTH; FITNESS; STAMINA; ENDURANCE; PHYSI- 
CAL PERFORMANCE; MENTAL CLARITY; IMPROVED 
EYESIGHT AND THE DEVELOPMENT OF LEAN BODY 
MASS AND STRENGTH (US. CLS. 6, 18, 44, 46, 51 AND 
52). 
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SN 75-355,778. PARROCO ERBORISTA KUNZLE S.A. 
(KRAUTERPFARRER KUNZLE AG) (CURE HERBOR- 
ISTE KUNZLE S.A.), 6648 MINUSIO, SWITZERLAND, 
FILED 9-10-1997. 


OWNER OF SWITZERLAND REG. NO. 344,071, DATED 
11-20-1985, EXPIRES 11-20-2005. 

“KRAUTER-PFARRER KUNZLE” AND THE POR- 
TRAIT SHOWN IN THE MARK DO NOT IDENTIFY A 
PARTICULAR LIVING INDIVIDUAL. 

“KRAUTER-PFARRER KUNZLE” IS TRANSLATED AS 
“HERBS-FATHER-KUNZLE”. 

FOR HOUSE MARK OF A FULL LINE OF NATURE 
HERB PHARMACEUTICAL PREPARATIONS (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). 


SN 75-366,909. GLAXO GROUP LIMITED, GREENFORD, 
MIDDLESEX UB6 ONN, UNITED KINGDOM, FILED 
10-2-1997. 


PREXAGEN 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED 
KINGDOM APPLICATION NO. 2128713, FILED 4-7-1997, 
REG. NO. 2128713, DATED 4-7-1997, EXPIRES 4-7-2007. 

FOR ANTI-VIRAL PHARMACEUTICAL PREPARA- 
TIONS AND SUBSTANCES (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). 


SN 75-379,331. HERBTECH INC., EDMONTON, AB T6G 
1K8, CANADA, FILED 10-27-1997. 


MEGA-HERB 


FOR ALL NATURAL HEALTH DIETARY, VITAMIN 
AND FOOD SUPPLEMENTS, NAMELY, HEALTH FOOD 
SUPPLEMENTS FROM HERBAL, ANIMAL AND FISH 
SOURCES WHICH ARE IN THE FORM OF GROUND OR 
DRY PRODUCT, IN SOLUTION OR AS AN EXTRACT OF 
HERBAL, ANIMAL OR FISH SOURCES (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 

FIRST USE 9-30-1996; IN COMMERCE 10-31-1996. 
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SN 75-423,549. BERTEK PHARMACEUTICALS INC., MOR- 
GANTOWN, WV. FILED 1-26-1998. 


CLORPRES 


FOR PHARMACEUTICAL PREPARATION FOR USE IN 
TREATING HYPERTENSION (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


SN 75-432,168. OMNITRITION INTERNATIONAL, INC., 
CARROLLTON, TX. FILED 2-11-1998. 


OMNI SMART 


FOR DIETARY AND NUTRITIONAL SUPPLEMENTS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-434,240. TRANSITIONS FOR HEALTH, INC., PORT- 
LAND, OR. FILED 2-13-1998. 


TRANSITIONS FOR WOMEN 


OWNER OF U.S. REG. NOS. 
2,043,652. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FOR WOMEN”, APART FROM THE MARK AS 
SHOWN. 

FOR HOMEOPATHIC AND HERBAL DIETARY SUP- 
PLEMENTS AND FOOD SUPPLEMENTS (US. CLS. 6, 18, 
44, 46, 51 AND 52). 

FIRST USE 10-16-1997; IN COMMERCE 10-16-1997. 


1,962,314, 2,043,651 AND 


SN 75-436,609. TISHCON CORP., WESTBURY, NY. FILED 
2-18-1998. 


LIQ-10 


FOR NUTRITIONAL SUPPLEMENTS (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 


SN 75-436,661. METABOLIC TECHNOLOGIES, 
AMES, IA. FILED 2-19-1998. 


INC., 


MTI BIOTECH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BIOTECH”, APART FROM THE MARK AS SHOWN. 

FOR DIETARY SUPPLEMENT (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 
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SN 75-437,017. NANOSYSTEMS L.L.C., KING OF PRUSSIA, 
PA. FILED 2-19-1998. 


NANONAPROXEN 


FOR PHARMACEUTICAL PREPARATIONS, NAMELY 
ADJUVANT PREPARATIONS SOLD AS A COMPONENT 
OF A FULL LINE OF PHARMACEUTICALS, AND IN- 
GREDIENTS AND COMPONENTS THEREOF, NAMELY 
ULTRA-SMALL PARTICLE FORMULATIONS (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). 


SN 75-437,450. VETECH SOLUTIONS, LLC, ROSLYN, NY. 
FILED 2-20-1998. 


MEDICOTE 


FOR VETERINARY LIQUID MEDICINE ADMINISTRA- 
TION AID IN THE NATURE OF A FLAVORED SOLU- 
TION THAT FACILITATES ADMINISTRATION OF VET- 
ERINARY PREPARATIONS TO DOMESTIC ANIMALS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-442,560. 
3-2-1998. 


PFIZER INC., NEW YORK, NY. FILED 


GETS THE DRY OUT 


OWNER OF U.S. REG. NO. 1,106,967. 
FOR THERAPEUTIC OPHTHALMIC PREPARATIONS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-443,182. TISHCON CORP., WESTBURY, NY. FILED 
3-2-1998. 


HEARTY PLUS 


FOR NUTRITIONAL SUPPLEMENTS (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 


SN 75-444,313. NEXT NUTRITION, INC., CARLSBAD, CA. 
FILED 3-4-1998. 


THE PERFECT 
BODYBUILDING 
BREAKFAST 


FOR DIETARY AND NUTRITIONAL SUPPLEMENTS, 
MEAL REPLACEMENT AND DIETARY SUPPLEMENT 
DRINK MIXES (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 0-0-1995; IN COMMERCE 0-0-1995. 
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SN 75-445,105. ANTICANCER, INC., SAN 
FILED 3-5-1998. 


LIPOPECIA 


FOR PHARMACEUTICAL FOR PROMOTING HAIR 
GROWTH (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


DIEGO, CA. 


SN 75-445,768. NUTRITION NOW, INC., VANCOUVER, 
WA. FILED 3-6-1998. 


WE MAKE NUTRITION 
TASTE GOOD 


FOR VITAMINS AND DIETARY SUPPLEMENTS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-445,962. ELI LILLY AND COMPANY, INDIANAPO- 
LIS, IN. FILED 3-6-1998. 


FENZAC 


FOR MEDICINAL PREPARATIONS FOR THE TREAT- 
MENT OF OBESITY AND WEIGHT PROBLEMS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-445,963. ELI LILLY AND COMPANY, INDIANAPO- 
LIS, IN. FILED 3-6-1998. 


FEN-ZAC 


FOR MEDICINAL PREPARATIONS FOR THE TREAT- 
MENT OF OBESITY AND WEIGHT PROBLEMS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-446,691. LEINER HEALTH PRODUCTS INC., 
CARSON, CA. FILED 3-9-1998. 


TOTAL SOURCE 


FOR VITAMINS AND DIETARY FOOD SUPPLEMENTS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-449,120. WAL-MART STORE, INC., BENTONVILLE, 
AR. FILED 3-12-1998. 


MEMBERS MARK 


FOR ACARICIDES FOR AGRICULTURAL, COMMER- 
CIAL, AND DOMESTIC USE, ACNE MEDICATIONS, 
ACNE TREATMENT PREPARATIONS, ADHESIVE BAN- 
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DAGES, ADHESIVE FOR BANDAGES FOR SKIN 
WOUNDS, ADJUVANTS FOR USE WITH VACCINES, 
ADULT DIAPERS, AGRICULTURAL BIOPESTICIDES, 
AIR DEODORANT, AIR FRESHENERS, ALCOHOL FOR 
TOPICAL USE, ALGAECIDE FOR AGRICULTURAL USE, 
ALGAECIDE FOR SWIMMING POOLS, ALLERGY CAP- 
SULES, ALLERGY MEDICATIONS, ALLERGY RELIEF 
MEDICATION, ALLERGY TABLETS, ALLOYS OF PRE- 
CIOUS METALS FOR DENTAL PURPOSES, ANALGESIC 
BALM, ANALGESICS, ANESTHETIC FOR SURGICAL 
PURPOSES, ANESTHETICS FOR NON-SURGICAL USE, 
ANESTHETICS FOR SURGICAL USE, ANIMAL SEMEN, 
ANTACIDS, ANTHELMINTICS, ANTI-INFECTIVES, 
ANTI-INFLAMMATORIES, ANTIARRHYTHMICS, ANTI- 
BACTERIAL PHARMACEUTICALS, ANTIBIOTIC 
CREAMS, ANTIBIOTIC OINTMENTS, ANTIBIOTIC TAB- 
LETS, ANTIBIOTICS, ANTICOAGULANTS, ANTICON- 
VULSANTS, ANTIDEPRESSANTS, ANTIDOTES TO 
COUNTERACT POISONS, ANTIEMETICS, ANTIFLATU- 
LANTS, ANTIHISTAMINES, ANTI HYPERTENSIVES, 
ANTIPARASITICS, ANTISEPTICS, ANTIVIRALS, APPE- 
TITE SUPPRESSANTS, ARTERIAL GRAFTS, ASPIRIN, 
ASTRINGENTS FOR MEDICINAL PURPOSES, ATH- 
LETES’ FOOT LOTIONS, ATHLETES’ FOOT POWDERS, 
ATHLETES’ FOOT PREPARATIONS, BABY FOOD, BAN- 
DAGES FOR SKIN WOUNDS, BARIUM FOR X-RAY USE, 
BATH SALTS FOR MEDICAL PURPOSES, BEE POLLEN 
FOR USE AS A DIETARY FOOD SUPPLEMENT, BIRD 
REPELLANTS, BISMUTH PREPARATIONS FOR PHAR- 
MACEUTICAL PURPOSES, BLOOD PLASMA, BLOOD 
SUBSTITUTE FOR HUMAN AND VETERINARY USE, 
BRONCHIAL DILATORS, BRONCHODIALATORS, BURN 
DRESSINGS, BURN RELIEF MEDICATION, CALAMINE 
LOTION, CALCIUM CHANNEL BLOCKERS, CALCIUM 
SUPPLEMENTS, CAR DEODORANT/DEODORIZER, 
CARDIOVASCULAR PHARMACEUTICALS, CARDIO- 
VASCULAR TREATMENT PREPARATIONS, CARPET 
DEODORIZERS, CEDAR WOOD FOR USE AS A CLOTH- 
ING PROTECTOR AND/OR DEODORIZER, CEDAR 
WOOD FOR USE AS AN INSECT REPELLENT, CEMENT 
FOR BONES FOR MEDICAL USE, CENTRAL NERVOUS 
SYSTEM STIMULANTS, CHEMICALLY TREATED 
PAPERS FOR USE IN THE DETECTION OF FECAL 
OCCULT BLOOD, CHOLESTEROL REDUCERS, CLINI- 
CAL MEDICAL REAGENTS, COD LIVER OIL, COLD 
SORE TREATMENT PREPARATIONS, CONTACT LENS 
CLEANING SOLUTIONS, CONTACT LENS DISINFECT- 
ANTS, CONTACT LENS SOLUTIONS, CONTACT LENS 
WETTING SOLUTIONS, CONTRACEPTIVE FOAMS, 
CONTRACEPTIVE SPONGES, CONTRAST MEDIA FOR 
USE WITH X-RAY, ULTRASOUND, CONTRASTING 
AGENT FOR ULTRASOUND DIAGNOSTIC IMAGING, 
CORN PLASTERS, COTTON FOR MEDICAL PURPOSES, 
COTTON STICKS FOR MEDICAL PURPOSES, COTTON 
SWABS FOR MEDICAL PURPOSES, COUGH DROPS, 
COUGH EXPECTORANTS, COUGH LOZENGES, COUGH 
SYRUPS, COUGH TREATMENT PREPARATIONS, DE- 
CONGESTANT CAPSULES, DECONGESTANT NASAL 
SPRAYS, DECONGESTANTS, DENTAL ABRASIVES, 
DENTAL AMALGAMS, DENTAL IMPRESSION MATERI- 
ALS, DENTAL POLISH, DENTAL RESTORATION COM- 
POUNDS, DENTAL RINSE, DENTAL VENEERS, DEN- 
TURE ADHESIVES, DERMATOLOGICALS, DIAGNOS- 
TIC PREPARATIONS OR REAGENTS FOR CLINICAL OR 
MEDICAL LABORATORY USE, DIARRHEA MEDICA- 
TION, DIETARY DRINK MIX FOR USE AS A METAL 
REPLACEMENT, DIETARY FOOD SUPPLEMENTS, DIE- 
TARY SUPPLEMENTS, DISINFECTANTS FOR CHEMI- 
CAL TOILETS, DISINFECTANTS FOR CONTACT 
LENSES, DISINFECTANTS FOR MEDICAL INSTRU- 
MENTS, DIURETIC PREPARATIONS, DOG REPEL- 
LENTS, DOMESTIC BIOPESTICIDES, DOUCHES, DRESS- 
INGS FOR WOUND, BURN, SURGICAL, EAR DROPS, 
ELECTROLYTES, EMETIC PREPARATIONS, ENEMA 
PREPARATIONS, EPSOM SALTS, EXPECTORANTS, EYE 
DROPS, EYE WASHES, FEED SUPPLEMENTS FOR PETS 
AND LIVESTOCK, FEMININE HYGIENE PADS, FERTIL- 
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ITY ENHANCEMENT PREPARATIONS, FEVER BLISTER 
TREATMENT PREPARATIONS, FILLINGS FOR TEETH, 
FIRST AID KITS, FIRST AID KITS FOR DOMESTIC OR 
OTHER NON-PROFESSIONAL USE, FLEA COLLARS, 
FLEA POWDERS, FLY PAPER, FOOD FOR DIABETICS, 
FOOD FOR ENTERAL FEEDING, FOOD FOR INFANTS, 
FOOD FOR MEDICALLY RESTRICTED DIETS, FOOD 
SUPPLEMENTS, FUMIGANTS FOR AGRICULTURAL, 
DOMESTIC, AND COMMERCIAL USE, FUNGAL MEDI- 
CATIONS, FUNGICIDES FOR AGRICULTURAL USE, 
FUNGICIDES FOR DOMESTIC USE, GARGLES, GASES 
FOR MEDICAL AND DENTAL USE, GASTRO-INTESTI- 
NAL TREATMENT PREPARATIONS, GAUZE, GELATIN 
CAPSULES SOLD EMPTY FOR PHARMACEUTICALS, 
GLAUCOMA AGENTS, HAIR GROWTH STIMULANTS, 
HEMOGLOBIN, HEMORRHOID TREATMENT PREPARA- 
TIONS, HEMORRHOIDAL OINTMENTS, HERB TEAS 
FOR MEDICINAL PURPOSES, HERBAL SUPPLEMENTS, 
HERBAL TEAS FOR MEDICINAL PURPOSES, HERBI- 
CIDES FOR AGRICULTURAL USE, HERBICIDES FOR 
DOMESTIC USE, HORMONES, HYDROCORTISONE, HY- 
DROCORTISONE CREAM, HYDROGEN PEROXIDE FOR 
MEDICAL USE, HYPNOTICS, IBUPROFEN FOR USE AS 
AN ORAL ANALGESIC, INCONTINENCE GARMENTS, 
INCONTINENCE PADS, INFANT FORMULA, INSECT 
REPELLENTS, INSECTICIDES FOR AGRICULTURAL 
USE, INSECTICIDES FOR DOMESTIC USE, INSULIN, 
IODINE, IRRIGATING SOLUTIONS FOR EYE USE, LAX- 
ATIVES, LECITHIN FOR USE AS A DIETARY SUPPLE- 
MENT, LEECHES FOR MEDICAL PURPOSES, LICE 
TREATMENT PREPARATIONS, LINIMENTS, MEAL RE- 
PLACEMENT AND DIETARY SUPPLEMENT DRINK 
MIXES, MEAL REPLACEMENT DRINKS, MEAL RE- 
PLACEMENT POWDERS, MEDIA FOR BACTERIOLOGI- 
CAL CULTURES, MEDICAL ADHESIVE TAPE, MEDI- 
CAL DIAGNOSTIC APPARATUS, MEDICAL PLASTERS, 
MEDICATED LOTIONS FOR SKIN, HAIR, AND SUN- 
BURN, MEDICATED MOUTHWASH, MEDICATED PRE- 
MOISTENED TISSUES, MEDICATED PRE-MOISTENED 
TOWELETTES, MEDICATED PRE-MOISTENED WIPES, 
MEDICATED SKIN CARE PREPARATIONS, MENSTRU- 
AL SYMPTOM TREATMENT PREPARATIONS, MERTHI- 
OLATE, MIGRAINE TREATMENT PREPARATIONS, 
MINERAL SUPPLEMENTS, MITICIDES FOR AGRICUL- 
TURAL USE, MITICIDES FOR DOMESTIC USE, MOTH 
BALLS, MOTION SICKNESS TREATMENT PREPARA- 
TIONS, MUSCLE RELAXANTS, MUSCLE SOAKS, NAIL 
FUNGUS TREATMENT PREPARATIONS, NASAL SPRAY 
PREPARATIONS, NAUSEA TREATMENT PREPARA- 
TIONS, NOSE DROPS, NUTRITIONAL ADDITIVES FOR 
LIVESTOCK FEED, NUTRITIONAL DRINK MIX FOR 
USE AS A MEAL REPLACEMENT, NUTRITIONAL SUP- 
PLEMENTS, ODOR NEUTRALIZING PREPARATIONS 
FOR USE ON CARPETS AND TEXTILES, ORAL ANAL- 
GESICS, PAIN RELIEF MEDICATION, PANTY LINERS, 
PANTY SHIELDS, PETROLEUM JELLY FOR MEDICAL 
PURPOSES, PHARMACEUTICAL PREPARATIONS FOR 
THE TREATMENT OF ANGINA, DIABETES, AND IN- 
SOMNIA, POULTICES, PRE-MOISTENED MEDICATED 
TISSUES, PRE-MOISTENED MEDICATED TOWE- 
LETTES, PRE-MOISTENED MEDICATED WIPES, PREG- 
NANCY TEST KITS FOR HOME USE, PSYCHOTROPICS, 
RAT POISON, REPELLENTS FOR INSECTS, DOG; AND 
BIRD, RODENTICIDES, ROOM DEODORANTS, RUB- 
BING ALCOHOL, RUBBING COMPOUND FOR MEDICAL 
AND/OR THERAPEUTIC USE, SANITARY NAPKINS, 
SANITARY PADS, SANITIZERS FOR HOSPITAL USE, 
SANITIZERS FOR HOUSEHOLD USE, SEDATIVES, 
SHOE DEODORIZERS, SKIN GRAFTS, SLEEPING 
PILLS/TABLETS, SMELLING SALTS, STEROIDS, SUP- 
POSITORIES, SURGICAL BANDAGES, SURGICAL 
DRESSINGS, TAMPONS, THROAT LOZENGES, TOPICAL 
ANALGESICS, TOPICAL ANESTHETICS, TOPICAL GEL 
FOR MEDICAL AND THERAPEUTIC USE, TRANQUILIZ- 
ERS, TRANSDERMAL PATCHES FOR USE IN THE 
TREATMENT OF MENOPAUSE, DIABETES, AND NICO- 
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TINE ADDICTION, UNIT DOSE CAPSULES SOLD 
EMPTY FOR PHARMACEUTICAL USE, VACCINE ADJU- 
VANTS, VACCINES, VAGINAL PREPARATIONS, 
NAMELY, ANTIFUNGALS, VASCULAR GRAFTS, VET- 
ERINARY VACCINES FOR COWS, SHEEP, HORSES, 
CATS, DOGS, AND BIRDS, VISCOELASTIC AGENTS 
FOR EYE USE, VITAMIN AND MINERAL SUPPLE- 
MENTS, VITAMIN SUPPLEMENTS, VITAMINS, WART 
REMOVING PREPARATIONS, WEED KILLERS FOR AG- 
RICULTURAL USE, WEED KILLERS FOR DOMESTIC 
USE, WHEAT FOR USE AS A DIETARY SUPPLEMENT, 
WITCH HAZEL, WOUND DRESSINGS (US. CLS. 6, 18, 44, 
46, 51 AND 52). 


SN 75-450,021. NOVARTIS AG, 4002 BASLE, SWITZER- 
LAND, FILED 3-13-1998. 


AGITA 


FOR INSECTICIDES FOR FLY CONTROL FOR AGRI- 
CULTURAL AND/OR DOMESTIC USE (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 


SN 75-451,038. KWOK SHING IMPORT-EXPORT, INC., 
SAN FRANCISCO, CA. FILED 3-16-1998. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRAND” OR THE REPRESENTATION OF THE 
FOREIGN CHARACTER, APART FROM THE MARK AS 
SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

THE FOREIGN CHARACTERS IN THE MARK MAY BE 
TRANSLITERATED TO “LIN HAI PAI” AND THIS 
MEANS “FOREST BRAND” IN ENGLISH. 


FOR DIETARY SUPPLEMENTS, NAMELY, GINSENG 
AND PREPARATIONS MADE FROM ROOTS (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). 

FIRST USE 3-0-1982; IN COMMERCE 3-0-1982. 
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SN 75-453,792. BURNING SOLUTIONS, INC., MARIETTA, 
GA. FILED 3-20-1998. 


T.K.O. 


FOR NON-AEROSOL AND/OR AEROSOL, ODOR-NEU- 
TRALIZING PREPARATIONS TO ELIMINATE SMOKE 
ODOR (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 5-16-1996; IN COMMERCE 5-16-1996. 


SN 75-454,259. NOVARTIS AG, 4002 BASLE, SWITZER- 
LAND, FILED 3-20-1998. 


EXPERT 


FOR AGRICULTURAL HERBICIDE (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 


SN 75-454,263. NOVARTIS AG, 4002 BASLE, SWITZER- 
LAND, FILED 3-20-1998. 


SUPER-MEK 


FOR AGRICULTURAL INSECTICIDE (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 


SN 75-461,698. AMRION, INC., BOULDER, CO. FILED 
4-3-1998. 


C FOR ME 


FOR NON-PRESCRIPTION DIETARY SUPPLEMENTS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
FIRST USE 11-5-1997; IN COMMERCE 11-5-1997. 


SN 75-462,000. AMRION, INC., BOULDER, CO. FILED 
4-3-1998. 


DIABEST 


FOR NON-PRESCRIPTION DIETARY SUPPLEMENTS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
FIRST USE 6-26-1996; IN COMMERCE 6-26-1996. 
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SN 75-547,318. ELI LILLY AND COMPANY, INDIANAPO- 
LIS, IN. FILED 9-3-1998. 


FEMMZAC 


FOR PHARMACEUTICAL PREPARATIONS FOR THE 
TREATMENT OF DISEASES AND DISORDERS OF THE 
CENTRAL NERVOUS SYSTEM (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


CLASS 6—METAL GOODS 


SN 75-314,713. TAMPA BAY DEVIL RAYS, LTD., ST. PE- 
TERSBURG, FL. FILED 6-25-1997. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ORLANDO”, APART FROM THE MARK AS 
SHOWN. 

FOR METAL KEY FOBS, METAL KEY TAGS, METAL 
KEY RINGS, METAL KEY CHAINS, METAL IDENTIFI- 
CATION BRACELETS, METAL MAILBOXES, METAL 
NAMEPLATES, METAL NAME BADGES, METAL LI- 
CENSE PLATES, METAL PET ID TAGS, ALUMINUM BI- 
CYCLE IDENTIFICATION TAGS, DECORATIVE METAL 
STREET SIGNS, METAL WEATHER VANES, TROPHIES 
OF COMMON METAL, METAL MONEY CLIPS, METAL 
BANKS, AND METAL BOXES (U.S. CLS. 2, 12, 13, 14, 23, 25 
AND 50). 


SN 75-325,555. PREMDOR U.S. HOLDINGS, INC., TAMPA, 
FL. FILED 7-16-1997. 


ADAPT-A-FIT 


FOR METAL DOOR FRAMES (U.S. CLS. 2, 12, 13, 14, 23, 
25 AND 50). 
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SN 75-352,840. SANDVIK AB, 
SWEDEN, FILED 9-8-1997. 


S-811 81 SANDVIKEN, 


SANDVIK BIOLINE 


OWNER OF SWEDEN REG. 
1-11-1991, EXPIRES 1-11-2001. 

THE ENGLISH TRANSLATION OF THE SWEDISH 
WORD “SANDVIK” IS “SANDY BEACH” OR “SANDY 
GULP”. 

FOR UNWROUGHT AND PARTLY WROUGHT 
METALS AND THEIR ALLOYS SOLD IN BULK FOR USE 
IN THE FURTHER MANUFACTURE OF METALLIC 
PIPES AND TUBES, METALLIC STRIPS AND WIRES; 
METALLIC PIPES, TUBES, STRIPS AND WIRES (U.S. 
CLS. 2, 12, 13, 14, 23, 25 AND 50). 


NO. 220393, DATED 


SN 75-369,082. HANSONOPOLY, INC., TULSA, OK. FILED 
10-6-1997. 


OWNER OF U.S. REG. NO. 2,147,447. 

FOR KEY CHAINS MADE OF METAL, KEY RINGS 
MADE OF METAL, AND KEY FOBS MADE OF METAL 
(U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 


SN 75-371,332. JEBCO, INC, WARRENTON, GA. FILED 
10-10-1997. 


ALUMA-CASE 


FOR FABRICATED METAL CASES (U.S. CLS. 2, 12, 13, 
14, 23, 25 AND 50). 
FIRST USE 6-0-1997; IN COMMERCE 6-0-1997. 
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SN 75-418,048. MASTER LOCK COMPANY, MILWAUKEE, 
WIL. FILED 1-14-1998. 


OWNER OF US. REG. 
OTHERS. 

THE LINING AND STIPPLING ARE FEATURES OF 
THE MARK AND DOES NOT INDICATE COLOR. 

FOR METAL LOCKS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). 

FIRST USE 0-0-1993; IN COMMERCE 0-0-1993. 


NOS. 230,311, 1,892,927 AND 


SN 75-418,543. LARSON MANUFACTURING COMPANY 
OF SOUTH DAKOTA, INC., BROOKINGS, SD. FILED 
1-15-1998. 


COMFORT 


FOR STORM DOORS AND STORM WINDOWS MADE 
PRIMARILY OF METAL (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). 
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SN 75-419,999. MCCRANEY, 
FILED 1-20-1998. 


INC.,, SANTA ANA, CA. 


FOR METAL WATER HEATER TIE DOWN STRAPS 
(U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 
FIRST USE 12-2-1997; IN COMMERCE 12-8-1997. 


SN 75-425,368. BERNARD DALSIN MANUFACTURING 
COMPANY, BLOOMINGTON, MN. FILED 1-29-1998. 


BDM 


FOR METAL CHIMNEY LINERS, CHIMNEY CAPS, 
COMBINATION CHIMNEY CAP AND DAMPER, FIRE- 
PLACE AIR VENTS, AND GAS APPLIANCE VENTS (U.S. 
CLS. 2, 12, 13, 14, 23, 25 AND 50). 


SN 75-427,147. TEXTRON INC., PROVIDENCE, RI. FILED 
2-2-1998. 


REZTITE 


FOR METAL THREADED FASTENERS (U.S. CLS. 2, 12, 
13, 14, 23, 25 AND 50). 
FIRST USE 9-0-1996; IN COMMERCE 1-16-1998. 


CLASS 7—MACHINERY 


SN 75-255,275. MOTTERSTITCH CO., LANOKA HARBOR, 
NJ. FILED 3-11-1997. 


MOTTERSTITCH THE 
MIGHTY STAPLE 


FOR POWER-OPERATED IN-LINE STITCHERS (U.S. 
CLS. 13, 19, 21, 23, 31, 34 AND 35). 
FIRST USE 5-0-1989; IN COMMERCE 5-0-1989. 
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SN 75-258,855. LR MILJO KB, 302 SO HAMLSTAD, 
SWEDEN, FILED 3-13-1997. 


MUDSKIPPER 


FOR MACHINES USED IN THE TREATMENT OF 
SLUDGE, NAMELY, A MACHINE WITH A ROTATING 
DRUM FOR SEPARATION OF FLUIDS FROM SLUDGE, 
AND PARTS FOR THE AFORESAID MACHINES (U.S 
CLS. 13, 19, 21, 23, 31, 34 AND 35). 


SN 75-299,334. FMC CORPORATION, PHILADELPHIA, 
PA. FILED 5-28-1997. 


‘Rei Commanter 


FOR HARVESTERS (US. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 


SN 75-311,294. OBER-READ & ASSOCIATES, INCORPO- 
RATED, BRANFORD, CT. FILED 6-18-1997. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE PICTORIAL REPRESENTATION OF A PUMP, 
APART FROM THE MARK AS SHOWN. 

FOR CERTRIFICAL PUMPS, DIAPHRAGM PUMPS, 
BELLOWS METERING PUMPS, MAGNETICALLY 
DRIVEN GEAR PUMPS, OSCILLATING BELLOWS 
PUMPS, PERISTALTIC PUMPS, POSITIVE DISPLACE- 
MENT PUMPS, SELF PRIMING PUMPS, SUBMERSIBLE 
PUMPS, SELF PRIMING PUMPS AND VACUUM PUMPS 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 7—(Continued). 


SN 75-311,978. FLORLIFT OF NEW JERSEY, INC., EAST 


ORANGE, NJ. FILED 6-18-1997. 


FLOR LIFT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIFT”, APART FROM THE MARK AS SHOWN. 

FOR HYDRAULICALLY OPERATED MATERIALS 
HANDLING LIFTS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 6-24-1955; IN COMMERCE 8-12-1955. 


SN 75-316,387. FAZIO, GIUSEPPE, 21052 BUSTO ARSIZIO, 
ITALY, FILED 6-27-1997. 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 005064, FILED 5-30-1997, REG. NO. 
005064, DATED 5-30-1997, EXPIRES 5-30-2007. 

FOR INDUSTRIAL MACHINES FOR LAUNDRY, DRY 
CLEANING AND TREATMENT AND WASHING OF 
TEXTILE MATERIALS, METALLIC SURFACES, PLAS- 
TIC MATERIALS AND ELECTRONIC MATERIALS (U.S. 
CLS. 13, 19, 21, 23, 31, 34 AND 35). 
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SN 75-341,316. JONES, BARRY E., GRASS VALLEY, CA. 
FILED 8-15-1997. 


THE LINING IS FOR SHADING PURPOSES ONLY AND 
DOES NOT INDICATE COLOR. 

FOR INTEGRATED THRUST SYSTEMS FOR AIR- 
PLANES, HELICOPTERS, AIR BOATS, POWERED PARA- 
CHUTES, POWERED PARAGLIDERS, CONSISTING PRI- 
MARILY OF ENGINES, POWER SYSTEM REDUCTION 
UNITS, AND PROPELLERS, SOLD AS A UNIT (US. CLS. 
13, 19, 21, 23, 31, 34 AND 35). 


SN 75-368,640. ACHENBACH BUSCHHUTTEN GMBH, 
GERMAN DEM REP, FILED 10-6-1997. 


WIN-SprayS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. 397 14 862.3, FILED 
4-4-1997, REG. NO. 39714862, DATED 2-7-1997, EXPIRES 
4-30-2007. 

FOR MACHINE PARTS, NAMELY, ROLL COOLERS 
AND LUBRICATORS FOR COLD STRIP ROLLING 
MILLS, PARTICULARLY THIN STRIP ROLLING MILLS 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 
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SN 75-372,851. ASTEC INDUSTRIES, INC., CHATTANOO- 
GA, TN. FILED 10-14-1997. 


SIX PACK 


FOR PORTABLE ASPHALT MANUFACTURING AND 
PROCESSING PLANTS AND COMPONENTS THEREOF 
CONSISTING OF MACHINES AND EQUIPMENT FOR 
THE PRODUCTION OF ASPHALT CONSTRUCTION MA- 
TERIALS, INCLUDING BINS, CONVEYORS AND ELE- 
VATORS, VIBRATORS, SCREENS, ASPHALT CEMENT 
HEATERS, DRUM-TYPE AND OTHER MIXERS, MA- 
CHINERY AND EQUIPMENT FOR COATING AGGRE- 
GATE MATERIALS WITH ASPHALT CEMENT, STOR- 
AGE TANKS AND SILOS, AGGREGATE DRIERS, BAGH- 
OUSES, CYCLONES AND OTHER DUST CONTROL AND 
COLLECTOR MECHANISMS, SCALES, GENERATORS 
AND ASSOCIATED STRUCTURES AND CONTROL 
UNITS AND HOUSES, ALL SOLD AS A UNIT (U.S. CLS. 
13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 3-31-1983; IN COMMERCE 3-31-1983. 


SN 75-372,852. ASTEC INDUSTRIES, INC., CHATTANOO- 
GA, TN. FILED 10-14-1997. 


SUPER SIX PACK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUPER”, APART FROM THE MARK AS SHOWN. 

FOR PORTABLE ASPHALT MANUFACTURING AND 
PROCESSING PLANTS AND COMPONENTS THEREOF 
CONSISTING OF MACHINES AND EQUIPMENT FOR 
THE PRODUCTION OF ASPHALT CONSTRUCTION MA- 
TERIALS, INCLUDING BINS, CONVEYORS AND ELE- 
VATORS, VIBRATORS, SCREENS, ASPHALT CEMENT 
HEATERS, DRUM-TYPE AND OTHER MIXERS, MA- 
CHINERY AND EQUIPMENT FOR COATING AGGRE- 
GATE MATERIALS WITH ASPHALT CEMENT, STOR- 
AGE TANKS AND SILOS, AGGREGATE DRIERS, BAGH- 
OUSES, CYCLONES AND OTHER DUST CONTROL AND 
COLLECTOR MECHANISMS, SCALES, GENERATORS 
AND ASSOCIATED STRUCTURES AND CONTROL 
UNITS AND HOUSES, ALL SOLD AS A UNIT (USS. CLS. 
13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 5-31-1984; IN COMMERCE 5-31-1984. 
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SN 75-398,459. DOUGLAS MACHINES CORP., CLEARWA- 
TER, FL. FILED 12-1-1997. 


Wasuinc AnbD SANITIZING SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WASHING AND SANITIZING SYSTEMS”, APART 
FROM THE MARK AS SHOWN. 

FOR COMBINED INDUSTRIAL WASHING AND SANI- 
TIZING MACHINE FOR POTS, PANS, UTENSILS, 
RACKS, BINS, TROUGHS, VATS, AND SMOKE TRUCKS 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 4-23-1993; IN COMMERCE 4-23-1993. 


SN 75-402,582. BLACK & DECKER CORPORATION,THE, 
TOWSON, MD. FILED 12-9-1997. 


ROCK CARBIDE 


OWNER OF U.S. REG. NO. 2,112,939. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CARBIDE”, APART FROM THE MARK AS SHOWN. 

FOR DRILL BITS AND HAMMER BITS FOR POWER 
TOOLS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


SN 75-402,746. WYNN OIL COMPANY, AZUSA, CA. FILED 
12-9-1997. 





OWNER OF U.S. REG. 
OTHERS. 

FOR WASHING MACHINE FOR REMOVING OIL AND 
GREASE FROM PARTS AND TOOLS (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). 

FIRST USE 2-13-1997; IN COMMERCE 2-13-1997. 


NOS. 954,863, 1,795,489 AND 


SN 75-411,075. UNITECH PREPRESS SOLUTIONS, INC., 
GLENDALE HEIGHTS, IL. FILED 12-29-1997. 


METAL FLEX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “METAL”, APART FROM THE MARK AS SHOWN. 

FOR PRINTING EQUIPMENT, NAMELY, PRINTING 
PLATES AND PRINTING ROLLERS (US. CLS. 13, 19, 21, 
23, 31, 34 AND 35). 
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SN 75-413,871. TOP INNOVATIONS, INC., PARKVILLE, 
MO. FILED 1-5-1998. 


SEW PRO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SEW”, APART FROM THE MARK AS SHOWN. 

FOR HAND HELD SEWING MACHINES (U.S. CLS. 13, 
19, 21, 23, 31, 34 AND 35). 


SN 75-416,962. DCI ENTERPRISES, INC., NEW HAMPTON, 
IA. FILED 1-12-1998. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOT FLUSH”, APART FROM THE MARK AS 
SHOWN. 

FOR PUMPS AND FILTERS USED IN COMBINATION 
FOR CLEANING VEHICLE TRANSMISSION COOLING 
LINES (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 8-1-1996; IN COMMERCE 8-1-1996. 


SN 75-417,780. FOGG FILLER COMPANY, HOLLAND, MI. 
FILED 1-14-1998. 


VentraFlow 


FOR MACHINE PARTS, NAMELY, CONTAINER FILL- 
ING AND CAPPING MACHINE VALVES (U.S. CLS. 13, 19, 
21, 23, 31, 34 AND 35). 

FIRST USE 12-15-1997; IN COMMERCE 12-15-1997. 


SN 75-418,383. ESBELT, S.A., 08025 BARCELONA, SPAIN, 
FILED 1-15-1998. 


i esbelt 


OWNER OF SPAIN REG. 
6-6-1994, EXPIRES 6-6-2004. 

FOR CONVEYORS; BANDS, RIBBONS AND BELTS 
FOR CONVEYORS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


NO. 1,801,208, DATED 
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SN 75-418,438. MTD PRODUCTS INC, CLEVELAND, OH. SN _ 75-419,373. ZINSER TEXTILMASCHINEN GMBH, 


FILED 1-15-1998. D-73058 EBERSBACH/FILS, FED REP GERMANY, 
FILED 1-16-1998. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRO”, APART FROM THE MARK AS SHOWN. 

FOR LAWN MOWERS AND COMPONENT PARTS 
THEREFOR (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 10-1-1997; IN COMMERCE 10-1-1997. 


OWNER OF FED REP GERMANY REG. NO. | 159 288, 
SN 75-418,510.. MTD PRODUCTS INC, CLEVELAND, OH. DATED 5-23-1990, EXPIRES 9-30-1999. 
FILED 1-15-1998. THE MARK CONSISTS, IN PART, OF A STYLIZED 
BOBBIN WITH THE LETTERS “ZIQ” SUPERIMPOSED. 
FOR MACHINES FOR USE IN THE TEXTILE INDUS- 
TRY, NAMELY, SPINNING MACHINES FOR TEXTILE 
FIBERS AND FILAMENTS, RING SPINNERS, SPEED 
FRAMES (FLYERS), DRAW-TWISTING MACHINES AND 


IF YOU KNOW SNOW TRETCHING/WINDING MACHINES; COMPONENT 


PARTS OF THE AFORESAID MACHINES, NAMELY, 


THROWERS, THERE IS NO _ SPINDLES, SPINDLE BEARINGS, DRAFTERS, DRAFT- 


ING-ROLLERS, BOBBIN CARRIERS, THREAD GUIDES, 

OTHER CHOICE MECHANICALLY-OPERATED SENSORS FOR DETEC- 

ING THE PRESENCE OR ABSENCE OF A THREAD, 

THREAD CUTTERS, THREAD TENSIONERS, THREAD 

STRENGTH TESTER, BEARINGS, PIECER UNITS, 

TRANSPORTERS FOR FEEDING IN STARTING MATE- 

RIAL AND FEEDING OFF FINAL MATERIAL, JOINERS 

FOR THE ENDS OF BROKEN THREADS, BOBBIN 

FOR SNOW THROWERS AND COMPONENT PARTS CHANGERS, CONVEYORS FOR FEEDING OF PRELIMI- 

THEREFOR (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). NARY MATERIAL AND REMOVING OF END MATERI- 
AL (US. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


SN 75-421,922. SHIVELY BROTHERS, INC., DBA AUTO- 
SN 75-419,117. RIVAL COMPANY, THE, KANSAS CITY, TRACK SYSTEMS, INC. SAGINAW, MI. FILED 
MO. FILED 1-16-1998. 1-22-1998. 


AUTOTRACK 


FOR MACHINES FOR STORING TOOLS AND DIS- 

PENSING SUCH TOOLS IN RESPONSE TO ACTUATION 

OF AN OPERATING PROGRAM BY AN AUTHORIZED 

FOR ELECTRIC CAN OPENERS (U.S. CLS. 13, 19, 21, 23, | PERSON (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


31, 34 AND 35). FIRST USE 12-5-1997; IN COMMERCE 12-5-1997. 





JANUARY 5, 1999 


CLASS 7—(Continued). 


SN 75-426,488. STAGE III TECHNOLOGIES L.C., LAS 
VEGAS, NV. FILED 1-30-1998. 


ALMEC 


FOR NOISE SUPPRESSORS FOR AIRCRAFT ENGINES 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


CLASS 8—HAND TOOLS 


SN 75-278,982. CARL KAMMERLING GMBH & CO., 
D-42285 WUPPERTAL, FED REP GERMANY, FILED 
4-22-1997. 


SensoPlus 


PRIORITY CLAIMED UNDER SEC. 44D) ON FED REP 
GERMANY APPLICATION NO. 397088140, FILED 
2-27-1997, REG. NO. 39708814, DATED 4-21-1997, EXPIRES 
2-28-2007. 

FOR MANUALLY POWERED HAND TOOLS, NAMELY, 
PLIERS, BOLT CUTTERS, TIN SNIPS, AND SCREWDRIV- 
ERS (U.S. CLS. 23, 28 AND 44). 


SN 75-385,050. MALTESE INTERNATIONAL, INC., FAIR- 
BORN, OH. FILED 11-5-1997. 


YESS 


FOR HAND TOOLS, NAMELY, SCRAPERS FOR RE- 
MOVAL OF DEBRIS SUCH AS SNOW, ICE AND INSECTS 
FROM WINDOWS (U.S. CLS. 23, 28 AND 44). 


SN 75-425,957. YIH CHENG FACTORY CO., LTD., NAN 
TOU, TAIWAN, FILED 1-29-1998. 


ACERON 


FOR HAND TOOLS AND PARTS THEREFOR, 
NAMELY, SOCKETS, SCREWDRIVERS AND PARTS OF 
SCREWDRIVERS, SPANNERS, TAPS, WRENCHES, 
PLIERS, BITS, SAWS, HAMMERS, EXTRACTORS, RIVET- 
ERS AND SAW BLADES (U.S. CLS. 23, 28 AND 44). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-437,142. RUSSELL COMPANY OF GEORGIA, THE, 
MARIETTA, GA. FILED 2-19-1998. 


ksi 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMPANY OF GEORGIA”, APART FROM THE 
MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLOR RED. 

FOR HAND TOOL IN THE NATURE OF A PATCHING 
MATERIAL APPLICATOR FOR USE IN REPAIRING 
WALLBOARD (U.S. CLS. 23, 28 AND 44). 

FIRST USE 4-10-1997; IN COMMERCE 9-26-1997. 


perea THE 


(> RUSSELL 


4] COMPANY 
Dnaall OF GEORGIA 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


SN 75-073,531. ROBBINS ENTERTAINMENT LLC, NEW 
YORK, NY. FILED 3-15-1996. 


ROBBINS 


OWNER OF U.S. REG. NO. 2,113,152. 
FOR AUDIO AND AUDIO-VISUAL RECORDINGS OF 
POPULAR MUSIC (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-132,743. FUSION METERS LIMITED, BIRMING- 
HAM B26 3JZ, UNITED KINGDOM, ASSIGNEE OF T. 
M. PRODUCTS LIMITED, HAMPSHIRE SO23 8LL, 
GREAT BRITAIN, FILED 7-11-1996. 


TALISMAN 


con ectjled 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CONNECTED”, APART FROM THE MARK AS 
SHOWN. 

FOR GAS, WATER AND ELECTRICITY METER READ- 
ING APPARATUS AND INSTRUMENTS, NAMELY, 
DATA READERS AND PROCESSORS; GAS, WATER 
AND ELECTRICITY METERS WITH ELECTRONIC 
DATA OUTPUT; ELECTRICAL COILS AND COIL UNITS 
FOR ELECTRICAL CONNECTION WITH METERS AND 
COMMUNICATION WITH DATA READING AND PROC- 
ESSING EQUIPMENT; REPLACEMENT, REPAIR, 
ADAPTER AND IMPROVEMENT PARTS AND FITTINGS 
FOR ALL THE AFORESAID GOODS (US. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 5-0-1995; IN COMMERCE 5-0-1995. 


SN 75-159,360. APERTURE TECHNOLOGIES, INC., VAL- 
HALLA, NY. FILED 9-3-1996. 


DOCUNET 


FOR COMPUTER SOFTWARE, NAMELY, SOFTWARE 
FOR GRAPHICALLY DISPLAYING THE PHYSICAL AND 
LOGICAL ORGANIZATION OF A COMPUTER NET- 
WORK BY DRAWINGS, FLOOR PLANS, SCHEMATICS, 
MAPS, FLOW CHARTS AND REPORTS AND MANUALS 
SOLD WITH THE SOFTWARE (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-187,659. OUTERNET COMMUNICATIONS, INC., 
WESTFORD, MA. FILED 10-25-1996. 


COMMUNICATIONS, INC. 


a 
(QUTERN ET 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OUTERNET COMMUNICATIONS, INC.”, APART 
FROM THE MARK AS SHOWN. 

FOR COMPUTER COMMUNICATIONS SYSTEMS, 
NAMELY, COMPUTER SOFTWARE, HARDWARE, AND 
PERIPHERALS FOR FACILITATING COMMUNICA- 
TIONS BETWEEN ON-SITE AND/OR OFF-SITE COM- 
PUTERS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-192,243. PHASECOM, INC., CUPERTINO, CA. FILED 
11-4-1996. 


SPEED DEMON 


FOR COMPUTER MODEMS AND SOFTWARE TO AC- 
CELERATE THE PROCESSING OF DATA TRANSFER 
BETWEEN COMPUTER PERIPHERAL DEVICES, AND 
MANUALS SOLD AS A UNIT THEREWITH (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 75-193,183. KIDVID, INC., ATLANTA, GA. FILED 
10-31-1996. 


BECAUSE FIRST 
IMPRESSIONS LAST A 
LIFETIME. 


FOR SERIES OF AUDIO/VIDEO WORKS DEPICTING 
INFANTS AND CHILDREN IN PLAYFUL ACTIVITIES 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 7-1-1996; IN COMMERCE 7-1-1996. 


SN 75-194,023. TELE QUARZ GMBH, D - 74924 NECKAR- 
BISCHOFSHEIM, FED REP GERMANY, FILED 
11-6-1996. 


‘ 
i) 
{ 

i 


TELE QUARZ GROUP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “QUARZ GROUP”, APART FROM THE MARK AS 
SHOWN. 

THE MARK IS LINED FOR THE COLOR YELLOW. 

FOR ELECTRICAL APPARATUS, NAMELY, ARTIFI- 
CIAL QUARTZ CRYSTALS FOR USE IN OSCILLATORS 
AND FILTERS, CRYSTAL OSCILLATORS FOR THE 
GENERATION AND RECEPTION OF SIGNALS OF A 
PARTICULAR FREQUENCY, AND CRYSTAL FILTERS 
FOR THE SUPPRESSION OF SIGNALS OUTSIDE THE 
DESIRED FREQUENCY RANGE (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 6-0-1975; IN COMMERCE 6-0-1975. 
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SN 75-197,498. ELECTRONIC ONLINE SYSTEMS INTER- 
NATIONAL, CARLSBAD, CA. FILED 11-13-1996. 


EOSI 


FOR COMPUTER SOFTWARE IN THE FIELD OF LI- 
BRARY INFORMATION MANAGEMENT; ELECTRONIC 
LIBRARY INFORMATION MANAGEMENT AND ACCESS 
SYSTEM, PRIMARILY COMPRISED OF MODULES FOR 
USE IN THE MANAGEMENT OF CATALOGS, CIRCULA- 
TION, SERIALS, AND ACQUISITIONS, AND FOR AC- 
CESSING ON-LINE PATRON ACCESS CATALOGS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-29-1996; IN COMMERCE 5-29-1996. 


SN 75-212,355. OMNISPHERE INFORMATION SYSTEMS 
CORPORATION, NORTH YORK, ONTARIO, CANADA, 
FILED 12-12-1996. 


OMNI* BUILDER 


FOR COMPUTER SOFTWARE FOR GENERATING 
CUSTOMIZED BUSINESS APPLICATION PROGRAMS 
FOR THE MANAGING AND PROCESSING OF BUSINESS 
INFORMATION (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-214,589. ROGAN MEDICAL SYSTEMS, INC., WAU- 
KESHA, WI. FILED 12-17-1996. 


HYPERSCAN 


FOR COMPUTERS, COMPUTER PERIPHERALS, COM- 
PUTER PROGRAMS AND INSTRUCTION MANUALS 
SOLD AS A SYSTEM FOR SCANNING MEDICAL EQUIP- 
MENT, NAMELY, X-RAY FILMS, DIGITAL RADIOLOGI- 
CAL IMAGES AND VIDEOGRAPHIC RADIOLOGICAL 
IMAGES (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 11-1-1995; IN COMMERCE 11-1-1995. 


SN 75-238,511. SIMWARE INC., OTTAWA, ONTARIO, 
CANADA, FILED 2-7-1997. 


SALVO VISTA 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 823835, FILED 9-20-1996, REG. NO. 
TMA495820, DATED 6-10-1998, EXPIRES 6-10-2013. 

FOR COMPUTER COMMUNICATIONS SOFTWARE, 
NAMELY, SOFTWARE FOR THE DESIGN OF GLOBAL 
COMPUTER NETWORK BASED APPLICATIONS WHICH 
PROVIDE ACCESS TO VARIOUS INFORMATION AND 
DATA SOURCES, AND USER MANUALS AND INSTAL- 
LATION GUIDES SOLD AS A UNIT THEREWITH (US. 
CLS. 21, 23, 26, 36 AND 38). 


183-409 TMOG-99-20 - QL3 
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SN 75-238,977. SYMBOL TECHNOLOGIES, INC., HOLTS- 
VILLE, NY. FILED 2-10-1997. 


Store Wave 


FOR RETAIL STORE NETWORK SYSTEM COMPRISED 
OF NETWORK ACCESS POINTS, POINT OF SALE REG- 
ISTERS, HAND HELD COMPUTER TERMINALS AND 
BAR CODE SCANNERS (US. CLS. 21, 23, 26, 36 AND 38). 


SN 75-269,368. CYBERGUARD CORPORATION, FORT 
LAUDERDALE, FL. FILED 4-4-1997. 


DYNAMIC STATEFUL RULE 
TECHNOLOGY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STATEFUL RULE TECHNOLOGY”, APART FROM 
THE MARK AS SHOWN. 

FOR COMPUTER HARDWARE AND SOFTWARE FOR 
PREVENTING UNAUTHORIZED ACCESS TO COMPUT- 
ER SYSTEMS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-308,143. CYBERCORE, INC., CENTURY CITY, CA. 
FILED 6-13-1997. 


CYBERCORE 


FOR COMPUTER HARDWARE AND COMPUTER 
SOFTWARE, NAMELY, PROGRAMS THAT ENABLE OR 
FACILITATE THE USE TO ACCESS THE GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 7-1-1995; IN COMMERCE 7-1-1995. 


SN 75-308,946. SOFTWARE ARTISTRY, INC., INDIANAP- 
OLIS, IN. FILED 6-16-1997. 


EXPERT ADMINISTRATOR 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ADMINISTRATOR”, APART FROM THE MARK AS 
SHOWN. 

FOR SOFTWARE, NAMELY, SOFTWARE FOR MAN- 
AGEMENT OF SOFTWARE SYSTEMS, AND INSTRUC- 
TION MANUALS THEREFOR, SOLD AS A UNIT (US. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 11-22-1996; IN COMMERCE 11-22-1996. 


1,636,001, 1,720,000 AND 
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SN 75-309,372. DIGITAL INSTRUMENTS, INC., SANTA 
BARBARA, CA. FILED 6-16-1997 


MULTIMODE 


SEC. 2(F). 

FOR ATOMIC FORCE MICROSCOPES AND ASSOCIAT- 
ED COMPUTER SOFTWARE FOR USE IN CHARACTER- 
IZING OR ANALYZING THE PROPERTIES OF SAMPLES 
OR OTHER OBJECTS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-0-1993; IN COMMERCE 1-0-1993. 


SN 75-312,789. BENTLEY SYSTEMS, INCORPORATED, 
EXTON, PA. FILED 6-23-1997. 


MICROSTATION 
MASTERPIECE 


OWNER OF 
OTHERS. 

FOR COMPUTER-AIDED DESIGN SOFTWARE FOR 
ARCHITECTURAL AND ENGINEERING APPLICATIONS 
AND INSTRUCTIONAL MANUALS SOLD AS A UNIT 
THEREWITH (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-0-1995; IN COMMERCE 5-0-1995. 


U.S. REG. NOS. 1,698,820, 2,032,674 AND 


SN 75-315,487. MODELVISION, 
FILED 6-26-1997. 


INC., MADISON, AL. 


ModelWorks 


FOR CD ROM’S FEATURING THREE DIMENSIONAL 
CLIP ART (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 10-3-1991; IN COMMERCE 3-19-1992. 


SN 75-318,830. ALCATEL NETWORK SYSTEMS, INC., 
RICHARDSON, TX. FILED 7-3-1997. 


MAXXIS 


FOR TELECOMMUNICATIONS HARDWARE, 
NAMELY, DIGITAL CROSS CONNECTS (U.S. CLS. 21, 23, 
26, 36 AND 38). 
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SN 75-323,223. HEALTHMAGIC, DENVER, CO. FILED 
7-3-1997. 


HEALTHTALK 


FOR COMPUTER SOFTWARE FOR MAINTAINING 
DATABASES OF PATIENT HEALTH INFORMATION 
WHICH CAN BE ACCESSED BY SUBSCRIBERS, PROVID- 
ERS OF MEDICAL SERVICES AND HEALTH CARE 
PLANS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-324,109. GEORGE BUTLER ASSOCIATES, INC., 
LENEXA, KS. FILED 7-14-1997. 


GBA WORK MASTER 


OWNER OF U.S. REG. NOS. 
1,932,592. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WORK”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE FOR USE BY UTILITY 
AND ROADWAY SYSTEM OWNERS AND SERVICE 
PROVIDERS IN ASSIGNING AND TRACKING SERVICE 
REQUESTS AND WORK ORDERS AND USER MANUALS 
SUPPLIED THEREWITH (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-7-1994; IN COMMERCE 2-7-1994. 


1,884,714, 1,887,413 AND 


SN 75-326,958. GTE CORPORATION, STAMFORD, CT. 
FILED 7-18-1997. 


GTE WORLD CLASS 
BUSINESS SOLUTIONS 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WORLD CLASS BUSINESS SOLUTIONS”, APART 
FROM THE MARK AS SHOWN. 

FOR TELECOMMUNICATIONS NETWORK MANAGE- 
MENT SOFTWARE (U.S. CLS. 21, 23, 26, 36 AND 38). 


1,192,852, 1,466,608 AND 
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SN 75-328,754. WAVECOM, 92130 ISSY LES MOULIN- 
EAUX, FRANCE, FILED 7-22-1997. 


WISMO 


PRIORITY CLAIMED UNDER SEC. 44D) ON FRANCE 
APPLICATION NO. 97663233, FILED 2-6-1997, REG. NO. 
976/663233, DATED 2-6-1997, EXPIRES 2-16-2007. 

FOR ELECTRONIC MODULES FOR EXCHANGING 
DATA, SOUNDS, STILL OR MOTION PICTURES, AND 
MESSAGES, NAMELY, MOBILE RADIOTELEPHONES; 
APPARATUS FOR TRANSMITTING, BROADCASTING, 
AND RECEIVING DATA, SOUNDS, STILL OR MOTION 
PICTURES, AND MESSAGES, NAMELY, RADIO AND 
TELEPHONE TRANSMITTERS, FACSIMILE MACHINES, 
AND TELEPHONE, AUDIO, AND VIDEO RECEIVERS; 
FIXED AND MOBILE TELEPHONE AND RADIOTELE- 
PHONE TRANSMITTERS, RECEIVERS, AND INSTALLA- 
TIONS, NAMELY, COMPUTERS; TELEPHONE AND RA- 
DIOTELEPHONE ANSWERING MACHINES; MODEMS; 
ELECTRICAL MASTS, PYLONS, AND TOWERS FOR 
WIRELESS TELEPHONES; RADIO PAGERS; TELE- 
PHONE EXCHANGERS IN THE NATURE OF INTER- 
COMS AND DIALERS; PAGING AND RADIOTELE- 
PHONE COMPUTER TERMINALS; SATELLITES AND 
ANTENNAS FOR BROADCASTING, TRANSMITTING, 
AND RECEIVING DATA, SOUNDS, STILL OR MOTION 
PICTURES, AND MESSAGES; AUDIO-VISUAL AND 
MULTIMEDIA COMPUTER TERMINALS, LOCAL AREA 
NETWORKS COMPRISED OF COMPUTER TERMINALS, 
WORD AND DATA PROCESSORS, AND COMPUTER 
SOFTWARE FOR CONTROLLING THE NETWORK OP- 
ERATING SYSTEM; INTEGRATED CIRCUITS; MICRO- 
PROCESSORS; ELECTRICAL ACCUMULATORS; AND 
PRINTED CIRCUIT AND COMPUTER INTERFACE 
BOARDS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-329,928. KABUSHIKI KAISHA HITACHI SEISAKU- 
SHO, DBA HITACHI, LTD., TOKYO, JAPAN, FILED 
7-24-1997. 


MEDIACHEF COMPONENT 
FOR VIDEO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMPONENT FOR VIDEO”, APART FROM THE 
MARK AS SHOWN. 

FOR COMPUTER PROGRAM LIBRARIES FOR AIDING 
VIDEO SEARCH SYSTEM DEVELOPERS FOR VIDEO 
IMAGE ANALYSIS, EXTRACTION OF FEATURE AND 
ELEMENTS OF VIDEO IMAGE IN THE FIELD OF 
VIDEO IMAGE EDITING (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-333,539. VAISALA OY, 00421 HELSINKI, FINLAND, 
FILED 7-31-1997. 


METRECO 


FOR METEOROLOGICAL MEASUREMENT APPARA- 
TUS, NAMELY, RADIOSONDES, TEMPERATURE, HU- 
MIDITY, AND WIND FINDING SENSORS, TELEMETRY 
ANTENNAS, DETECTORS AND PROCESSORS OF GPS 
(GLOBAL POSITIONING SYSTEM) SIGNALS, ELECTRI- 
CAL DROPSONDE LAUNCHERS, TRANSMITTERS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 
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SN 75-334,293. ENTER HERE L.L.C., EVANSTON, IL. 
FILED 8-1-1997. 


DISCOVER YOUR BEST 


FOR SERIES OF MOTIVATIONAL VIDEO TAPES PER- 
TAINING TO LIFE SKILLS FOR SUCCESS IN EDUCA- 
TION AND THE WORK FORCE (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-350,096. INTERACT MULTIMEDIA 
BNEI-BRAK 51200, ISRAEL, FILED 9-2-1997. 


1995 LTD., 


CANNONBALL 


FOR COMPUTER SOFTWARE THAT ENABLES THE 
USER TO CREATE INTERACTIVE MULTI-MEDIA AP- 
PLICATIONS USING MEDIA ELEMENTS SUCH AS 
TEXT, STILL GRAPHICS, ANIMATION, VIDEO, AUDIO, 
THREE-DIMENSIONAL ELEMENTS AND OTHER 
MEDIA ELEMENTS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-360,633. PAIRGAIN TECHNOLOGIES, 
TUSTIN, CA. FILED 9-22-1997. 


INC., 


CAMPUS-768 


OWNER OF U.S. REG. NOS. 1,998,499, 2,035,887 AND 
2,080,973. 

FOR HDSL COMMUNICATIONS EQUIPMENT, 
NAMELY, HDSL TRANSCEIVERS FOR MANAGEMENT 
OF HDSL COMMUNICATION LINKS (U.S. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 6-0-1996; IN COMMERCE 6-0-1996. 
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SN 75-371,399. QUALCOMM, 
DIEGO, CA. FILED 10-10-1997. 


WHERE DIGITAL COMES 
FROM 


INCORPORATED, SAN 


FOR WIRELESS COMMUNICATIONS APPARATUS, 
NAMELY, MODEMS, CELLULAR TELEPHONES, WIRE- 
LESS LOCAL LOOP TELEPHONES AND PERSONAL 
COMMUNICATIONS SERVICES (PCS) HANDSETS AND 
INSTRUCTION MANUALS SOLD AS A UNIT THERE- 
WITH; ACCESSORIES FOR THE FOREGOING DEVICES, 
NAMELY, CIGARETTE LIGHTER ADAPTERS, AC 
ADAPTERS, DATA CABLES, CARRYING CASES, BELT 
CLIPS, BATTERIES, BATTERY CHARGERS AND CAR 
KITS CONSISTING OF AUDIO SPEAKERS, MICRO- 
PHONES, AND EXTERNAL ANTENNA CONNECTORS; 
COMPUTER AND PERSONAL DIGITAL ASSISTANT 
(PDA) DEVICES ACCESSORIES, NAMELY, FAX/MODEM 
CARDS AND MANUALS THEREFOR SOLD AS A UNIT; 
COMPUTER SOFTWARE FOR INTERFACING AND OP- 
ERATING MODEMS AND TRANSMITTING FACSIMI- 
LES, AND INTERCONNECT CABLING FOR CONNEC- 
TION TO WIRELESS COMMUNICATION DEVICES AND 
WIRELINE TELEPHONE SYSTEMS; RADIO FREQUEN- 
CY (RF) AND INTERMEDIATE FREQUENCY (IF) 
TRANSCEIVER CIRCUIT ASSEMBLIES AND ANALOG 
AND DIGITAL SIGNAL PROCESSING CIRCUIT ASSEM- 
BLIES FOR WIRELESS COMMUNICATION APPARATUS; 
COMPUTER OPERATING PROGRAMS FOR MODEMS, 
WIRELESS LOCAL LOOP TELEPHONES, CELLULAR 
TELEPHONES, PERSONAL COMMUNICATION SERV- 
ICES (PCS) HANDSETS AND PERSONAL DIGITAL AS- 
SISTANT (PDA) DEVICES PROCESSORS; INTEGRATED 
CIRCUITS FOR SPREAD SPECTRUM MODULATION 
AND DEMODULATION, ERROR CORRECTION ENCOD- 
ING AND DECODING, AND VOCODING; AND PREPRO- 
GRAMMED MEMORIES CONTAINING PROCESSOR IN- 
STRUCTIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 3-0-1996; IN COMMERCE 8-0-1996. 


SN 75-372,267. CABLES TO GO, INC., DAYTON, OH. 
FILED 10-14-1997. 


FORWARD EDGE BATTLE 
ARENA 


FOR KITS COMPRISING COMPUTER HUBS, COMPUT- 
ER CABLES AND NETWORK INTERFACE CARDS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-12-1997; IN COMMERCE 12-12-1997. 


SN 75-375,385. NOVADIGM, INC., MAHWAH, NJ. FILED 
10-17-1997. 


RADIA 


FOR COMPUTER SOFTWARE FOR DISTRIBUTED 
COMPUTER SYSTEMS MANAGEMENT, NAMELY, COM- 
PUTER SOFTWARE FOR USE IN MANAGING SOFT- 
WARE, CONTENT OR APPLICATION COMPONENTS ON 
COMPUTER NETWORKS AND GLOBAL COMPUTER 
NETWORKS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-389,111. SIEMENS AKTIENGESELLSCHAFT, 
MUNICH, FED REP GERMANY, FILED 11-12-1997. 


SIMOTION 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. 397 26 524.7, FILED 
6-11-1997, REG. NO. 397 26 524, DATED 9-4-1997, EXPIRES 
6-30-2007. 

FOR ELECTRIC INVERTERS FOR ELECTRIC CARS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-389,926. PREMIER INSTRUMENTS, INC., HOUS- 
TON, TX. FILED 11-14-1997. 


RED EYE 


FOR OPTICAL SENSOR EQUIPMENT AND ASSOCIAT- 
ED COMPUTER COMPONENTS, NAMELY, METERS FOR 
MEASURING FLOW COMPOSITION AND FLOW RATES, 
WATER CUT METERS, FLOW ANALYSIS COMPUTERS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-6-1997; IN COMMERCE 9-6-1997. 


SN 75-391,707. J.W. ENVISIONS, INC., DBA ULTIMATE 
VISION, HUNTINGDON VALLEY, PA. FILED 
11-17-1997. 


NANO 


FOR SUNGLASSES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-393,971. BILL GROSS’ IDEALAB!, PASADENA, CA. 
FILED 11-21-1997. 


IDEALAB! 


FOR COMPUTER SOFTWARE DESIGN FOR OTHERS 
AND COMPUTER CONSULTATION SERVICES (U.S. CLS. 
21, 23, 26, 36 AND 38). 
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SN 75-395,880. METACREATIONS CORPORATION, CAR- 
PINTERIA, CA. FILED 11-25-1997. 


FOR IMAGE PROCESSING SOFTWARE (U.S. CLS. 21, 
23, 26, 36 AND 38). 
FIRST USE 5-0-1997; IN COMMERCE 5-0-1997. 


SN 75-401,688. KANISA, INC., SARATOGA, CA. BY 
CHANGE OF NAME FROM PAPYRUS TECHNOLOGY, 
INC., CUPERTINO, CA. FILED 12-8-1997. 


KANISA 


THE ENGLISH TRANSLATION OF “KANISA” IS “TO 
THINK”. 

FOR COMPUTER SOFTWARE FOR ADDING KNOWL- 
EDGE MANAGEMENT CAPABILITIES TO BUSINESS 
PROCESS APPLICATIONS, AND INSTRUCTION AND 
USER MANUALS PROVIDED IN CONNECTION THERE- 
WITH (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-403,802. SYBASE, INC., EMERYVILLE, CA. FILED 
12-11-1997. 


SQL EVERYWHERE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SQL”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE IN THE FIELD OF AP- 
PLICATIONS DEVELOPMENT AND USER MANUALS 
SOLD AS A UNIT THEREWITH (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-404,718. CORE DESIGN LIMITED, DERBY, DE 
223FS, ENGLAND, FILED 12-12-1997. 


ALANA MCKENDRICK 


“ALANA MCKENDRICK” DOES NOT IDENTIFY ANY 
PARTICULAR LIVING INDIVIDUAL. 

FOR INTERACTIVE VIDEO GAME SOFTWARE (U.S. 
CLS. 21, 23, 26, 36 AND 38). 
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SN 75-408,002. INTELLIGENT TECHNOLOGIES LLC, SAN 
DIEGO, CA. FILED 12-18-1997. 


1 TECH 


FOR BATTERY CHARGERS; BATTERY ANALYZERS; 
BATTERIES (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 12-4-1997; IN COMMERCE 12-4-1997. 


SN 75-408,049. GENERAL ELECTRON FACTORY, XIAO- 
LAN TOWN, ZHONGSHAN CITY, GUANGDONG, 
CHINA, FILED 12-18-1997. 


Steel mate 


OWNER OF CHINA REG. NO. 1096648, DATED 9-7-1997, 
EXPIRES 9-6-2007. 
FOR THEFT ALARM (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-409,132. JEFFREY MILSTEIN, INC., DBA PAPER 
HOUSE PRODUCTIONS, WOODSTOCK, NY. FILED 
12-22-1997. 


PAPER HOUSE 
PRODUCTIONS MAGNET 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRODUCTIONS MAGNET”, APART FROM THE 
MARK AS SHOWN. 

FOR MAGNETS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-1-1996; IN COMMERCE 6-1-1996. 
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SN 75-409,236. MAMAMEDIA, INC., NEW YORK, NY. 
FILED 12-22-1997. 


FOR CD-ROMS AND COMPUTER SOFTWARE CON- 
TAINING EDUCATIONAL AND ENTERTAINMENT 
CONTENT IN THE FIELD OF NEW MEDIA TECHNOLO- 
GY, INCLUDING GLOBAL COMPUTER NETWORKS, 
FOR CHILDREN AND PARENTS (USS. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-410,420. BOCI DESIGN, INC., CAMBRIDGE, MA. 
FILED 12-23-1997. 


FLEXICUBE 


FOR COMPUTER SOFTWARE FOR DATA BASE MAN- 
AGEMENT, FOR INFORMATION NAVIGATION AND 
DATA REORGANIZATION AND ANALYSIS AND IN- 
STRUCTIONAL MANUALS THEREFOR, SOLD AS A 
UNIT (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN  75-413,500. CANDLE CORPORATION, 
MONICA, CA. FILED 1-2-1998. 


SANTA 


COMMANDWATCH 


FOR COMPUTER SOFTWARE MONITORING PROD- 
UCTS, NAMELY, COMPUTER SOFTWARE FOR MONI- 
TORING COMPUTER NETWORKS, IDENTIFYING PROB- 
LEMS, NOTIFYING THE SYSTEM ADMINISTRATOR, 
AND CORRECTING THE PROBLEMS; COMPUTER SOFT- 
WARE USED FOR APPLICATION MANAGEMENT IN A 
DISTRIBUTED SYSTEMS ENVIRONMENT, NAMELY, 
MONITORING APPLICATION PERFORMANCE, DE- 
TECTING APPLICATION PROBLEMS, AUTOMATING 
APPLICATION RECOVERY, EXPEDITING APPLICA- 
TION PROBLEM DETERMINATION AND DEBUGGING, 
SCHEDULING BATCH JOB EXECUTIONS, MAKING 
CONFIGURATION CHANGES, DISTRIBUTING APPLICA- 
TION FIXES AND UPDATES, CONTROLLING APPLICA- 
TIONS ON MULTIPLE WORKSTATIONS AND MONI- 
TORING USER ACTIONS; COMPUTER SOFTWARE 
USED TO ANALYZE SERVER USAGE IN A DISTRIBUT- 
ED ENVIRONMENT, NAMELY, REAL TIME GATHER- 
ING AND ANALYSIS OF CAPACITY INFORMATION, 
CHARTING AND GRAPHICAL PRESENTATION OF 
DATA, PREDICTIVE ANALYSIS OF FUTURE CAPACITY 
NEEDS, ADVANCED CAPACITY MODELING, AND CA- 
PACITY DATA INTERPRETATION AND GUIDANCE; 
COMPUTER SOFTWARE SYSTEM SPECIFIC AGENTS 
USED TO OPTIMIZE NETWORK RESOURCES BY SEND- 
ING ALERTS TO HUBS OR WORKSTATIONS WHEN 
THRESHOLD-BASED CONDITIONS ARE MET; AND IN- 
STRUCTIONAL MANUALS SOLD AS A UNIT THERE- 
WITH (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 11-1-1997; IN COMMERCE 11-1-1997. 


SN 75-413,598. VISIO CORPORATION, SEATTLE, WA. AS- 
SIGNEE OF KETIV TECHNOLOGIES, INC., PORT- 
LAND, OR. FILED 1-6-1998. 


ARCHT 


FOR COMPUTER SOFTWARE FOR USE IN THE FIELD 
OF ARCHITECTURAL DESIGN AND DRAFTING (USS. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-0-1986; IN COMMERCE 4-0-1986. 


SN 75-415,402. COMPUTER CURRICULUM CORPORA- 
TION, SUNNYVALE, CA. FILED 1-8-1998. 


MATH CORNER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MATH”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE PROGRAMS FOR USE 
IN ELEMENTARY LEVEL INTERACTIVE EDUCATION- 
AL APPLICATIONS IN THE FIELD OF MATH, WITH 
ACCOMPANYING STUDENT AND TEACHER GUIDES, 
SOLD AS A UNIT, FOR THE EDUCATIONAL AND 
HOME USER MARKETS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-417,962. CONGRUENCY, INC., RIVER VALE, NJ. 
FILED 1-14-1998. 


CONGRUENCY 


FOR TRANSMISSION AND COMMUNICATION EQUIP- 
MENT, NAMELY, TELEPHONES, FACSIMILE MA- 
CHINES, COMPUTER HUBS, SERVERS, AND ROUTERS 
SUPPORTING COMMUNICATIONS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-419,870. M.K. PRODUCTS, INC., IRVINE, CA. FILED 
1-20-1998. 


COPPERHEAD 


FOR ELECTRIC ARC WELDING TORCH HEADS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-419,871. M.K. PRODUCTS, INC., IRVINE, CA. FILED 
1-20-1998. 


SIDEWINDER 


FOR ELECTRIC ARC WELDING TORCH HEADS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-421,259. TEAM WENDY, LLC, CLEVELAND, OH. 
FILED 1-21-1998. 


MIND YOUR MELON 


FOR SKI HELMETS (US. CLS. 21, 23, 26, 36 AND 38). 


SN 75-422,587. BUILDING MATERIALS CORPORATION 
OF AMERICA, DBA GAF MATERIALS CORPORA- 
TION, WAYNE, NJ. FILED 1-23-1998. 


ROOF ADVISOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ROOF”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE USED FOR COMMER- 
CIAL ROOFING EDUCATION AND DESIGN (U.S. CLS. 
21, 23, 26, 36 AND 38). 


SN 75-422,920. JACOBSON, BETTS & COMPANY, SEAT- 
TLE, WA. FILED 1-23-1998. 


SALPLAN 


FOR COMPUTER PROGRAM FOR USE AS A SPREAD- 
SHEET (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 8-31-1988; IN COMMERCE 8-31-1988. 
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SN 75-423,419. GRAMM, RICHARD, BREMEN, IN. FILED 
1-16-1998. 


HEADSIGHT 


FOR SENSOR FOR CONTROLLING THE HEIGHT 
ABOVE GROUND OF AN AGRICULTURAL TOOL OR 
IMPLEMENT ATTACHED TO A MOVING VEHICLE (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-426,873. HANSONOPOLY, INC., TULSA, OK. AS- 
SIGNEE OF HANSON, CLARKE WALKER, TULSA, 
OK. AND HANSON, DIANA FRANCES, TULSA, OK. 
FILED 2-2-1998. 


HANSON 


OWNER OF U.S. REG. NO. 2,147,447. 

SEC. 2(F). 

FOR MUSICAL SOUND RECORDINGS, NAMELY, 
PHONO RECORDS, ALBUMS, CASSETTE TAPES, DIGI- 
TAL AUDIO TAPES, AND COMPACT DISCS FEATUR- 
ING MUSIC (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-6-1997; IN COMMERCE 5-6-1997. 


SN 75-427,430. HER MAJESTY THE QUEEN IN RIGHT OF 
CANADA AS REPRESENTED BY THE MINISTER OF 
NATURAL RESOURCES, OTTAWA, ONTARIO KIA 
0E4, CANADA, FILED 2-2-1998. 


W> 


EE. 


HOT2 


FOR COMPUTER SOFTWARE FOR DESIGN AND 
ANALYSIS OF ENERGY USE IN RESIDENTIAL BUILD- 
INGS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-428,667. KONAMI CO., LTD., TOKYO 105, JAPAN, 
FILED 2-4-1998. 


A BASS CHALLENGE 


FOR COMPUTER GAME PROGRAMS, VIDEO GAME 
CARTRIDGES, VIDEO GAME CD-ROMS AND VIDEO 
OUTPUT GAME MACHINES, ALL FOR USE WITH TELE- 
VISION SETS, AND INSTRUCTIONAL MATERIALS 
SOLD THEREWITH (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-429,819. BOCA RESEARCH, INC., BOCA RATON, 
FL. FILED 2-6-1998. 


BOCAVISION 


OWNER OF 
1,952,603. 

FOR ELECTRONIC APPARATUS CONSISTING OF 
COMPUTER HARDWARE, COMPUTER PERIPHERALS, 
AND COMPUTER SOFTWARE FOR PERMITTING CON- 
SUMERS TO ACCESS A GLOBAL COMPUTER NET- 
WORK (U.S. CLS. 21, 23, 26, 36 AND 38). 


U.S. REG. NOS. 1,800,603, 1,950,576 AND 


SN 75-429,823. APPLIANT, INC., SEATTLE, WA. FILED 
2-6-1998. 


APPLIANT 


FOR COMPUTER SOFTWARE FOR SIMPLIFYING AND 
IMPROVING THE MANAGEMENT, SECURITY AND 
PERFORMANCE OF ENTERPRISE APPLICATIONS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-430,664. TIMES TEN PERFORMANCE SOFTWARE, 
INC., MOUNTAIN VIEW, CA. FILED 2-9-1998. 


FOR COMPUTER SOFTWARE USED IN CONNECTION 
WITH ACCELERATING DATA MANAGEMENT APPLI- 
CATIONS AND ACCOMPANYING INSTRUCTION MANU- 
ALS SOLD AS A UNIT (US. CLS. 21, 23, 26, 36 AND 38). 


SN 75-434,467. PALATOV, DENNIS, ALISO VIEJO, CA. 
FILED 2-13-1998. 


MXF 


FOR CHASSIS FOR A PERSONAL COMPUTER AND 
PRINTED CIRCUIT EXPANSION CARDS FOR RECEIPT 
WITHIN SAID CHASSIS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-434,800. VERIBEST, INC, BOULDER, CO. FILED 
2-17-1998. 


AUTOACTIVE 


FOR COMPUTER SOFTWARE TO FACILITATE ELEC- 
TRONIC DESIGN (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-434,822. TWECO PRODUCTS, INC., ST. LOUIS, MO. 
FILED 2-17-1998. 


AVENGER 


FOR ELECTRIC WELDING GUNS (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 75-435,400. EPIGRAM, INC., SUNNYVALE, CA. FILED 
2-17-1998. 


WINPHY 


FOR COMPUTER SOFTWARE USED FOR MANIPULA- 
TION OF DATA TO AND FROM A NETWORK MEDIUM, 
AND MANUALS PACKAGED AS A UNIT (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 75-441,263. GLOBAL NET SOLUTIONS CORPORA- 
TION, BUFFALO, NY. FILED 2-26-1998. 


RIGHTS EXCHANGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EXCHANGE”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER SOFTWARE USED TO EFFECT 
SECURE COMMERCIAL TRANSACTIONS VIA COMPUT- 
ER NETWORKS AND/OR OTHER DIGITAL MEDIA, 
AND TO PROCESS AND MANAGE INFORMATION RE- 
GARDING SUCH TRANSACTIONS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-441,327. INTERPLAY PRODUCTIONS, IRVINE, CA. 
FILED 2-26-1998. 


YOU GOTTA HAVE GAME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GAME”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR VIDEO GAMES 
AND COMPUTER GAMES AND INSTRUCTION MANU- 
ALS SOLD AS A UNIT WITH THE GAMES; AND COM- 
PUTER PROGRAMS FOR VIDEO GAMES AND COMPUT- 
ER GAMES AND INSTRUCTION MANUALS SOLD AS A 
UNIT WITH THE GAMES WHICH MAY BE DOWNLOAD- 
ED FROM A GLOBAL COMPUTER NETWORK (U.S. CLS. 
21, 23, 26, 36 AND 38). 
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SN 75-441,411. CLEWETT, JANET, LOS ANGELES, CA. 
FILED 2-26-1998. 


@eee, 


X-IT RITE 
RECORDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RECORDS”, APART FROM THE MARK AS 
SHOWN. 

FOR MUSICAL SOUND RECORDINGS (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 8-11-1997; IN COMMERCE 10-1-1997. 


SN 75-442,279. CHOICE INFORMATION SYSTEMS, INC., 
NEWPORT NEWS, VA. FILED 2-27-1998. 


ECOURT 


FOR COMPUTER SOFTWARE FOR COURT CASE 
MANAGEMENT IN LOCAL, MUNICIPAL, STATE AND 
FEDERAL GOVERNMENT (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 6-1-1997; IN COMMERCE 6-1-1997. 


SN 75-442,869. LAMBDA RESEARCH CORPORATION, 
LITTLETON, MA. FILED 3-2-1998. 


TRACEPRO 


FOR COMPUTER SOFTWARE FOR OPTO-MECHANI- 
CAL MODELING, NAMELY, THE MODELING OF THE 
MOVEMENT OF LIGHT THROUGH CONDUITS AND OP- 
TICAL IMAGING INSTRUMENTS IN THE FIELD OF 
OPTO-MECHANICAL ENGINEERING, AND _  USER’S 
MANUALS SOLD TOGETHER (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 9-27-1996; IN COMMERCE 9-27-1996. 
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SN 75-443,626. FUTABA DENSHI KOGYO KABUSHIKI 
KAISHA, TA FUTABA CORPORATION, CHIBA-KEN, 
JAPAN, FILED 3-3-1998. 


VFPH 


FOR DIGITAL PRINTERS AND SCANNERS (U.S. CLS. 
21, 23, 26, 36 AND 38). 


SN 75-444,256. DISTRIBUTION ARCHITECTS INTERNA- 
TIONAL, INC., TEMPE, AZ. FILED 3-4-1998. 


OWNER OF U.S. REG. NOS. 1,566,957 AND 1,984,034. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

THE MARK CONSISTS OF THE STYLIZED LETTERS 
“DA”. 

FOR COMPUTER SOFTWARE FOR USE IN BUSINESS 
APPLICATIONS, NAMELY, SALES, RENTALS, CUSTOM- 
ER SERVICE, SALES FORCE AUTOMATION, INVENTO- 
RY, PURCHASING, RECEIVING, WAREHOUSING, FI- 
NANCIALS, FORECASTING, MANUFACTURING RE- 
SOURCE PLANNING, TRANSPORTATION RESOURCE 
PLANNING, DISTRIBUTION RESOURCE PLANNING, 
RETAIL RESOURCE PLANNING, ELECTRONIC DATA 
INTERCHANGE, ELECTRONIC COMMERCE, IMPORT- 
ING, EXPORTING, TELEMARKETING, AND EXECU- 
TIVE INFORMATION SYSTEMS (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 5-31-1996; IN COMMERCE 5-31-1996. 


SN 75-444,623. DISTRIBUTION ARCHITECTS INTERNA- 
TIONAL, INC., TEMPE, AZ. FILED 3-4-1998. 


VR-BIZ 


FOR COMPUTER SOFTWARE FOR USE IN BUSINESS 
APPLICATIONS, NAMELY, ENTERING SALES, PROVID- 
ING CUSTOMER INFORMATION, SALES FORCE AUTO- 
MATION, ELECTRONIC DATA INTERCHANGE, ELEC- 
TRONIC COMMERCE, AND PROVIDING INFORMATION 
TO COMPANY EXECUTIVES (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 1-15-1998; IN COMMERCE 1-15-1998. 
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SN 75-445,878. BUSHNELL CORPORATION, OVERLAND 
PARK, KS. FILED 3-6-1998. 


RAINGUARD 


FOR BINOCULARS, TELESCOPES, RIFLESCOPES AND 
SPOTTING SCOPES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-445,879. ELETTROMEDIA DI RICCOBELLI M&C 
SAS, 62018 POTENZA PICENA (MC), ITALY, FILED 
3-6-1998. 


MERTZA 


FOR SPEAKERS, AUDIO CROSSOVER DEVICES IN 
THE FORM OF ELECTRICAL WIRING AND CONNEC- 
TORS, AUDIO AMPLIFIERS, AND LIQUID CRYSTAL 
DISPLAYS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-447,292. KEYLABS, 
3-10-1998. 


INC., PROVO, UT. FILED 


RAPIDEPLOY 


FOR CONFIGURATION MANAGEMENT SOFTWARE 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-448,643. ACCOLADE, INC., SAN JOSE, CA. FILED 
3-11-1998. 


SLAVE ZERO 


FOR COMPUTER GAME SOFTWARE, VIDEO GAME 
CD-ROMS, AND USER MANUALS SUPPLIED AS A UNIT; 
COMPUTER GAME SOFTWARE DOWNLOADABLE 
FROM A REMOTE COMPUTER SITE (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 75-449,277. DIGI-DATA CORPORATION, JESSUP, MD. 
FILED 3-12-1998. 


SCATS 


FOR COMPUTER PROGRAM FOR IMPROVING THE 
STORAGE OF ELECTRONIC DATA IN A MASS DATA 
STORAGE SYSTEM (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-450,052. FREIGHTWARE TECHNOLOGIES INC., 
MISSISSAUGA, ONTARIO L4Z 3E7, CANADA, FILED 
3-13-1998. 


FREIGHTWARE 


OWNER OF CANADA REG. NO. TMA473,279, DATED 
3-21-1997, EXPIRES 3-21-2012. 

FOR COMPUTER SOFTWARE FOR FREIGHT SHIP- 
PING OPERATIONS, AND INSTALLATION AND IN- 
STRUCTION MANUALS SOLD AS A UNIT THEREWITH 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-450,267. FOREM ASSOCIATES, 
HEAD, MA. FILED 3-14-1998. 


SCOUTLOOK 


FOR COMPUTER SOFTWARE FOR STORING, COMPIL- 
ING, ORGANIZING, MANAGING, VIEWING, EDITING, 
DISPLAYING, REPORTING, TRACKING AND COMMU- 
NICATING DATA ON SPORTS PLAYERS (U.S. CLS. 21, 
23, 26, 36 AND 38). 


INC., MARBLE- 


SN 75-451,032. BURKE, PATRICIA A., POMPANO BEACH, 
FL. FILED 3-16-1998. 


MOUSE HIDE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MOUSE”, APART FROM THE MARK AS SHOWN. 

FOR NOVELTY ITEM, NAMELY, A DECORATIVE 
COMPUTER MOUSE COVER (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 75-451,034. BALLY GAMING INTERNATIONAL, INC., 
LAS VEGAS, NV. FILED 3-16-1998. 


PROSLOT 6000 


FOR GAMING DEVICES, NAMELY, SLOT MACHINES 
WITH OR WITHOUT VIDEO INPUT (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 75-452,639. DAVID R. BORNEMANN ASSOCIATES, 
INC., VIENNA, VA. FILED 3-18-1998. 


CREWVOICE 


FOR COMPUTER PROGRAMS AND INSTRUCTIONAL 
MANUALS SOLD TOGETHER AS A UNIT FOR USE IN 
PROVIDING AIRLINE PERSONNEL AUTOMATED 
TELEPHONE ACCESS TO SCHEDULES, MESSAGES 
AND OTHER INFORMATION (U.S. CLS. 21, 23, 26, 36 AND 
38). 
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SN 75-454,461. COBRA ELECTRONICS CORPORATION, SN 75-456,724. ANCHOR CHIPS, INC., SAN DIEGO, CA. 


CHICAGO, IL. FILED 3-23-1998. 


VOICELOCK 


FOR FINE TUNING FEATURE FOR CB RADIOS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 0-0-1975; IN COMMERCE 0-0-1975. 


SN 75-454,999. COBRA ELECTRONICS CORPORATION, 
CHICAGO, IL. FILED 3-23-1998. 


DYNAMIKE 


FOR ELECTRICAL CIRCUIT FOR ADJUSTING THE 
MICROPHONE GAIN IN A CB RADIO OR RADIO 
TRANSMITTER, SOLD AS A COMPONENT OF CB 
RADIOS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 0-0-1975; IN COMMERCE 0-0-1975. 


SN 75-455,046. FEDORONKO, PAUL, SWARTHMORE, PA. 
FILED 3-23-1998. 


MY COMPUTER PALS 


FOR NOVELTY ITEMS IN THE NATURE OF THREE- 
DIMENSIONAL DECORATIONS OF VARIOUS THEMES 
THAT WILL BE AFFIXED TO A COMPUTER MONITOR 
OR TO PERIPHERALS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-455,751. DIRECTED ELECTRONICS, INC., VISTA, 
CA. FILED 3-24-1998. 


VIPER 


OWNER OF U.S. REG. 
OTHERS. 

FOR COMPUTER SOFTWARE FOR USE IN VEHICLE 
SECURITY SYSTEMS TO BE USED BY MANUFACTUR- 
ERS, DISTRIBUTORS, RETAILERS, REPAIR PERSONS 
AND INSTALLERS OF SUCH SYSTEMS (U.S. CLS. 21, 23, 
26, 36 AND 38). 


NOS. 1,755,228, 2,139,385 AND 


FILED 3-26-1998. 


FOR COMPUTER CABLES, COMPUTER HARDWARE 
AND COMPUTER SOFTWARE FOR THE CONNECTION 
OF COMPUTER SYSTEMS, AND SEMICONDUCTOR DE- 
VICES (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-20-1998; IN COMMERCE 2-20-1998. 


SN 75-457,325. ELECTRIC POWER RESEARCH INSTI- 
TUTE, INC., PALO ALTO, CA. FILED 3-26-1998. 


TURBO-X 


FOR COMPUTER SOFTWARE FOR ANALYZING THE 
OPERATION OF A TURBINE (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 75-457,402. DWYER PRECISION, 
VILLE BEACH, FL. FILED 3-26-1998. 


INC., JACKSON- 


DUALCALL 


FOR SURVEILLANCE MONITOR FOR INDICATING 
THE MOVEMENT OF A PERSON BEYOND AN ESTAB- 
LISHED PERIMETER (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-457,406. DWYER PRECISION, 
VILLE BEACH, FL. FILED 3-26-1998. 


INC., JACKSON- 


EXITCALL 


FOR SURVEILLANCE MONITOR FOR INDICATING 
THE MOVEMENT OF A PERSON BEYOND AN ESTAB- 
LISHED PERIMETER (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-465,449. GENTIA SOFTWARE, INC., WAKEFIELD, 
MA. FILED 4-3-1998. 


SCORECARDSUITE 


FOR COMPUTER SOFTWARE; NAMELY, SOFTWARE 
FOR MEASURING AND ANALYZING BUSINESS PER- 
FORMANCE (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-471,363. SARA LEE CORPORATION, WINSTON- 
SALEM, NC. FILED 4-21-1998. 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR EYEGLASSES, EYEGLASS FRAMES, SUNGLASS- 
ES (U.S. CLS. 21, 23, 26, 36 AND 38). 


1,309,779, 2,088,706 AND 


SN 75-471,782. SARA LEE CORPORATION, WINSTON- 
SALEM, NC. FILED 4-21-1998. 


COACH 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR EYEGLASSES, EYEGLASS FRAMES, SUNGLASS- 
ES (U.S. CLS. 21, 23, 26, 36 AND 38) 


1,309,779, 2,088,706 AND 
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SN 75-475,785. TWENTIETH CENTURY FOX FILM COR- 
PORATION, LOS ANGELES, CA. FILED 4-28-1998. 


WATCH FOX SPORTS. PLAY 
FOX SPORTS. 


OWNER OF U.S. REG. NO. 2,033,557 AND OTHERS. 

FOR COMPUTER AND VIDEO SOFTWARE FEATUR- 
ING SPORTS ENTERTAINMENT; COMPUTER AND 
VIDEO GAME SOFTWARE; COMPUTER GAME CAS- 
SETTES, CARTRIDGES AND CD-ROMS (US. CLS. 21, 23, 
26, 36 AND 38). 


SN 75-484,630. TUCKER-ROCKY CORPORATION, INC., 


WILMINGTON, DE. FILED 5-13-1998. 








FOR MOTORCYCLE HELMETS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-514,518. BALLY GAMING INTERNATIONAL, INC., 
LAS VEGAS, NV. FILED 7-7-1998. 


PROSLANT-6000 


OWNER OF U.S. REG. NO. 1,934,947. 

FOR GAMING DEVICES, NAMELY, SLOT MACHINES, 
WITH OR WITHOUT VIDEO INPUT (U.S. CLS. 21, 23, 26, 
36 AND 38). 


CLASS 10—MEDICAL APPARATUS 


SN 75-192,200. THEROX, INC., COSTA MESA, CA. FILED 


TherOx 


FOR MEDICAL APPARATUS AND INSTRUMENTS, 
NAMELY, INFUSION GUIDEWIRES FOR THE DELIV- 
ERY OF OXYGEN-ENRICHED PHYSIOLOGIC SOLU- 
TIONS USED TO TREAT ISCHEMIA-RELATED CONDI- 
TIONS (U.S. CLS. 26, 39 AND 44). 

FIRST USE 10-26-1996; IN COMMERCE 10-26-1996. 
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SN 75-278,345. T.C.R. INDUSTRIES, ROYAL OAK, MI. 
FILED 3-31-1997. 


UNI STICK 1 


FOR MANIPULATING AND WRITING INSTRUMENTS 
DESIGNED FOR USE BY HANDICAPPED PERSONS 
WHICH ENABLES THEM TO USE PENS, WRITING IN- 
STRUMENTS, OR OPERATE A KEYBOARD AND THE 
LIKE (U.S. CLS. 26, 39 AND 44). 


SN 75-345,312. HEARTPORT, INC., REDWOOD CITY, CA. 
FILED 8-22-1997. 


FLEXCOIL 


FOR MEDICAL DEVICES, NAMELY, CATHETER 
SHAFT SOLD AS AN INTEGRAL COMPONENT OF 
CATHETERS (U.S. CLS. 26, 39 AND 44). 

FIRST USE 1-20-1998; IN COMMERCE 1-20-1998. 


SN 75-371,456. STRENUMED INC., VENTURA, CA. FILED 
10-10-1997. 


FOR SURGICAL LASER CUTTING INSTRUMENTS 
AND PARTS AND ATTACHMENTS THEREFOR (U.S. 
CLS. 26, 39 AND 44). 

FIRST USE 9-20-1995; IN COMMERCE 9-20-1995. 


SN 75-389,989. KAMY DENTAL SOUTH, P.A., BAYVILLE, 
NJ. FILED 11-10-1997. 


KAMY DENTAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “DENTAL”, APART FROM THE MARK AS SHOWN. 
FOR DENTISTRY SERVICES (U.S. CLS. 26, 39 AND 44). 
FIRST USE 9-1-1989; IN COMMERCE 9-1-1989. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 10—(Continued). 


SN 75-438,126. VOLUNMETRICS MEDICAL IMAGING, 
INC., DURHAM, NC. BY CHANGE OF NAME FROM 3D 
ULTRASOUND, INC., DURHAM, NC. FILED 2-23-1998. 


VOLUMETRICS MEDICAL 
IMAGING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDICAL IMAGING”, APART FROM THE MARK 
AS SHOWN. 

FOR ULTRASOUND DIAGNOSTIC APPARATUS (U.S. 
CLS. 26, 39 AND 44). 


SN 75-438,378. CORDIS CORPORATION, MIAMI LAKES, 
FL. FILED 2-23-1998. 


PERFLEX 


FOR MEDICAL DEVICES, NAMELY, STENTS AND 
STENT DELIVERY SYSTEMS COMPRISED OF CATH- 
ETERS USED TO DELIVER THE STENTS TO THE SITE 
OF THE LESION (U.S. CLS. 26, 39 AND 44). 


SN 75-440,887. SMITH, MARGARET M., SPARKS, NV. 
FILED 2-26-1998. 


L’ESTIQUE 


FOR ELECTRICAL SKIN STIMULATION APPARATUS, 
NAMELY, FOR SKIN CARE TREATMENT (U.S. CLS. 26, 
39 AND 44). 


SN 75-441,571. HOMEDICS, INC., KEEGO HARBOR, MI. 
FILED 2-27-1998. 


THERAPIST SELECT 


FOR ELECTRIC MASSAGERS (U.S. CLS. 26, 39 AND 44). 


SN 75-443,508. MEDTRONIC, INC., MINNEAPOLIS, MN. 
FILED 3-3-1998. 


PLACER 


FOR STEERABLE STYLET AND PARTS, COMPO- 
NENTS AND FITTINGS THEREFOR (U.S. CLS. 26, 39 
AND 44). 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


SN 75-212,801. BRANDON INDUSTRIES, 
NEY, TX. FILED 12-13-1996. 


INC., MCKIN- 


BRANDON INDUSTRIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INDUSTRIES”, APART FROM THE MARK AS 
SHOWN. 

FOR ELECTRIC LIGHTING FIXTURES AND LAMPS 
AND SUPPORT POSTS THEREFOR ALL SOLD AS A 
UNIT (U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 1-1-1984; IN COMMERCE 1-1-1985. 


SN 75-226,765. DMC VILLA TOSCA S.R.L., 20122 MILANO, 
ITALY, FILED 1-16-1997. 


(ID Villa Tosca Design 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. MI96C007409, FILED 8-8-1996, REG. 
NO. 702208, DATED 1-21-1997, EXPIRES 8-8-2006. 

FOR ELECTRIC LIGHTING FIXTURES (U.S. CLS. 13, 
21, 23, 31 AND 34). 


SN 75-253,314. STEPNIEWSKI, RICHARD, WAUWATOSA, 
WL FILED 3-7-1997. 


THE 
TAILGATER 


FOR BARBECUE COOKING UNITS AND PARTS 
THEREFOR (U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 75-308,337. SATELLITE INDUSTRIES, INC., MINNE- 
APOLIS, MN. FILED 6-13-1997. 


FREEDOM 2 


FOR PORTABLE TOILETS (U.S. CLS. 13, 21, 23, 31 AND 
34). 
FIRST USE 3-0-1994; IN COMMERCE 3-0-1994. 
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SN 75-316,975. AIRLIGHT SYSTEMS, INC., WAKEFIELD, 
MA. FILED 6-30-1997. 


AIRLIGHT 


FOR ELECTRIC LANDSCAPE LIGHTING FIXTURES 
EXTENDIBLE BY PNEUMATICS; ELECTRIC OUTDOOR 
LIGHTING FIXTURES EXTENDIBLE BY PNEUMATICS 
(U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 75-365,855. DYNACLEAN WORLDWIDE, 
MARION, IN. FILED 9-30-1997. 


INC., 


DyNACLEAN 
WORLDWIDE, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC.”, APART FROM THE MARK AS SHOWN. 

FOR AZEOTROPIC STILLS FOR USE IN DRY CLEAN- 
ING AND LAUNDRY INDUSTRIES (U.S. CLS. 13, 21, 23, 31 
AND 34). 

FIRST USE 6-21-1996; IN COMMERCE 6-21-1996. 


SN 75-384,973. TETRA TECHNOLOGIES, 
WOODLANDS, TX. FILED 11-5-1997. 


INC., THE 


B PLATE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLATE”, APART FROM THE MARK AS SHOWN. 

FOR FILTER PLATES FOR USE IN WASTEWATER 
FLUID TREATMENT SYSTEMS (U.S. CLS. 13, 21, 23, 31 
AND 34). 


SN 75-385,568. MAG INSTRUMENT, INC., ONTARIO, CA. 
FILED 11-5-1997. 


MAGLITE 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR FLASHLIGHTS AND FLASHLIGHT ACCESSO- 
RIES, NAMELY, LAMPS, BULBS, FLASHLIGHT ACCES- 
SORY KITS COMPRISING HOLSTERS, LENS HOLDERS, 
LENSES, POCKET CLIPS, WRIST LANYARDS AND KEY 
RINGS (U.S. CLS. 13, 21, 23, 31 AND 34). 


1,154,816, 1,808,998 AND 
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SN 75-395,929. JASON INTERNATIONAL, INC., NORTH 
LITTLE ROCK, AR. FILED 11-25-1997. 


MARIA 


FOR WHIRLPOOL BATHS AND SPAS AND PARTS 
THEREOF (U.S. CLS. 13, 21, 23, 31 AND 34). 
FIRST USE 2-12-1998; IN COMMERCE 2-12-1998. 


SN 75-416,498. HERBALIFE INTERNATIONAL, INC., LOS 
ANGELES, CA. FILED 1-12-1998. 


a 
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AQUAGENICS 


FOR WATER PURIFYING UNITS FOR DOMESTIC USE, 
INCLUDING, PORTABLE WATER FILTERS AND 
SHOWER HEADS (U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 75-418,771. MIDCO INTERNATIONAL, INC., CHICA- 
GO, IL. FILED 1-15-1998. 


MIDCO 


OWNER OF U.S. REG. NO. 915,916. 

FOR GAS BURNERS, GAS/OIL BURNERS, OIL BURN- 
ERS AND MAKE-UP AIR BURNERS (U.S. CLS. 13, 21, 23, 
31 AND 34). 


SN 75-420,732. HOBART CORPORATION, TROY, OH. 
FILED 1-20-1998. 


WOLF GOURMET 


OWNER OF U.S. REG. NOS. 1,163,617, 1,164,553 AND 
1,608,996. 

FOR DOMESTIC GAS AND ELECTRIC COOLING AP- 
PLIANCES, NAMELY, OVENS, RANGES AND BROILERS 
(U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 1-17-1990; IN COMMERCE 1-17-1990. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 11—(Continued). 


SN 75-424,675. PELICAN PRODUCTS, INC., TORRANCE, 
CA. FILED 1-28-1998. 


PETTRACKER 


FOR FLASHLIGHT (U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 75-430,492. MUNTERS CORPORATION, FT. MYERS, 
FL. FILED 2-9-1998. 


DH2300 


FOR MIST ELIMINATORS/INLET LOUVERS (U.S. CLS. 
13, 21, 23, 31 AND 34). 


SN  75-435,247. FURNESS-NEWBURGE, 
SAILLES, KY. FILED 2-17-1998. 


INC., VER- 


UWAP 


FOR INDUSTRIAL AND COMMERCIAL MACHINES 
FOR THE TREATMENT OF WASTEWATER, NAMELY, 
BY CREATING UNDERWATER EXPLOSIONS (U.S. CLS. 
13, 21, 23, 31 AND 34). 


CLASS 12—VEHICLES 


SN 75-225,234. MANCINI RACING, INC., DANBURY, CT. 
FILED 1-13-1997. 


SOFTSPORT 


FOR MOTORCYCLE FRAME (U.S. CLS. 19, 21, 23, 31, 35 
AND 44). 
FIRST USE 11-20-1996; IN COMMERCE 11-20-1996. 
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SN 75-260,249. WINNER INTERNATIONAL ROYALTY _ SN 75-334,443. HYUNDAI MOTOR AMERICA, FOUNTAIN 
CORPORATION, SHARON, PA. FILED 3-19-1997. VALLEY, CA. FILED 8-1-1997. 





THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND DOES NOT INDICATE 
COLOR. 

THE MARK CONSISTS OF THE CONFIGURATION OF 
AN ANTI-THEFT STEERING WHEEL LOCK. 

SEC. 2(F). 

FOR ANTI-THEFT STEERING WHEEL LOCK FOR 
MOTOR VEHICLES (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 

FIRST USE 11-15-1985; IN COMMERCE 11-15-1985. 


FOR MOTOR VEHICLES, NAMELY, AUTOMOBILES 
AND STRUCTURAL PARTS THEREOF (US. CLS. 19, 21, 
23, 31, 35 AND 44). 

FIRST USE 3-1-1997; IN COMMERCE 3-1-1997. 


SN 75-392,070. SHAW, JAMES H., SHERWOOD, OR. FILED 
11-18-1997. 


PORT-A-CART 


FOR PORTABLE, NON-MOTORIZED, 2-WHEELED 
SN 75-294,139. VAN VALKENBURGH, CHARLES N., UTILITY CART THAT DISASSEMBLES FOR USE IN 
HUNTSVILLE, AL. FILED 5-19-1997. MOVING OBJECTS (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 


SN 75-424,960. WILLIAMS INTERNATIONAL CO., L.L.C., 
WALLED LAKE, ML. FILED 1-28-1998. 


V-JET Il 


FOR AIRPLANES (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 
FIRST USE 8-0-1997; IN COMMERCE 8-0-1997. 


SN 75-425,232. ALLIEDSIGNAL INC., MORRISTOWN, NJ. 
FILED 1-23-1998. 


IQ 


FOR MOTORCYCLE STANDS, PARTS AND ACCESSO- OWNER OF U.S. REG. NO. 2,185,112. 
RIES FOR MOTORCYCLE STANDS (U.S. CLS. 19, 21, 23, FOR AUTOMOTIVE DISC BRAKE PADS (U.S. CLS. 19, 
31, 35 AND 44). 21, 23, 31, 35 AND 44). 

FIRST USE 8-20-1994; IN COMMERCE 8-20-1994. FIRST USE 9-18-1997; IN COMMERCE 9-18-1997. 
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SN 75-462,802. BROWNELL & COMPANY, INCORPORAT- 
ED, MOODUS, CT. FILED 4-6-1998. 


FLEX-A-GATE 


FOR TRUCK TAILGATE NETS (U.S. CLS. 19, 21, 23, 31, 
35 AND 44). 
FIRST USE 3-12-1998; IN COMMERCE 3-12-1998. 


SN 75-475,790. FONTAINE FIFTH WHEEL COMPANY, 
BIRMINGHAM, AL. FILED 4-28-1998. 


TECHLOCK 


FOR FIFTH WHEELS USED ON TRUCK-TRACTORS 
AS COUPLING MECHANISM FOR TOWING TRAILERS 
(U.S. CLS. 19, 21, 23, 31, 35 AND 44). 


CLASS 13—FIREARMS 


SN 75-420,081. PLAINS WHOLESALE FIREWORKS, INC., 
LUBBOCK, TX. FILED 1-20-1998. 


THE STIPPLING AND LINING SHOWN ON THE 
MARK ON THE DRAWING ARE FEATURES OF THE 
NOT INTENDED TO INDICATE 


FOR DETONATING FIREWORKS (U.S. CLS. 2 AND 9). 
FIRST USE 10-0-1991; IN COMMERCE 10-0-1991. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 14—JEWELRY 


SN 75-205,755. DESIGN KNOWLEDGE INTERNATIONAL 
LABS, INC., NEW YORK, NY. FILED 11-29-1996. 


DESIGN KNOWLEDGE 


INTERNATIONAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERNATIONAL”, APART FROM THE MARK AS 
SHOWN. 

THE MARK CONSISTS IN PART OF THE LETTERS 
“DKI” IN A STYLIZED DESIGN. 

FOR WRISTWATCHES (U.S. CLS. 2, 27, 28 AND 50). 

FIRST USE 1-1-1993; IN COMMERCE 1-1-1993. 


SN 75-314,985. TWENTIETH CENTURY FOX FILM COR- 
PORATION, LOS ANGELES, CA. FILED 6-26-1997. 


FOXVIDEO.COM 


OWNER OF US. REG. 
OTHERS. 

FOR JEWELRY; WATCHES, WATCHBANDS AND 
CLOCKS (U.S. CLS. 2, 27, 28 AND 50). 


NOS. 336,090, 1,888,344 AND 


SN 75-319,204. AZRIEL ALEXANDER COMERCIO IMPOR- 
TACAO E EXPORTACAO LTDA., SAO PAULO - SP, 
BRAZIL, FILED 7-3-1997. 


FOR JEWELRY, WATCHES AND CLOCKS (US. CLS. 2, 
27, 28 AND 50). 


SN 75-322,017. PECHSTEDT, WILLIAM K., HERMOSA 
BEACH, CA. FILED 7-10-1997. 


TITLE Ix 


FOR EARRINGS, NECKLACES, WATCHES, BRACE- 
LETS, CHARM BRACELETS, ANKLE BRACELETS, JEW- 
ELRY PINS, ORNAMENTAL LAPEL PINS, AND RINGS 
OF JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 
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CLASS 14—(Continued). 


SN 75-377,973. CARTIER INTERNATIONAL B.V., 3980 AM- 
STERDAM, NETHERLANDS, FILED 10-23-1997. 


MATHILDE 


PRIORITY CLAIMED UNDER SEC. 44D) ON BENELUX 
APPLICATION NO. 892450, FILED 4-24-1997, REG. NO. 
612910, DATED 4-24-1997, EXPIRES 4-24-2007. 

FOR ASHTRAYS, BADGES, BOXES AND CASES FOR 
WATCHES, JEWELLERY AND CIGARETTES, CANDLE- 
STICKS, COFFEE AND TEA SERVICES, CUFF-LINKS, 
POWDER COMPACTS SOLD EMPTY, SALT AND SUGAR 
CONTAINERS, TABLE PLATES, SERVING TRAYS, ALL 
THESE MADE OF PRECIOUS METALS OR COATED 
THEREWITH; JEWELLRY, PRECIOUS GEM STONES, 
WATCHES, CLOCKS AND CHRONOMETERS (U.S. CLS. 2, 
27, 28 AND 50). 


SN 75-420,614. INLAND MERCANTILE, INC., CALGARY, 
ALBERTA T2P 3C5, CANADA, FILED 1-20-1998. 


TREASURY MINT JEWELRY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “JEWELRY”, APART FROM THE MARK AS 
SHOWN. 

FOR JEWELRY MADE OF PRECIOUS METAL (U.S. 
CLS. 2, 27, 28 AND 50). 


SN 75-457,186. BAYCO GEM CORP., NEW YORK, NY. 
FILED 3-25-1998. 


FOR JEWELRY, NAMELY, EARRINGS, FINGER 
RINGS, BROOCHES, PENDANTS, BRACELETS AND 
NECKLACES, ALL MADE IN WHOLE OR IN PART OF 
PRECIOUS METALS AND OF PRECIOUS OR SEMI-PRE- 
CIOUS STONES (U.S. CLS. 2, 27, 28 AND 50). 

FIRST USE 12-31-1997; IN COMMERCE 12-31-1997. 
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SN 75-457,986. ALBERT JEWELLERY CO., 
HUNGHOM, HONG KONG, FILED 3-27-1998. 


LTD., 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 6-30-1997; IN COMMERCE 6-30-1997. 


SN 75-462,286. JEWEL DYNAMICS, INC., NEW YORK, NY. 
FILED 4-6-1998. 


THE SPLENDOR 
COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 


CLASS 15—MUSICAL INSTRUMENTS 


SN 75-305,851. AMERITAGE LIMITED, LAKE GENEVA, 
WL. FILED 6-9-1997. 


AMERITAGE 


FOR MUSICAL INSTRUMENTS; CARRYING CASES 
FOR MUSICAL INSTRUMENTS (U.S. CLS. 2, 21 AND 36). 


SN 75-392,266. TAYLOR-LISTUG, INC., EL CAJON, CA. 
FILED 11-18-1997. 


500 SERIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERIES”, APART FROM THE MARK AS SHOWN. 

FOR MUSICAL INSTRUMENTS, NAMELY, GUITARS 
(U.S. CLS. 2, 21 AND 36). 

FIRST USE 1-0-1978; IN COMMERCE 1-0-1978. 
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SN 75-392,267. TAYLOR-LISTUG, INC., EL CAJON, CA. 
FILED 11-18-1997. 


600 SERIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERIES”, APART FROM THE MARK AS SHOWN. 

FOR MUSICAL INSTRUMENTS, NAMELY, GUITARS 
(U.S. CLS. 2, 21 AND 36). 

FIRST USE 1-0-1978; IN COMMERCE 1-0-1978. 


SN 75-392,269. TAYLOR-LISTUG, INC., EL CAJON, CA. 
FILED 11-18-1997. 


700 SERIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERIES”, APART FROM THE MARK AS SHOWN. 

FOR MUSICAL INSTRUMENTS, NAMELY, GUITARS 
(U.S. CLS. 2, 21 AND 36). 

FIRST USE 1-0-1977; IN COMMERCE 1-0-1977. 


SN 75-392,270. TAYLOR-LISTUG, INC., EL CAJON, CA. 
FILED 11-18-1997 


900 SERIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERIES”, APART FROM THE MARK AS SHOWN. 

FOR MUSICAL INSTRUMENTS, NAMELY, GUITARS 
(U.S. CLS. 2, 21 AND 36). 

FIRST USE 1-0-1977; IN COMMERCE 1-0-1977. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


SN 75-313,223. SAN FRANCIS IMPORTS INC., BURBANK, 
CA. FILED 6-23-1997. 


SAN FRANCIS IMPORTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “IMPORTS”, APART FROM THE MARK AS SHOWN. 

FOR PRINTED MATERIALS, NAMELY, GREETING 
CARDS, PRINTS, BOOKS RELATING TO FIRST COM- 
MUNION, BAPTISM, QUINCEANERA, AND WEDDINGS, 
POSTERS, INVITATIONS, AND REMEMBRANCES, RO- 
SARIES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 16—(Continued). 


SN 75-338,985. TIGER PRESS, L.L.C., TIGARD, OR. FILED 
8-11-1997. 


CHRIST CAN 


FOR SLOTTED CONTAINERS MADE PRIMARILY OF 
CARDBOARD USED FOR DEPOSITING WRITTEN PER- 
SONAL THOUGHTS (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 75-338,986. TIGER PRESS, L.L.C., TIGARD, OR. FILED 
8-11-1997. 


KRISHNA CAN 


FOR SLOTTED CONTAINERS MADE PRIMARILY OF 
CARDBOARD USED FOR DEPOSITING WRITTEN PER- 
SONAL THOUGHTS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 75-353,514. BULLOCK COMMUNICATIONS GROUP 
INC., EDGEMONT, PA. FILED 9-8-1997. 


NAG ’EM 


FOR PAPER NOVELTIES, NAMELY, NOTEPADS, SELF 
ADHESIVE NOTEPADS, STICKERS, STATIONERY, AD- 
HESIVE BACKED STATIONERY, PERSONAL REMIND- 
ERS AND EVENT REMINDERS (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 


SN 75-356,806. INSIDE WASHINGTON PUBLISHERS, AR- 
LINGTON, VA. FILED 9-15-1997. 


INSIDE THE AIR FORCE 


OWNER OF U.S. REG. NOS. 1,861,772 AND 2,061,402. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AIR FORCE”, APART FROM THE MARK AS 
SHOWN. 

FOR PRINTED PUBLICATIONS, NAMELY, NEWSLET- 
TERS IN THE FIELD OF AIR FORCE PROGRAMS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 0-0-1990; IN COMMERCE 0-0-1990. 


SN 75-363,210. TIGER PRESS, L.L.C., TIGARD, OR. FILED 
9-25-1997. 


PRAYER CAN 


FOR SLOTTED CONTAINERS MADE PRIMARILY OF 
CARDBOARD USED FOR DEPOSITING WRITTEN PER- 
SONAL THOUGHTS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 
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SN 75-382,331. GENESIS CABLE SYSTEMS, L.L.C., PLEAS- 
ANT PRAIRIE, WL. FILED 10-31-1997. 


THE PAYOFF WIRE 
DISPENSING SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WIRE DISPENSING SYSTEM”, APART FROM THE 
MARK AS SHOWN. 

FOR CARDBOARD CONTAINERS FOR TRANSPORT- 
ING, STORING AND DISPENSING WIRE AND CABLE 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 10-0-1997; IN COMMERCE 10-0-1997. 


SN 75-385,775. BROWNSTONE PUBLISHERS, INC., NEW 
YORK, NY. FILED 11-6-1997. 


FAIR HOUSING COACH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FAIR HOUSING”, APART FROM THE MARK AS 
SHOWN. 

FOR NEWSLETTER DIRECTED TO OWNERS AND 
MANAGERS OF MULTI-FAMILY HOUSING UNITS CON- 
TAINING INFORMATION ABOUT FEDERAL AND 
STATE LAWS AND REGULATIONS IN THE FIELD OF 
DISCRIMINATION (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 75-389,202. PUBLIC BROADCASTING SERVICE, AL- 
EXANDRIA, VA. FILED 11-13-1997. 


PBS CYBERSCHOOL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CYBERSCHOOL”, APART FROM THE MARK AS 
SHOWN. 

FOR PRINTED MATERIALS, NAMELY, INFORMA- 
TIONAL PUBLICATIONS, PAMPHLETS, GUIDES, MANU- 
ALS AND INSTRUCTIONAL MATERIALS USED IN CON- 
NECTION WITH, OR FEATURING, TOPICS TAUGHT IN 
THE CLASSROOM AND PROFESSIONAL DEVELOP- 
MENT AND TRAINING SUBJECTS IN THE FIELD OF 
EDUCATION (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
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SN 75-393,302. OSTROFE, FRANK J., 
FILED 11-20-1997. 


ROCKLIN, CA. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SEX”, APART FROM THE MARK AS SHOWN. 

FOR BOOKS, SYNDICATED NEWSPAPER COLUMNS 
AND BROCHURES CONCERNING THE VALUE OF 
MAINTAINING A LOVING RELATIONSHIP BETWEEN 
COUPLES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-438,507. SIGNATURE CORPORATION, BURLING- 
TON, NJ. FILED 2-23-1998. 


PORTA VIEW 


FOR PHOTOGRAPH ALBUMS IN THE NATURE OF 
PHOTO ORGANIZERS; AND OVER-SIZED, FOLDER- 
LIKE PORTFOLIOS, NOT BEING BRIEFCASES (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 5-18-1998; IN COMMERCE 5-18-1998. 


SN 75-448,552. BERENSTAIN ENTERPRISES, INC., SOLE- 
BURY, PA. FILED 3-11-1998. 


A MERIT BADGE MYSTERY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MYSTERY”, APART FROM THE MARK AS 
SHOWN. 

FOR SERIES OF FICTION BOOKS FOR CHILDREN 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
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SN 75-455,230. AMERICAN COUNCIL ON EXERCISE, SAN 
DIEGO, CA. FILED 3-23-1998. 


FITNESSMATTERS 


OWNER OF U.S. REG. NO. 1,990,457. 

FOR MAGAZINES DEVOTED TO HEALTH, FITNESS, 
EXERCISE AND NUTRITION (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 12-31-1997; IN COMMERCE 12-31-1997. 


SN 75-458,690. HACKER, JUDITH A., PHOENIX, AZ. 
FILED 3-30-1998. 


MOMVERSATIONS 


FOR PERIODICALS, NAMELY, NEWSLETTERS AND 
MAGAZINES REGARDING ALL ASPECTS OF MOTHER- 
HOOD AND FAMILY (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 75-460,715. RENT SMART, INC., TAMPA, FL. FILED 
4-1-1998. 


RENTWISE 


FOR BOOKLETS RELATING TO THE RENTAL HOUS- 
ING MARKET (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 6-20-1997; IN COMMERCE 6-20-1997. 


SN 75-461,275. BANANA REPUBLIC (APPAREL) INC., 
SAN BRUNO, CA. FILED 4-3-1998. 


BANANA REPUBLIC 


OWNER OF U.S. REG. NOS. 2,048,367, 2,111,440 AND 
OTHERS. 

FOR CATALOGS IN THE FIELDS OF CLOTHING, 
SHOES, ACCESSORIES, HANDBAGS AND LUGGAGE, 
PERSONAL CARE PRODUCTS, HOME AND DINING 
PRODUCTS, LINENS, CANDLES, SUNGLASSES, JEWEL- 
RY AND BELTS (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-463,121. KOH-I-NOOR, INC., BLOOMSBURY, NJ. 
FILED 4-6-1998. 


MAGIC ELITE 


FOR SPECIALTY BRUSHES SOLD TO THE HOBBY- 
CRAFT CHANNEL OF TRADE (US. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 

FIRST USE 12-31-1995; IN COMMERCE 12-31-1995 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-467,334. FILA, G. FRANK, CHESTER, NJ. FILED 
4-13-1998. 


HEPATOLOGY 
WATCH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEPATOLOGY” OR THE REPRESENTATION OF 
THE DESIGN OF THE HEPATOBILIARY TRACT, APART 
FROM THE MARK AS SHOWN. 

THE MARK INCLUDES A DEPICTION OF A HEPATO- 
BILIARY TRACT. 

FOR NEWSLETTERS IN THE FIELD OF HEPATO- 
LOGY (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 4-3-1998; IN COMMERCE 4-3-1998. 


SN 75-468,640. FORBES INC., NEW YORK, NY. FILED 
4-15-1998. 


FORBES GLOBAL 


OWNER OF U.S. REG. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GLOBAL”, APART FROM THE MARK AS SHOWN. 

FOR PUBLICATIONS, NAMELY, MAGAZINES, NEWS- 
LETTERS, ARTICLES AND OTHER PRINTED INFOR- 
MATION IN THE AREAS OF FINANCE, INVESTMENTS, 
SECURITIES AND BUSINESS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 3-23-1998; IN COMMERCE 3-23-1998. 


NOS. 1,141,299, 1,919,483 AND 
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SN 75-471,307. SHANNON, BETHANN, BETHESDA, MD. 
FILED 4-21-1998. 


THE STIPPLING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

THE MARK CONSISTS OF THE WORDING “THE AL- 
PHABET TO ABUNDANCE THE UNBLOCKING BLOCKS 
TO SUCCESS” AND “LIFE IS A BUN DANCE” AND “A” 
AND “ACCEPTANCE AWARENESS ABUNDANCE AF- 
FIRMATION” UPON A STYLIZED CUBE DESIGN. 

FOR PRINTED MATTER, NAMELY, PLAYING CARDS 
AND NON-FICTION BOOKS FEATURING INSPIRATION- 
AL MESSAGES, BUMPER STICKERS, STICKERS, 
RUBBER STAMPS, PAPER MEDALLIONS, PENCILS, 
PENS, PEN HOLDERS, STAPLERS, PAPER RIBBONS, 
POSTCARDS, GREETING CARDS, CALENDARS, BLANK 
PERSONAL JOURNALS, NOTE CARDS, MEMO PADS, 
MEMO PADS WITH ADHESIVE-BACKING, PERSONAL 
BANK CHECKS, POSTERS, ADDRESS BOOKS, GUEST 
BOOKS, PHOTO ALBUMS, FOLDERS, CARDBOARD 
BOXES FOR STORAGE AND PACKAGING GIFTS, 
PAPER NAPKINS, PAPER HANDKERCHIEFS, PAPER 
TABLECLOTHS, DISPLAY BOARDS, PRINTED INVITA- 
TIONS, PAPER PARTY DECORATIONS, SPECIAL OCCA- 
SION CARDS AND PAPERWEIGHTS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 

FIRST USE 7-1-1996; IN COMMERCE 7-10-1996. 


SN 75-482,698. NATIONAL BOARD FOR PROFESSIONAL 
TEACHING STANDARDS, SOUTHFIELD, MI. FILED 
5-11-1998. 


ACCOMPLISHED TEACHER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEACHER”, APART FROM THE MARK AS 
SHOWN. 

FOR QUARTERLY JOURNALS FOCUSING ON CERTI- 
FIED TEACHERS AND EDUCATIONAL ISSUES (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 7-0-1997; IN COMMERCE 7-0-1997. 
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SN 75-483,446. POLICE EXECUTIVE RESEARCH FORUM, 
WASHINGTON, DC. FILED 5-12-1998. 


a Ee 
l l 
POLICE EXECUTIVE 
RESEARCH FORUM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “POLICE EXECUTIVE RESEARCH FORUM”, 
APART FROM THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR PRINTED MATTER, NAMELY, BOOKS AND PAM- 
PHLETS RELATING TO POLICE PRACTICES, POLICE/ 
COMMUNITY PARTNERSHIPS AND TECHNICAL IN- 
FORMATION ON SPECIFIC CRIME CONTROL STRATE- 
GIES AND TOOLS (USS. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 0-0-1977; IN COMMERCE 0-0-1977. 


SN 75-487,170. HANAWALT, LAEL HASTIE, DBA PLEIA- 
DES PRESS, SEATTLE, WA. FILED 5-18-1998. 


PLEIADES PRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRESS”, APART FROM THE MARK AS SHOWN. 

FOR POST AND GREETING CARDS, ART PRINTS, 
POSTERS AND STATIONERY (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 5-0-1996; IN COMMERCE 5-0-1996. 


SN 75-487,543. TIMEMASTER, INC., DELRAY BEACH, FL. 
FILED 5-19-1998. 


TIMEMASTER 
SUCCESSPLANNER 


FOR PERSONAL ORGANIZERS/PLANNERS (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 
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SN 75-488,091. NEWSTEDER, ROBERT, ELMONT, NY. 
FILED 5-20-1998. 


RVUBBERBANDITO 


FOR PLASTIC DESK TOP ORGANIZER THAT HOLDS 
RUBBER BANDS, PENS, AND PAPER CLIPS (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 


SN 75-489,310. LISA FRANK, INC., TUCSON, AZ. FILED 
5-21-1998. 


PAPER PLAY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PAPER”, APART FROM THE MARK AS SHOWN. 

FOR STATIONERY-TYPE PORTFOLIOS NOTEBOOKS, 
WRITING TABLETS, MEMO PADS, STATIONERY, 
STICKERS; PAPER PARTY GOODS, NAMELY, HATS, 
PRINTED INVITATIONS, NAPKINS, AND TABLE- 
CLOTHS; PAPER GIFTWRAP, PENCILS, PENS, ERAS- 
ERS, PENCIL SHARPENERS, PAPER CLIPS, DIARIES, 
WORD OR MAZE PUZZLES ON PAPER; RUBBER 
STAMPS AND PADS, COLORING BOOKS, COLOR 
MARKERS, CHALK, STENCILS, PUZZLE ACTIVITY 
PADS, PLAYING CARDS, PAINT SETS FOR CHILDREN 
AND ACTIVITY SETS FOR CHILDREN CONSISTING 
VARIOUSLY OF TWO OR MORE OF THE PRECEDING 
ITEMS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-492,412. STAYWELL COMPANY, THE, SAN 
BRUNO, CA. FILED 5-26-1998. 


CHANGING BEHAVIOR 
CHANGING LIVES 


FOR PINTED CATALOGS AND BROCHURES DEAL- 
ING WITH HEALTH RISK AND MEDICAL ASSESSMENT 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 6-1-1997; IN COMMERCE 6-1-1997. 


SN 75-492,849. SAILING, JASMINE, DENVER, CO. FILED 
5-22-1998. 


CYBER-PSYCHOS AOD 


FOR MAGAZINE CONCERNING CURRENT CULTUR- 
AL TRENDS NAMELY, MUSIC, LITERATURE AND 
FRINGE MOVEMENTS, AND REVIEWING MUSIC AND 
PUBLICATIONS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 5-1-1992; IN COMMERCE 7-1-1992. 
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SN 75-493,146. PAXTON, MATTIE SUE, HAMILTON, TX. 
FILED 5-29-1998. 


THE COMPUTER LITERATE 
SMILEYFACE 


FOR PAPER GOODS, NAMELY, POSTERS, INTERIOR 
AND EXTERIOR STICKERS AND PAPER WEIGHTS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-493,244. WALDMAN PUBLISHING CORP., NEW 
YORK, NY. AND PLAYMORE INC., PUBLISHERS, NEW 
YORK, NY. FILED 5-29-1998. 


JUMP AHEAD 


FOR SERIES OF BOOKS FOR JUVENILES (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 11-17-1997; IN COMMERCE 11-17-1997. 


SN 75-493,245. WALDMAN PUBLISHING CORP., NEW 
YORK, NY. AND PLAYMORE INC., PUBLISHERS, NEW 
YORK, NY. FILED 5-29-1998. 


OOP CEES 


FOR SERIES OF BOOKS FOR JUVENILES (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 11-17-1997; IN COMMERCE 11-17-1997. 


SN 75-493,246. WALDMAN PUBLISHING CORP.,, NEW 
YORK, NY. AND PLAYMORE INC., PUBLISHERS, NEW 
YORK, NY. FILED 5-29-1998. 


RAINY DAYS 


FOR SERIES OF BOOKS FOR JUVENILES (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 11-17-1997; IN COMMERCE 11-17-1997. 





™ 78 


CLASS 16—(Continued). 


SN 75-493,247. WALDMAN PUBLISHING CORP., NEW 
YORK, NY. AND PLAYMORE INC., PUBLISHERS, NEW 
YORK, NY. FILED 5-29-1998. 


RAINY DAYS 


FOR SERIES OF BOOKS FOR JUVENILES (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 11-17-1997; IN COMMERCE 11-17-1997. 


SN 75-494,483. MARVEL CHARACTERS, INC., LOS ANGE- 
LES, CA. FILED 6-1-1998. 


ZONECARD 


FOR COLLECTIBLE WEB SITE MEMBERSHIP AND 
ACCESS CARD (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-494,499. PRO SPORTS XCHANGE, INC., LOS ANGE- 
LES, CA. FILED 6-1-1998. 


THE WRITER NETWORK 


FOR PRINTED PUBLICATIONS, NAMELY, MAGA- 
ZINES, NEWSLETTERS, CATALOGS, BROCHURES AND 
BOOKS FEATURING SPORTS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 


SN 75-495,162. SMITHKLINE BEECHAM CORPORATION, 
PHILADELPHIA, PA. FILED 6-2-1998. 


PRIDE PASSION POSITIVE 
ATTITUDE 


FOR PRINTED EDUCATIONAL MATERIALS, 
NAMELY, BROCHURES AND GUIDES CONCERNING 
SELLING TECHNIQUES FOR THE HEALTH CARE 
FIELD (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 10-0-1997; IN COMMERCE 10-0-1997. 


SN 75-495,541. STARLOG GROUP, INC., NEW YORK, NY. 
FILED 6-3-1998. 


BELLE 


FOR MAGAZINE SOLD ON THE NEWSSTAND AND 
OTHER RETAIL OUTLETS AND BY SUBSCRIPTION, 
PRIMARILY CONCERNING AFRO-AMERICAN WOMEN 
AND THEIR LIFESTYLE INTERESTS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 

FIRST USE 7-15-1995; IN COMMERCE 7-25-1995. 
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SN 75-512,070. MARKETING PRODUCTIONS, INC., VILLA 
PARK, IL. FILED 7-2-1998. 


SEVERE 


seeviae 


OWNER OF U.S. REG. NOS. 2,003,866 AND 2,180,741. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AUTO & TRAVEL”, APART FROM THE MARK AS 
SHOWN. 

THE MARK IS LINED FOR RED AND BLUE. 

FOR PRINTED GUIDES IN THE FIELD OF BUSINESS 
TRAVEL AND RECREATIONAL TRAVEL (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 


SN 75-513,168. SHOWN BY APPOINTMENT, 
SHELBY, NC. FILED 7-6-1998. 


INC., 


SHOWN BY APPOINTMENT 


FOR EDUCATIONAL KIT FOR SELLING REAL 
ESTATE COMPRISED PRIMARILY OF A PLASTIC YARD 
SIGN, PLASTIC SIGN STAND, PRINTED INFORMATION 
BOOKLETS, PRINTED PURCHASE AND SALE AGREE- 
MENT FORMS, PRINTED SAMPLE NEWSPAPER ADS 
AND PRINTED LISTING INFORMATION SHEETS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 17—RUBBER GOODS 


SN 75-334,240. ISI OF INDIANA, INC., INDIANAPOLIS, IN. 
FILED 7-9-1997. 


REELWRAP 


FOR CONDUCTIVE POLYSTYRENE BANDS FOR PRO- 
TECTION OF TAPED SURFACE MOUNT COMPONENTS 
(U.S. CLS. 1, 5, 12, 13, 35 AND 50). 

FIRST USE 5-7-1997; IN COMMERCE 5-7-1997. 


SN 75-422,895. APOLLO INDUSTRIES INC., N. CLAREN- 
DON, VT. FILED 1-26-1998. 


APOLLO SAFETY HOSE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SAFETY HOSE”, APART FROM THE MARK AS 
SHOWN. 

FOR PROPANE GAS HOSES, CHEMICAL TRANSFER 
HOSES, PETROLEUM HOSES, BULK LIQUID UNLOAD- 
ING HOSES, WATER HOSE (U.S. CLS. 1, 5, 12, 13, 35 AND 
50). 
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SN 75-430,762. CREST FOAM INDUSTRIES INCORPORAT- 
ED, MOONACHIE, NJ. FILED 2-9-1998. 


SAFECREST 


FOR FOAM SOLD IN BLOCK FORM FOR NOISE 
SURGE AND EXPLOSION SUPPRESSION FOR USE IN 
JET ENGINES, MACHINERY AND THE LIKE (U.S. CLS. 
1, 5, 12, 13, 35 AND 50). 


SN 75-457,942. LAMINATI ESTRUSI TERMOPLASTICI 
S.P.A., 22070 BEREGAZZO CON FIGLIARO (COMO), 
ITALY, FILED 3-27-1998. 


THERMOGLASS 


FOR EXTRUDED SYNTHETIC RESIN SHEET MATERI- 
AL FOR LAMINATION TO OTHER SYNTHETIC RESINS 
FOR USE IN SNOWBOARDS AND OTHER SIMILAR 
PRODUCTS (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 


SN 75-467,058. JIFFY FOAM, INC., DBA AMERICAN 
FOAM TECHNOLOGIES, NEWPORT, RI. FILED 
4-13-1998. 


THERMO-COR 


FOR PHENOLIC FOAM USED AS AN INSULATION IN 
INDUSTRIAL APPLICATIONS (U.S. CLS. 1, 5, 12, 13, 35 
AND 50). 

FIRST USE 9-15-1996; IN COMMERCE 9-15-1996. 


CLASS 18—LEATHER GOODS 


SN 75-314,988. TWENTIETH CENTURY FOX FILM COR- 
PORATION, LOS ANGELES, CA. FILED 6-26-1997. 


FOXVIDEO.COM 


OWNER OF US. REG. 
OTHERS. 

FOR KNAPSACKS, BACKPACKS, PURSES, WALLETS, 
UMBRELLAS, TOTE BAGS, BOOK BAGS, BEACH BAGS, 
FANNY PACKS (U.S. CLS. 1, 2, 3, 22 AND 41). 


NOS. 336,090, 1,888,344 AND 
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SN 75-325,145. DENVER NUGGETS LIMITED PARTNER- 
SHIP, THE, DENVER, CO. FILED 7-16-1997. 


OWNER OF U.S. REG. NOS. 
OTHERS. 

SEC. 2(F) AS TO “DENVER”. 

FOR ATHLETIC BAGS, SHOE BAGS FOR TRAVEL, 
OVERNIGHT BAGS, UMBRELLAS, BACKPACKS, BABY 
BACKPACKS, DUFFEL BAGS, TOTE BAGS, LUGGAGE 
TAGS, PATIO UMBRELLAS, VALISES, ATTACHE 
CASES, BILLFOLDS, WALLETS, BRIEFCASES, CANES, 
BUSINESS CARD CASES, BOOK BAGS, ALL PURPOSE 
SPORTS BAGS, GOLF UMBRELLAS, GYM BAGS, 
PURSES, FANNY PACKS, WAIST PACKS, COSMETIC 
CASES SOLD EMPTY, GARMENT BAGS FOR TRAVEL, 
HANDBAGS, KEY CASES, KNAPSACKS, SUITCASES, 
TOILETRY CASES SOLD EMPTY AND TRUNKS FOR 
TRAVELING (U.S. CLS. 1, 2, 3, 22 AND 41). 

FIRST USE 9-0-1993; IN COMMERCE 9-0-1993. 


1,084,330, 1,905,156 AND 


SN 75-437,020. BROWN, MARC, HINGMAN, MA. FILED 
2-19-1998. 


ARTHUR 


FOR BACKPACKS (U.S. CLS. 1, 2, 3, 22 AND 41). 
FIRST USE 11-0-1997; IN COMMERCE 11-0-1997. 


SN 75-453,142. J.S.B. JENKINS, A U.S. CITIZEN, AS 
TRUSTEE OF THE TBAC INVESTMENT TRUST, AR- 
LINGTON, TX. FILED 3-19-1998. 


ROYALLE BY PRINCESS 
GARDNER 


OWNER OF U.S. REG. NOS. 367,247, 2,082,144 AND 
OTHERS. 

THE NAME “PRINCESS GARDNER” DOES NOT IDEN- 
TIFY A PARTICULAR LIVING INDIVIDUAL. 

FOR SMALL LEATHER GOODS, NAMELY, WALLETS, 
BILLFOLDS, CREDIT CARD CASES, HANDBAGS, 
PURSES, AND KEY CASES (U.S. CLS. 1, 2, 3, 22 AND 41). 
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SN 75-453,145. J.S.B. JENKINS, A U.S. CITIZEN, AS _ SN 75-463,172. MAY WHITE INTERNATIONAL, CHINO 
TRUSTEE OF THE TBAC INVESTMENT TRUST, AR- HILLS, CA. FILED 4-6-1998. 
LINGTON, TX. FILED 3-19-1998. 


ROYALLE BY PRINCE 
GARDNER 


OWNER OF U.S. REG. NOS. 367,247, 2,082,144 AND 
OTHERS. 

THE NAME “PRINCE GARDNER” DOES NOT IDENTI- 
FY A PARTICULAR LIVING INDIVIDUAL. 

FOR SMALL LEATHER GOODS, NAMELY, WALLETS, 
BILLFOLDS, CREDIT CARD CASES, HANDBAGS, 
PURSES, AND KEY CASES (U.S. CLS. 1, 2, 3, 22 AND 41). 


SN 75-457,320. J.S.B. JENKINS, A U.S. CITIZEN, AS 
TRUSTEE OF THE TBAC INVESTMENT TRUST, AR- 
LINGTON, TX. FILED 3-26-1998. 


FOR UMBRELLAS OF DIFFERENT SIZES (US. CLS. 1, 
2, 3, 22 AND 41). 


COLLECTIONS BY 
PRINCESS GARDNER 


OWNER OF U.S. REG. NOS. 367,247, 2,082,144 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTIONS”, APART FROM THE MARK AS 
SHOWN. 

THE NAME “PRINCESS GARDNER” DOES NOT IT EN- 
TIFY A PARTICULAR LIVING INDIVIDUAL. 

FOR SMALL LEATHER GOODS, NAMELY, WALLETS, 
BILLFOLDS, CREDIT CARD CASES, HANDBAGS, 


PURSES, AND KEY CASES (U.S. CLS. 1, 2, 3,22 AND 41). sn 75_467,263. BOOSTER PUBLICATIONS, INC., LOUIS- 
VILLE, KY. FILED 4-13-1998. 


SN 75-462,363. CASE WESTERN RESERVE UNIVERSITY, 


iietiaimaanas — 
OSTER 
Jumorete BO 


FOR UMBRELLAS (U.S. CLS. 1, 2, 3, 22 AND 41). AND WAIST PACKS (U.S. CLS. 1, 2, 3, 22 AND 41). 
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SN 75-467,309. BOOSTER PUBLICATIONS, INC., LOUIS- 
VILLE, KY. FILED 4-13-1998. 


THE MARK IS COMPRISED OF THE DESIGN OF A 
JOKER/CHEERLEADER HOLDING CARDS IN EACH 
HAND. 

FOR TOTE BAGS, ALL PURPOSE ATHLETIC BAGS, 
AND WAIST PACKS (U.S. CLS. 1, 2, 3, 22 AND 41). 


SN 75-468,150. ACCESSORY NETWORK GROUP, 
NEW YORK, NY. FILED 4-15-1998. 


INC., 


PROWORKS 


FOR UMBRELLAS, WALLETS, COSMETIC BAGS SOLD 
EMPTY, TRAVEL BAGS, TOTE BAGS, BACKPACKS, 
KNAPSACKS, DUFFLE BAGS, BELT BAGS, ROLL BAGS, 
BOOK BAGS, HANDBAGS, GYM BAGS, ATTACHE 
CASES, BRIEFCASES, DIAPER BAGS, LUGGAGE AND 
KEY CASES (U.S. CLS. 1, 2, 3, 22 AND 41). 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


SN 75-053,310. JAMES HARDIE & COY. PTY. LIMITED, 
SYDNEY, NEW SOUTH WALES 2000, AUSTRALIA, 
FILED 2-5-1996. 


FOR FIBER CEMENT BUILDING MATERIALS AND 
PRODUCTS, NAMELY, FIBER CEMENT TILE, BACKER 
BOARD, FIBER CEMENT INTERIOR CEILING AND 
WALL LINER BOARD, FIBER CEMENT EXTERIOR 
SIDING, FIBER CEMENT EXTERIOR CLADDING 
BOARD, FIBER CEMENT EXTERIOR BUILDING 
SHEETS, FIBER CEMENT BUILDING BOARDS, FIBER 
CEMENT SIDING BOARDS, FIBER CEMENT ROOFING 
SHINGLES AND SHAKES, FIBER CEMENT SIDING 
SHINGLES, FIBER CEMENT UNDERLAYMENT FOR CE- 
RAMIC TILE AND RESILIENT FLOORING; AND FIBER 
CEMENT SUBSTRATE FOR CERAMIC TILE AND RESIL- 
IENT FLOORING, GYPSUM BOARD BUILDING MATE- 
RIALS AND PRODUCTS, NAMELY, GYPSUM CEILING 
AND WALL BOARD, AND GYPSUM SIDING; AND 
PLASTER (U.S. CLS. 1, 12, 33 AND 50). 

FIRST USE 5-0-1986; IN COMMERCE 5-0-1986. 


SN 75-323,896. AGEE, FREDERIC R., BIRMINGHAM, AL. 
FILED 7-14-1997. 


GEO STONE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STONE”, APART FROM THE MARK AS SHOWN. 

FOR BUILDING MATERIALS, NAMELY, NON-METAL- 
LIC SEGMENTAL RETAINING WALL MODULE (U.S. 
CLS. 1, 12, 33 AND 50). 

FIRST USE 4-1-1997; IN COMMERCE 4-1-1997. 
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SN 75-325,443. TONCELLI, MARCELLO, 36061 BASSANO 
DEL GRAPPA (VICENZA), ITALY, FILED 7-16-1997. 


MASTERSHIELD 


OWNER OF ITALY REG. NO. 710319, DATED 5-26-1997, 
EXPIRES 5-26-2007. 

OWNER OF U.S. REG. NO. 2,064,362. 

FOR ARTIFICIAL AND NATURAL STONE MATERIAL 
IN THE FORM OF TILE, BASEBOARDS, AND SLABS 
FOR USE AS OVERHANGING FLOORING, AND FOR IN- 
TERNAL AND EXTERNAL COVERING OF OUTBUILD- 
INGS (U.S. CLS. 1, 12, 33 AND 50). 


SN 75-352,863. VARIFORM, INC., KEARNEY, MO. FILED 
9-8-1997. 


CHANNEL-VENT 


FOR PERIMETER SKIRTING MADE OF VINYL FOR 
ELEVATED STRUCTURES, NAMELY, MANUFACTURED 
HOUSING, PORCHES, DECKS, HOT TUBS AND GAZE- 
BOS (U.S. CLS. 1, 12, 33 AND 50). 


SN 75-396,214. TEMPLE-INLAND FOREST PRODUCTS 
CORPORATION, DIBOLL, TX. FILED 11-25-1997. 


HALFBACKER 


FOR FIBER CEMENT TO BE USED FOR BACKER OR 
UNDERLAYMENT (U.S. CLS. 1, 12, 33 AND 50). 


SN 75-396,533. ARMSTRONG WORLD INDUSTRIES, INC., 
LANCASTER, PA. FILED 11-26-1997. 


INHABIT 


FOR FLOORING MATERIAL, NAMELY, A THERMO- 
SETTING LAMINATE BONDED TO FIBER BOARD OR 
PARTICLE BOARD, SOLD IN BOARDS, STRIPS AND/OR 
SQUARES (U.S. CLS. 1, 12, 33 AND 50). 

FIRST USE 3-9-1998; IN COMMERCE 3-9-1998. 


SN 75-418,546. OLDCASTLE, INC., ATLANTA, GA. FILED 
1-15-1998. 


PALEO 


FOR LANDSCAPING PRODUCTS, NAMELY, PRECAST 
CONCRETE PAVERS FOR LANDSCAPING (U.S. CLS. 1, 
12, 33 AND 50). 
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SN 75-422,932. TERRANOVA FOREST PRODUCTS, INC., 
BELLEVUE, WA. FILED 1-23-1998. 


FIBRANOVA 


FOR FIBERBOARD STOCK SHEET BOARD AND 
MOLDINGS (U.S. CLS. 1, 12, 33 AND 50). 


SN 75-425,511. WICK BUILDING SYSTEMS, INC., MAZO- 
MANIE, WI. FILED 1-29-1998. 


ARTCRAFT 


FOR FACTORY BUILT MANUFACTURED HOMES 
AND MODULAR HOMES (U.S. CLS. 1, 12, 33 AND 50). 
FIRST USE 0-0-1962; IN COMMERCE 0-0-1962. 


SN 75-426,333. VISION GRAPHIC TECHNOLOGIES, INC., 
SALT LAKE CITY, UT. FILED 1-30-1998. 


FLEETFLEX 


FOR NON-LUMINOUS SIGNS, NOT OF METAL, AP- 
PLIED TO THE SIDE OF A TRUCK; NON-MECHANICAL 
SIGNS, NOT OF METAL, APPLIED TO THE SIDE OF A 
TRUCK (U.S. CLS. 1, 12, 33 AND 50). 


SN 75-428,997. U.S. ALUMINUM COMPANY, INC., FAIR- 
FAX, VA. FILED 2-5-1998. 


FIBERLAST 


FOR WINDOWS (NON-METAL) (U.S. CLS. 1, 12, 33 AND 
50). 


SN 75-530,975. STRONGWALL INDUSTRIES, 
RIDGEWOOD, NJ. FILED 7-5-1995. 


INC., 


STRONGWALL 


FOR MORTARS, UNDERLAYMENTS, AND FINISHES 
FOR RESTORING AND PROTECTING CONCRETE, MA- 
SONRY, BRICK AND OTHER BUILDING EXTERIOR EN- 
VELOPES (U.S. CLS. 1, 12, 33 AND 50). 

FIRST USE 1-2-1996; IN COMMERCE 1-2-1996. 





JANUARY 5, 1999 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 20—FURNITURE AND ARTICLES NOT CLASS 20—(Continued). 


OTHERWISE CLASSIFIED 


SN 75-376,072. OWENS-ILLINOIS CLOSURE 
TOLEDO, OH. FILED 10-20-1997. 


INC., 


MED-TIME 


OWNER OF U.S. REG. NO. 1,838,654. 

FOR MANUALLY OPERATED PLASTIC CLOSURES 
FOR RECEPTACLES SUCH AS BOTTLES WHICH PRO- 
MOTE PATIENT COMPLIANCE WITH MEDICINAL 
THERAPY (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 1-11-1994; IN COMMERCE 1-11-1994. 


SN 75-412,670. LASERCRAFT, INC., SANTA ROSA, CA. 
FILED 12-24-1997. 


LASERCRAFT 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR PICTURE FRAMES (U.S. CLS. 2, 13, 22, 25, 32 AND 
50). 
FIRST USE 7-1-1979; IN COMMERCE 7-1-1979. 


1,161,009, 1,674,991 AND 


SN 75-452,090. CLEARR CORP., MINNETONKA, MN. 
FILED 3-18-1998. 


INFOBOARD 


FOR DISPLAY FRAMES FOR POSTERS, PICTURES 
AND ADVERTISING MESSAGES (U.S. CLS. 2, 13, 22, 25, 
32 AND 50). 

FIRST USE 2-18-1997; IN COMMERCE 2-18-1997. 


SN 75-455,326. COOK, DAVID G., SPOKANE, WA. FILED 
3-23-1998. 


ROLL-A-STOOL 


OWNER OF U.S. REG. NO. 1,294,316. 

FOR PORTABLE STOOL FOR CAMPING USE (USS. 
CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 4-16-1982; IN COMMERCE 4-16-1982. 


SN 75-462,872. MIDWEST OF CANNON 
CANNON FALLS, MN. FILED 4-6-1998. 


RABBIT RASCALS 


FALLS, INC., 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RABBIT”, APART FROM THE MARK AS SHOWN. 

FOR FIGURINES MADE OF RESIN (U.S. CLS. 2, 13, 22, 
25, 32 AND 50). 


SN 75-462,874. MIDWEST OF CANNON FALLS, INC., 
CANNON FALLS, MN. FILED 4-6-1998. 


BUNNY FROLICS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BUNNY”, APART FROM THE MARK AS SHOWN. 

FOR FIGURINES MADE OF RESIN AND EASTER OR- 
NAMENTS MADE OF RESIN (U.S. CLS. 2, 13, 22, 25, 32 
AND 50). 


CLASS 21—HOUSEWARES AND GLASS 


SN 74-634,553. DENTAL CONCEPTS INC., ELMSFORD, 
NY. FILED 2-15-1994. 


DENTAL MATE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DENTAL”, APART FROM THE MARK AS SHOWN. 

FOR BATTERY POWERED VIBRATING HANDLE FOR 
TOOTHBRUSHES (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). 

FIRST USE 7-12-1994; IN COMMERCE 7-12-1994. 


SN 75-241,572. BIRZLE, MARTIN, 67227 FRANKENTHAL, 
FED REP GERMANY, FILED 2-13-1997. 


ROOMS i 


OWNER OF FED REP GERMANY REG. NO. 39517277, 
DATED 1-22-1996, EXPIRES 4-30-2005. 

FOR GLASS BOWLS; GLASS BOXES; LAMP GLASS 
BRUSHES; BUSTS, FIGURES, FIGURINES, SCULPTURES, 
STATUETTES AND STATUES MADE OF CRYSTAL, 
CHINA, EARTHENWARE, GLASS, PORCELAIN AND 
TERRA COTTA; GLASS CASTERS; GLASS FABRICS FOR 
INDUSTRIAL USE; GLASS FIBERS FOR REINFORCING 
PLASTICS AND NON-TEXTILE PURPOSES; ENAMELED, 
GROUND PLATE, OPAL, OPALINE, POLISHED PLATE, 
PRESSED, SMOOTHED PLATE, SPECKLED, SPUN, 
STAINED, STAMPED, AND UNWROUGHT GLASS; 
GLASS BEVERAGEWARE AND BOWLS; CONTAINERS 
FOR HOUSEHOLD USE, NAMELY, GLASS BULBS; 
GLASS ETCHED BY ACID; PLATE GLASS FOR CARS; 
GLASS FOR SIGNAL LIGHTS AND HEADLIGHTS ON 
VEHICLES; UNFINISHED GLASS FOR VEHICLE WIN- 
DOWS; GLASS MOSAICS NOT FOR BUILDINGS; GLASS 
RODS, STOPPERS, THREADS FOR NON-TEXTILE PUR- 
POSES AND YARNS; GLASS TUBES NOT FOR SCIEN- 
TIFIC PURPOSES; GLASS WOOL NOT FOR INSULA- 
TION; JARS FOR JAMS AND JELLIES MADE OF 
EARTHENWARE, GLASS AND PORCELAIN; GLASS 
KNOBS; GLASS MUGS AND PANS; ORNAMENTS MADE 
OF CHINA, CRYSTAL, GLASS, PORCELAIN AND 
TERRA COTTA, NOT FOR CHRISTMAS’ TREES; 
STAINED GLASS DECORATIONS AND FIGURINES (U.S. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 
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CLASS 21—(Continued). 


SN 75-281,660. ORAMAAX DENTAL PRODUCTS, INC., 
ROCKVILLE CENTRE, NY. FILED 4-24-1997. 





THE MARK SHOWN IN THE DRAWING COMBINES 
THE STYLIZED TYPE REPRESENTATION OF THE 
WORD “FLOSSCARD”, AS AND WHERE IT IS SHOWN 
ON THE PACKAGING OF THE APPLICANT'S DENTAL 
FLOSS WARES, WHICH ARE PROVIDED, AS SHOWN IN 
THE SPECIMENS, IN THE ARBITRARILY RETANGU- 
LAR AND VERY THIN SHAPE AND CONFIGURATION 
OF THE PACKAGING SHOWN IN THE DRAWING. THE 
PACKAGING CONFIGURATION APPEARS THE SAME 
WHEN VIEWED FROM EITHER FRONT OR BACK. 

SEC. 2(F). 

FOR DENTAL FLOSS, PROVIDED IN A CONTINUOUS 
SUPPLY COIL IN A DISPENSER PACKAGE (U.S. CLS. 2, 
13, 23, 29, 30, 33, 40 AND 50). 

FIRST USE 12-12-1994; IN COMMERCE 12-12-1994. 


SN 75-305,615. ISLAND POLYETHYLENE BAG & SUPPLY 
CORP., WESTBURY, NY. FILED 6-9-1997. 


ENDURE 


FOR SANITARY PRODUCTS, NAMELY, DISPOSABLE 
PLASTIC AND RUBBER GLOVES, DISPOSABLE PLAS- 
TIC APRONS, AND DISPOSABLE HEAD COVERINGS 
FOR GENERAL USE (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). 


SN 75-314,986. TWENTIETH CENTURY FOX FILM COR- 
PORATION, LOS ANGELES, CA. FILED 6-26-1997. 


FOXVIDEO.COM 


OWNER OF U.S. REG. NOS. 336,090, 1,916,509 AND 
OTHERS. 

FOR DRINKING GLASSES; CUPS; MUGS; DINNER 
PLATES; BOWLS; PAPER CUPS AND PAPER PLATES; 
PLASTIC DRINKING BOTTLES; LUNCH BOXES; HAIR 
COMBS, HAIR BRUSHES; TOOTHBRUSHES (U.S. CLS. 2, 
13, 23, 29, 30, 33, 40 AND 50). 
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CLASS 21—(Continued). 


SN 75-355,017. ALKIRE, WILLIAM E., SCOTTSDALE, AZ. 
AND BENZ, DAVID, SCOTTSDALE, AZ. FILED 
9-11-1997. 


KITTY VAC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KITTY”, APART FROM THE MARK AS SHOWN. 

FOR FITTED HOUSINGS CONTAINING MECHANICAL 
AIR FILTERS AND REPLACEABLE FILTERS FOR USE 
ON CAT LITTER BOX COVERS (U.S. CLS. 2, 13, 23, 29, 30, 
33, 40 AND 50). 


SN 75-422,950. DYNAMICS INCORPORATED, LAKE- 
WOOD, CO. FILED 1-23-1998. 


LETAPPER 


FOR CONTROL DEVICES FOR OPERATING BEVER- 
AGE DISPENSING VALVES, NAMELY, TAP HANDLES 
FOR DISPENSING BEVERAGES (U.S. CLS. 2, 13, 23, 29, 30, 
33, 40 AND 50). 

FIRST USE 3-0-1997; IN COMMERCE 12-4-1997. 


SN 75-432,475. KAY CHEMICAL COMPANY, GREENS- 
BORO, NC. FILED 2-11-1998. 


MATCH-UP 


FOR DISPENSER USED TO DISPENSE MEASURED 
AMOUNTS OF POWDERED AND LIQUID CLEANING 
PRODUCTS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


SN 75-433,795. FREDERICK WARNE & CO., INC., NEW 
YORK, NY. FILED 2-13-1998. 


THE WORLD OF BEATRIX 
POTTER 


OWNER OF U.S. REG. NOS. 
1,739,726. 

“BEATRIX POTTER” DOES NOT IDENTIFY A LIVING 
INDIVIDUAL. 

FOR CRYSTAL FIGURINES (U.S. CLS. 2, 13, 23, 29, 30, 
33, 40 AND 50). 

FIRST USE 9-1-1997; IN COMMERCE 9-1-1997. 


1,289,082, 1,721,730 AND 
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SN 75-442,887. HANDY CAR CLEAN CO. INC., TRENTON, 
MI. FILED 3-2-1998. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CAR CLEAN CO.” AND THE OUTLINE OF MICHI- 
GAN, APART FROM THE MARK AS SHOWN. 

FOR CAR CLEANING MITTS (US. CLS. 2, 13, 23, 29, 30, 
33, 40 AND 50). 


SN 75-449,888. DEBUS, 
3-13-1998. 


INC., STANLEY, NC. FILED 


AERO 


FOR FOAMING DISPENSER FOR LOTION SOAP (U.S. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 
FIRST USE 9-0-1995; IN COMMERCE 9-0-1995. 


SN 75-455,974. IGLOO PRODUCTS CORP., HOUSTON, TX. 
FILED 3-24-1998. 


BIG SIPPER 


OWNER OF U.S. REG. NO. 1,767,493. 

FOR INSULATED CUPS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 

FIRST USE 0-0-1995; IN COMMERCE 0-0-1995. 


SN 75-457,970. FREUDENBERG HOUSEHOLD PRODUCTS 
L.P., RIVER GROVE, IL. FILED 3-27-1998. 


YOU CAN’T BEAT THE 
SYSTEM 


FOR MOPS, BROOMS, AND MOP WRINGERS (U.S. CLS. 
2, 13, 23, 29, 30, 33, 40 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-459,092. INTERNATIONAL BEAUTY PRODUCTS, 
INC., EAST RUTHERFORD, NJ. FILED 3-30-1998. 


MAXISPRO 


FOR HAIRBRUSHES (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 


SN 75-469,973. BENGTSON, DANIEL EMILIO, SAN 
ISIDRO PCIA. DE BUENOS AIRES (1642), ARGENTINA, 
FILED 4-20-1998. 


THERMOKETTLE 


FOR HEATABLE INSULATED CONTAINERS (U.S. CLS. 
2, 13, 23, 29, 30, 33, 40 AND 50). 
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CLASS 22—CORDAGE AND FIBERS 


SN 75-448,932. WAL-MART STORES, 
VILLE, AR. FILED 3-12-1998. 


INC., BENTON- 


MEMBERS MARK 


FOR ACRYLIC FIBERS, ANIMAL HAIR, AWNINGS, 
BALING TWINE, BANDS FOR WRAPPING OR BINDING, 
BELTS FOR HANDLING LOADS, BRATTICE CLOTH, 
BUNGIE CORDS, CAMEL HAIR, CAMOUFLAGE NETS 
FOR VISUAL AND RADAR USES, CANVAS BAGS FOR 
LAUNDRY NOT FOR LUGGAGE OR TRAVEL, CANVAS 
TARPAULINS, CARBON FIBERS FOR TEXTILE USE, 
CARGO SLINGS OF ROPE OR FABRIC, CLOTH BAGS 
FOR LAUNDRY BUT NOT LUGGAGE OR TRAVEL, 
CLOTH BAGS FOR STORAGE BUT NOT LUGGAGE OR 
TRAVEL, CLOTHESLINE, COCONUT FIBERS, COMMER- 
CIAL FISHING NETS, COMMERCIAL NETS, CORD, 
CORDAGE, CUSHIONING NOT OF RUBBER OR PLAS- 
TIC IN THE NATURE OF STUFFING FOR PILLOWS, 
DOWN FEATHERS, DOWN FEATHERS FOR USE AS 
STUFFING, DROP CLOTHS, ELASTIC NETTING FOR 
MEAT PRODUCTS, ESPARTO GRASS, FABRIC AND 
POLYESTER MESH NET USED FOR STORING TOYS 
AND OTHER HOUSEHOLD ITEMS, FABRIC MAILING 
POUCHES, FEATHERS FOR BEDDING, FEATHERS FOR 
STUFFING, FLEECE WOOL, GARMENT BAGS FOR 
STORAGE, GLASS FIBERS FOR TEXTILE USE, HAM- 
MOCKS, HEMP, HORSEHAIR, JUTE, KAPOK, LADDER 
TAPES FOR VENETIAN BLINDS, LAUNDRY BAGS, 
LIBER, LINTER, MACRAME CORD, MACRAME ROPE, 
MARINE SAILS AND SAIL HANDLING SYSTEMS COM- 
PRISING LINES AND FITTINGS SOLD AS A UNIT, 
MESH BAGS FOR STORAGE, PADDING MATERIALS 
NOT OF RUBBER OR PLASTIC, PLASTIC TIES FOR 
HOME OR GARDEN USE, PLASTIC WINDSCREENS FOR 
USE ON TENNIS COURTS, POLYESTER BATTING, POL- 
YESTER FIBERS, RAFFIA FIBERS, RAMIE FIBERS, RAW 
COTTON, RAW FIBROUS TEXTILE MATERIALS RAW 
LINEN, RAW SILK, RAW WOOL, ROPES, SACKS OR 
BAGS FOR THE TRANSPORTATION OR STORAGE OF 
MATERIALS IN BULK, SAILS, SASH CORD, SAWDUST, 
SEAWEED FOR STUFFING, SHOE BAGS FOR STORAGE, 
SISSAL FIBERS, STORAGE BAGS MADE OF NYLON 
AND CANVAS FOR VACUUM CLEANER ACCESSORIES, 
STRAPS FOR HANDLING LOADS, STRAPS FOR SECUR- 
ING BUNDLES, STRING, SYNTHETIC FIBERS, TENTS, 
TEXTILE BAGS FOR MERCHANDISE PACKAGING, 
TEXTILE FIBERS, TEXTILE FILAMENTS, TIE DOWN 
STRAPS, TOW, TWINE, VINYL GROUND CLOTH, WAD- 
DING FOR FILTERING, WADDING FOR PADDING AND 
STUFFING, WOOD SHAVINGS FOR STUFFING, YARN 
FIBERS (U.S. CLS. 1, 2, 7, 19, 22, 42 AND 50). 
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CLASS 23—YARNS AND THREADS 


SN 75-483,588. PARKHOUSE, MARK, BARNSTAPLE, 
NORTH DEVON EX 311HP, ENGLAND, FILED 
5-12-1998. 


= 


THE MARK CONSISTS IN PART OF THE STYLIZED 
LETTERS “WE”. 


FOR YARNS AND THREADS FOR TEXTILE USE (U.S. 
CL. 43). 


CLASS 24—FABRICS 


SN 75-291,167. BEL AIR INDUSTRIES, 69170 TARARE, 
FRANCE, FILED 5-13-1997. 


wey 
PARIS -VOILE 


& 


FOR NET CURTAINS MADE OF VOILE FABRIC (U.S. 
CLS. 42 AND 50). 


SN 75-369,095. HANSONOPOLY, INC., TULSA, OK. FILED 
10-6-1997. 


HANSON 


OWNER OF U.S. REG. NO. 2,147,447. 

SEC. 2(F). 

FOR TEXTILE WALL HANGINGS, TEXTILE DOOR 
HANGINGS, DECORATIVE BANNERS MADE OF TEX- 
TILES, AND BED LINENS (U.S. CLS. 42 AND 50). 
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SN 75-430,141. AMERICAN FIBER INDUSTRIES, LLC, 
CITY OF COMMERCE, CA. FILED 2-6-1998. 


AMERICAN FIBER 
INDUSTRIES 


OWNER OF U.S. REG. NO. 1,902,746. 

SEC. 2(F). 

FOR MATTRESS PADS (U.S. CLS. 42 AND 50). 
FIRST USE 12-22-1997; IN COMMERCE 12-22-1997. 


SN 75-457,284. HOLLANDER HOME FASHIONS CORP., 
BOCA RATON, FL. FILED 3-26-1998. 


WINDOW WRAPS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WINDOW”, APART FROM THE MARK AS SHOWN. 

FOR DECORATIVE WINDOW FASHIONS, NAMELY, 
SCARVES (U.S. CLS. 42 AND 50). 


SN 75-457,675. FEDERATED DEPARTMENT STORES, 
INC., CINCINNATI, OH. FILED 3-26-1998. 


FROSTEK FLEECE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLEECE”, APART FROM THE MARK AS SHOWN. 

FOR FLEECE FABRIC FOR USE IN BEDDING AND 
CLOTHING (U.S. CLS. 42 AND 50). 


SN 75-463,005. ALDINE TECHNOLOGIES INDUSTRIES, 
INC., CARLSTADT, NJ. FILED 4-6-1998. 


DUAL-FLEX 


FOR MULTI-DIRECTIONAL STRETCH KNIT FABRIC 
USED FOR MAKING GLOVES AND GLOVE LINERS 
(U.S. CLS. 42 AND 50). 


SN 75-467,319. SPRINGS INDUSTRIES, INC., FORT MILL, 
SC. FILED 4-13-1998. 


COLOSSAL 


FOR TOWELS AND WASHCLOTHS (U.S. CLS. 42 AND 
50). 


183-409 TMOG-99-21 - QL3 
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SN 75-468,057. FLEXI-MAT CORPORATION, CHICAGO, 
IL. FILED 4-14-1998. 


FLEXI-MAT 


FOR PILLOWS, MATTRESSES, STRETCHER PADS, 
WHEELCHAIR CUSHIONS, AND FABRIC FOR SAME 
(U.S. CLS. 42 AND 50). 

FIRST USE 2-7-1983; IN COMMERCE 2-7-1983. 


SN 75-538,681. DAKOTAH, INCORPORATED, WEBSTER, 
SD. FILED 8-18-1998. 


TOASTIE TOTS 


FOR BED BLANKETS (U.S. CLS. 42 AND 50). 


CLASS 25—CLOTHING 


SN 74-425,270. OLIVETO, FRANK, DBA FRANK OLIVETO 
AND CO., MILL VALLEY, CA. FILED 8-17-1993. 


COVER YOUF 
ASSETS 


FOR CLOTHING; NAMELY, UNDERWEAR, PANTS, 
JACKETS, SHORTS, SHIRTS AND HATS FOR MEN AND 
WOMEN (U.S. CL. 39). 


SN 74-510,765. CIRCLE T WESTERN WEAR, DALLAS, TX. 
FILED 4-11-1994. 


— — 
oeres, 


Po 
tS > i Anse 


e—— ~' 


FOR CLOTHING, NAMELY, MEN’S SHIRTS, COATS 
AND VESTS; AND WOMEN’S SHIRTS, SKIRTS, JEANS, 
COATS, VESTS, DRESSES AND SHORTS (U.S. CLS. 22 
AND 339). 

FIRST USE 3-0-1984; IN COMMERCE 3-0-1984. 
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CLASS 25—(Continued). 


SN 75-120,305. CHANGZHOU LI LAI SUITS FACTORY, 
CHANGZHOU, JIANGSU PROVINCE, CHINA, FILED 
6-17-1996. 


G 
KAOKIANE 


it 73 


PRIORITY CLAIMED UNDER SEC. 44D) ON CHINA 
APPLICATION NO. 960038061, FILED 3-19-1996, REG. NO. 
1058914, DATED 7-21-1997, EXPIRES 7-20-2007. 

THE TRANSLITERATION OF THE NON-LATIN CHAR- 
ACTERS IN THE MARK IS AS FOLLOWS “XIAOXIANG”. 

FOR CLOTHING FOR ADULTS, CHILDREN AND IN- 
FANTS, NAMELY, SUITS, SHIRTS, T-SHIRTS, COATS, 
VESTS, JACKETS, TROUSERS, UNDERWEAR, FURS 
(CLOTHING), TIES, SOCKS, STOCKINGS, SWIMSUITS, 
SHOES, HATS, CAPS, SCARVES, SASHES FOR WEAR, 
VEILS (CLOTHING), BRACES, SUSPENDERS, AND 
BELTS (CLOTHING) (U.S. CLS. 22 AND 39). 


SN 75-176,171. ALLURE, INC. MONTGOMERY, AL. 
FILED 10-3-1996. 


fords 





FOR LADIES AND CHILDREN’S CLOTHING, 
NAMELY, PANTS, SKIRTS, SHORTS, TOPS, BLOUSES, 
VESTS, DRESSES, JUMPSUITS, JACKETS AND COATS 
(U.S. CLS. 22 AND 39). 

FIRST USE 3-22-1996; IN COMMERCE 3-22-1996. 
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SN 75-223,818. BRAWN OF CALIFORNIA, 
DIEGO, CA. FILED 1-10-1997. 


INC., SAN 


CALIFORNIA SPLITS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CALIFORNIA”, APART FROM THE MARK AS 
SHOWN. 

FOR MEN’S CLOTHING, NAMELY, RUNNING SHORTS 
(U.S. CLS. 22 AND 39). 

FIRST USE 5-7-1975; IN COMMERCE 5-7-1975. 


SN 75-296,086. HAMPSHIRE DESIGNERS, INC., SPRUCE 
PINE, NC. FILED 5-22-1997. 


BABY ORIGINALS 


OWNER OF U.S. REG. NOS. 1,013,206 AND 1,729,516. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BABY”, APART FROM THE MARK AS SHOWN. 

FOR HOSIERY (U.S. CLS. 22 AND 39). 


SN 75-313,359. HPSPORT, INC., DBA SKYFLEX, INDIAN- 
APOLIS, IN. FILED 6-23-1997. 


GET UP OR SHUT UP 


FOR ATHLETIC SHOES, T-SHIRTS, PANTS, HATS, 
SOCKS, AND ATHLETIC ACTIVE WEAR, NAMELY, 
HEAVYWEIGHT JACKETS, COATS, AND VESTS, 
FLEECEWEAR, NAMELY, TOPS AND BOTTOMS, AND 
COLLARED AND PLACKET SHIRTS (U.S. CLS. 22 AND 
39). 


SN 75-317,521. AALFS MANUFACTURING, INC., SIOUX 
CITY, IA. FILED 6-30-1997. 


ARIZONA ORIGINALS 


OWNER OF U.S. REG. NOS. 
1,978,252. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ORIGINALS”, APART FROM THE MARK AS 
SHOWN. 

FOR MEN’S AND BOYS’ JEANS, SHORTS AND 
CASUAL PANTS (U.S. CLS. 22 AND 39). 


1,636,195, 1,755,461 AND 
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SN 75-321,545. RHYTHM RADIO GROUP L.L.C., LOS AN- 
GELES, CA. FILED 7-9-1997. 


THE SOUND OF THE 
WORLD IN A GOOD MOOD 


FOR CLOTHING, FOOTWEAR AND HEADGEAR, 
NAMELY, COATS; JACKETS, SHIRTS; TOPS; TANK 
TOPS; T-SHIRTS; SWEATSHIRTS; SWEAT PANTS; 
SHORTS; CAPS; AND HATS; GLOVES; SUSPENDERS; 
SKIRTS; TROUSERS; JEANS; HOSIERY; UNDERWEAR; 
DRESSES; ROMPERS; OVERALLS; SHOES; SANDALS; 
BOOTS; SLIPPERS; CLOTH BIBS; SLEEPWEAR, 
NAMELY, PAJAMAS, SLEEPSHIRTS, ROBES; HALLOW- 
EEN COSTUMES; VESTS; BLOUSES; BANDANAS; 
SCARVES; TIES; NECKWEAR; BELTS; HEADBANDS; 
JOGGING AND WARM-UP SUITS; SUSPENDERS; 
BRACES; SWEAT BANDS; AND SOCKS (U.S. CLS. 22 
AND 339). 


SN 75-323,011. MOONEY, WALTER J., III, MT. AIRY, NC. 
FILED 7-11-1997. 


DEGREES ° 


FOR HOSIERY PRODUCTS, NAMELY, THERMAL 
SOCKS PARTICULARLY ADAPTED FOR COLD WEATH- 
ER USAGE (U.S. CLS. 22 AND 39). 

FIRST USE 5-14-1997; IN COMMERCE 5-14-1997. 


SN 75-326,346. ELITE FORMAL ACCESSORIES, 
DAVIE, FL. FILED 7-15-1997. 


INC., 


BRACCI 


SEC. 2(F). 

FOR TUXEDOS, CUMMERBUNDS, TIES AND SHIRTS 
FOR FORMAL WEAR (U.S. CLS. 22 AND 39). 

FIRST USE 3-0-1985; IN COMMERCE 3-0-1985. 


SN 75-335,167. L.C. LICENSING, INC., NEW YORK, NY. 
FILED 8-4-1997. 


ELISABETH 


OWNER OF U.S. REG. NOS. 1,687,929 AND 2,128,086. 

FOR RAINWEAR AND OUTERWEAR, NAMELY, JACK- 
ETS, COATS, SCARVES, GLOVES AND HATS DE- 
SIGNED FOR WOMEN REQUIRING LARGER SIZES (U.S. 
CLS. 22 AND 39). 
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SN 75-335,636. HEARN, CHRIS, DES MOINES, IA. FILED 
7-29-1997. 


TENTS 


ENCOUNTERS 


FOR SHIRTS AND HATS (U.S. CLS. 22 AND 39). 
FIRST USE 10-1-1998; IN COMMERCE 10-1-1998. 


SN 75-344,704. BACK BURNER ENTERPRISES, 
WESTHAMPTON BEACH, NY. FILED 8-21-1997. 


INC., 


COOKSLEEVE 


THE LINING IS A FEATURE OF THE MARK AND 
NOT INTENDED TO INDICATE COLOR. 

FOR SLEEVES WORN TO COVER ARMS DURING AC- 
TIVITIES SUCH AS COOKING (U.S. CLS. 22 AND 39). 

FIRST USE 5-15-1997; IN COMMERCE 1-8-1998. 


SN 75-346,827. HODGMAN, 
FILED 8-26-1997. 


INC., MONTGOMERY, IL. 


THERMO-FLEECE 


FOR CLOTHING MADE IN WHOLE OR SIGNIFICANT 
PART OF FLEECE FABRIC, NAMELY, UNDERWEAR, 
TOPS, BOTTOMS AND UNION SUITS (U.S. CLS. 22 AND 
39). 





™ 90 


CLASS 25—(Continued). 


SN 75-356,958. KENNETH L. KEYMER, MICHAEL T. 
FOLKS AND JANICE C. GEORGE, ALL U.S. CITIZENS, 
AS TRUSTEES OF AMERICA’S DRIVE-IN TRUST, 
RENO, NV. FILED 9-15-1997. 


DRIVE-IN GEAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GEAR”, APART FROM THE MARK AS SHOWN. 

FOR CLOTHING, NAMELY, LONG SLEEVE AND 
SHORT SLEEVE DRESS, SPORT, SWEAT AND T-SHIRTS; 
SWEATERS; SPORT COATS; PANTS; JEANS; SHORTS; 
SKIRTS; DRESSES; HATS; CAPS; SCARVES; UNDER- 
WEAR; LINGERIE; THERMAL UNDERWEAR; NIGHT 
SHIRTS AND GOWNS; PAJAMAS; ROBES; SWIM SUITS; 
TIES; JACKETS; COATS; BELTS; GLOVES; CASUAL, 
DRESS AND ATHLETIC SHOES; BOOTS; SOCKS; HO- 
SIERY; SUSPENDERS; RAINWEAR AND RESTAURANT 
UNIFORMS (U.S. CLS. 22 AND 39). 


SN 75-386,808. ADAMS, RONALD G., DESTIN, FL. FILED 
11-7-1997. 


/ 


| \ 
. —— nme 
AprRS_A | 


OWNER OF U.S. REG. NO. 2,085,666. 

THE LINING IN THE DRAWING IS FOR SHADING 
PURPOSES ONLY AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

THE MARK CONSISTS OF THE EMBOSSED TIGHTEN- 
ING STRAP AND STAMPED METAL CLASP AT THE 
BACK OF A BASEBALL TYPE CAP. THE DOTTED 
LINES ARE NOT A PART OF THE MARK BUT SHOW 
PLACEMENT OF THE MARK ON THE GOODS. 

FOR CLOTHING, NAMELY, HATS (U.S. CLS. 22 AND 
39). 
FIRST USE 8-11-1996; IN COMMERCE 8-11-1996. 


SN 75-394,338. KINGDOM ENTERPRISES, WINDSOR, CT. 
FILED 11-21-1997. 


KING’S KID 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KID”, APART FROM THE MARK AS SHOWN. 

FOR MEN’S, WOMEN’S AND CHILDREN’S CLOTHING, 
NAMELY, DRESSES, SKIRTS, SUITS, PANTS, SOCKS, 
HOSIERY, SWIM WEAR, SHORTS, HEAD WEAR, FOOT- 
WEAR, SWEAT SUITS, TUXEDOS, EVENING GOWNS, 
DRESSING GOWNS, ROBES, NIGHT GOWNS, SLACKS, 
JERSEYS, BLOUSES, TIES, JACKETS, COATS, UNDER- 
GARMENTS, NEGLIGEES, BELTS AND SCARFS (U.S. 
CLS. 22 AND 39). 
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SN 75-429,690. BERKLEY, MICHAEL, SAN FRANCISCO, 
CA. FILED 2-5-1998. 


UIIOUS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RECORDS”, APART FROM THE MARK AS 
SHOWN. 

FOR PRERECORDED COMPACT DISCS FEATURING 
MUSIC (U.S. CLS. 22 AND 39). 

FIRST USE 1-6-1998; IN COMMERCE 1-6-1998. 


SN 75-439,070. AMERICAN JUNKIES KNIT LLC, SAN 
FRANCISCO, CA. FILED 2-23-1998. 


AMERICAN JUNKIES 


FOR CLOTHING, NAMELY, SHIRTS, T-SHIRTS, 
SWEATERS, PANTS, SHORTS, BOXER SHORTS, JEANS, 
HATS, CAPS, SHOES, SWEATSHIRTS, (BOTH CREW 
AND HOODIES), AND BEANIES (U.S. CLS. 22 AND 39). 

FIRST USE 5-1-1997; IN COMMERCE 8-1-1997. 


SN 75-443,557. SKECHERS U.S.A., 
BEACH, CA. FILED 3-3-1998. 


INC, MANHATTAN 


THE STIPPLING SHOWN IN THE DRAWING IS A 
FEATURE OF THE MARK AND NOT INTENDED TO 
INDICATE COLOR. 

FOR FOOTWEAR (U.S. CLS. 22 AND 39). 
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SN 75-444,669. KPR SPORTS INTERNATIONAL, 
KING OF PRUSSIA, PA. FILED 3-4-1998. 


YUK2N 


OWNER OF U.S. REG. NO. 1,991,726. 
FOR FOOTWEAR (U.S. CLS. 22 AND 39). 
FIRST USE 7-0-1995; IN COMMERCE 7-0-1995. 


INC., 


SN 75-445,226. MSTIQUE CORPORATION, PUNTA 
GORDA, FL. FILED 3-5-1998. 





SilkJohns 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SILK”, APART FROM THE MARK AS SHOWN. 

FOR MEN’S AND WOMEN’S APPAREL, NAMELY, 
SHIRTS, AND PANTS, HOSIERY, AND UNDERWEAR, 
ALL COMPOSED WHOLLY OR SUBSTANTIALLY OF 
SILK (U.S. CLS. 22 AND 39). 


SN 75-449,285. SKECHERS U.S.A., INC. MANHATTAN 
BEACH, CA. FILED 3-12-1998. 


SKECHERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “USA” AND “FOOTWEAR”, APART FROM THE 
MARK AS SHOWN. 

FOR FOOTWEAR (U.S. CLS. 22 AND 39). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-449,664. HEALTHTEX APPAREL CORP., WILMING- 
TON, DE. FILED 3-13-1998. 


ONE PRECIOUS GIFT 
DESERVES ANOTHER 


FOR JEANS, CASUAL PANTS, SLACKS, STIRRUP 
PANTS, CAPRI PANTS, JUMPSUITS, SHORTS, SKIRTS, 
COVERALLS, OVERALLS, ROMPERS, CREEPERS, 
CRAWLERS, SUNSUITS, PLAYSUITS, DRESSES, UNI- 
TARD (LEGGINGS), COTTON PANTIES, SOCKS, NIGHT- 
GOWNS, BODYSHORTS, SWEATSHIRTS, SWEATPANTS, 
SWEATSHORTS, JOGGING SUITS, T-SHIRTS, SHIRTS, 
BLOUSES, TANK TOPS, CROP TOPS, ONE-PIECE DRESS 
SILHOUETTE WITH A SPLIT SKIRT, SKORTS, SHOR- 
TALLS, BODYSHIRTS, CARDIGANS, JACKETS, JUMP- 
ERS, SWEATERS, SHORT SETS, PANT SETS, OVERALL 
SETS, ROMPER SETS, JOG SETS, SWIMSUITS, COVER- 
UPS, KIMONOS, GOWNS, BONNETS, HATS, SUSPEND- 
ERS, CLOTH BIBS WITH A PLASTIC BACKING, BOO- 
TIES, PAJAMAS, COATS, BELTS, SHOES, BOOTS, AND 
LAYETTES, NAMELY, LAP/SHOULDER T-SHIRTS, 
SIDE-SNAP T-SHIRTS, BODY SUITS, FOOTED OVERALL 
SETS, FOOTED JOG SETS, SACQUE SETS AND 
HOODED TOWELS (U.S. CLS. 22 AND 39). 


SN 75-452,280. GRANT, RICK, DENVER, CO. FILED 
3-18-1998. 


IMUGh SEALS 


RANCH BRAND 
ZB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RANCH BRAND”, APART FROM THE MARK AS 
SHOWN. 

FOR APPAREL, NAMELY, JACKETS AND SHIRTS 
(U.S. CLS. 22 AND 39). 

FIRST USE 7-1-1996; IN COMMERCE 7-1-1996. 


SN 75-452,546. INNER HARBOR, INC., MONROE, NC. 
FILED 3-18-1998. 


PRO SIGNATURE 


FOR SHIRTS (U.S. CLS. 22 AND 39). 
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SN 75-453,144. J.S.B. JENKINS, A US. CITIZEN, AS 
TRUSTEE OF THE TBAC INVESTMENT TRUST, AR- 
LINGTON, TX. FILED 3-19-1998. 


ROYALLE BY PRINCE 
GARDNER 


OWNER OF U.S. REG. 
OTHERS. 

THE NAME “PRINCE GARDNER” DOES NOT IDENTI- 
FY A PARTICULAR LIVING INDIVIDUAL. 

FOR CLOTHING, NAMELY, BELTS, HATS, HOSIERY 
AND SCARVES (U.S. CLS. 22 AND 39). 


NOS. 367,247, 2,082,144 AND 


SN 75-453,489. GRANT, RICHARD H., DENVER, CO. 
FILED 3-17-1998. 


RANCH HANDS 


FOR APPAREL, NAMELY, GLOVES, WORK GLOVES, 
DRESS GLOVES AND DRIVING GLOVES; HEADWEAR, 
NAMELY, HATS AND CAPS (U.S. CLS. 22 AND 39). 


SN 75-453,713. GEDROCK, DAVID V., MEDINA, OH. 
FILED 3-20-1998. 


UPPER HAND* 


*THERE’S NO QUESTION 
WHO HAS THE UPPER HAND. 


FOR CLOTHING, NAMELY, SHIRTS, T-SHIRTS, 
SWEATSHIRTS, AND HATS (U.S. CLS. 22 AND 39). 


SN 75-457,321. J.S.B. JENKINS, A U.S. CITIZEN, AS 
TRUSTEE OF THE TBAC INVESTMENT TRUST, AR- 
LINGTON, TX. FILED 3-26-1998. 


COLLECTIONS BY 
PRINCESS GARDNER 


OWNER OF U.S. REG. NOS. 367,247, 2,082,144 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTIONS”, APART FROM THE MARK AS 
SHOWN. 

THE NAME “PRINCESS GARDNER” DOES NOT IDEN- 
TIFY A PARTICULAR LIVING INDIVIDUAL. 

FOR CLOTHING, NAMELY, BELTS (U.S. CLS. 22 AND 
39). 
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SN 75-457,767. BABY TOGS, INC., NEW YORK, NY. FILED 
3-27-1998. 


Seal of Approval 


OWNER OF U.S. REG. NO. 1,290,183. 

FOR INFANTS AND CHILDREN’S WEARING APPAR- 
EL, NAMELY, DRESSES, SHIRTS, PANTS, JACKETS, 
SUITS, PINAFORES, SHORTS, COVERALLS, CREEPERS 
AND SWEATERS (U.S. CLS. 22 AND 39). 


SN 75-457,822. HALL, MICHAEL B., RICHMOND, CA. 
FILED 3-27-1998. 


BANJJUM 


FOR SPORT CLOTHING FOR MEN, WOMEN, BOYS, 
GIRLS, NAMELY, JACKETS, SWEATERS, PANTS, 
SHORTS, SHIRTS, POLO SHIRTS, AND T-SHIRTS (U.S. 
CLS. 22 AND 39). 


SN 75-457,980. CANEX FASHION INC., MONTREAL, 
QUEBEC, CANADA, FILED 3-27-1998. 


R Y 


BLUELINE 


FOR WEARING APPAREL, NAMELY, BATHROBES, 
BELTS, JACKETS, NECKTIES, CAPS, SWEATERS, 
COATS, GLOVES, SHIRTS, JOGGING SUITS, PANTS, 
VESTS, RAINWEAR, SHIFTS, BOXER SHORTS, GYM 
AND SWEAT SHORTS, SOCKS, SUITS, T-SHIRTS, TOPS 
AND UNDERGARMENTS (U.S. CLS. 22 AND 39). 
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SN 75-459,054. ANHEUSER-BUSCH, INCORPORATED, ST. 
LOUIS, MO. FILED 3-30-1998. 


OWNER OF U.S. REG. NOS. 666,367, 2,165,841 AND 
OTHERS. 

FOR CLOTHING, NAMELY, SHIRTS, CAPS, JACKETS, 
SHORTS AND PANTS (U.S. CLS. 22 AND 339). 


SN 75-459,459. JUSTIN B. JONES INC., NEW YORK, NY. 
FILED 3-30-1998. 


MICHAEL CARRIE 


THE MARK DOES NOT IDENTIFY ANY PARTICULAR 
LIVING INDIVIDUAL. 

FOR LADIES SPORTSWEAR, NAMELY, BLOUSES, 
JACKETS, PANTS, SKIRTS, TUNICS, TOPS, DRESSES, 
SUITS, SHORTS, LEGGINGS, BODY SUITS, ALL MADE 
OF WOVEN AND KNITTED FABRIC (U.S. CLS. 22 AND 
39). 

FIRST USE 3-25-1983; IN COMMERCE 3-25-1983. 


SN 75-459,570. HARDEN, WILLIAM PERCY IV, NEW OR- 
LEANS, LA. FILED 3-30-1998. 


MARDI BRAS 


FOR BRAS CUSTOMIZED TO BE WORN AS OUTER 
TOPS, ADORNED WITH FESTIVE DECORATIONS (U.S. 
CLS. 22 AND 39). 


SN 75-461,345. BLACK TIMBER APPAREL COMPANY, 
WESTMINSTER, CO. FILED 4-2-1998. 


BLACK TIMBER 


FOR CLOTHING, NAMELY, SHIRTS, JACKETS, 
COATS, SWEATSHIRTS, T-SHIRTS, JERSEYS, SWEAT- 
ERS, VESTS, HEADWEAR, SHORTS, PANTS AND OUT- 
ERWEAR (U.S. CLS. 22 AND 39). 

FIRST USE 2-25-1998; IN COMMERCE 3-1-1998. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-464,114. SARAMAR CORPORATION, DOVER, DE. 
FILED 4-7-1998. 


INNERWORKINGS 


FOR BRASSIERES, PANTIES, GIRDLES (U.S. CLS. 22 
AND 39). 


SN 75-465,060. HONG, MARIA, CERRITOS, CA. FILED 
4-9-1998. 


BESTPLAY 


FOR CLOTHING, NAMELY, SHIRTS, SKIRTS, SHORTS, 
JEANS, JACKETS, COATS, T-SHIRTS, TANK TOPS, JOG- 
GING SUITS, TROUSERS, PANTS, SWEATERS, SWEAT- 
SHIRTS, UNDERWEAR, BELTS, HATS, SPORTING CAPS, 
AND SOCKS (U.S. CLS. 22 AND 39). 

FIRST USE 2-5-1998; IN COMMERCE 3-12-1998. 


SN 75-467,107. ANDREIKA, MICHAEL J., WESTON, CT. 
FILED 4-13-1998. 


SUB 


FOR FOOTWEAR (U.S. CLS. 22 AND 39). 


SN 75-467,356. COLORADO SPRINGS WORLD ARENA, 
INC., COLORADO SPRINGS, CO. FILED 4-13-1998. 


WORLD ARENA 


FOR CLOTHING, NAMELY, SHORTS, SHIRTS, T- 
SHIRTS, SWEATSHIRTS, HATS AND HEADBANDS (U.S. 
CLS. 22 AND 39). 


FIRST USE 1-1-1998; IN COMMERCE 1-1-1998. 


SN 75-468,180. ACCESSORY NETWORK GROUP, INC., 
NEW YORK, NY. FILED 4-15-1998. 


PROWORKS 


FOR HATS, CAPS, SCARVES, GLOVES, T-SHIRTS, 
AND BELTS (U.S. CLS. 22 AND 39). 


SN 75-469,338. BROWN GROUP, INC., ST. LOUIS, MO. 
FILED 4-17-1998. 


SOUND EFX 


FOR FOOTWEAR (U.S. CLS. 22 AND 39). 
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SN 75-469,340. BROWN GROUP, INC., ST. LOUIS, MO. 
FILED 4-17-1998 


LOUDSNEAKERS 


FOR FOOTWEAR (U.S. CLS. 22 AND 39). 


SN 75-494,498. PRO SPORTS XCHANGE, INC., LOS ANGE- 
LES, CA. FILED 6-1-1998. 


THE WRITER NETWORK 


FOR CLOTHING, NAMELY, SHIRTS, JERSEYS, T- 
SHIRTS, TANK TOPS, PANTS, SHORTS, JACKETS, 
SWEATERS, COATS, SWEATSHIRTS, CAPS, GLOVES, 
ATHLETIC SHOES, SOCKS, SWEAT BANDS, SWIM 
WEAR, VISORS AND WARM-UP SUITS (U.S. CLS. 22 
AND 39). 


SN 75-508,826. VITALE, DICK, SARASOTA, FL. FILED 
6-25-1998. 


YOU’RE AWESOME BABY 


FOR T-SHIRTS AND HATS (U.S. CLS. 22 AND 39). 


SN 75-508,887. VITALE, DICK, SARASOTA, FL. FILED 
6-25-1998. 


YOU’RE AWESOME BABY 
WITH A CAPITAL A 


FOR T-SHIRTS AND HATS (U.S. CLS. 22 AND 39). 


SN 75-530,357. FABER, STEVE, OLATHE, KS. FILED 
6-11-1998. 


TREJA VU 


FOR SHIRTS (U.S. CLS. 22 AND 39). 


SN 75-977,844. FOSS MARITIME COMPANY, SEATTLE, 
WA. FILED 8-29-1996. 


FOSS 


SEC. 2(F). 

FOR MEN’S, WOMEN’S, AND CHILDREN’S CLOTH- 
ING, NAMELY, BELTS, HATS, HEADWEAR, JACKETS, 
SHIRTS, SWEATSHIRTS, AND T-SHIRTS (U.S. CLS. 22 
AND 39). 

FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 
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SN 75-453,140. J.S.B. JENKINS, A U.S. CITIZEN, AS 
TRUSTEE OF THE TBAC INVESTMENT TRUST, AR- 
LINGTON, TX. FILED 3-19-1998. 


ROYALLE BY PRINCESS 
GARDNER 


OWNER OF US. REG. NOS. 367,247, 2,082,144 AND 
OTHERS. 

THE NAME “PRINCESS GARDNER” DOES NOT IDEN- 
TIFY A PARTICULAR LIVING INDIVIDUAL. 

FOR HAIR BANDS, HAIR BOWS, HAIR BUCKLES, 
HAIR ORNAMENTS AND HAIR RIBBONS (U.S. CLS. 37, 
39, 40, 42 AND 50). 


CLASS 27—FLOOR COVERINGS 


SN 75-318,847. MOHAWK CARPET CORPORATION, AT- 
LANTA, GA. FILED 7-3-1997. 


BONDLOCK 


FOR CARPET (U.S. CLS. 19, 20, 37, 42 AND 50). 
FIRST USE 5-1-1997; IN COMMERCE 5-1-1997. 


SN 75-322,933. WALL LIFE, INC., CHICAGO, IL. FILED 
7-11-1997. 


MAKE YOUR ROOMS 
COME ALIVE 


FOR POLYSTYRENE DECORATIVE WALL HANG- 
INGS (U.S. CLS. 19, 20, 37, 42 AND 50). 


SN 75-322,934. WALL LIFE, INC., CHICAGO, IL. FILED 
7-11-1997. 


Walamals 


FOR POLYSTYRENE DECORATIVE WALL HANG- 
INGS (U.S. CLS. 19, 20, 37, 42 AND 50). 
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SN 75-322,935. WALL LIFE, INC., CHICAGO, IL. FILED 
7-11-1997. 


WALL 
eo LiFe 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WALL”, APART FROM THE MARK AS SHOWN. 

FOR POLYSTYRENE DECORATIVE WALL HANG- 
INGS (U.S. CLS. 19, 20, 37, 42 AND 50). 


SN 75-322,936. WALL LIFE, INC., CHICAGO, IL. FILED 
7-11-1997. 


WALAMALS 


FOR POLYSTYRENE DECORATIVE WALL HANG- 
INGS (U.S. CLS. 19, 20, 37, 42 AND 50). 


SN 75-427,183. LOADHANDLER INDUSTRIES, 
AUSTIN, TX. FILED 2-2-1998. 


INC., 


INTERSNAP 


FOR CARGO MATS MADE OF RUBBER AND/OR 
PLASTIC FOR THE CARGO AREA OF A VEHICLE (U.S. 
CLS. 19, 20, 37, 42 AND 50). 


SN 75-427,355. LOADHANDLER 
AUSTIN, TX. FILED 2-2-1998. 


INDUSTRIES, INC., 


Smart $$83 Mat 


OWNER OF U.S. REG. NO. 2,160,968. 

FOR CARGO MATS MADE OF RUBBER AND/OR 
PLASTIC FOR THE CARGO AREA OF A VEHICLE (U.S. 
CLS. 19, 20, 37, 42 AND 50). 
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SN 75-475,613. ANDERSEN BROTHERS HOLDING COM- 
PANY, INC., THE, DALTON, GA. FILED 4-28-1998. 


HAPPY FEET 


FOR RUBBER AND/OR TEXTILE INDUSTRIAL 
FLOOR MATS (U.S. CLS. 19, 20, 37, 42 AND 50). 


SN 75-475,681. MANNINGTON CARPETS, 
HOUN, GA. FILED 4-28-1998. 


INC., CAL- 


MEGATUFT 


FOR CARPETING (U.S. CLS. 19, 20, 37, 42 AND 50). 
FIRST USE 11-0-1993; IN COMMERCE 11-0-1993. 


CLASS 28—TOYS AND SPORTING GOODS 


SN 75-328,482. ODYSSEY LURES, INC., CENTERVILLE, 
MN. FILED 7-22-1997. 


OWNER OF U.S. REG. NO. 2,040,607. 
FOR FISHING LURES (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 6-1-1997; IN COMMERCE 6-1-1997. 


SN 75-356,737. ODDZON/CAP TOYS, INC., CAMPBELL, 
CA. FILED 9-15-1997. 


KOOSH CATCHERS 


OWNER OF U.S. REG. NOS. 1,506,128 AND 1,696,241. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CATCHERS”, APART FROM THE MARK AS 
SHOWN. 

FOR TOY COMPRISING BALL AND MITT FOR 
CATCHING BALLS (U.S. CLS. 22, 23, 38 AND 50). 
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SN 75-376,603. SELF IMAGE SPORTS AND FITNESS, INC., 
KNOXVILLE, TN. FILED 10-21-1997. 


FOR TOYS AND SPORTING GOODS, NAMELY, 
BOXING BAGS, BOXING GLOVES, BOXING MITTS, 
LIGHT BAGS, BOXING BAG SWIVELS, BOXING BAG 
PLATFORMS AND PLATFORM KITS, NAMELY, PLAT- 
FORMS, BOXING BAGS AND GLOVES, ROPE, HARD- 
WARE AND ACCESSORIES, THEREFOR (U.S. CLS. 22, 23, 
38 AND 50). 

FIRST USE 2-0-1992; IN COMMERCE 9-1-1994. 


SN 75-395,854. EDMARK 
WA. FILED 11-25-1997. 


CORPORATION, REDMOND, 


FOR DOLLS AND FINGER PUPPETS (U.S. CLS. 22, 23, 
38 AND 50). 
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SN 75-413,090. NEVADA BOB’S PRO SHOP, 
VEGAS, NV. FILED 1-2-1998. 


INC., LAS 


OWNER OF U.S. REG. NOS. 
OTHERS. 

THE LINING AND STIPPLING IN THE DRAWING 
ARE FEATURES OF THE MARK AND ARE NOT IN- 
TENDED TO INDICATE COLOR. 

FOR SPORTING GOODS, NAMELY, GOLF BALLS, 
GOLF BAGS, GOLF BAG TAG AND SCORER, GOLF 
BALL MARKER, PLASTIC GOLF PENCILS, GOLF 
CARRY-ALL, SCORECARD HOLDER, BALL CADDY, 
SWING RING, SWING WEIGHT, CART GLOVES, DRIV- 
ING BALL WITH STRING, DIVOT TOLL, PUTTER 
CADDY, GOLF SCORER, GOLF TEES, BEAD SCORE 
COUNTER, GOLF CLUB COVERS, SHAG BAG, NON-MO- 
TORIZED GOLF CARTS, GOLF GLOVE SHAPER, GOLF 
SPIKES, GOLF GRIP SCRUB, NAMELY, A SMALL 
BRUSH TO SLIDE OVER GOLF CLUB GRIPS TO 
ROUGHEN GRIPS TO PREVENT GRIPS FROM SLIPPING 
IN GOLFERS’ HANDS, FLAG STICK AND CUP, GOLF 
PRACTICE NET AND POST SET, GOLF PRACTICE 
RANGE, NAMELY, AN ALUMINUM FRAME WITH AT- 
TACHED NETTING, GOLF CLUB HEADCOVERS, CLUB 
CADDY (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 12-9-1974; IN COMMERCE 12-9-1974. 


1,477,182, 2,168,868 AND 


SN 75-444,260. TIMBUK Il, 
FILED 3-4-1998. 


PALENQUE 


THE TRANSLATION REFERS TO AN ANCIENT 
MAYAN CITY WHICH TRANSLATES INTO ENGLISH AS 
“HITCHING POST”. 

FOR TOYS, NAMELY, A BOARD GAME (U.S. CLS. 22, 
23, 38 AND 50). 


INC., BURLINGTON, VT. 


SN 75-448,967. AGC, 
3-16-1998. 


NUMBERS & NEIGHBORS 


FOR BOARD GAMES (U.S. CLS. 22, 23, 38 AND 50). 


INC., CLEVELAND, OH. FILED 
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SN 75-455,113. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 3-23-1998. 


EVIL SENTINEL 


FOR TOYS AND PLAYTHINGS, NAMELY, TOY 
ACTION FIGURES AND ACCESSORIES THEREFOR, 
TOY WEAPONS AND TOY VEHICLES (U.S. CLS. 22, 23, 38 
AND 50). 

FIRST USE 2-10-1998; IN COMMERCE 2-10-1998. 


SN 75-457,882. JOHNSON WORLDWIDE ASSOCIATES, 
INC., STURTEVANT, WI. FILED 3-26-1998. 


SLINGSHOT 


FOR FISHING REELS AND FISHING RODS (U.S. CLS. 
22, 23, 38 AND 50). 


SN 75-459,984. GUND, INC., EDISON, NJ. FILED 3-31-1998. 


HUGS & KISSES 


OWNER OF U.S. REG. NO. 1,784,933. 
FOR PLUSH TOYS (US. CLS. 22, 23, 38 AND 50). 
FIRST USE 1-29-1998; IN COMMERCE 2-13-1998. 


SN 75-469,441. BELL, PETER D., ORLANDO, FL. FILED 
4-17-1998. 


BOXUM 


AS SHOWN IN THE ACCOMPANYING DRAWING, 
THE MARK SOUGHT TO BE REGISTERED IS COM- 
PRISED OF THE COINED WORD MARK “BOXUM”. 

FOR BOARD GAMES AND ACTION SKILL GAMES 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 75-475,509. MERITUS INDUSTRIES, INC., FAIRFIELD, 
NJ. FILED 4-28-1998. 


RIBBONS & BOWS 


FOR DOLLS, DOLL CLOTHING, AND ACCESSORIES 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 75-483,577. MOORE, CLIFTON H., HYATTSVILLE, MD. 
FILED 5-12-1998. 


RODTY 


FOR FABRIC STRAPS FOR HOLDING TOGETHER 
MODULAR FISHING POLE COMPONENTS (U.S. CLS. 22, 
23, 38 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 28—(Continued). 


SN 75-488,138. WESTWATER ENTERPRISES, L.P., MOUN- 
TAINSIDE, NJ. FILED 5-20-1998. 


MiTV Wn 


PAWS wae 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEAR” AND “COLLECTIBLES”, APART FROM 
THE MARK AS SHOWN. 

FOR PLUSH TOYS; PLUSH TOY AND DOLL ACCESSO- 
RIES, PLAYSETS FOR DOLLS AND PLUSH TOYS, AND 
APPAREL FOR DOLLS AND PLUSH TOYS (U.S. CLS. 22, 
23, 38 AND 50). 

FIRST USE 4-1-1998; IN COMMERCE 4-1-1998. 


SN 75-490,872. LITTLE SOULS, INC., BRIDGEPORT, PA. 
FILED 5-22-1998. 


LITTLE DANDLES 


FOR SOFT SCULPTURE DOLLS AND ACCESSORIES 
THEREFOR, NAMELY, CLOTHES, PURSES, GROOMING 
SUPPLIES, SPORTING EQUIPMENT, PLUSH TOYS, 
DOLL FURNITURE, DOLL HOUSES, AND DOLL ENVI- 
RONMENTS, EACH SOLD SEPARATELY OR AS A SET 
WITH SOFT SCULPTURE DOLLS (US. CLS. 22, 23, 38 
AND 50). 


SN 75-492,667. ZENX CORPORATION, LAGUNA BEACH, 
CA. FILED 5-28-1998. 


CHOMPERS 


FOR AQUATIC PLAYTHINGS, NAMELY, FOAM 
FLOATBOARDS AND RECREATIONAL KICKBOARDS 
(U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 4-1-1997; IN COMMERCE 5-1-1997. 


SN 75-492,892. ROMAN, 
FILED 5-29-1998. 


AMY J., ALEXANDRIA, VA. 


TINIX STIX 


FOR EXERCISE EQUIPMENT, NAMELY, A BAR AND 
BLOCK CONFIGURATION USED FOR AEROBICS AC- 
TIVITIES (U.S. CLS. 22, 23, 38 AND 50). 





™ 98 


CLASS 28—(Continued). 


SN 75-494,038. OUTDOOR MEDIA GROUP, INC., ORLAN- 
DO, FL. FILED 6-1-1998. 


FISHY BABIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BABIES”, APART FROM THE MARK AS SHOWN. 
FOR STUFFED ANIMALS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-494,379. LIFELIKE COMPANY, THE, DBA MY 
TWINN, ENGLEWOOD, CO. FILED 6-2-1998. 


CUDDLY BROTHERS 


FOR DOLLS, DOLL ACCESSORIES, DOLL CLOTHING 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 75-495,297. TRENDMASTERS, INC., ST. LOUIS, MO. 
FILED 6-2-1998. 


OPERATION BUG 


FOR BUG MAKING PLAYSETS, MECHANICAL 
ACTION TOYS, ELECTRICAL ACTION TOYS, CASES 
FOR ACTION FIGURES, CASES FOR PLAY ACCESSO- 
RIES, ACTION FIGURES AND ACTION FIGURE ACCES- 
SORIES, PLAYSETS FOR ACTION FIGURES, MINIA- 
TURE PLAYSETS FOR ACTION FIGURES, ROBOTIC 
PLAY FIGURES, INFLATABLE TOYS SHOWING DECO- 
RATIVE PICTURES (U.S. CLS. 22, 23, 38 AND 50). 


CLASS 29—MEATS AND PROCESSED FOODS 


SN 73-727,448. TRUE THESE BENEFIT MARKETING 
CORP., ELMHURST, IL. FILED 5-9-1988. 


APPLETON CHEESES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHEESES”, APART FROM THE MARK AS SHOWN. 

FOR CHEESE (U.S. CL. 46). 

FIRST USE 9-3-1985; IN COMMERCE 9-7-1985. 
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CLASS 29—(Continued). 


SN 75-093,091. RIVER RANCH FRESH FOODS, 
DALLAS, TX. FILED 4-23-1996. 


INC., 


SUN SLICES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “SLICES”, APART FROM THE MARK AS SHOWN. 
FOR FRESH CUT OR SLICED FRUITS (U.S. CL. 46). 
FIRST USE 7-17-1996; IN COMMERCE 7-17-1997. 


SN 75-411,618. SALUMIFICIO FRATELLI 
S.P.A., 22062 BARZANO (LECCO), 
12-29-1997. 


pa 


i 


=i 


OWNER OF ITALY REG. NO. 721783, DATED 8-28-1997, 
EXPIRES 2-11-2007. 

THE OVAL APPEARING WITHIN THE RECTANGLE 
IN THE MARK IS LINED FOR THE COLORS RED AND 
GREEN. THE REMAINING LINING APPEARING IN THE 
MARK IS A FEATURE OF THE MARK AND NOT IN- 
TENDED TO INDICATE COLOR. 

THE MARK CONSISTS OF A RECTANGLE WITH A 
WHITE BACKGROUND SPLIT IN THREE SECTIONS, 
AND CONTAINING AN OVAL IN THE CENTER. THE 
LEFT SECTION OF THE TRIANGLE CONTAINS A 
SERIES OF VERTICAL GREEN LINES ON A WHITE 
BACKGROUND THAT ARE FEATURES OF THE MARK. 
THE MIDDLE SECTION OF THE RECTANGLE IS 
WHITE. THE RIGHT SECTION OF THE RECTANGLE 
CONTAINS A SERIES OF VERTICAL RED LINES ON A 
WHITE BACKGROUND THAT ARE ALSO FEATURES 
OF THE MARK. 

FOR SALAMI; COLD CUTS; MEAT, FISH; POULTRY 
AND GAME; NOT LIVE SHELLFISH AND CRUSTA- 
CEANS; MEAT EXTRACTS; PRESERVED MEAT; JEL- 
LIES; EGGS; MILK; CHEESE BUTTER; YOGURT, COT- 
TAGE CHEESE; DAIRY PRODUCTS EXCLUDING ICE 
CREAM, ICE MILK AND FROZEN YOGURT; CHEESE; 
BUTTER; YOGURT; EDIBLE OILS AND FATS; CANNED 
MEAT; CANNED FISH (U.S. CL. 46). 


BERETTA 
ITALY, FILED 
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CLASS 29—(Continued). 


SN 75-429,293. 
2-5-1998. 


IGOPLX INC., CHICAGO, IL. FILED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PURA”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF “PURA” IS “PURE”, 
AND THE ENGLISH TRANSLATION OF “VIA FRIGO” IS 

FOR FOOD PRODUCTS, NAMELY, OLIVE OIL (US. 
CL. 46). 

FIRST USE 5-28-1998; IN COMMERCE 5-28-1998. 


CLASS 30—STAPLE FOODS 


SN 75-148,676. TRESPLAIN INVESTMENTS LIMITED, 
HONG KONG, FILED 8-12-1996. 


HONOKAORI 


OWNER OF HONG KONG REG. NO. B5068/98, DATED 
7-23-1996, EXPIRES 7-24-2003. 

THE ENGLISH TRANSLATION OF THE CHINESE 
CHARACTERS IN THE MARK IS “EAR OF GRAIN”. THE 
ENGLISH TRANSLITERAITON OF THE CHINESE 
CHARACTERS IN THE MARK IS “YAI HEUNG”. 

FOR RICE (U.S. CL. 46). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 30—(Continued). 


SN 75-173,879. AGRILINK FOODS, INC., ROCHESTER, 
NY. BY CHANGE OF NAME FROM CURTICE-BURNS 
FOODS, INC., ROCHESTER, NY. FILED 9-30-1996. 


PICANTE DEL SOL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PICANTE”, APART FROM THE MARK AS SHOWN. 
THE ENGLISH TRANSLATION OF “DEL SOL” IS “OF 
THE SUN”. 
FOR SAUCES, NAMELY, PICANTE SAUCES (U.S. CL. 
46). 


SN 75-268,436. SOUTHERN FOODS GROUP, L-P., 
DALLAS, TX. ASSIGNEE OF BORDEN/MEADOW 
GOLD DAIRIES INVESTMENTS, INC., WILMINGTON, 
DE. FILED 4-2-1997. 


FRUIT BLOSSOM DELIGHT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRUIT”, APART FROM THE MARK AS SHOWN. 
FOR SHERBET (U.S. CL. 46). 


SN 75-399,380. CAFE RICO, INC., SAN JUAN, PUERTO 
RICO, FILED 12-3-1997. 


THE MARK IS LINED FOR THE COLORS RED AND 
YELLOw. 

THE MARK CONSISTS OF THE COMBINATION OF 
THE COLORS RED AND YELLOW USED ON THE PACK- 
AGING FOR THE GOODS. THE DOTTED LINING IN 
THE DRAWING IS NOT A FEATURE OF THE MARK. 

SEC. 2(F). 

FOR COFFEE (U.S. CL. 46). 

FIRST USE 0-0-1935; IN COMMERCE 0-0-1935. 
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CLASS 30—(Continued). CLASS 30—(Continued). 


SN 75-417,699. NEW ENGLAND TEA & COFFEE CO.,_ SN 75-462,489. COMMISSARIAT IMPORTS, INC., LOS AN- 
INC., MALDEN, MA. FILED 1-14-1998. GELES, CA. FILED 4-6-1998. 


CUSTOM HOUSE MAGNIFIQUE ! 
Produit du monde 


FOR TEA AND COFFEE (U.S. CL. 46). 
FIRST USE 10-0-1997; IN COMMERCE 10-0-1997. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRODUIT”, APART FROM THE MARK AS SHOWN. 
THE ENGLISH TRANSLATION OF “MAGNIFIQUE” 
AND “PRODUIT DU MONDE” IS “MAGNIFICENT PROD- 
UCT OF THE WORLD”. 
FOR VINEGARS AND MUSTARDS (U.S. CL. 46). 
SN 75-451,132. COFFEE LEGENDS, INC., LITTLE ROCK, 
AR. FILED 3-16-1998. 


SN 75-509,797. HUGHES, CHRISTOPHER T., MILFORD, 
PA. FILED 6-29-1998. 


TORTE KNOX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “TORTE”, APART FROM THE MARK AS SHOWN. 

FOR DESSERTS, NAMELY, CAKES, PASTRIES, 

f SWEETMEATS, EDIBLE CAKE DECORATIONS, PIES, 
iat CHOCOLATE AND SAUCES (U.S. CL. 46). 


SN 75-509,877. BIAGIO’S GOURMET FOODS, INC., ELK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO - GROVE VILLAGE, IL. FILED 6-29-1998. 


USE “CAFE”, “120Z. (340G)”, AND “100% GUATAMALAN 
ARABICA COFFEE”, APART FROM THE MARK AS 
SHOWN. 

THE DRAWING IS LINED FOR THE COLORS RED 
AND GREEN. 

THE ENGLISH TRANSLATION OF “MAYA RICO” IS 
“MAYAN RICH”. 

FOR COFFEE (U.S. CL. 46). 

FIRST USE 10-23-1997; IN COMMERCE 10-23-1997. 


UU OSS ie 
SN 75-458,860. SSE FOODS, INC., MARSHALL, MN. FILED 
3-30-1998. ase. 081 


SANTARELLI’S 


OWNER OF U.S. REG. NOS. 1,456,708 AND 1,897,860. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
SEC. 2(F). USE “RISTORANTE ITALIANO & PIZZERIA, EST. 1957”, 
FOR PIZZA (U.S. CL. 46). APART FROM THE MARK AS SHOWN. 
FIRST USE 7-8-1991; IN COMMERCE 7-8-1991. FOR PIZZA (U.S. CL. 46). 
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CLASS 30—(Continued). CLASS 32—LIGHT BEVERAGES 


SN 75-512,013. S & D COFFEE, INC., CONCORD, NC. _ SN 75-268,474. COCA-COLA COMPANY, THE, ATLANTA, 


FILED 7-6-1998. 


THE COFFEE GROVE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COFFEE”, APART FROM THE MARK AS SHOWN. 
FOR COFFEE AND COFFEE BEANS (U.S. CL. 46). 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


£N 75-420,322. TH. LANGEVELD B.V., LE LISSE, NETH- 
ERLANDS, FILED 1-20-1998. 


OWNER OF U.S. REG. NO. 1,736,889. 

FOR AGRICULTURAL, HORTICULTURAL AND FOR- 
ESTRY PRODUCTS, NAMELY, FLOWER BULBS, 
FLOWER SEEDS, VEGETABLE SEEDS, HERB SEEDS, 
NATURAL LIVING PLANTS AND LIVING FLOWERS 
(U.S. CLS. 1 AND 46). 

FIRST USE 1-0-1994; IN COMMERCE 1-0-1994. 


GA. FILED 4-3-1997. 


THE MARK CONSISTS OF A CONFIGURATION OF A 
BOTTLE WITH ROUNDED ARCH DESIGNS AROUND 
THE NECK OF THE BOTTLE. THE MATTER SHOWN IN 
BROKEN LINES ALONG THE BOTTOM PORTION OF 
THE BOTTLE AND ALONG THE BOTTLE CAP IS NOT 
PART OF THE MARK AND MERELY SERVES TO SHOW 
THE SHAPE OF THE CONTAINER. 

FOR FRUIT JUICES AND FRUIT DRINKS (U.S. CLS. 45, 
46 AND 48). 

FIRST USE 12-31-1996; IN COMMERCE 12-31-1996. 


SN 75-435,359. JAMAL, MOHAMMED YUSUF, HAYWARD, 
CA. FILED 2-17-1998. 


— —__—- 
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NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “POPS”, APART FROM THE MARK AS SHOWN. 

FOR BOTTLED NON-ALCOHOLIC CARBONATED 
FLAVORED SODA (U.S. CLS. 45, 46 AND 48). 


SN 75-481,256. CHIQUITA BRANDS, INC., CINCINNATI, 
OH. FILED 5-7-1998. 


BERRY NAKED 


OWNER OF U.S. REG. NOS. 2,113,464, 2,180,956 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BERRY”, APART FROM THE MARK AS SHOWN. 

FOR FRUIT BASED DRINKS (US. CLS. 45, 46 AND 48). 

FIRST USE 9-0-1995; IN COMMERCE 9-0-1995. 
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CLASS 32—(Continued). 


SN 75-481,257. CHIQUITA BRANDS, INC., CINCINNATI, 
OH. FILED 5-7-1998. 


NAKED IN PARADISE 


OWNER OF U.S. REG. NOS. 2,113,463, 2,180,956 AND 
OTHERS. 

FOR FRUIT BASED DRINKS (U.S. CLS. 45, 46 AND 48). 

FIRST USE 9-0-1995; IN COMMERCE 9-0-1995. 


SN 75-511,722. FREE WILLY KEIKO FOUNDATION, INC., 
NEWPORT, OR. FILED 6-30-1998. 


THE STIPPLING SHOWN ON THE DRAWING IS A 
FEATURE OF THE MARK AND DOES NOT INDICATE 
COLOR. 

FOR BEER; MINERAL AND AERATED WATERS; 
FRUIT JUICES; SYRUPS AND OTHER PREPARATIONS 
FOR MAKING SOFT DRINKS AND FRUIT DRINKS; 
ALE; BRUNSWICK ALE; ALOE VERA DRINKS; ALOE 
VERA JUICES; SWEET CIDER; NON-ALCOHOLIC COCK- 
TAIL MIXES; SOFT DRINK COLAS; FRUIT JUICE CON- 
CENTRATES; FRUIT DRINKS; FRUIT FLAVORED SOFT 
DRINKS; FRUIT JUICE CONCENTRATES; FRUIT 
JUICES; AERATED FRUIT JUICES; FRUIT NECTARS; 
FRUIT PUNCH; FRUIT-BASED SOFT DRINKS FLA- 
VORED WITH TEA; GINGER ALE; TOMATO JUICES; 
VEGETABLE JUICES; LEMONADE; SYRUP FOR 
MAKING LEMONADE; ESSENCES FOR USE IN THE 
MANUFACTURE OF LIQUEURS NOT IN THE NATURE 
OF ESSENTIAL OILS; MALT LIQUOR; BRUNSWICK ALE 
MUM; UNFERMENTED MUST; PORTER; CONCEN- 
TRATES, SYRUPS OR POWDERS USED IN THE PREPA- 
RATION OF SOFT DRINKS; NON-ALCOHOLIC PUNCH; 
SODA WATER; SOFT DRINKS; SOFT DRINKS FLA- 
VORED WITH TEA; SPORTS DRINKS; STOUT; TABLE 
WATER; LITHIA WATER; QUININE WATER; SELTZER 
WATER; SODA WATER; SPRING WATER; DE-ALCOHO- 
LIZED WINES; NON-ALCOHOLIZED WINES (U.S. CLS. 
45, 46 AND 48). 
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CLASS 33—WINES AND SPIRITS 


SN 75-071,733. H.C. STARKE, W. STARKE, P.F. STARKE 
AND J.C. COETZEE, ALL SOUTH AFRICAN CITI- 
ZENS, AS TRUSTEES OF THE J.C.F. STARKE TRUST, 
CAPE TOWN, SOUTH AFRICA, FILED 3-13-1996. 


MEERENDAL 


OWNER OF SOUTH AFRICA REG. NO. 76/2348, DATED 
5-10-1976, EXPIRES 5-10-2006. 
FOR WINES (U.S. CLS. 47 AND 49). 


SN 75-355,781. VINIMPEX CO., SOFIA, BULGARIA, FILED 
9-10-1997. 


THE STIPPLING SHOWN IN THE DRAWING IS A 
FEATURE OF THE MARK AND DOES NOT INDICATE 
COLOR. 

THE NON-LATIN CHARACTERS IN THE MARK 
TRANSLITERATE TO “SVENTI TRIFFON” WHICH 
MEANS “SAINT TRIFFON” IN ENGLISH. 

FOR WINE AND DISTILLED SPIRITS (U.S. CLS. 47 
AND 49). 


SN 75-531,292. BERINGER WINE ESTATES COMPANY, 
ST. HELENA, CA. FILED 8-5-1998. 


COMPOSEE 


THE ENGLISH TRANSLATION OF THE TERM “COM- 
POSEE” IS “COMPOUND” OR “COMBINED”. 
FOR WINE (U.S. CLS. 47 AND 49). 
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CLASS 34—SMOKERS’ ARTICLES 


SN 75-145,809. FRIEDMAN & KLINGE CIGAR COMPANY, 
DBA F & K CIGAR CO., ST. LOUIS, MO. FILED 
8-6-1996. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

THE ENGLISH TRANSLATION OF “AQUILA” IN THE 
MARK IS “EAGLE”. 

FOR CIGARS (U.S. CLS. 2, 8, 9 AND 17). 

FIRST USE 4-7-1996; IN COMMERCE 4-7-1996. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 34—(Continued). 


SN 75-291,492. IMPERIAL TOBACCO LIMITED, MONTRE- 
AL, QUEBEC, CANADA, FILED 5-14-1997. 


(a ee ee) 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 841267, FILED 4-4-1997, REG. NO. 
TMA494341, DATED 5-11-1998, EXPIRES 5-11-2013. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIGHTS” OR “100% NATURAL TOBACCO”, APART 
FROM THE MARK AS SHOWN. 

THE DOTTED LINES SHOW THE MARKS POSITION 
ON THE GOODS. TO THE EXTENT POSSIBLE, THE 
MARK IS LINED FOR COLOR, AND THE COLORS 
BEIGE, DARK BLUE, WHITE, GRAY, AND BROWN ARE 
CLAIMED. 

THE BACKGROUND DEPICTED TO THE LEFT OF 
AND BELOW THE RIGHT ANGLE SHAPE IS BEIGE IN 
COLOR. THE WORDS “NATURAL” AND “TOBACCO” 
AND THE NUMERALS “100%” APPEARING AT THE 
TOP ARE DARK BLUE IN COLOR. THE CIRCLE 
BEHIND THE NUMERALS “100%” IS WHITE IN COLOR 
WITH A DARK BLUE BORDER AND A DARK BLUE 
LINE EXTENDING HORIZONTALLY FROM EITHER 
SIDE. THE WORD “MERCER” AT THE BOTTOM IS 
DARK BLUE IN COLOR WITH WHITE ON THE INSIDE 
BORDER AND GRAY ON THE OUTSIDE BORDER. THE 
TRIANGULAR SHAPE IN THE CENTER IS ALTERNAT- 
ING SHADES OF GRAY AND DARK BLUE AS IS THE 
HORSE’S HEAD WITHIN THE TRIANGULAR SHAPE. 
THE WORD “LIGHTS” APPEARING BELOW THE TRI- 
ANGULAR SHAPE IS DARK BLUE IN COLOR. THE 
RIGHT ANGLE SHAPE APPEARING ON THE RIGHT- 
HAND SIDE AND THE RECTANGULAR SHAPE AP- 
PEARING AT THE BOTTOM ARE VARYING SHADES 
OF BROWN IN COLOR. THE THIN LINE APPEARING 
WITHIN THE RIGHT ANGLE SHAPE IS WHITE IN 
COLOR. THE RIGHT ANGLE SHAPE IS BORDERED ON 
THE LEFT-HAND SIDE AND AT THE BOTTOM BY A 
GREY STRIPE WITH A WHITE STRIPE ON THE OUT- 
SIDE BORDER. THE RECTANGULAR SHAPE APPEAR- 
ING AT THE BOTTOM IS BORDERED ON THE LEFT- 
HAND SIDE AND AT THE TOP BY A GREY STRIPE 
WITH A WHITE STRIPE ON THE OUTSIDE BORDER. 

FOR MANUFACTURED TOBACCO PRODUCTS, 
NAMELY, CIGARETTES (U.S. CLS. 2, 8, 9 AND 17). 
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CLASS 34—(Continued). 


SN 75-325,828. BADISCHE TABAKMANUFAKTUR ROTH- 
HANDLE GMBH, 77933 LAHR/SCHWARZWALD, FED 
REP GERMANY, FILED 7-17-1997. 


Macuba 


FOR SMOKER’S ARTICLES, NAMELY, NON-PRECIOUS 
METAL ASHTRAYS, CIGARETTE PAPER, CIGARETTE 
TUBES WITH AND WITHOUT FILTERS FOR PACKING 
WITH CIGARETTE TOBACCO, CIGARETTE FILTERS, 
NON-PRECIOUS METAL LIGHTERS, CIGARETTE ROLL- 
ING MACHINES, CIGARETTE STUFFING MACHINES, 
AND MATCHES, TOBACCO PRODUCTS, NAMELY, 
CIGARETTES, FINE CUT SMOKING TOBACCO, CIGARS, 
CIGARILLOS, CHEROOTS, PIPE TOBACCO (U.S. CLS. 2, 
8, 9 AND 17). 


SN 75-375,029. SOCIETE NATIONALE D’EXPLOITATION 
INDUSTRIELLE DES TABACS ET ALLUMETTES, 
PARIS CEDEX 07, FRANCE, FILED 10-17-1997. 


CRUZEROS 


FOR CIGARS (U.S. CLS. 2, 8, 9 AND 17). 
FIRST USE 5-0-1998; IN COMMERCE 5-0-1998. 


SN 75-439,082. BURNING SOLUTIONS, INC., MARIETTA, 
GA. FILED 2-23-1998. 


CIGARTREK 


FOR CIGAR HUMIDOR (U.S. CLS. 2, 8, 9 AND 17). 
FIRST USE 2-19-1998; IN COMMERCE 2-19-1998. 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


SN 75-037,953. KORBER-STIFTUNG, D-21033 HAMBURG, 
FED REP GERMANY, FILED 12-27-1995. 


THE TRANSATLANTIC 
CLASSROOM 


FOR ORGANIZING CONVENTIONS AND EXHIBI- 
TIONS IN THE FIELD OF ELECTRONIC TELECOM- 
MUNICATIONS (U.S. CLS. 100, 101 AND 102). 
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CLASS 35—(Continued). 


SN 75-171,576. CLUB MONACO INC., ONTARIO, MSV 1X6, 
CANADA, FILED 9-23-1996. 


CAFE BAR MONACO 


OWNER OF U.S. REG. NO. 1,640,421. 
FOR RETAIL CLOTHING STORE SERVICES (U.S. CLS. 
100, 101 AND 102) 


SN 75-215,319. SWEETS FROM HEAVEN FRANCHISE 
(PTY) LTD., SANDTON 2148, SOUTH AFRICA, FILED 
12-18-1996. 


SWEETS FROM HEAVEN 


OWNER OF SOUTH AFRICA REG. 
DATED 11-17-1992, EXPIRES 11-17-2002. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SWEETS”, APART FROM THE MARK AS SHOWN. 

FOR RETAIL STORES FEATURING CANDY, SWEETS 
AND CONFECTIONARY; DISTRIBUTORSHIPS IN THE 
FIELD OF CANDY, FOOD, BEVERAGES, SWEETS AND 
CONFECTIONARY; COOPERATIVE ADVERTISING AND 
MARKETING; PRODUCT MERCHANDISING; FRAN- 
CHISING, NAMELY, OFFERING TECHNICAL ASSIST- 
ANCE IN THE ESTABLISHMENT AND/OR OPERATION 
OF CANDY STORES (U.S. CLS. 100, 101 AND 102). 


NO. B92/9832, 


SN 75-294,779. CYBERSET TECHNOLOGIES, INC., CIN- 
CINNATI, OH. FILED 5-20-1997. 


COUPONCAST 


FOR PROMOTING THE GOODS AND SERVICES OF 
OTHERS BY DISSEMINATING AND DISTRIBUTING AD- 
VERTISEMENTS, COUPONS, RELATES AND CUSTOM- 
ER DISCOUNTS, ACCESSED THROUGH A GLOBAL 
COMPUTER NETWORK (U.S. CLS. 100, 101 AND 102). 
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CLASS 35—(Continued). CLASS 35—(Continued). 


SN 75-309,161. LEO BURNETT COMPANY, INC., CHICA- SN _ 75-322,000. GREAT AMERICAN BAGEL ENTER- 


GO, IL. FILED 6-16-1997. 


4 4 —~ 
SED QPenranmneY 


OWNER OF U.S. REG. NOS. 910,258 AND 2,102,758. 

THE MARK HAS BEEN LINED FOR THE COLOR 
GREEN. 

THE MARK DOES NOT USE THE NAME OF A LIVING 
INDIVIDUAL. 

FOR ADVERTISING AGENCY SERVICES, INCLUD- 
ING, PROMOTING THE GOODS AND SERVICES OF 
CONSUMER GOODS, FOOD, RESTAURANT SERVICES, 
AUTOMOBILES, TOBACCO, AND ENERGY SERVICES 
AND PRODUCTS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-0-1989; IN COMMERCE 5-0-1989. 


SN 75-321,781. WILLIES, INC., RICHMOND, VA. FILED 
7-9-1997. 


FOR RETAIL STORE SERVICES IN THE FIELD OF 
RECORDS, CASSETTES, COMPACT DISCS, VIDEOS 
AND RELATED MERCHANDISE (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 5-0-1994; IN COMMERCE 5-0-1994. 


SN 75-321,782. WILLIES, INC., RICHMOND, VA. FILED 
7-9-1997. 


BEAT DIS 


FOR RETAIL STORE SERVICES IN THE FIELD OF 
RECORDS, CASSETTES, COMPACT DISCS, VIDEOS 
AND RELATED MERCHANDISE (U.S. CLS. 100, 101 AND 
102). 


PRISES, INC., THE, WESTMONT, IL. FILED 7-10-1997. 


OWNER OF U.S. REG. NO. 1,882,384. 

FOR RETAIL BAKERY SHOPS (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 6-21-1997; IN COMMERCE 6-21-1997. 


SN 75-336,395. 
8-5-1997. 


ECWERKS, INC., TAMPA, FL. FILED 


THE FUTURE OF 
COMMERCE 


FOR BUSINESS CONSULTING SERVICES REGARD- 
ING THE USE OF ON-LINE ELECTRONIC COMMUNICA- 
TION SYSTEMS IN BUSINESS-TO-BUSINESS AND BUSI- 
NESS-TO-CUSTOMER TRANSACTIONS (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 4-18-1997; IN COMMERCE 4-18-1997. 


SN 75-339,907. ECWERKS, 
8-12-1997. 


INC., TAMPA, FL. FILED 


ADO 


FOR ON-LINE ORDERING SERVICES FOR DENTISTS 
SHOPPING FOR OFFICE AND DENTAL SUPPLIES; 
ELECTRONIC JOB PLACEMENT AND CLASSIFIED AD- 
VERTISING SERVICES IN THE DENTAL FIELD (US. 
CLS. 100, 101 AND 102). 

FIRST USE 4-18-1997; IN COMMERCE 4-18-1997. 
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SN 75-346,395. SOCIETY OF MANUFACTURING ENGI- 
NEERS, DEARBORN, MI. FILED 8-25-1997. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FINISHING”, APART FROM THE MARK AS 
SHOWN. 

THE STIPPLING AND LINING ARE FEATURES OF 
THE MARK AND DO NOT INDICATE COLOR. 

FOR ARRANGING AND CONDUCTING CONFER- 
ENCES AND EXPOSITIONS RELATED TO THE COAT- 
ING AND FINISHING INDUSTRIES (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 0-0-1977; IN COMMERCE 0-0-1977. 


SN 75-361,997. LEO BURNETT COMPANY, INC., CHICA- 
GO, IL. FILED 9-24-1997. 


BRANDPATH 


FOR ADVERTISING AGENCY SERVICES; PUBLIC RE- 
LATIONS; MARKET RESEARCH; MARKET ANALYSIS; 
BUSINESS MARKETING CONSULTING’ SERVICES, 
NAMELY, DEVELOPING AND MARKETING CORPO- 
RATE BRAND IDENTITY AND ORIGINATING, DEVEL- 
OPING, MANAGING, EVALUATING AND BUILDING 
BRANDS AND BRAND NAMES; INTERACTIVE BUSI- 
NESS MARKETING CONSULTING SERVICES; BUSINESS 
MANAGEMENT CONSULTING SERVICES AND BRAND- 
ING CONSULTING SERVICES (U.S. CLS. 100, 101 AND 
102). 


SN 75-362,046. SCHNEIDER, HOWARD, 
FILED 9-24-1997. 


MIAMI, FL. 


1-800-YOUR CPA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CPA”, APART FROM THE MARK AS SHOWN. 

FOR ACCOUNTING SERVICES (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 1-8-1996; IN COMMERCE 1-8-1996. 
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SN 75-366,364. AGE WAVE COMMUNICATIONS CORPO- 
RATION, EMERYVILLE, CA. FILED 10-1-1997. 


OY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EXPO”, APART FROM THE MARK AS SHOWN. 

FOR ARRANGING AND CONDUCTING TRADE SHOW 
EXPOSITIONS FEATURING WALKING CANES, CLOTH- 
ING, CLOTHING ACCESSORIES, NOVELTY ITEMS, 
FOOD AND BEVERAGES, AND PERSONAL CARE 
SERVICES, GOLF INSTRUCTION, HEALTH SCREEN- 
INGS, RETIREMENT PLANNING SEMINARS, NUTRI- 


GARDENING ADVICE, 
TRAVEL AGENCY SERVICES AND CAREER PLAN- 
NING TARGETED TO MATURE ADULTS (U.S. CLS. 100, 
101 AND 102). 
FIRST USE 8-10-1997; IN COMMERCE 8-10-1997. 


SN 75-380,981. NARDONI ASSOCIATES, INC., ANNAN- 
DALE, PA. FILED 10-28-1997. 


360NE* 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ON THE NET”, APART FROM THE MARK AS 
SHOWN. 

FOR BUSINESS CONSULTING SERVICES IN THE 
FIELD OF EMPLOYEE ASSESSMENT, NAMELY, DE- 
VELOPING AND IMPLEMENTING SYSTEMS FOR 
MEASURING AND ASSESSING EMPLOYEE PERFORM- 
ANCE AND FOR REDUCING DATA RELATING TO EM- 
PLOYEE PERFORMANCE (U.S. CLS. 100, 101 AND 102). 
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SN 75-382,615. NEW YORK TIMES COMPANY MAGA- 
ZINE GROUP, INC. , THE, TRUMBULL, CT. FILED 
10-31-1997. 


THE GOLF COMPANY 
FROM GOLF DIGEST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOLF COMPANY” AND “GOLF”, APART FROM 
THE MARK AS SHOWN. 

FOR RETAIL STORE SERVICES FEATURING GOLF- 
ING EQUIPMENT AND GOLF CLOTHING (U.S. CLS. 100, 
101 AND 102). 


SN 75-385,566. LABOR FORCE, INC., HOUSTON, TX. 
FILED 11-5-1997. 


Ti My ApT 


FOR TEMPORARY STAFFING SERVICES FOR WORK- 
ERS WITH TECHNICAL SKILLS (U.S. CLS. 100, 101 AND 
102). 


SN 75-393,254. CLASS ACTION STUDENT OUTFITTERS, 
INC., ORLAND PARK, IL. FILED 11-20-1997. 


TEACHER TAILORED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEACHER”, APART FROM THE MARK AS 
SHOWN. 

FOR PROCUREMENT SERVICES IN THE FIELD OF 
PERSONALIZED SCHOOL SUPPLY KITS FOR SCHOOLS, 
TEACHERS, PARENTS AND STUDENTS, CONTAINING 
PENCILS, INK PENS, CRAYONS, DRAWING RULERS, 
GLUE FOR STATIONERY USE, FOLDERS, NOTEBOOK 
PAPER, NOTEBOOKS AND THE LIKE (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 3-0-1995; IN COMMERCE 3-0-1995. 


SN 75-393,629. RELIANT PERSONNEL, INC., BROOKLYN 
PARK, MN. FILED 11-20-1997. 


RELIANT PERSONNEL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PERSONNEL”, APART FROM THE MARK AS 
SHOWN. 

FOR TEMPORARY EMPLOYMENT AGENCIES, EM- 
PLOYEE LEASING, EMPLOYMENT OUTPLACEMENT 
SERVICES, PAYROLL PREPARATION, AND DATA 
PROCESSING SERVICES (U.S. CLS. 100, 101 AND 102). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-399,349. SHARPER IMAGE CORPORATION, SAN 
FRANCISCO, CA. FILED 12-3-1997. 


THE SHARPER IMAGE 
HOME COLLECTION 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOME COLLECTION”, APART FROM THE MARK 
AS SHOWN. 

FOR MAIL ORDER AND PHONE CATALOG SERV- 
ICES IN THE FIELD OF FURNITURE, CHINA, LAMPS, 
RUGS AND OTHER HOME FURNISHINGS (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 1-8-1996; IN COMMERCE 1-8-1996. 


1,171,695, 1,951,401 AND 


SN 75-400,464. FAIRCHILD PUBLICATIONS, INC., NEW 
YORK, NY. FILED 12-5-1997. 


GLOBAL RETAIL CEO 
SUMMIT 


OWNER OF U.S. REG. NO. 2,114,890. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RETAIL CEO SUMMIT”, APART FROM THE 
MARK AS SHOWN. 

FOR ARRANGING AND CONDUCTING CONFER- 
ENCES FOR CEO’S IN THE RETAIL FIELD (U:S. CLS. 
100, 101 AND 102). 


SN 75-401,613. AMERICAN TV & APPLIANCE OF MADI- 
SON, INC., MADISON, WI. FILED 12-8-1997. 


GREAT QUALITY AT 
PRICES AMERICAN IS 
FAMOUS FOR! 


FOR RETAIL STORE SERVICES FEATURING SELECT- 
ED FURNITURE GROUPS (U.S. CLS. 100, 101 AND 102). 
FIRST USE 4-27-1997; IN COMMERCE 4-27-1997. 


SN 75-401,639. AMERICAN TV & APPLIANCE OF MADI- 
SON, INC., MADISON, WI. FILED 12-8-1997. 


VALUE COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

FOR RETAIL STORE SERVICES FEATURING SELECT- 
ED FURNITURE GROUPS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-27-1997; IN COMMERCE 4-27-1997. 
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SN 75-401,812. TRACK MANAGEMENT, HACKENSACK, 
NJ. FILED 12-8-1997. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MANAGEMENT”, APART FROM THE MARK AS 
SHOWN. 

FOR PERSONAL AND PROFESSIONAL MANAGE- 
MENT FOR PERFORMING AND MUSICAL ARTISTS 
(U.S. CLS. 100, 101 AND 102). 


SN 75-417,992. LANDS’ END, INC., DODGEVILLE, WI. 
FILED 1-14-1998. 


THE 12 THAT BUILT THE 
BUSINESS 


FOR RETAIL STORE SERVICES AND MAIL ORDER 
CATALOG SERVICES FEATURING CLOTHING FOR 
MEN, WOMEN AND CHILDREN, SPORTING GOODS, 
HOUSEWARES, PERSONAL ACCESSORIES AND LUG- 
GAGE (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-0-1997; IN COMMERCE 3-0-1997. 


SN 75-418,897. MARKETING MADNESS, INC., OAKTON, 
VA. FILED 1-16-1998. 


MARKETING MANIA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MARKETING”, APART FROM THE MARK AS 
SHOWN. 

FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
ADVERTISING AND MARKETING NOVELTY ITEMS 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 8-0-1997; IN COMMERCE 8-0-1997. 
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SN 75-425,360. SHAKLEE CORPORATION,, SAN FRAN- 
CISCO, CA. FILED 1-29-1998. 


WE CARE ABOUT YOUR 
HEALTH 


FOR DOOR-TO-DOOR RETAIL MERCHANDISING OF 
VARIOUS GOODS, NAMELY, NUTRITIONAL AND 
FOOD SUPPLEMENTS, COSMETICS, TOILETRIES, 
CLEANERS, AND OTHER PERSONAL CARE AND 
HOUSEHOLD PRODUCTS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-21-1997; IN COMMERCE 7-21-1997. 


SN 75-425,530. SHAKLEE CORPORATION, SAN FRANCIS- 
CO, CA. FILED 1-29-1998. 


WE CARE ABOUT YOUR 
FUTURE 


FOR DOOR-TO-DOOR RETAIL MERCHANDISING OF 
VARIOUS GOODS, NAMELY, NUTRITIONAL AND 
FOOD SUPPLEMENTS, COSMETICS, TOILETRIES, 
CLEANERS, AND OTHER PERSONAL CARE AND 
HOUSEHOLD PRODUCTS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-21-1997; IN COMMERCE 7-21-1997. 


SN 75-442,315. FIRST FEDERAL AUTO AUCTION OF 
NEW JERSEY, INC., ELIZABETH, NJ. FILED 2-27-1998. 


FIRST FEDERAL AUTO 
AUCTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AUTO AUCTION”, APART FROM THE MARK AS 
SHOWN. 

FOR WHOLESALE AND RETAIL AUCTION OF USED 
AUTOMOBILES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-14-1995; IN COMMERCE 1-14-1995. 


SN 75-449,128. SHAKLEE CORPORATION, SAN FRANCIS- 
CO, CA. FILED 3-12-1998. 


CHANGE THE FACE OF 
YOUR FUTURE 


FOR DOOR-TO-DOOR RETAIL MERCHANDISING OF 
VARIOUS GOODS, NAMELY, COSMETICS, TOILETRIES 
AND OTHER PERSONAL CARE PRODUCTS (U.S. CLS. 
100, 101 AND 102). 
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SN 75-449,314. SHAKLEE CORPORATION, SAN FRANCIS- 
CO, CA. FILED 3-12-1998. 


CHANGING THE FACE OF 
SKIN CARE 


FOR DOOR-TO-DOOR RETAIL MERCHANDISING OF 
VARIOUS GOODS, NAMELY, COSMETICS, TOILETRIES 
AND OTHER PERSONAL CARE PRODUCTS (U:S. CLS. 
100, 101 AND 102). 


SN 75-450,136. MEMBERS ONLY, INC., MILL CREEK, WA. 
FILED 3-13-1998. 


AUTOMOTIVE AVENUE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AUTOMOTIVE”, APART FROM THE MARK AS 
SHOWN. 

FOR PROMOTING THE AUTOMOTIVE GOODS AND 
SERVICES OF OTHERS BY PROMOTING OFF-SITE CAR 
DEALERSHIP SERVICES AND AUTOMOTIVE PROMO- 
TIONAL EVENTS; BUSINESS MARKETING CONSULT- 
ING SERVICES FOR AUTOMOTIVE DEALERS AND 
CAR LOAN LENDERS; AND AUTOMOTIVE BUYING 
CLUBS (U.S. CLS. 100, 101 AND 102). 


SN 75-450,195. ROSECO, 
3-13-1998. 


INC., DALLAS, TX. FILED 


ROSECO, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC.”, APART FROM THE MARK AS SHOWN. 

FOR WHOLESALE AND MAIL ORDER CATALOGUE 
SERVICES BOTH FEATURING JEWELRY PRODUCTS 
AND WATCH REPAIR PRODUCTS (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 6-14-1979; IN COMMERCE 6-14-1979. 


SN 75-453,621. FGI, INC., CHAPEL HILL, NC. FILED 
3-20-1998. 


TACTICAL REPORT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REPORT”, APART FROM THE MARK AS SHOWN. 

FOR PREPARING BUSINESS REPORTS BASED ON 
THE ANALYSIS AND SUMMARY OF CLIENT INTER- 
VIEWS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-31-1984; IN COMMERCE 12-31-1984. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-460,374. STANFORD-WESCOTT CORPORATION, 
GUERNEVILLE, CA. FILED 4-1-1998. 


FUTUREBRIDGE 


FOR CONSULTING IN THE FIELD OF BUSINESS, 
BUSINESS STRATEGY, ORGANIZATIONS AND OPER- 
ATIONS, AND PERSONNEL (U.S. CLS. 100, 101 AND 102). 


SN 75-467,067. WRITE STUFF, LTD, THE, WILMINGTON, 
NC. FILED 4-13-1998. 


THE KING’S ROAD 


FOR RETAIL STORE SERVICES SPECIALIZING IN 
GREETING CARDS, STATIONERY AND GIFTS (US. 
CLS. 100, 101 AND 102). 

FIRST USE 1-27-1998; IN COMMERCE 1-27-1998. 


SN 75-469,916. FISCHER ENTERPRISES, INC., FRAMING- 
HAM, MA. FILED 4-20-1998. 


TOTAL BODY SOLUTIONS 


FOR OPERATION OF RETAIL OUTLETS SPECIALIZ- 
ING IN BACK, POSTURE, AND OTHER BODY SUPPORT 
AND MEDICALLY RELATED PRODUCTS FOR THE 
HUMAN ANATOMY, THROUGH ITS DISPLAYING THE 
MARK ON PUBLISHED ADVERTISEMENTS, ON SIG- 
NAGE AND OTHER PROMOTIONAL MATERIALS RE- 
SPECTING ITS SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-496,530. EUREKA! INSTITUTE, INC., CINCINNATI, 
OH. FILED 6-5-1998. 


CAPITALIST CREATIVITY 


FOR BUSINESS MARKETING CONSULTING SERV- 
ICES (U.S. CLS. 100, 101 AND 102). 


SN 75-514,823. REMEDYTEMP, INC., SAN JUAN CAPIS- 
TRANO, CA. FILED 7-7-1998. 


REMEDY TECHNICAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TECHNICAL”, APART FROM THE MARK AS 
SHOWN. 

FOR TEMPORARY AND PERMANENT PERSONNEL 
AND RECRUITING SERVICES (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 11-11-1997; IN COMMERCE 11-11-1997. 





TM 110 


CLASS 35—(Continued). 


SN 75-538,185. HD AMERICA, INC., EARTH CITY, MO. 
FILED 8-18-1998. 


COUT LIILLIZZ 
UAEEEEM EIT TSL 4 
SAN t=“ 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PARTS NETWORK”, APART FROM THE MARK AS 
SHOWN. 

FOR DISTRIBUTORSHIP SERVICES FEATURING 
HEAVY TRUCK PARTS (U.S. CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


SN 75-183,095. AFFINITY TECHNOLOGY GROUP, INC., 
COLUMBIA, SC. FILED 10-17-1996. 


DECISYS/RT 


OWNER OF U.S. REG. NOS. 2,021,983 AND 2,027,119. 

FOR FINANCIAL SERVICES, NAMELY, ASSISTING 
BANKS AND OTHER FINANCIAL INSTITUTIONS IN 
EVALUATING, PROCESSING AND DOCUMENTING 
LENDING AND CREDIT TRANSACTIONS THROUGH A 
COMPUTER SOFTWARE SYSTEM (U.S. CLS. 100, 101 
AND 102). 


SN 75-212,812. CHARLES SCHWAB & CO., 
FRANCISCO, CA. FILED 12-13-1996. 


SMART 


FOR RETIREMENT PLAN ADMINISTRATION SERV- 
ICES (U.S. CLS. 100, 101 AND 102). 


INC., SAN 


SN 75-310,595. FIRST NATIONAL BANK OF OMAHA, 
OMAHA, NE. FILED 6-13-1997. 


PROFESSIONAL SERIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERIES”, APART FROM THE MARK AS SHOWN. 

FOR CREDIT CARD SERVICES (U.S. CLS. 100, 101 AND 
102). 


OFFICIAL GAZETTE 
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SN 75-314,958. CRAFTER’S MALL USA, INC., WEATHER- 
FORD, OK. FILED 6-25-1997. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HAND MADE GIFTS” OR “HOME DECOR”, 
APART FROM THE MARK AS SHOWN. 

FOR LEASING STORE SPACE, NAMELY, PROVIDING 
EXHIBITORS WITH SPACE AND BOOTHS FOR CON- 
SIGNMENT SALES OF CRAFTED GOODS (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 10-0-1991; IN COMMERCE 10-0-1991. 


SN 75-314,959. CRAFTER’S MALL USA, INC., WEATHER- 
FORD, OK. FILED 6-25-1997. 


Crafters | — 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CRAFTER’S MALL”, “USA”, “HAND MADE 
GIFTS”, OR “HOME DECOR”, APART FROM THE MARK 
AS SHOWN. 

FOR LEASING STORE SPACE, NAMELY, PROVIDING 
EXHIBITORS WITH SPACE AND BOOTHS FOR CON- 
SIGNMENT SALES OF CRAFTED GOODS (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 10-0-1991; IN COMMERCE 10-0-1991. 


SN 75-319,831. WEALTHNET INCORPORATED, MESA, 
AZ. FILED 7-7-1997. 


COMANITY 


FOR CHARITABLE FUND RAISING SERVICES (U.S. 
CLS. 100, 101 AND 102). 
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SN 75-321,274. TEMPER OF THE TIMES COMMUNICA- 
TIONS, INC., MAMARONECK, NY. FILED 7-8-1997. 


TEMPER ENROLLMENT 
SERVICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENROLLMENT SERVICE”, APART FROM THE 
MARK AS SHOWN. 

FOR FINANCIAL SERVICES, NAMELY, ENABLING 
SUBSCRIBERS TO ENROLL IN DIVIDEND REINVEST- 
MENT PROGRAMS, OPEN ACCOUNTS WITH SELECT 
COMPANIES AND QUALIFY TO INVEST IN _ 1,000 
SELECT COMPANIES AND THEIR DIVIDEND REIN- 
VESTMENT PROGRAMS; AND FINANCIAL SERVICES, 
NAMELY, PROVIDING INFORMATION IN THE AREA 
OF STOCK PRICE QUOTES, COMPANY PORTFOLIOS 
AND CURRENT MARKET ANALYSIS OF DIVIDEND 
REINVESTMENT PROGRAMS, BY MEANS OF A 
GLOBAL COMPUTER NETWORK DATABASE (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 3-4-1997; IN COMMERCE 3-4-1997. 


SN 75-332,685. CHICAGO MUTUAL INSURANCE COMPA- 
NY, CHICAGO, IL. FILED 7-29-1997. 


CMAutoS 


FOR PROPERTY AND CASUALTY INSURANCE UN- 
DERWRITING, ADMINISTRATION, BROKERAGE, AND 
CLAIMS ADJUSTMENT SERVICES (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 12-6-1996; IN COMMERCE 12-6-1996. 


SN 75-338,369. TRI-MILLENNIUM HOMES, INC., WIL- 
MINGTON, DE. FILED 8-11-1997. 


TRI-MILLENNIUM HOMES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOMES”, APART FROM THE MARK AS SHOWN. 

FOR REAL ESTATE DEVELOPMENT SERVICES (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 6-17-1997; IN COMMERCE 6-17-1997. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-340,824. PROVIDENT BANK, THE, CINCINNATI, 


OH. FILED 8-14-1997. 


eet 


manmg= Passport Plan 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLAN”, APART FROM THE MARK AS SHOWN. 

FOR BANKING SERVICES, NAMELY, ADMINISTER- 
ING 401K RETIREMENT PLANS (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 1-0-1993; IN COMMERCE 1-0-1993. 


SN 75-354,499. FEDERATED MUTUAL INSURANCE COM- 
PANY, OWATONNA, MN. FILED 9-10-1997. 


DEALERS PREFERRED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PREFERRED”, APART FROM THE MARK AS 
SHOWN. 

FOR GROUP LIFE AND HEALTH INSURANCE UN- 
DERWRITING SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-6-1990; IN COMMERCE 7-6-1990. 


SN 75-354,593. FEDERATED MUTUAL INSURANCE COM- 
PANY, OWATONNA, MN. FILED 9-10-1997. 


MANUFACTURERS 
PREFERRED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PREFERRED”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR GROUP LIFE AND HEALTH INSURANCE UN- 
DERWRITING SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-6-1990; IN COMMERCE 7-6-1990. 


SN 75-391,245. EVANS, WAYNE THOMAS, SUNNYVALE, 
CA. FILED 11-17-1997. 


THE FINANCIAL DISTRICT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FINANCIAL”, APART FROM THE MARK AS 
SHOWN. 

FOR ON-LINE BROKERAGE OF BUSINESS, COMMER- 
CIAL AND RESIDENTIAL LOANS, BY MEANS OF A 
GLOBAL COMPUTER INFORMATION NETWORK (U.S. 
CLS. 100, 101 AND 102). 
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SN 75-415,781. 
FRANCISCO, CA. FILED 1-9-1998. 


TRANSRENEWAL 


FOR FIXED ANNUITY UNDERWRITING SERVICES 


(U.S. CLS. 100, 101 AND 102). 


SN 75-417,530. MERCANTILE STORES COMPANY, INC., 
FAIRFIELD, OH. FILED 1-13-1998. 


OCCASIONS 


FOR ELECTRONIC GIFT CERTIFICATE SERVICES, 
NAMCLY DEBIT CARDS THAT ARE BOUGHT AND 
USED AS DECLINING BALANCE GIFT CERTIFICATE 
(U.S. CLS. 100, 101 AND 102). 


FIRST USE 5-0-1997; IN COMMERCE 5-0-1997. 


SN 75-421,901. LEGG MASON WOOD WALKER, INCOR- 
PORATED, BALTIMORE, MD. FILED 1-22-1998. 


HOW TO INVEST 


FOR FINANCIAL SERVICES, NAMELY, SECURITIES 
BROKERAGE, INVESTMENT ADVISORY, CORPORATE 
AND PUBLIC FINANCE AND MORTGAGE BANKING 
SERVICES (U.S. CLS. 100, 101 AND 102). 


OFFICIAL GAZETTE 
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SN 75-430,059. REACHING BACK FOUNDATION, INC., 
THE, BOSTON, MA. FILED 2-6-1998. 


1 
0 
1) 
0 

12 


P) 
(a 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FOUNDATION”, APART FROM THE MARK AS 
SHOWN. 

FOR CHARITABLE SERVICES, NAMELY ORGANIZ- 
ING FUNDRAISING SPORTING EVENTS, INCLUDING 
GOLF TOURNAMENTS, PERFORMING ARTS EVENTS 
AND RELATED RECEPTIONS AND MAKING GRANTS 
TO BENEFIT MINORITY AND DISADVANTAGED 
YOUTHS (U.S. CLS. 100, 101 AND 102). 


SN 75-433,660. DEL WEBB CORPORATION, PHOENIX, 
AZ. FILED 2-3-1998. 


(@) oun City 
™ MacDonald Ranch 


OWNER OF US. REG. 1,932,669 AND 
OTHERS. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RANCH”, APART FROM THE MARK AS SHOWN. 

FOR REAL ESTATE BROKERAGE SERVICES, REAL 
ESTATE AGENCY SERVICES, LISTING AND LEASING 
OF REAL ESTATE, AND REAL ESTATE MANAGEMENT 
SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


NOS. 768,006, 


SN 75-435,084. COASTAL FEDERAL SAVINGS BANK, 
MYRTLE BEACH, SC. FILED 2-17-1998. 


PREFERRED PRIME 


FOR CREDIT CARD SERVICES (U.S. CLS. 100, 101 AND 
102). 





JANUARY 5, 1999 


CLASS 36—(Continued). 


SN 75-442,355. RELIANCE NATIONAL INSURANCE COM- 
PANY, NEW YORK, NY. FILED 3-2-1998. 


CYBERBOP 


FOR INSURANCE SERVICES, NAMELY, CONSULTA- 
TION IN THE FIELD OF MANAGED HEALTH CARE 
(U.S. CLS. 100, 101 AND 102). 


SN 75-442,371. NEW YORK LIFE INSURANCE COMPANY, 
NEW YORK, NY. FILED 3-2-1998. 


NYLIAC ASSET PRESERVER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASSET PRESERVER”, APART FROM THE MARK 
AS SHOWN. 

FOR LIFE INSURANCE AND ANNUITIES UNDER- 
WRITING (U.S. CLS. 100, 101 AND 102). 


SN 75-448,785. FIRST STREET MORTGAGE CORP., JACK- 
SONVILLE, FL. FILED 3-12-1998. 


FLEX125 


FOR FINANCIAL PROGRAMS AND SERVICES, 
NAMELY, MORTGAGE LENDING, SECURED AND UN- 
SECURED LOANS, AND LINES OF CREDIT (U.S. CLS. 
100, 101 AND 102). 


SN 75-456,113. FEDERATED INVESTORS, INC., PITTS- 
BURGH, PA. FILED 3-24-1998. 


Federated 


OWNER OF U.S. REG. NOS. 
1,516,667. 

FOR FINANCIAL SERVICES, NAMELY, MUTUAL 
FUND INVESTMENT, BROKERAGE, DISTRIBUTION, 
AND MANAGEMENT (U.S. CLS. 100, 101 AND 102). 


1,493,521, 1,515,784 AND 


SN 75-457,109. FIRST SIERRA FINANCIAL, INC., HOUS- 
TON, TX. FILED 3-25-1998. 


SOFTLEASE 


FOR FINANCIAL SERVICES, NAMELY, COMPUTER 
SOFTWARE LEASE FINANCING SERVICES (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 5-1-1996; IN COMMERCE 5-1-1996. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 36—(Continued). 


SN 75-457,968. FIRST AMERICAN NATIONAL BANK, 
NASHVILLE, TN. FILED 3-27-1998. 


ENCOMPASS 


FOR BANKING AND _ FINANCIAL SERVICES, 
NAMELY, PERSONAL TRUST SERVICES (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 12-15-1997; IN COMMERCE 12-15-1997. 


SN 75-459,003. WARRIOR INSURANCE GROUP, 
BEDFORD PARK, IL. FILED 3-30-1998. 


INC., 


OWNER OF U.S. REG. NO. 2,184,307. 

THE STIPPLING IS FOR SHADING PURPOSES ONLY 
AND DOES NOT INDICATE COLOR. 

FOR INSURANCE UNDERWRITING SERVICES, IN 
THE FIELD OF AUTOMOTIVE AND HOMEOWNER IN- 
SURANCE (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-0-1998; IN COMMERCE 3-0-1998. 


SN 75-461,812. FEDERAL NATIONAL MORTGAGE ASSO- 
CIATION, DBA FANNIE MAE, WASHINGTON, DC. 
FILED 4-3-1998. 


RENT TO HOME 


FOR MORTGAGE LENDING SERVICES AIMED AT 
PREPARING RESIDENTS OF RENTAL PROPERTY TO 
BECOME HOME OWNERS (U.S. CLS. 100, 101 AND 102). 


SN 75-464,526. UNITED DOMINION REALTY TRUST, 
INC., RICHMOND, VA. FILED 4-8-1998. 


UNITED DOMINION 


FOR APARTMENT AND APARTMENT COMPLEX 
MANAGEMENT, RENTAL AND LEASING SERVICES 
(U.S. CLS. 100, 101 AND 102). 
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SN 75-487,367. RACE ROCK INTERNATIONAL, INC., ST. 
LOUIS, MO. FILED 5-18-1998. 





FOR CREDIT CARD SERVICES (U.S. CLS. 100, 101 AND 
102). 
FIRST USE 3-8-1998; IN COMMERCE 3-8-1998. 


SN 75-489,914. EQUITABLE LIFE INSURANCE COMPANY 
OF IOWA, DES MOINES, IA. FILED 5-22-1998. 


TSA 10 + 10 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TSA”, APART FROM THE MARK AS SHOWN. 

FOR LIFE INSURANCE AND ANNUITY UNDERWRIT- 
ING SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-491,416. NICHOLAS APPLEGATE CAPITAL MAN- 
AGEMENT, SAN DIEGO, CA. FILED 5-27-1998. 


INVESTING IN THE 
COMPANIES OF 
TOMORROW 


FOR FINANCIAL AND INVESTMENT SERVICES; 
NAMELY, THE ANALYSIS AND MANAGEMENT OF FI- 
NANCIAL AND SECURITIES PORTFOLIOS; FINANCIAL 
AND INVESTMENT ADVICE; COMMODITY TRADING 
FOR OTHERS; AND THE FORMATION, OFFERING, AND 
MANAGEMENT OF LIMITED PARTNERSHIPS, ANNU- 
ITIES, AND MUTUAL FUNDS (U.S. CLS. 100, 101 AND 
102). 


OFFICIAL GAZETTE 


JANUARY 5, 1999 
CLASS 37—CONSTRUCTION AND REPAIR 


SN 75-131,891. MAZDA MOTOR CORPORATION, HIRO- 
SHIMA, JAPAN, FILED 7-10-1996. 


Qa 


PRIORITY CLAIMED UNDER SEC. 44D) ON JAPAN 
APPLICATION NO. HEISEISNENI5, FILED 1-11-1996, 
REG. NO. 4159297, DATED 6-26-1998, EXPIRES 6-26-2008. 

A FLATTENED OVAL SHAPE CONTAINING A “V” OR 
WING DESIGN ON A RECTANGULAR BACKGROUND. 

FOR REPAIR OF MAINTENANCE SERVICES FOR 
AUTOMOBILES; REPAIR OR MAINTENANCE SERVICES 
FOR AUTOMOBILE ENGINES; REPAIR OR MAINTE- 
NANCE SERVICES FOR AIR CONDITIONING APPARA- 
TUS; REPAIR OR MAINTENANCE SERVICES FOR 
AUDIO APPARATUS, NAMELY, RADIOS, TELEVISIONS, 
CASSETTE PLAYERS, COMPACT DISC PLAYERS, COM- 
PACT DISC CHANGERS, VIDEO DISC PLAYERS, AUDIO 
AMPLIFIERS, SPEAKERS AND NAVIGATIONAL IN- 
STRUMENTS; REPAIR FOR RADIO RECEIVERS AND 
TELEVISION RECEIVERS; REPAIR OR MAINTENANCE 
FOR CLOCKS AND WATCHES (U.S. CLS. 100, 103 AND 
106). 


SN 75-295,916. WHELAN’S CARPET CO., INC., SEAFORD, 
NY. FILED 5-21-1997. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CARPET CO. INC.”, APART FROM THE MARK AS 
SHOWN. 

FOR INTERIOR AND EXTERIOR CLEANING AND 
MAINTENANCE SERVICES FOR COMMERCIAL AND 
RESIDENTIAL BUILDINGS; MAID SERVICES; JANITO- 
RIAL SERVICES; INSTALLATION AND REPAIR OF 
FLOORING AND FLOOR COVERING; CONSTRUCTION 
AND REMODELING OF COMMERCIAL AND RESIDEN- 
TIAL BUILDINGS; INTERIOR AND EXTERIOR PAINT- 
ING; REPAIR AND REFINISHING OF INTERIOR AND 
EXTERIOR FIXTURES (U.S. CLS. 100, 103 AND 106). 

FIRST USE 1-0-1978; IN COMMERCE 1-0-1982. 
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SN 75-295,922. WHELAN’S INTERNATIONAL CO., INC., 
SEAFORD, NY. FILED 5-21-1997. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERNATIONAL CO., INC.”, APART FROM THE 
MARK AS SHOWN. 

FOR INTERIOR AND EXTERIOR CLEANING AND 
MAINTENANCE SERVICES FOR COMMERCIAL AND 
RESIDENTIAL BUILDINGS; MAID SERVICES; JANITO- 
RIAL SERVICES; INSTALLATION AND REPAIR OF 
FLOORING AND FLOOR COVERING; CONSTRUCTION 
AND REMODELING OF COMMERCIAL AND RESIDEN- 
TIAL BUILDINGS; INTERIOR AND EXTERIOR PAINT- 
ING; REPAIR AND REFINISHING OF INTERIOR AND 
EXTERIOR FIXTURES (U.S. CLS. 100, 103 AND 106). 

FIRST USE 3-0-1996; IN COMMERCE 3-0-1996. 


SN 75-303,285. THIBODEAU, PAUL, MISSION VIEJO, CA. 
FILED 6-4-1997. 


PAUL’S 


FOR CUSTOMIZING OF WINDOW TREATMENTS IN- 
CLUDING SHUTTERS TO THE ORDER AND SPECIFICA- 
TION OF OTHERS, SALE AND INSTALLATION SERV- 
ICES IN THE FIELD OF WINDOW AND DOORWAY 
TREATMENTS INCLUDING SHUTTERS (U.S. CLS. 100, 
103 AND 106). 

FIRST USE 7-0-1990; IN COMMERCE 7-0-1990. 


SN 75-321,004. DANILUK CORP., THE, OKLAHOMA CITY, 
OK. FILED 7-8-1997. 


DANILUK 


SEC. 2(F). 

FOR REMANUFACTURING OF MACHINE TOOLS TO 
THE SPECIFICATION OF OTHERS (U.S. CLS. 100, 103 
AND 106). 

FIRST USE 3-8-1989; IN COMMERCE 3-8-1989. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 37—(Continued). 


SN 75-408,932. WATERPARK, L.L.C.. BETTENDORF, IA. 
FILED 12-22-1997. 


WATERPARK 


FOR AUTOMOBILE WASHING SERVICES (U.S. CLS. 
100, 103 AND 106). 
FIRST USE 7-13-1996; IN COMMERCE 7-13-1996. 


SN 75-433,659. DEL WEBB CORPORATION, PHOENIX, 
AZ. FILED 2-3-1998. 


@ lun City 
~ MacDonald Ranch 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RANCH”, APART FROM THE MARK AS SHOWN. 

FOR PLANNING AND LAYING OUT OF RESIDEN- 
TIAL COMMUNITIES, RECREATIONAL FACILITIES, 
SOCIAL AND COMMUNITY FACILITIES, OFFICE COM- 
PLEXES, SHOPPING CENTERS AND MEETING AND 
CONVENTION CENTERS; AND CONSTRUCTION SERV- 
ICES, NAMELY CONSTRUCTION OF RESIDENCES, REC- 
REATIONAL FACILITIES, SOCIAL AND COMMUNITY 
FACILITIES AND COMMERCIAL BUILDINGS (U.S. CLS. 
100, 103 AND 106). 

FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


1,814,069, 1,932,669 AND 


SN 75-459,007. FONGHEISER, JOHN, DANVILLE, OH. 
FILED 3-30-1998. 


EXHIBITS THAT LAUNCH 
IMAGINATIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EXHIBITS”, APART FROM THE MARK AS 
SHOWN. 

FOR CONSTRUCTION OF EDUCATIONAL EXHIBITS 
(U.S. CLS. 100, 103 AND 106). 

FIRST USE 1-29-1998; IN COMMERCE 1-29-1998. 
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SN 75-482,211. WASHING EQUIPMENT OF TEXAS (WET), 
INC., AUSTIN, TX. FILED 5-8-1998. 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR MAINTENANCE SERVICES FOR 
EQUIPMENT (U.S. CLS. 100, 103 AND 106). 

FIRST USE 1-0-1993; IN COMMERCE 1-0-1993. 


CAR WASH 


SN 75-482,212. WASHING EQUIPMENT OF TEXAS (WET), 
INC., AUSTIN, TX. FILED 5-8-1998. 


W.E.T. 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR MAINTENANCE SERVICES FOR 
EQUIPMENT (U.S. CLS. 100, 103 AND 106). 

FIRST USE 12-0-1988; IN COMMERCE 12-0-1988. 


CAR WASH 


CLASS 38—COMMUNICATION 


SN 75-300,413. TELECOMPUTE CORPORATION, WASH- 
INGTON, DC. FILED 5-30-1997. 


TELECOMPUTE 
CORPORATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CORPORATION”, APART FROM THE MARK AS 
SHOWN. 

FOR TELECOMMUNICATIONS SERVICES, NAMELY, 
INTERACTIVE TELEPHONE RESPONSE SERVICES, 
AUDIO TELECONFERENCING BRIDGE SERVICES, 
FACSIMILE ON DEMAND, FACSIMILE BROADCAST- 
ING, AND INTERACTIVE VOICE PROCESSING (U.S. 
CLS. 100, 101 AND 104). 

FIRST USE 12-1-1986; IN COMMERCE 12-1-1986. 


SN 75-344,158. BLACK ENTERTAINMENT TELEVISION, 
INC., WASHINGTON, DC. FILED 8-20-1997. 


JAM ZONE 


FOR CABLE TELEVISION BROADCASTING (U.S. CLS. 
100, 101 AND 104). 


OFFICIAL GAZETTE 
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CLASS 38—(Continued). 


SN 75-435,547. GTE SERVICE CORPORATION, STAM- 
FORD, CT. FILED 2-17-1998. 


PICK YOUR PAGER, PICK 
YOUR SAVINGS 


FOR PAGING SERVICES (U.S. CLS. 100, 101 AND 104). 


SN 75-438,057. GTE MOBILE COMMUNICATIONS SERV- 
ICE CORPORATION, ATLANTA, GA. FILED 2-20-1998. 


WIN’ 


FOR TELECOMMUNICATION SERVICES, NAMELY 
THE ROUTING OF VOICE, VIDEO AND DATA (US. CLS. 
100, 101 AND 104). 


SN 75-446,230. SOUTHWESTERN BELL MOBILE SYS- 
TEMS, INC., DBA CELLULAR ONE, DALLAS, TX. 
FILED 3-6-1998. 


PERFORMANCEONE 


FOR COMMUNICATIONS SERVICES, NAMELY, CEL- 
LULAR TELEPHONE SERVICES; ELECTRONIC TRANS- 
MISSION OF VOICE, FACSIMILE, DATA, IMAGES AND 
INFORMATION (U.S. CLS. 100, 101 AND 104). 


SN 75-459,974. TWENTIETH CENTURY FOX FILM COR- 
PORATION, LOS ANGELES, CA. FILED 3-31-1998. 


FOX KIDS CABLE 


OWNER OF U.S. REG. NO. 2,077,628 AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KIDS CABLE”, APART FROM THE MARK AS 
SHOWN. 

FOR CABLE TELEVISION AND CABLE RADIO 
BROADCASTING SERVICES (U.S. CLS. 100, 101 AND 104). 
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SN 75-471,718. FINGERHUT CORPORATION, MINNE- 
TONKA, MN. FILED 4-21-1998. 


YOU’RE RIGHT AT HOME 


FOR TELECOMMUNICATION SERVICES; NAMELY, 
LONG DISTANCE TELEPHONE SERVICES (U.S. CLS. 
100, 101 AND 104). 

FIRST USE 7-14-1997; IN COMMERCE 7-14-1997. 


SN 75-481,798. SOUTHWESTERN BELL MOBILE SYS- 
TEMS, INC., DBA CELLULAR ONE, DALLAS, TX. 
FILED 5-8-1998. 


EMERGENCYONE 


FOR COMMUNICATION SERVICES, NAMELY, CELLU- 
LAR TELEPHONE SERVICES; ELECTRONIC TRANSMIS- 
SION OF VOICE, FACSIMILE, DATA, IMAGES AND IN- 
FORMATION (U.S. CLS. 100, 101 AND 104). 

FIRST USE 4-1-1998; IN COMMERCE 4-1-1998. 


SN 75-492,493. NETWORX CORPORATION, PITTSFORD, 
NY. FILED 5-26-1998. 


GOLDEN AGE 
ENTERTAINMENT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENTERTAINMENT”, APART FROM THE MARK AS 
SHOWN. 

FOR RADIO BROADCASTING (U.S. CLS. 100, 101 AND 
104). 


SN 75-977,538. CORPORATE MEDIA PARTNERS, DBA 
AMERICAST, LOS ANGELES, CA. FILED 5-23-1997. 


AMERICAST LOCALCAST 


OWNER OF U.S. REG. NO. 2,080,363. 

FOR VIDEO BROADCASTING SERVICES AND ON- 
DEMAND VIDEO TRANSMISSION SERVICES (U.S. CLS. 
100, 101 AND 104). 

FIRST USE 6-0-1996; IN COMMERCE 6-0-1996. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 39—TRANSPORTATION AND 
STORAGE 


SN 75-376,527. WORLEY WAREHOUSING, INC., CEDAR 
RAPIDS, IA. FILED 10-20-1997. 


FASTER BEATS BIGGER 
EVERY TIME 


FOR COMMERCIAL WAREHOUSING SERVICES RE- 
LATING TO THE STORING OF GOODS IN A WARE- 
HOUSE FOR PRESERVATION OR GUARDING (U.S. CLS. 
100 AND 105). 

FIRST USE 9-25-1997; IN COMMERCE 9-25-1997. 


SN 75-412,152. METROPOLITAN NASHVILLE AIRPORT 
AUTHORITY,, NASHVILLE, TN. FILED 12-30-1997. 


CAPTAIN HARMONY 


FOR AIRPORT SERVICES (U.S. CLS. 100 AND 105). 
FIRST USE 4-0-1998; IN COMMERCE 4-0-1998. 


SN 75-449,687. VIP CONNECTION, INC., JAMAICA, NY. 
FILED 3-13-1998. 


FOR LIMOUSINE FOR HIRE SERVICES (U.S. CLS. 100 
AND 105). 
FIRST USE 7-31-1997; IN COMMERCE 7-31-1997. 
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SN _ 75-451,630. SCANWELL INTERNATIONAL 
SOUTH SAN FRANCISCO, CA. FILED 3-17-1998. 


INC., 


FOR TRANSPORTATION SERVICES, NAMELY 
FREIGHT AND CARGO TRANSPORTATION BY AIR, 
SEA AND LAND; FREIGHT FORWARDING AND 
FREIGHT CONSOLIDATION SERVICES (U.S. CLS. 100 
AND 105). 

FIRST USE 3-0-1981; IN COMMERCE 3-0-1981. 


CLASS 40—MATERIAL TREATMENT 


SN 75-305,849. ALLIED MODULAR BUILDING SYSTEMS, 
INC., ANAHEIM, CA. FILED 6-9-1997. 


TUFGUARD 


FOR CUSTOM MANUFACTURER OF STEEL GUARD 
RAIL FOR MODULAR OFFICES AND BUILDINGS, SUCH 
AS SINGLE AND TWO-STORY BUILDINGS, GUARD- 
HOUSES, SERVICE BOOTHS, VISION TOWERS, LUNCH 
ROOMS, INTERIOR OFFICE PARTITIONS, SOUND RE- 
DUCTION ENCLOSURES AND ENVIRONMENTAL 
CLEAN ROOMS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 5-1-1977; IN COMMERCE 5-1-1977. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


SN 75-002,901. VISION GROUP, INC., THE, BRENTWOOD, 
TN. FILED 10-10-1995. 


CRAZY ABOUT THE BIBLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BIBLE”, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT IN THE NATURE OF THEAT- 
RICAL PRODUCTIONS (U.S. CLS. 100, 101 AND 107). 


OFFICIAL GAZETTE 
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SN 75-226,052. UNIVISION COMMUNICATIONS 
MIAMI, FL. FILED 1-15-1997. 


INC., 


THE ENGLISH TRANSLATION OF “LA SUPER PELI- 
CULA” IS “THE SUPER MOVIE”. 

SEC. 2(F). 

FOR ENTERTAINMENT SERVICES, NAMELY, A 
SERIES OF TELEVISION PROGRAMS FEATURING 
MOVIES (U.S. CLS. 100, 101 AND 107). 

FIRST USE 11-27-1992; IN COMMERCE 11-27-1992. 


SN 75-232,084. FAIRHEAD, ANTHONY J., DBA RUSH- 
MORE LEADERSHIP, CINCINNATI, OH. FILED 
1-27-1997. 


THE RUSHMORE 
ADVANTAGE 


OWNER OF U.S. REG. NO. 2,030,119. 

FOR EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING INSTRUCTION IN JOB RECRUITING, JOB INTER- 
VIEWING, JOB PLACEMENT AND JOB COACHING (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 12-16-1996; IN COMMERCE 12-16-1996. 


SN 75-293,029. SALT LAKE ORGANIZING COMMITTEE 
FOR THE OLYMPIC WINTER GAMES OF 2002, SALT 
LAKE CITY, UT. FILED 5-16-1997. 


SALT LAKE 2002 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SALT LAKE”, APART FROM THE MARK AS 
SHOWN. 

FOR PUBLICATION OF BOOKS, NEWSPAPERS AND 
MAGAZINES; ENTERTAINMENT SERVICES, NAMELY, 
ARRANGING AND CONDUCTING SPORTS COMPETI- 
TIONS AND GAMES, CONDUCTING ENTERTAINMENT 
EXHIBITIONS IN THE NATURE OF PARADES AND 
THEME PARKS, ORGANIZING CULTURAL EVENTS, 
NAMELY, MUSICAL, THEATRICAL AND DANCE EXHI- 
BITIONS, ART EXHIBITIONS AND CRAFT EXHIBI- 
TIONS; ENTERTAINMENT SERVICES, NAMELY, RADIO 
AND TELEVISION PROGRAMMING FEATURING 
INTERNATIONAL ATHLETIC EVENTS AND SUBJECT 
MATTER RELATED THERETO, NAMELY, OLYMPIC 
EVENTS; MOTION PICTURE FILM PRODUCTION SERV- 
ICES (U.S. CLS. 100, 101 AND 107). 
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SN 75-294,964. COLLEGE FOR FINANCIAL PLANNING, 
THE, DENVER, CO. ASSIGNEE OF NATIONAL EN- 
DOWMENT FOR FINANCIAL EDUCATION, DENVER, 
CO. FILED 5-20-1997. 


>. 


CFKA 


Certified 401(k) Advisor 


American institute of Retirement Planners, inc 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CERTIFIED 401(K) ADVISOR” AND “AMERICAN 
INSTITUTE OF RETIREMENT PLANNERS, _INC.”, 
APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, COURSES 
AND EDUCATIONAL TESTING IN THE FIELD OF RE- 
TIREMENT AND FINANCIAL PLANNING, RETIRE- 
MENT PLANS, RETIREMENT INVESTMENT AND LIFE 
MANAGEMENT (U.S. CLS. 100, 101 AND 107). 

FIRST USE 11-0-1996; IN COMMERCE 11-0-1996. 


SN 75-294,965. COLLEGE FOR FINANCIAL PLANNING, 
THE, DENVER, CO. ASSIGNEE OF NATIONAL EN- 
DOWMENT FOR FINANCIAL EDUCATION, DENVER, 
CO. FILED 5-20-1997. 


CRIA 


Certified Rollover investment Advisor 
American Institute of Retirement Planners, inc 


~» 4 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CERTIFIED ROLLOVER INVESTMENT ADVISOR” 
AND “AMERICAN INSTITUTE OF RETIREMENT PLAN- 
NERS, INC.”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, COURSES 
AND EDUCATIONAL TESTING IN THE FIELDS OF RE- 
TIREMENT AND FINANCIAL PLANNING, RETIRE- 
MENT PLANS, RETIREMENT INVESTMENT AND LIFE 
MANAGEMENT (U.S. CLS. 100, 101 AND 107). 

FIRST USE 11-0-1996; IN COMMERCE 11-0-1996. 


183-409 TMOG-99-22 - QL3 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-299,512. PLANNING SCIENCES, INC., WAKEFIELD, 
MA. FILED 5-29-1997. 


GENTIA BUSINESS 
INTELLIGENCE FOR A 
NETWORKED WORLD 


FOR EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING CLASSES, SEMINARS, AND WORKSHOPS IN THE 
FIELD OF COMPUTER SOFTWARE AND CONSULTA- 
TION SERVICES RELATING THERETO (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 3-1-1997; IN COMMERCE 3-1-1997. 


SN 75-312,135. JOSEPH & EDNA JOSEPHSON INSTITUTE 
OF ETHICS, MARINA DEL REY, CA. FILED 6-20-1997. 


CHARACTER COUNTS! 


OWNER OF U.S. REG. NOS. 
1,924,240. 

FOR PROVIDING INCENTIVES TO ORGANIZATIONS 
TO DEMONSTRATE EXCELLENCE IN INSPIRING ETHI- 
CAL AND LEGAL BEHAVIOR IN YOUTHS THROUGH 
THE ISSUANCE OF AWARDS (U.S. CLS. 100, 101 AND 
107). 

FIRST USE 1-0-1997; IN COMMERCE 1-0-1997. 


1,924,092, 1,924,157 AND 


SN 75-314,040. WOLFF, ROBERT, CHESNEE, SC. FILED 
6-24-1997. 


DOCTOR SPIDER 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING LECTURES, INCLUDING GIVE AND TAKE 
WITH THE AUDIENCE, ON THE SUBJECT OF INSECTS 
AND ARACHNIDS; AND OPERATING ZOOS FOCUSING 
ON INSECTS AND ARACHNIDS (U.S. CLS. 100, 101 AND 
107). 
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SN 75-322,748. MINNESOTA DEPARTMENT OF CHIL- 
DREN, FAMILIES AND LEARNING, ST. PAUL, MN. 
FILED 7-11-1997. 


BUILDING CULTURAL 
CONNECTIONS 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING SEMINARS AND WORKSHOPS IN THE FIELD 
OF EDUCATING LICENSED CHILD CARE PROVIDERS 
ON THE CULTURAL DYNAMICS OF EARLY CHILD 
CARE (U.S. CLS. 100, 101 AND 107). 

FIRST USE 8-1-1997; IN COMMERCE 8-1-1997. 


SN 75-323,151. LETZER, SALLY, SEATTLE, WA. FILED 
7-11-1997. 


LIVING ASSETS 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES AND SEMINARS IN THE FIELD OF 
SELF IMPROVEMENT; ENTERTAINMENT SERVICES, 
NAMELY, PRODUCING RADIO PROGRAMS, TELEVI- 
SION PROGRAMS, LIVE THEATRICAL PERFORM- 
ANCES, AUDIO RECORDINGS, AND VIDEOS IN THE 
FIELD OF SELF IMPROVEMENT (U.S. CLS. 100, 101 AND 
107). 


SN 75-327,398. SNYDER, H. GUY, IRVINE, CA. FILED 
7-21-1997. 


FLYING DUTCHMAN 


FOR ENTERTAINMENT IN THE NATURE OF AUTO- 
MOBILE RACING (U.S. CLS. 100, 101 AND 107). 
FIRST USE 0-0-1989; IN COMMERCE 0-0-1989. 


SN 75-335,633. SALOMON, ALFREDO GIDI, MIAMI, FL. 
FILED 7-29-1997. 


KEN SHIN KAN KARATE 
DO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KARATE DO”, APART FROM THE MARK AS 
SHOWN. 

THE ENGLISH TRANSLATION OF “KEN SHIN KAN 
KARATE DO” IS “STRONG SPIRIT (OR HEART) HOUSE 
(OR SCHOOL) KARATE WAY”. 

FOR KARATE INSTRUCTION SERVICES (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 11-15-1985; IN COMMERCE 12-10-1989. 
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SN 75-339,676. F & V CHANNEL, L.L.C.. NEW YORK, NY. 
FILED 8-12-1997. 


ODYSSEY HOLDINGS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOLDINGS”, APART FROM THE MARK AS 
SHOWN. 

FOR TELEVISION PROGRAMMING PRODUCTION 
(U.S. CLS. 100, 101 AND 107). 


SN 75-347,314. HESSLER, JOHN, SAUSALITO, CA. FILED 
8-26-1997. 


Adventureso‘Lifetime 


FOR ADVENTURES OF A LIFETIME IS AN ONGOING 
TELEVISION SERIES FEATURING OUTDOOR ADVEN- 
TURES (U.S. CLS. 100, 101 AND 107). 

FIRST USE 4-12-1995; IN COMMERCE 4-12-1995. 


SN 75-349,695. JEFF FILIPOV, CONCORD, MA. FILED 
9-2-1997. 


THE 
LIZARD 


FOR PARTY PLANNING SERVICES (U.S. CLS. 100, 101 
AND 107). 
FIRST USE 5-23-1987; IN COMMERCE 10-31-1992. 


SN 75-353,252. GILLIAM, LYNDA L., WHITE PLAINS, NY. 
FILED 9-8-1997. 


GOD’S IN BUSINESS 


FOR CONDUCTING SPIRITUAL BASED TRAINING 
WORSHOPS AND SEMINARS IN THE 4.REAS OF LEAD- 
ERSHIP PERSONAL AND PROFESSIONAL DEVELOP- 
MENT (U.S. CLS. 100, 101 AND 107). 
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SN 75-361,889. TOTAL PACKAGE BAND, ATLANTA, GA. 
FILED 9-23-1997. 


FOR ENTERTAINMENT, NAMELY, LIVE PERFORM- 
ANCES BY A MUSICAL BAND (US. CLS. 100, 101 AND 
107). 


SN 75-371,336. HERRINGTON, JAMES ALLAN, CABOOL, 
MO. FILED 10-10-1997. 


RHINESTONE HILLBILLY 


FOR ENTERTAINMENT SERVICES NAMELY LIVE 
PERFORMANCES BY A MUSICAL AND COMEDIC PER- 
FORMER (U.S. CLS. 190, 101 AND 107). 

FIRST USE 9-14-1997; IN COMMERCE 9-30-1997. 


SN 75-381,028. NATIONAL COALITION OF HISPANIC 
HEALTH AND HUMAN SERVICES ORGANIZATIONS, 
WASHINGTON, DC. FILED 10-28-1997. 


STRENGTHENING 
FAMILIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FAMILIES”, APART FROM THE MARK AS 
SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, ARRANG- 
ING AND/OR CONDUCTING CLASSES, SEMINARS, 
AND WORKSHOPS IN THE FIELDS OF PUBLIC 
HEALTH AND STRUCTURAL FAMILY THERAPY AND 
DISTRIBUTING COURSE MATERIALS IN CONNECTION 
THEREWITH; DEVELOPMENT AND DISSEMINATION 
OF EDUCATIONAL MATERIALS IN THE FIELD OF 
PUBLIC HEALTH (U.S. CLS. 100, 101 AND 107). 

FIRST USE 5-0-1990; IN COMMERCE 5-0-1990. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-405,715. ARMENIAN NETWORK OF AMERICA, 
INC., THE, NEW YORK, NY. FILED 12-15-1997. 


ARMENIAN NETWORK 


SEC. 2(F). 

FOR ENTERTAINMENT AND EDUCATIONAL SERV- 
ICES, NAMELY, ORGANIZING AND CONDUCTING 
PROFESSIONAL, EDUCATIONAL, CULTURAL AND 
SOCIAL EVENTS, LECTURES, MEETINGS, SEMINARS 
AND GATHERINGS FOR THE ENRICHMENT OF MEM- 
BERS OF THE ARMENIAN-AMERICAN COMMUNITY 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-0-1984; IN COMMERCE 1-0-1984. 


SN 75-407,313. REACHING HIGHER, INC., BRIGHTON, 
MI. FILED 12-16-1997. 


REACHING HIGHER 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES, SEMINARS, AND WORKSHOPS IN 
THE FIELD OF MOTIVATION AND EMPOWERMENT 
(U.S. CLS. 100, 101 AND 107). 


SN 75-422,591. KEMPER SPORTS MARKETING, 
NORTHBROOK, IL. FILED 1-23-1998. 


INC., 


MAUI MADNESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MAUI”, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF BASKETBALL TOURNAMENTS, GAMES AND CON- 
TESTS (U.S. CLS. 100, 101 AND 107). 


SN 75-422,973. CONLAN, LAWRENCE F., WEST CHES- 
TER, PA. FILED 1-26-1998. 


THE HEART IN ROCK ’N 
ROLL 


FOR ENTERTAINMENT, NAMELY, LIVE PERFORM- 
ANCES BY A MUSICAL BAND; DISC JOCKEYS FOR 
PARTIES AND SPECIAL EVENTS; AUDIO RECORDING 
AND PRODUCTION; AND MUSIC PUBLISHING (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 10-15-1997; IN COMMERCE 10-15-1997. 
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SN 75-425,560. PERRINE, KENNETH C., NORTH BRUNS- 
WICK, NJ. FILED 1-29-1998. 


LEADDERS: LAW 
ENFORCEMENT AGAINST 
DRUNK DRIVERS 
EDUCATING RESPONSIBLE 
STUDENTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LAW ENFORCEMENT AGAINST DRUNK DRIV- 
ERS EDUCATING RESPONSIBLE STUDENTS”, APART 
FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES, SEMINARS, AND WORKSHOPS IN 
THE FIELD OF SUBSTANCE ABUSE AND DRIVER 
SAFETY (U.S. CLS. 100, 101 AND 107). 


SN 75-426,658. FELDMAN, DAVID M., 33170 GRADIG- 
NAN, FRANCE, FILED 1-30-1998. 


THE ACOUSTICOTHERAPEUTIC METHOD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “METHOD”, APART FROM THE MARK AS SHOWN. 

FOR CONDUCTING EDUCATIONAL COURSES IN A 
DIAGNOSTIC AND REMEDIAL METHOD FOR CEN- 
TRAL AUDITORY PROCESSING DISORDERS (U.S. CLS. 
100, 101 AND 107). 

FIRST USE 10-10-1996; IN COMMERCE 12-1-1996. 


SN 75-429,811. TEITEL, ROBERT, LOS ANGELES, CA. 
AND TILLMAN, GEORGE, JR., LOS ANGELES, CA. 
FILED 2-6-1998. 


STATE STREET PICTURES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PICTURES”, APART FROM THE MARK AS 
SHOWN. 

FOR ENTERTAINMENT SERVICES, 
MOTION PICTURE AND TELEVISION 
SERVICES (U.S. CLS. 100, 101 AND 107). 


NAMELY, 
PRODUCTION 
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SN 75-439,458. THOMSON LICENSING CORPORATION, 
WILMINGTON, DE. ASSIGNEE OF TECHNIMETRICS, 
INC., NEW YORK, NY. FILED 2-24-1998. 


SHARE/WORLD ON 
DEMAND 


OWNER OF U.S. REG. NO. 2,045,857. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ON DEMAND”, APART FROM THE MARK AS 
SHOWN. 

FOR PROVIDING BUSINESS INFORMATION, 
NAMELY, WORLDWIDE CORPORATE OWNERSHIP IN- 
FORMATION VIA GLOBAL COMPUTER NETWORK (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 3-1-1997; IN COMMERCE 3-1-1997. 


SN 75-443,683. MAGNOLIA STUDIOS, INC., ATLANTA, 
GA. FILED 3-3-1998. 


FOR AUDIO RECORDING AND PRODUCTION; AND 
VIDEO SERVICES NAMELY VIDEO EDITING AND PRO- 
DUCTION (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-1-1994; IN COMMERCE..1-1-1994. 


SN 75-448,420. FOX SPORTS PRODUCTIONS, INC., LOS 
ANGELES, CA. FILED 3-11-1998. 


ON DECK 


FOR ENTERTAINMENT SERVICES, NAMELY, PRO- 
DUCTION AND DISTRIBUTION OF TELEVISION PRO- 
GRAMS; PRODUCTION OF PRE-RECORDED VIDEO 
TAPES, VIDEO CASSETTES AND VIDEODISCS, PRE-RE- 
CORDED AUDIO TAPES, AUDIO CASSETTES, AUDIO 
DISCS AND PHONOGRAPH RECORDS; PROVIDING ON- 
LINE INFORMATION IN THE FIELD OF ENTERTAIN- 
MENT RELATING TO MOTION PICTURE FILMS, TELE- 
VISION SHOWS, SPORTS AND CHILDREN’S ENTER- 
TAINMENT TRANSMITTED VIA A GLOBAL COMPUT- 
ER NETWORK (U.S. CLS. 100, 101 AND 107). 
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SN 75-448,642. ACCOLADE, INC., SAN JOSE, CA. FILED 
3-11-1998. 


SLAVE ZERO 


FOR ENTERTAINMENT SERVICES, NAMELY, PRO- 
VIDING AN ON-LINE COMPUTER GAME (U.S. CLS. 100, 
101 AND 107). 


SN 75-452,463. MCDONOUGH, KEVIN, CHICAGO, IL. 
FILED 3-18-1998. 


THE DRAPES 


FOR ENTERTAINMENT IN THE FIELD OF LIVE AND 
RECORDED MUSICAL PERFORMANCES (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 4-4-1996; IN COMMERCE 4-4-1996. 


SN 75-456,532. TWENTIETH CENTURY FOX FILM COR- 
PORATION, LOS ANGELES, CA. FILED 3-25-1998. 

















OWNER OF U.S. REG. NO. 2,140,779 AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STUDIOS AUSTRALIA”, APART FROM THE 
MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF PRODUCTION AND DISTRIBUTION OF MOTION 
PICTURE FILMS, TELEVISION PROGRAMS, PRE-RE- 
CORDED AUDIO AND VIDEO CASSETTES, TAPES, 
DISCS AND CD-ROMS; MOVIE STUDIO SERVICES; PRO- 
VIDING ON-LINE INFORMATION IN THE FIELD OF 
ENTERTAINMENT AND EDUCATION VIA A GLOBAL 
COMMUNICATIONS NETWORK (U.S. CLS. 100, 101 AND 
107). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-458,946. HUGHES, LEONARD M., NASHVILLE, TN. 
FILED 3-30-1998. 


LYRICAL MIRACLE 


FOR MUSIC PUBLISHING SERVICES; AUDIO AND 
VIDEO RECORDING AND PRODUCTION SERVICES 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 10-1-1997; IN COMMERCE 1-2-1998. 


SN 75-459,966. TWENTIETH CENTURY FOX FILM COR- 
PORATION, LOS ANGELES, CA. FILED 3-31-1998. 


FOX KIDS CABLE 


OWNER OF U.S. REG. NO. 2,077,628 AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KIDS CABLE”, APART FROM THE MARK AS 
SHOWN. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF PRODUCTION AND DISTRIBUTION OF TELEVISION 
AND RADIO PROGRAMS FOR CABLE (U.S. CLS. 100, 101 
AND 107). 


SN 75-460,492. WALTZING WATERS, INC., CAPE CORAL, 
FL. FILED 3-31-1998. 


LIQUID FIREWORKS 


FOR ENTERTAINMENT SERVICES, NAMELY, WATER 
AND LIGHT DISPLAYS ACCOMPANIED BY MUSIC (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 11-0-1997; IN COMMERCE 11-0-1997. 


SN 75-462,639. TWENTIETH CENTURY FOX FILM COR- 
PORATION, LOS ANGELES, CA. FILED 4-4-1998. 


FOX TRACKS 


OWNER OF U.S. REG. NO. 2,149,658 AND OTHERS. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF PRODUCTION OF PRE-RECORDED AUDIO TAPES, 
AUDIO CASSETTES, AUDIO COMPACT DISCS AND 
PHONOGRAPH RECORDS (U.S. CLS. 100, 101 AND 107). 
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SN 75-465,092. KILGORE JUNIOR COLLEGE DISTRICT, 
KILGORE, TX. FILED 4-9-1998. 


FOR ENTERTAINMENT SERVICES RENDERED BY 
AN ALL-GIRL DRILL AND DANCE TEAM (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 0-0-1950; IN COMMERCE 0-0-1951. 


SN 75-467,998. 
4-14-1998. 


FMR CORP., BOSTON, MA. FILED 


THE NEW LOOK OF 
LEARNING 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING SEMINARS AND CLASSES IN THE FIELD OF 
FINANCIAL SERVICES AND INVESTMENTS, BY 
MEANS OF INTERACTIVE SATELLITE BROADCASTS 
AND BY MEANS OF INTERACTIVE SITES ON A 
WORLDWIDE COMPUTER NETWORK, AND DISTRIB- 
UTING COURSE MATERIALS IN CONNECTION THERE- 
WITH; DEVELOPMENT AND DISSEMINATION OF EDU- 
CATIONAL AUDIOTAPES AND OTHER EDUCATIONAL 
MATERIALS IN THE FIELD OF FINANCIAL SERVICES 
AND INVESTMENTS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 10-27-1997; IN COMMERCE 10-27-1997. 


SN 75-468,263. ACCOLADE, INC., SAN JOSE, CA. FILED 
4-15-1998. 


BIG AIR 


FOR ENTERTAINMENT SERVICES, NAMELY, PRO- 
VIDING AN ON-LINE COMPUTER GAME (U.S. CLS. 100, 
101 AND 107). 
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SN 75-488,870. HARVEY COMICS, INC., LOS ANGELES, 
CA. FILED 5-21-1998. 


BABY HUEY 


OWNER OF U.S. REG. NOS. 722,259 AND 1,935,529. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF CHILDREN’S TELEVISION SERIES, MOTION PIC- 
TURES, AND CARTOONS (U.S. CLS. 100, 101 AND 107). 


SN 75-495,924. PUBLICOM, 
6-4-1998. 


INC., ACTON, MA. FILED 


MAKE A DIFFERENCE 


FOR PUBLICATION OF BOOKS, PRIMARILY NONFIC- 
TION FOR ADULT READERS, ON THE SUBJECTS OF 
BUSINESS, EDUCATION, AND MEDICAL AND SOCIAL 
SCIENCES, THAT PROMOTE COMPASSION AND SELF- 
RELIANCE (U.S. CLS. 100, 101 AND 107). 


SN 75-496,529. EUREKA! INSTITUTE, INC., CINCINNATI, 
OH. FILED 6-5-1998. 


CAPITALIST CREATIVITY 


FOR EDUCATIONAL SERVICES NAMELY, WORK- 
SHOPS AND SEMINARS IN THE AREA OF BUSINESS 
MARKETING (U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


SN 74-397,481. KINGSID VENTURES, LTD., LAS VEGAS, 
NV. FILED 6-3-1993. 


B.B. KING’S 


THE NAME “B.B. KING” IDENTIFIES A PARTICULAR 
LIVING INDIVIDUAL IN THE MARK WHOSE CONSENT 
IS OF RECORD. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 2-18-1991; IN COMMERCE 2-18-1991. 


SN 75-038,498. CSX HOTELS, INC., WHITE SULPHUR 
SPRING, WV. FILED 12-29-1995. 


STORK CLUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLUB”, APART FROM THE MARK AS SHOWN. 

FOR RESORT HOTEL SERVICES (U.S. CLS. 100 AND 
101). 

FIRST USE 2-6-1993; IN COMMERCE 2-6-1993. 
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SN 75-138,764. FIRST MANHATTAN CONSULTING 
GROUP, INC., NEW YORK, NY. FILED 7-23-1996. 


FOR CONSULTING SERVICES RENDERED TO THE 
BANKING INDUSTRY, NAMELY, ASSISTING OTHERS 
IN THE DEVELOPMENT OF DATABASES (U.S. CLS. 100 
AND 101). 

FIRST USE 12-1-1994; IN COMMERCE 12-1-1994. 


SN 75-141,008. GOLDEN NUGGET HOTEL & CASINO, 
LAS VEGAS, NV. FILED 7-25-1996. 


THE STIPPLING AND LINING DO NOT INDICATE 
COLOR. 

THE MARK IS THREE DIMENSIONAL, AND CON- 
SISTS OF THE WORDS “GOLDEN NUGGET” ALONG 
WITH THE THREE DIMENSIONAL DESIGN SUR- 
ROUNDING THE ENTRANCE TO THE BUILDING IN 
WHICH THE SERVICES ARE RENDERED. 

FOR HOTEL AND RESORT SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 2-1-1985; IN COMMERCE 2-1-1985. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-216,363. NEW ENERGY VENTURES, LLC, LOS AN- 
GELES, CA. ASSIGNEE OF NEW ENERGY VEN- 
TURES, INC., PASADENA, CA. FILED 12-20-1996. 


| 
| 


| Se 
‘Ener I 
Ventiires 7 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENERGY”, APART FROM THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR CONSULTING TO ENERGY CONSUMERS FOR 
THE PURPOSE OF MINIMIZING ENERGY BILLS; DIS- 
TRIBUTORSHIPS IN THE FIELD OF ENERGY FOR 
RETAIL AND WHOLESALE CUSTOMERS (U.S. CLS. 100 
AND 101). 

FIRST USE 3-27-1995; IN COMMERCE 3-27-1995. 


SN 75-267,883. JOINT COMMISSION ON ACCREDITA- 
TION OF HEALTHCARE ORGANIZATIONS, OAK- 
BROOK TERRACE, IL. FILED 4-2-1997. 


ORYX 


FOR ANALYSIS AND EVALUATION OF THE PER- 
FORMANCE OF THE SERVICES PROVIDED BY 
HEALTHCARE ORGANIZATIONS (U.S. CLS. 100 AND 
101). 


SN 75-287,952. FLEMING, HOVENKAMP & GRAYSON, 
P.C., HOUSTON, TX. FILED 5-7-1997. 


FHG-LAW.COM 


FOR LEGAL INFORMATION SERVICES RENDERED 
BY MEANS OF A GLOBAL COMPUTER INFORMATION 
NETWORK (U.S. CLS. 100 AND 101). 

FIRST USE 12-20-1996; IN COMMERCE 12-20-1996. 
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SN 75-304,783. INTEGRATED HEALTH SERVICES, INC., 
OWINGS MILLS, MD. FILED 6-6-1997. 


IHS HOME CARE 


OWNER OF U.S. REG. NOS. 
2,167,573. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOME CARE”, APART FROM THE MARK AS 
SHOWN. 

FOR HEALTH CARE PROVIDER SERVICES, NAMELY, 
PROVIDING CARE AND TREATMENT FOR PATIENTS 
INFLICTED WITH CONGESTIVE HEART FAILURE, 
STROKE, CARDIOPULMONARY DISEASE, PNEUMONIA, 
HYPERTENSION, HIV/AIDS, DIABETES, CANCER, RES- 
PIRATORY DISEASE, CARDIO-VASCULAR DISEASE; 
INFUSION DRUG THERAPY; NURSING AND ASSIST- 
ANCE FOR MENTAL AND PSYCHOLOGICAL DISOR- 
DERS, RESPIRATORY THERAPY, PRE-NATAL, POST- 
NATAL AND PEDIATRIC CARE; CARE FOR RECIPI- 
ENTS OF HIP, FEMUR AND OTHER JOINT REPLACE- 
MENTS, PERSONAL HOME CARE FOR PATIENTS, 
NAMELY, PLANNING AND PREPARING PATIENT 
MEALS (U.S. CLS. 100 AND 101). 


1,733,828, 1,849,679 AND 


SN 75-309,344. IMAGE CONSULTING GROUP, INC., THE, 
PHOENIX, AZ. FILED 6-16-1997. 


ICG CONSULTING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CONSULTING”, APART FROM THE MARK AS 
SHOWN. 

FOR CONSULTATION SERVICES IN THE AREA OF 
COMPUTERS REGARDING THE INTEGRATION OF 
DOCUMENT IMAGING AND WORKFLOW SYSTEMS, 
DATA RETENTION AND RETRIEVAL FOR ORGANIZA- 
TIONS IN THE UNITED STATES (U.S. CLS. 100 AND 101). 

FIRST USE 12-1-1996; IN COMMERCE 12-1-1996. 


SN 75-316,056. INQUISIT, INC., SAN FRANCISCO, CA. BY 
CHANGE OF NAME FROM FARCAST, INC., SAN 
FRANCISCO, CA. FILED 6-27-1997. 


INQUISIT 


FOR PROVIDING A WIDE VARIETY OF INFORMA- 
TION FROM DATABASES AND NEWSWIRES BASED ON 
CUSTOMERS’ SPECIFIC SEARCH REQUESTS (U.S. CLS. 
100 AND 101). 
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SN 75-360,567. LUCENT MEDICAL SYSTEMS, INC., KIRK- 
LAND, WA. FILED 9-22-1997. 


LUCENT MEDICAL 
SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDICAL SYSTEMS”, APART FROM THE MARK 
AS SHOWN. 

FOR DEVELOPMENT OF MEDICAL INVENTIONS 
AND DEVICES FOR OTHERS (U.S. CLS. 100 AND 101). 

FIRST USE 12-0-1993; IN COMMERCE 12-0-1993. 


SN 75-374,174. TEMPLE UNIVERSITY - OF THE COM- 
MONWEALTH SYSTEM OF HIGHER EDUCATION, 
PHILADELPHIA, PA. FILED 10-16-1997. 


TEMPLE CHILDREN’S 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHILDREN’S”, APART FROM THE MARK AS 
SHOWN. 

FOR HOSPITAL SERVICES (U.S. CLS. 100 AND 10)). 

FIRST USE 1-19-1998; IN COMMERCE 1-19-1998. 


1,538,142, 1,741,920 AND 


SN 75-389,203. PUBLIC BROADCASTING SERVICE, AL- 
EXANDRIA, VA. FILED 11-13-1997. 


PBS CYBER SCHOOL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CYBER SCHOOL”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER SERVICES, NAMELY, PROVIDING 
ON-LINE FACILITIES FOR REAL-TIME INTERACTION 
WITH OTHER COMPUTER USERS CONCERNING 
TOPICS OF GENERAL INTEREST, TOPICS TAUGHT IN 
THE CLASSROOM, AND PROFESSIONAL DEVELOP- 
MENT AND TRAINING SUBJECTS IN THE FIELD OF 
EDUCATION (U.S. CLS. 100 AND 101). 


SN 75-389,235. PUBLIC BROADCASTING SERVICE, AL- 
EXANDRIA, VA. FILED 11-13-1997. 


PBS CYBERSCHOOL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CYBERSCHOOL”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER SERVICES, NAMELY, PROVIDING 
ON-LINE FACILITIES FOR REAL-TIME INTERACTION 
WITH OTHER COMPUTER USERS CONCERNING 
TOPICS OF GENERAL INTEREST, TOPICS TAUGHT IN 
THE CLASSROOM, AND PROFESSIONAL DEVELOP- 
MENT AND TRAINING SUBJECTS IN THE FIELD OF 
EDUCATION (U.S. CLS. 100 AND 101). 
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SN 75-402,647. AGARWAL, PAVAN S., CERRITOS, CA. 
FILED 12-9-1997. 


GRASP THE VISION 


FOR LEASING TIME TO AN INTERACTIVE COMPUT- 
ER DATA BASE IN THE FIELD OF MORTGAGE BANK- 
ING (U.S. CLS. 100 AND 101). 


SN 75-418,660. LEAGRE CHANDLER & MILLARD, INDI- 
ANAPOLIS, IN. FILED 1-15-1998. 


LEAGRE CHANDLER & 
MILLARD 


FOR LEGAL SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 7-1-1997; IN COMMERCE 7-1-1997. 


SN 75-424,371. SAINT ALPHONSUS REGIONAL MEDI- 
CAL CENTER, BOISE, ID. FILED 1-27-1998. 


HEALTH 
CHOICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH”, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING HEALTH CARE INFORMATION BY 
TELEPHONE (U.S. CLS. 100 AND 101). 

FIRST USE 3-11-1996; IN COMMERCE 3-11-1996. 


SN 75-425,434. FAZIO, BETH L., NEW YORK, NY. FILED 
1-29-1998. 


SECONDSIGHT 


FOR GRAPHIC ART DESIGN AND CONSULTING 
SERVICES AND RESEARCH AND DEVELOPMENT 
SERVICES FOR OTHERS REGARDING PRODUCT DE- 
VELOPMENT, BRAND IDENTITY, ART DIRECTION, 
IMAGE AND SPECIAL EVENTS (U.S. CLS. 100 AND 101). 


SN 75-428,582. USINTERNETWORKING 
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INC., ANNAP- 
OLIS, MD. FILED 2-4-1998. 


FOR PROVIDING MULTIPLE USER ACCESS TO A 
GLOBAL COMPUTER NETWORK FOR THE TRANSFER 
AND DISSEMINATION OF A WIDE RANGE OF INFOR- 
MATION (U.S. CLS. 100 AND 101). 


SN 75-430,665. TIMES TEN PERFORMANCE SOFTWARE, 
INC., MOUNTAIN VIEW, CA. FILED 2-9-1998. 


FOR CONSULTING SERVICES IN CONNECTION WITH 
DESIGNING DATA MANAGEMENT APPLICATIONS TO 
FACILITATE THE USE OF DATA ACCELERATION 
SOFTWARE (U.S. CLS. 100 AND 101). 


SN 75-435,333. CROSS CULTURAL MEDIA, INC., MINNE- 
APOLIS, MN. FILED 2-17-1998. 


CROSS CULTURAL MEDIA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDIA”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE DEVELOPMENT FOR 
OTHERS, COMPUTER CONSULTING (U.S. CLS. 100 AND 
101). 

FIRST USE 10-1-1997; IN COMMERCE 10-1-1997. 
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SN 75-440,442. RALLY’S HAMBURGERS, INC., CLEAR- 
WATER, FL. FILED 2-25-1998. 


MAKE ME A BURGER. 
HOLD THE HYPE. 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 


SN 75-441,592. U S WEST, INC., ENGLEWOOD, CO. BY 
CHANGE OF NAME AND ASSIGNMENT FROM U S 
WEST, INC., ENGLEWOOD, CO. FILED 2-27-1998. 


TV HOME RECEPTIONIST 


OWNER OF U.S. REG. NOS. 2,087,939 AND 2,087,995. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TV”, APART FROM THE MARK AS SHOWN. 

FOR ACCESS PROVIDER SERVICES, NAMELY, PRO- 
VIDING MULTIPLE USER ACCESS TO A GLOBAL COM- 
PUTER OR COMMUNICATIONS NETWORK FOR THE 
TRANSFER AND DISSEMINATION OF A WIDE RANGE 
OF INFORMATION; AND INFORMATION SERVICES, 
NAMELY, PROVIDING INFORMATION ON A WIDE 
RANGE OF TOPICS OF GENERAL INTEREST TO THE 
CONSUMING PUBLIC VIA A GLOBAL COMPUTER NET- 
WORK (U.S. CLS. 100 AND 101). 


SN 75-442,601. MILLARD FILLMORE HEALTH SYSTEM, 
BUFFALO, NY. FILED 3-2-1998. 


INFOCLIQUE 


FOR CONSULTING SERVICES RELATING TO THE 
CUSTOMIZATION, INSTALLATION, AND MAINTE- 
NANCE OF COMPUTER SOFTWARE FOR PROVIDING 
PHYSICIANS, NURSES, HEALTH SYSTEM EMPLOYEES, 
ADMINISTRATIVE PERSONNEL, AND CLERGY WITH 
ACCESS TO PATIENT INFORMATION (U.S. CLS. 100 
AND 101). 


SN 75-445,117. STELZER, STEPHEN K., DBA EYE IN THE 
SKY AERIAL PHOTOGRAPHY, LABADIE, MO. FILED 


3-5-1998. 


| 
Eye IN THE Sky 


FOR AERIAL PHOTOGRAPHY (U.S. CLS. 100 AND 101). 

FIRST USE 10-1-1992, FIRST USED IN ANOTHER 
FORM ON DECEMBER 6, 1991; IN COMMERCE 10-1-1992, 
FIRST USED IN COMMERCE IN ANOTHER FORM ON 
JUNE 26, 1992. 


OFFICIAL GAZETTE 
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CLASS 42—(Continued). 


SN 75-446,291. NURSES’ HOMECARE, INC., HUNTSVILLE, 
AL. FILED 3-6-1998. 


NHC NURSES’ HOMECARE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NURSES’ HOMECARE”, APART FROM THE MARK 
AS SHOWN. 

FOR HOME HEALTH CARE SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 5-31-1991; IN COMMERCE 5-31-1991. 


SN 75-446,432. MARINE PRESERVATION ASSOCIATION, 
SCOTTSDALE, AZ. FILED 3-9-1998. 


pvtoey ec 


OWNER OF U.S. REG. NO. 1,737,305. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR LINING. 

THE MARK CONSISTS IN PART OF THE STYLIZED 
LETTERING “MPA” IN LOWER CASE LETTERS. 

FOR ASSOCIATION SERVICES, NAMELY, PROMOT- 
ING THE INTERESTS OF THE PETROLEUM, ENERGY 
AND TRANSPORTATION INDUSTRY THROUGH AD- 
DRESSING PROBLEMS CAUSED BY MARINE OIL 
SPILLS (U.S. CLS. 100 AND 101). 

FIRST USE 9-20-1991; IN COMMERCE 9-20-1991. 


SN 75-449,540. KUHN, DANIEL, NEW YORK, NY. FILED 
3-13-1998. 


THE KUHN TECHNIQUE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TECHNIQUE”, APART FROM THE MARK AS 
SHOWN. 

FOR PSYCHIATRIC SERVICES, NAMELY, PSYCHIAT- 
RIC TREATMENT TECHNIQUE, PSYCHIATRIC THER- 
APY (U.S. CLS. 100 AND 101). 
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CLASS 42—(Continued). 


SN 75-452,102. PORRICELLI, GENARO A., DBA FOOD 
MART, OLD GREENWICH, CT. FILED 3-18-1998. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FOOD MART”, APART FROM THE MARK AS 
SHOWN. 

FOR SUPERMARKET SERVICES (U.S. CLS. 100 AND 
101). 

FIRST USE 8-31-1986; IN COMMERCE 11-30-1986. 


SN 75-456,133. WILLIAM M. MERCER, INCORPORATED, 
NEW YORK, NY. FILED 3-24-1998. 


THE RETIREE MONEY 
POOL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RETIREE”, APART FROM THE MARK AS SHOWN. 

FOR CONSULTATION SERVICES IN CONNECTION 
WITH EMPLOYEE BENEFIT PLANS (U.S. CLS. 100 AND 
101). 


SN 75-457,799. FARR COMPANY, EL SEGUNDO, CA. 
FILED 3-27-1998. 


FACTSYSTEM 


FOR TESTING SERVICES FOR CHECKING THE DUST 
FILTERING CAPABILITIES OF FILTERING UNITS (U.S. 
CLS. 100 AND 101). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-464,068. WEB MEDIA VENTURES, LLC, DALLAS, 
TX. FILED 4-7-1998. 


FOR DATING AND SOCIAL INTRODUCTION SERV- 
ICES CONDUCTED VIA A GLOBAL COMPUTER INFOR- 
MATION NETWORK (U.S. CLS. 100 AND 101). 


SN 75-464,596. SCHLOTZSKY’S, INC., AUSTIN, TX. FILED 
4-8-1998. 


SCHLOTZSKY’S DELI 


OWNER OF US. REG. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DELI”, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT AND TAKE-AWAY FOOD SERV- 
ICES (U.S. CLS. 100 AND 101). 

FIRST USE 12-0-1991; IN COMMERCE 12-0-1991. 


NOS. 1,147,774, 1,775,366 AND 
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SN 75-467,544. SONOMA COUNTY FARM TRAILS, SANTA 
ROSA, CA. FILED 4-14-1998. 


FARN 


FOR ASSOCIATION SERVICES, NAMELY, PROMOT- 
ING THE INTERESTS OF FARMERS (U.S. CLS. 100 AND 
101). 

FIRST USE 3-0-1994; IN COMMERCE 3-0-1994. 


SN 75-470,932. BLUE GROTTO TECHNOLOGIES, 
NORRISTOWN, PA. FILED 4-20-1998. 


INC., 


EXPERT CONNECTIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EXPERT”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SERVICES, NAMELY OPERATING 
AND MAINTAINING AN ON-LINE FORUM FOR EX- 
CHANGE OF INFORMATION IN VARIOUS FIELDS OF 
MEDICINE (U.S. CLS. 100 AND 101). 

FIRST USE 4-6-1998; IN COMMERCE 4-6-1998. 


SN 75-474,567. HEALTH CARE AUTHORITY OF THE 
CITY OF HUNTSVILLE, ALABAMA, THE, DBA 
HUNTSVILLE HOSPITAL SYSTEM, HUNTSVILLE, AL. 
FILED 4-27-1998. 


WE ARE HERE WHEN YOU 
NEED US 


FOR MEDICAL SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 6-1-1998; IN COMMERCE 6-1-1998. 
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SN 75-481,624. NETWORK SCIENCE CORPORATION, 
ISLE OF PALMS, SC. FILED 5-8-1998. 


etwork 
cience 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NETWORK SCIENCE”, APART FROM THE MARK 
AS SHOWN. 

FOR COMPUTER SERVICES, NAMELY, PROVIDING A 
COMPUTER DATA BASE IN THE FIELDS OF PHARMA- 
CEUTICALS, BIOTECHNOLOGY AND CHEMICALS AS A 
MEANS OF PROVIDING CONTINUING EDUCATION 
FOR SCIENTISTS (U.S. CLS. 100 AND 101). 

FIRST USE 1-16-1996; IN COMMERCE 1-16-1996. 


SN 75-483,536. HAUNTED AMERICA, INC., CHICAGO, IL. 
FILED 5-12-1998. 


HAUNTED AMERICA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICA”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER SERVICES, NAMELY, PROVIDING 
AN ONLINE COMPUTER DATABASE FEATURING IN- 
FORMATION ON HALLOWEEN, SUPERNATURAL AND 
SPIRITUAL PHENOMENA AND EVENTS DEDICATED 
TO SUCH TOPICS (U.S. CLS. 100 AND 101). 

FIRST USE 5-0-1996; IN COMMERCE 5-0-1996. 


SN 75-486,129. NAPHAN, ROBERT B., OROVILLE, CA. 
FILED 5-15-1998. 


COMPUTA-BULLS 


FOR COMPUTER SERVICES, NAMELY, PROVIDING 
DATABASES FEATURING INFORMATION ABOUT 
BOVINE MALES WHICH ARE FOR SALE OR AVAIL- 
ABLE FOR BREEDING (U.S. CLS. 100 AND 101). 

FIRST USE 3-11-1998; IN COMMERCE 3-11-1998. 
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SN 75-488,348. MR EMS SYSTEM, INC., ST. PAUL, MN. 
FILED 5-20-1998. 


OWNER OF U.S. REG. NOS. 1,640,057 AND 1,770,658. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICA”, APART FROM THE MARK AS 
SHOWN. 

THE MARK IS LINED FOR THE COLORS BLUE, RED 
AND YELLOW. 

THE MARK CONSISTS OF THE WORDS “E EMBERS 
AMERICA” WITH A SUN AND MOON IN AN OVAL 
CARRIER. 

FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 4-22-1998; IN COMMERCE 4-22-1998. 


SN 75-490,902. HELPING HANDBASKETS, L.L.C., AR- 
LINGTON HEIGHTS, IL. FILED 5-26-1998. 


RAINBOW IN THE STORM 


FOR PREPARATION OF CUSTOMIZED GIFT BAS- 
KETS (U.S. CLS. 100 AND 101). 


SN 75-493,043. ELSER, ANDREW H., LEWISVILLE, PA. 
FILED 5-29-1998. 


XENOPHON 


FOR VETERINARY SERVICES; MEDICAL AND 
DENTAL SERVICES FOR ANIMALS; AND AGRICUL- 
TURAL SERVICES, NAMELY, ANIMAL HUSBANDRY 
SERVICES (U.S. CLS. 100 AND 101). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 42—(Continued). 


SN 75-493,962. NETHOME MEDIA, INC., AUSTIN, TX. 


FILED 6-1-1998. 


THE DRAWING IS LINED FOR THE COLOR YELLOW. 

THE MARK CONSISTS OF A BLACK SQUARE CON- 
TAINING THE WORDING “SONDIAL” AND A STYL- 
IZED DRAWING OF A SOLAR ECLIPSE. 

FOR PROVIDING MULTIPLE-USER ACCESS TO A 
GLOBAL COMPUTER INFORMATION NETWORK FOR 
THE TRANSFER AND DISSEMINATION OF A WIDE 
RANGE OF INFORMATION TAILORED TO ADDRESS 
THE NEEDS AND CONCERNS OF FAMILIES (U.S. CLS. 
100 AND 101). 

FIRST USE 9-1-1997; IN COMMERCE 9-1-1997. 
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SN 75-511,704. NATIONAL SECURITY AGENCY, FT. 
MEADE, MD. AND NATIONAL INSTITUTE OF 
STANDARDS AND TECHNOLOGY, FT. MEADE, MD 
FILED 6-26-1998. 


FOR INFORMATION SYSTEMS SECURITY INFORMA- 
TION ASSURANCE SERVICES, NAMELY, THE DEVEL- 
OPMENT OF INFORMATION SYSTEMS SECURITY 
EVALUATION ASSESSMENT TOOLS FOR USE BY DE- 
VELOPERS AND TESTING LABORATORIES; ASSIST- 
ANCE TO ORGANIZATIONS IN ESTABLISHING TEST- 
ING AND VALIDATION PROGRAMS FOR INFORMA- 
TION SYSTEMS STANDARDS, PRODUCTS, AND CLASS- 
ES OF PRODUCTS; ACCREDITATION OF TESTING LAB- 
ORATORIES AND DEVELOPMENT OF INFORMATION 
SYSTEMS SECURITY EVALUATION RESEARCH AND 
TESTING PROGRAMS FOR INDUSTRY OR LABORATO- 
RY USE (U.S. CLS. 100 AND 101). 

FIRST USE 9-0-1997; IN COMMERCE 9-0-1997. 
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SN 75-511,705. NATIONAL SECURITY AGENCY, FT 
MEADE, MD. AND NATIONAL INSTITUTE OF 
STANDARDS AND TECHNOLOGY, FT. MEADE, MD. 
FILED 6-26-1998. 


FOR INFORMATION SYSTEMS SECURITY INFORMA- 
TION ASSURANCE SERVICES, NAMELY, THE DEVEL- 
OPMENT OF INFORMATION SYSTEMS SECURITY 
EVALUATION ASSESSMENT TOOLS FOR USE BY DE- 
VELOPERS AND TESTING LABORATORIES; ASSIST- 
ANCE TO ORGANIZATIONS IN ESTABLISHING TEST- 
ING AND VALIDATION PROGRAMS FOR INFORMA- 
TIGN SYSTEMS STANDARDS, PRODUCTS, AND CLASS- 
ES OF PRODUCTS; ACCREDITATION OF TESTING LAB- 
ORATORIES AND DEVELOPMENT OF INFORMATION 
SYSTEMS SECURITY EVALUATION RESEARCH AND 
TESTING PROGRAMS FOR INDUSTRY OR LABORATO- 
RY USE (U.S. CLS. 100 AND 101). 

FIRST USE 9-0-1997; IN COMMERCE 9-0-1997. 





PRIOR UNITED STATES CLASSIFICATION 


APPLICATION IN ONE CLASS 
CERTIFICATION MARKS 


CLASS A—GOODS 
SN _ 75-349,326. LIAISON COUNCIL ON CERTIFICATION 


FOR THE SURGICAL TECHNOLOGIST, ENGLE- 
WOOD, CO. FILED 8-29-1997. 


CERTIFIED SURGICAL 
TECHNOLOGIST 


THE CERTIFICATION MARK, AS USED BY AUTHOR- 
IZED PERSONS, CERTIFIES THAT THE UTILIZING IN- 
DIVIDUAL HAS SUCCESSFULLY PASSED THE NA- 
TIONAL CERTIFYING EXAMINATION FOR SURGICAL 
TECHNOLOGISTS. 

SEC. 2(F). 

FOR PRINTED MATERIALS, NAMELY, PRINTED EX- 
AMINATIONS, PRINTED STUDY GUIDES, AND PRINT- 
ED EDUCATIONAL BOOKS AND BOOKLETS DEALING 
WITH SURGICAL TECHNIQUES AND SURGICAL 
SKILLS. 

FIRST USE 0-0-1979; IN COMMERCE 0-0-1979. 





TRADEMARK REGISTRATIONS ISSUED 
PRINCIPAL REGISTER 
SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 


1973 rather than the 


international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


CLASS 1—CHEMICALS 


2,215,669. NOVA CHEMICALS AND DESIGN. NOVA 
BRANDS LTD., MULTIPLE CLASS, (INT. CLS. 1, 17, 39 
AND 42), (U.S. CLS. 1, 5, 6, 10, 12, 13, 26, 35, 46, 50, 100, 101 
AND 105). SN 75-082,857. PUB. 10-13-1998. FILED 
4-3-1996. 


2,215,700. ICE BAN, ICE BAN USA, INC., (U.S. CLS. 1, 5, 6, 
10, 26 AND 46). SN 75-181,996. PUB. 10-13-1998. FILED 
10-16-1996. 


2,215,729. WATER SEAL. SHERWIN-WILLIAMS COMPA- 
NY, THE, BY MERGER WITH THOMPSON-MINWAX 
COMPANY, THE, (U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 
75-219,163. PUB. 10-13-1998. FILED 12-28-1996. 


2,215,834. WITHDRAWN 


2,215,841. VITOL. BIO HUMA NETICS, INC., (U.S. CLS. 1, 
5, 6, 10, 26 AND 46). SN 75-285,611. PUB. 10-13-1998. 
FILED 5-2-1997. 


2,215,868. BBD BAD BACTERIA DESTROYER AND 
DESIGN. GSC CHEMICAL COMPANY, (U.S. CLS. 1, 5, 6, 
10, 26 AND 46). SN 75-293,767. PUB. 10-13-1998. FILED 
5-19-1997. 


2,215,885. BIOGAIN. BECKER-UNDERWOOD, INC., (U.S. 
CLS. 1, 5, 6, 10, 26 AND 46). SN 75-296,936. PUB. 
10-13-1998. FILED 5-16-1997. 


2,215,889. POLAR THAW. CENTRAL GARDEN & PET 
COMPANY, (U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 
75-298,573. PUB. 10-13-1998. FILED 5-27-1997. 


2,215,893. FERTISS. FERTIL, (U.S. CLS. 1, 5, 6, 10, 26 AND 
46). SN 75-299,113. PUB. 10-13-1998. FILED 5-28-1997. 


2,215,905. BAY ZINC COMPANY, INC.. BAY ZINC COMPA- 
NY, INC., (U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 75-302,009. 
PUB. 10-13-1998. FILED 5-28-1997. 


2,215,933. PANREAC. PANREAC QUIMICA, S.A., (U.S. 
CLS. 1, 5, 6, 10, 26 AND 46). SN 75-308,853. PUB. 
10-13-1998. FILED 6-16-1997. 


2,215,980. DIEHARD. QUINN, JAMES J., (U.S. CLS. 1, 5, 6, 
10, 26 AND 46). SN 75-323,434. PUB. 5-12-1998. FILED 
7-14-1997. 


2,216,044. INFRAGOLD. LABSPHERE INC, (U.S. CLS. 1, 5, 
6, 10, 26 AND 46). SN 75-340,156. PUB. 10-13-1998. FILED 
8-13-1997. 


2,216,048. MELPAN. MARINC, KARL F., (U.S. CLS. 1, 5, 6, 
10, 26 AND 46). SN 75-341,125. PUB. 10-13-1998. FILED 
8-14-1997. 


2,216,063. ECORAX. DEGUSSA AKTIENGESELLSCHAFT, 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 75-344,362. PUB. 
10-13-1998. FILED 8-14-1997. 


2,216,064. FLAVORLIFFT (STYLIZED). INTERNATIONAL 
FLAVORS & FRAGRANCES INC., (U.S. CLS. 1, 5, 6, 10, 
26 AND 46). SN 75-344,673. PUB. 10-13-1998. FILED 
8-21-1997. 
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2,216,129. I-SPY ANI DESIGN. AMRAD OPERATIONS 
PTY. LTD., MULTIPLE CLASS, (INT. CLS. 1 AND 5), 
(U.S. CLS. 1, 5, 6, 10, 18, 26, 44, 46, 51 AND 52). SN 
75-359,618. PUB. 10-13-1998. FILED 9-19-1997. 

2,216,166. METACURE. AIR PRODUCTS AND CHEMI- 
CALS, INC., (U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 
75-368,427. PUB. 10-13-1998. FILED 10-6-1997. 

2,216,198. ZAR-SLIDE. SABER INTERNATIONAL, INC., 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 75-374,205. PUB. 
10-13-1998. FILED 10-16-1997. 

2,216,202. DIOX-BLOK AND DESIGN. BECO ENGINEER- 
ING COMPANY, (U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 
75-374,585. PUB. 10-13-1998. FILED 10-14-1997. 

2,216,203. AMILUS. TORAY KABUSHIKI KAISHA, TA 
TORAY INDUSTRIES, INC., (U.S. CLS. 1, 5, 6, 10, 26 AND 
46). SN 75-374,775. PUB. 10-13-1998. FILED 10-17-1997 

2,216,260. KEROKORR. BASF AKTIENGESELLSCHAFT, 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 75-384,693. PUB. 
10-13-1998. FILED 11-4-1997. 

2,216,274. VARNISH MATE, ACCU-CHEM, INC., (U.S. CLS. 
1, 5, 6, 10, 26 AND 46). SN 75-386,264. PUB. 10-13-1998. 
FILED 11-7-1997. 

2,216,283. AMERICAN BOTANACEUTICALS. AMERICAN 
INGREDIENTS, INC., (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 
SN 75-387,828. PUB. 10-13-1998. FILED 11-10-1997. 

2,216,296. GUNNEBO FASTENING. GUNNEBO JOHNSON 
CORPORATION, BY MERGER WITH GUNNEBO JOHN- 
SON CORPORATION, MULTIPLE CLASS, (INT. CLS. 1, 
6, 8 AND 20), (U.S. CLS. 1, 2, 5, 6, 10, 12, 13, 14, 22, 23, 25, 
26, 28, 32, 44, 46 AND 50). SN 75-389,821. PUB. 10-13-1998. 
FILED 11-13-1997. 


2,216,324. QUALICEL. RETTENMAIER, FELIX, (U.S. CLS. 
1, 5, 6, 10, 26 AND 46). SN 75-393,839. PUB. 10-13-1998. 
FILED 11-20-1997. 

2,216,336. ANTHOXAN,. HENKEL KOMMANDITGE- 
SELLSCHAFT AUF AKTIEN (HENKEL KGAA), (U.S. 
CLS. 1, 5, 6, 10, 26 AND 46). SN 75-395,111. PUB. 
10-13-1998. FILED 11-24-1997. 

2,216,345. ARGOCAPS. ARGONAUT TECHNOLOGIES, 
INC., (U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 75-396,420. 
PUB. 10-13-1998. FILED 11-26-1997. 

2,216,367. GB-1000. CHEMICAL CONSULTANTS, INC., 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 75-398,282. PUB. 
10-13-1998. FILED 12-1-1997. 

2,216,368. ULTRA-BLOCK. CHEMICAL CONSULTANTS, 
INC., (U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 75-398,283. 
PUB. 10-13-1998. FILED 12-1-1997. 

2,216,375. CYTOPLEX. MAYEUX, JERRY V., (U.S. CLS. 1, 
5, 6, 10, 26 AND 46). SN 75-399,101. PUB. 10-13-1998. 
FILED 12-3-1997. 

2,216,376. CYZER. MAYEUX, JERRY V., (U.S. CLS. 1, 5, 6, 
10, 26 AND 46). SN 75-399,102. PUB. 10-13-1998. FILED 
12-3-1997. 

2,216,380. HMS. MAYEUX, JERRY V., (U.S. CLS. 1, 5, 6, 10, 
26 AND 46). SN 75-399,652. PUB. 10-13-1998. FILED 
12-3-1997. 
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2,216,383. NEYRA AND DESIGN. NEYRA INDUSTRIES, 
INC., MULTIPLE CLASS, (INT. CLS. 1, 2 AND 19), (U.S. 
CLS. 1, 5, 6, 10, 11, 12, 16, 26, 33, 46 AND 50). SN 
75-399,943. PUB. 10-13-1998. FILED 12-4-1997. 

2,216,387. BIOCOPE. BIOCOPE, INC., (U.S. CLS. 1, 5, 6, 10, 
26 AND 46). SN 75-400,385. PUB. 10-13-1998. FILED 
12-4-1997. 


CLASS 2—PAINTS 


2,215,653. KELLY-MOORE PRESERVATIVE PAINTS AND 
DESIGN. KELLY-MOORE PAINT COMPANY, INC., (U.S. 
CLS. 6, 11 AND 16). SN 74-711,708. PUB. 10-13-1998. 
FILED 8-7-1995. 

2,215,691. LIQUID ALUMINUM. ST. LOUIS PAINT MANU- 
FACTURING COMPANY, (U.S. CLS. 6, 11 AND 16). SN 
75-155,947. PUB. 10-13-1998. FILED 8-23-1996. 

2,215,695. ANN-RO. E/M CORPORATION, MULTIPLE 
CLASS, (INT. CLS. 2 AND 3), (U.S. CLS. 1, 4, 6, 11, 16, 50, 
51 AND 52). SN 75-171,970. PUB. 10-13-1998. FILED 
9-25-1996. 

2,215,748. DESCOGLAS. VALSPAR CORPORATION, THE, 
ASSIGNEE OF MASTER BUILDERS, INC., (U.S. CLS. 6, 
11 AND 16). SN 75-233,063. PUB. 10-13-1998. FILED 
1-29-1997. 

2,215,929. NABERSA. INDUSTRIAS QUIMICAS NABER, 
S.A. NABERSA, (U.S. CLS. 6, 11 AND 16). SN 75-308,493. 
PUB. 10-13-1998, FILED 6-13-1997. 

2,216,138. COLOR CONVERTING INDUSTRIES AND 
DESIGN. COLOR CONVERTING INDUSTRIES, (U.S. 
CLS. 6, 11 AND 16). SN 75-361,651. PUB. 10-13-1998. 
FILED 9-23-1997. 

2,216,314. FINNAREN & HALEY PAINT. FINNAREN & 
HALEY, INC., (U.S. CLS. 6, 11 AND 16). SN 75-392,100. 
PUB. 10-13-1998. FILED 11-18-1997. 

2,216,383 (See Class I for this trademark). 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


2,215,637. GABRIEL CORRECTIVES. GABRIEL SKIN 
CARE DISTRIBUTORS, INC., (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). SN 74-534,761. PUB. 10-13-1998. FILED 6-7-1994. 

2,215,695 (See Class 2 for this trademark). 

2,215,697. CANDY MAN. HARD CANDY, INC., (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). SN 75-175,886. PUB. 10-13-1998. 
FILED 10-2-1996. 

2,215,737. ALOMAR. MARTINEZ, FELIX B., (U.S. CLS. 1, 4, 
6, 50, 51 AND 52). SN 75-226,253. PUB. 10-13-1998. FILED 
1-16-1997. 

2,215,738. SHABBA. H.S. TRADING SERVICES, (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). SN 75-228,683. PUB. 10-13-1998. 
FILED 1-21-1997. 

2,215,739. JEAN PAUL ROCHER. H.S. TRADING SERV- 
ICES, (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-228,737. 
PUB. 10-13-1998. FILED 1-21-1997. 

2,215,741. SUPER PURPLE. AMREP, INC., (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). SN 75-228,862. PUB. 5-12-1998. FILED 
1-21-1997. 

2,215,763. CHUMP. HARD CANDY, INC., (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). SN 75-253,083. PUB. 10-13-1998. FILED 
3-6-1997. 

2,215,764. CRY BABY. HARD CANDY, INC., (U.S. CLS. 1, 4, 
6, 50, 51 AND 52). SN 75-253,084. PUB. 10-13-1998. FILED 
3-6-1997. 

2,215,765. DORK. HARD CANDY, INC., (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). SN 75-253,085. PUB. 10-13-1998. FILED 
3-6-1997. 

2,215,766. TRICKY. HARD CANDY, INC., (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). SN 75-253,087. PUB. 10-13-1998. FILED 
3-6-1997. 

2,215,767. SQUEEZE. HARD CANDY, INC., (U.S. CLS. 1, 4, 
6, 50, 51 AND 52). SN 75-253,092. PUB. 10-13-1998. FILED 
3-6-1997. 
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2,215,896. SCRUBBING PLUMBER. CLEAN CONTROL 
CORPORATION, (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 
75-299,767. PUB. 10-13-1998. FILED 5-28-1997. 


2,216,005. LASODERM. BEHRE, HANS-JURGEN, MULTI- 
PLE CLASS, (INT. CLS. 3 AND 5), (U.S. CLS. 1, 4, 6, 18, 
44, 46, 50, 51 AND 52). SN 75-330,002. PUB. 10-13-1998. 
FILED 7-24-1997. 


2,216,006. ES FEELING FREE (STYLIZED). ESCADA AG, 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-330,648. PUB. 
10-13-1998. FILED 7-25-1997. 


2,216,097. COMITE INTERNATIONAL DE LA SAINT VA- 
LENTIN VALENTIN-VALENTINE AND DESIGN. LES 
CINQ DIAMANTS, (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 
75-354,489. PUB. 8-18-1998. FILED 9-10-1997. 


2,216,219. V2 (STYLIZED). SCRUPLES PROFESSIONAL 
SALON PRODUCTS, INC., (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). SN 75-376,959. PUB. 10-13-1998. FILED 10-21-1997. 


2,216,330. NO RETURN. ORECK CORPORATION, (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). SN 75-394,298. PUB. 
10-13-1998. FILED 11-21-1997. 


2,216,400. SIGNE GRAPHIC. LANCOME PARFUMS ET 
BEAUTE & CIE, (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 
75-401,870. PUB. 10-13-1998. FILED 12-8-1997. 


2,216,463. L LAURENT D (STYLIZED). DUFOURG, LAUR- 
ENT, MULTIPLE CLASS, (INT. CLS. 3 AND 25), (U.S. 
CLS. 1, 4, 6, 22, 39, 50, 51 AND 52). SN 75-420,100. PUB. 
10-13-1998. FILED 1-20-1998. 


2,216,501. SEBOLYTIC CLEANSER. NIOXIN RESEARCH 
LABORATORIES, INC., (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
SN 75-436,219. PUB. 10-13-1998. FILED 2-18-1998. 


2,216,512. THE SOAP DELI (STYLIZED). SOAP DELI, INC., 
THE, (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-441,290. 
PUB. 10-13-1998. FILED 2-26-1998. 


2,216,518. TOURAMICS. PACIFIC INTERNATIONAL 
GROUP, INC., (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 
75-442,483. PUB. 10-13-1998. FILED 3-2-1998. 


2,216,519. T WAVE. PACIFIC INTERNATIONAL GROUP, 
INC., (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-442,484. 
PUB. 10-13-1998. FILED 3-2-1998. 


2,216,521. MATCH-IT. LEE, SHIRLEY W., (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). SN 75-442,798. PUB. 10-13-1998. FILED 
3-2-1998. 


2,216,524. MAS AND DESIGN. MASTER PRODUCTS, S.A. 
DE C.V., (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-443,065. 
PUB. 10-13-1998. FILED 3-2-1998. 


2,216,540. SIMPLER THYME. SICKLEY, LORI, (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). SN 75-446,537. PUB. 10-13-1998. 
FILED 3-9-1998. 


2,216,552. MAN-O. MAN-O0 PRODUCTS, INC., (U.S. CLS. 1, 
4, 6, 50, 51 AND 52). SN 75-450,966. PUB. 10-13-1998. 
FILED 3-16-1998. 


CLASS 4—LUBRICANTS AND FUELS 


2,215,782. 2. LPS LABORATORIES, INC., (U.S. CLS. 1, 6 
AND 15). SN _ 75-265,747. PUB. 10-13-1998. FILED 
3-28-1997. 


2,215,850. AIRREX CORPORATION AIRREX-LUBE AND 
DESIGN. AIRREX CORPORATION, (U.S. CLS. 1, 6 AND 
15). SN 75-287,682. PUB. 10-13-1998. FILED 5-6-1997. 


2,215,892. AV SILK (STYLIZED). ALT INC., (U.S. CLS. 1, 6 
AND 15). SN_ 75-298,936. PUB. 10-13-1998. FILED 
5-27-1997. 


2,216,404. MISCELLANEOUS DESIGN. CERES, LLC, (U.S. 
CLS. 1, 6 AND 15). SN 75-402,755. PUB. 10-13-1998. FILED 
12-9-1997. 
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CLASS 5—PHARMACEUTICALS 


2,215,643. MISCELLANEOUS DESIGN. SANOFI PHARMA- 
CEUTICALS, INC., BY CHANGE OF NAME FROM 
SANOFI WINTHROP INC., (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). SN 74-618,796. PUB. 10-13-1998. FILED 1-5-1995. 

2,215,715. MONA LISA. SPITS, MARC, MULTIPLE CLASS, 
(INT. CLS. 5 AND 10), (U.S. CLS. 6, 18, 26, 39, 44, 46, 51 
AND 52). SN _ 75-201,970. PUB. 5-19-1998. FILED 
11-21-1996. 

2,215,731. POSITIVE PROGRAMMING. UNITED FEEDS, 
INC., MULTIPLE CLASS, (INT. CLS. 5 AND 31), (U.S. 
CLS. 1, 6, 18, 44, 46, 51 AND 52). SN 75-219,629. PUB. 
10-13-1998. FILED 12-30-1996. 

2,215,733. 2 BOND 2, HERAEUS KULZER GMBH, MULTI- 
PLE CLASS, (INT. CLS. 5 AND 10), (U.S. CLS. 6, 18, 26, 
39, 44, 46, 51 AND 52). SN 75-221,658. PUB. 10-13-1998. 
FILED 1-6-1997. 

2,215,742. WILD FIRE. ORGANIC DIVERSIONS, INC., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-229,167. PUB. 
10-13-1998. FILED 1-22-1997. 

2,215,754. FORMULATION TECHNOLOGY. FORMULA- 
TION TECHNOLOGY, INC., (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). SN 75-245,919. PUB. 10-13-1998. FILED 
2-18-1997. 

2,215,803. MISCELLANEOUS DESIGN. DOW AGROS- 
CIENCES LLC, BY CHANGE OF NAME AND CHANGE 
OF NAME FROM DOWELANCO, (U.S. CLS. 6, 18, 44, 46, 
$1 AND 52). SN 75-276,877. PUB. 10-13-1998. FILED 
4-17-1997. 

2,215,812. DAILY DEFENDERS. MARLYN NUTRACEUTI- 
CALS, INC., DBA NATURALLY VITAMINS, (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). SN 75-279,041. PUB. 10-13-1998. 
FILED 4-22-1997. 

2,215,815. AMDRAY. NOVARTIS AG, (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). SN 75-279,537. PUB. 10-13-1998. FILED 
4-22-1997. 

2,215,836. OMNI C. OMNITRITION INTERNATIONAL, 
INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-283,678. 
PUB. 10-13-1998. FILED 4-29-1997. 

2,215,866. ADVOCARE WE BUILD CHAMPIONS AND 
DESIGN. ADVOCARE INTERNATIONAL, L.L.C., (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). SN 75-293,142. PUB. 
10-13-1998. FILED 5-16-1997. 

2,215,907. KICK OUT. DRAGON CORPORATION, (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). SN 75-302,224. PUB. 
10-13-1998. FILED 6-2-1997. 

2,215,917. PARAGON. TERMINIX INTERNATIONAL 
COMPANY LIMITED PARTNERSHIP, THE, DBA PAR- 
AGON PROFESSIONAL PEST CONTROL PRODUCTS, 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-305,198. PUB. 
10-13-1998. FILED 6-9-1997. 

2,215,930. GINSENG PLUS. CELESTIAL SEASONINGS, 
INC., DBA CELESTIAL BOTANICA, (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). SN 75-308,586. PUB. 10-13-1998. FILED 
6-13-1997. 

2,215,956. PCO+. WEIDER NUTRITION INTERNATION- 
AL, INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-315,152. PUB. 10-13-1998. FILED 6-26-1997. 

2,215,988. CALCIKUR. BOEHRINGER INGELHEIM VET- 
MEDICA GMBH, MULTIPLE CLASS, (INT. CLS. 5 AND 
31), (U.S. CLS. 1, 6, 18, 44, 46, 51 AND 52). SN 75-325,152. 
PUB. 10-13-1998. FILED 7-16-1997. 

2,216,005 (See Class 3 for this trademark). 

2,216,013. EARS. HEALTH CENTER FOR BETTER 
LIVING, INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-332,027. PUB. 10-13-1998. FILED 7-28-1997. 

2,216,015. HAIR CARE VITAMINS AND DESIGN. HEALTH 
CENTER FOR BETTER LIVING, INC., (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). SN 75-332,126. PUB. 10-13-1998. FILED 
7-28-1997. 

2,216,024. CYFRA. BOEHRINGER MANNHEIM GMBH, 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-334,106. PUB. 
10-13-1998. FILED 8-1-1997. 

2,216,030. REMEDIES ON THE RUN AND DESIGN. GIL- 
BERTSON, RUSSELL M., (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). SN 75-335,391. PUB. 10-13-1998. FILED 8-4-1997. 
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2,216,031. REMEDIES ON THE RUN. GILBERTSON, RUS- 
SELL M., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-335,392. PUB. 10-13-1998. FILED 8-4-1997. 


2,216,065. JA AND DESIGN. JAMES ALEXANDER COR- 
PORATION, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-344,719. PUB. 10-13-1998. FILED 8-21-1997. 


2,216,109. CAFETINO. GRUPO OMNILIFE S.A. DE C.V., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-355,911. PUB. 
10-13-1998. FILED 9-10-1997. 

2,216,129 (See Class | for this trademark). 

2,216,137. NEO ELITE NUTRITION AND DESIGN. NATU- 
RAL SUPPLEMENT ASSOCIATION, INCORPORATED, 
DBA EXPERIMENTAL AND APPLIED SCIENCES, (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). SN 75-361,436. PUB. 
10-13-1998. FILED 9-23-1997. 


2,216,142. CC 0147 AND DESIGN. CAMALL COMPANY, 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-362,883. PUB. 
10-13-1998. FILED 9-25-1997. 


2,216,148. PUTTING BIO-ENGINEERING TO WORK FOR 
YOU. AURORA LABORATORIES, INC., (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). SN 75-364,268. PUB. 10-13-1998. FILED 
9-29-1997. 


2,216,168. NU-MEAL. MDR FITNESS CORP., (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). SN 75-369,070. PUB. 10-13-1998. 
FILED 10-6-1997. 


2,216,175. COMPOCONNECT. HERAEUS KULZER GMBH, 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-370,021. PUB. 
10-13-1998. FILED 10-8-1997. 


2,216,177. SELICAST. WESTONE LABORATORIES, INC., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-370,456. PUB. 
10-13-1998. FILED 10-8-1997. 


2,216,191. OPTIMUMRX PLUS. SCIENCEBASED NUTRI- 
TIONALS, INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-372,884. PUB. 10-13-1998. FILED 10-14-1997. 


2,216,192. MACULARX PLUS. SCIENCEBASED NUTRI- 
TIONALS, INC, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-372,890. PUB. 10-13-1998. FILED 10-14-1997. 


2,216,193. MACULARX. SCIENCEBASED NUTRITIONALS, 
INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-372,891. 
PUB. 10-13-1998. FILED 10-14-1997. 


2,216,240. SUPREME AND DESIGN. GRAND STONE COR- 
PORATION, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-382,102. PUB. 10-13-1998. FILED 10-27-1997. 


2,216,265. AMINO POWER. WORLDWIDE SPORT NUTRI- 
TIONAL SUPPLEMENTS, INC., (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). SN 75-385,323. PUB. 10-13-1998. FILED 
11-5-1997. 


2,216,270. VITA JOINT. NATURAL RESEARCH LABORA- 
TORIES, INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-386,010. PUB. 10-13-1998. FILED 11-6-1997. 


2,216,275. ALOCETIC. DVM PHARMACEUTICALS, INC., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-386,409. PUB. 
10-13-1998. FILED 11-7-1997. 

2,216,278. CREACARB. DVM PHARMACEUTICALS, INC., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-386,575. PUB. 
10-13-1998. FILED 11-7-1997. 

2,216,281. SOAK’N MASSAGE. COMBE INCORPORATED, 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-387,562. PUB. 
10-13-1998. FILED 11-10-1997. 

2,216,285. EPULOR. AUDAX, INC., (U.S. CLS. 6, 18, 44, 46, 
$1 AND 52). SN 75-388,297. PUB. 10-13-1998. FILED 
11-12-1997. 

2,216,290. IMMUNAMIN, MJB GLOBAL INCORPORATED, 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-389,063. PUB. 
10-13-1998. FILED 11-12-1997. 

2,216,295. ZINAXIN. EUROVITA HOLDING A/S, (US. 
CLS. 6, 18, 44, 46, 51 AND 52). SN 75-389,815. PUB. 
10-13-1998. FILED 11-13-1997. 

2,216,303. ALKA PAN AND DESIGN. BEST PROCESS, INC., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-390,554. PUB. 
10-13-1998. FILED 11-14-1997. 

2,216,304. ALKA CAL AND DESIGN. BEST PROCESS, INC., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-390,555. PUB. 
10-13-1998. FILED 11-14-1997. 





JANUARY 5, 1999 


2,216,308. SUN TRIM. SUNRIDER CORPORATION, THE, 
DBA SUNRIDER INTERNATIONAL, (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). SN 75-390,956. PUB. 10-13-1998. FILED 
11-17-1997. 

2,216,309. MULTIFIL. HERAEUS KULZER GMBH, (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). SN 75-391,140. PUB. 
10-13-1998. FILED 11-17-1997. 

2,216,311. PREGMED. NATRITION, INC., (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). SN 75-391,468. PUB. 10-13-1998. FILED 
11-17-1997. 

2,216,332. FMC, FMC CORPORATION, (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). SN 75-394,501. PUB. 10-13-1998. FILED 
11-21-1997. 

2,216,361. SUPER AYTINAL. WALGREEN CO., (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). SN 75-397,822. PUB. 10-13-1998. 
FILED 12-1-1997. 

2,216,362. WE'VE BOTTLED NATURE’S ENERGY!. PER- 
FORMANCE LABS, INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). SN 75-397,940. PUB. 10-13-1998. FILED 12-1-1997. 

2,216,366. TEEN-ACTIVE. NATURAL ORGANICS INC., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-398,093. PUB. 
10-13-1998. FILED 11-28-1997. 

2,216,374. NUTRI CHOL-LESS. CONSAC INDUSTRIES, 
INC., DBA COUNTRY LIFE, (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). SN _ 75-398,746. PUB. 10-13-1998. FILED 
12-2-1997. 

2,216,388. ST. TROPEZ fRIM. BELSANTE INTERNATION- 
AL, INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-400,455. PUB. 10-13-1998. FILED 12-5-1997. 

2,216,389. IONIAN SPRINGS. BELSANTE INTERNATION- 
AL, INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-400,456. PUB. 10-13-1998. FILED 12-5-1997. 

2,216,393. MEDI-CLEAN. BELSANTE INTERNATIONAL, 
INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-401,048. 
PUB. 10-13-1998. FILED 12-5-1997. 

2,216,394. AROMAS OF PROVENCE. BELSANTE INTER- 
NATIONAL, INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-401,074. PUB. 10-13-1998. FILED 12-5-19°7. 

2,216,398. XERAGEL. BIODERMIS CORPORATION, (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). SN 75-401,684. PUB. 
10-13-1998. FILED 12-8-1997. 

2,216,402. CELASTYN. N.E.P. ENTERPRISES, LLC, (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). SN 75-402,343. PUB. 
10-13-1998. FILED 12-9-1997. 

2,216,410. PT-NC. CARDIOVASCLAR DIAGNOSTICS, 
INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-403,914. 
PUB. 10-13-1998. FILED 12-11-1997. 

2,216,415. GASTONE. SUPHERB, LTD., (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). SN 75-405,226. PUB. 10-13-1998. FILED 
12-15-1997. 

2,216,420. VITASIGHT. KAREMOR INTERNATIONAL, 
INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-406,133. 
PUB. 10-13-1998. FILED 12-16-1997. 

2,216,517. SDX-P. AMERICAN DEHYDRATED FOODS, 
INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-442,299. 
PUB. 10-13-1998. FILED 2-27-1998. 

2,216,568. MOOD SYNC, M.M.R.C., LTD., CO., (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). SN 75-476,211. PUB. 10-13-1998. 
FILED 4-29-1998. 

2,216,571. THE SEROTONIN LINK. M.M.R.C., LTD. CO., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-479,889. PUB. 
10-13-1998. FILED 5-5-1998. 


CLASS 6—METAL GOODS 


2,215,667. E AND DESIGN. EXIT S.A., MULTIPLE CLASS, 
(INT. CLS. 6, 7 AND 17), (U.S. CLS. 1, 2, 5, 12, 13, 14, 19, 
21, 23, 25, 31, 34, 35 AND 50). SN 75-078,846. PUB. 
10-13-1998. FILED 3-26-1996. 

2,215,670. SURFACE RIDER. FEHERGUARD PRODUCTS 
LTD., (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 
75-094,499. PUB. 10-13-1998. FILED 4-26-1996. 

2,215,673. ZIRCON. EDCOR, INC., ASSIGNEE OF EDCOR, 
INC., MULTIPLE CLASS, (INT. CLS. 6, 7 AND 12), (U.S. 
CLS. 2, 12, 13, 14, 19, 21, 23, 25, 31, 34, 35, 44 AND 50). SN 
75-098, 169. PUB. 5-5-1998. FILED 5-3-1996. 
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2,215,678. PREMIER. BARNETT, INC., MULTIPLE CLASS, 
(INT. CLS. 6, 11 AND 17), (U.S. CLS. 1, 2, 5, 12, 13, 14, 21, 
23, 25, 31, 34, 35 AND 50). SN 75-125,248. PUB. 10-13-1998. 
FILED 6-25-1996. 


2,215,749. EZ LOK PANEL. CONTEMPORARY PANELS, 
INC., (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 
75-238,877. PUB. 10-13-1998. FILED 2-10-1997. 


2,215,822. CONCORD. BALDWIN HARDWARE CORPO- 
RATION, (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 
75-281,169. PUB. 10-13-1998. FILED 4-25-1997. 


2,215,861. CUSHION. WIRE ROPE INDUSTRIES LTD. - 
INDUSTRIES DE CABLES D’ACIER LTEE, (U.S. CLS. 2, 
12, 13, 14, 23, 25 AND 50). SN 75-292,008. PUB. 10-13-1998. 
FILED 5-14-1997. 


2,215,880. NETTUR. NETTUR TOOLMAKERS, INC., (U.S. 
CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 75-295,930. PUB. 
10-13-1998. FILED 5-21-1997. 


2,215,882. G. OK. GEORGIA O’KEEFFE FOUNDATION, 
THE, MULTIPLE CLASS, (INT. CLS. 6 AND 19), (U.S. 
CLS. 1, 2, 12, 13, 14, 23, 25, 33 AND 50). SN 75-296,346. 
PUB. 10-13-1998. FILED 5-22-1997. 


2,215,897. KENNGOTT AND DESIGN. KENNGOTT INTER- 
NATIONAL GMBH & CO. KG, MULTIPLE CLASS, (INT. 
CLS. 6, 19, 35 AND 42), (U.S. CLS. 1, 2, 12, 13, 14, 23, 25, 33, 
50, 100, 101 AND 102). SN 75-299,830. PUB. 10-13-1998. 
FILED 5-28-1997. 


2,215,906. ASCE. AMERICAN SOCIETY OF CIVIL ENGI- 
NEERS, MULTIPLE CLASS, (INT. CLS. 6, 9, 16, 36, 41 
AND 42), (U.S. CLS. 2, 5, 12, 13, 14, 21, 22, 23, 25, 26, 29, 36, 
37, 38, 50, 100, 101, 102 AND 107). SN 75-302,074. PUB. 
10-13-1998. FILED 5-30-1997. 


2,215,914. GUARANTEED NO LEAKS..NO CALLBACKS 
AND DESIGN. JOMAR INTERNATIONAL, LTD., (U.S. 
CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 75-304,003. PUB. 
10-13-1998. FILED 6-5-1997. 


2,215,915. WE FOUND A BETTER WAY TO ELIMINATE 
SHUTDOWNS! AND DESIGN. JOMAR INTERNATION- 
AL, LTD., (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 
75-304,005. PUB. 10-13-1998. FILED 6-5-1997. 


2,215,970. SCRAPESGRATE. ARDEN ARCHITECTURAL 
SPECIALTIES, INC., (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). SN 75-320,842. PUB. 10-13-1998. FILED 7-8-1997. 


2,215,990. INNOVATIVE CARBIDE INC. AND DESIGN. IN- 
NOVATIVE CARBIDE, INC., (U.S. CLS. 2, 12, 13, 14, 23, 
25 AND 50). SN 75-325,269. PUB. 10-13-1998. FILED 
7-16-1997. 


2,216,080. NACUVAC, NORDDEUTSCHE AFFINERIE AG, 
MULTIPLE CLASS, (INT. CLS. 6 AND 42), (U.S. CLS. 2, 
12, 13, 14, 23, 25, 50, 100 AND 101). SN 75-346,773. PUB. 
10-13-1998. FILED 8-21-1997. 

2,216,160. BUFFALO. NEW BUFFALO CORPORATION, 
MULTIPLE CLASS, (INT. CLS. 6, 7, 8, 9, 17 AND 21), 
(U.S. CLS. 1, 2, 5, 12, 13, 14, 19, 21, 23, 25, 26, 28, 29, 30, 31, 
33, 34, 35, 36, 38, 40, 44 AND 50). SN 75-367,925. PUB. 
10-13-1998. FILED 10-3-1997. 

2,216,164. C-04. GASFLUX COMPANY, THE, (U.S. CLS. 2, 
12, 13, 14, 23, 25 AND 50). SN 75-368,304. PUB. 10-13-1998. 
FILED 10-6-1997. 


2,216,296 (See Class 1 for this trademark). 


CLASS 7—MACHINERY 


2,215,667 (See Class 6 for this trademark). 

2,215,673 (See Class 6 for this trademark). 

2,215,711. WELLS. WELLS MFG. CORP., MULTIPLE 
CLASS, (INT. CLS. 7 AND 9), (U.S. CLS. 13, 19, 21, 23, 26, 


31, 34, 35, 36 AND 38). SN 75-195,238. PUB. 10-13-1998. 
FILED 11-8-1996. 


2,215,750. WITHDRAWN. 
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2,215,757. DM DIESEL. DYNAMAX INDUSTRIES CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 7 AND 35), 
(U.S. CLS. 13, 19, 21, 23, 31, 34, 35, 100, 101 AND 102). SN 
75-247,577. PUB. 10-13-1998. FILED 2-25-1997. 

2,215,780. RAUTE WOOD, RAUTE WOOD, INC., MULTI- 
PLE CLASS, (INT. CLS. 7 AND 9), (U.S. CLS. 13, 19, 21, 
23, 26, 31, 34, 35, 36 AND 38). SN 75-264,728. PUB. 
10-13-1998. FILED 3-27-1997. 

2,215,807. CIRCUMPRESS. REICHEL & DREWS, INC., 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-278,096. 
PUB. 10-13-1998. FILED 4-21-1997. 

2,215,844. RMG. PRECISE POWER CORPORATION, MUL- 
TIPLE CLASS, (INT. CLS. 7 AND 9), (U.S. CLS. 13, 19, 21, 
23, 26, 31, 34, 35, 36 AND 38). SN 75-286,621. PUB. 
10-13-1998. FILED 5-5-1997. 

2,215,849. EVANS. EVANS, JOHN W., (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). SN 75-287,578. PUB. 10-13-1998. FILED 
5-6-1997. 

2,215,978. AUTOMATE AND DESIGN. AUTOMATE TECH- 
NOLOGIES, LLC, MULTIPLE CLASS, (INT. CLS. 7, 40 
AND 42), (U.S. CLS. 13, 19, 21, 23, 31, 34, 35, 100, 101, 103 
AND 106). SN 75-323,019. PUB. 10-13-1998. FILED 
7-11-1997. 

2,215,983. BRUSHMASTER. KUT KWICK CORPORATION, 
MULTIPLE CLASS, (INT. CLS. 7 AND 12), (U.S. CLS. 13, 
19, 21, 23, 31, 34, 35 AND 44). SN 75-323,893. PUB. 
10-13-1998. FILED 7-14-1997. 

2,216,001. VC VALLEY CRAFT (STYLIZED). VALLEY 
CRAFT, INC., MULTIPLE CLASS, (INT. CLS. 7 AND 12), 
(U.S. CLS. 13, 19, 21, 23, 31, 34, 35 AND 44). SN 75-328,664. 
PUB. 10-13-1998. FILED 7-22-1997. 

2,216,038. PULSE-GUARD. AIRGUARD INDUSTRIES, 
INC., (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 
75-337,587. PUB. 10-13-1998. FILED 8-7-1997. 

2,216,090. PRO. ALFA MANUFACTURING INDUS- 
TRIES, INC., (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 
75-352,681. PUB. 10-13-1998. FILED 9-5-1997. 

2,216,135. TOPSTOP. ANDERSON-MARTIN MACHINE 
COMPANY, DBA AMCO PRODUCTS COMPANY, (U.S. 
CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-361,225. PUB. 
10-13-1998. FILED 9-22-1997. 

2,216,160 (See Class 6 for this trademark). 

2,216,185. ROUGE 2000. REXAM REBOUL, (U.S. CLS. 13, 
19, 21, 23, 31, 34 AND 35). SN 75-371,656. PUB. 10-13-1998. 
FILED 10-1-1997. 

2,216,224. MONODIP. AIR INDUSTRIE SYSTEMES - A.LS, 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-377,829. 
PUB. 10-13-1998. FILED 10-23-1997. 


CLASS 8—HAND TOOLS 


2,215,728. WATER SEAL. SHERWIN-WILLIAMS COMPA- 
NY, THE, BY MERGER WITH THOMPSON-MINWAX 
COMPANY, THE, (U.S. CLS. 23, 28 AND 44). SN 
75-219, 162. PUB. 10-13-1998. FILED 12-28-1996. 

2,215,806. MISCELLANEOUS DESIGN. CENTRAL 
GARDEN & PET COMPANY, (U.S. CLS. 23, 28 AND 44). 
SN 75-278,040. PUB. 10-13-1998. FILED 4-21-1997. 

2,215,872. LUSTRENAILS. LUSTRENAILS, INC., (U.S. CLS. 
23, 28 AND 44). SN 75-294,671. PUB. 4-21-1998. FILED 
5-19-1997. 

2,216,160 (See Class 6 for this trademark). 

2,216,296 (See Class I for this trademark). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


2,215,645. CELLSTACK. K-NET LIMITED, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 74-630,859. PUB. 10-13-1998. FILED 
2-6-1995. 

2,215,646. MISCELLANEOUS DESIGN. HUBBELL INCOR- 
PORATED, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-664,014. PUB. 3-4-1997. FILED 4-21-1995. 


OFFICIAL GAZETTE 


JANUARY 5, 1999 


2,215,647. MISCELLANEOUS DESIGN. HUBBELL INCOR- 
PORATED, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-664,016. PUB. 2-18-1997. FILED 4-21-1995. 

2,215,651. THE BROWN HAIRED MERMAID. DEPAUL, 
DEBORAH, DBA DEBBIE D, (U.S. CLS. 21, 23, 26, 36 
AND 38). SN _ 74-701,683. PUB. 10-13-1998. FILED 
7-17-1995. 

2,215,654. EQUIS (STYLIZED). EQUIS INTERNATIONAL 
INC., MULTIPLE CLASS, (INT. CLS. 9, 36 AND 38), (U.S. 
CLS. 21, 23, 26, 36, 38, 100, 101, 102 AND 104). SN 
74-725,875. PUB. 10-13-1998. FILED 8-31-1995. 

2,215,658. MICROLITE 2000. SIGNAL ONE INTERNA- 
TIONAL PTY LTD., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-016,096. PUB. 10-13-1998. FILED 11-6-1995. 

2,215,668. EXTENSIONS. BIO-TEK INSTRUMENTS, INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-078,872. PUB. 
7-1-1997. FILED 3-26-1996. 

2,215,671. WOMEN’S NATIONAL BASKETBALL ASSOCIA- 
TION. NBA PROPERTIES, INC., (U.S. CLS. 21, 23, 26, 36 
AND 38). SN _ 75-094,616. PUB. 10-13-1998. FILED 
4-26-1996. 

2,215,677. ENVIRONMENTAL COMPLIANCE MANAGE- 
MENT SYSTEM. VERSAR, INC., (U.S. CLS. 21, 23, 26, 36 
AND 38). SN _ 75-125,031. PUB. 10-13-1998. FILED 
6-25-1996. 

2,215,692. MAGNA-CARD AND DESIGN. MC ENTER- 
PRISES, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-156,856. PUB. 10-13-1998. FILED 8-27-1996. 

2,215,703. LOGITERM. TERMINOTIX INC., (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-183,906. PUB. 9-8-1998. FILED 
10-18-1996. 

2,215,704. LOGITRANS. TERMINOTIX INC., (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-183,908. PUB. 9-8-1998. FILED 
10-18-1996. 

2,215,711 (See Class 7 for this trademark). 

2,215,714. C/ROUTE AND DESIGN. C/SOFT, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-201,346. PUB. 
10-13-1998. FILED 11-21-1996. 

2,215,721. KIMS. PHARMACIA & UPJOHN AB, MULTIPLE 
CLASS, (INT. CLS. 9, 16 AND 42), (U.S. CLS. 2, 5, 21, 22, 
23, 26, 29, 36, 37, 38, 50, 100 AND 101). SN 75-209,182. PUB. 
10-13-1998. FILED 12-6-1996. 

2,215,723. BITFLOW. SICOM, INC., (U.S. CLS. 21, 23, 26, 36 
AND 38). SN  75-212,733. PUB. 10-13-1998. FILED 
12-13-1996. 

2,215,726. SOUNDWEAR. FA. GERHARD DIMBATH, 
MULTIPLE CLASS, (INT. CLS. 9 AND 15), (U.S. CLS. 2, 
21, 23, 26, 36 AND 38). SN 75-218,064. PUB. 10-13-1998. 
FILED 12-20-1996. 

2,215,732. PACIFITECH AND DESIGN. PACIFIC ANALYT- 
IC TECHNOLOGIES, INC., ASSIGNEE OF PACIFITECH 
CORPORATION, LTD., (U.S. CLS. 21, 23, 26, 36 AND 38). 
SN 75-221,301. PUB. 10-13-1998. FILED 1-7-1997. 

2,215,734. REM 3D MODELS BANK. REM INFOGRAFICA, 
S.A., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-221,762. PUB. 
10-13-1998. FILED 1-6-1997. 

2,215,736. POCKETPAR. ARNOLD & RICHTER CINE 
TECHNIK GMBH & CO. BETRIEBS KG, MULTIPLE 
CLASS, (INT. CLS. 9 AND 11), (U.S. CLS. 13, 21, 23, 26, 31, 
34, 36 AND 38). SN 75-225,174. PUB. 10-13-1998. FILED 
1-13-1997. 

2,215,740. SPIROTRAC. VITALOGRAPH LIMITED, MUL- 
TIPLE CLASS, (INT. CLS. 9 AND 10), (U.S. CLS. 21, 23, 
26, 36, 38, 39 AND 44). SN 75-228,785. PUB. 10-13-1998. 
FILED 1-21-1997. 

2,215,753. EASY HELP WEB. EON SOLUTIONS LIMITED, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-244,648. PUB. 
10-13-1998. FILED 2-20-1997. 

2,215,769. METRICAB. SCHROFF GMBH, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-253,779. PUB. 10-13-1998. FILED 
3-7-1997. 

2,215,778. BREAKTHROUGH SOFTWARE INC.. BREAK- 
THROUGH SOFTWARE, INC., (U.S. CLS. 21, 23, 26, 36 
AND 38). SN 75-262,638. PUB. 10-13-1998. FILED 
3-24-1997. 


2,215,780 (See Class 7 for this trademark). 
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2,215,786. ILIO AND DESIGN. HISKEY, MARK, DBA ILIO 
ENTERTAINMENTS, (U.S. CLS. 21, 23, 26, 36 AND 38). 
SN 75-267,734. PUB. 10-13-1998. FILED 3-31-1997. 

2,215,795. RBDAN. CSELT - CENTRO STUDI E LABORA- 
TORI TELECOMUNICAZIONI S.P.A., (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-275,099. PUB. 10-13-1998. FILED 
4-15-1997. 

2,215,799. SEEKER SOFTWARE. SEEKER SOFTWARE, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-275,500. 
PUB. 10-13-1998. FILED 4-15-1997. 

2,215,811. TRI-MONITOR. TYCOR INTERNATIONAL 
CORP, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-278,862. 
PUB. 10-13-1998. FILED 4-17-1997. 

2,215,816. EIGER. EIGER LABS, INC., (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 75-279,570. PUB. 10-6-1998. FILED 
4-23-1997. 

2,215,819. MISCELLANEOUS DESIGN. TRINGAS, GREG, 
MULTIPLE CLASS, (INT. CLS. 9 AND 15), (U.S. CLS. 2, 
21, 23, 26, 36 AND 38). SN 75-280,070. PUB. 10-13-1998. 
FILED 4-23-1997. 

2,215,825. MERLIN. INTERNATIONAL METROLOGY 
SYSTEMS, LTD., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-281,799. PUB. 10-13-1998. FILED 4-28-1997. 

2,215,832. B2 SYSTEMS (STYLIZED). B2SYSTEMS, INC., 
MULTIPLE CLASS, (INT. CLS. 9 AND 42), (U.S. CLS. 21, 
23, 26, 36, 38, 100 AND 101). SN 75-283,277. PUB. 
10-13-1998. FILED 4-29-1997. 

2,215,837. WITHDRAWN 


2,215,844 (See Class 7 for this trademark). 

2,215,845. ELIMINATOR. MITEK CORPORATION, DBA 
MTX, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-286,674. 
PUB. 10-13-1998. FILED 5-5-1997. 

2,215,847. PROSOLVIA. PROSOLVIA AB, MULTIPLE 
CLASS, (INT. CLS. 9, 37, 41 AND 42), (U.S. CLS. 21, 23, 26, 
36, 38, 100, 101, 103, 106 AND 107). SN 75-287,089. PUB. 
10-13-1998. FILED 5-6-1997. 

2,215,848. PROSOLVIA CLARUS. PROSOLVIA AB, MULTI- 
PLE CLASS, (INT. CLS. 9, 37, 41 AND 42), (U.S. CLS. 21, 
23, 26, 36, 38, 100, 101, 103, 106 AND 107). SN 75-287,200. 
PUB. 10-13-1998. FILED 5-6-1997. 

2,215,859. EMOTIONAL CIPHERS AND DESIGN. RYAN, 
THOMAS E. JR., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-291,024. PUB. 10-13-1998. FILED 5-13-1997. 

2,215,869. PAL PORTABLE AQUATIC LIFT AND DESIGN. 
REHAMED INTERNATIONAL, L.L.C., (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-293,935. PUB. 10-13-1998. FILED 
5-19-1997. 

2,215,888. FINELINE. SOUND IDEAS OF AMERICA INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-298,461. PUB. 
10-13-1998. FILED 5-13-1997. 

2,215,899. MSEARCH. MOBIUS GROUP, INC., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-300,815. PUB. 10-13-1998. 
FILED 5-30-1997. 

2,215,906 (See Class 6 for this trademark). 

2,215,923. MISCELLANEOUS DESIGN. WINESTIMATOR 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-306,251. 
PUB. 10-13-1998. FILED 6-9-1997. 

2,215,926. VERSAMATE. HUBBELL INCORPORATED, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-307,384. PUB. 
10-13-1998. FILED 6-11-1997. 

2,215,927. BLACKHORSE ENTERPRISE RECORDS AND 
DESIGN. BLACKHORSE ENTERPRISE RECORDS, LLC, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-307,478. PUB. 
10-13-1998. FILED 6-11-1997. 

2,215,936. ENCLOSURE. AURATEK SECURITY INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-309,339. PUB. 
10-13-1998. FILED 6-16-1997. 

2,215,941. LIVING PROOF. LIVING PROOF, INC., MULTI- 
PLE CLASS, (INT. CLS. 9 AND 16), (U.S. CLS. 2, 5, 21, 22, 
23. 26, 29, 36, 37, 38 AND 50). SN 75-310,417. PUB. 
10-13-1998. FILED 5-29-1997. 

2,215,948. RETRO 97. INTERACTIVE MULTIMEDIA, INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-311,482. PUB. 
10-13-1998. FILED 6-19-1997. 

2,215,959. QUICKTIONARY. WIZCOM TECHNOLOGIES 
LTD., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-316,173. 
PUB. 10-13-1998. FILED 6-27-1997. 
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2,215,965. GT90. FORD MOTOR COMPANY, (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-318,132. PUB. 10-13-1998. FILED 
7-1-1997. 


2,215,979. JOHN RHODES. CROSSRHODES ENTERTAIN- 
MENT, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-323,051. PUB. 10-13-1998. FILED 7-11-1997. 


2,216,022. WITHDRAWN 


2,216,061. METAFRAME. STEFFEN, BERNHARD, MULTI- 
PLE CLASS, (INT. CLS. 9 AND 42), (U.S. CLS. 21, 23, 26, 
36, 38, 100 AND 101). SN 75-343,730. PUB. 10-13-1998. 
FILED 8-20-1997. 


2,216,076. SPACE CIRCUS AND DESIGN. INFOGRAMES 
MULTIMEDIA, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-346,333. PUB. 10-13-1998. FILED 8-25-1997. 


2,216,092. DURA-MESH. MOLDEX-METRIC, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-353,125. PUB. 
10-13-1998. FILED 9-8-1997. 


2,216,120. EMERGENCY EXIT. MEIJER, INC., MULTIPLE 
CLASS, (INT. CLS. 9, 18 AND 25), (U.S. CLS. 1, 2, 3, 21, 22, 
23, 26, 36, 38, 39 AND 41). SN 75-357,997. PUB. 10-13-1998. 
FILED 9-16-1997. 


2,216,122. XATRIX. XATRIX ENTERTAINMENT, INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-358,595. PUB. 
10-13-1998. FILED 9-17-1997. 


2,216,128. WHAT'S YOUR COLOR?. WESLEY JESSEN 
CORPORATION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-359,496. PUB. 10-13-1998. FILED 9-19-1997. 


2,216,139. WAGNER. MOOG AUTOMOTIVE PRODUCTS, 
INC., BY CHANGE OF NAME FROM MOOG AUTOMO- 
TIVE INC., MULTIPLE CLASS, (INT. CLS. 9 AND 11), 
(U.S. CLS. 13, 21, 23, 26, 31, 34, 36 AND 38). SN 75-361,950. 
PUB. 10-13-1998. FILED 9-23-1997. 


2,216,153. RHDITZ. RED HILL DEZIGNZ, INC., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-366,759. PUB. 10-13-1998. 
FILED 10-2-1997. 


2,216,158. COLORGETTER. OPTRONICS INTERNATION- 
AL CORPORATION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-367,530. PUB. 10-13-1998. FILED 10-3-1997. 


2,216,160 (See Class 6 for this trademark). 


2,216,182. STONE CREEK S AND DESIGN. STONECREEK 
RECORDINGS, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). 
SN 75-371,213. PUB. 10-13-1998. FILED 10-10-1997. 


2,216,194. SATURN. ARIES INDUSTRIES, INCORPORAT- 
ED, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-372,897. PUB. 
10-13-1998. FILED 10-14-1997. 


2,216,199. COST-IT!1. TRAVPLAN TECHNOLOGIES, INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-374,465. PUB. 
10-13-1998. FILED 10-6-1997. 


2,216,209. VISTALINK. SYNTELLECT INC., (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-375,783. PUB. 10-13-1998. FILED 
10-20-1997. 


2,216,212. INSIDE OF ME. WALTER, NANCY, DBA NAT- 
URALLY BY NAY, MULTIPLE CLASS, (INT. CLS. 9, 16 
AND 28), (U.S. CLS. 2, 5, 21, 22, 23, 26, 29, 36, 37, 38 AND 
50). SN 75-375,940. PUB. 10-13-1998. FILED 10-20-1997. 


2,216,221. BYTE INTO THE MARKET. TARN SOFTWARE, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-377,135. 
PUB. 10-13-1998. FILED 10-21-1997. 


2,216,226. DOG EAT DOG. DOG EAT DOG PRODUC- 
TIONS, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-377,991. PUB. 10-13-1998. FILED 10-23-1997. 


2,216,228. LORDS OF THE REALM. SIERRA ON-LINE, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-378,149. 
PUB. 10-13-1998. FILED 10-23-1997. 


2,216,237. BAR CODE. EDUCATIONAL FOUNDATION OF 
THE NATIONAL RESTAURANT ASSOCIATION, THE, 
MULTIPLE CLASS, (INT. CLS. 9, 16 AND 41), (U.S. CLS. 
2, 5, 21, 22, 23, 26, 29, 36, 37, 38, 50, 100, 101 AND 107). SN 
75-381,779. PUB. 10-13-1998. FILED 10-30-1997. 
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2,216,241. AMERICAN COUNCIL ON EXERCISE. AMERI- 
CAN COUNCIL ON EXERCISE, MULTIPLE CLASS, 
(INT. CLS. 9, 16, 25, 41 AND 42), (U.S. CLS. 2, 5, 21, 22, 23, 
26, 29, 36, 37, 38, 39, 50, 100, 101 AND 107). SN 75-382,117. 
PUB. 10-13-1998. FILED 10-27-1997. 

2,216,298. PETCOM. PETCOM TELECARD COMPANY, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-390,020. PUB. 
10-13-1998. FILED 10-30-1997. 

2,216,310. WMR WATER MUSIC RECORDS AND DESIGN. 
PRESSMAN, BRAD, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-391,341. PUB. 10-13-1998. FILED 11-17-1997. 

2,216,334. ROCK HEDZ (STYLIZED). BLUEWATER OUT- 
FITTERS, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-394,881. PUB. 10-13-1998. FILED 11-24-1997. 

2,216,422. MOVIESTOCKS. HSX HOLDINGS, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-406,932. PUB. 
10-13-1998. FILED 12-17-1997. 

2,216,468. STORSTATION. SONY ELECTRONICS INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-420,955. PUB. 
10-13-1998. FILED 1-21-1998. 

2,216,478. MISCELLANEOUS DESIGN. BUFFETT, JIMMY, 
MULTIPLE CLASS, (INT. CLS. 9, 14, 16, 18, 20, 21, 24, 25, 
26, 28 AND 42), (U.S. CLS. 1, 2, 3, 5, 13, 21, 22, 23, 25, 26, 27, 
28, 29, 30, 32, 33, 36, 37, 38, 39, 40, 41, 42, 50, 100 AND 101). 
SN 75-425,865. PUB. 10-13-1998. FILED 1-29-1998. 

2,216,479. OFFICE COMFORT INDEX (STYLIZED). MEAD- 
HATCHER, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-426, 135. PUB. 10-13-1998. FILED 1-30-1998. 

2,216,576. WEBTV. MICROSOFT CORPORATION, AS- 
SIGNEE OF WEBTV NETWORKS, INC., MULTIPLE 
CLASS, (INT. CLS. 9 AND 38), (U.S. CLS. 21, 23, 26, 36, 38, 
100, 101 AND 104). SN 75-976,151. PUB. 9-29-1998. FILED 
5-25-1995. 


CLASS 10—MEDICAL APPARATUS 


2,215,641. MULTIDRIVE. KARL STORZ GMBH, & CO, 
(U.S. CLS. 26, 39 AND 44). SN 74-616,189. PUB. 10-13-1998. 
FILED 12-28-1994. 

2,215,642. UNIDRIVE. KARL STORZ GMBH & CO., (U.S. 
CLS. 26, 39 AND 44). SN 74-616,192. PUB. 10-13-1998. 
FILED 12-28-1994. 

2,215,666. MISCELLANEOUS DESIGN, TECNOL MEDICAL 
PRODUCTS, INC., (U.S. CLS. 26, 39 AND 44). SN 
75-073,145. PUB. 10-13-1998. FILED 3-15-1996. 

2,215,715 (See Class 5 for this trademark). 

2,215,733 (See Class 5 for this trademark). 

2,215,740 (See Class 9 for this trademark). 

2,215,863. NEUROPEN. OWEN MUMFORD LIMITED, (U.S. 
CLS. 26, 39 AND 44). SN 75-292,296. PUB. 10-13-1998. 
FILED 5-15-1997. 

2,215,955. CLINICO, CLINICO GMBH & CO. VERWAL- 
TUNGS- UND BETEILIGUNGS-KG, (U.S. CLS. 26, 39 
AND 44). SN 75-315,062. PUB. 10-13-1998. FILED 
6-26-1997. 

2,216,081. MCGHAN. MCGHAN MEDICAL CORPORA- 
TION, (U.S. CLS. 26, 39 AND 44). SN 75-346,961. PUB. 
10-13-1998. FILED 8-26-1997. 

2,216,118. EASY CAM. HENRY SCHEIN, INC., (U.S. CLS. 
26, 39 AND 44). SN 75-357,214. PUB. 10-13-1998. FILED 
9-15-1997. 

2,216,123. GABRIALLA. INTERNATIONAL TRADE ALLI- 
ANCE, (U.S. CLS. 26, 39 AND 44). SN 75-358,820. PUB. 
10-13-1998. FILED 9-18-1997. 

2,216,249. PROBE PLUS. JOHNSON & JOHNSON, (U.S. 
CLS. 26, 39 AND 44). SN 75-382,844. PUB. 10-13-1998. 
FILED 10-31-1997. 

2,216,305. SAFESKIN PFE-XTRA. SAFESKIN CORPORA- 
TION, (U.S. CLS. 26, 39 AND 44). SN 75-390,571. PUB. 
10-13-1998. FILED 11-14-1997. 

2,216,315. MISCELLANEOUS DESIGN. SPINAL CON- 
CEPTS, INC., (U.S. CLS. 26, 39 AND 44). SN 75-392,392. 
PUB. 10-13-1998. FILED 11-18-1997. 

2,216,331. BACFIX. SPINAL CONCEPTS, INC., (U.S. CLS. 
26, 39 AND 44). SN 75-394,361. PUB. 10-13-1998. FILED 
11-21-1997. 
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2,216,340. DIA-PAK. WISCONSIN PHARMACAL COMPA- 
NY, INC., (U.S. CLS. 26, 39 AND 44). SN 75-395,957. PUB. 
10-13-1998. FILED 11-25-1997. 


2,216,359. MERCATOR. CARDIAC PATHWAYS CORPO- 
RATION, (U.S. CLS. 26, 39 AND 44). SN 75-397,730. PUB. 
10-13-1998. FILED 12-1-1997. 


2,216,397. SMARTSOUND. INNOMED SYSTEMS, INC., 
(U.S. CLS. 26, 39 AND 44). SN 75-401,597. PUB. 10-13-1998. 
FILED 12-8-1997. 


2,216,416. LOVING COMFORT. CMO INCORPORATED, 
(U.S. CLS. 26, 39 AND 44). SN 75-405,528. PUB. 10-13-1998. 
FILED 12-15-1997. 


2,216,417. INTRASHIEL. MCGHAN MEDICAL CORPORA- 
TION, (U.S. CLS. 26, 39 AND 44). SN 75-405,541. PUB. 
10-13-1998. FILED 12-15-1997. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


2,215,655. C-300. ITT INDUSTRIES, INC., BY MERGER 
WITH ITT CORPORATION, (U.S. CLS. 13, 21, 23, 31 AND 
34). SN 74-728,226. PUB. 10-13-1998. FILED 9-11-1995. 

2,215,678 (See Class 6 for this trademark). 

2,215,736 (See Class 9 for this trademark). 

2,215,808. BUCKNER. BUCKNER, INC., (U.S. CLS. 13, 21, 
23, 31 AND 34). SN 75-278,121. PUB. 10-13-1998. FILED 
4-21-1997. 

2,215,818. POWER SUN. QUALITY LAMP, INC., (U.S. CLS. 
13, 21, 23, 31 AND 34). SN 75-280,012. PUB. 10-13-1998. 
FILED 4-23-1997. 


2,215,839. EZ UP MINI COLORTRAX. BYERS PRODUCTS, 
INC., (U.S. CLS. 13, 21, 23, 31 AND 34). SN 75-285,309. 
PUB. 10-13-1998. FILED 5-2-1997. 


2,215,958. FOREVER-GLO (STYLIZED). AMERICAN TACK 
& HARDWARE CO., INC., (U.S. CLS. 13, 21, 23, 31 AND 
34). SN 75-316,020. PUB. 10-13-1998. FILED 6-27-1997. 


2,216,040. COVER BUTLER. AQUATIC SPECIALTIES, 
INC., (U.S. CLS. 13, 21, 23, 31 AND 34). SN 75-339,050. 
PUB. 10-13-1998. FILED 8-11-1997. 

2,216,077. ELECTROZONE OZONE GENERATOR AND 
DESIGN. CLEAN AIR CORPORATION, THE, (U.S. CLS. 
13, 21, 23, 31 AND 34). SN 75-346,477. PUB. 10-13-1998. 
FILED 8-25-1997. 

2,216,139 (See Class 9 for this trademark). 

2,216,151. SUN SYSTEM, SUN SYSTEM HORTICULTURE 
LIGHTING SYSTEMS AND DESIGN. SUNLIGHT 
SUPPLY, INC., (U.S. CLS. 13, 21, 23, 31 AND 34). SN 
75-366,296. PUB. 10-13-1998. FILED 10-1-1997. 

2,216,154. MISCELLANEOUS DESIGN. YOS-GAD LIGHT- 
ING INDUSTRIES INC., (U.S. CLS. 13, 21, 23, 31 AND 34). 
SN 75-366,803. PUB. 10-13-1998. FILED 10-2-1997. 


2,216,222. TWIN STREAMS. TRIMEX MARKETING, INC., 
(U.S. CLS. 13, 21, 23, 31 AND 34). SN 75-377,144. PUB. 
10-13-1998. FILED 10-21-1997. 

2,216,231. EZ CLEAN PROTECT-EVAP. MCCABE, 
RONALD P., AND BROWN-MCCABE, REBECCA A., 
(U.S. CLS. 13, 21, 23, 31 AND 34). SN 75-379,895. PUB. 
10-13-1998. FILED 10-27-1997. 

2,216,243. SECTIONAIR. RACAN INDUSTRIES INC., (U.S. 
CLS. 13, 21, 23, 31 AND 34). SN 75-382,291. PUB. 
10-13-1998. FILED 10-30-1997. 


CLASS 12—VEHICLES 


2,215,673 (See Class 6 for this trademark). 

2,215,774. GEAR JAMMER. HUMBOLDT SPECIALTY 
MANUFACTURING COMPANY, MULTIPLE CLASS, 
(INT. CLS. 12 AND 24), (U.S. CLS. 19, 21, 23, 31, 35, 42, 44 
AND 50). SN 75-259,450. PUB. 10-13-1998. FILED 
3-18-1997. 
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2,215,805. VISION. ADVANCED TRANSPORTATION 
PRODUCTS INCORPORATED, (U.S. CLS. 19, 21, 23, 31, 
35 AND 44). SN 75-277,488. PUB. 10-13-1998. FILED 
4-18-1997. 

2,215,902. SUPER HORNET. MCDONNELL DOUGLAS 
CORPORATION, (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 
75-301,319. PUB. 6-23-1998. FILED 6-2-1997. 

2,215,920. STROLLER SHADES AND DESIGN. EVANS, 
BEVERLY G., (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 
75-305,633. PUB. 10-13-1998. FILED 6-9-1997. 

2,215,973. JSI AND DESIGN. JOHNSON SAILS, INC., MUL- 
TIPLE CLASS, (INT. CLS. 12, 22 AND 35), (U.S. CLS. 1, 2, 
7, 19, 21, 22, 23, 31, 35, 42, 44, 50, 100, 101 AND 102). SN 
75-321,180. PUB. 10-13-1998. FILED 7-8-1997. 

2,215,983 (See Class 7 for this trademark). 

2,216,001 (See Class 7 for this trademark). 

2,216,050. P6000, PIRELLI COORDINAMENTO PNEUMA- 
TICI, S.P.A., (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 
75-342,312. PUB. 10-13-1998. FILED 8-18-1997. 

2,216,078. D DINGO (STYLIZED). YIN CHENG MFG. CO., 
LTD., (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 75-346,488. 
PUB. 10-13-1998. FILED 8-25-1997. 

2,216,131. LANDING GEAR. CYCLE SCIENCE, INC., (U.S. 
CLS. 19, 21, 23, 31, 35 AND 44). SN 75-360,189. PUB. 
10-13-1998. FILED 9-19-1997. 

2,216,132. SE RACING. CYCLE SCIENCE, INC., (U.S. CLS. 
19, 21, 23, 31, 35 AND 44). SN 75-360,192. PUB. 10-13-1998. 
FILED 9-19-1997. 

2,216,133. P.K. RIPPER. CYCLE SCIENCE, INC., (U.S. CLS. 
19, 21, 23, 31, 35 AND 44). SN 75-360,193. PUB. 10-13-1998. 
FILED 9-19-1997. 

2,216,230. THE LUG. D.A.C. SALES, INC., (U.S. CLS. 19, 21, 
23, 31, 35 AND 44). SN 75-379,605. PUB. 10-13-1998. FILED 
10-27-1997. 

2,216,245. HP-3000. BRIDGESTONE/FIRESTONE, INC., 
(U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 75-382,535. PUB. 
10-13-1998. FILED 10-31-1997. 


CLASS 13—FIREARMS 


2,216,225. OREGON TRAIL. FLEXIBLE MINING COMPA- 
NY, DBA OREGON TRAIL BULLET COMPANY, (U.S. 
CLS. 2 AND 9). SN 75-377,880. PUB. 10-13-1998. FILED 
10-23-1997. 

2,216,227. SYSTEM 1. THOMPSON INTELLECTUAL 
PROPERTIES, LTD., (U.S. CLS. 2 AND 9). SN 75-378,030. 
PUB. 10-13-1998. FILED 10-23-1997. 

2,216,253. RUGER 77/44. STURM, RUGER & COMPANY, 
INC. (US. CLS. 2 AND 9). SN 75-383,501. PUB. 
10-13-1998. FILED 11-3-1997. 

2,216,254. RUGER 71/50. STURM, RUGER & COMPANY, 
INC., (U.S. CLS. 2 AND 9). SN 75-383,502. PUB. 
10-13-1998. FILED 11-3-1997. 


CLASS 14—JEWELRY 


2,215,687. MARCELLO GIORGIO AND DESIGN. MAR- 
CELLO GIORGIO - S.R.L., MULTIPLE CLASS, (INT. 
CLS. 14 AND 20), (U.S. CLS. 2, 13, 22, 25, 27, 28, 32 AND 
50). SN 75-146,301. PUB. 10-13-1998. FILED 8-7-1996. 

2,215,781. ARTITUDE AND DESIGN. COBB, DARRYL PAT- 
RICK, MULTIPLE CLASS, (INT. CLS. 14 AND 18), (U.S. 
CLS. 1, 2, 3, 22, 27, 28, 41 AND 50). SN 75-265,287. PUB. 
10-13-1998. FILED 3-27-1997. 

2,215,867. ROCKLAND AND DESIGN. PRIME TIME 
WATCH CO., INC., (U.S. CLS. 2, 27, 28 AND 50). SN 
75-293,589. PUB. 10-13-1998. FILED 5-16-1997. 

2,216,074. DS DUBEY & SCHALDENBRAND DEPUIS 1946 
AND DESIGN. ROBERT-NICOUD, CINETTE, (U.S. CLS. 
2, 27, 28 AND 50). SN 75-346,054. PUB. 10-13-1998. FILED 
8-5-1997. 
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2,216,173. MAGNIFICENT COSTUME JEWELRY. MAG- 
NIFICENT COSTUME JEWELRY, INC., (U.S. CLS. 2, 27, 
28 AND 50). SN 75-369,856. PUB. 10-13-1998. FILED 
10-8-1997. 


2,216,247. TOUS. PONSA, SALVADOR TOUS, (U.S. CLS. 2, 
27, 28 AND 50). SN 75-382,834. PUB. 10-13-1998. FILED 
10-31-1997. 

2,216,255. ACU-RITE. COMBEX, INC., (U.S. CLS. 2, 27, 28 
AND 50). SN 75-383,548. PUB. 10-13-1998. FILED 
11-3-1997. 

2,216,282. PLATINIQUE. KASS, GREGORY, (U.S. CLS. 2, 
27, 28 AND 50). SN 75-387,594. PUB. 10-13-1998. FILED 
11-10-1997. 

2,216,294. KIDSPIN (STYLIZED). DALOW INDUSTRIES, 
INC., (U.S. CLS. 2, 27, 28 AND 50). SN 75-389,747. PUB. 
10-13-1998. FILED 11-13-1997. 


2,216,364. LOVE PUPPIES AND DESIGN. BASHA, SOL, 
DBA S. B. ENTERPRISES, (U.S. CLS. 2, 27, 28 AND 50). 
SN 75-398,005. PUB. 10-13-1998. FILED 12-1-1997. 


2,216,384. AJA. APICELLA JEWELERS, INC., (U.S. CLS. 2, 
27, 28 AND 50). SN 75-400,015. PUB. 10-13-1998. FILED 
12-4-1997. 


2,216,392. SAXO. SEVILLE WATCH CORPORATION, (U.S. 
CLS. 2, 27, 28 AND 50). SN 75-401,012. PUB. 10-13-1998. 
FILED 12-5-1997. 

2,216,406. TIME FOR A CIGAR MAKE MINE A BIG BUTT 
AND DESIGN. BIG BUTT CIGAR CO., INC., (U.S. CLS. 2, 
27, 28 AND 50). SN 75-403,301. PUB. 10-13-1998. FILED 
12-10-1997. 

2,216,430. C.D.L.. ARENBURG BROS, INC., (U.S. CLS. 2, 27, 
28 AND 50). SN 75-408,669. PUB. 10-13-1998. FILED 
12-19-1997. 

2,216,478 (See Class 9 for this trademark). 

2,216,570. CHROME HEARTS AND DESIGN. CHROME 
HEARTS, INC., (U.S. CLS. 2, 27, 28 AND 50). SN 
75-476,249. PUB. 10-13-1998. FILED 4-29-1998. 


CLASS 15—MUSICAL INSTRUMENTS 


2,215,684. MEINL WESTON AND DESIGN. WENZEL 
MEINL GMBH, (U.S. CLS. 2, 21 AND 36). SN 75-134,817. 
PUB. 10-13-1998. FILED 7-16-1996. 

2,215,726 (See Class 9 for this trademark). 

2,215,791. MISCELLANEOUS DESIGN. GIBSON GUITAR 
CORP., (U.S. CLS. 2, 21 AND 36). SN 75-272,182. PUB. 
10-13-1998. FILED 4-10-1997. 


2,215,819 (See Class 9 for this trademark). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


2,215,639. READY REFERENCE. ENCYCLOPAEDIA BRI- 
TANNICA, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 74-597,365. PUB. 10-13-1998. FILED 11-10-1994. 

2,215,640. THE UPSTAIRS DOWNSTAIRS BEARS AND 
DESIGN. GRESHAM LICENSING LTD., MULTIPLE 
CLASS, (INT. CLS. 16, 20, 21 AND 28), (U.S. CLS. 2, 5, 13, 
22, 23, 25, 29, 30, 32, 33, 37, 38, 40 AND 50). SN 74-607,579. 
PUB. 10-13-1998. FILED 12-6-1994. 

2,215,661. POLITICARDS. PETER GREEN DESIGN STU- 
DIOS, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-039,457. PUB. 10-13-1998. FILED 1-2-1996. 

2,215,672. WOMEN’S NATIONAL BASKETBALL ASSOCIA- 
TION. NBA PROPERTIES, INC., (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). SN 75-094,624. PUB. 10-13-1998. FILED 
4-26-1996. 

2,215,683. THE MORNING STAR JOURNAL. MORNING- 
STAR PUBLICATIONS, INC., (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). SN 75-133,904. PUB. 10-13-1998. FILED 
7-15-1996. 
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2,215,686. KLEENEZE. KLEENEZE LIMITED, (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). SN 75-135,964. PUB. 9-2-1997. 
FILED 7-18-1996. 

2,215,710. TPS. TELEVISION PAR SATELLITE, SNC, 
MULTIPLE CLASS, (INT. CLS. 16, 38 AND 41), (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38, 50, 100, 101, 104 AND 107). SN 
75-194,505. PUB. 10-13-1998. FILED 11-7-1996. 

2,215,717. NICHOLS ON EMINENT DOMAIN, MATTHEW 
BENDER & COMPANY, INCORPORATED, (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). SN 75-205,672. PUB. 
10-13-1998. FILED 11-27-1996. 

2,215,721 (See Class 9 for this trademark). 

2,215,776. THE COLLECTIBLE LEGENDS SERIES. CLAS- 
SIC COLLECTIBLE PRODUCTS OF GEORGIA, INC., 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-261,265. 
PUB. 10-13-1998. FILED 3-21-1997. 

2,215,796. BICYCLE BOOKS. MBI PUBLISHING COMPA- 
NY, ASSIGNEE OF MOTORBOOKS INTERNATIONAL, 
A DIVISION OF CHRONICLE PUBLISHING COMPANY, 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-275,190. 
PUB. 10-13-1998. FILED 4-15-1997. 

2,215,797. ACTA AND DESIGN. VIA MARKETING & 
PROMOTION S.A., MULTIPLE CLASS, (INT. CLS. 16 
AND 35), (U.S. CLS. 2, 5, 22, 23, 29, 37, 38, 50, 100, 101 AND 
102). SN 75-275,221. PUB. 10-13-1998. FILED 4-15-1997. 

2,215,809. PATHWAYS NETWORK THE UPPER ROOM 
AND DESIGN. UPPER ROOM, THE, MULTIPLE CLASS, 
(INT. CLS. 16 AND 42), (U.S. CLS. 2, 5, 22, 23, 29, 37, 38, 
50, 100 AND 101). SN 75-278,351. PUB. 10-13-1998. FILED 
4-18-1997. 

2,215,857. MR. FOOD’S EASYCOOKING. GINSBURG EN- 
TERPRISES INCORPORATED, (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). SN 75-288,784. PUB. 10-13-1998. FILED 
5-8-1997. 

2,215,862. NATIONAL HEALTH COUNCIL WHERE THE 
HEALTH COMMUNITY MEETS AND DESIGN. NATION- 
AL HEALTH COUNCIL, MULTIPLE CLASS, (INT. CLS. 
16 AND 42), (U.S. CLS. 2, 5, 22, 23, 29, 37, 38, 50, 100 AND 
101). SN 75-292,156. PUB. 10-13-1998. FILED 5-15-1997. 

2,215,878. CHOSEN PEOPLE MINISTRIES. CHOSEN 
PEOPLE MINISTRIES, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). SN 75-295,843. PUB. 10-13-1998. FILED 
5-21-1997. 

2,215,883. OK AND DESIGN. GEORGIA O’KEEFFE FOUN- 
DATION, THE, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 75-296,347. PUB. 10-13-1998. FILED 5-22-1997. 

2,215,906 (See Class 6 for this trademark). 

2,215,908. SM@RT RESELLER AND DESIGN. ZIFF-DAVIS 
INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-302,313. PUB. 10-13-1998. FILED 6-3-1997. 

2,215,939. TIDBITS (STYLIZED). SHELLEY, SUSAN, (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-310,239. PUB. 
10-13-1998. FILED 6-17-1997. 

2,215,941 (See Class 9 for this trademark). 

2,215,944. STARLIGHT. RADKO, CHRISTOPHER, (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-311,087. PUB. 
10-13-1998. FILED 6-18-1997. 

2,215,976. CLAUDIO FERRIC] LIFESTYLE IN LEATHER 
AND DESIGN. LEDERWARENFABRIEK VAN GILS 
HOLDING B.V., MULTIPLE CLASS, (INT. CLS. 16 AND 
18), (U.S. CLS. 1, 2, 3, 5, 22, 23, 29, 37, 38, 41 AND 50). SN 
75-322,971. PUB. 10-13-1998. FILED 7-11-1997. 

2,215,989. SPORT UTILITY & VAN TRADER. TPI HOLD- 
INGS, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-325,253. PUB. 10-13-1998. FILED 7-16-1997. 

2,216,039. THE HOME TEAM AND DESIGN. SCOTT AND 
SHIRLEY GREGORY PARTNERSHIP, THE, (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). SN 75-338,865. PUB. 
10-13-1998. FILED 8-11-1997. 

2,216,042. FLASHBLACK. THOMPSON, KAREN, AND 
NICHOLSON, LYNN, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 75-339,600. PUB. 10-13-1998. FILED 
8-12-1997. 

2,216,051. UNIVERSITY OF HAWAII UA MAU KE EA O KA 
AINA I KA PONO MALAMALAMA 1907 AND DESIGN. 
UNIVERSITY OF HAWAIL, (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). SN 75-342,368. PUB. 10-13-1998. FILED 
8-18-1997. 
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2,216,052. UNIVERSITY OF HAWAII. UNIVERSITY OF 
HAWAII, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-342,369. PUB. 10-13-1998. FILED 8-18-1997. 

2,216,053. UNIVERSITY OF HAWAII. UNIVERSITY OF 
HAWAII, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-342,370. PUB. 10-13-1998. FILED 8-18-1997. 


2,216,067. AFTERTASTE. AFTERTHOUGHT ENTERTAIN- 
MENT, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-345,485. PUB. 10-13-1998. FILED 8-22-1997. 

2,216,071. PEACE EDUCATION INTERNATIONAL AND 
DESIGN. SCHMIDT, FRAN, MULTIPLE CLASS, (INT. 
CLS. 16 AND 41), (U.S. CLS. 2, 5, 22, 23, 29, 37, 38, 50, 100, 
101 AND 107). SN 75-345,888. PUB. 10-13-1998. FILED 
8-25-1997. 


2,216,073. PRORODEO SPORTS NEWS. PROFESSIONAL 
RODEO COWBOY ASSOCIATION, INC., (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). SN 75-346,048. PUB. 10-13-1998. 
FILED 8-25-1997. 


2,216,084. GOPHER PEACE AND THE PEACE RANGERS 
PEACE RANGERS AND DESIGN. SCHMIDT, FRAN, (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-348,790. PUB. 
10-13-1998. FILED 8-28-1997. 

2,216,086. UNLEASHING GOD’S TRUTH ONE VERSE AT A 
TIME. GRACE TO YOU, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 75-350,993. PUB. 10-13-1998. FILED 9-3-1997. 

2,216,087. DESIGNER JEWELRY SHOWCASE. SERBIN, 
GLEN R., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-351,405. PUB. 10-13-1998. FILED 9-3-1997. 

2,216,141. RESTAURANT WINE. WIEGAND AND BOB- 
LITT FAMILY LIMITED PARTNERSHIP, (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). SN 75-362,729. PUB. 10-13-1998. 
FILED S.R. 9-19-1997; AM. P.R. 5-18-1998. 


2,216,149. LOCATION USA. HALCYON BUSINESS PUBLI- 
CATIONS, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 75-364,824. PUB. 10-13-1998. FILED 9-29-1997. 

2,216,150. BIOMETRICS (STYLIZED). INTERNATIONAL 
BIOMETRIC SOCIETY, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 75-366,116. PUB. 10-13-1998. FILED 
10-1-1997. 


2,216,161. NORTH AMERICA PROFILES. REED ELSE- 
VIER PROPERTIES INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 75-368,123. PUB. 10-13-1998. FILED 
10-6-1997. 


2,216,162. INTERNATIONAL PROFILES. REED ELSEVIER 
PROPERTIES INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). SN 75-368,124. PUB. 10-13-1998. FILED 10-6-1997. 

2,216,171. IDENTAMAT. BATTERY CENTER, INC., THE, 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-369,655. 
PUB. 10-13-1998. FILED 10-7-1997. 

2,216,212 (See Class 9 for this trademark). 

2,216,237 (See Class 9 for this trademark). 

2,216,241 (See Class 9 for this trademark). 

2,216,271. REID REVIEW. REID PSYCHOLOGICAL SYS- 
TEMS, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-386,117. PUB. 10-13-1998. FILED 11-6-1997. 

2,216,300. VITA. MONSANTO COMPANY, (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). SN 75-390,267. PUB. 10-13-1998. 
FILED 11-14-1997. 


2,216,377. MERCER MAYER’S LITTLE CRITTER AND 
DESIGN. ORCHARD HOUSE LICENSING COMPANY, 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-399,453. 
PUB. 10-13-1998. FILED 12-3-1997. 

2,216,412. REFRACTOR. TOPPS COMPANY, INC., THE, 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-404,035. 
PUB. 10-13-1998. FILED 12-11-1997. 

2,216,424. SUPER STRIKE. INTERNATIONAL PAPER 
COMPANY, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-407,074. PUB. 10-13-1998. FILED 12-17-1997. 


2,216,436. DESIRE. DESIRE, INC., (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). SN 75-411,338. PUB. 10-13-1998. FILED 
12-29-1997. 


2,216,444. LAURA LEIDEN CALLIGRAPHY AND DESIGN. 
LAURA LEIDEN CALLIGRAPHY, INC., (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). SN 75-414,919. PUB. 10-13-1998. 
FILED 1-7-1998. 
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2,216,455. ARTOPAQUE. BADGER PAPER MILLS, INC., 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-418,644. 
PUB. 10-13-1998. FILED 1-8-1998. 

2,216,456. INVISILOG (STYLIZED). BOLON, JUDITH A., 
AND MURRAY, WILLIAM E., JR., (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). SN 75-418,778. PUB. 10-13-1998. FILED 
1-14-1998. 

2,216,457. SUPPLYLINE. PARAGON CORPORATE HOLD- 
INGS INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-418,824. PUB. 10-13-1998. FILED 1-16-1998. 

2,216,462. TIPI AND DESIGN. TURTLE ISLAND PRESS, 
INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-419,802. PUB. 10-13-1998. FILED 1-20-1998. 

2,216,465. SHADES OF COLOR AND DESIGN. HINES, 
COURTNEY, DBA SHADES OF COLOR, (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). SN 75-420,500. PUB. 10-13-1998. 
FILED 1-20-1998. 

2,216,472. CLIME. ROTH, CYNTHIA A., EDUCLIME, (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-423,323. PUB. 
10-13-1998. FILED 1-26-1998. 

2,216,478 (See Class 9 for this trademark). 

2,216,482. SIMKIN. SIMKIN, INC., MULTIPLE CLASS, 
(INT. CLS. 16 AND 42), (U.S. CLS. 2, 5, 22, 23, 29, 37, 38, 
50, 100 AND 101). SN 75-427,849. PUB. 10-13-1998. FILED 
2-2-1998. 

2,216,495. PAC 10 CONFERENCE AND DESIGN. PACIF- 
IC-10 CONFERENCE, MULTIPLE CLASS, (INT. CLS. 16, 
25 AND 42), (U.S. CLS. 2, 5, 22, 23, 29, 37, 38, 39, 50, 100 
AND 101). SN 75-434,118. PUB. 10-13-1998. FILED 
2-13-1998. 

2,216,503. QUILTING FROM THE HEARTLAND AND 
DESIGN. SHAR’S PRAIRIE PATCHWORK, INC., (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-437,195. PUB. 
10-13-1998. FILED 2-19-1998. 

2,216,516. PVS. THOMSON PROXY VOTER SERVICES, 
INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-441,957. PUB. 10-13-1998. FILED 2-27-1998. 

2,216,532. A SUITE EXPERIENCE (STYLIZED). RICHARD 
FISHER AND DAN PROCTOR PARTNERSHIP, THE, 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-444,756. 
PUB. 10-13-1998. FILED 3-4-1998. 

2,216,533. UP THE SKIRT PRESENTS CHEERLEADERS. 
MAVETY MEDIA GROUP LTD., (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). SN 75-444,892. PUB. 10-13-1998. FILED 
3-5-1998. 

2,216,537. BOTTLENECKS. L. H. SAMPLE CARDS, (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-446,055. PUB. 
10-13-1998. FILED 3-6-1998. 

2,216,541. DIPS, DOLLOPS AND TIPS. OLD HOME 
FOODS, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 75-446,900. PUB. 10-13-1998. FILED 3-9-1998. 

2,216,546. ZABEL ZONE. ZABEL INDUSTRIES INTERNA- 
TIONAL, LTD., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 75-448,007. PUB. 10-13-1998. FILED 3-10-1998. 

2,216,549. ALPHAKIDS AND DESIGN. SUNDANCE PUB- 
LISHING LIMITED PARTNERSHIP, (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). SN 75-449,963. PUB. 10-13-1998. 
FILED 3-13-1998. 

2,216,554. MISCELLANEOUS DESIGN. WAHL, RONALD J, 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-451,230. 
PUB. 10-13-1998. FILED 3-16-1998. 

2,216,564. HEARTHSTONE CRAFTED CURRICULUM. HER- 
ITAGE MINISTRIES, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 75-462,758. PUB. 10-13-1998. FILED 4-6-1998. 

2,216,572. SIRRUS (STYLIZED). WAUSAU-MOSINEE 
PAPER CORPORATION, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 75-480,440. PUB. 10-13-1998. FILED 5-6-1998. 


CLASS 17—RUBBER GOODS 


2,215,667 (See Class 6 for this trademark). 

2,215,669 (See Class 1 for this trademark). 

2,215,678 (See Class 6 for this trademark). 

2,216,160 (See Class 6 for this trademark). 

2,216,318. ENVIROBEND. COMPAGNIE PLASTIC 
OMNIUM, (U.S. CLS. 1, 5, 12, 13, 35 AND 50). SN 
75-392,946. PUB. 10-13-1998. FILED 11-19-1997. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 18—LEATHER GOODS 


2,215,781 (See Class 14 for this trademark). 

2,215,824. ZA (STYLIZED), INDUSTRIA DE DISENO 
TEXTIL, S.A., AKA INDITEX, S.A., MULTIPLE CLASS, 
(INT. CLS. 18 AND 25), (U.S. CLS. 1, 2, 3, 22, 39 AND 41). 
SN 75-281,688. PUB. 10-13-1998. FILED 4-25-1997. 


2,215,875. CRAZY DOG AND DESIGN. CRAZY PET, LLC, 
(U.S. CLS. 1, 2, 3, 22 AND 41). SN 75-295,294. PUB. 
10-13-1998. FILED 5-20-1997. 


2,215,890. HUMMER THE MOST SERIOUS 4X4 ON EARTH. 
AM GENERAL CORPORATION, (U.S. CLS. 1, 2, 3, 22 
AND 41). SN _ 75-298,735. PUB. 10-13-1998. FILED 
5-27-1997. 


2,215,900. KL AND DESIGN. KILLER LOOP S.P.A., MUL- 
TIPLE CLASS, (INT. CLS. 18, 25 AND 28), (U.S. CLS. 1, 2, 
3, 22, 23, 38, 39, 41 AND 50). SN 75-300,969. PUB. 
10-13-1998. FILED 5-30-1997. 

2,215,911. KEEP IT PURE. ATOMIC AUSTRIA GMBH, 
MULTIPLE CLASS, (INT. CLS. 18, 25 AND 28), (U.S. 
CLS. 1, 2, 3, 22, 23, 38, 39, 41 AND 50). SN 75-303,631. PUB. 
10-13-1998. FILED 6-5-1997. 

2,215,976 (See Class 16 for this trademark). 

2,216,027. C COUTURE AND DESIGN. AIG AMES INTER- 
NATIONAL GROUP INC., (U.S. CLS. 1, 2, 3, 22 AND 41). 
SN 75-334,607. PUB. 10-13-1998. FILED 8-1-1997. 

2,216,120 (See Class 9 for this trademark). 

2,216,289. HF HOUSE OF FLEMING AND DESIGN. 
CHILDS, FLEMING ROBERTS, JR., MULTIPLE CLASS, 
(INT. CLS. 18 AND 25), (U.S. CLS. 1, 2, 3, 22, 39 AND 41). 
SN 75-389,052. PUB. 10-13-1998. FILED 11-12-1997. 


2,216,313. SUZAN BRIGANTI. SUZAN BRIGANTI, INC., 
(U.S. CLS. 1, 2, 3, 22 AND 41). SN 75-391,857. PUB. 
10-13-1998. FILED 11-18-1997. 

2,216,343. PRIME LITE. PRIME TANNING CO., INC., (U.S. 
CLS. 1, 2, 3, 22 AND 41). SN 75-396,335. PUB. 10-13-1998. 
FILED 11-25-1997. 


2,216,478 (See Class 9 for this trademark). 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


2,215,838. PRIME PLY. PRIMESOURCE, INC., (U.S. CLS. 1, 
12, 33 AND 50). SN 75-284,203. PUB. 10-13-1998. FILED 
4-30-1997. 


2,215,855. THE LUMBER YARD DIAMOND LINE AND 
DESIGN. WOLF ORGANIZATION, INC., THE, (U.S. CLS. 
1, 12, 33 AND 50). SN 75-288,556. PUB. 10-13-1998. FILED 
5-8-1997. 


2,215,882 (See Class 6 for this trademark). 
2,215,897 (See Class 6 for this trademark). 
2,216,079. BUZZARD TOWNE. BEAL SIGNS, INC., (U.S. 


CLS. 1, 12, 33 AND 50). SN 75-346,691. PUB. 10-13-1998. 
FILED 8-25-1997. 


2,216,105. RAINWOOD. GREAT SOUTHERN WOOD PRE- 
SERVING, INC., (U.S. CLS. 1, 12, 33 AND 50). SN 
75-354,948. PUB. 10-13-1998. FILED 9-11-1997. 


2,216,232. SIERRA SUNSET. FEATHEROCK, INC., (U.S. 
CLS. 1, 12, 33 AND 50). SN 75-380,163. PUB. 10-13-1998. 
FILED 10-27-1997. 


2,216,250. ACCUPLY. ARNOLD PRECISION MANUFAC- 
TURES, INC., (U.S. CLS. 1, 12, 33 AND 50). SN 75-382,915. 
PUB. 10-13-1998. FILED 10-31-1997. 

2,216,299. WELD-LOC. UNIFRAX CORPORATION, (U.S. 
CLS. 1, 12, 33 AND 50). SN 75-390,146. PUB. 10-13-1998. 
FILED 11-14-1997. 


2,216,320. SHADOWBASE. ALLSTATE RUBBER CORP., 
(U.S. CLS. 1, 12, 33 AND 50). SN 75-393,259. PUB. 
10-13-1998. FILED 11-20-1997. 


2,216,383 (See Class 1 for this trademark). 
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CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


2,215,640 (See Class 16 for this trademark). 

2,215,687 (See Class 14 for this trademark). 

2,215,794. CYCLE TOUGH. IPEX INC., (U.S. CLS. 2, 13, 22, 
25, 32 AND 50). SN 75-273,861. PUB. 10-13-1998. FILED 
4-14-1997. 

2,216,083. TRI-GARD SPET. TRI-SEAL INTERNATIONAL, 
INC., (U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 75-347,685. 
PUB. 10-13-1998. FILED 8-27-1997. 

2,216,099. SHAKEY BUGS. LORD HOWARDS, INC., (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). SN 75-354,779. PUB. 
10-13-1998. FILED 9-11-1997. 

2,216,100. JINGLEBUGS. LORD HOWARDS, INC., (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). SN 75-354,781. PUB. 
10-13-1998. FILED 9-11-1997. 

2,216,101. EASTER BUGGY. LORD HOWARDS, INC., (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). SN 75-354,783. PUB. 
10-13-1998. FILED 9-11-1997. 

2,216,102. LUV BUGS. LORD HOWARDS, INC., (U.S. CLS. 
2, 13, 22, 25, 32 AND 50). SN 75-354,785. PUB. 10-13-1998. 
FILED 9-11-1997. 

2,216,103. BUG-A-BOO. LORD HOWARDS, INC., (U.S. CLS. 
2, 13, 22, 25, 32 AND 50). SN 75-354,786. PUB. 10-13-1998. 
FILED 9-11-1997. 

2,216,104. SCHOOL BUGS. LORD HOWARDS, INC., (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). SN 75-354,864. PUB. 
10-13-1998. FILED 9-11-1997. 

2,216,200. PORTRAIT TAG. JOHN HENRY COMPANY, 
THE, (U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 75-374,542. 
PUB. 10-13-1998. FILED 10-13-1997. 

2,216,204. SECURITY-PLUS. LIST INDUSTRIES INC., (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). SN 75-375,069. PUB. 
10-13-1998. FILED 10-17-1997. 

2,216,205. ALL-STAR. LIST INDUSTRIES INC., (U.S. CLS. 
2, 13, 22, 25, 32 AND 50). SN 75-375,073. PUB. 10-13-1998. 
FILED 10-17-1997. 

2,216,239. WHAT-A-CHAIR. COASTAL SALES ASSOCI- 
ATES, INC., DBA COORDINATED STRATEGIC ALLI- 
ANCES, (U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 
75-381,957. PUB. 10-13-1998. FILED 10-30-1997. 

2,216,296 (See Class 1 for this trademark). 

2,216,349. CHARACTER HOME DECORA- 
TOR DREAM CLUB, (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 
SN 75-396,918. PUB. 10-13-1998. FILED 11-26-1997. 

2,216,423. FIRST ACT. BROYHILL FURNITURE INDUS- 
TRIES, INC., (U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 
75-407,055. PUB. 10-13-1998. FILED 12-17-1997. 

2,216,478 (See Class 9 for this trademark). 

2,216,514. JOLLY FOLLIES AND DESIGN. MIDWEST OF 
CANNON FALLS, INC., (U.S. CLS. 2, 13, 22, 25, 32 AND 
50). SN 75-441,657. PUB. 10-13-1998. FILED 2-27-1998. 

2,216,569. CHROME HEARTS AND DESIGN. CHROME 
HEARTS, INC., (U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 
75-476,245. PUB. 10-13-1998. FILED 4-29-1998. 


CLASS 21—HOUSEWARES AND GLASS 


2,215,640 (See Class 16 for this trademark). 

2,215,772. N POLY DURA KAN (STYLIZED). NEDLAND 
INDUSTRIES, INC., (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). SN 75-255,404. PUB. 10-13-1998. FILED 3-11-1997. 

2,216,012. RIEDEL. GRUND & MOBIL VERWALTUNGS 
AG, (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 
75-331,950. PUB. 10-13-1998. FILED 7-28-1997. 

2,216,088. SAF-T-ICE. KATCHALL INDUSTRIES INTER- 
NATIONAL, INC., (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). SN 75-351,732. PUB. 10-13-1998. FILED 9-4-1997. 

2,216,107. MICRO-FOIL. HANDI-FOIL CORP., (U.S. CLS. 2, 
13, 23, 29, 30, 33, 40 AND 50). SN 75-355,228. PUB. 
10-13-1998. FILED 9-11-1997. 

2,216,160 (See Class 6 for this trademark). 

2,216,208. DUAL-FLO. ADMAR INTERNATIONAL, INC., 
(U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 75-375,622. 
PUB. 10-13-1998. FILED 10-20-1997. 


OFFICIAL GAZETTE 


JANUARY 5, 1999 


2,216,216. STARGLAS AND DESIGN. FYRGLAS, INC., (U.S. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 75-376,451. PUB. 
10-13-1998. FILED 10-20-1997. 

2,216,264. DUST WITH THE BEST. FEATHER DUSTER 
CORP., (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 
75-385,312. PUB. 10-13-1998. FILED 11-5-1997. 

2,216,329. SNAP & POUR. M.S. HARMAN CO., (U.S. CLS. 2, 
13, 23, 29, 30, 33, 40 AND 50). SN 75-394,110. PUB. 
10-13-1998. FILED 11-21-1997. 

2,216,337. PORT-A-STEAMER. PORT-A-STEAMER, U.S.A., 
INC., (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 
75-395,239. PUB. 10-13-1998. FILED 11-24-1997. . 

2,216,352. COAST-IT!. STANLAR ENTERPRISES, INC., 
DBA STANLAR INDUSTRIES, (U.S. CLS. 2, 13, 23, 29, 30, 
33, 40 AND 50). SN 75-397,395. PUB. 10-13-1998. FILED 
11-28-1997. 

2,216,408. BOARD-MATE. KATCHALL INDUSTRIES 
INTERNATIONAL, INC., (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). SN 75-403,356. PUB. 10-13-1998. FILED 
12-10-1997. 

2,216,409. O’SMILE AND DESIGN. NEWSPRING INDUS- 
TRIAL CORPORATION, (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). SN 75-403,684. PUB. 10-13-1998. FILED 
12-11-1997. 

2,216,478 (See Class 9 for this trademark). 

2,216,492. YOURS. YOURS TRADING INC., (U.S. CLS. 2, 
13, 23, 29, 30, 33, 40 AND 50). SN 75-433,246. PUB. 
10-13-1998. FILED 2-12-1998. 


CLASS 22—CORDAGE AND FIBERS 


2,215,973 (See Class 12 for this trademark). 


CLASS 24—FABRICS 


2,215,770. TIE-RITE. HANDLER TEXTILE CORPORA- 
TION, (U.S. CLS. 42 AND 50). SN 75-254,696. PUB. 
10-13-1998. FILED 3-10-1997. 

2,215,774 (See Class 12 for this trademark). 

2,215,865. TRIATHALON. DURALEE FABRICS, LTD., (U.S. 
CLS. 42 AND 50). SN 75-292,936. PUB. 10-13-1998. FILED 
5-16-1997. 

2,215,942. CHILLIN’N CAYMAN AND DESIGN. CAYMAN 
ISLANDS DEPARTMENT OF TOURISM, (U.S. CLS. 42 
AND 50). SN 75-310,665. PUB. 10-13-1998. FILED 
6-17-1997. 

2,216,091. EARTH WORKS. EARTH WORKS, INC., (U.S. 
CLS. 42 AND 50). SN 75-352,978. PUB. 10-13-1998. FILED 
9-8-1997. 

2,216,113. MARIO & MARIELENA AND DESIGN. MO- 
RALES, MARIO J., AND MORALES, MARIELENA, (U.S. 
CLS. 42 AND 50). SN 75-356,465. PUB. 10-13-1998. FILED 
9-15-1997. 

2,216,319. SEW E-Z. OHIO TABLE PAD COMPANY, (U.S. 
CLS. 42 AND 50). SN 75-393,242. PUB. 10-13-1998. FILED 
11-20-1997. 

2,216,478 (See Class 9 for this trademark). 


CLASS 25—CLOTHING 


2,215,634. WETLANDS COLLECTION. SR HOLDINGS INC., 
ASSIGNEE OF SPERRY TOP-SIDER, INC., (U.S. CL. 39). 
SN 74-471,812. PUB. 10-13-1998. FILED 12-17-1993. 

2,215,648. KIDSSKINS. VC SPORTSWEAR CORPORA- 
TION, (U.S. CLS. 22 AND 39). SN 74-676,922. PUB. 
10-13-1998. FILED 5-19-1995. 

2,215,663. AMERICA’S BEST. AMERICA’S BEST, INC., 
(U.S. CLS. 22 AND 39). SN 75-043,960. PUB. 10-13-1998. 
FILED 1-16-1996. 
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2,215,693. AMERITEX. AMERITEX INC., MULTIPLE 
CLASS, (INT. CLS. 25 AND 35), (U.S. CLS. 22, 39, 100, 101 
AND 102). SN 75-161,083. PUB. 10-13-1998. FILED 
9-5-1996. 

2,215,758. ESTEPHAN. ESTEPHANIAN ORIGINALS, INC., 
DBA SWIMPFAIR, (U.S. CLS. 22 AND 39). SN 75-249,129. 
PUB. 4-28-1998. FILED 2-27-1997. 

2,215,783. LIL BYER CALIFORNIA. BYER CALIFORNIA, 
(U.S. CLS. 22 AND 39). SN 75-265,915. PUB. 10-13-1998. 
FILED 3-28-1997. 

2,215,784. BYER TOO! CALIFORNIA. BYER CALIFORNIA, 
(U.S. CLS. 22 AND 39). SN 75-265,917. PUB. 10-13-1998. 
FILED 3-28-1997. 

2,215,792. GC COLLECTION (STYLIZED). GUESS?, INC., 
(U.S. CLS. 22 AND 39). SN 75-272,341. PUB. 10-13-1998. 
FILED 4-10-1997. 

2,215,793. GEAR FOR SPORTS AND DESIGN. GFSI, INC., 
(U.S. CLS. 22 AND 39). SN 75-273,690. PUB. 10-13-1998. 
FILED 4-14-1997. 

2,215,801. BIG SHOT. B’GASS SOCCER, (U.S. CLS. 22 AND 
39). SN 75-276,205. PUB. 10-13-1998. FILED 4-17-1997. 

2,215,824 (See Class 18 for this trademark). 

2,215,833. SPARE WEAR (STYLIZED). IN-LINE SPORTS, 
INC., (U.S. CLS. 22 AND 39). SN 75-283,388. PUB. 
10-13-1998. FILED 4-29-1997. 

2,215,843. LITTLE I LINGERIE. BERG, ROBERT ISAAC, 
(U.S. CLS. 22 AND 39). SN 75-286,203. PUB. 10-13-1998. 
FILED 5-5-1997. 

2,215,852. BRUTAL. GRANNAN, TIMOTHY, (U.S. CLS. 22 
AND 39). SN _ 75-287,767. PUB. 10-13-1998. FILED 
4-21-1997. 

2,215,900 (See Class 18 for this trademark). 

2,215,911 (See Class 18 for this trademark). 

2,215,912. ONLY A SURFER KNOWS THE FEELING. 
GORDON & RENA MERCHANT PTY LTD., (U.S. CLS. 
22 AND 39). SN 75-303,905. PUB. 10-13-1998. FILED 
6-5-1997. 

2,215,918. DOS MUNDOS AND DESIGN. GUATEMALART, 
INC., (U.S. CLS. 22 AND 39). SN 75-305,518. PUB. 
10-13-1998. FILED 6-9-1997. 

2,215,949. POUR UN HOMME CARON. PARFUMS CARON, 
(U.S. CLS. 22 AND 39). SN 75-312,126. PUB. 10-13-1998. 
FILED 6-20-1997. 

2,215,994. MISS ACHILE AND DESIGN. VIASTAEL (SA), 
(U.S. CLS. 22 AND 39). SN 75-326,402. PUB. 10-13-1998. 
FILED 6-23-1997. 

2,215,995. F. T. X. X AND DESIGN. FREETEX FASHION 
B.V., (U.S. CLS. 22 AND 39). SN 75-327,358. PUB. 
10-13-1998. FILED 7-21-1997. 

2,215,997. TOUR CDN AND DESIGN. ROLLER DERBY 
SKATE CORPORATION, MULTIPLE CLASS, (INT. CLS. 
25 AND 28), (U.S. CLS. 22, 23, 38, 39 AND 50). SN 
75-327,562. PUB. 10-13-1998. FILED 7-21-1997. 

2,216,010. SCOOTER’S XY-59 WORLD TOUR 1959 AND 
DESIGN. BOOT COUNTRY USA, INC., BY CHANGE OF 
NAME FROM ACME BOOT RETAIL COMPANY, INC., 
MULTIPLE CLASS, (INT. CLS. 25 AND 35), (U.S. CLS. 
22, 39, 100, 101 AND 102). SN 75-331,663. PUB. 10-13-1998. 
FILED 7-28-1997. 

2,216,020. MIRELLA. MIRELLA, INC., (U.S. CLS. 22 AND 
39). SN 75-333,450. PUB. 6-2-1998. FILED 7-31-1997. 

2,216,032. THE FINE ART OF MANAGEMENT LIABILITY 
PROTECTION. AMERICAN INTERNATIONAL GROUP, 
INC., MULTIPLE CLASS, (INT. CLS. 25 AND 36), (U.S. 
CLS. 22, 39, 100, 101 AND 102). SN 75-335,524. PUB. 
10-13-1998. FILED 8-4-1997. 

2,216,043. COMPANY B. TC GROUP, INC., (U.S. CLS. 22 
AND 39). SN 75-339,816. PUB. 7-7-1998. FILED 8-6-1997. 

2,216,066. FREE 2 “B” AND DESIGN. BLUE MOON 
SCREEN PRINTING, (U.S. CLS. 22 AND 39). SN 
75-345,299. PUB. 10-13-1998. FILED 8-18-1997. 

2,216,072. FIU AND DESIGN. FLORIDA INTERNATION- 
AL UNIVERSITY, (U.S. CLS. 22 AND 39). SN 75-346,036. 
PUB. 10-13-1998. FILED 8-4-1997. 

2,216,075. FIU GOLDEN PANTHERS AND DESIGN, FLORI- 
DA INTERNATIONAL UNIVERSITY, (U.S. CLS. 22 AND 
39). SN 75-346,255. PUB. 10-13-1998. FILED 8-25-1997. 
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2,216,120 (See Class 9 for this trademark). 

2,216,152. 26 REDTRED. SPOT INTERNATIONAL, INC., 
(U.S. CLS. 22 AND 39). SN 75-366,417. PUB. 10-13-1998. 
FILED 10-1-1997. 

2,216,157. SS STUDIO SOLEIL (STYLIZED). SKY GARDEN, 
INC., (U.S. CLS. 22 AND 39). SN 75-367,128. PUB. 
10-13-1998. FILED 10-1-1997. 

2,216,163. AF ANGELA FALCONI AND DESIGN. CALZA- 
TURIFICIO MYRTO S.R.L., (U.S. CLS. 22 AND 39). SN 
75-368,299. PUB. 10-13-1998. FILED 10-6-1997. 

2,216,169. “RUNNIN’ TOUGH” (STYLIZED). FORSE, JOHN 
N., AND FORSE, MARILYN T., (U.S. CLS. 22 AND 39). 
SN 75-369,153. PUB. 10-13-1998. FILED 10-6-1997. 

2,216,183. MISCELLANEOUS DESIGN. SLAUGHTERED 
LAMB, INC., MULTIPLE CLASS, (INT. CLS. 25 AND 42), 
(U.S. CLS. 22, 39, 100 AND 101). SN 75-371,409. PUB. 
10-13-1998. FILED 10-10-1997. 

2,216,188. TEDDI. TEDDI OF CALIFORNIA, (U.S. CLS. 22 
AND 39). SN 75-372,192. PUB. 10-13-1998. FILED 
10-14-1997, 

2,216,241 (See Class 9 for this trademark). 

2,216,242. FISHING IS LIKE SEX. ARROYO GRANDE 
USA, (U.S. CLS. 22 AND 39). SN 75-382,264. PUB. 
10-13-1998. FILED 10-30-1997. 

2,216,266. HELLO MY NAME IS. ALLOY DESIGNS, INC., 
(U.S. CLS. 22 AND 39). SN 75-385,471. PUB. 10-13-1998. 
FILED 11-5-1997. 

2,216,276. FANTASY PLUS FASHIONS. FANTASY FASH- 
IONS, INC., (U.S. CLS. 22 AND 39). SN 75-386,440. PUB. 
10-13-1998. FILED 11-7-1997. 

2,216,280. GIRLS ON THE RUN AND DESIGN. BARKER, 
MARY W., (U.S. CLS. 22 AND 39). SN 75-387,536. PUB. 
10-13-1998. FILED 11-10-1997. 

2,216,286. ONE STYLE-ONE WORLD-ONE SOUL. BUGLE 
BOY INDUSTRIES, INC., (U.S. CLS. 22 AND 39). SN 
75-388,746. PUB. 10-13-1998. FILED 11-12-1997. 

2,216,289 (See Class 18 for this trademark). 

2,216,307. MISCELLANEOUS DESIGN. SWINGERLAND, 
INC., (U.S. CLS. 22 AND 39). SN 75-390,800. PUB. 
10-13-1998. FILED 11-17-1997. 

2,216,322. 8MEL (STYLIZED). EMELI CO., LTD., (U.S. CLS. 
22 AND 39). SN 75-393,462. PUB. 10-13-1998. FILED 
11-20-1997. 

2,216,346. MAGGIE’S FUNCTIONAL ORGANICS SINCE 1992 
AND DESIGN. CLEAN CLOTHES, INC., (U.S. CLS. 22 
AND 39). SN  75-396,566. PUB. 10-13-1998. FILED 
11-26-1997. 

2,216,355. PTS. TOPWIN CORPORATION, (U.S. CLS. 22 
AND 39). SN  75-397,639. PUB. 10-13-1998. FILED 
11-24-1997. 

2,216,357. ZONE COVERAGE. HURON HOCKEY SCHOOL 
(USA), INC., (U.S. CLS. 22 AND 39). SN 75-397,659. PUB. 
10-13-1998. FILED 11-17-1997. 

2,216,358. ZELDA. ZVII, INC., (U.S. CLS. 22 AND 39). SN 
75-397,695. PUB. 10-13-1998. FILED 11-21-1997. 

2,216,363. E-KID-NA AND DESIGN. BLANEY, SUZIE, (U.S. 
CLS. 22 AND 39). SN 75-398,003. PUB. 10-13-1998. FILED 
11-25-1997. 

2,216,369. H HEARTFELT BY JAN STANTON AND DESIGN. 
STANTON, JAN, (U.S. CLS. 22 AND 39). SN 75-398,394. 
PUB. 10-13-1998. FILED 12-1-1997. 

2,216,370. BABY GRAND. CHILDREN’S APPAREL NET- 
WORK, LTD., (U.S. CLS. 22 AND 39). SN 75-398,487. PUB. 
10-13-1998. FILED 12-1-1997. 

2,216,379. CHRISTINA PERRIN. CHRISTINA PERRIN, 
INC., (U.S. CLS. 22 AND 39). SN 75-399,614. PUB. 
10-13-1998. FILED 12-3-1997. 

2,216,381. RAINBOW CASINO. ALLIANCE GAMING COR- 
PORATION, (U.S. CLS. 22 AND 39). SN 75-399,676. PUB. 
10-13-1998. FILED 12-3-1997. 

2,216,382. MISCELLANEOUS DESIGN. DESIGN TEE’S 
HAWAII, INC., (U.S. CLS. 22 AND 39). SN 75-399,698. 
PUB. 10-13-1998. FILED 12-3-1997. 

2,216,395. CLARIFICATIONS. BROWN, RICK, (U.S. CLS. 22 
AND 39). SN 75-401,200. PUB. 10-13-1998. FILED 
12-5-1997. 
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2,216,401. MADE IN THE IMAGE OF HEAVEN. LOYD AN- 
THONY, INC., (U.S. CLS. 22 AND 39). SN 75-402,278. PUB. 
10-13-1998. FILED 12-8-1997. 

2,216,413. MISCELLANEOUS DESIGN. HBN SHOE, L.L.C., 
(U.S. CLS. 22 AND 39). SN 75-404,738. PUB. 10-13-1998. 
FILED 12-12-1997. 

2,216,419. DELICIOUS. FORTUNE DYNAMIC, INC., (U.S. 
CLS. 22 AND 39). SN 75-405,987. PUB. 10-13-1998. FILED 
12-16-1997. 

2,216,427. TX. BROWN GROUP, INC., (U.S. CLS. 22 AND 
39). SN 75-407,699. PUB. 10-13-1998. FILED 12-18-1997. 

2,216,463 (See Class 3 for this trademark). 

2,216,478 (See Class 9 for this trademark). 

2,216,495 (See Class 16 for this trademark). 

2,216,529. SIMPLY MUSIC AND DESIGN. MOORE, NEIL, 
(U.S. CLS. 22 AND 39). SN 75-443,751. PUB. 10-13-1998. 
FILED 3-3-1998. 

2,216,566. WAVE CLASSICS (STYLIZED). ISLAND MAGIC 
SPORTSWEAR, INC. (U.S. CLS. 22 AND 39). SN 
75-469,959. PUB. 10-13-1998. FILED 4-20-1998. 

2,216,574. BAYLOR BAYLOR UNIVERSITY AND DESIGN. 
BAYLOR UNIVERSITY, (U.S. CLS. 22 AND 39). SN 
75-489,838. PUB. 10-13-1998. FILED 5-20-1998. 

2,216,575. CHROME HEARTS AND DESIGN. CHROME 
HEARTS, INC., (U.S. CLS. 22 AND 39). SN 75-490,651. 
PUB. 10-13-1998. FILED 5-26-1998. 

2,216,577. MAX MUSCLE AND DESIGN. JOE WELLS EN- 
TERPRISES, INC., (U.S. CLS. 22 AND 39). SN 75-977,302. 
PUB. 10-13-1998. FILED 4-15-1997. 

2,216,578. STEAMED BLUES AND DESIGN. STEAMED 
BLUES, INC., (U.S. CLS. 22 AND 39). SN 75-977,583. PUB. 
10-13-1998. FILED 6-26-1996. 

2,216,579. BIONIC, BIONIC RECORDS, INCORPORATED, 
(U.S. CLS. 22 AND 39). SN 75-977,602. PUB. 10-13-1998. 
FILED 6-6-1996. 


CLASS 26—FANCY GOODS 


2,215,649. FASTOUCH (STYLIZED). YKK CORPORATION, 
(U.S. CLS. 37, 39, 40, 42 AND 50). SN 74-690,716. PUB. 
10-13-1998. FILED 6-19-1995. 

2,216,045. CHRISTINE JORDAN. SC LICENSING CORP., 
ASSIGNEE OF SC CORPORATION, (U.S. CLS. 37, 39, 40, 
42 AND 50). SN 75-340,190. PUB. 10-13-1998. FILED 
8-13-1997. 

2,216,291. EASY CLIP. REVLON CONSUMER PRODUCTS 
CORPORATION, BY MERGER WITH DOLLY PARTON 
INC., (U.S. CLS. 37, 39, 40, 42 AND 50). SN 75-389,295. 
PUB. 10-13-1998. FILED 11-13-1997. 

2,216,405. CHARLOTTE. GMA ACCESSORIES, INC., (U.S. 
CLS. 37, 39, 40, 42 AND 50). SN 75-403,212. PUB. 
10-13-1998. FILED 12-10-1997. 

2,216,478 (See Class 9 for this trademark). 


CLASS 27—FLOOR COVERINGS 


2,215,665. CHRISTIAN DIOR (STYLIZED). CHRISTIAN 
DIOR COUTURE S.A., (U.S. CLS. 19, 20, 37, 42 AND 50). 
SN 75-073,012. PUB. 10-13-1998. FILED 3-15-1996. 


CLASS 28—TOYS AND SPORTING GOODS 


2,215,640 (See Class 16 for this trademark). 

2,215,676. WOSS (STYLIZED). WORLD ONE CO., LTD., 
(U.S. CLS. 22, 23, 38 AND 50). SN 75-113,564. PUB. 
10-13-1998. FILED 6-4-1996. 

2,215,689. STOMP AND DESIGN. STOMP DESIGN UNLIM- 
ITED, (U.S. CLS. 22, 23, 38 AND 50). SN 75-155,025. PUB. 
10-13-1998. FILED 8-23-1996. 

2,215,698. WALLABIES. AUSTRALIAN RUGBY UNION 
LIMITED, (U.S. CLS. 22, 23, 38 AND 50). SN 75-177,379. 
PUB. 10-13-1998. FILED 10-7-1996. 
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2,215,820. PLANET MUSIC. DAITO INTERNATIONAL 
CORPORATION, (U.S. CLS. 22, 23, 38 AND 50). SN 
75-280,395. PUB. 10-13-1998. FILED 4-24-1997. 

2,215,900 (See Class 18 for this trademark). 

2,215,911 (See Class 18 for this trademark). 

2,215,982. TOUR. ROLLER DERBY SKATE CORPORA- 
TION, (U.S. CLS. 22, 23, 38 AND 50). SN 75-323,773. PUB. 
10-13-1998. FILED 7-14-1997. 

2,215,997 (See Class 25 for this trademark). 

2,216,089. ISLAND RHINO SURF BOARDS AND DESIGN. 
NORTH PACIFIC SURF EQUIPMENT, (U.S. CLS. 22, 23, 
38 AND 50). SN 75-351,774. PUB. 10-13-1998. FILED 
9-4-1997. 

2,216,093. PLASTIC SURGERY SECRET. TABOR, AARON 
THOMAS, (U.S. CLS. 22, 23, 38 AND 50). SN 75-353,199. 
PUB. 10-13-1998. FILED 9-8-1997. 

2,216,095. LIFE ON THE FARM. WE R. FUN, INC., (U.S. 
CLS. 22, 23, 38 AND 50). SN 75-353,362. PUB. 10-13-1998. 
FILED 9-8-1997. 

2,216,096. NATIONAL BASKETBALL ASSOCIATION. NBA 
PROPERTIES, INC., (U.S. CLS. 22, 23, 38 AND 50). SN 
75-354,178. PUB. 10-13-1998. FILED 9-9-1997. 

2,216,181. WONDER BALL. TOY INVESTMENTS INC., 
(U.S. CLS. 22, 23, 38 AND 50). SN 75-370,926. PUB. 
10-13-1998. FILED 10-9-1997. 

2,216,212 (See Class 9 for this trademark). 

2,216,262. WOOD-LINKS. DENNISON, BRUCE W., DBA 
ROY TOY MANUFACTURING COMPANY, AND 
DENNISON, SUSAN M., DBA ROY TOY MANUFAC- 
TURING COMPANY, (U.S. CLS. 22, 23, 38 AND 50). SN 
75-385,064. PUB. 10-13-1998. FILED 11-5-1997. 

2,216,390. TECA AND DESIGN. TECA S.N.C. DI FALCONE 
D. & E., (U.S. CLS. 22, 23, 38 AND 50). SN 75-400,768. PUB. 
10-13-1998. FILED 12-5-1997. 

2,216,432. BAIT-BRAKE AND DESIGN. GROSS, RAYMOND 
N., (U.S. CLS. 22, 23, 38 AND 50). SN 75-408,952. PUB. 
10-13-1998. FILED 12-22-1997. 

2,216,466. TRIPLE THREAT BASEBALL. TRIPLE THREAT, 
INC., (U.S. CLS. 22, 23, 38 AND 50). SN 75-420,555. PUB. 
10-13-1998. FILED 1-20-1998. 

2,216,473. CALYPSO CAT. SONA, SUSAN, (U.S. CLS. 22, 23, 
38 AND 50). SN 75-423,634. PUB. 10-13-1998. FILED 
1-26-1998. 

2,216,478 (See Class 9 for this trademark). 

2,216,480. WITHDRAWN 


2,216,515. JOLLY FOLLIES AND DESIGN. MIDWEST OF 
CANNON FALLS, INC., (U.S. CLS. 22, 23, 38 AND 50). SN 
75-441,702. PUB. 10-13-1998. FILED 2-27-1998. 

2,216,535. AFTERNOON TEA. STROMBECKER CORPORA- 
TION, (U.S. CLS. 22, 23, 38 AND 50). SN 75-445,315. PUB. 
10-13-1998. FILED 3-5-1998. 

2,216,544. TRI-ROLLER. NEVADA BOB’S PRO SHOP, INC., 
(U.S. CLS. 22, 23, 38 AND 50). SN 75-447,913. PUB. 
10-13-1998. FILED 3-10-1998. 


CLASS 29—MEATS AND PROCESSED FOODS 


2,215,659. BLUE RIBBON BEEF HYVEE AND DESIGN. HY- 
VEE FOOD STORES, INC., (U.S. CL. 46). SN 75-027,259. 
PUB. 1-14-1997. FILED 12-5-1995. 

2,215,675. MISCELLANEOUS DESIGN. FOSTER POULTRY 
FARMS, DBA FOSTER FARMS, (US. CL. 46). SN 
75-104,854. PUB. 10-13-1998. FILED 5-16-1996. 

2,215,679. SOLO PAVO PAVOFRIO CAMPOFRIO VIDA 
SANA CAMPOFRIO AND DESIGN. CAMPOFRIO ALI- 
MENTACION, S.A., BY CHANGE OF NAME FROM 
CONSERVERA CAMPOFRIO, S.A., (U.S. CL. 46). SN 
75-129,126. PUB. 10-13-1998. FILED 7-2-1996. 

2,215,694. CAMPOFRIO SANISSIMO AND DESIGN. CAM- 
POFRIO ALIMENTACION, S.A. BY CHANGE OF 
NAME FROM CONSERVERA CAMPOFRIO, S.A., (U.S. 
CL. 46). SN 75-165,786. PUB. 10-13-1998. FILED 9-13-1996. 
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2,215,716. AMERICA’S FAVORITE FRIES. MCDONALD'S 
CORPORATION, (U.S. CL. 46). SN 75-202,636. PUB. 
10-13-1998. FILED 11-20-1996. 

2,215,813. MISCELLANEOUS DESIGN. ORGANIC COW 
L.L.C., THE, ASSIGNEE OF ORGANIC COW, INC., THE, 
(U.S. CL. 46). SN 75-279,118. PUB. 6-16-1998. FILED 
4-22-1997. 

2,215,887. MADE IN NATURE CERTIFIED ORGANIC AND 
DESIGN. MADE IN NATURE, INC., MULTIPLE CLASS, 
(INT. CLS. 29, 31 AND 32), (U.S. CLS. 1, 45, 46 AND 48). 
SN 75-297,917. PUB. 8-4-1998. FILED 5-27-1997. 

2,215,928. SNAK STOP AND DESIGN. HYDE & HYDE, 
INC., MULTIPLE CLASS, (INT. CLS. 29 AND 30), (U.S. 
CL. 46). SN 75-308,358. PUB. 10-13-1998. FILED 6-13-1997. 

2,215,951. EDOUARD ARTZNER. FEYEL-ARTZNER, (U.S. 
CL. 46). SN 75-313,706. PUB. 10-13-1998. FILED 6-24-1997. 

2,216,002. CEDEIRA AND DESIGN. MALGOR & CO., INC., 
MULTIPLE CLASS, (INT. CLS. 29 AND 30), (U.S. CL. 46). 
SN 75-328,857. PUB. 10-13-1998. FILED 7-22-1997. 

2,216,049. MISCELLANEOUS DESIGN. TONY & BROTH- 
ERS CO. INC., (U.S. CL. 46). SN 75-342,244. PUB. 
10-13-1998. FILED 8-18-1997. 

2,216,167. MISCELLANEOUS DESIGN. MUSCO OLIVE 
PRODUCTS Co., INC., (U.S. CL. 46). SN 75-368,542. PUB. 
10-13-1998. FILED 10-6-1997. 

2,216,180. POTATO JOE. “lIIER” NAHRUNGSMITTEL 
GMBH, (U.S. CL. 46). SN 75-370,891. PUB. 10-13-1998. 
FILED 10-9-1997. 

2,216,189. SHRIMP “N’ PEPPER PLEASERS. KING & 
PRINCE SEAFOOD CORPORATION, (U.S. CL. 46). SN 
75-372,634. PUB. 10-13-1998. FILED 10-14-1997. 

2,216,333. BRYAN. SARAMAR CORPORATION, (U.S. CL. 
46). SN 75-394,787. PUB. 10-13-1998. FILED 11-24-1997. 

2,216,433. TWIN MARQUIS. TWIN MARQUIS, INC., MUL- 
TIPLE CLASS, (INT. CLS. 29 AND 30), (U.S. CL. 46). SN 
75-409,503. PUB. 10-13-1998. FILED 12-22-1997. 

2,216,476. ORIGINAL FIELD ROAST. LEE, DAVID, (U.S. 
CL. 46). SN 75-425,266. PUB. 10-13-1998. FILED 1-28-1998. 

2,216,483. WITHDRAWN. 


CLASS 30—STAPLE FOODS 


2,215,635. IRISH CREAM BASH. SWEET STREET DES- 
SERTS, INC., (U.S. CL. 46). SN 74-520,342. PUB. 
10-13-1998. FILED 5-5-1994. 

2,215,636. CHOCOLATE RASPBERRY BASH. SWEET 
STREET DESSERTS, INC., (U.S. CL. 46). SN 74-528,478. 
PUB. 10-13-1998. FILED 5-23-1994. 

2,215,660. CAFE ORLEANS. ZPDI/ZYDECO PRODUCTS 
AND DISTRIBUTION, INC., (U.S. CL. 46). SN 75-029,547. 
PUB. 10-13-1998. FILED 12-7-1995. 

2,215,680. GOURMET BROWNIE BASH BARS. SWEET 
STREET DESSERTS, INC., (U.S. CL. 46). SN 75-129,511. 
PUB. 10-13-1998. FILED 7-3-1996. 

2,215,707. TERIYAKI GRILLE GOURMET TERIYAKI 
SAUCE AND DESIGN. FAIRCHILD ENTERPRISES, 
LTD., (U.S. CL. 46). SN 75-192,245. PUB. 10-13-1998. 
FILED 11-4-1996. 

2,215,735. AUNT MARTHA’S AND DESIGN. GIANT 
EAGLE, INC., (U.S. CL. 46). SN 75-222,877. PUB. 
10-13-1998. FILED 1-8-1997. 

2,215,904. BACON WHOPPER. BURGER KING BRANDS, 
INC., (U.S. CL. 46). SN 75-301,609. PUB. 10-13-1998. 
FILED 6-2-1997. 

2,215,913. BAY STAR BAKING COMPANY AND DESIGN. 
DISCOVERY VENTURES, INC., DBA BAY STAR 
BAKING COMPANY, (U.S. CL. 46). SN 75-303,924. PUB. 
10-13-1998. FILED 6-5-1997. 

2,215,916. AB ANETTE’S CHOCOLATES NAPA VALLEY 
BRENT’S AND DESIGN. ANETTE’S CHOCOLATE FAC- 
TORY, INC., (U.S. CL. 46). SN 75-305,047. PUB. 10-13-1998. 
FILED 6-2-1997. 

2,215,928 (See Class 29 for this trademark). 

2,215,960. BANETTE AND DESIGN. UNIMIE, (U.S. CL. 46). 
SN 75-316,576. PUB. 10-13-1998. FILED 6-30-1997. 
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2,216,002 (See Class 29 for this trademark). 

2,216,017. CANE JUICE EVAPORATED AND DESIGN. 
FLORIDA CRYSTALS, INC., (U.S. CL. 46). SN 75-332,683. 
PUB. 10-13-1998. FILED 7-29-1997. 

2,216,019. WITHDRAWN. 


2,216,233. THE PIE GUY. PIE GUY, INC., THE, (U.S. CL. 
46). SN 75-380,370. PUB. 6-16-1998. FILED 10-28-1997. 


2,216,234. LE PAN EUROPA. INTERNATIONAL MARKET 
BRANDS, INC., (U.S. CL. 46). SN 75-380,648. PUB. 
10-6-1998. FILED 10-28-1997. 


2,216,259. WHAT COULD BE BETTER?. DREYER’S 
GRAND ICE CREAM, INC., (U.S. CL. 46). SN 75-384,299. 
PUB. 10-13-1998. FILED 11-4-1997. 


2,216,273. ROYAL CARIBBEAN BAKERY AND DESIGN. 
ROYAL CARIBBEAN JAMAICAN BAKERY, INC., (U.S. 
CL. 46). SN 75-386,136. PUB. 10-13-1998. FILED 11-6-1997. 


2,216,344. MISCELLANEOUS DESIGN, E. ROSEN COMPA- 
NY, (U.S. CL. 46). SN 75-396,391. PUB. 10-13-1998. FILED 
11-26-1997. 


2,216,433 (See Class 29 for this trademark). 


2,216,438. HAVOC MAKER. NERI, ERNEST, (U.S. CL. 46). 
SN 75-412,068. PUB. 10-13-1998. FILED 12-29-1997. 


2,216,489. BABY DAVY’S. LONG GROVE CONFECTION- 
ERY CO., (U.S. CL. 46). SN 75-431,896. PUB. 10-13-1998. 
FILED 2-10-1998. 


2,216,513. ARCADIA BAY. CORE-MARK INTERNATION- 
AL, INC., (U.S. CL. 46). SN 75-441,335. PUB. 10-13-1998. 
FILED 2-26-1998. 

2,216,520. SILVER SWAN. SILVER SWAN MANUFACTUR- 
ING CO., INC., (U.S. CL. 46). SN 75-442,788. PUB. 
10-13-1998. FILED 3-2-1998. 

2,216,530. CHICKITE. BROASTER COMPANY, L.L.C., 
THE, (U.S. CL. 46). SN 75-444,285. PUB. 10-13-1998. 
FILED 3-4-1998. 

2,216,538. ORGANA. PACKARD, DAVID, (U.S. CL. 46). SN 
75-446,331. PUB. 10-13-1998. FILED 3-9-1998. 

2,216,550. TAILGATE MIX. SUNQUAM TRIBUTE COMPA- 
NY, INC., THE, (U.S. CL. 46). SN 75-450,045. PUB. 
10-13-1998. FILED 3-13-1998. 

2,216,551. ORANGE BLOSSOM. HERSHEY CREAMERY 
COMPANY, (U.S. CL. 46). SN 75-450,740. PUB. 10-13-1998. 
FILED 3-16-1998. 

2,216,553. SILVER SPRING. SILVER SPRING GARDEN, 
INC., (U.S. CL. 46). SN 75-450,991. PUB. 10-13-1998. 
FILED 3-16-1998. 

2,216,558. NIRVANA. NOW AVAILABLE BY THE CUP.. 
OREGON CHAL, INC., (U.S. CL. 46). SN 75-453,425. PUB. 
10-13-1998. FILED 3-19-1998. 

2,216,560. HAPPINESS SERVED DAILY. BASKIN-ROBBINS 
INCORPORATED, (U.S. CL. 46). SN 75-456,942. PUB. 
10-13-1998. FILED 3-25-1998. 

2,216,563. GC AND DESIGN. ROSS ACQUISITION CO. 
INC., DBA GALERIE AU CHOCOLAT, (U.S. CL. 46). SN 
75-459,606. PUB. 10-13-1998. FILED 3-31-1998. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


2,215,731 (See Class 5 for this trademark). 

2,215,747. WITHDRAWN 

2,215,887 (See Class 29 for this trademark). 

2,215,967. MISCELLANEOUS DESIGN. PROVEN WIN- 
NERS, (U.S. CLS. 1 AND 46). SN 75-318,894. PUB. 
10-13-1998. FILED 7-3-1997. 

2,215,968. ULTRA. PROVEN WINNERS, (U.S. CLS. 1 AND 
46). SN 75-319,229. PUB. 10-13-1998. FILED 7-3-1997. 

2,215,988 (See Class 5 for this trademark). 

2,215,999. BONLANDER. BRIESS INDUSTRIES, INC., (U.S. 
CLS. 1 AND 46). SN 75-328,495. PUB. 10-13-1998. FILED 
7-22-1997. 
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2,216,121. BETA-THIN. HIGGINS GROUP CORP., THE, 
DBA SUNSHINE BIRDS, (U.S. CLS. | AND 46). SN 
75-358,570. PUB. 10-13-1998. FILED 9-17-1997. 


2,216,451. SPREADING SUNSHINE. MONROVIA NURS- 
ERY COMPANY, (U.S. CLS. 1 AND 46). SN 75-417,643. 
PUB. 10-13-1998. FILED 1-14-1998. 


2,216,484. WONDER FALLS. SCHUMANN, INGEBORG, 
(U.S. CLS. 1 AND 46). SN 75-430,607. PUB. 10-13-1998. 
FILED 2-9-1998. 


2,216,487. SUN FALLS. SCHUMANN, INGEBORG, (U.S. 
CLS. 1 AND 46). SN 75-431,143. PUB. 10-13-1998. FILED 
2-9-1998. 


2,216,493. FOUR WINDS GROWERS. FOUR WINDS 
GROWERS, (U.S. CLS. 1 AND 46). SN 75-433,839. PUB. 
10-13-1998. FILED 2-13-1998. 


2,216,545. FIBERMAX. HOECHST SCHERING AGREVO 
GMBH, (U.S. CLS. 1 AND 46). SN 75-448,004. PUB. 
10-13-1998. FILED 3-10-1998. 


2,216,548. SPOT’S STEW. BROWN, ANDREA, (U.S. CLS. 1 
AND 46). SN 75-449,735. PUB. 10-13-1998. FILED 
3-13-1998. 


CLASS 32—LIGHT BEVERAGES 


2,215,664. FROG ISLAND “ITS THE HOPS!” STEWARTS 
ALE BREWING CO DEPOT TOWN, YPSILANTI, MICHI- 
GAN USA AND DESIGN. FROG ISLAND BREWING CO., 
(U.S. CLS. 45, 46 AND 48). SN 75-068,965. PUB. 7-22-1997. 
FILED 3-7-1996. 


2,215,887 (See Class 29 for this trademark). 
2,215,950. WITHDRAWN 


2,216,023. SUNQUENCH. C-B BEVERAGE CORPORA- 
TION, (U.S. CLS. 45, 46 AND 48). SN 75-333,699. PUB. 
10-13-1998. FILED 7-31-1997. 


2,216,306. BEST HEALTH. BROOKLYN BOTTLING COR- 
PORATION OF MILTON, NY, INC., (U.S. CLS. 45, 46 
AND 48). SN 75-390,690. PUB. 10-13-1998. FILED 
11-17-1997. 


2,216,399. MISCELLANEOUS DESIGN. BRAUEREI BECK 
GMBH & CO., MULTIPLE CLASS, (INT. CLS. 32 AND 
42), (U.S. CLS. 45, 46, 48, 100 AND 101). SN 75-401,743. 
PUB. 10-13-1998. FILED 12-8-1997. 


2,216,470. DR. SMOOTHIE. HAUGH, WILLIAM P, (U.S. 
CLS. 45, 46 AND 48). SN 75-422,155. PUB. 10-13-1998. 
FILED 1-23-1998. 


2,216,481. MISCELLANEOUS DESIGN. PURE PRIDE EN- 
TERPRISES, INC., (U.S. CLS. 45, 46 AND 48). SN 
75-427,062. PUB. 10-13-1998. FILED 2-2-1998. 


2,216,485. NORTHLAND CRANBERRIES. NORTHLAND 
CRANBERRIES, INC., (U.S. CLS. 45, 46 AND 48). SN 
75-430,980. PUB. 10-13-1998. FILED 2-9-1998. 


2,216,488. GOLDEN HAMMER. HOPS GRILL & BAR, INC., 
(U.S. CLS. 45, 46 AND 48). SN 75-431,572. PUB. 10-13-1998. 
FILED 2-10-1998. 


2,216,502. PAPAYA COVE. ROBEKS CORPORATION, (U.S. 
CLS. 45, 46 AND 48). SN 75-437,010. PUB. 10-13-1998. 
FILED 2-19-1998. 


2,216,509. ORCHARD AND DESIGN. GIANT FOOD 
INC., (U.S. CLS. 45, 46 AND 48). SN 75-440,944. PUB. 
10-13-1998. FILED 2-26-1998. 


2,216,534. CUTRALE AND DESIGN. CUTRALE CITRUS 
JUICES USA, INC., (U.S. CLS. 45, 46 AND 48). SN 
75-445,135. PUB. 10-13-1998. FILED 3-5-1998. 


2,216,561. SLICE SLICE AND DESIGN. PEPSICO, INC., 
(U.S. CLS. 45, 46 AND 48). SN 75-458,663. PUB. 10-13-1998. 
FILED 3-30-1998. 


2,216,562. ICY PEAKS. THORNTON, JENNIFER F., (U.S. 
CLS. 45, 46 AND 48). SN 75-459,555. PUB. 10-13-1998. 
FILED 3-30-1998. 


OFFICIAL GAZETTE 
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CLASS 33—WINES AND SPIRITS 


2,215,755. MISCELLANEOUS DESIGN. ZUMA IMPORTING 
COMPANY, (U.S. CLS. 47 AND 49). SN 75-246,746. PUB. 
10-13-1998. FILED 2-24-1997. 


2,215,768. MISCELLANEOUS DESIGN. KOU ZI BREWERY, 
(U.S. CLS. 47 AND 49). SN 75-253,558. PUB. 10-13-1998. 
FILED 3-7-1997. 


2,215,921. PES DI VILLA MARINA MARCHESI DI VILLA- 
MARINA AND DESIGN. TENUTE SELLA & MOSCA 
S.P.A., (U.S. CLS. 47 AND 49). SN 75-305,845. PUB. 
10-13-1998. FILED 6-9-1997. 


2,216,014. ADOR. OLIVEIRA, ANTONE T., (U.S. CLS. 47 
AND 49). SN 75-332,046. PUB. 10-13-1998. FILED 
7-28-1997. 


2,216,170. TITO’S. FIFTH GENERATION INC., (U.S. CLS. 
47 AND 49). SN 75-369,458. PUB. 10-13-1998. FILED 
10-7-1997. 


2,216,391. SEVEN HILLS. MCKIBBEN FAMILY LIMITED 
PARTNERSHIP, (U.S. CLS. 47 AND 49). SN 75-400,870. 
PUB. 10-13-1998. FILED 12-5-1997. 


2,216,499. MISCELLANEOUS DESIGN. FAZI BATTAGLIA 
S.P.A., (U.S. CLS. 47 AND 49). SN 75-436,010. PUB. 
10-13-1998. FILED 2-18-1998. 


2,216,500. LE MOTE. FAZI BATTAGLIA S.P.A., (U.S. CLS. 
47 AND 49). SN 75-436,011. PUB. 10-13-1998. FILED 
2-18-1998. 


2,216,539. SONOMA STATION. RIDGE VINEYARDS, INC., 
(U.S. CLS. 47 AND 49). SN 75-446,503. PUB. 10-13-1998. 
FILED 3-9-1998. 


CLASS 34—SMOKERS’ ARTICLES 


2,215,759. VERACRUZ. VERACRUZ INTERNATIONAL, 
INC., (U.S. CLS. 2, 8, 9 AND 17). SN 75-250,250. PUB. 
10-13-1998. FILED 2-28-1997. 


2,215,851. SATIVAH. KESSELMAN, JOSH, (U.S. CLS. 2, 8, 9 
AND 17). SN 75-287,717. PUB. 10-13-1998. FILED 5-5-1997. 


2,215,992. DAHONGYING AND DESIGN. NINGBO CIGA- 
RETTE FACTORY, (U.S. CLS. 2, 8, 9 AND 17). SN 
75-326,069. PUB. 10-13-1998. FILED 7-17-1997. 


2,216,016. LATIN GOLD AND DESIGN. LATIN GOLD, 
INC., (U.S. CLS. 2, 8, 9 AND 17). SN 75-332,237. PUB. 
10-13-1998. FILED 7-29-1997. 

2,216,261. VOLCANIC PASSION. CABRERA, JOSE-ORIOL 
GUERRA, (U.S. CLS. 2, 8, 9 AND 17). SN 75-384,902. PUB. 
10-13-1998. FILED 11-5-1997. 

2,216,342. EL JOCKO. PREMIUM IMPORTS, INC., (U.S. 
CLS. 2, 8, 9 AND 17). SN 75-396,282. PUB. 10-13-1998. 
FILED 11-25-1997. 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


2,215,632. TEIKOKU NEWS AND DESIGN. KABUSHIKI 
KAISHA TEIKOKU DATABANK, TA TEIKOKU DATA- 
BANK, LTD., MULTIPLE CLASS, (INT. CLS. 35, 36, 41 
AND 42), (U.S. CLS. 100, 101, 102 AND 107). SN 74-346,734. 
PUB. 9-15-1998. FILED 1-8-1993. 


2,215,633. TDB-COSMOS. KABUSHIKI KAISHA TEIKOKU 
DATABANK, TA TEIKOKU DATABANK, LTD., MUL- 
TIPLE CLASS, (INT. CLS. 35, 36, 41 AND 42), (U.S. CLS. 
100, 101, 102 AND 107). SN 74-346,735. PUB. 9-15-1998. 
FILED 1-8-1993. 
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2,215,674. ENTREPRENEUR MAGAZINE ONLINE. ENTRE- 
PRENEUR MEDIA, INC., (U.S. CLS. 100, 101 AND 102). 
SN 75-103,960. PUB. 10-13-1998. FILED 5-14-1996. 

2,215,685. AMERICA VR. HELLER, PHILIP, MULTIPLE 
CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 100, 101 AND 
102). SN 75-135,779. PUB. 10-13-1998. FILED 7-18-1996. 

2,215,688. WHETHER YOU HAVE SURPLUS YOU CAN’T 
AFFORD TO KEEP OR CAN’T AFFORD TO SELL. OKO- 
LICA, DANIEL E., (U.S. CLS. 100, 101 AND 102). SN 
75-150,968. PUB. 10-13-1998. FILED 8-13-1996. 

2,215,693 (See Class 25 for this trademark). 

2,215,706. TREADCO INC, AND DESIGN, TREADCO, INC., 
MULTIPLE CLASS, (INT. CLS. 35 AND 37), (U.S. CLS. 
100, 101, 102, 103 AND 106). SN 75-189,191. PUB. 
10-13-1998. FILED 10-18-1996. 


2,215,718. SAFE PLANNING PROCESS. DIRECTORY AD- 
VERTISING CONSULTANTS LIMITED, (U.S. CLS. 100, 
101 AND 102). SN 75-205,918. PUB. 10-13-1998. FILED 
11-29-1996. 


2,215,719. THREADMILES. GUTERMANN & CO. AG, (U.S. 
CLS. 100, 101 AND 102). SN 75-206,880. PUB. 10-13-1998. 
FILED 11-18-1996. 


2,215,724. ATTACHMENTS UNLIMITED. ATTACHMENTS 
UNLIMITED, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-214,194. PUB. 10-13-1998. FILED 12-9-1996. 


2,215,751. WINMILL SOFTWARE. WINMILL SOFTWARE, 
INC., MULTIPLE CLASS, (INT. CLS. 35, 41 AND 42), 
(U.S. CLS. 100, 101, 102 AND 107). SN 75-243,436. PUB. 
10-13-1998. FILED 2-18-1997. 

2,215,752. S SNAP SOFTWARE AND DESIGN. EAGLE RE- 
SEARCH GROUP, INC., THE, (U.S. CLS. 100, 101 AND 
102). SN 75-243,521. PUB. 6-16-1998. FILED 2-18-1997. 


2,215,756. PRO-FIT-SHARE. HUMANEERING INTERNA- 
TIONAL, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-246,992. PUB. 10-13-1998. FILED 2-24-1997. 

2,215,757 (See Class 7 for this trademark). 

2,215,760. WISCO. WISCO III, L.L.C.. MULTIPLE CLASS, 
(INT. CLS. 35 AND 42), (U.S. CLS. 100, 101 AND 102). SN 
75-250,650. PUB. 10-13-1998. FILED 3-3-1997. 

2,215,762. HEADQUARTERS, EARTH.. TELEGLOBE 
INTERNATIONAL CORPORATION, MULTIPLE CLASS, 
(INT. CLS. 35, 36, 38 AND 42), (U.S. CLS. 100, 101, 102 
AND 104). SN 75-252,465. PUB. 8-4-1998. FILED 3-5-1997. 

2,215,775. REALTY EXCELLENCE. RECTOR, RICHARD A., 
(U.S. CLS. 100, 101 AND 102). SN 75-260,469. PUB. 
10-13-1998. FILED 3-19-1997. 

2,215,790. SHARE GOLD POINTS PLUS THE #1 SHOP- 
PERS CARD COMMUNITY REWARDS AND DESIGN. 
CARLSON MARKETING GROUP, INC., (U.S. CLS. 100, 
101 AND 102). SN 75-270,447. PUB. 10-13-1998. FILED 
4-7-1997. 

2,215,797 (See Class 16 for this trademark). 

2,215,827. WITHDRAWN. 

2,215,828. CLIQNOW!. K2 DESIGN, INC., (U.S. CLS. 100, 
101 AND 102). SN 75-282,902. PUB. 10-13-1998. FILED 
4-28-1997. 

2,215,829. CLIQNOW! AND DESIGN. K2 DESIGN, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-282,903. PUB. 
10-13-1998. FILED 4-28-1997. 

2,215,830. CLIQGOLF!. K2 DESIGN, INC., (U.S. CLS. 100, 
101 AND 102). SN 75-282,904. PUB. 10-13-1998. FILED 
4-28-1997. 

2,215,831. CLIQGOLF! AND DESIGN. K2 DESIGN, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-282,905. PUB. 
10-13-1998. FILED 4-28-1997. 

2,215,842. TSI TELESERVICES INTERNATIONAL GROUP 
INC. AND DESIGN. TELESERVICES INTERNATIONAL 
GROUP INC., (U.S. CLS. 100, 101 AND 102). SN 75-285,838. 
PUB. 10-13-1998. FILED 5-5-1997. 

2,215,860. ACSYS RESOURCES, INC. PROVIDING THE 
PERFECT FIT AND DESIGN. BDS&V PARTNERS 
GROUP, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-291,381. PUB. 10-13-1998. FILED 5-14-1997. 

2,215,873. 200 PROOF AND DESIGN. 200 PROOF PRODUC- 
TIONS, INC., (U.S. CLS. 100, 101 AND 102). SN 75-294,887. 
PUB. 10-13-1998. FILED 5-20-1997. 
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2,215,879. NAME QUEST THE SCIENCE OF NAME CRE- 
ATION AND DESIGN. NAMEQUEST, INC., (U.S. CLS. 
100, 101 AND 102). SN 75-295,847. PUB. 10-13-1998. FILED 
5-21-1997. 

2,215,884. DIRECT 1 WORLDWIDE AND DESIGN, CLN EN- 
TERPRISES, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-296,501. PUB. 10-13-1998. FILED 5-22-1997. 

2,215,897 (See Class 6 for this trademark). 

2,215,898. KIMSTAFF EMPLOYER OUTSOURCING SERV- 
ICES, INC. (STYLIZED). KIMSTAFF EMPLOYER OUT- 
SOURCING SERVICES, INC., (U.S. CLS. 100, 101 AND 
102). SN 75-300,774. PUB. 10-13-1998. FILED 5-30-1997. 

2,215,901. AMERISCAN. AMERISCAN GENETICS, (U.S. 
CLS. 100, 101 AND 102). SN 75-301,272. PUB. 10-13-1998. 
FILED 6-2-1997. 

2,215,903. GREAT OUTDOOR PROVISION CO. AND 
DESIGN. GREAT OUTDOOR PROVISION CO., (U.S. 
CLS. 100, 101 AND 102). SN 75-301,383. PUB. 10-13-1998. 
FILED 6-2-1997. 

2,215,924. MANGELSEN’S. VARIETY DISTRIBUTORS, 
INC., ASSIGNEE OF HAROLD MANGELSEN & SONS, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-306,317. PUB. 
10-13-1998. FILED 6-9-1997. 

2,215,931. THE PLAYGROUND ANSWER PEOPLE. 
PLAYWORLD SYSTEMS, INC., (U.S. CLS. 100, 101 AND 
102). SN 75-308,712. PUB. 10-13-1998. FILED 6-13-1997. 

2,215,934. THE GREEN RIBBON FOR LIFE. BIOSAFE 
MEDICAL TECHNOLOGIES, INC., (U.S. CLS. 100, 101 
AND 102). SN 75-308,961. PUB. 10-13-1998. FILED 
6-16-1997. 


2,215,937. THE ORIGINAL OFFSHORE LURE OF THE 
MONTH CLUB AND DESIGN. ISLA INTERNATIONAL, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-309,377. PUB. 
10-13-1998. FILED 6-16-1997. 

2,215,940. INCENTIVE CONNECTIONS, INCENTIVE CON- 
NECTIONS INC., (U.S. CLS. 100, 101 AND 102). SN 
75-310,321. PUB. 10-13-1998. FILED 6-17-1997. 

2,215,946. ZALES THE DIAMOND & DAD, GRAD & 
BRIDAL GIFT STORE. ZALE DELAWARE, INC., (U.S. 
CLS. 100, 101 AND 102). SN 75-311,149. PUB. 10-13-1998. 
FILED 6-18-1997. 

2,215,947. FDS INTERNATIONAL AND DESIGN. SERVICE- 
MASTER COMPANY, THE, BY MERGER WITH SERVI- 
CEMASTER COMPANY LIMITED PARTNERSHIP, 
THE, MULTIPLE CLASS, (INT. CLS. 35, 36, 37 AND 42), 
(U.S. CLS. 100, 101, 102, 103 AND 106). SN 75-311,219. PUB. 
10-13-1998. FILED 6-18-1997. 

2,215,962. TROPICOOL AND DESIGN. TURKEL 
SCHWARTZ & PARTNERS, INC., (U.S. CLS. 100, 101 
AND 102). SN 75-317,330. PUB. 10-13-1998. FILED 
6-30-1997. 

2,215,963. TROPICOOL. TURKEL SCHWARTZ & PART- 
NERS, INC., (U.S. CLS. 100, 101 AND 102). SN 75-317,331. 
PUB. 10-13-1998. FILED 6-30-1997. 

2,215,964. MILLENNIUM FUEL SERVICES. OES VEN- 
TURES, INCORPORATED, MULTIPLE CLASS, (INT. 
CLS. 35, 36 AND 42), (U.S. CLS. 100, 101 AND 102). SN 
75-317,903. PUB. 10-13-1998. FILED 6-26-1997. 

2,215,969. REVENUE CHAIN MANAGEMENT (STYLIZED). 
MONARCH CONSULTING GROUP, INC., (U.S. CLS. 100, 
101 AND 102). SN 75-319,632. PUB. 10-13-1998. FILED 
7-7-1997. 

2,215,972. SPONSORKIDS. NORTH COAST CONSULT- 
ANTS INCORPORATED, (U.S. CLS. 100, 101 AND 102). 
SN 75-321,043. PUB. 10-13-1998. FILED 7-8-1997. 

2,215,973 (See Class 12 for this trademark). 

2,215,985. THE PARAGON (STYLIZED). PARAGON GIFTS, 
INC., THE, (U.S. CLS. 100, 101 AND 102). SN 75-324,188. 
PUB. 10-13-1998. FILED 7-14-1997. 

2,215,998. STOCKROOM. PENNSYLVANIA FASHIONS, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-328,191. PUB. 
10-13-1998. FILED 7-21-1997. 

2,216,004. WELLNESS ADVERTISING. HOLTZMAN, 
SANDRA, (U.S. CLS. 100, 101 AND 102). SN 75-329,921. 
PUB. 5-26-1998. FILED 7-24-1997. 

2,216,010 (See Class 25 for this trademark). 
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2,216,021. INFINITE HEALTH AND DESIGN. INFINITE 
HEALTH, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-333,520. PUB. 10-13-1998. FILED 7-31-1997. 

2,216,026. SOCAFE (STYLIZED). FERNANDES & COMPA- 
NY, (U.S. CLS. 100, 101 AND 102). SN 75-334,273. PUB. 
10-6-1998. FILED 8-1-1997. 

2,216,046. AFRICAN AMERICAN WOMEN ON TOUR: PRO- 
MOTRENDS, (U.S. CLS. 100, 101 AND 102). SN 75-340,301. 
PUB. 10-13-1998. FILED 8-13-1997. 

2,216,068. INVIGOR SERVICES, INC. AND DESIGN. INVI- 
GOR SERVICES, INC., MULTIPLE CLASS, (INT. CLS. 35 
AND 36), (U.S. CLS. 100, 101 AND 102). SN 75-345,624. 
PUB. 10-13-1998. FILED 12-16-1996. 

2,216,085. I AND DESIGN. INTERNET BILLING COMPA- 
NY, LTD., MULTIPLE CLASS, (INT. CLS. 35 AND 42), 
(U.S. CLS. 100, 101 AND 102). SN 75-348,952. PUB. 
10-13-1998. FILED 8-29-1997. 

2,216,110. KIDS’ CAMP!. FCA FINANCIAL, INC., MULTI- 
PLE CLASS, (INT. CLS. 35 AND 41), (U.S. CLS. 100, 101, 
102 AND 107). SN 75-355,957. PUB. 10-13-1998. FILED 
9-12-1997. 

2,216,111. ARMCHAIR. ARMCHAIR ENTERPRISES, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-355,992. PUB. 
10-13-1998. FILED 8-25-1997. 

2,216,112. CITIBANK DRIVER’S EDGE. CITICORP, MULTI- 
PLE CLASS, (INT. CLS. 35 AND 36), (U.S. CLS. 100, 101 
AND 102). SN 75-356,096. PUB. 10-13-1998. FILED 
9-12-1997. 

2,216,124. EXPERIENCEWORKS! AND DESIGN. GREEN 
THUMB, INC., MULTIPLE CLASS, (INT. CLS. 35 AND 
42), (U.S. CLS. 100, 101 AND 102). SN 75-358,840. PUB. 
10-13-1998. FILED 9-18-1997. 

2,216,134. FOUR-V. LIGHT, MARK, DBA FIRST LIGHT, 
(U.S. CLS. 100, 101 AND 102). SN 75-360,628. PUB. 
10-13-1998. FILED 9-22-1997. 

2,216,213. HONEYMOON DISASTERS. THRIFTY RENT-A- 
CAR SYSTEM, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-376,104. PUB. 10-13-1998. FILED 10-20-1997. 

2,216,215. RCI RADIATION CONCEPTS AND DESIGN. 
PULSE MEDICAL, INC., (U.S. CLS. 100, 101 AND 102). 
SN 75-376,284. PUB. 10-13-1998. FILED 10-20-1997. 

2,216,257. PARABLE CHRISTIAN STORES. PARABLE 
GROUP, INC., THE, (U.S. CLS. 100, 101 AND 102). SN 
75-383,836. PUB. 10-13-1998. FILED 11-3-1997. 

2,216,258. PARABLE CHRISTIAN STORES AND DESIGN. 
PARABLE GROUP, INC., THE, (U.S. CLS. 100, 101 AND 
102). SN 75-383,843. PUB. 10-13-1998. FILED 11-3-1997. 

2,216,269. EASYRIDERS. PAISANO PUBLICATIONS, INC., 
MULTIPLE CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 
100, 101 AND 102). SN 75-385,746. PUB. 10-13-1998. FILED 
11-6-1997. 

2,216,272. BRIDGEPATH. BRIDGEPATH, INC., (U.S. CLS. 
100, 101 AND 102). SN 75-386,133. PUB. 10-13-1998. FILED 
11-6-1997. 

2,216,279. IF IT’S GOTTA BE FAST, IT’S GOTTA BE MAX!. 
KOCOLENE MARKETING CORPORATION, MULTIPLE 
CLASS, (INT. CLS. 35 AND 37), (U.S. CLS. 100, 101, 102, 
103 AND 106). SN 75-387,499. PUB. 10-13-1998. FILED 
11-10-1997. 

2,216,292. JURISTAFF AND DESIGN. JURISTAFF, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-389,318. PUB. 
10-13-1998. FILED 11-13-1997. 

2,216,323. MISCELLANEOUS DESIGN. FROZEN FOOD 
COUNCIL OF NORTHERN CALIFORNIA, INC., (U.S. 
CLS. 100, 101 AND 102). SN 75-393,669. PUB. 10-13-1998. 
FILED 11-20-1997. 

2,216,356. J. REED & SONS AND DESIGN. J. REED & 
SONS, (U.S. CLS. 100, 101 AND 102). SN 75-397,645. PUB. 
10-13-1998. FILED 11-24-1997. 

2,216,365. JRS. FMR CORP., (U.S. CLS. 100, 101 AND 102). 
SN 75-398,030. PUB. 10-13-1998. FILED 11-19-1997. 

2,216,371. TRICOR PACKAGING. KRANSON INDUSTRIES, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-398,574. PUB. 
10-13-1998. FILED 12-2-1997. 

2,216,372. ONEWORLD HR FORUM. WATSON WYATT & 
COMPANY, (U.S. CLS. 100, 101 AND 102). SN 75-398,582. 
PUB. 10-13-1998. FILED 12-2-1997. 
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2,216,386. FRESH START. DIEHL MOTOR COMPANY, 
(U.S. CLS. 100, 101 AND 102). SN 75-400,287. PUB. 
10-13-1998. FILED 12-4-1997. 


2,216,396. IMO. WELDED TUBE CO. OF AMERICA, (U.S. 
CLS. 100, 101 AND 102). SN 75-401,406. PUB. 10-13-1998. 
FILED 12-8-1997. 


2,216,411. EMPIRE MEDICAL MANAGEMENT. EMPIRE 
MEDICAL MANAGEMENT, LTD., (U.S. CLS. 100, 101 
AND 102). SN 75-404,033. PUB. 10-13-1998. FILED 
12-11-1997. 


2,216,425. MINEXPO 2000 INTERNATIONAL AND DESIGN. 
NATIONAL MINING ASSOCIATION, (U.S. CLS. 100, 101 
AND 102). SN 75-407,176. PUB. 10-13-1998. FILED 
12-17-1997. 


2,216,428. PLANNING FOR YOUR PROSPERITY. W.N. 
SERFASS & CO., P.C., (U.S. CLS. 100, 101 AND 102). SN 
75-407,707. PUB. 10-13-1998. FILED 12-18-1997. 


2,216,429. VITASAVE. VITASAVE, INC., (U.S. CLS. 100, 101 
AND 102). SN 75-407,817. PUB. 10-13-1998. FILED 
12-18-1997. 


2,216,441. MAX ADVANTAGE, OMX, INC., (U.S. CLS. 100, 
101 AND 102). SN 75-412,974. PUB. 10-13-1998. FILED 
1-2-1998. 


2,216,442. CAFE D’ALMA. SPREE.COM CORP., (U.S. CLS. 
100, 101 AND 102). SN 75-413,669. PUB. 10-13-1998. FILED 
1-5-1998. 


2,216,446. CYBERCHEFS AND DESIGN. NETROX, LLC, 
(U.S. CLS. 100, 101 AND 102). SN 75-416,284. PUB. 
10-13-1998. FILED 1-12-1998. 


2,216,453. SPE. STOCKAMP & ASSOCIATES, INC., MUL- 
TIPLE CLASS, (INT. CLS. 35 AND 36), (U.S. CLS. 100, 101 
AND 102). SN 75-417,807. PUB. 10-13-1998. FILED 
1-12-1998. 


2,216,454. SAE. STOCKAMP & ASSOCIATES, INC., MUL- 
TIPLE CLASS, (INT. CLS. 35 AND 36), (U.S. CLS. 100, 101 
AND 102). SN 75-417,808. PUB. 10-13-1998. FILED 
1-12-1998. 


2,216,459. PALISADES HUDSON ASSET MANAGEMENT, 
INC.. ELKIN, LARRY M., MULTIPLE CLASS, (INT. CLS. 
35 AND 36), (U.S. CLS. 100, 101 AND 102). SN 75-418,912. 
PUB. 10-13-1998. FILED 1-16-1998. 


2,216,460. BTC WHOLESALE DISTRIBUTORS AND 
DESIGN. BTC WHOLESALE DISTRIBUTORS, INC., (U.S. 
CLS. 100, 101 AND 102). SN 75-419,219. PUB. 10-13-1998. 
FILED 1-16-1998. 


2,216,461. INTCOMEX. SOFTWARE BROKERS OF AMER- 
ICA, INC., DBA INTCOMEX, (U.S. CLS. 100, 101 AND 
102). SN 75-419,728. PUB. 10-13-1998. FILED 1-20-1998. 


2,216,469. PROVISUAL. ONE SOURCE, (U.S. CLS. 100, 101 
AND 102). SN 75-421,839. PUB. 10-13-1998. FILED 
1-22-1998. 


2,216,471. EQUISEARCH. EQUISEARCH.COM, L.L.C., (U.S. 
CLS. 100, 101 AND 102). SN 75-423,242. PUB. 10-13-1998. 
FILED 1-26-1998. 


2,216,477. WITHDRAWN 


2,216,497. BAXTRAX. BURLINGTON NETWORKS INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-435,310. PUB. 
10-13-1998. FILED 2-17-1998. 


2,216,498. OH NO SO HO. OH NO SO HO, INC., (U.S. CLS. 
100, 101 AND 102). SN 75-435,624. PUB. 10-13-1998. FILED 
2-17-1998. 

2,216,506. NOS AND DESIGN. NATIONWIDE OFFICE 
SUPPLY, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-439,267. PUB. 10-13-1998. FILED 2-23-1998. 


2,216,523. NEW HAMPSHIRE FURNITURE MASTERS AS- 
SOCIATION AND DESIGN. NEW HAMPSHIRE FURNI- 
TURE MASTERS ASSOCIATION, (U.S. CLS. 100, 101 
AND 102). SN 75-442,970. PUB. 10-13-1998. FILED 
3-2-1998. 

2,216,525. BIOMARK AND DESIGN. BIOMARK, INCORPO- 
RATED, (U.S. CLS. 100, 101 AND 102). SN 75-443,269. 
PUB. 10-13-1998. FILED 3-2-1998. 
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2,216,531. NEA ADVANTAGED BUYING SERVICE. NA- 
TIONAL EDUCATION ASSOCIATION, (U.S. CLS. 100, 
101 AND 102). SN 75-444,555. PUB. 10-13-1998. FILED 
3-4-1998. 

2,216,536. MISCELLANEOUS DESIGN. HADDONFIELD 
RUNNING COMPANY, L.L.C., (U.S. CLS. 100, 101 AND 
102). SN 75-445,915. PUB. 10-13-1998. FILED 3-6-1998. 


CLASS 36—INSURANCE AND FINANCIAL 


2,215,632 (See Class 35 for this trademark). 

2,215,633 (See Class 35 for this trademark). 

2,215,652. SURESTART. CITICORP, (U.S. CLS. 100, 101 
AND 102). SN 74-711,041. PUB. 10-13-1998. FILED 
8-4-1995. 

2,215,654 (See Class 9 for this trademark). 

2,215,696. IT'S YOUR CHOICE. UNITED WISCONSIN 
SERVICES INC., BY MERGER WITH AMERICAN MED- 
ICAL SECURITY GROUP, INC., (U.S. CLS. 100, 101 AND 
102). SN 75-175,344. PUB. 10-13-1998. FILED 10-1-1996. 

2,215,705. PERSONAL COUNSEL FROM SCUDDER. SCUD- 
DER TRUST COMPANY, (U.S. CLS. 100, 101 AND 102). 
SN 75-186,632. PUB. 10-13-1998. FILED 10-24-1996. 

2,215,722. BERKLEY CARE NETWORK, INC.. BERKLEY 
CARE NETWORK, INC., (U.S. CLS. 100, 101 AND 102). 
SN 75-212,432. PUB. 10-13-1998. FILED 12-12-1996. 

2,215,745. PRUARRAY. PRUDENTIAL INSURANCE COM- 
PANY OF AMERICA, THE, (U.S. CLS. 100, 101 AND 102). 
SN 75-231,850. PUB. 10-13-1998. FILED 1-27-1997. 

2,215,762 (See Class 35 for this trademark). 

2,215,777. ULTIMATE GURU. KOVACS, JOHN, (U.S. CLS. 
100, 101 AND 102). SN 75-261,762. PUB. 10-13-1998. FILED 
3-21-1997. 

2,215,787. WM2 (STYLIZED). CREATIVE MANAGEMENT 
OF WEALTH, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-269,225. PUB. 10-13-1998. FILED 4-4-1997. 

2,215,798. TRUE NODOC. GREENPOINT FINANCIAL 
CORP., (U.S. CLS. 100, 101 AND 102). SN 75-275,401. PUB. 
10-13-1998. FILED 4-16-1997. 

2,215,835. POOL. MULLER DATA COKPORATION, (U.S. 
CLS. 100, 101 AND 102). SN 75-283,656. PUB. 10-13-1998. 
FILED 4-29-1997. 

2,215,876. 10101 AND DESIGN. 21ST CENTURY INTERNET 
VENTURE PARTNERS, (U.S. CLS. 100, 101 AND 102). SN 
75-295,620. PUB. 10-13-1998. FILED 5-21-1997. 

2,215,906 (See Class 6 for this trademark). 

2,215,909. ECOMP. JOINT INFORMATION INC., (U.S. CLS. 
100, 101 AND 102). SN 75-302,517. PUB. 4-21-1998. FILED 
6-3-1997. 

2,215,922. FACING OUR CHILDREN’S URBAN SITUATION 
FOUNDATION. FACING OUR CHILDREN’S URBAN 
SITUATION FOUNDATION, INC., (U.S. CLS. 100, 101 
AND 102). SN 75-306,219. PUB. 10-13-1998. FILED 
6-10-1997. 

2,215,932. BENEFITS ACCESS. CIGNA CORPORATION, 
(U.S. CLS. 100, 101 AND 102). SN 75-308,834. PUB. 
10-13-1998. FILED 6-13-1997. 

2,215,945. DOCTORS FOR THE CURE. SUSAN G. KOMEN 
BREAST CANCER FOUNDATION, THE, (U.S. CLS. 100, 
101 AND 102). SN 75-311,136. PUB. 10-13-1998. FILED 
6-18-1997. 

2,215,947 (See Class 35 for this trademark). 

2,215,952. INVEST MASTER. VIRTUAL TELECOM, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-313,962. PUB. 
10-13-1998. FILED 6-24-1997. 

2,215,953. EUROLATIN TRADE BBV. BANCO BILBAO VIZ- 
CAYA, S.A., (U.S. CLS. 100, 101 AND 102). SN 75-314,038. 
PUB. 10-13-1998. FILED 6-24-1997. 

2,215,957. LOTTIE MOON CHRISTMAS OFFERING. 
WOMAN’S MISSIONARY UNION, AUXILIARY TO 
SOUTHERN BAPTIST CONVENTION, (U.S. CLS. 100, 101 
AND 102). SN 75-315,620. PUB. 10-13-1998. FILED 
6-20-1997. 


2,215,964 (See Class 35 for this trademark). 
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2,215,975. TRAVELGOLD. NORTH AMERICAN AIR 
TRAVEL INSURANCE AGENTS LTD., (U.S. CLS. 100, 
101 AND 102). SN 75-322,792. PUB. 10-13-1998. FILED 
7-11-1997. 

2,215,977. BRIDGE OF HOPE. BRIDGE OF HOPE, MULTI- 
PLE CLASS, (INT. CLS. 36, 41 AND 42), (U.S. CLS. 100, 
101, 102 AND 107). SN 75-322,979. PUB. 10-13-1998. FILED 
7-11-1997. 

2,215,984. UNDERWRITERS RE. UNDERWRITERS RE 
GROUP, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-324,057. PUB. 10-13-1998. FILED 7-14-1997. 

2,215,986. ICA INSURANCE CONSULTING ASSOCIATES 
(STYLIZED). BARRON S. WALL, INC., (U.S. CLS. 100, 101 
AND 102). SN 75-324,355. PUB. 10-13-1998. FILED 
7-14-1997. 

2,216,032 (See Class 25 for this trademark). 

2,216,041. JTS JET TIME SHARE AND DESIGN. JET TIME 
SHARE, (U.S. CLS. 100, 101 AND 102). SN 75-339,252. 
PUB. 10-13-1998. FILED 8-11-1997. 

2,216,068 (See Class 35 for this trademark). 

2,216,082. IMAGE MAKER AND DESIGN. ELLIOTT, 
CHRIS, (U.S. CLS. 100, 101 AND 102). SN 75-347,122. PUB. 
10-13-1998. FILED 8-27-1997. 

2,216,112 (See Class 35 for this trademark). 

2,216,116. POLICY SHOPPER AND DESIGN. INSURQUOTE 
SYSTEMS, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-356,953. PUB. 10-13-1998. FILED 9-15-1997. 

2,216,136. PERSONALBANK. UNITED COOPERATIVE 
BANK, (U.S. CLS. 100, 101 AND 102). SN 75-361,264. PUB. 
7-21-1998. FILED 9-22-1997. 

2,216,176. ISLAND ONE RESORTS. ISLAND ONE, INC., 
MULTIPLE CLASS, (INT. CLS. 36 AND 37), (U.S. CLS. 
100, 101, 102, 103 AND 106). SN 75-370,193. PUB. 
10-13-1998. FILED 10-8-1997. 

2,216,186. ACCUMORTGAGE. ACCUBANC MORTGAGE 
CORPORATION, (U.S. CLS. 100, 101 AND 102). SN 
75-371,939. PUB. 10-13-1998. FILED 10-14-1997. 


2,216,187. SUBPRIME SOLUTIONS. ACCUBANC MORT- 
GAGE CORPORATION, (U.S. CLS. 100, 101 AND 102). SN 
75-371,985. PUB. 10-13-1998. FILED 10-14-1997. 


2,216,207. ARDENT AND DESIGN. GENERAL RE CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 36 AND 42), 
(U.S. CLS. 100, 101 AND 102). SN 75-375,510. PUB. 
10-13-1998. FILED 10-20-1997. 

2,216,210. ARDENT. GENERAL RE CORPORATION, MUL- 
TIPLE CLASS, (INT. CLS. 36 AND 42), (U.S. CLS. 100, 101 
AND 102). SN 75-375,794. PUB. 10-13-1998. FILED 
10-20-1997. 


2,216,211. A AND DESIGN. GENERAL RE CORPORA- 
TION, MULTIPLE CLASS, (INT. CLS. 36 AND 42), (U.S. 
CLS. 100, 101 AND 102). SN 75-375,795. PUB. 10-13-1998. 
FILED 10-20-1997. 


2,216,246. SUN CITY PALM DESERT. DEL WEBB CORPO- 
RATION, (U.S. CLS. 100, 101 AND 102). SN 75-382,549. 
PUB. 10-13-1998. FILED 10-31-1997. 


2,216,251. HAMPTON VACATION RESORT AND DESIGN. 
PROMUS HOSPITALITY CORPORATION, ASSIGNEE 
OF HAMPTON INNS, INC., MULTIPLE CLASS, (INT. 
CLS. 36 AND 42), (U.S. CLS. 100, 101 AND 102). SN 
75-382,920. PUB. 10-13-1998. FILED 10-31-1997. 

2,216,284. PLAY FOR PREVENTION AND DESIGN, COYLE, 
LISA, (U.S. CLS. 100, 101 AND 102). SN 75-388,023. PUB. 
10-13-1998. FILED 11-10-1997. 

2,216,287. BANKASSURANCE. JEFFERSON-PILOT CORPO- 
RATION, (U.S. CLS. 100, 101 AND 102). SN 75-388,973. 
PUB. 10-13-1998. FILED 11-12-1997. 


2,216,312. ESOT INC.. ESOT RESOURCES, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-391,504. PUB. 
10-13-1998. FILED 11-10-1997. 

2,216,316. LANCES. SALOMON BROTHERS INC, (U.S. 
CLS. 100, 101 AND 102). SN 75-392,640. PUB. 10-13-1998. 
FILED 11-19-1997. 


2,216,328. MISCELLANEOUS DESIGN. CHARTER FINAN- 


CIAL, INC., (U.S. CLS. 100, 101 AND 102). SN 75-394,008. 
PUB. 10-13-1998. FILED 11-21-1997. 
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2,216,360. IT FEELS LIKE HOME. DEL WEBB CORPORA- 
TION, (U.S. CLS. 100, 101 AND 102). SN 75-397,756. PUB. 
10-13-1998. FILED 12-1-1997. 

2,216,373. A REWARDING RELATIONSHIP. PIPER JEF- 
FREY COMPANIES INC., (U.S. CLS. 100, 101 AND 102). 
SN 75-398,675. PUB. 10-13-1998. FILED 12-2-1997. 

2,216,426. PLANNING FOR YOUR PROSPERITY. W.N. 
SERFASS & CO., P.C., (U.S. CLS. 100, 101 AND 102). SN 
75-407,587. PUB. 10-13-1998. FILED 12-18-1997. 

2,216,439. CREDITSERVE. NOVUS CREDIT SERVICES, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-412,111. PUB. 
10-13-1998. FILED 12-30-1997. 

2,216,443. CANCERPLUS 30. NATIONAL TRAVELERS 
LIFE CO., (U.S. CLS. 100, 101 AND 102). SN 75-414,425. 
PUB. 10-13-1998. FILED 1-6-1998. 

2,216,453 (See Class 35 for this trademark). 

2,216,454 (See Class 35 for this trademark). 

2,216,459 (See Class 35 for this trademark). 

2,216,490. V B B AND DESIGN. VENTURE BUSINESS 
BROKERS FRANCHISE, CORP., (U.S. CLS. 100, 101 AND 
102). SN 75-433,051. PUB. 10-13-1998. FILED 2-12-1998. 

2,216,507. MISCELLANEOUS DESIGN. NATIONAL ABOR- 
TION AND REPRODUCTIVE RIGHTS ACTION 
LEAGUE, MULTIPLE CLASS, (INT. CLS. 36 AND 42), 
(U.S. CLS. 100, 101 AND 102). SN 75-439,622. PUB. 
10-13-1998. FILED 2-24-1998. 

2,216,526. P AND DESIGN. NORWEST CORPORATION, 
(U.S. CLS. 100, 101 AND 102). SN 75-443,552. PUB. 
10-13-1998. FILED 3-3-1998. 

2,216,565. 1 AND DESIGN. OHA FINANCIAL, INC., (U.S. 
CLS. 100, 101 AND 102). SN 75-466,476. PUB. 10-13-1998. 
FILED 4-13-1998. 


CLASS 37—CONSTRUCTION AND REPAIR 


2,215,706 (See Class 35 for this trademark). 

2,215,847 (See Class 9 for this trademark). 

2,215,848 (See Class 9 for this trademark). 

2,215,853. MISCELLANEOUS DESIGN. FIRST WAVE 
MARINE, INC., (U.S. CLS. 100, 103 AND 106). SN 
75-287,949. PUB. 10-13-1998. FILED 5-7-1997. 

2,215,947 (See Class 35 for this trademark). 

2,215,966. TED SYSTEM. LANDRY SERVICE CO., INC. 
(U.S. CLS. 100, 103 AND 106). SN 75-318,523. PUB. 
10-13-1998. FILED 6-24-1997. 

2,216,000. FMB. FMB MASCHINENBAUGESELLSCHAFT 
MBH & CO. KG, (US. CLS. 100, 103 AND 106). SN 
75-328,641. PUB. 10-13-1998. FILED 7-22-1997. 

2,216,034. PROWASH FULL SERVICE AND DESIGN. 
TOSCO CORPORATION, (U.S. CLS. 100, 103 AND 106). 
SN 75-336,521. PUB. 7-28-1998. FILED 8-6-1997. 

2,216,106. A HIGHER STANDARD OF PERFORMANCE. 
GARLOCK INC, (U.S. CLS. 100, 103 AND 106). SN 
75-355,075. PUB. 10-13-1998. FILED 9-11-1997. 

2,216,145. DOES YOUR FURNACE SHAKE, RATTLE, AND 
ROAR? GET A NEW ONE!. CLAY COUNTY SHEET 
METAL, (U.S. CLS. 100, 103 AND 106). SN 75-363,971. 
PUB. 10-13-1998. FILED 9-26-1997. 

2,216,146. MISCELLANEOUS DESIGN. CLAY COUNTY 
SHEET METAL, (U.S. CLS. 100, 103 AND 106). SN 
75-363,972. PUB. 10-13-1998. FILED 9-26-1997. 

2,216,147. KEEP YOUR COOL. CLAY COUNTY SHEET 
METAL, (U.S. CLS. 100, 103 AND 106). SN 75-363,974. 
PUB. 10-13-1998. FILED 9-26-1997. 

2,216,176 (See Class 36 for this trademark). 

2,216,279 (See Class 35 for this trademark). 

2,216,325. SPANDO-LUBE - OIL OF CHOICE - “WE BRING 
THE SERVICE TO YOU” (STYLIZED). SPANDO-LUBE, 
INC., (U.S. CLS. 100, 103 AND 106). SN 75-393,894. PUB. 
10-13-1998. FILED 11-21-1997. 

2,216,403. F AND DESIGN. FLEMING ELECTRIC, INC., 
(U.S. CLS. 100, 103 AND 106). SN 75-402,626. PUB. 
10-13-1998. FILED 12-9-1997. 

2,216,421. S.C.CL. STRUCTURED COMMUNICATIONS 
CABLING, INC., (U.S. CLS. 100, 103 AND 106). SN 
75-406, 167. PUB. 10-13-1998. FILED 12-15-1997. 
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2,216,440. POLZIN GLASS. POLZIN, GARY W., (U.S. CLS. 
100, 103 AND 106). SN 75-412,114. PUB. 10-13-1998. FILED 
12-30-1997. 

2,216,505. DUCTMAN AIR DUCT CLEANING AND DESIGN. 
HATFIELD, MATT, (U.S. CLS. 100, 103 AND 106). SN 
75-437,937. PUB. 10-13-1998. FILED 2-20-1998 


CLASS 38—COMMUNICATION 


2,215,654 (See Class 9 for this trademark). 

2,215,710 (See Class 16 for this trademark) 

2,215,712. REQUEST AND DESIGN. REQUEST TELEVI- 
SION, INC., (U.S. CLS. 100, 101 AND 104). SN 75-196,290. 
PUB. 10-13-1998. FILED 11-8-1996. 

2,215,762 (See Class 35 for this trademark). 

2,215,779. TELECOM RESOURCES AND DESIGN. TELE- 
COM RESOURCES, INC., (U.S. CLS. 100, 101 AND 104). 
SN 75-264,063. PUB. 10-13-1998. FILED 3-26-1997. 

2,215,871. STRATOPHONE PERSONAL SATELLITE SERV- 
ICE. STRATOS WIRELESS, INC., (U.S. CLS. 100, 101 
AND 104). SN 75-294,417. PUB. 10-13-1998. FILED 
5-19-1997. 

2,216,029. TORNADO DEVELOPMENT AND DESIGN. TOR- 
NADO, INC., (U.S. CLS. 100, 101 AND 104). SN 75-335,001. 
PUB. 10-13-1998. FILED 8-4-1997. 

2,216,035. WJHL NEWSCHANNEL 11 LISTENS. MEDIA 
GENERAL BROADCASTING, INC., (U.S. CLS. 100, 101 
AND 104). SN 75-336,818. PUB. 10-13-1998. FILED 
8-6-1997. 

2,216,069. 1-800-GRANDMA. 1-800-GRANDMA, INC., (U.S. 
CLS. 100, 101 AND 104). SN 75-345,691. PUB. 10-13-1998. 
FILED 8-25-1997. 


2,216,127. @ 5 AND DESIGN. CORPORATION FOR GEN- 
ERAL TRADE, TA WKJG-TV NBC 33, (U.S. CLS. 100, 101 
AND 104). SN 75-359,337. PUB. 10-13-1998. FILED 
9-18-1997. 


2,216,223. GTE. GTE CORPORATION, (U.S. CLS. 100, 101 
AND 104). SN 75-377,668. PUB. 10-13-1998. FILED 
10-22-1997. 

2,216,277. THE PHONE COMPANY FOR YOUR FAX. 
FAXNET CORPORATION, (U.S. CLS. 100, 101 AND 104). 
SN 75-386,509. PUB. 10-13-1998. FILED 11-7-1997. 


2,216,418. YUNQUE 93 WYQE FM 92.9 NAGUABO FA- 
JARDO AND DESIGN. EL YUNQUE BROADCASTING, 
INC., (U.S. CLS. 100, 101 AND 104). SN 75-405,542. PUB. 
10-13-1998. FILED 12-15-1997. 

2,216,504. EDS*XROADS AND DESIGN. ELECTRONIC 
DATA SYSTEMS CORPORATION, (U.S. CLS. 100, 101 
AND 104). SN 75-437,575. PUB. 10-13-1998. FILED 
2-20-1998. 


2,216,576 (See Class 9 for this trademark). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


2,215,638. CAPTAIN MORGAN’S RETREAT. CAPTAIN 
MORGAN’S RETREAT, LTD., MULTIPLE CLASS, (INT. 
CLS. 39, 41 AND 42), (U.S. CLS. 100, 101, 105 AND 107). 
SN 74-554,300. PUB. 10-13-1998. FILED 7-28-1994. 

2,215,669 (See Class | for this trademark). 

2,215,744. MISCELLANEOUS DESIGN. CEGF (USA), INC., 
(U.S. CLS. 100 AND 105). SN 75-230,646. PUB. 10-13-1998. 
FILED 1-24-1997. 

2,215,761. MISCELLANEOUS DESIGN. NICHOLSON 
YACHT CHARTERS, INC., MULTIPLE CLASS, (INT. 
CLS. 39 AND 42}, (U.S. CLS. 100, 101 AND 105). SN 
75-252,145. PUB. 10-13-1998. FILED 3-5-1997. 

2,215,802. AMERICAN ELECTRIC POWER. AMERICAN 
ELECTRIC POWER COMPANY, INC., (U.S. CLS. 100 


AND 105). SN 75-276,338. PUB. 10-13-1998. FILED 
4-17-1997. 
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2,215,814. SI SPAIN AND DESIGN. SPANISH HERITAGE 
TOURS, INC., (U.S. CLS. 100 AND 105). SN 75-279,411. 
PUB. 10-13-1998. FILED 4-22-1997. 

2,215,870. FTI A FREDERICK-THOMPSON COMPANY AND 
DESIGN. FREDERICK TRANSPORT GROUP, INC., (U.S. 
CLS. 100 AND 105). SN 75-294,400. PUB. 10-13-1998. 
FILED 5-19-1997. 

2,215,910. WORLD YACHT NEW YORK ELEGANT DINING 
AFLOAT AND DESIGN. WORLD YACHT, INC., MULTI- 
PLE CLASS, (INT. CLS. 39 AND 42), (U.S. CLS. 100, 101 
AND 105). SN 75-303,258. PUB. 10-13-1998. FILED 
6-4-1997. 

2,216,008. TAP AIR PORTUGAL TOURS AND DESIGN. TAP 
AIR PORTUGAL, MULTIPLE CLASS, (INT. CLS. 39 
AND 42), (U.S. CLS. 100, 101 AND 105). SN 75-331,166. 
PUB. 10-13-1998. FILED 7-28-1997. 

2,216,018. LANSING BOARD OF WATER & LIGHT AND 
DESIGN. LANSING BOARD OF WATER AND LIGHT, 
MULTIPLE CLASS, (INT. CLS. 39 AND 40), (U.S. CLS. 
100, 103, 105 AND 106). SN 75-333,109. PUB. 10-13-1998. 
FILED 7-30-1997. 

2,216,115. GEORGETOWN AND DESIGN. GEORGETOWN 
YACHT BASIN, INC., (U.S. CLS. 100 AND 105). SN 
75-356,811. PUB. 10-13-1998. FILED 9-15-1997. 

2,216,119. SKYRAIL (STYLIZED). SKYRAIL PTY LTD, 
(U.S. CLS. 100 AND 105). SN 75-357,380. PUB. 10-13-1998. 
FILED 9-15-1997. 

2,216,201. WORLD PACIFIC CONTAINER (USA), INC. AND 
DESIGN. WORLD PACIFIC CONTAINER (USA), INC., 
(U.S. CLS. 100 AND 105). SN 75-374,577. PUB. 10-13-1998. 
FILED 10-14-1997. 

2,216,214. BLUE CHIP EXPRESS RENTAL PROGRAM. 
THRIFTY RENT-A-CAR SYSTEM, INC., (U.S. CLS. 100 
AND 105). SN 75-376,105. PUB. 10-13-1998. FILED 
10-20-1997. 

2,216,335. HORIZON ENERGY AND DESIGN. HORIZON 
ENERGY COMPANY, (U.S. CLS. 100 AND 105). SN 
75-394,894. PUB. 10-13-1998. FILED 11-24-1997. 

2,216,348. CS AND DESIGN. C-S AVIATION SERVICES, 
INC., (U.S. CLS. 100 AND 105). SN 75-396,699. PUB. 
10-13-1998. FILED 11-26-1997. 

2,216,491. EZ WORLDWIDE EXPRESS AND DESIGN. EZ 
MAILING SERVICES, INC., (U.S. CLS. 100 AND 105). SN 
75-433,110. PUB. 10-13-1998. FILED 2-12-1998. 

2,216,511. AIRNOW. BUSINESS AIR, INC., (U.S. CLS. 100 
AND 105). SN 75-441,110. PUB. 10-13-1998. FILED 
2-26-1998. 

2,216,557. HUAL. HUAL A/S, (U.S. CLS. 100 AND 105). SN 
75-451,878. PUB. 10-13-1998. FILED 3-17-1998. 


CLASS 40—MATERIAL TREATMENT 


2,215,727. E (STYLIZED). MILLIKEN & COMPANY, (U.S. 
CLS. 100, 103 AND 106). SN 75-218,413. PUB. 10-13-1998. 
FILED 12-26-1996. 

2,215,978 (See Class 7 for this trademark). 

2,216,018 (See Class 39 for this trademark). 

2,216,036. CARBIDIE AND DESIGN. GREENFIELD INDUS- 
TRIES, INC., (U.S. CLS. 100, 103 AND 106). SN 75-337,501. 
PUB. 10-13-1998. FILED 8-7-1997. 

2,216,037. CARBIDIE. GREENFIELD INDUSTRIES, INC., 
(U.S. CLS. 100, 103 AND 106). SN 75-337,512. PUB. 
10-13-1998. FILED 8-7-1997. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


2,215,632 (See Class 35 for this trademark). 

2,215,633 (See Class 35 for this trademark). 

2,215,638 (See Class 39 for this trademark). 

2,215,708. CAMP FRASIER. UNITED LEISURE, INC., (U.S. 
CLS. 100, 101 AND 107). SN 75-192,648. PUB. 10-13-1998. 
FILED 11-4-1996. 
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2,215,710 (See Class 16 for this trademark). 

2,215,713. BRONCHOS. ECTOR COUNTY INDEPENDENT 
SCHOOL DISTRICT, (U.S. CLS. 100, 101 AND 107). SN 
75-197,957. PUB. 10-13-1998. FILED 11-14-1996. 

2,215,746. CLASSIC NEW YORK. WNYC FOUNDATION, 
(U.S. CLS. 100, 101 AND 107). SN 75-231,984. PUB. 
10-13-1998. FILED 1-27-1997. 

2,215,751 (See Class 35 for this trademark). 

2,215,785. LIU SIONG. FEENEY, MARILYN, DBA 
GARUDA TIBETAN TAI-CHI STUDIO, (U.S. CLS. 100, 
101 AND 107). SN 75-267,111. PUB. 10-13-1998. FILED 
3-28-1997. 

2,215,788. THE CHOPRA CENTER FOR WELL BEING. IN- 
FINITE POSSIBILITIES INTERNATIONAL, LLC, (U.S. 
CLS. 100, 101 AND 107). SN 75-269,398. PUB. 10-13-1998. 
FILED 4-4-1997. 

2,215,800. LES WASTE. KEEP CHICAGO BEAUTIFUL, 
DBA CHICAGO CLEAN STREAK, (U.S. CLS. 100, 101 
AND 107). SN 75-276,052. PUB. 10-13-1998. FILED 
4-16-1997. 

2,215,804. THE AURORA AWARDS. AURORA AWARDS, 
THE, (U.S. CLS. 100, 101 AND 107). SN 75-277,242. PUB. 
10-13-1998. FILED 4-18-1997. 

2,215,817. CHUCK “THE HIT MAN” HITER. HITER, 
HENRY DUNSMORE, AKA CHUCK HITER, (U.S. CLS. 
100, 101 AND 107). SN 75-279,820. PUB. 6-30-1998. FILED 
4-23-1997. 

2,215,840. FOCUS ON TRAVEL TECHNOLOGY. REED PUB- 
LISHING (NEDERLAND) B.V., (U.S. CLS. 100, 101 AND 
107). SN 75-285,574. PUB. 10-13-1998. FILED 5-2-1997. 

2,215,847 (See Class 9 for this trademark). 

2,215,848 (See Class 9 for this trademark). 

2,215,854. NATURAL CHI-GONG. GNT PRODUCTS (USA) 
CORP., (U.S. CLS. 100, 101 AND 107). SN 75-288,176. PUB. 
10-13-1998. FILED 5-7-1997. 

2,215,877. CHOSEN PEOPLE MINISTRIES. CHOSEN 
PEOPLE MINISTRIES, INC., (U.S. CLS. 100, 101 AND 
107). SN 75-295,841. PUB. 10-13-1998. FILED 5-21-1997. 

2,215,881. FREEBASS. SHERMAN, CHRIS T., (U.S. CLS. 
100, 101 AND 107). SN 75-296,022. PUB. 10-13-1998. FILED 
5-22-1997. 

2,215,906 (See Class 6 for this trademark). 

2,215,977 (See Class 36 for this trademark). 

2,215,987. COURAGEWORKS. COURAGE CENTER, (U.S. 
CLS. 100, 101 AND 107). SN 75-324,470. PUB. 10-13-1998. 
FILED 7-14-1997. 

2,215,991. RIDING INTUITIVELY. SWAN CENTER FOR 
INTUITIVE LIVING, INC., THE, (U.S. CLS. 100, 101 AND 
107). SN 75-325,667. PUB. 10-13-1998. FILED 7-17-1997. 

2,215,993. GLOBAL NETWORK ENTERTAINMENT AND 
DESIGN. WINKELHORN, KARIN-MARIA K., (U.S. CLS. 
100, 101 AND 107). SN 75-326,108. PUB. 10-13-1998. FILED 
7-17-1997. 

2,216,003. PACKAGING FUTURES. PACKAGING STRATE- 
GIES, INC., (U.S. CLS. 100, 101 AND 107). SN 75-329,290. 
PUB. 10-13-1998. FILED 7-23-1997. 

2,216,007. HEALTHY NEIGHBORS. MAIN LINE HEALTH, 
INC., MULTIPLE CLASS, (INT. CLS. 41 AND 42), (U.S. 
CLS. 100, 101 AND 107). SN 75-330,701. PUB. 10-13-1998. 
FILED 7-25-1997. 

2,216,028. SURREAL. SEMERDJIAN, ALA, AND KATZ, 
IAN, AND SULLIVAN, DANIEL B., AND SULLIVAN, 
THOMAS P., (U.S. CLS. 100, 101 AND 107). SN 75-334,643. 
PUB. 10-13-1998. FILED 8-1-1997. 

2,216,033. NQHC NATIONAL QUALITY HEALTH COUNCIL 
SHAPING HEALTH CARE QUALITY AND DESIGN. NA- 
TIONAL QUALITY HEALTH COUNCIL, THE, MULTI- 
PLE CLASS, (INT. CLS. 41 AND 42), (U.S. CLS. 100, 101 
AND 107). SN 75-336,274. PUB. 10-13-1998. FILED 
8-5-1997. 

2,216,047. GATEWAY MASTERING STUDIOS. GATEWAY 
MASTERING STUDIOS INC., (U.S. CLS. 100, 101 AND 
107). SN 75-340,752. PUB. 10-13-1998. FILED 8-13-1997. 

2,216,054. UNIVERSITY OF HAWAII. UNIVERSITY OF 
HAWAII, (U.S. CLS. 100, 101 AND 107). SN 75-342,371. 
PUB. 10-13-1998. FILED 8-18-1997. 
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2,216,055. UNIVERSITY OF HAWAI’ I. UNIVERSITY OF 
HAWAII, (U.S. CLS. 100, 101 AND 107). SN 75-342,372. 
PUB. 10-13-1998. FILED 8-18-1997. 

2,216,056. UNIVERSITY OF HAWAII UA MAU KE EA O KA 
AINA I KA PONO MALAMALAMA 1907 AND DESIGN. 
UNIVERSITY OF HAWAII, (U.S. CLS. 100, 101 AND 107). 
SN 75-342,373. PUB. 10-13-1998. FILED 8-18-1997. 

2,216,057. GETTING HEALTHY. TELEVISION FOOD NET- 
WORK, G.P., (U.S. CLS. 100, 101 AND 107). SN 75-343,231. 
PUB. 10-13-1998. FILED 8-19-1997. 

2,216,058. THE BELLEFONDS METHOD. FELDMAN, 
DAVID M., (U.S. CLS. 100, 101 AND 107). SN 75-343,465. 
PUB. 10-13-1998. FILED 8-19-1997. 

2,216,062. MISCELLANEOUS DESIGN. FLORIDA INTER- 
NATIONAL UNIVERSITY, (U.S. CLS. 100, 101 AND 107). 
SN 75-344,349. PUB. 10-13-1998. FILED 8-4-1997. 

2,216,071 (See Class 16 for this trademark). 

2,216,094. CGF. COLLEGE GOLF FOUNDATION, (U.S. 
CLS. 100, 101 AND 107). SN 75-353,321. PUB. 10-13-1998. 
FILED 9-8-1997. 

2,216,098. ARSIS AND DESIGN. ECS PUBLISHING COR- 
PORATION, DBA ARSIS AUDIO, (U.S. CLS. 100, 101 
AND 107). SN 75-354,770. PUB. 9-1-1998. FILED 9-11-1997. 

2,216,110 (See Class 35 for this trademark). 

2,216,125. THE ULTIMATE GUIDE. DISCOVERY COMMU- 
NICATIONS, INC., DBA DISCOVERY CHANNEL, (U.S. 
CLS. 100, 101 AND 107). SN 75-359,035. PUB. 10-13-1998. 
FILED 9-18-1997. 

2,216,144. TEQUILA MOCKINGBIRD. TEQUILA MOCK- 
INGBIRD, LLC, (U.S. CLS. 100, 101 AND 107). SN 
75-363,903. PUB. 10-13-1998. FILED 9-26-1997. 

2,216,165. SAFE & SOUND SELF-DEFENSE EDUCATION 
AND DESIGN. KELLY, ANN S., DBA SAFE & SOUND 
SELF-DEFENSE EDUCATION, (U.S. CLS. 100, 101 AND 
107). SN 75-368,381. PUB. 10-13-1998. FILED 10-6-1997. 

2,216,172. EXECUTIVE LEARNING CLUB. GRINNELL, 
JOHN R., JR., (U.S. CLS. 100, 101 AND 107). SN 75-369,767. 
PUB. 10-13-1998. FILED 10-7-1997. 

2,216,174. AIU AMERICAN INTERCONTINENTAL UNIVER- 
SITY AND DESIGN. AMERICAN-EUROPEAN CORPO- 
RATION, (U.S. CLS. 100, 101 AND 107). SN 75-369,879. 
PUB. 10-13-1998. FILED 10-8-1997. 

2,216,178. INTERNATIONAL LIVESTOCK CONGRESS 
(STYLIZED). INTERNATIONAL STOCKMEN’S EDUCA- 
TIONAL FOUNDATION, INC., (U.S. CLS. 100, 101 AND 
107). SN 75-370,653. PUB. 10-13-1998. FILED 10-9-1997. 

2,216,179. INTERNATIONAL LIVESTOCK CONGRESS. 
INTERNATIONAL STOCKMEN’S EDUCATIONAL 
FOUNDATION, INC., (U.S. CLS. 100, 101 AND 107). SN 
75-370,654. PUB. 10-13-1998. FILED 10-9-1997. 

2,216,184. TV IS GOOD. AMERICAN BROADCASTING 
COMPANIES, INC., (U.S. CLS. 100, 101 AND 107). SN 
75-371,470. PUB. 10-13-1998. FILED 10-10-1997. 

2,216,197. MISCELLANEOUS DESIGN. CONNECTICUT 
CENTER FOR MASSAGE THERAPY, INC., (U.S. CLS. 
100, 101 AND 107). SN 75-374,131. PUB. 10-13-1998. FILED 
10-16-1997. 

2,216,206. NALFA. NORTH AMERICAN LAMINATE 
FLOORING ASSOCIATION, INC., THE, (U.S. CLS. 100, 
101 AND 107). SN 75-375,489. PUB. 10-13-1998. FILED 
10-20-1997. 

2,216,217. MISCELLANEOUS DESIGN. RESEARCH 
CENTRE OF KABBALAH, (U.S. CLS. 100, 101 AND 107). 
SN 75-376,572. PUB. 10-13-1998. FILED 10-21-1997. 

2,216,220. COLLEGE SUMMIT. COLLEGE SUMMIT, INC., 
(U.S. CLS. 100, 101 AND 107). SN 75-377,003. PUB. 
10-13-1998. FILED 10-21-1997. 

2,216,235. BANDA LA COSTENA (STYLIZED). LOPEZ, 
ULYSES, AND LOPEZ, EDGARDO, (U.S. CLS. 100, 101 
AND 107). SN 75-381,121. PUB. 10-13-1998. FILED 
10-27-1997. 

2,216,237 (See Class 9 for this trademark). 

2,216,241 (See Class 9 for this trademark). 

2,216,244. THESE GUYS ARE GOOD. PGA TOUR, INC., 
(U.S. CLS. 100, 101 AND 107). SN 75-382,455. PUB. 
10-13-1998. FILED 10-31-1997. 

2,216,248. CELL. CALIFORNIA EARLY LITERACY 
LEARNING, (U.S. CLS. 100, 101 AND 107). SN 75-382,843. 
PUB. 10-13-1998. FILED 10-31-1997. 
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2,216,256. HEARTS TURNING HOME AND DESIGN. 
BROKEN ARROW CHURCH OF CHRIST, (U.S. CLS. 100, 
101 AND 107). SN 75-383,703. PUB. 10-13-1998. FILED 
11-3-1997. 


2,216,288. WCW WORLD WAR 3 AND DESIGN. WORLD 
CHAMPIONSHIP WRESTLING, INC., (U.S. CLS. 100, 101 
AND 107). SN 75-388,976. PUB. 10-13-1998. FILED 
11-7-1997. 


2,216,293. HARLEM WIZARDS. HARLEM WIZARDS EN- 
TERTAINMENT BASKETBALL, INC., (U.S. CLS. 100, 101 
AND 107). SN 75-389,652. PUB. 10-13-1998. FILED 
11-13-1997. 


2,216,301. WE TURN ACCOUNTANTS INTO CPAS. 
PERSON/WOLINSKY TECHNOLOGIES, INC., (U.S. CLS. 
100, 101 AND 107). SN 75-390,314. PUB. 10-13-1998. FILED 
11-14-1997. 


2,216,339. MISCELLANEOUS DESIGN. COMPU TALK 
RADIO & TELEVISION, INC., (U.S. CLS. 100, 101 AND 
107). SN 75-395,469. PUB. 10-13-1998. FILED 11-24-1997. 


2,216,353. THE FIVE FACES OF GENIUS. FIREMARK, 
INC., (U.S. CLS. 100, 101 AND 107). SN 75-397,460. PUB. 
10-13-1998. FILED 11-28-1997. 


2,216,354. THE RANCHER. FLORIDA SHERIFFS YOUTH 
RANCHES, INC., (U.S. CLS. 100, 101 AND 107). SN 
75-397,582. PUB. 10-13-1998. FILED 12-1-1997. 


2,216,378. DUEL IN THE DESERT. FOX SPORTS NET, 
LLC, (U.S. CLS. 100, 101 AND 107). SN 75-399,493. PUB. 
10-13-1998. FILED 12-3-1997. 


2,216,434. SERVING SCIENTISTS AND CITIZENS IN THE 
21ST CENTURY. SOCIETY OF ENVIRONMENTAL 
TOXICOLOGY AND CHEMISTRY, (U.S. CLS. 100, 101 
AND 107). SN _ 75-409,647. PUB. 10-13-1998. FILED 
12-22-1997. 


2,216,435. PREMIER AND DESIGN. HARRAH’S LAS 
VEGAS, INC., (U.S. CLS. 100, 101 AND 107). SN 
75-409,926. PUB. 10-13-1998. FILED 12-23-1997. 


2,216,445. SOLARIS. UNIVERSITY OF AKRON, THE, (U.S. 
CLS. 100, 101 AND 107). SN 75-415,503. PUB. 10-13-1998. 
FILED 1-8-1998. 


2,216,450. SWING YOUR WAY. SYW HOLDINGS,, (U.S. 
CLS. 100, 101 AND 107). SN 75-417,424. PUB. 10-13-1998. 
FILED 1-13-1998. 


2,216,452. OIL & MONEY. ENERGY INTELLIGENCE 
GROUP, INC., (U.S. CLS. 100, 101 AND 107). SN 
75-417,802. PUB. 10-13-1998. FILED 1-12-1998. 


2,216,486. TOTAL HEALTH 2000. BAPTIST HEALTH, (U.S. 
CLS. 100, 101 AND 107). SN 75-431,046. PUB. 10-13-1998. 
FILED 2-9-1998. 


2,216,494. 25. HENDRICK MOTORSPORTS, INC., (U.S. 
CLS. 100, 101 AND 107). SN 75-433,975. PUB. 10-13-1998. 
FILED 2-5-1998. 


2,216,496. 24. HENDRICK MOTORSPORTS, INC., (U.S. 
CLS. 100, 101 AND 107). SN 75-434,534. PUB. 10-13-1998. 
FILED 2-5-1998. ‘ 


2,216,508. BUSINESS CONSOLIDATION UPDATE: OPTI- 
MIZING VALUE AND AVOIDING MISTAKES IN MERG- 
ERS, ACQUISITIONS, DIVESTITURES AND ALLIANCES. 
NATIONAL PROFESSIONAL EDUCATION INSTITUTE, 
INC., (U.S. CLS. 100, 101 AND 107). SN 75-440,936. PUB. 
10-13-1998. FILED 2-26-1998. 


2,216,528. SIMPLY MUSIC AND DESIGN. MOORE, NEIL, 
(U.S. CLS. 100, 101 AND 107). SN 75-443,748. PUB. 
10-13-1998. FILED 3-3-1998. 


2,216,555. MISCELLANEOUS DESIGN. WAHL, RONALD J, 
(U.S. CLS. 100, 101 AND 107). SN 75-451,234. PUB. 
10-13-1998. FILED 3-16-1998. 


2,216,556. N-TYCE. BROWN, AMMA, (U.S. CLS. 100, 101 
AND 107). SN 75-451,276. PUB. 10-13-1998. FILED 
3-16-1998. 


2,216,573. RAVEN PICTURES. KOVALAKIDES, MAT- 
THEW, (U.S. CLS. 100, 101 AND 107). SN 75-480,650. PUB. 
10-13-1998. FILED 5-4-1998. 
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CLASS 42—MISCELLANEOUS SERVICES 


2,215,632 (See Class 35 for this trademark). 

2,215,633 (See Class 35 for this trademark). 

2,215,638 (See Class 39 for this trademark). 

2,215,644. LME. LME INC., (U.S. CLS. 100 AND 101). SN 
74-623,232. PUB. 10-13-1998. FILED 1-19-1995. 

2,215,656. RIESE RESTAURANTS. DR ONE CORP., THE, 
(U.S. CLS. 100 AND 101). SN 75-011,654. PUB. 1-21-1997. 
FILED 10-30-1995. 

2,215,669 (See Class 1 for this trademark). 

2,215,681. CAPPUCCINO’S AND DESIGN. CAPPUCCINO’S, 
INC., (U.S. CLS. 100 AND 101). SN 75-130,654. PUB. 
10-13-1998. FILED 7-8-1996. 

2,215,682. PEOPLEWEB ONE WORLD. ONE WEB. (STYL- 
IZED). PEOPLEWEB, INC., (U.S. CLS. 100 AND 101). SN 
75-133,160. PUB. 10-13-1998. FILED 7-12-1996. 

2,215,685 (See Class 35 for this trademark). 

2,215,699. HICE LA PROMESA! SI TOMA, NO MANEJE IF 
YOU DRINK, DON’T DRIVE AND DESIGN. CENTURY 
COUNCIL, THE, (U.S. CLS. 100 AND 101). SN 75-178,003. 
PUB. 10-13-1998. FILED 10-7-1996. 


2,215,701. CENTRAL NEWSPAPERS. CENTRAL NEWSPA- 
PERS, INC., (U.S. CLS. 100 AND 101). SN 75-183,810. PUB. 
10-13-1998. FILED 10-15-1996. 

2,215,702. CNI. CENTRAL NEWSPAPERS, INC., (U.S. CLS. 
100 AND 101). SN 75-183,814. PUB. 10-13-1998. FILED 
10-15-1996. 


2,215,709. PERSONAL CARE ADVISOR. PATIENT INFO- 
SYSTEMS, INC., (U.S. CLS. 100 AND 101). SN 75-194,469. 
PUB. 7-1-1997. FILED 11-7-1996. 

2,215,721 (See Class 9 for this trademark). 

2,215,725. LOOK.NET. WHOLE SYSTEM DESIGN, INC., 
(U.S. CLS. 100 AND 101). SN 75-216,978. PUB. 10-13-1998. 
FILED 12-23-1996. 

2,215,730. CARD CONSULTING AND RESOURCES DISTRI- 
BUTION (STYLIZED). VODICKA, PETER, (U.S. CLS. 100 
AND 101). SN 75-219,350. PUB. 10-13-1998. FILED 
12-30-1996. 


2,215,743. GRIC. GRIC COMMUNICATIONS, INC. BY 
CHANGE OF NAME FROM AIMQUEST CORPORA- 
TION, (U.S. CLS. 100 AND 101). SN 75-229,949. PUB. 
10-13-1998. FILED 1-23-1997. 

2,215,751 (See Class 35 for this trademark). 

2,215,760 (See Class 35 for this trademark). 

2,215,761 (See Class 39 for this trademark). 

2,215,762 (See Class 35 for this trademark). 

2,215,771. CELEBRATE ADOPTION AND DESIGN. CELE- 
BRATE ADOPTION, INC., (U.S. CLS. 100 AND 101). SN 
75-255,358. PUB. 10-13-1998. FILED 3-11-1997. 

2,215,789. HEART SCAN FOR ATHLETES, INC. AND 
DESIGN. HEART SCAN FOR ATHLETES, INC., (U.S. 
CLS. 100 AND 101). SN 75-269,716. PUB. 10-13-1998. 
FILED 4-7-1997. 

2,215,809 (See Class 16 for this trademark). 

2,215,810. RESOURCE PEDORTHICS. WRYMARK, INC., 
(U.S. CLS. 100 AND 101). SN 75-278,614. PUB. 10-13-1998. 
FILED 4-21-1997. 

2,215,821. WITHDRAWN. 

2,215,826. FOLKSONLINE. YINSPIRE, INC., (U.S. CLS. 100 
AND 101). SN 75-281,894. PUB. 10-13-1998. FILED 
4-28-1997. 

2,215,832 (See Class 9 for this trademark). 

2,215,846. DIVERSILINK. PEDRO G. MEDRANO AND 
RALPH PORTILLO PARTNERSHIP, THE, DBA INNO- 
VATIVE HUMAN RESOURCES SOLUTIONS, (U.S. CLS. 
100 AND 101). SN 75-286,997. PUB. 10-13-1998. FILED 
5-5-1997. 

2,215,847 (See Class 9 for this trademark). 

2,215,848 (See Class 9 for this trademark). 

2,215,856. DIGITAL PRAIRIE SYSTEMS, INC.. DIGITAL 
PRAIRIE SYSTEMS, INC., (U.S. CLS. 100 AND 101). SN 
75-288,581. PUB. 10-13-1998. FILED 5-8-1997. 

2,215,858. FIRSTDEFENSE. FIRST DATA RESOURCES 
INC., (U.S. CLS. 100 AND 101). SN 75-288,785. PUB. 
10-13-1998. FILED 5-8-1997. 
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2,215,862 (See Class 16 for this trademark). 

2,215,864. PATIENTS FIRST - SAVE OUR HEALTH 
COALITION. GREATER NEW YORK HOSPITAL ASSO- 
CIATION, INC., (U.S. CLS. 100 AND 101). SN 75-292,521. 
PUB. 10-13-1998. FILED 5-15-1997. 

2,215,874. FLYING WITHIN THE LIMITS FAR’S AND 
DESIGN. GREEN, DARRELL J., (U.S. CLS. 100 AND 101). 
SN 75-295,213. PUB. 10-13-1998. FILED 5-20-1997. 

2,215,886. AMALGAMATED EXPLORATIONS. AMALGA- 
MATED EXPLORATIONS, INC., (U.S. CLS. 100 AND 
101). SN 75-297,355. PUB. 10-13-1998. FILED 5-23-1997. 

2,215,891. SIPPLE’S. CFS FUNERAL SERVICES, INC., 
(U.S. CLS. 100 AND 101). SN 75-298,898. PUB. 10-13-1998. 
FILED 5-27-1997. 

2,215,894. YOURTOWN. QUADRIX SOLUTIONS, INC., 
(U.S. CLS. 100 AND 101). SN 75-299,257. PUB. 10-13-1998. 
FILED 5-28-1997. 

2,215,895. LZA AND DESIGN. LZA GROUP, INC., THE, 
(U.S. CLS. 100 AND 101). SN 75-299,409. PUB. 10-13-1998. 
FILED 5-29-1997. 

2,215,897 (See Class 6 for this trademark). 

2,215,906 (See Class 6 for this trademark). 

2,215,910 (See Class 39 for this trademark). 

2,215,919. PRINTSMART. OPPENHEIMER COMPANIES, 
INC., (U.S. CLS. 100 AND 101). SN 75-305,625. PUB. 
10-13-1998. FILED 6-9-1997. 

2,215,925. A TRADER’S HAVEN. W3LINKS, INC., (U.S. CLS. 
100 AND 101). SN 75-306,796. PUB. 10-13-1998. FILED 
6-11-1997. 

2,215,935. WE FLY TO FOOD. BARRY, MICHAELA, (U.S. 
CLS. 100 AND 101). SN 75-308,969. PUB. 10-13-1998. 
FILED 6-16-1997. 

2,215,938. CYBERLINK. CYBERLINK, INCORPORATED, 
(U.S. CLS. 100 AND 101). SN 75-309,865. PUB. 7-21-1998. 
FILED 6-17-1997. 

2,215,947 (See Class 35 for this trademark). 

2,215,961. N*VRA AND DESIGN. ELECTION DATA SERV- 
ICES, INC., (U.S. CLS. 100 AND 101). SN 75-316,819. PUB. 
10-13-1998. FILED 6-30-1997. 

2,215,964 (See Class 35 for this trademark). 

2,215,971. SUPERIOR REHAB TECHNOLOGY, INC.. SUPE- 
RIOR REHAB TECHNOLOGY, INC., (U.S. CLS. 100 AND 
101). SN 75-320,967. PUB. 10-13-1998. FILED 7-8-1997. 

2,215,974. MISCELLANEOUS DESIGN. PROCONEX, INC., 
(U.S. CLS. 100 AND 101). SN 75-322,464. PUB. 5-19-1998. 
FILED 7-10-1997. 

2,215,977 (See Class 36 for this trademark). 

2,215,978 (See Class 7 for this trademark). 

2,215,981. STERLING COTTAGE. STERLING HOUSE COR- 
PORATION, (U.S. CLS. 100 AND 101). SN 75-323,551. PUB. 
10-13-1998. FILED 7-14-1997. 

2,215,996. A THE MARK OF SPACE EXCELLENCE AND 
DESIGN. AEROSPACE CORPORATION, THE, (U.S. CLS. 
100 AND 101). SN 75-327,384. PUB. 10-13-1998. FILED 
7-21-1997. 

2,216,007 (See Class 41 for this trademark). 

2,216,008 (See Class 39 for this trademark). 

2,216,009. CONNECTION ON-LINE YOUR WORLDWIDE 
LINK TO SWINGING. CONNECTION DISTRIBUTING 
COMPANY, (U.S. CLS. 100 AND 101). SN 75-331,384. PUB. 
10-13-1998. FILED 7-28-1997. 

2,216,011. PDI MINISTRIES. PDI MINISTRIES, INC., (U.S. 
CLS. 100 AND 101). SN 75-331,949. PUB. 10-13-1998. 
FILED 7-28-1997. 

2,216,025. SOFTWARE YOU CAN BANK ON. NAPA GROUP 
INC., (U.S. CLS. 100 AND 101). SN 75-334,162. PUB. 
10-13-1998. FILED 8-1-1997. 

2,216,033 (See Class 41 for this trademark). 

2,216,059. A BURNING DESIRE... MINTON, CHARLES, 
(U.S. CLS. 100 AND 101). SN 75-343,541. PUB. 10-13-1998. 
FILED 8-19-1997. 

2,216,060. MISCELLANEOUS DESIGN. OLD POT STICK- 
ER, INC., THE, (U.S. CLS. 100 AND 101). SN 75-343,728. 
PUB. 10-13-1998. FILED 8-20-1997. 

2,216,061 (See Class 9 for this trademark). 
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2,216,070. CYBERVOICE. CYBERVOICE, INC., (U.S. CLS. 
100 AND 101). SN 75-345,838. PUB. 10-13-1998. FILED 
8-25-1997. 

2,216,080 (See Class 6 for this trademark). 

2,216,085 (See Class 35 for this trademark). 

2,216,108. INTERLEG.COM. BREW, RICHARD D., AS- 
SIGNEE OF RICHARD DOUGLAS BREW, A PROFES- 
SIONAL LAW CORPORATION, (U.S. CLS. 100 AND 101). 
SN 75-355,395. PUB. 10-13-1998. FILED 9-11-1997. 

2,216,114. EHAC CPR AND DESIGN. ST. AGNES HOSPI- 
TAL, (U.S. CLS. 100 AND 101). SN 75-356,710. PUB. 
10-13-1998. FILED 9-15-1997. 

2,216,117. TAQUERIAS GUADALAJARA AND DESIGN. TA- 
QUERIAS GUADALAJARA, INC., (U.S. CLS. 100 AND 
101). SN 75-357,085. PUB. 10-13-1998. FILED 9-15-1997. 

2,216,124 (See Class 35 for this trademark). 

2,216,126. VOICETRACK. NORMENT INDUSTRIES, INC., 
(U.S. CLS. 100 AND 101). SN 75-359,217. PUB. 10-13-1998. 
FILED 9-18-1997. 

2,216,130. GRAHAM CENTRAL STATION. GRAHAM 
BROTHERS PARTNERSHIP, (U.S. CLS. 100 AND 101). 
SN 75-360,167. PUB. 10-13-1998. FILED 9-19-1997. 

2,216,140. GENETICA DNA LABORATORIES INC AND 
DESIGN. GENETICA DNA LABORATORIES, INC., (U.S. 
CLS. 100 AND 101). SN 75-362,399. PUB. 10-13-1998. 
FILED 9-24-1997. 

2,216,143. MAXIMA GRAPHICS. MAXIMA GRAPHICS, 
L.c., (U.S. CLS. 100 AND 101). SN 75-363,175. PUB. 
10-13-1998. FILED 9-25-1997. 

2,216,155. WU LIANG YE AND DESIGN. WLY UNITED 
INC., (U.S. CLS. 100 AND 101). SN 75-366,922. PUB. 
10-13-1998. FILED 10-2-1997. 

2,216,156. PROACTIV ENERGY SERVICES. CINERGY 
CORP., (U.S. CLS. 100 AND 101). SN 75-367,002. PUB. 
10-13-1998. FILED 10-2-1997. 

2,216,159. BYTE SEARCH. BYTE SEARCH, (U.S. CLS. 100 
AND 101). SN _ 75-367,637. PUB. 10-13-1998. FILED 
10-3-1997. 

2,216,183 (See Class 25 for this trademark). 

2,216,190. THE CLOSED-LOOP ALLIANCE. CHAMPION 
INTERNATIONAL CORPORATION, (U.S. CLS. 100 AND 
101). SN 75-372,741. PUB. 10-13-1998. FILED 10-14-1997. 

2,216,195. PURPLE MONKEY STUDIOS. PURPLE 
MONKEY STUDIOS, INC., (U.S. CLS. 100 AND 101). SN 
75-373,050. PUB. 10-13-1998. FILED 10-14-1997. 

2,216,196. OPTIMAL PERFECTION CLINICAL SKIN CARE 
CENTER. BLANCHARD, JANET M., (U.S. CLS. 100 AND 
101). SN 75-373,305. PUB. 10-13-1998. FILED 10-15-1997. 

2,216,207 (See Class 36 for this trademark). 

2,216,210 (See Class 36 for this trademark). 

2,216,211 (See Class 36 for this trademark). 

2,216,218. HG. LEX MUNDI, LTD., (U.S. CLS. 100 AND 
101). SN 75-376,666. PUB. 10-13-1998. FILED 10-21-1997. 

2,216,229. MISCELLANEOUS DESIGN. CELIS SEMICON- 
DUCTOR CORPORATION, (U.S. CLS. 100 AND 101). SN 
75-378,498. PUB. 10-13-1998. FILED 10-24-1997. 

2,216,236. CRESTVIEW ASSISTED LIVING COMMUNITY ... 
A PLACE TO CALL HOME. KINGSWAY CENTERS, INC., 
(U.S. CLS. 100 AND 101). SN 75-381,653. PUB. 10-13-1998. 
FILED 10-30-1997. 

2,216,238. IDENTICLUB. COOPER, WILLIAM JAMES IV, 
(U.S. CLS. 100 AND 101). SN 75-381,844. PUB. 10-13-1998. 
FILED 10-30-1997. 

2,216,241 (See Class 9 for this trademark). 

2,216,251 (See Class 36 for this trademark). 

2,216,252. ASK LAW OFFICES. KOENIG, ALAN SCOTT, 
(U.S. CLS. 100 AND 101). SN 75-383,297. PUB. 10-13-1998. 
FILED 11-3-1997. 

2,216,263. MISCELLANEOUS DESIGN. CHAMPLAIN 
VALLEY PHYSICIANS HOSPITAL MEDICAL CENTER, 
(U.S. CLS. 100 AND 101). SN 75-385,172. PUB. 10-13-1998. 
FILED 10-27-1997. 

2,216,267. FOXLEY’S COFFEE BREAK CAFFE. FOXLEY’S 
COFFEE BREAK CAFFE LLC, (U.S. CLS. 100 AND 101). 
SN 75-385,501. PUB. 10-13-1998. FILED 10-27-1997. 

2,216,268. PEEL. DALE VENTURES, INC., (U.S. CLS. 100 
AND 101). SN 75-385,595. PUB. 10-13-1998. FILED 
11-6-1997. 
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2,216,269 (See Class 35 for this trademark). 

2,216,297. SUNBERRY’S. DELITE FOOD SERVICE, INC., 
(U.S. CLS. 100 AND 101). SN 75-389,948. PUB. 10-13-1998. 
FILED 11-14-1997. 


2,216,321. CISMA CRITICAL INCIDENT STRESS MANAGE- 
MENT ASSOCIATION AND DESIGN. CRISIS CARE NET- 
WORK, INC., (U.S. CLS. 100 AND 101). SN 75-393,334. 
PUB. 10-13-1998. FILED 11-20-1997. 


2,216,326. LOVE AT FIRST SLICE (STYLIZED). PIZZA 
PIPELINE, INC., (U.S. CLS. 100 AND 101). SN 75-393,922. 
PUB. 10-13-1998. FILED 11-21-1997. 


2,216,327. FEED THE PLANET (STYLIZED). PIZZA PIPE- 
LINE, INC., (U.S. CLS. 100 AND 101). SN 75-393,937. PUB. 
10-13-1998. FILED 11-21-1997. 


2,216,338. EVENTOGRAPHY. JUDITH A. YOUNGS, INC., 
(U.S. CLS. 100 AND 101). SN 75-395,428. PUB. 10-13-1998. 
FILED 11-24-1997. 


2,216,341. EQUI-TOX, INC.. EQUI-TOX, INC., (U.S. CLS. 100 
AND 101). SN 75-396,204. PUB. 10-13-1998. FILED 
11-25-1997. 


2,216,347. KRASH AND DESIGN. PERSEVERANCE PLUS, 
INC., (U.S. CLS. 100 AND 101). SN 75-396,568. PUB. 
10-13-1998. FILED 11-26-1997. 


2,216,350. SHAAN AND DESIGN. JEWEL OF INDIA RES- 
TAURANT, INC, (U.S. CLS. 100 AND 101). SN 75-397,084. 
PUB. 10-13-1998. FILED 11-28-1997. 


2,216,351. EDMES AND DESIGN. ENGINEERING DEVEL- 
OPMENT SYSTEMS, INC., (U.S. CLS. 100 AND 101). SN 
75-397,093. PUB. 10-13-1998. FILED 11-28-1997. 


2,216,385. THE BUDDY FOUNDATION AND DESIGN. 
BUDDY FOUNDATION, THE, (U.S. CLS. 100 AND 101). 
SN 75-400,234. PUB. 10-13-1998. FILED 12-4-1997. 


2,216,399 (See Class 32 for this trademark). 
2,216,407. FIFTH GEAR. FIFTH GEAR MEDIA CORPORA- 


TION, (U.S. CLS. 100 AND 101). SN 75-403,307. PUB. 
10-13-1998. FILED 12-10-1997. 


2,216,414. SOCIETY FOR PEDIATRIC ANESTHESIA EDU- 
CATION RESEARCH PATIENT CARE AND DESIGN. SO- 
CIETY FOR PEDIATRIC ANESTHESIA, (U.S. CLS. 100 
AND 101). SN 75-405,084. PUB. 10-13-1998. FILED 
12-15-1997. 


2,216,431. MISCELLANEOUS DESIGN. SPACE DIAGNOS- 
TICS, INC., (U.S. CLS. 100 AND 101). SN 75-408,869. PUB. 
10-13-1998. FILED 12-22-1997. 

2,216,437. A ARCHITECTEAM AND DESIGN. 
SCHLEICHER - SOPER ARCHITECTS LLP, (U.S. CLS. 
100 AND 101). SN 75-411,384. PUB. 10-13-1998. FILED 
12-29-1997. 

2,216,447. COMPASSION 
FAIRNESS RIGHT VS. RIGHT CHARACTER RESPECT 
JUSTICE AND DESIGN. NANCY ALEXANDER & ASSO- 
CIATES, INC., (U.S. CLS. 100 AND 101). SN 75-416,407. 
PUB. 10-13-1998. FILED 1-12-1998. 

2,216,448. EARTH ANGELS. UNITED HOSPICE, INC., (U.S. 
CLS. 100 AND 101). SN 75-417,003. PUB. 10-13-1998. 
FILED 1-12-1998. 

2,216,449. DAIRY COUNCIL. NATIONAL DAIRY COUN- 
CIL, (U.S. CLS. 100 AND 101). SN 75-417,048. PUB. 
10-13-1998. FILED 1-13-1998. 

2,216,458. BIOGANIC AND DESIGN. SAWYER’S PEST 
CONTROL OF IDAHO, INC., DBA SAWYER’S, (U.S. 
CLS. 100 AND 101). SN 75-418,837. PUB. 10-13-1998. 
FILED 1-16-1998. 

2,216,464. ROCK-A-BILLY. BARKER & COMPANY, INC., 
(U.S. CLS. 100 AND 101). SN 75-420,241. PUB. 10-13-1998. 
FILED 1-20-1998. 

2,216,467. BSW AND DESIGN. BREAZEALE, SACHSE & 
WILSON, L.L.P., (U.S. CLS. 100 AND 101). SN 75-420,887. 
PUB. 10-13-1998. FILED 1-21-1998. 

2,216,474. WITHDRAWN. 

2,216,475. PANDA PANDA AND DESIGN. PANDA MAN- 
AGEMENT COMPANY, INC., (U.S. CLS. 100 AND 101). 
SN 75-424,849. PUB. 10-13-1998. FILED 1-28-1998. 

2,216,478 (See Class 9 for this trademark). 
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2,216,482 (See Class 16 for this trademark). 

2,216,495 (See Class 16 for this trademark). 

2,216,507 (See Class 36 for this trademark). 

2,216,510. THE FLYING SAUCER DRAUGHT EMPORIUM. 
EIGHT-O MANAGEMENT, INC., (U.S. CLS. 100 AND 
101). SN 75-441,104. PUB. 10-13-1998. FILED 2-26-1998. 

2,216,522. DOGZILLA. BIGELOW MANAGEMENT, INC., 
(U.S. CLS. 100 AND 101). SN 75-442,893. PUB. 10-13-1998. 
FILED 3-2-1998. 

2,216,527. SZD AND DESIGN. SCHOTTENSTEIN, ZOX & 
DUNN CO., L.P.A. (U.S. CLS. 100 AND 101). SN 
75-443,693. PUB. 10-13-1998. FILED 3-3-1998. 

2,216,542. COMMUNITY CARELINE. HARBORVIEW MED- 
ICAL CENTER, (U.S. CLS. 100 AND 101). SN 75-447,120. 
PUB. 10-13-1998. FILED 3-9-1998. 

2,216,543. MISCELLANEOUS DESIGN. HANWOORI COR- 
PORATION, (U.S. CLS. 100 AND 101). SN 75-447,618. PUB. 
10-13-1998. FILED 3-10-1998. 

2,216,547. MISCELLANEOUS DESIGN. EAT 'N PARK RES- 
TAURANTS BUSINESS TRUST, (U.S. CLS. 100 AND 101). 
SN 75-448,505. PUB. 10-13-1998. FILED 3-11-1998. 

2,216,559. SEND UNWANTED HAIR TO THE POINT OF NO 
RETURN. VANISHING POINT, INC., (U.S. CLS. 100 AND 
101). SN 75-454,862. PUB. 10-13-1998. FILED 3-23-1998. 

2,216,567. CHECK SPEX. META CXP LLC, (U.S. CLS. 100 
AND 101). SN 75-471,956. PUB. 10-13-1998. FILED 
4-22-1998. 





SECTION 2.—PRIOR UNITED STATES CLASSIFICATION 
COLLECTIVE MEMBERSHIP MARKS 


CLASS 200—COLLECTIVE MEMBERSHIP 


2,215,657. HAWAII POLICE AND DESIGN. HAWAII POLICE 
DEPARTMENT, SN 75-012,195. PUB. 10-13-1998. FILED 
10-30-1995. 

2,215,773. NATIONAL HONOR SOCIETY CSLS AND 
DESIGN. NATIONAL ASSOCIATION OF SECONDARY 
SCHOOL PRINCIPALS, SN 75-256,476. PUB. 7-14-1998. 
FILED 3-13-1997. 

2,215,943. MHI MANUFACTURED HOUSING INSTITUTE 
AND DESIGN. MANUFACTURED HOUSING INSTI- 
TUTE, SN 75-310,774. PUB. 10-13-1998. FILED 6-17-1997. 

2,216,302. MISCELLANEOUS DESIGN. HOUSTON GUN 
COLLECTORS ASSOCIATION, INC., SN _ 75-390,402. 
PUB. 10-13-1998. FILED 11-14-1997. 


CERTIFICATION MARKS 


CLASS B—SERVICES 


2,215,690. CBA. CONTINENTAL AMERICAN CORPORA- 
TION, DBA PIONEER BALLOON COMPANY, SN 
75-155,712. PUB. 10-13-1998. FILED 8-26-1996. 





TRADEMARK REGISTRATIONS ISSUED 
UNDER SECTION 1(d) 


The following marks have registered on the Principal Register pursuant to the intent-to-use provisions of Section 1(d) of 


the Trademark Act of 1946, as amended. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


2,216,592. OLYMPIA INDUSTRIAL, INC., CITY OF IN- 
DUSTRY, CA, ASSIGNEE OF HOMETOWN ADVAN- 
TAGE, INC., ANNAPOLIS, MD. SN 74-692,476. PUB. 
11-18-1997, FILED 6-22-1995. 


WORK GEAR 


OWNER OF U.S. REG. NO. 1,903,571. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GEAR”, APART FROM THE MARK AS SHOWN. 


CLASS 6—METAL GOODS 


FOR METAL TOOL BOXES, SOLD EMPTY (U.S. CLS. 2, 
12, 13, 14, 23, 25 AND 50). 
FIRST USE 2-0-1997; IN COMMERCE 2-0-1997. 


CLASS 8—HAND TOOLS 


FOR TOOL POUCHES FOR ATTACHMENT TO A 
BUCKET, TOOL HOLDERS FOR ATTACHMENT TO A 
BUCKET, TOOL APRONS, AND TOOL BELTS, ALL 
SOLD EMPTY (U.S. CLS. 23, 28 AND 44). 

FIRST USE 2-0-1997; IN COMMERCE 2-0-1997. 


CLASS 18—LEATHER GOODS 


FOR TOOL BAGS, TOTE BAGS, TOOL POUCHES, ALL- 
PURPOSE MULTI-COMPARTMENT, OPEN-TOP CARRY- 
ING BAGS, AND FABRIC ROLL-UP TOOL CARRIERS, 
ALL SOLD EMPTY (U.S. CLS. 1, 2, 3, 22 AND 41). 

FIRST USE 2-0-1997; IN COMMERCE 2-0-1997. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR NON-METAL TOOL BOXES, SOLD EMPTY; AND 
NON-METAL STORAGE CONTAINERS FOR COMMER- 
CIAL AND INDUSTRIAL USE, SOLD EMPTY (U.S. CLS. 
2, 13, 22, 25, 32 AND 50). 

FIRST USE 2-0-1997; IN COMMERCE 2-0-1997. 


CLASS 21—HOUSEWARES AND GLASS 


FOR NON-METAL BUCKETS, NON-METAL BUCKETS 
WITH COMBINATION SEATS/LIDS AND ORGANIZER 
POUCHES, AND NON-METAL STORAGE CONTAINERS 
FOR HOUSEHOLD USE, ALL SOLD EMPTY; AND NON- 
METAL BUCKET LIDS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 

FIRST USE 2-0-1997; IN COMMERCE 2-0-1997. 


2,216,600. MARWI A/S, 1050 KOBENHAVN K, DEN- 
MARK. SN 74-723,458. PUB. 1-14-1997, FILED 8-30-1995. 


MARWI 


THE LINING SHOWN ON THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

THE MARK CONSIST OF THE WORD “MARWI” IN 
STYLIZED FORM. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR LAMP REFLECTORS, CAT’S EYES LIGHTS, 
REAR LIGHTS AND FRONT LIGHTS FOR BICYCLES, 
MOTORIZED SCOOTERS AND MOTOR VEHICLES (U.S. 
CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 9-0-1995; IN COMMERCE 9-0-1995. 
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CLASS 12—VEHICLES 


FOR BICYCLE STRUCTURAL PARTS, NAMELY, 
PEDALS, CRANKS, BOTTOM BRACKET AXLES, 
CHAINS, CHAIN WHEELS, CARRIERS, TIRE PUMPS, 
SPOKES, NIPPLES FOR TIRES, RIMS, HUBS, HANDLE- 
BARS, SEATS, SEAT POSTS, WATER BOTTLE CLIPS, 
PANNIER BICYCLE BAGS, KICK STANDS, BELLS FOR 
BICYCLES, TOE CLIPS, BRAKES FOR BICYCLES, AND 
REPAIR KITS FOR BICYCLE TIRE TUBES CONSISTING 
OF TUBE SOLUTION, SAND PAPER, VULCANIZING 
PATCHES, TIRE LEVERS, VALVE RUBBER (US. CLS. 19, 
21, 23, 31, 35 AND 44). 

FIRST USE 9-0-1995; IN COMMERCE 9-0-1995 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, BICYCLE SHORTS, TOPS, 
PANTS, TEE-SHIRTS, SHIRTS, SWEATSHIRTS, SOCKS, 
LEOTARDS, FOOTWEAR AND HEADWEAR (U.S. CLS. 
22 AND 39). 

FIRST USE 9-0-1995; IN COMMERCE 9-0-1995. 


2,216,606. TUBE-ALLOY CORPORATION, HOUSTON, TX. 
SN 75-032,311. PUB. 5-6-1997, FILED 12-14-1995. 


RIV 


CLASS 6—METAL GOODS 


FOR MANUALLY OPERATED METAL CONTROL 
VALVES FOR CONTROLLING DOWNHOLE FLUID 
FLOW BETWEEN A TUBING STRING AND A WELL AN- 
NULUS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 5-15-1991; IN COMMERCE 7-30-1991. 


CLASS 7—MACHINERY 


FOR CONTROL VALVES FOR CONTROLLING DOWN- 
HOLE FLUID FLOW BETWEEN A TUBING STRING 
AND A WELL ANNULUS AS PART OF A DOWNHOLE 
COMPLETION ASSEMBLY, TYPICALLY A ZONE ISOLA- 
TION ASSEMBLY (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35) 

FIRST USE 5-15-1991; IN COMMERCE 7-30-1991. 


2,216,609. SUNLIGHT FOODS, INC., MIAMI, 
75-047,236. PUB. 7-22-1997, FILED 1-23-1996. 


FL. SN 


KITCHEN DELIGHT 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR EDIBLE OILS (U.S. CL. 46). 
FIRST USE 6-7-1998; IN COMMERCE 6-7-1998. 


CLASS 30—STAPLE FOODS 


FOR MAYONNAISE AND SALAD DRESSINGS (U.S. 
CL. 46). 


FIRST USE 7-13-1998; IN COMMERCE 7-13-1998. 
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2,216,612. CHINAWIRE CORPORATION, FAIRFIELD, NJ. 
SN 75-059,727. PUB. 11-26-1996, FILED 2-20-1996. 


CHINAWIRE 


CLASS 36—INSURANCE AND FINANCIAL 


FOR ELECTRONIC FUNDS TRANSFER (U.S. CLS. 100, 
101 AND 102). 
FIRST USE 11-20-1996; IN COMMERCE 11-20-1996. 


CLASS 38—COMMUNICATION 


FOR TELECOMMUNICATIONS SERVICES, NAMELY, 
ELECTRONIC TRANSMISSION OF VOICE, DATA, IN- 
FORMATION, AND/OR MESSAGES (U.S. CLS. 100, 101 
AND 104). 

FIRST USE 11-20-1996; IN COMMERCE 11-20-1996. 


2,216,614. SMITH-BLAIR, INC., TEXARKANA, TX, AS- 
SIGNEE OF COUPLING SYSTEMS, INC., PITTSBURGH, 
PA. SN 75-062,485. PUB. 12-31-1996, FILED 2-23-1996. 


EZ-TRANS 


CLASS 6—METAL GOODS 


FOR COMBINATION METAL AND PLASTIC TRANSI- 
TION PIPE COUPLINGS FOR JOINING TOGETHER ME- 
TALLIC AND NON-METALLIC PIPE (U.S. CLS. 2, 12, 13, 
14, 23, 25 AND 50). 

FIRST USE 9-17-1998; IN COMMERCE 9-17-1998. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR COMBINATION PLASTIC AND METAL TRANSI- 
TION PIPE COUPLINGS FOR JOINING TOGETHER ME- 
TALLIC AND NON-METALLIC PIPE (U.S. CLS. 2, 13, 22, 
25, 32 AND 50). 

FIRST USE 9-17-1998; IN COMMERCE 9-17-1998. 


2,216,629. ONLINE MEDIA, INC., SAN MATEO, CA. SN 
75-128,947. PUB. 4-28-1998, FILED 7-2-1996. 


BUYMEDIA 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PLACING BROADCAST ADVERTISING FOR 
OTHERS (U.S. CLS. 100, 101 AND 102). 
FIRST USE 3-9-1996; IN COMMERCE 3-9-1996. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVISION OF INFORMATION REGARDING 
AVAILABILITY OF BROADCAST ADVERTISING OVER 
GLOBAL COMPUTER COMMUNICATIONS NETWORKS 
(U.S. CLS. 100 AND 101). 

FIRST USE 3-9-1996; IN COMMERCE 3-9-1996. 
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2,216,634. INKTOMI CORPORATION, SAN MATEO, CA, 
ASSIGNEE OF INKTOMI CORPORATION, BERKELEY, 
CA. SN 75-140,625. PUB. 4-28-1998, FILED 7-26-1996. 


INKTOMI 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE USED TO SEARCH, RE- 
TRIEVE, INDEX AND ORGANIZE DATA; COMPUTER 
SOFTWARE USED TO ENHANCE THE PERFORMANCE 
AND FUNCTIONALITY OF COMPUTER NETWORKS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-0-1997; IN COMMERCE 3-0-1998. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING ONLINE SERVICES FOR THE 
SEARCH, RETRIEVAL, INDEXING AND ORGANIZA- 
TION OF DATA ON ELECTRONIC COMMUNICATION 
NETWORKS AND FOR ENHANCEMENT OF THE PER- 
FORMANCE AND FUNCTION OF COMPUTER NET- 
WORKS (U.S. CLS. 100 AND 101). 

FIRST USE 5-0-1996; IN COMMERCE 6-30-1996. 


2,216,635. MODEM MEDIA ADVERTISING LIMITED 
PARTNERSHIP, WESTPORT, CT. SN 75-142,646. PUB. 
6-24-1997, FILED 7-31-1996. 


RTG 


CLASS 35—ADVERTISING AND BUSINESS 


FOR DEVELOPING PROMOTIONAL CAMPAIGNS FOR 
BUSINESS (U.S. CLS. 100, 101 AND 102). 
FIRST USE 6-9-1997; IN COMMERCE 6-9-1997. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY, CONSULTA- 
TION AND DEVELOPMENT OF DIGITAL INTERAC- 
TIVE PLATFORMS FOR BUILDING ASSOCIATIONS, 
NAMELY, RECOGNITION AND ALLIANCE BETWEEN 
CUSTOMERS AND BRANDS (U.S. CLS. 100 AND 101). 

FIRST USE 6-9-1997; IN COMMERCE 6-9-1997. 


2,216,668. MELNIK, PATRICK J., CHARLOTTE, NC. SN 
75-195,878. PUB. 10-21-1997, FILED 11-11-1996. 


HUNT OR BE HUNTED 


CLASS 18—LEATHER GOODS 


FOR ATHLETIC ACCESSORIES, NAMELY, ATHLETIC 
BAGS, BACKPACKS AND DUFFEL BAGS (U.S. CLS. 1, 2, 
3, 22 AND 41). 

FIRST USE 1-15-1997; IN COMMERCE 1-15-1997. 
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CLASS 25—CLOTHING 


FOR ATHLETIC APPAREL, NAMELY, T-SHIRTS, 
SHIRTS, CAPS, HEADBANDS, SWEATBANDS, SWEAT 
SHIRTS, SWEAT PANTS AND SHORTS (U.S. CLS. 22 AND 
39). 

FIRST USE 9-15-1996; IN COMMERCE 10-1-1996. 


2,216,673. AGROALIMENTARI DEL COLLE S.R.L., SAN- 
TERAMO IN COLLE, ITALY. SN 75-201,854. PUB. 
12-30-1997, FILED 11-19-1996. 


MASSERIE DI SANT’ERAMO 


OWNER OF ITALY REG. NO. 668374, DATED 2-1-1996, 
EXPIRES 2-1-2006. 

THE ENGLISH TRANSLATION OF “MASSERIE” IS 
“FARMS”. 


CLASS 29—-MEATS AND PROCESSED FOODS 


FOR MEAT, FISH, POULTRY AND GAME; MEAT EX- 
TRACTS; PRESERVED, DRIED AND COOKED FRUITS 
AND VEGETABLES; JELLIES, JAMS, FRUIT SAUCES; 
EGGS, MILK AND DAIRY PRODUCTS EXCLUDING ICE 
CREAM, ICE MILK AND FROZEN YOGURT; EDIBLE 
OILS AND FATS (U.S. CL. 46). 

FIRST USE 3-31-1994; IN COMMERCE 3-31-1994. 


CLASS 30—STAPLE FOODS 


FOR PASTA, COFFEE, TEA, COCOA, SUGAR, RICE, 
ARTIFICIAL COFFEE; FLOUR AND PREPARATIONS 
MADE FROM CEREALS, BREAD, PASTRY, BISCUITS 
AND CONFECTIONERY, EDIBLE ICE CREAMS; HONEY, 
TREACLE, YEAST, BAKING POWDER; SALT, MUS- 
TARD, VINEGAR, TOMATO SAUCE, SAUCES (CONDI- 
MENTS), SPICES, ICE (U.S. CL. 46). 

FIRST USE 3-31-1994; IN COMMERCE 3-31-1994. 


2,216,682. BURNETTE, GREGORY K., ACCOKEEK, MD. 
SN 75-215,422. PUB. 9-9-1997, FILED 12-19-1996. 


STAHLHART 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR LIVE DOGS (U.S. CLS. 1 AND 46). 
FIRST USE 11-1-1994; IN COMMERCE 11-1-1994. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ANIMAL TRAINING (U.S. CLS. 100, 101 AND 107). 
FIRST USE 11-1-1994; IN COMMERCE 11-1-1994. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DOG BREEDING AND STUD SERVICES AND 
KENNEL SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 11-1-1994; IN COMMERCE 11-1-1994. 
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2,216,699. GEOTHERMAL HEAT PUMP CONSORTIUM, 
INC., WASHINGTON, DC. SN 75-243,163. PUB. 12-2-1997, 
FILED 2-12-1997. 


COMFORT FROM THE 
GROUND UP 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR GEOTHERMAL HEAT PUMPS, AIR CONDITION- 
ERS AND WATER HEATERS, AND PARTS THEREOF 
(U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 8-20-1998; IN COMMERCE 8-20-1998. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED PUBLICATIONS, NAMELY, BOOKS, 
BROCHURES, PAMPHLETS, NEWSLETTERS, MAGA- 
ZINES, INSTRUCTIONAL MANUALS AND PRINT AD- 
VERTISEMENTS, ON THE SUBJECT OF GEOTHERMAL 
ENERGY AND/OR GEOTHERMAL HEAT PUMPS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 1-1-1998; IN COMMERCE 1-1-1998. 


2,216,706. NOVATELLIGENCE, INC., SANTEE, CA. SN 
75-256,903. PUB. 11-11-1997, FILED 3-12-1997. 


NOVATELLIGENCE 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR USE IN MEDICAL 
INFORMATICS AND APPLIED ARTIFICIAL INTELLI- 
GENCE (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-18-1997; IN COMMERCE 11-6-1997. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DESIGN OF COMPUTER SOFTWARE FOR USE IN 
MEDICAL INFORMATICS AND APPLIED ARTIFICIAL 
INTELLIGENCE FOR OTHERS AND DEVELOPMENT 
AND SUPPORT SERVICES IN CONNECTION THERE- 
WITH (U.S. CLS. 100 AND 101). 

FIRST USE 9-18-1997; IN COMMERCE 11-6-1997. 


2,216,710. QUADRANT INTERNATIONAL, INC., MAL- 
VERN, PA. SN 75-262,552. PUB. 12-23-1997, FILED 
3-24-1997. 


QI 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRONIC COMPONENTS, NAMELY, SEMI- 
CONDUCTOR DEVICES; PARTS FOR PERSONAL COM- 
PUTERS, NAMELY, INTEGRATED CIRCUITS AND IN- 
TEGRATED CIRCUIT BOARDS; ELECTRONIC ASSEM- 
BLIES, NAMELY, GRAPHICS CARDS, VIDEO CARDS, 
CIRCUIT CARDS, ALL FOR USE WITH PERSONAL 
COMPUTERS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 11-0-1997; IN COMMERCE 11-0-1997. 


OFFICIAL GAZETTE 


JANUARY 5, 1999 
CLASS 42—MISCELLANEOUS SERVICES 


FOR CONSULTATION SERVICES, NAMELY, ENGI- 
NEERING CONSULTING SERVICES IN THE DESIGN 
AND MANUFACTURE OF INTEGRATED CIRCUIT 
BOARDS, GRAPHICS CARDS, VIDEO CARDS, CIRCUIT 
CARDS, ALL FOR USE WITH PERSONAL COMPUTERS 
(U.S. CLS. 100 AND 101). 

FIRST USE 6-25-1997; IN COMMERCE 6-25-1997 


2,216,727. EMHART INC., NEWARK, DE. SN 75-285,509. 
PUB. 4-14-1998, FILED 5-2-1997. 


MATCHMAKERS 


OWNER OF U.S. REG. NO. 1,663,460. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR PLUMBING PRODUCTS, NAMELY, FAUCETS, 
SHOWERHEADS, HANDLES, LEVERS, SPOUTS AND 
VALVES; AND ELECTRICAL LIGHTING FIXTURES 
(U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 9-30-1990; IN COMMERCE 9-30-1990. 


CLASS 21—HOUSEWARES AND GLASS 


FOR BATHROOM ACCESSORIES, NAMELY, TOWEL 
BARS, TOWEL RINGS, TOILET PAPER HOLDERS AND 
GARMENT AND ROBE HOLDERS (U.S. CLS. 2, 13, 23, 29, 
30, 33, 40 AND 50). 

FIRST USE 9-30-1990; IN COMMERCE 9-30-1990. 


2,216,744. NATIONAL ORGANIZATION FOR COMPE- 
TENCY ASSURANCE, WASHINGTON, DC. SN 
75-307,646. PUB. 12-30-1997, FILED 6-12-1997. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PUBLICATIONS, NAMELY, NEWSLETTERS, 
PAMPHLETS, AND BROCHURES IN THE FIELDS OF 
COMPETENCY ASSURANCE AND CERTIFICATION (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 10-0-1997; IN COMMERCE 10-0-1997. 





JANUARY 5, 1999 U.S. PATENT AND TRADEMARK OFFICE 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CONFERENCES AND WORKSHOPS IN THE 
FIELDS OF COMPETENCY ASSURANCE AND CERTIFI- 
CATION (U.S. CLS. 100, 101 AND 107). 

FIRST USE 9-0-1997; IN COMMERCE 9-0-1997. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ASSOCIATION SERVICES, NAMELY, TO PRO- 
MOTE THE INTERESTS OF PERSONS AND ORGANIZA- 
TIONS INTERESTED IN THE FIELDS OF COMPETENCY 
ASSURANCE AND CERTIFICATION (U.S. CLS. 100 AND 
101). 

FIRST USE 10-0-1997; IN COMMERCE 10-0-1997. 


al . *. . . 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 


international class which applies to 


applications filed on or after that date. For adoption of international classification see notice 


in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 1—CHEMICALS 


2,216,597. LABORATOIRES SEROBIOLOGIQUES, 54425 
PULNOY, FRANCE. SN 74-712,547. PUB. 7-8-1997, 
FILED 8-8-1995. 


PHOTONYL 


OWNER OF FRANCE REG. NO. 
4-3-1990, EXPIRES 4-3-2000. 

FOR AGENTS DERIVED FROM NATURAL, VEGETAL, 
SEA, ANIMAL, SYNTHETIC, BIO-TECHNOLOGICAL EX- 
TRACTS, AND ENTERING THE COMPOSITION OF COS- 
METIC PRODUCTS, ALL FOR SALE TO THE INDUSTRI- 
AL TRADE AND NOT FOR SALE TO END-USE CON- 
SUMERS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 11-2-1992; IN COMMERCE 4-11-1997. 


1584759, DATED 


2,216,605. DIETA FOODS, INC., MIAMI, FL. SN 75-029,728. 
PUB. 11-19-1996, FILED 12-8-1995. 


ESPRESSO’S SWEET 
CHOICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ESPRESSO’S” AND “SWEET”, APART FROM THE 
MARK AS SHOWN. 

FOR ARTIFICIAL SWEETENER (U.S. CLS. 1, 5, 6, 10, 26 
AND 46). 

FIRST USE 2-13-1995; IN COMMERCE 2-13-1995. 


CLASS 6—METAL GOODS 


2,216,613. ONTARIO HYDRO, TORONTO, ONTARIO, 
CANADA. SN _ 75-061,251. PUB. 11-19-1996, FILED 
2-22-1996. 


GBE 


FOR FINISHED AND SEMI-FINISHED COMPONENTS 
OF WROUGHT AUSTENITIC STAINLESS ALLOY 
HAVING ENHANCED RESISTANCE TO INTERGRANU- 
LAR DEGRADATION IN PLATE, SHEET AND TUBU- 
LAR FORMS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 1-21-1998; IN COMMERCE 1-21-1998. 
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CLASS 6—(Continued). 


2,216,709. ARROW GROUP INDUSTRIES, INC., WAYNE, 
NJ. SN 75-259,142. PUB. 1-20-1998, FILED 3-18-1997. 


EZEE SHED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SHED”, APART FROM THE MARK AS SHOWN. 

FOR METAL STORAGE BUILDINGS (U.S. CLS. 2, 12, 13, 
14, 23, 25 AND 50). 

FIRST USE 4-17-1998; IN COMMERCE 4-17-1998. 


CLASS 7—MACHINERY 


2,216,596. ORION PACKAGING SYSTEMS, INC., MEM- 
PHIS, TN. SN _ 74-711,798. PUB. 7-23-1996, FILED 
8-7-1995. 


EPIC 


FOR SEMI-AUTOMATIC STRETCH-WRAPPING SYS- 
TEMS EACH COMPRISED OF PRESTRETCH FILM DE- 
LIVERY MACHINE, CONTROLLERS, AND A HIGH PRO- 
FILE TURNTABLE, LOW PROFILE TURNTABLE OR A 
ROTARY TOWER, SOLD AS A UNIT, FOR INDUSTRIAL 
OR MANUFACTURING USE (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 

FIRST USE 11-29-1996; IN COMMERCE 11-29-1996. 


2,216,603. COLE-PARMER 
VERNON HILLS, 
FILED 10-25-1995. 


INSTRUMENT COMPANY, 
IL. SN 75-010,321. PUB. 8-20-1996, 


AIR ADMIRAL 


OWNER OF U.S. REG. NO. 1,065,186. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AIR”, APART FROM THE MARK AS SHOWN. 

FOR VACUUM-PRESSURE PUMPS (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). 

FIRST USE 9-8-1998; IN COMMERCE 9-8-1998. 
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CLASS 7—(Continued). 


2,216,626. LANGSTON CORPORATION, 
HILL, NJ. SN _ 75-112,508. PUB. 
5-30-1996. 


THE, CHERRY 
1-27-1998, FILED 


I.M.A.G.ES. 


FOR MACHINE THAT CORRECTS AND MONITORS 
WATER-BASED FLEXO INKS DURING THE PRINTING 
PROCESS ON CORRUGATED PAPERBOARD AND 
PAPER (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 5-0-1996; IN COMMERCE 5-0-1996. 


2,216,643. SIMMONS, JOHN M., HEMLOCK, MI. AND SIM- 
MONS, TOM M., HEMLOCK, MI. AND SIMMONS, JACK 
(NMD, HEMLOCK, MI. SN 75-157,469. PUB. 1-20-1998, 
FILED 8-29-1996. 


WHITE KNIGHT PROCESS 
EQUIPMENT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROCESS EQUIPMENT”, APART FROM THE 
MARK AS SHOWN. 

FOR POSITIVE DISPLACEMENT PUMPS, HYDRAULIC 
PUMPS, PNEUMATIC PUMPS, VALVES, HOSES, FIT- 
TINGS, AND CONTROLS THEREFOR SOLD THERE- 
WITH (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 9-11-1998; IN COMMERCE 9-11-1998. 


2,216,658. KODERA ELECTRONICS CO., LTD., 808-8 SHI- 
MONARA GIFU, JAPAN. SN 75-178,053. PUB. 1-27-1998, 
FILED 10-7-1996. 


(3 KODERA 


FOR WIRE PROCESSING MACHINES AND ACCESSO- 
RIES, NAMELY, CUTTING AND STRIPPING MACHINES 
FOR WIRES, CRIMPING MACHINES, WIRE BUNDLING 
MACHINES, SHEAF-BINDING MACHINES FOR WIRES, 
WIRE TWISTING MACHINES, WIRE CATCHER MA- 
CHINES, WIRE WINDING MACHINES, CUTTING MA- 
CHINES FOR SHIELD WIRES AND FOR COAXIAL 
CABLES, WIRE STRIPPING MACHINES, SLITTING MA- 
CHINES FOR CABLES, WIRE STRAIGHTENING MA- 
CHINES, WIRE FEEDING MACHINES, WIRE COLLECT- 
ING AND SOLDERING MACHINES (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). 

FIRST USE 4-10-1990; IN COMMERCE 2-25-1997. 
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CLASS 7—(Continued). 


2,216,676. ACRA PRODUCTS, L.L.C., GARDEN CITY, KS. 
SN 75-203,609. PUB. 9-16-1997, FILED 11-25-1996. 


ACRA PHOENIX SYSTEM 


OWNER OF U.S. REG. NOS. 759,968, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEM”, APART FROM THE MARK AS SHOWN. 

FOR FARMING EQUIPMENT, NAMELY, POWER OP- 
ERATED ZONE TILLERS AND ROW CLEANERS (U.S. 
CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 12-0-1996; IN COMMERCE 12-0-1996. 


1,842,669, AND 


2,216,685. CONCEPT ENGINEERING GROUP, _INC., 
PITTSBURGH, PA. SN 75-218,811. PUB. 10-7-1997, FILED 
12-26-1996. 


AIR-SPADE 


FOR EXCAVATORS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 
FIRST USE 3-0-1997; IN COMMERCE 3-0-1997. 


2,216,697. ZEFER OPERATIONS INC., FAIRFIELD, PA. 
SN 75-242,502. PUB. 1-20-1998, FILED 2-18-1997. 


4 


THE MARK CONSISTS OF A STYLIZED DRAWING OF 
THE LETTERS “Z”, “O” AND “TI”. 

FOR CRANES AND ELEVATING WORK PLATFORMS 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 9-23-1998; IN COMMERCE 9-23-1998. 
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CLASS 7—(Continued). 


2,216,723. DYNAMICS CORPORATION OF AMERICA 
THROUGH ITS WARING PRODUCTS DIVISION, 
GREENWICH, CT. SN 75-280,597. PUB. 3-31-1998, FILED 
4-24-1997. 


THE SMOOTH OPERATOR 


FOR ELECTRIC FOOD BLENDERS FOR COMMER- 
CIAL USE AND ELECTRIC FOOD BLENDERS FOR DO- 
MESTIC USE (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 5-0-1997; IN COMMERCE 5-0-1997. 


2,216,734. PROFESSIONAL CHEMICALS CORPORATION, 
CHANDLER, AZ. SN 75-298,949. PUB. 5-5-1998, FILED 
5-27-1997. 


SPOT PRO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPOT”, APART FROM THE MARK AS SHOWN. 

FOR CARPET AND FABRIC CLEANING MACHINES 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 8-4-1997; IN COMMERCE 8-4-1997. 


CLASS 8—HAND TOOLS 


2,216,640. JACOBSEN, RICHARD, WEST VALLEY CITY, 
UT. SN 75-151,412. PUB. 11-18-1997, FILED 8-16-1996. 


WAY TO ROLL 


FOR HAND OPERATED TOOLS, NAMELY, CREASE 
REMOVERS FOR LEVELING, SMOOTHING OR FLAT- 
TENING FLOOR SURFACES, SUCH AS CONCRETE, 
CARPET, TILE AND LINOLEUM, WALLS AND CEIL- 
INGS (U.S. CLS. 23, 28 AND 44). 

FIRST USE 1-1-1998; IN COMMERCE 1-1-1998. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


2,216,618. LAMSON & SESSIONS CO., THE, BEACH- 
WOOD, OH. SN 75-082,575. PUB. 3-10-1998, FILED 
4-2-1996. 


SIMPLE SWITCH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SWITCH”, APART FROM THE MARK AS SHOWN. 

FOR WIRELESS ELECTRICAL WALL SWITCHES (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-1-1996; IN COMMERCE 2-1-1996. 
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CLASS 9—(Continued). 


2,216,633. SPACEWARD GRAPHICS LIMITED, ELY, 
CAMBRIDGESHIRE, CB6 3XA, ENGLAND. SN 
75-135,198. PUB. 12-2-1997, FILED 7-16-1996. 


SATORI 


FOR COMPUTERS AND CONTAINERS THEREFOR 
SOLD AS UNITS; ELECTRICAL AND ELECTRONIC AP- 
PARATUS FOR THE CREATION, MANIPULATION, ED- 
ITING, PROCESSING, CONVERSION, STORING, REPRO- 
DUCTION AND TRANSMISSION OF IMAGE SIGNALS 
FOR COMPUTERS, NAMELY, MODEMS, HARD DRIVES, 
SCANNERS, JOYSTICKS, VIDEO CARDS, VISUAL DIS- 
PLAY UNITS, PRINTERS AND CONTAINERS THERE- 
FOR SOLD AS A UNIT; COMPUTER PROGRAMS FOR 
THE MANIPULATION, EDITING, PROCESSING, CON- 
VERSION, STORING, REPRODUCTION AND TRANSMIS- 
SION OF IMAGE SIGNALS FOR COMPUTERS RELAT- 
ING TO COMPUTER GRAPHICS FOR IMAGING, EDIT- 
ING, DESIGN, ANIMATION, PRESENTATION AND VIS- 
UALIZATION; PRE-RECORDED OPTICAL MAGNETIC 
AND ELECTRONIC MEDIA CONTAINING COMPUTER 
PROGRAMS FOR THE CREATION, MANIPULATION, 
EDITING, PROCESSING, CONVERSION, STORING, RE- 
PRODUCTION AND TRANSMISSION OF IMAGE SIG- 
NALS FOR COMPUTERS ALL FOR COMPUTER GRAPH- 
ICS FOR IMAGING, EDITING, DESIGN, ANIMATION, 
PRESENTATION AND VISUALIZATION (U.S. CLS. 21, 23 
26, 36 AND 38). 

FIRST USE 0-0-1996; IN COMMERCE 0-0-1996. 


2,216,642. ESONIC TECHNOLOGY CORPORATION, 
TAIPEI, TAIWAN, ASSIGNEE OF NIEN MADE EN- 
TERPRISE CO., LTD., CHANGHUA, TAIWAN. SN 
75-155,383. PUB. 9-2-1997, FILED 8-26-1996. 


FOR VIDEO COMPACT DISC PLAYERS, AUDIO COM- 
PACT DISC PLAYERS, AUDIO AMPLIFIERS, DIGITAL 
VIDEO RECORDERS, DIGITAL VERSATILE COMPACT 
DISC READ-ONLY MEMORY PLAYERS, DIGITAL VER- 
SATILE DISC RECORDERS, DIGITAL VERSATILE COM- 
PACT DISC VIDEO PLAYERS, NOTEBOOK COMPUT- 
ERS, PERSONAL COMPUTERS, ELECTRONIC ORGA- 
NIZERS, TELEVISION SETS, CABLE BOXES, MAGNETIC 
CODED CARDS, COMPACT DISC READ-ONLY 
MEMORY PLAYERS, CELLULAR TELEPHONES, 
PAGERS, TELEPHONES, VOICE MAIL SYSTEMS COM- 
PRISING COMPUTER HARDWARE AND COMPUTER 
OPERATING SOFTWARE, NETWORK ROUTERS, FAX 
MODEMS, DIGITAL CAMERAS, AND VIDEO CONFER- 
ENCING TERMINALS COMPRISING COMPUTER HARD- 
WARE AND COMPUTER OPERATING SOFTWARE (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 7-3-1996; IN COMMERCE 7-3-1996. 
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CLASS 9—(Continued). 


2,216,645. PAIRGAIN TECHNOLOGIES, INC., TUSTIN, 
CA. SN 75-161,483. PUB. 5-26-1998, FILED 9-5-1996. 


PG-PLUS 


FOR HDSL DIGITAL LOOP SUBSCRIBER CARRIER 
SYSTEMS, COMPRISED OF CENTRAL OFFICE TERMI- 
NALS AND REMOTE TERMINALS CONSISTING OF 
CENTRAL OFFICE SHELVES, REMOTE UNITS, CHAN- 
NEL UNITS, AND ALARM UNITS FOR THE CENTRAL 
OFFICE SHELVES TO PROVIDE INCREASED CHANNEL 
CAPACITY OVER COPPER WIRE (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 3-13-1997; IN COMMERCE 3-13-1997. 


2,216,696. INFOSPACE, INC., SAN MATEO, CA. SN 
75-241,925. PUB. 12-9-1997, FILED 2-14-1997. 


SPACEOLAP 


FOR COMPUTER SOFTWARE FOR USE IN DATABASE 
AND DATA WAREHOUSE ACCESS, QUERIES, ANALY- 
SIS, REPORTING, CHARTING, DISTRIBUTION, AND 
PUBLISHING (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-24-1997; IN COMMERCE 2-24-1997. 


2,216,700. DEMAND TECHNOLOGY, INC., NAPLES, FL. 
SN 75-243,188. PUB. 12-2-1997, FILED 2-12-1997. 


PERFORMANCE SENTRY 


FOR COMPUTER PROGRAM AND INSTRUCTIONAL 
MANUALS SOLD AS A UNIT FOR MONITORING COM- 
PUTER SYSTEM RESOURCES (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 6-13-1997; IN COMMERCE 6-13-1997. 


2,216,701. DEMAND TECHNOLOGY, INC., NAPLES, FL. 
SN 75-243,189. PUB. 12-9-1997, FILED 2-12-1997. 


NTSMF 


FOR COMPUTER PROGRAM AND INSTRUCTIONAL 
MANUALS SOLD AS A UNIT FOR MONITORING COM- 
PUTER SYSTEM RESOURCES (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 6-13-1997; IN COMMERCE 6-13-1997. 


2,216,705. KEWAUNEE SCIENTIFIC CORPORATION, 
STATESVILLE, NC. SN 75-256,818. PUB. 12-16-1997, 
FILED 3-13-1997. 


DISCOVERY 


FOR MODULAR STEEL CABINETS FOR USE IN LAB- 
ORATORIES (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 4-8-1997; IN COMMERCE 4-8-1997. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 9—(Continued). 


2,216,711. MCWILLIAMS, STEVEN M., DALLAS, TX. SN 
75-263,255. PUB. 12-9-1997, FILED 3-25-1997. 


EYELINER 


FOR DEVICE FOR REFLECTING IMAGES IN FRONT 
OF A LENS ON A CAMERA (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 4-30-1997; IN COMMERCE 2-23-1998. 


2,216,718. U.S. TAPE COMPANY, PATCHOGUE, NY. SN 
75-268,858. PUB. 12-23-1997, FILED 4-3-1997. 


ULTRALIFE 


FOR TAPE MEASURE (US. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 10-7-1997; IN COMMERCE 10-7-1997. 


2,216,719. AUTODESK, INC., SAN RAFAEL, CA. SN 
75-269,047. PUB. 12-30-1997, FILED 4-3-1997. 


RADIORAY 


FOR COMPUTER PROGRAMS AND INSTRUCTIONAL 
MANUALS USED AND SOLD AS A UNIT THEREWITH; 
ALL FOR CHARACTER BASED, COMPUTER-AIDED 
DESIGN, ANIMATION, GRAPHICS AND DESIGN MOD- 
ELING APPLICATIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 7-18-1997; IN COMMERCE 7-18-1997. 


2,216,750. HOLONTECH CORPORATION, SAN JOSE, CA. 
SN 75-323,397. PUB. 6-2-1998, FILED 7-11-1997. 





T™ 168 


CLASS 9—(Continued). 


FOR COMPUTER HARDWARE AND SOFTWARE IN A 
COMBINED PLATFORM, FOR USE IN NETWORKING 
APPLICATIONS, NAMELY, FOR SERVER LOAD BAL- 
ANCING AND SERVER CLUSTER ENABLING, THE 
HARDWARE COMPRISED OF NETWORK SERVERS, 
NETWORK SWITCHES, APPLICATION SPECIFIC INTE- 
GRATED CIRCUITS, NETWORK ROUTERS, AND NET- 
WORK LOAD BALANCERS (US. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 3-0-1998; IN COMMERCE 3-0-1998 


2,216,753. INTEGRATED DESIGNS, L.P., CARROLLTON, 
TX. SN 75-324,003. PUB. 4-28-1998, FILED 7-14-1997. 


CHEMLINK 


FOR CABINET, WITH AN INTEGRATED CONTROL- 
LER, FOR HOUSING PUMPS AND CONTAINERS OF 
CHEMICALS USED AS PART OF AN AUTOMATED 
SYSTEM FOR DISPENSING PHOTOCHEMISTRIES 
DURING FABRICATION OF SEMICONDUCTORS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-31-1997; IN COMMERCE 12-31-1997. 


2,216,774. AUTODIAGNOS AB, 145 84 STOCKHOLM, 
SWEDEN. SN _ 75-977,845. PUB. 12-16-1997, FILED 
7-11-1996. 


Multi-Tester?™ 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MULTI-TESTER”, APART FROM THE MARK AS 
SHOWN 

FOR ELECTRONIC AUTOMOBILE DIAGNOSTIC 
EQUIPMENT, NAMELY, MULTI-TESTERS (U.S. CLS. 21, 
23, 26, 36 AND 38). 

FIRST USE 0-0-1994; IN COMMERCE 0-0-1994. 


CLASS 10—MEDICAL APPARATUS 


2,216,735. CANNON RUBBER LIMITED, TOTTENHAM, 
LONDON N17 9LH, ENGLAND. SN 75-299,067. PUB. 
1-20-1998, FILED 5-28-1997. 


ISIS BREAST PUMP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BREAST PUMP”, APART FROM THE MARK AS 
SHOWN. 

FOR BREAST PUMPS AND PARTS AND FITTINGS 
THEREFOR (U.S. CLS. 26, 39 AND 44). 

FIRST USE 9-0-1997; IN COMMERCE 9-0-1997. 
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CLASS 10—(Continued). 


2,216,736. CANNON RUBBER LIMITED, TOTTENHAM, 
ENGLAND. SN _ 75-299,068. PUB. i-13-1998, FILED 
5-28-1997. 


ISIS 


FOR BREAST PUMPS AND PARTS AND FITTINGS 
THEREFOR (U.S. CLS. 26, 39 AND 44). 
FIRST USE 9-0-1997; IN COMMERCE 9-0-1997. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


2,216,584. HONEYWELL CONSUMER PRODUCTS, INC., 
SOUTHBOROUGH, MA, BY CHANGE OF NAME FROM 
DURACRAFT CORPORATION, WHITINSVILLE, MA. 
SN 74-485,343. PUB. 3-14-1995, FILED 2-1-1994. 


SURROUND HEAT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEAT”, APART FROM THE MARK AS SHOWN. 

FOR ELECTRIC HEATERS (U.S. CLS. 13, 21, 23, 31 AND 
34). 
FIRST USE 8-11-1995; IN COMMERCE 8-11-1995. 


2,216,660. HANSEN INC., PITTSBURGH, 
75-186,284. PUB. 9-16-1997, FILED 10-23-1996. 


YARDAIR 


FOR COMMERCIAL OR INDUSTRIAL DRYERS FOR 
REMOVING MOISTURE FROM PNEUMATIC SUPPLIES 
FOR USE IN THE TRANSPORTATION INDUSTRY (U.S. 
CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 9-14-1996; IN COMMERCE 9-14-1996. 


2,216,666. ECOLOGICAL CHAMBERS, INC., WINNIPEG, 
MANITOBA, CANADA. SN 75-195,452. PUB. 3-17-1998, 
FILED 11-12-1996 


ENCONAIR 


FOR SYSTEMS FOR PRECISION REGULATION OF EN- 
VIRONMENTAL FACTORS OF HUMIDITY, TEMPERA- 
TURE, PRESSURE AND ATMOSPHERIC COMPOSITION, 
NAMELY, ENVIRONMENTALLY CONTROLLED CHAM- 
BERS; GROWTH CHAMBERS; GROWTH ROOMS; TISSUE 
CULTURE CHAMBERS; TISSUE CULTURE ROOMS; IN- 
CUBATORS; SEED GERMINATORS; AND PARTS 
THEREFORE (U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 12-31-1973; INCOMMERCE 8-2-1990. 





JANUARY 5, 1999 
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2,216,679. APPLIED ENGINEERING & SUPPLY, INC., 
GOLDEN, CO. SN 75-209,759. PUB. 11-18-1997, FILED 
12-9-1996. 


BAFIRE CISTERN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FIRE CISTERN”, APART FROM THE MARK AS 
SHOWN. 

FOR WATER STORAGE TANKS (US. CLS. 13, 21, 23, 31 
AND 34). 

FIRST USE 3-0-1998; IN COMMERCE 3-0-1998. 


CLASS 12—VEHICLES 


2,216,616. NEV CORP., EUGENE, OR. SN 75-066,993. PUB. 
10-22-1996, FILED 3-4-1996. 


GIZMO 


FOR THREE-WHEELED ELECTRIC VEHICLE IN THE 
NATURE OF A COMBINATION MOTORCYCLE AND 
SMALL AUTOMOBILE (U.S. CLS. 19, 21, 23, 31, 35 AND 
44). 

FIRST USE 2-28-1996; IN COMMERCE 5-1-1997. 


2,216,663. FRANZUS COMPANY INC., BEACON FALLS, 
CT. SN 75-191,818. PUB. 4-7-1998, FILED 11-4-1996. 


AUTO SMART 


FOR AUTO TRAVEL ACCESSORIES, NAMELY, 
CLOTHES POLES, FLEXIBLE NECK LIGHTS, AUTOMO- 
BILE VISOR ORGANIZERS, MULTI-PURPOSE HOLD- 
ERS, BACK SEAT ORGANIZERS, CD ORGANIZERS AND 
SHOULDER BELT PADS (U.S. CLS. 19, 21, 23, 31, 35 AND 
44). 
FIRST USE 4-30-1997; IN COMMERCE 4-30-1997. 


2,216,681. TIRE RACK, INC., THE, SOUTH BEND, IN, BY 
CHANGE OF NAME FROM VELDMAN’S EQUIPMENT, 
INC., DBA THE TIRE RACK, SOUTH BEND, IN. SN 
75-215,255. PUB. 5-26-1998, FILED 12-18-1996. 


TR MOTORSPORTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MOTORSPORTS”, APART FROM THE MARK AS 
SHOWN. 

FOR AUTOMOTIVE WHEELS (U.S. CLS. 19, 21, 23, 31, 35 
AND 44). 

FIRST USE 9-1-1996; IN COMMERCE 9-1-1996. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 12—(Continued). 


2,216,695. GENERAL MOTORS CORPORATION, DE- 
TROIT, MI. SN 75-238,979. PUB. 7-22-1997, FILED 
2-10-1997. 


AUTOTRAC 


FOR TRANSMISSIONS FOR MOTOR VEHICLES (U.S. 
CLS. 19, 21, 23, 31, 35 AND 44). 
FIRST USE 7-0-1997; IN COMMERCE 7-0-1997. 


2,216,698. KID’S WAREHOUSE, INC., SAN DIEGO, CA. 
SN 75-242,551. PUB. 1-20-1998, FILED 2-18-1997. 


PROJOG 


FOR BABY STROLLERS (US. CLS. 19, 21, 23, 31, 35 AND 
44). 
FIRST USE 8-6-1996; IN COMMERCE 8-6-1996. 


2,216,722. UTILITY TRAILER MANUFACTURING COM- 
PANY, CITY OF INDUSTRY, CA. SN 75-279,134. PUB. 
2-17-1998, FILED 4-22-1997. 


2000A 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR FLAT-BED TRAILERS (U.S. CLS. 19, 21, 23, 31, 35 
AND 44). 

FIRST USE 4-0-1996; IN COMMERCE 4-0-1996. 


1,548,217, 1,793,207, AND 


CLASS 13—FIREARMS 


2,216,628. TRU-GLO, INC., DALLAS, TX. SN 75-120,831. 
PUB. 9-23-1997, FILED 6-18-1996. 


GLO*¢POINT 


FOR OPEN SIGHTS FOR USE ON FIREARMS (U.S. CLS. 
2 AND 9). 
FIRST USE 7-0-1996; IN COMMERCE 8-0-1997. 
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2,216,678. UNITED FEATURE SYNDICATE, INC., NEW 
YORK, NY. SN 75-208,577. PUB. 12-9-1997, FILED 
12-5-1996. 


DOGBERT 


FOR BADGES, BELT BUCKLES, BRACELETS, 
CANDLE STICKS, CASES (FOR BUSINESS CARDS, 
CIGARETTES, WATCHES), JEWELRY CHAINS, CIGA- 
RETTE LIGHTERS, MONEY CLIPS, CUFF LINKS, EAR- 
RINGS, ID BRACELETS, JEWELRY, LAPEL PINS, NECK- 
LACES, PENDANTS, JEWELRY PINS, RINGS, TIE CLIPS, 
ALL MADE OF PRECIOUS METALS; CLOCKS, AND 
WATCHES (U.S. CLS. 2, 27, 28 AND 50). 

FIRST USE 10-0-1997; IN COMMERCE 10-0-1997. 


2,216,745. TIMEX CORPORATION, MIDDLEBURY, CT. 
SN 75-308,952. PUB. 1-13-1998, FILED 6-16-1997. 


FAST WRAP 


FOR WATCHBANDS AND WATCH STRAPS (U.S. CLS. 
2, 27, 28 AND 50). 
FIRST USE 7-22-1998; IN COMMERCE 7-22-1998. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


2,216,652. STRATEGOS, MENLO PARK, 
75-172,409. PUB. 1-13-1998, FILED 9-26-1996. 


CA. SN 


TRATEGO 


THE STIPPLING ON THE DRAWING IS USED FOR 
THE PURPOSE OF INDICATING SHADING. 

THE MARK CONSISTS OF A RISING PLANET ENCIR- 
CLING THE WORD “STRATEGOS”. 

FOR BOOKS, INSTRUCTIONAL MANUALS, PRINTED 
TEACHING MATERIALS, POSTERS, CHARTS AND PAM- 
PHLETS, ALL IN THE FIELDS OF BUSINESS MANAGE- 
MENT AND STRATEGY RESEARCH, BUSINESS MAN- 
AGEMENT CONSULTATION, AND STRATEGIC PLAN- 
NING (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 1-0-1996; IN COMMERCE 1-0-1996. 
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2,216,654. CEPPI, DONALD J., MALIBU, CA. SN 
75-173,773. PUB. 2-3-1998, FILED 9-30-1996. 


TRAVELOG 


FOR POSTCARDS, POSTCARD PACKETS (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 5-15-1998; IN COMMERCE 5-15-1998. 


2,216,692. DEBORAH R. KENNEDY AND SALLY K. 
GREEN, MONTARA, CA. SN 75-233,183. PUB. 12-9-1997, 
FILED 1-29-1997. 


BREAKTHROUGH! 


FOR BOOKS AND PLAYING CARDS ON THE SUBJECT 
OF BUSINESS MANAGEMENT, BUSINESS ADMINIS- 
TRATION, HUMAN RESOURCES, ORGANIZATIONAL 
DEVELOPMENT, AND PERSONAL GROWTH (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 12-15-1997; IN COMMERCE 12-00-1997. 


2,216,694. DEBORAH R. KENNEDY AND SALLY K. 
GREEN PARTNERSHIP, THE, MONTARA, CA. SN 
75-236,068. PUB. 12-2-1997, FILED 2-4-1997. 


BREAKTHROUGH! THE 
PROBLEM-SOLVING 
ADVANTAGE 


FOR BOOKS AND PLAYING CARDS ON THE SUBJECT 
OF BUSINESS MANAGEMENT, BUSINESS ADMINIS- 
TRATION, HUMAN RESOURCES, ORGANIZATIONAL 
DEVELOPMENT, AND PERSONAL GROWTH (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 12-15-1997; IN COMMERCE 12-00-1997. 


2,216,742. MEAD CORPORATION, THE, DAYTON, OH. 
SN 75-304,813. PUB. 12-30-1997, FILED 6-6-1997. 


WALLAROOS 


FOR NOTEBOOKS AND PENCIL POUCHES (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 11-19-1997; IN COMMERCE 11-19-1997. 


2,216,767. CARUS PUBLISHING COMPANY, PERU, IL. SN 
75-374,734. PUB. 5-19-1998, FILED 10-17-1997. 


CICADA 


FOR MAGAZINE FOR YOUNG ADULTS (US. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 
FIRST USE 7-2-1998; IN COMMERCE 7-2-1998. 
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2,216,768. Y-VISIONARY L.P., IRVINE, CA. SN 75-376,412. 
PUB. 6-16-1998, FILED 10-20-1997. 


PRIVATE PILOT PRESENTS 
AVIATION ART GALLERY 


OWNER OF U.S. REG. NO. 1,704,878. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AVIATION ART”, APART FROM THE MARK AS 
SHOWN. 

FOR MAGAZINES RELATED TO THE AVIATION IN- 
DUSTRY (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 7-1-1997; IN COMMERCE 10-1-1997. 


CLASS 17—RUBBER GOODS 


2,216,619. ENCORE RUBBER, INC., LAWRENCEVILLE, 
GA. SN 75-090,061. PUB. 2-18-1997, FILED 4-10-1996. 


RUBBA-MULCH 


FOR NATURAL LOOKING, LOOSE MULCHING MATE- 
RIAL CONSISTING OF RUBBER AND FIBERS GROUND 
FROM USED AUTOMOBILE TIRES COMBINED WITH A 
POLYMER BONDING MATERIAL, FERROUS OXIDE, 
SILICATE PIGMENTS AND CELITE, FOR USE IN ALL 
LANDSCAPING APPLICATIONS WHERE TRADITIONAL 
BARK MULCH WOULD BE USED TO RETAIN GROUND 
MOISTURE AND PREVENT WEEDS (U.S. CLS. 1, 5, 12, 13, 
35 AND 50). 

FIRST USE 11-18-1997; IN COMMERCE 11-18-1997. 


2,216,659. BIG SKY INSULATIONS, INC., BELGRADE, 
MT. SN 75-182,419. PUB. 5-19-1998, FILED 10-16-1996. 


R-SHIELD 


FOR RESIDENTIAL AND COMMERCIAL BUILDING 
INSULATION (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 
FIRST USE 8-1-1998; IN COMMERCE 8-1-1998. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


2,216,687. CELESTIAL CONSTRUCTION, INC., SANTA 
FE, NM. SN 75-222,771. PUB. 1-13-1998, FILED 1-8-1997. 


BALEBLOCK 


FOR ENGINEERED CONSTRUCTION BLOCKS (US. 
CLS. 1, 12, 33 AND 50). 
FIRST USE 8-1-1997; IN COMMERCE 5-30-1998. 


U.S. PATENT AND TRADEMARK OFFICE 
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2,216,730. BENJAMIN OBDYKE INCORPORATED, WAR- 
MINSTER, PA. SN 75-294,823. PUB. 4-21-1998, FILED 
5-20-1997. 


PERMATRIM 


FOR VINYL CLADDING FOR 
(U.S. CLS. 1, 12, 33 AND 50). 
FIRST USE 1-15-1998; IN COMMERCE 1-15-1998. 


USE ON BUILDINGS 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


2,216,650. VEDCO INDUSTRIES LTD., DBA MERIT 
KITCHENS, SURREY, BRITISH COLUMBIA, CANADA. 
SN 75-168,771. PUB. 12-16-1997, FILED 9-19-1996. 


OUR KITCHENS DON’T 
JUST COOK. THEY SIZZLE. 


FOR FURNITURE, NAMELY, BUILT-IN DRESSERS 
AND FREE-STANDING CABINETRY; CABINETRY FOR 
HOMES, NAMELY, BUILT-IN CLOSETS AND BUILT-IN 
WALL UNITS; KITCHEN CABINETRY; BATHROOM 
CABINETRY; AND CABINET ACCESSORIES, NAMELY, 
MOLDING AND SHELVING (US. CLS. 2, 13, 22, 25, 32 
AND 50). 

FIRST USE 1-0-1990; IN COMMERCE 1-0-1990. 


2,216,657. SPRINGS WINDOW FASHIONS DIVISION, 
INC., MIDDLETON, WI. SN 75-176,326. PUB. 9-9-1997, 
FILED 10-3-1996. 


SOFT TOUCH 


FOR WINDOW SHADES AND PLASTIC CORD RE- 
LEASE MECHANISM FOR WINDOW SHADES (U.S. CLS. 
2, 13, 22, 25, 32 AND 50). 

FIRST USE 1-0-1997; IN COMMERCE 1-0-1997. 


2,216,713. CHATTAM & WELLS MATTRESS COMPANY 
LLC, INDUSTRY, CA. SN 75-266,208. PUB. 12-23-1997, 
FILED 3-31-1997. 


ANGELICA 


FOR MATTRESSES AND BOX SPRINGS (U.S. CLS. 2, 13, 
22, 25, 32 AND 50). 
FIRST USE 3-14-1998; IN COMMERCE 3-14-1998. 
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CLASS 21—HOUSEWARES AND GLASS 


2,216,688. PUNCH PRODUCTS USA, INC., KENILWORTH, 
NJ. SN 75-224,382. PUB. 10-21-1997, FILED 1-13-1997. 


THERMALSTAR 


FOR DRINKWARE, NAMELY, MUGS (U.S. CLS. 2, 13, 
23, 29, 30, 33, 40 AND 50). 
FIRST USE 1-0-1997; IN COMMERCE 1-0-1997. 


2,216,689. PUNCH PRODUCTS USA, INC., KENILWORTH, 
NJ. SN 75-224,383. PUB. 10-21-1997, FILED 1-13-1997. 


STATESMAN 


FOR DRINKWARE, NAMELY, MUGS (U.S. CLS. 2, 13, 
23, 29, 30, 33, 40 AND 50). 
FIRST USE 1-0-1997; IN COMMERCE 1-0-1997. 


2,216,704. WATERFORD CRYSTAL LIMITED, WATER- 
FORD, IRELAND. SN 75-255,524. PUB. 2-17-1998, FILED 
3-11-1997. 


FOR CUT CRYSTAL GLASSWARE (U.S. CLS. 2, 13, 23, 
29, 30, 33, 40 AND 50). 
FIRST USE 2-0-1998; IN COMMERCE 5-0-1998. 


2,216,724. W. R. GRACE & CO.-CONN., NEW YORK, NY. 
SN 75-281,156. PUB. 11-11-1997, FILED 4-25-1997. 


THUMBPLATE 


FOR PLATES, MEAT TRAYS, AND FOOD/BEVERAGE 
HOLDERS IN THE NATURE OF TRAYS ALL MADE OF 
PLASTIC OR FOAM (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). 

FIRST USE 5-17-1997; IN COMMERCE 5-17-1997. 
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2,216,580. COCOON (NORTH AMERICA) INC., WILMING- 
TON, DE. SN 74-275,143. PUB. 11-1-1994, FILED 
5-13-1992. 


2 


COCOON IMPRINTS LIFESTYLE COLLECTION 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

THE LINING AND STIPPLING ARE FEATURES OF 
THE MARK; NO CLAIM IS MADE TO COLOR. 

THE MARK CONSISTS IN PART OF A DESIGN OF A 
BUTTERFLY. 

FOR MEN’S, WOMEN’S AND CHILDREN’S SILK AND 
SILK FILLED OUTERWEAR, NAMELY, OVERCOATS, 
DUFFLE COATS, RAINCOATS, PARKAS, SKI JACKETS, 
SKI SUITS, SKI PANTS, AND MEN’S, WOMEN’S AND 
CHILDREN’S CLOTHING, NAMELY, SUITS, SKIRTS, 
SWEATERS, TURTLENECKS, JOGGING SUITS, SWEAT- 
SHIRTS, SWEAT PANTS, T-SHIRTS, UNDERWEAR, 
SOCKS (U.S. CLS. 22 AND 39). 

FIRST USE 12-8-1997; IN COMMERCE 12-8-1997. 


1,554,754, 1,579,092, AND 


2,216,610. COLUMBUS PROFESSIONAL HOCKEY CLUB, 
INC., COLUMBUS, GA. SN 75-050,124. PUB. 6-17-1997, 
FILED 1-29-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLUMBUS”, APART FROM THE MARK AS 
SHOWN. 

THE LINING AND STIPPLING IN THE MARK IS A 
FEATURE OF THE MARK AND IS NOT INTENDED TO 
INDICATE COLOR. 
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FOR CLOTHING, NAMELY, JACKETS, SHIRTS, CAPS, 
HATS, JERSEYS, SWEATERS, EAR MUFFS, SCARVES, 
KNIT SHIRTS, SWEAT SHIRTS, TANK TOPS, TIES, 
WARM UP SUITS, SWEAT SUITS, GLOVES, SOCKS, 
SHORTS, BOXER SHORTS, BRIEFS (UNDERWEAR), 
SHOES, VISORS, BELTS, SUSPENDERS, PANTS, BAN- 
DANAS, TURTLENECKS, SWEAT BANDS AND WRIST 
BANDS (U.S. CLS. 22 AND 39). 

FIRST USE 1-5-1996; IN COMMERCE 1-5-1996. 


2,216,631. TIX COMPANIES, INC., THE, FRAMINGHAM, 
MA. SN 75-133,725. PUB. 1-6-1998, FILED 7-15-1996. 


NEWTON TRADING CO. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TRADING CO.”, APART FROM THE MARK AS 
SHOWN. 

FOR CLOTHING FOR WOMEN, MEN, AND CHIL- 
DREN, NAMELY, HOSIERY AND UNDERWEAR (U.S. 
CLS. 22 AND 39). 

FIRST USE 9-1-1996; IN COMMERCE 9-1-1996. 


2,216,632. MACDONALD, KIMBERLY, WESTPORT, CT. 
SN 75-134,468. PUB. 7-22-1997, FILED 7-15-1996. 


KIMBERLY MAC 


THE NAME SHOWN IN THE MARK DOES NOT IDEN- 
TIFY ANY PARTICULAR LIVING INDIVIDUAL. 

FOR WOMEN’S CLOTHING, NAMELY, _ SUITS, 
BLOUSES, SKIRTS, PANTS, SWEATERS, JACKETS, 
BLAZERS, SHORTS, RAINWEAR, GLOVES, VESTS, 
SCARVES, EAR MUFFS, HOODS, HEADWEAR, COATS, 
FOOTWEAR, AND HATS (U.S. CLS. 22 AND 39). 

FIRST USE 5-1-1998; IN COMMERCE 5-1-1998. 


CLASS 28—TOYS AND SPORTING GOODS 


2,216,624. MATTEL, INC. EL SEGUNDO, CA. SN 
75-103,240. PUB. 12-31-1996, FILED 5-13-1996. 


SPLATTER PAINT SERIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERIES”, APART FROM THE MARK AS SHOWN. 

FOR TOY VEHICLE (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 7-0-1996; IN COMMERCE 7-0-1996. 
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2,216,740. MUSCLE EMPOWERING DESIGNS, L.L.C., 
AURORA, CO. SN 75-300,962. PUB. 3-3-1998, FILED 
5-30-1997. 


GRAVITY-GRIP 


FOR EXERCISE AID APPARATUS ADAPTED FOR 
FASTENING OVER AN ATHLETIC SHOE WHICH PRO- 
VIDES AN EDUCATIONAL GUIDELINE TO ENHANCE 
LOWER BODY MUSCLE GROUPS DURING PHYSICAL 
EXERTION (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 6-8-1998; IN COMMERCE 9-25-1998. 


CLASS 29—-MEATS AND PROCESSED FOODS 


2,216,587. ANDERSON WATTS LTD., BURNABY, BRIT- 
ISH COLUMBIA, CANADA. SN_ 74-573,034. PUB. 
7-18-1995, FILED 9-13-1994. 


SOUPA ONIONAISE 


FOR DRY SOUP MIXES (U.S. CL. 46). 
FIRST USE 8-13-1998; IN COMMERCE 8-13-1998. 


2,216,591. MARKET DAY CORPORATION, ITASCA, IL. 
SN 74-661,104. PUB. 12-30-1997, FILED 4-12-1995. 


CHICKEN CLASSICS 


OWNER OF U.S. REG. NOS. 1,308,211 AND 1,561,173. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHICKEN”, APART FROM THE MARK AS SHOWN. 

FOR FROZEN PREPARED ENTREES CONSISTING 
PRIMARILY OF CHICKEN (U.S. CL. 46). 

FIRST USE 9-0-1997; IN COMMERCE 9-0-1997. 


2,216,601. D’ANCONIA SHIPLEY CORPORATION, 
DELMAR, MD. SN 74-731,309. PUB. 12-31-1996, FILED 
9-19-1995. 


MILKTEC 


FOR MILK PROTEIN FOR USE AS A FOOD ADDITIVE 
AND FOOD FILLER (U.S. CL. 46). 
FIRST USE 6-1-1998; IN COMMERCE 6-1-1998. 


2,216,611. SHURFINE FOODS, INC., TIGARD, OR. SN 
75-051,038. PUB. 12-10-1996, FILED 1-22-1996. 


SHUR VALU 


OWNER OF U.S. REG. NOS. 770,099 AND 1,546,999. 
FOR CANNED FRUIT (U.S. CL. 46). 
FIRST USE 4-13-1994; IN COMMERCE 4-13-1994. 





™ 174 


CLASS 29—(Continued). 


2,216,615. H. E. BUTT GROCERY COMPANY, SAN ANTO- 
NIO, TX. SN_ 75-065,539. PUB. 7-15-1997, FILED 
2-26-1996. 


HILL COUNTRY FARE 
LUNCH BITES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FARE” OR “LUNCH”, APART FROM THE MARK 
AS SHOWN. 

FOR PACKAGED COMBINATIONS CONSISTING PRI- 
MARILY OF MEAT AND CHEESE WITH CRACKERS 
(U.S. CL. 46). 

FIRST USE 6-0-1996; IN COMMERCE 6-0-1996. 


2,216,620. SEABOARD FARMS, INC., KENNESAW, GA. 
SN 75-094,069. PUB. 6-3-1997, FILED 4-25-1996. 


EASY ROAST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ROAST”, APART FROM THE MARK AS SHOWN. 

FOR INJECTED CHICKEN PARTS, GLAZED AND 
FULLY COOKED, REFRIGERATED OR FROZEN (U.S. 
CL. 46). 

FIRST USE 3-0-1997; IN COMMERCE 3-0-1997. 


2,216,625. INDOPCO, INC., DBA QUEST INTERNATION- 
AL FLAVORS & FOOD INGREDIENTS COMPANY, 
BRIDGEWATER, NJ. SN 75-107,289. PUB. 3-31-1998, 
FILED 5-21-1996. 


CULINARY ADVANTAGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CULINARY”, APART FROM THE MARK AS 
SHOWN. 

FOR DRIED FRUITS AND VEGETABLES (US. CL. 46). 

FIRST USE 1-15-1998; IN COMMERCE 1-15-1998. 


2,216,651. DEL MONTE CORPORATION, SAN FRANCIS- 
CO, CA. SN 75-171,997. PUB. 7-8-1997, FILED 9-25-1996. 


THE REALLY REAL FRUIT 
SNACK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRUIT SNACK”, APART FROM THE MARK AS 
SHOWN. 

FOR CANNED FRUIT (U.S. CL. 46). 

FIRST USE 3-0-1998; IN COMMERCE 3-0-1998. 
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2,216,664. MAK, FONG, LOS ANGELES, CA. SN 
75-191,825. PUB. 7-22-1997, FILED 11-4-1996. 


PLEASANT FARMS 


FOR SOUPS AND BROTHS MADE FROM MEAT, OR 
VEGETABLES, OR COMBINATIONS OF MEAT, VEGE- 
TABLES, GRAIN AND GRAIN PRODUCTS (US. CL. 46). 

FIRST USE 9-30-1998; IN COMMERCE 9-30-1998. 


2,216,683. KFC CORPORATION, LOUISVILLE, KY. SN 
75-216,806. PUB. 9-2-1997, FILED 12-23-1996. 


IT’S FINGER LICKIN’ FUN 


OWNER OF U.S. REG. NOS. 759,776 AND 801,095. 

FOR COOKED CHICKEN FOR CONSUMPTION ON OR 
OFF THE PREMISES (U.S. CL. 46). 

FIRST USE 1-0-1997; IN COMMERCE 1-0-1997. 


2,216,693. SEABEAR COMPANY, ANACORTES, WA. SN 
75-233,216. PUB. 9-30-1997, FILED 1-29-1997. 


RIVER TOUR 


FOR NON-FROZEN, HOT SMOKED, COLD SMOKED, 
AND RE-TORTED SALMON (US. CL. 46). 
FIRST USE 9-12-1997; IN COMMERCE 9-12-1997. 


2,216,708. BI-LO, INC., MAULDIN, SC. SN 75-259,141. PUB. 
11-4-1997, FILED 3-18-1997. 


A DELICIOUS EXPERIENCE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DELICIOUS”, APART FROM THE MARK AS 
SHOWN. 

FOR MEATS, ROTISSERIE CHICKEN, PREPARED 
FRUITS, PREPARED VEGETABLES, VEGETABLE 
SALADS, FRUIT SALADS, AND MEAT SALADS (U.S. CL. 
46). 

FIRST USE 9-0-1998; IN COMMERCE 9-0-1998. 


2,216,729. MONFORT, INC., GREELEY, CO. SN 75-293,987. 
PUB. 1-20-1998, FILED 5-19-1997. 


SUNSET CLASSICS 


FOR BEEF AND BEEF CUTS (U.S. CL. 46). 
FIRST USE 10-15-1997; IN COMMERCE 10-15-1997. 
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2,216,731. HORMEL FOODS CORPORATION, AUSTIN, 
MN. SN 75-294,828. PUB. 1-6-1998, FILED 5-20-1997. 


SPANISH GARDEN 


FOR PROCESSED ARTICHOKES, PROCESSED PIMEN- 
TOS, AND CANNED FRUITS (U.S. CL. 46). 
FIRST USE 9-25-1997; IN COMMERCE 9-25-1997. 


2,216,746. WRIGHT BRAND FOODS, INC., VERNON, TX. 
SN 75-310,809. PUB. 4-21-1998, FILED 6-18-1997. 


OWNER OF U.S. REG. NO. 1,545,487. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR SALT PORK, HAM AND BACON (U.S. CL. 46). 

FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 


2,216,755. NOMADS OF SANTA FE, INC., SANTA FE, 
NM. SN 75-327,469. PUB. 4-28-1998, FILED 7-21-1997. 


NOMADS 


FOR PROCESSED OLIVES AND OLIVE OIL (U.S. CL. 


FIRST USE 9-1-1997; IN COMMERCE 9-1-1997. 


2,216,771. JOHN HOFMEISTER & SON, INC., CHICAGO, 
IL. SN 75-381,742. PUB. 6-9-1998, FILED 10-30-1997. 


OLD HAVANA 


FOR HAM (U.S. CL. 46). 
FIRST USE 8-19-1998; IN COMMERCE 8-19-1998. 


183-409 TMOG-99-24 - QL3 
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CLASS 30—STAPLE FOODS 


2,216,581. BARABOO CANDY COMPANY, INC., BARA- 
BOO, WI. SN 74-338,295. PUB. 7-29-1997, FILED 
12-9-1992. 


COW PIE 


FOR ICE CREAMS AND ICE MILK (U.S. CL. 46). 
FIRST USE 7-23-1998; IN COMMERCE 7-23-1998. 


2,216,585. GROWTH ENTERPRISE INC., THE, ST. LOUIS, 
MO. SN 74-554,522. PUB. 6-27-1995, FILED 7-28-1994. 


PASTA-ESPRESSA 


FOR SEASONINGS FOR FOOD (U.S. CL. 46). 
FIRST USE 9-17-1998; IN COMMERCE 9-17-1998. 


2,216,588. WELLS’ DAIRY, INC., LEMARS, IA. SN 
74-592,160. PUB. 9-24-1996, FILED 10-28-1994. 


DOUBLE DIP 


FOR ICE CREAM BARS (U.S. CL. 46). 
FIRST USE 5-29-1998; IN COMMERCE 5-29-1998. 


2,216,593. PARCHMAN/MADDOX, SULLIGENT, AL. SN 
74-700,806. PUB. 8-12-1997, FILED 7-10-1995. 


ICE PICKLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ICE”, APART FROM THE MARK AS SHOWN. 

FOR NOVELTY FOOD MADE OF ARTIFICIAL PICK- 
LING BRINE TO BE PACKAGED IN A PLASTIC CON- 
TAINER AND SOLD EITHER IN FROZEN FORM OR IN 
LIQUID FORM TO BE FROZEN LATER (U.S. CL. 46). 

FIRST USE 1-0-1996; IN COMMERCE 1-0-1996. 


2,216,602. BLITZ DESIGN CORP., VANCOUVER, BRIT- 
ISH COLUMBIA, CANADA. SN_  74-733,602. PUB. 
12-16-1997, FILED 9-25-1995. 


BREATH ALYZERS 


OWNER OF CANADA REG. NO. TMA466218, DATED 
11-25-1996, EXPIRES 11-25-2011. 

FOR CANDY MINTS (U.S. CL. 46). 

FIRST USE 8-7-1996; IN COMMERCE 12-18-1996. 
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2,216,607. J&J SNACK FOODS CORP., PENNSAUKEN, NJ. 
SN 75-040,866. PUB. 12-3-1996, FILED 1-5-1996. 


AMAZIN’ CINNAMON 
RAISIN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CINNAMON RAISIN”, APART FROM THE MARK 
AS SHOWN. 


FOR SNACK FOODS, NAMELY, FROZEN SOFT PRET- 
ZELS (U.S. CL. 46). 
FIRST USE 2-0-1996; IN COMMERCE 2-0-1996. 


2,216,608. GUAM COFFEE COMPANY, INC., AGANA, 
GUAM. SN 75-046,960. PUB. 1-6-1998, FILED 1-23-1996. 


FOR TEA (U.S. CL. 46). 
FIRST USE 1-7-1997; IN COMMERCE 1-7-1997. 


2,216,636. NABISCO BRANDS COMPANY, CHICAGO, IL. 
SN 75-146,138. PUB. 6-10-1997, FILED 8-1-1996. 


NABISCO 


FOR CANDY (U.S. CL. 46). 
FIRST USE 0-0-1996; IN COMMERCE 0-0-1996. 


2,216,641. SOCIETE DES PRODUITS NESTLE S.A., 1800 
VEVEY, SWITZERLAND. SN 75-154,698. PUB. 6-10-1997, 
FILED 8-22-1996. 


TANDEM 


FOR ICE CREAM, FROZEN ICE CREAM NOVELTIES, 
AND FROZEN NOVELTIES, NAMELY, FROZEN CON- 
FECTIONS (U.S. CL. 46). 

FIRST USE 1-22-1998; IN COMMERCE 1-22-1998. 


2,216,653. FATEC S.A... SAO PAULO, SP, BRAZIL. SN 
75-173,683. PUB. 7-15-1997, FILED 9-30-1996. 


TURMALIN 


THE MARK IS A PORTUGUESE TRANSLATION OF A 
SEMI-PRECIOUS STONE, NAMELY, “TOURMALINE”. 
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FOR COFFEE (U.S. CL. 46). 
FIRST USE 11-1-1997; IN COMMERCE 11-1-1997. 


2,216,656. BI-LO, INC., MAULDIN, SC. SN 75-175,965. PUB. 
7-15-1997, FILED 10-2-1996. 


SOUTHERN HEARTH 


FOR BAKERY GOODS, BREADS, BUNS, ROLLS, 
CAKES, COOKIES, MUFFINS, DONUTS, BAGELS, PIES, 
AND PASTRIES (U.S. CL. 46). 

FIRST USE 9-15-1998; IN COMMERCE 9-15-1998. 


2,216,662. STASSEN NORTH AMERICA, BOULDER, CO. 
SN 75-189,404. PUB. 7-15-1997, FILED 10-29-1996. 


A CUP OF SAN FRANCISCO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SAN FRANCISCO”, APART FROM THE MARK AS 
SHOWN. 

FOR TEA, COFFEE, COCOA AND COCOA MIXES (U.S. 
CL. 46). 

FIRST USE 7-0-1997; IN COMMERCE 7-0-1997. 


2,216,671. SOCIETE DES PRODUITS NESTLE S.A., 1800 
VEVEY, SWITZERLAND. SN 75-199,870. PUB. 3-24-1998, 
FILED 11-18-1996. 


NESTLE FLIPZ 


OWNER OF US. REG. 
OTHERS. 

FOR PRETZELS (U.S. CL. 46). 

FIRST USE 5-0-1997; IN COMMERCE 5-0-1997. 


NOS. 188,089, 739,119, AND 


2,216,686. AMUROL CONFECTIONS COMPANY, YORK- 
VILLE, IL. SN 75-221,668. PUB. 12-9-1997, FILED 
1-6-1997. 


BUBBLE TAPE AWESOME 
ORIGINAL 


OWNER OF U.S. REG. NOS. 1,535,572 AND 1,992,071. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BUBBLE” AND “ORIGINAL”, APART FROM THE 
MARK AS SHOWN. 

FOR CONFECTIONERY, NAMELY, BUBBLE GUM (U.S. 
CL. 46). 

FIRST USE 3-25-1997; IN COMMERCE 3-25-1997. 
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2,216,725. PACIFIC BALLOON CO., INC., VENTURA, CA. 
SN 75-284,921. PUB. 12-16-1997, FILED 5-1-1997. 


SEASONAL SELECTIONS 


FOR COFFEE AND TEA (U.S. CL. 46). 
FIRST USE 12-0-1997; IN COMMERCE 12-0-1997. 


2,216,732. LUXE ENTERPRISES LTD., 
TAIWAN. SN_ 75-296,198. PUB. 
5-22-1997. 


PING-TUNG, 
3-31-1998, FILED 


Noopte 
MASTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NOODLE”, APART FROM THE MARK AS SHOWN. 

THE CHINESE CHARACTERS IN THE MARK TRANS- 
LITERATE TO “MIEN CHIANG” AND THIS MEANS 
“NOODLE MASTER” IN ENGLISH. 

FOR NOODLES; UDON NOODLES; NOODLE PROD- 
UCTS, NAMELY, PACKAGED MEALS CONSISTING PRI- 
MARILY OF NOODLES; VERMICELLI AND FLOUR FOR 
FOODS (U.S. CL. 46). 

FIRST USE 1-6-1998; IN COMMERCE 1-6-1998. 


2,216,737. CARGILL, INCORPORATED, WAYZATA, MN. 
SN 75-299,289. PUB. 1-13-1998, FILED 5-28-1997. 


ACCUGEL 


FOR MODIFIED AND UNMODIFIED EDIBLE FOOD 
STARCHES (U.S. CL. 46). 
FIRST USE 9-11-1997; IN COMMERCE 9-11-1997. 


2,216,738. BCB BEVERAGES LIMITED, COUNTY CORK, 
IRELAND. SN_ /75-299,811. PUB. 1-20-1998, FILED 
5-28-1997. 


SLEET 


FOR ICE TEA (U.S. CL. 46). 
FIRST USE 10-1-1997; IN COMMERCE 10-1-1997. 
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2,216,739. AMOCO OIL COMPANY, CHICAGO, IL. SN 
75-300,454. PUB. 1-20-1998, FILED 5-30-1997. 


THE BEAST 


FOR PRE-PACKAGED AND MADE-TO-ORDER SAND- 
WICHES (U.S. CL. 46). 
FIRST USE 9-1-1997; IN COMMERCE 9-1-1997. 


2,216,756. WISE FOODS INVESTMENTS, INC., WILMING- 
TON, DE. SN 75-328,485. PUB. 4-7-1998, FILED 7-22-1997. 


TOTALLY CHEEZED 


FOR CHEESE FLAVORED PUFFED CORN SNACKS 
(U.S. CL. 46). 
FIRST USE 8-7-1998; IN COMMERCE 8-7-1998. 


2,216,759. DEAN FOODS COMPANY, FRANKLIN PARK, 
IL. SN 75-336,319. PUB. 4-21-1998, FILED 8-5-1997. 


FIELDCREST 


OWNER OF U.S. REG. NOS. 838,013 AND 1,733,394. 
FOR PUDDING AND CHEESE SAUCE (U.S. CL. 46). 
FIRST USE 2-24-1997; IN COMMERCE 2-24-1997. 


2,216,764. PHILADELPHIA CHEWING GUM CORPORA- 
TION, HAVERTOWN, PA. SN 75-362,056. PUB. 5-12-1998, 
FILED 9-24-1997. 


GOLD ROCKS 


FOR BUBBLE GUM AND CANDY (US. CL. 46). 
FIRST USE 4-24-1998; IN COMMERCE 4-24-1998. 


2,216,765. LONE STAR CONSOLIDATED FOODS, INC., 
DALLAS, TX. SN 75-371,794. PUB. 6-2-1998, FILED 
10-10-1997. 


MOON BABIES 


FOR BAKERY PRODUCTS, NAMELY, DOUGHNUT 
HOLES (U.S. CL. 46). 
FIRST USE 2-4-1998; IN COMMERCE 2-4-1998. 
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2,216,769. WAGNER GOURMET FOODS, INC., WILMING- 
TON, NC. SN_ 75-381,685. PUB. 6-16-1998, FILED 
10-30-1997. 


BOG BOTTOM 


FOR SAUCES, SALAD DRESSING, SALSA, SPICES, 
PROCESSED HERBS, SEASONINGS (U.S. CL. 46). 
FIRST USE 3-0-1998; IN COMMERCE 3-0-1998. 


2,216,772. WAGNER GOURMET FOODS, INC., WILMING- 
TON, NC. SN _ 75-381,891. PUB. 6-2-1998, FILED 
10-30-1997. 


TAHITIAN RED WAVE 


FOR SAUCES, SALAD DRESSING, SALSA, SPICES, 
PROCESSED HERBS, SEASONINGS (U.S. CL. 46). 
FIRST USE 3-0-1998; IN COMMERCE 3-0-1998. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


2,216,583. AJINOMOTO KABUSHIKI KAISHA, DBA AJIN- 
OMOTO CO., INC., CHUO-KU TOKYO 104, JAPAN. SN 
74-464, 182. PUB. 11-22-1994, FILED 11-30-1993. 


AMINOLAC 


FOR RUMEN-PROTECTED OR RUMEN BYPASSED 
NON-MEDICATED SUPPLEMENTS FOR ANIMAL FEED 
(U.S. CLS. 1 AND 46). 

FIRST USE 10-0-1997; IN COMMERCE 10-0-1997. 


2,216,586. MJM TECHNOLOGIES, L.L.P., STACY, MN, AS- 
SIGNEE OF PRETTY BIRD INTERNATIONAL, INC., 
STACY, MN. SN 74-557,645. PUB. 4-25-1995, FILED 
8-5-1994. 


TENDER HEARTS 


FOR MOIST BIRD FOOD TREATS (U.S. CLS. 1 AND 46). 
FIRST USE 7-8-1998; IN COMMERCE 7-8-1998. 


2,216,594. ENTHOVEN BREEDING B.V., 2291EB WATER- 
INGEN, NETHERLANDS. SN 74-702,224. PUB. 5-28-1996, 
FILED 7-17-1995. 


MERITE 


FOR LIVE PLANTS (U.S. CLS. 1 AND 46). 
FIRST USE 12-0-1985; IN COMMERCE 5-21-1996. 
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2,216,690. HIGGINS GROUP CORP., THE, CORAL 
GABLES, FL. SN 75-224,659. PUB. 9-23-1997, FILED 
1-13-1997. 


NEDERLANDS VITA 
KRUNCH 


OWNER OF U.S. REG. NO. 1,733,414. 

FOR PET FOOD PRODUCTS, NAMELY, BIRD SEED 
AND BIRD FOOD, AND FOOD FOR GERBILS, GUINEA 
PIGS, HAMSTERS, RABBITS, LIZARDS, TURTLES AND 
OTHER REPTILES (U.S. CLS. 1 AND 46). 

FIRST USE 3-31-1997; IN COMMERCE 3-31-1997. 


2,216,714. T. LARRY JONES, INC., PIERSON, 
75-267,411. PUB. 1-20-1998, FILED 4-1-1997. 


FL. SN 


STAR ASPARAGUS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASPARAGUS”, APART FROM THE MARK AS 
SHOWN. 

FOR CUT GREENS AND FOLIAGE (U.S. CLS. 1 AND 
46). 

FIRST USE 9-0-1997; IN COMMERCE 9-0-1997. 


2,216,715. KAYTEE PRODUCTS INCORPORATED, CHIL- 
TON, WI. SN_ 75-267,442. PUB. 12-30-1997, FILED 
4-1-1997. 


KAYTEE NIBBLERS 


OWNER OF U.S. REG. NOS. 1,440,780 AND 2,077,393. 

FOR FEED FOR SMALL ANIMALS (U.S. CLS. 1 AND 
46). 

FIRST USE 9-0-1997; IN COMMERCE 9-0-1997. 


2,216,716. KAYTEE PRODUCTS INCORPORATED, CHIL- 
TON, WI. SN _ 75-267,621. PUB. 12-30-1997, FILED 
4-1-1997. 


KAYTEE HEALTHY BITS 


OWNER OF U.S. REG. NOS. 1,440,780 AND 2,077,393. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTHY BITS”, APART FROM THE MARK AS 
SHOWN. 

FOR FEED FOR BIRDS AND SMALL ANIMALS (U.S. 
CLS. 1 AND 46). 

FIRST USE 7-0-1997; IN COMMERCE 7-0-1997. 
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2,216,717. KAYTEE PRODUCTS INCORPORATED, CHIL- 
TON, WI. SN 75-267,769. PUB. 1-6-1998, FILED 4-1-1997. 


KAYTEE HEALTHY CAKES 


OWNER OF U.S. REG. NOS. 1,440,780 AND 2,077,393. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTHY CAKES”, APART FROM THE MARK AS 
SHOWN. 

FOR FEED FOR BIRDS AND SMALL ANIMALS (U.S. 
CLS. 1 AND 46). 

FIRST USE 7-31-1997; IN COMMERCE 7-31-1997. 


2,216,733. KHR, LTD., OMAHA, NE. SN 75-296,563. PUB. 
2-10-1998, FILED 5-22-1997. 


THE DRAWING IS LINED FOR THE COLOR YELLOW. 
FOR DOG AND CAT FOOD (U.S. CLS. 1 AND 46). 
FIRST USE 8-18-1997; IN COMMERCE 8-18-1997. 


2,216,743. A. DUDA & SONS, INC., OVIEDO, FL. SN 
75-305,576. PUB. 4-21-1998, FILED 6-9-1997. 


SYLVIA 


FOR FRESH FRUITS AND FRESH VEGETABLES (U.S. 
CLS. 1 AND 46). 
FIRST USE 12-0-1997; IN COMMERCE 12-0-1997. 


2,216,748. NATUFLOR S.A., QUITO, ECUADOR. 
75-316,914. PUB. 3-17-1998, FILED 6-30-1997. 


NATUFLOR 


FOR LIVE FLOWERS (U.S. CLS. 1 AND 46). 
FIRST USE 1-18-1997; IN COMMERCE 1-18-1997. 


SN 


CLASS 32—LIGHT BEVERAGES 


2,216,589. BOSCH, RAFAEL ENRIQUE, FORT LAUDER- 
DALE, FL. SN _ 74-592,470. PUB. 4-2-1996, FILED 
10-31-1994. 


PIRATES’ BREW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BREW”, APART FROM THE MARK AS SHOWN. 

FOR BEER (U.S. CLS. 45, 46 AND 48). 

FIRST USE 8-24-1998; IN COMMERCE 8-24-1998. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 32—(Continued). 


2,216,598. LAGNIAPPE BREWING COMPANY, INC., NEW 
ORLEANS, LA. SN 74-717,154. PUB. 6-25-1996, FILED 
8-17-1995. 


LAGNIAPPE 


FOR BEER, ALE, PORTER, STOUT, PILSNER (U.S. CLS. 
45, 46 AND 48). 
FIRST USE 8-19-1998; IN COMMERCE 8-19-1998. 


2,216,622. INTERNATIONAL FOOD CONCEPTS, INC., 
JERSEY CITY, NJ. SN 75-100,281. PUB. 6-24-1997, FILED 
5-7-1996. 


LELOLAI 


FOR FRUIT-BASED DRINKS (U.S. CLS. 45, 46 AND 48). 
FIRST USE 7-14-1998; IN COMMERCE 7-14-1998. 


2,216,655. PEPSICO, INC., PURCHASE, NY. SN 75-175,390. 
PUB. 6-23-1998, FILED 10-1-1996. 


THE CLAW BOTTLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOTTLE”, APART FROM THE MARK AS SHOWN. 

FOR SOFT DRINKS (U.S. CLS. 45, 46 AND 48). 

FIRST USE 2-0-1997; IN COMMERCE 2-0-1997. 


2,216,669. GOYA FOODS, INC., SECAUCUS, NJ. SN 
75-197,892. PUB. 9-16-1997, FILED 11-14-1996. 


SOLAMENTE UNA 
CALIDAD...LA MEJOR 


OWNER OF U.S. REG. NOS. 1,820,753, 1,825,934, AND 
1,967,789. 

THE PHRASE “SOLAMENTE UNA CALIDAD...LA 
MEJOR” TRANSLATES INTO ENGLISH AS “JUST ONE 
QUALITY...THE BEST”. 

FOR SOFT DRINKS, FRUIT DRINKS, FRUIT NECTARS 
AND FRUIT JUICES (U.S. CLS. 45, 46 AND 48). 

FIRST USE 3-0-1988; IN COMMERCE 3-0-1988. 
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CLASS 32—(Continued). 


2,216,747. SUGARLOAF SPRING RAIN (INTERNATION- 
AL) LIMITED, DARTMOUTH, NOVA SCOTIA B3B 1M2, 
CANADA. SN_ 75-316,795. PUB. 4-21-1998, FILED 
6-30-1997. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPRING WATER”, “NATURAL” AND “BOTTLED 
AT THE SOURCE”, APART FROM THE MARK AS 
SHOWN. 

FOR SPRING AND BOTTLED DRINKING WATER (U.S. 
CLS. 45, 46 AND 48). 

FIRST USE 6-0-1996; IN COMMERCE 4-29-1998. 


2,216,758. HANSEN BEVERAGE COMPANY, ANAHEIM, 
CA. SN 75-332,573. PUB. 4-21-1998, FILED 7-29-1997. 


STAMINA 


FOR FRUIT DRINKS, SOFT DRINKS, CARBONATED 
SOFT DRINKS (U.S. CLS. 45, 46 AND 48). 
FIRST USE 12-11-1997; IN COMMERCE 1-6-1998. 


2,216,770. WAGNER GOURMET FOODS, INC., WILMING- 
TON, NC. SN_ 75-381,699. PUB. 6-16-1998, FILED 
10-30-1997. 


SWAMP MARY 


FOR NON-ALCOHOLIC COCKTAIL MIXES (U.S. CLS. 
45, 46 AND 48). 
FIRST USE 3-0-1998; IN COMMERCE 3-0-1998. 


2,216,773. WAGNER GOURMET FOODS, INC., WILMING- 
TON, NC. SN _ 75-381,899. PUB. 6-16-1998, FILED 
10-30-1997. 


LIME DANCE 


FOR NON-ALCOHOLIC COCKTAIL MIXES (U.S. CLS. 
45, 46 AND 48). 
FIRST USE 3-0-1998; IN COMMERCE 3-0-1998. 


OFFICIAL GAZETTE 


JANUARY 5, 1999 
CLASS 33—WINES AND SPIRITS 


2,216,604. SOCIEDAD AGRARIA DE TRANSFORMA- 
CION LOS CURROS NO. 2566, 47490 RUEDA (VALLA- 
DOLID), SPAIN. SN 75-022,650. PUB. 8-12-1997, FILED 
3-7-1997. 


BOADA 


FOR WINES (U.S. CLS. 47 AND 49). 
FIRST USE 3-0-1993; IN COMMERCE 1-0-1997. 


2,216,617. BOSTON BEER COMPANY LIMITED PART- 
NERSHIP, DBA THE BOSTON BEER COMPANY, 
BOSTON, MA. SN 75-073,937. PUB. 8-13-1996, FILED 
3-18-1996. 


HARDWOOD 


FOR BEVERAGES, NAMELY, WINES AND HARD 
CIDERS (U.S. CLS. 47 AND 49). 
FIRST USE 9-10-1998; IN COMMERCE 9-30-1998. 


2,216,627. SB SRL, 33100 UDINE, ITALY. SN 75-113,968. 
PUB. 9-30-1997, FILED 6-3-1996. 


MANI 


THE ENGLISH TRANSLATION OF THE ITALIAN 
WORD “MANI” IS “HANDS”. 

FOR ALCOHOLIC DRINKS, NAMELY, WINE, GRAPPA, 
WHISKEY AND COGNAC (U.S. CLS. 47 AND 49). 

FIRST USE 3-11-1997; IN COMMERCE 3-11-1997. 


2,216,648. SOCIETE COOPERATIVE DES PRODUCTEURS 
DE BLANQUETTE DE LIMOUX, 11300 LIMOUX, 
FRANCE. SN _ 75-168,026. PUB. 12-16-1997, FILED 
9-18-1996. 


LES 7 SOEURS 


OWNER OF FRANCE REG. 
1-28-1983, RENEWED AS REG. 
1-28-1993, EXPIRES 1-28-2003. 

THE ENGLISH TRANSLATION OF THE FOREIGN 
WORDING IN THE MARK “LES 7 SOEURS”, IS “THE 7 
SISTERS”. 

FOR WINES (U.S. CLS. 47 AND 49). 

FIRST USE 10-0-1982; IN COMMERCE 1-14-1998. 


NO. 
NO. 


1226063, DATED 
1226063, DATED 


2,216,672. GREEN ISLAND VINEYARDS L.L.C., NAPA, 
CA. SN 75-200,893. PUB. 7-15-1997, FILED 11-20-1996. 


GREEN ISLAND 


FOR WINES (U.S. CLS. 47 AND 49). 
FIRST USE 11-0-1997; IN COMMERCE 12-15-1997. 
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CLASS 33—(Continued). 


2,216,741. CHIVAS BROTHERS LIMITED, PAISLEY PA3 
4DY, SCOTLAND. SN 75-303,293. PUB. 4-21-1998, FILED 
6-4-1997. 


DE DANU 


THE MARK “DE DANU” IS THE NAME OF A CELTIC 
GOD. 

FOR SCOTCH WHISKY (U.S. CLS. 47 AND 49). 

FIRST USE 4-30-1998; IN COMMERCE 4-30-1998. 


2,216,762. CRISTALL U.S.A., INC., BOCA RATON, FL. SN 
75-353,143. PUB. 6-9-1998, FILED 9-8-1997. 


COMPROMISE IS 
UNACCEPTABLE 


FOR ALCOHOLIC BEVERAGES, NAMELY, VODKA 
(U.S. CLS. 47 AND 49). 
FIRST USE 2-15-1997; IN COMMERCE 2-15-1997. 


2,216,766. SOUTHWEST SPECIALTY FOOD, INC., GLEN- 
DALE, AZ. SN 75-373,419. PUB. 4-21-1998, FILED 
10-15-1997. 


ASS KICKIN’ 


OWNER OF U.S. REG. NO. 2,099,370. 
FOR WINE (U.S. CLS. 47 AND 49). 
FIRST USE 9-1-1998; IN COMMERCE 9-1-1998. 


U.S. PATENT AND TRADEMARK OFFICE 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


2,216,599. DETROIT EDISON 
TROIT, MI. 
8-30-1995. 


COMPANY, THE, DE- 
SN 74-722,872. PUB. 8-20-1996, FILED 


os 


FOR BUSINESS MANAGEMENT AND CONSULTA- 
TION SERVICES IN THE FIELDS OF ENERGY AND THE 
ELECTRICAL UTILITY FIELD (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 7-17-1998; IN COMMERCE 7-17-1998. 


2,216,623. PC CONNECTION, INC., MARLOW, NH. SN 
75-101,107. PUB. 7-15-1997, FILED 5-9-1996. 


INTERNET CONNECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERNET”, APART FROM THE MARK AS 
SHOWN. 

FOR ONLINE RETAIL STORE SERVICES VIA THE 
GLOBAL COMPUTER NETWORK, FEATURING COM- 
PUTERS, COMPUTER SYSTEMS, PERIPHERALS AND 
SOFTWARE (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-31-1998; IN COMMERCE 7-31-1998. 
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CLASS 35—(Continued). 


2,216,680. TOTALLY COOL, INC., CINNAMINSON, NJ. SN 
75-212,235. PUB. 2-17-1998, FILED 12-12-1996. 


THE STIPPLING IS FOR SHADING PURPOSES ONLY. 

FOR WHOLESALE DISTRIBUTORSHIP AND RETAIL 
STORE SERVICES FEATURING FLAVORED WATER 
ICES, ICE CREAM PRODUCTS AND ICE CREAM CON- 
FECTIONS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-1-1998; IN COMMERCE 4-1-1998. 


2,216,721. TECHNION COMMUNICATIONS CORPORA- 
TION, MIAMI, FL. SN 75-270,566. PUB. 5-5-1998, FILED 
4-7-1997. 


TECHNION 
COMMUNICATIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMMUNICATIONS”, APART FROM THE MARK 
AS SHOWN. 

FOR TELEMARKETING SERVICES, NAMELY, THE 
COMPILING AND ORGANIZING OF NAMES, PHONE 
NUMBERS, ADDRESSES AND THE LIKE AND PROVID- 
ING SUCH DATABASES TO TELEMARKETING FIRMS 
FOR USE IN SOLICITING POTENTIAL CUSTOMERS 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-18-1997; IN COMMERCE 4-18-1997. 


2,216,749. BUXTON COMPANY, THE, FORT WORTH, TX. 
SN 75-322,275. PUB. 4-7-1998, FILED 7-10-1997. 


IDENTIFYING YOUR 
CUSTOMERS WHERE THEY 
ARE HOW TO MARKET TO 

THEM 


FOR MARKET RESEARCH, INCLUDING GEOGRAPH- 
IC INFORMATION SYSTEMS (U.S. CLS. 100, 101 AND 102). 
FIRST USE 9-23-1997; IN COMMERCE 9-23-1997. 


OFFICIAL GAZETTE 


2,216,752. BURNHAM 


JANUARY 5, 1999 


CLASS 35—(Continued). 


PROPERTIES CORPORATION, 
WILMINGTON, DE. SN 75-323,934. PUB. 3-31-1998, 
FILED 7-14-1997. 


y, 


A 


FOR WHOLESALE DISTRIBUTORSHIP SERVICES 
FEATURING HEATING AND _ AIR-CONDITIONING 
EQUIPMENT (U.S. CLS. 109, 101 AND 102). 

FIRST USE 4-0-1997; IN COMMERCE 4-0-1997. 


2,216,763. VISIONTEK, INC., GURNEE, IL. SN 75-354,080. 
PUB. 6-16-1998, FILED 9-9-1997. 


MEMORY NOW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEMORY”, APART FROM THE MARK AS SHOWN. 

FOR MAIL ORDER SERVICES IN THE FIELD OF 
COMPUTER MEMORY PRODUCTS (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 7-4-1997; IN COMMERCE 7-4-1997. 


CLASS 36—INSURANCE AND FINANCIAL 


2,216,638. GUARANTY FEDERAL 
DALLAS, TX. SN 75-148,788. PUB. 
8-12-1996. 


BANK, F.S.B., 
11-25-1997, FILED 


LEARNINGLOAN 


FOR BANKING SERVICES AND SAVINGS AND LOAN 
SERVICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 11-1-1996; IN COMMERCE 11-1-1996. 
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CLASS 36—(Continued). 


2,216,674. BRIDGE INFORMATION SYSTEMS, INC., ST. 
LOUIS, MO. SN 75-201,950. PUB. 6-16-1998, FILED 
11-21-1996. 


BRIDGEFEED 


FOR COMPUTER SERVICES, NAMELY, PROVISION 
OF ON-LINE FINANCIAL MARKET INFORMATION, 
DATA, STATISTICS, AND ANALYSIS; PROVISION OF 
ON-LINE SECURITIES INFORMATION; PROVISION OF 
ON-LINE HISTORICAL AND CURRENT PRICING AND 
TRADING INFORMATION (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-10-1997; IN COMMERCE 2-10-1997. 


2,216,675. BRIDGE INFORMATION SYSTEMS, INC., ST. 
LOUIS, MO. SN 75-202,744. PUB. 6-16-1998, FILED 
11-21-1996. 


BRIDGESTATION 


FOR COMPUTER SERVICES, NAMELY, PROVISION 
OF ON-LINE FINANCIAL MARKET INFORMATION, 
DATA, STATISTICS, AND ANALYSIS; PROVISION OF 
ON-LINE SECURITIES INFORMATION; PROVISION OF 
ON-LINE HISTORICAL AND CURRENT PRICING AND 
TRADING INFORMATION (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-1-1996; IN COMMERCE 11-1-1996. 


2,216,703. BANKERS LIFE INSURANCE COMPANY OF 
NEW YORK, WOODBURY, NY. SN 75-251,616. PUB. 
6-2-1998, FILED 2-10-1997. 


WORKSHOP 


FOR LIFE INSURANCE UNDERWRITING SERVICES 
(U.S. CLS. 100, 101 AND 102). 
FIRST USE 5-15-1997; IN COMMERCE 5-15-1997. 


2,216,728. TRUSTMARK INSURANCE COMPANY, LAKE 
SN 75-293,601. PUB. 4-7-1998, FILED 


TERM ALTERNATIVE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TERM”, APART FROM THE MARK AS SHOWN. 

FOR ADMINISTRATION AND UNDERWRITING OF 
LIFE INSURANCE (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-0-1996; IN COMMERCE 7-0-1996. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 36—(Continued). 


2,216,751. VANGUARD GROUP, INC., THE, MALVERN, 
PA. SN 75-323,576. PUB. 6-2-1998, FILED 7-14-1997. 


VANGUARD FIDUCIARY 
SERVICES 


OWNER OF U.S. REG. NOS. 1,599,572, 1,716,394, AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FIDUCIARY SERVICES”, APART FROM THE 
MARK AS SHOWN. 

FOR INVESTMENT CONSULTATION AND INVEST- 
MENT MANAGEMENT (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-24-1997; IN COMMERCE 11-24-1997. 


2,216,754. OXFORD FINANCIAL ADVISORS CORPORA- 
TION, CARMEL, IN. SN 75-324,165. PUB. 3-24-1998, 
FILED 7-14-1997. 


Op 


FINANCIAL ADVISORS 
CORPORATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FINANCIAL ADVISORS CORPORATION”, APART 
FROM THE MARK AS SHOWN. 

FOR PROVIDING FINANCIAL ADVICE FOR CLOSELY 
HELD COMPANIES, NOT-FOR-PROFIT ORGANIZA- 
TIONS AND INDIVIDUALS AND FAMILIES OF SUB- 
STANTIAL WEALTH; THE SERVICES DO NOT IN- 
CLUDE FINANCIAL MANAGEMENT, STOCK BROKER- 
AGE OR LOAN SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-0-1997; IN COMMERCE 7-0-1997. 
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CLASS 37—CONSTRUCTION AND REPAIR 


2,216,637. TRUCK FARM, INC., MURRELLS INLET, SC. 
SN 75-148,365. PUB. 10-14-1997, FILED 8-12-1996. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

THE MARK CONSISTS IN PART OF A SHARK RIDING 
IN AN ALL TERRAIN VEHICLE WITH A SURFBOARD. 

FOR AUTOMOBILE REPAIR, MAINTENANCE, AND 
PAINTING (U.S. CLS. 100, 103 AND 106). 

FIRST USE 10-16-1995; IN COMMERCE 10-16-1995. 


CLASS 38—COMMUNICATION 


2,216,590. AFFILIATED CENTRAL, INC., BROOKLYN, 
NY. SN 74-622,762. PUB. 10-1-1996, FILED 1-18-1995. 


800 BEEPBEEP 


FOR COMMUNICATION SERVICES, NAMELY, ELEC- 
TRONIC TRANSMISSION OF MESSAGES (U.S. CLS. 100, 
101 AND 104). 

FIRST USE 5-15-1997; IN COMMERCE 5-15-1997. 


2,216,595. CMT PARTNERS, SO. SAN FRANCISCO, CA. 
SN 74-706,840. PUB. 5-20-1997, FILED 7-27-1995. 


TRANSGLOBAL CARD 


FOR TELECOMMUNICATION SERVICES, NAMELY, 
PROVIDING CELLULAR TELEPHONE ACCESS (US. 
CLS. 100, 101 AND 104). 

FIRST USE 5-25-1995; IN COMMERCE 4-0-1996. 


OFFICIAL GAZETTE 


JANUARY 5, 1999 


CLASS 38—(Continued). 


2,216,639. LOS ANGELES CELLULAR TELEPHONE 
COMPANY, CERRITOS, CA. SN_ 75-151,214. PUB. 
1-13-1998, FILED 8-16-1996. 


L.A. CELLULAR’S DATA 
GATEWAY 


OWNER OF U.S. REG. NOS. 1,673,672 AND 1,791,925. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CELLULAR’S DATA GATEWAY”, APART FROM 
THE MARK AS SHOWN. 

SEC. 2(F). 

FOR CELLULAR TELECOMMUNICATIONS SERVICES, 
NAMELY, CELLULAR TELEPHONE SERVICES (US. 
CLS. 100, 101 AND 104). 

FIRST USE 3-0-1997; IN COMMERCE 3-0-1997. 


2,216,702. AT&T CORP., NEW YORK, NY. SN 75-249,791. 
PUB. 1-6-1998, FILED 2-28-1997. 


AT&T EASY REACH 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR TELECOMMUNICATIONS SERVICES, NAMELY, 
THE ELECTRONIC TRANSMISSION OF VOICE, DATA, 
FACSIMILE, VIDEO AND INFORMATION; TELECOM- 
MUNICATIONS PERSONAL NUMBERING SERVICES, 
NAMELY, PERSONAL 800 NUMBER SERVICES; PERSON- 
AL 500 NUMBER SERVICES; PERSONAL COMMUNICA- 
TIONS SERVICES, NAMELY, CALL FORWARDING 
SERVICES, CALL MANAGEMENT SERVICES, CALL SE- 
QUENCING SERVICES AND VOICE MAIL AND VOICE 
MESSAGING SERVICES (U.S. CLS. 100, 101 AND 104). 

FIRST USE 5-1-1997; IN COMMERCE 5-1-1997. 


1,293,305, 1,836,366, AND 


CLASS 39—TRANSPORTATION AND 
STORAGE 


2,216,646. TODAY’S TRAVELER LLC, BELLEVUE, WA. 
SN 75-162,838. PUB. 12-23-1997, FILED 9-9-1996. 


TODAY’S TRAVELER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TRAVELER”, APART FROM THE MARK AS 
SHOWN. 

FOR TRAVEL AGENCY SERVICES, NAMELY, 
MAKING RESERVATIONS AND BOOKINGS FOR 
TRANSPORTATION (U.S. CLS. 100 AND 105). 

FIRST USE 2-0-1997; IN COMMERCE 2-0-1997. 


2,216,691. BAR-LEVAV, REUVEN, SOUTHFIELD, MI. SN 
75-226,245. PUB. 1-13-1998, FILED 1-16-1997. 


COMFORTAIR CLASS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLASS”, APART FROM THE MARK AS SHOWN. 
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CLASS 39—(Continued). 


FOR TRANSPORTATION SERVICES, NAMELY, 
TRANSPORTATION OF PASSENGERS BY AIR AND 
SERVICES PROVIDED TO THE PASSENGERS (U.S. CLS. 
100 AND 105). 

FIRST USE 11-3-1997; IN COMMERCE 11-3-1997. 


2,216,712. OGLETHORPE POWER CORPORATION, 
TUCKER, GA. SN 75-265,575. PUB. 11-11-1997, FILED 
3-28-1997. 


THE MARK IS LINED FOR THE COLOR RED. 

FOR TRANSMISSION OF ELECTRIC POWER (U.S. CLS. 
100 AND 105). 

FIRST USE 1-0-1997; IN COMMERCE 1-0-1997. 


2,216,761. BURLINGTON NETWORKS INC., IRVINE, CA. 
SN 75-351,146. PUB. 4-28-1998, FILED 9-3-1997. 


TERM croear 


OWNER OF U.S. REG. NO. 2,097,319. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GLOBAL”, APART FROM THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR TRANSPORT AND FORWARDING BY AIR, SEA 
AND LAND AND THE EXPRESS TRANSPORT BY AIR, 
SEA AND LAND OF FREIGHT, PACKAGES AND ENVE- 
LOPES, AND, THE WAREHOUSING OF GOODS (U.S. 
CLS. 100 AND 105). 

FIRST USE 10-1-1997; IN COMMERCE 10-1-1997. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 40—MATERIAL TREATMENT 


2,216,670. MAGNETICS INTERNATIONAL, INC., CHICA- 
GO, IL. SN 75-199,764. PUB. 8-5-1997, FILED 11-18-1996. 


ACCUCORE 


FOR MANUFACTURING OF MACHINE COMPONENTS 
FROM COATED AND PRESSED MAGNETIC STEEL 
PARTICLES TO THE ORDER AND SPECIFICATION OF 
OTHERS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 12-2-1996; IN COMMERCE 12-2-1996. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


2,216,582. CAIRNS, IAN, VIA BUSSELTON, 6280, WEST 
AUSTRALIA, AUSTRALIA. SN _ 74-366,378. PUB. 
4-11-1995, FILED 3-9-1993. 


SURF THE PLANET 


FOR PRODUCTION AND DISTRIBUTION OF TELEVI- 
SION PROGRAMS AND PRODUCTION OF VIDEO 
TAPES FEATURING WAVE CONDITIONS AT SURFING 
LOCATIONS, SURFING BY SURFERS AND RESULTS OF 
SURFING EVENTS, AT LOCATIONS THROUGHOUT 
THE WORLD (US. CLS. 100, 101 AND 107). 

FIRST USE 1-1-1997; IN COMMERCE 1-2-1997. 


2,216,630. TOP PRODUCER, SANTA ROSA, CA. SN 
75-131,203. PUB. 10-14-1997, FILED 7-5-1996. 


BROYLES-LEADEM 
INSTITUTE FOR ADVANCED 
FINANCIAL PRACTICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INSTITUTE FOR ADVANCED FINANCIAL PRAC- 
TICE”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES AND OFFERING SELF-STUDY 
COURSES IN THE FIELD OF FINANCIAL PLANNING 
AND INVESTMENTS, AND PROVIDING AWARDS TO 
DEMONSTRATE EXCELLENCE IN THE FIELD OF FI- 
NANCIAL PLANNING AND INVESTMENTS (U.S. CLS. 
100, 101 AND 107). 

FIRST USE 7-0-1996; IN COMMERCE 7-0-1996. 


2,216,644. VIACOM INTERNATIONAL INC., NEW YORK, 
NY. SN 75-160,495. PUB. 6-3-1997, FILED 9-4-1996. 


TED THE HEAD 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF A SHORT FORM, LIVE ACTION COMEDY TELEVI- 
SION SERIES (U.S. CLS. 100, 101 AND 107). 

FIRST USE 5-3-1997; IN COMMERCE 5-3-1997. 
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CLASS 41—(Continued). 


2,216,661. HOMELIFE SECURITIES, 
DALE, ONTARIO, CANADA. SN 
1-6-1998, FILED 10-24-1996. 


INC., WILLOW- 
75-186,868. PUB. 


OWNER OF U.S. REG. NOS. 1,746,040 AND 1,751,527. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF LIVE PERFORMANCES BY A CARTOON OR COS- 
TUMED CHARACTER; ENTERTAINMENT SERVICES IN 
THE NATURE OF VIDEOTAPE PRODUCTION OF PER- 
FORMANCES BY A CARTOON OR COSTUMED CHAR- 
ACTER; ENTERTAINMENT SERVICES IN THE NATURE 
OF CHILDREN’S TELEVISION SHOWS (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 5-0-1990; IN COMMERCE 5-0-1990. 


2,216,720. O’KRENT, VALERIE A., OLD SAYBROOK, CT. 
SN 75-269,731. PUB. 4-14-1998, FILED 4-7-1997. 


“RE-ARCING THE 
RAINBOW” 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING WORKSHOPS, SEMINARS AND CONFER- 
ENCES IN THE FIELD OF WOMEN’S MID-LIFE TRANSI- 
TIONS AND DEVELOPMENT, AND DISTRIBUTING 
COURSE MATERIALS IN CONNECTION THEREWITH 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 3-22-1997; IN COMMERCE 9-18-1997. 


CLASS 42—MISCELLANEOUS SERVICES 


2,216,647. TODAY’S TRAVELER LLC, BELLEVUE, WA. 
SN 75-162,967. PUB. 12-30-1997, FILED 9-9-1996. 


TODAY’S TRAVELER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TRAVELER”, APART FROM THE MARK AS 
SHOWN. 

FOR TRAVEL AGENCY SERVICES, NAMELY, 
MAKING RESERVATIONS AND BOOKING FOR TEMPO- 
RARY LODGING (U.S. CLS. 100 AND 101). 

FIRST USE 2-0-1997; IN COMMERCE 2-0-1997. 
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CLASS 42—(Continued). 


2,216,649. LODGING HOSPITALITY SYSTEMS, INC., 
PENSACOLA, FL. SN 75-168,216. PUB. 6-24-1997, FILED 
9-18-1996. 


ane ee 
SMI UP, | 


‘co | ° - 
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NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUITES”, APART FROM THE MARK AS SHOWN. 

FOR LODGING SERVICES, NAMELY, HOTELS, 
MOTELS, SUITES AND INNS (U.S. CLS. 100 AND 10). 

FIRST USE 10-20-1997; IN COMMERCE 10-20-1997. 


2,216,665. BERNARD C. HARRIS PUBLISHING CO., INC., 
WHITE PLAINS, NY. SN 75-194,027. PUB. 9-9-1997, 
FILED 11-6-1996. 


ALUMNI CONNECTIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ALUMNI”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SERVICES, NAMELY, DESIGNING 
AND IMPLEMENTING NETWORK WEB PAGES FOR 
UNIVERSITY ALUMNI ASSOCIATIONS WHICH FEA- 
TURE ALUMNI DIRECTORIES, CHAT ROOMS, JOB 
POSTINGS, PERSONAL HOME PAGES, E-MAIL, ON- 
LINE SHOPPING, ADVERTISING, CLASS NOTES, CLUB 
NOTES, AND CURRENT SPORTS INFORMATION (U.S. 
CLS. 100 AND 101). 

FIRST USE 12-3-1996; IN COMMERCE 12-3-1996. 


2,216,667. GRAPHICS DOT STAR, LTD., MT. PROSPECT, 
IL. SN 75-195,519. PUB. 12-30-1997, FILED 11-12-1996. 


GRAPHICS.* 


FOR GRAPHIC ART AND DESIGN SERVICES FOR 
OTHERS (U.S. CLS. 100 AND 101). 
FIRST USE 11-0-1996; IN COMMERCE 11-0-1996. 
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CLASS 42—(Continued). 


2,216,677. BLACK PALM DEVELOPMENT CORPORA- 
TION, TIMONIUM, MD. SN 75-203,873. PUB. 8-19-1997, 
FILED 11-14-1996. 


FOR RESORT HOTEL, HEALTH SPA AND RESTAU- 
RANT (U.S. CLS. 100 AND 101). 
FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


2,216,684. GLOBENET STOCK EXCHANGE, INC., THE, 
WINTER PARK, FL. SN 75-217,255. PUB. 11-25-1997, 
FILED 11-21-1996. 


GlobeNet Stock Exchange 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STOCK EXCHANGE”, APART FROM THE MARK 
AS SHOWN. 

FOR PROVIDING MULTI-USER ACCESS TO AN ELEC- 
TRONIC DATABASE FOR THE DISSEMINATION OF SE- 
CURITIES INFORMATION AND THE DIRECT ON-LINE 
PURCHASE OF STOCK VIA WIDE-AREA COMPUTER 
NETWORK (U.S. CLS. 100 AND 101). 

FIRST USE 11-21-1996; IN COMMERCE 11-21-1996. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 42—(Continued). 


2,216,707. LAWRISK, INC., BOSTON, MA. SN 75-257,301. 
PUB. 3-31-1998, FILED 3-14-1997. 


SHIELD2000 


FOR PROVIDING ACCESS TO ELECTRONIC DATA- 
BASES ON LOCAL AND/OR GLOBAL COMPUTER NET- 
WORKS DEALING WITH COMPUTER SOFTWARE CON- 
TRACTS (U.S. CLS. 100 AND 101). 

FIRST USE 5-1-1997; IN COMMERCE 5-1-1997. 


2,216,726. BEST OF THE BOARDWALK, INC., MEDIA, 
PA. SN 75-285,289. PUB. 12-16-1997, FILED 5-2-1997. 


BEST OF THE 
BOARDWALK...THE TASTE 
OF A LIFETIME 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 5-28-1997; IN COMMERCE 5-28-1997. 


2,216,757. DARDEN CORPORATION, ORLANDO, FL. SN 


75-329,048. PUB. 3-31-1998, FILED 7-23-1997. 


LIFE ON LAND IS DRY 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 10-6-1997; IN COMMERCE 10-6-1997. 


2,216,760. BRIO CONCEPTS, LLC, SCOTTSDALE, AZ. SN 
75-347,927. PUB. 5-12-1998, FILED 8-27-1997. 


ROARING FORK 


FOR RESTAURANT SERVICES, CATERING AND BAR 
SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 10-13-1997; IN COMMERCE 10-13-1997. 





PRIOR UNITED STATES CLASSIFICATION 


APPLICATION IN ONE CLASS 
COLLECTIVE MEMBERSHIP MARKS 


CLASS 200—COLLECTIVE MEMBERSHIP 


2,216,621. VEREIN ZUR FORDERUNG BUSFAHIGER 
INTERFACES FUR BINARE AKTUATOREN UND SEN- 
SOREN E. V., 51519 ODENTHAL, FED REP GERMANY. 
SN 75-096,224. PUB. 11-26-1996, FILED 4-29-1996. 


AS-INTERFACE 


FOR INDICATING MEMBERSHIP IN A PROFESSION- 
AL ASSOCIATION OF MANUFACTURERS OF ELECTRI- 
CAL AND ELECTRONIC GOODS (U.S. CL. 200). 

FIRST USE 2-0-1996; IN COMMERCE 5-0-1996. 





SUPPLEMENTAL REGISTER 
These registrations are aot subject to opposition. 


SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 


international class which applies to 


applications filed on or after that date. For adoption of international classification see notice 


in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 12—VEHICLES 


2,216,779. REESE PRODUCTS, INC., ELKHART, IN. 
SN75-311,732. FILED P.R. 6-19-1997; AM. S.R. 9-14-1998. 


TRANSPORTER 


FOR UTILITY TRAILERS (U.S. CLS. 19, 21, 23, 31, 35 
AND 44). 
FIRST USE 1-23-1998; IN COMMERCE 1-23-1998. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


2,216,775. WIRED VENTURES, INC., SAN FRANCISCO, 
CA. SN75-149,695. FILED P.R. 8-13-1996; AM. S.R. 
6-5-1998. 


THE NETIZEN 


FOR PUBLICATIONS, NAMELY, COLUMNS IN MAGA- 
ZINES IN THE FIELD OF POLITICAL AND CIVIC COM- 
MENTARY (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 1-25-1996; IN COMMERCE 3-1-1996. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


2,216,781. FORTIFIBER CORPORATION, INCLINE VIL- 
LAGE, NV. SN75-350,632. FILED P.R. 9-2-1997; AM. S.R. 
9-28-1998. 


E-Z SEAL 


FOR BUILDING MATERIALS, NAMELY, REIN- 
FORCED POLY-COATED PAPER LAMINATED FLASH- 
INGS TO PROHIBIT WATER ENTRY AROUND WIN- 
DOWS AND DOORS (U.S. CLS. 1, 12, 33 AND 50). 

FIRST USE 7-15-1997; IN COMMERCE 7-15-1997. 


CLASS 19—(Continued). 


2,216,783. TETON SALES-D. T., LLC, CHEYENNE, WY. 
SN75-429,368. FILED P.R. 2-5-1998; AM. S.R. 9-29-1998. 


HOBBY WOOD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WOOD”, APART FROM THE MARK AS SHOWN. 

FOR PRECUT, FINISHED SOFTWOOD PIECES FOR 
USE IN ASSEMBLING VARIOUS CRAFT AND HOBBY 
PROJECTS, SAID PROJECTS BEING PLAQUES FOR 
CARVING, WOOD BURNING, MOUNTING DISPLAY 
ITEMS, NAME PLATES, SIGNS, SMALL WOOD BOXES, 
SHELVES, AND OTHER HOME FURNISHINGS, AND 
FOR MAKING SHAPES IN THE NATURE OF OVALS, 
SQUARES, RECTANGLES, AND PARALLELOGRAMS 
(U.S. CLS. 1, 12, 33 AND 50). 

FIRST USE 8-5-1995; IN COMMERCE 8-5-1995. 


CLASS 29—MEATS AND PROCESSED FOODS 


2,216,782. J & B DISTRIBUTING CO, CHICAGO, IL. 
SN75-415,857. FILED P.R. 1-9-1998; AM. S.R. 9-14-1998. 


PASZTET MAZOWIECKI 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PASZTET”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF “PASZTET 
MAZOWIECKI” IS “MAZOVIA PATE”. 


FOR CANS OF LIVER PATE CONSISTING MAINLY OF 


PORK PRODUCTS (U.S. CL. 46). 
FIRST USE 3-11-1982; IN COMMERCE 10-10-1997. 
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CLASS 30—STAPLE FOODS 


2,216,780. BIO-FOODS, LTD., WEST PATERSON, NJ. 
SN75-330,567. FILED P.R. 7-25-1997; AM. S.R. 10-7-1998. 


SOYNATTO 


FOR SOYBEAN POWDERS MADE FROM PROCESSED 
SOYBEANS (U.S. CL. 46). 
FIRST USE 7-8-1997; IN COMMERCE 7-8-1997. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


2,216,776. ANDERSONS, INC., THE, MAUMEE, OH. 
SN75-250,488. FILED P.R. 3-3-1997; AM. S.R. 9-18-1998. 


CLUMP ’N FLUSH 


FOR CAT LITTER (U.S. CLS. 1 AND 46). 
FIRST USE 6-19-1997; IN COMMERCE 6-19-1997. 
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SERVICE MARKS 


CLASS 37—CONSTRUCTION AND REPAIR 


2,216,777. BEASLEY BUILDERS, INC., SYLVA, NC. 
SN75-267,434. FILED P.R. 4-1-1997; AM. S.R. 8-20-1998. 


SOUTHERN APPALACHIAN 
HOMES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOMES”, APART FROM THE MARK AS SHOWN. 

FOR RESIDENTIAL BUILDING CONSTRUCTION (U.S. 
CLS. 100, 103 AND 106). 

FIRST USE 7-14-1998; IN COMMERCE 7-14-1998. 


CLASS 42—MISCELLANEOUS SERVICES 


2,216,778. LLOYD, WILLIAM B., NEW YORK, NY. 
SN75-300,754. FILED P.R. 5-30-1997; AM. S.R. 8-7-1998. 


ASK DR. BILL 


THE NAME IN THE MARK IDENTIFIES APPLICANT 
DR. WILLIAM LLOYD, A LIVING INDIVIDUAL WHOSE 
CONSENT IS OF RECORD. 

FOR ON-LINE CONSULTATION SERVICES ABOUT 
HEALTH AND MEDICAL INFORMATION, NAMELY, 
PROVIDING ACCESS TO AN ELECTRONIC DATABASE 
ON GLOBAL COMPUTER NETWORKS DEALING WITH 
HEALTH AND MEDICAL CONDITIONS IN A QUESTION 
AND ANSWER FORMAT (U.S. CLS. 100 AND 101). 

FIRST USE 6-0-1996; IN COMMERCE 6-0-1996. 


. . 





TRADEMARK REGISTRATIONS RENEWED 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


357,815. SPINALATOR (STYLIZED). U.S. CL. 44. (INT. 1,106,706. PEL-AIRE. INT. CL. 24. (U.S. CL. 42). REG. 
CL. 10). REG. 6-14-1938. 11-21-1978. 


667,322. MALTSUPEX. U.S. CL. 18. (INT. CL. 5). REG. 
9-23-1958. 1,107,160. NOVATEC INC (STYLIZED). INT. CL. 11. (U.S. 


669,555. SKI-MASTER AND DESIGN. U:S. CL. 22. (INT. CLS. 13, 21, 23, 31 AND 34). REG. 11-28-1978. 
CLS. 9 AND 28). REG. 11-11-1958. 


1,094,647. WE BAKE YOU HAPPY. INT. CL. 42 ONLY. (U.S. 1,113,122. ROGET’S INTERNATIONAL THESAURUS. INT. 
CL. 100). REG. 6-27-1978. CL. 16. (U.S. CL. 38). REG. 2-13-1979. 





TRADEMARK REGISTRATIONS CANCELED 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 


international class which applies to applications filed on or after that date. For adoption of international classification see notice 


in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


1,635,691. 


1,687,037. 
1,687,421. 
1,687,422. 
1,687,423. 
1,687,424. 
1,687,428. 
1,687,431. 
1,687,432. 
1,687,433. 


1,687,440. 
1,687,445. 
1,687,446. 
1,687,449. 
1,687,451. 
1,687,453. 
1,687,454. 


1,687,456. 
1,687,460. 


1,687,461. 
1,687,462. 
1,687,470. 


1,687,472. 
1,687,473. 


1,687,474. 
1,687,478. 


1,687,479. 
1,687,480. 


1,687,482. 


1,687,483. 
1,687,484. 
1,687,485. 
1,687,487. 
1,687,488. 
1,687,490. 
1,687,491. 


1,687,494. 


1,687,496. 
1,687,497. 
1,687,498. 


SECTION 8 


ALLSTATE SAFETY LEADERSHIP AWARD. 
INT. CLS. 35, 36, 41 AND 42. REG. 2-19-1991. 


CAVA. INT. CL. 9. REG. 5—12-1992. 

METZ. INT. CLS. 1 AND 19. REG. 5-19-1992. 
GENSTAR. INT. CL. i. REG. 5-19-1992. 
GTT-124. INT. CL. 1. REG. 5-19-1992. 

SLX. INT. CL. 1. REG. 5-19-1992. 

LOCUS. INT. CLS. 1 AND 5. REG. 5-19-1992. 
KORANO. INT. CL. 1. REG. 5-19-1992. 

HI TRAC. INT. CL. 1. REG. 5-19-1992. 


MISCELLANEOUS DESIGN. INT. CLS. | AND 
19. REG. 5-19-1992. 


SIAPTON. INT. CL. 1. REG. 5-19-1992. 
SCENT CAP. INT. CL. 1. REG. 5-19-1992. 
CHARGE. INT. CL. 1. REG. 5-19-1992. 
PREMIGEL. INT. CL. 1. REG. 5-19-1992. 
SUPERSOL. INT. CL. 1. REG. 5-19-1992. 
AF-N61. INT. CL. 1. REG. 5-19-1992. 


ARMADILLO AND DESIGN. INT. CL. 2. REG. 
5-19-1992. 


SOFT PAINT. INT. CL. 2. REG. 5-19-1992. 


FASHION SHOW. INT. CLS. 2 AND 16. REG. 
5-19-1992. 


BULLETPROOF. INT. CL. 2. REG. 5-19-1992. 
REL-VAR. INT. CL. 2. REG. 5-19-1992. 


CHEVIGNON. INT. CLS. 3, 14, 16, 20, 24 AND 34. 
REG. 5-19-1992. 


QUICK GLOSS. INT. CL. 3. REG. 5-19-1992. 


A ASHIDA AND DESIGN. INT. CLS. 3, 14, 18 
AND 25. REG. 5-19-1992. 


*AVIE. INT. CL. 3. REG. 5-19-1992. 


K KODY AND DESIGN. INT. CL. 3. REG. 
5-19-1992. 


SUBLIDERME. INT. CL. 3. REG. 5-19-1992. 


Q CLEAN (STYLIZED). INT. CLS. 3 AND 21. 
REG. 5-19-1992. 


STRACTURE (STYLIZED). INT. CL. 3. REG. 
5-19-1992. 


FIGHT. INT. CL. 3. REG. 5-19-1992. 

LE VOBU. INT. CL. 3. REG. 5-19-1992. 
REDMOND. INT. CL. 3. REG. 5-19-1992. 
TAKE-IT-OFF. INT. CL. 3. REG. 5-19-1992. 
QWIK BRIGHT. INT. CL. 3. REG. 5-19-1992. 
WIDEBODY. INT. CL. 3. REG. 5-19-1992. 


SAFE WORLD AND DESIGN. INT. CL. 3. REG. 
5-19-1992. 


MISCELLANEOUS DESIGN. INT. CL. 3. REG. 
5-19-1992. 


PERM FRESH. INT. CL. 3. REG. 5-19-1992. 
ZINNIA. INT. CL. 3. REG. 5-19-1992. 


HOMEFIRE COAL-PAK AND DESIGN. INT. CL. 
4. REG. 5-19-1992. 


1,687,501. 
1,687,502. 
1,687,504. 
1,687,505. 
1,687,506. 


1,687,507. 


1,687,508. 
1,687,509. 


1,687,511. 
1,687,512. 


1,687,514. 


1,687,515. 
1,687,516. 


1,687,517. 
1,687,518. 
1,687,519. 
1,687,521. 
1,687,522. 
1,687,525. 
1,687,531. 
1,687,533. 


1,687,535. 
1,687,536. 
1,687,538. 


1,687,541. 


1,687,544. 
1,687,545. 


1,687,546. 
1,687,552. 


1,687,555. 
1,687,556. 
1,687,572. 
1,687,576. 
1,687,577. 
1,687,580. 
1,687,584. 
1,687,585. 


1,687,589. 


1,687,590. 


BIOSLIDE. INT. CL. 4. REG. 5-19-1992. 

DEHYLUB. INT. CL. 4. REG. 5-19-1992. 
NEUPOTIN. INT. CL. 5. REG. 5-19-1992. 
POETIN. INT. CL. 5. REG. 5-19-1992. 


NYCOCARD. INT. CLS. 5 AND 
5-19-1992. 


SKIN MENDER. INT. CL. 5. REG. 5-19-1992. 


SANITAIRE (STYLIZED). INT. CL. 5. REG. 
5-19-1992. 


CLA-VER (STYLIZED). 
5-19-1992. 


ASPEN. INT. CL. 5. REG. 5-19-1992. 


AUXIMA. INT. CLS. 5, 29, 30 AND 32. REG. 
5-19-1992. 


HERBAL AMBROSIA A HIGH VITALITY 
DRINK FOR MIND AND BODY THE BEST 
OF EVERYTHING IN SUPERFOODS AND 
DESIGN. INT. CL. 5. REG. 5-19-1992. 


MALTOFER. INT. CL. 5. REG. 5-19-1992. 


BLUBBER BUSTER 500. INT. CL. 5. 
5-19-1992. 


CARNICOR. INT. CL. 5. REG. 5-19-1992. 
CARNISKEM. INT. CL. 5. REG. 5-19-1992. 
MAJOR QUALITY. INT. CL. 5. REG. 5-19-1992. 
PHASE IL. INT. CL. 5. REG. 5-19-1992. 
DELFLEX. INT. CL. 5. REG. 5-19-1992. 
WESPAGE. INT. CL. 5. REG. 5-19-1992. 
BOTTOM BETTER. INT. CL. 5. REG. 5-19-1992. 


SEPRO NET. INT. CLS. 5 AND 10. REG. 
5-19-1992. 


BUFFERIN. INT. CL. 5. REG. 5-19-1992. 
TRED-NOT. INT. CL. 5. REG. 5-19-1992. 


STERIWASH (STYLIZED). INT. CL. 5. REG. 
5-19-1992. 


TRUE QUALITY (STYLIZED). INT. CL. 5. REG. 
5-19-1992. 


ADJUST-A-FRAME. INT. CL. 6. REG. 5-19-1992. 


MISCELLANEOUS DESIGN. INT. CL. 6. REG. 
5-19-1992. 


WINGSEAL. INT. CL. 6. REG. 5-19-1992. 


DAVEY ALLISON. INT. CLS. 6, 9, 14, 16, 18, 21, 
25 AND 41. REG. 5-19-1992. 


STIK-UP1. INT. CL. 7. REG. 5-19-1992. 

JCL INT. CLS. 7 AND 12. REG. 5-19-1992. 

GENEX. INT. CLS. 7, 8 AND 9. REG. 5-19-1992. 

PRO-ONE. INT. CL. 7. REG. 5-19-1992. 

PZL-3S. INT. CL. 7. REG. 5-19-1992. 

SPRAYPRO. INT. CL. 7. REG. 5-19-1992. 

RAPIDOMAT. INT. CL. 7. REG. 5-19-1992. 

MISCELLANEOUS DESIGN. INT. CL. 8. REG. 
5-19-1992. 

ALEX SHRIMP CHEF DUNCAN AND DESIGN. 
INT. CL. 8. REG. 5-19-1992. 


GAMBIT (STYLIZED). INT. CL. 9. 
5-19-1992. 


10. REG. 


INT. CL. 5. REG. 


REG. 


REG. 
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1,687,591. 


1,687,594. 
1,687,595. 
1,687,597. 


1,687,598. 


1,687,603. 
1,687,606. 
1,687,607. 
1,687,610. 
1,687,612. 
1,687,613. 
1,687,617. 


1,687,619. 
1,687,620. 


1,687,626. 
1,687,627. 


1,687,630. 
1,687,632. 


1,687,636. 
1,687,637. 
1,687,645. 
1,687,648. 
1,687,649. 
1,687,650. 


1,687,653. 
1,687,657. 


1,687,658. 
1,687,660. 


1,687,661. 


1,687,662. 
1,687,663. 


1,687,664. 
1,687,666. 
1,687,667. 
1,687,668. 
1,687,670. 
1,687,671. 
1,687,672. 
1,687,675. 
1,687,677. 
1,687,679. 
1,687,680. 


1,687,682. 
1,687,683. 


1,687,684. 
1,687,687. 


1,687,688. 
1,687,689. 


1,687,692. 


RAPHAEL AND DESIGN. INT. CLS. 9, 16, 35 
AND 42. REG. 5-19-1992. 


SMV. INT. CL. 9. REG. 5-19-1992. 
OPTICARD. INT. CL. 9. REG. 5-19-1992. 


ULTIMATE TENNIS. INT. CLS. 9, 16 AND 41. 
REG. 5-19-1992. 


HEADSTART EXPLORER AND DESIGN. INT. 
CL. 9. REG. 5-19-1992. 


EMERSON UPS. INT. CL. 9. REG. 5-19-1992. 

IMT AND DESIGN. INT. CL. 9. REG. 5-19-1992. 
AUTOLOGO. INT. CL. 9. REG. 5-19-1992. 

EIS AND DESIGN. INT. CL. 9. REG. 5-19-1992. 
SPRINT EXPERT. INT. CL. 9. REG. 5-19-1992. 
SAINT-HPN. INT. CL. 9. REG. 5-19-1992. 


MAIL*LINK AND DESIGN. INT. CL. 9. REG. 
5-19-1992. 


NO-MISTEAK. INT. CL. 9. REG. 5-19-1992. 


THOMAS AND DESIGN. INT. CL. 9. REG. 
5-19-1992. 


MULTISTAR. INT. CL. 9. REG. 5-19-1992. 


PROCASE AND DESIGN. INT. CL. 9. REG. 
5-19-1992. 


PROSELL AND DESIGN. 
5-19-1992. 


FLOPPIE LIBRARIAN V 
CL. 9. REG. 5-19-1992. 


MAC (STYLIZED). INT. CL. 9. REG. 5-19-1992. 
SPEEDDIAL. INT. CL. 9. REG. 5-19-1992. 
SWASER. INT. CL. 9. REG. 5-19-1992. 
SMARTSTAT. INT. CL. 9. REG. 5-19-1992. 
FUNPASS. INT. CL. 9. REG. 5-19-1992. 


BOB DUPES & ASSOCIATES, INC. (STYLIZED). 
INT. CLS. 9 AND 42. REG. 5-19-1992. 


EZ-DUIT! (STYLIZED). INT. CL. 9. 
5-19-1992. 


MUSIC SEMICONDUCTORS AND DESIGN. INT. 
CL. 9. REG. 5-19-1992. 


UNI-CART. INT. CL. 9. REG. 5-19-1992. 


CLIP ART WITH AN ATTITUDE (STYLIZED). 
INT. CL. 9. REG. 5-19-1992. 


THE BUSINESS TRAVELER AND DESIGN. 
INT. CL. 9. REG. 5-19-1992. 


PETRO FLUX. INT. CL. 9. REG. 5-19-1992. 


CROSSHAIR SOFTWARE SYSTEMS AND 
DESIGN. INT. CL. 9. REG. 5-19-1992. 


CHAP 2. INT. CL. 9. REG. 5-19-1992. 

MALIBU BEACH. INT. CL. 9. REG. 5-19-1992. 
COURIER. INT. CL. 9. REG. 5-19-1992. 
NUTRILOGIC. INT. CL. 9. REG. 5-19-1992. 
ADELITE. INT. CL. 9. REG. 5-19-1992. 

R91. INT. CL. 9. REG. 5-19-1992. 

SLIDERITE IL. INT. CL. 9. REG. 5-19-1992. 

MAC STRETCH. INT. CL. 9. REG. 5-19-1992. 
MAGNUM 3000. INT. CL. 9. REG. 5-19-1992. 
CASIM. INT. CL. 9. REG. 5-19-1992. 


MISCELLANEOUS DESIGN. INT. CL. 9. REG. 
5-19-1992. 


SPEEDPRO (STYLIZED). INT. CLS. 9 AND 12. 
REG. 5-19-1992. 


MACGRASS AND DESIGN. INT. CL. 9. REG. 
5-19-1992. 


E-LOK. INT. CL. 9. REG. 5-19-1992. 


TCI SOFTWARE RESEARCH. INT. CL. 9. REG. 
5-19-1992. 


EXTRACOPY. INT. CL. 9. REG. 5-19-1992. 


TOURLITE (STYLIZED). INT. CL. 9. REG. 
5-19-1992. 


EYEGLOVE. INT. CL. 9. REG. 5-19-1992. 


INT. CL. 9. REG. 


AND DESIGN. INT. 


REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,687,694. 
1,687,695. 
1,687,696. 
1,687,698. 
1,687,699. 
1,687,701. 


1,687,702. 
1,687,704. 
1,687,705. 
1,687,706. 


1,687,710. 


1,687,716. 
1,687,717. 
1,687,719. 
1,687,729. 
1,687,730. 
1,687,734. 


1,687,735. 
1,687,737. 
1,687,744. 
1,687,746. 


1,687,751. 
1,687,753. 
1,687,756. 


1,687,757. 


1,687,758. 
1,687,762. 
1,687,763. 


1,687,766. 
1,687,767. 


1,687,771. 
1,687,772. 


1,687,775. 
1,687,777. 


1,687,778. 
1,687,779. 


1,687,781. 
1,687,784. 


1,687,785. 


1,687,787. 
1,687,793. 
1,687,796. 


1,687,798. 
1,687,803. 


1,687,806. 
1,687,810. 


1,687,812. 
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RENLSTAR. INT. CL. 9. REG. 5-19-1992. 
STARBILL. INT. CL. 9. REG. 5-19-1992. 

SILVER LABEL. INT. CL. 9. REG. 5-19-1992. 
PROFLINE. INT. CL. 9. REG. 5-19-1992. 

KFC AND DESIGN. INT. CL. 9. REG. 5-19-1992. 


ELSEWARE AND DESIGN. INT. CLS. 9 AND 42. 
REG. 5-19-1992. 


BAM AND DESIGN. INT. CL. 9. REG. 5-19-1992. 
DIGISTART. INT. CL. 9. REG. 5-19-1992. 
SQICS. INT. CL. 9. REG. 5-19-1992. 


MISCELLANEOUS DESIGN. INT. CL. 9. REG. 
5-19-1992. 


PROFESSIONAL WRITE PLUS. INT. CL. 9. REG. 
5-19-1992. 


R AND DESIGN. INT. CL. 9. REG. 5-19-1992. 
HELVOPUR. INT. CL. 10. REG. 5-19-1992. 
ANGESTAT. INT. CL. 10. REG. 5-19-1992. 
SAFE-LOCK. INT. CL. 10. REG. 5-19-1992. 
CRITERION. INT. CL. 10. REG. 5-19-1992. 


RAPI-SEP AND DESIGN. INT. CL. 10. REG. 
5-19-1992. 


HML. INT. CL. 10. REG. 5-19-1992. 

STERILE DESIGN. INT. CL. 10. REG. 5-19-1992. 

CIRCADIA. INT. CL. 10. REG. 5-19-1992. 

VER MED AND DESIGN. INT. CL. 10. REG. 
5-19-1992. 

DRYTEC. INT. CL. 11. REG. 5-19-1992. 

SENECA. INT. CL. 11. REG. 5-19-1992. 


COLOR OF CHRISTMAS. INT. CL. 11. 
$-19-1992. 


MARIMO (STYLIZED). 
5-19-1992. 


MINI FLUSH. INT. CL. 11. REG. 5-19-1992. 
ABWSYSTEMS. INT. CL. 11. REG. 5-19-1992. 


TOUR-AM (STYLIZED). INT. CL. 12. REG. 
5-19-1992. 


OPUS. INT. CL. 12. REG. 5-19-1992. 

MEDALLION (STYLIZED). INT. CL. 12. REG. 
5-19-1992. 

SUN BLASTER. INT. CL. 12. REG. 5-19-1992. 


H HERCULES AND DESIGN. INT. CL. 12. REG. 
5-19-1992. 


SWATCH (STYLIZED). 
5-19-1992. 

F-27 (BLOCK 
5-19-1992. 

ULTARA. INT. CL. 12. REG. 5-19-1992. 


EMPIRE SECURITY ALARM PRODUCTS AND 
DESIGN. INT. CL. 12. REG. 5-19-1992. 


AXIOM. INT. CLS. 14 AND 18. REG. 5-19-1992. 


NUMISCO. INT. CLS. 14 AND 16. REG. 
5-19-1992. 


BEST FLEX (STYLIZED). INT. CL. 
5-19-1992. 


C.T.L. INT. CL. 14. REG. 5-19-1992. 

SEVAN. INT. CL. 14. REG. 5-19-1992. 

VESTA (STYLIZED). INT. CL. 16. 
5-19-1992. 

FFL. INT. CLS. 16 AND 28. REG. 5-19-1992. 

GUAFLEX (STYLIZED). INT. CL. 16. REG. 
5-19-1992. 

ANTI-POLLUTION BIO-DEGRADABLE AND 
DESIGN. INT. CL. 16. REG. 5-19-1992. 

THE BUSINESS ADVANTAGE. INT. CL. 16. 
REG. 5-19-1992. 

CLUB-SHAMMA ENTERTAINMENT THAT 


TOUCHES THE HEART, MIND AND SOUL. 
INT. CL. 16. REG. 5-19-1992. 


REG. 


INT. CL. 11. REG. 


INT. CL. 12. REG. 


FORM). INT. CL. 12. REG. 


14. REG. 


REG. 
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1,687,813. 
1,687,814. 
1,687,815. 
1,687,819. 
1,687,821. 
1,687,822. 
1,687,824. 


1,687,826. 
1,687,827. 


1,687,828. 


1,687,831. 
1,687,834. 


1,687,835. 
1,687,844. 
1,687,852. 


1,687,853. 
1,687,854. 
1,687,857. 


1,687,859. 
1,687,860. 


1,687,862. 


1,687,863. 
1,687,868. 


1,687,869. 
1,687,871. 
1,687,876. 


1,687,880. 


1,687,882. 
1,687,883. 


1,687,885. 
1,687,886. 
1,687,888. 


1,687,891. 


1,687,893. 
1,687,895. 
1,687,898. 


1,687,899. 
1,687,900. 
1,687,901. 


1,687,902. 
1,687,903. 
1,687,904. 
1,687,906. 
1,687,913. 


DINKY DIARY. INT. CL. 16. REG. 5-19-1992. 
WET BOOKS. INT. CL. 16. REG. 5-19-1992. 


FIGHTING FOR THE PAST THE CIVIL 
SOCIETY AND DESIGN. INT. CL. 16. 
5-19-1992. 


THE BUILDERS BOOK. 
5-19-1992. 


SOUTH FLORIDA STYLE. INT. CL. 16. 
5-19-1992. 


SPORT BILD AND DESIGN. INT. CL. 16. 
5-19-1992. 


TRANSPO2RT (STYLIZED). INT. CL. 16. 
5-19-1992. 


CLASSY CHASSIS. INT. CL. 16. REG. 5-19-1992. 


WE WM MBL (STYLIZED). INT. CL. 16. REG. 
5-19-1992. 


FUSING FABRICS FOR FUN. INT. CL. 16. REG. 
5-19-1992. 


YOUTH SOURCES. INT. CL. 16. REG. 5-19-1992. 


FRIENDS OF THE FOREST AND DESIGN. INT. 
CL. 16. REG. 5-19-1992. 


CHILD’S NERVOUS SYSTEM. INT. CL. 16. REG. 
5-19-1992. 


ENVIRO LOGIC AND DESIGN. INT. CL. 16. 
REG. 5-19-1992. 


NATIONAL KEYPRINT PRODUCTS. INT. CL. 
16. REG. 5-19-1992. 


ISLAND HOPPING. INT. CL. 16. REG. 5-19-1992. 
CRUISE TRAVEL. INT. CL. 16. REG. 5-19-1992. 


JAKE’S WORLD AND DESIGN. INT. CL. 16. 
REG. 5-19-1992. 


ODYSSEY. INT. CL. 16. REG. 5-19-1992. 


O.S.P. PUBLISHING INC. AND DESIGN. 
CLS. 16, 20 AND 42. REG. 5-19-1992. 


ANTIQUE MONTHLY. INT. CL. 16. 
5-19-1992. 


DINOBABY. INT. CL. 16. REG. 5-19-1992. 


SATURDAY OKLAHOMAN & TIMES. INT. CL. 
16. REG. 5-19-1992. 


ACOUSTI GP COR. INT. CL. 17. REG. 5-19-1992. 
ACRIGLAS. INT. CL. 17. REG. 5-19-1992. 


VANDERBILT SPORT. INT. CL. 18. 
5-19-1992. 


PEACE ON EARTH, OUR EARTH IN 
PIECE. INT. CL. 18. REG. 5-19-1992. 


CHEVRON. INT. CL. 19. REG. 5-19-1992. 


PECAFIL (STYLIZED). INT. CL. 19. REG. 
5-19-1992. 


CROWNE SERIES. INT. CL. 19. REG. 5-19-1992. 
POLYPLY. INT. CL. 19. REG. 5-19-1992. 


DINERMITE TABLE TENTS (STYLIZED). INT. 
CL. 20. REG. 5-19-1992. 


THE FAIRYLAND COLLECTION (STYLIZED). 
INT. CL. 20. REG. 5-19-1992. 


SPRING BOX, INT. CL. 20. REG. 5-19-1992. 
SNACK PACK. INT. CL. 20. REG. 5-19-1992. 


ACCENTO AND DESIGN. INT. CL. 21. REG. 
5-19-1992. 


WALLY BEAR & THE NO GANG. INT. CL. 21. 
REG. 5-19-1992. 


HOT STUFF AUTOMOTIVE PRODUCTS (STYL- 
IZED). INT. CL. 22. REG. 5-19-1992. 


NOVA NOVA DESIGNS AND DESIGN. INT. CL. 
24. REG. 5-19-1992. 


KIMLOR MILLS. INT. CL. 24. REG. 5-19-1992. 
IZDAS. INT. CLS. 24 AND 25. REG. 5-19-1992. 
MONOGLASS. INT. CL. 24. REG. 5-19-1992. 
STA-FIT. INT. CL. 24. REG. 5-19-1992. 


CANYON CREEK BLUES. INT. CL. 25. REG. 
5-19-1992. 


WAR 
REG. 


INT. CL. 16. REG. 
REG. 
REG. 


REG. 


INT. 


REG. 


REG. 


ONE 


OFFICIAL GAZETTE 


1,687,915. 


1,687,922. 
1,687,923. 
1,687,924. 
1,687,925. 


1,687,926. 
1,687,928. 


1,687,929. 
1,687,932. 


1,687,933. 


1,687,934. 
1,687,938. 
1,687,940. 


1,687,943. 
1,687,946. 


1,687,948. 


1,687,953. 
1,687,955. 
1,687,956. 
1,687,957. 
1,687,959. 
1,687,960. 


1,687,962. 
1,687,966. 
1,687,967. 
1,687,969. 


1,687,970. 
1,687,971. 
1,687,972. 


1,687,973. 
1,687,975. 
1,687,976. 


1,687,977. 
1,687,979. 
1,687,980. 
1,687,982. 
1,687,983. 
1,687,985. 
1,687,989. 
1,687,993. 
1,687,996. 
1,687,998. 
1,687,999. 


1,688,003. 
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CDE DE CARLIS PELLICCERIA (STYLIZED). 
INT. CL. 25. REG. 5-19-1992. 


WICKCOAT. INT. CL. 25. REG. 5-19-1992. 
SIMOD. INT. CL. 25. REG. 5-19-1992. 
OPUS. INT. CL. 25. REG. 5-19-1992. 


STUCK ON YOU AND DESIGN. 
REG. 5-19-1992. 


ALL 'N’ ONE (STYLIZED). INT. CL. 25. REG. 
5-19-1992. 


WASTE WATCHER. 
5-19-1992. 


ANTARA. INT. CL. 25. REG. 5-19-1992. 


DARK HORSE AND DESIGN. INT. CL. 25. REG. 
5-19-1992. 


WORKOUT WALKER. 
5-19-1992. 


JACLYN APPAREL. INT. CL. 25. REG. 5-19-1992. 
TOWN GENT. INT. CL. 25. REG. 5-19-1992. 


INNOCENT PLEASURE. INT. CL. 25. REG. 
5-19-1992. 


ARROW. INT. CL. 25. REG. 5-19-1992. 


LACE IT, LOCK IT, LEAVE IT.. INT. CL. 26. 
REG. 5-19-1992. 


MRS. MITCHELL’S COUNTRY KITCHEN. INT. 
CL. 27. REG. 5-19-1992. 


SPACE CHASE. INT. CL. 28. REG. 5-19-1992. 
KIDZ BIZ. INT. CL. 28. REG. 5-19-1992. 
HYPERSONIC. INT. CL. 28. REG. 5-19-1992. 
HYDROLIGHT. INT. CL. 28. REG. 5-19-1992. 
BODYPRO. INT. CL. 28. REG. 5-19-1992. 


NORDIC FITNESS CHAIR. INT. CL. 28. REG. 
5-19-1992. 


DOLPHIN. INT. CL. 28. REG. 5-19-1992. 
ZANY 8’S. INT. CL. 28. REG. 5-19-1992. 
TREBLES. INT. CL. 28. REG. 5-19-1992. 


COMFORT ZONE PALM PAD. INT. CL. 28. 
REG. 5-19-1992. 


PLAYLOGS. INT. CL. 28. REG. 5-19-1992. 
MUDDSLINGER. INT. CL. 28. REG. 5-19-1992. 


PRO NIQ AND DESIGN. INT. CL. 28. REG. 
5-19-1992. 


ASU AND DESIGN. INT. CL. 28. REG. 5-19-1992. 
AROMATICA. INT. CL. 29. REG. 5-19-1992. 


THE CHOCOLATE PEOPLE. INT. CLS. 29 AND 
30. REG. 5-19-1992. 


THE TURKEY STORE. 
5-19-1992. 


MISCELLANEOUS DESIGN. INT. CLS. 29 AND 
31. REG. 5-19-1992. 


ENTREE SALADS-TO-GO. INT. CL. 29. REG. 
5-19-1992. 


MY BRANDS. INT. CLS. 29 AND 30. REG. 
5-19-1992. 


BURING’S COUNTRY BRAND. 
REG. 5-19-1992. 


IBERGEL. INT. CL. 29. REG. 5-19-1992. 


CASCADIAN FARM ORGANIC FARMING 
SINCE 1972 AND DESIGN. INT. CL. 29. REG. 
5-19-1992. 


GRAND FERMAGE AND DESIGN. INT. CL. 29. 
REG. 5-19-1992. 


GOURMET FREDDIE’S SPECIALTIES MADE 
IN USA AND DESIGN. INT. CL. 29. REG. 
5-19-1992. 


WORLD CLASSICS. INT. CL. 29. REG. 5-19-1992. 


BREAKFAST BITE AND DESIGN. INT. CL. 30. 
REG. 5-19-1992. 


HONEY KISSED. INT. CL. 30. REG. 5-19-1992. 


INT. CL. 25. 


INT. CL. 25. REG. 


INT. CL. 25. REG 


INT. CL. 29. REG. 


INT. CL. 29. 
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1,688,004. 
1,688,005. 
1,688,007. 
1,688,010. 


1,688,011. 
1,688,014. 


1,688,015. 
1,688,016. 
1,688,018. 
1,688,020. 


1,688,024. 
1,688,028. 


1,688,029. 
1,688,030. 


1,688,033. 
1,688,039. 


1,688,040. 
1,688,041. 


1,688,043. 
1,688,044. 
1,688,045. 
1,688,047. 
1,688,048. 
1,688,051. 
1,688,054. 
1,688,055. 
1,688,057. 
1,688,063. 
1,688,064. 
1,688,065. 
1,688,067. 
1,688,068. 
1,688,071. 
1,688,077. 
1,688,078. 
1,688,079. 
1,688,081. 
1,688,082. 
1,688,084. 
1,688,085. 
1,688,086. 
1,688,088. 


1,688,089. 


GHIRARDELLI’S. INT. CLS. 30 AND 42. REG. 
5-19-1992. 

GHIRARDELLI’S AND DESIGN. INT. CLS. 30 
AND 42. REG. 5-19-1992. 


ANIMAL COOKIES AND DESIGN. INT. CL. 30. 
REG. 5-19-1992. 


READYROAST CHICKEN. 
5-19-1992. 
FIORETTO. INT. CL. 30. REG. 5-19-1992. 


THE ORIGINAL STICKY FINGERS (STYL- 
IZED). INT. CL. 30. REG. 5-19-1992. 


AMERICAN GLACE’ AND DESIGN. INT. CL. 
30. REG. 5-19-1992. 


SOURDOUGH AND DESIGN. INT. CL. 30. REG. 
5-19-1992. 


MAR-SECHE (STYLIZED). INT. CL. 30. REG. 
5-19-1992. 

OH BOY! OATMEAL. 
5-19-1992. 

REEL TREATS. INT. CL. 30. REG. 5-19-1992. 


MISCELLANEOUS DESIGN. INT. CL. 31. REG. 
5-19-1992. 


AMERICAN ROYAL. 
$-19-1992. 


THOUGHTS THAT GROW. INT. CL. 31. REG. 
5-19-1992. 


BARK BARS. INT. CL. 31. REG. 5-19-1992. 


KNOW WHEN TO SAY “O”. INT. CL. 32. REG. 
5-19-1992. 


WHO DAT?. INT. CL. 32. REG. 5-19-1992. 


SPORTS COOLER THIRST QUENCHER HIGH 
POTASSIUM - LOW SODIUM AND DESIGN. 
INT. CL. 32. REG. 5-19-1992. 


OLD ST. NICK’S. INT. CL. 33. REG. 5-19-1992. 

STYLE. INT. CL. 34. REG. 5-19-1992. 

BUTT-OUT. INT. CL. 34. REG. 5-19-1992. 

SQAD REPORTS (STYLIZED). INT. CL. 35. REG. 
5-19-1992. 

HEALTHCARE PROFESSIONAL IN FOODSER- 
VICE. INT. CL. 35. REG. 5-19-1992. 


CCS CONSULTANTS. INT. CL. 35. 
5-19-1992. 


FIRST IDEAS, THEN RESULTS. (STYLIZED). 
INT. CL. 35. REG. 5-19-1992. 


ALL-IN-ONE. INT. CLS. 35 AND 39. REG. 
5-19-1992. 


MILITRAN. INT. CL. 35. REG. 5-19-1992. 
T.E.A.M.. INT. CL. 35. REG. 5-19-1992. 


HUMANEERING AND DESIGN. INT. CL. 35. 
REG. 5-19-1992. 


IN-HOME SELECT. INT. CL. 35. REG. 5-19-1992. 
POT O’ GOLD. INT. CL. 35. REG. 5-19-1992. 
PLATINUM CLUB. INT. CL. 35. REG. 5-19-1992. 


MEDCOR INC. AND DESIGN. INT. CL. 35. REG. 
5-19-1992. 


PLUS ONE CD. INT. CL. 36. REG. 5-19-1992. 
SPANS. INT. CL. 36. REG. 5-19-1992. 


PREMIER BANK AND DESIGN. INT. CL. 36. 
REG. 5-19-1992. 


LOS ANGELES CENTER. INT. CL. 36. REG. 
5-19-1992. 


AEXTRA ASSETS. INT. CL. 36. REG. 5-19-1992. 

AUTO EQUITY. INT. CL. 36. REG. 5-19-1992. 

EPTS AND DESIGN. INT. CL. 36. REG. 
5-19-1992. 

PHYSICIANS SERVICE ASSOCIATION. 
CL. 36. REG. 5-19-1992. 

MORTGAGE SECURE. 
5-19-1992. 

POSSE WALSH INC. STRENGTH AND INTEG- 
RITY SINCE 1866 AND DESIGN. INT. CL. 36. 
REG. 5-19-1992. 


INT. CL. 30. REG. 


INT. CL. 30. REG. 


INT. CL. 31. REG. 


REG. 


INT. 


INT. CL. 36. REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,688,091. 


1,688,098. 


1,688,099. 


1,688,101. 
1,688, 102. 


1,688, 104. 


1,688,105. 
1,688, 106. 
1,688,107. 


1,688, 108. 


1,688,109. 


1,688,112. 


1,688,114. 


1,688,115. 


1,688,116. 
1,688,117. 
1,688,118. 


1,688,119. 


1,688,120. 


1,688,121. 


1,688,123. 


1,688,126. 
1,688,129. 


1,688, 130. 


1,688,133. 
1,688,134. 


1,688, 136. 


1,688,139. 
1,688,142. 
1,688,143. 


1,688,144. 
1,688,148. 


1,688,149. 
1,688,151. 


1,688,152. 


1,688,153. 


1,688,154. 


1,688,155. 


1,688,157. 
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CREDEXPRESS (STYLIZED). INT. CL. 36. REG. 
5-19-1992. 


MERIDIAN TRUST COMPANY. 
REG. 5-19-1992. 


ADAM AND DESIGN. 
5-19-1992. 


FREEDOM. INT. CL. 36. REG. 5-19-1992. 


BAYBANK BASIC CHECKING. INT. CL. 36. 
REG. 5-19-1992. 


THE PRESIDENTIAL CHALLENGE. INT. CL. 
36. REG. 5-19-1992. 


FLOODGARD. INT. CL. 36. REG. 5-19-1992. 
T-BILL PLUS CD. INT. CL. 36. REG. 5-19-1992. 


CLUB AND DESIGN. INT. CL. 36. REG. 
5-19-1992. 


THE MGIS COMPANIES. INT. CL. 36. REG. 
5-19-1992. 


THE SAVER’S EDGE... AND DESIGN. INT. CL. 
36. REG. 5-19-1992. 


LOWER YOUR LR:S. LO.U.. INT. CL. 36. REG. 
5-19-1992. 


INTEGRAL ENVIRONMENTS. 
AND 42. REG. 5-19-1992. 


CONTINUITY AND DESIGN. INT. CLS. 37 AND 
42. REG. 5-19-1992. 


AQUA BALANCE. INT. CL. 37. REG. 5-19-1992. 
CSS. INT. CL. 37. REG. 5-19-1992. 


THE LUBE CREW AND DESIGN. INT. CL. 37. 
REG. 5-19-1992. 


CHEAP-CHEAP CHIMNEY SWEEP 
DESIGN. INT. CL. 37. REG. 5-19-1992. 


STITSER SD AND DESIGN. INT. CL. 37. REG. 
5-19-1992. 


BFI WASTE SYSTEMS AND DESIGN. INT. CL. 
37. REG. 5-19-1992. 


ENVIRONMENTAL SCIENCES AND DESIGN. 
INT. CLS. 37 AND 42. REG. 5-19-1992. 


NET 21. INT. CL. 38. REG. 5-19-1992. 


CAPITAL WIRELESS CORPORATION 
WIRELESS CABLE COMPANY” 
DESIGN. INT. CL. 38. REG. 5-19-1992. 


FIRSTFAX AND DESIGN. INT. CL. 38. REG. 
5-19-1992. 


ON/NET. INT. CL. 38. REG. 5-19-1992. 


PRECISION. INT. CLS. 39 AND 42. REG. 
5-19-1992. 


RICKY RECYCLER AND DESIGN. INT. CL. 39. 
REG. 5-19-1992. 


POSTAL OPTIONS. INT. CL. 39. REG. 5-19-1992. 
FASTBREAK. INT. CL. 39. REG. 5-19-1992. 


INTERNATIONAL RESOURCE DEVELOP- 
MENT. INT. CL. 39. REG. 5-19-1992. 


USAIR PLUS. INT. CL. 39. REG. 5-19-1992. 


INFOIMAGE. INT. CLS. 40 AND 42. REG. 
5-19-1992. 


LIP LOC. INT. CLS. 40 AND 42. REG. 5-19-1992. 


VIN-GARD AND DESIGN. INT. CL. 40. REG. 
5-19-1992. 

TICKET CENTER AND DESIGN. INT. CL. 41. 
REG. 5-19-1992. 

HOME COURT ADVANTAGE. INT. CL. 41. 
REG. 5-19-1992. 

KRAFT GENERAL FOODS WORLD TOUR. 
INT. CL. 41. REG. 5-19-1992. 


THE PFD LAND INVESTMENT STRATEGY. 
INT. CL. 41. REG. 5-19-1992. 


THE SOMATO-TONIC INSTITUTE. INT. CL. 41. 
REG. 5-19-1992. 


INT. CL. 36. 


INT. CL. 36. REG. 


INT. CLS. 37 


AND 


“THE 
AND 
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1,688,161. 
1,688, 164. 
1,688,165. 
1,688, 166. 
1,688, 167. 
1,688, 168. 
1,688, 169. 
1,688,170. 
1,688,171. 
1,688,174. 
1,688,175. 


1,688,177. 


1,688,178. 
1,688,181. 
1,688,182. 
1,688,183. 


1,688, 186. 
1,688,188. 
1,688,193. 


1,688,196. 
1,688,198. 


1,688,199. 
1,688,200. 
1,688,201. 
1,688,202. 
1,688,204. 
1,688,210. 
1,688,212. 
1,688,214. 
1,688,218. 
1,688,219. 
1,688,220. 
1,688,222. 
1,688,224. 
1,688,229. 


1,688,233. 


1,688,236. 
1,688,237. 


1,688,238. 


PARADISE CITY PRODUCTIONS 
DESIGN. INT. CL. 41. REG. 5-19-1992. 


THE U.S. ENVIRONMENTAL FILM FESTIVAL 
AND DESIGN. INT. CL. 41. REG. 5-19-1992. 


PMARC AND DESIGN. INT. CL. 41. REG. 
5-19-1992. 

AVANTI CENTER AND DESIGN. INT. CL. 41. 
REG. 5-19-1992. 

DIAL-A-NINJA. INT. CL. 41. REG. 5-19-1992. 

THRESHOLDS. INT. CL. 41. REG. 5-19-1992. 


U.S. CRAPPIE AND DESIGN. INT. CL. 41. REG. 
5-19-1992. 


TOPSY TURVY (STYLIZED). INT. CL. 41. REG. 
5-19-1992. 

K KARL ART PUBLISHING, INC. AND 
DESIGN. INT. CL. 41. REG. 5-19-1992. 


JUNG SUWON MARTIAL ART ACADEMY. INT. 
CL. 41. REG. 5-19-1992. 


TOOTY INC. AND DESIGN. INT. CL. 41. REG. 
5-19-1992. 


MISCELLANEOUS DESIGN. INT. CL. 41. REG. 
5-19-1992. 


YIC. INT. CL. 41. REG. 5-19-1992. 
PLAYMATE. INT. CL. 41. REG. 5-19-1992. 
LOVE & CURSES. INT. CL. 41. REG. 5-19-1992. 


THE ART OF EARS (STYLIZED). INT. CL. 4}. 
REG. 5-19-1992. 


LAST REMAINS (STYLIZED). INT. CL. 41. REG. 
5-19-1992. 


NOODLES PIZZA PASTA PIZZAZZ AND 
DESIGN. INT. CL. 42. REG. 5-19-1992. 


AT OROAMERICA THERE IS ALWAYS SOME- 
THING NEW. INT. CL. 42. REG. 5-19-1992. 


URBAN TRAILS. INT. CL. 42. REG. 5-19-1992. 

MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
5-19-1992. 

BOGEY AND DESIGN. 
5-19-1992. 

PRODUCTS FOR TODAY’S LIFESTYLE. INT. 
CL. 42. REG. 5-19-1992. 

EARTHKIN (STYLIZED). INT. CL. 42. REG. 
5-19-1992. 

CONTINUCARE HEALTH SERVICES AND 
DESIGN. INT. CL. 42. REG. 5-19-1992. 

MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
5-19-1992. 

ORBIT LODGING MANAGEMENT NETWORK 
AND DESIGN. INT. CL. 42. REG. 5-19-1992. 

MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
5-19-1992. 

MED TECH PRODUCTS AND DESIGN. INT. 
CL. 42. REG. 5-19-1992. 

CGES COAST GUARD EXCHANGE SYSTEM 
UNITED STATES COAST GUARD 1790 AND 
DESIGN. INT. CL. 42. REG. 5-19-1992. 

TOY EXPRESS. INT. CL. 42. REG. 5-19-1992. 

ENTREE CUISINE. INT. CL. 42. REG. 5-19-1992. 

IT’S ALIVE! INT. CL. 42. REG. 5-19-1992. 

COURT HOUSE COURIERS AND DESIGN. INT. 
CL. 42. REG. 5-19-1992. 

THE HEAVY METAL SHOP AND DESIGN. INT. 
CL. 42. REG. 5-19-1992. 

UNITED EXPORTS UETA TRADING ASSOCIA- 
TION AND DESIGN. INT. CL. 42. REG. 
5-19-1992. 

ROMANTIC IMAGES. INT. CL. 42. 
5-19-1992. 


PROJECT P.EOP.LE. INT. CL. 42. REG. 
5-19-1992. 


“GARAGE CREATIONS” (YOU DREAM IT, LL 


BUILD IT) AND DESIGN. INT. CL. 42. REG. 
5-19-1992. 


AND 


INT. CL. 42. REG. 


REG. 


OFFICIAL GAZETTE 


1,688,242. 
1,688,245. 


1,688,246. 


1,688,250. 


1,688,253. 
1,688,254. 
1,688,256. 


1,688,257. 


1,688,261. 
1,688,262. 
1,688,263. 
1,688,265. 
1,688,269. 


1,688,272. 
1,688,273. 


1,688,275. 


1,688,276. 
1,688,277. 
1,688,278. 
1,688,279. 


1,688,280. 
1,688,282. 
1,688,286. 
1,688,287. 


1,688,291. 
1,688,292. 
1,688,296. 
1,688,297. 
1,688,299. 
1,688,302. 
1,688,305. 


1,688,306. 
1,688,307. 
1,688,309. 
1,688,310. 
1,688,311. 
1,688,312. 


1,688,313. 


1,688,316. 
1,688,317. 
1,688,318. 
1,688,320. 
1,688,324. 


1,688,326. 
1,688,327. 


1,688,328. 


JANUARY 5, 1999 


B.O.S.S.. INT. CL. 42. REG. 5-19-1992. 


HOLLYWOOD PORTRAITS. INT. CL. 42. REG. 
5-19-1992. 


CLOVER FARM MARKETS AND DESIGN. INT. 
CL. 42. REG. 5-19-1992. 


STILLWATER FLORAL GARDENS. INT. CL. 42. 
REG. 5-19-1992. 


AVENUE BAR. INT. CL. 42. REG. 5-19-1992. 
BAGGIN’S. INT. CL. 42. REG. 5-19-1992. 


MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
5-19-1992. 


MCC MIDWESTERN COLLEGIATE CONFER- 
ENCE AND DESIGN. U.S. CL. 200. REG. 
5-19-1992. 


AMERICAN OPULENCE. INT. CLS. 21 AND 24. 
REG. 5-19-1992. 


MOTORWERKS OF ART. INT. CLS. 3, 21 AND 
25. REG. 5-19-1992. 


HYPERSYSTEMS AND DESIGN. 
AND 42. REG. 5-19-1992. 


SOLUTRONIX. INT. CLS. 37 AND 42. REG. 
5-19-1992. 


THINK SYNCH. INT. CLS. 37 
5-19-1992. 


PRITIKIN. INT. CLS. 30 AND 41. REG. 5-19-1992. 


DAYS OF THUNDER AND DESIGN. INT. CLS. 
6, 14, 16, 18, 21, 25 AND 28. REG. 5-19-1992. 


ENVIRO PAC AND DESIGN. INT. CL. 1. REG. 
5-19-1992. 


EARTHGRO’S BEST. INT. CL. 1. REG. 5-19-1992. 
MR. COMPOST. INT. CL. 1. REG. 5-19-1992. 
SOFTCARE. INT. CL. 1. REG. 5-19-1992. 


ISOTONER FOOT CARE KIT AND DESIGN. 
INT. CL. 3. REG. 5-19-1992. 


TERRA SANTE. INT. CL. 3. REG. 5-19-1992. 
AGREE +. INT. CL. 3. REG. 5-19-1992. 
LACTOPAT. INT. CL. 5. REG. 5-19-1992. 


NOVA FACTOR AND DESIGN. INT. CL. 5. 
REG. 5-19-1992. 


BCE 1000R. INT. CL. 7. REG. 5-19-1992. 

CUPS. INT. CL. 7. REG. 5-19-1992. 
DEFINITIONS. INT. CL. 8. REG. 5-19-1992. 
ULTRABLADE. INT. CL. 8. REG. 5-19-1992. 
NEXT DIMENSION. INT. CL. 9. REG. 5-19-1992. 
SOLUTIONSETS. INT. CL. 9. REG. 5-19-1992. 


100% JUST FOR KIDS HOME VIDEO AND 
DESIGN. INT. CL. 9. REG. 5-19-1992. 


R/S REACT. INT. CL. 9. REG. 5-19-1992. 
PROTOLYZER. INT. CL. 9. REG. 5-19-1992. 
MAKYOH. INT. CL. 9. REG. 5-19-1992. 
PICES. INT. CL. 9. REG. 5-19-1992. 

NEON PAC. INT. CL. 9. REG. 5-19-1992. 


HORTIS OPIS AND DESIGN. INT. CL. 9. REG. 
5-19-1992. 


SILENT DISPATCH SYSTEM. INT. CL. 9. REG. 
5-19-1992. 


TRANS-AX IIL. INT. CL. 9. REG. 5-19-1992. 
TRI-Y. INT. CL. 9. REG. 5-19-1992. 
SKYMAX. INT. CL. 9. REG. 5-19-1992. 
EPICS. INT. CL. 9. REG. 5-19-1992. 


NORTH AMERICA NETWORK NEWS. INT. CL. 
9. REG. 5-19-1992. 


DUALCHROM. INT. CL. 9. REG. 5-19-1992. 


STAR MATE (STYLIZED). INT. CL. 9. REG. 
5-19-1992. 


NCHIP AND DESIGN. iNT. CL. 9%. REG. 
5-19-1992. 


INT. CLS. 9 


AND 41. REG. 
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1,688,330. 


1,688,331. 


1,688,332. 
1,688,335. 
1,688,337. 
1,688,339. 


1,688,340. 
1,688,341. 


1,688,344. 
1,688,348. 


1,688,353. 


1,688,354. 
1,688,355. 
1,688,356. 
1,688,357. 
1,688,360. 
1,688,364. 
1,688,366. 
1,688,369. 
1,688,372. 


1,688,376. 
1,688,377. 
1,688,378. 
1,688,380. 


1,688,382. 
1,688,383. 


1,688,389. 
1,688,391. 


1,688,393. 
1,688,394. 
1,688,396. 


1,688,397. 
1,688,399. 
1,688,401. 
1,688,402. 
1,688,403. 
1,688,406. 


1,688,411. 
1,688,417. 
1,688,418. 
1,688,419. 
1,688,420. 


1,688,421. 
1,688,424. 


1,688,426. 
1,688,430. 


1,688,431. 
1,688,432. 
1,688,433. 


P.H.0.T.O.N ENERGY MANAGEMENT AND 
DESIGN. INT. CL. 9. REG. 5-19-1992. 


THE RAPHA RANCH PRESENTS WORD THER- 
APY AND DESIGN. INT. CL. 9. REG. 
5-19-1992. 


NCHIP. INT. CL. 9. REG. 5-19-1992. 
SAFARL. INT. CL. 9. REG. 5-19-1992. 
V-FIELD. INT. CL. 9. REG. 5-19-1992. 


COLLECTION CARTOON AND DESIGN. INT. 
CL. 9. REG. 5-19-1992. 


VNM. INT. CL. 9. REG. 5-19-1992. 


TC SCHOOLMATE EDUCATION NETWORK BY 
TANDY AND DESIGN. INT. CL. 9. REG. 
5-19-1992. 


ASSISTWARE. INT. CL. 9. REG. 5-19-1992. 


WE ALL HAVE TALES. INT. CL. 9. REG. 
5-19-1992. 


DIGITAL P-V GAUGE. 
5-19-1992. 


MAX-100. INT. CL. 10. REG. 5-19-1992. 
PEDIA-THERM. INT. CL. 10. REG. 5-19-1992. 
HEEL LOCK. INT. CL. 10. REG. 5-19-1992. 

P-14. INT. CL. 10. REG. 5-19-1992. 

MS. D.. INT. CL. 10. REG. 5-19-1992. 

MOTOR MATE. INT. CL. 12. REG. 5-19-1992. 
SCARAB SPRINT. INT. CL. 12. REG. 5-19-1992. 
STEADY SHOT. INT. CL. 13. REG. 5-19-1992. 


MISCELLANEOUS DESIGN. INT. CL. 14. REG. 
5-19-1992. 


BON BON. INT. CL. 14. REG. 5-19-1992. 
HGR. INT. CL. 14. REG. 5-19-1992. 
TOTAL COMFORT. INT. CL. 14. REG. 5-19-1992. 


MISCELLANEOUS DESIGN. INT. CL. 16. REG. 
5-19-1992. 


FAST LEARNERS’ CARDS. INT. CL. 16. REG. 
5-19-1992. 


YOUR BUSINESS MATTERS. INT. CL. 16. REG. 
5-19-1992. 


HEAT WAVES. INT. CL. 16. REG. 5-19-1992. 


BINDERLOK AND DESIGN. INT. CL. 16. REG. 
5-19-1992. 


RENEW. INT. CL. 16. REG. 5-19-1992. 
THE FIRST PAGE. INT. CL. 16. REG. 5-19-1992. 


THE PEANUT GALLERY. INT. CL. 16. REG. 
5-19-1992. 


SATIN SHADOWS. INT. CL. 16. REG. 5-19-1992. 
POCKET-IT. INT. CL. 18. REG. 5-19-1992. 
QUARZITE. INT. CL. 19. REG. 5-19-1992. 
ECOWOOD. INT. CL. 19. REG. 5-19-1992. 
REVIVAL. INT. CL. 19. REG. 5-19-1992. 


PERFECT READER. INT. CL. 20. 
5-19-1992. 


RHAPSODY. INT. CL. 21. REG. 5-19-1992. 
ZERO TWO. INT. CL. 25. REG. 5-19-1992. 
SUTTER & GRANT. INT. CL. 25. REG. 5-19-1992. 
HEART OF STONE. INT. CL. 25. REG. 5-19-1992. 


VANCOUVER U.S.A! AND DESIGN. INT. CL. 
25. REG. 5-19-1992. 


DAVID PAGE. INT. CL. 25. REG. 5-19-1992. 


HEART OF STONE AND DESIGN. INT. CL. 25. 
REG. 5-19-1992. 


PLANET SMASHERS. INT. CL. 28 REG. 
5-19-1992. 


MOMENTS TREASURED. INT. CL. 28. REG. 
5-19-1992. 


THE ELLYP-TECH. INT. CL. 28. REG. 5-19-1992. 
BITSY BOUQUET. INT. CL. 28. REG. 5-19-1992. 
SEA ARCHER. INT. CL. 28. REG. 5-19-1992. 


INT. CL. 10. REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,688,435. 
1,688,436. 
1,688,437. 


1,688,438. 
1,688,440. 
1,688,441. 
1,688,443. 
1,688,444. 
1,688,445. 


1,688,449. 
1,688,451. 


1,688,455. 


1,688,458. 
1,688,459. 


1,688,462. 


1,688,465. 
1,688,467. 


1,688,471. 
1,688,474. 


1,688,476. 


1,688,477. 
1,688,479. 


1,688,480. 
1,688,482. 
1,688,486. 


1,688,487. 
1,688,489. 
1,688,490. 


1,688,491. 
1,688,496. 
1,688,499. 
1,688,500. 


1,688,502. 
1,688,503. 
1,688,505. 


1,688,506. 
1,688,507. 
1,688,509. 


1,688,510. 


1,688,511. 


1,688,512. 
1,688,515. 
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SONIC SPIKE. INT. CL. 28. REG. 5-19-1992. 
WATERTRAMPS. INT. CL. 28. REG. 5-19-1992. 


MISCELLANEOUS DESIGN. INT. CL. 28. REG. 
5-19-1992. 


PUCKERUPPER. INT. CL. 28. REG. 5-19-1992. 
PRIME LIFE. INT. CL. 29. REG. 5-19-1992. 
PRIME LIFE. INT. CL. 29. REG. 5-19-1992. 

BIGG MIXX. INT. CL. 30. REG. 5-19-1992. 

G AND DESIGN. INT. CL. 30. REG. 5-19-1992. 


PROPASTA (STYLIZED). INT. CL. 30. REG. 
5-19-1992. 


ESTHER PRICE. INT. CL. 30. REG. 5-19-1992. 

UNLOCK THE MAGIC. INT. CL. 30. REG. 
5-19-1992. 

INFORMATION MARKETS. INT. CL. 35. REG. 
5-19-1992. 

CHILD GUARD. INT. CL. 35. REG. 5-19-1992. 


AMERICA’S CAREFORCE AND DESIGN. INT. 
CL. 35. REG. 5-19-1992. 


MACRO-ASSESSOR. _ INT. 
5-19-1992. 


MAXNET. INT. CL. 35. REG. 5-19-1992. 


MARINE PERSONAL - ONE TOUCH. INT. CL. 
36. REG. 5-19-1992. 


F AND DESIGN. INT. CL. 36. REG. 5-19-1992. 


THE MOVE ORGANIZERS. INT. CL. 36. REG. 
5-19-1992. 


PREMIUM RESERVE. 
5-19-1992. 


ANIMALL. INT. CL. 36. REG. 5-19-1992. 


HEALTHBANK (STYLIZED). INT. CL. 36. REG. 
5-19-1992. 


THE PRESSURE IS OFF, THE WEEKEND IS 
ON. INT. CL. 36. REG. 5-19-1992. 


OUR PLANS BEGIN WITH YOURS. INT. CL. 36. 
REG. 5-19-1992. 


TERMANATOR AND DESIGN. INT. CL. 37. 
REG. 5-19-1992. 


INTELLITRADE. INT. CL. 38. REG. 5-19-1992. 
HOUSECALL. INT. CL. 38. REG. 5-19-1992. 


IT’S A SURE BET, CONNECT WITH A 
WINNER. INT. CL. 38. REG. 5-19-1992. 


TRAF-FAX (BLOCK FORM). INT. CL. 39. REG. 
5-19-1992. 


WHEEL OF FORTUNE. INT. CL. 41. 
5-19-1992. 


SHADOWHILL AND DESIGN. INT. CL. 41. 
REG. 5-19-1992. 


THE STUFFED DOG COMPANY AND DESIGN. 
INT. CL. 41. REG. 5-19-1992. 


CITY SAVER. INT. CL. 42. REG. 5-19-1992. 
PROMENADE. INT. CL. 42. REG. 5-19-1992. 


MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
5-19-1992. 
CHOW MEINIA. INT. CL. 42. REG. 5-19-1992. 


YOU KNOW THE ONE, IT’S MCDONALD’S, 
FOR FOOD, FOLKS, AND FUN. INT. CL. 42. 
REG. 5-19-1992. 


WHITEHAWK RANCH. INT. CL. 42. 
5-19-1992. 


THE-POLINSKY ADVANTAGE FUNCTIONAL- 
CAPACITIES-ASSESSMENT AND DESIGN. 
INT. CL. 42. REG. 5-19-1992. 

YOU COME FOR THE PRICE, YOU STAY FOR 
THE SERVICE. INT. CL. 42. REG. 5-19-1992. 

PARITY. INT. CL. 42. REG. 5-19-1992. 


WRITE TIME AND DESIGN. INT. CL. 42. REG. 
5-19-1992. 


CL. 35. REG. 


INT. CL. 36. REG. 


REG. 


REG. 
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1,688,516. 


1,688,517. 
1,688,519. 


1,688,522. 
1,688,523. 


1,688,524. 
1,688,526. 
1,688,528. 
1,688,531. 
1,688,532. 


1,688,533. 
1,688,534. 


1,688,535. 
1,688,538. 
1,688,539. 
1,688,543. 
1,688,544. 
1,688,545. 
1,688,547. 
1,688,549. 
1,688,550. 


1,688,551. 
1,688,552. 
1,688,553. 


1,688,554. 
1,688,555. 
1,688,556. 
1,688,557. 


1,688,558. 


SEATTLE STREET DOGS. INT. CL. 42. REG. 
5-19-1992. 


APOTHECOUNSEL. INT. CL. 42. REG. 5-19-1992. 


KEEP IT A SAFE SUMMER MADD. AND 
DESIGN. INT. CL. 42. REG. 5-19-1992. 


GLAM SLAM. INT. CL. 42. REG. 5-19-1992. 


CENTER COURT FOOD AND DESIGN. INT. 
CL. 42. REG. 5-19-1992. 


THE EXPRESSED IDEA. INT. CL. 42. REG. 
5-19-1992. 


EDIBLE MEMORIES. 
5-19-1992. 


THE PRO IMAGE U SHOP. INT. CL. 42. REG. 
5-19-1992. 


CLOSER THAN YOU THINK. INT. CL. 42. REG. 
5-19-1992. 


MOMENT OF CONSCIOUSNESS. INT. CL. 42. 
REG. 5-19-1992. 


RTA. U.S. CL. 200. REG. 5-19-1992. 


MISCELLANEOUS DESIGN. INT. CLS. 16 AND 
24. REG. 5-19-1992. 


LINK CHANNELIZED SERVER. INT. CLS. 9 
AND 16. REG. 5-19-1992. 


MISCELLANEOUS DESIGN. INT. CL. 9. REG. 
5-19-1992. 


THE BEST INSTANT SIGN COMPANY. INT. CL. 
9. REG. 5-19-1992. 


ABSOLUTE SUBSCRIBER CONTROL. INT. CL. 
9. REG. 5-19-1992. 


ABSOLUTE OCCUPANCY CONTROL. INT. CL. 
9. REG. 5-19-1992. 


SWBS-PC. INT. CL. 9. REG. 5-19-1992. 
HALTON. INT. CL. 11. REG. 5-19-1992. 


LOVE & MARRIAGE BRIDE’S GUIDE. INT. CL. 
16. REG. 5-19-1992. 


PROFESSIONAL BUILDER & REMODELER. 
INT. CL. 16. REG. 5-19-1992. 


ADVENTURONL INT. CL. 16. REG. 5-19-1992. 
SHAWGUIDES. INT. CL. 16. REG. 5-19-1992. 


ISSUES IN HEPATITIS. INT. CL. 16. REG. 
5-19-1992. 


GAYPORN STARS ANNUAL. INT. CL. 16. REG. 
5-19-1992. 

BIRDS INTERNATIONAL (STYLIZED). 
CL. 16. REG. 5-19-1992. 

NUTRITION USA (STYLIZED). INT. CL. 16. 
REG. 5-19-1992. 

GEORGETOWN GALLERIES. INT. CL. 16. REG. 
5-19-1992. 

CHILDREN AND ALLERGIES. INT. CL. 16. 
REG. 5-19-1992. 


INT. CL. 42. REG. 


INT. 


OFFICIAL GAZETTE 


1,688,559. 


1,688,560. 


1,688,563. 
1,688,564. 


1,688,567. 
1,688,568. 


1,688,570. 


1,688,571. 


1,688,572. 


1,688,573. 


1,688,574. 


1,688,575. 


1,688,576. 


1,688,577. 


1,688,578. 
1,688,580. 


1,688,582. 


1,688,583. 


1,688,585. 
1,688,586. 


1,688,587. 


1,711,526. 


1,833,171. 


JANUARY 5, 1999 


RC PERFORMANCE SERIES. INT. CL. 16. REG. 
5-19-1992. 


ENVIRO STOCK ANALYSIS. INT. CL. 16. REG. 
5-19-1992. 


COFFEE CLIP. INT. CL. 20. REG. 5-19-1992. 


TRULY OUTSTANDING. INT. CL. 27. 
5-19-1992. 


FLIP TARGET. INT. CL. 28. REG. 5-19-1992. 
OREGON COAST. INT. CL. 29. REG. 5-19-1992. 


VANILLA CREMES. INT. CL. 30. REG. 
5-19-1992. 


EGG STICKS. INT. CL. 31. REG. 5-19-1992. 


CALIFORNIA CORDIALS L.A. BRAND AMA- 
RETTO AND DESIGN. INT. CL. 33. REG. 
5-19-1992. 


THE BEST INSTANT SIGN COMPANY. INT. CL. 
35. REG. 5-19-1992. 


WINTHROP HARBOR IN-WATER BOAT SHOW. 
INT. CL. 35. REG. 5-19-1992. 


TEACH FOR AMERICA. INT. CL. 35. REG. 
5-19-1992. 


PHONE AD SYSTEM. 
5-19-1992. 


HOUSEWARES INTERNATIONAL SHOW AND 
DESIGN. INT. CL. 35. REG. 5-19-1992. 


FASTQUOTES. INT. CL. 36. REG. 5-19-1992. 


COSTA RICAN HOLIDAYS. INT. CL. 39. REG. 
5-19-1992. 


AMERICA’S FAMILY PET SHOW. INT. CL. 41. 
REG. 5-19-1992. 


AWESOME CLOTHING CO.. INT. CL. 42. REG. 
5-19-1992. 


FACE SHOTS. INT. CL. 42. REG. 5-19-1992. 


INTERNATIONAL BRAIN INJURY SYMPOSI- 
UM: ADVANCES IN MEDICAL PRACTICE 
(STYLIZED). INT. CL. 42. REG. 5-19-1992. 

US ORDER. INT. CL. 42. REG. 5-19-1992. 


FC FOLDCRAFT AND DESIGN. INT. CLS. 12, 
19 AND 21 ONLY. REG. 9-1-1992. 


REG. 


INT. CL. 35. REG. 


SECTION 18 


MY SONG AND DESIGN. 
4-26-1994. 


INT. CL. 9. REG. 
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(Registered; Renewed; Canceled; Amended, Corrected, etc.; New Certificates; 12c Publications.) 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


“1IER” NAHRUNGSMITTEL GMBH, A-6820 FRASTANZ, 
AUSTRIA: 


2,216,180, PUB. 10-13-1998. INT. CL. 29. 


A CORP., NORTH BILLERICA, MA: 
1,688,486, CANC. INT. CL. 37. 

A. DUDA & SONS, INC., OVIEDO, FL: 
2,216,743, INT. CL. 31. 

ABBOTT LABORATORIES, ABBOTT PARK, IL: 
1,687,824, CANC. INT. CL. 16. 


ABEL INDUSTRIES, INC., NEEDHAM, MA: 
1,687,511, CANC. INT. CL. 5. 


ABW SYSTEMS CORPORATION, MORRISVILLE, NC: 
1,687,762, CANC. INT. CL. 11. 


ACCU-CHEM, INC., ELK GROVE VILLAGE, IL: 
2,216,274, PUB. 10-13-1998. INT. CL. 1. 


ACCUBANC MORTGAGE CORPORATION, DALLAS, TX: 
2,216,186, PUB. 10-13-1998. INT. CL. 36. 
2,216,187, PUB. 10-13-1998. INT. CL. 36. 
ACME BOOT RETAIL COMPANY, INC.: See— 
BOOT COUNTRY USA, INC.. 
ACRA PRODUCTS, L.L.C., GARDEN CITY, KS: 
2,216,676, INT. CL. 7. 


ADMAR INTERNATIONAL, INC., MONROE, LA: 
2,216,208, PUB. 10-13-1998. INT. CL. 21. 
ADVANCED TRANSPORTATION PRODUCTS INCORPO- 
RATED, SEATTLE, WA: 
2,215,805, PUB. 10-13-1998. INT. CL. 12. 


ADVOCARE INTERNATIONAL, L.L.C., DALLAS, TX: 
2,215,866, PUB. 10-13-1998. INT. CL. 5. 


AEROSPACE CORPORATION, THE, EL SEGUNDO, CA: 
2,215,996, PUB. 10-13-1998. INT. CL. 42. 


AETNA LIFE INSURANCE COMPANY, HARTFORD, CT: 
1,688,082, CANC. INT. CL. 36. 
AFA PRODUCTS, INC., FOREST CITY, NC, DBA THE 
AFA CORPORATION: 
1,687,585, CANC. INT. CL. 8. 
AFFILIATED CENTRAL, INC., BROOKLYN, NY: 
2,216,590, INT. CL. 38. 
AFTERTHOUGHT ENTERTAINMENT, 
MA: 
2,216,067, PUB. 10-13-1998. INT. CL. 16. 
AGROALIMENTARI DEL COLLE S.R.L., SANTERAMO 
IN COLLE, ITALY: 
2,216,673, MULTIPLE CLASS, INT. CLS. 29 AND 30. 
AIG AMES INTERNATIONAL GROUP INC., NORTH 
BERGEN, NJ: 
2,216,027, PUB. 10-13-1998. INT. CL. 18. 
AIMQUEST CORPORATION: See— 
GRIC COMMUNICATIONS, INC.. 
AIR INDUSTRIE SYSTEMES - A.LS, 92400 COURBEVOIE, 
FRANCE: 
2,216,224, PUB. 10-13-1998. INT. CL. 7. 


INC., SALEM, 


AIR PRODUCTS AND CHEMICALS, INC., ALLENTOWN, 
PA: 


2,216,166, PUB. 10-13-1998. INT. CL. 1. 


AIRGUARD INDUSTRIES, INC., LOUISVILLE, KY: 
2,216,038, PUB. 10-13-1998. INT. CL. 7. 


AIRREX CORPORATION, ST. PAUL, MN: 
2,215,850, PUB. 10-13-1998. INT. CL. 4. 
AJINOMOTO KABUSHIKI KAISHA, CHUO-KU TOKYO 
104, JAPAN, DBA AJINOMOTO CO., INC.: 
2,216,583, INT. CL. 31. 


AKZO COATINGS INC., LOUISVILLE, KY: 
1,687,462, CANC. INT. CL. 2. 
ALBION HAT & CAP COMPANY PTY LIMITED, CHIP- 
PENDALE, NEW SOUTH WALES 2008, AUSTRALIA: 
1,687,959, CANC. INT. CL. 28. 


ALCAN ALUMINUM CORPORATION, CLEVELAND, OH: 
1,687,544, CANC. INT. CL. 6. 
ALEX-DUNCAN SHRIMP CHEF INC., HOUSTON, TX: 
1,687,589, CANC. INT. CL. 8. 
ALFA MANUFACTURING INDUSTRIES, INC., SKOKIE, 
IL: 
2,216,090, PUB. 10-13-1998. INT. CL. 7. 


ALLIANCE GAMING CORPORATION, LAS VEGAS, NV: 
2,216,381, PUB. 10-13-1998. INT. CL. 25. 


ALLOY DESIGNS, INC., NEW YORK, NY: 
2,216,266, PUB. 10-13-1998. INT. CL. 25. 
ALLSTATE INSURANCE COMPANY, NORTHBROOK, IL, 
DBA ALLSTATE: 
1,635,691, CANC. MULTIPLE CLASS, INT. CLS. 35, 36, 
41 AND 42. 


ALLSTATE RUBBER CORP., OZONE PARK, NY: 
2,216,320, PUB. 10-13-1998. INT. CL. 19. 


ALT INC., PALM CITY, FL: 
2,215,892, PUB. 10-13-1998. INT. CL. 4. 


AM GENERAL CORPORATION, SOUTH BEND, IN: 
2,215,890, PUB. 10-13-1998. INT. CL. 18. 


AMALGAMATED EXPLORATIONS, INC., DENVER, CO: 
2,215,886, PUB. 10-13-1998. INT. CL. 42. 
AMBIANCE CLOTHING COMPANY USA LTD, NEW 
YORK, NY: 
1,688,421, CANC. INT. CL. 25. 


AMERICA’S BEST, INC., WEST DES MOINES, IA: 
2,215,663, PUB. 10-13-1998. INT. CL. 25. 


AMERICAN BIONETICS, INC., HAYWARD, CA: 
1,687,525, CANC. INT. CL. 5. 
AMERICAN BROADCASTING COMPANIES, INC., NEW 
YORK, NY: 
2,216,184, PUB. 10-13-1998. INT. CL. 41. 
AMERICAN COUNCIL ON EXERCISE, SAN DIEGO, CA: 


2,216,241, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9, 16, 25, 41 AND 42. 
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AMERICAN DEHYDRATED FOODS, 
FIELD, MO: 


2,216,517, PUB. 10-13-1998. INT. CL. 5. 


AMERICAN ELECTRIC POWER COMPANY, INC., CO- 
LUMBUS, OH: 


2,215,802, PUB. 10-13-1998. INT. CL. 39. 
AMERICAN EXPRESS COMPANY, NEW YORK, NY: 
1,688,480, CANC. INT. CL. 36. 


AMERICAN GENERAL LIFE INSURANCE COMPANY OF 
NEW YORK, SYRACUSE, NY: 
1,688,104, CANC. INT. CL. 36. 
AMERICAN GLACE’ INC., NEW YORK, NY: 
1,688,015, CANC. INT. CL. 30. 
AMERICAN HEALTH KENNELS, 
PARK, FL: 
1,688,033, CANC. INT. CL. 31. 
AMERICAN INFORMATION EXCHANGE CORPORA- 
TION, PALO ALTO, CA: 
1,688,455, CANC. INT. CL. 35. 

AMERICAN INGREDIENTS, INC., ANAHEIM, CA: 
2,216,283, PUB. 10-13-1998. INT. CL. 1. 
AMERICAN INTERNATIONAL GROUP, 

YORK, NY: 
2,216,032, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 25 AND 36. 
AMERICAN MEDICAL SECURITY GROUP, INC.: See— 
UNITED WISCONSIN SERVICES INC.. 
AMERICAN SOCIETY OF CIVIL ENGINEERS, RESTON, 
VA: 
2,215,906, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 6, 9, 16, 36, 41 AND 42. 
AMERICAN TACK & HARDWARE CO., INC., MONSEY, 
NY: 
2,215,958, PUB. 10-13-1998. INT. CL. 11. 


AMERICAN TELEPHONE AND TELEGRAPH COMPA- 
NY, NEW YORK, NY: 


1,688,335, CANC. INT. CL. 9. 
AMERICAN-EUROPEAN CORPORATION, ATLANTA, 
GA: 
2,216,174, PUB. 10-13-1998. INT. CL. 41. 
AMERISCAN GENETICS, URBANA, OH: 
2,215,901, PUB. 10-13-1998. INT. CL. 35. 
AMERITEX INC., HAVERFORD, PA: 
2,215,693, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 25 AND 35. 
AMGEN INC., THOUSAND OAKS, CA: 
1,687,504, CANC. INT. CL. 5. 
1,687,505, CANC. INT. CL. 5. 
AMOCO OIL COMPANY, CHICAGO, IL: 
2,216,739, INT. CL. 30. 


AMRAD OPERATIONS PTY. LTD., RICHMOND, VICTO- 
RIA 3121, AUSTRALIA: 


2,216,129, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 1 AND 5. 
AMREP, INC., MARIETTA, GA: 
2,215,741, PUB. 5-12-1998. INT. CL. 3. 
AMUROL CONFECTIONS COMPANY, YORKVILLE, IL: 
2,216,686, INT. CL. 30. 
ANAN CORPORATION, 
AGAWA PREF., JAPAN: 
1,688,126, CANC. INT. CL. 38. 
ANDERSON WATTS LTD., BURNABY, BRITISH COLUM- 
BIA, CANADA: 
2,216,587, INT. CL. 29. 
ANDERSON-MARTIN MACHINE COMPANY, FORT 
SMITH, AR, DBA AMCO PRODUCTS COMPANY: 
2,216,135, PUB. 10-13-1998. INT. CL. 7. 
ANDERSONS, INC., THE, MAUMEE, OH: 
2,216,776, INT. CL. 31. 
ANETTE’S CHOCOLATE FACTORY, 
VALLEY, CA: 
2,215,916, PUB. 10-13-1998. INT. CL. 30. 


INC., SPRING- 


INC., OAKLAND 


INC., NEW 


KAMAKURA CITY, KAN- 


INC., NAPA 
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ANGEION CORPORATION, PLYMOUTH, MN: 
1,687,719, CANC. INT. CL. 10. 
ANGLERS, INC., MONTGOMERY, AL: 
1,688,169, CANC. INT. CL. 41. 
ANHEUSER-BUSCH, INCORPORATED, ST. LOUIS, MO: 
1,688,039, CANC. INT. CL. 32. 
ANTENNA TECHNOLOGY & COMMUNICATIONS, 
MESA, AZ: 
1,687,698, CANC. INT. CL. 9. 
ANTONIO PUIG, S.A., BARCELONA, SPAIN: 
1,687,497, CANC. INT. CL. 3. 
APICELLA JEWELERS, INC., NEW YORK, NY: 
2,216,384, PUB. 10-13-1998. INT. CL. 14. 
APPLIED ENGINEERING & SUPPLY, 
Co: 
2,216,679, INT. CL. 11. 
AQUATIC SPECIALTIES, INC., DEL MAR, CA: 
2,216,040, PUB. 10-13-1998. INT. CL. 11. 
ARBURG MASCHINENFABRIK HEHL & SOEHNE GMBH 
& CO. KG, D-7298 LOSSURG 1, FED REP GERMANY: 
1,687,584, CANC. INT. CL. 7. 
ARCOR ELECTRONIC CO., INC., GLENVIEW, IL: 
1,688,538, CANC. INT. CL. 9. 
ARDEN ARCHITECTURAL SPECIALTIES, 
PAUL, MN: 
2,215,970, PUB. 10-13-1998. INT. CL. 6. 
ARENBURG BROS, INC., ATTLEBORO, MA: 
2,216,430, PUB. 10-13-1998. INT. CL. 14. 
ARGONAUT TECHNOLOGIES, INC., SAN CARLOS, CA: 
2,216,345, PUB. 10-13-1998. INT. CL. 1. 
ARIES INDUSTRIES, INCORPORATED, SUSSEX, WI: 
2,216,194, PUB. 10-13-1998. INT. CL. 9. 
ARMCHAIR ENTERPRISES, INC., DENNIS, MA: 
2,216,111, PUB. 10-13-1998. INT. CL. 35. 
ARNOLD & RICHTER CINE TECHNIK GMBH & CO. BE- 
TRIEBS KG, 80701 MUNCHEN, FED REP GERMANY: 
2,215,736, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9 AND 11. 
ARNOLD PRECISION 
LESS HILLS, PA: 
2,216,250, PUB. 10-13-1998. INT. CL. 19. 
ARROW GROUP INDUSTRIES, INC., WAYNE, NJ: 
2,216,709, INT. CL. 6. 
ARROYO GRANDE USA, GROVER BEACH, CA: 
2,216,242, PUB. 10-13-1998. INT. CL. 25. 
ASBURY, JAMES E., EDINA, MN: 
1,688,474, CANC. INT. CL. 36. 
ASIAN RESORT AND RESTAURANT ASSOCIATES, 
HONG KONG: 
1,688,502, CANC. INT. CL. 42. 
AT&T CORP., NEW YORK, NY: 
2,216,702, INT. CL. 38. 
ATARI CORPORATION, SUNNYVALE, CA: 
1,688,426, CANC. INT. CL. 28. 
ATCHISON CONSULTING GROUP, INC., THE, MELROSE 
PARK, IL: 
1,688,063, CANC. INT. CL. 35. 
ATOMIC AUSTRIA GMBH, A-5541 ALTENMARKT, AUS- 
TRIA: 
2,215,911, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 18, 25 AND 28. 
ATTACHMENTS UNLIMITED, INC., MONCKS CORNER, 
sc: 
2,215,724, PUB. 10-13-1998. INT. CL. 35. 
ATTAR, ADIL, ONTARIO, CA: 
1,687,670, CANC. INT. CL. 9. 
AUDAX, INC., LEITCHFIELD, KY: 
2,216,285, PUB. 10-13-1998. INT. CL. 5. 


INC., GOLDEN, 


INC., ST. 


MANUFACTURES, INC., FAIR- 
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AUDITRON CORPORATION, ALHAMBRA, CA: 
1,687,626, CANC. INT. CL. 9. 
AURATEK SECURITY INC., HULL, QUEBEC J82 IV4, 
CANADA: 
2,215,936, PUB. 10-13-1998. INT. CL. 9. 


AURORA AWARDS, THE, SALT LAKE CITY, UT: 
2,215,804, PUB. 10-13-1998. INT. CL. 41. 

AURORA LABORATORIES, INC., PALM CITY, FL: 
2,216,148, PUB. 10-13-1998. INT. CL. 5. 

AUSTRALIAN RUGBY UNION LIMITED, NORTH 

SYDNEY, NEW SOUTH WALES, 2060, AUSTRALIA: 

2,215,698, PUB. 10-13-1998. INT. CL. 28. 

AUTODESK, INC., SAN RAFAEL, CA: 
2,216,719, INT. CL. 9. 


AUTODIAGNOS AB, 145 84 STOCKHOLM, SWEDEN: 
2,216,774, INT. CL. 9. 


AUTOMATE TECHNOLOGIES, LLC, RIVERHEAD, NY: 
2,215,978, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 7, 40 AND 42. 


AVEDA CORPORATION, MINNEAPOLIS, MN: 
1,687,482, CANC. INT. CL. 3. 


AWARD SKORES UNLIMITED, INC., TAYLOR, MI: 
1,687,973, CANC. INT. CL. 28. 


AWESOME CLOTHING CO., NANUET, NY: 
1,688,583, CANC. INT. CL. 42. 
AXEL SPRINGER VERLAG AG, 1000 BERLIN 61, FED 
REP GERMANY: 
1,687,822, CANC. INT. CL. 16. 
AZRAK-HAMWAY INTERNATIONAL, INC., NEW YORK, 
NY: 
1,687,956, CANC. INT. CL. 28. 
B.C.E. TECHNOLOGIES, INC., TAMPA, FL: 
1,688,291, CANC. INT. CL. 7. 


B’GASS SOCCER, SAN DIEGO, CA: 
2,215,801, PUB. 10-13-1998. INT. CL. 25. 
BADGER PAPER MILLS, INC., PESHTIGO, WI: 
2,216,455, PUB. 10-13-1998. INT. CL. 16. 
BAGGIN’S, INC., TUCSON, AZ: 
1,688,254, CANC. INT. CL. 42. 
BALDWIN HARDWARE CORPORATION, READING, PA: 
2,215,822, PUB. 10-13-1998. INT. CL. 6. 


BALLY MANUFACTURING CORPORATION, CHICAGO, 
IL: 


1,687,966, CANC. INT. CL. 28. 
BANC ONE CORPORATION, COLUMBUS, OH: 
1,688,383, CANC. INT. CL. 16. 
BANCO BILBAO VIZCAYA, S.A., 48005 BILBAO, SPAIN: 
2,215,953, PUB. 10-13-1998. INT. CL. 36. 
BANKERS LIFE INSURANCE COMPANY OF NEW 
YORK, WOODBURY, NY: 
2,216,703, INT. CL. 36. 
BAPTIST HEALTH, LITTLE ROCK, AR: 
2,216,486, PUB. 10-13-1998. INT. CL. 41. 
BAR-LEVAV, REUVEN, SOUTHFIELD, MI: 
2,216,691, INT. CL. 39. 
BARABOO CANDY COMPANY, INC., BARABOO, WI: 
2,216,581, INT. CL. 30. 
BARKER & COMPANY, INC., LEXINGTON, KY: 
2,216,464, PUB. 10-13-1998. INT. CL. 42. 
BARKER, MARY W., HUNTERSVILLE, NC: 
2,216,280, PUB. 10-13-1998. INT. CL. 25. 
BARNETT, INC., JACKSONVILLE, FL: 
2,215,678, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 6, 11 AND 17. 
BARRETT VARNISH COMPANY, CICERO, IL: 
1,687,461, CANC. INT. CL. 2. 


U.S. PATENT AND TRADEMARK OFFICE 


BARRETT, JOHN, JR., BURLINGAME, CA: 
1,688,167, CANC. INT. CL. 41. 
BARRON S. WALL, INC., MAHWAH, NJ: 
2,215,986, PUB. 10-13-1998. INT. CL. 36. 
BARRY, MICHAELA, GREAT FALLS, VA: 
2,215,935, PUB. 10-13-1998. INT. CL. 42. 
BASF AKTIENGESELLSCHAFT, LUDWIGSHAFEN AM 
RHEIN, FED REP GERMANY: 
2,216,260, PUB. 10-13-1998. INT. CL. 1. 
BASHA, SOL, BEVERLY HILLS, CA, DBA S. B. ENTER- 
PRISES: 
2,216,364, PUB. 10-13-1998. INT. CL. 14. 
BASKIN-ROBBINS INCORPORATED, GLENDALE, CA: 
2,216,560, PUB. 10-13-1998. INT. CL. 30. 
BATTERY CENTER, INC., THE, DORAVILLE, GA: 
2,216,171, PUB. 10-13-1998. INT. CL. 16. 
BAY ZINC COMPANY, INC., MOXEE, WA: 
2,215,905, PUB. 10-13-1998. INT. CL. 1. 
BAYBANKS, INC., BOSTON, MA: 
1,688,102, CANC. INT. CL. 36. 
BAYLOR UNIVERSITY, WACO, TX: 
2,216,574, PUB. 10-13-1998. INT. CL. 25. 
BCB BEVERAGES LIMITED, COUNTY CORK, IRELAND: 
2,216,738, INT. CL. 30. 
BDS&V PARTNERS GROUP, INC., PHILADELPHIA, PA: 
2,215,860, PUB. 10-13-1998. INT. CL. 35. 
BEAL SIGNS, INC., LITTLETON, NC: 
2,216,079, PUB. 10-13-1998. INT. CL. 19. 
BEAR CREEK CORPORATION, MEDFORD, OR: 
1,688,250, CANC. INT. CL. 42. 
BEASLEY BUILDERS, INC., SYLVA, NC: 
2,216,777, INT. CL. 37. 
BECKER-UNDERWOOD, INC., AMES, IA: 
2,215,885, PUB. 10-13-1998. INT. CL. 1. 
BECO ENGINEERING COMPANY, OAKMONT, PA: 
2,216,202, PUB. 10-13-1998. INT. CL. 1. 
BEHRE, HANS-JURGEN, D-79294 SOLDEN, FED REP 
GERMANY: 
2,216,005, PUB. 
CLS. 3 AND 5. 
BELL ATLANTIC CORPORATION, PHILADELPHIA, PA: 
1,688,487, CANC. INT. CL. 38. 
BELL HELMETS INC., NORWALK, CA: 
1,687,689, CANC. INT. CL. 9. 
BELSANTE INTERNATIONAL, INC., PHOENIX, AZ: 
2,216,388, PUB. 10-13-1998. INT. CL. 5. 
2,216,389, PUB. 10-13-1998. INT. CL. 5. 
2,216,393, PUB. 10-13-1998. INT. CL. 5. 
2,216,394, PUB. 10-13-1998. INT. CL. 5. 
BENJAMIN OBDYKE INCORPORATED, WARMINSTER, 
PA: 
2,216,730, INT. CL. 19. 
BERG, ROBERT ISAAC, SANTA MONICA, CA: 
2,215,843, PUB. 10-13-1998. INT. CL. 25. 
BERKLEY CARE NETWORK, INC., GREENSBORO, NC: 
2,215,722, PUB. 10-13-1998. INT. CL. 36. 
BERNARD C. HARRIS PUBLISHING CO., INC., WHITE 
PLAINS, NY: 
2,216,665, INT. CL. 42. 
BEST FRANCHISING COMPANY IN THE WORLD, INC., 
THE, CARSON CITY, NV: 
1,688,573, CANC. INT. CL. 35. 
BEST FRANCHISING COMPANY IN THE WORLD, THE, 
HONOLULU, HI: 
1,688,539, CANC. INT. CL. 9. 
BEST OF THE BOARDWALK, INC., MEDIA, PA: 
2,216,726, INT. CL. 42. 


10-13-1998. MULTIPLE CLASS, INT. 
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BEST PROCESS, INC., ROGERS, AR: 
2,216,303, PUB. 10-13-1998. INT. CL. 5. 
2,216,304, PUB. 10-13-1998. INT. CL. 5. 


BEST PRODUCTS CO., INC., RICHMOND, VA: 
1,687,785, CANC. INT. CL. 14. 


BETZ PAPERCHEM, INC., JACKSONVILLE, FL: 
1,688,198, CANC. INT. CL. 42. 
BI-LO, INC., MAULDIN, SC: 
2,216,656, INT. CL. 30. 
2,216,708, INT. CL. 29. 
BI/POLAR, INC., AUSTIN, TX: 
1,688,177, CANC. INT. CL. 41. 


BIC CORPORATION, MILFORD, CT: 
1,688,389, CANC. INT. CL. 16. 


BIG BUTT CIGAR CO., INC., REDWOOD CITY, CA: 
2,216,406, PUB. 10-13-1998. INT. CL. 14. 


BIG SKY INSULATIONS, INC., BELGRADE, MT: 
2,216,659, INT. CL. 17. 


BIGELOW MANAGEMENT, INC., LAS VEGAS, NV: 
2,216,522, PUB. 10-13-1998. INT. CL. 42. 


BIO HUMA NETICS, INC., CHANDLER, AZ: 
2,215,841, PUB. 10-13-1998. INT. CL. 1. 


BIO INDUSTRIES, INC., ADDISON, IL: 
1,688,277, CANC. INT. CL. 1. 


BIO-FOODS, LTD., WEST PATERSON, NJ: 
2,216,780, INT. CL. 30. 


BIO-TEK INSTRUMENTS, INC., WINOOSKI, VT: 
2,215,668, PUB. 7-1-1997. INT. CL. 9. 


BIOCOPE, INC., CANYON, TX: 
2,216,387, PUB. 10-13-1998. INT. CL. 1. 


BIODERMIS CORPORATION, LAS VEGAS, NV: 
2,216,398, PUB. 10-13-1998. INT. CL. 5. 


BIOMARK, INCORPORATED, ATHENS, GA: 
2,216,525, PUB. 10-13-1998. INT. CL. 35. 
BIONAIRE INC., LACHINE, QUEBEC, CANADA: 
1,687,751, CANC. INT. CL. 11. 
BIONIC RECORDS, INCORPORATED, CYPRESS, CA: 
2,216,579, PUB. 10-13-1998. INT. CL. 25. 
BIOSAFE MEDICAL TECHNOLOGIES, INC., LINCOLN- 
SHIRE, IL: 
2,215,934, PUB. 10-13-1998. INT. CL. 35. 
BLACK DIAMOND EQUIPMENT, LTD., VENTURA, CA: 
1,688,419, CANC. INT. CL. 25. 
1,688,424, CANC. INT. CL. 25. 
BLACK PALM DEVELOPMENT CORPORATION, TIMON- 
IUM, MD: 
2,216,677, INT. CL. 42. 
BLACKHORSE ENTERPRISE RECORDS, LLC, SOUTH 
ORANGE, NJ: 
2,215,927, PUB. 10-13-1998. INT. CL. 9. 
BLANCHARD, JANET M., MENTOR, OH: 
2,216,196, PUB. 10-13-1998. INT. CL. 42. 
BLANEY, SUZIE, VALLEJO, CA: 
2,216,363, PUB. 10-13-1998. INT. CL. 25. 
BLITZ DESIGN CORP., VANCOUVER, BRITISH COLUM- 
BIA, CANADA: 
2,216,602, INT. CL. 30. 
BLUE MOON SCREEN PRINTING, WINSTON-SALEM, 
NC: 
2,216,066, PUB. 10-13-1998. INT. CL. 25. 
BLUEWATER OUTFITTERS, INC., JACKSONVILLE, FL: 
2,216,334, PUB. 10-13-1998. INT. CL. 9. 
BOB DUPES & ASSOCIATES, INC., DAVIE, FL: 


1,687,650, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
42. 
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BOEHRINGER INGELHEIM VETMEDICA GMBH, 6507 

INGELHEIM AM RHEIN, FED REP GERMANY: 
2,215,988, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 5 AND 31. 

BOEHRINGER MANNHEIM CORPORATION, INDIANAP- 
OLIS, IN: 

1,688,356, CANC. INT. CL. 10. 

BOEHRINGER MANNHEIM GMBH, D-68298 MANNHEIM, 
FED REP GERMANY: 

2,216,024, PUB. 10-13-1998. INT. CL. 5. 

BOLON, JUDITH A., PORTOLA VALLEY, CA AND 
MURRAY, WILLIAM E., JR., PORTOLA VALLEY, CA: 

2,216,456, PUB. 10-13-1998. INT. CL. 16. 

BOOT COUNTRY USA, INC., NASHVILLE, TN FROM 
ACME BOOT RETAIL COMPANY, INC., NASHVILLE, 
TN: 

2,216,010, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 25 AND 35. 
BORDEN, INC., COLUMBUS, OH: 
1,687,948, CANC. INT. CL. 27. 
BOSCH, MIMI L., LENEXA, KS: 
1,688,256, CANC. INT. CL. 42. 
BOSCH, RAFAEL ENRIQUE, FORT LAUDERDALE, FL: 
2,216,589, INT. CL. 32. 
BOSTON BEER COMPANY LIMITED PARTNERSHIP, 
BOSTON, MA, DBA THE BOSTON BEER COMPANY: 
2,216,617, INT. CL. 33. 
BOYD, DIANE, PAIA, MAUI, HI: 
1,688,436, CANC. INT. CL. 28. 
BP AMERICA INC., CLEVELAND, OH: 
1,688,505, CANC. INT. CL. 42. 

BRAUEREI BECK GMBH & CO., D-28199 BREMEN, FED 
REP GERMANY: 

2,216,399, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 32 AND 42. 

BREAKTHROUGH SOFTWARE, INC., MOUNTAIN VIEW, 
CA: 

2,215,778, PUB. 10-13-1998. INT. CL. 9. 

BREAZEALE, SACHSE & WILSON, L.L.P., 
ROUGE, LA: 

2,216,467, PUB. 10-13-1998. INT. CL. 42. 

BREW, RICHARD D., MODESTO, CA FROM RICHARD 
DOUGLAS BREW, A PROFESSIONAL LAW CORPORA- 
TION, MODESTO, CA: 

2,216,108, PUB. 10-13-1998. INT. CL. 42. 

BRIDGE INFORMATION SYSTEMS, INC., ST. LOUIS, MO: 
2,216,674, INT. CL. 36. 
2,216,675, INT. CL. 36. 

BRIDGE OF HOPE, COATESVILLE, PA: 

2,215,977, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 36, 41 AND 42. 

BRIDGEPATH, INC., BERKELEY, CA: 

2,216,272, PUB. 10-13-1998. INT. CL. 35. 
BRIDGESTONE/FIRESTONE, INC., AKRON, OH: 
2,216,245, PUB. 10-13-1998. INT. CL. 12. 

BRIESS INDUSTRIES, INC., CHILTON, WI: 
2,215,999, PUB. 10-13-1998. INT. CL. 31. 

BRIO CONCEPTS, LLC, SCOTTSDALE, AZ: 
2,216,760, INT. CL. 42. 

BRISTOL-MYERS SQUIBB COMPANY, NEW YORK, NY: 
1,687,535, CANC. INT. CL. 5. 

BROASTER COMPANY, L.L.C., THE, BELOIT, WI: 
2,216,530, PUB. 10-13-1998. INT. CL. 30. 

BROKEN ARROW CHURCH OF CHRIST, BROKEN 
ARROW, OK: 

2,216,256, PUB. 10-13-1998. INT. CL. 41. 

BROOKLYN BOTTLING CORPORATION OF MILTON, 
NY, INC., MILTON, NY: 

2,216,306, PUB. 10-13-1998. INT. CL. 32. 


BATON 





JANUARY 5, 1999 


BROWN GROUP, INC., ST. LOUIS, MO: 
2,216,427, PUB. 10-13-1998. INT. CL. 25. 
BROWN, AMMA, JERSEY CITY, NJ: 
2,216,556, PUB. 10-13-1998. INT. CL. 41. 
BROWN, ANDREA, PALM HARBOR, FL: 
2,216,548, PUB. 10-13-1998. INT. CL. 31. 
BROWN, RICK, LAS VEGAS, NV: 
2,216,395, PUB. 10-13-1998. INT. CL. 25. 
BROWNING-FERRIS INDUSTRIES, INC., HOUSTON, TX: 
1,688,121, CANC. INT. CL. 37. 


BROYHILL FURNITURE INDUSTRIES, INC., LENOIR, 
NC: 


2,216,423, PUB. 10-13-1998. INT. CL. 20. 


BTC WHOLESALE DISTRIBUTORS, INC., BIRMINGHAM, 
AL: 


2,216,460, PUB. 10-13-1998. INT. CL. 35. 
BUCK KNIVES, INC., EL CAJON, CA: 
1,688,297, CANC. INT. CL. 8. 
BUCKEYE PACIFIC, INC., PORTLAND, OR: 
1,687,886, CANC. INT. CL. 19. 
BUCKNER, INC., FRESNO, CA: 
2,215,808, PUB. 10-13-1998. INT. CL. 11. 


BUDDY FOUNDATION, THE, ARLINGTON HEIGHTS, 
IL: 


2,216,385, PUB. 10-13-1998. INT. CL. 42. 
BUFFETT, JIMMY, KEY WEST, FL: 
2,216,478, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9, 14, 16, 18, 20, 21, 24, 25, 26, 28 AND 42. 
BUGLE BOY INDUSTRIES, INC., SIMI VALLEY, CA: 
2,216,286, PUB. 10-13-1998. INT. CL. 25. 
BULL S.A., 75116 PARIS, FRANCE: 
1,687,591, CANC. MULTIPLE CLASS, INT. CLS. 9, 16, 
35 AND 42. 
BURGER KING BRANDS, INC., WILMINGTON, DE: 
2,215,904, PUB. 10-13-1998. INT. CL. 30. 
BURLINGTON NETWORKS INC., IRVINE, CA: 
2,216,497, PUB. 10-13-1998. INT. CL. 35. 
2,216,761, INT. CL. 39. 
BURNETTE, GREGORY K., ACCOKEEK, MD: 
2,216,682, MULTIPLE CLASS, INT. CLS. 31, 41 AND 42. 
BURNHAM PROPERTIES CORPORATION, WILMING- 
TON, DE: 
2,216,752, INT. CL. 35. 
BUSINESS AIR, INC., BENNINGTON, VT: 
2,216,511, PUB. 10-13-1998. INT. CL. 39. 
BUTLER CREEK CORPORATION, BELGRADE, MT: 
1,687,680, CANC. INT. CL. 9. 
BUTTRICK, ASA E., MINNEAPOLIS, MN, DBA EMERSON 
PROFESSIONAL TRUST SERVICES: 
1,688,085, CANC. INT. CL. 36. 
BUXTON COMPANY, THE, FORT WORTH, TX: 
2,216,749, INT. CL. 35. 
BYARS, K. DAVID, ANNISTON, AL: 
1,687,735, CANC. INT. CL. 10. 
BYER CALIFORNIA, SAN FRANCISCO, CA: 
2,215,783, PUB. 10-13-1998. INT. CL. 25. 
2,215,784, PUB. 10-13-1998. INT. CL. 25. 
BYERS PRODUCTS, INC., OKLAHOMA CITY, OK: 
2,215,839, PUB. 10-13-1998. INT. CL. 11. 
BYTE SEARCH, ANDOVER, MA: 
2,216,159, PUB. 10-13-1998. INT. CL. 42. 
B2SYSTEMS, INC., SANTA BARBARA, CA: 
2,215,832, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9 AND 42. 
C & C S, INC., SPARKS, NV, DBA STITSER DRYWALL: 
1,688,120, CANC. INT. CL. 37. 
C-B BEVERAGE CORPORATION, HOPKINS, MN: 
2,216,023, PUB. 10-13-1998. INT. CL. 32. 
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C-S AVIATION SERVICES, INC., NEW YORK, NY: 
2,216,348, PUB. 10-13-1998. INT. CL. 39. 

C/SOFT, INC., CARMEL, IN: 

2,215,714, PUB. 10-13-1998. INT. CL. 9. 

CABLETRON SYSTEMS, INC., E. ROCHESTER, NH: 

1,688,340, CANC. INT. CL. 9. 

CABRERA, JOSE-ORIOL GUERRA, 38295 LA LAGUNA 

(SANTA CRUZ DE TENERIFE), SPAIN: 
2,216,261, PUB. 10-13-1998. INT. CL. 34. 
CAIRNS, IAN, VIA BUSSELTON, 6280, WEST AUSTRA- 
LIA, AUSTRALIA: 
2,216,582, INT. CL. 41. 
CALIFON PRODUCTIONS, INC., BEVERLY HILLS, CA: 
1,688,496, CANC. INT. CL. 41. 

CALIFORNIA EARLY LITERACY LEARNING, EAST 
HIGHLAND, CA: 

2,216,248, PUB. 10-13-1998. INT. CL. 41. 

CALZATURIFICIO MYRTO S.R.L., MACERATA, ITALY: 

2,216,163, PUB. 10-13-1998. INT. CL. 25. 

CAMALL COMPANY, ROMEO, MI: 

2,216,142, PUB. 10-13-1998. INT. CL. 5. 

CAMPOFRIO ALIMENTACION, S.A., 28109 ALCOBEN- 
DAS (MADRID), SPAIN FROM CONSERVERA CAMPO- 
FRIO, S.A., 28109 ALCOBENDAS (MADRID), SPAIN: 

2,215,679, PUB. 10-13-1998. INT. CL. 29. 
2,215,694, PUB. 10-13-1998. INT. CL. 29. 
CANNON RUBBER LIMITED, TOTTENHAM, LONDON 
N17 9LH, ENGLAND: 
2,216,735, INT. CL. 10. 
CANNON RUBBER LIMITED, TOTTENHAM, ENGLAND: 
2,216,736, INT. CL. 10. 
CAPAVI INC., WAWA, ONTARIO, CANADA: 
1,687,619, CANC. INT. CL. 9. 

CAPITAL WIRELESS CORPORATION, BALSTON SPA, 
NY: 

1,688,129, CANC. INT. CL. 38. 

CAPPUCCINO’S, INC., OVERLAND PARK, KS: 

2,215,681, PUB. 10-13-1998. INT. CL. 42. 

CAPTAIN MORGAN’S RETREAT, LTD., DETROIT 
LAKES, MN: 

2,215,638, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 39, 41 AND 42. 

CARDIAC PATHWAYS CORPORATION, SUNNYVALE, 
CA: 

2,216,359, PUB. 10-13-1998. INT. CL. 10. 
CARDIOVASCLAR DIAGNOSTICS, INC., RALEIGH, NC: 
2,216,410, PUB. 10-13-1998. INT. CL. 5. 

CARGILL, INCORPORATED, WAYZATA, MN: 
2,216,737, INT. CL. 30. 

CARL KARCHER ENTERPRISES, INC., ANAHEIM, CA: 
1,687,980, CANC. INT. CL. 29. 

CARLO ERBA STRUMENTAZIONE S.P.A., MILAN, 
ITALY: 

1,688,326, CANC. INT. CL. 9. 

CARLSON MARKETING GROUP, INC., MINNEAPOLIS, 
MN: 

2,215,790, PUB. 10-13-1998. INT. CL. 35. 

CARTEL, INC., VILLA PARK, IL: 

1,688,204, CANC. INT. CL. 42. 

CARTER HAWLEY HALE STORES, INC., LOS ANGELES, 
CA: 

1,687,781, CANC. MULTIPLE CLASS, INT. CLS. 14 
AND 18. 

CARTER-WALLACE, INC., NEW YORK, NY, BOR- 
CHERDT MALT EXTRACT COMPANY, CHICAGO, IL, 
DBA BORCHERDT COMPANY: 


667,322. REN. 11-25-98. U.S. CL. 18 (INT. CL. 5). 
CARUS PUBLISHING COMPANY, PERU, IL: 
2,216,767, INT. CL. 16. 
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CASCADIAN FARM, INC., CONCRETE, WA: 
1,687,989, CANC. INT. CL. 29. 
CATO, GARY J., IRVINE, CA, DBA INTERNATIONAL 
DISTRIBUTORS: 
1,687,508, CANC. INT. CL. 5. 
CAVA TECHNOLOGY, INC., PONTE VEDRA, FL: 
1,687,037, CANC. INT. CL. 9. 
CAYMAN ISLANDS DEPARTMENT OF TOURISM, BWI 
GRAND CAYMAN, CAYMAN ISLANDS: 
2,215,942, PUB. 10-13-1998. INT. CL. 24. 


CCH NOVELTY COMPANY, PLANO, TX, DBA CCH 
PRODUCTS COMPANY: 


1,688,399, CANC. INT. CL. 18. 
CEGF (USA), INC., HOUSTON, TX: 
2,215,744, PUB. 10-13-1998. INT. CL. 39. 
CELEBRATE ADOPTION, INC., WHEATON, MD: 
2,215,771, PUB. 10-13-1998. INT. CL. 42. 
CELEBRITY HOME ENTERTAINMENT, 
LAND HILLS, CA: 
1,688,305, CANC. INT. CL. 9. 
CELESTIAL CONSTRUCTION, INC., SANTA FE, NM: 
2,216,687, INT. CL. 19. 
CELESTIAL SEASONINGS, INC., BOULDER, CO, DBA 
CELESTIAL BOTANICA: 
2,215,930, PUB. 10-13-1998. INT. CL. 5. 
CELIS SEMICONDUCTOR CORPORATION, COLORADO 
SPRINGS, CO: 
2,216,229, PUB. 10-13-1998. INT. CL. 42. 
CENNA TECHNOLOGY, INC., WEST JORDAN, UT: 
1,688,311, CANC. INT. CL. 9. 
CENTRAL GARDEN & PET COMPANY, LAFAYETTE, 
CA: 
2,215,806, PUB. 10-13-1998. INT. CL. 8. 
2,215,889, PUB. 10-13-1998. INT. CL. 1. 
CENTRAL NEWSPAPERS, INC., INDIANAPOLIS, IN: 
2,215,701, PUB. 10-13-1998. INT. CL. 42. 
2,215,702, PUB. 10-13-1998. INT. CL. 42. 
CENTURY COUNCIL, THE, LOS ANGELES, CA: 
2,215,699, PUB. 10-13-1998. INT. CL. 42. 
CEPPI, DONALD J., MALIBU, CA: 
2,216,654, INT. CL. 16. 
CERES, LLC, SOUTH SAN FRANCISCO, CA: 
2,216,404, PUB. 10-13-1998. INT. CL. 4. 
CFS FUNERAL SERVICES, INC., HOUSTON, TX: 
2,215,891, PUB. 10-13-1998. INT. CL. 42. 
CHAMPION INTERNATIONAL CORPORATION, STAM- 
FORD, CT: 
1,687,705, CANC. INT. CL. 9. 
2,216,190, PUB. 10-13-1998. INT. CL. 42. 
CHAMPLAIN VALLEY PHYSICIANS HOSPITAL MEDI- 
CAL CENTER, PLATTSBURGH, NY: 
2,216,263, PUB. 10-13-1998. INT. CL. 42. 
CHARLES CHEVIGNON, S.A., 75010 PARIS, FRANCE: 
1,687,470, CANC. MULTIPLE CLASS, INT. CLS. 3, 14, 
16, 20, 24 AND 34. 
CHARLOTTE CHARLES, INC., CHICAGO, IL: 
1,688,003, CANC. INT. CL. 30. 
CHARTER FINANCIAL, INC., NEW YORK, NY: 
2,216,328, PUB. 10-13-1998. INT. CL. 36. 


CHATTAM & WELLS MATTRESS COMPANY LLC, IN- 
DUSTRY, CA: 


2,216,713, INT. CL. 20. 
CHATTANOOGA GROUP, INC., HIXSON, TN, DONNA- 


HOE, OLLIE NORTON, ASHEVILLE, NC, DBA THE 
SPINALATOR COMPANY: 


357,815. REN. 11-25-98. U.S. CL. 44 (INT. CL. 10). 
CHEMICAL CONSULTANTS, INC., CORONA, CA: 

2,216,367, PUB. 10-13-1998. INT. CL. 1. 

2,216,368, PUB. 10-13-1998. INT. CL. 1. 


INC., WOOD- 
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CHEVRON CORPORATION, SAN FRANCISCO, CA: 
1,687,882, CANC. INT. CL. 19. 
CHILD WORLD, INC., AVON, MA, DBA CHILDREN’S 
PALACE: 
1,688,219, CANC. INT. CL. 42. 
CHILDREN’S APPAREL NETWORK, LTD., ELIZABETH, 
NJ: 
2,216,370, PUB. 10-13-1998. INT. CL. 25. 
CHILDS, FLEMING ROBERTS, JR., ATLANTA, GA: 
2,216,289, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 18 AND 25. 
CHINAWIRE CORPORATION, FAIRFIELD, NJ: 
2,216,612, MULTIPLE CLASS, INT. CLS. 36 AND 38. 
CHIVAS BROTHERS LIMITED, PAISLEY PA3 4DY, 
SCOTLAND: 
2,216,741, INT. CL. 33. 
CHOCOLADEFABRIKEN LINDT & SPRUNGLI AKTIEN- 


GESELLSCHAFT, CH-8802 KILCHBERG, SWITZER- 
LAND: 


1,688,011, CANC. INT. CL. 30. 

CHOSEN PEOPLE MINISTRIES, INC., CHARLOTTE, NC: 
2,215,877, PUB. 10-13-1998. INT. CL. 41. 
2,215,878, PUB. 10-13-1998. INT. CL. 16. 

CHRISTAL, DEAN V., WESTWOOD, CA: 
1,688,417, CANC. INT. CL. 25. 

CHRISTIAN DIOR COUTURE SA., 

FRANCE: 
2,215,665, PUB. 10-13-1998. INT. CL. 27. 

CHRISTINA PERRIN, INC., NEW YORK, NY: 

2,216,379, PUB. 10-13-1998. INT. CL. 25. 
CHROME HEARTS, INC., HOLLYWOOD, CA: 
2,216,569, PUB. 10-13-1998. INT. CL. 20. 
2,216,570, PUB. 10-13-1998. INT. CL. 14. 
2,216,575, PUB. 10-13-1998. INT. CL. 25. 
CIGNA CORPORATION, PHILADELPHIA, PA: 
2,215,932, PUB. 10-13-1998. INT. CL. 36. 

CINERGY CORP., PLAINFIELD, IN: 

2,216,156, PUB. 10-13-1998. INT. CL. 42. 

CIRCUS CIRCUS CASINOS, INC., LAS VEGAS, NV: 
1,688,170, CANC. INT. CL. 41. 

CITIBANK, N.A., NEW YORK, NY: 

1,688,112, CANC. INT. CL. 36. 
CITICORP, NEW YORK, NY: 
2,215,652, PUB. 10-13-1998. INT. CL. 36. 
2,216,112, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35 AND 36. 
CLASSIC COLLECTIBLE PRODUCTS OF GEORGIA, 
INC., ATLANTA, GA: 
2,215,776, PUB. 10-13-1998. INT. CL. 16. 
CLAY COUNTY SHEET METAL, LIBERTY, MO: 
2,216,145, PUB. 10-13-1998. INT. CL. 37. 
2,216,146, PUB. 10-13-1998. INT. CL. 37. 
2,216,147, PUB. 10-13-1998. INT. CL. 37. 


CLEAN AIR CORPORATION, THE, CARPENTERSVILLE, 
IL: 
2,216,077, PUB. 10-13-1998. INT. CL. 11. 
CLEAN CLOTHES, INC., ANN ARBOR, MI: 
2,216,346, PUB. 10-13-1998. INT. CL. 25. 
CLEAN CONTROL CORPORATION, WARNER ROBINS, 
GA: 
2,215,896, PUB. 10-13-1998. INT. CL. 3. 
CLEVINGER, NANCY, LAKE QUIVIRA, KS, DBA 
NANCY CLEVINGER PHOTOGRAPHY: 
1,687,484, CANC. INT. CL. 3. 
CLIMAX PAPER CONVERTERS, INC., EDISON, NJ, DBA 
CLIMAX INDUSTRIES: 
1,687,853, CANC. INT. CL. 16. 
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CLINICO GMBH & CO. VERWALTUNGS- UND BETEILI- 
GUNGS-KG, D-36251 BAD HERSFELD, FED REP GER- 
MANY: 

2,215,955, PUB. 10-13-1998. INT. CL. 10. 

CLN ENTERPRISES, INC., ATLANTA, GA: 

2,215,884, PUB. 10-13-1998. INT. CL. 35. 
CLUETT PEABODY ENTERPRISES, INC., WILMINGTON, 
DE: 

1,687,943, CANC. INT. CL. 25. 

CMO INCORPORATED, BARBERTON, OH: 
2,216,416, PUB. 10-13-1998. INT. CL. 10. 

CMT PARTNERS, SO. SAN FRANCISCO, CA: 
2,216,595, INT. CL. 38. 

COACHMEN INDUSTRIES, INC., ELKHART, IN: 
1,687,906, CANC. INT. CL. 24. 

COAST DIAMOND DISTRIBUTORS, LOS ANGELES, CA: 
1,687,787, CANC. INT. CL. 14. 

COASTAL SALES ASSOCIATES, INC., HARRIMAN, NY, 
DBA COORDINATED STRATEGIC ALLIANCES: 

2,216,239, PUB. 10-13-1998. INT. CL. 20. 
COBB, DARRYL PATRICK, CALABASAS, CA: 
2,215,781, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 14 AND 18. 
COCOON (NORTH AMERICA) INC., WILMINGTON, DE: 
2,216,580, INT. CL. 25. 
COLE-PARMER INSTRUMENT COMPANY, VERNON 
HILLS, IL: 
2,216,603, INT. CL. 7. 
COLLEGE GOLF FOUNDATION, PRINCETON, NJ: 
2,216,094, PUB. 10-13-1998. INT. CL. 41. 
COLLEGE SUMMIT, INC., WASHINGTON, DC: 
2,216,220, PUB. 10-13-1998. INT. CL. 41. 


COLLIE, YVONNE, SAN ANTONIO, TX, DBA COLLIE 
CRAFT: 


1,687,857, CANC. INT. CL. 16. 
COLOR CONVERTING INDUSTRIES, DES MOINES, IA: 
2,216,138, PUB. 10-13-1998. INT. CL. 2. 
COLOR TILE, INC., FORT WORTH, TX: 
1,687,488, CANC. INT. CL. 3. 
COLUMBUS PROFESSIONAL HOCKEY CLUB, INC., CO- 
LUMBUS, GA: 
2,216,610, INT. CL. 25. 
COMBE INCORPORATED, WHITE PLAINS, NY: 
2,216,281, PUB. 10-13-1998. INT. CL. 5. 
COMBEX, INC., LAKE GENEVA, WI: 
2,216,255, PUB. 10-13-1998. INT. CL. 14. 
COMBINED STUDIOS, INC., TYLER, TX: 
1,688,245, CANC. INT. CL. 42. 
COMERICA INCORPORATED, DETROIT, MI: 
1,688,084, CANC. INT. CL. 36. 
COMMUNICATIONS SYSTEM SUPPORT INC., WHITE 
PLAINS, MD: 
1,688,117, CANC. INT. CL. 37. 
COMPAGNIE PLASTIC OMNIUM, 92593 LEVALLOIS 
CEDEX, FRANCE: 
2,216,318, PUB. 10-13-1998. INT. CL. 17. 
COMPU TALK RADIO & TELEVISION, INC., HOUSTON, 
TX: 
2,216,339, PUB. 10-13-1998. INT. CL. 41. 
COMPUTER APPLICATIONS NETWORK, INC., ST. 
CLAIR SHORES, MI: 
1,688,512, CANC. INT. CL. 42. 
COMPUTER CARE, INCORPORATED, MINNEAPOLIS, 
MN: 
1,687,675, CANC. INT. CL. 9. 
CONAIR CORPORATION, STAMFORD, CT: 
1,688,296, CANC. INT. CL. 8. 


CONCEPT ENGINEERING GROUP, INC., PITTSBURGH, 
PA: 


2,216,685, INT. CL. 7. 
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CONFERENCE-CALL USA, INC., BOCA RATON, FL: 
1,688,133, CANC. INT. CL. 38. 
CONGRESSIONAL YOUTH LEADERSHIP COUNCIL, 
WASHINGTON, DC: 
1,688,178, CANC. INT. CL. 41. 
CONNECTICUT CENTER FOR MASSAGE THERAPY, 
INC., NEWINGTON, CT: 
2,216,197, PUB. 10-13-1998. INT. CL. 41. 
CONNECTION DISTRIBUTING COMPANY, CLEVE- 
LAND, OH: 
2,216,009, PUB. 10-13-1998. INT. CL. 42. 
CONSAC INDUSTRIES, INC., HAUPPAUGE, NY, DBA 
COUNTRY LIFE: 
2,216,374, PUB. 10-13-1998. INT. CL. 5. 
CONSERVERA CAMPOFRIO, S.A.: See— 
CAMPOFRIO ALIMENTACION, S.A.. 
CONSERVERA CAMPOFRIO, S.A.: See— 
CAMPOFRIO ALIMENTACION, S.A.. 
CONTEMPORARY PANELS, INC., ORLANDO, FL: 
2,215,749, PUB. 10-13-1998. INT. CL. 6. 
CONTINENTAL AMERICAN CORPORATION, WICHITA, 
KS, DBA PIONEER BALLOON COMPANY: 
2,215,690, PUB. 10-13-1998. U.S. CL. B. 
CONTINUITY CORPORATION, HOUSTON, TX: 
1,688,115, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
COOL SPRING ASSOCIATES, INC., BERRYVILLE, VA: 
1,687,815, CANC. INT. CL. 16. 
COOPER, WILLIAM JAMES IV, LOUISVILLE, KY: 
2,216,238, PUB. 10-13-1998. INT. CL. 42. 
CORE-MARK INTERNATIONAL, INC., SOUTH SAN 
FRANCISCO, CA: 
2,216,513, PUB. 10-13-1998. INT. CL. 30. 
CORPORATE COMPUTER SYSTEMS CONSULTANTS, 
INC., HOLMDEL, NJ: 
1,688,051, CANC. INT. CL. 35. 
CORPORATE HEALTH STRATEGIES, INC., WESTPORT, 
CT: 
1,687,664, CANC. INT. CL. 9. 
CORPORATION FOR GENERAL TRADE, FORT WAYNE, 
IN, TA WKJG-TV NBC 33: 
2,216,127, PUB. 10-13-1998. INT. CL. 38. 
COURAGE CENTER, GOLDEN VALLEY, MN: 
2,215,987, PUB. 10-13-1998. INT. CL. 41. 
COURT HOUSE COURIERS, INC., CHERRY HILL, NJ: 
1,688,224, CANC. INT. CL. 42. 
COX, WILLIAM G., JR., WARRENTON, VA: 
1,688,238, CANC. INT. CL. 42. 
COYLE, LISA, RALEIGH, NC: 
2,216,284, PUB. 10-13-1998. INT. CL. 36. 
CPS CORPORATION OF DELAWARE, FRANKLIN, TN: 
1,688,393, CANC. INT. CL. 16. 
CRAZY PET, LLC, AZUSA, CA: 
2,215,875, PUB. 10-13-1998. INT. CL. 18. 
CREATIVE MANAGEMENT OF WEALTH, INC., SANTA 
ANA, CA: 
2,215,787, PUB. 10-13-1998. INT. CL. 36. 
CREATIVE RECYCLING MESSAGES, INC., DEER PARK, 
NY: 
1,687,928, CANC. INT. CL. 25. 
CREDEXPRESS, INC., OAK BROOK TERRACE, IL: 
1,688,091, CANC. INT. CL. 36. 
CRISIS CARE NETWORK, INC., DORR, MI: 
2,216,321, PUB. 10-13-1998. INT. CL. 42. 
CRISTALL U.S.A., INC., BOCA RATON, FL: 
2,216,762, INT. CL. 33. 
CROSSLAND SAVINGS, FSB, BROOKLYN, NY: 
1,688,106, CANC. INT. CL. 36. 
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CROSSRHODES ENTERTAINMENT, INC., PLYMOUTH, 
MN: 
2,215,979, PUB. 10-13-1998. INT. CL. 9. 
CS FIRST BOSTON, INC., NEW YORK, NY: 
1,688,054, CANC. INT. CL. 35. 
CSELT - CENTRO STUDI E LABORATORI TELECOMUN- 
ICAZIONI S.P.A., 10148 TORINO, ITALY: 
2,215,795, PUB. 10-13-1998. INT. CL. 9. 
CUPS, INC., HOUSTON, TX: 
1,688,292, CANC. INT. CL. 7. 
CURTICE-BURNS FOODS, INC., ROCHESTER, NY, DBA 
NALLEY’S FINE FOODS, INC.: 
1,688,568, CANC. INT. CL. 29. 
CURTIN MATHESON SCIENTIFIC, INC., HOUSTON, TX: 
1,687,696, CANC. INT. CL. 9. 
CUTRALE CITRUS JUICES USA, INC., AUBURNDALE, 
FL: 


2,216,534, PUB. 10-13-1998. INT. CL. 32. 
CYBERLINK, INCORPORATED, SOUTH BEND, IN: 
2,215,938, PUB. 7-21-1998. INT. CL. 42. 
CYBERVOICE, INC., FORT WORTH, TX: 
2,216,070, PUB. 10-13-1998. INT. CL. 42. 
CYBORG, INC., CHICAGO, IL: 
1,688,220, CANC. INT. CL. 42. 
CYCLE SCIENCE, INC., SAN MARCOS, CA: 
2,216,131, PUB. 10-13-1998. INT. CL. 12. 
2,216,132, PUB. 10-13-1998. INT. CL. 12. 
2,216,133, PUB. 10-13-1998. INT. CL. 12. 
D.A.C. SALES, INC., INDIANAPOLIS, IN: 
2,216,230, PUB. 10-13-1998. INT. CL. 12. 
D.E. STANLEY IND. INC., BAY CITY, MI: 
1,687,487, CANC. INT. CL. 3. 
D’ANCONIA SHIPLEY CORPORATION, DELMAR, MD: 
2,216,601, INT. CL. 29. 
DAHER, TIMOTHY MARTIN, LOS ANGELES, CA, DBA 
INTELLIMINTS: 
1,687,516, CANC. INT. CL. 5. 
DAITO INTERNATIONAL CORPORATION, LONG- 
WOOD, FL: 
2,215,820, PUB. 10-13-1998. INT. CL. 28. 
DALE VENTURES, INC., EVANSTON, IL: 
2,216,268, PUB. 10-13-1998. INT. CL. 42. 
DALOW INDUSTRIES, INC., LONG ISLAND CITY, NY: 
2,216,294, PUB. 10-13-1998. INT. CL. 14. 
DARDEN CORPORATION, ORLANDO, FL: 
2,216,757, INT. CL. 42. 
DATAKEY, INC., BURNSVILLE, MN: 
1,687,667, CANC. INT. CL. 9. 
DATAWARE TECHNOLOGIES, INC., CAMBRIDGE, MA: 
1,687,637, CANC. INT. CL. 9. 
DAVEY ALLISON RACING ENTERPRISE, INC., HUEY- 
TOWN, AL: 
1,687,552, CANC. MULTIPLE CLASS, INT. CLS. 6, 9, 14, 
16, 18, 21, 25 AND 41. 
DEAN FOODS COMPANY, FRANKLIN PARK, IL: 
2,216,759, INT. CL. 30. 
DEBDEN ASSOCIATES AUSTRALIA PTY. LTD., PORT 
MELBOURNE, VICTORIA 3207, AUSTRALIA: 
1,687,813, CANC. INT. CL. 16. 
DEBORAH R. KENNEDY AND SALLY K. GREEN, MON- 
TARA, CA: 
2,216,692, INT. CL. 16. 
DEBORAH R. KENNEDY AND SALLY K. GREEN PART- 
NERSHIP, THE, MONTARA, CA: 
2,216,694, INT. CL. 16. 
DEGUSSA AKTIENGESELLSCHAFT, FRANKFURT/ 
MAIN, FED REP GERMANY: 
2,216,063, PUB. 10-13-1998. INT. CL. 1. 
DEL MONTE CORPORATION, SAN FRANCISCO, CA: 
2,216,651, INT. CL. 29. 


OFFICIAL GAZETTE 


JANUARY 5, 1999 


DEL WEBB CORPORATION, PHOENIX, AZ: 
2,216,246, PUB. 10-13-1998. INT. CL. 36. 
2,216,360, PUB. 10-13-1998. INT. CL. 36. 
DELITE FOOD SERVICE, INC., NEW YORK, NY: 
2,216,297, PUB. 10-13-1998. INT. CL. 42. 
DELMED INC., CONCORD, CA: 
1,687,522, CANC. INT. CL. 5. 
1,687,729, CANC. INT. CL. 10. 
DELTA DENTAL PLAN OF MINNESOTA, MINNEAPO- 
LIS, MN: 
1,688,482, CANC. INT. CL. 36. 
DEMAND TECHNOLOGY, INC., NAPLES, FL: 
2,216,700, INT. CL. 9. 
2,216,701, INT. CL. 9. 
DENNISON, BRUCE W., MACHIAS, ME, DBA ROY TOY 
MANUFACTURING COMPANY AND DENNISON, 


SUSAN M., MACHIAS, ME, DBA ROY TOY MANUFAC- 
TURING COMPANY: 


2,216,262, PUB. 10-13-1998. INT. CL. 28. 
DEPARTMENT OF TRANSPORTATION, 
STATES COAST GUARD, WASHINGTON, DC: 
1,688,218, CANC. INT. CL. 42. 
DEPAUL, DEBORAH, JENKINTOWN, PA, DBA DEBBIE 
D: 
2,215,651, PUB. 10-13-1998. INT. CL. 9. 
DESIGN TEE’S HAWAIL, INC., HONOLULU, HI: 
2,216,382, PUB. 10-13-1998. INT. CL. 25. 
DESIRE, INC., BETHLEHEM, PA: 
2,216,436, PUB. 10-13-1998. INT. CL. 16. 
DETROIT EDISON COMPANY, THE, DETROIT, MI: 
2,216,599, INT. CL. 35. 
DEVICE TECHNOLOGIES, INC., FRAMINGHAM, MA: 
1,687,684, CANC. INT. CL. 9. 
DIANE LOYD AND RANDY LOYD, VICTORIA, TX, DBA 
BOGEY: 
1,688,199, CANC. INT. CL. 42. 
DIEHL MOTOR COMPANY, YORK, PA: 
2,216,386, PUB. 10-13-1998. INT. CL. 35. 
DIETA FOODS, INC., MIAMI, FL: 
2,216,605, INT. CL. 1. 
DIGI-FONTS, INC., GOLDEN, CO: 
1,687,653, CANC. INT. CL. 9. 
DIGITAL PRAIRIE SYSTEMS, INC., TOLEDO, OH: 
2,215,856, PUB. 10-13-1998. INT. CL. 42. 
DIRECTORY ADVERTISING CONSULTANTS LIMITED, 
TORONTO, ONTARIO, CANADA: 
2,215,718, PUB. 10-13-1998. INT. CL. 35. 
DISCOVERY COMMUNICATIONS, INC., BETHESDA, MD, 
DBA DISCOVERY CHANNEL: 
2,216,125, PUB. 10-13-1998. INT. CL. 41. 
DISCOVERY VENTURES, INC., LIVERMORE, CA, DBA 
BAY STAR BAKING COMPANY: 
2,215,913, PUB. 10-13-1998. INT. CL. 30. 
DITALLO, HOLLY H., SCOTTSDALE, AZ: 
1,687,926, CANC. INT. CL. 25. 
DIVE N’ SURF, INC., HERMOSA BEACH, CA: 
1,687,692, CANC. INT. CL. 9. 


DKM, LTD., NORCROSS, GA, DBA PLAID ENTER- 
PRISES: 


1,687,460, CANC. MULTIPLE CLASS, INT. CLS. 2 AND 
16. 
DOG EAT DOG PRODUCTIONS, INC., HASTINGS-ON- 
HUDSON, NY: 
2,216,226, PUB. 10-13-1998. INT. CL. 9. 
DOLLY PARTON INC.: See— 
REVLON CONSUMER PRODUCTS CORPORATION. 


DOW AGROSCIENCES LLC, INDIANAPOLIS, IN FROM 
DOWELANCO, INDIANAPOLIS, IN: 


2,215,803, PUB. 10-13-1998. INT. CL. 5. 
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DOWBRANDS INC., INDIANAPOLIS, IN: 
1,688,380, CANC. INT. CL. 16. 
DOWELANCO: See— 
DOW AGROSCIENCES LLC. 
DR ONE CORP., THE, NEW YORK, NY: 
2,215,656, PUB. 1-21-1997. INT. CL. 42. 
DRAGON CORPORATION, ROANOKE, VA: 
2,215,907, PUB. 10-13-1998. INT. CL. 5. 
DREYER’S GRAND ICE CREAM, INC., OAKLAND, DE: 
2,216,259, PUB. 10-13-1998. INT. CL. 30. 
DRYVIT SYSTEMS, INC., WEST WARWICK, RI: 
1,688,401, CANC. INT. CL. 19. 
DUFOURG, LAURENT, LOS ANGELES, CA: 
2,216,463, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 3 AND 25. 
DURALEE FABRICS, LTD., BAYSHORE, NY: 
2,215,865, PUB. 10-13-1998. INT. CL. 24. 
DVM PHARMACEUTICALS, INC., MIAMI, FL: 
2,216,275, PUB. 10-13-1998. INT. CL. 5. 
2,216,278, PUB. 10-13-1998. INT. CL. 5. 
DYNAMAX INDUSTRIES CORPORATION, SAN DIEGO, 
CA: 
2,215,757, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 7 AND 35. 
DYNAMICS CORPORATION OF AMERICA THROUGH 
ITS WARING PRODUCTS DIVISION, GREENWICH, CT: 
2,216,723, INT. CL. 7. 
E. ROSEN COMPANY, PAWTUCKET, RI: 
2,216,344, PUB. 10-13-1998. INT. CL. 30. 
E.l. DU PONT DE NEMOURS AND COMPANY, WIL- 
MINGTON, DE: 
1,687,445, CANC. INT. CL. 1. 
E/M CORPORATION, WEST LAFAYETTE, IN: 
2,215,695, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 2 AND 3. 
EAGLE RESEARCH GROUP, INC., THE, DENVER, CO: 
2,215,752, PUB. 6-16-1998. ENT. CL. 35. 
EARTH WORKS, INC., TUCSON, AZ: 
2,216,091, PUB. 10-13-1998. INT. CL. 24. 
EARTHGRO, INC., LEBANON, CT: 
1,688,276, CANC. INT. CL. 1. 
EARTHKIN, ASHBURN, VA: 
1,688,201, CANC. INT. CL. 42. 


EAT ’N PARK RESTAURANTS BUSINESS TRUST, PITTS- 
BURGH, PA: 


2,216,547, PUB. 10-13-1998. INT. CL. 42. 
ECOLAB INC., ST. PAUL, MN: 
1,687,472, CANC. INT. CL. 3. 
1,688,116, CANC. INT. CL. 37. 
ECOLOGICAL CHAMBERS, INC., WINNIPEG, MANITO- 
BA, CANADA: 
2,216,666, INT. CL. 11. 
ECS PUBLISHING CORPORATION, BOSTON, MA, DBA 
ARSIS AUDIO: 
2,216,098, PUB. 9-1-1998. INT. CL. 41. 
ECTOR COUNTY INDEPENDENT SCHOOL DISTRICT, 
ODESSA, TX: 
2,215,713, PUB. 10-13-1998. INT. CL. 41. 
-- CHESAPEAKE, VA FROM EDCOR, INC., 
CHESAPEAKE, VA: 
2,215,673, PUB. 5-5-1998. MULTIPLE CLASS, INT. CLS. 
6, 7 AND 12. 
EDCOR, INC.: See— 
EDCOR, INC.. 
EDIBLE ARTS, INC., SANTA FE, NM: 
1,688,024, CANC. INT. CL. 30. 
EDUCATIONAL FOUNDATION OF THE NATIONAL 
RESTAURANT ASSOCIATION, THE, CHICAGO, IL: 
2,216,237, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9, 16 AND 41. 
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EFM DESIGNS, INC., WARRENVILLE, IL: 
1,688,378, CANC. INT. CL. 14. 
EFRAIM WYETH AND MICHAEL SIGAL, SAN FRANCIS- 
CO, CA, DBA FM WAVES: 
1,687,660, CANC. INT. CL. 9. 
EIGER LABS, INC., SUNNYVALE, CA: 
2,215,816, PUB. 10-6-1998. INT. CL. 9. 
EIGHT-O MANAGEMENT, INC., DALLAS, TX: 
2,216,510, PUB. 10-13-1998. INT. CL. 42. 
EL YUNQUE BROADCASTING, _INC., 
PUERTO RICO: 
2,216,418, PUB. 10-13-1998. INT. CL. 38. 
ELECTION DATA SERVICES, INC., WASHINGTON, DC: 
2,215,961, PUB. 10-13-1998. INT. CL. 42. 
ELECTROLINE EQUIPMENT, INC., ST-MICHEL, MON- 
TREAL, QUEBEC, CANADA: 
1,688,543, CANC. INT. CL. 9. 
1,688,544, CANC. INT. CL. 9. 
ELECTRONIC DATA SYSTEMS CORPORATION, PLANO, 
TX: 
2,216,504, PUB. 10-13-1998. INT. CL. 38. 
ELECTRONIC INFORMATION SYSTEMS, INC., STAM- 
FORD, CT: 
1,687,610, CANC. INT. CL. 9. 
ELKIN, LARRY M., HASTINGS ON HUDSON, NY: 
2,216,459, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35 AND 36. 
ELLIOTT, CHRIS, SYLVANIA, OH: 
2,216,082, PUB. 10-13-1998. INT. CL. 36. 
ELSEWARE CORPORATION, SEATTLE, WA: 
1,687,701, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
42. 
EMELI CO., LTD., MINATO-KU, TOKYO 106, JAPAN: 
2,216,322, PUB. 10-13-1998. ENT. CL. 25. 
EMERSON A. NORTH HOSPITAL, CINCINNATI, OH: 
1,688,166, CANC. INT. CL. 41. 
EMERSON ELECTRIC CO., ST. LOUIS, MO: 
1,687,603, CANC. INT. CL. 9. 
EMHART INC., NEWARK, DE: 
2,216,727, MULTIPLE CLASS, INT. CLS. 11 AND 21. 
EMILY C. NELSON AND WELDON YOUNG PRODUC- 
TIONS, PARTNERSHIP, ALTOONA, WI: 
1,688,555, CANC. INT. CL. 16. 
EMPIRE MEDICAL MANAGEMENT, LTD., SYRACUSE, 
NY: 
2,216,411, PUB. 10-13-1998. INT. CL. 35. 
ENCORE INVESTMENTS, INC., BOISE, ID: 
1,688,188, CANC. INT. CL. 42. 
ENCORE RUBBER, INC., LAWRENCEVILLE, GA: 
2,216,619, INT. CL. 17. 
ENCYCLOPAEDIA BRITANNICA, INC., CHICAGO, IL: 
2,215,639, PUB. 10-13-1998. INT. CL. 16. 
ENERGY INTELLIGENCE GROUP, INC., WASHINGTON, 
pec: 
2,216,452, PUB. 10-13-1998. INT. CL. 41. 
ENGINEERING DEVELOPMENT SYSTEMS, INC., PLYM- 
OUTH, MI: 
2,216,351, PUB. 10-13-1998. INT. CL. 42. 
ENTERTAINMENT PUBLICATIONS, INC., TROY, MI: 
1,687,859, CANC. INT. CL. 16. 
ENTHOVEN BREEDING B.V., 2291EB WATERINGEN, 
NETHERLANDS: 
2,216,594, INT. CL. 31. 
ENTREPRENEUR MEDIA, INC., IRVINE, CA: 
2,215,674, PUB. 10-13-1998. INT. CL. 35. 
ENVIRONMENTAL PRESERVATION, INC., NEW YORK, 
NY: 
1,687,834, CANC. INT. CL. 16. 


NAGUABO, 
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ENVIRONMENTAL SCIENCES CORPORATION, LONG- 
WOOD, FL: 

1,688,123, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
EON SOLUTIONS LIMITED, BUCKINGHAMSHIRE, HP8 
4EX, UNITED KINGDOM: 

2,215,753, PUB. 10-13-1998. INT. CL. 9. 

EQUI-TOX, INC., PENDLETON, SC: 
2,216,341, PUB. 10-13-1998. INT. CL. 42. 

EQUIS INTERNATIONAL INC., SALT LAKE CITY, UT: 
2,215,654, PUB. 10-13-1998. MULTIPLE CLASS, INT. 

CLS. 9, 36 AND 38. 

EQUISEARCH.COM, L.L.C., LONDONDERRY, NH: 
2,216,471, PUB. 10-13-1998. INT. CL. 35. 

ERIE SCIENTIFIC COMPANY, PORTSMOUTH, NH: 
1,687,672, CANC. INT. CL. 9. 

ERNST, ANDRE VAN HOOYDONCK, SAN FRANCISCO, 
CA: 

1,688,183, CANC. INT. CL. 41. 

ESCADA AG, 85609 ASCHHEIM, FED REP GERMANY: 

2,216,006, PUB. 10-13-1998. INT. CL. 3. 

ESONIC TECHNOLOGY CORPORATION, TAIPEI, 
TAIWAN FROM NIEN MADE ENTERPRISE CO., LTD., 
CHANGHUA, TAIWAN: 

2,216,642, INT. CL. 9. 
ESOT RESOURCES, INC., KANSAS CITY, MO: 
2,216,312, PUB. 10-13-1998. INT. CL. 36. 

ESTEPHANIAN ORIGINALS, INC., PASADENA, CA, DBA 
SWIMPFAIR: 

2,215,758, PUB. 4-28-1998. INT. CL. 25. 

ESTHER PRICE CANDIES CORPORATION, DAYTON, 
OH: 

1,688,449, CANC. INT. CL. 30. 

EURIAL, EUROPEENNE D’INDUSTRIES ALIMEN- 
TAIRES, 85170 BELLEVILLE-SUR VIE, FRANCE: 

1,687,993, CANC. INT. CL. 29. 

EUROPEAN-AMERICAN JEWELRY MFG. 
YORK, NY: 

1,687,793, CANC. INT. CL. 14. 

EUROVITA HOLDING A/S, DK-2690 KARLSLUNDE, 
DENMARK: 

2,216,295, PUB. 10-13-1998. INT. CL. 5. 

EVANS, BEVERLY G., SAN ANTONIO, TX: 

2,215,920, PUB. 10-13-1998. INT. CL. 12. 

EVANS, JOHN W., SHARON, CT: 

2,215,849, PUB. 10-13-1998. INT. CL. 7. 

EXIT S.A., CH-1196 GLAND, SWITZERLAND: 

2,215,667, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 6, 7 AND 17. 
EZ MAILING SERVICES, INC., JERSEY CITY, NJ: 
2,216,491, PUB. 10-13-1998. INT. CL. 39. 

FA. GERHARD DIMBATH, 91056 ERLANGEN, FED REP 

GERMANY: 
2,215,726, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9 AND 15. 
FACE SHOTS, INC., MIAMI, FL: 
1,688,585, CANC. INT. CL. 42. 

FACING OUR CHILDREN’S URBAN SITUATION FOUN- 
DATION, INC., ATLANTA, GA: 

2,215,922, PUB. 10-13-1998. INT. CL. 36. 
FAIRCHILD ENTERPRISES, LTD., YAKIMA, WA: 
2,215,707, PUB. 10-13-1998. INT. CL. 30. 

FAIRYLAND CORPORATION, CHATTANOOGA, TN: 
1,687,891, CANC. INT. CL. 20. 

FANTASY FASHIONS, INC., ARLINGTON HEIGHTS, IL: 
2,216,276, PUB. 10-13-1998. INT. CL. 25. 

FARRIER, IAN L., CHULA VISTA, CA: 
1,687,777, CANC. INT. CL. 12. 

FASHION INITIATIVES, INC., DALLAS, TX: 
1,687,929, CANC. INT. CL. 25. 
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FATEC S.A., SAO PAULO, SP, BRAZIL: 
2,216,653, INT. CL. 30. 
FAXNET CORPORATION, BOSTON, MA: 
2,216,277, PUB. 10-13-1998. INT. CL. 38. 
FAXON COMPANY, INC., THE, WESTWOOD, MA: 
1,688,055, CANC. MULTIPLE CLASS, INT. CLS. 35 
AND 39. 
FAZI BATTAGLIA S.P.A., CASTELPLANIO (ANCONA), 
ITALY: 
2,216,499, PUB. 10-13-1998. INT. CL. 33. 
2,216,500, PUB. 10-13-1998. INT. CL. 33. 
FCA FINANCIAL, INC., HUDSON, OH: 
2,216,110, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35 AND 41. 
FEATHER DUSTER CORP., AMSTERDAM, NY: 
2,216,264, PUB. 10-13-1998. INT. CL. 21. 


FEATHEROCK, INC., CHATSWORTH, CA: 
2,216,232, PUB. 10-13-1998. INT. CL. 19. 
FEENEY, MARILYN, ALBUQUERQUE, NM, DBA 
GARUDA TIBETAN TAI-CHI STUDIO: 
2,215,785, PUB. 10-13-1998. INT. CL. 41. 
FEHERGUARD PRODUCTS LTD., MILTON, ONTARIO 
LST, 3Z3, CANADA: 
2,215,670, PUB. 10-13-1998. INT. CL. 6. 


FELDMAN, DAVID M., 33.170 GRADIGNAN, FRANCE: 
2,216,058, PUB. 10-13-1998. INT. CL. 41. 


FELLER AG, CH-8810 HORGEN, SWITZERLAND: 
1,687,716, CANC. INT. CL. 9. 


FERNANDES & COMPANY, NEWARK, NJ: 
2,216,026, PUB. 10-6-1998. INT. CL. 35. 
FERTIL, USINE DU SAUT DE LA CUVE, FRANCE: 
2,215,893, PUB. 10-13-1998. INT. CL. 1. 
FEYEL-ARTZNER, 67300 SCHILTIGHEIM, FRANCE: 
2,215,951, PUB. 10-13-1998. INT. CL. 29. 
FIFTH GEAR MEDIA CORPORATION, DALLAS, TX: 
2,216,407, PUB. 10-13-1998. INT. CL. 42. 
FIFTH GENERATION INC., AUSTIN, TX: 
2,216,170, PUB. 10-13-1998. INT. CL. 33. 
FINGERHUT CORPORATION, MINNETONKA, MN, DBA 
ROMANTIC IMAGES: 
1,688,236, CANC. INT. CL. 42. 
FINLEY COMPANIES, THE, TUCSON, AZ: 
1,688,360, CANC. INT. CL. 10. 
FINNAREN & HALEY, INC., CONSHOHOCKEN, PA: 
2,216,314, PUB. 10-13-1998. INT. CL. 2. 
FIREMARK, INC., BAINBRIDGE ISLAND, WA: 
2,216,353, PUB. 10-13-1998. INT. CL. 41. 
FIRST DATA HEALTH SYSTEMS CORPORATION, CHAR- 
LOTTE, NC: 
1,687,613, CANC. INT. CL. 9. 
FIRST DATA RESOURCES INC., OMAHA, NE: 
2,215,858, PUB. 10-13-1998. INT. CL. 42. 
FIRST MICHIGAN BANK CORPORATION, ZEELAND, 
MI: 
1,688,077, CANC. INT. CL. 36. 
FIRST WAVE MARINE, INC., HOUSTON, TX: 
2,215,853, PUB. 10-13-1998. INT. CL. 37. 
FLEMING ELECTRIC, INC., BRYANT, AR: 
2,216,403, PUB. 10-13-1998. INT. CL. 37. 
FLEXIBLE MINING COMPANY, BAKER, OR, DBA 
OREGON TRAIL BULLET COMPANY: 
2,216,225, PUB. 10-13-1998. INT. CL. 13. 
FLOODGARD, INC., COVINGTON, LA: 
1,688,105, CANC. INT. CL. 36 
FLORIDA CRYSTALS, INC., PALM BEACH, FL: 
2,216,017, PUB. 10-13-1998. INT. CL. 30. 
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FLORIDA INTERNATIONAL UNIVERSITY, MIAMI, FL: 
2,216,062, PUB. 10-13-1998. INT. CL. 41. 
2,216,072, PUB. 10-13-1998. INT. CL. 25. 
2,216,075, PUB. 10-13-1998. INT. CL. 25. 


FLORIDA MEDIA AFFILIATES, INC., MIAMI, FL: 
1,687,821, CANC. INT. CL. 16. 


FLORIDA SHERIFFS YOUTH RANCHES, INC., BOYS 
RANCH, FL: 
2,216,354, PUB. 10-13-1998. INT. CL. 41. 
FLYING NURSES, INC., BROWNSVILLE, TX: 
1,688,068, CANC. INT. CL. 35. 
FLYING TIGER COMMUNICATIONS, INC., NEW YORK, 
NY: 
1,688,318, CANC. INT. CL. 9. 
FMB MASCHINENBAUGESELLSCHAFT MBH & CO. KG, 
1D097906 FAULBACH, FED REP GERMANY: 
2,216,000, PUB. 10-13-1998. INT. CL. 37. 


FMC CORPORATION, PHILADELPHIA, PA: 
2,216,332, PUB. 10-13-1998. INT. CL. 5. 


FMR CORP., BOSTON, MA: 
1,688,578, CANC. INT. CL. 36. 
2,216,365, PUB. 10-13-1998. INT. CL. 35. 


FOLDCRAFT CO., KENYON, MN: 
1,711,526, CANC. MULTIPLE CLASS, INT. CLS. 12, 19 
AND 21. 
FORD MOTOR COMPANY, DEARBORN, MI: 
2,215,965, PUB. 10-13-1998. INT. CL. 9. 
FORMULATION TECHNOLOGY, INC., OAKDALE, CA: 
2,215,754, PUB. 10-13-1998. INT. CL. 5. 


FORSE, JOHN N., HOUSTON, TX AND FORSE, MARILYN 
T., HOUSTON, TX: 


2,216,169, PUB. 10-13-1998. INT. CL. 25. 

FORTIFIBER CORPORATION, INCLINE VILLAGE, NV: 
2,216,781, INT. CL. 19. 

FORTUNE DYNAMIC, INC., CITY OF INDUSTRY, CA: 
2,216,419, PUB. 10-13-1998. INT. CL. 25. 


FOSTER POULTRY FARMS, LIVINGSTON, CA, DBA 
FOSTER FARMS: 


2,215,675, PUB. 10-13-1998. INT. CL. 29. 
FOUR WINDS GROWERS, FREMONT, CA: 

2,216,493, PUB. 10-13-1998. INT. CL. 31. 
FOX SPORTS NET, LLC, LOS ANGELES, CA: 

2,216,378, PUB. 10-13-1998. INT. CL. 41. 


FOXLEY’S COFFEE BREAK CAFFE LLC, APPLETON, 
WI: 


2,216,267, PUB. 10-13-1998. INT. CL. 42. 
FRANZUS COMPANY INC., BEACON FALLS, CT: 
2,216,663, INT. CL. 12. 


FREDERICK TRANSPORT GROUP, INC., DEARBORN 
HEIGHTS, MI: 


2,215,870, PUB. 10-13-1998. INT. CL. 39. 


FREETEX FASHION B.V., 1422 CB UITHOORN, NETHER- 
LANDS: 


2,215,995, PUB. 10-13-1998. INT. CL. 25. 
FREUDENBERG NONWOVENS LIMITED PARTNER- 


SHIP, DURHAM, NC, PELLON CORPORATION, NEW 
YORK, NY: 


1,106,706. REN. 11-25-98. INT. CL. 24. 
FROG ISLAND BREWING CO., YPSILANTI, MI: 
2,215,664, PUB. 7-22-1997. INT. CL. 32. 
FROZEN FOOD COUNCIL OF NORTHERN CALIFOR- 
NIA, INC., SAN RAMON, CA: 
2,216,323, PUB. 10-13-1998. INT. CL. 35. 


FUTURECORP NATIONAL RELOCATION CENTER, 
INC., INDIANAPOLIS, IN: 


1,688,471, CANC. INT. CL. 36. 
FYRGLAS, INC., SUGAR LAND, TX: 
2,216,216, PUB. 10-13-1998. INT. CL. 21. 
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G.K.L. CORP., ROMEOVILLE, IL: 
1,687,753, CANC. INT. CL. 11. 
G.V. LICENSING, INC., WILMINGTON, DE: 
1,687,876, CANC. INT. CL. 18. 
GABRIEL SKIN CARE DISTRIBUTORS, INC., WEST- 
LAKE, OH: 
2,215,637, PUB. 10-13-1998. INT. CL. 3. 
GAETANO SPECIALTIES, LTD., LOS ANGELES, CA, 
DBA CORDIAL COMPANY OF AMERICA: 
1,688,572, CANC. INT. CL. 33. 
GAFFOGLIO FAMILY METALCRAFTERS, INC., THE, 
NEWPORT BEACH, CA: 
1,687,771, CANC. INT. CL. 12. 
GAME DEALERS, LTD., THE, ROAD TOWN, TORTOLA, 
BR.VIRGIN ISLANDS: 
1,688,437, CANC. INT. CL. 28. 
GARLOCK INC, PALMYRA, NY: 
2,216,106, PUB. 10-13-1998. INT. CL. 37. 
GARST SEED COMPANY, COON RAPIDS, IA: 
1,688,028, CANC. INT. CL. 31. 
GASFLUX COMPANY, THE, ELYRIA, OH: 
2,216,164, PUB. 10-13-1998. INT. CL. 6. 
GASTRO-GNOMES, INC., WEST HARTFORD, CT: 
1,687,888, CANC. INT. CL. 20. 
GATEWAY MASTERING STUDIOS INC., PORTLAND, 
ME: 
2,216,047, PUB. 10-13-1998. INT. CL. 41. 
GENCORP INC., FAIRLAWN, OH: 
1,688,564, CANC. INT. CL. 27. 
GENERAL AUTOMATION, INC., ANAHEIM, CA: 
1,687,671, CANC. INT. CL. 9. 
GENERAL MOTORS CORPORATION, DETROIT, MI: 
2,216,695, INT. CL. 12. 
GENERAL RE CORPORATION, STAMFORD, CT: 
2,216,207, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 36 AND 42. 
2,216,210, PUB. 10-13-1998. MULTIPLE CLASS, 
CLS. 36 AND 42. 
2,216,211, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 36 AND 42. 
GENETICA DNA LABORATORIES, INC., CINCINNATI, 
OH: 
2,216,140, PUB. 10-13-1998. INT. CL. 42. 
GENEX, LTD., DES MOINES, IA: 
1,687,572, CANC. MULTIPLE CLASS, INT. CLS. 7, 8 
AND 9. 
GEORGETOWN YACHT BASIN, INC., GEORGETOWN, 
MD: 
2,216,115, PUB. 10-13-1998. INT. CL. 39. 
GEORGIA O’KEEFFE FOUNDATION, THE, ABIQUIU, 
NM: 


INT. 


2,215,882, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 6 AND 19. 


2,215,883, PUB. 10-13-1998. INT. CL. 16. 
GEOTHERMAL HEAT PUMP CONSORTIUM, 
WASHINGTON, DC: 
2,216,699, MULTIPLE CLASS, INT. CLS. 11 AND 16. 
GFSI, INC., LENEXA, KS: 
2,215,793, PUB. 10-13-1998. INT. CL. 25. 
GIANT EAGLE, INC., PITTSBURGH, PA: 
2,215,735, PUB. 10-13-1998. INT. CL. 30. 
GIANT FOOD INC., LANDOVER, MD: 
2,216,509, PUB. 10-13-1998. INT. CL. 32. 
GIBSON GUITAR CORP., NASHVILLE, TN: 
2,215,791, PUB. 10-13-1998. INT. CL. 15. 
GILBERTSON, RUSSELL M., ROLLING HILS, CA: 
2,216,030, PUB. 10-13-1998. INT. CL. 5. 


INC., 
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GILBERTSON, RUSSELL M., ROLLING HILLS, CA: 
2,216,031, PUB. 10-13-1998. INT. CL. 5. 
GILGENBACH, DAVID A., ELK RIVER, MN: 
1,688,477, CANC. INT. CL. 36. 
GINSBURG ENTERPRISES INCORPORATED, FORT 
LAUDERDALE, FL: 
2,215,857, PUB. 10-13-1998. INT. CL. 16. 
GLANT PACIFIC COMPANIES, SEATTLE, WA: 
1,688,136, CANC. INT. CL. 39. 
GLASER, LYNN, CORAM, NY: 
1,688,067, CANC. INT. CL. 35. 
GLOBENET STOCK EXCHANGE, INC., THE, WINTER 
PARK, FL: 
2,216,684, INT. CL. 42. 
GMA ACCESSORIES, INC., NEW YORK, NY: 
2,216,405, PUB. 10-13-1998. INT. CL. 26. 
GNT PRODUCTS (USA) CORP., LA HABRA, CA: 
2,215,854, PUB. 10-13-1998. INT. CL. 41. 
GOLDEN GRAIN COMPANY, THE, SAN LEANDRO, CA: 
1,688,004, CANC. MULTIPLE CLASS, INT. CLS. 30 
AND 42. 
1,688,005, CANC. MULTIPLE CLASS, INT. CLS. 30 
AND 42. 
GOLDEN NATURAL FOOD PRODUCTS, INC., BROOK- 
LYN, NY: 
1,687,979, CANC. MULTIPLE CLASS, INT. CLS. 29 
AND 31. 


GOLDEN VALLEY MICROWAVE FOODS, INC., EDINA, 
MN: 


1,688,444, CANC. INT. CL. 30. 
GORDON & RENA MERCHANT PTY LTD., QUEENS- 
LAND 4220, AUSTRALIA: 
2,215,912, PUB. 10-13-1998. INT. CL. 25. 
GOULD, CHARLES E., NAMPA, ID, DBA QUALITY 
PLASTIC: 
1,688,149, CANC. MULTIPLE CLASS, 
AND 42. 
GOVERNOR’S PARTNERSHIP TO PROTECT CONNECTI- 
CUT’S WORKFORCE, INC., THE, HARTFORD, CT: 
1,688,532, CANC. INT. CL. 42. 
GOYA FOODS, INC., SECAUCUS, NJ: 
2,216,669, INT. CL. 32. 
GRACE TEA COMPANY, LTD., NEW YORK, NY: 
1,688,018, CANC. INT. CL. 30. 
GRACE TO YOU, VALENCIA, CA: 
2,216,086, PUB. 10-13-1998. INT. CL. 16. 
GRAHAM BROTHERS PARTNERSHIP, ODESSA, TX: 
2,216,130, PUB. 10-13-1998. INT. CL. 42. 
GRAND STONE CORPORATION, ORANGE, CA: 
2,216,240, PUB. 10-13-1998. INT. CL. 5. 
GRANNAN, TIMOTHY, DURHAM, NC: 
2,215,852, PUB. 10-13-1998. INT. CL. 25. 
GRANT JENSEN & ASSOCIATES, INC., SEATTLE, WA: 
1,688,420, CANC. INT. CL. 25. 
GRAPHICS DOT STAR, LTD., MT. PROSPECT, IL: 
2,216,667, INT. CL. 42. 
GREAT OUTDOOR PROVISION CO., RALEIGH, NC: 
2,215,903, PUB. 10-13-1998. INT. CL. 35. 
GREAT SOUTHERN WOOD PRESERVING, INC., ABBE- 
VILLE, AL: 
2,216,105, PUB. 10-13-1998. INT. CL. 19. 


GREATER NEW YORK HOSPITAL ASSOCIATION, INC., 
NEW YORK, NY: 


2,215,864, PUB. 10-13-1998. INT. CL. 42. 
GREEN ISLAND VINEYARDS L.L.C., NAPA, CA: 
2,216,672, INT. CL. 33. 
GREEN THUMB, INC., ARLINGTON, VA: 


2,216,124, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
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GREEN, DARRELL J., HOUSTON, TX: 
2,215,874, PUB. 10-13-1998. INT. CL. 42. 
GREENFIELD INDUSTRIES, INC., EVANS, GA: 
2,216,036, PUB. 10-13-1998. INT. CL. 40. 
2,216,037, PUB. 10-13-1998. INT. CL. 40. 
GREENPOINT FINANCIAL CORP., FLUSHING, NY: 
2,215,798, PUB. 10-13-1998. INT. CL. 36. 


GRESHAM LICENSING LTD., LONDON WCIB 3ST, ENG- 
LAND: 


2,215,640, PUB. 10-13-1998. MULTIPLE CLASS, INT. 


CLS. 16, 20, 21 AND 28. 


GRIC COMMUNICATIONS, INC., SANTA CLARA, CA 
FROM AIMQUEST CORPORATION, SANTA CLARA, 
CA: 


2,215,743, PUB. 10-13-1998. INT. CL. 42. 
GRINNELL, JOHN R., JR.,. GREENSBORO, NC: 
2,216,172, PUB. 10-13-1998. INT. CL. 41. 
GROSS, RAYMOND N., EASTHAMPTON, MA: 
2,216,432, PUB. 10-13-1998. INT. CL. 28. 
GROWTH ENTERPRISE INC., THE, ST. LOUIS, MO: 
2,216,585, INT. CL. 30. 
GRUND & MOBIL VERWALTUNGS AG, CH-6304 ZUG, 
SWITZERLAND: 
2,216,012, PUB. 10-13-1998. INT. CL. 21. 
GRUPO OMNILIFE S.A. DE C.V., ZAPOPAN, JALISCO 
45129, MEXICO: 
2,216,109, PUB. 10-13-1998. INT. CL. 5. 
GSC CHEMICAL COMPANY, COLUMBIA, MD: 
2,215,868, PUB. 10-13-1998. INT. CL. 1. 
GTE CORPORATION, STAMFORD, CT: 
2,216,223, PUB. 10-13-1998. INT. CL. 38. 
GUAM COFFEE COMPANY, INC., AGANA, GUAM: 
2,216,608, INT. CL. 30. 
GUARANTY FEDERAL BANK, F.S.B., DALLAS, TX: 
2,216,638, INT. CL. 36. 
GUARDSMAN PRODUCTS, INC., GRAND RAPIDS, MI: 
1,688,563, CANC. INT. CL. 20. 
GUARRO CASAS, S.A., BARCELONA, SPAIN: 
1,687,803, CANC. INT. CL. 16. 
GUATEMALART, INC., MIAMI, FL: 
2,215,918, PUB. 10-13-1998. INT. CL. 25. 
GUERLAIN, INC., SOMERS, NY: 
1,687,479, CANC. INT. CL. 3. 
GUESS?, INC., LOS ANGELES, CA: 
2,215,792, PUB. 10-13-1998. INT. CL. 25. 
GUNNEBO JOHNSON CORPORATION, TULSA, OK 


FROM GUNNEBO JOHNSON CORPORATION, TULSA, 
OK: 


2,216,296, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 1, 6, 8 AND 20. 
GUNNEBO JOHNSON CORPORATION: See— 
GUNNEBO JOHNSON CORPORATION. 


GUTERMANN & CO. AG, CH-8023 ZURICH, SWITZER- 
LAND: 


2,215,719, PUB. 10-13-1998. INT. CL. 35. 
H. E. BUTT GROCERY COMPANY, SAN ANTONIO, TX: 
2,216,615, INT. CL. 29. 
H.S. TRADING SERVICES, HARROW, MIDDLESEX HAI 
2XX, ENGLAND: 
2,215,738, PUB. 10-13-1998. INT. CL. 3. 
2,215,739, PUB. 10-13-1998. INT. CL. 3. 
H&D DISTRIBUTORS, BOWIE, MD: 
1,688,214, CANC. INT. CL. 42. 


HADDONFIELD RUNNING COMPANY, L.L.C., HAD- 
DONFIELD, N3J: 
2,216,536, PUB. 10-13-1998. INT. CL. 35. 
HALCYON BUSINESS PUBLICATIONS, 
BURY, NY: 
2,216,149, PUB. 10-13-1998. INT. CL. 16. 


INC., WEST- 
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HALTON COMPANY, CARNEGIE, PA: 
1,688,547, CANC. INT. CL. 11. 
HAMPTON INNS, INC.: See— 
PROMUS HOSPITALITY CORPORATION. 
HANDI-FOIL CORP., WHEELING, IL: 
2,216,107, PUB. 10-13-1998. INT. CL. 21. 
HANDLER TEXTILE CORPORATION, NEW YORK, NY: 
2,215,770, PUB. 10-13-1998. INT. CL. 24. 
HANSEN BEVERAGE COMPANY, ANAHEIM, CA: 
2,216,758, INT. CL. 32. 
HANSEN INC., PITTSBURGH, PA: 
2,216,660, INT. CL. 11. 
HANWOORI CORPORATION, CHAMBLEE, GA: 
2,216,543, PUB. 10-13-1998. INT. CL. 42. 
HARBORVIEW MEDICAL CENTER, SEATTLE, WA: 
2,216,542, PUB. 10-13-1998. INT. CL. 42. 
HARD CANDY, INC., BEVERLY HILLS, CA: 
2,215,697, PUB. 10-13-1998. INT. CL. 3. 
2,215,763, PUB. 10-13-1998. INT. CL. 3. 
2,215,764, PUB. 10-13-1998. INT. CL. 3. 
2,215,765, PUB. 10-13-1998. INT. CL. 3. 
2,215,766, PUB. 10-13-1998. INT. CL. 3. 
2,215,767, PUB. 10-13-1998. INT. CL. 3. 
HARLEM WIZARDS ENTERTAINMENT BASKETBALL, 
INC., SECAUCUS, NJ: 
2,216,293, PUB. 10-13-1998. INT. CL. 41. 
HAROLD MANGELSEN & SONS, INC.: See— 
VARIETY DISTRIBUTORS, INC.. 
HARPERCOLLINS PUBLISHERS INC., NEW YORK, NY, 
HARPER & ROW PUBLISHERS, INC., NEW YORK, NY: 
1,113,122. REN. 11-25-98. INT. CL. 16. 
HARRAH’S LAS VEGAS, INC., LAS VEGAS, NV: 
2,216,435, PUB. 10-13-1998. INT. CL. 41. 
HARVARD SPORTS, INC., COMPTON, CA: 
1,687,967, CANC. INT. CL. 28. 
HATFIELD, MATT, OKC, OK: 
2,216,505, PUB. 10-13-1998. INT. CL. 37. 
HAUGH, WILLIAM P, LA PALMA, CA: 
2,216,470, PUB. 10-13-1998. INT. CL. 32. 


HAUSMANN LABORATORIES, LTD., 9001 ST. GALLEN, 
SWITZERLAND: 


1,687,515, CANC. INT. CL. 5. 
HAWAII POLICE DEPARTMENT, HILO, HI: 
2,215,657, PUB. 10-13-1998. U.S. CL. 200. 
HAWE YUE, INC., SAN DIMAS, CA: 
1,687,972, CANC. INT. CL. 28. 
HBN SHOE, L.L.C., MANCHESTER, NH: 
2,216,413, PUB. 10-13-1998. INT. CL. 25. 
HDI SYSTEMS, INC., ALBUQUERQUE, NM: 
1,687,645, CANC. INT. CL. 9. 
HEALTH CENTER FOR BETTER LIVING, INC., NAPLES, 
FL: 
2,216,013, PUB. 10-13-1998. INT. CL. 5. 
2,216,015, PUB. 10-13-1998. INT. CL. 5. 
HEARST CORPORATION, THE, NEW YORK, NY: 
1,687,827, CANC. INT. CL. 16. 
HEART SCAN FOR ATHLETES, INC., BELLEAW BEACH, 
FL: 
2,215,789, PUB. 10-13-1998. INT. CL. 42. 
HEAVEN & EARTH, INC., MINNEAPOLIS, MN: 
1,688,522, CANC. INT. CL. 42. 
HEIDAL, CHARLES E., CLAYTON, NY: 
1,687,663, CANC. INT. CL. 9. 
HELLER, PHILIP, LOS ANGELES, CA: 
2,215,685, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
HELVOET PHARMA N.V., B-3820 ALKEN, BELGIUM: 
1,687,717, CANC. INT. CL. 10. 
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HEMAGEN/PFC LIMITED, SAN FRANCISCO, CA: 
1,687,451, CANC. INT. CL. 1. 

HENDRICK MOTORSPORTS, INC., HARRISBURG, NC: 
2,216,494, PUB. 10-13-1998. INT. CL. 41. 
2,216,496, PUB. 10-13-1998. INT. CL. 41. 

HENKEL KOMMANDITGESELLSCHAFT AUF AKTIEN 


(HENKEL KGAA), 4000 DUESSELDORF 1, FED REP 
GERMANY: 


1,687,502, CANC. INT. CL. 4. 
HENKEL KOMMANDITGESELLSCHAFT AUF AKTIEN 


(HENKEL KGAA), D-40191 DUESSELDORF, FED REP 
GERMANY: 


2,216,336, PUB. 10-13-1998. INT. CL. 1. 
HENRY SCHEIN, INC., MELVILLE, NY: 
2,216,118, PUB. 10-13-1998. INT. CL. 10. 
HERAEUS KULZER GMBH, 63450 HANAU, FED REP 
GERMANY: 
2,215,733, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 5 AND 10. 
2,216,175, PUB. 10-13-1998. INT. CL. 5. 
2,216,309, PUB. 10-13-1998. INT. CL. 5. 
HERCULES BUMPERS, INC., PELHAM, GA: 
1,687,772, CANC. INT. CL. 12. 
HERITAGE MINISTRIES, ELM MOTT, TX: 
2,216,564, PUB. 10-13-1998. INT. CL. 16. 
HERSHEY CREAMERY COMPANY, HARRISBURG, PA: 
2,216,551, PUB. 10-13-1998. INT. CL. 30. 
HERSHEY FOODS CORPORATION, HERSHEY, PA: 
1,687,976, CANC. MULTIPLE CLASS, INT. CLS. 29 
AND 30. 
HIGGINS GROUP CORP., THE, CORAL GABLES, FL, 
DBA SUNSHINE BIRDS: 
2,216,121, PUB. 10-13-1998. INT. CL. 31. 
HIGGINS GROUP CORP., THE, CORAL GABLES, FL: 
2,216,690, INT. CL. 31. 
HILTON HOTELS CORPORATION, BEVERLY HILLS, 
CA: 
1,688,253, CANC. INT. CL. 42. 
HINES, COURTNEY, GARDENA, CA, DBA SHADES OF 
COLOR: 
2,216,465, PUB. 10-13-1998. INT. CL. 16. 
HISKEY, MARK, MALIBU, CA, DBA ILIO ENTERTAIN- 
MENTS: 
2,215,786, PUB. 10-13-1998. INT. CL. 9. 
HITER, HENRY DUNSMORE, SARASOTA, FL, AKA 
CHUCK HITER: 
2,215,817, PUB. 6-30-1998. INT. CL. 41. 
HOECHST CELANESE CORPORATION, SOMERVILLE, 
NJ: 
1,687,453, CANC. INT. CL. 1. 
HOECHST SCHERING AGREVO GMBH, D-13509 
BERLIN, FED REP GERMANY: 
2,216,545, PUB. 10-13-1998. INT. CL. 31. 
HOLIDAY INNS, INC., MEMPHIS, TN: 
1,688,210, CANC. INT. CL. 42. 
HOLONTECH CORPORATION, SAN JOSE, CA: 
2,216,750, INT. CL. 9. 
HOLTZMAN, SANDRA, NEW YORK, NY: 
2,216,004, PUB. 5-26-1998. INT. CL. 35. 
HOME COURT ADVANTAGE, INC., SMYRNA, GA: 
1,688,153, CANC. INT. CL. 41. 
HOME DECORATOR DREAM CLUB, FONTANA, CA: 
2,216,349, PUB. 10-13-1998. INT. CL. 20. 
HOME SHOPPING NETWORK, INC., ST. PETERSBURG, 
FL: 
1,688,430, CANC. INT. CL. 28. 
HOMEFIRE, INC., LAREDO, TX: 
1,687,498, CANC. INT. CL. 4. 
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HOMELIFE SECURITIES, INC., WILLOWDALE, ONTAR- 
10, CANADA: 
2,216,661, INT. CL. 41. 
HONEYWELL CONSUMER PRODUCTS, INC., SOUTH- 


BOROUGH, MA FROM DURACRAFT CORPORATION, 
WHITINSVILLE, MA: 


2,216,584, INT. CL. 11. 
HOOGWEGT U.S., INC., LINCOLNSHIRE, IL: 
1,688,286, CANC. INT. CL. 5. 
HOPS GRILL & BAR, INC., TAMPA, FL: 
2,216,488, PUB. 10-13-1998. INT. CL. 32. 
HORIZON ENERGY COMPANY, PHILADELPHIA, PA: 
2,216,335, PUB. 10-13-1998. INT. CL. 39. 
HORMEL FOODS CORPORATION, AUSTIN, MN: 
2,216,731, INT. CL. 29. 
HOUSE OF GRAFSTEIN, LTD., NEW YORK, NY: 
1,688,377, CANC. INT. CL. 14. 


HOUSTON GUN COLLECTORS ASSOCIATION, 
HOUSTON, TX: 


2,216,302, PUB. 10-13-1998. U.S. CL. 200. 
HSX HOLDINGS, INC., SANTA MONICA, CA: 
2,216,422, PUB. 10-13-1998. INT. CL. 9. 
HUAL A/S, 0154 OSLO, NORWAY: 
2,216,557, PUB. 10-13-1998. INT. CL. 39. 
HUBBELL INCORPORATED, ORANGE, CT: 
2,215,646, PUB. 3-4-1997. INT. CL. 9. 
2,215,647, PUB. 2-18-1997. INT. CL. 9. 
2,215,926, PUB. 10-13-1998. INT. CL. 9. 
HUBERT INCORPORATED, PALM BEACH, FL: 
1,687,483, CANC. INT. CL. 3. 
HUMANEERING INTERNATIONAL, 
Sc: 
1,688,064, CANC. INT. CL. 35. 
2,215,756, PUB. 10-13-1998. INT. CL. 35. 


HUMBOLDT SPECIALTY MANUFACTURING COMPA- 
NY, HUMBOLDT, NE: 


2,215,774, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 12 AND 24. 
HURON HOCKEY SCHOOL (USA), INC., BATAVIA, IL: 
2,216,357, PUB. 10-13-1998. INT. CL. 25. 
HY-VEE FOOD STORES, INC., WEST DES MOINES, IA: 
2,215,659, PUB. 1-14-1997. INT. CL. 29. 
HYDE & HYDE, INC., CERRITOS, CA: 
2,215,928, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 29 AND 30. 
HYPERSYSTEMS S.R.L., 10138 TURIN, ITALY: 
1,688,263, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
42. 
HYPRO CORPORATION, NEW BRIGHTON, MN: 
1,687,580, CANC. INT. CL. 7. 


IBERGEL, S.A., 49192 ROALES DEL PAN (ZAMORA), 
SPAIN: 


1,687,985, CANC. INT. CL. 29. 
ICE BAN USA, INC., NORTH PALM BEACH, FL: 
2,215,700, PUB. 10-13-1998. INT. CL. 1. 


IDENT-A-PROOF, INC., KING OF PRUSSIA, PA, DBA 
THE EXPRESSED IDEA: 


1,688,524, CANC. INT. CL. 42. 

IMAGE LABORATORIES, INC., OXNARD, CA: 
1,687,490, CANC. INT. CL. 3. 

IMASCO ENTERPRISES INC., MONTREAL, CANADA: 
1,687,422, CANC. INT. CL. 1. 

IN-LINE SPORTS, INC., MANHATTAN BEACH, CA: 
2,215,833, PUB. 10-13-1998. INT. CL. 25. 

INCENTIVE CONNECTIONS INC., PARSIPPANY, NJ: 
2,215,940, PUB. 10-13-1998. INT. CL. 35. 

INDOPCO, INC., BRIDGEWATER, NJ, DBA QUEST 


INTERNATIONAL FLAVORS & FOOD INGREDIENTS 
COMPANY: 


2,216,625, INT. CL. 29. 


INC., 


INC., LANDRUM, 
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INDUSTRIA DE DISENO TEXTIL, S.A., ARTEIXO, LA 
CORUNA, SPAIN, AKA INDITEX, S.A.: 


2,215,824, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 18 AND 25. 
INDUSTRIAS QUIMICAS NABER, S.A. NABERSA, 46080 
VALENCIA, SPAIN: 
2,215,929, PUB. 10-13-1998. INT. CL. 2. 


INFINITE HEALTH, INC., ST. PAUL, MN: 
2,216,021, PUB. 10-13-1998. INT. CL. 35. 
INFINITE POSSIBILITIES INTERNATIONAL, LLC, LA 
JOLLA, CA: 
2,215,788, PUB. 10-13-1998. INT. CL. 41. 
INFOGRAMES MULTIMEDIA, 69100 VILLEURBANNE, 
FRANCE: 
2,216,076, PUB. 10-13-1998. INT. CL. 9. 
INFOIMAGE OF CALIFORNIA, INC., SAN FRANCISCO, 
CA: 
1,688,148, CANC. MULTIPLE CLASS, 
AND 42. 
INFORMATION GLOBAL SERVICES, INC., PASADENA, 
CA: 
1,688,435, CANC. INT. CL. 28. 


INFOSPACE, INC., SAN MATEO, CA: 
2,216,696, INT. CL. 9. 


INKTOMI CORPORATION, SAN MATEO, CA FROM INK- 
TOMI CORPORATION, SAN MATEO, CA: 


2,216,634, MULTIPLE CLASS, INT. CLS. 9 AND 42. 


INNOMED SYSTEMS, INC., APOPKA, FL: 
2,216,397, PUB. 10-13-1998. INT. CL. 10. 


INNOVATIVE CARBIDE, INC., IRWIN, PA: 
2,215,990, PUB. 10-13-1998. INT. CL. 6. 


INNOVISIONS, INC., DUBLIN, OH: 
1,687,531, CANC. INT. CL. 5. 
INSTITUTE FOR TECHNOLOGY DEVELOPMENT, 
STENNIS SPACE CENTER, MS: 
1,687,683, CANC. INT. CL. 9. 


INSURQUOTE SYSTEMS, INC., PROVO, UT: 
2,216,116, PUB. 10-13-1998. INT. CL. 36. 


INTEGRATED DESIGNS, L.P., CARROLLTON, TX: 
2,216,753, INT. CL. 9. 


INTEGRATED DIAGNOSTICS, INC., BALTIMORE, MD: 
1,687,734, CANC. INT. CL. 10. 
INTERACTIVE MEDIA TECHNOLOGIES, INC., SCOTTS- 
DALE, AZ: 
1,687,606, CANC. INT. CL. 9. 
INTERACTIVE MULTIMEDIA, INC., WESTON, FL: 
2,215,948, PUB. 10-13-1998. INT. CL. 9. 
INTERMEDICS, INC., ANGLETON, TX: 
1,687,744, CANC. INT. CL. 10. 
INTERNATIONAL AMBASSADOR PROGRAMS, 
SPOKANE, WA: 
1,688,143, CANC. INT. CL. 39. 
INTERNATIONAL BIOMETRIC SOCIETY, WASHING- 
TON, DC: 
2,216,150, PUB. 10-13-1998. INT. CL. 16. 


INTERNATIONAL FLAVORS & FRAGRANCES INC., 
NEW YORK, NY: 


2,216,064, PUB. 10-13-1998. INT. CL. 1. 
INTERNATIONAL FOOD CONCEPTS, 
CITY, NJ: 
2,216,622, INT. CL. 32. 
INTERNATIONAL MARKET BRANDS, INC., ERIE, PA: 
2,216,234, PUB. 10-6-1998. INT. CL. 30. 
INTERNATIONAL MEDICAL PRODUCTS, 
MENTOR, OH: 
1,688,353, CANC. INT. CL. 10. 


INT. CLS. 40 


INC., 


INC., JERSEY 


INC., 
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INTERNATIONAL METROLOGY SYSTEMS, LTD., EDIN- 
BURGH, SCOTLAND, SCOTLAND: 
2,215,825, PUB. 10-13-1998. INT. CL. 9. 
INTERNATIONAL PAPER COMPANY, PURCHASE, NY: 
2,216,424, PUB. 10-13-1998. INT. CL. 16. 
INTERNATIONAL SOCIETY OF MEETING PLANNERS, 
INC., SCOTTSDALE, AZ: 
1,688,533, CANC. U.S. CL. 200. 
INTERNATIONAL STOCKMEN’S EDUCATIONAL FOUN- 
DATION, INC., COLLEGE STATION, TX: 
2,216,178, PUB. 10-13-1998. INT. CL. 41. 
2,216,179, PUB. 10-13-1998. INT. CL. 41. 
INTERNATIONAL TRADE ALLIANCE, SAN FRANCIS- 
CO, CA: 
2,216,123, PUB. 10-13-1998. INT. CL. 10. 
INTERNET BILLING COMPANY, LTD., FT. LAUDER- 
DALE, FL: 
2,216,085, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
INTEX SOLUTIONS, INC., NEEDHAM, MA: 
1,687,688, CANC. INT. CL. 9. 
INVIGOR SERVICES, INC., BATON ROUGE, LA: 
2,216,068, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35 AND 36. 
IPEX INC., DON MILLS, ONTARIO M3B 289, CANADA: 
2,215,794, PUB. 10-13-1998. INT. CL. 20. 
ISLA INTERNATIONAL, INC., JUPITER, FL: 
2,215,937, PUB. 10-13-1998. INT. CL. 35. 
ISLAND MAGIC SPORTSWEAR, INC., AIBA, HI: 
2,216,566, PUB. 10-13-1998. INT. CL. 25. 
ISLAND ONE, INC., ORLANDO, FL: 
2,216,176, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 36 AND 37. 
ISOLAB, INC., BARBERTON, OH: 
1,687,730, CANC. INT. CL. 10. 
ITP LICENSING CORPORATION, BELMONT, CA: 
1,687,687, CANC. INT. CL. 9. 
ITT CORPORATION: See— 
ITT INDUSTRIES, INC.. 
ITT INDUSTRIES, INC., WHITE PLAINS, NY FROM ITT 
CORPORATION, NEW YORK, NY: 
2,215,655, PUB. 10-13-1998. INT. CL. 11. 
ITT RAYONIER, INC., STAMFORD, CT: 
1,687,433, CANC. MULTIPLE CLASS, INT. CLS. 1 AND 
19. 
IZDAS TRADING CO. LTD. INC., NEW YORK, NY: 
1,687,903, CANC. MULTIPLE CLASS, INT. CLS. 24 
AND 25. 
J & B DISTRIBUTING CO, CHICAGO, IL: 
2,216,782, INT. CL. 29. 
J. L. ABBOTT INC., CUMBERLAND, RI: 
1,688,275, CANC. INT. CL. 1. 
J. MENDOZA GARDENS, INC., NEW YORK, NY: 
1,688,312, CANC. INT. CL. 9. 
J. REED & SONS, LONG ISLAND CITY, NY: 
2,216,356, PUB. 10-13-1998. INT. CL. 35. 
J&J SNACK FOODS CORP., PENNSAUKEN, NJ: 
2,216,607, INT. CL. 30. 
JACLYN, INC., WEST NEW YORK, NJ: 
1,687,934, CANC. INT. CL. 25. 


JACOBS, PETER S., TOLEDO, OH, DBA IN 
REPAIR SYSTEMS: 


1,688,151, CANC. INT. CL. 40. 
JACOBSEN, RICHARD, WEST VALLEY CITY, UT: 
2,216,640, INT. CL. 8. 


JAMES ALEXANDER CORPORATION, BLAIRSTOWN, 
NJ: 


2,216,065, PUB. 10-13-1998. INT. CL. 5. 
JEFFERSON-PILOT CORPORATION, GREENSBORO, NC: 
2,216,287, PUB. 10-13-1998. INT. CL. 36. 
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JEROME FOODS, INC., BARRON, WI: 
1,687,977, CANC. INT. CL. 29. 
JET TIME SHARE, CARLSBAD, CA: 
2,216,041, PUB. 10-13-1998. INT. CL. 36. 
JEWEL OF INDIA RESTAURANT, INC, NEW YORK, NY: 
2,216,350, PUB. 10-13-1998. INT. CL. 42. 
JOE WELLS ENTERPRISES, INC., SANTA ANA, CA: 
2,216,577, PUB. 10-13-1998. INT. CL. 25. 
JOHN CLARK, INC., DENVER, CO: 
1,687,556, CANC. MULTIPLE CLASS, INT. CLS. 7 AND 
12. 
JOHN HENRY COMPANY, THE, LANSING, MI: 
2,216,200, PUB. 10-13-1998. INT. CL. 20. 
JOHN HOFMEISTER & SON, INC., CHICAGO, IL: 
2,216,771, INT. CL. 29. 
JOHNSON & JOHNSON, NEW BRUNSWICK, NJ: 
1,687,737, CANC. INT. CL. 10. 
2,216,249, PUB. 10-13-1998. INT. CL. 10. 
JOHNSON SAILS, INC., ST. PETERSBURG, FL: 
2,215,973, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 12, 22 AND 35. 
JOHNSON, AARON D., HOUSTON, TX, DBA FAST 
LEARNERS CO.: 
1,688,382, CANC. INT. CL. 16. 
JOINT INFORMATION INC., NEW YORK, NY: 
2,215,909, PUB. 4-21-1998. INT. CL. 36. 
JOMAR INTERNATIONAL, LTD., MADISON HEIGHTS, 
MI: 
2,215,914, PUB. 10-13-1998. INT. CL. 6. 
2,215,915, PUB. 10-13-1998. INT. CL. 6. 
JONES-BLAIR COMPANY, DALLAS, TX: 
1,687,901, CANC. INT. CL. 24. 
JONES, CLIFFORD L, NEW BRAUNFELS, TX: 
1,687,662, CANC. INT. CL. 9. 
JONES, RICHARD P., POUGHKEEPSIE, NY: 
1,688,119, CANC. INT. CL. 37. 
JOSTENS, INC., MINNEAPOLIS, MN: 
1,688,394, CANC. INT. CL. 16. 
JUDITH A. YOUNGS, INC., SEVEN POINTS, TX: 
2,216,338, PUB. 10-13-1998. INT. CL. 42. 
JUN ASHIDA CO., LTD., MEGURO-KU, TOKYO, JAPAN: 
1,687,473, CANC. MULTIPLE CLASS, INT. CLS. 3, 14, 
18 AND 25. 
JUNG SUWON CORPORATION, MILPITAS, CA: 
1,688,174, CANC. INT. CL. 41. 
JUPITER TECHNOLOGY, INC., WALTHAM, MA: 
1,688,302, CANC. INT. CL. 9. 
JURISTAFF, INC., PHILADELPHIA, PA: 
2,216,292, PUB. 10-13-1998. INT. CL. 35. 
JUSTIN INTERNATIONAL, INC., NEW YORK, NY: 
1,688,354, CANC. INT. CL. 10. 
K-NET LIMITED, HAMPSHIRE RG29 1AB, ENGLAND: 
2,215,645, PUB. 10-13-1998. INT. CL. 9. 
KABUSHIKI KAISHA MONTBELL, NISHI-KU, OSAKA, 
JAPAN: 
1,687,922, CANC. INT. CL. 25. 
KABUSHIKI KAISHA TEIKOKU DATABANK, MINATO- 
KU, TOKYO, JAPAN, TA TEIKOKU DATABANK, LTD.: 
2,215,632, PUB. 9-15-1998. MULTIPLE CLASS, INT. 
CLS. 35, 36, 41 AND 42. 
KABUSHIKI KAISHA TEIKOKU DATABANK, MINATO- 
KU, TOKYO, JAPAN, TA TEIKOKU DATABANK, LTD.: 
2,215,633, PUB. 9-15-1998. MULTIPLE CLASS, INT. 
CLS. 35, 36, 41 AND 42. 
KALMBACH PUBLISHING CO., WAUKESHA, WI: 
1,688,559, CANC. INT. CL. 16. 
KAREMOR INTERNATIONAL, INC., PHOENIX, AZ: 
2,216,420, PUB. 10-13-1998. INT. CL. 5. 
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KARL STORZ GMBH & CO., 78832 TUTTLINGEN, FED 
REP GERMANY: 


2,215,642, PUB. 10-13-1998. INT. CL. 10. 


KARL STORZ GMBH, & CO., 78532 TUTTLINGAN, FED 
REP GERMANY: 


2,215,641, PUB. 10-13-1998. INT. CL. 10. 
KASS, GREGORY, NEW YORK, NY: 
2,216,282, PUB. 10-13-1998. INT. CL. 14. 
KATCHALL INDUSTRIES INTERNATIONAL, INC., CIN- 
CINNATI, OH: 
2,216,088, PUB. 10-13-1998. INT. CL. 21. 
2,216,408, PUB. 10-13-1998. INT. CL. 21. 
KAYTEE PRODUCTS INCORPORATED, CHILTON, WI: 
2,216,715, INT. CL. 31. 
2,216,716, INT. CL. 31. 
2,216,717, INT. CL. 31. 
KB CONCEPTS, INC., NEW PROVIDENCE, NJ: 
1,687,955, CANC. INT. CL. 28. 
KEEP CHICAGO BEAUTIFUL, CHICAGO, IL, DBA CHI- 
CAGO CLEAN STREAK: 
2,215,800, PUB. 10-13-1998. INT. CL. 41. 
KELLOGG COMPANY, BATTLE CREEK, MI: 
1,688,443, CANC. INT. CL. 30. 


KELLY-MOORE PAINT COMPANY, INC., SAN CARLOS, 
CA: 


2,215,653, PUB. 10-13-1998. INT. CL. 2. 


KELLY, ANN S., SALEM, OR, DBA SAFE & SOUND 
SELF-DEFENSE EDUCATION: 


2,216,165, PUB. 10-13-1998. INT. CL. 41. 
KELLY, LAURA S., IRVINE, CA, DBA ACCENTO: 
1,687,898, CANC. INT. CL. 21. 
KEMMER AGRICULTURAL MANUFACTURING CO., 
INC., FRESNO, CA, DBA CUSTOM CHEMICIDES: 
1,687,446, CANC. INT. CL. 1. 


KENDRICK JOHNSON & ASSOCIATES, INC., BLOOM- 
INGTON, MN: 


1,688,048, CANC. INT. CL. 35. 
KENNGOTT INTERNATIONAL GMBH & CO. KG, 
D-74076 HEILBRONN, FED REP GERMANY: 
2,215,897, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 6, 19, 35 AND 42. 


KERR-MCGEE REFINING CORPORATION, OKLAHOMA 
CITY, OK: 


1,688,465, CANC. INT. CL. 35. 
KESSELMAN, JOSH, GAINESVILLE, FL: 
2,215,851, PUB. 10-13-1998. INT. CL. 34. 


KEWAUNEE SCIENTIFIC CORPORATION, STATES- 
VILLE, NC: 


2,216,705, INT. CL. 9. 

KFC CORPORATION, LOUISVILLE, KY: 
2,216,683, INT. CL. 29. 

KHR, LTD., OMAHA, NE: 
2,216,733, INT. CL. 31. 

KID’S WAREHOUSE, INC., SAN DIEGO, CA: 
2,216,698, INT. CL. 12. 


KILLER LOOP S.P.A., 31040 PEDEROBBA (TREVISO), 
ITALY: 


2,215,900, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 18, 25 AND 28. 
KIMLOR MILLS, INC., ORANGEBURG, SC: 
1,687,902, CANC. INT. CL. 24. 


KIMSTAFF EMPLOYER OUTSOURCING SERVICES, 
INC., IRVINE, CA: 


2,215,898, PUB. 10-13-1998. INT. CL. 35. 


KING & PRINCE SEAFOOD CORPORATION, BRUNS- 
WICK, GA: 


2,216,189, PUB. 10-13-1998. INT. CL. 29. 
KINGSWAY CENTERS, INC., CLEVELAND, TN: 
2,216,236, PUB. 10-13-1998. INT. CL. 42. 


KIRK, KEVIN J., SALT LAKE CITY, UT, DBA THE 
HEAVY METAL SHOP: 


1,688,229, CANC. INT. CL. 42. 
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KLEENEZE LIMITED, WESTLEA, SWINDON SN5 7YZ, 
ENGLAND: 
2,215,686, PUB. 9-2-1997. INT. CL. 16. 
KOCOLENE MARKETING CORPORATION, SEYMOUR, 
IN: 
2,216,279, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35 AND 37 
KODERA ELECTRONICS CO., LTD., 808-8 SHIMONARA 
GIFU, JAPAN: 
2,216,658, INT. CL. 7. 
KODIAK INDUSTRIES, INC., NILES, IL: 
1,687,478, CANC. INT. CL. 3. 
KOENIG, ALAN SCOTT, BERKELEY, CA: 
2,216,252, PUB. 10-13-1998. INT. CL. 42. 
KORANO, 38390 MONTALIEU VERCIEU, FRANCE: 
1,687,431, CANC. INT. CL. 1. 
KOU ZI BREWERY, LAOCHENG, SUIXI 
ANHUI PROVINCE, CHINA: 
2,215,768, PUB. 10-13-1998. INT. CL. 33. 
KOVACS, JOHN, BURLINGAME, CA: 
2,215,777, PUB. 10-13-1998. INT. CL. 36. 
KOVALAKIDES, MATTHEW, HYATTSVILLE, MD: 
2,216,573, PUB. 10-13-1998. INT. CL. 41. 
KRAFT GENERAL FOODS, INC., GLENVIEW, IL: 
1,688,154, CANC. INT. CL. 41. 
1,688,551, CANC. INT. CL. 16. 
KRANSON INDUSTRIES, INC., ST. LOUIS, MO: 
2,216,371, PUB. 10-13-1998. INT. CL. 35. 
KRAUS, BARRY ALAN, HEWLETT HARBOR, NY: 
1,688,171, CANC. INT. CL. 41. 
KRYSTAL-ROCK VIDEO PRODUCTION INC., BARTON- 
VILLE, IL: 
1,688,324, CANC. INT. CL. 9. 
KSF MEDICAL PUBLISHING COMPANY, 
YORK, NY, DBA THE KSP GROUP: 
1,688,558, CANC. INT. CL. 16. 
KSP NEW YORK, INC., FLUSHING, NY: 
1,687,779, CANC. INT. CL. 12. 
KUO FENG CORPORATION, COSTA MESA, CA, DBA 
KFC USA, INC.: 
1,687,699, CANC. INT. CL. 9. 
KUT KWICK CORPORATION, BRUNSWICK, GA: 
2,215,983, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 7 AND 12. 
K2 DESIGN, INC., NEW YORK, NY: 
2,215,828, PUB. 10-13-1998. INT. CL. 35. 
2,215,829, PUB. 10-13-1998. INT. CL. 35. 
2,215,830, PUB. 10-13-1998. INT. CL. 35. 
2,215,831, PUB. 10-13-1998. INT. CL. 35. 
L. H. SAMPLE CARDS, ALEXANDRIA, VA: 
2,216,537, PUB. 10-13-1998. INT. CL. 16. 
L.A. GEAR, INC., LOS ANGELES, CA: 
1,687,933, CANC. INT. CL. 25. 
L.C. LICENSING, INC., NEW YORK, NY: 
1,688,372, CANC. INT. CL. 14. 
LABORATOIRES SEROBIOLOGIQUES, 54425 PULNOY, 
FRANCE: 
2,216,597, INT. CL. 1. 
LABORATORIOS SOPHIA, S.A. DE C.V., GUADALAJA- 
RA, JALISCO 44290, MEXICO: 
1,687,509, CANC. INT. CL. 5. 
LABSPHERE INC, NORTH SUTTON, NH: 
2,216,044, PUB. 10-13-1998. INT. CL. 1. 
LAGNIAPPE BREWING COMPANY, INC., NEW ORLE- 
ANS, LA: 
2,216,598, INT. CL. 32. 
LAMSON & SESSIONS CO., THE, BEACHWOOD, OH: 
2,216,618, INT. CL. 9. 


COUNTY, 


INC., NEW 
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LANCOME PARFUMS ET BEAUTE & CIE, 75008 PARIS, 
FRANCE: 


2,216,400, PUB. 10-13-1998. INT. CL. 3. 

LANDMARK GENERAL CORPORATION, NOVATO, CA: 
1,687,826, CANC. INT. CL. 16. 

LANDRY SERVICE CO., INC., BACLIFF, TX: 
2,215,966, PUB. 10-13-1998. INT. CL. 37. 


LANGSTON CORPORATION, THE, CHERRY HILL, NJ: 
2,216,626, INT. CL. 7. 


LANSING BOARD OF WATER AND LIGHT, LANSING, 
MI: 


2,216,018, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 39 AND 40. 
LATIN GOLD, INC., AUSTIN, TX: 
2,216,016, PUB. 10-13-1998. INT. CL. 34. 
LAURA LEIDEN CALLIGRAPHY, INC., WATKINS- 
VILLE, GA: 
2,216,444, PUB. 10-13-1998. INT. CL. 16. 
LAWRISK, INC., BOSTON, MA: 
2,216,707, INT. CL. 42. 
LEDERWARENPFABRIEK VAN GILS HOLDING B.V., 4854 
NA BAVEL, NETHERLANDS: 
2,215,976, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 16 AND 18. 
LEE, DAVID, SEATTLE, WA: 
2,216,476, PUB. 10-13-1998. INT. CL. 29. 


LEE, SHIRLEY W., LEMOORE, CA: 
2,216,521, PUB. 10-13-1998. INT. CL. 3. 


LEROY-SOMER, 16015 ANGOULEME, FRANCE: 
1,687,594, CANC. INT. CL. 9. 
LEROY-SOMER, 16000 ANGOULEME, FRANCE: 
1,687,704, CANC. INT. CL. 9. 
LES CINQ DIAMANTS, 75013 PARIS, FRANCE: 
2,216,097, PUB. 8-18-1998. INT. CL. 3. 
LEX MUNDI, LTD., HOUSTON, TX: 
2,216,218, PUB. 10-13-1998. INT. CL. 42. 
LIFE ENERGY RESOURCES, LTD., FALCONER, NY: 
1,687,474, CANC. INT. CL. 3. 
LIGHT, MARK, DAYTON, OH, DBA FIRST LIGHT: 
2,216,134, PUB. 10-13-1998. INT. CL. 35. 
LINN, DONALD C., SAN LUIS OBISPO, CA: 
1,094,647. REN. 11-25-98. INT. CL. 42. 
LISCO, INC., TAMPA, FL: 
1,687,778, CANC. INT. CL. 12. 
1,687,969, CANC. INT. CL. 28. 
LIST INDUSTRIES INC., DEERFIELD BEACH, FL: 
2,216,204, PUB. 10-13-1998. INT. CL. 20. 
2,216,205, PUB. 10-13-1998. INT. CL. 20. 
LIVING PROOF, INC., HOUSTON, TX: 
2,215,941, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9 AND 16. 
LLOYD, WILLIAM B., NEW YORK, NY: 
2,216,778, INT. CL. 42. 
LME INC., ANNAPOLIS, MD: 
2,215,644, PUB. 10-13-1998. INT. CL. 42. 
LOCUS GENEX OY, 00170 HELSINKI, FINLAND: 
1,687,428, CANC. MULTIPLE CLASS, INT. CLS. 1 AND 
5. 
LODGING HOSPITALITY SYSTEMS, INC., PENSACOLA, 
FL: 
2,216,649, INT. CL. 42. 
LONE STAR CONSOLIDATED FOODS, INC., DALLAS, 
TX: 
2,216,765, INT. CL. 30. 
LONG GROVE CONFECTIONERY CO. 
GROVE, IL: 
2,216,489, PUB. 10-13-1998. INT. CL. 30. 
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LOPEZ, ULYSES, MAZATLAN, SINALOA 82100, MEXICO 
AND LOPEZ, EDGARDO, MAZATLAN SINALOA 82100, 
MEXICO: 

2,216,235, PUB. 10-13-1998. INT. CL. 41. 

LOPORTO, BARBARA, PARSIPPANY, NJ, DBA L&M PUB- 

LISHING COMPANY: 
1,688,549, CANC. INT. CL. 16. 

LORD HOWARDS, INC., NEWARK, OH: 
2,216,099, PUB. 10-13-1998. INT. CL. 20. 
2,216,100, PUB. 10-13-1998. INT. CL. 20. 
2,216,101, PUB. 10-13-1998. INT. CL. 20. 
2,216,102, PUB. 10-13-1998. INT. CL. 20. 
2,216,103, PUB. 10-13-1998. INT. CL. 20. 
2,216,104, PUB. 10-13-1998. INT. CL. 20. 

LORILLARD TOBACCO COMPANY, NEW YORK, NY: 
1,688,044, CANC. INT. CL. 34. 

LOS ANGELES CELLULAR TELEPHONE COMPANY, 
CERRITOS, CA: 

2,216,639, INT. CL. 38. 

LOWRY INVESTMENT DISCIPLINES, INC., ATLANTA, 

GA: 
1,688,099, CANC. INT. CL. 36. 

LOYD ANTHONY, INC., BRENTWOOD, NY: 
2,216,401, PUB. 10-13-1998. INT. CL. 25. 

LPS LABORATORIES, INC., TUCKER, GA: 
2,215,782, PUB. 10-13-1998. INT. CL. 4. 

LUBE CREW LTD., THE, DELAVAN, WI: 
1,688,118, CANC. INT. CL. 37. 

LUCKY-GOLDSTAR INTERNATIONAL CORP., SEOUL, 
REPUBLIC OF KOREA: 

1,687,938, CANC. INT. CL. 25. 

LUSTRENAILS, INC., LIVONIA, MI: 
2,215,872, PUB. 4-21-1998. INT. CL. 8. 

LUTREOLA COSMETICS COMPANY LTD., TAIPEI, 
TAIWAN: 

1,687,494, CANC. INT. CL. 3. 

LUXE ENTERPRISES LTD., PING-TUNG, TAIWAN: 
2,216,732, INT. CL. 30. 

LYNCH SUPPLY, INC., LENEXA, KS: 
1,688,010, CANC. INT. CL. 30. 

LZA GROUP, INC., THE, NEW YORK, NY: 
2,215,895, PUB. 10-13-1998. INT. CL. 42. 

M YOUNG IDBAS, INC., SUNRISE, FL: 
1,688,515, CANC. INT. CL. 42. 

M.M.R.C., LTD. CO., SAN ANTONIO, TX: 
2,216,571, PUB. 10-13-1998. INT. CL. 5. 

M.M.R.C., LTD., CO., SAN ANTONIO, TX: 
2,216,568, PUB. 10-13-1998. INT. CL. 5. 

M.S. HARMAN CO., COLUMBUS, OH: 
2,216,329, PUB. 10-13-1998. INT. CL. 21. 

M/A/R/C INC., IRVING, TX: 

1,688,462, CANC. INT. CL. 35. 

MACDONALD, KIMBERLY, WESTPORT, CT: 
2,216,632, INT. CL. 25. 

MACMILLAN, INC., GREENWICH, CT: 
1,687,819, CANC. INT. CL. 16. 

MADE IN NATURE, INC., SAN RAFAEL, CA: 

2,215,887, PUB. 8-4-1998. MULTIPLE CLASS, INT. CLS. 
29, 31 AND 32. 

MADISON SQUARE GARDEN CORPORATION, NEW 

YORK, NY: 
1,688,523, CANC. INT. CL. 42. 

MAGNETICS INTERNATIONAL, INC., CHICAGO, IL: 
2,216,670, INT. CL. 40. 

MAGNIFICENT COSTUME JEWELRY, INC., NEW YORK, 
NY: 

2,216,173, PUB. 10-13-1998. INT. CL. 14. 
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MAIN LINE HEALTH, INC., BRYN MAWR, PA: 
2,216,007, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 


MAJOR PHARMACEUTICAL CORPORATION, CHICAGO, 
IL: 


1,687,519, CANC. INT. CL. 5. 
MAK, FONG, LOS ANGELES, CA: 
2,216,664, INT. CL. 29. 
MALDONADO, DAVID J., LA VERNE, CA: 
1,687,814, CANC. INT. CL. 16. 
MALGOR & CO., INC., CATANO, PUERTO RICO: 
2,216,002, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 29 AND 30. 
MAN B&W DIESEL A/S, DK-2650 HVIDOVRE, DEN- 
MARK: 
1,687,590, CANC. INT. CL. 9. 
MAN-0 PRODUCTS, INC., CINCINNATI, OH: 
2,216,552, PUB. 10-13-1998. INT. CL. 3. 
MANAGEMENT ANALYSIS COMPANY, SAN DIEGO, CA: 
1,687,636, CANC. INT. CL. 9. 
MANIFOLD SYSTEMS, INC., ALICE, TX: 
1,687,546, CANC. INT. CL. 6. 


MANUFACTURED HOUSING INSTITUTE, ARLINGTON, 
VA: 


2,215,943, PUB. 10-13-1998. U.S. CL. 200. 
MARCELLO GIORGIO - S.R.L., CONTRADA ADDOLOR- 
ATA, ITALY: 
2,215,687, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 14 AND 20. 
MARINC, KARL F., A-4693 DESSELBRUNN, AUSTRIA: 
2,216,048, PUB. 10-13-1998. INT. CL. 1. 
MARINE MIDLAND BANKS, INC., BUFFALO, NY: 
1,688,467, CANC. INT. CL. 36. 
MARKET DAY CORPORATION, ITASCA, IL: 
2,216,591, INT. CL. 29. 
MARLYN NUTRACEUTICALS, INC., SCOTTSDALE, AZ, 
DBA NATURALLY VITAMINS: 
2,215,812, PUB. 10-13-1998. INT. CL. 5. 
MARTINEZ, FELIX B., RIO PIEDRAS, PUERTO RICO: 
2,215,737, PUB. 10-13-1998. INT. CL. 3. 
MARWI A/S, 1050 KOBENHAVN K, DENMARK: 
2,216,600, MULTIPLE CLASS, INT. CLS. 11, 12 AND 25. 
MASTER BUILDERS, INC.: See— 
VALSPAR CORPORATION, THE. 
MASTER PRODUCTS, S.A. DE C.V., 44270 GUADALAJA- 
RA, JA., MEXICO: 
2,216,524, PUB. 10-13-1998. INT. CL. 3. 
MATRIX ESSENTIALS, INC., SOLON, OH: 
1,687,496, CANC. INT. CL. 3. 
MATTEL, INC., HAWTHORNE, CA: 
1,688,432, CANC. INT. CL. 28. 
MATTEL, INC., EL SEGUNDO, CA: 
2,216,624, INT. CL. 28. 
MATTHEW BENDER & COMPANY, INCORPORATED, 
NEW YORK, NY: 
2,215,717, PUB. 10-13-1998. INT. CL. 16. 
MATTHEWS MANAGEMENT, INC., VESTAL, NY: 
1,688,438, CANC. INT. CL. 28. 
MAVETY MEDIA GROUP LTD., NEW YORK, NY: 
1,688,554, CANC. INT. CL. 16. 
2,216,533, PUB. 10-13-1998. INT. CL. 16. 
MAXIMA GRAPHICS, L.C., WINTER PARK, FL: 
2,216,143, PUB. 10-13-1998. INT. CL. 42. 
MAXIMUM ENDEAVOURS INC., MARKHAM, ONTARIO 
L3P 7E8, CANADA: 
1,687,953, CANC. INT. CL. 28. 
MAYEUX, JERRY V., CORRALES, NM: 
2,216,375, PUB. 10-13-1998. INT. CL. 1. 
2,216,376, PUB. 10-13-1998. INT. CL. 1. 
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2,216,380, PUB. 10-13-1998. INT. CL. 1. 


MBI PUBLISHING COMPANY, OSCEOLA, WI FROM MO- 
TORBOOKS INTERNATIONAL, A _ DIVISION OF 
CHRONICLE PUBLISHING COMPANY, OSCEOLA, WI: 

2,215,796, PUB. 10-13-1998. INT. CL. 16. 


MC ENTERPRISES, INC., OWINGS MILLS, MD: 
2,215,692, PUB. 10-13-1998. INT. CL. 9. 
MCA TELEVISION ENTERTAINMENT, INC., UNIVER- 
SAL CITY, CA: 
1,688,182, CANC. INT. CL. 41. 
MCCABE, RONALD P., FLAGSTAFF, AZ AND BROWN- 
MCCABE, REBECCA A., FLAGSTAFF, AZ: 
2,216,231, PUB. 10-13-1998. INT. CL. 11. 


MCDONALD'S CORPORATION, OAK BROOK, IL: 
1,688,507, CANC. INT. CL. 42. 
2,215,716, PUB. 10-13-1998. INT. CL. 29. 
MCDONNELL DOUGLAS CORPORATION, 
TON BEACH, CA: 
2,215,902, PUB. 6-23-1998. INT. CL. 12. 
MCGHAN MEDICAL CORPORATION, SANTA BAR- 
BARA, CA: 
2,216,081, PUB. 10-13-1998. INT. CL. 10. 
2,216,417, PUB. 10-13-1998. INT. CL. 10. 


MCKEE BAKING COMPANY, COLLEGEDALE, TN: 
1,688,570, CANC. INT. CL. 30. 
MCKIBBEN FAMILY LIMITED PARTNERSHIP, WALLA 
WALLA, WA: 
2,216,391, PUB. 10-13-1998. INT. CL. 33. 
MCNAMEE, THOMAS C., PORT HUENEME, CA, DBA 
GOLD COAST RV PRODUCTS: 
1,687,900, CANC. INT. CL. 22. 
MCWILLIAMS, STEVEN M., DALLAS, TX: 
2,216,711, INT. CL. 9. 
MDR FITNESS CORP., SUNRISE, FL: 
2,216,168, PUB. 10-13-1998. INT. CL. 5. 
MEAD CORPORATION, THE, DAYTON, OH: 
2,216,742, INT. CL. 16. 


MEAD-HATCHER, INC., BUFFALO, NY: 
2,216,479, PUB. 10-13-1998. INT. CL. 9. 
MEDCOR, INCORPORATED, MCHENRY, IL: 
1,688,071, CANC. INT. CL. 35. 
MEDIA GENERAL BROADCASTING, INC., RICHMOND, 
VA: 
2,216,035, PUB. 10-13-1998. INT. CL. 38. 
MEDICAL GROUP INSURANCE SERVICES, INC., SAN 
JOSE, CA: 
1,688,108, CANC. INT. CL. 36. 


MEWUER, INC., GRAND RAPIDS, MI: 
2,216,120, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9, 18 AND 25. 
MELNIK, PATRICK J., CHARLOTTE, NC: 
2,216,668, MULTIPLE CLASS, INT. CLS. 18 AND 25. 
MENAGED, DAVID, MIAMI, FL: 
1,688,406, CANC. INT. CL. 20. 
MERCANTILE STORES COMPANY, INC., WILMINGTON, 
DE: 
1,688,418, CANC. INT. CL. 25. 
MERIDIAN TRUST COMPANY, READING, PA: 
1,688,098, CANC. INT. CL. 36. 
MERLIN SERVICES CORPORATION, ATLANTA, GA, 
DBA FRIEND OF THE FAMILY: 
1,688,459, CANC. INT. CL. 35. 
META CXP LLC, RESTON, VA: 
2,216,567, PUB. 10-13-1998. INT. CL. 42. 
METHODIST HOSPITALS OF DALLAS, DALLAS, TX: 
1,688,531, CANC. INT. CL. 42. 
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METZ PTY. LIMITED, PARRAMATTA, NEW SOUTH 
WALES, AUSTRALIA: 


1,687,421, CANC. MULTIPLE CLASS, INT. CLS. | AND 
19. 
MICHAEL JOHN NICELY, STAFFORD, VA: 
1,688,433, CANC. INT. CL. 28. 
MICROSOFT CORPORATION, REDMOND, WA FROM 
WEBTV NETWORKS, INC., PALO ALTO, CA: 
2,216,576, PUB. 9-29-1998. MULTIPLE CLASS, 
CLS. 9 AND 38. 
MIDWEST OF CANNON FALLS, INC., CANNON FALLS, 
MN: 
2,216,514, PUB. 10-13-1998. INT. CL. 20. 
2,216,515, PUB. 10-13-1998. INT. CL. 28. 


MIDWESTERN COLLEGIATE CONFERENCE, INDIAN- 
APOLIS, IN: 


1,688,257, CANC. U.S. CL. 200. 

MILITRAN INC., WAYNE, PA: 
1,688,057, CANC. INT. CL. 35. 

MILLIKEN & COMPANY, NEW YORK, NY: 
2,215,727, PUB. 10-13-1998. INT. CL. 40. 

MINAMI SANGYO LTD., NEW YORK, NY: 
1,687,756, CANC. INT. CL. 11. 

MINI FLUSH COMPANY, INC., YORBA LINDA, CA: 
1,687,758, CANC. INT. CL. 11. 

MINTON, CHARLES, UNION, NJ: 
2,216,059, PUB. 10-13-1998. INT. CL. 42. 

MIPS COMPUTER SYSTEMS, INC., SUNNYVALE, CA: 
1,687,677, CANC. INT. CL. 9. 

MIRDON, INC., DOWNSVIEW, ONTARIO, CANADA: 
1,687,844, CANC. INT. CL. 16. 

MIRELLA, INC., SEATTLE, WA: 
2,216,020, PUB. 6-2-1998. INT. CL. 25. 

MITEK CORPORATION, PHOENIX, AZ, DBA MTX: 
2,215,845, PUB. 10-13-1998. INT. CL. 9. 

MJB GLOBAL INCORPORATED, CARLSBAD, CA: 
2,216,290, PUB. 10-13-1998. INT. CL. 5. 


MJM TECHNOLOGIES, L.L.P, STACY, MN FROM 
PRETTY BIRD INTERNATIONAL, INC., STACY, MN: 
2,216,586, INT. CL. 31. 


MOBIUS GROUP, INC., RESEARCH TRIANGLE PARK, 
NC: 


2,215,899, PUB. 10-13-1998. INT. CL. 9. 


MODEM MEDIA ADVERTISING LIMITED PARTNER- 
SHIP, WESTPORT, CT: 


2,216,635, MULTIPLE CLASS, INT. CLS. 35 AND 42. 


MOHAWK VALLEY RANCH, BLAIRSDEN, CA, DBA 
WHITEHAWK RANCH: 


1,688,509, CANC. INT. CL. 42. 

MOLDEX-METRIC, INC., CULVER CITY, CA: 
2,216,092, PUB. 10-13-1998. INT. CL. 9. 

MONARCH CONSULTING GROUP, INC., ATLANTA, GA: 
2,215,969, PUB. 10-13-1998. INT. CL. 35. 


MONARCH LIFE INSURANCE COMPANY, SPRING- 
FIELD, MA: 


1,688,088, CANC. INT. CL. 36. 
MONARCH TILE, INC., FLORENCE, AL: 
1,687,885, CANC. INT. CL. 19. 
MONFORT, INC., GREELEY, Co: 
2,216,729, INT. CL. 29. 
MONROE PARTNERS, INC., CHICAGO, IL: 
1,688,402, CANC. INT. CL. 19. 
MONROVIA NURSERY COMPANY, AZUSA, CA: 
2,216,451, PUB. 10-13-1998. INT. CL. 31. 
MONSANTO COMPANY, ST. LOUIS, MO: 
2,216,300, PUB. 10-13-1998. INT. CL. 16. 
MOOG AUTOMOTIVE INC.: See— 
MOOG AUTOMOTIVE PRODUCTS, INC.. 
MOOG AUTOMOTIVE PRODUCTS, INC., ST. LOUIS, MO 
FROM MOOG AUTOMOTIVE INC., ST. LOUIS, MO: 
2,216,139, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9 AND 11. 


INT. 


U.S. PATENT AND TRADEMARK OFFICE 


MOORE, NEIL, SACRAMENTO, CA: 
2,216,528, PUB. 10-13-1998. INT. CL. 41. 
2,216,529, PUB. 10-13-1998. INT. CL. 25. 
MORALES, MARIO J., COOKEVILLE, TN AND MO- 
RALES, MARIELENA, COOKEVILLE, TN: 
2,216,113, PUB. 10-13-1998. INT. CL. 24. 
MORE DIRECT RESPONSE, INCORPORATED, CARLS- 
BAD, CA: 
1,687,521, CANC. INT. CL. 5. 
MORE DIRECT RESPONSE, INCORPORATED, CARLS- 
BAD, CA, DBA MORE DIRECT HEALTH PRODUCTS: 
1,688,200, CANC. INT. CL. 42. 
MORNINGSTAR PUBLICATIONS, 
NC: 
2,215,683, PUB. 10-13-1998. INT. CL. 16. 


MOTHERS AGAINST DRUNK DRIVING, HURST, TX: 
1,688,519, CANC. INT. CL. 42. 
MOTORBOOKS INTERNATIONAL, A DIVISION OF 
CHRONICLE PUBLISHING COMPANY: See— 
MBI PUBLISHING COMPANY. 
MOTORWERKS OF ART INCORPORATED, NEW YORK, 
NY: 
1,688,262, CANC. MULTIPLE CLASS, INT. CLS. 3, 21 
AND 25. 


MULLER DATA CORPORATION, NEW YORK, NY: 
2,215,835, PUB. 10-13-1998. INT. CL. 36. 


MUSCLE EMPOWERING DESIGNS, L.L.C., AURORA, CO: 
2,216,740, INT. CL. 28. 


MUSCO OLIVE PRODUCTS CO., INC., TRACY, CA: 
2,216,167, PUB. 10-13-1998. INT. CL. 29. 
MUSIC SEMICONDUCTORS, INC., COLORADO SPRINGS, 
co: 
1,687,657, CANC. INT. CL. 9. 
MUZAK LIMITED PARTNERSHIP, SEATTLE, WA: 
1,687,658, CANC. INT. CL. 9. 


MY BRANDS, INC., BRONX, NY: 
1,687,982, CANC. MULTIPLE CLASS, INT. CLS. 29 
AND 30. 
MY SONG KARAOKE INDUSTRIAL CO., LTD., TAIPEI, 
TAIWAN: 
1,833,171, CANC. INT. CL. 9. 


N.E.P. ENTERPRISES, LLC, SAN DIEGO, CA: 
2,216,402, PUB. 10-13-1998. INT. CL. 5. 


NABISCO BRANDS COMPANY, CHICAGO, IL: 
2,216,636, INT. CL. 30. 

NABISCO, INC., EAST HANOVER, NJ: 
1,688,451, CANC. INT. CL. 30. 


NAMEQUEST, INC., CAREFREE, AZ: 
2,215,879, PUB. 10-13-1998. INT. CL. 35. 
NANCY ALEXANDER & ASSOCIATES, INC., TUCSON, 
AZ: 
2,216,447, PUB. 10-13-1998. INT. CL. 42. 
NAPA GROUP INC., NEW YORK, NY: 
2,216,025, PUB. 10-13-1998. INT. CL. 42. 
NASTA INDUSTRIES, INC., NEW YORK, NY: 
1,687,666, CANC. INT. CL. 9. 
NAT G. POLINSKY MEMORIAL REHABILITATION 


CENTER, INC., DULUTH, MN, DBA POLINSKY MEDI- 
CAL REHABILITATION CENTER: 


1,688,510, CANC. INT. CL. 42. 
NATIONAL ABORTION AND REPRODUCTIVE RIGHTS 
ACTION LEAGUE, WASHINGTON, DC: 
2,216,507, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 36 AND 42. 
NATIONAL ASSOCIATION OF SECONDARY SCHOOL 
PRINCIPALS, RESTON, VA: 
2,215,773, PUB. 7-14-1998. U.S. CL. 200. 


INC., CHARLOTTE, 





TMI 20 


NATIONAL BLUEPRINTERS SUPPLY CO., INC., TROY, 
MI: 


1,687,852, CANC. INT. CL. 16. 
NATIONAL DAIRY COUNCIL, ROSEMONT, IL: 
2,216,449, PUB. 10-13-1998. INT. CL. 42. 
NATIONAL EDUCATION ASSOCIATION, WASHING- 
TON, Dc: 
2,216,531, PUB. 10-13-1998. INT. CL. 35. 
NATIONAL HEALTH COUNCIL, WASHINGTON, DC: 
2,215,862, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 16 AND 42. 


NATIONAL HOUSEWARES MANUFACTURERS ASSO- 
CIATION, ROSEMONT, IL: 


1,688,577, CANC. INT. CL. 35. 


NATIONAL MARINE MANUFACTURERS ASSOCIATION, 
INC., CHICAGO, IL: 


1,688,574, CANC. INT. CL. 35. 
NATIONAL MINING ASSOCIATION, WASHINGTON, DC: 
2,216,425, PUB. 10-13-1998. INT. CL. 35. 


NATIONAL ORGANIZATION FOR COMPETENCY AS- 
SURANCE, WASHINGTON, DC: 


2,216,744, MULTIPLE CLASS, INT. CLS. 16, 41 AND 42. 


NATIONAL PROFESSIONAL EDUCATION INSTITUTE, 
INC., GLENCOE, MO: 


2,216,508, PUB. 10-13-1998. INT. CL. 41. 


NATIONAL QUALITY HEALTH COUNCIL, THE, WES- 
TERVILLE, OH: 


2,216,033, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 


NATIONAL TRAVELERS LIFE CO., WEST DES MOINES, 
IA: 


2,216,443, PUB. 10-13-1998. INT. CL. 36. 
NATIONWIDE OFFICE SUPPLY, INC., NEW YORK, NY: 
2,216,506, PUB. 10-13-1998. INT. CL. 35. 
NATRITION, INC., ARVADA, CO: 
2,216,311, PUB. 10-13-1998. INT. CL. 5. 
NATUFLOR S.A., QUITO, ECUADOR: 
2,216,748, INT. CL. 31. 
NATUR-PHARMA, INC., OREM, UT: 
1,687,507, CANC. INT. CL. 5. 
NATURAL ORGANICS INC., MELVILLE, NY: 
2,216,366, PUB. 10-13-1998. INT. CL. 5. 
NATURAL RESEARCH LABORATORIES, INC., MEDLEY, 
FL: 
2,216,270, PUB. 10-13-1998. INT. CL. 5. 
NATURAL SUPPLEMENT ASSOCIATION, INCORPORAT- 


ED, GOLDEN, CO, DBA EXPERIMENTAL AND AP- 
PLIED SCIENCES: 


2,216,137, PUB. 10-13-1998. INT. CL. 5. 
NAVRATIL INTERNATIONAL, INC., NAPERVILLE, IL: 
1,687,661, CANC. INT. CL. 9. 
NBA PROPERTIES, INC., NEW YORK, NY: 
2,215,671, PUB. 10-13-1998. INT. CL. 9. 
2,215,672, PUB. 10-13-1998. INT. CL. 16. 
2,216,096, PUB. 10-13-1998. INT. CL. 28. 
NCHIP, INC., SAN JOSE, CA: 
1,688,328, CANC. INT. CL. 9. 
1,688,332, CANC. INT. CL. 9. 
NEDLAND INDUSTRIES, INC., RIDGELAND, WI: 
2,215,772, PUB. 10-13-1998. INT. CL. 21. 
NEOTENY PRODUCTS, PALOS VERDES ESTATES, CA: 
1,688,491, CANC. INT. CL. 39. 
NERI, ERNEST, OLD LYME, CT: 
2,216,438, PUB. 10-13-1998. INT. CL. 30. 
NETROX, LLC, MIAMI, FL: 
2,216,446, PUB. 10-13-1998. INT. CL. 35. 
NETTUR TOOLMAKERS, INC., BRONX, NY: 
2,215,880, PUB. 10-13-1998. INT. CL. 6. 
NEV CORP., EUGENE, OR: 
2,216,616, INT. CL. 12. 
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NEVADA BOB'S PRO SHOP, INC., LAS VEGAS, NV: 
2,216,544, PUB. 10-13-1998. INT. CL. 28. 
NEW BUFFALO CORPORATION, ST. LOUIS, MO: 
2,216,160, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 6, 7, 8, 9, 17 AND 21. 
NEW HAMPSHIRE FURNITURE MASTERS ASSOCIA- 
TION, BRADFORD, NH: 
2,216,523, PUB. 10-13-1998. INT. CL. 35. 
NEW MALTER, INC., GRETNA, LA, DBA MALTER 
INTERNATIONAL: 
1,687,454, CANC. INT. CL. 2. 
NEW MOON EXTRACTS, INC., BRATTLEBORO, VT: 
1,687,514, CANC. INT. CL. 5. 
NEWPORT RATELINE, LTD., ENGLEWOOD, CO: 
1,688,130, CANC. INT. CL. 38. 
NEWSPRING INDUSTRIAL CORPORATION, 
NEWARK, NJ: 
2,216,409, PUB. 10-13-1998. INT. CL. 21. 
NEXT COMPUTER, INC.,, REDWOOD CITY, CA: 
1,688,299, CANC. INT. CL. 9. 
NEYRA INDUSTRIES, INC., CINCINNATI, OH: 
2,216,383, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 1, 2 AND 19. 
NICHOLSON YACHT CHARTERS, INC., CAMBRIDGE, 
MA: 
2,215,761, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 39 AND 42. 
NICKLAS ASSOCIATES, INCORPORATED, GAITHERS- 
BURG, MD: 
1,688,242, CANC. INT. CL. 42. 
NIKKO AMERICA, INC., RICHARDSON, TX: 
1,687,971, CANC. INT. CL. 28. 
NINGBO CIGARETTE FACTORY, NINGBO, ZHEJIANG, 
CHINA: 
2,215,992, PUB. 10-13-1998. INT. CL. 34. 
NIOXIN RESEARCH LABORATORIES, 
SPRINGS, GA: 
2,216,501, PUB. 10-13-1998. INT. CL. 3. 
NOMADS OF SANTA FE, INC., SANTA FE, NM: 
2,216,755, INT. CL. 29. 
NORDDEUTSCHE AFFINERIE AG, 20539 HAMBURG, 
FED REP GERMANY: 
2,216,080, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 6 AND 42. 
NORDICTRACK, INC., CHASKA, MN: 
1,687,960, CANC. INT. CL. 28. 
NORMENT INDUSTRIES, INC., MONTGOMERY, AL: 
2,216,126, PUB. 10-13-1998. INT. CL. 42. 
NORTH AMERICAN AIR TRAVEL INSURANCE 


AGENTS LTD., RICHMOND, BRITISH COLUMBIA, 
CANADA: 


2,215,975, PUB. 10-13-1998. INT. CL. 36. 
NORTH AMERICAN LAMINATE FLOORING ASSOCIA- 
TION, INC., THE, WASHINGTON, DC: 
2,216,206, PUB. 10-13-1998. INT. CL. 41. 
NORTH AMERICAN PHILIPS CORPORATION, GREAT 
NECK, NY: 
1,687,598, CANC. INT. CL. 9. 
NORTH AMERICAN SALT COMPANY, MISSION, KS: 
1,688,029, CANC. INT. CL. 31. 
NORTH COAST CONSULTANTS INCORPORATED, CHI- 
CAGO, IL: 
2,215,972, PUB. 10-13-1998. INT. CL. 35. 
NORTH PACIFIC SURF EQUIPMENT, UCLUELET, BRIT- 
ISH COLUMBIA, CANADA: 
2,216,089, PUB. 10-13-1998. INT. CL. 28. 
NORTHLAND CRANBERRIES, INC, 
RAPIDS, WI: 
2,216,485, PUB. 10-13-1998. INT. CL. 32. 


EAST 


INC., LITHIA 


WISCONSIN 





JANUARY 5, 1999 


NORWEST CORPORATION, DENVER, CO: 
1,688,476, CANC. INT. CL. 36. 

NORWEST CORPORATION, MINNEAPOLIS, MN: 
2,216,526, PUB. 10-13-1998. INT. CL. 36. 


NOVA BRANDS LTD., CALGARY, ALBERTA T2P 2N6, 
CANADA: 


2,215,669, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 1, 17, 39 AND 42. 
NOVA FACTOR, INC., MEMPHIS, TN: 
1,688,287, CANC. INT. CL. 5. 
NOVARTIS AG, CH-4002 BASLE, SWITZERLAND: 
2,215,815, PUB. 10-13-1998. INT. CL. 5. 
NOVATEC, INC., BALTIMORE, MD: 
1,107,160. REN. 11-25-98. INT. CL. 11. 
NOVATELLIGENCE, INC., SANTEE, CA: 
2,216,706, MULTIPLE CLASS, INT. CLS. 9 AND 42. 
NOVUS CREDIT SERVICES, INC., RIVERWOODS, IL: 
2,216,439, PUB. 10-13-1998. INT. CL. 36. 
NRG, INC., LOS ANGELES, CA: 
1,687,946, CANC. INT. CL. 26. 
NUTRITION USA, INC., ROSWELL, GA: 
1,688,556, CANC. INT. CL. 16. 
NWS, INC., CHICAGO, IL: 
1,688,043, CANC. INT. CL. 33. 
NYCOMED AS, 0401 OSLO 4, NORWAY: 
1,687,506, CANC. MULTIPLE CLASS, INT. CLS. 5 AND 
10. 
O.S.P. PUBLISHING, INC., MONTEREY PARK, CA: 
1,687,860, CANC. MULTIPLE CLASS, INT. CLS. 16, 20 
AND 42. 
O’HARA, STEPHEN, NEWPORT BEACH, CA AND 
O’HARA, DEBORAH L, NEWPORT BEACH, CA: 
1,688,101, CANC. INT. CL. 36. 
O’KRENT, VALERIE A., OLD SAYBROOK, CT: 
2,216,720, INT. CL. 41. 
OCEAN PACIFIC SUNWEAR, LTD., TUSTIN, CA: 
1,687,957, CANC. INT. CL. 28. 
ODL, INCORPORATED, ZEELAND, MI: 
1,688,403, CANC. INT. CL. 19. 
OES VENTURES, INCORPORATED, AKRON, OH: 
2,215,964, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35, 36 AND 42. 
OFFICE DEPOT, INC., BOCA RATON, FL: 
1,688,511, CANC. INT. CL. 42. 
OGLETHORPE POWER CORPORATION, TUCKER, GA: 
2,216,712, INT. CL. 39. 
OH NO SO HO, INC., WEST WINDSOR, NJ: 
2,216,498, PUB. 10-13-1998. INT. CL. 35. 
OHA FINANCIAL, INC., BEDFORD, TX: 
2,216,565, PUB. 10-13-1998. INT. CL. 36. 
OHIO TABLE PAD COMPANY, TOLEDO, OH: 
2,216,319, PUB. 10-13-1998. INT. CL. 24. 


OKLAHOMA PUBLISHING COMPANY, THE, OKLAHO- 
MA CITY, OK: 


1,687,868, CANC. INT. CL. 16. 
OKOLICA, DANIEL E., SPRING VALLEY, NY: 
2,215,688, PUB. 10-13-1998. INT. CL. 35. 
OLD HOME FOODS, INC., ST. PAUL, MN: 
2,216,541, PUB. 10-13-1998. INT. CL. 16. 
OLD POT STICKER, INC., THE, SAN MATEO, CA: 
2,216,060, PUB. 10-13-1998. INT. CL. 42. 
OLIVEIRA, ANTONE T., REHOBOTH, MA: 
2,216,014, PUB. 10-13-1998. INT. CL. 33. 
OLYMPIA INDUSTRIAL, INC., CITY OF INDUSTRY, CA 


FROM HOMETOWN ADVANTAGE, INC., ANNAPOLIS, 
MD: 


2,216,592, MULTIPLE CLASS, INT. CLS. 6, 8, 18, 20 
AND 21. 
OMNITRITION INTERNATIONAL, INC., CARROLLTON, 
TX: 
2,215,836, PUB. 10-13-1998. INT. CL. 5. 
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OMX, INC., LAS VEGAS, NV: 
2,216,441, PUB. 10-13-1998. INT. CL. 35. 


ONE SOURCE, SCOTTSDALE, AZ: 
2,216,469, PUB. 10-13-1998. INT. CL. 35. 


ONG, MARVIN, SACRAMENTO, CA, DBA VANGUARD 
PUBLISHING CO.: 
1,687,810, CANC. INT. CL. 16. 


ONLINE MEDIA, INC., SAN MATEO, CA: 
2,216,629, MULTIPLE CLASS, INT. CLS. 35 AND 42. 


ONTARIO HYDRO, TORONTO, ONTARIO, CANADA: 
2,216,613, INT. CL. 6. 


OPPENHEIMER COMPANIES, INC., BOISE, ID: 
2,215,919, PUB. 10-13-1998. INT. CL. 42. 
OPTICAL RECORDING CORPORATION, 
CANADA: 
1,687,595, CANC. INT. CL. 9. 
OPTICOM DIRECT INC., MISSISSAUGA, ONTARIO, 
CANADA: 
1,688,065, CANC. INT. CL. 35. 
OPTRONICS INTERNATIONAL 
CHELMSFORD, MA: 
2,216,158, PUB. 10-13-1998. INT. CL. 9. 


ORCHARD HOUSE LICENSING COMPANY, ROXBURY, 
CT: 
2,216,377, PUB. 10-13-1998. INT. CL. 16. 
ORE’ ORIGINALS, INC., LONG BEACH, CA: 
1,688,534, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 24. 


ORECK CORPORATION, NEW ORLEANS, LA: 
2,216,330, PUB. 10-13-1998. INT. CL. 3. 
OREGON CHAI, INC., PORTLAND, OR: 
2,216,558, PUB. 10-13-1998. INT. CL. 30. 
ORGANIC COW L.L.C., THE, CHELSEA, MA FROM OR- 
GANIC COW, INC., THE, TURNBRIDGE, VT: 
2,215,813, PUB. 6-16-1998. INT. CL. 29. 
ORGANIC COW, INC., THE: See— 
ORGANIC COW L.L.C., THE. 
ORGANIC DIVERSIONS, INC., RIVERDALE, MD: 
2,215,742, PUB. 10-13-1998. INT. CL. 5. 
ORIGINAL COOLER COMPANY, THE, DALLAS, TX: 
1,688,041, CANC. INT. CL. 32. 
ORION PACKAGING SYSTEMS, INC., MEMPHIS, TN: 
2,216,596, INT. CL. 7. 
OROAMERICA, INC., BURBANK, CA: 
1,688,193, CANC. INT. CL. 42. 
OSCAR H. WILL & COMPANY, DURHAM, NH: 
1,688,479, CANC. INT. CL. 36. 
OWEN MUMFORD LIMITED, WOODSTOCK, OXFORD, 
0X20 ITU, UNITED KINGDOM: 
2,215,863, PUB. 10-13-1998. INT. CL. 10. 
OXFORD FINANCIAL ADVISORS CORPORATION, 
CARMEL, IN: 
2,216,754, INT. CL. 36. 
PAC CONCESSIONS, INC., REDMOND, WA: 
1,688,516, CANC. INT. CL. 42. 
PACIFIC ANALYTIC TECHNOLOGIES, INC., TEME- 


CULA, CA FROM PACIFITECH CORPORATION, LTD., 
PAIHIA, NEW ZEALAND: 


2,215,732, PUB. 10-13-1998. INT. CL. 9. 
PACIFIC BALLOON CO., INC., VENTURA, CA: 
2,216,725, INT. CL. 30. 
PACIFIC COAST LABORATORIES, INC., SAN FRANCIS- 
CO, CA: 
1,687,962, CANC. INT. CL. 28. 
PACIFIC INTERNATIONAL GROUP, INC., SAN CLE- 
MENTE, CA: 
2,216,518, PUB. 10-13-1998. INT. CL. 3. 


TORONTO, 


CORPORATION, 
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2,216,519, PUB. 10-13-1998. INT. CL. 3. 
PACIFIC-10 CONFERENCE, WALNUT CREEK, CA 
2,216,495, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 16, 25 AND 42. 

PACIFITECH CORPORATION, LTD.: See— 

PACIFIC ANALYTIC TECHNOLOGIES, INC.. 
PACKAGING INDUSTRIES GROUP, INC., HYANNIS, MA: 
1,688,567, CANC. INT. CL. 28. 

PACKAGING STRATEGIES, INC., WEST CHESTER, PA: 
2,216,003, PUB. 10-13-1998. INT. CL. 41. 

PACKARD, DAVID, NORTHPORT, NY: 
2,216,538, PUB. 10-13-1998. INT. CL. 30. 

PAIRGAIN TECHNOLOGIES, INC., TUSTIN, CA: 
2,216,645, INT. CL. 9. 

PAISANO PUBLICATIONS, INC., AGOURA HILLS, CA: 
2,216,269, PUB. 10-13-1998. MULTIPLE CLASS, INT. 

CLS. 35 AND 42. 

PANDA MANAGEMENT COMPANY, INC., SOUTH PASA- 
DENA, CA: 

2,216,475, PUB. 10-13-1998. INT. CL. 42. 

PANREAC QUIMICA, S.A., 08110 MONTCADA I REIXAC 
(BARCELONA), SPAIN: 

2,215,933, PUB. 10-13-1998. INT. CL. 1. 
PARABLE GROUP, INC., THE, SAN LUIS OBISPO, CA: 
2,216,257, PUB. 10-13-1998. INT. CL. 35. 
2,216,258, PUB. 10-13-1998. INT. CL. 35. 
PARADISE CITY PRODUCTIONS, CHICAGO, IL: 
1,688,161, CANC. INT. CL. 41. 

PARAGON CORPORATE HOLDINGS INC., MAYFIELD 
HEIGHTS, OH: 

2,216,457, PUB. 10-13-1998. INT. CL. 16. 

PARAGON GIFTS, INC., THE, WESTERLY, RI: 

2,215,985, PUB. 10-13-1998. INT. CL. 35. 

PARAMOUNT PICTURES CORPORATION, LOS ANGE- 
LES, CA: 

1,688,273, CANC. MULTIPLE CLASS, INT. CLS. 6, 14, 
16, 18, 21, 25 AND 28. 

PARCHMAN/MADDOX, SULLIGENT, AL: 
2,216,593, INT. CL. 30. 

PARFUMS CARON, 75008 PARIS, FRANCE: 
2,215,949, PUB. 10-13-1998. INT. CL. 25. 

PASTA PACIFICA, INC., LOS ANGELES, CA: 
1,688,445, CANC. INT. CL. 30. 

PATIENT INFOSYSTEMS, INC., ROCHESTER, NY: 
2,215,709, PUB. 7-1-1997. INT. CL. 42. 

PC CONNECTION, INC., MARLOW, NH: 
2,216,623, INT. CL. 35. 

PDI MINISTRIES, INC., GAITHERSBURG, MD: 

2,216,011, PUB. 10-13-1998. INT. CL. 42. 

PECA-VERBUNDTECHNIK GMBH, D-8312 DINGOLF- 
ING, FED REP GERMANY: 

1,687,883, CANC. INT. CL. 19. 

PEDRO G. MEDRANO AND RALPH PORTILLO PART- 
NERSHIP, THE, MOUNTAIN VIEW, CA, DBA INNOVA- 
TIVE HUMAN RESOURCES SOLUTIONS: 

2,215,846, PUB. 10-13-1998. INT. CL. 42. 

PELLICCERIA DE CARLIS S.R.L., ROMA, ITALY: 
1,687,915, CANC. INT. CL. 25. 

PELLUER, STEVEN C., BLUE SPRINGS, MO: 
1,687,970, CANC. INT. CL. 28. 

PENNSYLVANIA FASHIONS, INC., WARRENDALE, PA: 
2,215,998, PUB. 10-13-1998. INT. CL. 35. 

PEOPLE KARCH INTERNATIONAL COMPANY, CHAN- 
TILLY, VA: 

1,687,668, CANC. INT. CL. 9. 

PEOPLEWEB, INC., SANTA CLARA, CA: 

2,215,682, PUB. 10-13-1998. INT. CL. 42. 
PEPSICO, INC., PURCHASE, NY: 
2,216,561, PUB. 10-13-1998. INT. CL. 32. 
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2,216,655, INT. CL. 32. 
PERFORMANCE LABS, INC., CALABASAS, CA: 
2,216,362, PUB. 10-13-1998. INT. CL. 5. 
PERSCHKE, WALTER, CHICAGO, IL: 
1,687,784, CANC. MULTIPLE CLASS, INT. CLS. 14 
AND 16. 
PERSEVERANCE PLUS, INC., LONG ISLAND CITY, NY: 
2,216,347, PUB. 10-13-1998. INT. CL. 42. 
PERSON/WOLINSKY TECHNOLOGIES, INC., PORT JEF- 
FERSON STATION, NY: 
2,216,301, PUB. 10-13-1998. INT. CL. 41. 
PETCOM TELECARD COMPANY, VALPARAISO, IN: 
2,216,298, PUB. 10-13-1998. INT. CL. 9. 
PETER GREEN DESIGN STUDIOS, INC., BURBANK, CA: 
2,215,661, PUB. 10-13-1998. INT. CL. 16. 
PEZETEL FOREIGN TRADE ENTERPRISE, LTD., 
WARSZAWA, POLAND: 
1,687,577, CANC. INT. CL. 7. 
PGA TOUR, INC., PONTE VEDRA BEACH, FL: 
2,216,244, PUB. 10-13-1998. INT. CL. 41. 
PHARMACIA & UPJOHN AB, S-112 87 STOCKHOLM, 
SWEDEN: 
2,215,721, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9, 16 AND 42. 


PHILADELPHIA CHEWING GUM CORPORATION, HA- 
VERTOWN, PA: 


2,216,764, INT. CL. 30. 


PHOTON SYSTEMS, INC., SARASOTA, FL: 
1,688,330, CANC. INT. CL. 9. 
PHYSICIANS WORLD COMMUNICATIONS GROUP, SE- 
CAUCUS, NJ: 
1,688,553, CANC. INT. CL. 16. 


PIE GUY, INC., THE, PLYMOUTH, NH: 
2,216,233, PUB. 6-16-1998. INT. CL. 30. 
PIKES PEAK FILM COUNCIL, INC., 

SPRINGS, CO: 
1,688,164, CANC. INT. CL. 41. 


PILGRIM ARCHERY PRODUCTS, KINGWOOD, Tx: 
1,688,369, CANC. INT. CL. 13. 


PIPER JEFFREY COMPANIES INC., MINNEAPOLIS, MN: 
2,216,373, PUB. 10-13-1998. INT. CL. 36. 


PIRELLI COORDINAMENTO PNEUMATICI, 


222-20126 MILANO, ITALY: 
2,216,050, PUB. 10-13-1998. INT. CL. 12. 


PIZZA PIPELINE, INC., SPOKANE, WA: 
2,216,326, PUB. 10-13-1998. INT. CL. 42. 
2,216,327, PUB. 10-13-1998. INT. CL. 42. 


PLAYBOY ENTERPRISES, INC., CHICAGO, IL: 
1,688,181, CANC. INT. CL. 41. 


PLAYSKOOL BABY, INC., PAWTUCKET, RI: 
1,687,895, CANC. INT. CL. 20. 
PLAYWORLD SYSTEMS, INC., NEW BERLIN, PA: 
2,215,931, PUB. 10-13-1998. INT. CL. 35. 
PMA REINSURANCE CORPORATION, PHILADELPHIA, 
PA: 
1,688,165, CANC. INT. CL. 41. 
POLZIN, GARY W., NORTHFIELD, MN: 
2,216,440, PUB. 10-13-1998. INT. CL. 37. 
PONSA, SALVADOR TOUS, 08240 MANRESA, SPAIN: 
2,216,247, PUB. 10-13-1998. INT. CL. 14. 
PORT CITY BAKERY, INC., GREEN BAY, WI: 
1,688,014, CANC. INT. CL. 30. 
PORT-A-STEAMER, U.S.A., INC., COLORADO SPRINGS, 
Co: 
2,216,337, PUB. 10-13-1998. INT. CL. 21. 
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PORTABLE COMPUTER SUPPORT GROUP, INC., AD- 
DISON, TX: 


1,687,706, CANC. INT. CL. 9. 
POSSE-WALSH, INC., BLUE BELL, PA: 
1,688,089, CANC. INT. CL. 36. 
POSTAL OPTIONS, INC., GREENWOOD, IN: 
1,688,139, CANC. INT. CL. 39. 
PRECISE POWER CORPORATION, BRADENTON, FL: 
2,215,844, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 7 AND 9. 
PRECISION SCREEN MACHINES, INC., HAWTHORNE, 
NJ: 
1,687,576, CANC. INT. CL. 7. 
PRECO INDUSTRIES, INC., LENEXA, KS: 
1,687,607, CANC. INT. CL. 9. 
PREMIER BANCORP, INC., BATON ROUGE, LA: 
1,688,079, CANC. INT. CL. 36. 
PREMIUM IMPORTS, INC., CORAL GABLES, FL: 
2,216,342, PUB. 10-13-1998. INT. CL. 34. 
PRESSMAN, BRAD, LOS ANGELES, CA: 
2,216,310, PUB. 10-13-1998. INT. CL. 9. 
PRIME TANNING CO., INC., ROCHESTER, NH: 
2,216,343, PUB. 10-13-1998. INT. CL. 18. 
PRIME TIME WATCH CO., INC., NEW YORK, NY: 
2,215,867, PUB. 10-13-1998. INT. CL. 14. 
PRIMESOURCE, INC., CARROLLTON, TX: 
2,215,838, PUB. 10-13-1998. INT. CL. 19. 
PRITIKIN SYSTEMS, INC., CHICAGO, IL: 
1,688,272, CANC. MULTIPLE CLASS, INT. CLS. 30 
AND 41. 
PRIVATE LABEL TRAVEL, INC., CHICAGO, IL: 
1,688,142, CANC. INT. CL. 39. 
PRO IMAGE, INC., THE, BOUNTIFUL, UT: 
1,688,528, CANC. INT. CL. 42. 
PRO-LINE BOATS, INC., CRYSTAL RIVER, FL: 
1,687,767, CANC. INT. CL. 12. 
PROCARE COMPANIES, HOUSTON, TX, DBA CONTINU- 
CARE HEALTH SERVICES: 
1,688,202, CANC. INT. CL. 42. 
PROCASE CORPORATION, SANTA CLARA, CA: 
1,687,627, CANC. INT. CL. 9. 
PROCONEX, INC., KING OF PRUSSIA, PA: 
2,215,974, PUB. 5-19-1998. INT. CL. 42. 
PROFESSIONAL CHEMICALS CORPORATION, CHAN- 
DLER, AZ: 
2,216,734, INT. CL. 7. 


PROFESSIONAL RODEO COWBOY ASSOCIATION, INC., 
COLORADO SPRINGS, CO: 


2,216,073, PUB. 10-13-1998. INT. CL. 16. 
PROJECT P.E.O.P.L.E., PROSPECT HEIGHTS, IL: 

1,688,237, CANC. INT. CL. 42. 
PROMOTRENDS, SAN DIEGO, CA: 

2,216,046, PUB. 10-13-1998. INT. CL. 35. 


PROMUS HOSPITALITY CORPORATION, MEMPHIS, TN 
FROM HAMPTON INNS, INC., MEMPHIS, TN: 


2,216,251, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 36 AND 42. 
PROSOLVIA AB, 412 50 GOTEBORG, SWEDEN: 
2,215,847, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9, 37, 41 AND 42. 
2,215,848, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9, 37, 41 AND 42. 
PROTOOLS, INC., BEAVERTON, OR: 
1,688,307, CANC. INT. CL. 9. 
PROVEN WINNERS, ENCINITAS, CA: 
2,215,967, PUB. 10-13-1998. INT. CL. 31. 
2,215,968, PUB. 10-13-1998. INT. CL. 31. 
PRUDENTIAL INSURANCE COMPANY OF AMERICA, 
THE, NEWARK, NJ: 
2,215,745, PUB. 10-13-1998. INT. CL. 36. 
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PULSE MEDICAL, INC., DAVIE, FL: 
2,216,215, PUB. 10-13-1998. INT. CL. 35. 

PUNCH PRODUCTS USA, INC., KENILWORTH, NJ: 
2,216,688, INT. CL. 21. 
2,216,689, INT. CL. 21. 

PURE FOODS SPECIALTIES, INC., BROADVIEW, IL: 
1,688,007, CANC. INT. CL. 30. 

PURE PRIDE ENTERPRISES, INC., NEW HOPE, PA: 
2,216,481, PUB. 10-13-1998. INT. CL. 32. 

PURPLE MONKEY STUDIOS, INC., OAK PARK, IL: 
2,216,195, PUB. 10-13-1998. INT. CL. 42. 

QUADRANT INTERNATIONAL, INC., MALVERN, PA: 
2,216,710, MULTIPLE CLASS, INT. CLS. 9 AND 42. 

QUADRIX SOLUTIONS, INC., PISCATAWAY, NJ: 
2,215,894, PUB. 10-13-1998. INT. CL. 42. 

QUALITY LAMP, INC., CANTON, OH: 
2,215,818, PUB. 10-13-1998. INT. CL. 11. 

QUANTUM COMPUTER SERVICES, INC., VIENNA, VA: 
1,688,503, CANC. INT. CL. 42. 

QUINN, JAMES J., SARASOTA, FL: 
2,215,980, PUB. 5-12-1998. INT. CL. 1. 

R J MANUFACTURING, INC., SAN ANTONIO, TX: 
1,687,432, CANC. INT. CL. 1. 

RABBIT EARS PRODUCTIONS, INC., WESTPORT, CT: 
1,688,348, CANC. INT. CL. 9. 

RACAN INDUSTRIES INC., LAVAL, PROVINCE OF 

QUEBEC, CANADA: 

2,216,243, PUB. 10-13-1998. INT. CL. 11. 


RADKO, CHRISTOPHER, DOBBS FERRY, NY: 
2,215,944, PUB. 10-13-1998. INT. CL. 16. 
RAIMONDI, ANTHONY J., 37020 GARGAGNAGO 
(VERONA), ITALY: 
1,687,835, CANC. INT. CL. 16. 
RAPHA RANCH MINISTRIES, 
SPRINGS, FL: 
1,688,331, CANC. INT. CL. 9. 


RAUTE WOOD, INC., COLLIERVILLE, TN: 
2,215,780, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 7 AND 9. 


RDS SPECIALTY MEATS, INC., MANNFORD, OK: 
1,687,996, CANC. INT. CL. 29. 
RECREATION TECHNOLOGIES INC., SOUTH POMFRET, 
VT: 
1,687,649, CANC. INT. CL. 9. 
RECTOR, RICHARD A., PHOENIX, AZ: 
2,215,775, PUB. 10-13-1998. INT. CL. 35. 
RED HILL DEZIGNZ, INC., BOULDER, CO: 
2,216,153, PUB. 10-13-1998. INT. CL. 9. 
REDMOND PRODUCTS, INC., CHANHASSEN, MN: 
1,687,485, CANC. INT. CL. 3. 
REED ELSEVIER PROPERTIES INC., WILMINGTON, DE: 
2,216,161, PUB. 10-13-1998. INT. CL. 16. 
2,216,162, PUB. 10-13-1998. INT. CL. 16. 
REED PUBLISHING (NEDERLAND) B.V., 1061 AG, AM- 
STERDAM, NETHERLANDS: 
2,215,840, PUB. 10-13-1998. INT. CL. 41. 
REED PUBLISHING (USA) INC., NEWTON, MA: 
1,688,550, CANC. INT. CL. 16. 
REESE PRODUCTS, INC., ELKHART, IN: 
2,216,779, INT. CL. 12. 
REHABILITATION LIVING CENTERS, INC., NEW ORLE- 
ANS, LA: 
1,688,586, CANC. INT. CL. 42. 


REHAMED INTERNATIONAL, L.L.C., MIAMI, FL: 
2,215,869, PUB. 10-13-1998. INT. CL. 9. 


INC., DEFUNIAK 
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REICHEL & DREWS, INC., ITASCA, IL: 
2,215,807, PUB. 10-13-1998. INT. CL. 7. 

REID PSYCHOLOGICAL SYSTEMS, CHICAGO, IL: 
2,216,271, PUB. 10-13-1998. INT. CL. 16. 

REM INFOGRAFICA, S.A., 28004 MADRID, SPAIN: 
2,215,734, PUB. 10-13-1998. INT. CL. 9. 

REQUEST TELEVISION, INC., DENVER, CO: 
2,215,712, PUB. 10-13-1998. INT. CL. 38. 

RESEARCH CENTRE OF KABBALAH, RICHMOND HILL, 
NY: 

2,216,217, PUB. 10-13-1998. INT. CL. 41. 

RETTENMAIER, FELIX, FLEENERWEG 2, FED REP 
GERMANY: 

2,216,324, PUB. 10-13-1998. INT. CL. 1. 

REVLON CONSUMER PRODUCTS CORPORATION, NEW 
YORK, NY FROM DOLLY PARTON INC., NEW YORK, 
NY: 

2,216,291, PUB. 10-13-1998. INT. CL. 26. 
REXAM REBOUL, 74961 CRAN GEVRIER, FRANCE: 
2,216,185, PUB. 10-13-1998. INT. CL. 7. 

RICHARD DOUGLAS BREW, A PROFESSIONAL LAW 
CORPORATION: See— 

BREW, RICHARD D.. 

RICHARD FISHER AND DAN PROCTOR PARTNERSHIP, 
THE, GRAND HAVEN, MI: 

2,216,532, PUB. 10-13-1998. INT. CL. 16. 
RIDGE VINEYARDS, INC., CUPERTINO, CA: 
2,216,539, PUB. 10-13-1998. INT. CL. 33. 
RIO LINDA CHEMICAL CO., INC., SACRAMENTO, CA: 
1,687,501, CANC. INT. CL. 4. 
RJP LICENSING LTD., MONTEREY PARK, CA: 
1,688,327, CANC. INT. CL. 9. 
ROBEKS CORPORATION, SANTA MONICA, CA: 
2,216,502, PUB. 10-13-1998. INT. CL. 32. 


ROBERT-NICOUD, CINETTE, LES PONTS-DE-MARTEL, 
SWITZERLAND: 


2,216,074, PUB. 10-13-1998. INT. CL. 14. 


ROLLER DERBY SKATE CORPORATION, LITCHFIELD, 
IL: 


2,215,982, PUB. 10-13-1998. INT. CL. 28. 
2,215,997, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 25 AND 28. 
RONMAR MARKETING, INC., IRVINE, CA: 
1,688,580, CANC. INT. CL. 39. 
ROSCOMMON 1989 CORP., BOSTON, MA: 
1,688,526, CANC. INT. CL. 42. 
ROSENBLUTH TRAVEL AGENCY, 
PHIA, PA: 
1,688,134, CANC. MULTIPLE CLASS, INT. CLS. 39 
AND 42. 
ROSS ACQUISITION CO. INC., CINCINNATI, OH, DBA 
GALERIE AU CHOCOLAT: 
2,216,563, PUB. 10-13-1998. INT. CL. 30. 
ROTH, CYNTHIA A., SAN DIEGO, CA, EDUCLIME: 
2,216,472, PUB. 10-13-1998. INT. CL. 16. 
ROYAL CARIBBEAN JAMAICAN BAKERY, INC., MT. 
VERNON, NY: 
2,216,273, PUB. 10-13-1998. INT. CL. 30. 


RYAN, THOMAS E. JR., MINNEAPOLIS, MN: 
2,215,859, PUB. 10-13-1998. INT. CL. 9. 

S. C. JOHNSON & SON, INC., RACINE, WI: 
1,688,282, CANC. INT. CL. 3. 

SABER INTERNATIONAL, INC., HOUSTON, TX: 
2,216,198, PUB. 10-13-1998. INT. CL. 1. 

SACKNER PRODUCTS, INC., GRAND RAPIDS, MI: 
1,687,869, CANC. INT. CL. 17. 


SAFESKIN CORPORATION, SAN DIEGO, CA: 
2,216,305, PUB. 10-13-1998. INT. CL. 10. 


INC., PHILADEL- 
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SALAMEH, VICTOR, BROOKLYN, NY: 
1,687,940, CANC. INT. CL. 25. 
SALES MANAGEMENT SYSTEMS, INC., ISSAQUAH, WA: 
1,687,630, CANC. INT. CL. 9. 
SALOMON BROTHERS INC, NEW YORK, NY: 
2,216,316, PUB. 10-13-1998. INT. CL. 36. 
SANOFI PHARMACEUTICALS, INC., NEW YORK, NY 
FROM SANOFI WINTHROP INC., NEW YORK, NY: 
2,215,643, PUB. 10-13-1998. INT. CL. 5. 
SANOFI WINTHROP INC.: See— 
SANOFI PHARMACEUTICALS, INC.. 
SARAMAR CORPORATION, DOVER, DE: 
1,687,983, CANC. INT. CL. 29. 
1,688,279, CANC. INT. CL. 3. 
2,216,333, PUB. 10-13-1998. INT. CL. 29. 
SARVETNICK INDUSTRIES INC., JERSEY CITY, NJ, TA 
ACRILEX INC.: 
1,687,871, CANC. INT. CL. 17. 
SAWYER’S PEST CONTROL OF IDAHO, INC., BOISE, ID, 
DBA SAWYER’S: 
2,216,458, PUB. 10-13-1998. INT. CL. 42. 
SB SRL, 33100 UDINE, ITALY: 
2,216,627, INT. CL. 33. 
SC CORPORATION: See— 
SC LICENSING CORP.. 
SC LICENSING CORP., SOUTH EASTON, MA FROM SC 
CORPORATION, SOUTH EASTON, MA: 
2,216,045, PUB. 10-13-1998. INT. CL. 26. 
SCHLEICHER - SOPER ARCHITECTS LLP, SYRACUSE, 
NY: 
2,216,437, PUB. 10-13-1998. INT. CL. 42. 
SCHMIDT, FRAN, MIAMI, FL: 
2,216,071, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 16 AND 41. 
SCHMIDT, FRAN, MIAMI BEACH, FL: 
2,216,084, PUB. 10-13-1998. INT. CL. 16. 
SCHOTTENSTEIN, ZOX & DUNN CO., L.P.A., COLUM- 
BUS, OH: 
2,216,527, PUB. 10-13-1998. INT. CL. 42. 
SCHROFF GMBH, D-75334 STRAUBENHARDT, FED REP 
GERMANY: 
2,215,769, PUB. 10-13-1998. INT. CL. 9. 
SCHUMANN, INGEBORG, 72458 ALBSTADT, FED REP 
GERMANY: 
2,216,484, PUB. 10-13-1998. INT. CL. 31. 
2,216,487, PUB. 10-13-1998. INT. CL. 31. 
SCIENCE APPLICATIONS INTERNATIONAL CORPORA- 
TION, SAN DIEGO, CA: 
1,687,694, CANC. INT. CL. 9. 
SCIENCE APPLICATIONS INTERNTIONAL CORPORA- 
TION, SAN DIEGO, CA: 
1,687,695, CANC. INT. CL. 9. 
SCIENCEBASED NUTRITIONALS, INC, CARSON CITY, 
NV: 
2,216,192, PUB. 10-13-1998. INT. CL. 5. 
SCIENCEBASED NUTRITIONALS, INC., CARSON CITY, 
NV: 
2,216,191, PUB. 10-13-1998. INT. CL. 5. 
2,216,193, PUB. 10-13-1998. INT. CL. 5. 
SCIMED LIFE SYSTEMS, INC., MAPLE GROVE, MN: 
1,688,357, CANC. INT. CL. 10. 
SCOTT AND SHIRLEY GREGORY PARTNERSHIP, THE, 
NAPERVILLE, IL: 
2,216,039, PUB. 10-13-1998. INT. CL. 16. 
SCOTT, STEPHEN, LOS ANGELES, CA: 
1,688,576, CANC. INT. CL. 35. 
SCOTTSMAN GROUP, INC., THE, BALITMORE, MD: 
1,688,114, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
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SCRIPTURE PRESS PUBLICATIONS, INC., WHEATON, 
IL: 
1,687,831, CANC. INT. CL. 16. 
SCRUPLES PROFESSIONAL SALON PRODUCTS, INC., 
LAKEVILLE, MN: 
2,216,219, PUB. 10-13-1998. INT. CL. 3. 
SCUDDER TRUST COMPANY, SALEM, NH: 
2,215,705, PUB. 10-13-1998. INT. CL. 36. 
SEABEAR COMPANY, ANACORTES, WA: 
2,216,693, INT. CL. 29. 
SEABOARD FARMS, INC., KENNESAW, GA: 
2,216,620, INT. CL. 29. 


SEABROOK MEDICAL SYSTEMS, 
OH: 


1,688,355, CANC. INT. CL. 10. 


SEABROOK WALLCOVERINGS, 
SHELBY COUNTY, TN: 


1,688,396, CANC. INT. CL. 16. 
1,688,397, CANC. INT. CL. 16. 

SEARS, ROEBUCK & CO., CHICAGO, IL: 
1,687,913, CANC. INT. CL. 25. 


SECUNDA, AL, LOS ANGELES, CA, DBA ULTIMATE 
TENNIS: 


1,687,597, CANC. MULTIPLE CLASS, INT. CLS. 9, 16 
AND 41. 
SECURITY PACIFIC NATIONAL TRUST COMPANY, 
NEW YORK, NY: 
1,688,078, CANC. INT. CL. 36. 
SEEKER SOFTWARE, INC., OAKLAND, CA: 
2,215,799, PUB. 10-13-1998. INT. CL. 9. 
SEER TECHNOLOGIES, INC., NEW YORK. NY: 
1,687,679, CANC. INT. CL. 9. 

SEIM, JOHN ALAN, OAK HARBOR, WA, DBA DARK 

HORSE CLOTHING CO.: 
1,687,932, CANC. INT. CL. 25. 

SEMERDIJIAN, ALA, NEW YORK, NY AND KATZ, IAN, 
NEW YORK, NY AND SULLIVAN, DANIEL B., NEW 
YORK, NY AND SULLIVAN, THOMAS P., NEW YORK, 
NY: 

2,216,028, PUB. 10-13-1998. INT. CL. 41. 
SEPRO HEALTHCARE INC., MOORESTOWN, NJ: 
1,687,533, CANC. MULTIPLE CLASS, INT. CLS. 5 AND 
10. 
SERBIN, GLEN R., SANTA BARBARA, CA: 
2,216,087, PUB. 10-13-1998. INT. CL. 16. 


SERRIAN, MARK G., DOUGLASSVILLE, PA, DBA MARK 
SERRIAN COMPANY: 


1,688,045, CANC. INT. CL. 34. 

SERVICEMASTER COMPANY LIMITED PARTNERSHIP, 
THE: See— 

SERVICEMASTER COMPANY, THE. 

SERVICEMASTER COMPANY, THE, DOWNERS GROVE, 
IL FROM SERVICEMASTER COMPANY LIMITED 
PARTNERSHIP, THE, DOWNERS GROVE, IL: 

2,215,947, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35, 36, 37 AND 42. 

SEVILLE WATCH CORPORATION, NEW YORK, NY: 
2,216,392, PUB. 10-13-1998. INT. CL. 14. 

SHADOW HILL CORP., SANTA MONICA, CA: 
1,688,499, CANC. INT. CL. 41. 

SHAR’S PRAIRIE PATCHWORK, INC., STARBUCK, MN: 
2,216,503, PUB. 10-13-1998. INT. CL. 16. 

SHAWGUIDES, INC., CORAL GABLES, FL: 
1,688,552, CANC. INT. CL. 16. 

SHELLEY, SUSAN, WOODLAND HILLS, CA: 
2,215,939, PUB. 10-13-1998. INT. CL. 16. 

SHERMAN, CHRIS T., CINCINNATI, OH: 

2,215,881, PUB. 10-13-1998. INT. CL. 41. 

SHERWIN-WILLIAMS COMPANY, THE, CLEVELAND, 


OH FROM THOMPSON-MINWAX COMPANY, THE, 
UPPER SADDLE RIVER, NJ: 


2,215,728, PUB. 10-13-1998. INT. CL. 8. 


INC., CINCINNATI, 


INC., MEMPHIS, 


U.S. PATENT AND TRADEMARK OFFICE 


2,215,729, PUB. 10-13-1998. INT. CL. 1. 


SHEVA R & D INC., NEW YORK, NY: 
1,688,376, CANC. INT. CL. 14. 


SHIER, JOHN SHOUSE, APPLE VALLEY, MN: 
1,688,337, CANC. INT. CL. 9. 

SHURFINE FOODS, INC., TIGARD, OR: 
2,216,611, INT. CL. 29. 


SICKLEY, LORI, BRANCHVILLE, NJ: 
2,216,540, PUB. 10-13-1998. INT. CL. 3. 


SICOM, INC., SCOTTSDALE, AZ: 
2,215,723, PUB. 10-13-1998. INT. CL. 9. 
SIERRA ON-LINE, INC., BELLEVUE, WA: 
2,216,228, PUB. 10-13-1998. INT. CL. 9. 
SIGMA-TAU INDUSTRIE FARMACEUTICHE RIUNITE 
S.P.A., 00040 POMEZIA, ITALY: 
1,687,517, CANC. INT. CL. 5. 
SIGMA-TAU INDUSTRIE FARMACEUTICHE RIUNITE 
S.P.A., 00040 POMEZIA, ROME, ITALY: 
1,687,518, CANC. INT. CL. 5. 
SIGNAL ONE INTERNATIONAL PTY LTD., DULWICH 
HILL, NEW SOUTH WALES, 2203, AUSTRALIA: 
2,215,658, PUB. 10-13-1998. INT. CL. 9. 
SILHOUETTE INTERNATIONAL GMBH, A-4021 LINZ, 
AUSTRIA: 
1,688,339, CANC. INT. CL. 9. 


SILVER SPRING GARDEN, INC., EAU CLAIRE, WI: 
2,216,553, PUB. 10-13-1998. INT. CL. 30. 
SILVER SWAN MANUFACTURING CO., 
BON, METRO MANILA, PHILIPPINES: 
2,216,520, PUB. 10-13-1998. INT. CL. 30. 
SIMCO INDUSTRIES, INC., ROSEVILLE, MI: 
1,688,316, CANC. INT. CL. 9. 
1,688,317, CANC. INT. CL. 9. 


SIMKIN, INC., GAINESVILLE, FL: 
2,216,482, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 16 AND 42. 
SIMMONS, JOHN M., HEMLOCK, MI AND SIMMONS, 


TOM M., HEMLOCK, MI AND SIMMONS, JACK (NMD), 
HEMLOCK, MI: 


2,216,643, INT. CL. 7. 
SIMOD PATENTS N.A. N.V., CURACAO, NETHERLD AN- 
TILLES: 
1,687,923, CANC. INT. CL. 25. 


SKY GARDEN, INC., GARDEN GROVE, CA: 
2,216,157, PUB. 10-13-1998. INT. CL. 25. 
SKYRAIL PTY LTD, CAIRNS, QUEENSLAND 4870, AUS- 
TRALIA: 
2,216,119, PUB. 10-13-1998. INT. CL. 39. 


SLAUGHTERED LAMB, INC., NEW YORK, NY: 
2,216,183, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 25 AND 42. 
SMITH-BLAIR, INC., TEXARKANA, TX FROM COU- 
PLING SYSTEMS, INC., PITTSBURGH, PA: 
2,216,614, MULTIPLE CLASS, INT. CLS. 6 AND 20. 
SMS MIKROCOMPUTER-SYSTEME GMBH, D-8994 HER- 
GATZ-SCHWARZENBERG, FED REP GERMANY: 
1,687,612, CANC. INT. CL. 9. 
SNIDER, V. REITZEL, CHARLOTTE, NC: 
1,688,155, CANC. INT. CL. 41. 
SNYDER’S OF HANOVER, INC., HANOVER, PA: 
1,688,016, CANC. INT. CL. 30. 


SOAP DELI, INC., THE, MINNETONKA, MN: 
2,216,512, PUB. 10-13-1998. INT. CL. 3. 
SOCIEDAD AGRARIA DE TRANSFORMACION LOS 


CURROS NO. 2566, 474909 RUEDA (VALLADOLID), 
SPAIN: 


2,216,604, INT. CL. 33. 


INC., MALA- 
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SOCIETA ITALO AMERICANA PRODOTTI ANTIPARAS- 
SITARI, S.P.A., ROME, ITALY: 
1,687,440, CANC. INT. CL. 1. 
SOCIETA PNEUMATIC! PIRELLI 
ITALY: 
1,687,763, CANC. INT. CL. 12. 
SOCIETE “DIETETIQUE ET SANTE” - SODES, 31250 
REVEL, FRANCE: 
1,687,512, CANC. MULTIPLE CLASS, INT. CLS. 5, 29, 
30 AND 32. 
SOCIETE COOPERATIVE DES PRODUCTEURS DE 
BLANQUETTE DE LIMOUX, 11300 LIMOUX, FRANCE: 
2,216,648, INT. CL. 33. 
SOCIETE DES PRODUITS NESTLE S.A., 1800 VEVEY, 
SWITZERLAND: 
2,216,641, INT. CL. 30. 
2,216,671, INT. CL. 30. 
SOCIETY FOR PEDIATRIC ANESTHESIA, RICHMOND, 
VA: 
2,216,414, PUB. 10-13-1998. INT. CL. 42. 
SOCIETY OF ENVIRONMENTAL TOXICOLOGY AND 
CHEMISTRY, PENSACOLA, FL: 
2,216,434, PUB. 10-13-1998. INT. CL. 41. 
SOCK YARD COMPANY, INC., THE, NEW YORK, NY: 
1,687,806, CANC. INT. CL. 16. 
SOFTWARE BROKERS OF AMERICA, INC., MIAMI, FL, 
DBA INTCOMEX: 
2,216,461, PUB. 10-13-1998. INT. CL. 35. 
SOFTWARE PUBLISHING CORPORATION, MOUNTAIN 
VIEW, CA: 
1,687,710, CANC. INT. CL. 9. 
SOFTWEAVE CORPORATION, OAK BROOK, IL: 
1,688,344, CANC. INT. CL. 9. 
SOLAR-KIST CORPORATION, LAGRANGE, IL: 
1,687,828, CANC. INT. CL. 16. 
SOLUTRONIX CORPORATION, EDEN PRAIRIE, MN: 
1,688,265, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
SOMATOTONICS INSTITUTE, INC., THE, WINDSOR, CT: 
1,688,157, CANC. INT. CL. 41. 
SONA, SUSAN, FREEHOLD, NJ: 
2,216,473, PUB. 10-13-1998. INT. CL. 28. 
SONY ELECTRONICS INC., PARK RIDGE, NJ: 
2,216,468, PUB. 10-13-1998. INT. CL. 9. 
SOUND IDEAS OF AMERICA INC., BARTONSVILLE, PA: 
2,215,888, PUB. 10-13-1998. INT. CL. 9. 
SOUTHLAND CORPORATION, THE, DALLAS, TX: 
1,687,999, CANC. INT. CL. 30. 
SOUTHWEST SPECIALTY FOOD, INC., GLENDALE, AZ: 
2,216,766, INT. CL. 33. 
SOUTHWESTERN BELL TELEPHONE COMPANY, ST. 
LOUIS, MO: 
1,688,489, CANC. INT. CL. 38. 
SPACE DIAGNOSTICS, INC., MADISON, WI: 
2,216,431, PUB. 10-13-1998. INT. CL. 42. 
SPACE TECH ENTERPRISES, INC., ARLINGTON, VA: 
1,687,798, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 28. 
SPACEWARD GRAPHICS LIMITED, ELY, CAMBRIDGE- 
SHIRE, CB6 3XA, ENGLAND: 
2,216,633, INT. CL. 9. 
SPALDING & EVENFLO COMPANIES, INC., TAMPA, FL: 
1,688,431, CANC. INT. CL. 28. 
SPANDO-LUBE, INC., GRANITEVILLE, SC: 
2,216,325, PUB. 10-13-1998. INT. CL. 37. 
SPANISH HERITAGE TOURS, INC., FOREST HILLS, NY: 
2,215,814, PUB. 10-13-1998. INT. CL. 39. 
SPECTROWAX CORPORATION, BRIGHTON, MA: 
1,687,491, CANC. INT. CL. 3. 


S.P.A., 5 MILAN, 
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SPECTRUM MANAGEMENT GROUP, 
HAVEN, CT: 

1,688,269, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 41. 

SPEED PRODUCTS MOTORCYCLE EQUIPMENT HAN- 
DELSGESELLSCHAFT MIT BESCHRANKTER HAF- 
TUNG, D-4400 MUNSTER, FED REP GERMANY: 

1,687,682, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
12. 
SPERRY TOP-SIDER, INC.: See— 
SR HOLDINGS INC.. 
SPINAL CONCEPTS, INC., AUSTIN, TX: 
2,216,315, PUB. 10-13-1998. INT. CL. 10. 
2,216,331, PUB. 10-13-1998. INT. CL. 10. 


SPITS, MARC, 3930 HAMONT-ACHEL, BELGIUM: 
2,215,715, PUB. 5-19-1998. MULTIPLE CLASS, INT. 
CLS. 5 AND 10. 
SPOT INTERNATIONAL, INC., IRVINE, CA: 
2,216,152, PUB. 10-13-1998. INT. CL. 25. 
SPOT QUOTATIONS AND DATA, INC., ELMSFORD, NY: 
1,688,047, CANC. INT. CL. 35. 
SPREE.COM CORP., THORNTON, PA: 
2,216,442, PUB. 10-13-1998. INT. CL. 35. 
SPRING AIR MATTRESS COMPANY, NORTH ARLING- 
TON, NJ: 
1,687,893, CANC. INT. CL. 20. 
SPRINGS WINDOW FASHIONS DIVISION, INC., MID- 
DLETON, WI: 
2,216,657, INT. CL. 20. 
SPS TECHNOLOGIES, INC., NEWTOWN, PA: 
1,687,545, CANC. INT. CL. 6. 
SR HOLDINGS INC., WILMINGTON, DE FROM SPERRY 
TOP-SIDER, INC., CAMBRIDGE, MA: 
2,215,634, PUB. 10-13-1998. INT. CL. 25. 
ST. AGNES HOSPITAL, BALTIMORE, MD: 
2,216,114, PUB. 10-13-1998. INT. CL. 42. 
ST. LOUIS PAINT MANUFACTURING COMPANY, ST. 
LOUIS, MO: 
2,215,691, PUB. 10-13-1998. INT. CL. 2. 
STANFORD TECHNOLOGIES, INC., ATLANTA, GA: 
1,688,306, CANC. INT. CL. 9. 
STANLAR ENTERPRISES, INC., BLOOMFIELD, NJ, DBA 
STANLAR INDUSTRIES: 
2,216,352, PUB. 10-13-1998. INT. CL. 21. 
STANTON, JAN, LOS ANGELES, CA: 
2,216,369, PUB. 10-13-1998. INT. CL. 25. 
STARNINE TECHNOLOGIES, INC., BERKELEY, CA: 
1,687,617, CANC. INT. CL. 9. 
STASSEN NORTH AMERICA, BOULDER, CO: 
2,216,662, INT. CL. 30. 
STEAMED BLUES, INC., PHOENIX, AZ: 
2,216,578, PUB. 10-13-1998. INT. CL. 25. 


STEFFEN, BERNHARD, 94036 PASSAU, FED REP GER- 
MANY: 


INC., NEW 


2,216,061, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9 AND 42. 


STERIDERM CORPORATION, ESCONDIDO, CA: 
1,687,538, CANC. INT. CL. 5. 

STERLING HOUSE CORPORATION, WICHITA, KS: 
2,215,981, PUB. 10-13-1998. INT. CL. 42. 

STIEG, DALE EUGENE, LEROY, MI: 
1,687,536, CANC. INT. CL. 5. 

STOCKAMP & ASSOCIATES, INC., LAKE OSWEGO, OR: 
2,216,453, PUB. 10-13-1998. MULTIPLE CLASS, INT. 

CLS. 35 AND 36. 


2,216,454, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35 AND 36. 
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STOMP DESIGN UNLIMITED, HUNTINGTON BEACH, 
CA: 


2,215,689, PUB. 10-13-1998. INT. CL. 28. 
STONECREEK RECORDINGS, INC., NEW YORK, NY: 

2,216,182, PUB. 10-13-1998. INT. CL. 9. 
STRATEGOS, MENLO PARK, CA: 

2,216,652, INT. CL. 16. 


STRATOS WIRELESS, INC., ST. JOHN’S, NEWFOUND- 
LAND AIC 5X4, CANADA: 


2,215,871, PUB. 10-13-1998. INT. CL. 38. 
STROMBECKER CORPORATION, CHICAGO, IL: 
2,216,535, PUB. 10-13-1998. INT. CL. 28. 


STRUCTURED COMMUNICATIONS CABLING, 
SARASOTA, FL: 


2,216,421, PUB. 10-13-1998. INT. CL. 37. 


STUART-MATLOCK CORPORATION, 
LAUREL, NJ: 


1,687,632, CANC. INT. CL. 9. 

STUCK ON YOU, INC., FRANKLIN LAKES, NJ: 
1,687,925, CANC. INT. CL. 25. 

STUFFED DOG COMPANY, THE, BURBANK, CA: 
1,688,500, CANC. INT. CL. 41. 

STURM, RUGER & COMPANY, INC., SOUTHPORT, CT: 
2,216,253, PUB. 10-13-1998. INT. CL. 13. 
2,216,254, PUB. 10-13-1998. INT. CL. 13. 

SUGARLOAF SPRING RAIN (INTERNATIONAL) LIMIT- 

ED, DARTMOUTH, NOVA SCOTIA B3B 1M2, CANADA: 

2,216,747, INT. CL. 32. 


SUNDANCE PUBLISHING LIMITED PARTNERSHIP, 
LITTLETON, MA: 


2,216,549, PUB. 10-13-1998. INT. CL. 16. 
SUNLIGHT FOODS, INC., MIAMI, FL: 

2,216,609, MULTIPLE CLASS, INT. CLS. 29 AND 30. 
SUNLIGHT SUPPLY, INC., VANCOUVER, WA: 

2,216,151, PUB. 10-13-1998. INT. CL. 11. 


SUNQUAM TRIBUTE COMPANY, INC., THE, LONDON- 
DERRY, NH: 


2,216,550, PUB. 10-13-1998. INT. CL. 30. 


SUNRIDER CORPORATION, THE, TORRANCE, CA, DBA 
SUNRIDER INTERNATIONAL: 


2,216,308, PUB. 10-13-1998. INT. CL. 5. 
SUPERIOR REHAB TECHNOLOGY, INC., SAN ANTONIO, 
TX: 
2,215,971, PUB. 10-13-1998. INT. CL. 42. 
SUPHERB, LTD., NAHARIYA, ISRAEL: 
2,216,415, PUB. 10-13-1998. INT. CL. 5. 
SUSAN G. KOMEN BREAST CANCER FOUNDATION, 
THE, DALLAS, TX: 
2,215,945, PUB. 10-13-1998. INT. CL. 36. 
SUZAN BRIGANTI, INC., SAN FRANCISCO, CA: 
2,216,313, PUB. 10-13-1998. INT. CL. 18. 


SWAN CENTER FOR INTUITIVE LIVING, INC., THE, 
MARBLE HILL, GA: 


2,215,991, PUB. 10-13-1998. INT. CL. 41. 

SWATCH S.A., 2503 BIENNE, SWITZERLAND: 
1,687,775, CANC. INT. CL. 12. 

SWEET STREET DESSERTS, INC., READING, PA: 
2,215,635, PUB. 10-13-1998. INT. CL. 30. 
2,215,636, PUB. 10-13-1998. INT. CL. 30. 
2,215,680, PUB. 10-13-1998. INT. CL. 30. 

SWINGERLAND, INC., WESTMINSTER, CA: 
2,216,307, PUB. 10-13-1998. INT. CL. 25. 

SYNTELLECT INC., PHOENIX, AZ: 

2,216,209, PUB. 10-13-1998. INT. CL. 9. 

SYW HOLDINGS,, RICHMOND, VA: 
2,216,450, PUB. 10-13-1998. INT. CL. 41. 

T. LARRY JONES, INC., PIERSON, FL: 
2,216,714, INT. CL. 31. 

TABOR, AARON THOMAS, WINSTON-SALEM, NC: 
2,216,093, PUB. 10-13-1998. INT. CL. 28. 


INC., 


INC., MOUNT 
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TANDY CORPORATION, FORTH WORTH, TX, DBA 
RADIO SHACK: 


1,688,341, CANC. INT. CL. 9. 
TAP AIR PORTUGAL, NEWARK, NJ: 
2,216,008, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 39 AND 42. 
TAQUERIAS GUADALAJARA, INC., SANTA ANA, CA: 
2,216,117, PUB. 10-13-1998. INT. CL. 42. 
TARN SOFTWARE, INC., LITTLETON, CO: 
2,216,221, PUB. 10-13-1998. INT. CL. 9. 
TC GROUP, INC., POCONO SUMMIT, PA: 
2,216,043, PUB. 7-7-1998. INT. CL. 25. 
TDM LIMITED PARTNERSHIP, GRAND RAPIDS, MI: 
1,688,313, CANC. INT. CL. 9. 
TEACH FOR AMERICA, INC., NEW YORK, NY: 
1,688,575, CANC. INT. CL. 35. 
TEAM SCARAB, INC., SANTA BARBARA, CA: 
1,688,366, CANC. INT. CL. 12. 
TECA S.N.C. DI FALCONE D. & E., FRANCAVILLA AL 
MARE (CHIETI), ITALY: 
2,216,390, PUB. 10-13-1998. INT. CL. 28. 
TECHNION COMMUNICATIONS 
MIAMI, FL: 
2,216,721, INT. CL. 35. 
TECNOL MEDICAL PRODUCTS, INC., FORT WORTH, 
TX: 
2,215,666, PUB. 10-13-1998. INT. CL. 10. 
TEDDI OF CALIFORNIA, RANCHO DOMINGUEZ, CA: 
2,216,188, PUB. 10-13-1998. INT. CL. 25. 
TELECOM RESOURCES, INC., DALLAS, TX: 
2,215,779, PUB. 10-13-1998. INT. CL. 38. 
TELEGLOBE INTERNATIONAL 
MCLEAN, VA: 
2,215,762, PUB. 8-4-1998. MULTIPLE CLASS, INT. CLS. 
35, 36, 38 AND 42. 
TELEGUARD CORPORATION, BOSTON, MA: 
1,688,458, CANC. INT. CL. 35. 
TELESERVICES INTERNATIONAL GROUP INC., ST. PE- 
TERSBURG, FL: 
2,215,842, PUB. 10-13-1998. INT. CL. 35. 
TELETIMER INTERNATIONAL, INC., BOCA RATON, FL: 
1,687,648, CANC. INT. CL. 9. 
TELEVISION FOOD NETWORK, G.P., NEW YORK, NY: 
2,216,057, PUB. 10-13-1998. INT. CL. 41. 
TELEVISION PAR SATELLITE, SNC, R.C.S. NANTERRE 
B 408 604 007, FRANCE: 
2,215,710, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 16, 38 AND 41. 
TENUTE SELLA & MOSCA S.P.A., ALAGHERO (SAS- 
SARI), ITALY: 
2,215,921, PUB. 10-13-1998. INT. CL. 33. 
TEQUILA MOCKINGBIRD, LLC, AUSTIN, TX: 
2,216,144, PUB. 10-13-1998. INT. CL. 41. 
TERMINIX INTERNATIONAL COMPANY LIMITED 


PARTNERSHIP, THE, MEMPHIS, TN, DBA PARAGON 
PROFESSIONAL PEST CONTROL PRODUCTS: 


2,215,917, PUB. 10-13-1998. INT. CL. 5. 
TERMINOTIX INC., OTTAWA, ONTARIO, K2P O0B4, 
CANADA: 
2,215,703, PUB. 9-8-1998. INT. CL. 9. 
2,215,704, PUB. 9-8-1998. INT. CL. 9. 
TERRA SANTE, INC., LOS ANGELES, CA: 
1,688,280, CANC. INT. CL. 3. 
TETON SALES-D. T., LLC, CHEYENNE, WY: 
2,216,783, INT. CL. 19. 
THC SYSTEMS, INC., MELVILLE, NY: 
1,688,411, CANC. INT. CL. 21. 


CORPORATION, 


CORPORATION, 
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THERMO ANALYTICAL INC., MONROVIA, CA: 
1,687,480, CANC. MULTIPLE CLASS, INT. CLS. 3 AND 
21. 
THOMAS INSTRUMENTS, INC., SPOFFORD, NH: 
1,687,620, CANC. INT. CL. 9. 
THOMPSON INTELLECTUAL PROPERTIES, 
ROCHESTER, NH: 
2,216,227, PUB. 10-13-1998. INT. CL. 13. 
THOMPSON-MINWAX COMPANY, THE: See— 
SHERWIN-WILLIAMS COMPANY, THE 
THOMPSON-MINWAX COMPANY, THE: See— 
SHERWIN-WILLIAMS COMPANY, THE. 
THOMPSON, KAREN, GRIFFIN, GA AND NICHOLSON, 
LYNN, GRIFFIN, GA: 
2,216,042, PUB. 10-13-1998. INT. CL. 16. 
THOMSON PROXY VOTER SERVICES, INC., BETHESDA, 
MD: 
2,216,516, PUB. 10-13-1998. INT. CL. 16. 
THORNTON, JENNIFER F., PROVO, UT: 
2,216,562, PUB. 10-13-1998. INT. CL. 32. 
THRESHOLDS: PERSONAL RESOURCE CONSULTANTS, 
SALT LAKE CITY, UT: 
1,688,168, CANC. INT. CL. 41. 
THRIFTY RENT-A-CAR SYSTEM, INC., TULSA, OK: 
2,216,213, PUB. 10-13-1998. INT. CL. 35. 
2,216,214, PUB. 10-13-1998. INT. CL. 39. 
TICKETMASTER CORPORATION, LOS ANGELES, CA: 
1,688,152, CANC. INT. CL. 41. 
TIMEPLEX, INC., WOODCLIFF LAKE, NJ: 
1,688,535, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
16. 
TIMEX CORPORATION, MIDDLEBURY, CT: 
2,216,745, INT. CL. 14. 
TIRE RACK, INC., THE, SOUTH BEND, IN FROM VELD- 


MAN’S EQUIPMENT, INC., SOUTH BEND, IN, DBA 
THE TIRE RACK: 


2,216,681, INT. CL. 12. 
TJX COMPANIES, INC., THE, FRAMINGHAM, MA: 
2,216,631, INT. CL. 25. 
TODAY'S TRAVELER LLC, BELLEVUE, WA: 
2,216,646, INT. CL. 39. 
2,216,647, INT. CL. 42. 
TOKAI CORPORATION, MIDORI-KU, 
KANAGAWA-KEN, JAPAN: 
1,687,796, CANC. INT. CL. 16. 
TOMEN AMERICA INC., NEW YORK, NY: 
1,687,449, CANC. INT. CL. 1. 
TONY & BROTHERS CO. INC., COLLEGE POINT, NY: 
2,216,049, PUB. 10-13-1998. INT. CL. 29. 
TOOTY INC., OAK FOREST, IL, DBA LORI M. MILLER: 
1,688,175, CANC. INT. CL. 41. 
TOP PRODUCER, SANTA ROSA, CA: 
2,216,630, INT. CL. 41. 
TOPCO ASSOCIATES, INC., SKOKIE, IL: 
1,687,998, CANC. INT. CL. 29. 
TOPPS COMPANY, INC., THE, NEW YORK, NY: 
2,216,412, PUB. 10-13-1998. INT. CL. 16. 
TOPWIN CORPORATION, TORRANCE, CA: 
2,216,355, PUB. 10-13-1998. INT. CL. 25. 
TORAY KABUSHIKI KAISHA, CHUO-KU, TOKYO, 
JAPAN, TA TORAY INDUSTRIES, INC.: 
2,216,203, PUB. 10-13-1998. INT. CL. 1. 
TORNADO, INC., MANHATTAN BEACH, CA: 
2,216,029, PUB. 10-13-1998. INT. CL. 38. 
TOSCO CORPORATION, STAMFORD, CT: 
2,216,034, PUB. 7-28-1998. INT. CL. 37. 
TOSHOKU AMERICA, INC., OAKLAND, NJ: 
1,687,766, CANC. INT. CL. 12. 
1,687,924, CANC. INT. CL. 25. 
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TOTALLY COOL, INC., CINNAMINSON, NJ: 
2,216,680, INT. CL. 35. 
TOY INVESTMENTS INC., KENT, WA: 
2,216,181, PUB. 10-13-1998. INT. CL. 28. 
TPI HOLDINGS, INC., ATLANTA, GA: 
2,215,989, PUB. 10-13-1998. INT. CL. 16. 
TRANQUILLI, ADAM, SUMMIT, NJ: 
1,688,186, CANC. INT. CL. 41. 
TRANS WORLD PUBLISHING, INC., ATLANTA, GA: 
1,687,862, CANC. INT. CL. 16. 
TRAVPLAN TECHNOLOGIES, INC., ST. LOUIS, MO: 
2,216,199, PUB. 10-13-1998. INT. CL. 9. 
TREADCO, INC., FORT SMITH, AR: 
2,215,706, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35 AND 37. 
TRI-CHEM, INC., HARRISON, NJ: 
1,687,456, CANC. INT. CL. 2. 
TRI-SEAL INTERNATIONAL, INC., BLAUVELT, NY: 
2,216,083, PUB. 10-13-1998. INT. CL. 20. 
TRIMEX MARKETING, INC., GARDEN GROVE, CA: 
2,216,222, PUB. 10-13-1998. INT. CL. 11. 
TRINGAS, GREG, PENSACOLA, FL: 
2,215,819, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9 AND 15. 
TRIPLE THREAT, INC., LACEY, WA: 
2,216,466, PUB. 10-13-1998. INT. CL. 28. 
TRU-GLO, INC., DALLAS, TX: 
2,216,628, INT. CL. 13. 
TRUCK FARM, INC., MURRELLS INLET, SC: 
2,216,637, INT. CL. 37. 
TRUE QUALITY PHARMACIES, INC., MCKINNEY, TX: 
1,687,541, CANC. INT. CL. 5. 
TRUST COMPANY BANK, ATLANTA, GA: 
1,688,086, CANC. INT. CL. 36. 
TRUSTMARK INSURANCE COMPANY, LAKE FOREST, 
IL: 
2,216,728, INT. CL. 36. 
TUBE-ALLOY CORPORATION, HOUSTON, TX: 
2,216,606, MULTIPLE CLASS, INT. CLS. 6 AND 7. 
TURKEL SCHWARTZ & PARTNERS, INC., COCONUT 
GROVE, FL: 
2,215,962, PUB. 10-13-1998. ENT. CL. 35. 
2,215,963, PUB. 10-13-1998. INT. CL. 35. 
TURNKEY APPLICATION PROGRAMS, WHITE PLAINS, 
NY: 
1,687,423, CANC. INT. CL. 1. 
TURTLE ISLAND PRESS, INC., PHOENIX, AZ: 
2,216,462, PUB. 10-13-1998. INT. CL. 16. 
TWIN MARQUIS, INC., BROOKLYN, NY: 
2,216,433, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 29 AND 30. 
TYCOR INTERNATIONAL CORP, CALGARY, ALBERTA, 
T2H 1L9, CANADA: 
2,215,811, PUB. 10-13-1998. INT. CL. 9. 
U S WEST MARKETING RESOURCES GROUP, INC., EN- 
GLEWOOD, CO: 
1,687,702, CANC. INT. CL. 9. 
U.S. ORDER, INC., HERNDON, VA: 
1,688,587, CANC. INT. CL. 42. 
U.S. RING BINDER CORP., NEW BEDFORD, MA: 
1,688,391, CANC. INT. CL. 16. 
U.S. TAPE COMPANY, PATCHOGUE, NY: 
2,216,718, INT. CL. 9. 
UC LAND ASSOCIATES, NEWPORT BEACH, CA: 
1,688,081, CANC. INT. CL. 36. 
UETA, INC., LAREDO, TX: 
1,688,233, CANC. INT. CL. 42. 
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ULANO CORPORATION, BROOKLYN, NY: 
1,687,424, CANC. INT. CL. 1. 

UNCLE BEN’S, INC., HOUSTON, TX: 
1,687,975, CANC. INT. CL. 29. 


UNDERWRITERS RE GROUP, INC., WOODLAND HILLS, 
CA: 


2,215,984, PUB. 10-13-1998. INT. CL. 36. 
UNIFRAX CORPORATION, NIAGARA FALLS, NY: 
2,216,299, PUB. 10-13-1998. INT. CL. 19. 
UNIMIE, F-45250 BRIARE, FRANCE: 
2,215,960, PUB. 10-13-1998. INT. CL. 30. 
UNIPLAST, INC., ARLINGTON, TX: 
1,687,555, CANC. INT. CL. 7. 
UNIQUE SELLING PROPOSITIONS, INC., BETHESDA, 
MD: 
1,688,557, CANC. INT. CL. 16. 
UNITED COOPERATIVE BANK, WEST SPRINGFIELD, 
MA: 
2,216,136, PUB. 7-21-1998. INT. CL. 36. 
UNITED FEATURE SYNDICATE, INC., NEW YORK, NY: 
2,216,678, INT. CL. 14. 
UNITED FEEDS, INC., SHERIDAN, IN: 
2,215,731, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 5 AND 31. 
UNITED HOSPICE, INC., LILBURN, GA: 
2,216,448, PUB. 10-13-1998. INT. CL. 42. 
UNITED LEISURE, INC., LOS ANGELES, CA: 
2,215,708, PUB. 10-13-1998. INT. CL. 41. 
UNITED WISCONSIN SERVICES INC., MILWAUKEE, WI 


FROM AMERICAN MEDICAL SECURITY GROUP, 
INC., GREEN BAY, WI: 


2,215,696, PUB. 10-13-1998. INT. CL. 36. 
UNITIKA LTD., AMAGASAKI-SHI, HYOGO-KEN, JAPAN: 
1,687,757, CANC. INT. CL. 11. 
UNIVERSITY OF AKRON, THE, AKRON, OH: 
2,216,445, PUB. 10-13-1998. INT. CL. 41. 
UNIVERSITY OF HAWAII, HONOLULU, HI: 
2,216,051, PUB. 10-13-1998. INT. CL. 16. 
2,216,052, PUB. 10-13-1998. INT. CL. 16. 
2,216,053, PUB. 10-13-1998. INT. CL. 16. 
2,216,054, PUB. 10-13-1998. INT. CL. 41. 
2,216,055, PUB. 10-13-1998. INT. CL. 41. 
2,216,056, PUB. 10-13-1998. INT. CL. 41. 
UPPER ROOM, THE, NASHVILLE, TN: 
2,215,809, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 16 AND 42. 
URBAN TRAILS, INC., LOS ANGELES, CA: 
1,688,196, CANC. INT. CL. 42. 
US SPRINT COMMUNICATIONS COMPANY LIMITED 
PARTNERSHIP, KANSAS CITY, MO: 
1,688,490, CANC. INT. CL. 38. 
USAIR, INC., ARLINGTON, VA: 
1,688,144, CANC. INT. CL. 39. 
UTILITY TRAILER MANUFACTURING COMPANY, CITY 
OF INDUSTRY, CA: 
2,216,722, INT. CL. 12. 
VALLEY CRAFT, INC., MINNEAPOLIS, MN: 
2,216,001, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 7 AND 12. 
VALSPAR CORPORATION, THE, MINNEAPOLIS, MN 
FROM MASTER BUILDERS, INC., CLEVELAND, OH: 
2,215,748, PUB. 10-13-1998. INT. CL. 2. 
VANGUARD GROUP, INC., THE, MALVERN, PA: 
2,216,751, INT. CL. 36. 
VANISHING POINT, INC., RALEIGH, NC: 
2,216,559, PUB. 10-13-1998. INT. CL. 42. 
VARIETY DISTRIBUTORS, INC., HARLAN, IA FROM 
HAROLD MANGELSEN & SONS, INC., OMAHA, NE: 
2,215,924, PUB. 10-13-1998. INT. CL. 35. 
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VARITYPER, INC., EAST HANOVER, NJ: 
1,688,320, CANC. INT. CL. 9. 


VC SPORTSWEAR CORPORATION, NEW YORK, NY: 
2,215,648, PUB. 10-13-1998. INT. CL. 25. 

VEDCO INDUSTRIES LTD., SURREY, BRITISH COLUM- 

BIA, CANADA, DBA MERIT KITCHENS: 
2,216,650, INT. CL. 20. 
VENTURE BUSINESS BROKERS FRANCHISE, CORP., 
ELK GROVE VILLAGE, IL: 
2,216,490, PUB. 10-13-1998. INT. CL. 36. 
VERACRUZ INTERNATIONAL, INC., LAS VEGAS, NV: 
2,215,759, PUB. 10-13-1998. INT. CL. 34. 

VEREIN ZUR FORDERUNG BUSFAHIGER INTERFACES 
FUR BINARE AKTUATOREN UND SENSOREN E. V., 
51519 ODENTHAL, FED REP GERMANY: 

2,216,621, U.S. CL. 200. 


VERMONT COUNTRY FOODS, INC., BARRE, VT: 
1,688,020, CANC. INT. CL. 30. 

VERMONT MEDICAL, INC., BELLOWS FALLS, VT: 
1,687,746, CANC. INT. CL. 10. 

VERSAR, INC., SPRINGFIELD, VA: 
2,215,677, PUB. 10-13-1998. INT. CL. 9. 

VIA MARKETING & PROMOTION S.A., CH - 

LUGANO, SWITZERLAND: 


2,215,797, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 16 AND 35. 


VIACOM INTERNATIONAL INC., NEW YORK, NY: 
2,216,644, INT. CL. 41. 


VIASTAEL (SA), 94140 ALFORTVILLE, FRANCE: 
2,215,994, PUB. 10-13-1998. INT. CL. 25. 


VIGORO INDUSTRIES, INC., FAIRVIEW HEIGHTS, IL: 
1,688,278, CANC. INT. CL. 1. 
VIRTUAL TELECOM, INC., 
SWITZERLAND: 
2,215,952, PUB. 10-13-1998. INT. CL. 36. 
VISIONTEK, INC., GURNEE, IL: 
2,216,763, INT. CL. 35. 
VISUAL INFORMATION 
RATED, PLANO, TX: 
1,688,310, CANC. INT. CL. 9. 
VITAKRAFT-WERKE WUHRMANN & SOHN, 
BREMEN 4, FED REP GERMANY: 
1,688,571, CANC. INT. CL. 31. 
VITALOGRAPH LIMITED, BUCKINGHAM MKi8 iSW, 
ENGLAND: 
2,215,740, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9 AND 10. 
VITASAVE, INC., HAWTHORNE, NY: 
2,216,429, PUB. 10-13-1998. INT. CL. 35. 
VMG ENTERPRISES, INC., VANCOUVER, WA: 
1,687,863, CANC. INT. CL. 16. 
VODICKA, PETER, WINTER PARK, FL: 
2,215,730, PUB. 10-13-1998. INT. CL. 42. 
VOLKSWAGEN OF AMERICA, INC., AUBURN HILLS, 
MI: 
1,688,107, CANC. INT. CL. 36. 
VOLUNTARY HOSPITALS OF AMERICA, INC., IRVING, 
TX: 
1,688,212, CANC. INT. CL. 42. 
VOM SAAL, ROBERT J., SEVERNA PARK, MD: 
1,688,545, CANC. INT. CL. 9. 
W. R. GRACE & CO.-CONN., NEW YORK, NY: 
2,216,724, INT. CL. 21. 
W.N. SERFASS & CO., P.C., BETHLEHEM, PA: 
2,216,426, PUB. 10-13-1998. INT. CL. 36. 
2,216,428, PUB. 10-13-1998. INT. CL. 35. 
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WAGNER GOURMET FOODS, INC., WILMINGTON, NC: 


2,216,769, INT. CL. 30. 
2,216,770, INT. CL. 32. 
2,216,772, INT. CL. 30. 
2,216,773, INT. CL. 32. 

WAHL, RONALD J., ST. PETERSBURG, FL: 
2,216,554, PUB. 10-13-1998. INT. CL. 16. 
2,216,555, PUB. 10-13-1998. INT. CL. 41. 

WALGREEN CO., DEERFIELD, IL: 
2,216,361, PUB. 10-13-1998. INT. CL. 5. 


WALLY BEAR & “THE NO GANG” ENTERPRISES, INC., 
ALLENTOWN, PA: 


1,687,899, CANC. INT. CL. 21. 


WALTER, NANCY, APPLE VALLEY, MN, DBA NATU- 
RALLY BY NAY: 


2,216,212, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 9, 16 AND 28. 
WATERFORD CRYSTAL LIMITED, WATERFORD, IRE- 
LAND: 
2,216,704, INT. CL. 21. 
WATSON WYATT & COMPANY, BETHESDA, MD: 
2,216,372, PUB. 10-13-1998. INT. CL. 35. 


WAUSAU-MOSINEE PAPER CORPORATION, MOSINEE, 
Wl 


2,216,572, PUB. 10-13-1998. INT. CL. 16. 


WAYDA, STEPHEN, SALT LAKE CITY, UT AND CHOW, 
SUAN, SALT LAKE CITY, UT: 


1,688,506, CANC. INT. CL. 42. 
WE R. FUN, INC., PIERZ, MN: 
2,216,095, PUB. 10-13-1998. INT. CL. 28. 
WEBTV NETWORKS, INC.: See— 
MICROSOFT CORPORATION. 


WEIDER NUTRITION INTERNATIONAL, 
LAKE CITY, UT: 

2,215,956, PUB. 10-13-1998. INT. CL. 5. 

WELDED TUBE CO. OF AMERICA, CHICAGO, IL: 

2,216,396, PUB. 10-13-1998. INT. CL. 35. 

WELLINGTON LEISURE PRODUCTS, INC., MADISON, 
GA, TEXAS WATER CRAFTERS, WICHITA FALLS, 
TX: 

669,555. REN. 11-25-98. U.S. CL. 22 (INT. CLS. 9 AND 
28). 
WELLS MFG. CORP., FOND DU LAC, WI: 
2,215,711, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 7 AND 9. 
WELLS’ DAIRY, INC., LEMARS, IA: 
2,216,588, INT. CL. 30. 


WENZEL MEINL GMBH, D-82538 GERETSRIED, FED 
REP GERMANY: 


2,215,684, PUB. 10-13-1998. INT. CL. 15. 
WESLEY JESSEN CORPORATION, DES PLAINES, IL: 
2,216,128, PUB. 10-13-1998. INT. CL. 9. 


WESTERN MARYLAND PHARMACEUTICAL SERVICES, 
INC., HAGERSTOWN, MD: 


1,688,517, CANC. INT. CL. 42. 


WESTERN WORLD PET SUPPLY ASSOCIATION, SOUTH 
PASADENA, CA: 


1,688,582, CANC. INT. CL. 41. 


WESTONE LABORATORIES, 
SPRINGS, CO: 


2,216,177, PUB. 10-13-1998. INT. CL. 5. 
WETTERAU INCORPORATED, HAZELWOOD, MO: 
1,688,246, CANC. INT. CL. 42. 


WHITE, MARK, HEMPSTEAD, NY, DBA THE JEMMEN 
COMPANY: 


1,687,812, CANC. INT. CL. 16. 

WHO DAT?, INC., ST. ROSE, LA: 
1,688,040, CANC. INT. CL. 32. 

WHOLE SYSTEM DESIGN, INC., LORTON, VA: 
2,215,725, PUB. 10-13-1998. INT. CL. 42. 
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WIEGAND AND BOBLITT FAMILY LIMITED PARTNER- 
SHIP, NAPA, CA: 


2,216,141, PUB. 10-13-1998. INT. CL. 16. 


WILSEY FOODS, INC., WILMINGTON, DE: 
1,688,440, CANC. INT. CL. 29. 
1,688,441, CANC. INT. CL. 29. 


WINESTIMATOR INC., KENT, WA: 
2,215,923, PUB. 10-13-1998. INT. CL. 9. 


WINKELHORN, KARIN-MARIA K., LAS VEGAS, NV: 
2,215,993, PUB. 10-13-1998. INT. CL. 41. 


WINMILL SOFTWARE, INC., NEW YORK, NY: 
2,215,751, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35, 41 AND 42. 
WIRE ROPE INDUSTRIES LTD. - INDUSTRIES DE 


CABLES D’ACIER LTEE, POINTE-CLAIRE, QUEBEC, 
CANADA: 


2,215,861, PUB. 10-13-1998. INT. CL. 6. 


WIRED VENTURES, INC., SAN FRANCISCO, CA: 
2,216,775, INT. CL. 16. 


WISCO III, L.L.C., ENGLEWOOD, CO: 
2,215,760, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
WISCONSIN PHARMACAL COMPANY, INC., JACKSON, 
Wil: 
2,216,340, PUB. 10-13-1998. INT. CL. 10. 


WISE FOODS INVESTMENTS, INC., WILMINGTON, DE: 
2,216,756, INT. CL. 30. 
WIZCOM TECHNOLOGIES LTD., HAR HOZVIM, JERU- 
SALEM 97774, ISRAEL: 
2,215,959, PUB. 10-13-1998. INT. CL. 9. 


WLY UNITED INC., NEW YORK, NY: 
2,216,155, PUB. 10-13-1998. INT. CL. 42. 
WNYC FOUNDATION, NEW YORK, NY: 
2,215,746, PUB. 10-13-1998. INT. CL. 41. 
WOLF ORGANIZATION, INC., THE, YORK, PA: 
2,215,855, PUB. 10-13-1998. INT. CL. 19. 
WOMAN’S MISSIONARY UNION, AUXILIARY TO 


SOUTHERN BAPTIST CONVENTION, BIRMINGHAM, 
AL: 


2,215,957, PUB. 10-13-1998. INT. CL. 36. 
WORCESTER COUNTY INSTITUTION 
WORCESTER, MA: 
1,688,109, CANC. INT. CL. 36. 
WORLD CHAMPIONSHIP WRESTLING, INC., ATLANTA, 
GA: 
2,216,288, PUB. 10-13-1998. INT. CL. 41. 
WORLD ONE CO., LTD., TORANOMON, MINATO-KU, 
TOKYO, JAPAN: 
2,215,676, PUB. 10-13-1998. INT. CL. 28. 
WORLD PACIFIC CONTAINER 
INGLEWOOD, CA: 
2,216,201, PUB. 10-13-1998. INT. CL. 39. 
WORLD PUBLISHING COMPANY, EVANSTON, IL: 
1,687,854, CANC. INT. CL. 16. 
WORLD YACHT, INC., NEW YORK, NY: 
2,215,910, PUB. 10-13-1998. MULTIPLE CLASS, INT. 
CLS. 39 AND 42. 
WORLDWIDE SPORT NUTRITIONAL SUPPLEMENTS, 
INC., LARGO, FL: 
2,216,265, PUB. 10-13-1998. INT. CL. 5. 
WRIGHT BRAND FOODS, INC., VERNON, TX: 
2,216,746, INT. CL. 29. 
WRIGLEY, GEORGE, JR., NORWAY, ME, DBA WRIGCO: 
1,688,364, CANC. INT. CL. 12. 
WRYMARK, INC., ST. LOUIS, MO: 
2,215,810, PUB. 10-13-1998. INT. CL. 42. 
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W3LINKS, INC., MIAMI, FL: 
2,215,925, PUB. 10-13-1998. INT. CL. 42. 

XATRIX ENTERTAINMENT, INC., LOS ANGELES, CA: 
2,216,122, PUB. 10-13-1998. INT. CL. 9. 

XTC PRODUCTS INCORPORATED, LARCHMONT, NY: 
1,687,880, CANC. INT. CL. 18. 

Y-VISIONARY L.P., IRVINE, CA: 
2,216,768, INT. CL. 16. 

YALE FORMAN DESIGNS, INC., NEW YORK, NY: 
1,688,261, CANC. MULTIPLE CLASS, INT. CLS. 21 

AND 24. 
YAMASHITA DENSO KABUSHIKI KAISHA, TOKYO, 
JAPAN, AKA YAMASHITA DENSO CORPORATION: 

1,688,309, CANC. INT. CL. 9. 

YAPLE, REGINALD O., ANCHORAGE, AK: 
1,688,030, CANC. INT. CL. 31. 


YIN CHENG MFG. CO., LTD., PY! TOUR HSIANG 
CHANGHUA HSIEN, TAIWAN: 


2,216,078, PUB. 10-13-1998. INT. CL. 12. 
YINSPIRE, INC., MILL VALLEY, CA: 
2,215,826, PUB. 10-13-1998. INT. CL. 42. 
YKK CORPORATION, TOKYO, JAPAN: 
2,215,649, PUB. 10-13-1998. INT. CL. 26. 
YOS-GAD LIGHTING INDUSTRIES INC., PASSAIC, NJ: 
2,216,154, PUB. 10-13-1998. INT. CL. 11. 
YOURS TRADING INC., CORONA, NY: 
2,216,492, PUB. 10-13-1998. INT. CL. 21. 


ZABEL INDUSTRIES INTERNATIONAL, LTD., LOUIS- 
VILLE, KY: 


2,216,546, PUB. 10-13-1998. INT. CL. 16. 
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ZALE DELAWARE, INC., IRVING, TX: 
2,215,946, PUB. 10-13-1998. INT. CL. 35. 
ZAMZOWS, INC., GARDEN CITY, ID: 
1,688,222, CANC. INT. CL. 42. 
ZEFER OPERATIONS INC., FAIRFIELD, PA: 
2,216,697, INT. CL. 7. 
ZIFF-DAVIS INC., NEW YORK, NY: 
2,215,908, PUB. 10-13-1998. INT. CL. 16. 
ZM INVESTMENT RESEARCH, INC., GLENDALE, CA: 
1,688,560, CANC. INT. CL. 16. 
ZPDI/ZYDECO PRODUCTS AND DISTRIBUTION, INC., 
SLIDELL, LA: 
2,215,660, PUB. 10-13-1998. INT. CL. 30. 
ZUMA IMPORTING COMPANY, TUCKER, GA: 
2,215,755, PUB. 10-13-1998. INT. CL. 33. 
ZURICHER BEUTELTUCHFABRIK AG, CH-8803 RUSCH- 
LIKON, SWITZERLAND: 
1,687,904, CANC. INT. CL. 24. 
ZVII, INC., NEW YORK, NY: 
2,216,358, PUB. 10-13-1998. INT. CL. 25. 
1-800-GRANDMA, INC., MANASQUAN, NJ: 
2,216,069, PUB. 10-13-1998. INT. CL. 38. 
200 PROOF PRODUCTIONS, INC., CHICAGO, IL: 
2,215,873, PUB. 10-13-1998. INT. CL. 35. 
21ST CENTURY INTERNET VENTURE PARTNERS, SAN 
FRANCISCO, CA: 
2,215,876, PUB. 10-13-1998. INT. CL. 36. 
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